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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of Investigation No. 337-TA-1016

CERTAIN ACCESS CONTROL (Modification Proceeding)
SYSTEMS AND COMPONENTS
THEREOF

NOTICE OF THE COMMISSION’S FINAL DETERMINATION IN A MODIFICATION
PROCEEDING; TERMINATION OF THE MODIFICATION PROCEEDING

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission
(“Commission”) has determined to modify the remedial orders issued in the underlying
investigation to exempt Respondents’ redesigned wireless garage door opener products as non-
infringing. The above-captioned modification proceeding is hereby terminated.

FOR FURTHER INFORMATION CONTACT: Carl P. Bretscher, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, SW, Washington, D.C. 20436,
telephone (202) 205-2382. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
SW, Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at https.//www.usitc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket
(EDIS) at https://edis.usitc.gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted the underlying
investigation on August 9, 2016, based on a complaint filed by The Chamberlain Group, Inc.
(“Chamberlain”) of Elmhurst, Illinois. 81 FR 52713 (Aug. 9, 2016). The complaint alleged a
violation of 19 U.S.C. 1337, as amended (“Section 337”), in the importation, sale for
importation, or sale in United States after importation of certain access control systems and
components thereof that allegedly infringe one or more claims of U.S. Patent Nos. 7,161,319
(“the *319 patent™), 7,339,336 (“the *336 patent™), and 7,196,611 (“the 611 patent”). The 611
patent was subsequently withdrawn and terminated from the investigation. Order No. 28 (May
3, 2017), not rev'd, Comm’n Notice (May 31, 2017).

The notice of investigation named Techtronic Industries Co., Techtronic Industries North
America, Inc., One World Technologies, Inc., and OWT Industries, Inc., and ET Technology
(Wuxi) Co. (collectively “Techtronic”’) among the respondents. 81 FR 52713. Ryobi
Technologies, Inc. was initially named as a respondent but was later terminated. Order No. 6



(Oct. 17, 2016), not rev’d, Comm’n Notice (Nov. 7, 2016). The Office of Unfair Import
Investigations (“OUII”) was not named as a party to the investigation. 81 FR 52713.

On October 23, 2017, the then-presiding administrative law judge (‘““‘ALJ”) issued a final
initial determination (“ID”) in the underlying investigation, finding that Techtronic violated
Section 337 by importing and selling garage door openers that infringe asserted claims 1-4, 7-12,
15, and 16 of the *319 patent. ID at 294. The ID found no infringement and hence no violation
with respect to the 336 patent. /d. The ID found none of the claims invalid as obvious, but
found claim 34 of the 336 patent invalid under 35 U.S.C. 101 (“Section 101”).

The Commission did not review, and thereby adopted, the ID’s findings on infringement
but determined to review the ALJ’s findings on invalidity. 82 FR 61792 (Dec. 29, 2017). The
Commission ultimately affirmed the ID’s finding that none of the claims is invalid as obvious
and took no position on invalidity under Section 101. Comm’n Op. at 34-38 (Mar. 23, 2018).
The Commission found a violation of Section 337 by reason of infringement of the *319 patent
but not the *336 patent, and issued a limited exclusion order and cease and desist orders against
Techtronic. 83 FR 13517 (Mar. 29, 2018). Chamberlain and Techtronic have cross-appealed the
Commission’s final determination to the U.S. Court of Appeals for the Federal Circuit. The
Chamberlain Group, Inc. v. International Trade Comm’n, Appeal Nos. 18-2002, 18-2191
(consolidated). '

On August 2, 2018, Techtronic filed a petition to institute a modification proceeding,
pursuant to 19 U.S.C. § 1337(k), to determine whether its redesigned wireless garage door
openers infringe the *319 patent and are covered by the remedial orders issued in the underlying
investigation. Chamberlain filed its opposition to the petition on August 13, 2018.

On September 4, 2018, the Commission issued a notice of its determination to institute
the modification proceeding. 83 FR 45676 (Sept. 10, 2018). OUII was not named as a party to
the modification proceeding. /d.

After a period for fact and expert discovery, motions, and pre-hearing briefing, the chief
administrative law judge (“CALJ”) held an evidentiary hearing on December 12, 2018, on the
issues raised by the parties. The parties filed their post-hearing briefs on December 21, 2018,
and their reply briefs on January 30, 2019. In view of the partial shutdown of the federal
government in January 2019, the CALJ issued an ID to revise the procedural schedule and
extend the deadline for issuance of the RD from March 11, 2019, to April 22, 2019. Order No.
48 (Jan. 31, 2019). The Commission subsequently extended the target date for completion of
this modification proceeding to July 22, 2019. Comm’n Notice (Mar. 4, 2019). :

On April 22, 2019, the CALIJ issued his RD, finding that Techtronic’s redesigned garage
door openers do not infringe the *319 patent and recommending that the remedial orders be
modified to exempt Techtronic’s non-infringing products. On May 3, 2019, Chamberlain filed
comments on the RD asking the Commission to review and reverse the subject RD. Techtronic
did not file a reply to Chamberlain’s comments. '



On June 7, 2019,' the Commission determined to review the subject RD and asked the
parties to submit additional briefing. Comm’n Notice at 2-3 (June 7, 2019). The parties filed
their initial responses on June 20, 20-19, and their reply briefs on June 27, 2019.

Having considered the parties’ submissions, the RD, and the evidence of record, the
Commission has determined that Techtronic’s redesigned wireless products do not infringe the
’319 patent and thus are not covered by the remedial orders issued in the underlying
investigation. The Commission has further determined to modify the limited exclusion order and
- cease and desist orders issued in that investigation to exempt Techtronic’s non- 1nfr1ng1ng
products. A separate modification order will be issued herewith.

The authority for the Commission’s determination is contained in Section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR part 210).

By order of the Commission.
Lisa R. Barton

Secretary to the Commission
Issued: July 22,2019
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.
In the Matter of Investigation No. 337-TA-1016
CERTAIN ACCESS CONTROL (Modification Proceeding)
SYSTEMS AND COMPONENTS
THEREOF

NOTICE OF COMMISSION DETERMINATION TO REVIEW A RECOMMENDED
DETERMINATION; SCHEDULE FOR FILING WRITTEN SUBMISSIONS ON THE
ISSUES UNDER REVIEW

AGENCY: U.S. International Trade Commission.
ACTION; Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission
(“Commission”) has determined to review the Recommended Determination (“RD”) issued in
the above-captioned modification proceeding.

FOR FURTHER INFORMATION CONTACT: Carl P. Bretscher, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, SW, Washington, D.C. 20436,
telephone (202) 205-2382. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
SW, Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at https./www.usitc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket
(EDIS) at https.//edis.usitc.gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted the underlying
investigation on August 9, 2016, based on a complaint filed by The Chamberlain Group, Inc.
(“Chamberlain”) of Elmhurst, [llinois. 81 FR 52713 (Aug. 9, 2016). The complaint alleged a
violation of 19 U.S.C. 1337, as amended (“Section 337”), in the importation, sale for
importation, or sale in United States after importation of certain access control systems and
components thereof that allegedly infringe one or more claims of U.S. Patent No. 7,161,319
(“the *319 patent”) and U.S. Patent No. 7,339,336 (“the *336 patent”). A third patent, U.S.
Patent No. 7,196,611, was initially asserted but later terminated from the investigation. Order
No. 28 (not reviewed, Comm’n Notice (May 31, 2017)).

The notice of investigation named Techtronic Industries Co., Techtronic Industries North
America, Inc., One World Technologies, Inc., and OWT Industries, Inc., and ET Technology
(Wuxi) Co. (collectively “Techtronic”’) among the respondents. Ryobi Technologies, Inc. was



initially named as a respondent but was later terminated. Order No. 6 (not reviewed, Comm’n
Notice (Nov. 7, 2016)). The Office of Unfair Import Investigations was not named as a party.

On October 23, 2017, the then-presiding administrative law judge (“ALJ”) issued a final
initial determination (“ID”) in the original investigation, in which he found that Techtronic
violated Section 337 by importing garage door openers that infringe the asserted claims of the
’319 patent. The ID found no infringement and hence no violation with respect to the 336
patent. The ID found none of the claims invalid as obvious, but found claim 34 of the 336
patent invalid under 35 U.S.C. 101 (“Section 1017).

On December 22, 2017, the Commission determined to review in part the ALJ’s findings
on non-obviousness but not infringement. 82 FR 61792 (Dec. 29, 2017). The Commission
ultimately affirmed the ID’s finding that none of the claims is invalid as obvious and took no
position on invalidity under Section 101. The Commission found a violation of Section 337 by
reason of infringement of the *319 patent but not the ’336 patent, and issued a limited exclusion
order and cease and desist orders against Techtronic. 83 FR 13517 (Mar. 29, 2018); Comm’n
Op. at 1-2, 13-31, 35-36 (Mar. 23, 2018). Chamberlain and Techtronic have cross-appealed the
Commission’s final determination to the U.S. Court of Appeals for the Federal Circuit. The
Chamberlain Group, Inc. v. International Trade Comm’n, Appeal Nos. 18-2002, 18-2191
(consolidated).

On August 2, 2018, Techtronic filed a petition with the Commission to institute a
modification proceeding to determine whether its redesigned wireless garage door openers
infringe the *319 patent and are covered by the Commission’s remedial orders. Chamberlain
filed its opposition to the petition on August 13, 2018. On September 4, 2018, the Commission
issued a notice of its determination to institute the modification proceeding. 83 FR 45676 (Sept.
10, 2018); Comm’n Order (Sept. 9, 2018).

On December 12, 2018, the chief administrative law judge (“CALJ”) held an evidentiary
hearing on the issues raised by the parties. The parties filed their post-hearing briefs on
December 21, 2018, and their reply briefs on January 30, 2019. In view of the partial shutdown
of the federal government in January 2019, the CALJ issued an ID (Order No. 48) on January 31,
2019, to revise the procedural schedule and extend the deadline for issuance of the RD from
March 11, 2019, to April 22, 2019. The Commission determined not to review the ID and
extended the target date for completion of this modification proceeding to July 22, 2019.
Comm’n Notice (Mar. 5, 2019).

On April 22, 2019, the CALJ issued the subject RD recommending modification of the
remedial orders so that they do not apply to Techtronic’s redesigned garage door openers. The
CALJ, in making this recommendation, took judicial notice of briefs and other legal documents
that were submitted during the U.S. Patent and Trademark Office’s inter partes review (“IPR”)
of the subject *319 patent but were not admitted into the record in the present proceeding. On
May 3, 2019, Chamberlain filed its comments on the RD asking the Commission to review and
reverse the subject RD. Techtronic did not file a reply to Chamberlain’s comments.

The Commission has determined to review the subject RD. The Commission asks the
parties to provide additional briefing on the following issues regarding the *319 patent:
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A. Please explain whether the wireless connection between the wall console and
head unit in Techtronic’s redesigned garage door openers is “a conductor or
group of conductors which convey[s] digital data,” which is the present
construction of a “digital data bus.”

B. Explain whether the arguments Chamberlain made regarding the digital data
bus and wireless connections in the documents from the inter partes review
(“IPR”) (RD Exs. A-D), as discussed in the RD at 39-45, are substantially the
same as the arguments Chamberlain made about those subjects in documents
in this investigation’s evidentiary record from earlier in the IPR proceedings,
during the patent’s prosecution history, or elsewhere. If those arguments are
substantially different, explain how they differ from Chamberlain’s earlier
arguments.

The parties are asked to brief only the discrete issues identified above, with reference to
the applicable law and evidentiary record. The parties are not to brief any other issues on
review, which have already been adequately presented in the parties’ previous filings. For each
argument presented, the parties’ submissions should set forth whether and/or how that argument
was presented and preserved in the proceedings before the CALJ or ALJ, in conformity with the
CALJ’s Ground Rules (Order No. 38), with citations to the record. For purposes of this review,
the parties may cite only to material that was included in the evidentiary record submitted in the
underlying investigation or modification proceeding.

Written submissions must be filed no later than the close of business on June 20, 2019.
Reply submissions must be filed no later than the close of business on June 27, 2019. Opening
submissions are limited to 25 pages. Reply submissions are limited to 20 pages. No further
submissions on any of these issues will be permitted unless otherwise ordered by the
Commission.

Persons filing written submissions must file the original document electronically on or
before the deadlines stated above and submit eight (8) true paper copies to the Office of the
Secretary by noon the next day, pursuant to section 210.4(f) of the Commission’s Rule of
Practice and Procedure (19 CFR 210.4(f)). Submissions should refer to the investigation number
(“Inv. No. 337-TA-1016 (Modification Proceeding)”) in a prominent place on the cover page
and/or first page. (See Handbook for Electronic Filing Procedures,
https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf). Persons with questions
regarding filing should contact the Secretary (202-205-2000).

Any person desiring to submit a document to the Commission in confidence must request
confidential treatment. All such requests should be directed to the Secretary to the Commission
and include a full statement of the reasons why the Commission should grant such treatment.

See 19 CFR 201.6. Documents for which confidential treatment by the Commission is properly
sought will be treated accordingly. All information, including confidential business information
and documents for which confidential treatment is properly sought, submitted to the Commission
for purposes of this Investigation may be disclosed to and used: (i) by the Commission, its
employees and Offices, and contract personnel (a) for developing or maintaining the records of
this or a related proceeding, or (b) in internal investigations, audits, reviews, and evaluations
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relating to the programs, personnel, and operations of the Commission including under 5 U.S.C.
Appendix 3; or (ii) by U.S. government employees and contract personnel!!! solely for
cybersecurity purposes. All non-confidential written submissions will be available for public
inspection at the Office of the Secretary and on EDIS.

The authority for the Commission’s determination is contained in Section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR part 210).

By order of the Commission.

O3>

Lisa R. Barton
Secretary to the Commission

Issued: June 7, 2019

" All contract personnel will sign appropriate nondisclosure agreements.
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.
In the Matter of
Inv. No. 337-TA-1016
CERTAIN ACCESS CONTROL SYSTEMS AND (Modification Proceeding)
COMPONENTS THEREOF

RECOMMENDED DETERMINATION

(April 22, 2019)

L BACKGROUND

On March 23, 2018, the Commission issued a limited exclusion order and cease and desist
orders in the above-captioned investigation. The limited exclusion order prohibits the unlicensed
entry of access control systems and components thereof: (1) manufactured by or on behalf of
Respondents Techtronic Industries Co. Ltd.; Techtronic Industries North America Inc.; One World
Technologies, Inc.; OWT Industries, Inc.; and Et Technology (Wuxi) Co., Ltd. (collectively,
“Respondents™); and (2) covered by one or more of claims 1-4, 7-15, 15, and 16 of U.S. Patent
No. 7,161,319 (“the *319 patent™”). (See Limited Exclusion Order, EDIS Doc. No. 639784 (March
23, 2018).) The cease and desist orders: (1) were directed to Techtronic Industries Co. Ltd.,
Techtronic Industries North America Inc., OWT Industries, Inc., and One World Technologies,
Inc.; and (2) order the aforementioned respondents from importing, selling, marketing, advertising,
distributing, transferring (except for exportation), and soliciting U.S. agents or distributors for
access control systems and components thereof covered by one or more of claims 1-4, 7-15, 15,
and 16 of the *319 patent. (See Cease and Desist Orders, EDIS Doc. Nos. 639775, 639780, 639779,

639770 (March 23, 2018).)
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Subsequently, on August 2, 2018, Respondents petitioned the Commission for a
modification proceeding to “determine whether the redesigned models of the Ryobi® Ultra-Quiet
Garage Door Opener and components thereof (the ‘Redesigned GDOs’) are covered by the Limited
Exclusion Order (‘LEO’) and Cease-and-Desist Orders (‘CDQ’) (collectively, the ‘Remedial
Orders’) issued by the Commission in the above-captioned Investigation” (hereafter, “Petition™).
(EDIS Doc. No. 652005 at 1.) On the same day, Respondents filed a supplement to their petition
to “apprise the Commission of the results of proceedings before Customs regarding Respondents’
redesigned garage door openers.” (EDIS Doc. No. 652000 at 1.)

On August 13, 2018, CGI filed its opposition to Respondents’ Petition. (EDIS Doc. No.
652865.) On August 21, 2018, Respondents moved for leave to reply to CGI’s opposition (EDIS
Doc. No. 653554), and on August 30, 2018, moved for leave to file a second supplement intended
to “apprise the Commission of inconsistent statements made by Complainant just days ago in
connection with IPR proceedings regarding the 319 patent” (EDIS Doc. No. 654366 at 1.)

In its Order of September 5, 2018, the Commission instituted the present modification
proceeding “to determine what, if any, modifications to the limited exclusion order and/or the
cease and desist orders issued in this investigation are appropriate.” (EDIS Doc. No. 654670.)
The Commission further ordered:

The presiding Administrative Law Judge may conduct appropriate proceedings and

issue a recommended determination on modification of the limited exclusion order

and cease and desist order. The recommended determination shall issue within (6)
months after the publication of notice of this Order in the Federal Register.

The ALJ, in his/her discretion, may conduct any proceedings he/she deems
necessary, including issuing a protective order, seeking documents, ordering
discovery, taking evidence, holding hearings, and seeking documents from other
agencies consistent with Commission rules to issue the recommended
determination on modification of the remedial orders.



Public Version

(Id.) Also on September 5, 2018, the modification proceeding- was assigned to the undersigned.
(EDIS Doc. No. 654822), and its institution was published in the Federal Register on September
10, 2018. See 83 Fed. Reg. 45676-7. On September 24, 2018, the undersigned set a procedural
schedule for the proceeding, which included a discovery period followed by an evidentiary hearing
on December 12-13, 2018, and a Recommended Determination deadline of March 11,2019. (See
Order No. 40.)

Shortly after institution, on September 13, 2018, Respondenfs moved the Commission for
a partial stay of the limited exclusion and cease and desist orders based on perceived
inconsistencies in statements made by CGI regarding 319 patent claim coverage in separate
proceedings before the United States Patent and Trademark Office (“USPTO”) and Customs and
Border Patrol (“CBP”). (EDIS Doc. No. 655616 at 1-2.) On September 24, 2018, CGI filed its
opposition to Respondents’ motion. (EDIS Doc. No. 656673.) In turn, on September 28, 2018,
Respondents moved for leave to file a reply to CGI’s opposition (EDIS Doc. No. 657207.) The
Commission denied Respondents’ motion on October 10, 2018. (EDIS Doc. No. 658497.)

Per the procedural schedule, the undersigned held an evidentiary hearing on December 12,
2018. On December 21, 2018, the parties filed their initial post-hearing briefs, and on January
30-31, 2019, filed their reply post-hearing briefs. On January 31, 2019, Respondents moved
(1016-062) to strike certain portions of CGI’s post-hearing brief for failure to comply with
previous Order No. 46 and Ground Rule 9.2. The undersigned granted-in-part Respondents’
motion on February 12, 2019 with Order No. 49, and ordered CGI to file a revised post-hearing

brief which it did on February 14,2019.! Also on January 31, 2019, the undersigned extended the

! For convenience, the briefs submitted by the Parties are referred to hereafter as:

3
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deadline for the recommended determination to April 22, 2019 in light of the government
shutdown (Order No. 48) which was not reviewed by the Commission (EDIS Doc. No. 668944).

Apart from this proceeding, and as referenced above, Respondents petitioned the USPTO
for inter partes review (“IPR”) of the 319 patent on October 25, 2016 (IPR2017-00126, Dkt. No.
1), which instituted on May 4, 2017 (see RIB at 4; IPR2017-00126, Dkt. No. 8). On October 17,
2018, Respondents filed a letter informing the undersigned that the Patent Trial and Appeal Board
(“PTAB”) of the USPTO had issued its Final Written Decision finding that claims 1-4, 7, 9-12,
and 15 of the *319 are invalid. (EDIS Doc. No. 659129.) Respondents’ letter attached a copy of
that decision as Exhibit A. The next day, October 18, 2018, CGI filed a responsive letter
contending, inter alia, the Final Written Decision is irrelevant to the present modification
proceeding. (EDIS Doc. No. 659288 at 1.)

Additionally, and as referenced in their first supplement to the petition for this
modification proceeding, Respondents approached the Intellectual Property Rights Branch
(“IPRB”) of CBP follnwing the issuance of the limited exclusion and cease and desist orders for
an administrative ruling that the Redesigned GDOs are not covered by these remedial orders. (See
EDIS Doc. No. 652000 at 1.) The supplement reports that the IPRB issued its final ruling on July
20, 2018, finding that the Redesigned GDOs are subject to those remedial orders. During the

evidentiary hearing of December 12, 2018, counsel informed the undersigned that Respondents

CIB CGI’s Revised Initial Post-Hearing Brief
CRB CGI’s Reply Post-Hearing Brief

RIB Respondents’ Initial Post-Hearing Brief
RRB Respondents’ Reply Post-Hearing Brief
Hr’g Tr. Evidentiary Hearing transcript
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appealed the IPRB ruling to the Court of International Trade (“CIT”) (Hr’g Tr. at 65:21-23, 66:20-
67:2); and, in connection with their initial post-hearing brief filed on December 21, 2018,
Respondents informed the undersigned that the CIT, on December 14, 2018, issued a preliminary
injunction ordering CBP to release a shipment of detained Redesigned GDOs based on a
determination that these products do not infringe the “connected . . . by means of a digital data
bus” claim limitation of the 319 patent (see RIB at 4-5). Respondents’ reply post-hearing brief,
filed January 30, 2019, attached the confidential version of the CIT’s December 14, 2018 decision
as an appendix. (RRB, Appendix A.)

II. DISCUSSION
The Commission’s Rules provide that:
Whenever any person believes that changed conditions of fact or law, or the public
interest, require that an exclusion order, cease and desist order, or consent order be
modified or set aside, in whole or in part, such person may request, pursuant to
section 337(k)(1) of the Tariff Act of 1930, that the Commission make a
determination that the conditions which led to the issuance of an exclusion order,

cease and desist order, or consent order no longer exist. The Commission may also
on its own initiative consider such action.

19 C.F.R. § 210.76(a)(1). The Commission may then institute, and delegate to an administrative
law judge, a proceeding to modify or rescind the exclusion order, cease and desist order, or consent
order. 19 C.F.R. § 210.76(b). The decision of the administrative law judge shall be in the form
of a recommended determination. /d.

In its petition to the Commission, Respondents’ argued that changed conditions of fact
warranted modifying the limited exclusion and cease and desist orders against them. Specifically,
Respondents argued:

The 319 patent describes a wired connection between a wall-mounted control unit
in a garage and the motorized “head unit” on the ceiling which drives the door to
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open or close. The redesigned products avoid the patent claims—and are thus
outside the scope of the exclusion orders—because the wall unit and head units
communicate via a wireless connection.

(EDIS Doc. No. 651995 at 5 (emphasis in original).) Respondents rested their position in part on
the perception that:

At both the ITC and during parallel inter partes proceedings, Complainant made
clear that only a wired connection between the wall console and the head unit would
infringe the *319 patent and that a wireless connection would not infringe. As such,
according to Complainant’s unambiguous positions in prior proceedings, a wireless
system such as that in the redesign product cannot infringe.

(Id. at 6; see id. at 7-8.) Respondents repeat this overall contention in their post-hearing briefing:

Undisputed evidence shows the Redesigned GDOs use a wireless keypad and
wireless communications between the keypad and the overhead unit. There are no
conductors that extend from a microcontroller in the keypad to a microcontroller in
the overhead unit. The Redesigned GDOs do not infringe the 319 patent.

(RIB at 1.)
Regarding the changed circumstance surrounding their products, Respondents explain:

The Original GDOs’ at issue in the violation phase had a fully wired connection
between a microcontroller on the Wi-Fi board located inside the head unit and the
indoor keypad’s microcontroller. RX-600C (Lipoff) at Q&A 162; see also id. at
Q&A 164-69 (discussing circuit diagrams); RX-601C (Huggins) at Q&A 35, 37-
38; RX-235C; RX-252C; RX-694C; RX-261 at ITC-TTI00005832; Hr’g Tr.
(Davis) 199:22-25. The Original GDOs implemented a two-way communication
design, allowing the keypad to send information to the head unit (e.g., in response
to a keypress), and the head unit to send signals to the indoor keypad (e.g,
acknowledgement signals).

(Id. at 6.) Respondents continue:

Based on CGI’s statements that the 319 patent does not cover wireless
communications or a wireless keypad design, the redesign eliminated the previous
indoor keypad and the wired connection between the head unit’s controller and the
indoor keypad’s controller, and instead implemented a wireless keypad that uses
RF to wirelessly transmit information to a new wireless receiver located at the head
unit. RX-601C (Huggins) at Q&A 20- 22, 35-44; see also RX-261 at ITC-
TTI000005832 (old wired keypad); RX-609 at ITC-MOD- 00000499 (new wireless
keypad); RX-616, RX-618 (new keypad manuals); RX-610.
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The Redesigned GDOs’ new wireless indoor keypad is designed to be mounted
onto the wall of the garage, and powered by two AA batteries that the user must
insert into the back of the keypad. RX-600C (Lipoff) at Q&A 176-77; RX-601C
(Huggins) at Q&A 20, 40-41; RX-616, RX-618 (installation manuals); RX-610;
RDX-1206 (illustrating RX-616, RX-618, RX-610). Because the indoor keypad
uses RF signals to communicate to the wireless receiver, there is no wired
connection between the wireless indoor keypad and any other component,
including the wireless receiver. RX-600C (Lipoff) at Q&A 178; RX-601C
(Huggins) at Q&A 39, 42-48; RX- 617C, RX-619C (new keypad circuit diagrams);
Hr’g Tr. (Davis) at 200:16-20 (admitting there is no wired connection between the
controllers in the keypad and head unit).

(Id)) The nature of the Redesigned Products is best shown by the following imagery included in

the testimony of Respondents’ expert, Mr. Lipoftf:

Old GDO Design Redesigned GDGs

Fig 57

BH-261 at JTC-ATIO0005832; RX-609 at (TC-MOD-00000498

(RX-0600C at Q171 (citing RDX-1153; RX-0261 at -5832; RX-0609 at -499));

Head Unit's
Wireless Receiver

Wireless Keypad

RX-614; BRH-818

7
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(Id. at Q178 (citing RDX-1161; RX-0614; RX-0616));

iy =
- Receiver (récepteur, receptor)

- Wires (fiis, cahles)

- Keypad terminals (terminals de clavier, terminals del panel)
- Metal surtace (surface métallique, superficie metaiica)

cCO®>»

RHX-614 at ITC-MOD-TTI-00000542; see afso RX-609 at ITC-MOD-TTE-00000469

(Id. at Q173 (citing RDX-1157; RX-0614 at -542; RX-0609 at -469); see CX-1656C at Q51). As
shown, these products include an indoor keypad which communicates wirelessly with a receiver
attached to the head unit, where the receiver is attached to the head unit through a pair of wires.
Thus, there is no physical, wired, connection between the indoor keypad and the head unit. (See
id. at Q85; CX-1656C at Q51, 54, 62.)

Accordingly, Respondents’ non-infringement position is based in the contention that the
’319 patent claims require a fully wired connection between the claimed microcontrollers or
controllers through the limitation “said microcontroller [or controller] of said motor drive unit
being connected to the microcontroller [or controller] of the wall console by means of a digital
data bus.” (See RIB at 9-10; *319 patent at cls. 1, 9.) Respondents acknowledge the previously
determined construction of “digital data bus” as “a conductor or group of conductors which
conveys digital data” (id. at 8 (citing Initial Determination on Violation, Inv. No. 337-TA-1016 at
121-128 (October 23, 2017) (hereafter, “1016 1ID))) but argue the present non-infringement

question turns on the claim language “being connected . . . by means of a digital data bus” (id. at
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8-9). Respondents contend this “being connected . . . by means of a digital data bus” language
has yet to be construed. (Id. at 25 (“[t]he plain and ordinary meaning of the unconstrued claim
language . . . requires a conductor or group of conductors which conveys digital data that extends
from the microcontroller [or controller] in the motor drive unit to the microcontroller [or
controller] in the wall console™).)

In support of their interpretation of “being connected . . . by means of a digital data bus”
as requiring a fully-wired connection, Respondents rely heavily on various statements made by
CGI and its expert during the original investigation on violation, the infer partes review
proceedings before the PTAB, evidence intrinsic to the *319 patent itself such as its specification,
claims, and prosecution history, as well as other extrinsic evidence. (See id. at 9-10.)

Specifically, and regarding the violation phase of the investigation, Respondents point to
testimony from CGI’s corporate witness and ’319 patent inventor, Mr. Fitzgibbon, that “the *319
patent is directed to a ‘wire connected digital data bus.”” (/d. at 11 (citing RX-0691C at 270:20-
271:3; RX-0600C at Q74).) Respondents also point to testimony from CGI’s expert witness, Dr.
Davis, at the prior evidentiary hearing and prior deposition, reproduced below:

Q. You’ll agree with me that the *319 patent does not claim a wirelessly connected
wall console; correct?

A. That’s correct.

Q. And, in fact, the 319 patent claims are limited to a wired connection between
the microcontroller of the wall console and the microcontroller of the motor drive
unit; correct?

A. Yes.

(id. (citing RX-0700 at 1079:13-20);

Q. Sorry. Is the connection between the microcontroller of the wall console and
the microcontroller of the motor drive unit a wired connection?

9
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A. That’s what’s envisioned, I believe.

Q. And that’s — when you say “that’s what’s envisioned,” the claim covers a wired
connection between the two microcontrollers.

I believe it does.

And it doesn’t include wireless, such as RF communication. Correct?

No.

SIS

And how do you know that?
A. Tdon’t see that supported in the claim language.

(id. at 11-12 (citing RX-0695C at 88:8-89 [sic])). Respondents claim “Dr. Davis’s rebuttal also
distinguished the prior art transmitters because they were not ‘physically connected to the head-
end of the [GDO] with a digital data bus.”” (Id. at 13 (citing RX-0702C at Q232; RX-0600C at
Q79).)

Respondents furthef cite statements from CGI itself as contained in its pre and post-hearing

519

briefing from the violation phase that “‘all ’319 patent claims relate to wired digital
communications between a garage door opener’s wall console and head unit’” (id. at 12 (citing
RX-0628C at 5; RX-0629C at 4-5; RX-0600C at Q75-76)) and “priér art’s wireless transmitters
were ‘irrelevant’ to the claims because they are not ‘wired to the head unit, which claims 1 and 9
also require of the “wall console””” (id. (citing RX-0628C at 67; RX-0600C at Q77)). Respondents
argue CGI now seeks to reclaim this claim scope to cover the Redesigned GDOs—which is
inconsistent and improper. (Id. at 13 (citing Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239

F.3d 1343, 1351 (Fed. Cir. 2001); RX-0600C at Q81-82).) Respondents contend CGI “should be

estopped from arguing that the wireless keypad and its wireless communication with the head unit

10
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infringe the *319 patent” (id.), and note that additional examples of such statements are discussed
in the expert witness statement of Mr. Lipoff (see id. at 11 (referring to RX-0600C at Q67-81)).

Respondents also rely on statements made during infer partes review of the 319 patent
before the PTAB and argue they should be considered intrinsic evidence as to the meaning of
“being connected . . . by means of a digital data bus.” (/d. at 13-14 (citing, inter alia, Aylus
Networks, Inc. v. Apple, Inc., 856 F.3d 1353, 1362 (Fed. Cir. 2017); Innova/Pure Water, Inc. v.
Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1117 (Fed. Cir. 2004); Hockerson-Halberstadt
v. Avia Grp. Int’l, 222 F.3d 951, 957 (Fed. Cir. 2000)).) In that proceeding, Respondents allege
CGI’s expert admitted “that ‘sending wireless signals would not qualify as conveying signals over
a ‘digital data bus’ as required by the *319 patent, and the claims do not cover a wireless keypad.’”
(Id. at 14.) Specifically, Respondents cite the following from the expert’s deposition:

Q. So within the confines of the *319 patent, would sending signals, digital signals
using radio frequency or other wireless means, be conveying digital signals over a
digital data bus?

A. In my opinion, no.
(id. at 14-15 (citing RX-0606 at 65:3-8; RX-0600C at Q68)); and characterize other statements as
“clearly | admit[ting] that wireless outdoor keypads in traditional garage door openers are not
covered by the *319 patent” (id. at 15 (citing RX-0606 at 126:25-127:15, 127:19-128:4; RX-0600C
~at Q69-71)). Respondents highlight similar statements from CGI’s counsel during oral argument
before the PTAB, where it was allegedly “confirmed [that] a wireless remote transmitter, even if
mounted to a wall, would not qualify as a wall console because ‘it’s not attached to anything”” (id.
(citing RX-0605 at 28:21-29:16)) and that a wireless remote transmitter attached to a wall “would

not be connected by means of a digital data bus, as required by the patent, because it is not

11
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‘connected directly through a digital data bus to the head unit’” (id. (citing (RX-0605 at 29:10-16;
RX-0600C at Q73)).

Respondents reason, through their expert, that these statements constitute “clear and
unmistakable representations that the *319 patent’s claims are limited to a fully wired connection
between a controller in a wall-mounted control unit and a second controller in a motor drive unit,
and do not cover wireless communications or a wireless keypad, such as that utilized by the
Redesigned GDOs.” (Id. at 15-16 (citing RX-0600C at Q68-73, 83, 89).) Respondents contend
“[t]hese statements must be considered when determining the proper construction of the claims.”
(Id. at 21 (citing Am. Piledriving Equip., Inc. v. Geoquip, Inc., 637 F.3d 1324, 1336 (Fed. Cir.
2011); Aylus Networks, 856 F.3d at 1361; Hockerson-Halberstadt,222 F.3d at 957).) Respondents
also remark that “[tlhe PTAB found that Dr. Davis’s statements were an admission that wireless
keypads are not covered by the *319 patent because ‘a wireless keypad does not communicate with
a motor drive unit over a wired communications link.”” (Id. at 15 (citing RX-0704C at 77).)

Respondents then turn to more traditional intrinsic evidence, such as the specification,
claims, and pre-IPR prosecution history of the *319 pateﬁt, to support their interpretation of “being
connected . . . by means of a digital data bus.” Respondents observe that a fully wired connection
is the only “digital data bus” disclosed in the *319 patent (id. at 16 (citing *319 patent at 4:5-9,
4:29-32, Figs. 1, 2; RX-0600C at Q85; Hr’g Tr. at 186:21-187:5, 188:9-13)) and argue it is the
only connection “consistent with the ‘present invention’ disclosed in the specification, which states
that the ability to ‘quickly and easily retrofit’ existing garage door openers with a fully wired
connection with its new wall console is ‘a principal aspect of the present invention’” (id. (citing
’319 patent at 2:64-67, 2:4-8; RX-0600C at Q86; Hr’g Tr. at 199:22-25); see id. at 17-18 (citing

JX-0008 at 43535-64; RX-0600C at Q87-89)).

12
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Turning to extrinsic evidence, Respondents rely on their expert for an opinion that the plain
and ordinary meaning of “connect” is to “bring together or into contact” based on various
dictionaries. (Id. at 18 (citing RX-0600C at Q94; RX-0705; RX-0706; RX-0707).) Similarly,
Respondents argue through their expert that the claim term “by means of” “specifies the structure

that is doing the ‘connecting’”—the “digital data bus.” (Id. (citing RX-0600C at Q94).) Thus,

2% &%

Respondents and their expert contend “connected . . . by means of a digital data bus” “requires a

conductor or group of conductors which conveys digital data that extends from the microcontroller
[or controller] in the motor drive unit to the microcontroller [or controller] in the wall console.”
(Id. (citing RX-0600C at Q94) (emphasis added).)

Respondents continue to argue that should “being connected . . . by means of a digital data
bus” be found to be ambiguous after all intrinsic evidence is considered, then the claims should
be construed not to read on the prior art. (Id. (citing Ruckus Wireless, Inc. v. Innovative Wireless
Sols., LLC, 824 F.3d 999, 1004 (Fed. Cir. 2016)).) Under this circumstance, according to
Respondents, “being connected . . . by means of a digital data bus” cannot simply require “the
presence of some conductor at any point in the communication pathway between the
microcontrollers [or controllers] of the motor drive unit and wall console” because it would “run
the asserted claims straight into the prior art.” (Id. at 19 (citing RX-0600C at Q92-93, 95-138).)
Regarding the prior 1016 ID, Respondents contend that any comments therein which may appear
to support this broader construction are in fact dicta and not controlling under Orenshteyn v. Citrix
Sys., Inc., 691 F.3d 1356, 1361 (Fed. Cir. 2012) and Thomson, S.A. v. Quixote Corp., 166 F.3d
1172,1176 n.5 (Fed. Cir. 1999). (See id. at 21-22 (referring to 1016 ID at 134-135).) Respondents
explain:

The ALJ’s comments regarding opto-isolators addressed a distinct situation of

13
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optical communication between two circuit boards located within the head unit; the
ALJ did not address—or even consider—a system that uses a wireless keypad to
wirelessly transmit signals to a receiver at the head unit.

In particular, during the violation phase, Respondents argued that the “motor drive
unit” was not the entire head unit, but rather was limited to the particular controller
located within the Original GDOs’ head unit that controlled the motor, on the
“GDO Board.” ID at 134-35; Hr’g Tr. (Lipoff) at 130:21-131:5; RX-600C (Lipoff)
at Q&A 147. Respondents further argued that there was no wired connection
extending from the microcontroller on the GDO Board (i.e., part of the “motor drive
unit” under Respondent’s then-proposed construction) to the microcontroller of the
wall console because an optical component was used to communicate data between
the GDO Board and the Wi-Fi Board. RX-600C (Lipoff) at Q&A 147. The ALJ
rejected these arguments because he interpreted the “motor drive unit” to be
coextensive with, or at least include, the entire head unit.

After finding infringement, however, ALJ Pender continued on and commented
that, even under Respondents’ interpretation, the presence of “opto-isolators does
not negate the presence of ‘conductors’ also in the communication link, which is
all the claim requires.” ID at 135. Mr. Lipoff explained that the ALJ’s dicta
statements are unclear because he did not explain the rationale for his comments.
rationale for his comments. RX-600C (Lipoff) at Q&A 147. “For example, he did
not specify what ‘communication link>® he was referring to—e.g., the
communication link between the GDO Board’s controller and Wi-Fi Board’s
controller, between the wall console and head unit, between the wall console and
GDO Board controller, etc.” Id Mr. Lipoff explained that “[t]he term
‘communication link’ is not found in the claims or elsewhere in ALJ Pender’s
infringement discussion and is unclear what he was referring to.” Id. Mr. Lipoff
also testified that it was likely ALJ Pender was discussing the wired “link between
the wired wall console and the head unit, not the communications link that I cite as
the non-infringement position”—i.e., the link between the controllers within the
head unit. Hr’g Tr. (Lipoff) at 155:14-156:10. In either event, the ALJ’s comments
were not issued as part of any claim construction that he adopted. RX-600C (Lipoff)
at Q&A 148. Thus, the ALJ’s dicta comments certainly were not “adopted by the
Commission,” as CGI and Dr. Davis suggest. See Hr’g Tr. (Davis) at 180:1-9,
181:2-25.

(Id) Respondents add that even if the presiding ALJ’s comments are considered for their
substance, they do not support part-wired, part-wireless claim scope for “being connected . . . by

means of a digital data bus” because it would effectively read out that limitation from the claims
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because, as explained by Respondents’ expert, “any system, including wireless systems, will have
a conductor at some point in the communication pathway between two controllers in separate
components.” (See id. at 23-24 (citing RX-0600C at Q149-153; Hr’g Tr. at 197:7-10, 197:13-19,
197:20-198:18).)

Accordingly, under their interpretation of “being connected . . . by means of a digital data
bus,” Respondents conclude their Redesigned GDOs do not infringe claims 1 and 9 of the *319
patent, either literally or by doctrine of equivalents. (See id. at 24-29.)

For literal infringement, Respondents state “[tJhe Redesigned GDOs do not meet this
limitation because they use a wireless indoor keypad that is not ‘connected . . . by means of a
digital data bus’ to any other component of the GDOs.” (I/d. at 25 (emphasis in original).)
Respondents allege “Dr. Davis conceded this wireless link is not a ‘digital data bus,” and that ‘the
controller in the keypad is not physically connected via a dedicated wired connection to any
controller in the head unit.”” (Id. at 26 (citing Hr’g Tr. at 191:11-192:2,200:16-20).) Respondents-
further clarify that, “[flor the purposes of this proceeding, [they] are not disputing the remaining
claim elements” of claims 1 and 9 (id. at 25, n.5.); and that dependent claims 7, 8, 15, and 16 are
also not literally met as they recite “power for the wall console is provided from the drive unit”
and it is undisputed the Redesigned GDO wireless keypads are battery powered (id. at 26 (citing
Hr’g Tr. at 202:10-15, 203:10-15; RX-0600C at Q193-196, 206-209; RX-0601C at Q40-41; RX-
0616; RX-0618).)

For doctrine of equivalents, Respondents first argue that CGI is estopped from arguing that
the claims cover a wireless keypad based on the statements it made before the PTAB. (Id. at 27

(citing RX-0600C at Q68-73, 217-218, 230, 234).) Regardless, Respondents argue the
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“functions,” under a function-way-result test, are not substantially the same because the claimed
function is not, as CGI contends, to “accomplish[] digital communications between the
microcontroller of the motor drive unit and the microcontroller of the wall console” (id. (citing
CX-1656C at Q94-95)), but rather to ““connect the controller (microcontroller) in the motor drive
unit to the controller (microcontroller) in the wall console.”” (Id. (citing RX-0600C at Q220-
221).) Accordingly, according to Respondents, “[t]he Redesigned GDOs do not perform this
function because there is no digital data bus that connects the indoor keypad’s microcontroller to
any other component, let alone the motor drive unit controller.” (Id. (citing RX-0600C at Q220-
221).) Respondents suggest finding otherwise would vitiate the “being connected . . . by means
of a digital data bus” claim language. (/d. (citing Lockheed Martin Corp. v. Space Systems/Loral,
Inc., 324 F.3d 1308, 1321 (Fed. Cir. 2003)).) Respondents also contend “the *319 patent describes
its wired digital data bus connection as allowing for two-way, digital communication between the
wall console and motor drive unit, and for the motor drive unit to supply power to the wall
console” whereas the Redesigned GDOs are only enabled to allow one-way communication from
the wall console to the head unit. (/d. at‘27-28 (citing RX-0600C at Q221; RX-0520C at 262:22-
263:3,276:2-280:5; Hr’g Tr. at 186:21-187:1).)

Respondents make a similar argument with the respect to the way the function is
accomplished and the result. In the “way” context, Respondents describe the patent claims as
requiring “a connection that is by a digital data bus” whereas the Redesigned GDOs “do not have
a ‘digital data bus’ connecting the microcontrollers of the indoor keypad and motor drive unit, and
instead use a wireless indoor keypad that broadcasts signals received by a wireless receiver at the

head unit.” (/d at 28 (citations omitted) (emphasis in original).) In the “result” context,

16



Public Version

Respondents describe the 319 patent’s result as ““having the controller (microcontroller) in the
motor drive unit and the controller (microcontroller) in the wall console be connected by a digital
data bus’” (id. at 29 (citing RX-0600C at Q225) (emphasis in original)), but “the Redesigned
GDOs cannot produce this result, as there is no ‘connection . . . by means of a digital data bus’
between the wall console’s microcontroller and any microcontroller in the head unit” (id. (citing
(citing RX-0600C at Q225-226; Hr’g Tr. at 201:6-202:15; RX-0601C at Q41, 63-64)).

Finally, Respondents add that there can be no infringement for doctrine of equivalents for
dependent claims. (/d. at 29-30.) Respondents argue, through their expert, that the claimed
function of claims 7, 8, 15, and 16 “‘actually requires supplying power to the wall console from
the motor drive unit via power conductors of the wired connection, not merely ‘components of the
communication path, as CGI suggests.””” (Id. at 30 (citing RX-0600C at Q228, 232).) As the
“Redesigned GDOs’ indoor keypad is battery powered and gets no power from the head unit,”
Respondents argue, they “do not perform anything like the claimed function, let alone in the same
way, and to find infringement under the doctrine of equivalents ‘would entirely vitiate the
limitations of claims 7, 8, 15, and 16.” (Id. (citing Hr’g Tr. at 202:10-15; Lockheed, 324 F.3d at
1321).) Respondents present the same argument regarding the “result” of the claim limitation, in
that the “result” must be the wall console being powered from the motor drive unit—a
circumstance “undisputedly” not found in the Redesigned GDOs. (See id.)

In their reply brief, Respondents reference how “[t]hree bodies have now considered
whether the *319 patent covers wireless keypads, as used in the Redesigned GDOs: (i) the PTAB,

(ii) Customs’ IPRB branch, and (iii) the CIT” and “[t]he PTAB and CIT both agreed with
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Respondents that—particularly in light of CGI’s numerous admissions—the ’319 patent cannot
be read to cover wireless keypads.” (RRB at2.) In particular, Respondents remark:

Although Customs initially sided with CGI, the CIT reversed that decision, finding
that Customs failed to consider CGI’s prior statements or prosecution history
disclaimer and lacked “‘thoroughness, logic and expertness’ with respect to [TTi’s]
contentions[.]” One World Techs. Inc. v. U.S., No. 18-cv-200, ECF 071, 082 at 15
(C.LT. Dec. 14, 2018) (See Appendix).

(Id) Respondents add “[a]lthough CGI criticizes the CIT decision, it notably fails to identify any
specific error in the CIT’s claim construction or its analysis of the Redesigned GDOs.” (Id. (citing
CIB at 6).) Respondents contend “[tjhe CIT and PTAB decisions are important, persuasive
evidence regarding the import of CGI’s prior admissions and of the proper construction of the
disputed claim language.” (Id. at 3.)

Respondents then turn to CGI’s description of the scope of “being connected . . . by means
of a digital data bus” as covering a “so-called ‘part—wired, part-wireless digital data bus’” and
argue this is “a made-up term that has no meaning in the art” (Id. at 4.) Respondents fault this
interpretation as it would mean “the digital data bus need not actually connect the controllers, and
instead the claims are satisfied so long as there is a conductor at any point in the communication
pathway between the motor drive unit’s and wall console’s controllers.” (Id. (citing CIB at 23;
Hr’g Tr. at 189:17-190:6; CX-1656C at Q51-54); see id. at 9 (alleging a communication link with
no conductors whatsoever is impossible).)

Regarding the determinations made in the violation phase, Respondents dispute that this
claim construction issue was already decided and note that CGI’s expert “conceded the terms
‘connected’ or ‘by means of” have not been construed.” (See id. at 5 (citing Hr’g Tr. at 175:23-

176:7, 184:14-22; 1016 ID at 120-128).) Respondents also allege “[d}uring the violation phase,
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CGI and Dr. Davis distinguished the prior art by repeatedly arguing that the *319 patent claims
are limited to a wired connection between the wall console and head unit and do not cover wireless
keypads.” (Id. (citing RX-0600C at Q67-83).) Specifically, Respondents explain:
CGI obtained the Remedial Orders after arguing the *319 patent claims are broad
enough to cover the Original GDOs’ fully wired indoor keypad design but narrow
enough to render the prior art’s wireless keypads, as shown by Doppelt and Doppelt
U.K’s external keypads, “irrelevant.” See RX-628C (CGI Viol. PreHB) at 67
(“[Doppelt’s] wireless remote transmitters are irrelevant to these requirements, they
are by their very nature not wall consoles, nor are they wired to the head unit, which
claims 1 and 9 also require of the ‘wall console.’”) (emphasis added); RX-600C at
Q&A 113-22. To distinguish the prior art, CGI argued that the *319 patent claims
are “limited to a wired connection between the microcontroller of the wall console
and the microcontroller of the motor drive unit,” RX-700, ITC Hr’g Tr. (July 13,
2017) (Davis) at 1079:13-20 (emphasis added), and do not cover “remote key

pad[s]” that are “connected by RF,” RX-606 (Davis) at 126:25-127:15 (emphasis
added).

(Id. at 5-6 (emphasis in original).)

Regarding that portion of the 1016 ID which discussed opto-isolators, Respondents
contend the subject non-infringement argument “was premised on its proposed construction for
‘motor drive unit,” which would have encompassed just the particular subsystem that drives the
motion [sic], and which the ALJ rejected in favor of a construction that encompasses at least the
entire head unit.” (/d. at 7 (citing 1016 ID at 124-128).) Regardless, Respondents continue, “the
ALJ’s comments were not necessary to his infringement finding and do not support CGI’s
contention that the ALJ adopted a so-called ‘part-wired, part-wireless’ construction for ‘digital
data bus.”” (Id)) Respondents also suggest, through their expert, that the presiding ALJ’s
comments on the opto-isolators was in reference to the link ““from the wall console to the head
unit’” and not any link internal the GDOs’ head units. (See id. at 8 (citing RX-0600C at Q147;

Hr’g Tr. at 159:2-14, 161:5-8).)
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Regarding intrinsic evidence on the meaning of “being connected . . . by means of a digital
data bus,” Respondents dispute the applicability of CGI’s cited decisions that construed “connect”
to mean both direct and indirect linkages as the present issue does not concern an indirect-direct
connection question; but rather, “whether the language of the *319 patent claims . . . can properly
be construed to cover wireless connections so long as there is a conductor somewhere in the’
system, as CGI alleges.” (See id. at 10 (citing CIB at 16; Skedco, Inc. v. Strategic Operations,
Inc., 685 F. App’x 956, 961 (Fed. Cir. 2017), MEMS Tech. Berhadv. ITC, 447 F. App’x 142, 151
(Fed. Cir. 2011)).) Respondents also observe that CGI’s initial post-hearing brief fails to address
either of its pre-IPR prosecution history statements or its, and its expert’s, statements made during
the IPR. (Id. at 11 (citing CIB at 17).) Respondents reason this evidence “is unrebutted.” (Id.;
see id. at 12-14.)

Respondents then address the relevance of the prior art on claim construction and dispute
that their expert’s statement, “there is nothing in the claim that I regard as being ambiguous” (Hr’g
Tr. at 163:11-16), meant anything more than “the claims unambiguously support Respondents’
construction” (RRB at 11 (citing RX-0600C at Q64)). Respondents continue, however, that if the
undersigned “believes there is any support for CGI’s reading” then there must be sufficient
ambiguity in the meaning of the term so as to consider an interpretation that would not read on the
prior art. (Id. (citing Ruckus, 824 F.3d at 1004).) When considered, Respondents argue “[i]t is
undisputed that the prior art wireless keypads communicated digital data from a controller in an
external keypad (sometimes referred to as a ‘transmitter’) to a controller in a head unit over a
wireless communication pathway that included a conductor or group of conductors” which is

“precisely Respondents’ redesign.” (Id at 13 (citing RX-0600C at Q69-80, 108-23).)
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Finally, Respondents consider those facts surrounding the Redesigned GDOs which CGI
alleges show “being connected . . . by means of a digital data bus” continues to be met.
Respondents argue each alleged fact, related to the manner in which the indoor keypad and
wireless receiver attached to the head unit communicate, “is irrelevant to the claims.” (/d. at 15
(citing CIB at 23).) In particular, Respondents argue “CGI and Dr. Davis have repeatedly
conceded that sending digital data using wireless RF signals is not conveying data by means of a
digital data bus.” (Id. (citations omitted).) Respondents contend this is not an issue of when
additional elements are added to a claimed invention, as CGI alleges, but rather that there can be
no literal infringement when even one claim limitation missing from the accused device. (See id.
at 16-17 (citing, inter alia, CIB at>24; MicroStrategy Inc. v. Bus. Objects, S.A., 429 F.3d 1344,
1352 (Fed. Cir. 2005); Zodiac Pool Care, Inc. v. Hoffinger Indus., Inc., 206 F.3d 1408, 1415 (Fed.
Cir. 2000)).) For this reason, Respondents conclude the Redesigned GDOs do not literally infringe
either of claims 1 or 9, or claims 2-4, 7, 8, 10-12, 15, or 16 depending therefrom. (/d. at 17.)
Respondents also note “CGI does not dispute that the Redesigned GDOs do not literally infringe
dependent claims 7, 8, 175, and 16.” (Id (citing CIB at 28-30; Hr’g Tr. at 203:10-15).) Under
doctrine of equivalents for these dependent claims, Respondents repeat their position that CGI is
estopped from arguing equivalence based on statements made before the PTAB, and even if
allowed, are insufficiently supported by conclusory testimony from CGI’s éxpert and otherwise
fail due to a misidentification of the function, way, and result achieved from the “being connected
... by means of a digital data bus” limitation. (See id. at 18-20.)

In its post-hearing briefing, CGI describes the central issue as “[d]oes the claimed ‘digital

data bus’ cover a part-wired, part-wireless connection between a wall console and a motor drive
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unit of.a garage door opener system?” (CIB at 1.) CGI contends the 1016 ID addressed this exact
issue through its discussion of opto-isolators (id. (citing 1016 ID at 135)) and that Respondents’
Redesigned GDOs “still include[] a break in the wired connection located between the wall
console and the microcontroller of motor drive unit [sic], and this break is no different from an
infringement perspective form the break in the infringing GDOs” (id. at 1-2 (citing Hr’g Tr. at
49:13-24, 132:17-133:1, 146:22-25, 207:24-269:14)). CGI argues “[w]hile TTI has the burden of
showing that ‘changed conditions of fact or law’ have occurred such that the Chief ALJ should
modify the Limited Exclusion Order granted by the Commission, 19 C.F.R. § 210.76(a), TTI |
cannot meet their burden here.” (Id at 2.) Specifically, CGI contends the wireless receiver
attached to the head unit is attached “with a pair of wires—to the exact same terminals as the
infringing head units. Thus, Respondents’ Redesigned GDOs infringe the *319 patent claims and
properly ‘fall within the scope of the remedial orders” meaning “[n]o modification of the remedial
orders is appropriate or necessary.” (Id. at 3.)

CGI then addresses portions of the procedural history between the parties and in particular,
the CIT decision referenced above. (See id. at 6.) CGI urges the decision should be given no
weight because: [1] CGI was denied intervenor status and was therefore not a party to the case;
[2] the decision otherwise only evaluated infringement under a likelihood of success standard; and
[3] “the decision is silent as to the issue here: whether TTI’s non-infringement argument is the
same failed opto-isolator argument TTI relied upon during the violation phase.” (See id.)

Turning back to the Redesigned GDOs, CGI notes “[t]he only relevant change between
the infringing GD200 and the Redesigned GD201 is the substitution of a wireless receiver between

the original indoor keypad and the head unit.” (/d. at 8 (citing Hr’ g Tr. at 85:10-15, 124:14-17;
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RX-0601 at Q4; CX-1656C at Q60; CX-1728).) According to CGI, “TTI replaced the wall
console in the Redesigned GDOs with the combination of a wall mounted indoor keypad and a
wireless receiver that is mounted near and connected to the motor drive unit via a physical wired
connection.” (Id. (citing Hr’g Tr. at 128:22-25).) CGI continues, “[h]Jowever, the receiver
continues to transmit digital data from the indoor keypad to the head unit via a wired connection”
and “[t]his indoor keypad is connected to the GD201°’s head unit’s Wi-Fi Board via a part-wired,
part-wireless digital bus.” (/d. (citing CX-1656C at Q50, 62; Hr’g Tr. at 95:23-96:9).) CGI
remarks:

And there is no dispute that the indoor keypad and wireless receiver are designed
to work together to transmit messages. Hrg. Tr. (Huggins) at 96:15-13. Indeed, Mr.
Huggins testified that “pairing happens” between the keypad and wireless receiver
over an agreed, dedicated frequency. Hrg. Tr. (Huggins) at 90:4-7.

(Id at9.)

With respect to prior statements, CGI disputes that its expert, Dr. Davis, gave testimony
in the PTAB proceeding inconsistent with its infringement theory in this modification proceeding.
(Id. at 11 (referring to RX-0600C at Q68).) CGI contends that, before the PTAB, Dr. Davis stated
a digital data bus within the “context of the *319 patent” could be part-wireless—and not “that the
digital data bus of the *319 patent could not have a wireless component.” (/d. (citing RX-0606 at -
64:9, 64:15-18).) CGI further contends other statements regarding “outdoor keypads and car
removes [sic],” as referenced and relied on by Respondents’ expert (RX-0600C at Q69-70),
“relate[] to unaccused features of the original GDOs and features found in the *319 patent that are
unrelated to the digital data bus.” (/d.) Referencing figures from the *319 patent, CGI explains
“the *319 patent includes wireless transmitters (53) that communicate with a RF receiver (50) in

the head unit. But the digital data bus is a wire that extends from the head unit so that digital data
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could be communicated from the wall control to the head unit.” (/d. at 12.) CGI then addresses
its pre-hearing brief from the violation phase and argues it “has not taken inconsistent positions
between the violation phase and modification phase . . . . That the *319 patent ‘relates’ to
communications does not require a fully-wired, end-to-end connection as Respondents allege and
CGTI’s position has not changted [sic] on this point.” (/d. at 13.)

CGI then alleges that in this proceeding, Respondents “improperly seek to re-construe
‘digital data bus’” as “a fully wired, end-to-end connection extending entire between the
microcontroller of the wall console and the microcontroller of the motor drive unit (or ‘head
unit’).” (Id. (citing RX-0600C at Q63, 64; Hr’g Tr. at 154:20-155:1).) CGI argues this is impfoper
because:

In the violation phase, ALJ Pender explicitly found—contrary to Respondents’
argument—that the head unit MCU-to-wall console MCU connection recited in the
’319 patent claims is not limited to a solely wired connection, but also covers a part-
wired/part-wireless connection—Ilike that used in the Redesigned GDOs. ID at 135,
129-130 (“Independent claims 1 and 9 simply require microcontrollers [or
controllers] in a garage door opener’s ‘motor drive unit’ and wall console, with
digital communication between them. (See ‘319 patent at claims 1, 9.)”. The
Commission adopted ALJ Pender’s constructions and reasoning.

(Id. at 13-14.) CGI rejects Respondents’ assertion that these determinations were dicta (id. at 14
(citing Hr’g Tr. at 28:3-15)) because “[t]he ALJ’s determination stemmed from Respdndents’
repeated demand that the ALJ specifically resolve this precise claim construction issue” as
admitted by Respondents’ expert (id. (citing Hr’g Tr. at 132:17-133:1, 146:22-25; CX-1684C at
762:6-763:9)). CGI claims:

TTI then argued repeatedly that because the connection between the GDO Board’s
MCU and the wall console’s MCU included opto-isolators (wireless optical
communicators) that interrupted the wired connection—i.e. the connection was
part-wired/part-wireless—the accused products could not infringe. /d. at 135 (ALJ
nothing that “Respondents then reference their products’ use of ‘opto-isolators’
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which ‘cause an intentional break in the electrical conduction’ and argue this
defeats the ‘conductor’ aspect of ‘digital data bus.’”). Again, TTI did not make this
argument in passing, it was argued in the violation phase and in TTI’s post hearing
briefing.

(Id. at 14-15.) CGI then reproduces the presiding ALJ’s determination on this non-infringement
argument:

Even under Respondents’ interpretation of ‘motor drive unit,” the limitation is still
met. The presence of opto-isolators does not negate the presence of “conductors”
also in the communication link, which is all the claim requires. It has not been
alleged the entire end-to-end link is optical or non-conducting, which would create
a colorable argument. The same logic applies for the alleged interruption caused by
the Wi-Fi board.

(Id. at 15 (citing 1016 ID at 135).) CGI concludes “TTI cannot and has not offered any justifiable
basis to revisit or disturb the ALJ’s informed claim interpretation. Rather Mr. Lipoff accused ALJ
Pender of disregarding the operation of the products within the head unit of the infringing GDOs.”
(/d. (citing Hr’g Tr. at 160:1-161:18).)

Turning to more traditional claim construction principles, CGI argues “[n]othing in the
claim language or intrinsic evidence limits the ’319 patent claims to an end-to-end wired
connection between head unit MCU and wall console MCU.” (/d. at 16.) CGI, through its expert,
adds “[t]he plain meaning of ‘by means of” is ‘with the help or agency of*” (id. (citing CX-1656C
at Q42; Hr’g Tr. at 178:21-24)) and ““connected to’ has a plain and ordinary meaning” which
allows for indirect or direct connection (id. (citing Hr’g Tr. at 178:5-8; Skedco, 685 F. App'x at
961; Mems Tech. Berhad, 447 F. App’x at 151)). CGI also contends, during pre-IPR prosecution
of the *319 patent, that it “never distinguished prior art by arguing that the claims are limited to a
solely wired connection, nor did it make any claim amendments or arguments to this effect” and

therefore “the claims are entitled to the full scope of the claim language, just as ALJ Pender and
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the Commission recognized.” (Id. at 17 (citing Sanofi-Aventis United States LLC v. Sandoz, Inc.,
345 F. App'x 594, 597 (Fed. Cir. 2009); Home Diagnostics, Inc. v. Lifescan, Inc., 381 F.3d 1352,
1358 (Fed.

Cir. 2004)).)

Regarding Respondents’ use of prior art to construe the claims, CGI argues the
undersigned must first “consider all of the intrinsic evince [sic] to determine whether the claim
term would ‘necessarily render’ the claim ambiguous” which, according to CGI, is an “exacting
standard.” (Id. (citing Budde v. Harley-Davidson, Inc., 250 ¥.3d 1369, 1381 (Fed. Cir. 2001)).)
CGI refers to the following holding from the Federal Circuit:

This court has frequently alluded to the “familiar axiom that claims should be so
construed, if possible, as to sustain their validity.” Rhine v. Casio, Inc., 183 F.3d
1342, 1345 (Fed. Cir. 1999) (internal quotation marks omitted). At the same time,
however, the court has ‘admonished against judicial rewriting of claims to preserve
validity.” Id. Accordingly, unless the court concludes, after applying all the
available tools of claim construction, that the claim is still ambiguous, the axiom
regarding the construction to preserve the validity of the claim does not apply.

(Id. at 17-18 (citing Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 910 (Fed. Cir. 2004)).)
Under this principle, CGI cites Respondents’ expert, Mr. Lipoff, as testifying “I think there is
nothing in that claim that I regard as being ambiguous with respect to applying a proper
construction of the — being connected by means of a digital data bus™ to suggest “the Chief ALJ
need not consider Respondents’ thinly veiled invalidity argument when construing the claims.”
(/d. at 18 (citing Hr’g Tr. at 163:11-16); see id. at 18-19.)

Moving on, CGI conducts its own element-by-element comparison of the Redesigned
GDOs to all limitations of claims 1-4, 7-12, 15, and 16 of the *319 patent and argues all limitations
are met literally for claims 1-4 and 9-12 and met only under the doctrine of equivalents for claims

7,8, 15, and 16. (See generally id. at 20-30.) With respect to “said [microcontroller/controller]
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of said motor drive unit being connected to the microcontroller [sic] of the wall console by means
of a digital data bus” of claims 1 and 9, CGI contends “[t]here is no dispute that wires that run
from the wireless receiver to the head unit terminals just as in the original GDOs.” (/d. at 22 (citing
Hr’g Tr. at 127:10-12).) CGI continues, “[t]hose wires transmit digital data between the wireless
receiver and the head unit.” (/d. at 23 (citing Hr’g Tr. at 129:16-2, 94:16-20; CX-1773C at 67:10-
13, 67:18-68:5, 40:9-14, 23:20-24:1, 45:12-15, 30:16-19, 31:22-32:9, 34:14-20, 35:4-20, 68:9-
14).)

With that said, CGI identifies the dispute as “whether a wireless portion between the
microcontroller of the indoor keypad and head unit negates a finding of infringement.” (/d.)
Regarding the setup of the indoor keypad and wireless receiver, CGI argues:

The indoor keypad must be paired with the wireless receiver such that they use the

same rolling code. Hrg Tr. (Huggins) at 88:3-6, 89:16-20. The receiver also is

designed to work exclusively with the indoor keypad, and no other component. Hrg

Tr. (Huggins) at 96:15-23; id. (Lipoff) at 127:23-128:6. In short, digital data from

the microcontroller of the indoor keypad flows through the wired connection from

the wireless receiver to the “keypad” terminals on the head unit, and to the

microcontroller on the WiFi board. Hrg. Tr. (Huggins) at 94:21-23 (“Q Now, the

actual terminals go into something on the head unit labeled keypad, correct? A Yes,

that’s right.”). That data is wirelessly conveyed between the transmitter in the
indoor keypad and the receiver in the wireless receiver.

(ld.) CGI reasons “[t]his part-wired, part-wireless digital data bus satisfies this limitation” (id.
(citing CX-1656C at Q85)) and “[t]he presence of additional elements in a system, such as a
wireléss portion of a digital data bus, does not negate the presence of the wired portion of the
digital data bus” (id. at 24 (citing Stifiung v. Renishaw PLC, 945 F.2d 1173, 1178 (Fed. Cir. 1991);
A.B. Dick Co. v. Burroughs Corp., 713 F.2d 700, 703 (Fed. Cir. 1983))). CGI notes its position,
again, “that an interruption in the wired connection between the indoor keypad microcontroller

and motor drive unit microcontroller negates this limitation . . . has been rejected” as in the
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underlying investigation on violation. (/d. at 25 (citing 1016 ID at 134-135; Hr’g Tr. at 132:17-
133:1, 146:22-25, 147:1-11, 148:8-16).)

CGI then disputes Respondents’ expert’s assertion that the wireless receiver and the wires
between it and the head unit are actually part of the head unit. (Jd. at 26 (citing Hr’g Tr. at 133:9-
134:2, 139:16-20, 140:25-141:12).) To this end, CGI relies on the prior construction of “motor
drive unit” as the “unit where a‘driven motor resides?” and observes the “motor does not reside in
the wireless receiver.” (Id. (citing Hr’g Tr. at 134:20-25).) CGI also argues Respondents’ expert
is too subjective on what length of wire and placements of the receiver would be needed to consider
these components part of the “motor drive unit,” and therefore the theory must be rejected. (/d.
(citing Hr’g Tr. at 141:17-142:3, 142:4-13, 142:25-143:9).)

With respect to this limitation of claims 1 and 9 and the doctrine of equivalents, CGI states,
“Iw]hile the digital data bus has a wireless portion, the digital data bus also has a wired portion
for which digital data is conveyed from a piece of the wall console (the wireless receiver) to the

microcontroller of the motor drive unit.” (Id. (citing CX-1656C at Q95).) CGI continues:

[T]he part-wired, part-wireless connection between the motor drive unit and wall
console in the Redesigned GDOs performs substantially the same function
(accomplishing digital communications between the microcontroller of the motor
drive unit and the microcontroller of the wall console), in substantially the same
way (over a digital data bus that includes part-wired and part-wireless portions),
yielding substantially the same result (connecting the microcontrollers of the wall
console and motor drive unit so that digital data can be exchanged between the two
microcontrollers) as the claims recite.

(Id at27)
As noted, CGI alleges claims 7 and 15 are also met under the doctrine of equivalents. (See
id. at 28-29.) These claims depend from claims 1 and 9, respectively, and recite “. . . wherein

power for the wall console is provided from the drive unit via power conductors of the data bus.”
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(’319 patent at cls. 7, 15.) CGI observes “power for the wireless receiver, flows through the wires
from the terminals of the head unit to the microcontroller of the wireless receiver. . . . And batteries
power the indoor keypad.” (CIB at 28 (citing CX-1656C at Q103, 107; RX-0600C at Q171-178;
CX-1672C; Hr’g Tr. at 126:18-21).) CGI continues:

The part-wired, part-wireless connection between the motor drive unit and wall
console, including through the wireless receiver, in the Redesigned GDOs delivers
power to the wall console . . . in an equivalent manner because it performs
substantially the same function (energizing components of a communication path),
in substantially the same way (over a conductive medium), yielding substantially
the same result (energizing a data communication device using the motor drive unit
as a power source) as the claims recite.

(Id. at 28-29 (citing CX-1656C at Q104).)

CGI alleges the Redesigned GDOs meet claims 8 and 16 under the doctrine of equivalents
as well. (See id. at 29-30.) These claims depend from claims 7 and 15, respectively, and recite “.
. . wherein the power conductors convey both data and power.” (’°319 patent at cls. 8, 16.) CGI
notes “the relevant operational details are identical to claim 7 and 15 because the same wires
between the wireless receiver and motor drive unit convey both data and power.” (CIB at 29
(citing CX-1656C at Q106; RX-0600C at Q171-178).) CGI continues:

The part-wired, part-wireless connection between the motor drive unit and wall
console, through the wireless receiver, in the Redesigned GDOs performs
substantially the same function (energizing and connecting components of the
communication path), in substantially the same way (over a conductive medium),
yielding substantially the same result (energizing and connecting a data
communication device using the motor drive unit as a power source) as the claims
recite.

({d. at 30 (citing CX-1656C at Q109).) For the avoidance of any doubt, CGI states affirmatively
that it “does not allege the wireless receiver is the claimed wall console” (id. (referring to RX-

0600C at Q207-209)), but also takes the position that “[t]he digital data bus connecting the indoor
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keypad to the wireless receiver and through to the motor drive unit includes the wires connecting
the wireless receiver to the motor drive unit” (id.).

In its reply brief, CGI concludes the primary issue of the present modification proceeding
is the same as in the underlying violation phase “because the redesign also includes a cohnection
with wired and wireless portions and simply shifts the location of that physical disconﬁnuity.”
(CRB at 1 (referring to 1016 ID at 135).) CGI argues “[t]here is 'no genuine dispute that the
Redesigned GDOs include a conductor or group of conductors that enable the transmission of
digital data between the microcontroller of the indoor keypad and the microcontroller of the motor
drive unit.” (Id.) CGI then repeats its position that the December 14, 2018 decision from the CIT
should be given no weight but otherwise does “show|[] Respondents’ true intention of
reconstrucing [sic] the ‘digital data bus’ limitation in a manner inconsistent with the Commission’s
binding constructions.” (Id. at 2.)

Regarding its statements in prior proceedings, CGI argues: “Respondents fail to identify
the three féctors required for application of judicial estoppel” (id. at 3 (citing New Hampshire v.
Maine, 532 U.S. 742, 751 (2001))); “éannot show the facts support any of the judicial estoppel
factors” (id.); and “Respondents do not address the third factor at all” (id.).

Under the first factor—"“a party’s later position must be ‘clearly inconsistent’ with its
earlier position”%CGI contends there is no statement from “CGI or its representatives that the
digital data bus must be be [sic] fully-wired from end-to-end” and “Respondents never asked Dr.
Davis whether the ¢1aims could include a part-wired, part-wireless connection.” (/d.) Rather, in
CGI’s view, its and its expert’s prior statements only attest “that *319 claims require a wire” (id.

at 4) and were further made in the context of showing nexus to copying as evidence of non-
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obviousness (id. (citing RX-0700 at 1078:7-18, 1079:13-20)). CGI argues similarly with regard
to its prior “general description of the 319 claims ‘relating to wired digital communications’” (id.
at 5 (referring to RIB at 12)) and repeats its position that remote transmitters, as found in the prior
art, continue to be irrelevant because it “did not accuse TTI’s remote transmitters of infringement
during the violation phase or in this modification phase” (see id. at 5-6).

Under the second factor—*“the party has succeeded in persuading a court to accept that
party’s earlier position”—CGI contends, assuming its statements were inconsistent, “judicial
estoppel would still not apply because CGI did not succeed in convinving [sic] the ALJ to accept
that position.” (Id. at 6.) To the contrary, CGI claims:

In fact, according to Respondents, CGI could not have succeeded in persuading a
court to accept the meaning of “said microcontroller [controller] of said motor drive
unit being connected to the microcontroller [controller] of the wall console by
means of a digital data bus” because “the meaning of the claim language of claims
1 and 9 [] was not previously construed.” Resp. PostHB at §-9.

(Id at 6-7.) Additionally, CGI notes “CGI did not succeed in persuading the court that
Respondents’ combination of two prior art references, Doppelt and Jacobs, failed to disclose the
digital data bus limitation; rather, ALJ Pender held that the Doppelt combinations included a
digital data bus.” (Id. at 7 (citing 1016 ID at 187).) “Thus,” reasons CGI, “judicial estoppel cannot
apply as CGI did not succeed in persuading ALJ Pender or the Commission to accept a fully-
wired, end-to-end digital data bus interpretation,” and “[f]or the same reason, statements from the
’319 patent IPR are insufficient to create judicial estoppel.” (Id.)

CGI does not discuss the third factor, but instead turns to the alleged prosecution
disclaimer occurring before the PTAB. CGI argues “[t]hese statements related to unaccused

features such as remote transmitters and do not disclaim claim scope.” (/d. at 8.) With respect to
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its expert’s deposition during that proceeding, CGI avers “the questions and answers leading up
to the cited testimony reveal that Dr. Davis testified that the digital data bus within the ‘context of
the *319 patent’ could be part-wireless,” quoting:

Q. Could a bus be wireless?

A. It depends on what level of abstraction you’re talking about. I suppose you
could view something like that as a bus.

(/d. (citing RX-0606 at 64:15-18, 64:9).) Regardless, CGI disputes that these statements deserve
any weight, stating “Respondents have provided no legal authority for the unprecedented position
that statements from an independent expert made in an IPR deposition constitute prosecution
disclaimer.” (Id. at9.) CGI contends that Aylus Networks merely “explained that statements made
by a patent owner—and specifically in the patent owner’s preliminary response—can establish
prosecution disclaimer.” (Id. (citing Aylus Networks, 856 F.3d at 1362).) CGI adds in footnote
that “[n]one of the decisions the Federal Circuit cited in reaching this conclusion support
Respondents’ expansive proposal: not a single cited case relied on an independent expert’s IPR
deposition testimony to establish prosecution disclaimer.” (/d. at 9, n.2 (citations omitted).) CGI
lastly contends that Respondents have otherwise generally failed to meet the “clear and
unmistakable” standard for prosecution history disavowal. (Id. at 10 (citing Power Integrations,
Inc. v. Fairchild Semiconductor Int'l, Inc., 904 F.3d 965, 975 (Fed. Cir. 2018); Conoco, Inc. v.
Energy & Envtl. Int'l, L.C., 460 F.3d 1349, 1364 (Fed. Cir. 2006); Poly-America, L.P. v. API
Indus., Inc., 839 F.3d 1131, 1136 (Fed. Cir. 2016)).)

- With respect to the *319 patent’s specification, CGI argues it would be improper to read
in a fully-wired requirement to the claim because of the specification’s disclosure of “an
embodiment where a wire extends from the motor drive unit to the wall console” (id. at 11 (citing

’319 patent at Abstract, Fig. 1)) or because of its stated goal of providing an easy “retrofit” to
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existing garage door openers (id. at 12 (citing *319 patent at 2:64-3:8)). With respect to the pre-.
IPR prosecution history, CGI alleges Respondents have taken contradictory positions on the effect
of the applicant’s mapping of claim elements to specification excerpts—contradictions which
show the mapping “is not an admission that the listed claim limitations are limited in scope to the
exemplary embodiments.” (See id. at 12-13 (citing Merck & Co. v. Teva Pharm. USA, Inc., 395
F.3d 1364, 1370 (Fed. Cir. 2005)).)

As alast point on claim construction, CGI views Respondents as “need[ing] to re-construe
the claims to inject a limitation to avoid infringement” even though “ALJ Pender rejected the same
non-infringement defense Respondents raise here—namely a discontinuity in the wired digital
data bus results in non-infringement.” (/d. at 14 (citing 1016 ID at 135).) CGI continues “this
break is no different from an infringement perspective from the break in the infringing GDOs.”
(Id. (citing Hr’g Tr. at 49:13-24, 132:17-133:1, 146:22-25, 207:24-209:14).) Regarding whether
or not the prior ALJ’s determination was dicta, CGI argues it “was made in direct response to
Respondents’ non-infringement argument based on the presence of an opto-isolator in the GD200
and GD125 models and forms an integral part of of [sic] the overall finding of a violation.” (/d.
at 15 (referring to CIB at 14; RX-0700 at 762:6-763:9).) CGI disputes any confusion over the
1016 ID’s use of the term “communication link,” as Respondents allege, in part because
“Respondents’ counsel, Mr. White, introduced the term ‘communication link’ into the record
during Dr. Davis’s violation-phase cross-examination.” (/d. (citing RX-0700 at 1074:21-1075:2).)

Regarding infringement theories and, in particular, doctrine of equivalents, CGI argues

“Respondents improperly collapse the doctrine of equivalents theory into a literal infringement

33



Public Version

theory via conflation of the ‘way’ and ‘function’ prongs.” (Id. at 17-18 (citing Overhead Door
Corp. v. Chamberlain Grp., Inc., 194 F.3d 1261, 1270 (Fed. Cir. 1999)).) CGI explains:

But these are distinct. The function prong evaluates the operational objective of the
component. See, e.g., Graver Tank & Mfg. Co. v. Linde Air Prod. Co., 339 U.S.
605, 609 (1950). Merely defining the function as use of the component—as
Respondents do here—fails to address the intended purpose of the component. Only
Dr. Davis has properly defined the function of the digital data bus, “accomplishing
digital communications between the microcontroller of the motor drive unit and the
microcontroller of the wall console.” CX-1656C, Davis WS at QA95. Thus,
Respondents’ rebuttal of the function prong of the doctrine of equivalents
infringement theory is incorrect

(Id) CGI argues Respondents conflate the “result” prong with “way” as well and reason
“Respondents cannot meaningfully dispute that the result of the Redesigned GDOs’ connection is
identical to that of the *319 patent or infringing GDOs—control of a garage door from a wall
console.” (Id. at 19.)

Having carefully reviewed the pleadings and evidence submitted, it is the undersigned’s
recommended determination that the limited exclusion orders and cease and desist orders be
modified so as to not apply to Respondents’ Redesigned GDOs which lack a physical connection
between microcontrollers contained within a “wall console” and “motor drive unit.”

To begin, “[a]n infringement analysis entails two steps. The first step is determining the
meaning and scope of the patent claims asserted to be infringed. The second step is comparing the
properly construed claims to the device accused of infringing.” Markman, 52 F.3d at 976.

Claim construction focuses on the intrinsic evidence, which consists of the claims
themselves, the specification, and the prosecution history. See Phillips v. AWH Corp., 415 F.3d
1303, 1314 (Fed. Cir. 2005) (en banc); see also Markman, 52 F.3d at 979. As the Federal Circuit
in Phillips explained, courts must analyze each of these components to determine the “ordinary

and customary meaning of a claim term” as understood by a person of ordinary skill in art at the
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time of the invention. 415 F.3d at 1313. “Such intrinsic evidence is the most significant source
of the legally operative meaning of disputed claim language.” Bell Atl. Network Servs., Inc. v.
Covad Commc'ns Grp., Inc., 262 F.3d 1258, 1267 (Fed. Cir. 2001).

When the intrinsic evidence does not establish the meaning of a claim, then extrinsic
evidence (i.e., all evidence external to the patent and the prosecution history, including
dictionaries, inventor testimony, expert testimony, and learned treatises) may be considered.
Phillips, 415 F.3d at 1317. Extrinsic evidence is generally viewed as less reliable than the patent
itself and its prosecution history in determining how to define claim terms. Id. “The court may
receive extrinsic evidence to educate itself about the invention and the relevant technology, but
the court may not use extrinsic evidence to arrive at a claim construction that is clearly at odds
with the construction mandated by the intrinsic evidence.” Elkay Mfg. Co. v. Ebco Mfg. Co., 192
F.3d 973, 977 (Fed. Cir. 1999).

The construction of a claim term is generally guided by its ordinary meaning. However,
courts may deviate from the ordinary meaning when: (1) “the intrinsic evidence shows that the
patentee distinguished that term from prior art on the basis of a particular embodiment, expressly
disclaimed subject matter, or described a particular embodiment as important to the invention;”
or (2) “the patentee acted as his own lexicographer and clearly set forth a definition of the disputed
claim term in either the specification or prosecution history.” Edwards Lifesciences LLC v. Cook
Inc., 582 F.3d 1322, 1329 (Fed. Cir. 2009); see GE Lighting Sols., LLC v. AgiLight, Inc., 750 F.3d
1304, 1309 (Fed. Cir. 2014) (“the specification and prosecution history only compel departure
from the plain meaning in two instances: lexicography and disavowal.”); Omega Eng’g, Inc. v.

Raytek Corp., 334 F.3d 1314, 1324 (Fed. Cir. 2003) (“[W]here the patentee has unequivocally
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disavowed a certain meaning to obtain his patent, the doctrine of prosecution disclaimer attaches
and narrows the ordinary meaning of the claim congruent with the scope of the surrender.”);
Rheox, Inc. v. Entact, Inc., 276 F.3d 1319, 1325 (Fed. Cir. 2002) (“The prosecution history limits
the interpretation of claim terms so as to exclude any interpretation that was disclaimed during
prosecution.”). Nevertheless, there is a “heavy presumption that a claim term carries its ordinary
and customary meaning.” CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir.
2002) (citations omitted). The standard for deviating from the plain and ordinary meaning is
“exacting” and requires “a cléar and unmistakable disclaimer.” Thorner v. Sony Computer Entm’t
Am. LLC, 669 F.éd 1362, 1366-67 (Fed. Cir. 2012); see Epistar Corp. v. Int’l Trade Comm’n, 566
F.3d 1321, 1334 (Fed. Cir. 2009) (requiring “expressions of manifest exclusion or restriction,
representing a clear disavowal of claim scope” to deviate from the ordinary meaning) (citation
omitted). As the Federal Circuit has explained, “[w]e do not read limitations from the
specification into claimé; we do not redefine words. Only the patentee can do that.”” Thorner, 669
F.3d at 1366. “The party seeking to invoke prosecution history disclaimer bears the burden of
proving the existence of a ‘clear and unmistakable’ disclaimer that would have been evident to
one skilled in the art.” TriVascular, Inc. v. Samuels, 812 F.3d 1056, 1063-64 (Fed. Cir. 2016)
(citing Elbex Video, Ltd. v. Sensormatic Elecs. Corp., 508 F.3d 1366, 1371 (Fed. Cir. 2007)).
Literal infringement is a question of fact. Finisar Corp. v. DirecTV Group, Inc., 523 F.3d
1323, 1332 (Fed. Cir. 2008). Traditionally, literal infringement requires the patentee to prove that
the accused device contains each and every limitation of the asserted claim(s). Frank’s Casing

Crew & Rental Tools, Inc. v. Weatherford Int’l, Inc., 389 F.3d 1370, 1378 (Fed. Cir. 2004). If
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any claim limitation is absent, there is no literal infringement of that claim as a matter of law.
Bayer AG v. Elan Pharm. Research Corp., 212 F.3d 1241, 1247 (Fed. Cir. 2000).

Where literal infringement is not found, there may still be infringement under the doctrine
of equivalents which “requires an intensely factual inquiry.” Vehicular Techs. Corp. v. Titan
Wheel Int’l, Inc., 212 F.3d 1377, 1381 (Fed. Cir. 2000). According to the Federal Circuit:

Infringement under the doctrine of equivalents may be found when the accused
device contains an “insubstantial” change from the claimed invention. Whether
equivalency exists may be determined based on the “insubstantial differences” test
or based on the “triple identity” test, namely, whether the element of the accused
device “performs substantially the same function in substantially the same way to
obtain the same result.” The essential inquiry is whether “the accused product or
process contain elements identical or equivalent to each claimed element of the
patented invention].]”

TIP Sys., LLC v. Phillips & Brooks/Gladwin, Inc., 529 F.3d 1364, 1376-77 (Fed. Cir. 2008)
(citations omitted).

Respondents’ central non-infringement position is that the claim limitation “being
connected . . . by means of a digital data bus” as found in claims 1 and 9 of the 319 patent is
missing from the Redesigned GDOs. (See RIB at 1-3.) For context, the full claims read as follows:

1. An improved garage door opener comprising a motor drive unit for opening and
closing a garage door, said motor drive unit having a microcontroller and a wall
console, said wall console having a microcontroller, said microcontroller of said
motor drive unit being connected to the microcontroller of the wall console by
means of a digital data bus.

9. An improved garage door opener comprising a motor drive unit for opening and
closing a garage door, said motor drive unit having a controller and a wall console,

said wall console having a controller, said controller of said motor drive unit being
connected to the controller of the wall console by means of a digital data bus.

(’319 patent at cls. 1, 9 (emphasis added).)
It is important to note that several terms within these claims have already been construed
and are binding on this proceeding. Specifically, “digital data bus” has been construed as a
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“conductor or group of conductors which convey digital data,” and “motor drive unit” has been
construed as “unit where a driven motor resides.” (RIB at 8 (citing 1016 ID at 121-128); CIB at
10.)

Further, there is no dispute over the structure of the Redesigned GDOs. As shown and
described above, the Redesigned GDOs include a head unit where a driven motor resides, an
external wireless receiver attached to the head unit through two wires, and a wall-mounted keypad
which communicates with the wireless receiver so as to enable digital communication between
the keypad and head unit; more specifically, digital communication between a microcontroller, or
controller, located within the keypad and a microcontroller, or controller, located within the head
unit. (See RX-0600C at Q171-178; CX-1656C at Q47-60.)

In light of this structure, Respondents argue “being connected . . . by means of a digital
data bus” is not met in the Redesigned GDOs because the microcontrollers, or controllers, are not
physically “connected” due to the wireless communication link between the keypad and the
wireless receiver near the head unit:

The Redesigned GDOs do not meet this limitation because they use a wireless
indoor keypad that is not ‘connected . . . by means to a digital data bus’ to any other
component of the GDO:s. . . . However, as discussed, the *319 patent describes and
claims only a wired console—something entirely absent from the Redesigned
GDOs. . . . The Redesigned GDOs do not meet this requirement because the
wireless indoor keypad is not connected, by a conductor, to any other component.
... Thus, “the keypad is not ‘connected’ to the wireless receiver, as claimed by the
’319 patent.

(RIB at 25-26.)

For the reasons detailed below, it is the determination of the undersigned that, based on
the intrinsic evidence, “being connected . . . by means of a digital data bus” requires a physical
connection. Respondents’ briefing places great emphasis on the notion that CGI should be both
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judicially estopped from arguing infringement in this proceeding and found to have disavowed a
scope for “being connected . . . by means of a digital data bus” during prosecution of the 319
patent. Respondents also argue for their construction based on non-prosecution intrinsi;: evidence
and other extrinsic evidence. It is the determination of the undersigned that a clear disavowal of
scope occurred during the inter partes review of the *319 patent (IPR2017-00126), rendering the
questions of judicial estoppel and other intrinsic and extrinsic evidence moot.

Specifically, during inter partes review, Respondents, as petitioners, put forward an
obviousness invalidity theory which depended upon prior art reference U.S. Patent No. 5,530,896
(“Gilbert”) (IPR2017-00126, Ex. 1006)? to teach communication between keypad consoles and
powered appliances under the “being connected . . . by means of a digital data bus” claim
limitation:

Fourth, it was also well-known to a PHOSITA at the time of the ‘319 patent to send
digital data signals between microcontrollers using standard wire lines, e.g., a
digital data bus, to control a motor drive unit and/or light. See, e.g., Sections VIILA,
B.6; Ex.1003 []50]. For example, Jacobs discloses a “digital data bus™ and Gilbert
discloses a bidirectional communication wire between microcontrollers.

As such, based on the admitted prior art and the teachings of Doppelt, Jacobs,
and/or Gilbert, it would have been obvious to a PHOSITA to modify Doppelt’s
wall control unit to include a passive infrared detector and microcontroller and a
digital data bus. See Section VIII.A; Ex.1003[]]41-51].

(IPR2017-00126, Dkt. No. 1 at 11; see IPR2017-00126, Dkt. No. 1 at 38, 43-65);3

Like Jacobs, Gilbert also discloses a wired connection between two
microcontrollers. Ex.1003[9963-65]. Specifically, Gilbert discloses connecting
control units, such as remote controls or keypads, having a microcontroller with
home appliances, such as a lamp or washing machine, also having a
microcontroller, through a bidirectional wired communication path. For example,
control appliances 8, 9 (manual remote controls) and control appliance 11 (timer

2 This document is hereby attached to this Recommended Determination as “RD Exhibit A.”
3 This document is hereby attached to this Recommended Determination as “RD Exhibit B.”
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with programming keypad) are shown in green in Figure 1 below.

(id. at 18);

Gilbert also discloses a wired line for carrying data between microcontrollers.
Ex.1003[f153]. As explained in Gilbert, microcontroller 18 (of a working
appliance) and microcontroller 118 (of a control appliance) are “connected to the
space 4 via a bidirectional transmission means 24.” Ex.1006 at at 3:49-56; 2:39-44.
Gilbert further discloses that “space 4 may be constituted by... hardwired means
of transmission.” 1d. at 3:17-22; see also id. at 1:24-29 (“transmission medium or
media used to create the bidirectional communication space can be carrier currents,
a cable, fiber-optic or radio-frequency means, etc.”). The communication space 4,
connecting microcontrollers 18 and 118, is illustrated in Figs. 2 and 3, below.

Gilbert further discloses that the hardwired communication space 4 can carry data,
e.g., status messages and control messages, between microcontrollers. Ex.1006 at
3:23-26 (“Three control appliances 8, 9, 11 are also linked to the space 4 to receive
the status messages from the working appliances 1 to 3, and to send them control
messages and status request messages.”); 3:6:16. Ex.1003[154].

Accordingly, the combined Doppelt/Jacobs/Gilbert system discloses every
limitation of this claim element. Ex.1003[f155].

(id. at 64-65 (emphasis in original)). The following figure and passage from Gilbert clarifies what

is disclosed:
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FIG_1

In the example shown in FIG. 1, the installation, which has been intentionally
simplified, comprises various working appliances, namely a standard lamp 1, a
convector heater 2, and a washing machine 3 which are connected to each other via
a bidirectional communication space 4 through which they can exchange status
messages originating from the working appliances 1 to 3 and control messages
intended for the working appliances 1 to 3. The working appliances 1 to 3 contain
one or more adjusting buttons6 offering a minimum of two operating states, for
example "on" and "off", and one or more indicator lamps or other indicators 7.

The space 4 may be constituted by the electricity supply circuit, in which case the
messages are processed in a concrete fashion using carrier current techniques. The
space 4 may also be constituted by a space which is permeable to radio waves or
infrared signals, or by a hardwired means of transmission.

(IPR2017-00126, Ex. 1006 at 3:6-23, Fig. 1.)

On June 1, 2018, CGI, as patent owner, filed a supplemental response along with a
declaration from its expert, Dr. Davis, addressing Respondents’ theory and Gilbert. In that
declaration, the expert compared Gilbert and its “communication space 4” to the claim limitation
“being connected . . . by means of a digital data bus.” The expert stated:

92. Even setting this issue aside, the addition of Gilbert to the combination of
Doppelt, Jacobs, and “Admitted Art” fails to satisfy the limitation. Gilbert discloses
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a bidirectional communication space 4 in which messages may be transmitted and
received. Gilbert at Abstract. But this communication space need not include a
physical connection at all; indeed, it may consist of radio frequencies. Gilbert at
1:47-50.

(IPR2017-00126, Ex. 2028 at 9] 92 (emphasis added).)* CGI explicitly referenced this portion of
Dr. Davis’s declaration into its supplemental response to the PTAB:

Below, Chamberlain addresses additional disclosure from Gilbert that Petitioner
relied upon in contending that the “Doppelt/Jacobs/Gilbert system discloses every
limitation of this claim element.” Petition, 64-65. In particular, Petitioner argued
that, “in Gilbert, microcontroller 18 (of a working appliance) and microcontroller
118 (of a control appliance) are ‘connected to the space 4 via a bidirectional
transmission means 24°,” that “’space 4 may be constituted by ... hardwired means
of transmission’,” and that “the hardwired communication space 4 can carry data
....” Petition, 64-65 (citing Gilbert, 1:24-29, 2:39-44, 3:6-56).

As Dr. Davis explains, however, Gilbert’s bidirectional communication space 4
“need not include a physical connection at all” and “may consist of radio
frequencies.” 2nd Davis Dec., 4 92 (citing Gilbert, 1:47-50).

(IPR2017-00126, Dkt. No. 65 at 24 (emphasis added).)’

It is clear from the excerpts above that, before the PTAB, CGI contended that “being
connected . . . by means of a digital data bus” means a physical connection between the
microcontroller of the “wall console” and the microcontroller of the “motor drive unit.”

The Federal Circuit has held that such a representation made to avoid prior art from a
patent owner during inter partes review can function as disavowal of claim scope when it is “clear
and unmistakable.” Aylus Networks, 856 F.3d at 1359; Omega Eng’g, 334 F.3d at 1325-26.
Further, the Federal Circuit has explained:

[Patentee’s] argument therefore reduces to a request for a mulligan that would erase
from the prosecution history the inventor's disavowal of a particular aspect of a
claim term's meaning. Such an argument is inimical to the public notice function
provided by the prosecution history. The prosecution history constitutes a public
record of the patentee's representations concerning the scope and meaning of the

* This document is hereby attached to this Recommended Determination as “RD Exhibit C.”
> This document is hereby attached to this Recommended Determination as “RD Exhibit D.”
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claims, and competitors are entitled to rely on those representations when
ascertaining the degree of lawful conduct, such as designing around the claimed
invention.

Hockerson-Halberstadt, 222 F.3d at 957 (citing Vitronics Corp. v. Conceptronic, Inc., 90 F.3d
1576, 1583 (Fed. Cir. 1996); Lemelson v. General Mills, Inc., 968 F.2d 1202, 1208 (Fed. Cir.
1992)). The undersigned finds the standard is met here, as there is no way to interpret Dr. Davis
and CGI’s statements other than as a need for a “physical connection” in “being connected . . . by
means of a digital data bus.” It is therefore the determination of the undersigned that through
these statements, CGI put the public on notice that “being connected . . . by means of a digital data
bus” requires a physical connection between microcontrollers.

With that said, the undersigned acknowledges the aforementioned petition for inter partes
review, Gilbert prior art reference, patent owner supplemental response, and patent owner expert
declaration were not included on the parties’ exhibit lists, as opposed to other documents from the
IPR proceeding which were included. Nevertheless, the undersigned is entitled to take judicial
notice of the facts of what was stated or disclosed in each of these four documents as they are
publicly available records of the U.S. Patent and Trademark Office (IPR2017-00126) and their
contents are not subject to reasonable dispute. See Fed. R. Evid. 201(b) (“The court may judicially
notice a fact that is not subject to reasonable dispute because it: (1) is generally known within the
trial court’s territorial jurisdiction; or (2) can be accurately and readily determined from sources
whose accuracy cannot reasonably be questioned.”); Certain Wireless Communication Devices,
Portable Music and Data Processing Devices, Computers and Components Thereof, Inv. No. 337-
TA-745, Initial Determination at 50 n.5 (Apr. 24, 2012); Certain Sortation Systems and Parts

Thereof and Products Containing Same, Inv. No. 337-TA-460, Initial Determination at 75 n.7
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(Oct. 22, 2002); Certain Movable Barrier Operator Systems and Components Thereof, Inv. No.
337-TA-1118, Order No. 23 at 2 (Apr. 16, 2019); see also Certain Access Control Systems and
Components Thereof, Inv. No. 337-TA-1016M, Comm’n Order at 4 (“[tlhe ALJ, in his/her
discretion, may conduct any proceedings he/she deems necessary, including . . . seeking
documents from other agencies consistent with Commission rules™) (Sept. 4, 2018). Moreover,
these documents are of primary relevance to the central issue in this proceeding—the scope of
“being connected . . . by means of a digital data bus”—as they are part of the *319 patent’s intrinsic
record. See Aylus Networks, 856 F.3d at 1360-61 (treating statements made during an IPR
proceeding as prosecution history); Phillips, 415 F.3d at 1318-19 (identifying prosecution history
as intrinsic evidence).

Therefore, in light of the above determination on the meaning of “being connected . . . by
means of a digital data bus” based on these documents, Respondents’ additional arguments
regarding other moments in the prosecution history, non-prosecution history intrinsic evidence,
and other extrinsic evidence towards the same meaning need not be reached. Similarly,
Respondents’ contention that CGI is estopped from arguing against this claim meaning need not
be reached either.

Additionally, it bears mentioning that CGI is correct that Respondents’ non-infringement
position in this proceeding was already considered and rejected by the ALJ in the violation phase.
(See 1016 ID at 134-135 (finding the claim limitation is not avoided by a non-conducting “break”
in the communication link), 189-190 (finding the claim limitation is disclosed by a
“communication space” because of the conveyance of digital data).) CGI’s argument that that

determination is binding and dispositive for this proceeding (see, e.g., CIB at 29, 30) is not,
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however. Simply put, the intrinsic record behind the meaning of “being connected . . . by means
of a digital data bus” materially changed following CGI’s remarks to the PTAB during the IPR—
a change which occurred after the ALJ and Commission’s determinations in the violation phase.®
This change justifies revisiting the meaning of “being connected . . . by means of a digital data
bus.”

In conclusion, when “being connected . . . by means of a digital data bus” is properly
construed as requiring a physical connection, there can be no dispute that the Redesigned GDOs
do not literally infringe claims 1 and 9 of the 319 patent as there is no physical connection
between the microcontrollers of the “wall console” and “motor drive unit.” The Redesigned
GDOs also cannot infringe by doctrine of equivalents as there is no structure within the products
that accomplishes the same function or result of a physic,eil connection between microcontrollers,
which CGI implicitly acknowledges. (See CRB at 17—.19 (discussing doctrine of equivalents
satisfaction solely in terms of effecting communications.)) Alternatively, should the function and
result of the requisite physical connection be determined to be the simple provision of
communication between microcontrollers, then it is the determination of the undersigned that the
way this is accomplished is not substantially the same. Respondents’ expert is persuasive in that

a wireless communication path is the opposite of a physical one, involving a host of different

structures, protocols, and design considerations. (See RX-0600C at Q223-224.)

6 The 1016 ID issued on October 23, 2017. The Commission’s notice to review issued on
December 22, 2017 (EDIS Doc. No. 632456), with a final notice finding a violation of Section
337 issuing on March 23, 2018 (EDIS Doc. No. 639790). CGI’s pivotal statements during the
IPR regarding Gilbert were submitted on June 1, 2018. (IPR2017-00126, Dkt. No. 65.)
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Additionally, Respondents have sufficiently shown that dependent claims 7, 8, 15, and 16
are not infringed—for reasons apart from their dependency on non-infringed claims 1 and 9.
These claims all require the power for the wall console be provided from the motor drive unit
through the digital data bus:

7. The garage door opener according to claim 1 wherein power for the wall console
is provided from the drive unit via power conductors of the data bus.

8. The garage door opener according to claim 7 wherein the power conductors
convey both data and power.

15. The garage door opener according to claim 9 wherein power for the wall
console is provided from the drive unit via power conductors of the data bus.

16. The garage door opener according to claim 15 wherein the power conductors
convey both data and power.

(’319 patent at cls. 7, 8, 15, 16.) It is not disputed that the indoor keypad, or “wall console,” of
the Redesigned GDOs derives its power from internal, replaceable AA batteries. (CIB at 28; RIB
at 6, 26; Hr’g Tr. at 126:18-21, 202:10-15; RX-0600C at Q177; RX-0616 at -598; RX-0618 at -
602.) Thus, the Redesigned GDOs do not literally infringe these claims. They also do not infringe
under the doctrine of equivalents. Respondents’ expert is persuasive in that powering a wall
console through its own internal, replaceable batteries is not substantially the same, in way or
result, as power coming through a wired line from an external shared source. (See RX-0600C at
Q228-229.)

Accordingly, it is the undersigned’s recommended determination that the limited exclusion
orders and cease and desist orders be modified so as to not apply to Respondents’ Redesigned
GDOs which lack a physical connection between a microcontroller contained within a “wall
console” and a microcontroller contained within a “motor drive unit.” This recommended

determination of the administrative law judge is hereby certified to the Commission.
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Within seven days of the date of this document, each party shall submit to the Office of
the Administrative Law Judges a statement as to whether or not it seeks to have any portion of
this document deleted from the public version. The parties’ submissions may be made by facsimile
and/or hard copy by the aforementioned date. Any party seeking to have any portion of this
document deleted from the public version thereof must submit to this office a copy of this
document with red brackets indicating any portion asserted to contain confidential business
information. The parties’ submissions concerning the public version of this document need not be

filed with the Commission Secretary.

SO ORDERED.

A LONIS

Charles E. Bullock
Chief Administrative Law Judge
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CERTAIN ACCESS CONTROL SYSTEMS AND
COMPONENTS THEREOF
INV. NO. 337-TA-1016 (Modification)

PUBLIC CERTIFICATE OF SERVICE

I, Lisa R. Barton, hereby certify that the attached RECOMMENDED DETERMINATION has
been served upon the following parties as indicated on

_APR 3 02019

Lisa R. Barton, Secretary

U.S. International Trade Commission
500 E Street SW, Room 112A
Washington, D.C. 20436

FOR COMPLAINANT THE CHAMBERLAIN GROUP, INC.

Joseph V. Colaianni, Jr., Esq. () Via Hand Delivery
FISH AND RICHARDSON PC (1/{ Express Delivery
1000 Main Avenue, SW, Suite 1000 () Via First Class Mail
Washington, DC 20024 () Other:

FOR RESPONDENTS TECHTRONIC INDUSTRIES COMPANY LIMITED,
TECHTRONIC INDUSTRIES NORTH AMERICA INC., ONE WORLD
TECHNOLOGIES, INC., OWT INDUSTRIES, INC., AND ET TECHNOLOGY (Wuxi)
Co., LTD.

Eric S. Namrow, Esq. ( )/Via Hand Delivery
MORGAN, LEWIS & BOCKIUS LLP () Express Delivery
1111 Pennsylvania Avenue, NW () ViaFirst Class Mail

Washington, DC 20004 () Other:
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washingtqn, D.C.

In the Matter of

CERTAIN ACCESS CONTROL Investigation No. 337-TA-1016
SYSTEMS AND COMPONENTS
THEREOF

NOTICE OF THE COMMISSION’S FINAL DETERMINATION FINDING A
VIOLATION OF SECTION 337; ISSUANCE OF A LIMITED EXCLUSION ORDER
AND CEASE AND DESIST ORDERS; TERMINATION OF THE INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice,

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has found a
violation of section 337 in this investigation and has (1) issued a limited exclusion order
prohibiting importation of infringing access control systems and components thereof and (2)
issued cease and desist orders directed to the following respondents: Techtronic Industries
Company Ltd. of Tsuen Wan, Hong Kong (“TTi HK”); Techtronic Industries North America Inc.
of Hunt Valley, Maryland (“TTi NA”); One World Technologies, Inc. of Anderson, South
Carolina (“One World”); and OWT Industries, Inc. of Pickens, South Carolina (“OWT”). The
investigation is terminated.

FOR FURTHER INFORMATION CONTACT: Panyin A. Hughes, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone 202-205-3042. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone 202-205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server (Attps.//www.usitc.gov). The
public record for this investigation may be viewed on the Commission’s electronic docket

* (EDIS) at htips://edis.usitc.gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on 202-205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
.. .. August9, 2016, based on a complaint filed by The Chamberlain Group, Inc..of Elmhurst, Illinois - . -~ . .~ .
: (“Chamberlain” or “CGI”). 81 FR 52713 (Aug. 9, 2016). The complaint alleges violations of

section 337 of the Tariff Act of 1930, as amended (19 USC 1337), in the importation into the

United States, the sale for importation, and the sale within the United States after importation of

certain access control systems and components thereof by reason of infringement of one or more

of claims 1, 10-12, and 18-25 of U.S. Patent No. 7,196,611 (“the 611 patent™); claims 1-4, 7—
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12, 15, and 16 of the 319 patent; and claims 7, 11-13,15-23, and 34-36 of the *336 patent. Id.
The notice of investigation named the following respondents: TTi HK; TTi NA; One World;
- OWT; ET Technology (Wuxi) Co., Ltd. of Zhejiang; China (collectively, “Respondents”);and ~ =~ =~~~
Ryobi Technologies Inc. of Anderson, South Carolina (“Ryobi”). Id. The Office of Unfair
Import Investigations is not a party to the investigation.

On October 27, 2016, the Commission determined not to review the ALJ’s order (Order
No. 4) granting a motion to amend the Notice of Investigation to include the following two
additional respondents: Techtronic Trading Limited of Kwai Chung, Hong Kong; and
Techtronic Industries Factory Outlets Inc., d/b/a Direct Tools Factory Outlet of Anderson, South
Carolina (collectively, “Techtronic”). See Order No. 4, Comm’n Notice of Non-Review (Oct.
27,2016).

On November 7, 2016, the Commission determined not to review the ALJ’s order (Order
No. 6) terminating the investigation as to Ryobi. See Order No. 6, Comm’n Notice of Non-
Review (Nov. 7, 2016).

On March 15, 2017, the Commission determined not to review the ALJ’s order (Order
No. 15) granting a motion to terminate the investigation as to Techtronic. Order No. 15,
Comm’n Notice of Non-Review (Mar. 15, 2017).

On March 20, 2017, the Commission determined not to review the ALJ’s order (Order
No. 18) granting a motion to terminate the investigation as to claims 10, 19-20, and 22 of the
’611 patent and claims 7, 11-13, 15-18, 35, and 36 of the *336 patent. Order No. 18; Comm’n
Notice of Non-Review (Mar. 20, 2017).

On March 27,2017, the ALJ issued Order No. 23 granting Respondents’ motion for
summary determination of non-infringement of the asserted claims of the *319 patent, stemming
from the ALJ’s construction of the claim term “wall console” to mean “a wall-mounted control
unit including a passive infrared detector.” See Order No. 13 (Markman Order at §0).

The ALIJ held an evidentiary hearing from May 1, 2017 through May 3, 2017, on issues
solely relating to the *336 patent.

On May 3, the Commission determined to review Order No. 23 that granted
Respondents’ motion for summary determination of non-infringement of the 319 patent. On
review, the Commission determined to construe “wall console” as a “wall-mounted control unit,”
vacated Order No. 23, and remanded the investigation as to the 319 patent to the ALJ for further
proceedings. See Comm’n Op. (May 5, 2017) at 1-2.

e .._.___.OnMay 31,2017, the Commission determined not to review the ALJ’s order (Order No. _ . . _ . __ ..
28) granting a motion to terminate the investigation as to all of the pending claims of the *611
patent. Order No. 28; Comm’n Notice of Non-Review (May 31, 2017).
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The ALJ held a second evidentiary hearing from J uly 12,2017, through July 13,2017, on
issues relating to the *319 patent.

On November 9, 2017, the Commission determined not to review the ALJ’s order (Order
No. 36) granting a motion to terminate the investigation as to certain accused products and
claims 19-23 of the *336 patent. Order No. 36; Comm’n Notice of Non-Review (Nov. 9, 2017).

On October 23, 2017, the ALJ issued his final ID, finding a violation of section 337 by
Respondents in connection with claims 1-4, 7-12, 15, and 16 of the *319 patent. Specifically, the
ALJ found that the Commission has subject matter jurisdiction, in rem jurisdiction over the
accused products, and in personam jurisdiction over Respondents. ID at 24-26. The ALJ also
found that Chamberlain satisfied the importation requirement of section 337 (19 U.S.C.
1337(a)(1)(B)). Id. The ALIJ further found that the accused products directly infringe asserted
claims 1-4, 7-12, 15, and 16 of the ’319 patent, and that Respondents induce infringement of
those claims. See ID at 130-141, 144. The ALJ also found that Respondents failed to establish
that the asserted claims of the 319 patent are invalid for obviousness. ID at 151-212. With
respect to the *336 patent, the ALJ found that Respondents do not directly or indirectly infringe
asserted claim 34 and that claim 34 is not invalid as obvious. ID at 72-74, 105-119. The ALJ
further found that claims 15, 19, and 34 of the 336 patent are invalid under 35 U.S.C. 101 for
reciting unpatentable subject matter and that claim 15 is invalid for anticipation but that claims
12, 14, and 19 have not been shown invalid for anticipation. ID at 74-103. Finally, the ALJ
found that Chamberlain established the existence of a domestic industry that practices the
asserted patents under 19 U.S.C. 1337(a)(2). See ID at 257-261, 288-294.

Also on October 23, 2017, the ALJ issued his recommended determination on remedy
and bonding. Recommended Determination on Remedy and Bonding (“RD”). The ALJ
recommends that in the event the Commission finds a violation of section 337, the Commission
should issue a limited exclusion order prohibiting the importation of Respondents’ accused
products and components thereof that infringe the asserted claims of the *319 patent. RD at 2.
The ALJ also recommends issuance of cease and desist orders against respondents Techtronic
Industries Company Ltd., Techtronic Industries North America Inc., One World Technologies,
Inc., and OWT Industries, Inc. based on the presence of commercially significant inventory in
the United States. RD at 5. With respect to the amount of bond that should be posted during the
period of Presidential review, the ALJ recommends that the Commission set a bond in the
amount of zero (i.e., no bond) during the period of Presidential review. RD at 6-7.

On November 6, 2017, Respondents filed a petition for review as to the 319 patent and a
contingent petition for review as to the *336 patent. See Respondents’ Petition for Review. Also
on November 6, 2017, Chamberlain filed a petition for review of the ID, primarily challenging
the ALJ’s findings of no violation of section 337 as it pertains to the *336 patent. See
... ......._Complainant’s Petition for Review of Initial Determination on. Violation of Section 337.. . .. . __ . __.. .

On November 14, 2017, Chamberlain and Respondents filed their respective responses to
the petitions for review. See Complainant’s Response to Respondents’ Petition for Review of
Initial Determination on Violation of Section 337; Respondents’ Response to Complainant’s
Petition for Review.
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On December 22, 2017, the Commission determined to review the final ID in part. 82
"FR 61792-94 (Dec. 29, 2017). Specifically, for the *319 patent the Commission determined to =~
review (1) the ID’s finding that a combination of prior art references Doppelt, Jacobs, and
Gilbert fail to render the asserted claims obvious; and (2) the ID’s finding that a combination of
prior art references Matsuoka, Doppelt, and Eckel fail to render the asserted claims obvious. For
the "336 patent the Commission determined to review (1) the ID’s finding that claim 34 recites
ineligible patent subject matter under 35 U.S.C. 101; and (2) the ID’s finding that Pruessel, either
alone or in combination with Koestler, fails to render claim 34 obvious. The Commission
requested the parties to brief certain issues. Id. On January 5, 2018, the parties filed
submissions to the Commission’s question and on remedy, the public interest, and bonding. See
Complainant’s Response to Request for Written Submissions Regarding Issues Under Review;
Respondents’ Response to Request for Written Submissions Regarding Issues Under Review.
On January 12, 2018, the parties filed reply submissions. See Complainant’s Reply to
Respondents’ Submission Addressing the Commission’s December 22, 2017 Notice;
Respondents’ Reply to Complainant’s Submission Regarding Issues Under Review.

Having examined the record of this investigation, including the final ID, and the parties’
submissions, for the *319 patent the Commission has determined to (1) affirm the ALJ’s finding
that a combination of prior art references Doppelt, Jacobs, and Gilbert fail to render the asserted
claims obvious and (2) affirm the ALJ’s finding that a combination of prior art references
Matsuoka, Doppelt, and Eckel fail to render the asserted claims obvious, but reverse the ALJ’s
finding that Eckel is analogous art. For the *336 patent the Commission has determined to (1)
affirm the ALJ’s finding that Pruessel, either alone or in combination with Koestler, fails to
render claim 34 obvious and (2) take no position on the ALJ’s finding that claim 34 recites
ineligible patent subject matter under 35 U.S.C. 101. The Commission adopts the ID’s findings
to the extent they are not inconsistent with the Commission opinion issued herewith.

Having found a violation of section 337 in this investigation, the Commission has
determined that the appropriate form of reliefis: (1) a limited exclusion order prohibiting the
unlicensed entry of access control systems and components thereof that infringe one or more of
claims 1-4, 7-12, 15, and 16 of the *319 patent that are manufactured by, or on behalf of, or are
imported by or on behalf of Respondents or any of their affiliated companies, parents,
subsidiaries, agents, or other related business entities, or their successors or assigns, are excluded
from entry for consumption into the United States, entry for consumption from a foreign-trade
zone, or withdrawal from a warehouse for consumption, for the remaining term of the *319
patent except under license of the patent owner or as provided by law; and (2) cease and desist
orders prohibiting TTi HK, TTi NA, One World, and OWT from conducting any of the
following activities in the United States: importing, selling, marketing, advertising, distributing,
. transferring (except for exportation), and soliciting U.S. agents or distributors for, access control
oo .. ..__ systemsand components thereof covered by one or more of claims 1-4, 7-12, 15, and 16.0f the . . __ . _ .
’319 patent.
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The Commission has also determined that the public interest factors enumerated in
section 337(d) and (f) (19 U.S.C. 1337(d) and (f)) do not preclude issuance of the limited
in the amount of zero is required to permit temporary importation during the period of
Presidential review (19 U.S.C. 1337(j)) of access control system and components thereof that are
subject to the remedial orders. The Commission’s orders and opinion were delivered to the
President and to the United States Trade Representative on the day of their issuance.

The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in Part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR Part 210).

By order of the Commission.

CIFZ>

Lisa R. Barton
Secretary to the Commission

Issued: March 23, 2018
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN ACCESS CONTROL Investigation No. 337-TA-1016
SYSTEMS AND COMPONENTS
THEREOF

LIMITED EXCLUSION ORDER

The United States International Trade Commission (“Commission”) has determined that
there is a violation of Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), in
the unlawful importation, sale for importation, or sale within the United States after importation
by Respondents Techtronic Industries Co. Ltd.; Techtronic Industries North America Inc.; One
World Technologies, Inc.; OWT Industries, Inc.; and Et Technology (Wuxi) Co., Ltd.
(collectively “Respondents™) of certain access control systems and components thereof covered
by one or more of claims 1-4, 7-12, 15, and 16 of U.S. Patent No. 7,161,319 (“the *319 patent”).

Having reviewed the record of this investigation, including the written submissions of the
parties, the Commission has made its determination on the issuesrlof remedy, public interest, and
bonding. The Commission has determined that the appropriate form of relief is a limited
exclusion order prohibiting the unlicensed entry of access control systems and components
thereof manufactured by or on behalf of the Respondents or any of their affiliated companies,
parents, subsidiaries, licensees, or other related business entities, or their successors or assigns
that infringe one or more of claims 1-4, 7-12, 15, and 16 of the *319 patent.

" The Commission has also determined that the public interest factors enumeratedin 19

U.S.C. § 1337(d) do not preclude the issuance of the limited exclusion order, and that the bond



Accordingly, the Commission hereby ORDERS that:

1. Access control systems and components thereof that infringe one or more of claims 1-4,
7-12, 15, and 16 of U.S. Patent No. 7,161,319 (“the 319 patent”) that are manufactured
by, or on behalf of, or are imported by or on behalf of Techtronic Industries Co., Ltd.;
Techtronic Industries North America, Inc.; One World Technologies, Inc.; OWT
Industries, Inc.; or Et Technology (Wuxi) Co. or any of their affiliated companies,
parents, subsidiaries, agents, or other related business entities, or their successors or
assigns, are excluded from entry for consumption into the United States, entry for
consumption from a foreign-trade zone, or withdrawal from a warehouse for
consumption, for the remaining terms of the *319 patent except under license of the
patent owner or as provided by law.

2. Notwithstanding paragraph 1 of this Order, the aforesaid access control systems and
components thereof are entitled to entry into the United ngates for consumption, entry for
consumption from a foreign trade zone, or Withdrawél from a warehouse for
consumption, under bond in the amount of zero of the ent_ered value of access control
systems or components thereof (7.e., no bond) pursuant to subsection (j) of Section 337 of
the Tariff Act of 1930, as amended (19 U.S.C. § 1337(j)), and the Presidential
Memorandum for the United States Trade Representative of July 21, 2005 (70 Fed. Reg.

.. __..43251), from the day after this Order is_received by the United States Trade ...~ . __

Representative, and until such time as the United States Trade Representative notifies the



" “sixty (60) days after the issuance of receipt of this action.” =~~~ -~~~ "~ """ oo T oo

3. At the discretion of U.S. Customs and Border Protection (“CBP”) and pursuant to the
procedures it establishes, persons seeking to import access control systems and
components thereof that are potentially subject to this Order may be required to certify
that they are familiar with the terms of this Order, that they have made appropriate
inquiry, and thereupon state that, to the best of their knowledge and belief, the products
being imported are not excluded from entry under paragraph 1 of this Order. At its
discretion, CBP may require persons who have provided the certification described in this
paragraph to furnish such records or analyses as are necessary to substantiate this
certification.

4. TIn accordance with 19 U.S.C. § 1337 (1), the provisions of this Order shall not apply to
infringing access control systems and components thereof that are imported by or for the
use of the United States, or imported for and to be used for, the United States with the
authorization or consent of the Government. |

5. The Commission may modify this Order in accordaﬁce with the procedures described in
Rule 210.76 of the Commission’s Rules of Practice and P;‘ocedure (19 C.F.R. § 210.76).

6. The Secretary shall serve copies of this Order upon each party of record in this
Investigation and upon the Department of Health and Human Services, the Department of
Justice, the Federal Trade Commission, and U.S. Customs and Border Protection.

:_d__ o~ .__7. Notice of this Order shall be published.in the Federal Register, . _ . . . _ .. _ . _ . __ . _ ... _.



By order of the Commission.

T A e
.

Lisa R. Barton
Secretary to the Commission
Issued: March 23, 2018
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN ACCESS CONTROL | Investigation No. 337-TA-1016
SYSTEMS AND COMPONENTS
THEREOF

CEASE AND DESIST ORDER
IT IS HEREBY ORDERED THAT RESPONDENT OWT Industries, Inc.
(“Respondent™), cease and desist from conducting any of the following activities in the United
States: importing, selling, marketing, advertising, distributing, transferring (except for
exportation), and soliciting U.S. agents or distributors for, access control systems and
components thereof covered by one or more of claims 1-4, 7-12, 15, and 16 of U.S. Patent No.
7,161,319 (“the *319 patent™) in violation of Section 337 of the Tariff Act of 1930 as amended
(19 U.S.C. §1337).
L.
Definitions As Used in this Order:
(A)“Commission” shall mean the United States International Trade Commission;
B) “Complaiﬁant” shall mean The Chamberlain Group, Inc. (“Chamberlain”) of 300
Windsor Dr., Oak Brook, Illinois 60523.
(C) “Respondent” shall mean OWT Industries, Inc. of 225 Pumpkintown Highway, Pickens,
South Carolina 29671.
(D)*“Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or its

majority-owned or controlled subsidiaries, successors, or assigns.
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(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico. -
B (F) The terms “import” and “importation” refer to importation for entry for corsumption =~~~ = "~ R
under the Customs laws of the United States.
(G) The term “covered products” shall mean access control systems and components,

components thereof, and products containing the same that infringe one or more of claims

1-4,7- 12, 15, and 16 of the 319 patent. Covered products shall not include articles for

which a provision of law or license avoids liability for infringement.

.
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether
by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,
and to each of them, insofar as they are engaging in conduct prohibited by section IIl, infra, for,
with, or otherwise on behalf of, Respondént.

Il
Conduct Prohibited‘

The following conduct of Respondent in the United States is prohibited by this Order. For
the remaining term of the Asserted Patent, the Respondent shall not:

(A)import or sell for importation into the United States covered products;

(B) market, distribute, sell, or otherwise transfer (except for exportation), in the

e oo .. - (O United States_imported.covered products;. . _ . __ . . e
(D)advertise imported covered products;

(E) solicit U.S. agents or distributors for imported covered products; or



(F) aid or abet other entities in the importation, sale for importation, sale after
“o o700 o (G)importation, transfer, or engage in‘distribution of covered products - - T T T Tt T o
Iv.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be permitted:

(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a
written instrument, the owner of the Asserted Patent licenses or authorizes such specific
conduct;

(B) to engage in specific conduct otherwise prohibited by the terms of this Order if such
specific conduct is related to the importation or sale of covered products by or for the
United States.

V.
Reporting
For purposes of this requirement, the reporting periods shall commence on July 1 of each
year and shall end 6n the subsequent June 30. The first report required under this section shall
cover the period from the date of issuance of this order throﬁgh June 30, 2018. This reporting
requirement shall continue in force until such time as Respondent has truthfully reported, in two
consecutive timely filed reports, that it has no inventory of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission: (a) the quantity in units and the value in dollars of covered products that it has (i)
- ... imported and/or (ii) sold in the United States after importation during the reporting period, and . _ _ __ . .__.
(b) the quantity in units and value in dollars of reported covered products that remain in

inventory in the United States at the end of the reporting period. When filing Written
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noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 C.F.R. § 210.4(1)). Submissions should refer to the investigation number (“Inv.
No. 337-TA-1016”) in a prominent place on the cover pages and/or the first page. (See
Handbook for Electronic Filing Procedures, http:/ /www.usitc.gov/secretary/fed reg notices/
tules/handbook on_electronic_filing.pdf). Persons with questions regarding filing shoﬁld contact
the Office of the Secretary (202-205-2000). If Respondent desires to submit a document to the
Commission in confidence, it must file the original and a public version of the original with the
Office of the Secretary and must serve a copy of the confidential version on Complainants’
counsel.!

Any failure to make the required report or the filing of any false or inaccurate repoit shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

V1.
Record Keeping and Inspéction

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, marketing, or distribution in the United States
of covered products, made and received in the usual and ordinary course of business, whether in
detail or in summary form, for a period of three (3) years from the close of the fiscal year to

. ___._____whichthey pertain. . . . _

' Complainant must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in the
investigation,




(B) For the purposes of determining or securing compliance with this Order and for no
““““““ other purpose, subject to any privilege iecognized by the federal courts of the United States,and ~ -~~~ -
upon reasonable written notice by the Commission or its staff, duly authorized representatives of
the Commission shall be permitted access and the right to inspect and copy, in Respondent’s
principal office during office hours, and in the presence of counsel or other representatives if
Respondent so chooses, all books, ledgers, accounts, correspondence, memoranda, and other
records and documents, in detail and in summary form, that must be retained under subparagraph
VI(A) of this Order.
VII.
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have
any responsibility for the importation, marketing, distribution, or sale of imported covered
products in the United States;

(B) Serve, within fifteen days after the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the order has been served, as described in subparagraphs VII(A) and VII(B) of this order,
together with the date on which service was made.
e __.._Theobligations set forth in subparagraphs VII(B) and. VII(C)_shall remain in effectuntil - . _ . _

each of the Asserted Patents expires.




VIl
N ¢) 01110 (=Y 11 /F- 111 A
Any request for confidential treatment of information obtained by the Commission
pursuant to section V - VI of this order should be made in accordance with section 201.6 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with
confidential information redacted.
IX.
Enforcement
-Violation of this order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for
civil penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as
any other action that the Commission deems appropriate. In determining whether Respondent is
in violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X.
Modification
The Commission may amend this order on its own motion or in accordance with the
procedure described in section 210.76 of the Commissién’s Rules of Practice and Procedure (19

C.F.R. §210.76).



XI.
............................. - Bonding o e
The conduct prohibited by Section III of this order may be continued during the sixty-day

period in which this order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to conduct that is otherwise permitted by section
IV of this order. Covered products imported after the date of issuance of this order are subject to

“ the entry bond set forth in the exclusion order issued by the Commission, and are not subject to
this bond provision.

By order of the Commission.

e

Lisa R. Barton
Secretary to the Commission
Issued: March 23, 2018
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN ACCESS CONTROL
SYSTEMS AND COMPONENTS
THEREOF

Investigation No. 337-TA-1016

CEASE AND DESIST ORDER

IT IS HEREBY ORDERED THAT RESPONDENT One World Technologies, Inc.

(“Respondent™), cease and desist from conducting any of the following activities in the United

States: importing, selling, marketing, advertising, distributing, transferring (except for

exportation), and soliciting U.S. agents or distributors for, access control systems and

components thereof covered by one or more of claims 1-4, 7-12, 15, and 16 of U.S. Patent No.

7,161,319 (“the *319 patent™) in violation of Section 337 of the Tariff Act of 1930 as amended

(19 U.S.C. §1337).

Definitions As Used in this Ordér:

(A)“Commission” shall mean the United States International Trade Commission;

(B) “Complainant” shall mean The Chamberlain Group, Inc. (“Chamberlain”) of 300

Windsor Dr., Oak Brook, Illinois 60523.

(C)“Respondent” shall mean One World Technologies, Inc. of 1428 Pearman Dairy Road,

Anderson, South Carolina 29625.

(D) “Person” shall mean an individual, or any non-governmental partnership, firm,

association, corporation, or other legal or business entity other than Respondent or its

majority-owned or controlled subsidiaries, successors, or assigns.



under the Customs laws of the United States.
(G) The term “covered products” shall mean access control systems and components,
components thereof, and products containing the same that infringe one or more of claims
1-4, 7- 12, 15, and 16 of the *319 patent. Covered products shall not include articles for
which a provision of law or license avoids liability for infringement.
il
Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether
by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,
and to each of them, insofar as they are engaging in conduct prohibited by section IIL, infra, for,
with, or otherwise on behalf of, Respondent.
lil.
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order. For
the remaining term of the Asserted Patent, the Respondent shall not:
(A)import or sell for importation into the United States covered products;
(B) market, distribute, sell, or otherwise transfer (except for exportation), in the
.. __.__ (C)United States imported covered produets; . . . _ ...

(D)advertise imported covered products;

(E) solicit U.S. agents or distributors for imported covered products; or
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(F) aid or abet other entities in the importation, sale for importation, sale after

-~~~ (G)importation, transfer, or engage in distribution of covered products.” -~~~ 7" "7 7 T
Iv.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be permitted:
(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a
written instrument, the owner of the Asserted Patent licenses or authorizes such specific
conduct;
(B) to engage in specific conduct otherwise prohibited by the terms of this Order if such
specific conduct is related to the importation or sale of covered products by or for the
United States.
V.
Reporting

For purposes of this requirement, the reporting periods shall commence on July I of each
year and shall end on the subsequent June 30. The first report required under this section shall
cover the period from the date of issuance of this order throﬁgh June 30, 2018. This reporting
requirement shall continue in force until such time as Respondent has truthfully reported, in two
consecutive timely filed reports, that it has no inventory of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission: (a) the quantity in units and the value in dollars of covered products that it has (i)
. .__._ imported and/or (ii) sold in the United States after importation.during the reporting period, and. . _ . __ ___ .
(b) the quantity in units and value in dollars of reported covered products that remain in

inventory in the United States at the end of the reporting period. When filing Written
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noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 C.F.R. § 210.4(1)). Submissions should refer to the investigation number (“Inv.
No. 337-TA-1016”) in a prominent place on the cover pages and/or the first page. (See
Handbook for Electronic Filing Procedures, http:/ /www.usitc.gov/secretary/fed_reg notices/
rules/handbook_on_electronic_filing.pdf). Persons with questions regarding filing should contact
the Office of the Secretary (202-205-2000). If Respondent desires to submit a document to the
Commission in confidence, it must file the original and a public version of the original with the
Office of the Secretary and must serve a copy of the confidential version on Complainants’
counsel.!

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VL.
Record Keeping and Inspéction

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, marketing, or distribution in the United States
of covered products, made and received in the usual and ordinary course of business, whether in
detail or in summary form, for a period of three (3) years from the close of the fiscal year to

L __whichthey pertain.. . e

' Complainant must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in the
investigation.



e Theobligations set forth in subparagraphs VII(B).and VII(C) shall remain in effect until

(B) For the purposes of determining or securing compliance with this Order and for no
other purpose, subject to any privilege recognized by the federal courts of the United States, and
upon reasonable written notice by the Commission or its staff, duly authorized representatives of
the Commission shall be permitted access and the right to inspect and copy, in Respondent’s
principal office during office hours, and in the presence of counsel or other representatives if
Respondent so chooses, all books, ledgers, accounts, correspondence, memoranda, and other
records and documents, in detail and in summary form, that must be retained under subparagraph
VI(A) of this Order.

VIl.
Service of Cease and Desist Order
Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have
any responsibility for the importation, marketing, distribution, or sale of imported covered
products in the United States;

(B) Serve, within fifteen days after the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the order has been served, as described in subparagraphs VII(A) and VII(B) of this order,

together with the date on which service was made.

each of the Asserted Patents expires.



VIIL.
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Any request for confidential treatment of information obtained by the Commission
pursuant to section V - VI of this order should be made in accordance with section 201.6 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with
confidential information redacted.
IX.
Enforcement
Violation of this order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for
civil penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as
any other action that the Commission deems appropriate. In determining whether Respondent is
in violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X.
Modification
The Commission may amend this order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19

C.F.R. §210.76).
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The conduct prohibited by Section III of this order may be continued during the sixty-day
period in which this order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to conduct that is otherwise permitted by section
IV of this order. Covered products imported after the date of issuance of this order are subject to
the entry bond set forth in the exclusion order issued by the Commission, and are not subject to

this bond provision.

By order of the Commission.

CPraE>

Lisa R. Barton
Secretary to the Commission

Issued: March 23, 2018
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN ACCESS CONTROL Investigation No. 337-TA-1016
SYSTEMS AND COMPONENTS
THEREOF

CEASE AND DESIST ORDER
IT IS HEREBY ORDERED THAT RESPONDENT Techtronic Industries Co. Ltd.
(“Respondent™), cease and desist from conducting any of the following activities in the United
States: importing, selling, marketing, advertising, distributing, transferring (except for
exportation), and soliciting U.S. agents or distributors for, access control systems and
components thereof covered by one or more of claims 1-4, 7-12, 15, and 16 of U.S. Patent No.
7,161,319 (“the *319 patent™) in violation of Section 337 of the Tariff Act of 1930 as amended
(19 U.S.C. §1337).
.
Definitions As Used in this Order:
(A)“Commission” shall mean the United States International Trade Commission;
(B) “Complainant” shall meaﬁ The Chamberlain Group, Inc. (“Chamberlain’) of 300
Windsor Dr., Oak Brook, Illinois 60523.
(C) “Respondent” shall mean Techtronic Industries Co. Ltd. of 29/F, Tower 2, Kowloon

Commerce Centre, 51 Kwai Cheong Road, Kwai Chung, New Territories, Hong Kong.

(D)“Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or its

majority-owned or controlled subsidiaries, successors, or assigns.



(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.
“7 7 777" (F) The terms “import” and “importation” referto importation for entry for consumption =~ =~~~
under the Customs laws of the United States.
(G) The term “covered products” shall mean access control systems and components,
components thereof, and products containing the same that infringe one or more of claims
1-4,7-12, 15, and 16 of the *319 patent. Covered products shall not include articles for
which a provision of law or license avoids liability for infringement.
1.
Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether
by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,
and to each of them, insofar as they are engaging in conduct prohibited by section III, infia, for,
with, or otherwise on behalf of, Respondent.
M.
Conduct Prohibited‘
The following conduct of Respondent in the United States is prohibited by this Order. For
the remaining term of the Asserted Patent, the Respondent shall not:
(A)import or sell for importation into the United States covered products;
(B) market, distribute, sell, or otherwise transfer (except for exportation), in the
e (C) United States imported_covered products;. - . . . _ .. L.
| (D)advertise imported covered products;

(E) solicit U.S. agents or distributors for imported covered products; or
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“““““““““ (G)importation, transfer, or engage in"distribution of covered products; -~~~ """ ot oo
Iv.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be permitted:
(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a
written instrument, the owner of the Asserted Patent licenses or authorizes such specific
conduct;
(B) to engage in specific conduct otherwise prohibited by the terms of this Order if such
specific conduct is related to the importation or sale of covered products by or for the
United States.

V.

Reporting

For purposes of this requirement, the reporting periods shall commence on July | of each
year and shall end on the subsequent June 30. The first report required under this section shall
cover the period from the date of issuance of this order throuéh June 30, 2018, This reporting
requirement shall continue in force until such time as Respondent has truthfully reported, in two
consecutive timely filed reports, that it has no inventory of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission: (a) the quantity in units and the value in dollars of covered products that it has (i)

.- . _____imported and/or (ii) sold in.the United States after importation during the reporting period,and_ . _ . __ . _

(b) the quantity in units and value in dollars of reported covered products that remain in

inventory in the United States at the end of the reporting period. When filing Written



submissions, Respondent must file the original document electronically on or before the

" “deadlines stated above and submit eight'(8) true paper copies to the Office of the Secretary by -~~~ -
noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 C.F.R. § 210.4(1)). Submissions should refer to the investigation number (“Inv.
No. 337-TA-1016”) in a prominent place on the cover pages and/or the first page. (See
Handbook for Electronic Filing Procedures, http:/ /www.usitc.gov/secretary/fed reg notices/
rules/handbook on_electronic_filing.pdf). Persons with questions regarding filing should contact
the Office of the Secretary (202-205-2000). If Respondent desires to submit a document to the
Commission in confidence, it must file the original and a public version of the original with the
Office of the Secretary and must serve a copy of thé confidential version on Complainants’
counsel.!

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VI.
Record Keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, marketing, or distribution in the United States
of covered products, made and received in the usual and ordinary course of business, whether in
detail or in summary form, for a period of three (3) years from the close of the fiscal year to

oo _owhichtheypertain._ . . _ . e

' Complainant must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in the
investigation.



(B) For the purposes of determining or securing compliance with this Order and for no
- other purpose, subject to any privilege recognized by the federal courts of the United States, and ™ -
upon reasonable written notice by the Commission or its staff, duly authorized representatives of
the Commission shall be permitted access and the right to inspect and copy, in Respondent’s
principal office during office hours, and in the presence of counsel or other representatives if
Respondent so chooses, all books, ledgers, accounts, correspondence, memoranda, and other
records and documents, in detail and in summary form, that must be retained under subparagraph
VI(A) of this Order.
VII.
Service of Cease and Desist Order
Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have
any responsibility for the importation, marketing, distribution, or sale of imported covered
products in the United States;

(B) Serve, within fifteen days after the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the order has been served, as described in subparagraphs VII(A) and VII(B) of this order,
together with the date on which service was made.

oo —ii o . ___The obligations set forth in subparagraphs VII(B) and VII(C).shall remain in effectuntil _ . . __ . ___

each of the Asserted Patents expires.



Vill.
oot em s e s s Confidentiality -0 0 0 oot T T
Any request for confidential treatment of information obtained by the Commission
pursuant to section V - VI of this order should be made in accordance with section 201.6 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with
confidential information redacted.
IX.
Enforcement
Violation of this order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for
civil penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(%)), as well as
any other action that the Commission deems appropriate. In determining whether Respondent is
in violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X.
Modification
The Commission may amend this order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19

C.F.R. §210.76).
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The conduct prohibited by Section III of this order may be continued during the sixty-day
period in which this order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to conduct that is otherwise permitted by section
IV of this order. Covered products imported after the date of issuance of this order are subject to
the entry bond set forth in the exclusion order issued by the Commission, and are not subject to
this bond provision.

By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: March 23, 2018
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN ACCESS CONTROL Investigation No. 337-TA-1016
SYSTEMS AND COMPONENTS
THEREOF

COMMISSION OPINION

This investigation is before the Commission for a final determination on the issues under
review, as well as issues concerning remedy, the public interest, and bonding. The Commission
has determined to affirm the pre-siding administrative law judge’s (“ALJ”) initial determination
(“ID”) that Respondents, Techtronic Industries Company Ltd. of Tsuen Wan, Hong Kong;
Techtronic Industries North America Inc. of Hunt Valley, Maryland; One World Technologies,
Inc. of Anderson, South Carolina; OWT Industries, Inc. of Pickens, South Carolina; and ET
Technology (Wuxi) Co., Ltd. of Zhejiang, China (collectively, “Respondents”), violated section
337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), in connection with claims 1-4, 7-
12, 15, apd 16 of U.S. Patent No. 7,161,319 (“the *319 patent”). The Commission has also
determined to affirm the ID’s finding of no violation of section 337 in connection with claim 34
of U.S. Patent No. 7,339,336 (“the *336 patent”).

For the *319 patent the Commission has determined to (1) affirm the Ib’s finding that a
combination of prior art references Doppelt, Jacobs, and Gilbert fail to render the asserted claims-
’obvidus and (2) affirm the ID’s finding that a combination of prior art references Matsuoka,
Doppelt, and Eckel fail to render the asserted claims obvious, but reverse the ID’s finding that
Eckel is analogous art. For the 336 patent the Commission has determined to (1) affirm the ID’s

finding that Pruessel, either alone or in combination with Koestler, fails to render claim 34



~obvious and (2) take no position on fhe ID’s finding that claim 34 recites ineligible patent subject
matter under 35 U.S.C. §. 101. The Commission adopts the ID to the extent it does not conflict
with this opinion.

Having found a violation of sectio“n 337 in this investigation as to the *319 patent, the
Commission has determined that the appropriate form of relief is a limited exclusion ordér
(“LEO”) and cease and desist orders. The LEO prohibits the unlicensed entry of access control
systems and components thereof that infringe one or more of claims 1;4, 7-12, 15, and 16 of the
>319 patent that are manufactured by, or on behalf of, or are imported by or on behalf of '
Respondents, or any of their affiliated companies, parents, subsidiaries, agents, or other related
business entities, or their successors or assigns. The cease and desist orders prohibit, among
other things, the importation, sale, and distribution of infringing products by respondents
Techtronic Industries Company Ltd., Techtronic Industries North America Inc., One World
Technologies, Inc., and OWT Industries, Inc. |

The Commission has also determined that the public interest factors enumerated in
seétions 337(d) anci ® a9 U.S.C. §§ 1337(d), (f)) do not preclude issuance of the orders.
Finally, the Commission has determined that a bond in the amount of zero (i.e., no bond) is

‘required to permit temporary importation and sale during the period of Presidential review (19
U.S.C. § 1337(j)) of access control systems and components thereof that are subject to the orders.
I, BACKGROUND

A. Procedural History
The ‘Commission instituted this investigation on August 9, 2016, based on a éomplaint
“filed by The Chamberlain Group, ch. of Elmhurst, Illinois (“Chambeﬂain” or “CGI”). 81 Fed.

Reg. 52713 (Aug. 9, 2016). The complain_t.alleges violations of section 337 of the Tariff Act of



1930, as amended (19 U.S.C. § 1337), in the importation into the United States, the sale for
importation, and the sale within the United States after importation of certain access control
systems and components thereof by reason of infringement of one or more of claims 1, 10-12,
and 18-25 of U.S. Patent No. 7,196,611 (“the *611 patent™); claims 1-4, 7-12, 15, and 16 of
the °319 patent; and claims 7, 11-13, 15-23, and 34-36 of the *336 patent. Id. The notice of
investigation named as‘respondents Ryobi Technologies Inc. of Anderson, South Carolina
(“Ryobi”) and Respondents (set forth above). Id. The Office of Unfair Import Investigations is
not a party to the investigation.

On October 27, 2016, the Commission determined not to review the ALJ’s order (Order
No. 4) granting a motion to amend the Notice of Investigation to include the following two
additional respondents: Techtronic Trading Limited of Kwai Chung, Hong Kong; and
Techtronic Industries Factory Outlets Inc., d/b/a Direct Tools Factory Outlet of Anderson, South
Carolina (collectively, “Techtronic”). See Order No. 4, Comm’n Notice of Non-Review (Oct. 27,
2016).

On November 7, 2016, the Commission determined not to review the ALJ’s order (Order
No. 6) terminating the investigation as to Ryobi.! See Order No. 6, Comm’n Notice of Non-
Review (Nov. 7, 2016).

On March 15, 2017, the Commission determined not to review the ALJ’s order (Order
No. 15) granting a motion to terminate the investigation as to Techtronic. Ordef No. 15,

Comm’n Notice of Non-Review (Mar. 15, 2017).

I Ryobi was terminated from the investigation because it no longer exists as an
independent entity, having been absorbed by Respondent One World Technologies, Inc. of
Anderson, South Carolina.



On March 20, 2017, the Commission determined not to review the ALJ’s order (Order
No. 18) granting a motion to terminate the investigation as to claims 10, 19-20, and 22 of the
’611 patent and élaims 7,11-13, 15-18, 35, and 36 of the 336 patent. Order No. 18; Comm’n
Notice of Non-Review (Mar. 20, 2017).

On March 27, 2017, the ALJ issued Order No. 23 granting Respondents’ motion for
summary determination of non-infringement of the asserted claims of the *319 patent, stemming
from the ALJ’s construction of the claim term “wall‘ console” to mean “a wall-mounte\d control
unit including a passive infrared detector.” See Order No. 13 (Markman Order at 80).

The ALJ held an evidentiary hearing from May 1, 2017 through May 3, 2017, on issues
solely felating to the 336 patent.

On May 3, 2017, the Commission detenhined to review Order No. 23, which granted
Respondents’ motion for summary determination of non-infringement of the *319 patent. On
review, the Commission determined to construe “wall console” as a “wall-mounted control unit,”
vacated Order No. 23, and remanded the investigation as to the *319 patent to the ALJ for further
‘proceedings. See Comm’n Op. (May 5, 2017) at 1-2.

On May 31, 2017, the Commission determined not to review the ALJ’s order (Order No.
28) granting a motion to terminate the investigation as to all of the pending claims of the *611
patent.v Order No. 28; Comm’n Notice of Non-Review (May 31, 2017).

The ALJ held a second evidentiary hearing from July 12, 2017 through July 13, 2017 on
issues relating to the *319 patent.

On November 9, 2017, the Commission determined not to review the ALJ’s order (Order
No. 36) granting a motion to terminate the investigation as to certain accused products and

claims 19-23 of the *336 patent. Order No. 36; Comm’n Notice of Non-Review (Nov. 9, 2'017).



On October 23, 201 7, the ALJ issued his final ID, finding a violation of section 337 by
Respondents in connection with claimé 1-4,7-12, 15, and 16-of the *319 patent. Specifically, the
ALJ found that the Commission has subject matter jurisdiction, in rem jurisdiction over the
accused products, and in personam jurisdiction over Respondents. ID at 24-26. The ALJ also
fouﬁd that Chambeﬂain satisfied the importation requirement of section 337 (19 U.S.C.

§ 1337(a)(1)(B)). Id The ALJ further found that the accused products directly infringe asserted

“claims 1-4, 7-12, 15, and 16 of the 319 patent, and that Respondents induce infringement of
those claims. See ID at 130-141, 144. The ALJ also found that Respondents failed to establish
that the asserted claims of the *319 patent are invalid for obviousness. ID at 151-212. The ALJ,
however, found that Respondents do not directly or indirectly infringe claim 34 of the *336
patent, but that clam 34 is not invalid as obvious. ID at 72-74, 105-119. However, the ALJ
found that claims 15, 19, and 34 of the 336 patent are invalid under 35 U.S.C. § 101 for reciting
unpatgntable subject matter and that claim 15 is invalid for anticipation but that claims 12, 14,
and 19 have not been shown invalid for anticipation.? ID at 74-103. Finally, the ALJ fouﬁd that
Chamberlain established the existence of a domestic industry that practices the asserted patents
under 19 U.S.C. § 1337(a)(2). See ID at 257-261, 288-294.

Also on October 23, 2017, the ALJ issued his recommended determination on remedy
and bonding. Recommended Determination bn Remedy and Bonding (“RD”). Th¢ ALJ
recommends that in the évent the Commission finds a violation of section 337, the Comrhission
should issue a limited exclusion order prohibiting the importation of Respondents’ accused

products and components thereof that infringe the asserted claims of the’319 patent. RD at 2.

2 As noted above, the Commission determined not to review Order No. 36, terminating
the investigation as to claims 19-23 of the *336 patent. Those claims are therefore no longer part
of this investigation.



The ALJ also recommends issuance of cease and desist orders against respondents Techtronic
Industries Company Ltd., Techtronic Industries North America Inc., One World Technologies,
Inc., and OWT Industries, Inc. based on the presence of commercially significant inventory in
the United States. RD at 5. With respect to the amount of bond that should be posted during the
period of Presidential review, the ALJ recommends that the Commission set a bond in the
amount of zero (i.e., no bond). RD at 6-7. Specifically the ALJ found that the undisputed record
evidence shows that “the ‘average selling price’ of Respondents’ accused GD200 is more than
the price of CGI’s comparable HD950WF” and that “using the price differential method, the
bond rate should be zero.” RD at 6.

On November 6, 2017, Respondents filed a petition for review as to the 319 patent and a
contingent petition for review as to the 336 patent.> Also on November 6, 2017, Chamberlain
filed a petition for review of the ID, pfimarily challenging the ALJ’s findings of no violation of
section 337 as it pertains to the *336 patent.* On November 14, 2017, Chamberlain and
Respondents filed their respective responses to the petitions for review.’

On December 22, 2017, the Commission determined to review the final ID in part and

requested the parties to brief certain issues. See 82 Fed. Reg. 23064-66 (May 19, 2017). In its

3 See Respondents’ Petition for Review (“Resp. Pet.”). Under the Commission’s rules,
contingent petitions for review are treated as petitions for review. 19 C.F.R. § 210.43(b)(3).

4 See Complainant’s Petition for Review of Initial Determination on Violation of Section
337 (“Chamberlain Pet.”). Chamberlain also states that it seeks to preserve its rights with respect
to the construction of the claim term “motor drive unit” in the *319 patent to the extent that the
Commission disagrees with the construction. Chamberlain Pet. at 1. As noted above, the
construction that the ALJ applied is the construction that the Commission adopted. See Comm’n
Op. May 5, 2017) at 1-2.

3 See Complainant’s Response to Respondents’ Petition for Review of Initial
Determination on Violation of Section 337 (“Chamberlain Resp.”); Respondents’ Response to
Complainant’s Petition for Review (“Resps. Resp.”).



notice of review, the Commission posed the following questions:

1. Given the ALJ’s finding that Matsuoka, Doppelt, and Eckel are
analogous references to the *319 patent, please discuss whether
they disclose all elements of the asserted claims of the 319
patent. In particular please discuss motivations to combine
them, if any.

2. Discuss whether Pruessel, either alone or in combination with
Koestler, renders claim 34 of the *336 patent obvious.

On January 5, 2018, the parties filed submissions to the Commission’s questions and also
briefed the issues of remedy, the public interest and bonding.® On January 12, 2018, the parties
filed responses to the initial submissions.’

B. Patents and Technology at Issue

The technology at issue in this investigation generally relates to control systems for
garage door openers. ID at 5.

The 319 patent entitled “Movable Barrier Operator Having Serial Data Communication”
issued on January 9, 2007, and names Joseph Ergun and James Fitzgibbon as the inventors. ’319
patent (JX-7). The patent describes a wall control unit for a garage door opener (i.e., a moveable
barrier operator) that communicates digitally with the head unit of the garage door opener. 319
patent, Abstract. The wall control unit, or “wall console,” includes an infrared sensor and uses

detected states of light to control the lamp of the head unit. The wall control unit also includes

buttons or switches to control the operation of the head unit’s motor. 319 patent, col.2 11.13-35.

6 See Complainant’s Response to Request for Written Submissions Regarding Issues
Under Review (“Chamberlain Sub.”); Respondents’ Response to Request for Written
Submissions Regarding Issues Under Review (“Resp. Sub.”).

7 See Complainant’s Reply to Respondents’ Submission Addressing the Commission’s
December 22, 2017 Notice (“Chamberlain Rep.”); Respondents’ Reply to Complainant’s
Submission Regarding Issues Under Review (“Resp. Rep.”).
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Claims 1-4, 7-12, 15, and 16 are at issue in this investigation. Independent claims 1 and 9

'

recite:®

Apparatus” issued on March 4, 2008, and names Eric Gregori as the inventor. *336 patent (JX-1).

1. An improved garage door opener comprising a motor
drive unit for opening and closing a garage door, said
motor drive unit having a microcontroller and a wall
console, said wall console having a microcontroller, said
microcontroller of said motor drive unit being connected to
the microcontroller of the wall console by means of a
digital data bus.

9. An improved garage door opener comprising a motor
drive unit for opening and closing a garage door, said
motor drive unit having a controller and a wall console,
said wall console having a controller, said controller of said
motor drive unit being connected to the controller of the
wall console by means of a digital data bus.

The 336 patent entitled “Movable Barrier Operator Auto-Force Setting Method and

The patent describes a method for use with a “movable barrier operator,” whereby the force

applied to the barrier is measured and compared against thresholds for determining error states or
other problems (e.g., barrier obstructions). The thresholds are intelligently updated continuously

without user involvement to avoid improper triggering of error states. See *336 patent, Abstract;

col.111.32-53. Id. Only claim 34 remains at this stage of the investigation.” Claim 34 recites:

34. A method for use with a movable barrier operator, comprising:

monitoring at least one parameter that corresponds to force
as applied to a movable barrier to selectively cause the
movable barrier to move;

automatically increasing a characteristic force value

8 Claims 2-4, 7, and 8 depend from claim 1, while claims 10-12, 15, and 16 depend from

claim 9.
% As noted above, claims 19-23 of the *336 patent have been terminated from the

investigation. Order No. 36; Comm’n Notice of Non-Review (Nov. 9, 2017).



pursuant to a first determination process in response to the
monitored at least one parameter to provide an updated
characteristic force value when a first condition is met;
automatically decreasing the characteristic force value
pursuant to a second determination process, which second
determination process is different from the first
determination process, in response to the monitored at least
one parameter to provide an updated characteristic force
value when a second condition is met;

using the updated characteristic force value to determine a
corresponding excess force threshold value;

determining when force in excess of the excess force
threshold value is being applied to the movable barrier; and

taking a predetermined action when excess force is being
applied to the movable barrier.

C. Products at Issue
The products accused of infringing the *319 patent include garage door openers loaded
with the C02 firmware, i.e., the Ryobi GD200, GD200A, and GD125.'% ID at 8. The same
products are accused of infringing the *336 patent. ID at 7-8.
IL. ISSUES UNDER REVIEW

A. Whether the Asserted Claims of the ’319 Patent Are Obvious in View of Certain
Prior Art

1. Applicable Law on Obviousness
Under 35 U.S.C. § 103, a patent is valid unless “the differences between the subject
matter sought to be patented and the prior art are such that the subject matter as a whole would
have been obvious at the time the invention was made to a person having ordinary skill in the art
to which said subject matter pertains.” 35 U.S.C. § 103. A patent is presumed to be valid, and

included within the presumption of validity is a presumption of non-obviousness. Structural

10 The accused products bear the Ryobi® brand. ID at 4.
o ,



" Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707, 714 (Fed. Cir. 1984).

Obviousness is a question of law based on underlying facts, as set forth in Graham v.
John Deere Co., 383 U.S. 1 (1966). “The Graham factors are (1) the scope and content of the
.~ prior art, (2) the difference between the prior art and the claimed invention, (3) the level of
ordinary skill in the field of the invention, and (4) any relevant objective considerations.”
Soverain Soﬁware LLC v. NewEgg, Inc., 705 F.3d 1333, 1336 (Fed. Cir. 2013). “The Graham
Court explained that ‘the ultimate question of patent validity is one of law.”” Id. (citing Graham,
383 U.S. at 17).

“Generally, a party seeking to invalidate a patent as obvious must demonstrate ‘by clear
and convincing evidence that a skilled artisan would have been motivated to combine the
teaching of the prior art references to achieve the claimed invention, and that the skilled artisan
Wpuld have had a reasonable expectation of success in doing so.”” OSRAM S;vlvania,. Inc. v. Am.
Induction Techs., Inc., 701 F.3d 698, 706-707 (Fed. Cir. 2012) (quoting Pfizer, Inc. v. Apotex,
Inc., 480 F.3d 1348, 1361 (Fed. Cir. 2007)); see also Amgen, Inc. v. F. Hoﬂmaﬁ—LA Roche‘Lid.,
580 F.3d 1340, 1362 (Fed.v Cir. 2009) (“An obviousness determination requires that a skilled
artisan would have perceived a reasonable expectation of success in making the invention in light
of the prior art.” (citations omitted)). “The Supreme Court has warned, however, that, while an
analysis of any teaching, suggestion, or motivation to combine known elements is useful to an
obviousness analysis, the overall ‘obviou_sness inquiry must be expansive and flexible.” OSRAM,
701 F.3d at 707.

The critical inquiry in determining the differences between the claimed invention and the
prior art is whether there is a reason to combine the prior art references. C.R. Bard v. M3 Sys.,

157 F.3d 1340, 1352 (Fed. Cir. 1998). For example:
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[A] patent composed of several elements is not proved obvious merely by
demonstrating that each of its elements was, independently, known in the

prior art. Although common sense directs one to look with care at a patent

application that claims as innovation the combination of two known

devices according to their established functions, it can be important to

identify a reason that would have prompted a person of ordinary skill in

the relevant field to combine the elements in the way the claimed new

invention does. This is so because inventions in most, if not all, instances

rely upon building blocks long since uncovered, and claimed discoveries

almost of necessity will be combinations of what, in some sense, is already

known. '

KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 418-19 (2007). The Federal Circuit case law
previously required that, in order to prove obviousness, the patent challenger had to demonstrate,
by clear and convincing evidence, that there is a “teaching, suggestion, or motivation to combine.
The Supreme Court rejected the “rigid approach” employed by the Federal Circuit in KSR Int’]
Co. v. Teleflex Inc., 500 U.S. 398, 415 (2007). The Federal Circuit has sought to harmonize the
KSR opinion with many prior circuit court opinions by holding that when a patent challenger

. contends that a patent is invalid for obviousness based on a combination of prior art references,
“the burden falls on the patent challenger to show by clear and convincing evidence that a person
of ordinary skill in the art would have had reason to attempt to make the composition or device,
or carry out the claimed process, and would have had a reasonable expectation of success in
doing so.” PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007)
(citing Medichem S.A. v. Rolabo S.L., 437 F.3d 1175, 1164 (Fed. Cir. 2006)); Noelle v. Lederman,
355 F.3d 1343, 1351-52 (Fed. Cir. 2004); Brown & Williamson Tobacco Corp. v. Philip Morris,
Inc., 229 F.3d 1120, 1121 (Fed. Cir. 2000) and KSR, 550 U.S. at 416 (“a combination of

elements ‘must do more than yield a predictable result’; combining elements that work together

‘in an unexpected and fruitful manner’ would not have been obvious™).
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“A reference qualifies as prior art for a determination under § 103 when it is analogous to
the claimed invention.” Inno?ention Toys, LLC v. MGA Entm’t, Inc., 637 F.3d 1314, 1321 (Fed.
Cir. 2011) (citing In re Clay, 966 F.2d 656, 658 (Fed. Cir. 1992)). “Two separate tests define the
scope of analogous prior art: (1) whether the art is from the same field of endeavor, regardless of
the problem addressed and, (2) if the reference is not within the field of the inventor’s endeavor,
whether the reference still is reasonably pertinent to the particular problem with which the
inventor is involved.” In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004) (citing In re
Deminski, 796 F.2d 436, 442 (Fed. Cir. 1986)). One way of evaluating whether a reference is
reasonably pertinent is to consider if, “logically [it] would have commended itself to an
inventor's attention in considering his problem.” K-TEC, Inc. v. Vita-Mix Corp., 696 F.3d 1364,
1375 (Fed. Cir. 2012) (citing Innovention, 637 F.3d at 1321)). The requirement for prior art to
be analogous is “meant to defend against hindsight.” In re Khan, 441 F.3d 977, 986-987 (Fed.
Cir. 2006).

An obviousness determination should also include a consideration of “secondary
considerations” such as “commercial success, long felt but unsolved needs, failure of others, etc.,
might be utilized to give light to the circumstances surrounding the origin of the subject matter
sought to be patented.” Graham, 338 U.S. at 17-18. “For [such] objective evidence to be
accorded substantial weight, its proponent must establish a nexus between the evidence and the
merits of the claimed invention.” In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir. 1995); see
Merck & Cie v. Gnosis S.P.A., 808 F.3d 829, 837 (Fed. Cir. 2015).

2. Whether the Asserted Claims o