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UNITED STATES INTERNATIONAL TRADE COMMISSION
: Washington, D.C.

In the Matter of

CERTAIN DIGITAL VIDEO Investigation No. 337-TA-1001
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

NOTICE OF THE COMMISSION’S FINAL DETERMINATION FINDING A
VIOLATION OF SECTION 337; ISSUANCE OF A LIMITED EXCLUSION ORDER
AND CEASE AND DESIST ORDERS; DENIAL OF PETITION REQUESTING
RECONSIDERATION OF COMMISSION DETERMINATION FINDING PETITION
OF CERTAIN ISSUES TO BE WAIVED; TERMINATION OF THE INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission (the
“Commission”) has found a violation of section 337 in this investigation and (1) has issued a
limited exclusion order (“LEO”) prohibiting importation of certain digital video receivers and
hardware and software components thereof, and (2) has issued cease and desist orders (“CDOs”)
directed to the Comcast respondents. This investigation is terminated.

FOR FURTHER INFORMATION, CONTACT: Ron Traud, Office of the General Counsel,
U.S. International Trade Commission, 500 E Street SW., Washington, DC 20436, telephone 202-
205-3427. Copies of non-confidential documents filed in connection with this investigation are
or will be available for inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the
Office of the Secretary, U.S. International Trade Commission, 500 E Street SW., Washington,
DC 20436, telephone 202-205-2000. General information concerning the Commission may also
be obtained by accessing its Internet server at htips://www.usitc.gov. The public record for this
investigation may be viewed on the Commission’s electronic docket (“EDIS”) at

hitips./fedis. usitc. gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal, telephone 202-205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on May
26, 2016, based on a complaint filed on behalf of Rovi Corporation and Rovi Guides, Inc.
(collectively, “Rovi”), both of San Carlos, California. 81 FR 33547-48 (May 26, 2016). The
complaint, as amended, alleges violations of section 337 of the Tariff Act of 1930, as amended,
19 U.S.C. 1337 (“section 337”), by reason of infringement of certain claims of U.S. Patent Nos.
8,006,263 (“the *263 patent™); 8,578,413 (“the *413 patent™); 8,046,801 (“the *801 patent™);
8,621,512 (“the *512 patent™); 8,768,147 (“the *147 patent™); 8,566,871 (“the "871 patent™); and



6,418,556 (“the 556 patent™). The complaint further alleges that a domestic industry exists. d.
at 33548.

The Commission’s notice of investigation named sixteen respondents (collectively,
“Respondents™). The respondents are Comcast Corporation of Philadelphia, PA; Comcast Cable
Communications, LLC of Philadelphia, PA; Comcast Cable Communications Management, LLC
of Philadelphia, PA; Comcast Business Communications, LLC of Philadelphia, PA; Comcast
Holdings Corporation of Philadelphia, PA; Comcast Shared Services, LLC of Chicago, IL
(collectively, “Comcast”); Technicolor SA of Issy-les-Moulineaux, France; Technicolor USA,
Inc. of Indianapolis, IN; Technicolor Connected Home USA LLC of Indianapolis, IN
(collectively, “Technicolor”); Pace Ltd. of Saltaire, England (now ARRIS Global Ltd.); Pace
Americas, LLC of Boca Raton, FL; ARRIS International plc of Suwanee, GA; ARRIS Group
Inc. of Suwanee, GA; ARRIS Technology, Inc. of Horsham, PA; ARRIS Enterprises Inc. of
Suwanee, GA (now ARRIS Enterprises LLC); and ARRIS Solutions, Inc. of Suwanee, GA
(collectively, “ARRIS™). 81 FR at 33548; see also 82 FR 38934 (Aug. 16, 2017). The Office of
Unfair Import Investigations is not a party to this investigation. 81 FR at 33548.

Prior to the evidentiary hearing, Rovi withdrew its allegations as to certain patent claims.
See Order No. 17 (Sept. 23, 2016), unreviewed, Comm’n Notice (Oct. 21, 2016); Order No. 25
(Nov. 14, 2016), unreviewed, Comm’n Notice (Dec. 2, 2016); Order No. 27 (Dec. 5, 2016),
unreviewed, Comm’n Notice (Dec. 28, 2016). Rovi proceeded at the evidentiary hearing on the
following patents and claims: claims 7, 18, and 40 of the *556 patent; claims 1, 2, 14, and 17 of
the *263 patent; claims 1, 5, 10, and 15 of the 801 patent; claims 12, 17, and 18 of the 871
patent; claims 1, 3, 5, 9, 10, 14, and 18 of the *413 patent; and claims 1, 10, 13, and 22 of the
’512 patent.

On May 26, 2017, the administrative law judge (the “ALJ”) issued the final initial
determination (the “Final ID”), which finds a violation of section 337 by Respondents in
connection with the asserted claims of the *263 and 413 patents. The Final ID finds no violation
of section 337 in connection with the asserted claims of the.’556, *801, *871, and 512 patents.
The ALJ recommended that, subject to any public interest determinations of the Commission, the
Commission should issue an LEO directed to certain accused products, that CDOs issue to
Respondents, and that the Commission should not require any bond during the Presidential
review period (see 19 U.S.C. 1337(})). '

On June 12, 2017, Rovi and Respondents filed with the Commission petitions for review
of the Final ID. Respondents petitioned thirty-two of the Final ID’s conclusions, and Rovi
petitioned seven of the Final ID’s conclusions. On June 20, 2017, the parties filed responsive
submissions. On July 11,2017, Rovi and Respondents filed statements on the public interest.
The Commission also received and considered numerous comments on the public interest from
non-parties. On July 5, 2017, Rovi and the ARRIS respondents filed a Joint Unopposed Motion
for, and Memorandum in Support of, Leave to Amend the Complaint and Notice of Investigation
to Correct Corporate Names of Two ARRIS Respondents. The motion indicated that ARRIS
Enterprises, Inc. has changed its name to ARRIS Enterprises LLC and that Pace Ltd. has
changed its name to ARRIS Global Ltd. And, on July 25, 2017, Comcast submitted with the
Office of the Secretary a letter including supplemental disclosure and representations. On July



31, 2017, Rovi submitted with the Office of the Secretary a response thereto. On August 9,
2017, Comcast filed a response to Rovi’s submission.

On August 10, 2017, and after having reviewed the record, including the petitions and
responses thereto, the Commission determined to review the Final ID in part. 82 FR 38934-36
(Aug. 16, 2017) (the “Notice of Review”). In particular, the Commission determined to review
the following:

() The Final ID’s determination that Comcast is an importer of the
accused products (Issue 1 in Respondents’ Petition for Review).

(2) The Final ID’s determination that Comcast has not sold accused
products in the United States after the importation of those products into
the United States (the issue discussed in section III of Rovi’s Petition for
Review).

3) The Final ID’s determination that the accused Legacy products are
“articles that infringe” (Issue 2 in Respondents’ Petition for Review).

4) The issue of whether the X1 products are “articles that infringe”
(Issue 3 in Respondents’ Petition for Review), the issue of direct
infringement of the 263 and 413 patents by the X1 accused products
(Issue 5 in Respondents’ Petition for Review), and the issue of “the nature
and scope of the violation found” (the issue discussed in section X of
Respondents’ Petition for Review).

(5) The issue of whether Comcast’s two alternative designs infringe
the °263 and ’413 patents (Issue 4 in Respondents’ Petition for Review).

(6) The Final ID’s claim construction of “cancel a function of the
second tuner to permit the second tuner to perform the requested tuning
operation” in the 512 patent, and the Final ID’s infringement
determinations as to that patent (Issue 26 in Respondents’ Petition for
Review).

(7)  The Final ID’s conclusion that the asserted claims of the *512
patent are invalid as obvious (the issue discussed in section VI.B.4 of
Rovi’s Petition for Review).

(8) The issue of whether the ARRIS-Rovi Agreement provides a
defense to the allegations against the ARRIS respondents (the issue
discussed in section XI of Respondents’ Petition for Review).

(9)  The Final ID’s conclusion that Rovi did not establish the economic
prong of the domestic industry requirement based on patent licensing (the
issue discussed in section IV of Rovi’s Petition for Review).



Id. at 38935. The Commission determined to not review the remainder of the Final ID. Id. The
Commission additionally concluded that Respondents’ petition of certain issues decided in the
Final ID was improper, and therefore, those assignments of error were waived. Id. In the Notice
of Review, the Commission also granted the motion to correct the corporate names of two of the
respondents and determined to reopen the evidentiary record and accept the supplemental
disclosure, response thereto, and reply to the response. Id. at 38934-35. The Commission
requested briefing on some of the issues under review and also on remedy, the public interest,
and bonding. Id. at 38935-36.

On August 23, 2017, Respondents filed a Petition for Reconsideration of the
Commission’s Determination of Waiver as to Certain Issues Specified in Respondents’ Petition
for Review or, Alternatively, Application of Waiver to Issues Raised in Rovi’s Petition for
Review. On August 30, 2017, Rovi filed a response thereto. The Commission has determined to
deny that petition.

On August 24, 2017, Rovi and Respondents filed their written submissions on the issues
under review and on remedy, public interest, and bonding, and on August 31, 2017, the parties
filed their reply submissions.

Having examined the record in this investigation, the Commission has determined to
affirm the Final ID’s conclusion that Comcast has violated section 337 in connection with the
asserted claims of the °263 and ’413 patents.

The Commission has determined to affirm the Final ID in part, affirm the Final ID with
modifications in part, reverse the Final ID in part, vacate the Final ID in part, and take no
position as to certain issues under review. More particularly, the Commission affirms the Final
ID’s determination that Comcast imports the accused X1 set-top boxes (“STBs™), and takes no
position as to whether Comcast is an importer of the Legacy STBs. The Commission also takes
no position on as to whether Comecast sells the accused products after importation.

The Commission concludes that there is no section 337 violation as to the Legacy STBs.
Regarding the X1 STBs, the Commission affirms the Final ID’s conclusion that Comcast’s
customers directly infringe the *263 and *413 patents. Thus, the Commission affirms the Final
ID’s conclusion that complainant Rovi has established a violation by Comeast as to those patents
and the X1 STBs.

The Commission also takes the following actions. The Commission vacates the Final
ID’s conclusion that Comcast’s two alternative designs infringe the *263 and *413 patents and
instead concludes that those designs are too hypothetical to adjudicate at this time. The
Commission modifies and affirms the Final ID’s claim construction of the claim term “cancel a
function of the second tuner to permit the second tuner to perform the requested tuning
operation” in the *512 patent and affirms the Final ID’s infringement determinations as to that
patent. The Commission modifies and affirms the Final ID’s conclusion that the asserted claims
of the *512 patent are invalid as obvious. The Commission takes no position as to whether the
ARRIS-Rovi Agreement provides a defense to the allegations against ARRIS, and as to whether
Rovi established the economic prong of the domestic industry requirement based on patent
licensing. The Commission adopts the remainder of the Final ID to the extent that it does not



conflict with the Commission’s opinion or to the extent it is not expressly addressed in the
Commission’s opinion.

Having found a violation of section 337 in this investigation by Comcast with respect to
the 263 and 413 patents, the Commission has determined that the appropriate form of relief is
(1) a LEO, that subject to certain exceptions provided therein, prohibits the unlicensed entry of
certain digital video receivers and hardware and software components thereof that infringe one
or more of claims 1, 2, 14, and 17 of the *263 patent and claims 1, 3, 5, 9, 10, 14, and 18 of the
’413 patent that are manufactured by, or on behalf of, or are imported by or on behalf of Comcast
or any of its affiliated companies, parents, subsidiaries, agents, or other related business entities,
or their successors or assigns; and (2) CDOs that, subject to certain exceptions provided therein,
prohibit Comcast from conducting any of the following activities in the United States: importing,
selling, offering for sale, leasing, offering for lease, renting, offering for rent, marketing,
advertising, distributing, transferring (except for exportation), and soliciting U.S. agents or
distributors for imported covered products; and aiding or abetting other entities in the
importation, sale for importation, sale after importation, lease after importation, rent after
importation, transfer, or distribution of covered products.

The Commission has also determined that the public interest factors enumerated in
section 337(d) and (f) (19 U.S.C. 1337(d) and (f)) do not preclude issuance of the LEO or CDOs.
Finally, the Commission has determined that the excluded digital video receivers and hardware
and software components thereof may be imported and sold in the United States during the
period of Presidential review with the posting of a bond in the amount of zero percent of the
entered value of the infringing goods (i.e., no bond). The Commission’s orders and opinion were
delivered to the President and to the United States Trade Representative on the day of their
issuance.

The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in Part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR Part 210).

By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: November 21, 2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. :

‘ In the Matter of Investigation No. 337-TA-1001
CERTAIN DIGITAL VIDEO ‘ '
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

LIMITED EXCLUSION ORDER

The_ Commission has determined that there is a violation of section 337 of the Tariff Act
of 1930, as amended (19 U.S.C. 1337), in the unlawful importation, sale for importation, and/or
sale after importation by respondents Comcast Corporation; Comcast Cable Communications,
LLC; Comcast Cable Communications Management, LLC; Comcast Business Communications,
LLC; Comcast Holdings Corporation;- and Comcast Shared Services, LLC (collectively
“Respondents™) of certain digital video receivers and hardware and software components thereof
covered by one or more of claims 1, 2, 14, and 17 of United States Patent No. 8,006,263 or one‘
or more of claims 1, 3, 5, 9, 10, 14, and 18 of United States Patent No. 8,578.413.

Héving reviewed the record of this investigation, including the written submissions of the
parties, the Commission has made its determination on the issues of remedy, public interest, and
bonding. The Commission has determined that the appropriate form of relief is a limited
exclusion order prohibiting the unlicensed entry into the United States of covered di gital video
receivers and hardware and software components thereof manufactured by or on behalf of the

Respondents or any of their affiliated companies, parents, subsidiaries, or other related business



entities, or their successors or assigns.

The Commission has also determinéd that the public interest factors enumerated in 19
U.S.C. 1337(d) do not preclude the issuance of the limited exclusion.order, and that the bond
during the Presidential review period shall be in the amount of zero pe.rcent of the entered value
of the infringing goods (i.e., no bond). |

Accordingly, the Commission hereby ORDERS that:

1. Digital video receivers and hardware and software components.thereof that infringe
>one or more of claims 1, 2,  14, and 17 of United States Patent-No. 8,006,263 or one or
more of claims 1, 3, 5, 9, 10, 14, and 18 of United States Patent No. 8,578,413 that
are manufactured By, or on behalf of, or are imported by or on behalf of the
Respondents or any of their affiliated companies, parents, subsidiaries, agents, or
other related business eptities, or their successors or assigns, including ARRIS and
T\echnicolor] to the extent they import such products on behalf of Respondents, are
excluded from entry fc->r consumption into the United Sta;tes, entry for consumption
from a foreign-trade zone, or withdrawal from a warehouée for consumption, for the
remaining terms of U.S. Patent Nos. 8,606,263 and 8,578,413, except uhder license of
the patent owner or as provided by law, and except for servi.ce\ or repair of digital
video receivers that were imported before the effective date of this order.

2. Notwithstanding paragraph 1 of this Ord’er, the aforesaid digital video receivers and
hardware and software components thereof are entitled to entfy into the United States

for consumption, entry for consumption from a foreign trade zone, or withdrawal

! ARRIS and Technicolor refer to Technicolor SA; Technicolor USA, Inc.; Technicolor Connected Home USA
LLC; ARRIS International plc; ARRIS Group Inc.; ARRIS Technology, Inc.; ARRIS Enterprises LLC; ARRIS
Solutions, Inc.; ARRIS Global Ltd.; and Pace Americas; or any of their affiliated companies, parents, subsidiaries,
agents, or other related business entities, or their successors or assigns.

2



from a warehouse for consumption, under bond in the amoﬁnt of zero percent of the
entered value (i.e., no bond) of the imported digital video receivers and hardware and
softwafe components thereof pursuant to subsection (j) of section 337 of the Tariff
Act of 1930, as amended (19 U.S.C. 1337(j)), and the Presidential Memorandum for
the United States Trade Representative of July 21, 2005, (70 FR 43251), from the day
after this Order is received by the United States Trade Representative, and until such
time as the United States Trade representative notifies the Commission that this
action is approved or disapproved but, in any event, not later than sixty (60) days
-after the issuance of receipt of this action.

3. At the discretion of U.S. Cus.toms and Border Protection (“CBP”) and pursuant to the
_procedures it establishes, persons seeking to import digital video receivers and
hardware and software components thereof that are potentially subject to t_his Order
may be reqliired to certify that they are familiar with the terms of this Order, that they
have made appropriate inquiry, and thereupoh state that, to the best of their
knowledge and belief, the broducts being imported are not capable of being used after
importation in a manner which infringes the claims of the patenfs that are the subject
of this Order because one or more elements (such as software elements) _of the
internet communications path described by the claims of the patents in paragraph 1 of
this Order are omitted from the internet corhmunicatioﬁs path that the imported
products will use after importation. At its discretion, CBP may require persons who
have pfovided the certification described in this paragraph to furnish such records or
analyses as are necessary to substantiate this certification.

4. In accordance with 19 U.S.C. 1337 (1), the provisions of this Order shall not apply to



infringing digital video receivers and hardware and software components thereof that -
are imported by or for the use c‘)‘f the United States, or imported for and to be used for,
the United States with the authorization or consent of the Government.

5. The Commission may modify this Order in accordance with the procedures described
in Rule 210.76 of the Commission’s Rules of Practice and Procedure (19 CFR
210.76). |

6. The Secretary shall serve copies of this Order upon each party of record in this
Investigation and upon CBP.

7. Notice of this Order shall be published in the Federal Register.

By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: November 21, 2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of »
: Investigation No. 337-TA-1001
CERTAIN DIGITAL VIDEO
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

' CEASE AND DESIST ORDER

IT IS HEREBY ORDERED THAT RESPONDENT Comcast Business
Communications, LLC, One Comcast Center, 1701 J ohﬁ F. Kennédy Blvd., Philadelphia,
Pennsylvania 19103 (“Respondént”), cease and de.sist from conducting any of the following
activities in the United States: importing, selling, offering for sale, leasing, offering for lease,
renting, offering for rent, marketing, advertising, distributing, transferring (exéept_for
exportation), and soliciting U.S. agents or distributors for, certain digital video receivers and
hardware and software components thereof covered by (1) one or more of claims 1, 2, 14, and 17
of U.S. Patent No. 8,006,263; or (2) one or more of claims 1, 3, 5, 9, 10, 14, and 18 of U.S. |
Patent No. 8,578,413; (“the Asserted Patents™) in violation of section 337 of the Tariff Act of
1930, as amended (19 U.S.C. 1337).

I.

Definitions

As used in this order:



(A) “Commission” shall mean the United States Intemafional Trade Commission.

(B) “Complainants” shall mean Rovi Corporation and Rovi Guides, Inc., both of San
Carlos, CA.

(C) “Respondent” shall mean Comcast Business Communications, LLC, One
Corﬁcast Center, 1701 John F. -Kennedy Blvd., Philadelphia, Pennsylvania 19103.

(D) “Person” shall mean an individual? or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or
its majority owned or controlled subsidiaries, successors, or assigns.

(E) “United States” shall mean the ﬁﬁy States, the District of Columbia, and Puerto
Rico.

(F) The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G) The term “covered products” shall mean. digital video receivers and hardware and
séﬂWwe components thereof covered by one or more of (1) claims 1, 2, 14, and
17 of U.S. Patent No. 8,006,263; or (2) claims 1,3,5,9,10, 14, and 18 of U.S.
Patent No. 8,578,413. Cove_red products shall not include articles for which a
provision of law or iicense avoids liability for infringement of certain claims of
the Asserted Patents.

IL
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its

principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether

by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,



and to each of them insofar as they are engaging in conduct prohibited by section III, infra, for,

with, or otherwise on behalf of, Respondent.

111 R
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Ordér. A
For the remaining terms of the Asserted Patents, Respondent shall not:

(A) import or sell for importation into the United States covered products;

(B) market, distribute, sell, offer to sell, lease, offer to lease, renf, offer to rent, or
otherwise transfer (except for exportation), in the United States imported covered
products;

(C) advertise imported covered products;

(D) solicit U.S. agenté or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or distribution of

covered products.

IV.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be permitted:
(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a
written instrument, the owner of the Asserted Patents licenses or authorizes such

specific conduct, including but not limited to conduct involving covered products that



the Commission found were preQiously imported into thé United States under license;

(B) to engage in specific conduct otherwise prohibited by the terms of this Order if such
specific conduct is related to the impprtation or sale of covered products by or for the
United States; or

O to engag‘e in such specific conduct related to service or repair articles imported for use
in servicing or repairing digital video receivers that were imported before the effective
date ‘of this Order. Exception (C) does not permit the importation of digital video
receivers to replace digital video receivers that were imported before the effective date

of this Order.

V.
Reporting

For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
_ section shall cover the pefiod from the date of issuance of this order thfough December 31, 2017.
This reporting requirement .shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during thé reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in

inventory in the United States at the end of the reporting period. When filing written



submissions, Respondent must file the original document electronically on or before the
deadlines stated above and submit eight (8) true paper copies to the Office of the Secretary by
noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 CFR 210.4(f)). Submissions should refer to the investigation number (“Inv. No.
337-TA-1001") in a prominent place on the cover pages and/or the first page. (See Handbook
- for Electronic Filing Procedures,
| https://www.usitc. gov/secretary/documents/handbook_o.n filing procedures.pdf). Persons with
questions regarding filing should contact the Office of the Secretary (202-205-2000). If
Respondent desires to submit a document to the Commission in confidence, it must file the
original and a public version of the original with the Office of the Secretary and must serve a
copy of the confidential version on Complainants’ counsel.'

Any failure té make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. 1001.

VI
Recordkeeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, lease, offer to lease, rent, offer to
rent, marketing, or distribution in the United States of covered products, made and

received in the usual and ordinary course of business, whether in detail or in

! Complainants must file a letter with the Secretary identifying the attorhey to receive reports
associated with this order. The designated attorney must be on the protective order entered in
the investigation.



summary form, for a period of three (3) years from the close of thé fiscal year to
which they pertain.

(B) For the purposes of deterrnining or securing compliance with this Order and for no .
other purpose, subject to any privilege recognized by the federal courts of the United
States, and upon reasonable written notice by the Commission or its staff, duly
authorized fepresentatives of the Commission shall be permitted access and the right
to inspect and copy, in Respondent’s principal office during office hours, and in the
presence of counsel or other representatives if Respondent so chooses, all books,
ledgers, accounts, correspondence, memoranda, and other records and documents, in
detail and in summary form, that must be retained under subparagraph VI(A) of this

Order.

Service of Ceaszzll_;d Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this Order, a copy of this Order
upon each of its respective officers, direcfors, managing agents, agents, and
employees who havé any responsibility for the importation, marketing, distribution,
sale, lease, or rent of impofted covered products in the United States;

(B) Serve, within fifteen days after the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon

whom the order has been served, as described in subparagraphs VII( A) and VII(B)



of this order, together with the date on which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

the Asserted Patents expire.

VIIL.
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V - VI of this order should be made in accordance with section 201.6 of the
Commission’s-Rules of Practice and Procedure (19 CFR 201.6). -For all reports for. which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

- IXe
Enforcement
| Violation of this order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 CFR 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. 1337(f)), as well as any other
action that the Commission deems appropriate. In determining Whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to

provide adequate or timely information.

X.
- Modification

The Commission may amend this order on its own motion or in accordance with the
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proceduré described in section 210.76 of the Commission’s Rules of Practice and Procedure (19

CFR 210.76).

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the sixty-
day period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to conduct that is otherwise permitted by section
IV of this order. Covered products imported on or after the date of issuance of this order are
subject to the entry bond set forth in the exclusion order issued by the Commission, and are not
subject to this bond provision.

The bond is to'be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 CFR 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary’s acceptance of the bond, (a) the Secretary will serve an acceptance letter on all
parties, and (b) Respoﬁdent must serve a copy of the bond and aﬁy accompanying documentation
on Complainants’ counsel.? | |

The bond is to be forfeited in the event that the United States Trade Representative

2 See Footnote 1.



approves this Order (or does not disapprove it within the review period), unless the U.S. Court of
Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent 6n appeal, or unless Respondent exports or destroys
the pfoducts subject to this bond and provides certification to that effect that is satisfactory to the
Comrhission.

The bond is to be released in the event the United States Trade Representative
disapproves this order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the. Unifed States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

By order of the Commission.

>

Lisa R. Barton
Secretary to the Commission

Issued: November 21, 2017



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

‘In the Matter of
Investigation No. 337-TA-1001
CERTAIN DIGITAL VIDEO '
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

CEASE AND DESIST ORDER

ITIS HEREBY ORDERED THAT RESPONDENT Comcast Cable
Communications, LLC, One Cofncast Center, 1701 John F. Kennedy Blvd., Philadelphia, |
Pennsylvania 19103 (“Respondent™), cease and desist from conducting any of the following
activities in the United States: importing, selling, offering for sale, leasing, offering for leaée,
renting, offering for rent, marketing, advertising, distributing, transferring (except for
exportation), and soliciting U.S. agents or distributors for, certain digital video receivers and
hardware and software components thereof covered by (1) one or more of claims 1, 2, 14, and 17.‘
of U.S. Patent No. 8,006,263; or (2) one or more of claims 1, 3, 5, 9, 10, 14, and 18 of U.S.
Patent No. 8,578,413; (“the Asserted Patents”).in violation of section 337 of the Tariff Act of
1930, as amended (19 U.S.C. 1337). |

I.

Definitions

As used in this order:



(A) “Commission” shall mean the United States International Trade Commission.
(B) “Complainants” shall mean Rovi Corporation and Rovi Guides, Inc., both 6f San
" Carlos, CA.

(C) “Respondent” shall mean Comcast Cable Communications, LLC, One Comcast
Center, 1701 John F. Kennedy Blvd., Philadelphia, Pennsylvania 19103.

(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or
its majority owned or controlled subsidiaries, successors, or assigns.

(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F) The terms “import” ahd “importation” refer to impbrtation for entry for
consumptioﬁ under the Customs laws of the United States.

(G) The term “covered products” shall mean digital video receivers and hardware and

" software components thereof covered by one or more of (1) claims 1, 2, 14, and

17 of U.S. Patent No. 8,006,263; or (2) claims 1, 3, 5,9, 10, 14, and 18 of U.S.

Patent No. 8,578,413. Covered products shall not includé articles for which a

provision of law or license avoids liability for infringement of certain claims of

the Asserted Patents. |
II.
Applicability
The provisions of this Cease and Desist Order shall apply.to Respondent and to any of its
principals, stockholders, officers, dir_e_qtors, employees, agents, distributors, controlled (whether

by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,



and to each of them insofar as they are engaging in conduct prohibited by section III, infra, for,

with, or otherwise on behalf of, Respondent.

111
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
For the remaining terms of the Asserted Patents, Respondent shall not:

(A) impbrt or sell for importation into the United States cbvered products;

(B) market, distribute, sell, offer to seli, lease, offer to lease, rent, offer to rent, or
otherwise transfer (except for exportation), in the United States imported covered
products;

(C) advertise imported covered products;

(D) solicit U.S. agents or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or distribution of

covered products.

IV.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be permitted:
(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a
written instrument, the owner of the Asserted Patents licenses or authorizes such

specific conduct, including but not limited to conduct involving covered products that



the Commission found were previ.ously.imported into the United States under license;
(B) to engage in specific conduct otherwise prohibited by the terms of this Order if such
specific conduct is related to the importatién or sale of covered products by or for the
United Sfates; or
(©)to eﬂgage in such specific conduct related to service or repair articles impofted for use
in servicihg or repairing digital video receivers that were imported before the effective
date of this Order. Exception (C) does not permit the importation of digital video ‘
receivers to repléce digital video receivers that were imported before the effective date
of this Order.
V..
Reporting

For purposes of this requirement, the reporting periods shall commence .on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2017.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in |
warehouses or at customer sites) of covered products in the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars of covered pfoducts that it has
(i) imported and/or (ii) sold in the United Stateé after importation during the reporting pgriod,
and (b) .the quantity in units gmd value in dollars of reported covered products that remain in

inventory in the United States at the end of the reporting period.. When filing written



submissions, Respondent must file the original document electronically on or before the
deadlines stated above and submit eight (8) true paper copies to the Office of the Secretary by
noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 CFR 210.4(f)). Submissiéns should refer to the investigation number (“Inv. No.
337-TA-1001") in a prominent place on the cover pages and/or the first page. (See Handbook
for Electronic Filing Procedures,
https://'www.usitc.gov/secretary/documents/handbook_on_filing _proc;’edures. pdf). Persons with
questions regarding filing should contact the Qfﬁge of the Secretary (202-205-2000). If
Respondent desires to submit a document to the Commission in confidence, it must file the
original and a public version of the original with the Office of the Secretary and rﬁust serve a
copy of the confidential version on Complainants’ counsel.'

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. 1001.

VI.
Recordkeeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for salé, lease, offer to lease, rent, offer to
rent, marketing, or distribution in the United States of covered products, made and

received in the usual and ordinary course of business, whether in detail or in

! Complainants must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in
the investigation. ‘ ‘
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summary form, for a period of three (3) years from the close of the fiscal year to
which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no
other purpose, subject to any privilege recognized by the federal courts of the United
States, and upon reasonable written notice by the Commission or its staff, duly
authorized representatives of the Commission shall be permitted access and the right
to inspect and copy, in Respondent’s principal office during office hours, and in the
presence of counsel or other representatives if Respondent so chooses, all books,
ledgers, accounts, correspondence, memoranda, and other records and documents, in
detail and in summary form, that must be retained under subparagraph VI(A) of this

Order.

VIIL.
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and
employees who have any responsibility for the importation, marketing, distribution,
sale, lease, or rent of imported covered products in the United States;

(B) Serve, within fifteen days after the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records aé will show the name, title, and address of each person upon

whom the order has been served, as described in subparagraphs VII( A) and VII(B)



of this order, together with the date on which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

the Asserted Patents expire.

VIIL
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V - VI of this order éhould be made in accordance With' section 201.6 of the
Commission’s Rules of Practice and Procedure (19 CFR 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement
Violation of this order may result in any of the actions speciﬁed in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 CFR 210.75), including an action for civil
penalties under section 337(f) of th¢ Tariff Act of 1930 (19 U.S.C. 1337(f)), as well as any other
action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to

provide adequate or timely information.

X.
Modification

The Commission may amend this order on its own motion or in accordance with the

7



procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19

CFR 210.76).

]

- XL
Bonding

The conduct prohibited by Section III of this Order méy be continued during the sixty-
day period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to ;:ondﬁct that is othervﬁse permitted by section
IV of this order. CO\;ered products imported on or after the date of issuance of this order are
. Subj ect to the entry bond set forth in the exclusion order issued by the Cpmmission, and are not
subject to this bond provision.

The bond is to be posted] iﬁ accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 CFR 210.68. The bond and any accompanying
documentation are to be providéd to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary’s acceptance of the bbnd, (a) the Secretary will serve an acceptance letter on all
parties, and (b) Respondent must serve a copy of vthe bond and any .accompanying documentation
on Complainants’® éounsel.z

The bond is to be forfeited in the event that the United States Trade Representative

» 2 See Footnote 1.



approves this Order (or does not disapprove it within the review period), unless the U.S. Court of
. Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
deterrﬁination and order as to Respondent on appeal, or unless Respondent exports or destroys
the products subject to this bond and provides certiﬁcatién to that effect that is satisfactory to the
Commission. |

The bond is to be released‘ in the event the Urﬁted States Trade Representative
disapproves this Qrder and no subsequent order is issued by the Commission and approved (or
not disapprovéd) by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

By order of the Commission.

Lisa R. Barton

Secretary to the Commission

Issued: November 21, 2017



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of .
‘ - Investigation No. 337-TA-1001
CERTAIN DIGITAL VIDEO
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

CEASE AND DESIST ORDER

IT IS HEREBY ORDERED THAT RESPONDENT Comecast Cable
Communications Management, LLC, One Comcast Center, 1701 John F. Kennedy Blvd.,
Phiiadelphia, Pennsjrlvania 19103 (“Respondent™), cease and desist from conducting any of the
following activities in the United States: importing, selling, offering for sale, leasing, offering
for lease, renting, offering for rent, marketing, advertising, distributing, tranéferring (except for
exportation), and soliciting U.S. agents or distributors for, certain digital video receivers and
hardware and software components thereof covered by (1) one or more of claims 1, 2, 14, and 17
of U.S. Patent No. 8,006,263; or (2) one or more of claims 1, 3, 5,9, 10, 14, and 18 of U.S.
Patent No». 8,578,413; (“th¢ Asserted Patents”) in violation of section 337 of the Tariff Act of
1930, as amended (19 U.S.C. 1337).

L

Definitions

As used in this order:



(A) “Commission” shall mean the United States International Trade Commission.
(B) “Complainants” shall mean Rovi Corporation and Rovi Guides, Inc., both of San
" Carlos, CA.

(C) “Respondent” shall mean Comcast Cable Communications Management, LLC,
One Comcast Center, 1701 John F. Kennedy Blvd., Philadelphia, Pennsylvania
19103.

(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or l?usiness entity other than Respondent or
its majority owned or controlled subsidiaries, successors, or assigns.

(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F) The terms “import™ and “importation” refer to importation for entry for
consumption under the Customs laws of the United States. |

(G) The term “covered products” shall mean digital video receiveré and hardware and
software components thereof covered by one or more of (1) claims 1, 2, 14, and
17 of U.S. Patent No. 8,006,263, o‘r (2) claims }, 3, 5,9,10,14, and 18 of U.S.
Patent No. 8,578,413. . Covered products shall not inclﬁde articles for Which a
provision of law ;)r license axrloids liability for infringement of certain claims of
the Asserted P>atents.

I
Applicability
The prbvisions of this Cease and Desist Order shall apply to Respondent and to any of its

principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether



by stock owﬁership or otherwise) and majority-owned business entities, successors, and assigns,
and to each of them insofar as they are engaging in conduct prohibited by section IlI, infra, for,

with, or otherwise on behalf of, Respondent.

I11.
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
For the remaining terms of the Asserted Patents, Respondent shall not:

(A) import or sell for importationvinto the Un_itéd States covered p‘roducts;

(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offer to rent, or
otherwis‘e transfer (except for exportation), in the United States imported covered
products; |

(C) advertise imported covered products;

(D) solicit U.S. agénts; or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after

importation, lease after importation, rent after importation, transfer, or distribution of

covered products.

: IV.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be'perrnitted:
(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a

written instrument, the owner of the Asserted Patents licenses or authorizes such



specific conduct, including but not limited to conduct involving covered products that
the Commission found were previously importéd into the United States under license;

(B) to engage in specific conduct otherwise prohibited by the terms of this Order if such
specific conduct is related to the impoﬁation or sale of covered products by or for the.
Unifed States; or

(C) to engage in such specific conduct.related to service or repair articles imported for use
in servicing or repairing digital video receivers that were imported before the effective
date of this Order. Exception (C) does not permit the importation of digital video
receivers to replace digital videé recei§ers that were imported before the effective date

of this Order.

V.
Reportin.g
For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report requiyed under this
section shall cover the period from the date of issuance of this order through December 31, 2017.
This reporting requirement shall continue in force until such time as Resp;mdent has truthfully
reported, in two consecutive timely filed reports, that it Has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.

- Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars" of covered products that it has

(1) imported» aﬁd/or (i) sold in the United States after importation during the reporting period,

and (b) the quantity in units and value in dollars of reported covered products that remain in



invéntory in the United States at the end of the reporting period. When filing written
submissions, Requndent must file the original document electronically on or before the
deadlines stated above and submit eight (8) true paper copies to the Office of the Secretary by
noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 CFR 21 0.{1(f)). Submissions should refer to the investigation number (“Inv. No. |
337-TA-1001”) in a prominent place on the cover pages and/or the first .page. (See Handbook
for Electronic F iling Procedures, |
https.://'www.usitc. gov/secretary/documents/handboék_on filing_procedures.pdf). Persons with
qug:stions regarding filing should contact the Office of the Secretary (202-205-2000). If
Respondent desires to submit a document to the Commission in confidence, it must file the
original and a public version of the original with the Office of the Secretary and must serve a
copy of the confidential version on Complainants’ counsel.’

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. 1001.

VI.
Recordkeeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall retain any
aﬁd all pecords relating to the sale, offer for sale, lease, offer to lease, rent, offer to

rent, marketing, or distribution in the United States of covered products, made and

! Complainants must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in
the investigation.



received in the usual and ordinary course of business, whether in detail or in
summary form, for a period of three (3) years from the close of the fiscal year to
which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no
other purpose, subject to any privilege recognized by the federal courts of the United
States, and upon reﬁsonable written notice by the Commission or its staff, duly
authorized representatives of the .Commission shall be permitted access and the right
to inspect and copy, in Respondent’s principal office during office hours, and in the
presence of counsel or other representatives if Respondent so chooses, all books,
ledgers, accounts, correspondence, memoranda, and other records and documeﬁts, in
detail and in summary form, that must be retainéd under subparagraph VI(A) of this

Order.

VIIL
Service of Cease and Desist Order

vRespopdent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and
employees who have any responsibiiity for the importation, marketing, distribution,
sale, lease, or rent of imported covered products in the United States;

(B) Serve, within fifteen days after the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon .



whom the order has been served, as described in subparagraphs VII( A) and VII(B)
of this order, together with the date on which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

the Asserted Patents expire.

VIIIL.
Confidentiality
Any request for éonﬁdential treatment of information obtained by the Commission
pursuant to section V - VI of this order should be made in accordance with section 201.6 of the
Commission’s Rules of Practice and Procedure (19 CFR 201.6). For all réports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement
Violation of this order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice aﬁd Procedure (1 9 CFR 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. 1337(f)), as well as any other
action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if. it fails to

provide adequate or timely information.

X.
Modification



The Commission may amend this order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19

CFR 210.76).

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the sixty-
day period in which this Order is under review by the United‘St_ates Trade Represéntative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amoﬁnt of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to conduct that is otherwise permitted by section
IV of this order. Covered products imported on or after the date of issuance of this order are
subject to the entry bond set forth in the exclusion order issued by the Commission, and are not
. subject to this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting‘ of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 CFR 210.68. The bond and any aécompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary’s acéeptance of the bond, (a) the Secretary will serve an acceptance letter on all
parties, and (b) Respoﬁdent must serve a copy of the bond and any accompanying documentation

on Complainants’ counsel.?

2 See Footnote 1.



The bénd is to be forfeited in the event that the United States Trade Representative
approves this Order (or does not disapprove it within the review period), unless the U.S. Court of
Appeals for the F edéral Circuit, in a final jﬁdgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports or destroys
~ the producté subject to this bond and provides certification to that effect that is satisfactory to the
Commission. |

The Bond is to be released in the event the United States Trade Representative
disapproves this order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

By order of the Commission.
b
CFaz>
Lisa R. Barton

Secretary to the Commission

Issued: November 21, 2017



UNITED STATES INTERNATIONAL TRADE COMMISSION
' Washington, D.C.

In the Matter of _
Investigation No. 337-TA-1001
CERTAIN DIGITAL VIDEO
RECEIVERS AND HARDWARE AND .
SOFTWARE COMPONENTS THEREOF

CEASE AND DESIST ORDER

IT IS HEREBY ORDERED THAT RESPONDENT Comcast Corporation, One
Comcast Center, 1701 John F. Kénnedy Blvd., Philadelphia, Pennsylvania 19103
(“Respondent”™), cease and desist from conducting any of the following activities in the United
States: importing, selling, offering for sale, leasing, offering for lease, renting, offering for rent,
marketing, advertising, distributing, transferring (except for exportation), and soliciting U.S.
agents or distributors for, certain digital video receivers and hdeare and software components
thereof covered by (1) one or more of claims 1, 2, 14, and 17 of U.S. Patent No. 8,006,263; or (2)
one or more of claims 1, 3, 5, 9, 10, 14, and 18 of U.S. Patent No. 8,578,413; (“the Asserted
Patents™) in violation of séction 337 of the Tariff Act of 1930, as amended (19 U.S.C. 1337).

L
Definitions
As used in this order:

(A-) “Commission” shall mean the United States International Trade Commission.



(B) “Complainants” shall mean Rovi Corporation and Rovi Guides, Inc., both of San
Carlos, C/;x.

(C) “Respondent” shall mean Comcast Corporation, One Comcast Center, 1701 John
F. Kennedy Blvd., Philadelphia, Pennsylvania 19103.

(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal br business entity other than Respondent or
its majority owned or controlled subsidiaries, SUCCESSOTS, Or assigns.

- (E) “United States” shall mean the fifty States, the District of Columbia, and Puerto |
Rico.

(F) The terms “import” and “importation” refer to importation for entry»fo'r
consumption under the Customs laws of the United States.

(G) The term “covered products” shall mean digital video receivers and hardware and
software componénts tﬁereof covered by one or more of (1) claims 1, 2, 14, and
17 of U.S. Patent No. 8,006,263; or (2) claims 1, 3, 5, 9, 10, 14, and 18 of U.S.
Patent No. 8,578,413. Covered products shall not include articles for which a
provisisn of law or license avoids liability for infringement of certain claims of
the Asserted Patents.

IL.
Applicability
-‘The provisions of this Cease and Desist Order shall épply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether
by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,

and to each of them insofar as they are engaging in conduct prohibited by section IlI, infra, for,



with, or otherwise on behalf of, Respondent.

I11.
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
For the remaining terms of the Asserted Patents, Respondent shall not:

(A) import or sell for importation into the United States covered products;

(B) market, distribute, sell, offer to sell, lease, offer fo lease, rent, offer to rent, or
otherwise transfer (except for exportation), in the United States imported covered
products;

(C) advertise imported covered products;

(D) solicit U.S. agents or distributors for imported covered products; or
-(E) aid or abet other entities in the importation, sale for irhportation, sale after
importation, ‘lease after importation, rent after imbortation, transfer, or distribution of

covered prbducts.

IV.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be permitted:
(A) to engage in specific conduct otherwiée prohibited by the terms of this Order if, in a
written instrument, the owner of the.Asserted Patents licenses or authorizes such
specific conduct, including but not limited to conduct involving covered products that

the Commission found were previously imported into the United States under license;



(B) to engage in specific conduct otherwise prohibited by the terms of this Order if such
specific conduct is related to the importation or sale of covered products by or for the
‘United States; or

(C) to engage in such specific conduct related to service or repair articles imported for use
in servicing or repaifing digital video receivers that were imported before the effective
date of this Order. Exception (C) does not permit the importation of digital video
receivers to replace digital video receivers that were imported before the effective date

of this Order.

V.
Reporting

For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequént December 31. The first report required under this
section shall cover the period from the date of issuance of this order through Decembef 31,2017.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether. held in
warehouses or at customer sites) of covered products in the United States. |

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in doilars of covered products that it has
(i) imported and/or (ii) sold in the United St‘ates after importation during the reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the réporting period. When filing written

submissions, Respondent must file the original document electronically on or before the



deadlines stated above and submit eight (8) true paper copies to the Office of the Secretary by
noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 CFR 210.4(f)). Submissions should refer to the investigation number (“Inv. No.
337-TA-10017) in a prominent place on the cover péges and/or the first page. (See Handbook
for Electronic Filing Procedures,
https.//www.usitc. gov/&ecretary/documents/handb_ook*on filing procedures.pdf). Persons with
questions regarding filing should contact the Office of the Secretary (202-205-2000). If
Respondent desires to submit a document to the Commission in confidence, it must file the -
original and a public version of the original with the Office of the Secretary and must serve a
copy of the confidential version on Complainants’ counsel.’

Any failure to make the required report or the filing of any false or inaccurate report shall
éonstitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. 1001.

VL.
Recordkeeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, lease, offer to lease, rent, offer to
rent, marketing, or distribution in the United States of covered products, made and
received in the usual and ordinary course of business, whether in detail or in

summary form, for a period of three (3) years from the close of the fiscal year to

! Complainants must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in
the investigation.



which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no -
other purpose, subject to any privilege recognized by the federal courts of the United
States, and upon reasonable written notice by the Commission or its staff, duly
authorized representatives of the Commission shall be permitted access and the right
to inspect and copy, in Respondent’s principal office during office hours, and in the
présence of counsel or other representatives if Respondent so chooses, all books,
ledgers, accounts, correspondence, memoranda, and other records and giocuments, in
detail and in summary form, that must be retainéd under subparagraph VI(A) of this

Order.

, VIIL. v
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and
employeés who have any responsibility for the importation, marketing, distribution,
sale, lease, or rent of imported covered products in the United States; |

(B) Serve, within fifteen déys afterl the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the order has been served, as described in subparagraphs VII( A) and VII(B)

of this order, together with the date on which service was made.



The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

the Asserted Patents expire.

VIIL.
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V - VI of this order should be made in accordance with section 201.6 of the
Commission’s Ruleé of Practice and Procedure (19 CFR 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement
Violation of this order may result in any of the actions specified in sectiOn’210.75 of the
Commission’s Rules of Practice and Procedure (19 CFR 210.75), including an action for civil
penalties under section 337(f) 6f the Tariff Act of 1930 (19 U.S.C. 1337(f)), as well as any other
action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to

provide adequate or timely information.

X.
Modification

The Commission may amend this order on its own motion or in accordance with the

procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19

7



CFR 210.76).

XI.

Bonding
The conduct prohibited by Section III of this Order may be continued during the sixty-
~ day period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to conduct that is otherwise permitted by section
IV of this order. Covered products imported on or after the date of issuance of this order are
subject to the entry bond set forth in the exclusion order issued by the Commission, and are not
subject to this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 CFR 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of chdﬁct that is otherwise prohibited by section III of this Order. Upon the
Secretary’s acceptance of the bond, (a) the Secretary will serve an acceptarice letter on all
parties, and (b) Respondent must serve a copy ’of the bond and any accompanying d'ocumentaﬁon
on Complainants’ counsel.?

The bond is\to be forfeited in the event that the United States Trade Representative

approves this Order (or does not disapprove it within the review period), unless the U.S. Court of

2 See Footnote 1.



Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and érder as to Respondent on appeal, or unless Respondent exports or destroys
the products subject to this bond énd provides certification to that effect that is satisfactory to the
Commission.

The bond is to be released in the event‘ the United States Trade Representative
disapproves this order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the United States Trade Representative, upon sérviée on Respondent of an
order issued by the Commission based upon application therefore ﬁlade by Respondent to the
Commission.

By order of the Commission.

* Lisa R Barton

Secretary to the Commission -

Issued: November 21, 2017



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
Investigation No. 337-TA-1001
CERTAIN DIGITAL VIDEO
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

CEASE AND DESIST ORDER

IT IS HEREBY ORDERED THAT RESPONDENT Comcast Holdings
Corporation, One Cémcast Center, 1701 John F. Kennedy Blvd., Philadelphia, Pennsylvania
19103 (“Respondent”), cease and desist from conductiﬁg any of the following activi'ties in the
United States: importing, selling, offering for sale, leasing, offering for lease, renting, offering
for rent, marketing, advertising, distributing, transferring (exbept for exportation), and soliciting
U.S. agents or distributdrs for, certain digital video receivers and‘ hardware and software
components thereof covered by (1) one or more of claims 1, 2, 14, and 17 of U.S. Patent No.
8,006,263; or (2) one or more of claims 1, 3, 5, 9, 10, 14, and 18 of U.S. Patent No. 8.578,413;
(“the Asserted Patents”) in violation of section 337 of the Tariff Act of 1930, as amended (19
U.S;C. 1337).

I

Definitions

As used in this order:.



(A) “Conﬁnission” shall mean the United States International Trade Commission.

(B) “Complainants” shall mean Rovi Corporation and Rovi Guides, Inc., both of San
Carlos, CA.

(C) “Respondent” shall mean Comcast Holdings Corporation, One Comcast Center,
1701 John F. Kennedy Blvd., Philadelphia, Pennsylvania 19103.‘

(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or busiﬁess entity other than Respondent or
its majority owned or controlled subsidiaries, successors, or assigns.

(E) “United States™ shall mean the fifty States, the District of Columbia, and Puerto

‘Rico. | |

(F) The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G) The term “covered products” shall mean digital video receivers and hardware and
software components thereof covered by one or more of (1) claims 1, 2, 14, and
17 of U.S. Patent No. 8,006,263; or (2) claims 1, 3, 5,9, 10, 14, and 18 of U.S.
Patent No. 8,578,413. Covered pfoducts shall not include articles for which a
provision of law or license avoids liability for infringement of certain claims of
the Asserted Patents. |

IL
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its '

principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether

by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,



* and to each of them insofar as they are engaging in conduct prohibited by section III, infra, for,

with, or otherwise on behalf of, Respondent.

1L
Conduct Prohibited
The following conduct of .Respohdent in the United States is prohibited by this Order.
For the remaining terms of the Asserted Patents, Respondent shall not:

(A) import or sell for importation into the United States covered products;

(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offer to rent, or
otherwise transfer (except for exportation), in the United States imported covered
products;

(C) advertise imported covered products;

(D) solicit U.S. agents or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or distribution of

covered products.

IV.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be permitted:
(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a
written instrument, the owner of the Asserted Patents licenses or authorizes such

specific conduct, including but not limited to conduct involving covered products that



" the Commission found were previously imported into the United States under license;
(B) to engage in specific conduct otherwise prohibited by the terms of this Order if .such
spec'iﬁc conduct is related to the importation or sale of covered products by or for the
United States; or | |
(C) to engage in such specific conduct related to service or repair articles imported for use
in servicing or repairing digital video receivers that were imported before the effective -
date of this Order. Exception (C) does not permit the importation of digital video
receivers to replace digital video receivers that were imported before the effective date

of this Order.

V.
Reporting

For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the daie of issuance of this order through December 31, 2017.
This reporting requirément shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.

Within thirty (30) days of the last day Qf the reporting period, Respondent shéll report to
the Commission: (a) the quantity in units and the value in dollars of covered products that it has |
(i) imported and/or (ii) sold in the United States after importation during the %eporting period,
and (b) the quantity in units and value in dollars of reportéd covered products that remain in

inventory in the United States at the end of the reporting period. When filing written



submissions, Respondent must file the original document electronically on of before the
deadlines stated above and submit eight (8) true paper copies to the Office of the Secretary by
noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 CFR 210.4(f)). Submissions should refer to the investigation number (“Inv. No.
337-TA-1001”) in a prominent place on the cover pages and/or the first page. (See Handbook
for Electronic Fi}ing Procedures,
https://www.usitc.gov/secretary/documents/handbook_on_filing procedures.pdf). Persons with
questions regarding filing should contact the Office of the Secretary (202-205-2000). If - .
Respondent desires to submit a décmnent to the Commission in confidence, it must file the
original and a public version of the original with the Office of the Secretary and must serve a
copy of the confidential version on Complainants’ counsel.'

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. 1001.

VI.
Recordkeeping and Inspection

/

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, lease, offer to lease, rent, offer to
rent, marketing, or distribution in the United States of covered products, made and

received in the usual and ordinary course of business, whether in detail or in

' Complainants must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in
the investigation.



summary form, for a period of three (3) years from the close of the fiscal year to
which they pertain.

(B) For the purposes of determining or securing compliance with this Order and fdr no
other purpose, subject to any privilege recognized by the federal courts of the United
States, and upon reasonable written notice by the Commission or its staff, duly
authorized representatives of the Commission‘ shall be permitted access and the right
to inspect and copy, in Respondent’s principal office during office hours, and in the
presence of counsel or other representatives if Respondent so chooses, all books, .
ledgers, accounts, correspondence, memoranda, and other records and documents, in
detail and in summary form, that must be retained under subparagraph VI(A) of this

Order.

Service of CeasZ;II.ld besist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and
employees who have any responsibility for the importation, marketing, distribution,
sale, lease, or rent of imported covered products in the United States;

(B) Serve, within fifteen days after the succession of any persons referred to.in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon

whom the order has been served, as described in subparagraphs VII( A) and VII(B)



of this order, together with the date on which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

the Asserted Patents expire.

VIII.
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V - VI of this order ;hould be made in accordance with section 201.6 of the
Commission’s Rules of Practice and Procedure (19 CFR 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted. -

IX. :
Enforcement
Violation of this order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 CFR 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. 1337(f)), as well as any other
action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to

provide adequate or timely information.

X.
Modification

The Commission may amend this order on its own motion or in accordance with the

7



procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19

CFR 210.76).

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the sixty-
day period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to conduct that is otherwise permitted by section
IV of this order. Covered producfs imported on or after the date of issuance of this order are
subject to the entry bond set forth in the exclusion order issued by the Commission, and are not
subject to this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 CFR 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary’s acceptance of the bond, (a) the Secretary will serve an acceptance letter on all
parties, and (b) Respondent inust serve a copy of the bond and any accompapying documentation
on Complaihants’ counsel.?

The bond is to be forfeited in the event that the United States Trade Representative

2 See Footnote 1.



approves this Order (or does not disapprove it within the reviéw period), unless the U.S. Court of
Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as‘ to Respondent on appeal, or unless Respondent exports or destroys
the prodﬁcts subject to this bond and provides certification to that effect that is satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves t‘his» order and no subsequent order is issued by the Commission and approved (or
ﬁot disapproved) by the United States Trade Representative, upon service on Respondent of an
order is'sued by the Commission based upon application therefore made by Respondent to the
Commission.

By order of the Commission.

el

Lisa R. Barton
Secretary to the Commission

Issued: November 21, 2017



UNITED STATES INTERNATIONAL TRADE COMMISSION
» Washington, D.C.

In the Matter of .
: Investigation No. 337-TA-1001
CERTAIN DIGITAL VIDEO
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

CEASE AND DESIST ORDER

IT IS HEREBY ORDERED THAT RESPONDENT Comcast Shared Services, LLC,
330 N. Wabash Ave. 22, Chicago, IL 60611-3586 (“Respondent”), cease and desist from
conducting any. of the following éétivities in the United States: importing, selling, offering for
sale, leasing, offering for lease, renting, offering for rent, marketing, advertising, distributing, |
transferring (except for exportation), and soliciting U.S. agents or distributors fo'r, certain digital
video receivers and hardware and software components thereof covered by (1) one or more of
claims 1, 2, 14, and 17 of U.S. Patent No. 8,006,263; or (2) one or more of claims 1, 3, 5, 9, 10,
14, and 18 of U.S. Patent No. 8,578,413; (“the Asserted Patents™) in violation of section 337 of ‘
the Tariff Act of 1930, as amended (19 U.S.C. 1337).

| L
Definitions
As used in this order:

(A) “Commission” shall mean the United States International Trade Commission.



(B) “Complainants” shall mean Rovi Corporation and Rovi Guides, Inc., both of San
Carlos, CA.

(C) “Respondent” shall mean Comcast Shared Services, LLC, 330 N. Wabash Ave.
22, Chicago, IL 60611-3586.

(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or
its majority owned or controlled subsidiaries, successors, or aésigns.

(E) “United States™ shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F) The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G) The term “covered products” shall mean digital video receivers and hardware and
software components thereof covered by one or more of (1) claims 1, 2,14, and
17 of U.S. Patent No. 8,006,263; or'(2) claims 1, 3, 5,9, 10, 14, and 18 of U.S.

‘Patent No. 8,578.,413. Covered products shall not include articles for which a
provision of law or license avoids liability for infringe;ment of certain claims of
the Asserted Patents.

.
Applicability
The provisions of this Cease and Desist Order shall apply to Réspondent and to any of its
principals, stockholders, officers, directors, employees, agents, distributors, Contr(;l]ed (whether
by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,

and to each of them insofar as they are engaging in conduct prohibited by section III, infra, for,



with, or otherwise on behalf of, Respondent.

II1.
Conduct Prohibited
- The following conduct of Respondent in the United States is prohibited by this Order.
Fof the remaining terms of the Asserted Patents, Respondent shall not:

(A) import or sell for importation into the United States covered products;

(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offe; to rent, or
otherwise‘ transfer (except for exportation), in the United States imported covered
products;

© advertise imported covered products;

(D) solicit U.S. agents or distributors for imported covered products; or |

| (E) aid or abet other entities in the importation, sale for importation, sale after f\
importation, lease after importation, rent after importation, transfer, or distribution of

covered products.

IV.
Conduct Permitted
Notwithstanding any other provision of this Order, Respondent shall be permitted:
(A) to engage in speéiﬁc conduct otherwise prohibited by the terms of this Order if, in a
written instrument, the owner of the Asserted Patents licenses or authorizes such
specific conduct, including but not limited to conduct involving covered products that

the Commission found were previously imported into the United States under license;



(B) to engagé in specific conduct otherwise prohibited iby the terms of this Order if such
spéciﬁc condugt is relgted to the importation or sale of covered products by or for the
United States; or

(C) to engage in such specific conduct related to service or repair arﬁcles imported for use
in servicing or repairing digital video receivers that were imported before the effective
date of thisA Order. Exception (C) does not permit the importation of digital yideo
receivers to replace digital video receivers that were imported before the effective date

of this Order.

V.
Reporting

For purpbses of fhis requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2017.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed réports, that it has no inventory (whether held in
warehouses or at customer sites)of covered products in the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) th¢ quantity in units and the value in dollars of covered products that it has
(i) imported and/or (iij sold in the United States after importation during the reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in
~ inventory in the United States at the end of the reporting period. When filing written

submissions, Respondent must file the original document electronically on or before the



deadlines stated above and submit eight (8) true paper copies to the Office of the Secretary by
. noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and
Procedure (19 CFR 210.4(f)). Submissions should refer to the investigation number (“Inv. No.
337-TA-1001") in a prominent place on the cover pages and/or the first page. (See Handbook
for Electronic Filing Procedures,
https://www.usitc. gov/secretary)documents/handbook_on filing _procédurés. pdﬁ. Persons with
questions regarding filing should contact the Office of the Secretary (202-_205-2000). If
Respondent desires to submit a document to the Commission in confidence, it must file the
original and a public version of the original with the Office of th¢ Secretary and must serve a
copy of the confidential version on Complainants’ counsel.'

Any failure to make the required repért or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. 1001.

VI
Recordkeeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, lease, offer to lease, rent, offer to
rent, marketing, or distribution in the United States of covered products, made and
received in the usual and ordinary course of business, whether in detail or in

summary form, for a period of three (3) years from the close of the fiscal year to

! Complainants must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in
the investigation. ‘ '



which they pertain.

B) For. the purposes Qf determining or securing compliance with this Order and for no
other purpose, subject to any privilege recognized by the federal courts of the United
States, and upon reasonable written notice by the Commission or its staff, duly
authorized representatives of the Commission shall be permitted access and the right
to inspect and copy, in Respondent’s principal office during office hoﬁrs, and in the
presence of counsel or other representatives if Respondent so chooses, all books,
ledgers, accounts, correspondence,‘ memoranda, and other records and documents, in
detail and in sumrhary form, that must be retained under‘subparagraph VI(A) of this

Order.

VIIL
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this Order, a copy of this Order
upon each of ifs respective officers, directors, managing glgents, agents, and
employees who have any responsibility for the importation, marketing, distribution,

- sale, lease, or rent of imported covered products in the United States; -
(B) Serve, within fifteen days after the successjon of any persons referred to in
| subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon

whom the order has been served, as described in subparagraphs VII( A) and VII(B)

of this order, together with the date on which service was made.



The obligations set forth in subparagfaphs VII(B) and VII(C) shall remain in effect until

the Asserted Patents expire.

- VIIL
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V - VI of this order should be made in accordance with section 201.6 of the
Commission’s Rules of Practice and Procedure (19 CFR 201.6). Eér all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement
Violation of this order may result in any of the actibns specified in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 CFR 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. 1337(f)), as well as any other
action that the Commission deems appfopﬁate. In determining whether Respondent is in
violétion of this order, the Commission may infer facts adverse to Respondent if it fails to

provide adequate or timely information.

X.
Modification

The Commission may amend this order on its own motion or in accordance with the

procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19

7



CFR 210.76).

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the sixty-
day period in which this Order is under review by the United States Trade Representative, as |
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,
no bond). This bond provision does not apply to conduct that is otherwise permitted by section
IV of this order. Covered products imported on or after the date of issuance of this order are
subject to the entry bond set forth in the exclusion order issued by the Commission, and are not
subject to this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection With the issuance of
temporary exclusion orders. See 19 CFR 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary’s acceptance of the bond, (a) the Sécretary will serve an acceptance letter on all
parties, and (b) Respondent must serve a copy of the bond and any accompanying documentation
on Complainants’ counsel.”

The bond is to be forfeited in the event that the United States Trade Rebresentative

approves this Order (or does not disapprove it within the review period), unless the U.S. Court of

2 See Footnote 1.



Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Resbondent exports or destrdys
the products subject to this bond and provides certification to that effect that is satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this order and n6 subsequent order is issued by the Commission and approved (or
not disapproved) by the United Stafes Trade Representative, upon service on Respondent of an
order issued by the Commissic;n based upon application therefore made by Respondent to the
Commission. |

By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: November 21,2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN DIGITAL VIDEO A Investigation No. 337-TA-1001
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

COMMISSION OPINION

This investigation is before the Commission for a final determination on the issues under
review, and to determine the apprOpriate remedy, the public interest, and bonding. The
Commission has determined to affirm that respondent Comcast violated section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337) (“section 337”), in connection with claims 1,
2, 14, and 17 of U.S. Patent No. 8,006,263 (“the *263 patent”) and claims 1, 3, 5,9, 10, 14, and
18 of U;S. Patent No. 8,578,413 (“the *413 patent™).

The Commission has deterrrﬁned to affirm the final initial determination (the “Final ID”)
in part, affirm the Final ID with modifications in part, reverse the Final ID in part, vacate the
Final ID in part, and take no position as to certain issues under review. More panicularly, the
Commission affirms the Final ID’s determination that Comcast imports the accused X1 set-top
boxes (“STBs”), and takes no position as to whether Comcast is an importer of the Legacy
STBs. The Commission also takes no position on whether Comcast sells the accused products
after importation.

The Commission concludes that there is no section 337 violation as to the Legacy STBs.

Regarding the X1 STBs, the Commission affirms the Final ID’s conclusion that Comcast’s
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customers directly infringe the *263 and *413 patents. Thus, the Commission affirms the Final
ID’s conclusion that complainant Rovi has established a violation by Comcast as to those
patents and the X1 STBs.

The Commission also takes the following actions. The Commission vacates the Final
ID’s conclusion that Comcast’s two alternative designs infringe the ’263 and *413 patents and
instead concludes that those designs are too hypothetical to adjudicate at this time. The
Commission modifies and affirms the Final ID’s claim construqtion of the claim term “cancel a
fimction of the second tuner to permit the second tuner to perform the requested tuning
operation” in U.S. Patent No. 8,621,512 (“the *512 patent”) and affirms the Final ID’s |
infringement determinations as to that patent. The Commission modifies and affirms the Final
ID’s conclusion that the asserted claims of the *512 patent are invéiid as obvious. The °
Commission takes no position as to whether the ARRIS-Rovi Agreement provides a defense to
the allegations against ARRIS, and as toiwhether Rovi established the economic prong i)f the
domestic industry requirement based on patent licensing. The Commission adopts the
remaindei of the Final ID to the extent that it does not conflict with this opinion or to the extent
it is not expressly addressed in this opinion.

Having found a violation of section 337 in‘ this investigation by Comcast, the
Commission has determined that the appropriate form of relief is a limited exclusion order
(“LEO”) and cease and desist orders (“CDOs”). The Commission has determined to issue an
LEO as to Comcast’s infringing digital video receivers and hardware and software components
thereof. The CDOs prohibit, among other things, the importation, sale, and distribution of

infringing products by Comcast.
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The Commissioﬁ has also determined that the public interest factors enumerated in
sections 337(d) and (f) do not preclude issuance of the ordérs. Finally, the Commission has
determined that a bond in the amount of zero (i.e., no bond) is required to permit temporary
importation and sale during the period of Presidential review (19 U.S.C. 1337(d)) of digital
video receivers and hardware and software components thereof that are subject to the orders.

I.  BACKGROUND
A. Procedural History

1. Institution

The Commission instituted this investigation on May 26,2016, based on a complaint
filed on behalf of Rovi Corporation and Rovi Guides, Inc. (collectively, “Rovi”), both of San
Carlos, California.‘ 81 FR 33547, 33547 (May 26,‘20 16) (the “Notice of Investigation™). The
complaint, as amended, alleges violations of section 337 of the Tariff Act of 1930, as amended,
19 U.S.C. 1337, by reasonA of infringement of certain claims of U.S. Patent Nos. 8,006,263 (“the
263 patent”);, 8,578,413 (“the *413 patent”); 8,046,801 (“the "801 pafent”); 8,621,512 (“the
’512 patent”); 8,768,147 (“the’ 147 patent™); 8,566,871 (“the *871 patent™); and 6,418,556 (“the
’556 patent”). Id. at 33547-438. The complaint further alleges that a domestic industry exists.
Id at 33548. -

The Notice of Investigation named sixteen respondents. The respondents are Comcast
Corporation; Comcast Cable Communications, LLC; Comcast Cable Communications
Management, LLC; Comcast Business Communications, LLC; Comcast Holdings Corporation;
Comcast Shared Services, LLC (collectively “Corhcast”); Technicolor SA; Technicolor USA,
Inc.; Technicolor Connected Home USA LLC (collectively “Technicolor”); ARRIS
International plc; ARRIS Group Inc.; ARRIS Technology, Inc.; ARRIS Enterprises LLC;

ARRIS Solutions, Inc.; ARRIS Global Ltd., and Pace Americas, LLC (collectively, “ARRIS™)
3
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(all respondents collectively, the “Respondents™). Notice of Investigation, 81 FR at 33548; see
also 82 FR 38934-36 (Aug. 16, 2017) (the “Notice of Review”). The Office of Unfair Import
Investigations is not a party to this investigation. See Notice of Investigation, 81 FR at 33548.

2. Nqn-Final Initial Determinations

On October 21, 2016, the Commission determined not to review an initial determination
(“ID”) terminating the investigation as to claims 5, 6, 8,9, 11, 12, and 18 of the 263 patent;
claims 6-8, 12, and 15-17 of the *413 patent; claims 2-4, 6-9, 11-14, 16-27, and 29-54 of the
°801 patent; claims 4, 8,9, 11, 12, 16, 20, 21, 23, and 24 of the *512 patent; claims 5, 6, 8,10,
15, 21, 22, and 24 of the *147 patent; claims 2, 4, 10, 11, 13, 16, 19-22, 24, 26, 28, 30, 33, 35,
36, and 39 of the *556 patent; and claims 1, 2, 6-11, 13, 19-22, 24, and 30-33 ofthe‘ 871
patent.1 On Decembér 2, 2016, the Commission determined not to review an ID terminating the
investigation as t}o claim 15 of the *263 patent; claim 28 of the ’801 patent; claims 2, 3, 14, and
15 of the *512 patent; claim 16 of the 147 patent; claims 3, 12, and 14 of the *556 patent; and
claims 23, 28, and 29 of the "871 patent.2 On December 28, 2016, the Commission determined
not to review an ID terminating the investigation as to all infringement allegations with respect
to the *147 patent.3 ‘

For sake of clarity regarding the effect of the non-final IDs, the table below presents the

remaining claims (and purposes thereof).

! Order No. 17 (Sept. 23, 2016), unreviewed, Comm’n Notice (Oct. 21, 2016).
2 Order No. 25 (Nov. 14, 2016), unreviewed, Comm’n Notice (Dec. 2, 2016).

3 Order No. 27 (Dec. 5, 2016), unreviewed, Comm’n Notice (Dec. 28, 2016).

4
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Patent - Infringement | I(),l?:cl;itiigalln:;sl:g
X1 STBs Legacy STBs

’556 7,18, 40 7,18,40 7, 18,40
’263 1,2, 14,17 1,2,14,17 1,2, 14,17
’801 1,5,10,15 o 1,5,10,15 1,5,10,15
"871 12, 17,18 (none) 12,13,17,18
’413 1,3,5,9,10,14,18 1,3,5,9,10,14,18 1,3,5,9,10,14,18
’512 | 1,10, 13,22 1,10,13,22 1,10, 13,22

3. The Final ID, Petitions Thereof, and the Recommended Determination

On May 26, 2017, the ALJ issued the Final ID, which concludes with forty-nine
conclusions of fact and law (abbreviated herein as “COFL”). Final ID at 610-13. The Final ID
finds a Violatién of section 337 in connection with the asserted claims of the *263 and *413
patents, but not in connection with the asserted claims of the >556, 801, ’871, and >512 patents.
Specifically, the Final ID finds that the Commission has subject matter jurisdiction over the
allegations in the complaint, in rem jurisdiction ox}er the accused products, and in personam
jurisdiction over Respondents. Final ID at 610. The Final ID finds that Comcast, ARRIS, and
Technicolor import the accused products, but that Comcast does not sell accused products for or
after importation. Id. at 9-14.

On June 9, 2017, the ALJ issued his Recommendation on Remedy and Bond (the “RD™).

The RD declares that,

subject to any public interest determination of the Commission, the
Commission should: (1) issue a [LEO] covering products that infringe
one or more of the claims as to which a violation of section 337 has been
found; (2) issue [CDOs]; and (3) require no bond during the Presidential
review period.
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RD at 1.

4. The Commission’s Réview of the Final ID

On June 12, 2017, Rovi and Respondents each filed a petition for reviev;' of the Final ID,
each challenging a number of the Final ID’s findings and conclusions.* On August 10, 2017,
the Commission determined to review some of the petitioned issues. Notice of Review, 82 FR
at 38934-36. Speciﬁcally, the Commission determined to review the following issues:

(1) The Final ID’s determination that Comcast is an importer of the
accused products (Issue 1 in Respondents’ Petition for Review).

(2) The Final ID’s determination that Comcast has not sold accused
products in the United States after the importation of those products into
the United States (the issue discussed in section III of Rovi’s Petition for
Review).

(3) The Final ID’s determination that the accused Legacy products are
“articles that infringe” (Issue 2 in Respondents’ Petition for Review).

(4) . . . [W]hether the X1 products are “articles that infringe” (Issue 3 in
Respondents’ Petition for Review), the issue of direct infringement of
the *263 and 413 patents by the X1 accused products (Issue 5 in
Respondents’ Petition for Review), and the issue of “the nature and scope
of the violation found” (the issue discussed in section X of Respondents’
Petition for Review).

(5) . . . [W]hether Comcast’s two alternative designs infringe the °263
and 413 patents (Issue 4 in Respondents’ Petition for Review).

(6) The Final ID’s claim construction of “cancel a function of the second
tuner to permit the second tuner to perform the requested tuning operation”
in the *512 patent, and the Final ID’s infringement determinations as to
that patent (Issue 26 in Respondents’ Petition for Review).

4 Rovi’s and Respondents’ petitions for review of the Final ID are cited herein as “Rovi Pet.”
and “Resps. Pet.,” respectively; and Rovi’s and Respondents’ replies to the other’s petitions
are cited herein as “Rovi Pet. (Reply)” and “Resps. Pet. (Reply),” respectively. The parties’
separately-filed summaries of their petitions and/or replies are denoted herein with
“(Summary).”
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(7) The Final ID’s conclusion that the asserted claims of the ’512 patent

are invalid as obvious (the issue discussed in section VI.B.4 of Rovi’s

~ Petition for Review).

(8) . . . [Wlhether the ARRIS-Rovi Agreement provides a defense to the
allegations against the ARRIS respondents (the issue discussed in section
XI of Respondents’ Petition for Review).

(9) The Final ID’s conclusion that Rovi did not establish the economic
prong of the domestic industry requirement based on patent licensing (the
issue discussed in section IV of Rovi’s Petition for Review).

Id. at 389345. The Commission requested briefing on certain topics. The Commission further

concluded that certain of Respondents’ assignments of error were waived:

The Commission has further determined that Respondents’ petition of the
Final ID’s determinations is improper as to the following issues: (1) The
representative accused X1 products for the 263, ’413, and *801 patents;
(2) the induced infringement of the °263 and 413 patents; and (3) the
eligibility under 35 U.S.C. 101 of the *512 patent. See 19 CFR
210.43(b)(2) (“Petitions for review may not incorporate statements,
issues, or arguments by reference.”). Those assignments of error are
therefore waived.

Id. On August 24,2017, Rovi and Respondents filed their written submissions on the issues

under review and on remedy, public interest, and bonding, and on August 31, 2017, the parties

filed their reply submissions.’

On August 23, 2017, Respondents filed a “Petition for Reconsideration of the

Commission’s Determination of Waiver as to Certain Issues Specified in Respondents’ Petition

for Review or, Alternatively, Application of Waiver to Issues Raised in Rovi’s Petition for

Review,” challenging the Commission’s finding of waiver as to the three issues noted above.

5 Rovi’s and Respondents’ initial submissions are cited herein as “Rovi Br.” and “Resps. Br.,”
respectively, and the parties’ reply submissions are cited herein as “Rovi Br. (Reply)” and
“Resps. Br. (Reply),” respectively.
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On August 30, 2017, Rovi filed a response thereto. Based on the conclusory assertions and
incorporation of post-hearing briefing in Respondents’ petition for review, Respondents waived
their arguments and failed to demonstrate that any finding or conclusion of material fact was
clearly erroneous; that any legal conclusion was erroneous, without governing precedent, rule or
]aw, or constitutes an abuse of discretion; or that any issue is one affecting Commission policy.
19 CFR 210.43(b)(1)-(b)(2). Accordingly, We have found the issues waived, and have adoptéd
the ALJ’s findings on these issues.

B. Patents Related to the Issues under Review

1. ~ The’263 and 413 Patents—the “Remote Access Patents”

The 263 and 413 patents are each titled “Interactive television program guide with
remote access.” The ’263 patent issued on August 23, 2011, and the *413 patent issued on
November 5, 2013. JX-0002 (*263 patent), at cover page; JX-0005 (°413 patent), at cover page. |
Respondents refer to the *263 and *413 patents as the “Remote Access Patents.” See Final ID at
178. Each Remote Access Patent claims the benefit of U.S. Provisional Application Nos: |
60/097,527, filed August 21, 1998, and 60/093,292, filed July 17, 1998. JX-0002 (263 patent),
at cover page; JX-0005 (°413 patent), at cover page. Each of the Remote Access Patents shares
essentially the same speciﬁcation. See generally JX-0002 (°263 patent); JX-0005 (*413 patent),
at cover page; see alsb Rovi Post-Hrg. Br.® at 41 (explaining that the patents “stem from a

common, parent application filed on July 16, 1999). The Remote Access Patents relate to

6 «Rovi Post-Hrg. Br.” refers to the Rovi’s post-hearing brief, which was filed with the ALJ.
Respondents’ post-hearing brief is similarly abbreviated as “Resps. Post-Hrg. Br.,” and the
parties’ reply post-hearing briefing is cited as “Rovi Post-Hrg. Br. (Reply)” or “Resps. Post-
Hrg. Br. (Reply),” respectively.
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interactive television guide programs (“IPGs”) that operate on local devices, such as STBs, and
remote devices, such as a laptops or mobile phones. See JX-0002 (263 patent), at Abstract; JX-
0005 (*413 patent), at Abstract; see also Final ID at 178, 281.

2. The’512 Patent

The *512 patent, titled “Interactive television program guide with simultaneous watch
and record capabilities,” issued on December 31, 2013, and claims the benefit of several
applications, the earlieét of whiéh is U.S. Provisional Application No. 60/089,487, filed on June
16, 1998. JX-0006 (*512 patent), at cover page. The *512 patent discloses a television guide
that allows a user to record a program while simultaneously watching another program. Id.

C. Products. at Issue

1. The Accused Products

The accused products are STBs (and their ahcillary remote controls and apblications)
that Comcast supplies to customers to enable their television viewing experience. See, e.g.,
" Final ID at 7. These products are capable of supporting one of two software-based guides
supplied by Comcast to its cﬁstomers: the X1 Guide or the Legacy Guide. Regarding the
differences between the X1 Guide and the Legacy Guide, the Legacy STBs locally store and
execute the IPG’ software and programming scheduling data “on the box,” and the new X1
STBs receive IPG screen views from the “cloud.” See, e.g., id. at 220.

In view of certain licensing agreements at issue in this investigation, Rovi declares that it

accuses all digital video receivers and hardware and software components.
_ thereof, including all products capable of supporting Comcast’s X1 or

7 An IPG allows, for example, a person viewing a television to select channels for viewing or
recording.
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Legacy Guide, that are or were: (1) products purchased by Comcast on or
“after April 1, 20168, regardless of when they were imported; (2) products
installed by Comcast into its customer base on or after April 1, 2016,
regardless of when they were purchased by Comcast or imported; and (3) '
products that Comcast now holds in inventory and that Comcast will, in
the normal course of business, install into Comcast’s customer base on or
after April 1, 2016, regardless of when they were purchased by Comcast
or imported.

Rovi Post-Hrg. Br. at 10. Rovi further accuses
all Technicolor and ARRIS products capable of supporting Comcast’s X1
or Legacy Guide, that are or were: (1) products imported on or after April
1, 2016 and sold to Comcast; (2) products sold to Comcast on or after
April 1, 2016, regardless of when they were imported; and (3) products
that Technicolor or ARRIS hold in inventory for sale to Comcast,
regardless of when they were imported. The foregoing includes remote

controls and applications that operate in conjunction with any of the
identified models. :

Id at 10-11.
2. The Domestic Industry Products
The domestic industry producté in this investigation are Rovi’s i-Guide, Passport, and
TotalGuide XD systems. Final ID at 576;
IL ISSUES UNDER REVIEW

A. Whether Comcast Has Imported or Sold Infringing Products after the Importation
into the United States

1. TheXI1STBs
The Commission has determined to affirm the Final ID’s ﬁndings and conclusion that
Comcast imports the X1 STBs into the United States. The Commission has determined to take

no positioh as to whether Comcast has sold the X1 STBs in the United States after the

8 April 1, 2016, is the day after 'patent and software licenses between Rovi (licensor) and
Comcast (licensee) expired.

10
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importation of those products into the United States. See Beloit Corp. v. Valet Oy, 742 F.2d
1421, 1423 (Fed. Cir. 1984).

2. The Legacy STBs

As discussed below, the Commission has determined that Rovi cannot establish a
violation based on any unfair act related to the Legacy STBs. The Commission has thus
determined to take no position as to whether Comcast has imported or sold the Legacy STBs
after the importation into the United States; See Beloit, 742 F.2d at 1423.
B. Whether Rovi Established a Violation as to the Legacy STBs

1. The ~Applicable Law

“An express or implied license is a defense to infringement.” Radar Indus., Inc. v.
Cleveland Die & Mfg. Co., 424 F. App’x 931, 933 (Fed. Cir. 2011). “The burden of proving
that an implied license exists is on thc party asserting an implied license as a defense to
infringement.” Augustine Med, Inc. v. Progressive Dynamics, Inc., 194 F.3d 1367, 1370 (Fed.
Cir. 1999). “The longstanding doctrine of patent exhaustion provides that the initial authorized
sale of a. patented item terminates all patent rights to that item.” Quanta Compuier Inc.v. LG
Elecs., Inc., 553 U.S. 617, 625, 128 S.Ct. 2109, 170 L.Ed.2d 996 (2008).
| 2. The Final ID

The Final ID concludes that “[tjhe accused Legacy products infringe claims 1, 2,14, and
17 of [the *263 patent]; claims 1, 3, 5,9, 10, 14, and 18 of [the *413 patent]; and claims 1, 10,
13, and 22 of U S. Patent No. 8,621,512.” Final ID at 611. However, the Final ID finds no
violation by Comcast with respect to the Legacy STBs based on a 2010 Patent License between
Rovi and Comecast. Id. at 553-54. Relevant to the Legacy STBs and 'regarding Comcast’s

licensing defense, the Final ID declares,

11
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The 2010 Patent License permits Comcast (and authorized third parties)
to [

, ] products that
practice Rovi’s Patents. Thus, the license expressly allows Comcast,
along with its suppliers, to import products before April 1, 2016.
Accordingly, . . . products imported before April 1, 2016 are not unlawful
imports, and there has beenno . .. unfair act which would constitute a
violation [of] Section 337 for these products. '

Final ID at 553-54 (footnote and citations omitted). [

3. Commission Determination and Analysis

The Commission hereby supplements the Final ID with the following analysis. Rovi has
not established a violation as to the Legacy STBs imported prior to the expiration of the license
additionally because the sale of all Legacy STBs at issue that was authorized by Rovi exhausted
Rovi’s patent rights as to those products.

Patent exhéustion is generally triggered by a patentee’s sale of an item or through a sale
of that item that is authorized by the patentee (such as a sale by a licensee authorized by the
patentee). Impression Prods., Inc. v. Lexmark Int’l, Inc., 137 S. Ct. 1523, 1531, 1534-35
(2017); see also Quanta, 553 U.S. at 625 (“The longstanding doctrine of patent exhaustion
provides that the initial authorized sale of a patented item terminates all patent rights to that
item.”); see also Powertech Tech. Inc. v. Tessera, Inc., 660 F.3d 1301, 1307 (Fed. Cir. 2011);
LG Elecs. Inc. v. Hitachi Ltd., 655 F. Supp. 2d 1036, 1047-48 (N.D. Cal. 2009) (citing U.S. v.
Masonite Corp., 316 U.S. 265,278 (1942)). Patent exhaustion

marks the point where patent rights yield to the common law principle
against restraints on alienation. The Patent Act “promote[s] the progress
of science and the useful arts by granting to [inventors] a limited
monopoly” that allows them to “secure the financial rewards” for their
inventions. [Univis Lens, Co. v. U.S, 316 U.S., 241, 250 (1942)]. But
once a patentee sells an item, it has “enjoyed all the rights secured” by

that limited monopoly. Keeler v. Standard F olding Bed Co., 157 U.S.
659, 661, 15 S.Ct. 738, 39 L.Ed. 848 (1895). Because “the purpose of the

12



PUBLIC VERSION

patent law is fulfilled . . . when the patentee has received his reward for -
the use of his invention,” that law furnishes “no basis for restraining the
use and enjoyment of the thing sold.”” Univis, 316 U.S., at 251, 62 S.Ct.
1088. : '

Impression Prods., 137 S. Ct. at 1531-32. “The patent exhaustion analysis focuses on the
agreement to which the patent holder is a party” because “[0]nly that agreement reflects what
the patent holder has bargained for” and “reflects the relevant transaction pursuant to which the
patent holder contemplated sales of the patented items, whether through a direct licensee, or
through a subsequent sublicensee.” - High Point Sarl v. T-Mobile USA, Inc., 53 F.Supp.3d 797,
803, 805 (D.N.J. 2014) (holding that sales by a sub-licensee were authorized by the patentee’s
license agreement with the licensee for purposes of patent exhaustion), aff’d per curiam, 640
Fed. Appx. 917 (Fed. Cir. 2016) (unpublished).

Rovi granted Comcast an eXpress license to

[

. ]’
JX-0050C, at § 1(b) (emphasis added). As shown above, the license agreement thus authorized
Comcast to [ 1STBs. Also as shown above, that license agreement authorized [
]. See, e.g., RX-

0838C (Shank RWS) at QA28-29; ARRIS’s Resp. to the Complaint (June 30, 2016, Rule

210.13(b) Statement); Tr. 465-66, 469-71, 558; 1X-0100C (Johnson Dep. Tr.) 48; RX-0781C

13
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(Folk RWS) at Q/A 50 ([ ‘ ' 1); Technicolor’s Aug. 1, 2016,
Supplemental Rule 210.13(b)_Stétement. Thus, focusing on the “license agreement to which the |
patent holder is a party,” see High Point, 53 F.Supp.3d at 805, all sales of Legacy STBs were
sales authorized by the license agreement [ |

| ]. Therefore, Rovi’s patent rights have been
exhausted as to those STBs, and none of the import, re-import,9 or any alleged sale after
importation of the Legacy STBs at issue can be the basis of a violation under section

337(a)(1)(B)."°

9 After the ALJ issued the Final ID, Comcast submitted with the Office of the Secretary a letter
including supplemental disclosures and representations, [

]. The Commission determined to reopen the evidentiary record and
accept the supplemental disclosure and related submissions. See Notice of Review, 82 FR at
38934-35. '

10 Similarly, any alleged infringing conduct or unfair acts under section 337 regarding X1 STBs
that were purchased and imported prior to the expiration of the license cannot serve as a basis
of a violation under section 337(a)(1)(B). In Quanta, the Supreme Court considered whether
exhaustion can apply when the sold article does not itself fully practice the asserted claims,
such as if the claims are method claims. See Quanta, 553 U.S. at 628-35. There, the Court
declared that exhaustion is triggered when the sold article has as its only reasonable and
intended use to practice the patent and where the article embodies the esséntial features of the
patented invention. See Quanta, 553 U.S. at 631-32 (citing Univis, 316 U.S, at 249-51).

The standard under Quanta is satisfied with respect to both the X1 and Legacy STBs.
The Final ID’s unreviewed finding declares that the Legacy STBs infringe the 263 and 413
patents, see, e.g., Final ID at 611, and the Commission concludes (as discussed below) that
the X1 STBs infringe the 263 and *413 patents. Furthermore, “the accused products are so
tailored to Comcast’s system and requirements that they would not function within another
cable operator’s system.” Final ID at 12. Additionally (as discussed below), the
Commission concludes that Rovi has shown that Comcast induced the infringement of the
“263 and ‘413 patents as to the X1 STBs, and the analogous finding of the Final ID as to the

14
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C. Whether Rovi Established that the X1 STBs Infringe the °263 and ’413 Patents

1. The Applicable Law
a. Infringement
i Direcf Infringement

35 U.S.C. 271(a) defines direct infringement and declares, “whoever without authority
makes, uses, offers to sell, or sells any patented invention, within the United States of imports
into the United States any patented invention during the term of the patent therefor, infringes the
patent.” The complaiﬁant in a section 337 investigation bears the burden of proving
infringement of the assgrted patent claims by a preponderance of the evidence. Certain
F lobring Prods., Inv. No. 337-TA-443, Comm’n Notice of Final Determination of No-Violation
of Section 337, 2002 WL 448690, at *59, (Mar. 22, 2002); Enercon GmbH v. Int’l Trade
Comm'n, 151 F.3d 1376 (Fed. Cir. 1998). |

il Indirect Infringement

Sectioﬁ 271(b) of the Patent Act also provides that “[w]hoever actively induces
infringement of a patent shall be liable as an infringer.” 35 U.S.C. 271(b). “To prevail on a
claim of induced infringement, in addition to inducerﬁent by the defendant, the patentee must
also show that the asserted patent was directly infringed.” Epcon Gas Sys. v. Bauer
Compressors, Inc.,279 F.3d 1022, 1033 (Fed. Cir. 2002). Furthermore, “[s]ection 271(b)
covers active inducement of infringement, which typically includes acts that intentionally causé,

urge, encourage, or aid another to directly infringe a patent.” Arris Grp. v. British Telecomm.

Legacy STBs was not petitioned. See Final ID at 611. Thus, Comcast had the intent to
infringe those patents with both sets of STBs. Accordingly, exhaustion applies to all STBs
imported prior to the expiration of the license.
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PLC, 639 F.3d 1368, 1379, n.13 (Fed. Cir. 201 1). The Supreme Court held that induced
infringement under § 271(b) requires knowledée that the induced acts constitute péteht .
infringement. Commil USA, LLC v. Cisco Sys, Inc., 135 S.Ct. 1920, 1926-27 (2015). |

2. The Final ID

The Final ID finds direct infringement of claims 1, 2, 14, and 17 of the *263 patent and
claims 1, 3, 5, 9, 10, 14, and 18 of the 413 patent. See, e.g., Final ID at 399, 610-11."" The
Final ID also finds that Comcast induces its customers to infringe those patents. E.g.,id at 610-
11. The Final ID further finds that ARRIS and Technicolor do not directly or indirectly infringe
those patents. E.g., id. at 237, 610-11.

3. Commission Determination and Analysis

The Commission affirms the Final ID’s conclusion that Comcast’s customers directly
infringed the *263 and *413 patents through their use of the X1 systems in the United States.
See Final ID at 234-38. The Final ID’s unreviewed findings also conclude that Comcast
induced that infringement. See id. at 232-34. The parties dispute whether the Final ID finds
that Comcast itself directly infringed the 263 and *413 patents through Comcast’s ““testing and

use’ of the Accused Products in the United States after importation.” Rovi Br. (Reply) at 12

1 The Commission agrees with the Final ID’s unpetitioned finding that the parties have
determined to treat claim 1 of the *263 patent as representative of the relevant claims for

~ infringement purposes. Id. at 228-30, 396-400 (“Neither Rovi nor Comcast present separate,
substantive argument as to whether Comcast does or does not infringe claims 2, 14, and 17 of
[the 263 patent]”) (“Rovi relies on the same evidence and argument presented for claim 1 of
the *263 Patent to argue that claims 1, 3, 5, 9, 10, 14, and 18 [of the 413 patent] are
infringed”) (“Similarly, Comcast has not presented any separate, substantive non-infringement
arguments for the *413 Patent.”). To the extent that there are any pertinent differences
between the claims, the parties, through their representations and conduct, have waived
reliance on those differences.
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(citing Final ID at 211-32); Resps. Br. (Reply) at 33-34,n.12. To the extent that the Final ID so
finds direct infringement by Comcast, we take no position on the issue, which, because of
Comcast’s inducement of its customers’ direct infringement, is unnecessary for our findings of
violation of section 337.12 The Commission finds no section 337 violation by ARRIS or
Technicolor because Rovi failed to demonstrate direct or indirect infringement by ARRIS and

Technicolor.

Claim 1 of the *263 patent, which is representative of the relevant claims, recites (with

Rovi’s annotations):

[1pre] 1. A system for selecting television programs over a remote
access link comprising an Internet communications path for recording,
comprising: ' '

[la] alocal interactive television program guide equipment on which a
local interactive television program guide is implemented, wherein the
local interactive television program guide equipment includes user
television equipment located within a user’s home and the local
interactive television program guide generates a display of one or more
program listings for display on a display device at the user’s home; and

[1b] a remote program guide access device located outside of the user’s
home on which a remote access interactive television program guide is
implemented, wherein the remote program guide access device is a
mobile device, and wherein the remote access interactive television
program guide:

[1c] generates a display of a plurality of program listings for display on
the remote program guide access device, wherein the display of the
plurality of program listings is generated based on a user profile stored at

a location remote from the remote program guide access device;

12 Were the Commission to have found direct infringement by Comcast, the parties dispute
whether section 337 can redress that infringement absent a showing of indirect infringement,
in view of their differing interpretations of Certain Electronic Devices with Image Processing
Systems, Components T hereof, and Associated Software, Inv. No. 337-TA-724, Comm’n Op.
(Dec. 21, 2011) and the subsequent Federal Circuit decision in Suprema concerning section
337°s scope. However, this dispute is moot under the current findings.
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[1d] receives a selection of a program listing of the plurality of program
listings in the display, wherein the selection identifies a television
program corresponding to the selected program listing for recording by
the local interactive television program guide; and '

[le] transmits a communication identifying the television program
corresponding to the selected program listing from the remote access
interactive television program guide to the local interactive television
program guide over the Internet communications path;

[1f] wherein the local interactive television program guide receives the
communication and records the television program corresponding to the

selected program listing responsive to the communication using the local
interactive television program guide equipment.

JX-0002 (*263 patent) at 28:27-63 (emphasis added).

The Commission affirms the Final ID’s conclusion that the X1 systems meet all of the
limitations of the asserted claims of the 263 and *413 patents. See Final ID at 211-30, 396-399.
The unreviewed portion of the Final ID additionally finds as follows. Comcast alsé instructs,

directs, or advises its customers on how to carry out direct infringement of the asserted claims

of the *263 and ’413 patents with the X1 STBs. See [

], such as CX-1886 (Xfinity TV Remote for Google Play Store) and
CX-1887 (Xfinity TV Remote for Applé App Store)); Hrg. Tr. at 259-62 (Dr. Shamos,
testifying on CX-1697 (Xfinity DVR Cloud Video), which instructs its customers on how to use
the Xfinity DVR on the cloud using Comcast Xfinity Apps in a manner that Dr. Shamos has

opined infringes the asserted claims). [

See Hrg. Tr. at 903 (Dr. Wigdor); IX-0090C (Brown Dep. Tr.) at 65-68, 76-78, 80-82; JX-
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0105C (McCann Dep. Tr.) at 121-23; Hrg. Tr. at 251 (Dr. Shamos, describing how favorite
channels, re’céntly viewed programs, recently recorded programs, and parental control
‘information can all be used to display television program listing on a mobile device based on
user profile information). Furthermore, CX-1696 (The X1 Platform Video), CX-0456 (X1
Entertainment Operating System Brochure), CX-1886 (Xfinity TV Remote for Google Play),

CX-1887 (Screenshots - Xfinity TV Remote), CX-1890 (Set Up Recording Webpg), and CX-
1894 (Xfinity TV Remote App website), all show that Comcést instructs its customers to view
the remote interactive television program guide on the user’é smartphone by using the Xfinity
X1 App. CX-0002C (Shamos WS) at Q/A 179. Also by using this app, customers can view a
remote interactive television program guide or get “recommendations just for [the specific
user].” CX-1696 (The X1 Platform Video). Once the customer has decided which programs to
record, the app then communicates with the customer’s DVR over the Internet and instructs the
DVR to record the selected programming and displayé the programs selected for recording on
the remote guide generated for display to the customer.. Id. CX-1886 (Xfinity TV Remote for
Google Play) shows that the Android version of the Xfinity TV Remote App had “1,000,000 to
5,000,000 installs as of October 2016. Comcast also provides instructions to its customers on
using cloud-based videos and DVR. CX-1692 (How to Get Started with Cloud-Based DVR);
CX-0002C (Shamos WS) at Q/A 37, 178-79.

Comcast’s customers use the Xfinity Apps in the way that Comcast promotes them, and

thus directly infringe the asserted claims of the *263 and 413 patents. Hrg. Tr. (Nush) at 731 [ .

]. For example, Mr. Peter Nush

testified at the hearing on the number of remote recording requests that occurred using the
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Xfinity Apps in the United States (including the TV App and Remote TV App). Hrg. Tr.
(Nush) at 732-34. [
]. Hrg. Tr. Nush)

at 732. For example, CX-1515C (Comcast Remote Client Application Usage Data) at 4, shows

[

1

As to Comcast’s inducement of its customers’ infringement, the Commission observes
that the unreviewed portion of the Final ID finds as follows. Comcast had actual knowledge of
the °263 and "413 patents at least since 2014, when Comcast and Rovi held license-renewal
discussions. See, e.g., CX-1725C (Comcast Interrog. Resp.) at 11-13; see also CDX-0303C
(citing CX-0292C, CX-0272C, CX-1450C); RX-0860C. Furthermore, Comcast knew or was
willfully blind to the high probability that its actions would cause its customers to infringe the
263 and ‘413 patents. Comcast previously licensed the ’263 and 413 patents (in other words,
it paid for the ﬁght to practice the patents), it received claim charts articulating Rovi’s
infringement allegations and did not respond to them, [

]. See, e.g., CX-0001C (Armaly WS) at Q/A

114 (discussing the licensed patents and the license, JX-0051C), Q/A 120-24, 129-30

(discussing claim charts); [
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Respondents argue that their inducing conduct is not actionable under section 337
because “Comcast’s inducing conduct took place éntirely domestically, after importation.”
Resps. Br. at 18. Respondents miss the point. Section 337, as applied tb Comcast’s relevant
conduct ﬁere, requires importation of articles, proof of direct infringement, and proof of
inducement, all of which have been established by the record. Itis no defense to the violation
of a trade statute that Comcast, from the United States, actively induces the infringement by its
users as to the imported X1 STBs." Respondents also argue that it “would be a vast and
unjustified extension of the Commission’s authority and the rationale of Suprema to uphold the
[Final] ID’s apparent conclusion that Section 337 reaches the importation of X1 STBs used
domestically by Comcast’s subscribers in an X1 ‘ecosystem’ found to have substantial non-
infringing uses.” Resps. Br. at 15. Respondents’ argument is flawed. The present investigation
involves Comcast’s acﬁve inducement of its customers’ infringement, not contributory
infringement. Because the concept of substantial non-infringing uses is applicable only in the
context of contributory infrihgement, it plays no role in the analysis of the direct and induced

infringement that remains at issue here. Toshiba Corp. v. Imation Corp., 681 F.3d 1358, 1364

13 Moreover, even if the location of Comcast’s inducing conduct were legally relevant, and it 1s
not, [

1. Final ID at 9-12, 232, 234; ‘Wing Shing Pdts. (BVI), Ltd. v.
Simatelex Manufactory Co., 479 F.Supp.2d 388, 409-11 (S.D.N.Y. 2007) (“[N]Jumerous courts
have held that, in contrast to §§ 271 (a) and (c), § 271 (b) applies to extraterritorial conduct.”);
see also, e.g., Honeywell, Inc. v. Metz Apparatewerke, 509 F.2d 1137, 1141-42 (7th Cir.
1975); MEMC Elec. Materials, Inc. v. Mitsubishi Materials Silicon Corp., 2006 WL 463 525,
at *7 (N.D. Cal. 2006). [ '
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(Fed. Cir. 2012) (explaining that “substantial non-infringing use” is relevant only to
. contributory infringement); cf. Metro-GoldWyn-Mayer Studios Inc. v. Grokster, Ltd., 545 U.S.
913, 942 (2005). |

Rovi did not aliege direct infringement by ARRIS and Technicolor. See, e.g., Final ID
at 211, 396-97. Also, the Final ID finds that Rovi failed to demonstrate indirect infringement by
ARRIS and Technicolor. See, e.g., Final ID at 611. The Commission affirms these findings.

D. Whether Rovi Established that Comcast’s Two Alternative Designs Infringe the
’263 and ’413 Patents'®

The Final ID concludes that Comcast’s proposed alternative designs infringe the *263
and 413 patents. The Commission has determined to vacate that conclusion and instead
concludes that the evidence of record shows that those designs are too hypothetical to adjudicate
at this time.

The Commission declines to adjudicate ne\;v products when their design is not yet final.
See Certain GPS Chips, Inv. No. 337-TA-596, ID (unreviewed), USITC Pub. No. 4133, 2010
WL 1502175 at *34-35 (Mar. 1, 2010) (refusing jurisdiction over new product that was still in
development because the design was not final)); ¢f. Certain Elec. Digital Media Devices &

Components Thereof, 337-TA-796, Comm’n Op. (Pub. Version), at 103-05 (Sept. 6, 2013)

14 The Commission has previously found a violation of section 337 where a respondent induced
customers in the United States to directly infringe a U.S. method patent. See, e.g., Certain
Network Devices, Related Software & Components Thereof (II), Inv. No. 337-TA-945, Final
ID at 107-08 (Dec. 9, 2016), reviewed on other grounds, (“Arista’s customers dlrectly infringe
the 577 patent.”).

15 The Final ID has a Conclusion of Law that the alternative designs violate the *263 and 413
patents. Final ID at 612. The underlying analysis in the Final ID addresses a different issue
raised by Comcast—whether the existence of non-infringing uses for the Legacy and X1
products negates infringement. Id. at 230-31. Our analysis addresses the issue based on
Comcast’s testimony and arguments regarding an alternative design made before the ALJ.
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(affirming Final ID’s adjudication of design around products where the design of those products

was fixed).

Respondents’ argument to the ALJ shows that the design of the alternative products is
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].

As shown above, the evidence of record demonstrates that Comcast’s alternative designs
are not yet final. Accordingly, the Commission has determined to vacate the Final ID’s finding
of infringement as to those products, and instead concludes that the alternative designs are too
speculative to adjudicate at this time.

E. Construction of “Cancel a Function of the Second Tuner to Permit the Second

Tuner to Perform the Requested Tuning Operation” in the ’512 Patent, and the
Final ID’s Infringement Determinations as to that Patent

1. The Applicable Law

a. Claim Construction

Only claim terms in controversy need to be construed, and only to the extent necessary
to resolve the controversy. Vanderlande Indus. Nederland BV v. Int 'l Trade Comm'n, 366 F.3d
1311, 1323 (Fed. C1r 2004). When claim terms are construed, construction begins with the
plain language of the claim. Claims are given their ordinary meaning as understood by a person
of ordinary skill in the art (“POSITA”) who views the claim terms in the context of the entire
patent. Phillips v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir. 2005), cert denied, 546 U.S.
1170 (2006). When the meaning of a claim term is uncertain, the specification usﬁally is the
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best guide. Phillips, 415 F.3d at 13‘15. “[TThe specification ‘is always highly relevant and is

usually dispositive.”” Id. at 1315 (quoting Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576,

1582 (Fed. Cir. 1996)).

b.  Infringement

The applicable law on infringement can be found above in section ILC.1.

2. The Final ID

Respondents’ petition challenged the Final ID’s claim construction of the “cancel a
functioﬁ of the second tuner to permit the second tuner to perform the requested tuning
_operation” limitation in the asserted claims of the *512 patent. Claim 1 is reproduced below
(with Rovi’s annotations) as representative of the claims of the *512 patent.

[la]1. A method for resolving a conflict when multiple operations are
performed using multiple tuners controlled by an interactive television
program guide, the method comprising:

[1b] receiving a request to perform a tuning operation;

[1c] determining that neither a first tuner nor a second tuner are
available to perform the requested tuning operation, wherein the first
tuner and the second tuner are both capable of performing the tuning
operation; and : '

[1d]in response to the determination, displaying an alert that provides a
user with an opportunity to direct the interactive television program guide

to cancel a function of the second tuner 1o permit the second tuner to
perform the requested tuning operation.

JX-0006 (*512 patent) at 18:35-47 (emphasis added).
Before the ALJ, the parties disputed the phrase «cancel the function of the second tuner

to permit the second tuner to perform the requested tuning operation.” See Final 1D at 421-29.

The Final ID describes the parties’ proposed constructions as follows.
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Rovi's szoppse& Constraction . Comcast's Proposed Construction

Stop a function utilizing a signal tuned to | Comcast does not cicarly present a
by the second tuncr in order to permit the construction in its post-hearing brief.
| rcquested function utilizing a signal tuncd
| 1o by the second tuner to be performed.

Id at 421.'¢ The Final ID adopts Rovi’s construction. Id. at 427. The Final ID cites figures 4(b)

‘and (c), which are reproduced below.

PROGRAM GUIDE VIEWER
OPTION FOR SECONDARY . .
. FUNCTION UsE PROGRAM GUIDE VIEWER OPTION
£10 (PIP CANCELLATION) 40 FOR SECONDARY FUNCTION USE
\ AN (RECORDING CANCELLATION)
“\ .
VIEWER OPTION VIEWER OFTION
2, o
%EOCO‘W‘;S m&ﬁsﬁg’cﬁa SECOND TUNER IS IN USE.
D ot 40 £ RECORDED £OYOU WANT CURRENT PROGRAM
T U8t OF SECOND RECORDING CANCELLED AND
AND CusRE! T Ty 7 REQUEST FOR USE OF SECOND
NER C TUNER PROCESSED?

/&11

a2l || Eav ]

FIG. 4(b) ' FIG. 4(c)

Related to the above figures, the Final ID recognizes that the specification recites,

FIG. 4(b) is an illustrative interactive television program guide viewer
option selection screen for use in canceling a picture-in-picture function
or other secondary user functions in accordance with the present
invention.

FIG. 4(c) is an illustrative interactive television program guide viewer
option selection screen for use in the cancellation of a scheduled
recording in accordance with the present invention.’

16 Respondents’ petition declares that it proposed that this phrase be construed as “terminate a
function being performed by the last allocated tuner so it can perform the requested tuning
operation.” Resps. Pet. at 93.
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JX-0006 (*512 patent) at 2:60-67; Final ID at 428. The Final ID further quotes the Summary of
the Invention, which recites,

If the [STB] is equipped with multiple tuners, the interactive television

program guide will allocate one of the tuners for recording ] the program

when it is time for the program to start. However, if all of the tuners are

in use, which may be the case if the viewer is watching one program and

using a picture-in-picture (“PIP”) feature to view another program or to

display additional text or graphics by using some other secondary tuner

function feature that requires a tuner to operate, the interactive television

program guide may allocate a tuner for the recording function if the user

indicates that he is no longer interested in using the PIP or another

secondary tuner function or if the tuner allocation scheme dictates it do

so. Alternatively, if the [STB] is equipped with two tuners, one may be

dedicated for television viewing and interactive television program guide

user features, while the other tuner may be dedicated for recording use

only.
Final ID at 428 (quoting JX-0006 (*512 patent) at 1:65-2:13 (emphasis provided by the Final
ID)). The Final ID then concludes, “Rovi’s construction is consistent with the claim language,
and is supported by the specification and figures, because it ties the action (cancelling the
function) to the second tuner.” Id. at 429. The Final ID then determines that the accused
Legacy STBs infringe, but the accused X1 STBs do nof infringe. Id. at 479-81; see also id. at
610-11 (COFL 12, 19).

3. Commission Determination and Analysis
The Commission affirms and adopts the Final ID’s construction and hereby supplements

the findings and reasoning of the Final ID. Respondents suggest that the Final ID’s construction
of the disputed claim term is inconsistent with the specification. See Resps. Pet. at 93-94. We
disagree. In the example cited in the Final ID, the “first tuner” is the tuner that is tuned to a
program that is being viewed and the “second tuner” is the tuner that is tuned to a picture-in-

picture program or is performing another secondary tuner function. See JX-0006 (512 paitent)

at 2:1-10, 2:60-67, Figs. 4(b)-(c). There is nothing improper or inconsistent with the Final ID’s
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reliance on this example to support its construction for the phrase “cancel a function of the
second tuner to performbthe requested tuning operation.” If anything, this example contradicts
Comcast’s proposed construction, which the Final ID correctly rejected and which requires
cancellation of the “last allocated” tuner. In the example, there is no disclosure of which of the
two tuners was allocated first and which of the two the tuners was allocated second (or last).

Id.; see also CX-0003C (Balakrishnan WS) at Q/A 228-30. In other words, the “second tuner,”
whose function of picture-in-picture or text or graphics was cancelled, could have Been the first
allocated tuner and the “first tuner” (whose function of viewing a prograin was not cancelled) or
could have been the second (or last) allocated tuner. Thus, the order in which a tuner was
allocated is not relevant to the issue of which tuner is cancelled; the example does not show '
cancelling a “last allocated tuner”; and Comcast’s proposed construction is inconsistent with the
specification. Having affirmed the Final ID’s claim construction, the Commission additionally
affirms the Final ID’s infringement conclusions.

F. Whether Respondents Established that the Asserted Claims of the ’512 Patent Are
Invalid as Obvious

1. The Applicable Law

One cannot be held liable for practicing an invalid patent claim. See Pandrol US4, LPv.
AirBoss Ry. Prods., Inc., 320 F.3d 1354, 1365 (Fed. Cir. 2003). Nevertheless, each claim of a
patent is presumed fo be valid, even if it depends from a claim found to be invalid. 35 U.S.C.
282: DMI Inc. v. Deere & Co., 802 F.2d 421 (Fed. Cir. 1986). A respondent that has raised
patent invalidity as an affirmative defense must overcome the presumption of validity by “clear
and convincing” evidence of invalidity. Checkpoint Sys., Inc. v US. Int’l T fade Comm’n, 54

F.3d 756, 761 (Fed. Cir. 1995).
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Under section 103 of the Patent Act, a patent claim is invalid “if the differences between
 the subject matter sought to be patented and the prior art are such that the subject matter as a
whole would have been obvious at the time the invention was made to a [POSITA] to which
said subj ec’g matter pertains.” 35 U.S.C. 103. While the ultimate determination of whether an
inventidn would have been obvious is a legal conclusion, it is based on “underlying factual
inquiries including: (1) the scope and content of the prior art; (2) the level of ordinary skill in
the art; (3) the differences between the claimed invention and the prior art; and (4) objective
evidence of nonobviousness.” Eli Lilly & Co. v. Teva Pharm. US4, Inc., 619 F.3d 1329 (Fed.
Cir. 2010).

2. The Final ID

The Final ID finds claims 1, 10, 13, and 22 obvious over the combination of Nagano17
anci Sano.'® See Final ID 530-39. Annotated claim 13 is reproduced below as representative of
the asserted‘claims of the ‘512 patent.

[13a] 13. A system for resolving a conflict when multiplé

operations are performed using multiple tuners controlled by an
interactive television program guide, the system comprising:

[13b] a first tuner;
[13¢] a second tuner; and

[13d] an interactive television program guide implemented on the
system, wherein the interactive television program guide is operative to:

[13¢] receive a request to perform a tuning operation;

17 {J.S. Patent No. 6,240,240 (May 29, 2001) (RX-0153).

'8 U.S. Patent No. 6,445,872 (Sept. 3, 2002) (RX-0152).
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[13f] determine that neither the first tuner nor the second tuner are
available to perform the requested tuning operation, wherein the first
tuner and the second tuner are both capable of performing the tuning
operation; and

[13g] in response to the determination, display an alert that provides
a user with an opportunity to direct the interactive television program
guide to cancel a function of the second tuner to permit the second tuner
to perform the requested tuning operation.

JX-0006 (°512 patent) at 19:41-59 (emphasis added).

In reaching its conclusion as to element 13f, the Final ID finds that a POSITA “would

have been able to modify Nagano for a two-tuner [STB], such that Nagano and Sano teach and

satisfy this limitation.” Id. at 537. The Final ID reasons,

Dr. Bederson testified that Nagano (and the Prevue Guide) recognized
tuner conflicts, and that a [POSITA] knew of multiple tuners, would have
been able to modify Nagano (and Prevue) to accommodate multiple
tuners, and that the modification would not have been complicated. See
RX-0004C (Bederson WS) at Q/A 107, 82-86, 302, 307, and 309. Indeed,
[a POSITA] would have needed to modify Nagano when porting it on [an
STB] with multiple tuners.

Id. at 537-38. As to element 13g, the Final ID declares that

the evidence shows that a [POSITA] would have been able to modify
Nagano for a two-tuner [STB], such that Nagano and Sano teach and
satisfy this limitation. See RX-0004C (Bederson WS) at Q/A 107, 110-
11, 82-86, 135, 74-75, 302, 307, and 309. [In] particular, . . . it would
have taken only ordinary skill to modify Nagano’s alert to cancel a
function of the second tuner. Id. The combination would not eliminate -
Nagano’s solution to managing limited tuner resources, as the
combination would still have a finite number of tuners. Accordingly, . . .
the combination would not eliminate “the very problem that Nagano
sought to solve” and the combination of Nagano and [Sano] teaches
limitation 13g.

Id. at 538 (quoting Rovi Post-Hrg. Br. at 192).

3. Commission Determination and Analysis

The Commission has determined to affirm and adopt the Final ID as to this issue and

hereby supplements the findings and reasoning of the Final ID.
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a. “Tuner Conflicts” and “Timer Conflicts”

Underlying Rovi’s arguments is its positions that the prior art makes a distinction
between “tuner conflicts” and “timer conflicts”; that neither Nagano nor Sano recite tuner
conflicts; and that modifying a.reference from a timer conflict to a tuner conflict is an obstacle
supporting the nonobviousness of the asserted claims over the combination of Nagano and
Sano. Rovi Pet. at 49-61. To the extent the Final ID does not explicitly do so, the Commission
hereby rejects each of those positions.

First, the prior art does not include a distinction between tuner and timer conflicts. For
example, during prosecution of the application resulting in the >512 patent, the Examiner
rejected this purported distinction. While the applicant attempted to draw this distinction while
arguing past a reference during prosecution (and as acknowledged by Respondents’ expert), the
examiner did not accept it as a basis to distinguish the *512 patent over the prior art. See RDX-
710, -711 (excerpts from the prosecution history of the *512 patent); see also RX-0004C
(Bederson WS) at Q/A 32-37 (Q. 33 “Did the examiner accept [the timer vs. tuner] argument?
A. 33 No. The examiner issued an additional rejection once again based on the LaJoie
reference . . .”). The applicant had to rely on amendments and arguments requiring the use of
two tuners to distinguish over the prior art. See RDX-713, -714 (excerpts from the prosecution
history of the ’5_12 patent); see also RX-0004C (Bederson WS) at Q/A 34-35. Additionally,
while Rovi argues that Dr. Balakrishnan testified that a timer conflict “involves the setting of a
timer to view or record a television program at a'future time,” Dr. Balakrishnan testified that
any future event, regardless of how soon in the future would be a “timer” event:

Q. So, in your opinion, it doesn’t matter how soon in the future the
recording is being set, correct?

A. If you are setting the recording it is different than tuning it now.
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RX-0004C (Bederson WS) at Q/A 40 (éiting Balakrishnan 10/29/2016 Dep. Tr. at 248:19-
249:17 (stating that an event less than one second in the future would be a timer event)); see
also id. at Q/A 38-39; Hrg. Tr. at 1201:12-1202:8. Dr. Bederson then explained that Dr.
Balakrishnan’s timer versus. tuner distinction has no logical boundaries. RX-0004C (Bederson
WS) at Q/A 40 (“A one second delay is nominal, and could be indistinguishable from a tuning
operation such as a channel change. Dr. Balakrishnan’s distinction between ‘scheduling events’
and ‘tuning operations’ does not appear to have logical boundaries.”).

Second, both Nagano and Sano describe what Rovi alleges to be tuner conflicts, thus
rendering any timer-tuner modification unnecessary. Dr. Bederson testified that Nagano taught
tuner conflicts: “Nagano provides an alert . . . in the case of overlapping recordings. Contrary to
Rovi’s contention, Nagano does not place any limitation on when the timer is set, and if could
be set to record at the present time.” Id. at Q/A 110.(emphasis added). And, Sano recognizes
the problem of running out of tuner resources and does not place any temporal limitation on
when the conflict occurs. Rather, Sano says if more than three channels are set to record at one
time (whatever time that might be), this will cause a conﬂiét. RX-0004C (Bedersbn WS) at
Q/A 76. Specifically: |

In the case of the digital broadcast recording and reproducing apparatus
of FIG. 5, the number of channels that can be arbitrarily selected and
simultaneously recorded is three. Therefore, if the number of channels

more than three is set in the same time period in the timer recording
setting, it is impossible to record all the set channels.

RX-0152 (Sano) at 12:53-65 (emphasis added).

Third, even if there was a distinction between timer and tunér conflicts, the modification
of one to the other could be aécémplished through the application of wel]-known engineering
techniques to yield predictable results. Dr. Bederson testified that, regardless of whether a

reference teaches a timer conflict (i.e., a scheduling conflict) or a tuner conflict (which Dr.
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Balakrishnan states must océur immediately, and cannot be at any point, no matter how soon, in
the future), there is still a conflict between two requests for a single physical tuner. RX-0004C
(Bederson WS) at Q/A 39. As Dr. Bederson testified, a POSITA_ would have understood that
“any request for resources in the future can be adapted to present conflicts through the
application of well-known engineering techniques to yield predictable results” and would be
nothing more than “a simple substitution, or reuse, of the same conflict detection techniques
used for future scheduled recordings” to a present conflict. Id at Q/A 39, 305. Instead of
looking at conflicts only for future recordings, “the [[PG] could look for a conflict upon any
function (e.g., channel éhange, etc.) that involves the tuner.” Id. at Q/A 305. A POSITA would
be motivated to make such a change because the modification furthers the same “goal of
providing an improved user experience, and allowing uninterrupted viewing of television
programming.” Id. at Q/A 39.

b. Reason to Combine

Rovi argues that the Final ID fails to make the required finding that a POSITA would
have had a reason to combine Nagano and Sano to arrive at the claimed invention. To the
extent the Final ID does not explicitly make such a finding, the Commission does so now.

Respondents’ expert, Dr. Béderson, provided persuasive testimony regarding the reasons
to combine the Nagano and Sano references. One such reason is to obtain the predictable result
- obtained from the application of a standard engineering technique. See RX-0004C (Bederson

WS) at Q/A 302 (“Combining [IPGs] with [STBs], containing one or more tuners, was a well-
‘known technique that would be performed using known methods, to yield predictable results.
And, applying [IPGs] that determine conflicts, and alert the user to the contlict, to a program
guide managing one or more tuners would similaﬂy provide predictable results, because

determining a conflict is a non-complex problem that effectively consists of an ‘if then’
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statement, regardless of whether one, two, or one hundred tuners are in use.”). An;)ther such
reason is the'/; simpie substitution of one known element for another to obtain predictable results.
Id. at Q/A 307 (“The resolution of the tuner conflict with respect to the ‘second tuner’ (e.g.,.
claims 1 and 13), is a simple substitution of one known element for another to obtain predictable
results. The prior art clearly teaches resolution of a conflict with respect to a first tuner, as [
have previously testified in response to QUESTIONS 36-44, and as is demonstrated in (RX-
0063 (LaJoie) at Fig. 12 (annotated). Substituting a second tuner for the first tuner, and using
the same techniques to resolve the conflict, is a simple substi_tution of one known element
(second tunef) for‘another (first tuner) to obtain predictable results. In either case, you free a
tuner to make it availabie to handle a new request.”)); see also RX-0004C (Bederson WS) at
Q/A 298-309. Additionally, the Final ID properly relies on Dr. Bederson’s testimony regarding
why it would be obvious to add conflict resbolution to an STB with multiple tuners. Namely,
STBs with additional services (e.g., record additional channels, provide picture-in-picture) have
tﬁe same potential for conflict (i.e., exhausting the available tuners) as STBs with only one tuner.
See Final ID at 536 (citing RX-0004C (Bederson WS) at Q/A 309 (“Q309. Why would it be
obvious to combine the concepts of an [IPG] intended for a single tuner to a [STB] with
multiple tuners? A309. ... It would be equally obvious to try [IPGs] on [STBs] with multiple
tuners. Especially since the multiple tuners were intended to provide additional functionality
(e.g. watch and record, or picture-in-picture which provides two pictures), the likelihood of .
conflict still exists. It would therefore be obvious to try . .. the conflict resolution techniques -
taught in the prior art (e.g., . . . Sano. .. ).”). Rovi and its expert, Dr. Balakrishnan, never
address this basic point. A conflict will arise whenever the number of requests éxceeds the

number of tuners, no matter how many. RX-0004C (Bederson WS) at QA 303. This basic
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concept would naturaliy lead a POSITA to combine Sano with Nagano, a conflict-detection
reference. Id. Even assuming arguendo that adding a second tuner “may not have been
desirable for‘economic and other reasons at the timé Qf the invention,” CX-1902C
(Balakrishnan RWS) at Q/A 177, this would not negate a finding of a reason to combine. The
possible economic undesirability of a combination would not “discourage one of ordinary skill
in the art from seeking the convenience expected therefrom.” In re Farrenkopf, 713 F.2d 714,
718 (Fed. Cir. 1983).

Rovi argues that the Final ID erroneously finds that a POSITA would have known “to
modify Nagano . . -to accommodate mﬁltiple tuners, and that the modification would not have
been complicated” ana that “Dr. Bederson provided no such festimo_ny.” We disagree with
Rovi. Dr. Bederson testified as to this exact issue. See Final ID at 536 (citing RX-0004C
(Bederson WS) at Q/A 85); see also RX-0004C (Bederson WS) at Q/A 107, 263-64, 286-87.
Rovi similarly is incorrect in stating that Dr. Bederson’s testimony “does not address whéther
Nagano fecognized or otherwise taught tuner conflicts.” Dr. Bederson also addressed this issue
directly. RX-0004C (Bederson WS) at Q/A 39, 110, 309.

G. Whether the ARRIS-Rovi Agreement Provides a Defense to the Allegations against
the ARRIS Respondents

The Commission takes no position on this issue. The Commission has previously
determined that there is no violation of section 337 as to ARRIS. See supra section IIL.C; see
also Beloit, 742 F.2d at 1423.

H. Whether Rovi Established the Economic Prong of the Domestic Industry
Requirement Based on Patent Licensing

The Commission takes no position on this issue. The Commission had determined not
to review the Final ID’s conclusion that Rovi established the economic prong of the domestic

industry requirement (through subsections (A), (B), and (C) (research and development)). Rovi
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has otherwise egtablished the economic prong of the domestic industry requirement, and thus,
the Commission need not take a position as to whether Rovi established the economic prong of
the domestic industry requirement based on pateht licensing. See Beloit, 742 F.2d at 1423.
III. REMEDY

A. Limited Exclusion Order

1. The Applicable Law

Where a violation of section 337 has been found, the Commission must consider the
issues of remedy, the public interest, and bonding. Section 337(d)(1)-provides that, “[i]f the
Commission determines, as a result of an investigation under this section, that there is a
violation of this section, it shall direct that the articles concerned, imported by any person
violating the provision of this section, be excluded from entry into the United States.” 19
U.S.C. 1337(d)(1). The Commission has “broad discretion in selecting the form, scope, and
extent of' the remedy.” Viscofan, S.4. v. U.S. Int’l Trade Comm n, 787 F.2d 544, 548‘ (Fed. Cir.
1986). The Commission may issue an LEO excluding the goods of the person(s) found in
violation, or, if certain criteria are met, a general exclusion order against all infringing goods
regardless of the source.

2. Commission Determination and Analysis

‘The Commission has determined to issue an LEO as to Comcast’s infringing digital
video receivers and hardware and software components thereof. The order prohibits the entry of
these products that “are manufactured abroad for or on behalf of, or imported by or on behalf of
Comcast or any of their affiliated companies, parents, subsidiariés,. or other related business
entities or their successors or assigns.” In other words, infringing STBs imported by oron -
behélf of Comcast, but manufactp.red by other parties, such as ARRIS and Technicolor, are

prohibited from entry. Persons seeking to import infringing digital video receivers and
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hardware and software components thereof that are potentially subject to exclusion may certify
that, to the best of their knowledge and belief, the products being imported are not subject to
exclusion. The Commission is including the following language to address specific issues

related to its Order:

At the discretion of U.S. Customs and Border Protection (“CBP”) and
pursuant to the procedures it establishes, persons seeking to import digital
video receivers and hardware and software components thereof that are
potentially subject to this Order may be required to certify that they are .
familiar with the terms of this Order, that they have made appropriate
inquiry, and thereupon state that, to the best of their knowledge and belief,
the products being imported are not capable of being used after
importation in a manner which infringes the claims of the patents that are
the subject of this Order because one or more elements (such as software
elements) of the internet communications path described by the claims of
the patents in paragraph 1 of this Order are omitted from the internet
communications path that the imported products will use after
importation. At its discretion, CBP may require persons who have
provided the certification described in this paragraph to furnish such

" records or analyses as are necessary to substantiate this certification.

The above language permits CBP to allow a party to certify that imported products are not
capable of infringing the claims at issue as adjudicated herein. However, to be clear, the |
Commission has not adjudicated any alternative designs presented by Comcast and the language
of the patent claims are controlling as to the scope of the remedial orders.

Respondents’ proposed LEO includes a request for an exception for the import of
replacement STBs. However, Respondents’ briefing does not provide a justification for that
broad exception, and, as discussed below, Respondents argue that it would be easy to produce
non-infringing versions of the accused STBs. Accordingly, the Commission has determined to
not include this exceptiod. See Certain Automated Teller Machines, ATM Modules,
Components Thereof & Prods. Containing Same; Inv. No. 337-TA-972, Comm’n Op. (Pub.
Version), at 25 (June 12, 2017). However, the Commission has determined to include an

exception to the remedial order for replacement parts used to repair previously-imported STBs,
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as discussed below. See Certain Sleep-Disordered Breathing Treatment Sys. & Components
Thereof, Inv. No. 337-TA-890, Comm’n. Op. at 47 (Jan. 16, 2015).
B. Cease and Desist Orders
1. The Applicable Law
The Commission also has authority to issue CDOs in addition to or in lieu of exclusion
orders. See 19 U.S.C. 1337(f). The Commission generally issues CDOs to respondents who
maintain commercially significant inventories of infringing products in the United States.'® See,
Certain Automated Tellér Machines, ATM Modules, Components Thereof, & Pdts. Containing
Same, Inv. No. 337-TA-989, Comm’n Op. at 24 (Aug. 3, 2017).
2. The RD
As to the Comcast respondents, the RD declares,
[I]n order to supply its customers with [STBs], Corﬁcast ships and stores
millions of jmported, accused [STBs] through an extensive warehousing
and distribution network that reaches throughout the United States.
... [1Jt would [uﬁdercut an] LEO to permit Comcast to send the
adjudicated, infringing products through its warehousing and distribution
network for ultimate delivery to end-users. Consequently, it is

recommended, if a violation is found, . . . that the Comcast
respondents . . . should be subject to a [CDO].

19 The Commissioners have adopted different approaches to analyzing when it is appropriate to
issue CDOs. In particular, Chairman Schmidtlein has explained that she does not believe a
commercially significant inventory is a prerequisite for obtaining a cease and desist order.
See Certain Table Saws Incorporating Active Injury Mitigation Technology and Components
Thereof, Investigation No. 337-TA-965, Comm’n Op. at 6-7,n.2 (Pub. Vers.) (Feb. 1, 2017).
Chairman Schmidtlein has stated that the presence of some infringing domestic inventory,
regardless of the commercial significance, provides a basis to issue a cease and desist order.
See id. There is no disagreement in the present investigation, however, as to the
appropriateness of the issuance of CDOs as to Comcast.
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Nevertheless, a [CDO] should refrain from reaching products that were
not imported in violation of section 337. Specifically, . . . Rovi has
argued that Comcast inventory amassed during the license period is .
immaterial, and that Comcast should not be able to distribute imported,
infringing products after a license has expired. Yet, ... pursuant to an
express license between Rovi and Comcast, products imported before
April 1, 2016 are not unlawful imports, and there has been no an unfair
act that would constitute a violation of section 337. ID at 553-54. The
[ALJ] has made no determination of whether a subsequent domestic
activity connected to products imported before April 1,2016 (e.g., any
use or sale completed on or after April 1, 2016 of a [STB] imported
before April 1, 2016) infringes the asserted patents under the Patent Act.
In any event, any such activity would not constitute, or be the result of, a
violation of section 337.

RD at 11-12 (footnote omitted).

3. Commission Determination and Analysis

The Commission finds that CDOs should issue to Comcast. Respondents argue that any
CDO should contain an exception for service, maintenance, and replacement parts for customers
that obtained STBs prior to the effective date of the CDO. Rovi does not object, and we agree
that such an exception should be included. See, e.g., Automated Teller Machines, Inv. No. 337-
- TA-972, [CDO] at 3 (May 19, 2017). However, like with the LEO, the Commission has
determined that the CDO should not include an exception for replacement STBs. See
Automated Teller Machines, Inv. No. 337-TA-972, Comm’n Op. (Pub. Version), at 25. For the
reasons noted herein and articulated in the RD, as well as of the finding of patent exhaustion
(discussed above), the Commission agrees with Respondents that the CDO should not apply to
activity related to STBs lawfully imported and purchased pursuant to the Rovi-Comcast license.

Iv. T.HE PUBLIC INTEREST

A. The Applicable Law

Section 337 requires the Commission, upon finding a violation of section 337, to issue a

remedy, “unless, after considering the effect of such exclusion upon the public health and
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welfare, competitive conditions in the United States economy, the producﬁon of like or directly
competitive articles in the United States, and United Stateé consumers,” it finds that such
remedial order should not be issued. See 19 U.S.C. 337(d)(1), (f)(1). “Public interest
considerations, where ‘they are present in section 337 investigations, are not meant to be given
mere lip service.” Certain Inclined-Field Acceleration Tubes & Components Thefeof, Inv. No.
337-TA-67, USITC Pub. No. 1119, Comm’n Op. at 21 (Dec. 1980).

B. Commission Determination and Analysis
' The Commission finds that the evidence of record does not indicate that any public

interest concerns would be impacted that would require tailoring or denying the issuance of any
remedial order issued here.?’

1. Public Health and Welfare

The products at issue—digitai video receivers and hardware anci software components
thereof—are used primarily for entertainment purposes, and the evidence supports the
conclusion that these products do not implicate any particular health or welfare need.
Respondents argue that thé STBs at issue are “critical components in the diésemination of

public health and safety information to the more than | ] Americans that subscribe to

Comcast cable services,” and that “[a]n interruption in the supply of STBs will cause consumers

20 The Commission has considered comments on the public interest from non-parties.
Comments were received from Senator Patrick Toomey (PA) and Representatives Jackie
Speier (CA), Patrick Meehan (PA), Brendan Boyle (PA), and Robert Brady (PA). The
Commission also received comments from the American Association of People with
Disabilities and the Older Adults Technology Services. The Commission further received
comments from Rick Manning of the Americans for Limited Government. The Commission
additionally received comments from Cypress Semiconductor Corporation, Universal
Electronics Inc., Dycom Industries, Inc., Communications Test Design, Inc., and Western
Digital Corporation.
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to go without cable services, impede their access to health and safety information, and cause
vulnerable consumers to be further impeded in their ability to live independently and enjoy
equivalent access to cable television.” Resps. Br. at 57-58.2' However, the record shows that
there are numerous other sources through which the public obtains this information regarding
public health and safety. These sources include, for example, mobile phones, tablets, cable TV
substitutes (such as direct broadcast satellite providers), and other technological alterna;[ives.
See Rovi Br. (Reply), Appendix 1, Spulber” Submission at Y 49-67, n.41.

Respondents’ assertion that an order would deprive consumers, in particular disabled or
elderly customers, of the “unique” capabilities of the X1 STBs’ voice control features is
incorrect. Consumers, including the bliﬁd, disabled, and elderly, have othe% options for voice
activation, including Amazon’s Echo and Google’s Home devices, and devices from other gable
companies, cable alternatives, and TV manufacturers. See, e.g., Introducing Entertainment
Capabilities in Alexa Smart Home - New Device Controls for TVs, AV Receivers, and IR Hubs,
Jeft Blankenburg (July 13, 2017), https://developer.amazon.com/blogs/aléxa/post/78f44d51-
5bdf-4a4c-8eaa—57di282c8212/introducing-entertainment—capabilities-in-alexa—smart—home-
new-device-controls-for-tvs-av-receivers-and-ir-hubs (last visited Nov. 16, 2017); Voice
Activated TV: The Smarter Choice, Amulet Deviceg,

htm://www.amuletdevices.com/index.th/SEO-Articles/article-voice—aclivated-tv.html (last

visited Nov. 16, 2017); Sony Lets Google Home Be Your Remote Control, CNET, Andrew

2l Among the material submitted by Respondents were Public Interest and Remedy Submissions
from Ronald A. Cass and Robert A. Rogowsky, Ph.D, and a paper by The Internet and
Television Association, Unleashing Connectivity and Entertainment in America.

22 Daniel F. Spulber, Ph.D., is an economics professor and a Rovi witness.
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Gebhart (Dec. 20, 2016) https://www.cnet.com/news/sony-enables-google-home-on-its-smart-

tvs-and-speakers/ (last visited Nov. 16, 2017);

https://www.att.com/gen/pressroom?pid=23 394&cdvn=news&newsarticleid=35418 (“AT&T[]
U-verse® is making it easier for U-verse TV customers, including those with disabilities such as
vision and hearing loss, to control their TV with the new U-verse Easy Remote App.”) (last
visited O_ct. 11,2017); https://www.dish.com/remotes/voice-remote/ (DISH’s Voice Remote »
allows “[s]urf the channels or search for your favorite programming all by simply speaking to
the new Voice Remote”) (last visited Oct. 12, 2017).

| Moreover, because Comcast repeatedly alleges that it can easily remove the infringing
functionalities, the record suggests that Comcast has several avenues to determine whether it
may import its purported rédesign products. These avenues include requesting an advisory
opinion from the Commission pursuant to 19 CFR 210.79(a), seeking an official ruling from
Customs pursuant to 19 CFR part 177, or awaiting Customs action on importation as a predicate
for a protest under 19 CFR 1514. See, e.g., Ninestar Tech. Co., v. Int’l Trade Comm’n, 667
F.3d 1373, 1384-85 (Fed. Cir. 2012) (agreeing with the Commisé;ion that one appropriate
vehicle for a réspondent to request a determination that a redesigned product does not infringe -
and, thus, does not fall within the Commission’s exclusion order is to .seek an advisory opinion
from the Commission). By doing so, Comcast’s customers may be able to receive non-
infringing STBs -with voice activation. None of the asserted patents relates to voice activation
features. |

2. Competitive Conditions in the United States Economy

There is no evidence that the Commission’s remedial orders will harm competitive
conditions in the United States economy. As noted, Comcast has averred that it could easily

modify its STBs to remove infringing functionality. Moreover, the many alternatives to.
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Comcast’s cable TV services would not be impacted by any remedial orders. These include
direct broadcast satellite providers, over-the-top television services, and other technological
alternatives.?® See Rovi Br. (Reply), Appendix 1, Spulber Submission at 9§ 77-80; see also id.
at § 79 (discussing competitive conditions in the provision of STBs and declaring that “[t]he
productive capacity of these companies as described in the previous section would still be in
place. Those companies would still compete to supply STBs to television services companies
and to retail customers.”); id. at 9 80 (discussing competitive conditions in other industries that
use television services). Dr. Spulber explains that the report relied on by Respondents’ expert is
“not specific to Comcast because the data is aggregated for the 200 networks of the cable
industry as a whole,” but that that report “does shed light on the CATV providers overall.” Id
at 9§ 77. Dr. Spulber further explains that “the report emphasizes that infrastructure investments:
by CATV providers have increased competition in the industry.” Id:
Respondents argue that the accused products

are not ofdinary consumer products that are generally available for

purchase. There are not a large number of firms competing in this

industry and in the event of a remedial order, this number would be

reduced even further. . . ..[T]he requested remedy would negatively

affect competitive conditions in the United States by harming a major

player in the industry and thus hindering competition. The Commission

should consider the harm to competitive conditions in the United States
and accordingly tailor and delay any remedy by six months.

Resps. Br. at 61. However, Respondents’ argument is conclusory and lacks evidentiary support.

Respondents and the non-party commenters have also not explained why a delay of six months,

» Direct broadcast satellite (DBS) providers include DirecTV and Dish/Echostar. Over-the-top
(OTT) services include Sling TV, DirecTV Now, and YouTube TV. Rovi Br. (Reply),
Appendix 1, Spulber Submission at ¢ 63, 66. ' :
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as opposed to any other period of time, would be appropriate. Nor have they provided a
meaningful eXplanation of why a delay of six months is necessary.

Respondents further argue that “the proposed remedy in this Investigation will have an
adverse impact on domestic employment.” Resps. Br. at 65. These assertions are likewise
conclusory and not supported by convincing evidence. For example; nearly all of the statements
from non-party commenters do not allocate or provide any other indication of the percentage of
jobs allegedly at risk that are related solely to the infringing X1 STBs, which are in any event
not produced in the United States, as opposed to any other Comcast products and services. And
again, Comcast has repeatedly emphasized that modifying the software of the infringing
systems to render those systems non-infringing would be easy to accomplish. Furthermore,
Respondents’ assertions do not consider the effect of the delay or denial of remedial orders on
Rovi employees (or employees of other companies) that would be advlersely affected if the
remedies did not issue or were to be delayed.

3. The Production of Like br Directly Competitive Articles in the United States

Respondents declare that “[t]here ié no evidence of any U.S. production of like or
directly competitive products that would be impacted by a remedial order in this Investigation.”
Resps. Br. at 61. Thus, this factor does not support denying or restricting relief.

4. Unite(i States Consumers

Any effect on United States consumers also does not warrant denying Rovi relief. In
Comcast’s own words,

| Ninety-nine percent of consumers can choose among three or more
MVPDs [multichannel video programming distributors], and the
explosive growth of an ever-expanding number of online video
distributors (‘OVDs’) is giving consumers new video options (and many

on a nationwide basis). Faced with fierce competition, providers are
intent on giving consumers the flexibility they demand to access video
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programming on the devices of their choice, and delivering more value to
customers.

Comments of Comcast Corporation and NBC Universal Media, LLC to the Federal
Communications Commission (April 22, 2016), at page 3, available at
http://corporate.comcast.com/images/zO16-04-22-AS—FILED-Comcast-DSTAC-STB-NPRM-
Comments.pdf (last visited Oct. 20, 2017).

Respondents argue that “consumers rely on Comcast . . . to provide the equipment and
consumers view STBs not as purchased goods for which they are responsible to repair and
replace, but as rented goods for which the provider is expected to repair or replace any defective
STBs quickly.” However, the remedial orders issued along with this opinion allow the
importation of component parts to repair customers’ existing STBs. Moreover, Comcast has
repeatedly emphasized that modifying the software of the infringing systems to render those
systems non-infringing would be easy to accomplish and Comcast may take advantage of the
opportunity to obtain a ruling from either the CBP or the Commission. Accordingly, the
evidence of record indicates that the public interest concerns of consumers will not be adversely
impacted such that remedial orders should be denied or the effective date of the orders delayed.

V. BONDING

A. The Applicable Law

If the Commission enters an exclusion order,‘a respondent may continue to import and
sell its products during the 60-day period of Presidential review under a bond in an amount
determined by the Commission to be “sufficient to protect the complainant from any injury.”
19 U.S.C. 1337()(3); see also 19 CFR 210.50(a)(3). When reliable price information is
available in the record, the Commission has often set the bond in an amount that would

eliminate the price differential between the domestic product and the imported, infringing
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product. ‘See Certain Microsphere Aa’hesives;_ Processes for Making Same, & Prods.
Containing Same, Including Self-stick Repositionable Notes, Inv. No. 337-TA-366, USITC ‘Pub.
No. 2949, Comm’n Op. at 24 (Jan. 16, 1996). The Commission also has. used a reasonable
royalty rate to set the bond amount where a reasonéble royalty rate could be ascertained from
the evidence in the record. See, e.g., Certain Audio Digital-to-Analog Converters & Prods.
Containing Same, Inv. No. 337-TA-499, Comm’n Op. at 25 (Mar. 3, 2005). Where the record
establishes that the calculation of a price differential is impractical or there is insufficient
evidence in the record to determine a reasonable royalty, the Commission has imposed a 100
percent bond. See, e.g., Certain Liquid Crystal Display Modules, Prods. Containing Same, &
Methods Using the Same, Inv. No. 337-TA-634, Comm’n Op. at 6-7 (Nov. 24, 2009). The
complainant bears the burden of establishing the need for a bond. Certain Rubber
Antidegradants, Components Thereof, & Prods. Containing Same, Inv. No. 337-TA-533,
USITC Pub. No. 3975, Comm’n Op. at 40 (July 21, 2006). |
B. The RD
The RD declares,

[C]alculating a price differential between the accused products and the

domestic industry products is not feasible. . . . Rovi has, however, set

forth evidence and argument, based on the opinion of Dr. Putnam, that a

reasonable royalty rate for the accused [STBs] would be approximately
[ ]per unit.

Rovi’s royalty-rate proposal is based on its expert’s analysis of licenses to
[STB] manufacturers other than respondents. The licenses are all
portfolio licenses. Yet, Rovi has not attempted to show, much less has it
demonstrated, the role the asserted patents play in the cost of the licenses,
if they play any role at all. Additionally, some of the licenses cover more
than simply patents.

... [I]t is not clear that Rovi’s proposal of [ ] per unit reflects what a
reasonable royalty rate would be relevant to the asserted patents.
Consequently, it is recommended that no bond (i.e., 0%) be required
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during any Presidential review period. See Network Devices (1), Inv. No.
337-TA-944, Comm’n Op. at 57.

RD at 15-16 (certain citations omitted).

C. Commission Determination and Analysis

The Commission has determined not to issue a bond. Here, no bond should be set
because Rovi failed td establish an appropriate rate. See RD at 15-16. Rovi has failed to show
that its proposed bond of [ ] reflects the reasonable royalty relevant to the asserted pate;,nts.
Ata minirﬁum, Rovi made no effort to show the role, if any, that the asserted patents played in
the price of the portfolio licenses it submitted as evidence. |

By Order of the Commission.

Lisa R. Bartén

Secretary to the Commission
Issued: December 6, 2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN DIGITAL VIDEO Investigation No. 337-TA-1001
RECEIVERS AND HARDWARE AND
SOFTWARE COMPONENTS THEREOF

NOTICE OF COMMISSION DETERMINATION TO REVIEW IN PART A FINAL
INITIAL DETERMINATION FINDING A VIOLATION OF SECTION 337; SCHEDULE
FOR FILING WRITTEN SUBMISSIONS ON THE ISSUES UNDER REVIEW AND ON
REMEDY, THE PUBLIC INTEREST, AND BONDING; GRANT OF JOINT
UNOPPOSED MOTION FOR LEAVE TO AMEND THE COMPLAINT AND NOTICE
OF INVESTIGATION TO CORRECT CORPORATE NAMES OF TWO ARRIS
RESPONDENTS

AGENCY: TU.S. International Trade Commission.

ACTION:  Notice.

-SUMMARY: Notice is hereby given that the U.S. International Trade Commission (the
“Commission”) has determined to review in part the final initial determination (“the Final ID”)
issued by the presiding administrative law judge (“ALJ”) on May 26, 2017, finding a violation of
section 337 of the Tariff Act of 1930, as amended (19 U.S.C. 1337) (“section 337"} in
connection with certain asserted patents. The Commission has also determined to deny
Respondents’ motion requesting leave to file'a reply to Rovi’s response to Respondents’ petition
for review of the Final ID. The Commission has further determined to grant a joint unopposed
motion for leave to amend the complaint and notice of investigation to correct the corporate
names of certain respondents.

FOR FURTHER INFORMATION CONTACT: Ron Traud, Office of the General Counsel,
1.S. International Trade Commission, 500 E Street SW., Washington, DC 20436, telephone 202-
205-3427. Copies of non-confidential documents filed in connection with this investigation are
or will be available for inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the
Office of the Secretary, U.S. International Trade Commission, 500 E Street SW., Washington,
DC 20436, telephone 202-205-2000. Genetral information concerning the Commission may also

investigation may be viewed on the Commission’s electronic docket (“EDIS”) at
https./edis.usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal, telephone 202-205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on May
26, 2016, based on a complaint filed on behalf of Rovi Corporation and Rovi Guides, Inc.




(collectively, “Rovi”), both of San Carlos, California. 81 IR 33547-48 (May 26, 2016). 'The
complaint, as amended, alleges violations of section 337 of the Tariff Act of 1930, as amended,
19 U.S.C. 1337, by reason of infringement of certain claims of U.S. Patent No. 8,006,263 (“the
‘263 patent”); U.S. Patent No. 8,578,413 (“the ‘413 patent”); U.S. Patent No. 8,046,801 (“the
‘801 patent™); U.S. Patent No. 8,621,512 (“the ‘512 patent”); U.S. Patent No. 8,768,147 (“the
“147 patent”); U.S. Patent No. 8,566,871 (“the ‘871 patent”); and U.S. Patent No. 6,418,556
(“the ‘556 patent”). The complaint further alleges that a domestic industry exists. Id at 33548.

The Commission’s notice of investigation named sixteen respondents. The respondents
are Comcast Corporation of Philadelphia, PA; Comcast Cable Comnunications, LLC of
Philadelphia, PA; Comcast Cable Communications Management, LLC of Philadelphia, PA;
Comcast Business Communications, LLC of Philadelphia, PA; Comcast Holdings Corporation of
Philadelphia, PA; Comcast Shared Services, LLC of Chicago, 1L; Technicolor SA of Issy-les-
Moulineaux, France; Technicolor USA, Inc. of Indianapolis, IN; Technicolor Connected Home
USA LLC of Indianapolis, IN; Pace Ltd. of Saltaire, England (now ARRIS Global Ltd.}; Pace
Americas, LI.C of Boca Raton, FL; ARRIS International plc of Suwanee, GA; ARRIS Group
Inc. of Suwanee, GA; ARRIS Technology, Inc. of Horsham, PA; ARRIS Enterprises Inc. of
Suwanee, GA (now ARRIS Enterprises LLC); and ARRIS Solutions, Inc. of Suwanee, GA. 81
TR at 33548. The Office of Unfair Import Investigations is not a party to this investigation. Id.

Prior to the evidentiary hearing, Rovi withdrew its allegations as to certain patent claims.
See Notice of Commission Determination Not to Review an Initial Determination Granting
Complainants’ Motion to Terminate Certain Asserted Patent Claims from the Investigation {Oct.
21, 2016); Notice of Commission Determination Not to Review an Initial Determination
Granting Complainants’ Motion to Terminate Certain Asserted Patent Claims from the
Investigation (Dec. 2, 2016); Notice of Commission Determination Not to Review an Initial
Determination Terminating U.S. Patent No. 8,768,147 from the Investigation (Dec. 28, 201 6).
Rovi proceeded at the evidentiary hearing on the following patents and claims: claims 7, 18, and
40 of the <556 patent; claims 1, 2, 14, and 17 of the ‘263 patent; claims 1, 5, 10, and 15 of the
“801 patent; claims 12, 17, and 18 of the *871 patent; claims 1, 3, 5, 9, 10, 14, and 18 ofthe ‘413
patent; and claims 1, 10, 13, and 22 of the “512 patent.

On May 26, 2017, the AL issued the Final ID, which finds a violation of section 337 by
the respondents in connection with the asserted claims of the 263 and *413 patents. The Final
ID finds no violation of section 337 in connection with the asserted claims of the 556, ‘801,
‘871, and ‘512 patents. The ALJ recommended that, subject to any public interest
determinations of the Commission, the Commission should issue a limited exclusion order
directed to the accused products, that cease and desist orders issue to the respondents, and that
the Commission should not require any bond during the Presidential review period.

On June 12, 2017, Rovi and the respondents filed petitions for review of the Final ID.

* The respondents petitioned thirty-two of the Final ID’s conclusions, and Rovi petitioned seven of

the Final ID’s conclusions. On June 20, 2017, the parties filed responses to the petitions for
review. On July 11,2017, Rovi and the respondents filed statements on the public interest. The
Commission also received numerous comments on the public interest from the public.




On June 26, 2017, Respondents filed a motion requesting Jeave to file a reply to Rovi’s
response to Respondents’ petition for review, and on June 29, 2017, Rovi filed a response in
opposition to that motion. That motion is denied. '

On July 5, 2017, Rovi and the ARRIS respondents filed a Joint Unopposed Motion for,
and Memorandum in Support of, Leave to Amend the Complaint and Notice of Investigation to
Correct Corporate Names of Two ARRIS Respondents. The motion indicates that ARRIS
Enterprises, Inc. has changed its name to ARRIS Enterprises LLC and that Pace Ltd. has
changed its name to ARRIS Global Ltd. That motion is granted.

On July 25, 2017, Comcast submitted with the Office of the Secretary a letter including
supplemental disclosure and representations. On July 31, 2017, Rovi submitted with the Office
of the Secretary a response thereto, which asserted that “this new evidence confirms that there is
no reason for the Commission to review” certain of the Final ID’s conclusions. On August 9,
2017, Comcast filed a response to Rovi’s submission. The Commission has determined to
reopen the evidentiary record and accept the supplemental disclosure, response thereto, and reply
to the response.

Having examined the record in this investigation, including the Final ID, the petitions for
review, and the responses thereto, the Commission has determined to review the Final ID in part.
In particular, the Commission has determined to review the following:

(1) The Final ID’s determination that Comecast is an importer of the
accused products (Issue 1 in Respondents’ Petition for Review).

(2)  The Final ID)’s determination that Comecast has not sold accused
products in the United States after the importation of those products into
the United States (the issue discussed in section III of Rovi’s Petition for
Review).

(3) The Final 1D’s determination that the accused Legacy products are
“articles that infringe” (Issue 2 in Respondents’ Petition for Review).

(4)"  The issue of whether the X1 products ate “articles that infringe”
(Tssue 3 in Respondents’ Petition for Review), the issue of direct
infringement of the ‘263 and ‘413 patents by the X1 accused products
(Issue 5 in Respondents’ Petition for Review), and the issue of “the nature
and scope of the violation found” (the issue discussed in section X of
Respondents’ Petition for Review).

(5) The issue of whether Comcast’s two alternative designs infringe
. the *263 and ‘413 patents (Issue 4 in Respondents’ Petition for Review). . . .

(6)  The Final ID’s claim construction of “cancel a function of the
second tuner to permit the second tuner to perform the requested tuning
operation” in the 512 patent, and the Final ID’s infringement
determinations as to that patent (Issue 26 in Respondents’ Petition for
Review).




(7) The Final ID’s conclusion that the asserted claims of the ‘512
patent are invalid as obvious (the issue discussed in section VI.B.4 of
Rovi’s Petition for Review).

(8) The issue of whether the ARRIS-Rovi Agreement provides a
defense to the allegations against the ARRIS respondents (the issue
discussed in section X1 of Respondents’ Petition for Review).

(9)  The Final ID’s conclusion that Rovi did not establish the economic
prong of the domestic industry requirement based on patent licensing (the
issue discussed in section I'V of Rovi’s Petition for Review).

The Commission has determined to not review the remainder of the Final ID. The
Commission has further determined that Respondents’ petition of the Final ID’s determinations
is improper as to the following issues: (1) the representative accused X1 products for the ‘263,
‘413, and ‘801 patents; (2) the induced infringement of the ‘263 and ‘413 patents; and (3) the
eligibility under 35 U.S.C. 101 of the “512 patent. See 19 CFR 210.43(b)(2) (“Petitions for
review may not incorporate statements, issues, or arguments by reference.”). Those assignments
of error are therefore waived., ' ‘

The parties are requested to brief their positions with reference to the applicable law and
the evidentiary record regarding the questions provided below:

(1) As to whether the Legacy accused products are “articles that infringe”
(Issue 2 in Respondents’ Petition for Review):

Has Rovi shown (or has Comcast conceded) that a Legacy accused
product that infringes the asserted patents (and if so, which patents)
has been imported or re-imported by any respondent or that
respondent’s agent(s)?

(2) As to whether the X1 products are “articles that infringe” (Issue 3 in
Respondents’ Petition for Review), the issue of direct infringement of the ‘263
and ‘413 patents by the X1 accused products (Issue 5 in Respondents” Petition for
Review), and the issue of “the nature and scope of the violation found” (the issue
discussed in section X of Respondents” Petition for Review):

a. For purposes of giving rise to a section 337 violation and whether
the X1 STBs are “articles that infringe,” is the importation of and
infringement through the use of the X1 STBs distingunishable from the
importation of and infringement through the use of the scanners in
Suprema v. Int’l Trade Comm’n, 796 ¥.3d 1338 (Fed. Cir. 2015)? For
example, is Suprema distinguishable because the imported X1 STBs
require cooperation with hardware (a mobile device and Comeast’s
servers) that is not imported by the respondents for an act of
infringement to occur? Note that, in Suprema, the imported scanners
were “not standalone products,” but rather, to function, the scanners
had to “be connected to a computer, and that computer must have
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custom-developed software installed and running.” 796 F.3d at 1341-
42,

b. Please discuss any relevant statutory language, legislative history,
case law, and Commission precedent that does or does not suppoit
interpreting the language of section 337 such that the X1 STBs are
“articles that infringe” and that a violation arises from the importation
or sale in the United States after importation of the X1 STBs.

In connection with the final disposition of this investigation, the Commission may (1)
issue an order that could result in the exclusion of the subject articles from entry into the United
States, and/or (2) issue one or more cease and desist orders that could result in the respondent
being required to cease and desist from engaging in unfair acts in the importation and sale of
such articles. Accordingly, the Commission is interested in receiving written submissions that
address the form of remedy, if any, that should be ordered. If a party seeks exclusion of an
article from entry into the United States for purposes other than entry for consumption, the party
should so indicate and provide information establishing that activities involving other types of
entry either are adversely affecting it or likely to do so. For background, see Certain Devices for
Connecting Compuiers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No. 2843
(December 1994) (Commission Opinion).

If the Commission contemplates some form of remedy, it must consider the effects of that
remedy upon the public interest. The factors the Commission will consider include the effect
that an exclusion order and/or cease and desist orders would have on (1) the public health and
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers.
The Commiission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.

The parties and the public are requested to brief their positions regarding the public
interest. The Commission is particularly interested in responses to the following:

Should the Commission tailor any remedy to mitigate any harm considered by the
public interest factors? Please provide any support, factual or otherwise, and
relate that support to specific public interest factors.

If the Commission orders some form of remedy, the U.S. Trade Representative, as
delegated by the President, has 60 days to approve or disapprove the Commission’s action. See
Presidential Memorandum of July 21, 2005, 70 FR 43251 (July 26, 2005). During this period,
the subject articles would be entitled to enter the United States under bond, in an amount
determined by the Commission and prescribed by the Secretary of the Treasury. The
- -Commission is therefore interested in receiving submissions concerning the amount of the bond - -
that should be imposed if a remedy is ordered.

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written
submissions on the issues identified in this notice. Parties to the investigation, interested
government agencies, and any other interested parties are encouraged to file written submissions




on the issues of remedy, the public interest, and bonding. Such submissions should address the
recommended determination by the ALJI on remedy and bonding. Complainants are requested to
submit proposed remedial orders for the Commission’s consideration. Complainants are also
requested to state the date that the patents expire and the HTSUS numbers under which the
accused products are imported. Complainants are further requested to supply the names of
known importers of the products at issue in this investigation. The written submissions and
proposed remedial orders must be filed no later than close of business on August 24, 2017.
Reply submissions must be filed no later than the close of business on August 31, 2017, No
further submissions on any of these issues will be permitted unless otherwise ordered by the
Commission.

Persons filing written submissions must file the original document electronically on or
before the deadlines stated above and submit 8 true paper copies to the Office of the Secretary by
noon the next day pursuant to section 210.4(f} of the Commission’s Rules of Practice and
Procedure (19 CFR 210.4(f)). Submissions should refer to the investigation number (“Inv. No.
337-TA-10017) in a prominent place on the cover page and/or the first page. (See Handbook for
Electronic Filing Procedures,
hitps //www.usite. govisecretary/documentsthandbook_on_filing procedures pdf). Persons with
questions regarding filing should contact the Secretary ((202) 205-2000).

Any person desiring to submit a document to the Commission in confidence must request
confidential treatment. All such requests should be directed to the Secretary to the Commission
and must include a full statement of the reasons why the Commission should grant such
treatment. See 19 CFR 201.6. Documents for which confidential treatment by the Commission
is properly sought will be treated accordingly. All information, including confidential business
information and documents for which confidential treatment is properly sought, submitted to the
Commission for purposes of this Investigation may be disclosed to and used: (i) by the
Commission, its employees and Offices, and contract personnel (a) for developing or
maintaining the records of this or a related proceeding, or (b) in internal investigations, audits,
reviews, and evaluations relating to the programs, personnel, and operations of the Commission
including under 5 U.S.C. appendix 3; or (i1) by U.S. government employees and contract
personnel, solely for cybersecurity purposes (all contract personnel will sign appropriate
nondisclosure agreements), All nonconfidential written submissions will be available for public
inspection at the Office of the Secretary and on EDIS.

This action is taken under the authority of section 337 of the Tariff Act of 1930, as amended (19
U.S5.C. 1337), and in part 210 of the Commission’s Rules of Practice and Procedure (19 CFR part
210).

By order of the Commission,

Lisa R. Barton
Secretary to the Commission
Issued: August 10, 2017
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PUBLIC VERSION

UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.
In the Matter of
CERTAIN DIGITAL VIDEO ‘
RECEIVERS AND HARDWARE Inv. No. 337-TA-1001
AND SOFTWARE COMPONENTS
THEREOF
INITIAL DETERMINATION

Administrati\;e Law Judge David P. Shaw

Pursuant to the notice of investigation, 81 Fed. Reg. 33548 (May 26, 2016), this is the
initial determination in Certain Digital Video Receivers and Hardwqre and Software
Components ’Thereof United States International Tfade Commission Investigation No. 337-TA-
1001. It is held that a violation of section 337 of the Tariff Act, as amended, has occurred in the
importaﬁon in‘;o the United States, the sale for importation, or the sale within the United States
after importation, of certain digital video recei_vers and hardware and software components
thereof, with respect to:

e U.S. Patent No. 8,006,263 and

e [.S. Patent No. 8,578,413.
It is held that a violation has not occurred with réspect to:

e U.S. Patent No. 6,4.18,556,

e U.S. Patent No. 8,046,801,

e U.S. Patent No. 8,566,871, and

e U.S. Patent No. 8,621,512.
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| BACKGROUND .

A.

Institution of the Investigation

On April 6, 2016, complainants Rovi Corporation and Rovi Guides, Inc. (collectively,

“Rovi”) filed a complaint alleging that respondents unlawfully import “certain digital video

receivers and hardware and software components thereof” into the United States. Compl., § 1.

On April 25, Rovi filed an amended complaint. The amended complaint alleged, inter alia, that

respondents directly and/or indirectly infringe Rovi’s patents through the “importation, and/or

manufacture, use, sale or lease, and/or offer for sale or lease within the United States after

importation of the Accused Products[.]” Am. Compl., Y 6-7 and 110-200. The amended

complaint asserted the following seven patents:

U.S. Patent No. 6,418,556 (the “‘556 Patent™);
U.S. Pateﬁt No. 8,006,263 (the ““263 Patent”);
U.S. Patent No. 8,046,801 (the ““801 Patent™);
U.S. Patent No. 8,566,871 (the “‘871 Patent™);
U.S. Patent No. 8,578,413 (the “‘,413 Patent™);
U.S. Patent No. 8,621,512 (the “512 Patent); and

U.S. Patent No. 8,768,147 (the “‘147 Patent”).

By publication of a notice in the Federal Register on May 26, 2016, pursuant to

subsection (b) of section 337 of the Tariff Act of 1930, as amended, the Commission instituted

this investigation to determine:

whether there is a violation of subsection (a)(1)(B) of section 337
in the importation into the United States, the sale for importation,
or the sale within the United States after importation of certain
digital video receivers and hardware and software components
thereof by reason of infringement of one or more of claims 1, 2, 5,
6,8,9,11,12, 14, 15,17, and 18 of the ‘263 Patent; claims 1, 3, 5—
10, 12, and 14-18 of the ‘413 patent; claims 1-54 of the ‘801

1
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patent; claims 1, 2—4, 8-16, and 20-24 of the ‘512 Patent; claims
1, 5,6, 8,10, 11, 15, 16, 18, and 20-24 of the ‘147 patent; claims
1,2, 6-13, 17-24, 28-33 of the ‘871 Patent; and claims 2-4, 7, 10—
14, 16, 18-22, 24, 26, 28, 30, 33, 35, 36, 39, and 40 of the ‘556
patent, and whether an industry in the United States exists as
required by subsection (a)(2) of section 337[.]
81 Fed. Reg. 33548 (May 26, 2016)." -
The Commission named as complainants Rovi Corporation and Rovi Guides, Inc. Id.
The Commission named sixteen respondents that combine into three respondent groups, the

Comcast, ARRIS, and Technicolor respondents, as follows:

e The “Comcast” respondents are Comcast Corporation; Comcast Cable
Communications, LLC; Comcast Cable Communications Management, LLC;
Comcast Business Communications, LLC; Comcast Holdings Corporation; and
Comcast Shared Services, LLC.

e The “ARRIS” respondents are ARRIS International plc; ARRIS Group Inc.; ARRIS
Technology, Inc.; ARRIS Enterprises Inc.; ARRIS Solutions, Inc.; Pace Ltd.; and
Pace Americas LLC.

e The “Technicolor” respondents are Technicolor SA, Technicolor USA, Inc., and
Technicolor Connected Home USA LLC.

Id. The Office of Unfair Import Investigations was not named as a party to the investigation. Id.

B. Procedural History Synopvs.is |

The administrative law judge issued the procedural schedule on July 21, 2016, which set
the target date for completion of this investigation at just over 15 months, i.e., August 28, 2017.
See Order No. 8 (Procedural Schedule) (July 21, 2016).

On September 21, 2016, Rovi moved to ferminate the investigation in part as to the
following asserted clafms:

e The ‘556 Patent: claims 2, 4, 10, 11, 13, 16, 19-22, 24, 26, 28, 30, 33, 35, 36, and 39;

! The notice did not order the administrative law Judge to take evidence, other information, or
argument pertaining to the public interest.
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The ‘413 Patent:
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The €147 Patent:
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claims 5, 6, 8, 9, 11, 12,‘ and 18;

claims 2-4, 6-9, 11-14, 16-27, and 29-54;

clairﬁs 1,2,6-11, 13, 19-22\, 24, and 30-33.
claims 6, 7, 8, 12, 15, 16, and 17;

claims 4, 8,9, 11, 12, 16, 20, 21, 23, and 24; and

claims 5, 6, 8, 10, 15,21, 22, and 24.

The administrative law judge granted the motion in an initial determination. See Order

No. 17 (Sep. 23, 2016), aff"d, Notice of Commission Determination Not to Review an Initial

Determination Granting Complainants’ Motion to Terminate Certain Asserted Patent Claims

from the Investigation (Oct. 21, 2016).

On November 4, 2016 Rovi moved to terminate the investigation in part as to the

following asserted claims:

The ‘556 Patent:
The ‘263 Patent:
The ‘801 Patent:
The ‘871 Patent:
The 512 Patent:

The <147 Patent:

claims 3, 12, and 14;

claim 15;

claim 28;

claims 23, 28, and 29;
claims 2, 3, 14, and 15; and

claim 16.

The administrative law judge granted the motion in an initial determination. See Order

No. 25 (Nov. 14, 2016), aff’d, Notice of Commission Determination Not to Review an Initial

Determination Granting Complainant’s Motion to Terminate Certain Asserted Patent Claims

from the Investigation (Dec. 2, 2016).

On November 18, 2016, Rovi moved to terminate the investigation in part as to the ‘147

patent. The administrative law judge granted the motion in an initial determination. See Order
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No. 27'(Dec. 5, 2016), aff’d, Notice of Commission Determination Not to Review an Initial
Determination Terminating U.S. Patent No. 8,768,147 from the Investigation (Dec. 28, 2016).

A prehearing conference was held on December 15, 2016, with the evidentiary hearing in
this investigation beginning immediately thereaftei. The hearing concluded on December 19.
See Order No. 29 (Allocation of Time) (Dec. 5, 2016); Prehearing Tr. 1-35 (Dec. 15, 2016);
Hearing Tr. 1-1376. The parties were requested to file post-hearing briefs not to exceed 400
A pages, and to file reply briefs not to exceed 150 pages. Prehearing Tr. 14 (Dec. 15, 2016).

On January 9, 2017, Rovi filed its initial post-hearing brief, which asserts the following
claims: |

e The ‘556 Patent: claims 7 (based on its dependency from independent claim 3), 18
(based on its dependency from independent claim 15), and 40 (see Rovi Br. at 261);

e The 263 Patent: claims 1, 2, 14, 17 (see Rovi Br. at 42);

e The ‘801 Patent: claims 1, 5, 10, 15 (see Rovi Br. at 42);

e The ‘871 Patent: claims 12, 17, and 18 (see Rovi Br. at 202);

e The ‘413 Patent: 'claims 1,3,5,9, 10, 14, 18 (see Rovi Br. at 42); and
e The ‘512 Patent: claims 1, 10, 13, and 22 (see Rovi Br. at 134).

Pursuant to Order No. 3 (Gr\ound Rules), the parties also filed a joint outline of the issues
to be decided in the Final Initial Determination. See Joint Outline of Issues to Be Decided
(“Joint Outline”) (EDIS Doc. ID No. 600641, filed Jan. 10, 2017). |

C. The Private Parties

Complainant Rovi Corporation is a Delaware corporation and has a principal place of
blisiness in San Carlos, California. See First Am. Compl., § 11. Complainant Rovi Guides, Inc.

(f’k/a Gemstar-TV Guide International Inc.) is a Delaware corporation and has a principal place
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of business in San Carlos, California. Id., § 12. Rovi Guides, Inc. is a wholly-owned subsidiary
of Rovi Corporation. Id. Rovi describes itself, as follows:

[Rovi and its predecessors have] been a pioneer and recognized
leader in media technology, including the technology used to
facilitate consumer access to television and other audiovisual
media. Today, Rovi’s market leading digital entertainment
solutions enable the proliferation of access to media on electronic
devices; these solutions include products and services related to
IGPs and other content discovery solutions, personalized search
and recommendation, advertising and programming promotion
optimization, and other data and analytics solutions to monetize
interactions across multiple entertainment platforms. Rovi’s
solutions are used by companies worldwide in applications such as
cable, satellite, and internet protocol television (“IPTV™) receivers
(including digital television set-top boxes (“STBs”) and digital
video recorders (“DVRs”)); PCs, mobile devices, and tablet
devices; and other means by which consumers connect to
entertainment. '

First Am. Compl., § 13.

Comcast is a media and technology company that is based in Philadelphia, Pennsylvania.
Tr. 38-39. It is the largest cable provider in the United States. RX-0001C (Marcus WS) at Q/A
4.

ARRIS “is a telecommunications equipment manufacturing company that provides cable
operators, like Comcast, with high-speed data, video, and telephony systems and products for
homes and business.” RX-07§1C (Folk WS) at Q/A 3. Many of the ARRIS respondents
maintain a presence in Suwanee, Georgia. See Resp. of ARRIS Respondents to First Am.
Compl., 48 (EDIS Doc. ID No. 584966) (June 3‘0, 2016). Comcast purchases certain set-top
boxes from ARRIS. Id.: see also RX-0781C (Folk WS) at Q/A 6.

Technicolor has a preseﬁce in France and Indianapolis, Indiana. See Notice of Institution

_' of Investigation, 81 Fed. Reg. 33548 (May 26, 2016). Technicolor manufactures products |

accused in this investigation and provides them to Comcast. CX-1750C (Technicolor SA’s 2nd
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Supplemental Responses to Rovi’s 1st Set of Interrogatories (Nos. 8, 12, 15, 20, 21, 24, 40)) at
11-13; JX-0108C (Mosely Dep.) at 21:3-17; JX-0117C (Stockton Dep.) at 39:17-26, 39:24-40:2;
RX-0838C at Q/A 7. |

In general, Comcast presents the respondents’ collectivé arguments on issues that pertain
to all respondents (e.g., claim construction, infringement, and Validity).‘ See generally Resps. Br.
(“Comcast” is used to refer to all respondents). When the respondents have a defense that
‘applie_s to one respondent only (e.g., Comcast’s importation argument, Comcast’s license
defenses, aﬁd ARRIS’s license defenses), the respondent arguing the defense is specified. Id.;
see also Tr. 79 (ARRIS’s counsel presented “essentially a single issue”—the ARRIS-Rovi IPG
License). Technicolor does not present arguments that apply only to it. See generally Resps. Br.
1L JURISDICTION AND STANDING

A. Personal Jurisdiction

No party has contested the Commission’s personal jurisdiction over it. See Rovi Br. at
13; see generally Resps. Br., Section V (personal jurisdiction is not\contested). Indeed, Rovi,
Comcast, ARRIS, and Technicolor all participated in discovery and appeared at the evidentiary
hearing. It is found that the Commission has personal jurisdiction over all parties.

B.  Subject Matter Jurisdiction

Rovi argues that the Commission has subject matter jurisdiction because its “complaint
properly alleges a violation of Section 337 and because the accused products have been
imported. Rovi Br. at 13. Rovi argues that respondents “incorrectly conflate the ‘commonly
misunderstood’ distinction between jurisdiction and proof of a violation of Section 337 on the

merits.” Id (quoting Certain Electronic Devices with Image Processing Systems, Components
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Thereof, and Associated Sofz‘ware,.Inv. No. 337-TA-724, Comm’n Op. (Dec. 21, 2011)
(“Electronic Devices”™)). |
Comcast argues the Commission lacks jurisdiction over X1 and Legacy products
" imported before April 1, 2016 becausé “Comcast had an express patent license to [
] Reéps. Br. at 19; see alsb
Rovi First Am. Compl., (the license “extended only through March 31, 2016”); CX-0001C at
Q/A 28 (“the previous patent license agreement . . . was not set to expire until March 31, 2016.”).
Comcast further argues that the Commission lacks jurisdiction because its activities are domestic
and because aspects of software it uses “are not imported and therefore are outside the
jurisdiction of section 337.” Resps. Br. at 45-50 (Section V(A)). With regard to indirect
infringement, Comcast argues that “Rovi’s indirect claims for the X1 STBs fail for the same
reasons as Rovi’s direct infringement claims.” Id. at 50. In particular, Comcast argues it “does
not supply an SDK or equivalent tool for” its X1 software or the mobﬂe applications it provides
to users. Id. at 50-52.

Comcast’s jurisdictional arguments blur the “distinction between whether the
Commission ‘has jurisdiction over the subject matter of an investigation’ and ‘whether there is a
violation of the statute upon which a remedy can be based.”” See Electronic Devices at 9-10
(quoting Certain Cardiac Pacemakers and Components Thereof, Inv. No. 337-TA-162, Order
No. 37 (March 21, 1984)). Here, Rovi has alleged sufﬁcient facts that, if proven, would show

Respondents imported articles that infringe Rovi’s patents. See generally First Am. Compl.,
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110-205 (pages 32-65). Accordingly, the administrative law judge has determined that the

Commission properly has jurisdiction over Rovi’s complaint.’

C. In Rem Jurisdiction

The Commission has in rem jurisdiction when infringing articles are imported, sold for
importation, or sold within the United States after importation by the owner, importer, or
consignee. 19 U.S.C. § 133.7(a)(l)(B). “All that is required for in rem jurisdiction to be
established is the presence of the imported property in the United States.” Certain Male
Prophylactic Devices, Inv. No. 337-TA-546, Initial Determination (June 30, 2006) (citing
Certain Steel Rod Treating Apparatus and Components Thereof, Inv. No. 337-TA-97, USITC
Pub. No. 1210 (Jan. 1982), Commission Opinion at 4, 11 for the proposition that presehce of res
establishes in rem jurisdiction in Section 337 actions).

As discussed below, vthere is no dispute that the accused products are manufactured
abroad and imported into the United States. Accordingly, the administrative law judge has

determined that the Commission has in rem jurisdiction over the accused products.

D. Importation
~With respect to importation, the Commission has explained:

all that is required concerning infringement and importation is that
“infringement, direct or indirect, must be based on the articles as
imported.” Electronic Devices [Inv. No. 337-TA-724, USITC Pub.
No. 4374 Vol. I, Comm’n Op. (Feb. 2013)] at 14. Thus, to the
extent that the ALJ found that an imported article can only induce
infringement in violation of section 337 if the article produces
direct infringement on its own, and to the extent that the ALJ relied

2 For the avoidance of doubt, the administrative law judge notes the Commission’s jurisdiction
includes attendant issues such as whether the Commission has jurisdiction over products
imported before the Rovi-Comcast Patent License expired, Rovi’s direct infringement claims,
~and Rovi’s indirect infringement claims. See Joint Outline at 3. '
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upon that finding to conclude that Respondents did not violate
section 337, we set aside that finding and reasoning.

| Certain Products Containing Interactive Program Guide and Parental Control Technology, “Inv.
No. 337-TA-845, Comm’n Op. at 7 (Dec. 11, 2013) (“IPGs and Parental Controls”).
1.  ARRIS |
Rovi has alleged that ARRIS imports the accused products into the United States. Rovi
Br. at 22. ARRIS admits that it imports the accused products into the United States. See
ARRIS’s Resp. to the Complaint (June 30, 2016, Rule 21‘0.1.3(b) Statement); see also Tr. 465-
466, 469-71, 558; JX-0100C (Johnson Dep. Tr.) 48; CX-1738C (ARRIS Interrog. Resp.) at 31-
33; JX-0098C (Gee Dep. Tr.) 11; RX-0781C (Folk RWS) at Q/A 50 (Comcast takes title after
importation); Joint Outline at 3.
Accordingly, the administrative law judge has determined that ARRIS imports the
accused products that it manufactures.
2. Technicolor
‘Rovi has allgged that Technicolor impbrts the accused products into the United States.
Rovi Br. at 23. Technicolor admits that it imports the accused products into the United States.
See Technicolor’s Aug. 1, 2016, Supplemental Rule 210.13(b) Statement; see also JX-0108C
(Mosely Dep. Tr.) 21; CX-1749C (Technicolor Interrég. Resp.) at 24-26. As no Accused
Products are manufactured in the United States, all have been imported. JX-0108C (Mosely
Dep. Tr.) 21; Tr. (Shank) 558; see also CX-0002C (Shamos WS) at Q/A 196-98, 199.
Accordingly, the administrative law judge has determined that Technicolor imports the

accused products that it manufactures.



PUBLIC VERSION

3. Comcast
Comcast argues it does not meet the importation requirement, because “Section 337
forbids only three types of conduct with respect to ‘articles that infringe’: (1) importation into
thé U.S., (2) sale for importation, and (3) sale after importation,” and it does not engage in those
| activities. Resps. Br. at 8-9 (citing 19 U.S.C. § 1337(a)(1)(B)).
a) ~ Importation into the United States
Rovi argues that Comcast is; in effect, an importer because it “heavily involved in the
.design and manufacture” of the accused ﬁ'roducts, as Comcast:

e Requires that the accused products adhere to its specifications and acceptability
sta'ndards;3

°

e Provides ARRIS and Technicolor with detailed technical documents [
] such that
they operate as required by Comcast within its network to provide services to
Comcast subscribers.”®

See Rovi Br. at 25-27. Rovi further argues that Comcast:

e Knows the imported products are manufactured abroad and imported into the United
States;7

3 Tr. (Folk) 464-65, 468-69; see also JX-0096C (Folk Dep. Tr.) 7-8, 32-33; JX-0098C (Gee Dep.
Tr.) 16-17; JX-0079C (Comcast/ARRIS Master Supply Agreement) at § 9. 01 see also JX-0066C
(Comcast/ARRIS Supply Agreement) at § 9.01. ‘

4 7X-0096C (Folk Dep. Tr.) 30-32.
5 Tr. (Folk) 467.

6 See CX-1316C (Comcast XG1 and XG2 HW Spec.) at 9; CX-1749C (Technicolor Interrog.
Resp.) at 24-26; JX-0117C (Stockton Dep. Tr.) 17, 20-21.

7 Tr. (Shank) 558; Tr. (Folk) 469-71.

10
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]8

¢ Requires ARRIS to deliver the accused products to Comcast delivery sites in the
United States;9

e Requires Technicolor to deliver the accused products to Comcast delivery sites in the
United States | 10

3

11
12

13
Id. at 27-31."* Rovi further argues that |
] See Rovi

Br. at 85-86.

® Tr. (Shank) 566-67; JX-0079C (Comcast/ARRIS Master Supply Agreement) at § 2.08.

® Tr. (Folk) 473-74; Tr. (Shank) 568-69; JX-0079C (Comcast/ARRIS Master Supply Agreement)
at § 4.01; JX-0066C (Comcast/ARRIS Supply Agreement) at § 4.01.

107X~ 0076C (Comecast/Technicolor Supply Agmt) at § 4.01 ([
185.02 (] :
1 .
1 1X-0080C (Comecast/ARRIS Product Supply Addendum) at § 1.06; JX-0076C
(Comcast/Technicolor Supply Agmt) at § 3.07.

12 1X-0079C (Comcast/ARRIS Master Supply Agreement) at § 4.01; JX-0066C
(Comcast/ARRIS Supply Agreement) at § 5.02; Tr. (Shank) 568-69; JX-0076C
(Comcast/Technicolor Supply Agmt) at §§ 4.01, 5.02; Tr. (Shank) 569-70.

13 RX-0838C (Shank RWS) at Q/A 57; JX-0098C (Gee Dep. Tr.) 15-16; JX-0100C (Johnson
Dep. Tr.) 40; JX-0117C (Stockton Dep. Tr.) 43-44, 48-49; Tr. (Folk) 477-478; JX-0079C
(Comcast/ARRIS Master Supply Agreement) at § 3.01; JX-0066C (Comcast/ARRIS Supply
Agreement) at § 3.01; Tr. (Folk) 478-79; JX-0079C (Comcast/ARRIS Master Supply
Agreement) at § 3.02; JX-0066C (Comcast/ARRIS Supply Agreement) at § 3.02.

- " Rovi’s reply crystalizes its-argument that Comcast requires: |

11
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Comcast argues that it is not an importer because it “does not exercise any control over
the Accused Products’ importation.” Resps. Br. at 10. Comcast further argues it has not met the
importation requirement because it “does not sell the accused products for importation” and
because it “does not séll the accused products after importation.” Resps. Br. at 12.

Here, the evidence shows thét Comcast is sufficiently involved with the design,
manufacture, and importation of the accused products, such that it is an importer for purposes of
Section 337. Certain Digital Set-Top Boxes and Components Thereof, Inv. No. 337-TA-712,
USITC Pub. 4332, Initial Determination at 14-15 (June 2012) (ﬁnding the importation
requirement satisfied where the respondent, Cablevision, caused the manufacture and
importation of set-top boxes, even though Cablevision was not the importer of record). Indeed,
the accused products are so tailored to Comcast’s system and requirements that they Would not
function within another cable éperator’s system. See Tr. (Allinson) 672; JX-00096C (Folk Dep.
Tr.) 30-32; JX-0117C (Stockton Dep. Tr.) 35. Further, the software at issue in the heart of this
investigation is attributable squarely to Comcast.

Accordingly, the administrative law judge has deterr'nined \that Comcast is an importer for
purposes of Section 337. |

b) Sale for Importation

Comcast argues:

] Rovi
Reply at 13.

12
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Rovi does not allege that Comcast sells for impoftation, and the
- Accused Products are already in the U.S. when Comcast purchases
them. See RX-0838C at Q/A 34-35 (testifying that [
: . ] Comcast’s
supplier agreements show that [ -
] See RX-0838C at
Q/A 36; JX-0116C at 70:6-72:6, 75:11-78:9, and 77:22-78:6; JX-
0079C (ARRIS-Comcast MPSA) at 8-10; JX-0055C (Scientific-
Atlanta-Comcast MPSA) at 8-11. Thus, thre [sic] is no “sale for
importation” by Comcast.
Resps. Br. at 12.
Rovi has not argued that Comcast sells the accused products for importation. See
generally Rovi Br.; Rovi Reply.
Accordingly, the administrative law judge has determined that Comcast does not sell the
accused products for importation into the United States.
c) Sale After Importation
Comcast argues it does not sell the products after importation because it rents them to its
customers. Resps. Br. at 12.!° The “Comcast Agreement for Residential Services” contains
language explaining that Comcast owns the “Comcast Equipment” and that Comcast may
“remove or change the Comcast Equipment at [its] discretion at any time[.]” RX-0668C at 6-7.

Rovi argues that Comcast’s distinction of sales and leases is a “technical label of the

“transaction between Comcast and its customers [that] does not allow Comcast to engage in unfair

1> Comeast relies upon the following: RX-0838C at Q/A 63 (“Comcast maintains ownership of
CPE rented to customers, including set-top boxes, and specifically retains title to such
equipment.”); JX-0104C (Martin Dep. Tr.) at 12:3-13 (“[BJoxes that are installed at [Comcast’s]
customer sites,” are “owned by Comcast™); 32:16-25 (“Customers pay Comcast a leasing fee for
the access for the device,” which only provides “[t]he ability for them to use the devices”);
35:19-21, 40:12-14, 44:21-23, 49:5-7 (Comcast maintains title of inventory at warehouses, hubs,
and spokes); see also JX-0116C at 93:10-22 (Comcast “retain[s] title [to Accused Products] even
when [they] go[] to the customer”); RX-0688C (Comcast Terms and Conditions) at .0007; RX-
0689C (Comcast Terms and Conditions) at .0008.

13
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acts with impunity; these transactions are clearly the type of ‘sales after importation’ prohibited
by Section 337.” Rovi Br. at 33. Rovi further argues that Comcast’s decision to charge
customers who fail to return a leased set-top box also constitutes a sale. Id. (citing RX-0688C
(Comcast Residential Agreement) at 14 (T&C (6)(b))).

| In Certain Semiconductor Devices, Semiconductor Device Packages, and Products
Containing Same, the administrative law judge determined “whether the rental of products by
Comcast constitutes a sale after importation.” Inv. No. 337-TA-1010, Initial Determination at 2
(Feb. 27, 2017) (on Apr. 3, 2017, the Commission issued a notice detérmining not to review the
ID). In Certain Semiconductor Devices, the administrative law judge noted that the subscriber
agreement “only specifies terms for renting equipment from Comcast and never describes a
transfer of property or title” and determined that the “rental of products pursuant to the Comcast
subscriber agreement is not a sale after importation, and accordingly, such rentals are not
violations of section 337.” Id. at 7.

Here, the Comcast Agreement for Residential Services does not describe a transfer of
property or title (customers are obligated to “return all Comcast Equipment” once services are
terminated). Thﬁs, in light of Certain Semiconductor Devices, the administrative laW judge has
determined that the rentals of the present investigation are not violations of Section 337.

Accordingly, the administrative law judge has determined that Comcast has not sold the |
accused products after importation into the United States.

E. Standing and Ownership of the Asserted Patents

Rovi argués that it is the exclusive assignee of all of the Asserted Patents, and has been
prior to the Investigation. Rovi Br. at 10. For each patent, Rovi argues:

e U.S. Patent No. 8,006,263 issued on August 23, 2011. JX-0002 (°263 Patent) at 2.
The patent was originally assigned to United Video Properties, Inc. CX-0001C

14
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(Armaly WS) at Q/A 139; JX-0016 (263 Patent Assignment History) at 429-33.
United Video Properties, Inc. merged into UV Corp., which merged into TV Guide,
Inc., which merged with Rovi Guides, Inc. CX-0001C (Armaly WS) at Q/A 139.
The ‘263 Patent passed entirely to Rovi Guides, Inc. on November 25, 2014. JX- -
0016 (‘263 Patent Assignment History) at 451. No other party possesses substantial
rights to the ‘263 Patent.

U.S. Patent No. 8,578,413 issued on November 5, 2013. JX-0005 (413 Patent) at 2.
The patent was originally assigned to United Video Properties, Inc. CX-0001C
(Armaly WS) at Q/A 145; JX-0019 (‘413 Patent Assignment History) at 2-6. United
Video Properties, Inc. merged into UV Corp., which merged into TV Guide, Inc.,
which merged with Rovi Guides. See CX-0001C (Armaly WS) at Q/A 145. The
‘413 Patent passed to Rovi Guides, Inc. on November 25, 2014. JX-0019 (‘413
Patent Assignment History) at 109. No other party possesses substantial rights to the
‘413 Patent.

U.S. Patent No. 8,046,801 issued on October 25, 2011. JX-0003 (°801 Patent) at 2.
The patent was originally assigned to United Video Properties, Inc. CX-0001C
(Armaly WS) at Q/A 151; JX-0017 (‘801 Patent Assignment History) at 429-33.
United Video Properties, Inc. merged into UV Corp., which merged into TV Guide,
Inc., which merged with Rovi Guides, Inc. CX-0001C (Armaly WS) at Q/A 151.
The ‘801 Patent passed entirely to Rovi Guides, Inc. on November 25, 2014. JX-
0017 (801 Patent Assignment History) at 451. No other party possesses substantial
rights to the ‘801 Patent.

U.S. Patent No. 8,621,512 issued on December 31, 2013. JX-0006 (’512 Patent) at 2.
The patent was originally assigned to United Video Properties, Inc. CX-0001C
(Armaly WS) at Q/A 157; JX-0020 (‘512 Patent Assignment History) at 2-5. United
Video Properties, Inc. merged into UV Corp., which merged into TV Guide, Inc.,
which merged with Rovi Guides, Inc. CX-0001C (Armaly WS) at Q/A 157. The
‘512 Patent passed entirely to Rovi Guides, Inc. on November 25, 2014. JX-0020
(‘512 Patent Assignment History) at 108. No other party possesses substantial rights
to the ‘512 Patent.

U.S. Patent No. 8,566,871 issued on October 22, 2013. JX-0004 (’871 Patent) at 2.
The patent was originally assigned to StarSight Telecast, I