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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN DEVICES FOR IMPROVING Investigation No. 337-TA-805
UNIFORMITY USED IN A BACKLIGHT
MODULE AND COMPONENTS
THEREOF AND PRODUCTS
CONTAINING SAME

NOTICE OF COMMISSION DECISION TO REVIEW A FINAL INITIAL
DETERMINATION FINDING NO VIOLATION OF SECTION 337; REMAND-IN-PART
OF THE INVESTIGATION TO THE ADMINISTRATIVE LAW JUDGE

AGENCY: U.S. Intemnational Trade Commission.

ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review the presiding administrative law judge’s (“ALIJ”) final initial determination
(“ID”) issued on October 22, 2012, finding no violation of section 337 of the Tariff Act of 1930,
(as amended), 19 U.S.C. § 1337 (“section 337”), in the above-captioned investigation. The
Commission has also determined to remand-in-part the investigation to the ALJ.

FOR FURTHER INFORMATION CONTACT: Megan M. Valentine, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 708-2301. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at Attp.//www.usitc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket (EDIS)
at http.//edis.usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
September 14, 2011, based on a complaint filed by Industrial Technology Research Institute of
Hsinchu, Taiwan and ITRI International Inc. of San Jose, California (collectively “ITRI”). 76
Fed Reg. 56796-97 (Sept. 14, 2011). The complaint alleges violations of section 337 in the
importation into the United States, the sale for importation, and the sale within the United States
after importation of certain devices for improving uniformity used in a backlight module and
components thereof and products containing same by reason of infringement of certain claims of



U.S. Patent No. 6,883,932 (*the 932 patent”). The complaint further alleges the existence of a
domestic industry. The Commission’s notice of investigation named as respondents LG
Corporation of Seoul, Republic of South Korea; LG Electronics, Inc. of Seoul, Republic of South
Korea; and LG Electronics, U.S.A., Inc. of Englewood Cliffs, New Jersey. The Office of Unfair
Import Investigation was named as a participating party. The complaint was later amended to
add respondents LG Display Co., Ltd. of Seoul, Republic of South Korea and LG Display
America, Inc. of San Jose, California to the investigation. Notice (Feb. 2, 2012); Order No. 11
(Jan. 19, 2012). The Commission later terminated [.G Corporation from the investigation.
Notice (July 13, 2012); Order No. 18 (June 22, 2012).

On October 22, 2012, the ALJ issued his ID, finding no violation of section 337 as to
the *932 patent. The ID included the ALJ’s recommended determination (“RD”) on remedy and
bonding. In particular, the ALJ found that claims 6, 9 and 10 of the *932 patent are not infringed
literally or under the Doctrine of Equivalents by the accused products under his construction of
the claim limitation “structured arc sheet” found in claim 6. The ALIJ also found that I[TRI’s
domestic industry product does not satisfy the technical prong of the domestic industry
requirement. The ALJ did find, however, that ITRI has satisfied the economic prong of the
domestic industry requirement under 19 U.S.C. § 1337(a)(3)(A) and (B). Because he found no
infringement and no domestic industry, the ALJ did not reach the issues of patent validity or
enforceability. In the event the Commission found a violation of section 337, the ALJ
recommended that the appropriate remedy is a limited exclusion order barring entry of LG’s
infringing products. The ALJ also recommended issuance of cease and desist orders against LG
Electronics USA and LG Display America. The ALJ further recommended that LG be required
to post a bond of one percent of the entered value of each infringing product for the importation
of products found to infringe during the period of Presidential review.

On November 5, 2012, I'TRI filed a petition for review of certain aspects of the final ID.
Also on November 5, 2012, participating respondents LG Electronics, Inc., LG Electronics
U.S.A., Inc., LG Display Co., Ltd., and LG Display America, Inc. (collectively “LG”) filed a
contingent petition for review of certain aspects of the ID. On November 13, 2012, ITRI filed a
response to LG’s contingent petition for review. Also on November 13, 2012, LG filed a
response to ITRI’s petition for review. Further on November 13, 2012, the Commission
investigative attorney filed a combined response to ITRI’s and LG’s petitions. No post-RD
statements on the public interest pursuant to Commission Rule 210.50(a)(4) or in response to the
post-RD Commission Notice issued on October 24, 2012, were filed. See 77 Fed. Reg. 65579
(Oct. 29, 2012).

Having examined the record of this investigation, including the ALJ’s final ID, the
petitions for review, and the responses thereto, the Commission has determined to review the
final ID in its entirety. The Commission does not seek further briefing at this time. The
Commission also remands the investigation to the ALJ to consider parties’ invalidity and
unenforceability arguments and make appropriate findings. "'In light of the remand, the ALJ
shall set a new target date consistent with the Remand Order.

" The ALJ should have resolved these issues given the procedural posture of this investigation
2



Briefing, if any, on remanded and reviewed issues will await Commission consideration
of the remand ID. The current target date for this investigation is February 28, 2013.

The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in sections 210.42-46 and 210.50 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.42-46 and 210.50).

By order of the Commission.

Lisa R. Barton
Acting Secretary to the Commission

Issued: December 21, 2012

(i.e., post-hearing), and the absence of an extraordinary fact situation that would weigh heavily
against resolving these material issues presented in the record. See Ceriain Video Game Systems
and Wireless Controllers and Components Thereof, Inv. 337-TA-770, Comm’n Op. at n.1 (Nov.

6, 2012).
3



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN DEVICES FOR IMPROVING Investigation No. 337-TA-805
UNIFORMITY USED IN A BACKLIGHT
MODULE AND COMPONENTS
THEREOF AND PRODUCTS
CONTAINING SAME

ORDER: REMAND OF INVESTIGATION

The Commission instituted this investigation on September 14, 2011, based on a complaint
filed by Industrial Technology Research Institute of Hsinchu, Taiwan and ITRI International Inc.
of San Jose, California (collectively “ITRI”). 76 Fed. Reg. 56796-97 (Sept. 14,2011). The
complaint alleges violations of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §
1337 (“section 337”), in the importation into the United States, the sale for importation, and the
sale within the United States after importation of certain devices for improving uniformity used in
a backlight module and components thereof and products containing same by reason of
infringement of certain claims of U.S. Patent No. 6,883,932 (“the 932 patent™). The complaint
further alleges the existence of a domestic industry. The Commission’s notice of investigation
named as respondents LG Corporation of Seoul, Republic of South Korea; LG Electronics, Inc. of
Seoul, Republic of South Korea; and LG Electronics, U.S.A., Inc. of Englewood Cliffs, New
Jersey. The Office of Unfair Import Investigation was named as a participating party. The
complaint was later amended to add respondents LG Display Co., Ltd. of Seoul, Republic of South
Korea and LG Display America, Inc. of San Jose, California to the investigation. Notice (Feb. 2,
2012); Order No. 11 (Jan. 19, 2012). The Commission later terminated LG Corporation from the
investigation. Notice (July 13, 2012); Order No. 18 (June 22, 2012).

On October 22, 2012, the presiding administrative law judge (“ALJ”) issued his final initial
determination (“ID”), finding no violation of section 337 as to the 932 patent. The ID included
the ALJ’s recommended determination (“RD”) on remedy and bonding. In particular, the ALJ
found that claims 6, 9 and 10 of the *932 patent are not infringed literally or under the Doctrine of
Equivalents by the accused products under his construction of the claim limitation “structured arc
sheet” found in claim 6. The ALJ also found that ITRI’s domestic industry product does not
satisfy the technical prong of the domestic industry requirement. The ALIJ did find, however, that
ITRI has satisfied the economic prong of the domestic industry requirement under 19 U.S.C. §
1337(a)(3)(A) and (B). Because he found no infringement and no domestic industry, the ALJ did
not reach the issues of patent validity or enforceability.



On November 5, 2012, ITRI filed a petition for review of certain aspects of the final ID.
Also on November 5, 2012, participating respondents LG Electronics, Inc., LG Electronics
U.S.A,, Inc., LG Display Co., L.td., and L.G Display America, Inc. (collectively “L.G”) filed a
contingent petition for review of certain aspects of the ID. On November 13, 2012, ITRI filed a
response to LG’s contingent petition for review. Also on November 13, 2012, LG filed a
response to ITRI’s petition for review. Further on November 13, 2012, the Commission
investigative attorney filed a combined response to ITRI’s and .G’s petitions.

Upon consideration of this matter, the Commission hereby ORDERS that:

1. The investigation is remanded to the ALJ to (1) consider
parties’ invalidity and unenforceability arguments and make
appropriate findings and (2) issue a final initial remand
determination (“RID”) on these issues.

2. The ALJ shall issue an ID within 30 days of this Order
extending the target date as he deems necessary to accommodate the
remand, but in no event shall the target date be extended more than
four (4) months. The RID shall issue four months before the target
date.

3. The RID will be processed in accordance with Commission
rules 210.42,210.43-.46, and 210.50. Any petitions for review will
be due 12 days after service of the RID. Responses to any petition
for review will be due 8 days after service of the petition. The RID
will become the Commission’s final determination 60 days after
issuance unless the Commission orders review.

4, The ALJ shall not reopen the record to receive new
evidence, and he should issue the RID based upon the parties’
post-hearing briefing.

Notice of this Order shall be served on the parties to this investigation.

By order of the Commission,

Lisa R. Barton
Acting Secretary to the Commission

Issued: December 21, 2012
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UNIFORMITY USED IN A BACKLIGHT
MODULE AND COMPONENTS
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INITIAL DETERMINATION ON VIOLATION OF SECTION 337 AND
RECOMMENDED DETERMINATION ON REMEDY AND BOND

Administrative Law Judge Theodore R. Essex

(October 22, 2012)
Appearances:
For the Complainants Industrial Technology Research Institute and ITRI International:

Michael W. Shore, Esq.; Alfonso Garcia Chan, Esq.; Patrick Conroy, Esq.; Justin B. Kimble,
Esq.; and Ari Rafilson, Esq. of Shore Chang Bragalone DePumpo LLP of Dallas, Texas

Tom M. Schaumberg, Esq.; Paul M. Bartowski, Esq.; and Thomas R. Burns, Jr., Esq. of Adduci,
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Charles F. Schill, Esq.; John M. Caracappa, Esq.; Jamie B. Beaber, Esq.; Paul A. Gennari, Esq.;
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Esq. of Steptoe &Johnson LLP of Washington, D.C.

For the Commission Investigative Staff:

Lynn I. Levine, Esq., Director; David O. Lloyd, Esq., Supervising Attorney; Vu Q. Bui, Esq.,
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Commission of Washington, D.C.
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Pursuant to the Notice of Investigation, 76 Fed. Reg. 56796 (September 14, 2011), this is
the Initial Determination of the in the matter of Certain Devices for Improving Uniformity Used
in a Backlight Module and Components Thereof and Products Containing the Same, United
States International Trade Commission Investigation No. 337-TA-805. See 19 C.F.R. §
210.42(a).

It is held that no violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C.
§ 1337, has occurred in the importation into the United States, the sale for importation, or the
sale within the United States after importation of certain devices for improving uniformity used
in a backlight module and components thereof and products containing the same that infringe

one or of claims 6, 9 and 10 of U.S. Patent No. 6,883,932.

ii
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The following abbreviations may be used in this Initial Determination:

CDX Complainants’ demonstrative exhibit
CIB Complainants’ initial post-hearing brief
CPX Complainants’ physical exhibit

CRB Complainants’ reply post-hearing brief
CX Complainants’ exhibit

Dep. Deposition

JX Joint Exhibit

RDX Respondents’ demonstrative exhibit
RIB Respondents’ initial post-hearing brief
RPX Respondents’ physical exhibit

RRB Respondents’ reply post-hearing brief
RRX Respondents’ rebuttal exhibit

RX Respondents’ exhibit

SIB Staff’s initial post-hearing brief

SRB Staff’s reply post-hearing brief

Tr. Transcript
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I. BACKGROUND

A. Institution and Procedural History of This Investigation

By publication of a notice in the Federal Register on September 14, 2011, pursuant to
subsection (b) of section 337 of the Tariff Act of 1930, as amended, the Commission instituted
Investigation No. 337-TA-805 with respect to U.S. Patent No. 6,883,932 (“the 932 Patent™) to
determine:

[W]hether there is a violation of subsection (a)(1)(B) of section 337 in the

importation into the United States, the sale for importation, or the sale within the

United States after importation of the sale for importation, or the sale within the

United States after importation of certain devices for improving uniformity used

in a backlight module and components thereof and products containing the same

that infringe one or more of claims 6, 9, and 10 of the ‘932 patent, and whether an

industry in the United States exists as required by subsection (a)(2) of section 337.

76 Fed. Reg. 56796 (September 14, 2011).

The complainants are Industrial Technology Research Institute and ITRI International,
Inc. (collectively, “ITRI”). (Id.) The Notice of Investigation named the respondents as LG
Corporation of Seoul, South Korea; LG Electronics, Inc. of Seoul, South Korea; and LG
Electronics U.S.A., Inc. of Englewood Cliffs, New Jersey. The Commission Investigative Staff
of the Office of Unfair Import Investigations is also a party in this investigation. (/d.)

On January 19, 2012, the ALJ issued an order granting ITRI’s motion to amend the
Complaint to add LG Display Co., Ltd. of Seoul, South Korea and LG Display America, Inc. of
San Jose, California. (Order No. 11.) On February 2, 2012, the Commission determined to
review the order to note that the Notice of Investigation must be amended as well. (Notice of

Commission Determination to Review and Modify an Initial Determination Granting

Complainants’ Motion to Amend the Complaint) (February 2, 2012).
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On June 22, 2012, the ALJ issued an order granting ITRI’s motion to partially terminate
the investigation as to LG Corporation based on withdrawal of the amended complaint against
LG Corporation. (Order No. 18.) On July 13, 2012, the Commission determined not to review
the order. (Notice of Commission Determination Not to Review an Initial Determination
Granting Complainants' Motion to Partially Terminate the Investigation Based on Withdrawal of
the Amended Complaint as to Respondent LG Corporation) (July 13, 2012).

The evidentiary hearing took place from June 23-24, 2012.

B. The Parties

Complainant Industrial Technology Research Institute has a principal address of 195, Sec.
4, Chung Hsing Road, Chutung, Hsinchu, Taiwan 21040. (JX-016, q 6.) Industrial Technology
Research Institute engages in research and development in various technologies, including
televisions and monitors. (/d.) Complainant ITRI International is the U.S. subsidiary of
Industrial Technology Research Institute and has a principal address of 2880 Zanker Road, Suite
109, San Jose, CA, 95134, (JX-016, 9 6.)

Respondent LG Electronics, Inc. is a Korean corporation with a principal place of
business at LG Twin Towers, 20 Yeouido-dong, Yeongdeungpo-gu, Seoul 150-721, South Korea.
(JX-022, § 12.) LG Electronics, Inc. is in the business of, inter alia, distributing and selling
display devices, including televisions and monitors. (/d.) Respondent LG Electronics U.S.A.,
Inc. is a wholly-owned subsidiary of LG Electronics, Inc., and has a principal place of business
at 1000 Sylvan Avenue, Englewood Cliffs, NJ, 07632. (JX-022, §13.)

Respondent LG Display Co., Ltd. is a Korean corporation with a principal place of
business at LG Twin Towers, 20 Yeouido-dong, Yeongdeungpo-gu, Seoul 150-721, South Korea.

(JX-023, § 14.) LG Display Co., Ltd. is in the business of, infer alia, manufacturing panel
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modules for display devices. (/d.) Respondent LG Display America, Inc. is a wholly-owned
subsidiary of LG Display Co., Ltd., and has a principal place of business at 2540 North First

Street, Suite 400, San Jose, CA 95131. (JX-024.915.)

C. The Patent at Issue and Overview of the Technology

1. The *932 Patent
U.S. Patent No. 6,883,932 (“the 932 Patent”), entitled “Apparatus for Improving

Uniformity Used in a Backlight Module,” was filed on September 24, 2003, and issued on April
26, 2005. (See JX-003). I-Kai Pan, Po-Hung Yau, Yu-Nan Pao, and Chi-Feng Chen are the
named inventors of the *932 Patent. (Id.)

The asserted claims of the 932 Patent are claims 6, 9, and 10. Claim 6 is an independent
and claims 9 and 10 depend on claim 6. These claims read as follows (with the disputed claim
terms in bold):

6. An apparatus for improving uniformity used in a backlight module comprising:
a plurality of light sources for providing an illuminating light;

a reflective housing adjacent to the light sources for receiving the light sources and
reflecting the illuminating light;

and two structured arc sheets mounted at the periphery of the light source for making
the illuminating light uniform, wherein said structured arc sheets have different thickness
or curvature.

9. The apparatus as claimed in claim 6, wherein the apparatus is used in a liquid crystal
display.

10. The apparatus as claimed in claim 6 wherein the two structured arc sheets are not in
the same plane.

The *932 Patent generally discloses and claims an apparatus for improving uniformity
used in backlight modules using light sources, reflective housing and at least one structured arc

sheet. (Id. at Abstract.)
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D. The Products At Issue

1. The Accused Products

The accused products at issue in this investigation include LG LCD televisions and
monitors, including Model Nos. 26L.V2500, 37LV3500, 42L.K520, 47L.V3700, 42LV5500,
65LW6500, 32LV2500, 42L.V5400, 42L.V3500, 471.V5400, 47LW5700, 55L.V5400, 55LW6500,
221.V2500, 32LK330, 421.LD452B, 47LK520, 55L.V4400, N1910LZ-BF, L2000CP, W2246PM,
E2340V, E2411PU, E1910T-BN, LD4200TM, 55LW5300, 47LK451C, 47L.D452C, 22LD350,
22L.H200C, 47LE5500, 47LE8500, 47LX6500, 470LX9500, 55LV3700, 55LV5500, and
IPS231B-BN (collectively “the Accused Products™). (CIB at 3-4.)

2. Domestic Industry Products

ITRI relies on the products of its licensee, Samsung, to meet the domestic industry
requirement. Specifically, ITRI relies on the following Samsung televisions: LN26B360,
LN26B460, LN32D450, LN40A630MI1F, LN40B500, LN52B550, LN55C630K1F, UN40C6300,
UN40D6000SF,  UN46B8000, = UN46D6400UF,  UN46D7000LF,  LN32D430G3D,
LN52B540P8F, LN55C610N1F, LN55C650L1F, LN55C630, UN40C6500VF, UN40C6400RF,
UN40C6500VR, UN40D6050TF, UN40D6300SF, UN46D6420UF, UN46D6450UF,
UN46D6500VF, UN46D6900WF, and UN32D6000SF, and S27A550H (collectively “the

Domestic Industry Products™). (CIB at 34.)

II. IMPORTATION OR SALE

Section 337 of the Tariff Act prohibits the importation into the United States, the sale for
importation, or the sale within the United States after importation by the owner, importer, or
consignees of articles that infringe a valid and enforceable United States patent. See 19 U.S.C. §

1337(a)(1)(B). A complainant “need only prove importation of a single accused product to

8



PUBLIC VERSION

satisfy the importation element.” Certain Purple Protective Gloves, 337-TA-500, Order No. 17
(September 23, 2004). The importation requirement can be established through a summary
determination motion and irrespective of any finding of infringement of the patents in issue. See
Certain Wireless Communications Equipment, Articles Therein, and Products Containing Same,
337-TA-577, Order No. 18 (February 22, 2007); Certain Automated Mechanical Transmission
Systems for Medium-Duty and Heavy Duty Trucks and Components Thereof, 337-TA-503, Order
No. 38 (August 12, 2004); Certain Audio Digital-To-Analog Converters and Products
Containing Same, 337-TA-499, Order No. 15 (June 29, 2004), Notice of Commission Not To
Review (July 28, 2004).

LG has stipulated to importing into the United States, selling for importation into the
United States, or selling after importation in the United States the Accused Products. (Joint
Stipulation Regarding Importation and Domestic Inventory (March 30, 2012).) Accordingly, the

ALJ finds that ITRI has established the importation requirement.

III. JURISDICTION
A. Personal and Subject Matter Jurisdiction

In order to have the power to decide a case, a court or agency must have both subject
matter jurisdiction and jurisdiction over either the parties or the property involved. See Certain
Steel Rod Treating Apparatus and Components Thereof, Inv. No. 337-TA-97, Commission
Memorandum Opinion, 215 U.S.P.Q. 229, 231 (1981). For the reasons discussed below, the ALJ
finds the Commission has jurisdiction over this investigation.

Section 337 declares unlawful the importation, the sale for importation, or the sale after
importation into the United States of articles that infringe a valid and enforceable United States
patent by the owner, importer, or consignee of the articles, if an industry relating to the articles
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protected by the patent exists or is in the process of being established in the United States. See
19 US.C. §§ 1337(a)(1)(B)(I) and (a)(2). Pursuant to Section 337, the Commission shall
investigate alleged violations of the Section and hear and decide actions involving those alleged
violations.

As set forth supra in Section II, ITRI has met the importation requirement. Furthermore,
LG does not dispute that the Commission has in personam and in rem jurisdiction. (RIB at 7.)
Accordingly, the ALJ finds that LG has submitted to the jurisdiction of the Commission. See
Certain Miniature Hacksaws, Inv. No. 337-TA-237, Pub. No. 1948, Initial Determination at 4,

1986 WL 379287 (U.S.I.T.C., October 15, 1986) (unreviewed by Commission in relevant part).

IV.CLAIM CONSTRUCTION

A. Applicable Law
Pursuant to the Commission’s Notice of Investigation, this investigation is a patent-based

investigation. See 76 Fed. Reg. 54416 (September 7, 2011). Accordingly, all of the unfair acts
alleged by ITRI to have occurred are instances of alleged infringement of the *932 Patent. A
finding of infringement or non-infringement requires a two-step analytical approach. First, the
asserted patent claims must be construed as a matter of law to determine their proper scope.’
Claim interpretation is a question of law. Markman v. Westview Instruments, Inc., 52 F.3d 967,
979 (Fed. Cir. 1995) (en banc), aff’d, 517 U.S. 370 (1996); Cybor Corp. v. FAS Techs., Inc., 138
F.3d 1448, 1455 (Fed. Cir. 1998). Second, a factual determination must be made as to whether

the properly construed claims read on the accused devices. Id. at 976.

! Only claim terms in controversy need to be construed, and only to the extent necessary to resolve the controversy.
Vanderlande Indus. Nederland BV v. Int’l Trade Comm’n, 366 F.3d 1311, 1323 (Fed. Cir. 2004); Vivid Tech., Inc. v.
Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).
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In construing claims, the ALJ should first look to intrinsic evidence, which consists of the
language of the claims, the patent’s specification, and the prosecution history, as such evidence
“is the most significant source of the legally operative meaning of disputed claim language.”
Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996); see also Bell Atl.
Network Servs., Inc. v. Covad Comm’n Group, Inc., 262 F.3d 1258, 1267 (Fed. Cir. 2001). The
words of the claims “define the scope of the patented invention.” Id. And, the claims
themselves “provide substantial guidance as to the meaning of particular claim terms.” Phillips v.
AWH Corp., 415 F.3d 1303, 1314 (Fed. Cir. 2005), cert. denied, 546 U.S. 1170 (2006). It is
essential to consider a claim as a whole when construing each term, because the context in which
a term is used in a claim “can be highly instructive.” Id. Claim terms are presumed to be used
consistently throughout the patent, such that the usage of the term in one claim can often
illuminate the meaning of the same term in other claims. Research Plastics, Inc. v. Federal Pkg.
Corp., 421 F.3d 1290, 1295 (Fed. Cir. 2005). In addition:

. . . in clarifying the meaning of claim terms, courts are free to use words that do

not appear in the claim so long as the resulting claim interpretation . . . accord[s]
with the words chosen by the patentee to stake out the boundary of the claimed
property.

Pause Tech., Inc. v. TIVO, Inc., 419 F.3d 1326, 1333 (Fed. Cir. 2005).

Some claim terms do not have particular meaning in a field of art, in which case claim
construction involves little more than applying the widely accepted meaning of commonly
understood words. Phillips, 415 F.3d at 1314. Under such circumstances, a general purpose
dictionary may be of use.” The presumption of ordinary meaning, however, will be “rebutted if

the inventor has disavowed or disclaimed scope of coverage, by using words or expressions of

% Use of a dictionary, hoWever, may extend patent protection beyond that to which a patent should properly be
afforded. There is also no guarantee that a term is used the same way in a treatise as it would be by a patentee. Id.
at 1322.
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manifest exclusion or restriction, representing a clear disavowal of claim scope.” ACTV, Inc. v.
Walt Disney Co., 346 F.3d 1082, 1091 (Fed. Cir. 2003).

Sometimes a claim term will have a specialized meaning in a field of art, in which case it
is necessary to determine what a person of ordinary skill in that field of art would understand the
disputed claim language to mean, viewing the claim terms in the context of the entire patent.
Phillips, 415 F.3d at 1312-14; Vitronics, 90 F.3d at 1582. Under such circumstances, the ALJ
must conduct an analysis of the words of the claims themselves, the patent specification, the
prosecution history, and extrinsic evidence concerning relevant scientific principles, as well as
the meaning of technical terms and the state of the art. Id.

A patentee may deviate from the conventional meaning of claim term by making his or
her intended meaning clear (1) in the specification or (2) during the patent’s prosecution history.
Lear Siegler, Inc. v. Aeroquip Corp., 733 F.2d 881, 889 (Fed. Cir. 1984). If a claim term is
defined contrary to the meaning given to it by those of ordinary skill in the art, the specification
must communicate a deliberate and clear preference for the alternate definition. Kumar v.
Ovonic Battery Co., 351 F.3d 1364, 1368 (Fed. Cir. 2003). In other words, the intrinsic evidence
must “clearly set forth” or “clearly redefine” a claim term so as to put one reasonably skilled in
the art on notice that the patentee intended to so redefine the claim term. Bell Atl., 262 F.3d at
1268; see also Thorner v. Sony Computer Entertainment Am., LLC, 669 F.3d 1362, 1665-67 (Fed.
Cir. 2012).

When the meaning of a claim term is uncertain, the specification is usually the first and
best place to look, aside from the claim itself, in order to find that meaning. Phillips, 415 F.3d at
1315. The specification of a patent “acts as a dictionary” both “when it expressly defines terms

used in the claims” and “when it defines terms by implication.” Vitronics, 90 F.3d at 1582. For
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example, the specification “may define claim terms by implication such that the meaning may be
found in or ascertained by a reading of the patent documents.” Phillips, 415 F.3d at 1323. “The
construction that stays true to the claim language and most naturally aligns with the patent’s
description of the invention will be, in the end, the correct construction.” Id. at 1316. However,
as a general rule, particular examples or embodiments discussed in the specification are not to be
read into the claims as limitations. Markman, 52 F.3d at 979.

The prosecution history “provides evidence of how the inventor and the PTO understood
the patent.” Phillips, 415 F.3d at 1317. For example, the prosecution history may inform the
meaning of the claim language by demonstrating how an inventor understood the invention and
whether the inventor limited the invention in the course of prosecution, making the claim scope
narrower than it otherwise would be. Vitronics, 90 F.3d at 1582-83; see also Chimie v. PPG
Indus., Inc., 402 F.3d 1371, 1384 (Fed. Cir. 2005) (stating, “The purpose of consulting the
prosecution history in construing a claim is to exclude any interpretation that was disclaimed
during prosecution.”); Microsoft Corp. v. Multi-tech Sys., Inc., 357 F.3d 1340, 1350 (Fed. Cir.
2004) (stating, “We have held that a statement made by the patentee during prosecution history
of a patent in the same family as the patent-in-suit can operate as a disclaimer.”). The
prosecution history includes the prior art cited, Phillips, 415 F.3d at 1317, as well as any
reexamination of the patent. E.I du Pont de Nemours & Co. v. Phillips Petroleum Co. 849 F.2d
1430, 1440 (Fed. Cir. 1988) (“Statements made during reissue are relevant prosecution history
when interpreting claims.”) (internal citations omitted).

Differences between claims may be helpful in understanding the meaning of claim terms.
Phillips, 415 F.3d at 1314. A claim construction that gives meaning to all the terms of a claim is

preferred over one that does not do so. Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d 1364,
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1372 (Fed. Cir.), cert. denied, 546 U.S. 972 (2005); Alza Corp. v. Mylan Labs. Inc., 391 F.3d
1365, 1370 (Fed. Cir. 2004). In addition, the presence of a specific limitation in a dependent
claim raises a presumption that the limitation is not present in the independent claim. Phillips,
415 F.3d at 1315. This presumption of claim differentiation is especially strong when the only
difference between the independent and dependent claim is the limitation in dispute. SurnRace
Roots Enter. Co., v. SRAM Corp., 336 F.3d 1298, 1303 (Fed. Cir. 2003). “[C]laim differentiation
takes on relevance in the context of a claim construction that would render additional, or
different, language in another independent claim superfluous.” AllVoice Computing PLC v.
Nuance Comm’ns, Inc., 504 F.3d 1236, 1247 (Fed. Cir. 2007).

The preamble of a claim may also be significant in interpreting that claim. The preamble
is generally not construed to be a limitation on a claim. Bell Commc’ns Research, Inc. v.
Vitalink Commc’ns Corp., 55 F.3d 615, 620 (Fed. Cir. 1995). However, the Federal Circuit has
stated that:

[A] claim preamble has the import that the claim as a whole suggests for it. In

other words, when the claim drafter chooses to use both the preamble and the

body to define the subject matter of the claimed invention, the invention so

defined, and not some other, is the one the patent protects.
Eaton Corp. v. Rockwell Int’l Corp., 323 F.3d 1332, 1339 (Fed. Cir. 2003). If the preamble,
when read in the context of an entire claim, recites limitations of the claim, or if the claim
preamble is “necessary to give life, meaning, and vitality” to the claim, then the claim preamble
should be construed as if in the balance of the claim. Kropa v. Robie, 187 F.2d 150, 152 (CCPA
1951); see also Rowe v. Dror, 112 F.3d 473, 478 (Fed. Cir. 1997); Corning Glass Works v.
Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257 (Fed. Cir. 1989). In addition:

[Wlhen discussing the “claim” in such a circumstance, there is no meaningful

distinction to be drawn between the claim preamble and the rest of the claim, for

only together do they comprise the “claim.” If, however, the body of the claim
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fully and intrinsically sets forth the complete invention, including all of its

limitations, and the preamble offers no distinct definition of any of the claimed

invention’s limitations, but rather merely states the purpose or intended use of the

invention, then the preamble may have no significance to claim construction

because it cannot be said to constitute or explain a claim limitation.
Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305 (Fed. Cir. 1999). In Pitney
Bowes, the claim preamble stated that the patent claimed a method of, or apparatus for,
“producing on a photoreceptor an image of generated shapes made up of spots.” Id. at 1306.
The Federal Circuit found that this was not merely a statement describing the invention’s
intended field of use, but rather that said statement was intimately meshed with the ensuing
language in the claim. Id. For example, both of the patent’s independent claims concluded with
the clause, “whereby the appearance of smoothed edges are given to the generated shapes.” Id.
Because this was the first appearance in the claim body of the term “generated shapes,” the Court
found that it could only be understood in the context of the preamble statement “producing on a
photoreceptor an image of generated shapes made up of spots.” Id. The Court concluded that it
was essential that the preamble and the remainder of the claim be construed as one unified and
internally consistent recitation of the claimed invention. Id.

Finally, when the intrinsic evidence does not establish the meaning of a claim, the ALJ
may consider extrinsic evidence, i.e., all evidence external to the patent and the prosecution
history, including inventor testimony, expert testimony and learned treatises. Phillips, 415 F.3d
at 1317. Extrinsic evidence may be helpful in explaining scientific principles, the meaning of
technical terms, and terms of art. Vitronics, 90 F.3d at 1583; Markman, 52 F.3d at 980.
However, the Federal Circuit has generally viewed extrinsic evidence as less reliable than the

patent itself and its prosecution history in determining how to define claim terms. Phillips, 415

F.3d at 1318. With respect to expert witnesses, any testimony that is clearly at odds with the
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claim construction mandated by the claims themselves, the patent specification, and the
prosecution history should be discounted. Id. at 1318.

If the meaning of a claim term remains ambiguous after a review of the intrinsic and
extrinsic evidence, then the patent claims should be construed so as to maintain their validity. /d.
at 1327. However, if the only reasonable interpretation renders a claim invalid, then the claim

should be found invalid. See Rhine v. Casio, Inc., 183 F.3d 1342, 1345 (Fed. Cir. 1999).

B. Level of Ordinary Skill in the Art

ITRI argues that one of ordinary skill in the art would have “at least a Bachelor’s Degree
in Electrical Engineering, Mechanical Engineering, Materials Science, or Physics, or equivalent
work experience, along with knowledge of optics and display technology.” (CX-0059C at Q&A
30.) LG argues that one of ordinary skill in the art would have “a B.S. degree in Electrical
Engineering plus at least 3 years of related professional experience in the LCD industry, or a
person with a higher degree, such as a M.S. in Electrical Engineering with less professional
experience. (RIB at 17.) Staff agrees. (SIB at 18.)

The ALJ agrees with LG and Staff and finds that a person of ordinary skill in the art to be
one who would have a B.S. in Electrical Engineering plus at least 3 years of related professional
experience in the LCD industry or a person with a M.S. in Electrical Engineering with less

professional experience.

C. Disputed Claim Terms
1. “structured arc sheet”

Ji

sheet containing an arc-like A sheet that is constructed in the A sheet that is constructed in the
structure for altering the pathway of | shape of an arc shape of an arc
illuminating light in multiple
directions

16




PUBLIC VERSION

The parties’ principal claim construction dispute centers on the meaning of the term
“structured arc sheet.” ITRI proposes the construction “a sheet containing an arc-like structure
for altering the pathway of illuminating light in multiple directions.” LG and Staff suggest that
term should be construed as “a sheet that is constructed in the shape of an arc.” The ALJ finds
that the intrinsic and extrinsic evidence overwhelmingly supports LG’s and Staff’s construction.

Beginning with the claim language, the parties agree that the term “structured arc sheet”
was not a known term in the industry at the time of the invention, so there is no special meaning
for the term besides the plain and ordinary meaning that a person of ordinary skill would
understand after reviewing the claim language, the specification, and the prosecution history.
(CIB at 5; Tr. 475:2-8; RRB at 18; Tr. 107:250-108:7.)

ITRI contends that “[blasic grammar requires that the words ‘structured’ and ‘arc’

99

modify the noun ‘sheets.”” (CIB at 5.) ITRI argues that its construction “gives effect to these
modifiers with the first portion of its construction: ‘a sheet containing an arc-like structure.’”
(CIB at 5.) ITRI argues that the language of the claims suggests that the inventors intended the
claimed inventions to cover sheets with more than one arc because “[o]ther optical sheets
discussed by LG, such as ‘microlens sheets’ and ‘microprism sheets,” contain more than one lens
or prism, respectively[]” and they were well known in the art. (CIB at 5-6.) As for the second
part of its definition, “for altering the pathway of illuminating light in multiple directions,” ITRI
argues that the claim “explicitly requires that the ‘structured arc sheets’ make the illuminating
light uniform™ and its construction recognizes this requirement. (CIB at 6; CRB at 8.)

LG argues that “[c]laim 6 recites ‘two structured arc sheets mounted at the periphery of

the light source . . . wherein said structured arc sheets have different thickness or curvature.”

(RRB at 19 (emphasis in the original).) LG submits that “the parties agree that the claimed
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‘thickness’ is a property of the sheet itself[,]” (RRB at 19 (citing Tr. 108:19-23)), and that the
“claim language uses the term ‘curvature’ in exactly the same way — to describe a property of
the sheet itself,” (RRB at 19 (citing RX-0162C at Q/A 70; Tr. 111:13-16)). Thus, LG asserts that
“the “structured arc sheet’ must itself be curved or arced.” (RRB at 19.)

Staff argues that the claim language does not recite an “arc sheet,” but a “structured arc
sheet,” where “structured” modifies “arc sheet.” Thus, Staff suggests that this contradicts ITRI’s
argument for its proposed construction and supports LG’s construction. (SRB at 3.) Staff agrees
with LG that the claims clearly recite that curvature is a property of the “structured arc sheets.”
(1d.)

The ALJ finds that the claim language strongly supports LG’s and Staff’s construction
for several reasons. First, ITRI’s construction does not obey the rules of “simple grammar” it
discusses in its briefs. ITRI is correct that “structured” and “arc” modify “sheet,” but in ITRI’s
construction “structured” is transformed into a second noun (“structure”) and “arc” now modifies
that second noun instead of “sheet.” However, ITRI’s construction does not stop modifying the
original claim language there. Not only does “arc” modify a new noun, but it is transformed into
the much broader term “arc-like.” In addition, ITRI’s construction also adds the entirely new
concept that the sheet “contain[s]” the “arc-like structures.” None of these changes has any basis
in the claim language.

LG and Staff, on the other hand, propose a construction that does obey the “simple
grammar” rules that ITRI purports to rely on. In their construction, “structured” and “arc” both
modify sheet—a sheet constructed in the shape of an arc. The extraneous concepts of “arc-like”
and “containing” are not added in L.G’s and Staff’s construction as in ITRI’s construction.

Moreover, LG is correct that the remainder of the claim also supports its construction. As LG
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notes, claim 6 recites “two structured arc sheets mounted at the periphery of the light source . . .
wherein said structured arc sheets have different thickness or curvature.” This language
implies that each of the “structured arc sheets” has the thickness and curvature. In other words,
that the “thickness” and “curvature” are properties of the entire “structured arc sheet” not that
they are the properties of “arc-like structures” contained in the sheet as ITRI suggests. Thus, the
plain langﬁage of the claim supports Staff’s and LG’s construction

As for ITRI’s argument that “[o]ther optical sheets discussed by LG, such as ‘microlens
sheets’ and ‘microprism sheets,” contain more than one lens or prism, respectively[],” and the
names for these other sheets supports ITRI’s construction. There is simply no support that
contention. Neither term is mentioned anywhere in the patent or other intrinsic evidence, so
ITRI’s argument begins on a tenuous foundation. Indeed, ITRI cites no evidence that a person of
ordinary skill would reach the conclusion that “structured arc sheet” is even similar to a
microlens sheet or microprism sheet — both of which are specific terms in the art. In addition,
the term “structured arc sheet” differs substantially from the terms “microlens sheet” and
“microprism sheet” because it contains the additional term “structured.” The natural reading of
the term “structured” would be that it suggests that the “arc sheet” is constructed in a certain way.
In contrast, the terms “microlens sheet” and “microprism sheet” include the terms “lens” and
“prism” as well as the modifier “micro,” which suggests a sheet of microscopic lenses or
microscopic prisms. Perhaps if the patentee has used the term “microarc sheet,” then there might
be some weight behind ITRI’s argument, but without any actual evidence to suggest to the
contrary, the term “structured arc sheet” suggests something substantially different than the

terms “microlens sheet” and “microprism sheet.”

19



PUBLIC VERSION

As for the second part of ITRI’s construction—ITRI’s requirement that the “arc-like
structure” be “for altering the pathway of illuminating light in multiple directions,” the ALJ
agrees with Staff and LG that the claim language itself suggests that this is unnecessary. The
claim element in question already recites that the “structured arc sheet” is “for making the
illuminating light uniform.” It is unclear why the additional functional language is necessary
when the function of the “structured arc sheet” is already clear from the rest of the claim
language. See Schwing GmbH v. Putzmeister Aktiengesellschaft, 305 F.3d 1318, 1324 (Fed. Cir.
2002) (“Where a claim uses clear structural language, it is generally improper to interpret it as
having functional requirements.”); see also Ecolab, Inc. v. Envirochem, Inc., 264 F.3d 1358,
1367 (Fed. Cir. 2001) (“Where the function is not recited in the claim itself by the patentee, we
do not import such a limitation.”). Moreover, ITRI’s suggestion that that the claim needs
clarification about how the claimed structure works (CIB at 16; CRB at 8) is unconvincing when
the claim already expressly recites a function. The claim language, thus, suggests that it is
unnecessary to add this additional function to the claim. The ALJ agrees with Staff that this
appears to be an improper attempt to re-write the claim language. See SRAM Corp. v. AD-II
Eng’g Inc., 465 F.3d 1331, 1359 (Fed. Cir. 2006).

LG’s and Staff’s construction is also consistent with specification. ITRI argues that the
specification “uses the term . . . in the same fashion as it was used in claim 6 . . .” and thus, ITRI
submits that its “proposed construction is consistent with the specification.” (CIB at 6.) ITRI
also contends that “[t]he specification also explains that ‘the parameters of the structured arc
sheets, such as curvature, shape, thickness, location, or material, etc., are adjusted appropriately,
to meet the requirements.” (CIB at 6 (quoting JX-0003 at 3:4-7 (emphasis added)).) ITRI

asserts that based on this statement “the structure of the ‘structured arc sheet’ should not be
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limited to a particular size, shape, or number of arcs like LG suggested, because the specification
explicitly says these parameters can and should be adjusted depending on the intended use.”
(CIB at 6.) ITRI also relies on Figure 1 as supporting its construction because “each of the
‘structured arc sheets’ 23 of Figure 1 contain an arc-like structure.” (CIB at 6.)

The ALJ finds that there can be no dispute that all of the embodiments disclosed in the
specification describe devices using “structured arc sheets” that are “sheet constructed in the
shape of arc.” The only question is whether ITRI is correct that the specification can support a
reading of “structured arc sheet” that is broader than those embodiments disclosed in the
specification. The ALJ finds it cannot and that ITRI’s arguments are incorrect for three reasons.
First, as demonstrated above, the claim language actually does not support ITRI’s construction.
Thus, the fact that the specification uses similar language to the claims actually undermines
ITRI’s arguments rather than supports them.

Second, the specification’s use of open language to allow for variation in the properties
of the “structured arc sheets” provides no support for the proposition that sheets containing “arc-
like structures” are within the scope of the claim. As discussed above, the claim language
suggests that at least two of the properties — thickness and curvature — are properties of the
entire sheet not properties of “arc-like structures” contained within the sheet. Indeed, the
language ITRI relies on—*“the parameters of the structured arc sheets, such as curvature, shape,
thickness, location, or material, etc., are adjusted appropriately, to meet the requirements....—
also confirms that these properties are all properties of the “structured arc sheets” themselves and
not of any alleged structures contained within the sheets. The open language in this section that
the properties are “adjusted appropriately, to meet the requirements...” merely suggests that the

“structured arc sheets” are not limited to one size of LCD display or light source, but can be
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some completely different embodiment not described in the specification.

Finally, ITRI’s citation to Figure 1 is misleading. Figure 1 shows the very sheet
constructed in the shape of an arc that LG and Staff have been asserting. ITRI’s efforts to argue

that it “contains an arc-like structure” is disingenuous and certainly does not support ITRI’s

arguments that sheets containing microscopic features are within the scope of the claims.

The ALJ finds that LG and Staff, on the other hand, point to portions of the specification

that do support their construction. Specifically, LG points to portions of the specification that

describe the “structured arc sheets” as having thickness and curvature:

Thus, the ALJ agrees with LG and Staff that these sections of the specification further support

the conclusion that it is the structured arc sheet that has the curvature and thickness, not some

“[t]he curvature diameter of the structured arc sheet is not restricted and is
preferably longer than the diameter of the [light source].” (JX-0003 at 2:5-7
(emphases added).

“[t]he thicknesses of the structured arc sheets could be the same or different,
as could the curvatures of the structured arc sheets.” Id. at 2:15-18
(emphases added).

“[t]herefore, the parameters of the structured arc sheets, such as
curvature, shape, thickness, location, or material, etc. are adjusted
appropriately to meet the requirements.” Id. at 3:4-7 (emphases added).

“[t]he two structured arc sheets are at the same plane, and have the
same curvature diameter but different thicknesses, as shown in Fig. 3b.” Id.
at 3:9-11 (emphases added).

“[fJurthermore, the two structured arc sheets may have different curvatures
at different planes, as shown in Fig. 3¢.” Id. at 3:12-13 (emphases added).

“[f]lurthermore, due to the variety of the adjustable parameters, such as
curvature, shape, thickness, location or material etc. of the structured arc
sheets....” Id. at 3:31-33 (emphases added).
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other structure contained within the sheet, and that the “structured arc sheet” is a sheet
constructed in the shape of an arc.

Furthermore, not only does the specification describe the “structured arc sheet”
consistently in a manner that would suggest that the entire sheet must be constructed in the
shape of an arc, the specification also disparages sheets that are very similar to what ITRI now
accuses of infringement. (SIB at 24; RX-0162C at Q/A 82; RX-0325C at Q/A 22.) Specifically,
the Background of the Invention states:

Generally, a light-diffusing sheet is used to uniformly diffuse the
illuminating light so that the shadows or line defects are blurred.
Additionally, some light-diffusing sheets are mounted with micro
particles having various sizes and densities for refracting or diffusing
the illuminating light as uniformly as possible. However, the
illuminating light will be absorbed when passing through the light-
diffusing sheet and only about 50% of the original is remains [sic],
which leads to a low efficiency of light utility rate. Therefore, it is
desirable to provide an improved an [sic] apparatus for improving
uniformity used in a backlight module to mitigate and/or obviate the
aforementioned problems.

(JX-003, 1:25-37 (emphasis added).) The ALJ agrees with Staff that one of ordinary skil‘l‘in the
art would understand this disclosure to provide a description of the problems with prior art light-
diffusing sheets with microparticles and that a person of ordinary skill would understand the
remainder of the specification to describe an alternative approach. The ALJ further agrees with
Staff that ITRI’s proposed construction does not take this statement into account and, instead,
encompasses these prior art light-diffusing sheets. (SIB at 24; RX-0325C at Q/A 93-94.) Thus,
not only does the specification consistently use “structured arc sheet” in the manner that Staff
and LG propose, the only disclosure of anything close to the sheets ITRI now contends are

within the scope of its claims is in a section that disparages these sheets. Accordingly, the
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specification is consistent with the claim language and strongly supports LG’s and Staff’s
construction of the term.

The prosecution history also supports LG’s and Staff’s construction. In a June 29, 2004
Office Action during the prosecution of the application that became the 932 Patent, the
Examiner rejected certain application claims under 35 U.S.C. § 103(a) as being unpatentable
over Agano (U.S. Patent No. 6,327,091) (JX-053) in view of Imai et al. (U.S. Patent No.
4,425,604) (JX-030). (JX-026 at JX-026.0042-JX-26.0049.) In particular, the Examiner found (i)
Agano discloses “the instant claimed invention except for [sic.] arc sheet locating [sic.] at the
periphery of the light source[;]” (ii) that “Imai et al. disclose (FIGS. 2, 3) the arc sheet locating at
the periphery of the light source in order to provide uniform illumination (col. 1, lines 58-62)”
and (iii) that “Imai et al. disclose (Fig. 2) two arc sheets (4-1) and (4-2) mounted at the periphery
of the light sources.” (JX-026, JX-026.0045-JX-026.046.) The Examiner also rejected then
pending claim 7 “under 35 U.S.C. § 103(a) as being unpatentable over Agano and Imai et al. as
applied to claim 1 above, and further in view of Mepham et al. (US 5,253,151).” (JX-026 at JX-
026.047.) The Examiner further found that “Agano et al. discloses the instant claimed invention
except for the arc sheet that is made of total reflection.” (Id) The Examiner found, however,
that “Mepham et al. disclose an arced reflection sheet [22] made of total reflection . . . .” (/d)

Figure 2 from Imai and the “arced reflection sheet [22]” from Mepham et al. are shown below:
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first structured arc sheet

N

FI6. 2 NI ‘

Adapted from U.S. Patent 5,253,151 to | Adapted from U.S. Patent 4,425,604 to Imai, Fig. 3
Mepham, Fig. 2 (JX-0061) (JX-0030)

LG and Staff argue that both of these references disclose sheets constructed in the shape of an
arc and are thus, consistent with their interpretation of the claims. (RIB at 20-21; SIB at 28-30;
SRB at 7-8.)

ITRI, however, argues that Imai discloses a “sheet comprised of multiple arcs” and the
patent examiner “referred to the elliptical reflector 4 of Imai as ‘the arc sheet.”” (CIB at 8-9
(emphasis in the original).) ITRI contends that “the ‘structured arc sheet’ of Imai would not fit
LG’s narrow construction: ‘a sheet constructed in the shape of an arc.” (CIB at 9.) (CIB at9.)

The ALJ rejects ITRI’s contention that Imai would not meet LG and Staff’s proposed
construction. On the contrary, the evidence clearly shows that it does disclose the claimed

structured arc sheet. As discussed above, the Examiner found that “Imai et al. disclose (Fig. 2)

3 It is unclear why the Examiner’s characterization of prior art should be so dispositive in interpreting a claim term,
when there was no discussion by the Applicant of these references. See Salazar v. Procter & Gamble Co., 414 F.3d
1342, 1345 (Fed. Cir. 2005). (“[Aln applicant's silence regarding statements made by the examiner during
prosecution, without more, cannot amount to a ‘clear and unmistakable disavowal’ of claim scope.”); see also 3M
Innovative Props. Co. v. Avery Dennison Corp., 350 F.3d 1365, 1373-74 (Fed. Cir. 2003) (“Prosecution history ...
cannot be used to limit the scope of a claim unless the applicant took a position before the PTO. An applicant's
silence in response to an examiner's characterization of a claim does not reflect the applicant's clear and
unmistakable acquiescence to that characterization if the claim is eventually allowed on grounds unrelated to the
examiner's unrebutted characterization.” (quotation marks and citations omitted)). The ALJ discusses these
arguments regardless because they are so specious and also go to the credibility of Dr. Silzars.
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two arc sheets (4-1) and (4-2) mounted at the periphery of the light sources.” Figure 2 is

reproduced below:
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As can be seen in this figure, 4-1 and 4-2 do not “contain an arc-like structure” as ITRI contends,
they are actual sheets constructed in the shape of an arc. Instead, the Examiner clearly found that
each of 4-1 and 4-2 were each a “structured arc sheet.” Indeed, ITRI’s expert agreed with this
assessment. (Tr. 323:18-21.) Thus, there is no merit to ITRI’s contention that the Examiner’s
discussion of Imai is inconsistent with LG’s and Staff’s construction.

ITRI further argues that “the examiner, in rejecting several claims of the *932 patent,
stated that U.S. Patent No. 6,327,091 to Agano (“Agano”) disclosed the claimed invention except
for certain limitations to the structured arc sheet.” (CIB at 9.) ITRI asserts that “[i]t is clear that
the examiner found Agano, which describes a sheet having small beads or microspheres — some
so small that they would be measured in microns — at its surface, to be highly relevant to
patentability.” (CIB at 9.) ITRI leaps from this statement to the conclusion that “[t]hus, it

appears that the examiner believed that Agano had a ‘structured arc sheet,” as Dr. Silzars
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explained.” (CIB at 9.) ITRI concludes that “Dr. Silzars further testified that the dimensions of
the arc in Agano are comparable to those discussed in the *932 Patent, and that this shows that
the arcs can be features on a sheet, instead of the entire sheet being curved.” (CIB at 9 (citing Tr.
115:20-116:23).) ITRI reiterated this position in its reply brief stating: “[T]he examiner’s
statements regarding Agano demonstrate that he considered a sheet containing microscopic arc-
like structures to be a ‘structured arc sheet.”” (CRB at 9.) ITRI continues that “[s]everal
statements by the examiner suggest that the examiner believed that Agano disclosed a structured
arc sheet.” (CRB at 9-10.)

ITRI then cites a number of rejections of the dependent claims with limitations related
specifically to the structured arc sheets where the Examiner repeated the language from the
dependent claim and found that “Agano discloses the instant invention except for....” (CRB at
10.) For example, ITRI quotes the following rejection “Agano discloses the instant claimed
invention except for: that arc sheet is made for total reflection.” (CRB at 10.) ITRI claims that
these statements mean that “in explaining that Agano did not anticipate certain dependent claims
that only further limited the type of ‘structure [sic.] arc sheet,” the examiner repeatedly found
that Agano disclosed an arc sheet....” (CRB at 10.)

The ALJ finds that these assertions regarding Agano are not only incorrect, but they are
disingenuous. No reasonable person with any knowledge of this art or even a general knowledge
of patent law would read the Examiner’s rejection in the way that ITRI and Dr. Silzars suggest.
As described above, the Examiner specifically found that “Agano discloses the instant claimed
invention except for arc sheet locating [sic.] at the periphery of the light source.” (JX-026 at
JX-026.045.) In this rejection, the Examiner clearly found that Agano did not disclose an arc

sheet contrary to what ITRI claims.
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There can be no doubt that this rejection of the independent claim forecloses any
argument that Agano discloses any arc sheet because Agano does disclose a sheet (which ITRI
asserts is an arc sheet) at the periphery of the light source. If this sheet at the periphery of the
light source was an arc sheet as ITRI contends, then the Examiner’s rejection of the independent
claim would make no sense. The only reasonable reading of this rejection is that Agano
completely fails to disclose a structured arc sheet. Indeed, the Examiner confirmed this
conclusion in his discussion of the motivation to combine: “It would have been obvious to one
having ordinary skill in the art, at the time the invention was made, to provide the arc sheet
locating [sic.] at the periphery of the light source, as taught by Imai et al., for the device of
Agano, in order to provide uniform illumination.” (JX-0026 at JX-0026.0047.) Thus, there is
simply no basis for finding that Agano makes any disclosure of “structured arc sheet” based on
these statements.

ITRI’s other arguments with regard to Agano are also without merit. At one point in its
brief, ITRI seems to suggest that because the Examiner relied on Agano for his rejection that
Agano must contain an arc sheet. (CIB at 9.) The law of obviousness, however, does not require
that every element be found in a reference for it to be used in a combination. See Cohesive Tech.,
Inc. v. Waters Corp., 543 F.3d 1351, 1364 (Fed. Cir. 2008) (“Obviousness can be proven by
combining existing prior art references, while anticipation requires all elements of a claim to be
disclosed within a single reference.”). Thus, the mere fact that the Examiner relied on Agano in
the obviousness analysis suggests nothing about whether it discloses “structured arc sheet” or not.

As for ITRI’s reliance on the Examiner’s rejections of the dependent claims, ITRI reads
too much in the Examiner’s decision to simply recite the claim language of the dependent claims

in his rejections. ITRI seems to suggest that, in his rejections of the dependent claims, the
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Examiner’s statements that Agano failed to disclose the narrow claim element of the dependent
claim (e.g., “the arc sheet has a curvature diameter longer than the diameter of the light source”
(application claim 8), “two arc sheets mounted at the periphery of the light sources” (application
claim 9), “two arc sheets that are not in the same plane” (application claim 15)) meant that the
Examiner found that the broader concept —“structured arc sheet”—is disclosed. This argument
not only ignores the Examiner’s broad statement with respect to claim 1 discussed above, but
also reads too much into what the Examiner did not say.

Under ITRI’s reasoning, the Examiner would have to recite every pedantic detail of a
reference and describe precisely how much the reference discloses in order to foreclose some
inference about how she construed the claims. The law is not that petty and does not ascribe
such weight to the Examiner’s silence. See Prima Tek II, L.L.C. v. Polypap, S.A.R.L., 318 F.3d
1143, 1151 (Fed. Cir. 2003) (“[D]rawing inferences of the meaning of claim terms from an
examiner's silence is not a proper basis on which to construe a patent claim.”). The ALJ declines
to read so much into the Examiner’s choice of phrasing. Moreover, when taken as a whole, all of
the rejections suggest the opposite conclusion—that Agano has no disclosure of a “structured arc
sheet” in any form. The one element that the Examiner consistently found lacking from Agano
was the “structured arc sheet” in all of its many permutations claimed in the independent and
dependent claims. Thus, Examiner’s treatment of Agano provides no support for ITRI’s
construction.

ITRI’s main argument against this overwhelming amount of intrinsic evidence is to
argue that LG’s and Staff’s construction would “conflict with Federal Circuit precedent
prohibiting the limitation of claims to an embodiment disclosed in the specification.” (CIB at 7.)

While the Federal Circuit certainly has “cautioned against limiting the claimed invention to
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preferred embodiments or specific examples in the specification[,]” Tex. Instruments, Inc. v. U.S.
Int'l Trade Comm'n, 805 F.2d 1558, 1563 (Fed. Cir. 1986), that “rule” cannot enlarge the plain
meaning of the claims, Netword, LLC v. Centraal Corp., 242 F.3d 1347, 1352 (Fed. Cir. 2001)
(“Although the specification need not present every embodiment or permutation of the invention
and the claims are not limited to the preferred embodiment of the invention ... neither do the
claims enlarge what is patented beyond what the inventor has described as the invention.”)
(internal citations omitted). However, this canon of claim construction is not even invoked in
this instance because the claim language is not as broad as ITRI contends. The mere fact that
the plain meaning closely hugs the preferred embodiment does not justify, by itself, rewriting or
expanding the claims. This is particularly the case where the claim language, specification, and
prosecution history all line up behind the proposed construction. See In re Abbott Diabetes
Care Inc., --- F.3d ----, 2012 WL 4465236, at *5-*6 (Fed. Cir. September 28, 2012). (“But this
is not an instance where the specification would necessarily have to disavow an embodiment
that would be otherwise covered by the plain language of the claims—rather, claim terms like
‘coupl[ed]’ and ‘receiv[ed]’ are entirely consistent with and even support the specification’s
exclusive depiction of an electrochemical sensor without external cables or wires.”).

The ALJ notes that the second half of ITRI’s construction that the “arc-like structures”
must be “for altering the pathway of illuminating light in multiple directions” also has no
support in the intrinsic evidence. First, as discussed above, the additional function of “altering
the pathway . . .” is inconsistent with the claim language, which already existing function of
“making the illuminating light uniform....” Second, while ITRI is correct that the specification
does contain references to “reflective structured arc sheets . . . for alternating [sic.] the pathway

of the illuminating light and making the illuminating light more uniform” (JX-003 at 2:56-61),
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Staff correctly notes that this reference is to “reflective structured arc sheets” and not simply
structured arc sheets. (SRB at 6.) Thus, it is not clear that the specification necessarily intended
to limit the claims. See Home Diagnostics, Inc. v. LifeScan, Inc., 381 F.3d 1352, 1358 (Fed. Cir.
2004) (“Absent a clear disavowal in the specification or the prosecution history, the patentee is
entitled to the full scope of its claim language.”). In addition, this reference from the
specification recognizes two potential functions for the “structured arc sheet” to “alter[] the
pathway of the illuminating light” and to “mak[e] the illuminating light more uniform.” The
applicant chose to claim one of these, but not the other. It would significantly re-write the
claims to add the second function into the claim that patentee was clearly aware of, but chose
not to claim. Finally, there is nothing in the prosecution history that would support limiting the
claims in the manner ITRI suggests. Thus, the ALJ declines to read the “altering the pathway of
the light ...” limitation into the claims.

The ALJ briefly notes that both sides, but particularly ITRI, submit expert testimony
that they assert supports their respective constructions. “While helpful, extrinsic sources like
expert testimony cannot overcome more persuasive intrinsic evidence.” Kara Tech. Inc. v.
Stamps.com Inc., 582 F.3d 1341, 1348 (Fed. Cir. 2009). A “court should discount any expert
testimony that is clearly at odds with the claim construction mandated by the claims
themselves, the written description, and the prosecution history, in other words, with the
written record of the patent.” Phillips, 415 F.3d at at 1318 (internal quotation marks omitted).
As discussed above, the claim language, specification, and prosecution history all suggest that
the term “structured arc sheet” is simply “a sheet constructed in the shape of an arc.” Dr.
Silzars’s testimony is at odds with this intrinsic evidence, and the ALJ agrees with LG and

Staff that, for that reason alone, it should be disregarded.
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In addition, the ALJ finds that Dr. Silzars’s testimony was not credible and is entitled to
little weight for several reasons. First, as Dr. Silzars admitted, the term “structured arc sheet”
was not a term he had ever heard used in the art before this case. (See Tr. 107:20-108:7.) So,
it is unclear what, besides reviewing the intrinsic evidence, Dr. Silzars’s testimony really adds
in this circumstance. Second, the ALJ finds that Dr. Silzars’s interpretation of the prosecution
history is inconsistent with what was said by the Examiner. Dr. Silzars testified repeatedly that
the Examiner found that the Agano disclosed a “structured arc sheet,” which, as discussed
above, is directly contradicted by the prosecution history. (Tr. 115:20-116:4, 116:14-23,
316:16-317:15, 575:4-9.) The ALJ finds that this reading is not consistent with any good faith
reading of the prosecution history. Thus, the ALJ finds that Dr. Silzars’s repeated advocacy of
this position severely undermines his credibility. For at least these reasons, the ALJ declines to
give any weight to Dr. Silzars’s testimony regarding claim construction.

LG also offers other extrinsic evidence, including testimony of the named inventors that
supports its claim construction. (RIB at 21-22.) LG points to testimony by all three of the
named inventors that agree with their construction. (JX-0093C at 113:6-20 (Inventor I-Kai
Pan); JX-0092C at 110:20-111:3 (Inventor Yu-Nan Pao); JX-0090C at 255:10-19 (Inventor Po-
Hung Yao).) ITRI argues that inventor testimony is of little value for purposes of claim
construction. (CIB at 10.) Because the intrinsic record is so clear in this case, the ALJ sees no
reason to resort to this additional, consistent extrinsic evidence in construing the claims.

In sum, the ALJ finds that the claim language, the specification’s consistent use of the
term, the specification’s disparagement of the prior art that ITRI now seeks to recapture, and

the prosecution history all supports LG’s and Staff construction for the term “structured arc
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constructed in the shape of an arc.”

2. “uniform”

arc sheet” the mean “a sheet

ITRI’s Proposed Construction

LG’s Proposed Construction

Staff’s Proposed Constructions

The claim term need not be
construed.

However, if the claim term is
construed then it should be given its

Indefinite. In the alternative, and to
the extent it can be construed, it
should be construed as “having a
ratio of minimum to maximum
brightness exceeding 90%.”

The term is not indefinite and
should be construed to have its
plain and ordinary meaning, i.e.,
uniform (which is not limited to
mean only “having 4 ration of

minimum to maximum brightness
exceeding 90%)

plain and customary meaning.

ITRI argues that “uniform” does not require construction because its meaning is readily
apparent from the claim language itself. (CIB at 15.) ITRI argues that the claim term is used
throughout the patent without providing any narrower meaning than one of ordinary skill in the
art would understand. (CIB at 15-16.) Staff agrees. (SIB at 35-38.)

LG argues that the claim term is indefinite or, in the alternative, if the ALJ determines
that it can be construed, then it should be construed to mean “having a ratio of minimum to
maximum brightness exceeding 90%.” (RIB at 25.) LG argues that the claim term is indefinite
because there is nothing in the specification that discusses “at what point” the light can be
considered “uniform” and it can mean different things to one of ordinary skill in the art based on
the context. (RIB at 25-26.) LG further argues that Figures 4 and 5 of the specification fail to
provide any help in determining the meaning of “uniform” because they merely demonstrate
“how the claimed structured arc sheets ‘improve uniformity,” not how to make the light
“uniform.”” (RIB at 26-27) (emphasis in original). LG further cites to the prosecution history of
the Taiwanese patent counterpart where it was also rejected for indefiniteness/lack of
enablement. (RIB at 27-28.)

LG further argues, however, that to the extent that the ALJ determines that the claim term

can be construed, then it should be construed to mean “having a ratio of minimum to maximum
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brightness exceeding 90%” as that is how it is used by the claims, specification and prosecution
history. (RIB at 28-29.) LG further argues that extrinsic evidence, namely exemplary articles
and prior art patents, support their proposed definition. (RIB at 28-29.)

The ALJ finds that “uniform” is not indefinite and should be given its plain and ordinary
meaning. The claims and the specification support such a construction. The specification uses
the term “uniform” consistently and repeatedly throughout the specification and, as correctly
noted by Staff, there is no indication in the specification that the claim term is used outside of its
common usage in the art:

The object of the present invention is to provide an apparatus for improving

uniformity use in backlight module so that the shadows or line defects are

prevented from appearing, the uniformity and utility rate of illuminating light are
increased, and an improved image quality is obtained.

* % *

In the present example, two reflective structures arc sheets are mounted over each
CCFL for alternating the pathway of the illuminating light and making the
illuminating light uniform.

* % *

Consequently, a uniform illuminating light is obtained through the optimum
design and arrangement of the structured arc sheets.

(JX-3 at 1:41-46; 2:58-61 and 3:17-19.) Thorner v. Sony Computer Entm’t Am. LLC, 669 F.3d
1362, 1365 (Fed. Cir. 2012) (Claim terms should generally be given their ordinary and
customary meaning unless “1) when a patentee sets out a definition and acts as his own
lexicographer, or 2) when the patentee disavows the full scope of a claim term either in the
specification or during prosecution.”). Similarly, there is nothing in the language of the claims to
indicate that the claim should be given anything but its plain and ordinary meaning. (JX-003 at

claims 1 and 6.) Furthermore, extrinsic evidence shows that the term “uniform” is commonly
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used and understood by those of ordinary skill in the art. (CX-350C at Q&A 54; CX-652C at
Q&A 25; 1X-029, JX-030-33, JX-037; JX-039-41; JX-043-48.) Therefore, the ALJ finds that
“uniform” should be given its plain and ordinary meaning.

The ALJ finds LG’s argument that the claim term is indefinite to be unpersuasive. The
ALJ finds that LG’s arguments remove the context in which the claim term is used in the patent.
Specifically, LG argues that the patent must describe “af what point light output from the
backlight can be considered ‘uniform’.” (RIB at 25.) LG points to nothing in the claims or the
specification that supports such a reading—that “uniform” must be defined by some quantitative
manner. Rather, as set forth above, the use of “uniform” throughout the specification and the
claims has a more qualitative use in the art. (See JX-0003 at 1:41-46; 2:58-61 and 3:17-19; see
also 1:14-33 (describing “uniformly diffuse[ing]” illuminating backlight in the art).)

Similarly, the prior art references show that the use of “uniform” in the art is commonly
understood as a qualitative term and does not require exact quantitative explanation as advocated
by LG. (JX-0037 at 1:49-57 (“In such a case; in order to improve the efficiency of utilizing
light, an optical reflector plate or an optical reflector film is often provided on the opposite
surface of said light guide means to the light outputting surface and in order to make the output
light uniform, a light diffusing sheet having a light diffusing function is often provided at the
light outputting surface side of the light guide means, as disclosed in a Japanese laid-open
publication Jikkaihei No. 5-73602 and the like, for example.”); JX-0039 at 9:31-34 (“Even when
a picture or image is viewed from a slant direction, the brightness distribution on the overall
screen can be made uniform.”).) The ALIJ finds that the term “uniform” is not “insolubly
ambiguous” nor is it “not amenable to construction” such that it is indefinite. Datamize, LLC v.

Plumtree Software, Inc., 417 F.3d 1342, 1347 (Fed. Cir. 2005) (“Only claims “not amenable to
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construction” or “insolubly ambiguous™ are indefinite.”) (citing Novo Indus., L.P. v. Micro
Molds Corp., 350 F.3d 1348, 1353 (Fed. Cir. 2003); Honeywell Int'l, Inc. v. ITC, 341 F.3d 1332,
1338 (Fed. Cir. 2003); Exxon Research & Eng'g Co. v. United States, 265 F.3d 1371, 1375 (Fed.
Cir. 2001).)

The ALJ further finds that LG’s proposed construction for “uniform” also fails because it
is unsupported by the claims and the specification. LG points to nothing in the claims or
specification that supports their proposal that “uniform” means “having a ratio of minimum to
maximum brightness exceeding 90%.” Indeed, LG only cites to extrinsic evidence, i.e.,
Respondents’ expert’s testimony and prior art, in support of their proposed construction. (See
RIB at 28-29.) Markman, 52 F.3d at 981 (“Extrinsic evidence is to be used for the court's
understanding of the patent, not for the purpose of varying or contradicting the terms of the
claims.”), Id (“[T]he court has complete discretion to adopt the expert legal opinion as its own,
to find guidance from it, or to ignore it entirely, or even to exclude it. When legal ‘experts’ offer
their conflicting views of how the patent should be construed, or where the legal expert's view of
how the patent should be construed conflicts with the patent document itself, such conflict does
not create a question of fact nor can the expert opinion bind the court or relieve the court of its
obligation to construe the claims according to the tenor of the patent.”)

Therefore, the ALJ finds that “uniform” should be given its plain and ordinary meaning.

3. “reflective housing”

ITRDI’s Proposed Construction

LG’s Proposed Construction

Staff’s Proposed Constructions

This term does not require
construction

A backlight module casing with
highly reflective surfaces

Plain and ordinary meaning, i.e.,
reflective housing (which is not
limited to mean only “a backlight
module casing with highly
reflective surfaces)

LG argues that “reflective housing” means “a backlight module casing with highly
reflective surfaces.” (RIB at 31.) LG argues that “[b]ecause all surfaces reflect light to some
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degree, one of ordinary skill in the art would recognize that the ‘reflective housing’ has to have
highly reflective surfaces to receive and reflect illuminating light from the light sources.” (Id.)
LG argues that Figure 2 of the patent and the specification’s description that the reflective
housing is for “receiving the light sources and reflecting the illuminating light” support its
construction. LG further argues that the prosecution history supports its proposed construction
because the examiner rejected certain claims over prior art Agano that taught a “reflective
housing” with “highly reflective surfaces.” (RIB at 32.) The extrinsic evidence, namely the
dictionary definition of “housing” and the testimony of LG’s expert, Dr. Escuti, also support
LG’s proposed construction. (Id.)

ITRI argues that the claim term does not need to be construed as the claim language is
sufficient to explain the meaning of “reflective housing.” (CIB at 12.) ITRI further argues that
while the specification describes making the reflective housing by “stamping or extrusion” and
coating the surface of the reflective housing with “a reflecting and diffusing material,” the claim
should not be so limited because “these are explicitly descriptions of mere preference.” (CIB at
12-13.) ITRI further notes that the patent’s use of “reflective housing” throughout the rest of the
patent does not provide any limitation to its meaning. (/d) ITRI further argues that
Respondents’ proposed construction incorporates concepts not discussed in the patent, namely
“highly” reflective surfaces and “casing”. (CIB at 13-14.)

Staff argues that the claim term should be construed because LG’s non-infringement
arguments rely on LG’s own construction. (SIB at 31.) However, Staff argues that “reflective
housing” should be given its plain and ordinary meaning, which would exclude LG’s proposed

construction. (SIB at 31.) Staff argues that neither the claim language, specification nor the
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prosecution history support LG’s addition of the requirement of “highly” reflective surfaces.
(SIB at 31-32.)

The ALJ finds that “reflective housing” should be given its plain and ordinary meaning.
The ALJ finds LG’s arguments unpersuasive. Specifically, the ALJ finds that neither the
specification nor the prosecution history support LG’s proposed construction. LG points to
Figure 2 and the description in the specification that “the reflective housing is ‘for receiving the

299

light sources and reflecting the illuminating light’” as support for their construction, but there is
nothing in the cited language or Figure 2 that support reading “highly reflective” into the claim
construction. The cited language simply states that the “reflective housing™ receives light and
reflects the illuminating light — there is nothing in the language requiring that it be “highly”
reflective. Similarly, Figure No. 2 shows reflective housing 22, but there is nothing in the Figure
or the accompanying description that requires “highly reflective” surfaces for the reflective
housing.

LG’s reliance on the prosecution history is equally misplaced. LG cites to Figure 2 of
Agano, but fail to cite where in Agano it describes a “highly reflective surface.” Figure 2 of
Agano, like Figure 2 of the ‘932 Patent, shows a “reflective housing,” but does not show a
“highly reﬂecfive housing” as asserted by LG. Rather, LG simply makes the conclusory
statement that “[t]he Examiner referred to Figure 2, Item 18 of Agano, which shows a backlight
module casing with highly reflective surfaces.” (RIB at 32.) Respondents rely on the testimony
of their expert and a conclusory explanation to come to such a conclusion:

Because all surfaces reflect light to some degree, one of ordinary skill in the art

would recognize that the “reflective housing” has to have highly reflective
surfaces to receive and reflect illuminating light from light sources.

* * *

38



PUBLIC VERSION

Again, because all surfaces reflect light to some degree, the “reflective housing”

must have highly reflective surfaces to receive and reflect as much illuminating

light as possible.
(RIB at 31) (emphasis in original). However, as with the construction for “uniform,” the ALJ
finds LG’s reliance on extrinsic evidence to support its claim construction to be flawed and
unjustified for the ‘932 Patent.

Therefore, the ALJ finds that “reflective housing” should be given its plain and ordinary

meaning.

4. “improving uniformity” and “backlight module”

Respondents argue that these two claim terms in the preamble of claim 6 are should be
treated as limitations and construed. (RIB at 29-30, 32-33.) The ALJ notes that “as a general
‘rule preamble language is not treated as a limitation.” Aspex Eyewear, Inc. v. Marchon Eyewear,
Inc., 672 F.3d 1335, 1347 (Fed. Cir. 2012) (citing Allen Eng’g Corp. v. Bartell. Indus., Inc., 299
F.3d 1336, 1346 (Fed. Cir. 2002)). While the Federal Circuit has explained, that a preamble can
be limiting when “it states a necessary and defining aspect of the invention,” Computer Docking
Station Corp. v. Dell, Inc., 519 F.3d 1366, 1375 (Fed. Cir. 2008), a preamble is not limiting
“where a patentee defines a structurally complete invention and uses the preamble only to state a
purpose or intended use for the invention,” Rowe v. Dror, 112 F.3d 473, 478 (Fed. Cir. 1997).
The ALJ finds that Respondents have failed to show why the preamble should be limiting and be
construed.

Here, LG argues that “improving uniformity” should be construed because “[t]his phrase
is essential to give life, meaning and vitality to the claim” and “[w]ithout construing this term
and without determining whether a structure within a backlight module improves uniformity,

there is simply no way to tell whether the structure functions as intended.” (RRB at 10.)

39



PUBLIC VERSION

Respondents provide no reason for construing backlight module except that the specification
describes and discusses “direct-bottom-lit backlight modules.” (See generally RIB at 32-33.)

The ALJ finds that neither of these arguments shows that the preamble is an “essential
structure or steps” or is “necessary to give life, meaning, and vitality” to claim 6. Instead, a
review of the patent and prosecution history shows that the preamble merely stated the purpose
and intended use for the structurally complete invention.

First, the body of the claim discloses a complete device that contains light sources,
reflective housing, and structures arc sheets. There is nothing in the language in the preamble
that serves as an antecedent basis for the terms in the body of the claim. See Catalina Mktg., 289
F.3d at 808 (“[D]ependence on a particular disputed preamble phrase for antecedent basis may
limit claim scope because it indicates a reliance on both the preamble and claim body to define
the claimed invention.”). Indeed, LG is unclear as to what “structural” limitation it asserts the
preamble contains.

Second, nothing in prosecution history supports finding the preamble limiting either.
Indeed, LG simply notes that the Examiner rejected certain claims over prior art references that
“taught the feature of uniformity,” but fails to explain if or how the patentee responded to such a
rejection. ACCO Brands, Inc. v. Micro Sec. Devices, Inc., 346 F.3d 1075, 1079 (Fed. Cir. 2003).
(an applicant's silence regarding statements made by the examiner during prosecution, without
more, cannot amount to a “clear and unmistakable disavowal” of claim scope) (citations omitted).

The preamble simply states the use of the invention, namely “improving uniformity [ ] in
backlight module[s].” “[P]reambles describing the use of an invention generally do not limit the
claims because the patentability of apparatus or composition claims depends on the claimed

structure, not on the use or purpose of that structure.” Catalina Mktg., 289 F.3d at 809.
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Therefore, the ALJ finds that the preamble does not limit the claim and declines to construe

“improving uniformity” and “backlight module.”

V. INFRINGEMENT DETERMINATION
A. Applicable Law

In a Section 337 investigation, the complainant bears the burden of proving infringement
of the asserted patent claims by a preponderance of the evidence. Certain Flooring Products,
Inv. No. 337-TA-443, Commission Notice of Final Determination of No Violation of Section
337, 2002 WL 448690 at 59, (March 22, 2002); Enercon GmbH v. Int’l Trade Comm’n, 151 F.3d
1376 (Fed. Cir. 1998).

Each patent claim element or limitation is considered material and essential. London v.
Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991). Literal infringement of a claim
occurs when every limitation recited in the claim appears in the accused device, i.e., when the
properly construed claim reads on the accused device exactly. Amhil Enters., Ltd. v. Wawa, Inc.,
81 F.3d 1554, 1562 (Fed. Cir. 1996); Southwall Tech. v. Cardinal IG Co., 54 F.3d 1570, 1575
(Fed Cir. 1995).

If the accused product does not literally infringe the patent claim, infringement might be
found under the doctrine of equivalents. The Supreme Court has described the essential inquiry
of the doctrine of equivalents analysis in terms of whether the accused product or process
contains elements identical or equivalent to each claimed element of the patented invention.
Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 U.S. 17, 40 (1997).

Under the doctrine of equivalents, infringement may be found if the accused product or
process performs substantially the same function in substantially the same way to obtain
substantially the same result. Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 1043 (Fed.
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Cir. 1993). The doctrine of equivalents does not allow claim limitations to be ignored. Evidence
must be presented on a limitation-by-limitation basis, and not for the invention as a whole.
Warner-Jenkinson, 520 U.S. at 29; Hughes Aircraft Co. v. U.S., 86 F.3d 1566 (Fed. Cir. 1996).
Thus, if an element is missing or not satisfied, infringement cannot be found under the doctrine
of equivalents as a matter of law. See, e.g., Wright Medical, 122 F.3d 1440, 1444 (Fed. Cir.
1997); Dolly, Inc. v. Spalding & Evenflo Cos., Inc., 16 F.3d 394, 398 (Fed. Cir. 1994); London v.
Carson Pirie Scott & Co., 946 F.2d 1534, 1538-39 (Fed. Cir. 1991); Becton Dickinson and Co. v.
C.R. Bard, Inc., 922 F.2d 792, 798 (Fed. Cir. 1990).

The concept of equivalency cannot embrace a structure that is specifically excluded from
the scope of the claims. Athletic Alternatives v. Prince Mfg., Inc., 73 ¥.3d 1573, 1581 (Fed. Cir.
1996). In applying the doctrine of equivalents, the Commission must be informed by the
fundamental principle that a patent’s claims define the limits of its protection. See Charles
Greiner & Co. v. Mari-Med. Mfg., Inc., 92 F.2d 1031, 1036 (Fed. Cir. 1992). As the Supreme
Court has affirmed:

Each element contained in a patent claim is deemed material to defining the scope

of the patented invention, and thus the doctrine of equivalents must be applied to

individual elements of the claim, not to the invention as a whole. It is important

to ensure that the application of the doctrine, even as to an individual element, is

not allowed such broad play as to effectively eliminate that element in its entirety.
Warner-Jenkinson, 520 U.S. at 29.

Prosecution history estoppel may bar the patentee from asserting equivalents if the scope
of the claims has been narrowed by amendment during prosecution. A narrowing amendment
may occur when either a preexisting claim limitation is narrowed by amendment, or a new claim

limitation is added by amendment. These decisions make no distinction between the narrowing

of a preexisting limitation and the addition of a new limitation. Either amendment will give rise
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to a presumptive estoppel if made for a reason related to patentability. Honeywell Int’l Inc. v.
Hamilton Sundstrand Corp., 370 F.3d 1131, 1139-41 (Fed. Cir. 2004), cert. denied, 545 U.S.
1127 (2005)(citing Warner-Jenkinson, 520 U.S. at 22, 33-34; and Festo Corp. v. Shoketsu
Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 733-34, 741 (2002)). The presumption of estoppel
may be rebutted if the patentee can demonstrate that: (1) the alleged equivalent would have been
unforeseeable at the time the narrowing amendment was made; (2) the rationale underlying the
narrowing amendment bore no more than a tangential relation to the equivalent at issue; or (3)
there was some other reason suggesting that the patentee could not reasonably have been
expected to have described the alleged equivalent. Honeywell, 370 F.3d at 1140 (citing, inter
alia, Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 344 F.3d 1359 (Fed. Cir. 2003)(en
banc)). “Generalized testimony as to the overall similarity between the claims and the accused
infringer’s product or process will not suffice [to prove infringement under the doctrine of
equivalents].” Tex. Instruments, Inc. v. Cypress Semiconductor Corp., 90 F.3d 1558, 1567 (Fed.
Cir. 1996).

To prove direct infringement, ITRI must prove by a preponderance of the evidence that
the accused products either literally infringe or infringe under the doctrine of equivalents the
method of asserted claims of the 932 Patent. Advanced Cardiovascular Sys., Inc. v. Scimed Life

Sys., Inc., 261 F.3d 1329, 1336 (Fed. Cir. 2001).

B. The 932 Patent

1. Independent Claim 6

a) The Accused Products Do Not Literally Infringe Claim 6 of
the 932 Patent

The ALJ finds that the evidence shows that there is no infringement of independent claim

6 of the ’932 Patent. Specifically, the ALJ finds that the evidence shows that the Accused
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Products do not meet the “structured arc sheet” limitation of the claim and, therefore, do not
literally infringe independent claim 6 of the 932 Patent. ITRI concedes that there is no literal
infringement of any asserted claim of the *932 Patent under the claim construction that the ALJ
has adopted. (CIB at 28; Tr. 23:8-21.)

Even if ITRI did not explicitly concede this point, the ALJ finds that the record does not
contain any analysis (much less evidence) demonstrating that the Accused Products have any
“sheet that is constructed in the shape of an arc.” (RX-325C at Q/A 79-88.) The ALJ further
finds that ITRI’s expert did not offer any opinion that the Accused Products literally infringe any
asserted claim of the *932 Patent under the Staff’s and LG’s claim construction, which the ALJ
adopted. (RX-325C at Q/A 79-80.) The ALJ finds that LG’s expert analyzed each of the
Accused Products and determined that none of the sheets (i.e., diffuser sheets, microlens sheets,
microprism sheets, and light guides) found in the Accused Products is “a sheet that is constructed
in the shape of an arc” (i.e., a “structured arc sheet”). (RX-325C at Q/A 81-88.) Accordingly,
the ALJ finds that the Accused Products do not literally infringe claim 6 of the 932 Patent.

b) The Accused Products Do Not Infringe Claim 6 Under The
Doctrine Of Equivalents

The ALJ also finds that the evidence shows that, based on the claim construction adopted
by the ALJ, the Accused Products also do not infringe independent claim 6 of the *932 Patent
under the doctrine of equivalents.4 ITRI’s opening post-hearing brief contains only the following
analysis regarding the doctrine of equivalents:

LG's proposed construction of “structured arc sheet” is incorrect.

However, to the extent that the ALJ adopts LG's proposed construction,
ITRI contends that the LG Products would still contain “structured arc

* LG argues that the doctrine of equivalents does not apply because it is barred by prosecution history estoppel.
Because ITRI has failed to prove infringement under the doctrine of equivalents, the ALJ declines to resolve this
question and so the ALJ assumes without deciding it is not barred.
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sheets” under the doctrine of equivalents. Dr. Silzars opines that the LG
Products would still infringe under such a construction because they
would do substantially the same thing, in substantially the same way, to
achieve substantially the same result. (See CX-0350C at 9450; Silzars,
Tr. 290, 23-7.) Specifically, the LG Products do substantially the same
thing by altering the pathway of light from a light source. (See id.) The
LG Products alter the pathway of light in substantially the same way by
employing at least two structured arc sheets, which are semi-transparent
sheets comprising arc-like structures. (See id.) Thus, the LG Products
achieve substantially the same result, making the luminescent light
more uniform. (See id.)

This is nearly identical and co-extensive to the testimony of ITRI’s expert that is cited.
(See CX-0350C at Q/A 450.) Thus, this is the extent of ITRI’s doctrine of equivalent analysis.

The ALJ finds that this is insufficient to establish a finding of infringement under the
doctrine of equivalents. ITRI’s expert offered only conclusory testimony that the Accused
Products regarding how the doctrine of equivalents would apply to this claim element. (CX-
350C at Q/A 450.) The ALJ finds that Dr. Silzars’s testimony fails to demonstrate infringement
under the doctrine of equivalents particularly when it: (a) states, without explanation, a
“function” inconsistent with the function explicitly recited in the claim; (b) o a “result” without
citing any evidence to support that finding; and (c) fails to explain how “a sheet that is
constructed in the shape of an arc” may be equivalent to a substantially flat sheet without
vitiating the claim term “strﬁctured arc sheet.” (RX-325C at Q/A 107-108.) In particular, the
ALJ notes that the claim explicitly recites the function of the “structured arc sheets” as for
“making the illuminating light uniform.” (RX-0325C at Q/A 108.) Neither ITRI nor Dr. Silzars
provides any justification for why the proposed function—*“altering the pathway of the light
source”—should be used in place of the one recited in the claims. Simply reciting this
conclusion is insufficient. See Network Commerce, Inc. v. Microsoft Corp., 422 F.3d 1353, 1363
(Fed. Cir. 2005). Indeed, it appears only to be a backdoor effort to obtain the claim construction

the ALJ rejected.
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Dr. Silzars’s testimony with regard to “result” also suffers similar defects because he
slightly changes the result from “making the illuminating light uniform” to “more uniform”
without explanation. Moreover, he cites to no evidentiary support for his conclusion that the
light is made more uniform and ITRI’s brief cites nothing either. Once again, such conclusory
testimony is insufficient. See id.

In addition to reciting the wrong function and result, Dr. Silzars’s testimony regarding the
“way” the claimed invention works is similarly flawed. Dr. Silzars’s testimony simply harks
back to his infirm claim construction when he states that: “The LG products alter the pathway of
the light the same way by employing at least two structured arc sheets, which are semi-
transparent sheets comprising arc-like structures.” Thus, his reasoning is effectively that
because the accused “structured arc sheets” in the Accused Products are consistent with his
proposed claim construction they work in the same “way” as the claimed invention. This type of
circular reasoning would effectively vitiate the claim construction the ALJ has adopted and this
claim element as well. Thus, this also fails to satisfy the requirements of the doctrine of
equivalents. See Freedman Seating Co. v. Am. Seating Co., 420 F.3d 1350, 1359 (Fed. Cir.
2005).

Moreover, in addition to the infirmities identified above, the ALJ finds the differences
between a substantially flat sheet with microscopic surface features or particles embedded in the
sheet and a sheet constructed in the shape of an arc are not insubstantial in the context of
the *932 Patent. See Technology Patents LLC v. T-Mobile (UK) Ltd., --- F.3d ----, 2012 WL
4903197, at *11 (Fed. Cir. October 17, 2012). The *932 Patent explicitly recognizes the types of
sheets used in the Accused Products as prior art and disparages them as leading to “low

efficiency of light utility rate,” (JX-003 at 1:25-37), and teaches the use of sheets constructed in
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the shape of an arc to overcome these limitations. In contrast, the Accused Products use
basically the same technology that was disparaged in the *932 Patent. Dr. Silzars’s testimony
provides no real guidance why the sheets in LG’s Accused Products overcome these problems in
the same way to reach the same result as in the 932 Patent. Indeed, the Accused Products do not
even resemble the claimed invention in any way. In such cases, the doctrine of equivalents has
no real application. See Tech. Patents, 2012 WL 4903197, at *11.

Finally, the ALJ finds that Dr. Silzars’s testimony regarding the doctrine of equivalents is
not credible. Dr. Silzars previously testified during his deposition that he was unable to offer any
opinion on infringement under the doctrine of equivalents. (RX-325C at Q/A 80; Tr. 23:22-
24:25; 151:7-153:8.) It was only at the evidentiary hearing that he recanted his prior testimony
and offered the current analysis regarding the doctrine of equivalents. This eleventh-hour effort
to alter his analysis further demonstrates that his already deeply flawed testimony is entitled to
no weight.

In sum, the ALJ finds that ITRI has presented no competent evidence that LG’s Accused
Products infringe claim 6 of the 932 Patent under the doctrine of equivalents. Dr. Silzars’s
testimony is conclusory, unsupported by any evidence, inconsistent with claim language, and
severely undermined by his prior testimony that he was not going to perform a doctrine of
equivalents analysis. Moreover, the ALJ finds that in addition to these evidentiary infirmities
that independently preclude a finding of infringement under the doctrine of equivalents, the
differences between the claimed invention and the Accused Products are not insubstantial.
Indeed, in the context of the patent, it is clear that the Accused Products function in completely
different way from the claimed inventions. Accordingly, for these reasons, ITRI has not proved

that the Accused Products infringe under the doctrine of equivalents.
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¢) The Accused Products Do Not Infringe Claim 6

In sum, the ALJ finds that the evidentiary record lacks any evidence demonstrating that
the Accused Products meet the “structured arc sheet” limitation of Claim 6 either literally or by
equivalents under the claim construction adopted by the ALJ. Thus, the ALJ finds that ITRI has
failed to meet its burden of proving infringement of independent claim 6 of the 932 Patent by a
preponderance of the evidence.

2. Dependent Claims 9-10
Claims 9 and 10 depend on independent claim 6. Inasmuch as each claim limitation

must be present in an accused device in order for infringement to be found (either literally or
under the doctrine of equivalents), a device cannot infringe a dependent claim if it does not
practice every limitation of the independent claim from which it depends. See Warner-
Jenkinson Co., 520 U.S. at 40; Monsanto Co. v. Syngenta Seeds, Inc., 503 F.3d 1352, 1359
(Fed. Cir. 2007). Furthermore, the Federal Circuit explained that:

One may infringe an independent claim and not infringe a claim

dependent on that claim. The reverse is not true. One who does

not infringe an independent claim cannot infringe a claim
dependent on (and thus containing all the limitations of) that claim.

Wahpelton Canvas Co., Inc. v. Frontier, Inc., 870 F.2d 1546, 1552 (Fed. Cir. 1989).

Accordingly, ITRI has failed to prove infringement of claims 9-10 as well.
VL.DOMESTIC INDUSTRY
A. Applicable Law
As stated in the notice of investigation, a determination must be made as to whether an
industry in the United States exists as required by subsection (a)(2) of section 337. Section 337
declares unlawful the importation, the sale for importation or the sale in the United States after
importation of articles that infringe a valid and enforceable U.S. patent only if an industry in the
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United States, relating to articles protected by the patent . . . concerned, exists or is in the process
of being established. There is no requirement that the domestic industry be based on the same
claim or claims alleged to be infringed. 19 U.S.C. § 1337(a)(2).

The domestic industry requirement consists of both an economic prong (i.e., there must
be an industry in the United States) and a technical prong (i.e., that industry must relate to
articles protected by the patent at issue). See Certain Ammonium Octamolybdate Isomers, Inv.
No. 337-TA-477, Comm’n Op. at 55, USITC Pub. 3668 (January 2004). The complainant bears
the burden of proving the existence of a domestic industry. Certain Methods of Making
Carbonated Candy Products, Inv. No. 337-TA-292, Comm’n Op. at 34-35, USITC Pub. 2390
(June 1991).

Thus, in this investigation ITRI must show that it satisfies both the technical and
economic prongs of the domestic industry requirement with respect to the ‘932 Patent. As noted,
and as explained below, it is found that the domestic industry requirements have not been
satisfied.

A complainant in a patent-based Section 337 investigation must demonstrate that it is
practicing or exploiting the patents at issue. See 19 U.S.C. § 1337(a)(2) and (3); also see Certain
Microsphere Adhesives, Process for Making Same, and Products Containing Same, Including
Self-Stick Repositionable Notes, Inv. No. 337-TA-366, Comm’n Op. at 8§ (U.S.L.T.C., January 16,
1996) (“Certain Microsphere Adhesives™), aff’d sub nom. Minn. Mining & Mfg. Co. v. U.S. Int'l
Trade Comm’n, 91 F.3d 171 (Fed. Cir. 1996) (Table); Certain Encapsulated Circuits, Comm’n
Op. at 16. The complainant, however, is not required to show that it practices any of the claims
asserted to be infringed, as long as it can establish that it practices at least one claim of the

asserted patent. Certain Point of Sale Terminals and Components Thereof, Inv. No. 337-TA-524,

49



PUBLIC VERSION

Order No. 40 (April 11, 2005). Fulfillment of this so-called “technical prong” of the domestic
industry requirement is not determined by a rigid formula, but rather by the articles of commerce
and the realities of the marketplace. Certain Diltiazem Hydrochloride and Diltiazem
Preparations, Inv. No. 337-TA-349, U.S.L.T.C. Pub. No. 2902, Initial Determination at 138,
(U.S.LLT.C., February 1, 1995) (unreviewed in relevant part) (“Certain Diltiazem”); Certain
Double-Sided Floppy Disk Drives and Components Thereof, Inv. No. 337-TA-215, 227 U.S.P.Q.
982, 989 (Comm’n Op. 1985) (“Certain Floppy Disk Drives”).

The test for claim coverage for the purposes of the technical prong of the domestic
industry requirement is the same as that for infringement. Certain Doxorubicin and
Preparations Containing Same, Inv. No. 337-TA-300, Initial Determination at 109 (U.S.I.T.C.,
May 21, 1990) (“Certain Doxorubicin”), aff’d, Views of the Commission at 22 (October 31,
1990). “First, the claims of the patent are construed. Second, the complainant’s article or
process is examined to determine whether it falls within the scope of the claims.” (I1d.) As with
infringement, the first step of claim construction is a question of law, whereas the second step of
comparing the article to the claims is a factual determination. Markman, 52 F.3d at 976. The
technical prong of the domestic industry can be satisfied either literally or under the doctrine of
equivalents. Certain Excimer Laser Systems for Vision Correction Surgery and Components
Thereof and Methods for Performing Such Surgery, Inv. No. 337-TA-419, Order No. 43 (July 30,
1999). The patentee must establish by a preponderance of the evidence that the domestic product
practices one or more claims of the patent. See Bayer, 212 F.3d at 1247.

In patent based proceedings under section 337, a complainant must establish that an
industry “relating to the articles protected by the patent . . . exists or is in the process of being

established” in the United States. 19 U.S.C. § 1337(a)(2). Under Commission precedent, the

50



PUBLIC VERSION

domestic industry requirement of Section 337 consists of a “technical prong” and an “economic
prong.” The “technical prong” of the domestic industry requirement is satisfied when the
complainant’s activities relate to an article “protected by the patent.” The “economic prong” of
the domestic industry requirement is satisfied when the economic activities set forth in
subsections (A), (B), and/or (C) of subsection 337(a)(3) have taken place or are taking place with
respect to the protected articles. Certain Data Storage Systems and Components Thereof, Inv.
No. 337-TA-471, Initial Determination Granting EMC’s Motion No. 471-8 Relating to the
Domestic Industry Requirement’s Economic Prong (unreviewed) at 3 (Public Version, October
25, 2002); see also Certain Printing and Imaging Devices and Components Thereof, Inv. No.
337-TA-690, Commission Op. at 25 (February 17, 2011) (“Printing and Imaging Devices”).
Summary determination may be granted with respect to the technical prong while reserving for
trial proof of the technical prong. See Certain Microcomputer Controllers, Components Thereof,
and Products Containing Same, Inv. 337-TA-331, Initial Determination Granting Summary
Determination on Economic Prong (January 8, 1992). With respect to the “economic prong,” 19
U.S.C. § 1337(a)(2) and (3) provide, in full:

(2) Subparagraphs (B), (C), (D), and (E) of paragraph (1) apply

only if an industry in the United States, relating to the articles

protected by the patent, copyright, trademark, mask work, or design

concerned, exists or is in the process of being established.

(3) For purposes of paragraph (2), an industry in the United States

shall be considered to exist if there is in the United States, with

respect to the articles protected by the patent, copyright, trademark,

mask work, or design concerned—

(A) significant investment in plant and equipment;

(B) significant employment of labor or capital; or

(C) substantial investment in its exploitation, including
engineering, research and development, or licensing.
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Id

Given that these criteria are in the disjunctive, satisfaction of any one of them will be sufficient
to meet the domestic industry requirement. Certain Integrated Circuit Chipsets and Products
Containing Same, Inv. No. 337-TA-428, Order No 10 at 3, Initial Determination (Unreviewed)
(May 4, 2000), citing Certain Variable Speed Wind Turbines and Components Thereof, Inv. No.
337-TA-376, Commission Op. at 15, USITC Pub. 3003 (Nov. 1996). The Commission has
embraced a flexible, market-oriented approach to domestic industry, favoring case-by-case
determination “in light of the realities of the marketplace” that encompass “not only the
manufacturing operations” but may also include “distribution, research and development and
sales.” Certain Dynamic Random Access Memories, Inv. No. 337-TA-242, USITC Pub. 2034,
Commission Op. at 62 (Nov. 1987) (“DRAMSs™).

Congress enacted 19 U.S.C. § 1337(a)(3) in 1988 as part of the Omnibus Trade and
Competitiveness Act. See Certain Plastic Encapsulated Integrated Circuits, Inv. No. 337-TA-
315, USITC Pub. No. 2574 (Nov. 1992), Initial Determination at 89 (October 16, 1991)
(unreviewed in relevant part). The first two sub-paragraphs codified existing Commission
practice. See id. at 89; see also Certain Male Prophylactic Devices, Inv. No. 337-TA-546,
Commission Op. at 39 (June 29, 2007). Under Commission precedent, these requirements could
be met by manufacturing the articles in the United States, see, e.g., DRAMs, Commission Op. at
61, or other related activities, see Schaper Mfg. Co. v. U.S. Int’l Trade Comm’n, 717 F.2d 1368,
1373 (Fed. Cir. 1983) (“[I]n proper cases, ‘industry’ may encompass more than the
manufacturing of the patented item. . . .”).

In addition to subsections (A) and (B), there is also subsection (C). “In amending section
337 in 1988 to include subsection (C), Congress intended to liberalize the domestic industry

requirement so that it could be satisfied by all ‘holders of U.S. intellectual property rights who
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are engaged in activities genuinely designed to exploit their intellectual property’ in the United
States.” Certain Multimedia Display and Navigation Devices and Systems and Components
Thereof, and Products Containing Same, Inv. No. 337-TA-694, Commission Op. at 7 (August 8,
2011) (quoting Certain Digital Processors and Digital Processing Systems, Components Thereof,
and Products Containing Same, Inv. No. 337-TA-559, Final Initial Determination at 93
(unreviewed in relevant part) (May 11, 2007). Thus, “[u]nlike sub-parts (A) and (B), sub-part (C)
of section 337(a)(3) ‘does not require actual production of the article in the United States if it can
be demonstrated that substantial investment and activities of the type enumerated are taking

2

place in the United States.”” Certain Personal Data and Mobile Communications Devices and
Related Sofiwares, No. 337-TA-710, Order 102: ID on Economic Prong at 4 (April 6, 2011)
(unreviewed in relevant part) (“Personal Data and Mobile Communications Devices”) (quoting
H.R. Rep. No. 100-40, pt. 1, at 157 (1987)).

In Printing and Imaging Devices, the Commission held that “under the statute, whether
the complainant's investment and/or employment activities are ‘significant’ is not measured in
the abstract or absolute sense, but rather is assessed with respect to the nature of the activities
and how they are ‘significant’ to the articles protected by the intellectual property right.”
Printing and Imaging Devices, Commission Op. at 26. The Commission further stated that:

the magnitude of the investment cannot be assessed without
consideration of the nature and importance of the
complainant’s activities to the patented products in the
context of the marketplace or industry in question . . . .
whether an investment is ‘substantial’ or ‘significant’ is
context dependent. (Id. at 31.)

Indeed, the Commission has emphasized that “there is no minimum monetary
expenditure that a complainant must demonstrate to qualify as a domestic industry under the

‘substantial investment’ requirement” of section 337(a)(3)(C). Certain Stringed Musical
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Instruments and Components Thereof, Inv. No. 337-TA-586, Commission Op. at 25 (May 16,
2008). Moreover, the Commission has stated that a complainant need not “define or quantify the
industry itself in absolute mathematical terms.” Id. at 26.

The Commission has long held “that the domestic industry inquiry under Section 337 is
not limited to the activities of the patent owner, but also involved the activities of any licensees.”
Wind Turbines, Inv. No. 337-TA-376, REMAND, Commission Op. at 20, USITC Pub. 3072
(Nov. 1997) (internal citations omitted); see also Certain Static Random Access Memories, Inv.
No. 337-TA-341, Order No. 5.; Certain Dynamic Random Access Memories, Components
Thereof and Products Containing the Same, Inv. No. 337-TA-242 at 62 (Sept. 1987); and
Certain Microsphere Adhesives, Processes for Making Same, and Products Containing Same,
Inv. No. 337-TA-366 (Sept. 1995). “Indeed, it has been the long-standing Commission practice
to examine the activities of licensees in making domestic industry determinations.” Id. at 20,
n.14. The Commission has relied solely on the activities of the licensees in establishing the
economic prong of the domestic industry requirement. Id. (citing Certain Diltiazen
Hydrochloride and Diltiazem Preparations, Inv. No. 337-TA-349, Initial Determination
(unreviewed portion) at 133-141)).

Here, ITRI relies on the activities of its licensee, Samsung Electronics Co., Ltd. and its

subsidiary Samsung Electronics America, Inc. (“SEA”). (CIB at 1.)

B. Technical Prong
The evidence shows that ITRI has failed to meet the technical prong of the domestic

industry requirement. None of the parties disputes the fact that their analysis of the Domestic
Industry Products and their analysis of the Accused Products are essentially identical, at least

with respect to the accused “structured arc sheets.” (CIB at 34, 38-39; RIB at 39-40; RRB at 15-
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16; SIB at 44-45; SRB at 27.) Each set of products contains similar types of light control sheets
and the test for claim coverage for purposes of satisfying the “technical prong” of the domestic
industry requirement is the same as that for infringement. (/d.)

The ALJ finds that just as “structured arc sheets” are absent from all of the Accused
Products, “structured arc sheets” are also absent from all of the Domestic Industry Products.
The evidence demonstrates that the Domestic Industry Products are structurally similar to the
Accused Products and do not have any “sheet that is constructed in the shape of an arc.” (RX-
325C at Q/A 197-198.) After examining the analysis of the Domestic Industry Products
performed by ITRI’s expert, LG’s expert determined that the Domestic Industry Products, like
the Accused Products, contain a combination of flat sheets (e.g., diffuser sheets, microlens
sheets, microprism sheets, and light guides), and that none of these flat sheets is “a sheet that is
structured in the shape of an arc.” (RX-325C at Q/A 199-201.) Thus, there is no dispute that
under the claim construction adopted by the ALJ the Domestic Industry Products do not
literally practice any of the asserted claims of the *932 Patent.

As for the doctrine of equivalents, ITRI simply states that the Domestic Industry
Products “still contain ‘structured arc sheets’ under the doctrine of equivalents for the same
reasons the LG products would infringe under this doctrine.” (CIB at 38.) Assuming without
deciding that this is sufficient to preserve this argument that the Domestic Industry Products
practice the claimed invention under equivalents, the ALJ rejects this argument for same
reasons stated above with respect to infringement by the Accused Products.

Because ITRI has failed to show that the Domestic Industry Products practice any claim
of the *932 Patent either literally or under the doctrine of equivalents, ITRI has failed to meet the

technical prong of the domestic industry requirement.
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C. Economic Prong

ITRI argues that its licensee’s domestic activities, including the employment of labor and
capital and investment in plant and equipment are significant enough to satisfy the economic
prong. (CIB at 60.) Specifically, ITRI relies on SEA’s customer and technical support and
service and repair activities for its LCD televisions. (CIB at 61-62.) SEA provides these
services through its customer call center in Greenville, South Carolina and through independent
services, namely Field Engineers (“FEs”), Authorized Service Centers (“ASCs”) and Dealer
Service Centers (“DSCs”). (CIB at 62.) ITRI argues that SEA satisfies the economic prong
domestic industry requirement under subsections (A) and (B) through its significant employment
of labor and capital and significant investment in plant and equipment to provide service and
repair of the domestic industry products and that Samsung’s products satisfy the technical prong
of the domestic industry requirement.’

LG argues that ITRI has failed to satisfy the economic prong because it has overstated
SEA’s investments; fails to provide a reliable allocation method for SEA’s investments; and
failed to demonstrate that SEA’s investments are comparatively “significant.” (RIB at 70-74.)
Specifically, LG argues that ITRI failed to provide a reliable allocation of SEA’s investments
attributable to the Domestic Industry Products and, further, the investments relied upon by ITRI
were made by SEA before the execution of the license agreement, are a one time investments or
investments made in foreign-manufactured repair parts. (RIB at 70-71.) LG further argues that
the allocation method used by ITRI is unreliable because ITRI presents the number of sales
based on sales of a particular model as a percentage of the total sales of Samsung LCD products,

but the data provided by SEA is broken down by model number so no allocation needs to be

% ITRI does not rely on subsection (C) and its licensing revenues from Samsung to satisfy the domestic industry
requirement.
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applied to the data to determine what portion of the investment should be attributed to the
Domestic Industry Products. (RIB at 72-73.) Finally, LG argues that ITRI failed to perform a
comparative analysis of the relative importance or “significance” of domestic activities
compared to the total activities. (RIB at 73-74.)

Staff argues that ITRI has satisfied the economic prong based on SEA’s significant
employment of labor and capital and significant investment in plant and equipment to provide
service and repair of the Domestic Industry Products. (SIB at 59.)

The ALJ finds that ITRI has satisfied the economic prong of the domestic industry
requirement based on the activities of its licensee SEA. The evidence shows that SEA employs
significant labor and capital in the United States by contracting FEs, ASCs, and DSCs to perform
service, repair, and replacement of the Domestic Industry Products and maintains a call center in
Greenville, SC (“Greenville Call Center”), which is an ||| | | | QS vith employees
responsible for customer support and service for U.S. customers of the Domestic Industry
Products. (JX-067C; CX-059C.)

Specifically, the evidence shows the following:

§ The ALJ has adopted Staff’s approach in calculating the amount spent by SEA, which takes into account the fact
that the Samsung License Agreements was not executed until and also uses the average annual payment
to FEs, ASCs and DSCs. (SIB at 60-61, note 22.) LG does not dispute Staff’s method of calculation. (See generally
RRB at 25-39.)
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Therefore, based on the foregoing, the ALJ finds that ITRI has satisfied the economic prong of
the domestic industry requirement based on the activities of its licensee, SEA.

The ALJ finds LG’s arguments unpersuasive. First, LG’s arguments relating to whether
ITRI overstated SEA’s investments fail in light of the methodology used by the ALJ, namely
limiting the investments to the Domestic Industry Products and limiting the time period to after
the execution of the license agreement with Samsung. The ALJ adopted Staff’s proposed
method and LG did not dispute that Staff’s method was a more accurate allocation of SEA’s
expenses. (See generally RRB at 25-39.) Furthermore, SEA’s investments in its FEs, ASCs, and
DSCs for the Domestic Industry Products was calculated based on payments to FEs, ASCs, and
DSCs that were broken down on a product model number basis. (JX-067C, 99 22, 25, 28, 29;
CX-059C, Q/A 31-34;CX-040C.)

As for LG’s arguments as to whether any investments made prior to the execution of the
license agreement should be considered, the ALJ notes that the methodology used in allocating
costs took that coﬁcem into consideration. Furthermore, the ALJ agrees with Staff that any
investments made prior to the execution of the license agreement should not be disregarded in its

entirety. As Staff correctly notes, the investments prior to the execution of the license agreement
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provide a basis for determining, inter alia, (i) the ongoing average cost of service, repair, and
replacement; (ii) the frequency of repair; and (iii) the average cost of repair per unit, which are
relevant to determining whether Complainants meet the “economic prong” of the domestic
industry requirement. (CX-059C, Q/A 33-35, 74-78.) Similarly, SEA’s one-time investments in
the Greenville Call Center are highly relevant to the domestic industry determination because
B o< out of the Greenville Call
Center to provide customer service and support for the Domestic Industry Products and provide
some context for SEA’s ongoing investments in the operation of the Greenville Call Center with
respect to the Domestic Industry Products.

The ALJ further rejects any attempts by LG to place what appear to be an “intent”
requirement on the economic prong of the domestic industry requirement, i.e., whether SEA
“expected” or intended the Greenville Call Center or the repair and service work to relate to
the *932 Patent. (See RRB at Note 30.) While the timing of the license agreement is certainly a
factor that must be considered in the domestic industry analysis (and was considered in the
ALJ’s analysis), the patentee is entitled to rely on its licensee’s activities related to the Domestic
Industry Products once the license agreement has been executed regardless of whether the
licensee actually “expected” its activities to be related to the patent. In other words, the license
exists regardless of the reasons for entering into the agreement and, under Commission precedent,
the licensee’s activities can be considered for satisfying the domestic industry requirement.
Furthermore, the economic prong of the domestic industry requirement has no “intent”
requirement—either in the language of the statute or in any Commission precedent. The focus is
entirely on the actual investments or expenditures and not whether they were “intended” or

“expected” to relate to a given patent.
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The ALJ also finds LG’s arguments that ITRI has improperly allocated investments based
on the sales of Domestic Industry Products as a percentage of the total sales of Samsung LCD
products rather than on the cost of repairs for the Domestic Industry Products as a percentage of
the total cost of repairs for Samsung LCD Products also fails. LG’s proposed methodology fails
to address the reality of SEA’s activities and investments relating to the Greenville Call Center,
which handle additional customer service and support activities that do not include only repair
services. (CX-059C, Q&A 23.) Thus, the ALJ finds that ITRI’s proposed allocation based on
sales appears to better reflect the magnitude of repairs and capture the costs associated with the
customer service and support activities performed at the Greenville Call Center for the Domestic
Industry Products.

Finally, as for LG’s argument that ITRI failed to conduct a comparative analysis, the ALJ
also finds those unpersuasive. ITRI’s expert explained how SEA’s customer support, service,
and repair activities relating to the Domestic Industry Products and SEA’s investments therein
are significant, both qualitatively and quantitatively. (CX-059C, Q&A 71-90.) Specifically,
ITRI showed that SEA’s warranty and activities related thereto (including the customer support
service and repair services) play a significant role in Samsung’s overall LCD television market.
While it is not quite clear what LG asserts that ITRI has failed to show, it appears that LG takes
issue with the fact that ITRI failed to compare SEA’s investments against Samsung’s or SEA’s
investments in such things as “worldwide data, or non-LCD data.” (RRB at 34-35.) The ALJ
declines to require such a broad comparative approach as it is well outside the “context of the

marketplace or industry in question,” namely the domestic LCD television market.
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In sum, the ALJ finds that the evidence show that SEA has made significant employment
of labor and capital and significant investment in plant and equipment to provide service and
repair of the Domestic Industry Products.

Having found that the 932 Patent is not infringed and that ITRI has failed to satisfy the
domestic industry requirement, the ALJ finds that the disposition of these material issues
satisfies Commission Rule 210.42(d) and, consequently, that no violation of Section 337 has
occurred in this investigation. In light of the foregoing findings and in the interests of judicial
economy and efficiency—particularly in light of the Commission’s heavy Section 337

caseload— the ALJ declines to conduct a validity or unenforceability analysis.

61



VII.

PUBLIC VERSION

CONCLUSIONS OF LAW

1.

The Commission has personal jurisdiction over the parties and subject-matter and in
rem jurisdiction over the accused products.

The importation or sale requirement of section 337 is satisfied.

The Accused Products do not infringe the *932 Patent.

The technical prong of the domestic industry requirement has not been satisfied.

The economic prong of the domestic industry requirement has been satisfied.

It has not been established that a violation exists of section 337 for the asserted claims

of the *932 Patent.
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VIII. INITIAL DETERMINATION AND ORDER

Based on the foregoing, it is the INITIAL DETERMINATION of this ALJ that a no
violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, has occurred in
the importation into the United States, the sale for importation, or the sale within the United
States after importation of certain devices for improving uniformity used in a backlight module
and components thereof and products containing the same that infringe one or of claims 6, 9 and
10 of U.S. Patent No. 6,883,932.

Further, this Initial Determination, together with the record of the hearing in this
investigation consisting of:

(1)  the transcript of the hearing, with appropriate corrections as may hereafter be
ordered, and

(2)  the exhibits received into evidence in this investigation, as listed in the attached
exhibit lists in Appendix A,

are CERTIFIED to the Commission. In accordance with 19 C.F.R. § 210.39(c), all material
found to be confidential by the undersigned under 19 C.F.R. § 210.5 is to be given in camera
treatment.

The Secretary shall serve a public version of this ID upon all parties of record and the
confidential version upon counsel who are signatories to the Protective Order (Order No. 1.)

issued in this investigation, and upon the Commission investigative attorney.
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RECOMMENDED DETERMINATION ON REMEDY AND BOND

I. Remedy and Bonding

The Commission’s Rules provide that subsequent to an initial determination on the
question of violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, the
administrative law judge shall issue a recommended determination containing findings of fact
and recommendations concerning: (1) the appropriate remedy in the event that the Commission
finds a violation of section 337, and (2) the amount of bond to be posted by respondents during

Presidential review of Commission action under section 337(j). See 19 C.F.R. § 210.42(a)(1)(ii).

A. Limited Exclusion Order

Under Section 337(d), the Commission may issue either a limited or a general exclusion
order. A limited exclusion order directed to respondents’ infringing products is among the
remedies that the Commission may impose, as is a general exclusion order that would apply to
all infringing products, regardless of their manufacturer. See 19 U.S.C. § 1337(d).

If a violation is found, ITRI argues that a limited exclusion order prohibiting LG from
importing any accused product that infringes one or more of the asserted claims of the ‘932
Patent. (CIB at 74.) Staff agrees. (SIB at 65.)

If a violation is found, the ALJ recommends that the Commission issue a limited
exclusion order prohibiting LG from importing any accused product that infringes one or more of

the asserted claims of the ‘932 Patent.

B. Cease and Desist Order
Section 337 provides that in addition to, or in lieu of, the issuance of an exclusion order,

the Commission may issue a cease and desist order as a remedy for violation of section 337. See
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19 U.S.C. § 1337(f)(1). The Commission generally issues a cease and desist order directed to a
domestic respondent when there is a “commercially significant” amount of infringing, imported
product in the United States that could be sold so as to undercut the remedy provided by an
exclusion order. See Certain Crystalline Cefadroxil Monohydrate, Inv. No. 337-TA-293, USITC
Pub. 2391, Comm’n Op. on Remedy, the Public Interest and Bonding at 37-42 (June 1991);
Certain Condensers, Parts Thereof and Products Containing Same, Including Air Conditioners
for Automobiles, Inv. No. 337-TA-334, Comm’n Op. at 26-28 (Aug. 27, 1997).

ITRI and LG have stipulated that a cease and desist order is appropriate if a violation is
found. (May 23, 2012 Stipulation Between Complainants and Respondents.) Thus, should the
Commission find a violation, the ALJ recommends a cease and desist order against LG

Electronics USA and LG Display America.

C. Bond During Presidential Review Period

The Administrative Law Judge and the Commission must determine the amount of bond
to be required of a respondent, pursuant to section 337(j)(3), during the 60-day Presidential
review period following the issuance of permanent relief, in the event that the Commission
determines to issue a remedy. The purpose of the bond is to protect the complainant from any
injury. 19 C.F.R. § 210.42(a)(1)(ii), § 210.50(a)(3).

When reliable price information is available, the Commission has often set the bond by
eliminating the differential between the domestic product and the imported, infringing product.
See Certain Microsphere Adhesives, Processes for Making Same, and Products Containing Same,
Including Self-Stick Repositionable Notes, Inv. No. 337-TA-366, Comm’n Op. a 24 (1995). In
other cases, the Commission has turned to alternative approaches, especially when the level of a

reasonable royalty rate could be ascertained. See, e.g., Certain Integrated Circuit
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Telecommunication Chips and Products Containing Same, Including Dialing Apparatus, Inv. No.
337-TA-337, Comm’n Op. at 41 (1995). A 100 percent bond has been required when no
effective alternative existed. See, e.g., Certain Flash Memory Circuits and Products Containing
Same, Inv. No. 337-TA-382, USITC Pub. No. 3046, Comm’n Op. at 26-27 (July 1997) (a 100%
bond imposed when price comparison was not practical because the parties sold products at
different levels of commerce, and the proposed royalty rate appeared to be de minimis and
without adequate support in the record).

The parties have stipulated that a bond rate of 1% of the entered value of each infringing
product is appropriate. (May 23, 2012 Joint Stipulation Between Complainants and
Respondents.)

The ALJ recommends a 1% bond rate.

II. Conclusion

In accordance with the discussion of the issues contained herein, it is the
RECOMMENDED DETERMINATION (“RD”) of the ALJ should the Commission find a
violation, then it should issue a limited exclusion order and cease and desist order directed at
LG’s products found to infringe the valid claims of the 932 Patent be issued. Furthermore,

Respondents should be required to post a bond of 1% during the Presidential review period.
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Within seven days of the date of this document, each party shall submit to the office of
the Administrative Law Ju&ge a statement as to whether or not it seeks to have any portion of
this document deleted from the public version. The parties' submissions must be made by hard
copy by the aforementioned date.

Any party seeking to have any portion of this document deleted from the public version
thereof must submit to this office (1) a copy of fhis document with red brackets indicating any
portion asserted to contain confidential business information by the aforementioned date and (2)
a list specifying where said redactions are located. The parties' submission concerning the public

version of this document need not be filed with the Commission Secretary.

SO ORDERED.

oL~

eddore R. Essex
Administrative Law Judgde
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