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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of
CERTAIN INK CARTRIDGES AND
COMPONENTS THEREOF

Inv. No. 337-TA-565

COMMISSION ORDER

On October 19, 2007, the Commission issued a general exclusion order, limited exclusion
order, and cease and desist orders in the above-captioned investigation.

The general exclusion order prohibits the unlicensed entry of ink cartridges for
consumption covered by one or more of claim 7 of U.S. Patent No. 5,615,957 (“the ‘957
patent™); claims 18, 81, 93, 149, and 164 of U.S. Patent No. 5,622,439 (“the‘439 patent”);
claims 83 and 84 of U.S. Patent No. 5,158,377 (“the ‘377 patent”); claims 19 and 20 of U.S.
Patent No. 5,221,148 (“the ‘148 patent”); claim 1 of U.S. Patent No. 5,488,401 (“the ‘401
patent”); claims 1, 2, 3, and 9 of U.S. Patent No. 6,502,917 (“the ‘917 patent”); claims 1, 31, and
34 of U.S. Patent No. 6,550,902 (“the ‘902 patent™); claims 1, 10, and 14 of U.S. Patent No.
6,955,422 (“the ‘422 patent”); claim 1 of U.S. Patent No. 7,008,053 (“the ‘053 patent”); and
claim 21 of U.S. Patent No. 7,011,397 (“the 397 patent”).’

The limited exclusion order prohibits the unlicensed entry for consumption of certain ink
cartridges that are covered by one or more of claim 165 of the ‘439 patent and claims 29, 31, 34,
and 38 of the ‘472 patent that are manufactured abroad by or on behalf of, or imported by or on
behalf of defaulting respondents Glory South Software Mfg., Butterfly Image Corp., Mipo
International (“Mipo”), Mipo America Ltd. (“Mipo America”), AcuJet USA, Tully Imaging
Supplies, Ltd. (“Tully””), Wellink Trading Co., Ltd. (“Wellink™), and Ribbon Tree (Macao)

Trading Co. (“Ribbon Tree Macao”) or any of their affiliated companies, parents, subsidiaries, or



other related business entities, or their successors or assigns. The limited exclusion order also
prohibits the unlicensed entry for consumption of certain ink cartridges that are covered by one or
more of claims 45, 53, and 54 of the ‘397 patent that are manufactured abroad by or on behalf of;
or imported by or on behalf of Mipo, Mipo America, Tully, Wellink, and Ribbon Tree Macao or
any of their affiliated companies, parents, subsidiaries, or other related business entities, or their
SUCCESSOTS Or assigns.

The Commission also determined to issue cease and desist orders covering claim 7 of the
‘957 patent; claims 18, 81, 93, 149, and 164 of the ‘439 patent; claims 83 and 84 of the ‘377
patent; claims 19 and 20 of the ‘148 patent; claim 1 of the ‘401 patent; claims 1, 2, 3, and 9 of
the ‘917 patent; claims 1, 31, and 34 of the ‘902 patent; claims 1, 10, and 1;4 of the ‘422 patent;
claim 1 of the ‘053 patent; and claim 21 of the ‘397 patent and directed to domestic respondents
Ninestar Technology Company, Ltd., Town Sky Inc., MMC Consumables, Inc., and
Dataproducts USA, LLC.

The Commission further determined to issue cease and desist orders covering claim 7 of
the ‘957 patent; claims 18, 81, 93, 149, 164, and 165 of the ‘439 patent; claims 83 and 84 of the
‘377 patent; claims 19 and 20 of the ‘148 patent; claims 29, 31, 34, and 38 of the ‘472 patent;
claim 1 of the ‘401 patent; claims 1, 2, 3, and 9 of the ‘917 patent; claims 1, 31, and 34 of the
‘902 patent; claims 1, 10, and 14 of the ‘422 patent; claim 1 of the ‘053 patent; and claims 21,
45, 53, and 54 of the ‘397 patent (Mipo America only) and directed to defaulting domestic
respondents Glory South Software Mfg., Mipo America, and AcuJet U.S.A.

On November 5, 2007, respondents Ninestar Technology Co., Ltd. (Zhuhai), Ninestar
Technology Co., Ltd.,Town Sky, Inc., and Dataproducts (collectively “Ninestar”) filed a

combined petition for reconsideration and motion for stay of enforcement of the general



exclusion and cease and desist orders relating to the ‘053, ‘917, ‘422, and ‘902 patents. Ninestar
has moved that the Commission stay the remedial orders pending proceedings at the U.S. Patent
and Trademark Office filed by Ninestar for re-examination of these patents. Subsequently,
Ninestar filed a motion for leave to file a reply to Epson’s response to the petition and motion.

None of the cases cited by Ninestar support the grant of a stay after judgment has been
entered or while an appeal is pending. The Commission, having examined the motions and
related submissions, hereby ORDERS THAT --

1 Ninestar’s motion for stay of the remedial orders and its motion for leave to file a
reply to Epson’s response to that motion are denied.

2 The Secretary to the Commission shall serve a copy of this order upon each party

to the investigation.
Marilyn R. Abbo

Secretary to the Commission

By order of the Commission.

Issued: May 13, 2008
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN INK CARTRIDGES AND Inv. No. 337-TA-565
COMPONENTS THEREOF

COMMISSION OPINION

On March 30, 2007, the ALJ issued a final initial determination (“ID”), including his
recommended determination on remedy and bonding, in the above-captioned investigation. He
found each of the asserted claims was infringed by products of one or more respondents and that
a domestic industry existed. ID 387-395. The ALJ recommended a general exclusion order. He
also recommended issuance of cease and desist orders against domestic respondents Ninestar
Technology Company, Ltd., Town Sky Inc., Dataproducts USA LLC, and MMC Consumables as
well as defaulting respondents Glory South Software Manufacturing Inc., AcuJet USA, Inc., and
Mipo America Ltd. ID 363. He recommended a bond in the amount of $13.60 per cartridge to
permit importation during the Presidential review period. ID 368. On June 29, 2007, the
Commission determined to review a number of conclusions of the final ID.

The Commission has now determined to reverse certain of the ALJ’s conclusions, to
affirm others, and to provide relief in the form of a general exclusion order, a limited exclusion
order, and cease and desist orders directed to certain domestic respondents.

The general exclusion order bars entry for consumption into the United States of ink

cartridges that infringe claim 7 of U.S. Patent No. 5,615,957 (“the ‘957 patent); claims 18, 81,
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93, 149, and 164 of U.S. Patent No. 5,622,439 (“the ‘439 patent”); claims 83 and 34 of U.S.
Patent No. 5,158,377 (“the ‘377 patent”); claims 19 and 20 of U.S. Patent No. 5,221,148 (“the
‘148 patent™); claim 1 of U.S. Patent No. 5,488,401 (“the ‘401 patent”); claims 1, 2, 3, and 9 of
U.S. Patent No. 6,502,917 (“the ‘917 patent”); claims 1, 31, and 34 of U.S. Patent No. 6,550,902
(“the 902 patent”); claims 1, 10, and 14 of U.S. Patent No. 6,955,422 (“the ‘422 patent™); claim
1 of U.S. Patent No. 7,008,053 (“the ‘053 patent™); and claim 21 of U.S. Patent No. 7,011,397
(“the ‘397 patent”). The Commission also determined that a limited exclusion order should issue
that prohibits the unlicensed entry of ink cartridges covered by one or more of claim 165 of the
‘439 patent, claims 29, 31, 34, and 38 of U.S. Patent No. 5,156,472 (the ‘472 patent), and claims
45, 53, and 54 of the ‘397 patent, and that are manufactured abroad by or on behalf of, or
imported by or on behalf of, certain defaulting respondents. The Commission also determined
that cease and desist orders should be issued to certain domestic respondents. Finally, the
Commission determined that the public interest factors set forth in 19 U.S.C. § 1337(d), (f), and
(g) do not preclude issuance of these remedial orders and that the amount of the bond for
temporary importation during the Presidential review period should be $13.60 per cartridge.
I BACKGROUND

A. Procedural History

The Commission instituted this investigation on March 23, 2006, based on a complaint
filed by Epson Portland, Inc. of Oregon, Epson America, Inc. of California, and Seiko Epson
Corporation of Japan (collectively, “Epson™). 71 Fed. Reg. 14720 (March 23, 2006).

The complaint, as amended, alleged violations of section 337 of the Tariff Act of 1930 in
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the importation into the United States, the sale for importation, and the sale within the United
States after importation of certain ink cartridges and components thereof by reason of
infringement of claim 7 of the ‘957 patent; claims 18, 81, 93, 149, 164, and 165 of the ‘439
patent; claims 83 and 84 of the 377 patent; claims 19 and 20 of the ‘148 patent; claims 29, 31,
34, and 38 of the ‘472 patent; claim 1 of the ‘401 patent; claims 1-3 and 9 of the ‘917 patent;
claims 1, 31, and 34 of the ‘902 patent; claims 1, 10, and 14 of the ‘422 patent; claim 1 the ‘053
patent; and claims 21, 45, 53, and 54 of the ‘397 patent. The complaint further alleged that an
industry in the United States exists as required by subsection (a)(2) of section 337. The
complainants requested that the Commission issue a general exclusion order and cease and desist
orders. The Commission named as respondents 24 companies located in China, Germany, Hong
Kong, Korea, and the United States. However, not all claims were asserted against all
respondents.

Only four of the 24 respondents contested infringement before the ALJ: Ninestar
Technology Co., Ltd. (“Ninestar Technology”), Ninestar Technology Company Ltd. (“Ninestar
U.S.”), Town Sky Inc., and Dataproducts USA, LLC (collectively, the “active respondents™).! ID
6. Respondents Zhuhai Gree Magneto-Electric Co., Ltd. and MMC Consumables, Inc. (“the
MMC respondents”) participated at the hearing but did not contest infringement. ID 7 n.2. Prior

to the ALJ’s issuance of the final determination, eighteen respondents were terminated from the

! Ninestar Technology Co. Ltd., formerly known as Nine Star Image Co., Ltd., is a
Chinese corporation with a principal place of business in Zhuhai, China. Ninestar Technology
Company Ltd. is a New Jersey corporation with a principal place of business in Montclair,
California. ID 371.
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investigation on the basis of settlement agreements or consent orders or were found in default.’
The ALJ adjudicated infringement by products belonging to the four active respondents, the
MMC respondents, and the defaulting respondents.

On March 30, 2007, the ALJ issued his final ID, including his recommended
determination on remedy and bonding. He found each of the asserted claims was infringed by
products of one or more of the active respondents, the MMC respondents, and/or the defaulting
respondents and that a domestic industry existed. ID 387-395.

Specifically, he found the following claims infringed by the active respondents, the MMC
respondents and the defaulting respondents: claim 7 of the ‘957 patent; claims 18, 81, 93, 149,
and 164 of the ‘439 patent; claims 83 and 84 of the ‘377 patent; claims 19 and 20 of the ‘148
patent; claim 1 of the ‘401 patent; claims 1, 2, 3, and 9 of the ‘917 patent; claims 1, 31, and 34 of
the ‘902 patent; claims 1, 10, and 14 of the ‘422 patent; and claim 1 of the ‘053 patent. He found
that the eight defaulting respondents also infringed claim 165 of the ‘439 patent and claims 29,
31, 34, and 38 of the ‘472 patent. He found claims 21, 45, 53, and 54 of the ‘397 patent
infringed by five of the defaulting respondents: Mipo International Ltd.; Mipo America Ltd.;

Tully Imaging Supplies, Ltd.; Ribbon Tree (Macao) Trading Co. Ltd.; and Wellink Trading Co.,

? The following seven respondents were terminated based on settlement agreements and
consent orders: Inkjetwarehouse.com Inc., Nectron International, Ltd., Ink Lab (H.K.) Co., Ltd.,
InkTec Co. Ltd., InkTec America Corporation, Gerald Chamales Corp. (fdba Rhinotek Computer
Products Inc.) and Artech GmbH. Three respondents, namely Master Ink Co., Ltd., Apex
Distributing Inc. and Ribbon Tree (USA) Inc., entered unilateral consent orders prior to the
conclusion of the investigation. Eight respondents were found in default: Glory South Software
Manufacturing, Inc.; AcuJet USA, Inc.; Butterfly Print Image Corp. Ltd.; Mipo International
Ltd.; Mipo America Ltd.; Tully Imaging Supplies, Ltd.; Ribbon Tree (Macao) Trading Co. Ltd.;
and Wellink Trading Co., Ltd. ID 8-9.
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Ltd. The ALJ also found that none of the asserted patents were invalid and that they were
enforceable.

The active respondents and the Commission investigative attorney (“IA”) filed petitions
for review.” The Commission determined to review the ALJ’s conclusions with respect to: 1)
claim construction of the terms “contacts” (‘917 and ‘902 patents), “overhang” (‘902 patent), and
“ink supply tank” (sponge patents);* 2) infringement of claims employing those terms by those
products for which review was sought, viz. infringement of claims 1, 2, 3, and 9 of the ‘917
patent, claims 1, 31, and 34 of the ‘902 patent, claim 7 of the ‘957 patent, claims 19 and 20 of the
‘148 patent, claims 83 and 84 of the ‘377 patent, and claim 164 of the ‘439 patent; and 3)
invalidity for obviousness of claims 1, 2, 3, and 9 of the ‘917 patent, claim 1 of the ‘053 patent

and claim 1 of the ‘422 patent.’

* The active respondents sought review of the ALJ’s finding of infringement of claims 1,
2, 3, and 9 of the ‘917 patent by representative cartridges RC-6 and RC-10. They sought review
of the ALJ’s infringement conclusions with respect to claims 1, 31, and 34 of the ‘902 patent by
representative cartridges RC-2 and RC-6 to RC-10. Finally, they sought review of infringement
of the sponge patent claims (claim 7 of the ‘957 patent, claims 19 and 20 of the ‘148 patent,
claims 83 and 84 of the ‘377 patent, and claim 164 of the ‘439 patent) by representative cartridge
RC-2.

4 The “sponge patents” consist of the ‘148, ‘439, 377, ‘472, and ‘957 patents which
claim the use of an ink absorbing member (sponge) in the ink tank.

> The active respondents did not challenge the majority of the ALJ’s conclusions with
respect to infringement. The ALJ found the eight representative Ninestar cartridges infringe
claims 1 and 2 of the ‘917 patent. ID 266. He found that all six representative cartridges
analyzed for infringement of claim 3 literally infringed that claim. ID 267. He found that all nine
representative cartridges examined for infringement of claim 9 literally infringed that claim. ID
271

With respect to the ‘902 patent, the ALJ found that RC-2 to RC-7 and RC-9 to RC-10
literally infringed claim 1 and that RC-8 infringed that claim under the doctrine of equivalents.

5
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The Commission requested briefing on the issues under review and on remedy, the public
interest, and bonding. The Commission specifically asked those filing submissions to address
the extent to which the ALJ’s findings pertaining to claim 165 of the ‘439 patent, claims 45, 53,
and 54 of the 397 patent, and claims 29, 31, 34, and 38 of the ‘472 patent, establish a violation
of section 337 based upon “substantial, reliable, and probative evidence” so as to support
issuance of a general exclusion order with respect to these claims. Complainants, the active
respondents, and the IA filed submissions addressing the issues on review, as well as remedy,
bonding, and the public interest.

B. Parties Participating in the Investigation

Complainant Epson Portland Inc. is an Oregon corporation with its principal place of
business in Hillsboro, Oregon. Complaint § 3. Epson Portland has the exclusive right in the
United States to manufacture ink cartridges covered by the asserted patents. /d. Complainant
Epson America, Inc. is a California corporation with a principal place of business in Long Beach,
California. Complaint §4. Epson America has the exclusive right in the United States to market
and sell ink cartridges covered by the asserted patents. /d. Complainant Seiko Epson

Corporation is a Japanese corporation with a principal place of business in Nagano-Ken, Japan.

ID 286. He found that RC-2 to RC-7 and RC-10 literally infringed claim 31 and that RC-8
infringed that claim under the doctrine of equivalents. ID 290-291. He found that RC-2 to RC-8
and RC-10 infringed claim 34. ID 291. The ALJ additionally found that the cartridges of the
MMC respondents and Dataproducts infringed these same claims. ID 292-293.

As for the asserted claims of the sponge patents, the ALJ found that RC-1 and RC-2
literally infringed all of the asserted claims (claim 7 of the ‘957 patent (ID 180-181); claims 18,
81, 93, 149 and 164 of the ‘439 patent (ID 186, 190, 192, 196, 199-200); claims 83 and 84 of the
‘377 patent (ID 205-206); and claims 19 and 20 of the ‘148 patent (ID 210-212)). The ALJ found
that the cartridges of the MMC respondents and Dataproducts infringed these same claims. 7d.

6
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Complaint § 5. Seiko Epson is the owner of the asserted patents. /d.

Respondent Ninestar Technology is a Chinese corporation which designs and
manufactures ink cartridges which are marketed in the United States. Active Respondents’
Memorandum on Issues Under Review and Remedy (Resp. Brief) at 7. Respondent Ninestar
U.S. is an American corporation headquartered in the Los Angeles area. Respondent Ninestar
U.S. was established to sell products manufactured by Ninestar Technology in the United States.
Respondent Town Sky is a subsidiary of Ninestar Technology and sells Ninestar Technology’s
products in the United States. Resp. Brief. at 10-11. Respondent Dataproducts USA LLC is an
American limited liability company formed in 2005. Resp. Brief at 11. Dataproducts is
unrelated to the Ninestar respondents and imports and manufactures ink cartridges. ID 338.
MMC Consumables Inc. (“MMC”) is a California corporation that imports and sells ink
cartridges manufactured by Zhuhai Gree Magneto-Electric Co. Ltd (“Zhuhai Gree”), including
ink cartridges for use with Epson printers. FF 26-27. Zhuhai Gree, a Chinese company,
manufactures and sells for importation into the United States ink cartridges for use with Epson
printers. FF 25.

C. Products at Issue

The products at issue are aftermarket replacement ink jet cartridges manufactured and/or
sold by respondents for use in Epson’s ink jet printers. Respondents’ products are marketed and
sold in retail stores and through the Internet. ID 332. The cartridges are about the size of the

palm of the hand.
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D. Patents at Issue

The asserted patents consist of six families: (1) the Suzuki "sponge" family, which
consists of the '957, '439, '377, '148, and '472 patents; (2) the Mochizuki "packing/sealing
member” patent (the '401 patent); (3) the “contacts” or “chip” patents, which consist of the '917
and '902 patents; (4) the Miyazawa "lever-and-chip" patent (the '422 patent); (5) the Hashii
“retaining member” patent (the '053 patent); and (6) the Miyazawa "valve" patent (the '397
patent).

II. DISCUSSION OF ISSUES UNDER REVIEW
A. Claim Construction
1. Construction of the term “Contacts” (‘917 and ‘902 Patents)

The term “contacts” is used in asserted claims 1 and 9 of the ‘917 patent and asserted
claims 1, 31, and 34 of the ‘902 patent. The ALJ found that the term should be construed in the
same manner for each of the claims. ID 83. The ALJ characterized the issue as whether
“contacts” should be limited to the discrete electrodes identified as numeral 60 in figure 7(a) of
the ‘917 patent as urged by the active respondents. ID 83. Rather than finding that contacts are
those particular structures, he concluded that contacts are formed. when the cartridge is inserted
into the printer assembly. “[S]aid contacts are the portions of conductive material on the printer
cartridge that touch the portions of conductive material on the printer when said cartridge is
mounted.” ID 85. See also ID 87, 89, 91-92, 94-95. In this connection, he found that the
specification at various points describes what he appears to have regarded as the “forming” of the

contacts by the printer cartridge and printer. ID 86-95.
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The ALJ further stated that the intrinsic evidence does not support the notion of
electrically and physically discrete “contacts,” as argued for by the active respondents, and
concluded that contacts should not be limited to the structure identified as 60. ID 96-98. He also
rejected the IA’s contention that the printer should not be relied upon to help define the physical
structure of the contacts because he found that the specification describes contacts in the context
of a cartridge mounted on a printer assembly. ID at 98-99. Thus, the ALJ defined contacts as
only those portions of conductive material that actually are in contact with the printer.

a. Parties’ Arguments

The active respondents assert that the ALJ’s construction of “contacts” is erroneous.
Resp. Brief at 34-51; Active Respondents’ Reply Memorandum on Issues Under Review and
Remedy (Resp. Reply) at 3-9. They provide essentially two reasons for their argument. First, the
ALJ’s construction is directly contrary to the intrinsic and extrinsic record. Second, the ALJ’s
construction, which defines contacts by the mating of the cartridge and printer, renders the term
indefinite.

As to the first reason, they assert that the ALJ’s construction is contrary to the ordinary
meaning of the disputed term and the shared specification of the '917 and '902 patents, which
consistently identifies the contacts of the cartridge as being the rectangular conductive pad-like
areas (sometimes also referred to as "electrodes") arranged in two rows as shown in the figures of
the patent. Resp. Brief at 35-36. As to the second ground, they assert that the ALJ’s claim
construction renders the term “contacts” indefinite because it cannot be determined if a cartridge

infringes without installing the cartridge in the printer. Resp. Brief at 46. They argue that a
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particular cartridge could be infringing when installed in some printers and non-infringing when
installed in others. Resp. Reply at 5.

Epson argues that the ALJ’s construction is consistent with the plain meaning of the term
“contacts,” stating, inter alia, that the ALJ correctly found that the plain language of the asserted
claims themselves shows that "contacts" are "for connecting," or "for allowing electrical
communication" between the semiconductor storage device and the ink jet printing apparatus.
Epson’s Submission on Issues Under Review and Remedy (Epson Brief) at 17-21. Epson also
asserts that the ALJ’s construction is supported by the specifications of the '917 and '902 patents,
which make it clear, according to Epson, that the contacts are the portion of conductive material
on the cartridge that come into contact with the corresponding conductive material on the printer.

Epson argues that the specification does not consider all of the conductive material on the
cartridge to be the "contacts," but rather, it considers the extra "non-contact" material to be a
"conductive pattern" and that respondents’ expert Perry agreed that not all of the conductive
material on the circuit board, such as references 86 and 87, are contacts. Epson Brief at 27-28.

The IA argues that the ALJ correctly construed the term “contacts” to mean “the portions
of conductive material on the printer cartridge that touch the portions of conductive material on
the printer when said cartridge is mounted.” He finds this construction generally consistent with
the construction he urged below. IA Brief on the Issues under Review and Remedy (IA Brief) at
13-16. The IA contends that the active respondents seek to limit the construction of contacts to
specific examples in the specification, but that such an interpretation is contrary to law. IA Brief

at 14.

10
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b. Analysis

We agree with the ALJ’s conclusion that the “contacts” are for electrical communication
between the cartridge and the printer, but the specification and claims do not indicate that
contacts on the printer cartridge are created by the mating of the cartridge and printer as the ALJ
concluded.

The ALJ found support for his construction in the claims and specification but we
disagree with his conclusion. He noted that claim 1 of the ‘917 patent indicates that “the contacts
are formed in a plurality of rows. . . .” ‘917 Patent at 11:44 (emphasis added). The ALJ pointed
to the language of the specification indicating that the “[c]ontacts 60 in plural rows in a direction
in which the cartridge is inserted, in two rows in this embodiment, are formed in a position
respectively opposite to the contact forming members 29 and 29’ of the above contact mechanism
24.” 1D at 86 (quoting ‘917 patent at 5:26-30). See also 917 Patent at 10:47-51. While we agree
with the ALJ that the language states the contacts are “formed,” the specification does not
indicate that contacts must be “formed” by the mating of the cartridge and printer, as the ALJ
concluded. Indeed, based on the entirety of the specification, we conclude otherwise.

First, at various points, the specification equates electrodes and contacts. The use of both
terms to refer to the same structures indicates that contacts need not be defined by the mating of
the cartridge with the printer. The specification equates contacts 60, 85-1 and 85-2 with
“electrodes” at various points, suggesting that contacts are discrete portions of conductive
material. ‘917 Patent at 5:51 (electrodes 60); ‘917 Patent at 5:59 (electrodes 60); ‘917 Patent at

5:46 (electrodes 60); ‘917 Patent at 9:1 (“electrodes to be the contacts 85-1, 85-2"); ‘917 Patent

11
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at 5:60 (“electrode 60-1"); ‘917 Patent at 5:64 (“electrode 60-1"). Further, the specification at
various points describes the touching of discrete contacts located on the printer (contacts 80-1 to
80-6) and contacts located on the cartridge (85-1 to 85-6). The specification states, for example,
that “[w]hen the cartridge 40 further is further lowered, the contacts 80-4 to 80-6 near the other
side of the circuit board 83 come into contact with the contacts 85-4 to 85-6 and all contacts
become conduction [sic].” ‘917 Patent at 9:33-36. The figures also indicate that contacts exist on
the ink cartridge without regard to whether the printer cartridge has been installed in the printer.
See ‘917 Patent at Figs. 7 and 18. In addition, the specification notes that a semiconductor
storage means behind the circuit board is attached to contacts 60 in one of the embodiments. ‘917
Patent at 5:35 (“semiconductor storage means attached to these contacts 60”"). This indicates the
term “contacts” encompasses specific structures on the circuit board.

Moreover, because the references to contacts being “formed” are ambiguous, the
conclusion that the pairing of the cartridge and printer form the contacts is not supported by the
specification. For example, the specification refers to contacts 60 being formed on the surface of
the circuit board when the circuit board is mounted on the cartridge— not when the cartridge is
installed in the printer: “Contacts 60 in plural rows in a direction in which the cartridge is
inserted, in two rows in this embodiment, are formed in a position respectively opposite to the
contact forming members 29 and 29' of the above contact mechanism 24 on the side of the
surface when the circuit board is attached to the ink cartridge of the circuit board 31 as shown in
FIG. 7(a).” ‘917 Patent at 5:27-33. Similarly, none of the other references in the specification to

contacts being formed clearly indicates that the contacts are only formed when the cartridge is

12
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installed. Some of the references in the specification, as noted above, indicate the contacts are
discrete structures on the cartridge regardless of whether it is installed in the printer. Thus, while
the claims similarly refer to the contacts being formed, the claim language is ambiguous, simply
referring to the “contacts being formed in a plurality of rows lying in a plane.” ‘917 Patent at
claim 1.6

We agree with the ALJ that not all the conductive material constitutes the contacts and
that term need not be limited to the specific contacts described in the specification, but we do not
find that the mating of the cartridge and printer creates the “contacts.” The contacts exist on the
cartridge before it is inserted into the printer. We therefore define “contacts” as the discrete
portions of the conductive material on the cartridge, but not including all conductive material
such as the “leads,”’ that are capable of forming an electrical connection. Such a definition is

consistent with the use of the term in the specification to describe the electrical material on the

6 The inventors also used the term “formed” to simply indicate where structures are
located. See ‘917 Patent 7:59-60 (“other electrodes 60-1, 61-1 are formed”); ‘917 Patent 8:54
(“[t]hrough holes 83a and 83b for a positioning are formed on the circuit board”); ‘917 Patent
claim 17 (“an ink supply port formed on said first wall™); ‘917 Patent 3:66-4:2 (“[w]indows 22
and 23 each upper part of which is open are respectively formed on the vertical wall . . .
continuous grooves 22c and 23c are respectively formed on vertical walls™); ‘917 Patent 4:10
(“slits 26 and 26' different in depth are formed”); (“overhang portion 46 of the black ink cartridge
40 is continuously formed from one end to the other end, the overhang portion 56 of the color ink
cartridge 50 are individually formed so that they are located on both sides.” ‘917 Patent 4:57-60);
‘917 Patent 4:64-65 (“[c]oncave portions 48 and 58 are respectively formed on the vertical walls
45 and 55") (emphasis added). Hence, the inventors’ use of the term “formed” in the claims is no
more than the inventor’s indication that the contacts are located at a certain spot, as with the
overhang, port, slits, etc.

7 Leads are portions of conductive material that lead to the contacts. See ‘917 Patent Fig.
20(a).
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printer and cartridge and the function of the electrical material in creating a circuit.
2. Location and Definition of the “First Overhang” (‘902 Patent)

The phrase “first overhang” appears in independent claims 1 and 31 and dependent claim
34 of the ‘902 patent. Claim 1 requires “a first overhang disposed between the first upper corner
and the second upper corner,” while claim 31 calls for “a first overhang member extending
beyond a plane of the wall of said housing where said contacts are disposed, the first overhang
member being located between the first upper corner and the second upper corner.”® ‘902 Patent
(emphasis added). The ALJ interpreted “overhang” based upon the use of the term in the
specification and in the prosecution history. He concluded that an “overhang” is “a protruding
structure which is not limited to a perpendicular orientation and which includes each of the
elements 46, 56, 45¢, 45d, 55¢ and 55d and helps protect circuit board 31.” ID 108. With
respect to the phrase “disposed between the first upper corner and the second upper corner,” the
ALJ concluded that “(1) the upper corners in issue are on the face or plane of the second wall;
and (2) the term ‘between’ should be construed such that an overhang should be located in the
upper part of the second wall.” ID 112-13 (emphasis in original). The second wall is a wall on
the side of the tank housing on which the circuit board with contacts is located. See ‘902 Patent
at Fig. 6(a); ‘902 Patent at 4:37:54.

a. Parties’ Arguments

The active respondents argue that the ID’s interpretation of an overhang disposed

¥ The ALJ found that the parties were in agreement that “overhang” and “overhang
member” had the same meaning. ID 103.
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between the first upper corner and the second upper comer is contrary to the intrinsic and
extrinsic record. Resp. Brief at 52-56. They state that the ALJ erroneously construed
“overhang” without considering its context and failed to limit it to structures such as 46 and 56 of
the ‘902 patent. They argue his interpretation ignored an overhang’s primary function, namely
that the structure must be capable of assisting with the insertion and removal of the ink cartridge
by interaction with a lever on the printer apparatus. Resp. Brief at 57-58.

The active respondents also maintain that the interpretation set forth in the ID vitiates the
requirement that the overhang be between the upper corners of the second wall, and allows for
the overhang to be located anywhere on the undefined “upper part” of the second wall. Resp.
Brief at 58-61.

Epson argues the interpretation given by the ALJ is supported by the claims, the
specifications, and the prosecution histories, and that the active respondents’ contentions are
without merit. Epson Brief at 48-63. It contends the specification of the ‘902 patent provides
numerous examples of overhangs. It observes that as to Figures 3 and 4, the specification refers
to overhangs 46 and 56: “[L]evers 11 and 12 respectively extend from the vicinity of the shafts 9
and 10 so that projections 14 and 15 respectively fitted to overhangs 46 and 56 described later at
the upper end of the ink cartridges 40 and 50. . . .” Epson Brief at 51 (citing ‘902 patent at 3:36-
44). However, Epson also notes that as to Figure 6, the specification also refers to “overhangs
45c, 45d, 55¢, and 55d which are elastically in contact with the side of the circuit board 31 such
as a rib and a pawl are respectively formed near the ink supply ports 44 and 45 . . ..” ‘902 Patent

(5:61-6:5). Epson contends that there is no support for limiting the term "overhang" to either a

15



PUBLIC VERSION
“perpendicular orientation” or to "overhangs 46 and 56," as respondents urge. Epson Brief at 52-
53. Epson maintains that protection of the semiconductor chip as well as facilitating the mating
of the cartridge and printer are both potential functions of the overhang, but the active
respondents erroneously seek to require mating to be a function in all cases.

The IA agrees with Epson that “overhang” was correctly construed by the ALJ. IA Brief
at 16-17. He argues there is no basis for limiting the term to items 46 and 56 illustrated in the
specification and drawings.

b. Analysis

We see no basis for essentially limiting the definition of “overhang” to structures 46 and
56, as the active respondents urge. As noted above, structures 45¢c, 45d, 55¢ and 55d (which the
active respondents contend should not be treated as overhangs) are explicitly referred to as
overhangs in the specification of the ‘902 patent. ‘902 Patent 5:66. The active respondents
suggest that, under the doctrine of claim differentiation, because dependent claims 15 and 17
separately claim “ribs,” structures 45c, 45d, 55¢ and 55d cannot be considered overhangs.
However, in the specification, the rib structures are described as overhangs, ribs and nibs. ‘902
Patent 5:66-6:1; *902 Patent 6:11; ‘902 Patent 6:20. Indeed, as noted, the specification
specifically indicates that a rib is one type of overhang. ‘902 Patent 5:67-6:1 (“overhangs
45c¢,45d, 55¢ and 55d which are elastically in contact with the side of the circuit board 31 such as
a rib and a pawl] are respectively formed”) (emphasis added).

The active respondents rely on prosecution history for their argument that “overhang”

should be limited to the structures labeled 46 and 56 in the ‘902 patent. However, the cited
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prosecution history suggests that the applicants provided structure 46 as an example of an
overhang, and they did not limit the term “overhang” to one particular structure. See Resp. Brief
at 54-55 (quoting CX-25 at EPS 0147292). We believe, therefore, that the ALJ correctly found
that the term is not limited to only one structure.

We also believe the ALJ correctly rejected respondents’ contention that, to be an
overhang, the structure must aid in the insertion and removal of the ink cartridge. ID 109-110.
Structures 45c, 45d, 55¢ and 55d are described as “overhangs,” yet do not perform this function.
However, the ALJ’s requirement that the overhang protect the circuit board is, in our view, an
unnecessary and unjustifiable functional limitation not mentioned in the claims. Ecolab v.
Envirochem, 264 F.3d 1358, 1367 (Fed. Cir. 2001) (“Where the function is not recited in the
claim itself by the patentee, we do not import such a limitation.”). Moreover, both protection of
the circuit board and aiding in the insertion of the cartridge into the printer are described as
functions of at least some overhangs, so it is evident that an overhang may perform more than
one function. See ‘902 Patent at 6:26-39. We therefore modify the ALJ’s claim construction so
that the definition of the overhang does not require that it helps to protect the circuit board or
perform any other particular function.

With respect to the location of the first overhang recited in claims 1 and 31, we find that
the ALJ correctly construed the claim phrase “between the first upper comer and the second
upper corner”’ as meaning the “upper part” of the wall. ID 113. The specification indicates that
overhangs 46 and 56 are exemplary of overhangs located between the two upper corners as these

are the only overhangs described in the specification located near the top of the wall. See ‘902
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Patent. Claims 1 and 31 of the ‘902 patent indicate that the first overhang must be “disposed” or
“located” between the two upper corners on the second wall. ‘902 Patent at 11:27:41 and
13:24:40. The specification of the ‘902 Patent refers to the overhang protecting the circuit board
as being located on the “upper part” of the wall. ‘902 Patent at 6:26. It also refers to “overhangs
46 and 56 described later at the upper end of the ink cartridges 40 and 50.” ‘902 Patent at 3:38:39
(emphasis added).

Also, as the ALJ noted, in overcoming a rejection at the PTO during prosecution of the
‘917 patent, the ‘902 patent’s parent, the applicants indicated that overhangs 46 and 56 were
located between the corners. “For example, Figs. 4 and 6 depict both overhang portion 46, which
is located between the corners (upper front) of the cartridge 40, and overhang portion 56, each of
which is located between the corers (upper front) of the cartridge 50.” See ID at 112-113 (citing
CX-25 at EPS 0147292). This also suggests that “between the corners” is synonymous with a
location on the “upper front” of the wall and “between” the two corners should not be limited to
only those points located on a line between the two éomers. Further, as the ALJ correctly points
out, claim 1 of the ‘902 patent, which includes the phrase at issue, also refers to a “line
connecting the first and second upper corner.” This more specific language suggests that
“between” the two corners has a broader, less restrictive, meaning. See ID 110; ‘902 Patent at
11:39:40. For these reasons, we agree with the ALJ’s conclusion that the claim term “between
the first upper comer and second upper corner” means the upper part of the wall. ID 113.

To summarize, we conclude that an overhang is not limited to structures such as 46 and

56 of the ‘902 patent, as respondents contend. Structures such as 45c, 45d, 55¢, and 55d have
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been specifically identified in the specification of the ‘902 patent as overhangs, and indeed, we
consider any protruding structure, not necessarily oriented perpendicular to the second wall, to be
an overhang. As we have explained, claims 1, 31, and 34 additionally require that a “first
overhang” be located or disposed between the two upper comers of the second wall, which we
interpret as meaning that the must overhang be located on the upper part of the wall. Thus, we
have determined that the claimed phrases “a first overhang disposed between the first upper
corner and the second upper corner” (claim 1) and “the first overhang member being located
between the first upper corner and the second upper corner” (claim 31) mean a protruding
structure, not necessarily oriented perpendicular to the second wall, that is located on the upper
part of that second wall.

3 “ink supply tank” (Sponge Patents)

The ALJ interpreted the claim phrase “ink supply tank” or “ink tank™ used in the sponge
patents (the '957, '439, 377, '148 and '472 patents)’ to be a structure that holds ink for supply to a
printer. ID 70. In arriving at his conclusion, the primary issue the ALJ addressed was whether
the ink supply tank must contain the entire supply of ink to be dispensed to the printer. ID 68.
The ALJ found that the specifications of the sponge patents do not require that an ink tank
contain the entire volume of ink that will be dispensed to the printer head. ID 70. He pointed to
the fact that one of the preferred embodiments in the specification allows for a “double

construction” where the ink tank is comprised of two smaller ink tanks, one holding black ink,

® The terms are used in claim 7 of the ‘957 patent, claims 18, 81, 93, 149, 164 and 165 of
the ‘439 patent, claims 83 and 84 of the ‘377 patent, claims 19 and 20 of the ‘148 patent and
claims 29, 31, 34 and 38 of the ‘472 patent.
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and one holding color ink. Respondents had argued that during prosecution of one of the sponge
patents, the applicants asserted that the ink tank consisted of the entire structure even though
there was a partition in the container. ID 68. The ALJ rejected this argument, finding that the
cited prosecution history was not for any of the asserted claims and contained an additional
“unitary piece” limitation. ID 71.
a. Parties’ Arguments

The active respondents argue that the ALJ erred in construing “ink supply tank.” They
assert that properly interpreted, the claims require that the ink absorbing member substantially fill
the tank that holds the volume of ink to be supplied by the tank to the printer. They contend the
claims of the sponge patents indicate that the ink tank must contain all, or almost all, of the ink to
be supplied to the printer rather than merely a portion of the ink. Resp. Brief at 66-83. They
maintain that each ink tank should be defined as containing the full volume of ink for a single
color. Hence, when there are multiple colors, there must be multiple ink tanks, containing the
full volume of ink for each color. /d. at 74-75. They assert that the ALJ’s construction is contrary
to the arguments made during prosecution by the applicants. Id. at 79-83.

They contend that in order to overcome an obviousness rejection over a French patent to
Barta (French Patent No. 2,229,320) during the prosecution of one of the related applications in
the Suzuki patent family, Epson construed “ink supply tank” as a tank holding the whole volume
of ink delivered by that tank. 79-83; Resp. Reply at 27-29.

Epson maintains the ALJ properly construed the term “ink supply tank.” Epson Brief at

74-93. Specifically, Epson argues the ALJ correctly construed the term “ink supply tank” to
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mean a “structure that holds ink for supply to a printer” and that the specification and plain
language of the claims do not require that the “ink supply tank” contain the entire volume of ink
that will be dispensed to the printer head. Epson argues that the ALJ correctly found that the
claim phrase “substantially filled” is not part of the definition of “ink supply tank™ and is not
supported by the claim language, specification, or prosecution history. Epson Brief at 85-89. To
the extent that the claims state a requirement that the ink absorbing member "substantially fill"
the ink tank or the interior space of the ink tank, Epson asserts that this is a distinct element from
the "ink supply tank" limitation and not a requirement that the ink supply tank contain the entire
volume of ink. /d.

Epson argues that the prosecution history of the ‘658 patent (the parent of the ‘957 patent)
is consistent with the ALJ’s construction of “ink supply tank.” Epson Brief at 87-88. Epson also
argues the prior art Barta reference was raised against two dependent claims with limitations
directed to a "unitary ink absorbing member," and none of the asserted claims contain that
limitation. Epson Brief at 89. Epson argues the patentees distinguished the Barta reference from
the dependent claims because Barta discloses a tank that is filled by two ink absorbing members,
rather than one. Thus, Epson argues that there was no clear disavowal of claim scope which
would be required for respondents’ argument to prevail. Epson Brief at 89.

The IA agrees with Epson that the ALJ correctly construed the term “ink supply tank™ and
maintains the ALJ properly declined to add limitations not required by the claims, specification

or prosecution history. IA Brief at 18-19; IA Reply at 3.
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b. Analysis

The ALJ construed the term “ink supply tank” based upon the claim language and the
specification’s discussion of the structure and concluded that it is (simply) a structure for holding
ink for supply to a printer. ID 66-71. The ALJ’s claim construction can encompass the
individual sections of a tank as he concluded that the ink supply tank does not have to hold all of
the ink to be supplied to the printer head. ID 70. In this connection, the ALJ observed that the
specifications of the Suzuki sponge patents indicate that an ink supply tank or (ink tank as it is
termed in the specifications) can be of double construction.

FIG. 1 is an exploded perspective view of a printer head, and FIG. 2 is a vertical

cross-sectional view of the printer head constructed in accordance with the

invention. An ink tank, shown generally as 2, is detachably mounted by a holder

70 on top of a printer head body 1. The ink tank 2 is of a double construction

composed of a first ink tank 2b for holding black ink and a second ink tank 2a

which is divided into three sections for color inks. The inks are impregnated in

ink-impregnated members 60 of a porous material which are enclosed in the ink

tank 2.
‘957 Patent at 3:49-57. In part based upon this portion of the specification, the ALJ concluded
that an ink tank need not contain all of the ink for supply to the printer, noting that tank 2
contains tanks 2a and 2b, and therefore, neither tank contains all of the ink to be dispensed to the
printer head. Ink tank 2b holds black ink, while ink tank 2a is subdivided into units called
“sections,” which hold color ink. Additionally, claims 10 and 11 of the ‘957 patent claim ink
tanks divided into multiple supply “sections.”

However, we find that the specification indicates that an ink tank should be more

narrowly defined than simply a structure holding ink for supply to the printer. ID 70. The
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portion of the specification quoted above refers to the ink tanks 2a and 2b being of double
construction. Figure 1 of the ‘957 patent depicts ink tanks as containers having walls. When an
ink tank is divided, the portions of the ink tank are described as “sections” in the claims and
specification. See ‘957 Patent, claims 7, 10, 11, 16 and 17; ‘957 Patent at 3:55:56. This suggests
that an ink tank has its own walls that form the tank’s boundaries; it is a self-contained structure.
On the other hand, the sections of an ink tank share a wall and are not self-contained structures.
We therefore define an ink tank as a self-contained structure for holding ink that has its own
walls that form the tank’s boundaries. The sections of an ink tank share a wall and are not self-
contained structures.

The prosecution history identified by the active respondents is consistent with this
definition. The prosecution history indicates that a container with a partition that permits ink to
freely move between the two portions of the container constitutes one ink tank, not two. Epson
clearly indicated that the ink supply tank included both sections of the tank divided by a
perforated partition in order to distinguish the prior art Barta reference. The claims Epson was
prosecuting were directed to a single ink absorbing member in a tank. Epson argued as follows:

The Examiner continues stating that regarding claims 31 and 32, the Barta

reference teaches an ink tank which is substantially filled with absorbing material

which holds substantially all the ink that the tank can hold. However, in Barta,

two separate ink absorbing members fill the tank, not one ink absorbing member

or one member in two sections. Barta's two members are separated by a

partition. No one member held all of the ink in the tank.

Amendment dated September 21, 1994, p. 12, (EPS 0202105) (emphasis added). Epson

confirmed that the Barta reference showed a single, partitioned tank in a supplemental
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amendment filed two months later:

That the ink absorbing member is formed of a unitary piece of absorbing material

which substantially fills the ink supply tank distinguishes over the French patent

to Barta inasmuch as Barta teaches an ink tank 1 divided into two compartments 6

and 7 by wall 5 and has separate ink absorbing members in each of the two

compartments.

CX-501, Supplemental Amendment, dated December 19, 1994, p. 14, (EPS 0202125) (emphasis
added). Hence, the applicant indicated that a partitioned tank constitutes a single ink tank rather
than two ink tanks.

The ALJ determined that this prosecution history was not pertinent because it was not for
the asserted claims. ID 71. However, the cited prosecution history related to statements made
during the prosecution of the parent application of the ‘957 patent and is relevant since it relates
to the same claim term involved here. Advanced Cardiovascular Sys., Inc. v. Medtronic, Inc.,
265 F.3d 1294, 1305 (Fed. Cir. 2001) (“The prosecution history of a related patent can be
relevant if, for example, it addresses a limitation in common with the patent in suit.”).

The ALJ also observed that the prosecution history concerned claims that contained a
“unitary piece” limitation and dismissed the prosecution history on that basis as well. ID 71.
Application claim 31 of the ‘658 patent, for instance, read: “The dot matrix printer of claim 30,
wherein the unitary piece of ink absorbing material substantially fills the ink-supply tank.” The
ALJ’s point apparently was that the applicant was simply distinguishing the Barta reference
based upon the fact that the tank in Barta had two ink absorbing members rather than one.

We find, however, that the “unitary piece” limitation distinction in and of itself does not

distinguish the Barta reference. In order to overcome the Barta reference, the applicants argued
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that Barta’s entire dual chamber tank was the ink tank. It is only by viewing the entire dual
chamber tank as a single tank that the Barta reference is overcome as only then does no single ink
absorbing member substantially fill the tank.'® We conclude, therefore, that the applicants clearly
indicated that a partitioned ink tank (at least where the partition is perforated as in Barta)
constitutes a single ink tank rather than two ink tanks. This is consistent with the specification
which indicates that sections of an ink tank are not themselves ink tanks.

We conclude therefore that an ink tank is a self-contained structure for holding ink that
has its own walls forming the tank’s boundaries. The sections of an ink tank that share a wall are
not self-contained structures, and therefore do not meet the definition of an ink tank.

B. Infringement

We determined to review the ALJ’s conclusions with respect to satisfaction of the
limitations requiring “contacts” or “rows of contacts” and infringement of claims 1, 2, 3, and 9 of
the ‘917 patent, and claims 1, 31, and 34 of the ‘902 patent by RC-6 and RC-10. We also
reviewed infringement of claims 1, _31, and 34 of the ‘902 patent and the ALJ’s conclusion that
the “overhang” limitations are satisfied by RC-2 and RC-6 to RC-10. Finally, we reviewed
whether RC-2 has an ink tank substantially filled with an ink absorbing member and therefore
infringes claim 7 of the ‘957 patent, claims 19 and 20 of the ‘148 patent, claims 83 and 84 of the

‘377 patent and claim 164 of the ‘439 patent.

1 Similarly, application claim 32 which read “[t]he dot matrix printer of claim 30,
wherein the unitary piece of ink absorbing material carries substantially all of the ink that said
ink-supply tank was designed to hold”” would read upon each individual chamber of the tank. See
ID 71.
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On review, we have determined to reverse the ALJ’s conclusions with respect to
infringement of claims 1, 31, and 34 of the ‘902 patent by RC-7 and RC-9 and infringement of
claim 7 of the ‘957 patent, claims 19 and 20 of the ‘148 patent, claims 83 and 84 of the ‘377
patent and claim 164 of the ‘439 patent by RC-2. We affirm the ALJ’s other conclusions with
respect to infringement, including infringement of claims 1, 2, 3, and 9 of the ‘917 patent by
representative cartridges RC-6 and RC-10 and infringement of claims 1, 31, and 34 of the ‘902
patent by representative cartridges RC-2, RC-6, RC-8, and RC-10.

1. Infringement of Claims 1, 2, 3, and 9 of the ‘917 Patent and Claims 1,
31, and 34 of the ‘902 Patent (“Contacts” Limitations)

Claim 1 of the ‘917 patent requires, inter alia, “‘a plurality of contacts for connecting the
semiconductor storage device to the ink jet printing apparatus, the contacts being formed in a
plurality of rows lying essentially in a plane parallel to the centerline of the ink supply port, each
said row being centered relative to the centerline of said ink supply port.” Claims 2 and 3 depend
from claim 1 and independent claim 9 contains a “plurality of rows of contacts” limitation
similar to that of claim 1 of the ‘917 patent. Claim 1 of the ‘902 patent requires two rows of
contacts. Claims 31 and 34 of the “902 patent require contacts but not in rows. The Commission
determined to review the ALJ’s conclusion that RC-6 and RC-10 (Ninestar respondents) satisfy
these claims requiring “contacts” and “rows of contacts.”

a. Parties’ Arguments
The active fespondents’ challenge the ALJ’s infringement finding with respect to the

claims requiring rows of “contacts.” They argue that Epson failed to meet its burden of proof
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that the contact patterns on RC-6 and RC-10 infringes claims 1, 2, 3, and 9 of the ‘917 patent or
claim 1 of the ‘902 patent. Resp. Brief at 48-52. They point to their own expert’s testimony that
the patterns of contacts on the two representative cartridges were in a single row in an elongafed
serpentine pattern of contacts. Resp. Brief at 48-49. Moreover, they claim that this evidence is
unrebutted because they maintain that Epson’s expert Murch acknowledged that he could not
determine where the contacts are by examining the cartridges alone. Resp. Brief at 48-49.
Accordingly, they maintain the two representative cartridges do not infringe and the ALJ’s
findings are clearly erroneous. They also argue that Epson failed to show infringement under the
doctrine of equivalents, and that the ID properly made no alternative findings under the doctrine
of equivalents. /d. at 49-51.

Epson argues that the ALJ correctly found that respondents’ two representative cartridges
infringe claims 1, 2, 3, and 9 of the ‘917 patent and claim 1 of the ‘902 patent. Epson Brief at
31-47. Epson contends that respondents have merely added additional material to the “contacts”
and that RC-6 and RC-10 infringe the asserted claims. Epson Brief at 41-44. Epson further
argues that the cartridges also would infringe under the doctrine of equivalents, though the ALJ
made no findings in this regard, essentially arguing that the additional material added by
respondents is insubstantial. Id. at 46-47.

The IA likewise supports the ALJ’s infringement findings and argues that the excess
electrical material on RC-6 and RC-10 does not alter the fact that the contacts on the cartridges
are in two rows and satisfy the claims. IA Brief. at 15-16. He asserts that excess material that

serves no purpose does not alter this fact. /d.
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b. Analysis

As discussed earlier, we define the term “‘contacts” without reference to the mating of the
cartridge and printer, i.e., as the discrete portions of the conductive material on the cartridge, but
not including all conductive material such as the “leads,” that are capable of forming an electrical
connection.

With this claim construction, we find that the “contacts™ limitations in claims 31 and 34
of the ‘902 patent are clearly satisfied by RC-6 and RC-10 because those two claims only require
contacts rather than rows of contacts. Furthermore, we agree with the ALJ’s conclusions with
respect to infringement of claim 1 of the ‘902 patent and claims 1, 2, 3, and 9 of the ‘917 patent
because we conclude the two representative cartridges have two rows of “contacts.”

First, despite the additional portions of conductive material on RC-6 and RC-10, creating
the serpentine patterns, a pattern of two rows can still be discerned, especially with respect to
RC-6. On both cartridges, the patterns of conductive material have areas where the material is
wider and the areas of widened material are arranged in rows. See RC-6 (CPX-25); RC-10
(CPX-52).

In any event, the additional material is an insubstantial change from the claimed
invention. While the ALJ never reached infringement under the doctrine of equivalents because
he found literal infringement, we find alternatively infringement by RC-6 and RC-10 under the
doctrine of equivalents. “The doctrine of equivalents allows the patentee to claim those
insubstantial alterations that were not captured in drafting the original patent claim but which

could be created through trivial changes.” Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki
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Co., 535 U.S. 722, 733 (2002). Equivalence includes consideration of whether the “function,
way, or result” of an accused substitute structure is substantially different from that described by
the claimed limitation. See Odetics, Inc. v. Storage Tech. Corp., 185 F.3d 1259, 1267 (Fed. Cir.
1999) (quoting Warner-Jenkinson, 520 U.S. at 39-40). In other words, “[1]nfringement under the
doctrine of equivalents occurs when a claimed limitation and the accused product perform
substantially the same function in substantially the same way to obtain substantially the same
result.” V-Formation, Inc. v. Benetton Group SpA, 401 F.3d 1307, 1313 (Fed. Cir. 2005).

The evidence shows that the additional conductive material serves no purpose. This type
of insubstantial alteration is precisely what the doctrine of equivalents is designed to capture.
The doctrine seeks to prevent “a fraud on a patent” by discouraging “the unscrupulous copyist
[from] making unimportant and insubstantial changes and substitutions in the patent which,
though adding nothing, would be enough to take the copied matter outside the claim, and hence
outside the reach of law.” Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605, 607-
608 (1950) (quoted in Festo Corp., 535 U.S. at 732-733). As the ALJ found, the additional
portions of conductive material on RC-6 and RC-10 do not serve any function and only certain
portions of the conductive material on RC-6 and RC-10 were designed to contact the conductive
material on the printer. The remaining material is excess conductive material that serves no
purpose. See ID at 265 (finding that the excess conductive material on the accused cartridges is
irrelevant). The active respondents do not deny *** and that the additional portions have no
function. ***; Resp. Reply at 15-16. The record suggests, in fact, that the new serpentine pattern

does not make contact with the printer’s contacts as reliably as the prior design. Tr. at 2404
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(Wu).

The ‘917 patent teaches that by arranging the contacts in rows, the movement of the
contacts may be minimized when the cartridge rocks and rotates around the needle as the carriage
traverses across the printer. If the movement is not minimized, then as the cartridge moves back
and forth with the carriage, the resulting displacement between the contacts and the
contact-forming mechanisms in the carriage will cause a loss of electrical continuity or a short
between adjacent contacts. See ‘917 Patent 3:21-29, 4:46:56:CFF VIII 15-19 (undisputed). The
record shows that the pattern of contacts on RC-6 and RC-10 is designed to function in the same
fashion as the rows of contacts described in the ‘917 and ‘902 patents. Both serve to establish
contact between the circuit board and the printer in the same manner. Tr. at 822-823 (Murch).

The active respondents asserts that the serpentine pattern of the accused cartridges is not
an insubstantial change because it does not serve the “spacing function” of the plurality of rows
limitation. Resp. Brief at 49. However, we do not find support in the intrinsic record for their
contention that the rows of contacts serve a spacing function.

Thus, we conclude that RC-6 and RC-10 literally infringe, and, alternatively, infringe
under the doctrine of equivalents, claims 1, 2, 3, and 9 of the ‘917 patent and claim 1 of the ‘902
patent.

7.4 Infringement of Claims 1, 31, and 34 of the ‘902 Patent (“Overhang”
Limitation)

The active respondents have also challenged the ALJ’s conclusion that the so-called

“overhang” limitation is satisfied by RC-2 and RC-6 to RC-10, and the Commission determined
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to review the ALJ’s conclusions in this regard. The limitation at issue, the fifth limitation in
claim 1 of the ‘902 patent, requires a “first overhang disposed between the first upper corner and
the second upper corner.” The limitation found in claim 31 and claim 34, which depends from
31, is similar: “a first overhang member extending beyond a plane of the wall of said housing
where said contacts are disposed, the first overhang member being located between the first
upper corner and the second upper corner.”

Nine representative Ninestar cartridges were in issue for claim 1: RC-2, RC-3, RC-4,
RC-5, RC-6, RC-7, RC-8, RC-9, and RC-10. ID 273. The ALJ found all nine infringe claim 1.
Specifically, he found that RC-2, RC-3, RC-4, RC-5, RC-6, RC-7, RC-9, and RC-10 literally
infringe claim 1, and that RC-8 infringes claim 1 under the doctrine of equivalents.!! ID 286.

In this connection, the ALJ relied upon Epson’s expert’s testimony that the accused
cartridges had the required protrusions. The ALJ also indicated that his personal inspection of
the cartridges confirmed the presence of the structure in the representative cartridges. ID 279-
280. The ALJ additionally determined that RC-8 satisfied the limitation under the doctrine of
equivalents. ID 281-286.

Eight representative Ninestar cartridges were in issue for claim 31: RC-2, RC-3, RC-4,
RC-5, RC-6, RC-7, RC-8, and RC-10. ID 286. The ALJ found that RC-2, RC-5, RC-6, RC-7,

and RC-10 literally infringe claim 31 and RC-8 infringed that claim under the doctrine of

' It was not disputed at the hearing that RC-3 and RC-4 literally meet the overhang
limitation of claim 1. With respect to the other representative cartridges, the ALJ found that these
met the claim either literally (RC-2, RC-5, RC-6, RC-7, RC-9, and RC-10) or equivalently (RC-
8). ID 279-281, 281-286.
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equivalents. ID 290-291. Since the parties stipulated that any cartridge found to infringe
independent claim 31 also infringes claim 34 which depends from claim 31, the ALJ found claim
34 infringed by RC-2, RC-3, RC-4, RC-5, RC-6, RC-7, RC-8, and RC-10 as well. ID 291-293.
a. Parties’ Arguments

The active respondents argue that the ALJ erroneously concluded that certain Ninestar
products have an overhang between the upper corners of the second wall. Resp. Brief. at 61-65.
They specifically refer to RC-2, RC-6, RC-7, RC-8, RC-9, and RC-10. /d. at 61. Relying on
their expert’s testimony, they contend that the structures identified as “overhangs” by
complainants in the accused representative cartridges do not qualify as overhangs, are not located
between the upper comers, do not aid in the insertion and removal of the cartridge into the
printer, or are actually the lid of the cartridge. /d. at 61-64.

Epson argues that the ALJ correctly found infringement of claims 1, 33, and 34 of the
‘902 patent. Epson Brief at 64-73. Specifically, Epson argues that RC-2 and RC-6, RC-7, RC-8,
RC-9, and RC-10 all have overhangs in the required location, the upper part of the wall. Id. at
66-71. Epson states that respondents’ contentions are unavailing, being nothing more than claim
construction arguments in the guise of infringement arguments.'?> Epson also argues that RC-2
and RC-6 to RC-10 infringe under the doctrine of equivalents. Epson Brief at 71-72; Epson
Reply a 52-53.

Epson maintains that aiding in the mating of the cartridge and printer is not a function of

12 Epson states that RC-2 has two overhangs, yet respondents challenge only one. Epson
Brief at 70 n.17.
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the claims, as the respondents assert. Epson Reply at 50. Epson describes the active
respondents’ argument that the so-called “overhangs” are actually lids as incorrect and irrelevant.
Epson Reply at 51-52. The IA characterizes respondents’ non-infringement arguments as
essentially arguing that the accused products do not look like the drawings in the patent. IA Brief
at 17-18.
b. Analysis

As we discussed earlier, we have modified the construction of the claim term “overhang”
and do not require it to perform any particular function. The representative cartridges are merely
required to have a protrusion, and the “between” language requires the protrusion to be on the
upper part of the wall. Based upon our own revised construction, we conclude that RC-7 and
RC-9 do not satisfy the “overhang” limitations of claims 1, 31, and 34 of the ‘902 patent, but that
the other representative cartridges for which review was sought, RC-2, RC-6, RC-8, and RC-10
do satisfy the limitation. We discuss each representative cartridge in turn.

The ALJ found that RC-2 has a protrusion on the upper part of the second wall. 1D 279.
RC-2 has a protrusion located one-quarter of the way down the wall and another protrusion
approximately halfway down the wall. See Epson Brief at 67. We believe the protrusion on RC-
2 located one-quarter of the way down the wall is properly considered an overhang within the
meaning of claims 1 and 31 and is located on the upper part of the wall. The other protrusion

relied on by Epson is not located on the upper part of the wall, and thus, even if it were
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considered an overhang, it does not meet the “between” limitation."

Representative Cartridge 2
(CPX-289)

The ALJ similarly found there to be a protrusion on the upper part of the wall on RC-9.
ID 279-280. However, the protrusion alleged to be an overhang on RC-9 is midway down the
wall of the cartridge and thus is not located on the upper part of the wall as required by claims 1

and 31. See RC-9 (CPX-193).

mmm{;_; ;
Representative Cartridge 9 '

(CPX-193) .
R |

1 The images of the representative cartridges are from Epson’s Brief and are for
purposes of illustration.
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With respect to cartridges RC-6 and RC-10, there is an overhang located on the upper
part of the wall. See RC-6 (CPX-25); RC-10 (CPX-52). Respondents argue in their brief the
allegeﬂ overhang is a portion of the lid or the flange at the top of the cartridge. However, in RC-
6, all these elements satisfy the overhang limitation of claims 1 and 31, i.e,, they are protrusions,
and they are located on the upper part of the wall. In RC-10, the lip surrounding the upper part of
container is properly regarded as an overhang and is located, at least in part, on the upper part of

the wall.

Representative Cartridge 6
(CPX-25)

first upper comer i I second upper comer

Representative Cartridge 10
(CPX-52)

RC-7 and RC-8 both have large protrusions extending from the bottom of the wall
towards the upper part of the wall. See RC-7 (CPX-81); RC-8 (CPX-103). The question is

whether these structures qualify as being "located" near the upper part of the wall and thus meet
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the limitation at issue. Since the protrusions extend from an area which is not located near the
upper part of the wall, even if these were overhangs, they do not meet the location limitation.
With respect to RC-8, but not RC-7, Epson identified an additional protrusion. Based
upon the second protrusion, we find that a conclusion of literal infringement is appropriate for
RC-8 as this second protrusion constitutes an overhang and extends from the upper part of the

wall. See RC-8 (CPX-103).

sécond upper comer

Representative Cartridge 7
(CPX-81)

overhang

first upper comer I
Representative Cartridge 8 -

(CPX-103)

For the foregoing reasons, we reverse the ALJ’s conclusions concerning infrineement b
g Yy
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RC-7 and RC-9 of claims 1, 31, and 34 of the ‘902 patent. We also modify the ALJ’s
conclusions with respect to RC-8 to find literal infringement rather than infringement under the
doctrine of equivalents. Finally, we adopt the ALJ's other conclusions with respect to
infringement of claims 1, 31, and 34 of the '902 patent.
3. Infringement of the Claims of the Sponge Patents

The ALJ interpreted “ink supply tank™ as “a structure that holds ink for supply to a
printer” and found infringement of claim 7 of the ‘957 patent, claims 19 and 20 of the ‘148
patent, claims 83 and 84 of the ‘377 patent and claim 164 of the ‘439 patent. ID 174. The ALJ
further found that the limitation requiring the ink absorbing member to substantially fill the ink
tank was satisfied by RC-2 for all the claims. ID 173-175, 198, 203, 205, 208, 211.

a. Parties’ Arguments

The active respondents' challenge to the ALJ’s conclusions is ultimately based upon their
claim construction argument that RC-2 has a single tank divided into two sections rather than
two separate tanks, and thus, the ink absorbing member does not substantially fill the entire tank,
only one-half of it. Resp. Brief at 67-79. They also argue that RC-2 does not infringe under the
doctrine of equivalents based upon the correct claim construction of “ink supply tank.” Resp.
Brief at 87-89.

Epson asserts that the ALJ properly found that RC-2 literally infringes the asserted claims
of the sponge patents. Epson Brief 94-98. It argues the ink supply tank limitation was correctly
construed by the ALJ and that respondents’ denial of infringement is based upon an effort to

impose requirements such as elimination of “bubbles and sloshing” or that the ink tank hold al/
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of the ink (the latter being a new argument) that are not elements of any of the sponge patents’
claims. /d. It also contends that RC-2 infringes under the doctrine of equivalents, though the
ALJ made no findings in this regard. Epson Brief at 98-102. The IA supports the ALJ’s
infringement findings and maintains that respondents incorrectly argue that infringement is
negated by adding an additional tank without an ink absorbing member. IA Brief at 18-19.
b. Analysis

As discussed earlier, we define an ink tank as a self-contained structure with its own
walls that form the tank’s boundaries. The sections of an ink tank share walls and are not self-
contained structures, and therefore, the definition does not include the sections of a partitioned
ink tank. RC-2 contains a single tank having a perforated partition dividing the tank into two
sections and an ink absorbing member in one of the two chambers created by the perforated
partition. As discussed earlier, Epson argued during prosecution that an ink tank having a
perforated partition was a single tank rather than two ink tanks. As the absorbing member only
fills half the tank, we conclude that RC-2 does not have an ink absorbing member that
substantially fills the ink tank, as required by claim 7 of the ‘957 patent, claims 19 and 20 of the
148 patent, claims 83 and 84 of the ‘377 patent and claim 164 of the ‘439 patent.

With respect to Epson’s doctrine of equivalents argument, the parties dispute the record
concerning the function of the ink absorbing member substantially filling the ink tank. Epson
Brief at 98-102; Resp. Reply at 34-35. The active respondents argue that the ink absorbing
sponge substantially fills the tank in order to eliminate sloshing and air bubbles. Resp. Reply at

34. Epson, on the other hand, maintains the purpose is to contain and stabilize the ink in order to

38



PUBLIC VERSION

make it available to the ink supply port. Epson Brief at 100. The ALJ made no findings in this
regard. However, Federal Circuit case law holds that the doctrine of equivalents cannot be
applied to read a limitation out of a claim and to conclude that an ink absorbing member filling
half of the ink tank is equivalent to one substantially filling the ink tank would effectively read
the limitation out of the claims. See Moore U.S.A. v. Standard Register Co., 229 F.3d 1091,
1106 (Fed. Cir. 2000), cert. denied, 532 U.S. 1008 (2001) (“If a minority could be equivalent to a
majority, this [majority] limitation would hardly be necessary.”); Asyst Technologies, Inc. v.
Emtrak, Inc., 402 F.3d 1188, 1195 (Fed. Cir. 2005) (“To hold that ‘unmounted’ is equivalent to
‘mounted’ would effectively read the ‘mounted on’ limitation out of the patent.”)). Moreover,
Epson would inappropriately be asserting claim coverage which was relinquished during
prosecution, as discussed above. The doctrine of prosecution history estoppel acts as a legal
limitation on the doctrine of equivalents. Southwall Techs., Inc. v. Cardinal IG Co., 54 F.3d
1570, 1579 (Fed. Cir. 1995). ("[P]rosecution history estoppel limits the range of equivalents
available to a patentee by preventing recapture of subject matter surrendered during prosecution
of the patent."). For these reasons, we conclude that RC-2 does not infringe literally or under the
doctrine of equivalents and reverse the ALJ's conclusion that RC-2 infringes claim 7 of the ‘957
patent, claims 19 and 20 of the ‘148 patent, claims 83 and 84 of the ‘377 patent, and claim 164 of
the ‘439 patent.

C. Obviousness

A claim is invalid due to obviousness if the differences between the claimed invention

and the prior art “are such that the subject matter as a whole would have been obvious at the time
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the invention was made to a person having ordinary skill in the art.” 35 U.S.C. § 103(a).
Obviousness is a legal determination based on underlying findings of fact. See Dippin’ Dots v.
Mosey, 476 F.3d 1337, 1343 (Fed. Cir. 2007). The underlying factual inquiries include (1) the
scope and content of the prior art, (2) the level of ordinary skill in the art, (3) the differences
between the claimed invention and the prior art, and (4) the so-called secondary considerations of
nonobviousness such as commercial success, long-felt but unsolved needs, failure of others, etc.
Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).

Issued patents are presumed valid, putting the burden on the party challenging validity of
a patent to show invalidity by clear and convincing evidence. 35 U.S.C. § 282; Helifix Ltd. v.
Blok-Lok Ltd., 208 F.3d 1339, 1346 (Fed. Cir. 2000).

On April 30, 2007, the Supreme Court in KSR International Co. v. Teleflex Inc., 127
S.Ct. 1727 (“KSR”), while reaffirming that the Graham factors still control the analysis of an
obviousness inquiry, reexamined how the obviousness inquiry should be conducted and rejected
what it referred to as the overly rigid application of the so-called “teaching, suggestion,
motivation” test.'* The Commission determined to review the ALJ's conclusions concerning
obviousness to consider the impact of the KSR decision on the ALJ's conclusions and whether

additional fact-finding is necessary.

' Prior to KSR, the Federal Circuit indicated consideration of two factors was required to
determine if the invention was obvious: “(1) whether the prior art would have suggested to those
of ordinary skill in the art that they should make the claimed composition or device, or carry out
the claimed process;” and “(2) whether the prior art would also have revealed that in so making
or carrying out, those of ordinary skill would have a reasonable expectation of success.” Noelle
v. Lederman, 355 F.3d 1343, 1351-52 (Fed. Cir. 2004).
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Before the ALJ, the active respondents contended that certain claims of the ‘917 patent,
the ‘422 patent and the ‘053 patent were invalid for obviousness based upon prior art.
Specifically, they contended that claims 1, 2, 3, and 9 of the ‘917 patent were invalid for
obviousness based upon a combination of U.S. Patent 5,610,635 (the ‘635 patent) and the ‘401
patent. ID 142-143. They argued that claim 1 of the ‘422 patent was invalid for obviousness in
light of the ‘635 patent and European Patent No. 0 822 084 A2 (the ‘084 patent). ID 143. They
also contended that each feature of claim 1 of the ‘053 patent is found in the disclosure of the
‘422 patent, except that the ‘053 patent requires that the cartridge have an ink supply port which
is closer to the wall opposite the wall containing the electrodes of the chip, while in the ‘422
patent the ink supply port is closer to the wall which contains the electrodes of the chip. ID 143.
They claim it would have been obvious to reposition the ink supply port in the manner described
in the '053 patent. Epson and the IA opposed the active respondents’ contentions below.

The ALJ found that claims 1, 2, 3, and 9 of the ‘917 patent were not invalid for
obviousness. He found that there were “deficiencies” in the ‘635 patent “and a lack of any
suggestion in the prior art for combining the ‘635 patent with the ‘401 patent . . .” ID 151.

The ALJ also found that claim 1 of the ‘422 patent was not invalid for obviousness in
light of the ‘635 patent and the ‘084 patent, which were both disclosed to the patent examiner.
ID 154. He found that the ‘422 patent is directed to an ink cartridge with a retaining member
having a moveable engagement portion that is located above the memory device and that locks
the cartridge into place when it is installed in the printer. ID 152. Claim 1 of the ‘422 patent

also refers to a cartridge with a semiconductor chip. ID 152. He found that the ‘084 patent
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teaches away from the use of electrical means to determine the amount of ink in the cartridge
because the ‘084 patent discloses an optical means to perform that function. ID 154. He
therefore found that the active respondents had not demonstrated by clear and convincing
evidence that claim 1 of the ‘422 patent was invalid for obviousness. ID 154.

With respect to the ‘053 patent, the ALJ found that the ‘053 patent disclosed a different
location for the ink supply port than the ‘422 patent. ID 156. According to the ALJ, the ‘422
patent teaches that the ink supply port is on the same side of the cartridge as the projecting
portion, while the ‘053 patent requires just the opposite. ID 156. The ‘053 patent places the
electrodes away from the ink supply port in order to avoid contamination of the electrodes by the
ink. ID 157. The ALJ found that the ‘422 patent teaches away from such placement as it teaches
placement of the electrodes near the port even though it was recognized that contamination was a
potential problem. ID 157. For these reasons, the ALJ found that claim 1 of the ‘053 patent was
not invalid for obviousness. ID 157.

1. Parties’ Arguments

While only devoting a footnote to obviousness in their petition for review, Resp. Pet. at 4
n.3, after the Supreme Court issued KSR, the active respondents filed an additional submission
arguing that the ALJ’s analysis of obviousness was legally insufficient in light of KSR. Active
Respondents’ Letter of May 1, 2007. They now argue that the Supreme Court rejected the use of
the teaching, suggestion or motivation test and created a more flexible standard for obviousness.
Resp. Brief at 90. They contend that printer cartridge technology is simple, predictable, well-

known and crowded with prior art. They suggest, therefore, that combinations of old elements are
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likely to be obvious. Id. at 92-93.

The active respondents also argue that the current record contains sufficient evidence to
determine that the ALJ's conclusions are inconsistent with KSR. Id. at 94. However, they state
that they would add certain additional prior art references to the record if the Commission
determined to reopen the record. Id.

The active respondents maintain that the ALJ erred in relying upon a lack of suggestion in
the prior art for combining the ‘635 patent and ‘401 patent for his conclusion that claims 1, 2,
and 3 of the ‘917 patent are non-obvious. Resp. Brief at 96-110. They assert that their expert
testified that all the elements of the asserted claims of the '917 patent are disclosed by the ‘635
patent and ‘401 patent. They argue that claims 1, 2 and 3 therefore are nothing more than a
combination of old elements disclosed in the ‘635 patent and ‘401 patent and that the elements
perform in a predictable fashion in the '917 patent. /d. at 105-109. They state that this argument
also applies to claim 9, as the additional limitation of claim 9 is the lower row of contacts being
longer than the other rows. They argue this is an insignificant change well within the ordinary
creativity of a person with ordinary skill. Resp. Briefat 109. They also point to additional
disclosures not of record: U.S. Patent 6,102,517, U.S. Patent No. 5,706,040, and U.S. Patent No.
5,119,115, Id. at 110-120.

With respect to the ‘053 patent, they contend that the only element it teaches not found in
the prior art is the location of the ink supply port, but they argue that this addition does not yield
any unpredictable or non-obvious results. /d. at 120-123. According to the active respondents,

moving the electrodes away from the ink supply port yielded the predicable result of aiding in the
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prevention of contamination of the electrodes by ink. /d. at 121.

As for the '422 patent, the active respondents assert that claim 1 is obvious in view of
three prior art references: U.S. Patent 5,610,635, European Patent No. 0 822 084 A2, and U.S.
Patent No. 6,155,678 ("the '678 Patent"). Resp. Brief at 125-126. They contend that the '084
patent teaches each of the limitations of Claim 1 of the '422 patent, except for the inclusion of a
memory device with electrode, and they maintain it was obvious to include the memory device of
the '635 patent on either the front or rear surface wall of the '084 patent ink cartridge to form the
claimed combination. Resp. Brief at 126. Respondents also argues that claim 1 (and claims 10
and 14) are obvious in view of U.S. Patent No. 6,155,678 (the "Lexmark patent"), a reference not
raised before the ALJ. Resp. Brief at 125.

Epson maintains that the ALJ's obviousness conclusions are consistent with KSR and no
additional fact-finding or evidence is necessary. Epson Brief at 102-124. It argues that KSR did
not reject the teaching, suggestion, or motivation test, but only criticized the Federal Circuit’s
application of the test. Epson contends that the ALJ relied upon the lack of all the elements in
the asserted claims in the prior art as the basis for his non-obvious conclusions, so the question of
obviousness is different from the situation in KSR in which the patent was simply a combination
of elements found in the prior art. Epson Brief at 104. Further, except for one "immaterial”
reference, all of the cited references were before the PTO during prosecution. Epson also notes
that the respondents do not address the secondary considerations, which favor nonobviousness.

With respect to the obviousness of the asserted claims of the '917 patent, Epson states that

the '635 patent was before the examiner and that respondents abandoned the '401 patent reference

44



PUBLIC VERSION

after the hearing. Epson also argues that the '635 patent does not disclose many limitations of the
'917 patent, such as an ink supply port or contacts in rows. Id. at 107-108. It points out that
Judge Luckern noted these deficiencies in the prior art. /d. at 108 (citing ID 151). It also points
to deficiencies in the '401 reference.

Epson argues that the prior art references to which the respondents cite fail to disclose
"numerous" limitations of the '422 patent, such as an ink supply port connected to the ink supply
needle as required by claim 1. /d. at 110. Epson contends that because the asserted references do
not disclose each of the claim limitations and, in fact, teach away from the invention and each
other, the combination of the '635 and the '084 references cannot invalidate claim 1 of the '422
patent. Epson Briefat 111. It argues additionally that claims 10 and 14 are not part of the
Commission's review, and that the '678 patent does not disclose the additional limitations of
these claims, which are not simply obvious design choices. Epson Reply at 103-106.

Epson contends that the active respondents incorrectly assert that the '422 patent on its
own invalidates claim 1of the '053 patent. Epson Brief at 111-114. Epson notes that the prior art
teaches away from the invention of the ‘053 patent. Epson Reply at 107-108 (citing ID 154,
157). It points out that the application for the '422 patent was considered by the patent examiner
and the '053 issued nevertheless. Id. It maintains that the '053 patent has critical limitations not
disclosed by the '422 patent: an ink supply port having [an exit opening and] a centerline and
communicating with the chamber; contacts being formed in a plurality of rows lying essentially
in a plane parallel to the centerline of the ink supply port; and each said row being centered

relative to the centerline of the said ink supply port. Epson Reply at 108.
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Epson also notes that all of the prior art was considered by the PTO and the patents issued
over the prior art, which was not the case in KSR. Id. at 122. It contends that the active
respondents ignore secondary considerations of non-obviousness, such as commercial success
and that these other indicia also support the ALJ’s conclusions of non-obviousness. /d. at 123.

Epson contends the record in this investigation has already established that the asserted
claims cannot be characterized as "simply arrange[ing] old elements with each performing the
same it had been known to perform." KSR, 127 S.Ct. at 1740. Rather, the asserted claims
disclose new elements that the ALJ found to not be taught by the prior art raised by respondents.
Epson Brief at 118. Epson argues that the respondents had the opportunity to raise all of the new
prior art references they now seek to rely upon and there is no need for additional fact-finding
under KSR since KSR does not so fundamentally change the obviousness inquiry that additional
fact-finding is necessary. Epson Reply at 74-80.

The IA contends that the KSR decision has not altered the legal landscape but rather
confirmed that the factors cited in Graham v. John Deere Co. control the analysis. IA's Reply at
4. He argues that the Supreme Court did hold that a rigid, inflexible application of the “teaching,
suggestion, motivation” test is error, but not that all obviousness inquiries that reference the
teaching, suggestion, motivation test are inappropriate. IA Brief at 21 (quoting KSR, slip op. at
15: “There is no necessary inconsistency between the idea underlying the TSM test and the
Graham analysis.”). He maintains that the Federal Circuit has, in fact, long recognized that the
suggestion to modify the prior art or combine the prior art could come from the common

knowledge of a person of ordinary skill in the art. 1A Reply at 5 (quoting Motorola, Inc. v.

46



PUBLIC VERSION

Interdigital Tech., 121 F.3d 1461, 1472 (Fed. Cir. 1997) ("The suggestion to combine may come
from the prior art, as filtered through the knowledge of one skilled in the art.")).

He criticizes respondents' arguments as failing to discuss how the ALJ erred; he asserts
that respondents simply reargue their obviousness case. He also maintains that respondents had a
full opportunity to present an invalidity case during the hearing and in their post-hearing briefs
and that there is no reason to reopen the record to allow respondents a second opportunity to
present a different case for invalidity. /d.

2. Analysis

At the outset, we note that we do not find it necessary to remand the question of
obviousness to the ALJ or reverse any of the ALJ's conclusions with respect to the asserted
claims of the '917, '422 or '053 patents. The active respondents have not adequately explained
why additional fact-finding is necessary or why the new references they cite could not have been
presented to the ALJ to support the obviousness arguments they made before the ALJ. In fact,
the relevancy of the newly cited references does not appear to have any particular dependency on
KSR since the references would have been relevant to the question of obviousness before the KSR
decision.

While the ALJ did refer to a lack of “suggestion” for combining prior art in his analysis
of obviousness for claims 1, 2, 3 and 9 of the ‘917 patent, he also found that not all the features
of the asserted claims of the ‘917 and ‘422 patents were disclosed in the prior art. ID 151, 153.
Thus, the prior art could not simply be combined to yield the inventions of the two patents and it

cannot be argued that the claimed inventions would have resulted simply from the combination
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of old elements to yield a predictable result, which appears to have been a primary concern of the
KSR decision. KSR, 127 S.Ct. at 1740 ("The principles underlying these cases are instructive
when the question is whether a patent claiming the combination of elements of prior art is
obvious.”). We find that the ALJ's conclusions with respect to the non-obviousness of the
asserted claims of the '917 and '422 patents are well-reasoned and well-supported in the record
and that the active respondents have not demonstrated the obviousness of the patents by clear and
convincing evidence.

As to claim 1 of the ‘053 patent, the ID discusses a combination of prior art elements and
one additional element relied on by respondents, the repositioning of the ink port to avoid
contamination of the circuit board. ID 156-157. The ALJ found that the '422 patent teaches
away from the repositioning of the ink port and the specification of the '422 patent suggests the
ink port should be near the circuit board. ID 157. Based upon the '422 patent's teaching that the
ink port is near the circuit board, we do not find that the repositioning of the ink port would have
been obvious to one skilled in the art. See '422 Patent 3:66:67. Moreover, the application for the
'422 patent was disclosed to the examiner and found not to be a bar to patentability. ID 156
citing (CFF VIIL.73). Accordingly, we find that the active respondents have not demonstrated the
obviousness of claim 1 of the '053 patent by clear and convincing evidence.

III. Remedy, Public Interest and Bonding

The ALJ based his recommendation of a general exclusion order on section 337(d)(2) and

Certain Airless Spray Pumps, 337-TA-90 USITC Pub. 1199 (Nov. 1981), as well as section

337(g)(2), noting that the Commission has stated that the criteria of section 337(d)(2) "do not
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differ significantly" from the factors in Certain Spray Pumps, i.e., the establishment of both (1) a
widespread pattern of unauthorized use of its patented invention and (2) certain business
conditions from which one might reasonably infer that foreign manufacturers other than the
respondents to the investigation may attempt to enter the U.S. market with infringing articles."
ID 333. The ALJ recommended the issuance of a general exclusion order should the
Commission determine that there is a violation of section 337. ID 334. He also recommended
that the Commission issue cease and desist orders against domestic respondents Ninestar U.S.,
Town Sky, Dataproducts and MMC as well as defaulting respondents Glory South, AcuJet and
Mipo America. ID 363. Following established practice, he did not address the public interest.
Finally, he recommended a bond in the amount of $13.60 per cartridge to permit importation
during the Presidential review period. ID 368.

A. Remedy

In support of a general exclusion order, the ALJ found that there is a widespread pattern
of unauthorized use of Epson’s patented inventions. He identified eleven respondents that have
manufactured and/or sold for importation into the U.S. infringing ink cartridges for use with
Epson printers: Ninestar Technology, Zhuhai Gree, Butterfly, Mipo, Ink Lab, InkTec, Artech,
Master Ink, Tully, Ribbon Tree Macao and Wellink. ID 336. He also found that at least fourteen
respondents had imported and/or sold after importation infringing Epson-compatible cartridges:
Ninestar U.S., Town Sky, Dataproducts, MMC, Glory South, Mipo America, AcuJet, Ribbon
Tree USA, Apex, InkTec America, Inkjetwarehouse, Nectron, Gerald Chamales and Rhinotek.

He also noted the wide scope of respondents’ unauthorized use of Epson’s patented inventions,
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noting that in 2005, respondents collectively sold in excess of *** Epson-compatible ink
cartridges for over *** in revenue. ID 336. The ALJ described in detail the activities of the
manufacturers and importers of infringing ink cartridges and concluded that respondents and
many non-respondent companies had engaged in widespread unauthorized uses of Epson’s
patented ink cartridges, resulting in millions of dollars in revenue for each of the past several
years. ID 336-350. The ALJ included in his analysis respondents who had been terminated on
the basis of consent orders (ID 336-346) and defaulting respondents (ID 347-349).

The ALJ further found that there are certain business conditions that would justify a
general exclusion order. ID 350-360. He described the active respondents’ use of multiple
respondent and non-respondent companies to export the accused products and import them into
the United States. ID 351-352. He also found that the active respondents had used straw men
intermediary companies to export to the United States and that other companies could evade a
limited exclusion order by shipping unmarked, generic or private label products that bear no
markings that identify their origin. ID 352, 354. He concluded, therefore, that persons other than
the active respondents have the ability to take advantage of business conditions that would allow
them to evade a limited exclusion order. ID 355. He also found that demand remains strong for
ink cartridges, potential manufacturers have easy access to existing distribution networks, the
cost of the necessary manufacturing equipment is low and foreign labor is inexpensive, there are
numerous ink cartridge manufacturers in China, and manufacturers face few barriers to retooling
their existing facilities to manufacture Epson’s patented cartridges. ID 356-359.

He concluded that complainants have established a widespread pattern of unauthorized
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use of complainants’ patented inventions and business conditions from which one might
reasonably infer that foreign manufacturers other than the respondents to the investigation may
attempt to enter the U.S. market with infringing articles. ID 360.

Complainants also sought cease and desist orders directed to three domestic respondents
found in default (Glory South, AcuJet and Mipo American), as well as certain other domestic
respondents, who participated in the investigation: Ninestar U.S., Dataproducts, and the MMC
respondents. The ALJ recommended that such orders issue. ID 360-363.

1. Arguments of the Parties
a. General Exclusion Order

Complainants and the IA both agree with the ALJ’s recommendation of a general
exclusion order based on the ALJ’s findings of a “widespread pattern” of unauthorized use of the
patented invention and the existence of “business conditions” which warrant the issuance of a
general exclusion order. See Epson Brief at 125-167; IA Brief at 24.

The general exclusion order, however, according to the IA, should not cover claims 29,
31, 34, and 38 of the ‘472 patent, claim 165 of the ‘439 Patent, and claims 45, 53, and 54 of the
397 patent, because Epson did not prove a violation with respect to those patent claims by
substantial, reliable, and probative evidence. IA Brief at 25. Claims 29, 31, 34, and 38 of thc_
'472 patent and claim 165 of the '439 patent were asserted only against the eight defaulting
respondents and several settling respondents. Claims 45, 53, and 54 of the '397 patent were
asserted against five of the defaulting respondents, as well as a settling respondent and a

respondent who had been terminated from the investigation on the basis of a consent order. For
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the ‘472 patent and claim 165 of the ‘439 patent, the IA maintains that Epson did not put on
evidence of actual infringement of these claims, but instead relied on adverse inferences against
defaulting Respondents. IA Brief at 26. For claims 45, 53, and 54 of the 397 patent, the A
asserts that the evidence offered at the hearing was inadequate to prove infringement, and hence
no violation should be found with respect to these claims. IA Brief at 26. The IA contends that a
limited exclusion order is appropriate with respect to the defaulting respondents as to these
claims. /d. at 27.

The IA rejects Epson's argument that settlement agreements and consent orders issued
during the investigation with respect to non-defaulting respondents can serve as substantial,
reliable and probative evidence of a violation of the '439 patent or '472 patent, stating that the
argument has not been properly raised and is without merit. IA Reply at 7. He argues that public
policy counsels against using "admissions" from settlement agreements as evidence of a violation
— especially here where they would be used to obtain a general exclusion order enforceable
against entities other than the parties making such a "conclusory statement." Id. at 7 (citing
Certain Plastic Molding Machines, Inv. No. 337-TA-462, Commission Op. at 20-21 (April 2,
2003)). He notes that the Commission stated in Certain Plastic Molding Machines that a
complainant should not be allowed to “contract for a general exclusion order.” (/d. at 8 citing
Plastic Molding Machines at 21). He also points to the Advisory Committee's Notes to the
Federal Rules of Evidence, which suggests that settlements are not entitled to weight with respect
to the merits of the claims because offers to settle may have many motivations and may simply

indicate a desire for "peace”. Id. at 7. He argues that consent orders should be treated like
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settlement agreements and found not to constitute "substantial, reliable, and probative evidence"
of a violation.

With respect to claim 165 of the '439 patent and the asserted claims of the '472 patent,
Epson argues that it submitted evidence of a widespread pattern of unauthorized use of these
inventions. It maintains that adverse inferences and admissions are particularly appropriate with
respect to these claims, the “Low Pressure Fill Claims,” because the defaulting and settling
respondents failed to respond to Epson's discovery. Epson argues that de.monstrating
infringement of these claims without any discovery was extremely burdensome, and hence, the
admissions and adverse inferences should be given more weight. Epson Reply at 120. Epson
also contends that because it was precluded from obtaining any information relating to the
pressure at which the defaulting respondents' cartridges were filled with ink, the burden of
infringement of claim 38 of the '472 patent, a method claim, should be shifted to the accused
respondents pursuant to 35 U.S.C. § 295. Epson Brief at 176. Epson acknowledges that the ALJ
may have partially relied on the adverse inferences he drew against the eight defaulting
respondents, but it claims such inferences were entirely proper. Epson Reply at 119.

Epson argues that it did, in fact, prove infringement of claims 45, 53, and 54 of the '397
patent. It contends the ALJ appropriately relied upon Murch's testimony, the physical exhibits in
evidence, and the admissions of respondents that certain specific ink cartridges infringe claims
45, 53 and 54 of the 397 patent. Epson Reply at 119.

The active respondents do not dispute the ALJ's findings with regard to a widespread

pattern of unauthorized use. See Resp. Brief at 135-37. They do, however, agree with the IA that
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there was an insufficient showing of infringement with respect to claim 165 of the‘439 patent,
claims 29, 31, 34, and 38 of the ‘472 patent, and claims 45, 53, and 54 of the ‘397 patent. They
contend there was no probative evidence of infringement introduced with respect to these claims.
Id. at 136. Therefore, they argue that no general exclusion order should issue for those claims.
Id.
b. Cease and Desist Orders
Epson and the IA agree with the ALJ's recommendation that cease and desist orders be
issued to certain domestic respondents (Ninestar U.S., Town Sky, MMC, Dataproducts, Glory
South, Mipo America and AcuJet). Epson Brief at 179-181; IA Brief at 28-29. The active
respondents do not dispute the appropriateness of the cease and desist orders.
2: Analysis
a. General Exclusion Order
The criteria for issuing a general exclusion order are found in section 337(d)(2), which
provides:
The authority of the Commission to order an exclusion from entry of
articles shall be limited to persons determined by the Commission to be
violating this section unless the Commission determines that-
(A) a general exclusion from entry of articles is
necessary to prevent circumvention of an exclusion
order limited to products of named persons; or
(B) there is a pattern of violation of this section and
it is difficult to identify the source of infringing

products.

The Commission has noted that the criteria of section 337(d)(2) “do not differ significantly” from
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the factors in Certain Airless Paint Spray Pumps and Components thereof, Inv. 337-TA-90,
USITC Pub. 1199 (November 1981). See Certain Neodymium-Iron-Boron Magnets, Magnet
Alloys, and Articles Containing Same, Inv. No. 337-TA-372, USITC Pub. No. 2964 (May 1996),
Comm’n. Opn. 5.

In Spray Pumps, the Commission held that a complainant seeking a general exclusion
order must show both (1) a widespread pattern of unauthorized use of its patented invention and
(2) certain business conditions from which one might reasonably infer that foreign manufacturers
other than the respondents to the investigation may attempt to enter the U.S. market with
infringing articles. Spray Pumps, Comm’n. Opn. at 18. The Commission stated that among the
evidence which might be presented to prove a “widespread pattern of unauthorized use of the
patented invention” would be: (1) a Commission determination of unauthorized importation into
the United States of infringing articles by numerous foreign manufacturers; or (2) the pendency
of foreign infringement suits based upon foreign patents which correspond to the domestic patent
in issue; (3) other evidence which demonstrates a history of unauthorized use of the patented
invention. Spray Pumps, Comm’n. Opn. 18-19.

Among the evidence which might be presented to prove the “business conditions”
referred to would be: (1) an established demand for the patented product in the U.S. market and
conditions of the world market; (2) the availability of marketing and distribution networks in the
United States for potential foreign manufacturers; (3) the cost to foreign entrepreneurs of
building a facility capable of producing the patented article; (4) the number of foreign

manufacturers whose facilities could be retooled to produce the patented articles; or (5) the cost
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to foreign manufacturers of retooling their facility to produce the patented articles. Spray Pumps,
Comm’n. Opn. 19. Notwithstanding Spray Pumps, it is the statute which ultimately governs.

The ALJ detailed the large number of foreign manufacturers and domestic importers of
ink cartridges that are covered by the asserted claims of the asserted patents and the large market
in the United States for the accused products. Epson’s own sales in fiscal year 2006 of ink
cartridges covered by the asserted patents were over ***. ID 355. Respondents' sales total over
*** a year. Id. The parties have not raised any issues with respect to his analysis, and we cannot
discern any error in the ALJ’s conclusions that there has been a widespread pattern of
unauthorized use of the patented inventions or that business conditions in the United States are
conducive to further unauthorized importations absent a general exclusion order. ID 360. For
the same reasons, the record also supports a finding that the criteria of section 337(d)(2) are met.
Hence, we recommend issuance of a general exclusion order.

However, as discussed below, we do not find that the general exclusion order should
cover the asserted claims of the ‘472 patent, claim 165 of the ‘439 patent, or claims 45, 53, and
54 of the '397 patent. For these claims we conclude that issuance of a limited exclusion order
directed against defaulting respondents is appropriate.

b. Patents and Claims to be Excepted from the General Exclusion
Order

As raised by the IA, the issue of proof of infringement by "substantial, reliable, and
probative evidence" by the defaulting and settling respondents relates to claims 45, 53, and 54 of

the ‘397 patent, the ‘472 patent, and claim 165 of the '439 patent. IA Brief at 24-28.
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The ‘397 patent was asserted against five defaulting respondents (Mipo, Mipo America,
Tully, Wellink, Ribbon Tree Macao) as well as three respondents (Inkjetwarehouse, Apex and
Ribbon Tree USA) terminated from the investigation on the basis of a settlement agreement or
consent orders. ID 165. It was not asserted against the active respondents or the MMC
respondents. ID 165. Claims 29, 31, 34 and 38 of the ‘472 patent and claim 165 of the ‘439
patent were asserted against only the eight defaulting respondents and several settling
respondents. ID 9.

With respect to the ‘472 and ‘439 patents, the ALJ found “that the allegations of
infringement of claims 29, 31, 34 and 38 of the ‘472 patent and claim 165 of the ‘439 patent are
deemed admitted against the defaulting respondents.” ID 212. With respect to the '472 and '439
patents, no actual evidence of infringement was introduced by Epson and the ALJ performed no
analysis of infringement. The ALJ only found infringement by taking adverse inferences against
certain defaulting respondents. See ID 212. With respect to the ‘397 patent, the ALJ found that
the defaulting respondents had been shown to infringe asserted claims 21, 45, 53, and 54, in
addition to infringement being deemed admitte.d. ID 170 -171.

The deemed admitted findings against the defaulting respondents are the consequence of
adverse inferences drawn against the defaulting respondents. In the remedy portion of the ID, the
“deemed admitted” findings are used to support the recommendation of a general exclusion order
pursuant to Commission Rule 210.17. See ID 348-349.

The ALJ relied upon Certain Rare-Earth Magnets, Inv. No. 337-TA-413, Commission

Opinion, USITC Pub. 3307 (May 2000), as support for making factual findings with respect to
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defaulting respondents in his analysis of "widespread unauthorized use." ID at 348-49.
However, Magnets does not hold that the presumed infringement of defaulting parties constitutes
substantial, reliable, and probative evidence of a violation. In Magnets, the ALJ found
infringement based on record evidence with respect to active respondents as well as defaulting
respondents. /d. at 3. The defaulting respondents in Magnets were also relied upon by the ALJ
when he analyzed the "widespread unauthorized use" of the patented invention.
i Substantial, Reliable, and Probative Evidence of Violation

A general exclusion order can be issued in a default situation only when a violation is
established by “substantial, reliable, and probative evidence.” 19 U.S.C. § 1337(g)(2).

Here the ALJ took adverse inferences against the defaulting respondents to find that
complainants had demonstrated infringement. In explaining his reasoning, the ALJ stated:

Commission rule 210.17 does allow the administrative law judge to draw adverse

inferences and to issue findings of fact therefrom. In this investigation, defaulting

respondents Tully, Wellink and Ribbon Tree filed a “Notice Of Election To

Default” which the administrative law judge treated as Motion No. 565-34 (see

Order No. 16 which issued on August 23, 2006). Complainants in response argued

that the administrative law judge should make certain adverse inferences. Said

respondents did not respond to Order No. 16. Thus, the administrative law judge

draws [an] adverse inference and makes findings of fact therefrom that they have

admitted to infringement of the asserted claims . . ..”
ID 348. The statutory provision for default in 19 U.S.C. § 1337(g), implemented by
Commission Rule 210.16, indicates that failure to respond to the complaint and notice of
investigation is grounds for a finding of default unless good cause is shown for the failure to

respond. Commission Rule 210.17, which concerns adverse inferences, is by its terms

unavailable with respect to acts constituting default. Specifically, Rule 210.17 concerns
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“[flailures to act other than the statutory forms of default listed in Rule 210.16.” The actions
described above constituted acts of default. We conclude that the ALJ erred in relying upon the
acts constituting default as the basis for taking adverse inferences under rule 210.17. In sum, the
default findings provide a basis for presuming infringement with respect to the defaulting
respondents under rule 210.16 and for issuing a limited exclusion order against them. These
findings, on their own, do not constitute “substantial, reliable, and probative evidence” of a
violation that would support issuance of a general exclusion order.

With respect to the consent orders and settlement agreements that Epson argues constitute
"substantial, reliable, and probative evidence" of infringement, we agree with the IA that
settlements are not sufficient with respect to these claims. In Plastic Molding Machines, the
Commission declined to issue a general exclusion order after all the respondents had settled with
complainants. Certain Plastic Molding Machines, Inv. No. 337-TA-462, Commission Op. at 20-
21 (April 2, 2003)). The policy concerns raised in Certain Plastic Molding Machines are present
here as a complainant should not be able to contract with settling respondents for a general
exclusion order. See Certain Plastic Molding Machines at 21. The fact that respondents, for
whatever reason, decided to settle with Epson should not in itself provide substantial, reliable,
and probative evidence of violation.

As to the consent orders issued by the Commission with respect to non-defaulting parties
during the course of the investigation, these were used by the ALJ to show a "widespread pattern

of unauthorized use," as in Magnets. This does not mean that they constitute "substantial,
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reliable, and probative" evidence of a violation under section 337(g)(2)."”
ii. Proof of Infringement of Claims 45, 53, and 54 of the '397 Patent

With respect to claims 45, 53, and 54 of the 397 patent, the ALJ relied upon Epson's
allegedly undisputed findings of fact to find infringement of these claims by RC-11. ID 170-171
(citing CFF V1.Z.4-5, CFF V1.Z.5; CFF VI.LAA.1-15; CFF VI.BB.1-5 ). The IA, however, did in
fact dispute the allegations of infringement claims 45, 53, and 54. See Posthearing Reply Brief
of the Commission Investigative Staff at 4-5. Moreover, unlike the testimony concerning claim
21 of '397 patent which analyzed infringement on an element by element basis, the underlying
testimony supporting infringement of these three other claims is conclusory. For instance, the
support for Epson's proposed finding of fact concerning claim 45 (CFF V1.Z.4) is testimony by
Murch indicating that the representative cartridge infringes claim 45. See Tr. at 1166 (offering
general opinion that representative cartridge infringes claims 45, 53, and 54 but not discussing
limitations of claims).'® Thus we do not agree that a violation of claims 45, 53, and 54 has been
shown by substantial, reliable, and probative evidence.

For the foregoing reasons, we conclude that only a limited exclusion order should issue
with respect to claims 45, 53, and 54 of the '397 patent, the asserted claims of the '472 patent and

claim 165 of the '439 patent. The limited exclusion order should be directed at defaulting

> Epson's brief argument that the burden shifting provision of 35 U.S.C. § 295 would
meet that requirement is conclusory and unsupported. See Epson Brief at 176.

16 With resepct to claims 53 and 54, the ALJ similarly relied upon findings of fact that
are based solely on conclusory testimony concerning the ultimate question of infringement. See
ID 171 (citing CFF VL.AA.1-15; CFF VLBB.1-5).
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respondents Glory South Software Mfg., Butterfly Image Corp., Mipo International, Mipo
America Ltd., .;&qu et USA, Tully Imaging Supplies, Ltd., Wellink Trading Co., Ltd., and Ribbon
Tree (Macao) Trading Co., Ltd. with respect to the asserted claims of the '472 patent and claim
165 of the '439 patent. With respect to claims 45, 53, and 54 of the '397 patent, the limited
exclusion order should be limited to the five defaulting respondents against which those claims
were asserted. The general exclusion order covers the other asserted claims for which
infringement was found and for which the requirements of section 337(d)(2) were met.
A Cease and Desist Orders for Defaulting Domestic Respondents

Section 337(f) permits the Commission to issue, in lieu of or in addition to an exclusion
order, an order directing persons found to have violated section 337 “to cease and desist from
engaging in the unfair methods or acts involved.” 19 U.S.C. § 1337(f). Cease and desist orders
are warranted with respect to domestic respondents that maintain commercially
significant U.S. inventories of the infringing product. See, e.g., Certain Crystalline Cefadroxil
Monohydrate, Inv. No. 337-TA-293, USITC Pub. 2391 at 37- 42 (June 1991). Domestic
respondents who have defaulted are presumed to maintain significant inventories of infringing
products in the United States and are likewise subject to cease and desist orders. Certain Video
Game Systems, Inv. No. 337-TA-473, Comm’n Op. at 2 (December 2,2002); Certain
Agricultural Tractors, Inv. No. 337-TA-380, USITC Pub. 3026 at 32, n.124 (March 1997).

Complainants sought cease and desist orders directed to three domestic respondents
found in default (Glory South, AcuJet and Mipo American), as well as certain other domestic

respondents who participated in the investigation: Town Sky, Ninestar U.S., Dataproducts, and
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the MMC Respondents. The record shows that all of these respondents had commercially
significant quantities of Epson-compatible ink cartridges. ID 360-363. The active respondents
have not disputed that these respondents have commercially significant inventories and we see
no basis for declining to follow the Commission practice of directing cease and desist orders to
defaulting domestic respondents and those respondents holding commercially significant
inventories. The cease and desist orders to domestic respondents Ninestar U.S., Town Sky,
MMC, and Dataproducts encompass only those claims asserted against them that they were
found to infringe.!” Likewise, the cease and desist orders against defaulting respondents, Glory
South Manufacturing, Mipo American Ltd., and AcuJet U.S.A. cover the claims asserted against
them.

B. The Public Interest

Under sections 337(d) (exclusion orders) and 337(f) (cease and desist orders), the
Commission, in determining whether to impose a remedy, must weigh the remedy sought against
the effect such remedy would have on the following public interest factors: (1) the public health
and welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that
are like or directly competitive with those subject to the investigation, and (4) U.S. consumers.
19 U.S.C. §§ 1337(d) and (f).

By rule, the ALJ's RD on remedy and bonding does not address the issue of the public

17 Epson asserted claim 7 of the ‘957 patent; claims 18, 81, 93, 149, and 164 of the ‘439
patent; claims 83 and 84 of the ‘377 patent; claims 19 and 20 of the ‘148 patent; claim 1 of the
‘401 patent; claims 1, 2, 3 and 9 of the ‘917 patent; claims 1, 31 and 34 of the ‘902 patent; claims
1, 10 and 14 of the ‘422 patent; claim 1 of the ‘053 patent; and claim 21 of the ‘397 patent
against these respondents.
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interest. Commission rule 210.50(b)(1). Epson and the IA argue that issuance of a general
exclusion order and cease and desist orders is not precluded by consideration of the public
interest factors. Epson Brief at 181-182; IA Brief at 29-30. The active respondents do not argue
otherwise.

Ink cartridges are not the sort of product that have been found by the Commission in the
past to raise public interest concerns, and we are not aware of any public interest considerations
that militate against the general exclusion order, limited exclusion order, or cease and desist
orders directed to certain domestic respondents. We therefore determine that consideration of the
public interest factors does not preclude issuance of these remedial orders.

€. Bonding

Pursuant to section 337(j)(3), the bond during the 60-day period of Presidential review is
to be set “in an amount determined 