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COMPONENTS THEREOF 

 
 

Investigation No. 337-TA-1118 
(Advisory Opinion Proceeding) 

 
NOTICE OF A COMMISSION DETERMINATION TO ADOPT IN PART AN 

ADVISORY OPINION; TERMINATION OF ADVISORY OPINION PROCEEDING 
 

AGENCY: U.S. International Trade Commission. 

ACTION: Notice. 

SUMMARY: Notice is hereby given that the U.S. International Trade Commission (the 
“Commission”) has determined to adopt in part an initial advisory opinion (“IAO”) (Order No. 
44, as corrected) issued by the presiding administrative law judge (“ALJ”).  The Commission has 
determined to adopt the IAO’s finding of non-infringement of claims 1 and 21 of U.S. Patent 
Nos. 7,755,223.  The Commission has determined not to adopt the portions of the IAO 
recommending rescission of the remedial orders and discussing grant of a motion for summary 
determination of non-infringement.  The advisory opinion proceeding is hereby terminated.  

FOR FURTHER INFORMATION CONTACT:  Carl P. Bretscher, Office of the General 
Counsel, U.S. International Trade Commission, 500 E Street SW, Washington, DC 20436, 
telephone (202) 205-2382.  Copies of non-confidential documents filed in connection with this 
investigation may be viewed on the Commission’s electronic docket system (“EDIS”) at 
https://edis.usitc.gov.  For help accessing EDIS, please email EDIS3Help@usitc.gov.  General 
information concerning the Commission may also be obtained by accessing its Internet server at 
https://www.usitc.gov.  Hearing-impaired persons are advised that information on this matter can 
be obtained by contacting the Commission’s TDD terminal, telephone (202) 205-1810. 

SUPPLEMENTARY INFORMATION:  The Commission instituted the underlying 
investigation on June 11, 2018, based on a complaint, as supplemented, filed by The 
Chamberlain Group, Inc. (“CGI”) of Oak Brook, Illinois.  83 FR 27020-21 (June 11, 2018).  The 
complaint alleges that respondents Nortek Security & Control, LLC of Carlsbad, California; 
Nortek, Inc. of Providence, Rhode Island; and GTO Access Systems, LLC of Tallahassee, 
Florida (collectively, “Nortek”) violated section 337 of the Tariff Act, as amended, 19 U.S.C. 
1337 (“Section 337”) by importing, selling for importation, or selling in the United States after 
importation garage door openers (“GDOs”) and other movable barrier operator systems that 
allegedly infringe one or more of the asserted claims of U.S. Patent Nos. 7,755,223 (“the ʼ223 
patent”), 8,587,404 (“the ʼ404 patent”), and 6,741,052 (“the ʼ052 patent”).  Id.  The Office of 
Unfair Import Investigations was not named as a party to this investigation.  Id. 

https://edis.usitc.gov/
mailto:EDIS3Help@usitc.gov
https://www.usitc.gov/
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On December 3, 2020, the Commission determined that Nortek violated Section 337 by 
way of infringing claims 1 and 21 of the ’223 patent.  The Commission issued a limited 
exclusion order and cease and desist orders against Nortek and imposed a bond in the amount of 
100 percent of the entered value of the covered products during the period of Presidential review. 

On January 21, 2021, the Commission granted Nortek’s opposed request to institute an 
advisory opinion proceeding, pursuant to Commission Rule 210.79 (19 CFR 210.79).  86 FR 
7105 (Jan. 26, 2021); Comm’n Order (Jan. 21, 2021).  On January 28, 2021, CGI and Nortek 
executed a joint stipulation that the subject GDOs do not infringe the ’223 patent because they do 
not have two operating modes at two different energy levels (i.e., they do not have a “beam off” 
or “sleep mode”).  On February 9, 2021, Nortek filed an unopposed motion for summary 
determination and statement of undisputed facts that the subject GDOs do not infringe the ’223 
patent. 

On May 24, 2021, the presiding ALJ issued an amended IAO finding the subject GDOs 
do not infringe claims 1 and 21 of the ’223 patent.  Order No. 44 (May 24, 2021) (as amended).  
The amended IAO also contains language ostensibly granting Nortek’s unopposed motion for 
summary determination of non-infringement and recommends that the Commission issue an 
order rescinding the remedial orders.  See id. at 6. 

On June 1, 2021, CGI filed a petition for review of Order No. 44, opposing the portion of 
the IAO recommending rescission of the remedial orders.  CGI did not oppose the IAO’s finding 
that the subject GDOs do not infringe claims 1 and 21 of the ’223 patent.  Nortek did not file a 
response to CGI’s petition. 

The Commission has determined to adopt the portion of the IAO finding that the subject 
GDOs do not infringe claims 1 and 21 of the ’223 patent.  The Commission, however, has 
determined not to adopt the recommendation to rescind the remedial orders, as modification or 
rescission of remedial orders is governed by Section 337(k) (19 U.S.C. 1337(k)) and 
Commission Rule 210.76 (19 CFR 210.76).  The Commission has also determined not to adopt 
that portion of the advisory opinion discussing granting Nortek’s motion for summary 
determination of non-infringement. 

This advisory opinion proceeding is hereby terminated. 

The Commission voted to approve these determinations on June 23, 2021. 

The authority for the Commission’s determinations is contained in Section 337 of the 
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of 
Practice and Procedure (19 CFR part 210). 
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By order of the Commission. 

                                                             

Lisa R. Barton 
Secretary to the Commission 

Issued:   June 24, 2021 
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UNITED STATES INTERNATIONAL TRADE COMMISSION  
  

Washington, D.C.  
  

  
  

   Inv. No. 337-TA-1118  
  

    ADVISORY PROCEEDINGS       

  
ORDER NO. 44: INITIAL ADVISORY OPINION (AMENDING INITIAL 

ORDER NO. 44) 
 

(May 24, 2021) 

I. COMMISSION’S ADVISORY OPINION ORDER  

On January 21, 2021, pursuant to Commission Rule § 210.79, the Commission issued an 

Order that an Advisory Opinion (“AOP” or “AOP Order”) be rendered within four (4) months of 

the date of the publication in the Federal Register of the Commission’s institution of an advisory 

proceeding in the referenced Investigation.  (AOP, Doc. ID No. 731278 (Jan. 21, 2021).).  The 

Commission’s notice of its determination to institute an advisory opinion proceeding was 

published in the Federal Register on January 26, 2021.  See 86 Fed. Reg. 7105 (Jan. 26, 2021) 

(“FR Notice”).  The Commission’s Target Date is two (2) months thereafter.  Id.   

The advisory opinion proceeding was instituted on the request and consideration of 

Respondents Nortek Security & Control, LLC’s, Nortek, Inc.’s, and GTO Access Systems LLC’s 

(“Nortek” or “Respondents”) petition that certain of Nortek’s products that are new, were not 

accused or that have been redesigned (“Nortek Products”), do not infringe claims 1 and 21 of 

U.S. Patent No. 7,755,223 (“the ’223 patent”) and therefore, are outside the scope of the remedial 

orders the Commission issued in the underlying investigation.  (See Compl. at Ex. 2 (’223 

patent).). 

In the Matter of  
  
CERTAIN MOVABLE BARRIER  
OPERATOR SYSTEMS AND  
COMPONENTS THEREOF  
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In its AOP Order, the Commission directed, inter alia, the following:  

1)  An advisory opinion proceeding is hereby instituted to ascertain whether: (a) 
the subject GDOs1operate their obstacle detectors at a constant energy level, as 
alleged by Nortek; and if so, (b) whether said GDOs infringe claims 1 or 21 of the 
ʼ223 patent. 

2)  The advisory opinion proceeding shall be limited to the limitations of claims 1 
and 21 of the ʼ223 patent identified by Nortek in its request, namely, whether  the 
subject GDOs: (a) operate their obstacle detectors in “a plurality of operating 
modes, wherein at least some of the operating modes have different energy 
usages”; and (b) “develop an obstacle detector operating mode  control signal 
from the controller . . . wherein the obstacle detector is  directly responsive to the 
. . . signal such that . . .  during the second mode of energy consumption 
operation, the obstacle detector operates using a second energy usage, wherein the 
operating power used in one of the energy usages is less than the power used by 
the other energy usage.” Nortek’s Request at 15-16….  

4)  The ALJ shall conduct any appropriate proceedings and issue an initial 
advisory opinion within four months from the date of publication in the Federal 
Register of the Commission’s notice to conduct the proceeding. The target date 
shall be two months thereafter. The ALJ may extend the target date, allowing two 
months for Commission review, for good cause.   

(AOP Order at 1-4.).  

II. SELECTED PROCEDURAL BACKGROUND  

The Commission instituted the underlying investigation on June 11, 2018 based on a 

complaint filed by The Chamberlain Group, Inc. (“Chamberlain,” and with Nortek, “the Parties”) 

of Oak Brook, Illinois.  83 FR 270-20-21 (June 11, 2018).  The complaint alleges a violation of 

section 337 of the Tariff Act, as amended, 19 U.S.C. 1337 (“Section 337”) through the 

importation, sale for importation, or sale in the Unites States after importation of certain movable 

barrier operator (“MBO”) systems and garage door openers (“GDO”) that allegedly infringe one 

or more the asserted claims of the ’223 patent”), U.S. Patent No. 8,587,404 (“the ’404 patent”), 

and U.S. Patent No. 6,741,052 (“the ’052 patent.”).  

 
1 GDO’s are Garage Door Openers.  
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Following an evidentiary hearing from June 10 through June 14, 2019, on November 25, 

2019 an Initial Determination on Violation (“Final ID”) with a Recommended Determination on 

Remedy and Bond (“RD”) issued.  Among other findings, the Final ID found that there was not a 

violation of Section 337 because the asserted claims of the ’223 and ’404 patents are not 

infringed, while the asserted claim of the ’052 patent is invalid.  (Final ID, Doc. ID No. 695485 

(Nov. 25, 2019).). 

On April 22, 2020, the Commission issued a notice that it affirmed that there is no Section 

337 violation with respect to the ’404 and ’052 patents.  (Comm’n Notice at 3 (Apr. 22, 2020).).  

The Commission also vacated Order No. 38 and remanded the economic prong for further 

proceedings while the Commission continued to review the ID with respect to the ’223 patent.  

(See Order Vacating and Remanding, Order No. 38, Doc. ID No. 708682 (Apr. 22, 2020) 

(“Remand Order”).   

On December 3, 2020, the Commission determined that Nortek violated Section 337 by 

infringing claims 1 and 21 of the ’223 patent.  (Notice of Final Determination Finding a Violation 

of Section 337, Issuance of a Limited Exclusion Order and Cease and Desist Orders, Termination 

of the Investigation, Doc. ID No. 727088 (Dec. 3, 2021).).  In addition to a limited exclusion 

orders (“LEOs”) and cease and desist orders (“CDOs”) against Nortek’s infringing products, the 

Commission also imposed a bond in the amount of 100 percent of the entered valued of the 

covered products during the Presidential review period.  (Id. at 3.).  

On December 18, 2020, Nortek filed its request for an advisory opinion that the GDOs, 

whether unaccused or redesigned, that operate their obstacle detectors at a constant energy level 

do not infringe the asserted claims 1 or 21 of the ’223 patent, and thus should not be subject to the 

Commission’s issued remedial orders.  (See Request of Nortek, Inc. Nortek Security & Control 
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LLC  f/k/a Linear, LLC and GTO Access Systems, LLC  f//k/a Gates that Open LLC, for an 

Advisory Opinion Pursuant to Rule 210.79(a), Doc. ID No. 728489 (Dec. 18, 2020) (“Nortek 

Request”).).  The Nortek Products are limited to those identified in Nortek’s Request and in 

Nortek’s submission request (“CBP Request”) to Customs and Border Protection (“CBP”).  (See 

below; see also Joint Stipulation at 2.). 

On January 21, 2021, the Commission determined to institute an advisory opinion 

proceeding and issued an order to that effect the same day.  (Doc. ID No. 731278 (Jan. 21,  

2021); Doc. ID No. 731279 (Jan. 21, 2021).).  

In a January 28, 2021 filing, Chamberlain and Nortek notified the Commission that they 

had executed a joint stipulation (“Joint Stipulation”) on January 21, 2021 that the Nortek Products 

at issue either had never included, or had been redesigned not to include, what has been described 

variously as the “low energy” mode, or the “beam off” or “sleep mode” (“Infringing Feature”) 

that the Commission found infringes claims 1 and 21 of the ’223 patent.  (Letter at Ex. A, Joint 

Stipulation Between the Chamberlain Group, Inc. and GTO Acc Systems, LLC f/k/a Gates That 

Open, LLC, Nortek Security & Control, LLC f/k/a Linear LLC and Nortek, Inc., Doc. ID No. 

732230 (Jan. 28, 2021).).    

Among other provisions of the Joint Stipulation, Nortek agreed to file with the 

Commission or file with the Commission’s Office of General Counsel the materials that Nortek 

provided to CPB in support of its CBP Request, including but not limited to source code, user 

guides, and declarations.  Of course, samples of GDOs were excluded.  (See Joint Stipulation at 3, 

¶ 3.).  Additionally, Chamberlain agreed that it would not oppose Nortek’s Request for an 

Advisory Opinion in Nortek’s favor given the evidence Chamberlain reviewed.  (Id. at ¶ 4.).   

 To determine whether additional proceedings were necessary, consistent with the 
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Commission’s AOP Order, a WebEx management conference (“Management Conference”) with 

the Parties was scheduled for and held on February 2, 2021.  (Order No. 43 (Jan. 29, 2021).).    

The Parties represented during the February 2, 2021 WebEx Management Conference that 

they had executed the Joint Stipulation that the Nortek Products do not infringe the ’223 patent.  

Because Nortek also reported that it intended to file an unopposed summary determination 

motion of non-infringement of the Nortek Products, no additional proceedings were required in 

response to the Commission’s APO.  (See Management Conference Transcript (“Mgmt. Conf. 

Tr.”), Doc. ID No. 740309 (Apr. 20, 2021).).                             

On February 9, 2021, Nortek filed its unopposed motion for summary determination that 

certain of its accused, non-accused and redesigned products that were specifically a part of 

Nortek’s Request, and part of its CBP Request (see below), i.e., the Nortek Products, do not 

infringe claims 1 and 21 of the ’223 patent.  (Unopposed Motion of Respondents Nortek Security 

& Control LLC, Nortek Inc. and GTO Access Systems for Summary Determination That 

Nortek’s Non-Accused and Redesigned Products Do Not Infringe U.S. Patent No. 7,755,223, 

Motion Docket No. 1118-042 (Feb. 9, 2000) (“SD Motion”).).  As part of its SD Motion, Nortek 

submitted a memorandum of law (“SD Memorandum”) with supporting evidence. Chamberlain 

examined the evidence submitted with the SD Motion and SD Memorandum, with a great deal of 

other evidence, as identified below and as Nortek explains.  Chamberlain does not dispute that 

certain Nortek Products that were subject to the Commission’s remedial orders, or certain 

unaccused or redesigned Nortek Products do not infringe claims 1 and 21 of the ’223 patent.  

(Id.).    

On March 18, 2021, Nortek filed on EDIS a March 11, 2021 inter partes administrative 

ruling that CBP issued pursuant to 19 C.F.R. Part 177 (“CBP Administrative Ruling”), that 
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Nortek’s Products do not infringe claims 1 and 21 of the ’223 patent upon which the 1118 LEO is 

based.  (See Respondents’ Notice of Supplemental Authority in Support of its Unopposed  

Motion for Summary Determination, Doc. ID No. 737441 (Mar. 18, 2021).).  

III. ADVISORY OPINION AND RECOMMENDATION 

Based upon the Parties’ Joint Stipulation and based upon undisputed facts and evidence 

that Nortek presents in and with Nortek’s SD Motion and SD Memorandum, Nortek’s SD 

Motion, Motion Docket No. 1118-042, is granted.   

It is recommended, respectfully, that the Commission affirm the granting of Nortek’s SD 

Motion with its factual and evidentiary support and adopt this Advisory Opinion. 

It is recommended pursuant to Commission Rule § 210.76 (a) that the Commission issue a 

recission order that the LEOs and CDOs that the Commission issued against certain Nortek 

Products be revoked.  A recission of the Commission’s remedial orders is recommended because 

Nortek’s unaccused, redesigned products, and new products that are GDOs, i.e., the Nortek 

Products identified by Mr. Null (discussed below in Section IV.B), and as supported with 

evidence, do not infringe claims 1 and 21 of the ’223 patent.    

Although it is non-binding, the CBP’s Administrative Ruling serves as additional support 

that a reflective, adjudicative administrative body, after examining the evidence submitted to it, 

has concluded that the Nortek Products do not infringe claims 1 and 21 of the ’223 patent and are 

not subject to the Commission’s 1118 remedial orders.    

IV. DISCUSSION AND ANALYSIS  

 A. Overview  

As set forth in Nortek’s SD Motion and SD Memorandum, and in Nortek’s Statement of 

Undisputed Facts (“SUF”), Nortek has proven it is undisputed that none of the Nortek Products at 
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issue have obstacle detectors with “a plurality of operating modes, wherein at least some of the 

operating modes have different energy usages,” as both claims 1 and 21 of the ’223 patent 

require. 

Nortek undisputedly has proven that none of the Nortek Products have the “Infringing 

Feature” that is capable of turning off, or reducing power to, the infrared photobeams in the 

GDOs or MBOs, or garage openers or garage gates, that the Commission found infringe the ’223 

patent.  (Comm’n Op. at 8-10, Doc. ID No. 727089 (Dec. 3, 2020).).  This is so, because as 

Nortek notes, the Nortek Products either “never had such an infringing feature to begin with, or 

they have been redesigned to remove it.”  (SD Mem. at 1, 2).  Or, as Nortek also explains without 

dispute: “all of the products subject to this request simply leave the photobeams continuously 

fully powered.”  (Id. at 1.).  Pertinent aspects of claims 1 and 21 of the ’223 patent and the 

features of the Nortek GDOs that the Commission found to infringe (i.e., Infringing Feature) 

those claims are explained in more detail below in Section IV.E.  

Finally, Nortek argues correctly that there cannot be (and there is not) a viable argument 

for infringement whether literally or under the doctrine of equivalents (“DOE”).  None of 

Nortek’s GDOs is even capable of infringing based upon redesigns and changes to firmware and 

source code.  (Id. at 6.).    

Chamberlain has reviewed Nortek’s evidence and agrees with Nortek: none of the Nortek 

Products that the Commission found to infringe the ’223 patent contain the Infringing Feature.  

To that list, Nortek has added evidentiary support that other GDO Nortek Products do not 

infringe, as identified in Chart 1, below.  The CBP has determined the same.  (CBP 

Administrative Ruling at 1.).  
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 B. The Non-Infringing GDO Nortek Products  

Nortek has identified the GDOs that it previously imported that contained what the 

Commission found to be the Infringing Feature.  Those Nortek Products have been redesigned to 

exclude the Infringing Feature.  Additionally, Nortek has identified “new” GDOs that have been 

designed post investigation not to infringe the ’223 patent.  Nortek also has re-identified certain 

GDOs that Chamberlain agrees were not accused of infringement in the underlying 1118 

investigation.    

Nortek has identified its GDO Nortek Products in several documents, including in the 

Declaration of David Null, an Engineer at Nortek who states he is familiar with all of the Nortek 

Products and their source code or firmware.  (See SD Mem., Declaration of David Null (“Null 

Decl.”) at ¶ 3 (no “Beam Off” feature ), ¶¶ 9, 10 (describing excerpts of the current redesigned 

firmware with source code that no longer is even capable of implementing “beam off”), ¶ 6 

(identification of  Ex. 6, engineering change order to remove “beam off” feature), ¶ 7 (describing 

and identifying source code that could turn photobeams off and on in infringing Nortek 

Products).).  There is no reason to doubt or contest the contents of Mr. Null’s Declaration or any 

of the evidence offered to support Mr. Null’s Declaration.  There is no reason to doubt any other 

Declarations that Nortek submitted, or evidence filed in support of those Declarations. 

Mr. Null has provided a chart that identifies the corresponding source code/firmware that 

controls the operations of the various “classes” of GDOs, i.e., those that infringed but have been 

redesigned, new GDO’s, and those that were not accused of infringement although Chamberlain 

knew of the latter during the underlying investigation.  (Id., Null Decl. at ¶ 19.).     
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The other key source of the identification of the Nortek Products is the Stipulation.  

(Stipulation at pp. 2-3; reproduced as SD Motion Attachment to the Declaration of Evan Day 

(“Day Decl.”).).    

Mr. Null identifies the representative source code or firmware in each type of, or model 

of, the Nortek Products, some of which were subject to Commission remedial orders, and whether 

they were redesigned to eliminate the “beam off” feature which was part of the photobeam 

operation  that the Commission found to infringe.  (SD Mem., Null Decl. at ¶¶ 7, 8, 10, 11, 13-15, 

18, 19.).  For convenience, the chart containing the Nortek Products as described in the Null 

Declaration, with their associated source code or firmware, and their status, is reproduced below.  

Chart 1.  Nortek Products: Redesigned or Unaccused With Source Code/Firmware and 
with Beam Status  

  
Product(s)  Planned new 

model 
number  

Status in 1118  
Investigation  

Representative Source 
Code directory (current 
product)  

Status of  
“Beam Off”  
Feature  

LDO33  
LDO33-8  
LDO50  
LDO50-09  
LDO50-13  
LDO50-14  
LDO50-15  
LDO50- 
2T1KB  
LDO502T1KB8  
LSO50  
LSO50B  
LCO75  

N/A  Known to 
Complainant 
and technical 
discovery 
provided, but 
never 
accused  
or 
found 
to 
infringe  

LDO\Firmware\218836E\ 
source (unchanged since 
discovery portion of 1118  
Investigation)  

Never had 
“beam off” 
feature; beam 
stays on 
continuously  

Amarr860-12  
Amarr860B12  

Amarr861-12  
Amarr861B12  

Redesigned 
accused 
product  

Nsctlh_gdo_pro_mc (Ex.  
8)  

Redesigned to 
remove “beam  
off” feature; 
beam stays on 
continuously  
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LDCO841  
LDCO863B  

N/A  New product 
post  
investigation  

Nsctlh_gdo_pro_mc (Ex.  
8)  
  

Never had 
“beam off” 
feature; beam 
stays on 
continuously  

MM9545M  
MM9545MCO  

MM9555N  
MM9555NCO  

Redesigned 
accused 
product  

nsctlh_gdo_retail_cs (Ex. 
9)  

Redesigned to 
remove “beam  
off” feature; 
beam stays on 
continuously  

LDCO800  
LDCO800-12  
LDCO800-08  

LDCO801  
LDCO801-12  
LDCO801-08  

Redesigned 
accused 
product  

Nsctlh_gdo_LDCO800/23 
0208/source (Ex. 7)  

Redesigned to 
remove “beam  
off” feature;  

LDCO800-14  
LDCO800-15  
LDCO800-16  
LDCO800-17  

LDCO801-14  
LDCO801-15  
LDCO801-16  
LDCO801-17  

  beam stays on 
continuously  

  

(See SD Mem., Null Decl. at ¶ 19.).  

Of special note in Mr. Null’s Declaration are his inclusions and explanations of the 

specific lines of firmware or source code that change, where necessary, the operations of the now 

redesigned GDOs, or those that did not have the Infringing Feature in the initial products that 

were identified but not accused in the 1118 Investigation.  (Id., Null Decl. at ¶¶ 7, 8, 10, 11, 13-

15, 18, 19; see also SUF, SD Mem. at 2-4.).  

Chamberlain examined the source code, firmware, user guides and even samples of the 

GDOs that Nortek provided.  Chamberlain was satisfied with the evidence Nortek provided.  

  C.       Advisory Opinion Legal Standard 

Commission Rule 210.79(a) provides in pertinent part: “Upon request of any person, the 

Commission may, upon such investigation as it deems necessary, issue an advisory opinion as to 
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whether the person’s proposed course of action or conduct would violate a Commission exclusion 

order, cease and desist order, or consent order.” 19 C.F.R. §210.79(a). 

A respondent who seeks an advisory opinion that its redesigned product(s), or in this 

instance both unaccused and “new” products, fall outside the scope of an exclusion order or a 

cease and desist order against it bears the burden of demonstrating that such product does not 

infringe the patent(s) at issue.  See Certain Foam Footwear, 337-TA-567, Report of the Office of 

Unfair Import Investigations As To Whether Certain Foam Footwear Infringes U.S. Design 

Patent No. D517,789 Or Claims 1 And 2 Of U.S. Patent No. 6,993,858, at 4, Doc. ID No. 594573 

(Nov. 7, 2016) (citing Certain Hardware Logic Emulation Systems and Components Thereof, Inv. 

No. 337-TA-383, Commission Opinion on Remedy, The Public Interest and Bonding at 16-17 

(March 1998)(citations omitted); aff’d Notice Of A Commission Determination To Adopt A 

Report Issued By The Office Of Unfair Import Investigations As Its Advisory Opinion, Doc. ID 

598992, 81 Fed. Reg. 94417 (Dec. 23, 2016). 

D. Infringement and Doctrine of Equivalents Legal Standards  

To prove infringement, a patentee must establish the scope of the patented invention 

through claim construction.  Markman v. Westview Instruments, Inc., 517 U.S. 370, 373-74 

(1996).  Then, the patentee must show that the accused product meets all of the claim’s 

limitations, either literally or under the doctrine of equivalents (“DOE”).  (See, e.g., Dynacore 

Holdings Corp. v. U.S. Philips Corp., 363 F.3d 1263, 1273 (Fed. Cir. 2004).  According to the 

doctrine of equivalents, “a product or process that does not literally infringe upon the express 

terms of a patent claim may nonetheless be found to infringe if there is equivalence between the 

elements of the accused product or process and the claimed elements of the patented invention.”  

WarnerJenkins Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 21 (1997) (internal citation omitted).  
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Equivalence is determined by either: (1) the “function-way-result” test or (2) the “insubstantial 

differences” test.  Warner-Jenkins, 520 U.S. at 39.  An accused product infringes under the 

“function-way-result” if on a limitation-by-limitation basis, it “performs substantially the same 

function [as the claimed invention] in substantially the same way with substantially the same 

result.”  Crown Packaging Tech., Inc. v. Rexam Beverage Can Co., 559 F.3d 1308 (Fed. Cir. 

2009).  An accused product infringes under the second test if “[a]n element in the accused device 

is equivalent to a claim limitation if the only differences between the two are insubstantial.”  

Honeywell Int’l, Inc. v. Hamilton Sundstrand Corp., 370 F.3d 1131, 1139 (Fed. Cir. 2004).  Like 

the determination of literal infringement, infringement under the DOE is a question of fact.    

E. Analysis  

 1. The Infringing Feature and the Commission Opinion  

At a high level, the ‘223 patent, which is entitled “Movable Barrier Operator With Energy 

Management Control and Corresponding Method,” is directed to a GDO or other MBO system 

that reduces energy consumption by varying energy usage as a given system’s needs change.  

(See ’223 patent at Abstract, 2:44-67, 6:38-55, 10:31-41.).  The ’223 patent teaches various 

embodiments of “movable barrier operators,” or garage doors and gates, whether operated with or 

without WiFi, that when coupled with a controller and an obstacle detector connected to a power 

supply, will perform in various “operating modes,” and “have different energy usages.”  

(Comm’n Op. at 9, 10 (citing ’223 patent at 11:7-14 (claim 1) and 13:15-22 (claim 21).).    

The Commission affirmed the Final ID to the extent that the Final ID adopted and used 

the claim construction issued as part of a Markman Order that the word “operates” or “operating” 

as used in a number of claims, including claims 1 and 21 of the ’223 patent, have a plain and 

ordinary meaning.  (Id. at 9; Final ID at 143-144.).  By their plain and ordinary meaning, those 
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terms would not require an obstacle detector to be energized sufficiently to perform work or to 

detect objects to any specific degree.  (Id.).    

However, the Commission took issue with and departed from the Final ID in holding that 

“[t]he language of the claims does not impose any functional limitations on the terms ‘operates’ 

or ‘operating modes,’ let alone require the detector to work, function, or detect objects to any 

degree during the lower-energy mode.”  (Comm’n Op. at 10 (citing ’223 patent at 11:7-22 (claim 

1), 13:15-29 (claim 21).).  The Commission found that the only limitation in the claims at issue, 

as supported by the ’223 patent specification, is that the energy usage in one operating mode must 

be less than the energy usage in the other operating mode.  (Id. (citing ’223 patent at 11:1822 

(claim 1), 13:26-29 (claim 21),  Abstract 5:2-44-61).).  To that end, the Commission noted that 

the ’223 patent specification discloses an embodiment in which an obstacle detector comprises 

two (2) independently controllable photobeam elements (12A and 12B) with two different energy 

modes.  (Id. at 11 (citing ’223 patent at 3:62-65, 6:6-31).).  According to the referenced 

embodiment, in the first energy mode, both photobeams are turned on, for example, when a gate 

or door is moving (12B).  In the second energy mode, only one of the photobeam elements is 

turned on while the second photobeam is turned off (12A).  (See ’223 patent at 6:1227; see also 

Comm’n Op. at 11.).  The Commission also noted that the detector that is photobeam 12A does 

not have the two (2) energy modes as required by claims 1 and 21 because it remains “on” at all 

times.  (Comm’n Op. at 11 (citing ’223 patent at 10:13-16).).   

The Commission also found that the embodiment described “supports construing claims 1 

and 21 to mean that an obstacle detector can be turned off and continue to ‘operate’ even though 

the energy usage is zero, and then be switched back on to the high energy mode as needed.”  (Id. 

at 11-12.).  
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2. The Nortek Products Do Not Have the Infringing Feature  

Undisputedly, in the evidence Nortek submitted to the CBP and with its SD Motion here, 

Nortek has proven it is entitled to summary determination because none of the Nortek Products 

contain the Infringing Feature as the Commission has construed the ’223 patent. 

In its CBP Request, Nortek identified claim 1 of the ’223 patent as representative also of 

claim 21.  (CBP Administrative Ruling at 6.).  Moreover, the differences between claims 1 and 21 

did not affect the Commission’s analysis or its opinion outcome of what the Infringing Feature is 

or how it operates.  (Comm’n Op. at 6.).  In other words, for purposes of infringement, the same 

analysis of the Infringing Feature drives the same outcome for claims 1 and 23 of the ’223 patent.   

In its CBP Request, Nortek reported, as it does here, that the redesigned Nortek Products 

eliminate the required elements or limitations of the ’223 patent (whether of claim 1 or 21) that 

the Commission identified in its Opinion, while other GDOs never had the required elements or 

limitations of the ’223 patent.  (CBP Administrative Ruling at 7.).  Nortek represented to the 

CBP, inter alia, that it had eliminated the capability of any of the photobeam detectors to place a 

photobeam in a reduced energy or “off” state.  This is the “beam off” feature that is described in 

Chart 1, above.  Specifically, Nortek represented to the CBP that:  

None of the products subject to this request have the feature at issue in this 
Investigation (i.e., a reduced power or “off” state for the photobeam system), 
either because they never had that feature to begin with or because Nortek has 
redesigned them to remove the feature. In short, every product that Nortek seeks 
CBP approval to import with this Request simply leaves the photobeam on all the 
time, and never places the photobeam in a reduced power or “off” state.   

 
(See CBP Administrative Ruling at 7.).  

In all identified Nortek Products (see Chart 1), because of the continuous operation of the 

photobeams, the obstacle detectors have neither a “low energy mode” nor a  
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“high energy” mode, i.e., the limitations that the Commission found the ’223 patent requires.   

Nortek made an equivalent representation in its SD Memorandum as it made to the CBP, 

above, with respect to its redesigned, unaccused or new Nortek Products.  Nortek represents to 

the Commission:   

As set forth in the Statement of Undisputed Material Facts… it is undisputed that 
all of the Nortek Products-At-Issue in this proceeding lack the feature found by 
the Commission to infringe the ’223 patent (i.e., turning power to infrared safety 
photobeams down or off) either because those products never had that feature to 
begin with or have been redesigned to remove it.  In other words, all of the 
products subject to this request simply leave the photobeams continuously fully 
powered. Therefore, the products subject to this request do not have obstacle 
detectors with “a plurality of operating modes, wherein at least some of the 
operating modes have different energy usages.”  

  
(SD Mem. at 1; see also SD Motion at 1.). 

Given the continuously powered states of the GDO Nortek Products, they cannot infringe 

claims 1 and 21 of the ’223 patent as the Commission has construed infringement of those claims.  

As previously noted, Nortek submitted to Chamberlain for its review: pertinent Nortek 

source code, expert opinion, testimony from the underlying 1118 investigation, users’ guides, 

declarations of Nortek personnel, and physical samples.  (SD Mem. at 7.).  Much of the same 

evidence that Chamberlain reviewed both for Nortek’s SD Motion and as part of the CBP inter 

partes process that resulted in the CBP Administrative Ruling is submitted in support of Nortek’s 

SD Motion.  (See SD Mot., Appendix of Declarations and Exhibits Ex. 1, Declaration of Evan S. 

Day, with exhibits 1-10 thereto; Ex. 2, Null Decl. with exhibits 6, 7, 8 and 9.).   

Nortek has agreed to make available to the Commission and/or General Counsel “all of 

the materials provided to Chamberlain in connection with Nortek’s Customs Request, including 

source code, user guides, and declarations, but excluding physical samples.”  (Stipulation at ¶ 3.).   
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V. CONCLUSION AND ORDER  

Based upon the undisputed evidence submitted, Nortek is entitled to an advisory opinion 

that its Nortek Products as defined and identified, do not infringe either claim 1 or 21 of the ’223 

patent.  Similarly, the Nortek Products as defined and identified do not infringe either claim 1 or 

21 under the doctrine of equivalents analysis or law.  The Nortek Products cannot infringe, 

because the GDO photobeams have been “disabled” so they are continuously on and, therefore, 

do not practice claims 1 and 21 of the ’223 patent.  

This advisory opinion is certified to the Commission.  All orders and documents filed with 

the Secretary, including the record exhibits in this Investigation, as defined in 19 C.F.R. § 

210.38(a), are not certified, since they are already in the Commission’s possession in accordance 

with Commission Rules.  See 19 C.F.R. § 210.38(a).  In accordance with 19 C.F.R. § 210.39(c), 

all material found to be confidential under 19 C.F.R. § 210.5 is to be given in camera treatment.   

Within fourteen (14) days of the date of this document the Parties shall submit to the 

Office of Administrative Law Judges a joint statement whether they seek to have any portion of 

this document deleted from the public version.  The Parties’ submission shall be made by hard 

copy and must include a copy of this ID with yellow highlighting, with or without red brackets, 

indicating any portion asserted to contain confidential business information (“CBI”) to be deleted 

from the public version.  The submission shall also include a chart that: (i) contains the page 

number of each proposed redaction; and (ii) states (next to each page number) every sentence or 

phrase, listed separately, that the party proposes be redacted; and (iii) for each such sentence or 

phrase that the party proposes be redacted, a citation to case law with an explanation as to why 

each proposed redaction constitutes CBI consistent with case law.  Any proposed redaction that is 
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not explained may not be redacted after a review.  The Parties’ submission concerning the public 

version of this document need not be filed with the Commission Secretary.    

SO ORDERED.          
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

In the Matter of 
CERTAIN MOVABLE BARRIER 
OPERATOR SYSTEMS AND 
COMPONENTS THEREOF 

Investigation No. 337-TA-1118 

NOTICE OF FINAL DETERMINATION FINDING A VIOLATION OF SECTION 337; 
ISSUANCE OF A LIMITED EXCLUSION ORDER AND CEASE AND DESIST 

ORDERS; TERMINATION OF THE INVESTIGATION 

AGENCY: U.S. International Trade Commission. 

ACTION: Notice. 

SUMMARY: Notice is hereby given that the U.S. International Trade Commission (the 
“Commission”) has determined to:  (1) find that respondents Nortek Security & Control, LLC of 
Carlsbad, California; Nortek, Inc. of Providence, Rhode Island; and GTO Access Systems, LLC 
of Tallahassee, Florida (collectively, “Nortek”) have violated Section 337 by way of infringing 
claims 1 and 21 of U.S. Patent No. 7,755,223 (“the ʼ223 patent”); and (2) issue a limited 
exclusion order and cease and desist orders against each Nortek respondent, and set a bond in the 
amount of 100 percent of the entered value of the covered products during the period of 
Presidential review.  The investigation is hereby terminated. 

FOR FURTHER INFORMATION CONTACT:  Carl P. Bretscher, Office of the General 
Counsel, U.S. International Trade Commission, 500 E Street SW, Washington, DC 20436, 
telephone (202) 205-2382.  Copies of non-confidential documents filed in connection with this 
investigation may be viewed on the Commission’s electronic docket system (“EDIS”) at 
https://edis.usitc.gov.  For help accessing EDIS, please email EDIS3Help@usitc.gov.  General 
information concerning the Commission may also be obtained by accessing its Internet server at 
https://www.usitc.gov.  Hearing-impaired persons are advised that information on this matter can 
be obtained by contacting the Commission’s TDD terminal, telephone (202) 205-1810. 

SUPPLEMENTARY INFORMATION:  The Commission instituted this investigation on June 
11, 2018, based on a complaint, as supplemented, filed by The Chamberlain Group, Inc. (“CGI”) 
of Oak Brook, Illinois.  83 FR 27020-21 (June 11, 2018).  The complaint alleges a violation of 
section 337 the Tariff Act, as amended, 19 U.S.C. 1337 (“Section 337”) in the importation, sale 
for importation, or sale in the United States after importation of certain movable barrier operator 
(“MBO”) systems that purportedly infringe one or more of the asserted claims of  the ’223 patent 
and U.S. Patent Nos. 8,587,404 (“the ʼ404 patent”) and 6,741,052 (“the ʼ052 patent”).  Id.  The 
Commission’s notice of investigation named Nortek as respondents.  Id.  The Office of Unfair 
Import Investigations was not named as a party to this investigation.  See id. 

The Commission subsequently terminated the investigation with respect to certain patent 
claims withdrawn by CGI.  See Order No. 16 (Feb. 5, 2019), unreviewed by Comm’n Notice 

https://edis.usitc.gov/
mailto:EDIS3Help@usitc.gov
https://www.usitc.gov/
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(March 6, 2019); Order No. 27 (June 7, 2019), unreviewed by Comm’n Notice (June 27, 2019); 
Order No. 31 (July 30, 2019), unreviewed by Comm’n Notice (Aug. 19, 2019); Order No. 32 
(Sept. 27, 2019), unreviewed by Comm’n Notice (Oct. 17, 2019).   

On June 5, 2019, the presiding administrative law judge (“ALJ”) issued a Markman order 
(Order No. 25) construing the claim terms in dispute. 

On December 12, 2018, CGI filed a motion for summary determination that it satisfied 
the economic prong of the domestic industry requirement.  Nortek opposed the motion.  On June 
6, 2019, the ALJ issued a notice advising the parties that the motion would be granted and a 
formal written order would be issued later.  Order No. 26 (June 6, 2019). 

The ALJ held an evidentiary hearing on the issues in dispute on June 10-14, 2019. 

On November 25, 2019, the ALJ issued Order No. 38, finding no issue of material fact 
that CGI’s investments in labor and capital relating to its domestic industry products were 
“significant” and that CGI has satisfied the economic prong of the domestic industry requirement 
pursuant to Section 337(a)(3)(B) (19 U.S.C. 1337(a)(3)(B)).  Order No. 38 (Nov. 25, 2019).  
Order No. 38 also finds that genuine issues of material fact precluded entry of summary 
determination with respect to CGI’s investments in plant and equipment, under Section 
337(a)(3)(A) (19 U.S.C. 1337(a)(3)(A)).  Id. 

On the same date, the ALJ issued the final Initial Determination on Violation of Section 
337 (“Final ID”) and Recommended Determination on Remedy and Bond (“RD”), finding no 
violation of Section 337 because the asserted claims of the ʼ223 and ʼ404 patents, if valid, are not 
infringed and the asserted claim of the ʼ052 patent is invalid, even if infringed.  The RD sets 
forth the ALJ’s recommendations on remedy and bond. 

On February 19, 2020, the Commission issued a notice of its determination to review 
Order No. 38 and to partially review the Final ID with respect to certain issues relating to each of 
the three asserted patents.  85 FR 10723-26 (Feb. 25, 2020).  The Commission directed the 
parties to brief questions on violation and requested briefing from the parties, the public, and any 
interested government entities on remedy, the public interest, and bonding.  Id. at 10725.  The 
parties submitted initial responses and replies in response to the notice.  The Commission did not 
receive any comments from third parties in response to its notice. 

On April 22, 2020, the Commission issued a determination finding no violation with 
respect to the ʼ404 and ʼ052 patents.  Comm’n Notice at 3 (April 22, 2020).  The Commission 
also vacated Order No. 38 and remanded the economic prong issue to the presiding ALJ for 
further proceedings while the Commission continued to review issues relating to the ’223 patent.  
Id.; Order Vacating and Remanding Order No. 38 (April 22, 2020) (“Remand Order”). 

On May 15, 2020, the ALJ issued Order No. 39, seeking additional information from the 
parties in light of the Commission’s Remand Order.  Order No. 39 (May 15, 2020).  On July 10, 
2020, the ALJ issued the subject Remand Initial Determination (“Remand ID”), finding that CGI 
has made significant investments, both quantitatively and qualitatively, in plant and equipment 
and labor and capital, pursuant to Section 337(a)(3)(A) and (B) (19 U.S.C. 1337(a)(3)(A), (B)), 
respectively.  Remand ID (July 10, 2020).  The Remand ID concludes that CGI has satisfied the 
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economic prong of the domestic industry requirement in relation to the ʼ223 patent, pursuant to 
Sections 337(a)(3)(A) and (B).  Id. 

On July 20, 2020, Nortek filed a petition for review of the Remand ID.  CGI filed its 
opposition to Nortek’s petition for review on July 27, 2020.  On September 9, 2020, the 
Commission determined to review the Remand ID and directed the parties to brief a number of 
questions with respect to the economic prong of the domestic industry requirement.  85 FR 
57249-51 (Sept. 15, 2020).  The Commission also allowed the parties to update their prior 
submissions on remedy, the public interest, and bonding, if necessary, and invited interested 
government entities and other interested parties to file written submissions on those issues as 
well.  Id. at 57251. 

The parties filed their initial responses to the Commission’s questions on September 23, 
2020.   The parties filed their respective replies on September 30, 2020.  The Commission did 
not receive any comments from third parties in response to its notice. 

Having reviewed the Remand ID, the parties’ submissions, and the evidence of record, 
the Commission has determined to find that Nortek violated Section 337 with respect to the ’223 
patent.  In particular, the Commission finds that Nortek infringed claims 1 and 21 of the ’223 
patent; CGI practiced at least claim 1 of the patent; and CGI satisfied the economic prong of the 
domestic industry requirement with respect to the ’223 patent under both Sections 337(a)(3)(A) 
and (B).  The Commission has determined to issue a limited exclusion order and cease and desist 
orders against each Nortek respondent and to impose a bond in the amount of 100 percent of the 
entered value of the covered products during the period of Presidential review.  The Commission 
has further determined that the statutory public interest factors do not preclude issuance of a 
remedy.  The investigation is hereby terminated. 

The Commission voted to approve these determinations on December 3, 2020. 

The authority for the Commission’s determinations is contained in Section 337 of the 
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of 
Practice and Procedure (19 CFR part 210). 

By order of the Commission. 

                                                             

Lisa R. Barton 
Secretary to the Commission 

Issued:   December 3, 2020 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

 
 
In the Matter of 
 
CERTAIN MOVABLE BARRIER 
OPERATOR SYSTEMS AND 
COMPONENTS THEREOF 
 

 
 
 

Investigation No. 337-TA-1118 

 
 

LIMITED EXCLUSION ORDER 

The United States International Trade Commission (“Commission”) has determined that 

there is a violation of section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), in 

the unlawful importation, sale for importation, or sale within the United States after importation 

by respondents Nortek Security & Control, LLC of Carlsbad, California; Nortek, Inc. of 

Providence, Rhode Island; and GTO Access Systems, LLC of Tallahassee, Florida (collectively, 

“Respondents”) of certain movable barrier operator systems and components thereof (as defined 

in paragraph 2, below) that infringe one or more of claims 1 and 21 of U.S. Patent No. 7,755,223 

(“the ’223 patent”). 

Having reviewed the record in this investigation, including the written submissions of the 

parties, the Commission has made its determinations on the issues of remedy, the public interest, 

and bonding.  The Commission has determined that the appropriate form of relief is a limited 

exclusion order prohibiting the unlicensed entry of infringing movable barrier operator systems 

and components thereof manufactured by or on behalf of Respondents or any of their affiliated 

companies, parents, subsidiaries, agents, or other related business entities, or its successors or 

assigns. 

The Commission has also determined that the public interest factors enumerated in 

19 U.S.C. § 1337(d) do not preclude the issuance of the limited exclusion order, and that the 
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bond during the period of Presidential review shall be in the amount of 100 percent (100%) of 

the entered value of the articles subject to this Order. 

Accordingly, the Commission hereby ORDERS that: 

1. Movable barrier operator systems and components thereof that infringe one or 

more of claims 1 and 21 of the ’223 patent and are manufactured abroad by, or on behalf of, or 

imported by or on behalf of Respondents or any of their affiliated companies, parents, 

subsidiaries, agents, or other related business entities, or its successors or assigns, are excluded 

from entry for consumption into the United States, entry for consumption from a foreign-trade 

zone, or withdrawal from a warehouse for consumption, for the remaining terms of the Asserted 

Patents, except under license from, or with the permission of, the patent owner or as provided by 

law. 

2. The movable barrier operator systems and components thereof subject to this 

exclusion order (i.e., “covered articles”) are as follows:  certain garage door operators and 

components thereof. 

3. Notwithstanding paragraph 1 of this Order, covered articles are entitled to entry 

into the United States for consumption, entry for consumption from a foreign trade zone, or 

withdrawal from a warehouse for consumption, under bond in the amount of 100 percent (100%) 

of their entered value, pursuant to subsection (j) of section 337 (19 U.S.C. § 1337(j)) and the 

Presidential Memorandum for the United States Trade Representative of July 21, 2005 (70 Fed. 

Reg. 43,251), from the day after this Order is received by the United States Trade Representative 

until such time as the United States Trade Representative notifies the Commission that this Order 

is approved or disapproved, or takes no action, but, in any event, not later than sixty (60) days 

after the receipt of this Order.  All entries of covered articles made pursuant to this paragraph are 
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to be reported to U.S. Customs and Border Protection (“CBP”), in advance of the date of the 

entry, pursuant to procedures CBP establishes. 

4. At the discretion of CBP and pursuant to the procedures it establishes, persons 

seeking to import covered articles may be required to certify that they are familiar with the terms 

of this Order, that they have made appropriate inquiry, and thereupon state that, to the best of 

their knowledge and belief, the products being imported are not excluded from entry under 

paragraph 1 of this Order.  At its discretion, CBP may require persons who have provided the 

certification described in this paragraph to furnish such records or analyses as are necessary to 

substantiate the certification. 

5. In accordance with 19 U.S.C. § 1337(l), the provisions of this Order shall not 

apply to covered articles that are imported by and for the use of the United States, or imported 

for and to be used for, the United States with the authorization or consent of the Government. 

6. The Commission may modify this Order in accordance with the procedures 

described in Rule 210.76 of the Commission’s Rules of Practice and Procedure (19 C.F.R.  

§ 210.76). 

7. The Secretary shall serve copies of this Order upon each party of record in this 

investigation that has retained counsel or otherwise provided a point of contact for electronic 

service and upon CBP.  

8. Notice of this Order shall be published in the Federal Register. 
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           By order of the Commission. 

 
Lisa R. Barton 
Secretary to the Commission 
 

Issued:   December 3, 2020 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

 
 
In the Matter of 
 
CERTAIN MOVABLE BARRIER 
OPERATOR SYSTEMS AND 
COMPONENTS THEREOF 
 

 

Investigation No. 337-TA-1118 

 
CEASE AND DESIST ORDER 

 
IT IS HEREBY ORDERED THAT RESPONDENT Nortek Security & Control, LLC, 

1950 Camino Vida Roble, Carlsbad, California, 92008, cease and desist from conducting any of 

the following activities in the United States:  importing, selling, offering for sale, marketing, 

advertising, distributing, transferring (except for exportation), soliciting United States agents or 

distributors, and aiding or abetting other entities in the importation, sale for importation, sale 

after importation, transfer (except for exportation), or distribution of certain movable barrier 

operator systems and components thereof (as defined in Definition (G) below) that infringe one 

or more of claims 1 or 21 of U.S. Patent No. 7,775,223 (“the Asserted Patent”) in violation of 

Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337). 

I. 
Definitions 

As used in this order: 

(A) “Commission” shall mean the United States International Trade Commission. 

(B) “Complainant” shall mean The Chamberlain Group, Inc., 300 Windsor Drive, 

Oak Brook, Illinois, 60523. 

(C) “Respondent” shall mean Nortek Security & Control, LLC, 1950 Camino Vida 

Roble, Carlsbad, California, 92008. 
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 (D) “Person” shall mean an individual, or any non-governmental partnership, firm, 

association, corporation, or other legal or business entity other than Respondent or 

its majority-owned or controlled subsidiaries, successors, or assigns. 

(E) “United States” shall mean the fifty States, the District of Columbia, and 

Puerto Rico. 

(F) The terms “import” and “importation” refer to importation for entry for 

consumption under the Customs laws of the United States. 

(G) The term “covered products” shall mean movable barrier operator systems and 

components thereof that infringe one or more of claims 1 and 21 of the Asserted 

Patent.  The movable barrier operator systems and components thereof subject to 

this order are as follows:  certain garage door operators and components thereof.  

Covered products shall not include articles for which a provision of law or license 

avoids liability for infringement.   

II. 
Applicability 

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its 

principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether 

by stock ownership or otherwise) and majority-owned business entities, successors, and assigns, 

and to each of them, insofar as they are engaging in conduct prohibited by section III, infra, for, 

with, or otherwise on behalf of, Respondent. 

III. 
Conduct Prohibited 

The following conduct of Respondent in the United States is prohibited by this Order.  

For the remaining terms of the Asserted Patents, Respondent shall not: 
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(A) import or sell for importation into the United States covered products; 

(B) market, distribute, sell, or otherwise transfer (except for exportation) in the United 

States imported covered products; 

(C) advertise imported covered products; 

(D) solicit U.S. agents or distributors for imported covered products; or 

(E) aid or abet other entities in the importation, sale for importation, sale after 

importation, transfer, or distribution of covered products. 

IV. 
Conduct Permitted 

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited 

by the terms of this Order shall be permitted if: 

(A) in a written instrument, the owner of the Asserted Patents licenses or authorizes 

such specific conduct; or  

(B) such specific conduct is related to the importation or sale of covered products by 

or for the United States. 

V. 
Reporting 

For purposes of this requirement, the reporting periods shall commence on January 1 of 

each year and shall end on the subsequent December 31.  The first report required under this 

section shall cover the period from the date of issuance of this order through December 31, 2020.  

This reporting requirement shall continue in force until such time as Respondent has truthfully 

reported, in two consecutive timely filed reports, that it has no inventory (whether held in 

warehouses or at customer sites) of covered products in the United States.  
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Within thirty (30) days of the last day of the reporting period, Respondent shall report to 

the Commission:  (a) the quantity in units and the value in dollars of covered products that it has 

(i) imported and/or (ii) sold in the United States after importation during the reporting period, 

and (b) the quantity in units and value in dollars of reported covered products that remain in 

inventory in the United States at the end of the reporting period.   

When filing written submissions, Respondent must file the original document 

electronically on or before the deadlines stated above.  Submissions should refer to the 

investigation number (“Inv. No. 337-TA-1118”) in a prominent place on the cover pages and/or 

the first page.  See Handbook for Electronic Filing Procedures, 

http://www.usitc.gov/secretary/fed_reg_notices/rules/handbook_on_electronic_filing.pdf.   

Persons with questions regarding filing should contact the Secretary (202-205-2000).  If 

Respondent desires to submit a document to the Commission in confidence, it must file the 

original and a public version of the original with the Office of the Secretary and must serve a 

copy of the confidential version on Complainant’s counsel.1   

Any failure to make the required report or the filing of any false or inaccurate report shall 

constitute a violation of this Order, and the submission of a false or inaccurate report may be 

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001. 

VI. 
Record-Keeping and Inspection 

(A) For the purpose of securing compliance with this Order, Respondent shall retain 

any and all records relating to the sale, marketing, or distribution in the United 

 
1 Complainants must file a letter with the Secretary identifying the attorney to receive 

reports and bond information associated with this Order.  The designated attorney must be on the 
protective order entered in the investigation. 

http://www.usitc.gov/secretary/fed_reg_notices/rules/handbook_on_electronic_filing.pdf
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States of covered products, made and received in the usual and ordinary course of 

business, whether in detail or in summary form, for a period of three (3) years 

from the close of the fiscal year to which they pertain. 

(B) For the purposes of determining or securing compliance with this Order and for 

no other purpose, subject to any privilege recognized by the federal courts of the 

United States, and upon reasonable written notice by the Commission or its staff, 

duly authorized representatives of the Commission shall be permitted access and 

the right to inspect and copy, in Respondent’s principal offices during office 

hours, and in the presence of counsel or other representatives if Respondent so 

chooses, all books, ledgers, accounts, correspondence, memoranda, and other 

records and documents, in detail and in summary form, that must be retained 

under subparagraph VI(A) of this Order. 

VII. 
Service of Cease and Desist Order 

The Secretary shall serve copies of this Order upon each party of record in this 

investigation that has retained counsel or otherwise provided a point of contact for electronic 

service and upon CBP. 

Respondent is ordered and directed to: 

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this 

Order upon each of its respective officers, directors, managing agents, agents, and 

employees who have any responsibility for the importation, marketing, 

distribution, or sale of imported covered products in the United States; 

(B) Serve, within fifteen (15) days after the succession of any persons referred to in 

subparagraph VII(A) of this order, a copy of the Order upon each successor; and 
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(C) Maintain such records as will show the name, title, and address of each person 

upon whom the Order has been served, as described in subparagraphs VII(A) and 

VII(B) of this order, together with the date on which service was made.   

The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until 

the expiration of the Asserted Patents. 

VIII. 
Confidentiality 

Any request for confidential treatment of information obtained by the Commission 

pursuant to section VI of this order should be made in accordance with section 201.6 of the 

Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6).  For all reports for which 

confidential treatment is sought, Respondent must provide a public version of such report with 

confidential information redacted. 

IX. 
Enforcement 

Violation of this order may result in any of the actions specified in section 210.75 of the 

Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for 

civil penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as 

any other action that the Commission deems appropriate.  In determining whether Respondent is 

in violation of this order, the Commission may infer facts adverse to Respondent if it fails to 

provide adequate or timely information. 

X. 
Modification 

The Commission may amend this order on its own motion or in accordance with the 

procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure 

(19 C.F.R. § 210.76). 



 
 

7 
 

XI. 
Bonding 

The conduct prohibited by section III of this order may be continued during the sixty (60) 

day period in which this Order is under review by the United States Trade Representative, as 

delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)), subject to Respondent’s posting 

of a bond in the amount of 100 percent (100%) of their entered value.  This bond provision does 

not apply to conduct that is otherwise permitted by section IV of this Order.  Covered products 

imported on or after the date of issuance of this Order are subject to the entry bond as set forth in 

the exclusion order issued by the Commission and are not subject to this bond provision.   

The bond is to be posted in accordance with the procedures established by the 

Commission for the posting of bonds by complainants in connection with the issuance of 

temporary exclusion orders.  (See 19 C.F.R. § 210.68.)  The bond and any accompanying 

documentation are to be provided to and approved by the Commission prior to the 

commencement of conduct that is otherwise prohibited by section III of this Order.  Upon the 

Secretary’s acceptance of the bond, (a) the Secretary will serve an acceptance letter on all 

parties, and (b) Respondent must serve a copy of the bond and accompanying documentation on 

Complainant’s counsel.2 

The bond is to be forfeited in the event that the United States Trade Representative 

approves this Order (or does not disapprove it within the review period), unless (i) the U.S. Court 

of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final 

determination and order as to Respondent on appeal, or (ii) Respondent exports or destroys the 

products subject to this bond and provides certification to that effect that is satisfactory to the 

Commission. 

 
2  See Footnote 1. 
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This bond is to be released in the event (i) the United States Trade Representative 

disapproves this Order and no subsequent order is issued by the Commission and approved (or 

not disapproved) by the United States Trade Representative, (ii) the U.S. Court of Appeals for 

the Federal Circuit, in a final judgment, reverses any Commission final determination and order 

as to Respondent on appeal, or (iii) Respondent exports or destroys the products subject to this 

bond and provides certification to that effect that is satisfactory to the Commission, upon service 

on Respondent of an order issued by the Commission based upon application therefor made by 

Respondent to the Commission. 

By order of the Commission. 

                                                                                
Lisa R. Barton 
Secretary to the Commission 
 

 
Issued:   December 3, 2020 



CERTAIN MOVABLE BARRIER OPERATOR SYSTEMS 
AND COMPONENTS THEREOF 

Inv. No. 337-TA-1118 

 
PUBLIC CERTIFICATE OF SERVICE 

                                            
I, Lisa R. Barton, hereby certify that the attached ORDER, COMMISSION has been 

served upon the following parties as indicated, on December 3, 2020. 
              

   
       Lisa R. Barton, Secretary  
       U.S. International Trade Commission 
       500 E Street, SW, Room 112 
       Washington, DC  20436 
 
On Behalf of Complainant The Chamberlain Group, Inc.:  
  
David C. Marcus, Esq. 
WILMER CUTLER PICKERING HALE AND DORR  LLP 
350 South Grand Avenue, Suite 2400 
Los Angeles, CA 90071 
Email: David.marcus@wilmerhale.com  

☐ Via Hand Delivery 
☐ Via Express Delivery 
☐ Via First Class Mail 
☒ Other: Email Notification 
of Availability for Download 

  
On Behalf of Respondents Nortek, Inc., Nortek Security & 
Control, LLC f/k/a Linear, LLC, and GTO Access Systems 
LLC. f/k/a Gates That Open, LLC: 

 

  
Matthew C. Bernstein, Esq.  
PERKINS COIE LLP 
11452 El Camino Real, Suite 300 
San Diego, CA 92130 
Email: MBernstein@perkinscoie.com  

☐ Via Hand Delivery 
☐ Via Express Delivery 
☐ Via First Class Mail 
☒ Other: Email Notification 
of Availability for Download 

 
 

mailto:David.marcus@wilmerhale.com
mailto:MBernstein@perkinscoie.com


UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

 
 
In the Matter of 
 
CERTAIN MOVABLE BARRIER 
OPERATOR SYSTEMS AND 
COMPONENTS THEREOF 
 

 

Investigation No. 337-TA-1118 

 
CEASE AND DESIST ORDER 

 
IT IS HEREBY ORDERED THAT RESPONDENT Nortek, Inc., 500 Exchange 

Street, Providence, Rhode Island, 02903, cease and desist from conducting any of the following 

activities in the United States:  importing, selling, offering for sale, marketing, advertising, 

distributing, transferring (except for exportation), soliciting United States agents or distributors, 

and aiding or abetting other entities in the importation, sale for importation, sale after 

importation, transfer (except for exportation), or distribution of certain movable barrier operator 

systems and components thereof (as defined in Definition (G) below) that infringe one or more 

of claims 1 or 21 of U.S. Patent No. 7,775,223 (“the Asserted Patent”) in violation of 

Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337). 

I. 
Definitions 

As used in this order: 

(A) “Commission” shall mean the United States International Trade Commission. 

(B) “Complainant” shall mean The Chamberlain Group, Inc., 300 Windsor Drive, 

Oak Brook, Illinois, 60523. 

(C) “Respondent” shall mean Nortek, Inc., 500 Exchange Street, Providence, Rhode 

Island, 02903. 
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 (D) “Person” shall mean an individual, or any non-governmental partnership, firm, 

association, corporation, or other legal or business entity other than Respondent or 

its majority-owned or controlled subsidiaries, successors, or assigns. 

(E) “United States” shall mean the fifty States, the District of Columbia, and 

Puerto Rico. 

(F) The terms “import” and “importation” refer to importation for entry for 

consumption under the Customs laws of the United States. 

(G) The term “covered products” shall mean movable barrier operator systems and 

components thereof that infringe one or more of claims 1 and 21 of the Asserted 

Patent.  The movable barrier operator systems and components thereof subject to 

this order are as follows:  certain garage door operators and components thereof.  

Covered products shall not include articles for which a provision of law or license 

avoids liability for infringement.   

II. 
Applicability 

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its 

principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether 

by stock ownership or otherwise) and majority-owned business entities, successors, and assigns, 

and to each of them, insofar as they are engaging in conduct prohibited by section III, infra, for, 

with, or otherwise on behalf of, Respondent. 

III. 
Conduct Prohibited 

The following conduct of Respondent in the United States is prohibited by this Order.  

For the remaining terms of the Asserted Patents, Respondent shall not: 
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(A) import or sell for importation into the United States covered products; 

(B) market, distribute, sell, or otherwise transfer (except for exportation) in the United 

States imported covered products; 

(C) advertise imported covered products; 

(D) solicit U.S. agents or distributors for imported covered products; or 

(E) aid or abet other entities in the importation, sale for importation, sale after 

importation, transfer, or distribution of covered products. 

IV. 
Conduct Permitted 

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited 

by the terms of this Order shall be permitted if: 

(A) in a written instrument, the owner of the Asserted Patents licenses or authorizes 

such specific conduct; or  

(B) such specific conduct is related to the importation or sale of covered products by 

or for the United States. 

V. 
Reporting 

For purposes of this requirement, the reporting periods shall commence on January 1 of 

each year and shall end on the subsequent December 31.  The first report required under this 

section shall cover the period from the date of issuance of this order through December 31, 2020.  

This reporting requirement shall continue in force until such time as Respondent has truthfully 

reported, in two consecutive timely filed reports, that it has no inventory (whether held in 

warehouses or at customer sites) of covered products in the United States.  
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Within thirty (30) days of the last day of the reporting period, Respondent shall report to 

the Commission:  (a) the quantity in units and the value in dollars of covered products that it has 

(i) imported and/or (ii) sold in the United States after importation during the reporting period, 

and (b) the quantity in units and value in dollars of reported covered products that remain in 

inventory in the United States at the end of the reporting period.   

When filing written submissions, Respondent must file the original document 

electronically on or before the deadlines stated above.  Submissions should refer to the 

investigation number (“Inv. No. 337-TA-1118”) in a prominent place on the cover pages and/or 

the first page.  See Handbook for Electronic Filing Procedures, 

http://www.usitc.gov/secretary/fed_reg_notices/rules/handbook_on_electronic_filing.pdf.   

Persons with questions regarding filing should contact the Secretary (202-205-2000).  If 

Respondent desires to submit a document to the Commission in confidence, it must file the 

original and a public version of the original with the Office of the Secretary and must serve a 

copy of the confidential version on Complainant’s counsel.1   

Any failure to make the required report or the filing of any false or inaccurate report shall 

constitute a violation of this Order, and the submission of a false or inaccurate report may be 

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001. 

VI. 
Record-Keeping and Inspection 

(A) For the purpose of securing compliance with this Order, Respondent shall retain 

any and all records relating to the sale, marketing, or distribution in the United 

 
1 Complainants must file a letter with the Secretary identifying the attorney to receive 

reports and bond information associated with this Order.  The designated attorney must be on the 
protective order entered in the investigation. 

http://www.usitc.gov/secretary/fed_reg_notices/rules/handbook_on_electronic_filing.pdf
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States of covered products, made and received in the usual and ordinary course of 

business, whether in detail or in summary form, for a period of three (3) years 

from the close of the fiscal year to which they pertain. 

(B) For the purposes of determining or securing compliance with this Order and for 

no other purpose, subject to any privilege recognized by the federal courts of the 

United States, and upon reasonable written notice by the Commission or its staff, 

duly authorized representatives of the Commission shall be permitted access and 

the right to inspect and copy, in Respondent’s principal offices during office 

hours, and in the presence of counsel or other representatives if Respondent so 

chooses, all books, ledgers, accounts, correspondence, memoranda, and other 

records and documents, in detail and in summary form, that must be retained 

under subparagraph VI(A) of this Order. 

VII. 
Service of Cease and Desist Order 

The Secretary shall serve copies of this Order upon each party of record in this 

investigation that has retained counsel or otherwise provided a point of contact for electronic 

service and upon CBP. 

Respondent is ordered and directed to: 

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this 

Order upon each of its respective officers, directors, managing agents, agents, and 

employees who have any responsibility for the importation, marketing, 

distribution, or sale of imported covered products in the United States; 

(B) Serve, within fifteen (15) days after the succession of any persons referred to in 

subparagraph VII(A) of this order, a copy of the Order upon each successor; and 
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(C) Maintain such records as will show the name, title, and address of each person 

upon whom the Order has been served, as described in subparagraphs VII(A) and 

VII(B) of this order, together with the date on which service was made.   

The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until 

the expiration of the Asserted Patents. 

VIII. 
Confidentiality 

Any request for confidential treatment of information obtained by the Commission 

pursuant to section VI of this order should be made in accordance with section 201.6 of the 

Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6).  For all reports for which 

confidential treatment is sought, Respondent must provide a public version of such report with 

confidential information redacted. 

IX. 
Enforcement 

Violation of this order may result in any of the actions specified in section 210.75 of the 

Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for 

civil penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as 

any other action that the Commission deems appropriate.  In determining whether Respondent is 

in violation of this order, the Commission may infer facts adverse to Respondent if it fails to 

provide adequate or timely information. 

X. 
Modification 

The Commission may amend this order on its own motion or in accordance with the 

procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure 

(19 C.F.R. § 210.76). 
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XI. 
Bonding 

The conduct prohibited by section III of this order may be continued during the sixty (60) 

day period in which this Order is under review by the United States Trade Representative, as 

delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)), subject to Respondent’s posting 

of a bond in the amount of 100 percent (100%) of their entered value.  This bond provision does 

not apply to conduct that is otherwise permitted by section IV of this Order.  Covered products 

imported on or after the date of issuance of this Order are subject to the entry bond as set forth in 

the exclusion order issued by the Commission and are not subject to this bond provision.   

The bond is to be posted in accordance with the procedures established by the 

Commission for the posting of bonds by complainants in connection with the issuance of 

temporary exclusion orders.  (See 19 C.F.R. § 210.68.)  The bond and any accompanying 

documentation are to be provided to and approved by the Commission prior to the 

commencement of conduct that is otherwise prohibited by section III of this Order.  Upon the 

Secretary’s acceptance of the bond, (a) the Secretary will serve an acceptance letter on all 

parties, and (b) Respondent must serve a copy of the bond and accompanying documentation on 

Complainant’s counsel.2 

The bond is to be forfeited in the event that the United States Trade Representative 

approves this Order (or does not disapprove it within the review period), unless (i) the U.S. Court 

of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final 

determination and order as to Respondent on appeal, or (ii) Respondent exports or destroys the 

products subject to this bond and provides certification to that effect that is satisfactory to the 

Commission. 

 
2  See Footnote 1. 
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This bond is to be released in the event (i) the United States Trade Representative 

disapproves this Order and no subsequent order is issued by the Commission and approved (or 

not disapproved) by the United States Trade Representative, (ii) the U.S. Court of Appeals for 

the Federal Circuit, in a final judgment, reverses any Commission final determination and order 

as to Respondent on appeal, or (iii) Respondent exports or destroys the products subject to this 

bond and provides certification to that effect that is satisfactory to the Commission, upon service 

on Respondent of an order issued by the Commission based upon application therefor made by 

Respondent to the Commission. 

By order of the Commission. 

                                                                                
Lisa R. Barton 
Secretary to the Commission 

Issued:   December 3, 2020 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

 
 
In the Matter of 
 
CERTAIN MOVABLE BARRIER 
OPERATOR SYSTEMS AND 
COMPONENTS THEREOF 
 

 

Investigation No. 337-TA-1118 

 
CEASE AND DESIST ORDER 

 
IT IS HEREBY ORDERED THAT RESPONDENT GTO Access Systems, LLC, 

3121 Hartsfield Road, Tallahassee, Florida, 32303, cease and desist from conducting any of the 

following activities in the United States:  importing, selling, offering for sale, marketing, 

advertising, distributing, transferring (except for exportation), soliciting United States agents or 

distributors, and aiding or abetting other entities in the importation, sale for importation, sale 

after importation, transfer (except for exportation), or distribution of certain movable barrier 

operator systems and components thereof (as defined in Definition (G) below) that infringe one 

or more of claims 1 or 21 of U.S. Patent No. 7,775,223 (“the Asserted Patent”) in violation of 

Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337). 

I. 
Definitions 

As used in this order: 

(A) “Commission” shall mean the United States International Trade Commission. 

(B) “Complainant” shall mean The Chamberlain Group, Inc., 300 Windsor Drive, 

Oak Brook, Illinois, 60523. 

(C) “Respondent” shall mean GTO Access Systems, LLC, 3121 Hartsfield Road, 

Tallahassee, Florida, 32303. 
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 (D) “Person” shall mean an individual, or any non-governmental partnership, firm, 

association, corporation, or other legal or business entity other than Respondent or 

its majority-owned or controlled subsidiaries, successors, or assigns. 

(E) “United States” shall mean the fifty States, the District of Columbia, and 

Puerto Rico. 

(F) The terms “import” and “importation” refer to importation for entry for 

consumption under the Customs laws of the United States. 

(G) The term “covered products” shall mean movable barrier operator systems and 

components thereof that infringe one or more of claims 1 and 21 of the Asserted 

Patent.  The movable barrier operator systems and components thereof subject to 

this order are as follows:  certain garage door operators and components thereof.  

Covered products shall not include articles for which a provision of law or license 

avoids liability for infringement.   

II. 
Applicability 

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its 

principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether 

by stock ownership or otherwise) and majority-owned business entities, successors, and assigns, 

and to each of them, insofar as they are engaging in conduct prohibited by section III, infra, for, 

with, or otherwise on behalf of, Respondent. 

III. 
Conduct Prohibited 

The following conduct of Respondent in the United States is prohibited by this Order.  

For the remaining terms of the Asserted Patents, Respondent shall not: 
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(A) import or sell for importation into the United States covered products; 

(B) market, distribute, sell, or otherwise transfer (except for exportation) in the United 

States imported covered products; 

(C) advertise imported covered products; 

(D) solicit U.S. agents or distributors for imported covered products; or 

(E) aid or abet other entities in the importation, sale for importation, sale after 

importation, transfer, or distribution of covered products. 

IV. 
Conduct Permitted 

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited 

by the terms of this Order shall be permitted if: 

(A) in a written instrument, the owner of the Asserted Patents licenses or authorizes 

such specific conduct; or  

(B) such specific conduct is related to the importation or sale of covered products by 

or for the United States. 

V. 
Reporting 

For purposes of this requirement, the reporting periods shall commence on January 1 of 

each year and shall end on the subsequent December 31.  The first report required under this 

section shall cover the period from the date of issuance of this order through December 31, 2020.  

This reporting requirement shall continue in force until such time as Respondent has truthfully 

reported, in two consecutive timely filed reports, that it has no inventory (whether held in 

warehouses or at customer sites) of covered products in the United States.  
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Within thirty (30) days of the last day of the reporting period, Respondent shall report to 

the Commission:  (a) the quantity in units and the value in dollars of covered products that it has 

(i) imported and/or (ii) sold in the United States after importation during the reporting period, 

and (b) the quantity in units and value in dollars of reported covered products that remain in 

inventory in the United States at the end of the reporting period.   

When filing written submissions, Respondent must file the original document 

electronically on or before the deadlines stated above.  Submissions should refer to the 

investigation number (“Inv. No. 337-TA-1118”) in a prominent place on the cover pages and/or 

the first page.  See Handbook for Electronic Filing Procedures, 

http://www.usitc.gov/secretary/fed_reg_notices/rules/handbook_on_electronic_filing.pdf.   

Persons with questions regarding filing should contact the Secretary (202-205-2000).  If 

Respondent desires to submit a document to the Commission in confidence, it must file the 

original and a public version of the original with the Office of the Secretary and must serve a 

copy of the confidential version on Complainant’s counsel.1   

Any failure to make the required report or the filing of any false or inaccurate report shall 

constitute a violation of this Order, and the submission of a false or inaccurate report may be 

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001. 

VI. 
Record-Keeping and Inspection 

(A) For the purpose of securing compliance with this Order, Respondent shall retain 

any and all records relating to the sale, marketing, or distribution in the United 

 
1 Complainants must file a letter with the Secretary identifying the attorney to receive 

reports and bond information associated with this Order.  The designated attorney must be on the 
protective order entered in the investigation. 

http://www.usitc.gov/secretary/fed_reg_notices/rules/handbook_on_electronic_filing.pdf
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States of covered products, made and received in the usual and ordinary course of 

business, whether in detail or in summary form, for a period of three (3) years 

from the close of the fiscal year to which they pertain. 

(B) For the purposes of determining or securing compliance with this Order and for 

no other purpose, subject to any privilege recognized by the federal courts of the 

United States, and upon reasonable written notice by the Commission or its staff, 

duly authorized representatives of the Commission shall be permitted access and 

the right to inspect and copy, in Respondent’s principal offices during office 

hours, and in the presence of counsel or other representatives if Respondent so 

chooses, all books, ledgers, accounts, correspondence, memoranda, and other 

records and documents, in detail and in summary form, that must be retained 

under subparagraph VI(A) of this Order. 

VII. 
Service of Cease and Desist Order 

The Secretary shall serve copies of this Order upon each party of record in this 

investigation that has retained counsel or otherwise provided a point of contact for electronic 

service and upon CBP. 

Respondent is ordered and directed to: 

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this 

Order upon each of its respective officers, directors, managing agents, agents, and 

employees who have any responsibility for the importation, marketing, 

distribution, or sale of imported covered products in the United States; 

(B) Serve, within fifteen (15) days after the succession of any persons referred to in 

subparagraph VII(A) of this order, a copy of the Order upon each successor; and 
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(C) Maintain such records as will show the name, title, and address of each person 

upon whom the Order has been served, as described in subparagraphs VII(A) and 

VII(B) of this order, together with the date on which service was made.   

The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until 

the expiration of the Asserted Patents. 

VIII. 
Confidentiality 

Any request for confidential treatment of information obtained by the Commission 

pursuant to section VI of this order should be made in accordance with section 201.6 of the 

Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6).  For all reports for which 

confidential treatment is sought, Respondent must provide a public version of such report with 

confidential information redacted. 

IX. 
Enforcement 

Violation of this order may result in any of the actions specified in section 210.75 of the 

Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for 

civil penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as 

any other action that the Commission deems appropriate.  In determining whether Respondent is 

in violation of this order, the Commission may infer facts adverse to Respondent if it fails to 

provide adequate or timely information. 

X. 
Modification 

The Commission may amend this order on its own motion or in accordance with the 

procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure 

(19 C.F.R. § 210.76). 
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XI. 
Bonding 

The conduct prohibited by section III of this order may be continued during the sixty (60) 

day period in which this Order is under review by the United States Trade Representative, as 

delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)), subject to Respondent’s posting 

of a bond in the amount of 100 percent (100%) of their entered value.  This bond provision does 

not apply to conduct that is otherwise permitted by section IV of this Order.  Covered products 

imported on or after the date of issuance of this Order are subject to the entry bond as set forth in 

the exclusion order issued by the Commission and are not subject to this bond provision.   

The bond is to be posted in accordance with the procedures established by the 

Commission for the posting of bonds by complainants in connection with the issuance of 

temporary exclusion orders.  (See 19 C.F.R. § 210.68.)  The bond and any accompanying 

documentation are to be provided to and approved by the Commission prior to the 

commencement of conduct that is otherwise prohibited by section III of this Order.  Upon the 

Secretary’s acceptance of the bond, (a) the Secretary will serve an acceptance letter on all 

parties, and (b) Respondent must serve a copy of the bond and accompanying documentation on 

Complainant’s counsel.2 

The bond is to be forfeited in the event that the United States Trade Representative 

approves this Order (or does not disapprove it within the review period), unless (i) the U.S. Court 

of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final 

determination and order as to Respondent on appeal, or (ii) Respondent exports or destroys the 

products subject to this bond and provides certification to that effect that is satisfactory to the 

Commission. 

 
2  See Footnote 1. 
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This bond is to be released in the event (i) the United States Trade Representative 

disapproves this Order and no subsequent order is issued by the Commission and approved (or 

not disapproved) by the United States Trade Representative, (ii) the U.S. Court of Appeals for 

the Federal Circuit, in a final judgment, reverses any Commission final determination and order 

as to Respondent on appeal, or (iii) Respondent exports or destroys the products subject to this 

bond and provides certification to that effect that is satisfactory to the Commission, upon service 

on Respondent of an order issued by the Commission based upon application therefor made by 

Respondent to the Commission. 

By order of the Commission. 

                                                                                
Lisa R. Barton 
Secretary to the Commission 
 

Issued:   December 3, 2020 
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I. INTRODUCTION 

The Commission has determined that there has been a violation of section 337 of the 

Tariff Act of 1930, as amended, 19 U.S.C. § 1337 (“Section 337”), through the importation, sale 

for importation, or sale in the United States after importation of certain movable barrier operator 

systems and components thereof that infringe one or more claims of U.S. Patent No. 7,755,223 

(“the ʼ223 patent”).  The Commission previously affirmed that there is no violation of Section 

337 with respect to the other two patents asserted in this investigation, U.S. Patent Nos. 

8,587,404 (“the ʼ404 patent”) and 6,741,052 (“the ʼ052 patent”).  See Initial Determination on 

Violation of Section 337 and Recommended Determination on Remedy and Bond (“Final ID”) at 

286-87 (Nov. 25, 2019), aff’d in part, reviewed in part by Comm’n Notice at 3 (Apr. 22, 2020).   

The Commission has determined to issue a limited exclusion order (“LEO”) and cease 

and desist orders (“CDOs”) against each respondent and impose a bond in the amount of 100 

percent of the entered value of the covered products during the period of Presidential review.   

This opinion sets forth the Commission’s reasoning in support of its final determination.  

The Commission also affirms the findings of the Final ID and the Remand Initial Determination 

(“Remand ID”) (July 10, 2020) that are not inconsistent with this opinion. 

II. BACKGROUND 

A. Procedural History 

The Commission instituted this investigation on June 11, 2018, based on a complaint, as 

supplemented, filed by The Chamberlain Group, Inc. (“CGI”) of Oak Brook, Illinois.  83 Fed. 

Reg. 27020-21 (June 11, 2018).  The complaint alleges a violation of Section 337 in the 

importation, sale for importation, or sale in the United States after importation of certain 

movable barrier operator (“MBO”) systems (i.e., garage door openers (“GDOs”) and gate 

operators) that infringe one or more of the asserted claims of CGI’s ʼ223, ʼ404, and ʼ052 patents.  
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Id.  The Commission’s notice of investigation names Nortek Security & Control, LLC of 

Carlsbad, California; Nortek, Inc. of Providence, Rhode Island; and GTO Access Systems, LLC 

of Tallahassee, Florida (collectively, “Nortek”) as respondents.  Id.  The Office of Unfair Import 

Investigations was not named as a party to this investigation.  See id. 

On June 5, 2019, the presiding Administrative Law Judge (“ALJ”) issued a Markman 

order (Order No. 25) construing the claim terms in dispute, including the term “operates,” which 

is recited in asserted claims 1 and 21 of the ʼ223 patent. 

On December 12, 2018, CGI filed a motion for summary determination that it has 

satisfied the economic prong of the domestic industry (“DI”) requirement.  Nortek filed a 

response opposing the motion on February 11, 2019, following a one-month shutdown of the 

federal government in January 2019.  On June 6, 2019, the ALJ issued Order No. 26, advising 

the parties that the motion would be granted and a formal written order would follow. 

The ALJ held an evidentiary hearing on the issues still in dispute on June 10-14, 2019. 

On November 25, 2019, the ALJ issued an initial determination (“ID”) (Order No. 38), 

finding no factual dispute that CGI made “significant” investments in labor and capital for its 

domestic industry products and thus satisfied the economic prong requirement under Subsection 

337(a)(3)(B) (19 U.S.C. § 1337(a)(3)(B)).  Order No. 38 also found, however, that factual 

disputes over CGI’s investments in plant and equipment precluded entry of summary 

determination under Subsection 337(a)(3)(A). 

On the same date, the ALJ issued the Final ID, finding no violation of Section 337 

because the asserted claims of the ʼ223 and ʼ404 patents are not infringed and the sole asserted 

claim of the ʼ052 patent is invalid.  See Final ID at 286-87.  The Final ID also includes the ALJ’s 

Recommended Determination (“RD”), recommending that, if a violation is found, the 
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Commission should issue an LEO and CDOs against each Nortek respondent and set the bond in 

the amount of 100 percent of the entered value of the covered products during the period of 

Presidential review.  Final ID at 277-86.  The Commission received no responses from the 

parties under Commission Rule 210.50(a)(4) regarding the public interest.  The Commission also 

received no responses from the public or other agencies in response to the Commission’s notice 

published on December 26, 2019.  84 Fed. Reg. 70998-999 (Dec. 26, 2019). 

On December 4, 2019, Nortek and CGI filed petitions for review of Order No. 38.  The 

parties filed their respective responses on December 11, 2019.  Both parties filed petitions for 

review of the Final ID on December 9, 2019, and their respective responses on December 17, 

2019. 

On February 19, 2020, the Commission determined to review Order No. 38 and to 

partially review the Final ID with respect to certain issues relating to each of the three asserted 

patents.  85 Fed. Reg. 10723-26 (Feb. 25, 2020).  The Commission directed the parties to brief 

multiple questions on violation and requested briefing from the parties, the public, and any 

interested government entities on remedy, the public interest, and bonding.  Id. at 10725. 

The parties filed their initial responses on March 4, 2020,1 and their replies on March 11, 

2020.2  The Commission did not receive any responses to the notice from any third parties. 

 
1 See Complainant The Chamberlain Group, Inc.’s Written Submission Regarding Commission’s 
Questions on the Issues Under Review, and on Remedy, Bonding, and the Public Interest  
(Mar. 4, 2020) (“CGI’s Sub.”); Respondents’ Written Submission in Response to the 
Commission’s February 19, 2020 Notice of Review (Mar. 4, 2020) (“Nortek’s Sub.”). 

2 See Complainant The Chamberlain Group, Inc.’s Response to Nortek’s Submission Regarding 
Commission’s February 19, 2020 Notice (Mar. 11, 2020); Respondents’ Reply to Complainant’s 
Written Response to the Commission’s February 19, 2020 Notice of Review (Mar. 11, 2020). 
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On April 22, 2020, the Commission adopted the Final ID’s findings of no violation for 

the ʼ404 and ʼ052 patents and continued its review of the ʼ223 patent.3  Comm’n Notice at 3 

(April 22, 2020).  The Commission also vacated Order No. 38 and remanded the economic prong 

of the domestic industry requirement as to the ’223 patent to the ALJ for further consideration.  

Id.; Order Vacating and Remanding Order No. 38 (April 22, 2020) (“Remand Order”). 

On May 15, 2020, the ALJ issued Order No. 39, which instructed CGI to provide updated 

information regarding its domestic and foreign investments, an acceptable allocation analysis, 

and information regarding certain other issues in response to the Remand Order.  Order No. 39 at 

2-4 (May 15, 2020).  The parties informed the ALJ that no further discovery was needed. 

On July 10, 2020, the ALJ issued a Remand ID, finding that CGI satisfied the economic 

prong requirement with respect to the ʼ223 patent by making significant investments in plant and 

equipment and significant employment of labor and capital under Subsections 337(a)(3)(A) and 

(B), respectively.  Remand ID at 2, 13, 31-35; 19 U.S.C. § 1337(a)(3)(A), (B).  The Remand ID 

finds that CGI’s argument under Subsection 337(a)(3)(C) was waived as untimely.  Id. at 5 n.10; 

19 U.S.C. § 1337(a)(3)(C). 

On July 20, 2020, Nortek filed a petition for review of the Remand ID.4  CGI filed its 

opposition to Nortek’s petition for review on July 27, 2020.  On September 9, 2020, the 

Commission determined to review the Remand ID and directed the parties to address a number 

of questions with respect to the economic prong requirement.  85 Fed. Reg. 57249-51 (Sept. 15, 

 
3 The Commission also denied CGI’s request to amend Order No. 37 (Nov. 20, 2019), which 
awarded Nortek certain costs and fees stemming from CGI’s allegedly late production of 
documents.  Comm’n Final Notice at 2, 3.  The Commission adopted Order No. 37 as final.  Id. 

4 Respondent’s Petition for Review of the Remand Initial Determination (July 20, 2020) 
(“Nortek’s Pet. Remand ID”). 
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2020).  The Commission also allowed the parties to update their submissions on remedy, the 

public interest, and bond, if necessary, and invited interested government entities and third 

parties to file written submissions as well.  Id. at 57251. 

The parties filed their initial responses to the Commission’s questions on September 23, 

2020.  The parties filed their respective replies on September 30, 2020.  The Commission did not 

receive any comments from non-parties in response to its notice. 

B. The Asserted ʼ223 Patent 

The ʼ223 patent, entitled “Movable Barrier Operator With Energy Management Control 

and Corresponding Method,” is directed to a garage door opener or other movable barrier 

operator system that reduces energy consumption by varying the energy usage of a system 

component(s), such as an obstacle detector, as the system’s needs change.  See ʼ223 patent, 

Abstract, 2:44-67, 6:38-55, 10:31-41.  For example, the system may cause the obstacle detector 

to operate in a high-energy mode when it is needed (e.g., when the garage door or barrier is 

moving), and then cause the obstacle detector to operate in a lower-energy mode when it is not 

likely to be needed (e.g., when the garage door has not moved for a period of time).  Id. at 2:62-

67, 5:27-58.  The ʼ223 patent states that its invention is preferable to a conventional MBO 

system, which provides full power to the system components at all times, regardless of whether 

the barrier is open or closed.  See generally id. at 1:31-54. 

CGI accuses Nortek of infringing claims 1 and 21 of the ʼ223 patent.  Independent claim 

1 recites the following, with its claim elements identified by bracketed letters, and the specific 

claim terms at issue identified by underlined italics: 

1. [preamble] A movable barrier operator apparatus comprising: 

[a] a power supply that operably couples to at least one source of alternating 
current; 
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[b] an obstacle detector; and 

[c] a movable barrier operator which includes a controller, the movable barrier 
operator operably coupled to the power supply, receives operating power from the 
power supply and has at least a first and a second mode of energy consumption 
operation and being further configured and arranged to: 

[d] selectively open and close a corresponding movable barrier; and 

[e] develop an obstacle detector operating mode control signal from the 
controller as a function of movable barrier operator system state information 
that indicates whether the barrier is open or closed, the obstacle detector 
operating mode control signal being operable to directly control the energy 
usage of the obstacle detector, the control signal from the controller developed 
as a result of the state information, the state information selected from the 
group consisting of motor state information, time information, transmission 
state information, voltage state information, switch state information and 
combinations thereof, 

[f] the obstacle detector operably coupled to the power supply and to the movable 
barrier operator, receives operating power from the power supply, and has a 
plurality of operating modes, wherein at least some of the operating modes have 
different energy usages, and wherein the obstacle detector is directly responsive to 
the movable barrier operator obstacle detector operating mode control signal such 
that: 

[g] during the first mode of energy consumption operation, the obstacle 
detector operates using a first energy usage; and 

[h][i] during the second mode of energy consumption operation, the obstacle 
detector operates using a second energy usage, [ii] wherein the operating 
power used in one of the energy usages is less than the power used by the 
other energy usage. 

Id. at 10:50-11:22 (claim 1, emphasis added to disputed limitations). 

Independent claim 21 is similar to claim 1, although element [h][ii] in claim 21 reads, 

“wherein the second energy usage is lower than the first energy usage.”  Id. at 13:26-29 (claim 

21).  Claim 21 also states that the “control signal” is based on “whether the barrier is travelling,” 

instead of “whether the barrier is open or closed,” as in claim 1.  Compare id. at 13:5-8 (element 

21[e]) with id. at 10:62-65 (element 1[e]).  Neither difference affects the analysis that follows. 
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C. The Accused Products 

The accused products are several dozen Nortek garage door opener systems (including 

private label and alternative models) that allegedly infringe claims 1 and 21 of the ʼ223 patent 

(“the ʼ223 Accused Products”).  See Final ID at 18-19.  CGI did not accuse Nortek’s gate 

operator systems of infringing the ʼ223 patent (see id.), so those products are not at issue. 

D. The Domestic Industry Products 

The domestic industry products are several dozen models of CGI garage door openers.  

See id. at 20-21.  CGI alleges that these models (“the ’223 DI Products”) practice claim 1 of the 

ʼ223 patent.  See id. at 146. 

III. STANDARD OF REVIEW 

The Commission may review an initial determination, in whole or in part, based on a 

petition or on its own initiative.  See 19 C.F.R. §§ 210.43(d), 210.44.  When the Commission 

reviews an initial determination, it reviews the determination de novo.  Certain Soft-Edged 

Trampolines and Components Thereof, Inv. No. 337-TA-908, Comm’n Op. at 4 (May 1, 2015).  

With respect to the issues under review, “the Commission may affirm, reverse, modify, set aside 

or remand for further proceedings, in whole or in part, the initial determination of the 

administrative law judge.”  19 C.F.R. § 210.45(c).  The Commission also “may take no position 

on specific issues or portions of the initial determination,” and “may make any finding or 

conclusions that in its judgment are proper based on the record in the proceeding.”  Id. 

IV. ANALYSIS 

For the reasons set forth below, the Commission finds that Nortek infringes claims 1 and 

21 of the ʼ223 patent and that CGI practices claim 1 for technical prong purposes.  The 

Commission reverses the Final ID’s findings to the contrary.  The Commission also affirms the 

Remand ID’s findings that CGI has satisfied the economic prong of the DI requirement, with the 
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modified analysis discussed herein.  The Commission thus concludes that Nortek has violated 

Section 337 with respect to the ʼ223 patent.  The Commission further affirms and adopts the 

Final ID’s and Remand ID’s findings, conclusions, and supporting analyses that are not 

inconsistent with this opinion. 

A. Claim Construction:  “Operates” 

 Legal Background 

Claim terms are normally construed according to their ordinary and customary meaning 

in the art, as understood by a person of ordinary skill in the art in the context of the entire patent.  

Phillips v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir. 2005) (en banc).  Claim construction 

focuses mainly on the intrinsic evidence, which consists of the claim language, the specification, 

and prosecution history.  Id. at 1313-17.  The patent specification is usually the best guide to the 

meaning of a claim term, and thus is highly relevant and usually dispositive.  Id. at 1315.  “The 

construction that stays true to the claim language and most naturally aligns with the patent’s 

description of the invention will be, in the end, the correct construction.”  Id. at 1316. 

If the intrinsic evidence does not establish the meaning of a claim, then extrinsic evidence 

may be considered.  Id. at 1371.  Extrinsic evidence consists of all evidence external to the patent 

and the prosecution history, and may include, for example, inventor testimony, expert testimony, 

learned treatises, and dictionaries.  Id.  A court may consider extrinsic evidence to the extent it 

deems it helpful in determining the true meaning of the claim language, but extrinsic evidence 

cannot be used to change or override the claim meaning derived from the intrinsic evidence.  Id. 

 The Markman Order and Final ID 

Claims 1 and 21 of the ʼ223 patent require, in pertinent part, that the obstacle detector 

“operates” in a “first mode of energy consumption operation” using a “first energy usage,” and 

“operates” in a “second mode of energy consumption operation” using a “second energy usage,” 
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wherein the energy usage, or power, in one mode is “less than” the energy usage, or power, in 

the other mode.  See ʼ223 patent at 11:9-22 (claim 1), 13:17-29 (claim 21) (emphasis added).  

The Markman Order finds that “operates” should be given its plain and ordinary meaning 

and rejects Nortek’s attempt to limit “operates” to “works or functions.”  Order No. 25, Appx. A 

at 4 (June 5, 2019).  The Final ID reiterates that “operates” does not mean the obstacle detector 

must be energized to a level sufficient to detect objects or perform another function.  Final ID at 

143-44.  Yet the Final ID, in applying the claim term to assess infringement, also finds that 

“operates” does not mean that “any amount of power, no matter how miniscule, corresponds to a 

device that is in fact ‘operating.’”  Id. at 144.  Crediting testimony that the components of the 

obstacle detectors in the ’223 Accused Products are “not designed to perform any function” and 

“there is nothing in the entire circuit schematic of the obstacle detector infrared detector circuit 

that is operating” when the obstacle detector is in the lower energy usage state, the Final ID 

concludes this limitation does not read on the ’223 Accused Products.  Id. (emphasis in original). 

 Determination 

The Commission affirms the Final ID to the extent it finds that “operates” should be 

given its plain and ordinary meaning, which does not require that the obstacle detector work or 

function.  See id. at 143-44.  The Commission further adopts the Final ID’s finding that 

“operates” does not mean the detector must be energized to a level sufficient to perform work or 

detect objects to any degree.  See id.  However, the Commission reverses the Final ID to the 

extent it applies this term, contrary to its plain and ordinary meaning, to require that the obstacle 

detector detect objects or perform a function while in the lower energy mode. 

The Commission finds that this plain meaning of “operates” is supported by the language 

of claims 1 and 21, which indicates that “operates” should be understood as performing in any of 

various “operating modes,” which “have different energy usages.”  ʼ223 patent at 11:7-14 (claim 



PUBLIC VERSION 

10 
 

1), 13:15-22 (claim 21) (emphasis added).  Both claims also require that:  (1) “during the first 

mode of energy consumption operation, the obstacle detector operates using a first energy 

usage”; and (2) “during the second mode of energy consumption operation, the obstacle detector 

operates using a second energy usage”; wherein (3) the operating power, or energy usage, in one 

mode is less than the operating power, or energy usage in the other mode.  Id. at 11:15-22 (claim 

1), 13:23-29 (claim 21) (emphasis added).  The specification similarly uses the term “operates” 

in conjunction with phrases like “operating mode.”  See, e.g., id. at Abstract, 5:11-17 (controller 

“operates using a first [or second] mode of energy consumption operation”), 5:33-17 (controller 

determines “whether to operate in a first [or second] mode of operation”), 10:31-35 (“one nor 

more components . . . can be configured to operate in at least two different modes of 

operation”). 

The language of the claims does not impose any functional limitations on the terms 

“operates” or “operating modes,” let alone require the detector to continue to work, function, or 

detect objects to any degree during the lower-energy mode.  See id. at 11:7-22 (claim 1), 13:15-

29 (claim 21).  The claims also impose no limitations on how low the energy usage or power 

may be in the lower “mode of energy consumption operation,” nor do they preclude energy 

usage or power from going to zero.  See id.  The only limitation is that the energy usage in one 

operating mode must be less than the energy usage in the other operating mode.  See id. at 11:18-

22 (claim 1), 13:26-29 (claim 21); see also id. at Abstract, 5:2:44-61.  Even though the 

specification may express a desire to avoid compromising efficacy or safety (see id. at 2:62-67, 

10:31-41), the claims themselves impose no such limitations.  The Commission thus finds the 

claim language supports the plain meaning of “operates” but does not impose any limitations on 
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the detector’s ability to detect objects, function, or maintain even minimal energization when it is 

in its lower-energy mode.5 

This plain reading of “operates” is also supported by the specification.  For example, the 

specification discloses an embodiment in which an obstacle detector comprises two 

independently controllable photobeam elements (12A, 12B) with two different energy modes.  

See ʼ223 patent at 3:62-65, 6:6-31.6  In the first energy mode, both photobeam elements (12A, 

12B) are turned on, such as when the barrier is moving.  Id. at 6:12-17.  In the second energy 

mode only one of the photobeam elements (12A) is turned on, while the second element (12B) is 

turned off, thus saving “50 percent in energy utilized to power the photobeam operation,” such as 

when the door has remained stationary for a period of time.  Id. at 6:12-27.  The only detector in 

this example that has two different energy modes, as in claims 1 and 21, is photobeam element 

12B, because it is the only element that can be turned on and off to save energy.  Id. at 6:6-31.  

The other detector, photobeam element 12A, does not have two energy modes as required by 

claims 1 or 21, because it remains on at all times.  Id.; see also id. at 10:13-16.  This embodiment 

supports construing claims 1 and 21 to mean that an obstacle detector can be turned off and 

 
5 The Commission also notes that claim 7 (which depends indirectly from claim 1) and claim 27 
(which depends indirectly from claim 21) both state that when the frequency of energization of 
the detector is lowered to reduce power consumption, the low-power mode (i.e., “relatively 
infrequent energization”) of the detector may use “substantially no energization.”  ʼ223 patent at 
11:26-28, 37-42 (claims 3, 6, 7), 13:33-35, 43-29 (claims 23, 26, 27).  These claims support the 
plain meaning of “operates” to include a mode of operation in which the obstacle detector 
receives “substantially no energization,” and thus performs no work or function. 

6 Although the specification identifies the pair of photobeam elements as an “obstacle detector,” 
this passage does not limit the “obstacle detector” in claims 1 and 21 to this arrangement.  Each 
photobeam element has its own light source and receptor for detecting objects, and each can be 
independently controlled.  Id. at 3:62-4:11, 5:23-26, 6:23-31, 10:13-16.  Thus, each photobeam 
element falls within the plain and ordinary meaning of “obstacle detector” in claims 1 and 21. 
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continue to “operate” even though its energy usage is zero, and then be switched back on to the 

high-energy mode as needed.   

Other passages in the ’223 patent specification support this interpretation of “operates.”  

The specification states that “[a]s already described above, a photobeam-based obstacle detector 

12 can be configured to permit reduction of the energization cycle and/or complete powering 

down to accomplish a reduced energy consumption mode of operation.”  See ʼ223 patent at 

10:13-16 (emphasis added).  As another example, as when the movable barrier has been closed 

for an extended period of time, an obstacle detector may be relieved of one or more functions, 

e.g., of turning on a work light, which in turn may facilitate “the partial or complete powering 

down of the obstacle detector 12 as already suggested above.”  Id. at 10:21-30 (emphasis added).  

These passages support construing the plain meaning of “operates” to include “a partial or 

complete powering down.”7  See id. (emphasis added).  Thus, Nortek’s assertion that “there is no 

disclosure in the ’223 patent of a mode where the obstacle detector 12 is incapable of detecting 

an obstacle” is not accurate.  Nortek’s Sub. at 15. 

Nortek suggests that the obstacle detector must be capable of detecting objects in lower-

energy mode so as to not compromise “the efficacy of this safety system.”  Id. at 15; see id. at 

14-15.  The ’223 patent, however, does not contemplate continuous operation of the obstacle 

detector to ensure safe operation of the system; rather, it carefully selects when to use the lower-

power mode in order to balance safety and energy consumption.  See, e.g., ’223 patent at 10:31-

 
7 The specification similarly describes other components that may be powered down completely 
when the barrier has remained fully closed for a period of time.  See, e.g., ʼ223 patent at 10:1-8.  
For example, an RPM detector on the garage door motor may enter a “quiescent state,” or “a 
second mode of operation,” that may include “powering down the [RPM] detector 8 completely.”  
ʼ223 patent at 10:6-11 (emphasis added).  The specification also describes shutting down the 
power supply during a “second mode of operation,” or “quiescent state,” “which will shut down, 
partially or completely,” those components that require power.  Id. at 8:39-46 (emphasis added). 
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42.  As the specification explains, by making an “appropriate selection of the dynamic alterations 

that facilitate the selection of reduced energy consumption operating states, and by appropriately 

selecting when to use such operating states, [the] operational efficacy and safety [of the system] 

are not unduly compromised while simultaneously achieving considerable power savings over 

time.”  Id. at 2:62-67, 10:36-41 (“By matching use of such lower power modes of operation with 

operational states that present reduced operational challenges, however, a reasonable 

compromise can be reached as between operational efficacy on the one hand and well managed 

energy usage on the other.”). 

Accordingly, the Commission affirms the Final ID’s finding that “operates” should be 

construed according to its plain and ordinary meaning, which does not require that the obstacle 

detector continue to function or detect obstacles to any degree in its second, lower-energy state.  

The Commission reverses the Final ID to extent it interprets or applies “operates” in a manner so 

as to impose any minimal functional or energy requirements on that term. 

B. Infringement 

 Legal Background 

Section 337 prohibits “the importation into the United States, the sale for importation, or 

the sale within the United States after importation . . . of articles that infringe a valid and 

enforceable United States patent . . . .”  19 U.S.C. § 1337(a)(1)(B)(i).  Direct infringement 

includes making, using, offering to sell, or selling a patented invention within the United States 

or importing a patented invention into the United States, without the consent of the patent owner.  

35 U.S.C. § 271(a). 

To prove direct infringement, the plaintiff must establish by a preponderance of the 

evidence that one or more claims of the asserted patent reads on the accused product or process, 

either literally or under the doctrine of equivalents.  Advanced Cardiovascular Sys., Inc. v. 
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Scimed Life Sys., Inc., 261 F.3d 1329, 1336 (Fed. Cir. 2001).  Each limitation in a patent claim is 

considered material and essential to an infringement determination.  See London v. Carson Pirie 

Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991).  “Literal infringement of a claim exists when 

each of the claim limitations reads on, or in other words is found in, the accused device.”  Allen 

Eng. Corp. v. Bartell Indus., 299 F.3d 1336, 1345 (Fed. Cir. 2002).  If any claim limitation is 

found to be absent from the accused product or process, then there is no literal infringement.  

Bayer AG v. Elan Pharm. Research Corp., 212 F.3d 141, 1247 (Fed. Cir. 2000). 

 Final ID 

The Final ID finds that the ʼ223 Accused Products include an obstacle detector with two 

operating modes:  a high-energy mode when the detector’s beam is on, and a lower-energy sleep 

mode when the beam is off, but the detector is still consuming some power.  Final ID at 134-36, 

142-43, 146 (discussing the ʼ223 patent, limitations 1[f]-[h], 21[f]-[h]).  Nonetheless, the Final 

ID finds that CGI failed to prove that the obstacle detector in the ʼ223 Accused Products 

“operates” in its lower-energy mode, as required by limitations 1[h][i] and 21[h][i].  Id. at 106, 

143-45. 

Despite finding that “operates” does not require that the obstacle detector perform any 

work or function, the Final ID rejects applying that term in a way such “that any amount of 

power, no matter how miniscule, corresponds to a device that is in fact ‘operating.’”  See id. at 

144.  The Final ID cites the testimony of a Nortek engineer for the proposition that nothing in the 

obstacle detector circuits operates when in “sleep mode.”  See, e.g., Final ID at 144-45 [[ 

 

                                                                              ]]).  The Final ID finds that CGI did not provide 

any evidence or explanation as to what the obstacle detectors do in their “sleep mode,” or what 

part of the circuitry, if any, might be operating at that time.  Id. at 145. 
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The Final ID concludes that the ʼ223 Accused Products do not infringe claim 1 or 21 

because the obstacle detectors do not “perform any function” in their sleep mode, and “there is 

nothing in the entire circuit schematic of the obstacle detector infrared detector circuit that is 

operating when the circuit” when it is in its lower-energy mode.  Id. at 144 (emphasis in 

original). 

 Determination 

As stated above, the Commission affirms the ALJ’s construction of “operates” according 

to its plain and ordinary meaning, which does not require that the obstacle detector continue to 

function or detect objects in its lower-energy state.  See Order No. 25, Appx. A at 4 (June 5, 

2019); Final ID at 143-44.  The Final ID diverged from the plain meaning of that term, however, 

when it requires the obstacle detector to perform some function or operation when it is in the 

lower-energy mode.  See Final ID at 143-44. 

There is no dispute that the obstacle detectors in the ʼ223 Accused Products have two 

operating modes, a high-energy mode and lower-energy sleep mode, as required by limitations 

1[f]-1[g], 1[h][ii] and 21[f]-21[g], 21[h][ii].  See id. at 134-42, 146.  Given that the claim term 

“operates” does not impose any functional requirement on the obstacle detector when it is in the 

second power usage mode, the Commission finds that the obstacle detector in each ʼ223 Accused 

Product “operates” in both energy modes, as required by limitations 1[h][i] and 21[h][i], even if 

it does not detect objects or perform any function in its sleep mode.  The Commission thus 

reverses the Final ID’s finding to the contrary, because it misapplies the plain meaning of 

“operates” in the context of the ʼ223 patent. 

There is no dispute that the ʼ223 Accused Products satisfy all of the remaining limitations 

1[a]-1[e] and 21[a]-21[e].  See id. at 113-34.  Accordingly, the Commission finds that the ʼ223 

Accused Products literally infringe claims 1 and 21 of the ʼ223 patent.  Compare id. at 286-87. 
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C. Domestic Industry 

When a Section 337 investigation is based on allegations of patent infringement under 

Section 337(a)(1)(B), the complainant must show that “an industry in the United States, relating 

to the articles protected by the patent . . . exists or is in the process of being established.”   

19 U.S.C. § 1337(a)(2).  “[A]n industry is considered to exist if there is in the United States, with 

respect to the articles protected by the patent . . . concerned—  

(A) significant investment in plant and equipment; 

(B) significant employment of labor or capital; or 

(C) substantial investment in its exploitation, including 
engineering, research and development, or licensing.” 

19 U.S.C. § 1337(a)(3). 

The “domestic industry requirement” consists of a so-called “technical prong” and 

“economic prong.”  A complainant satisfies the technical prong by showing it is practicing, 

licensing, or otherwise exploiting the patents at issue.  Certain Microsphere Adhesives, Process 

for Making Same and Products Containing Same, Including Self-Stick Repositionable Notes, Inv. 

No. 337-TA-366, Comm’n Op. at 8, 1996 WL 1056095 at *4-5 (Jan. 16, 1996).  The test for 

“practicing” a patent is essentially the same as it is for infringement, only it involves comparing 

the complainant’s own “domestic industry products” to one or more claims of the patent.  Alloc, 

Inc. v. Int’l Trade Comm’n, 342 F.3d 1361, 1375 (Fed. Cir. 2003).  It is sufficient that the 

domestic industry product practices at least one claim of each patent that serves as a basis for 

relief; it is not necessary for the complainant to practice the same claims it is asserting against 

the respondent.  Certain Male Prophylactic Devices, Inv. No. 337-TA-546, Comm’n Op. at 38, 

2007 WL 9772268 at *22 (Aug. 1, 2007). 
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 Technical Prong of Domestic Industry 

Based on the same rationale provided above for infringement, the Commission finds that 

CGI’s ʼ223 DI Products practice claim 1 of the ʼ223 patent, and it reverses the Final ID’s 

findings to the contrary.  Compare Final ID at 146, 159-62 (element 1[h][i]).  Having found that 

“operates” does not impose any functional requirement, the Final ID errs in requiring CGI to 

prove that the obstacle detector in the ’223 DI Products continues to operate or function when it 

is in the lower-energy mode.  See id. at 159-62.  The claims also impose no limitation on how 

low the energy usage, or power, may be in the lower-energy mode, as discussed earlier, while the 

specification discloses embodiments in which the obstacle detector or other components may be 

turned off.  See, e.g., ’223 patent at 10:13-16, 10:21-30, 11:7-22 (claim 1), 13:15-29 (claim 21).  

The Commission finds that the obstacle detector in the ʼ223 DI Products, like the ʼ223 Accused 

Products, has both a high-energy operating mode and lower-energy operating mode, and 

continues to “operate” even in that lower-energy mode, when that term is properly construed and 

applied in the context of the ʼ223 patent.  See, e.g., Final ID at 159 (“[O]ne of CGI’s documents 

describing the hardware specification of the . . . ’223 products indicate [sic] that [[ 

                                                                                                                    ]]”). 

Because CGI’s ʼ223 DI Products practice claim 1 of the ʼ223 patent, the Commission 

concludes that CGI satisfies the technical prong of the domestic industry requirement for that 

patent. 

 Economic Prong of Domestic Industry 

a. Remand ID 

The Remand ID finds that CGI satisfied the economic prong of the domestic industry 

requirement under Subsections 337(a)(3)(A) and (B) by making significant investments in plant 

and equipment and significant employment of labor and capital, respectively, relating to the ʼ223 
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DI Products.  See Remand ID at 1-2, 13, 31-35.  CGI’s DI products are garage door openers that 

are manufactured in [[       ]].  CGI’s claimed domestic activities involve industrial design, 

product testing, and technical service and support provided in the United States for the DI 

products.  The Remand ID’s findings are summarized below. 

1) Subsection 337(a)(3)(A):  Plant and Equipment 

The Remand ID finds that CGI’s total domestic investments in plant and equipment 

relating to the ’223 DI Products were $[[         ]], including $[[            ]] for “engineering” and $[[ 

                 ]] for its Technical Service Center (“TSC”) in Arizona, which is the [[ 

                                                                                                         ]].  Id. at 20, 22.  The Remand 

ID states that CGI’s engineering expenses included its industrial design, product testing, and 

headquarters facilities in Illinois, the rents CGI paid for those facilities over roughly 4.5 years 

(from 2013 to the filing of the complaint in May 2018), the [[ 

 

                                                                                   ]].  Id. at 13-16, 23.  The Remand ID 

summarizes these investments in Table 1, which follows: 

Remand ID Table 1:  CGI’s Domestic Plant & Equipment Investments in ’223 DI Products 
 

 
 

 

 

 

 

 

Id. at 22 (internal citations omitted). 

 
Redacted 
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The Remand ID explains that CGI used a three-step, sales-based allocation method to 

calculate its relevant plant and equipment expenditures.  Id. at 16-17.  First, CGI multiplied its 

total domestic plant and equipment expenditures by the ratio of its U.S. engineering personnel to 

its total U.S. personnel to isolate its engineering-related expenditures from its non-engineering 

(e.g., administrative) expenditures.  Id.  Second, CGI multiplied this product by the ratio of 

engineering expenses by its [[                                                      ]] business unit to its total U.S. 

engineering expenditures, thereby allocating its domestic expenditures to the [[  ]] business unit 

responsible for its ’223 DI products.  Id.  Third, CGI multiplied this second product by the ratio 

of the [[  ]] unit’s U.S. sales of ’223 DI products to its total U.S. sales of all products to calculate 

a third product that allocates CGI’s engineering-related plant and equipment expenditures to its 

ʼ223 DI Products.8  Id.  As a result, the Remand ID finds that $[[              ]] of the total $[[    ]] 

[[     ]] that CGI invested in the United States in plant and equipment related to engineering can 

be allocated to its ’223 DI Products.  Id. 

The Remand ID explains that CGI used a similar three-step, sales-based method to 

allocate its plant and equipment expenses by its TSC to its ’223 DI Products.  Id. at 20-21.  The 

Remand ID finds that CGI’s plant and equipment expenses in its TSC relating to its ʼ223 DI 

Products were approximately $[[             ]], bringing its total relevant domestic plant and 

equipment investments to about $[[                                       ]].  Id. at 21-22. 

The Remand ID finds that CGI also invested nearly $[[          ]] overseas in plant and 

equipment relating to engineering for the ’223 DI Products, as shown in the table below.  Id. at 

 
8 On remand, CGI adjusted its calculations by comparing the [[x]] unit’s U.S. sales of ʼ223 DI 
Products to its sales of all products in the United States, rather than comparing its U.S. sales of 
ʼ223 DI Product to its sales of only garage door openers, as in its original motion.  See Remand 
ID at 16-17, 25-26; CGI’s Resp. at 4. 
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22-23.  [[                 ]] foreign expenditures were related to CGI’s technical service activities, 

which take place [[                                           ]].  Id. 

Remand ID Table 2:  CGI’s Foreign Plant & Equipment Investments in ’223 DI Products 

 

Id. at 23 (internal citations omitted). 

The Remand ID concludes that CGI’s domestic investment in plant and equipment 

relating to its ʼ223 DI products was “significant,” both in absolute terms (about $[[           ]]) and 

relative terms, because it represents [[                    ]] – about [[   ]] percent – of CGI’s worldwide, 

$[[            ]] investment in engineering-related plant and equipment, as shown below.  Id. at 13, 

33-34. 

Remand ID Table 6:  Alternative Calculations:  Comparisons to Total Engineering and 
Technical Support Center Investments in the DI Products, in Corresponding Activities 

 

 

Id. at 33 (internal citations omitted). 

The Remand ID finds that CGI’s domestic investment was also “qualitatively significant” 

because it supports engineering, R&D, product design, and other activities that are “critical,” or 

 
Redacted 

 
Redacted 
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“foundational,” to the development, commercialization, and sale of the ʼ223 DI products.  Id. at 

31.  The Remand ID also finds that CGI’s sales of its ʼ223 DI products [[                           ]] from 

2013-2017, both in absolute terms and as [[                                    ]] of garage door openers.  Id. 

The Remand ID concludes that CGI’s investments in plant and equipment relating to its 

ʼ223 DI Products were “significant,” both quantitatively and qualitatively, and satisfied the 

economic prong requirement under Subsection 337(a)(3)(A).  Id. at 13, 31-34. 

2) Subsection 337(a)(3)(B):  Employment of Labor and 
Capital 

The Remand ID finds that over a roughly 4.5-year period (Jan. 2013-May 2018), CGI 

domestically employed labor and capital worth about $[[               ]] in relation to its ʼ223 DI 

Products.  Id. at 29-30.  This total includes about $[[            ]] for its TSC and $[[           ]] for the 

[[ ]] U.S. engineers and technical personnel CGI engaged in product development, engineering, 

design, testing, and other domestic activities.  Id. at 23-29.  CGI calculated the relevant domestic 

expenditures for labor and capital using three-step allocation methods similar to the ones it used 

to allocate its plant and equipment expenditures, as discussed above and in the Remand ID.  Id. 

at 25-26, 28-29.  These figures are presented in the table below. 

Remand ID Table 3:  CGI’s Domestic Labor and Capital Investments in ’223 DI Products 

 

Remand ID at 30 (internal cites omitted). 

 
Redacted 
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The Remand ID finds that CGI’s foreign expenditures for engineering-related labor and 

capital relating to its ʼ223 DI products totaled about $[[            ]], or about [[  ]] percent of its 

total worldwide investments in labor and capital for engineering and technical service of about 

$[[              ]].  Id. at 26-27, 30, 32-33.  The Remand ID thus finds that CGI’s claimed domestic 

investments in engineering and technical service-related labor and capital account for about [[ ]] 

percent ($[[              ]]) of the worldwide total.  Id. at 33, 35.  These figures are presented in the 

Remand ID’s Table 6, reproduced earlier.  See id. at 33. 

The Remand ID also finds that CGI’s domestic labor and capital investments are 

“significant” because they support engineering, R&D, and technical support that are “critical” 

and “foundational” to its ʼ223 DI products.  Id. at 31.  Accordingly, the Remand ID finds that 

CGI’s domestic labor and capital investments relating to its ʼ223 DI products are “significant” in 

both qualitative and quantitative terms, under Subsection 337(a)(3)(B).  Id. at 1-2, 31, 34-35.   

The Remand ID thus concludes that CGI satisfied the economic prong of the domestic 

industry requirement under both subparagraphs (A) and (B).  Id. 

b. Determination 

Nortek petitioned for review of the Remand ID, focusing on two primary issues.  First, 

Nortek argued that the Remand ID erred by failing to require CGI to include its foreign 

manufacturing expenditures in its comparison of its domestic and foreign investments because 

CGI manufactures [[                                  ]] (in [[      ]]).  See Nortek’s Pet. Remand ID at 2-3, 4-

6. Second, Nortek argued that the Remand ID erred in relying on CGI’s sales-based calculations 

because CGI erroneously allocated its U.S. expenditures based on its U.S. sales of its ʼ223 DI 

Products, rather than its worldwide sales of such products, since its domestic investments 

benefited products sold worldwide.  See id. at 2-5, 7-8, 11; see also Remand ID at 18-19, 34-35. 
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Nortek has never challenged the accuracy of CGI’s financial data, its reliance on sales-

based allocations as a general proposition, or its mathematical calculations.  Nor has Nortek ever 

presented any data, calculations, or other evidence to contest CGI’s calculations.  See Remand 

ID at 6, 13, 15, 16, 18-20, 24-25, 27, 29, 31, 34, 35.  Thus, the Commission accepts the accuracy 

and reliability of the data, allocations, and calculations in the Remand ID, subject to the 

following modifications discussed below. 

1) Whether to Consider Foreign Manufacturing Expenses9 

Nortek’s Petition for Review cites no authority holding that a complainant’s economic 

prong calculations must include its foreign manufacturing expenditures when it manufactures the 

[[                                                 ]].  Rather, Commission precedent permits complainants to 

present evidence of their U.S. investments using methods and approaches that are appropriate to 

the facts of a particular investigation; such methods and approaches may include a comparison 

between complainant’s domestic investments to the complainant’s foreign investments to inform 

the contextual analysis for determining whether the claimed domestic investments are significant 

or substantial.  See, e.g., Certain Optoelectronic Devices for Fiber Optic Communications, Inv. 

No. 337-TA-860, Comm'n Op. at 18-19 (May 9, 2014).  Depending on the facts of the 

investigation, the Commission has held that the significance of the complainant’s investments 

may be proven, inter alia, by a comparative analysis of the complainant’s domestic and foreign 

costs for producing a saleable DI product.  See, e.g., Male Prophylactics, Inv. No. 337-TA-546, 

Comm’n Op., 2007 WL 9772268 at *25 (finding that domestic investments and activities in 

lubricating, foiling, testing, and packaging of products are significant because those domestic 

 
9 Chair Kearns does not join this section.  See Separate Views of Commissioner Kearns 
Regarding Economic Prong Issues. 
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operations added 34 percent to the value of the imported bulk latex balloons, transformed the 

unfinished imported condoms into saleable merchandise, and included operations directed to the 

practice of certain claim terms).   

Thus, while foreign manufacturing costs may be relevant to proving that a complainant’s 

investments are significant or substantial, Nortek has provided no authority that compels a 

finding that domestic investments cannot satisfy the domestic industry requirement in the 

absence of presenting a comparison of foreign manufacturing costs to a complainant’s U.S. 

investments.  Nortek’s failure to cite authority for its argument that the foreign manufacturing 

data point is dispositive of the issue of the economic prong led the ALJ to reject Nortek’s 

position.  See Remand ID at 34, 35.  As such, the Remand ID did not err in rejecting Nortek’s 

argument that CGI was required to include foreign manufacturing expenditures in its contextual 

analysis.  Nortek does not otherwise challenge the propriety of CGI’s contextual analysis, which 

includes a comparison with respect to the ’223 DI products between CGI’s plant and equipment 

assets and labor and capital, with respect to engineering and technical services, deployed in the 

United States and [[       ]] as discussed above. 

The cases Nortek cites are not inconsistent on this point.  For example, Nortek relies on 

Certain Printing and Imaging Devices and Components Thereof (“Printing Devices”), Inv. No. 

337-TA-690, Comm’n Op., 2011 WL 1303160 (Feb. 17, 2011), in arguing that a complainant 

that relies on a comparative assessment of its “product-related domestic activities to its product-

related foreign activities” must include its foreign manufacturing expenditures.  See 2011 WL 

1303160 at *18.  Printing Devices, however, does not mandate consideration of foreign 

manufacturing expenditures, even when the domestic industry products are manufactured abroad, 

[[                   ]].  See id.  Instead, in the absence of evidence of a complainant’s foreign 
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investments, the Commission focused on whether the evidence presented by the complainant was 

sufficient to show that the domestic investments and activities in question (i.e., service and 

repair) were “significant” with respect to the products protected by the patent, as for example, by 

showing the value added to products that were manufactured overseas.  See id. at *17-18.  The 

Commission concluded that the complainant in Printing Devices had presented no evidence or 

contextual analysis to determine whether its service and repair activities were significant and that 

this determination could not be made based solely on the absolute magnitude of its expenditures.  

Id. at *15, *17.  The Commission explained how in other cases, a contextual analysis 

demonstrated that a complainant’s service, repair, and other post-sale activities were found to be 

significant and satisfied the economic prong requirement, based on the facts of those cases.  See 

id. at *16 (collecting cases). 

Likewise, in Certain Carburetors and Products Containing Such Carburetors 

(“Carburetors”), Inv. No. 337-TA-1123, Comm’n Op., 2019 WL 5622443 (Oct. 28, 2019), also 

cited by Nortek, the Commission observed that “comparing a complainant’s domestic 

expenditures to its foreign expenditures” was one of multiple ways of conducting a contextual 

analysis of a complainant’s domestic activities, which may also include evaluating the value 

added to the product by a complainant’s domestic activities.  See 2019 WL 5622443 at *12.  The 

Commission cited Carburetors in another opinion relied on by Nortek, where the Commission 

found that a complainant’s sales-based comparison “[did] not provide context of the company’s 

operations, the marketplace, or the industry in question necessary to understand whether the 

relative value of its domestic activities and investments is significant or substantial.”  See 

Certain Earpiece Devices and Components Thereof, Inv. No. 337-TA-1121, Comm’n Op., 2019 

WL 9596569, at *14 (Nov. 8, 2019) (vacating summary determination that the economic prong 
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was satisfied).  Thus, although the Commission indicated that a value-added analysis could be 

informative in a contextual analysis, in neither of these cases did the Commission require the 

complainant to present an analysis of its foreign manufacturing expenditures.10 

Accordingly, the Commission affirms the Remand ID’s findings that CGI was not 

required to include its foreign manufacturing expenditures in its economic prong analysis.  See 

Remand ID at 34-35.  On the present record, CGI met its burden to show that its domestic 

investments were “significant” under Subsections 337(a)(3)(A) and (B). 

2) Worldwide Sales v. U.S. Sales 

The Commission finds Nortek’s second objection moot because CGI’s relevant 

investments in plant and equipment and labor and capital remain significant, even after CGI 

employed two “conservative,” or “adverse,” assumptions to approximate an allocation based on 

its worldwide sales.11 

 
10 This is not to say that foreign manufacturing data is irrelevant.  Such evidence may be useful 
in evaluating the significance of a complainant’s domestic activities where, [[      ]], the DI 
products are manufactured primarily (or exclusively) overseas.  On this record, there is nothing 
to suggest that the consideration of CGI’s foreign manufacturing expenditures for the DI 
products would lead to the conclusion that CGI’s domestic investments were not significant for 
purposes of the economic prong. 

11 Chair Kearns believes that, in general, a sales-based allocation based on worldwide sales is the 
most accurate, particularly in a situation where, as here, the domestic investments benefitted 
products sold both in and outside the United States.  Certain Robotic Vacuum Cleaning Devices 
and Components Thereof Such as Spare Parts (“Robotic Vacuums I”), Inv. No. 337-TA-1057, 
Order No. 39 at 29-30, 2018 WL 1210540 at *19 (Feb. 13, 2018) (granting summary 
determination that the economic prong is met, applying a sales-based allocation based on 
worldwide sales figures), aff’d with modifications by Comm’n Op. at 11-14, 2018 WL 4635821 
at *7-9 (Aug. 1, 2018) (“Robotic Vacuums II”) (not disturbing the worldwide sales allocation 
method).  However, there may be instances in which consideration of all products is not 
necessary to obtain a reasonably accurate allocation.  There may also be instances in which the 
needed information is not in the complainant’s possession and cannot be reasonably obtained; in 
such instances, something other than worldwide sales data may be sufficient. 
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First, CGI assumes that all of the products it sells outside the United States are garage 

door openers, even though only about [[                             ]] of the sales made by its [[  ]] 

business unit (which is responsible for selling its ʼ223 DI Products) are actually garage door 

openers.  CGI’s Response at 5.  Second, CGI assumes that none of the products it sells outside 

the United States practice the ʼ223 patent, even though its ʼ223 DI Products accounted for nearly 

[[               ]] (about [[  ]] percent) of the garage door openers CGI sold in the United States over 

the relevant timeframe.  Id. at 5-6.  CGI argues that these two “adverse assumptions” will 

increase the denominator in its sales-based allocations (discussed below) without changing the 

numerator, thereby reducing its domestic allocations for its ʼ223 DI Products to the maximum 

extent reasonably possible.  Id. at 6. 

Nortek objects to CGI’s use of these two new assumptions in its calculations, calling 

them “unproven,” “untimely,” and unsupported by any case authority.  See Nortek’s Reply at 3.  

Nortek argues that CGI’s reliance on such assumptions means CGI has failed to meet its burden 

of proof by “substantial, reliable, and probative evidence.”  See id. (citing 5 U.S.C. § 556). 

The Commission does not agree.  The absence of specific data on CGI’s worldwide sales 

of its ʼ223 DI Products or garage door openers in general does not fatally undermine the 

economic prong analysis in this case.  CGI’s reliance on adverse assumptions to estimate its 

worldwide sales is consistent with the parties’ agreement on remand to set aside any discovery 

disputes and proceed with the then-existing evidentiary record, rather than to reopen discovery 

and incur the expense of another hearing.12  See Remand ID at 3-6 & n.8.  Also, Nortek has not 

argued that CGI’s adverse assumptions are incorrect or misleading in their substance.  CGI’s 

 
12 The Commission sees no need to reopen the parties’ disputes over the timeliness or sufficiency 
of Nortek’s requests for, or CGI’s production of, its worldwide sales data.  These disputes were 
either resolved by the ALJ or set aside by the parties.  See, e.g., Remand ID at 3-6 & n.8. 
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arguments were also made in response to the Commission’s questions regarding worldwide sales 

and thus not untimely in this context. 

CGI’s “conservative” assumptions are consistent with the extant record and weighted 

against the producing party, and thus are not prejudicial to Nortek.  CGI’s reliance on adverse 

assumptions is also consistent with Commission precedent that complainants do not need to 

provide a “precise accounting” of their expenditures, provided their sales-based allocations are 

reasonable under the circumstances.  See Certain Solid State Storage Drives, Stacked Electronics 

Components, and Products Containing Same, Inv. No. 337-TA-1097, Comm’n Op. at 21, 2018 

WL 4300500 at *13 (June 29, 2018) (“all that is required is the use of reasonable allocations for 

the purposes of establishing the economic prong of the domestic industry requirement.”).  As a 

result, conservative estimates of this kind are not uncommon in economic prong analyses.  See, 

e.g., Certain Self-Anchoring Beverage Containers, Inv. No. 337-TA-1092, Comm’n Op., 2019 

WL 9442688 at *7 (July 24, 2019) (using “conservative” estimate of salaries in R&D, based on 

lowest employee salary in the applicable salary range); Certain Powered Cover Plates, Inv. No. 

337-TA-1124, ID, 2019 WL 4635646 at *55 n.29 (Aug. 12, 2019) (using “conservative estimate” 

of R&D expenditures to exclude certain ineligible expenses), aff’d by Comm’n Notice (March 

11, 2020); Robotic Vacuums I, Inv. No. 337-TA-1057, Order No. 39 at 10-11, 2018 WL 1210540 

at *6-7 (relying on complainant’s “most conservative identification of hours worked on projects 

related to the Domestic Industry Products,” which was “quite conservative and underestimates” 

its actual labor expenses). 

Accordingly, the Commission finds that CGI’s reliance on certain adverse assumptions to 

estimate its worldwide sales of its ʼ223 DI Products and other garage door openers was not 

unreasonable, prejudicial to Nortek, or inconsistent with Commission practice. 
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3) CGI’s Revised Sales-Based Allocations and Calculations 

Turning to the merits of CGI’s revised sales-based allocations and calculations of its 

relevant domestic investments, the assumptions CGI proposed affect the third factor in its three-

step, sales-based methodologies for allocating its domestic investments to its ʼ223 DI Products, 

which the Remand ID describes in greater detail.  See Remand ID at 15-23 (allocations for plant 

and equipment), 23-30 (allocations for labor and capital).  CGI’s methodology, as presented to 

the ALJ, for allocating its investments in plant and equipment (“P&E”) in engineering related to 

its ʼ223 DI Products may be summarized as follows: 

 
Total 
P&E 
expenses 

 
 

X 

 
(U.S. engineers) 
(U.S. personnel, 
total) 

 
Step (1): 
allocate P&E 
expenses to  
engineering 

 
X 

([[  ]] eng’g  
expenditures) 
(U.S. eng’g 
expenditures, 
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[[  ]] 
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([[  ]], ʼ223 DI 
Product sales) 
(RAS, total  
U.S. sales) 

 
Step (3): 
allocate [[  ]] 
engineering 
expenses to 
ʼ223 DI prods.  

 
=   

P&E expenses 
for ʼ223 DI 
Products 
(engineering) 

See Remand ID at 16-18.  CGI used a similar methodology to allocate its labor and capital 

expenses for engineering related to its ʼ223 DI Products.  See id. at 25-26.  CGI also developed 

sales-based methodologies to allocate its domestic investments in its Technical Service Center to 

its ʼ223 DI Products.  Id. at 21-22 (TSC, plant and equipment), 28-29 (TSC, labor and capital). 

Each allocation methodology relies on the same sales-based allocation factor (Step 3), 

i.e., the ratio of CGI’s U.S. sales of its ʼ223 DI Products (which are made through its [[  ]] 

business unit) to the [[  ]] unit’s total U.S. sales.  See id. at 16-17, 21, 25-26, 29.   

As mentioned above, CGI – in response to the Commission’s questions – now assumes 

that all of the products it sells outside the U.S. are garage door openers, and thus attributable to 
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its [[  ]] business unit, even though only about [[                             ]] of the sales made by its [[  ]] 

are actually garage door openers.  CGI’s Resp. at 5-6.  Based on this assumption, CGI estimates 

its total foreign sales of its garage door openers by subtracting its total U.S. sales of all products 

from its total worldwide sales of all products.  Id.  CGI then adds this estimate of its foreign sales 

of garage door openers (what CGI refers to as sales outside the United States, or “OUS”) to its 

total [[  ]] U.S. sales to conservatively estimate its total worldwide sales of garage door openers.  

Id.  CGI summarized these calculations in the following table:   

 

CGI’s Resp., Ex. 1 at 1 (CGI’s Table 1). 

CGI then replaces total [[  ]] U.S. sales in the denominator of the sales-based ratio, as 

shown above, with this estimate of “worldwide” sales for garage door openers.  CGI’s Resp. at 

6-7.  Because CGI’s estimated “worldwide” sales of garage door openers is larger than its total     

 
 
 
 

Redacted 
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[[  ]] U.S. sales, this revision necessarily increases the value of the denominator, thereby 

reducing the overall value of that sales-based ratio.  Furthermore, CGI makes no change to the 

numerator because it assumes that it sells all of its ʼ223 DI Products in the United States.  Id. at 

6.  Taken as a whole, these two adverse assumptions increase the denominator of that third factor 

without changing its numerator, which reduces the ratio of U.S. ʼ223 DI Product sales to 

“worldwide” sales to the maximum extent reasonably possible in view of available data.  See id. 

at 6.  CGI asserts that this revised ratio of [[  ]] U.S. to worldwide sales is about [[    ]] percent, as 

shown in CGI’s table, reproduced below.  Id. at 5, 7. 

 

CGI’s Resp., Ex. 1 at 2 (CGI’s Table 2). 

CGI asserts that this revised ratio represents a reduction of only about [[  ]] percent from 

its earlier calculation of the ratio of CGI’s U.S. ʼ223 DI Product sales to its U.S. sales.  Id. at 7 [[ 

                                          ]].  CGI argues this modest reduction is due to the fact that it sells [[  

 ]] its garage door openers and other products in the United States.  Id.  When this revised ratio is 

employed in its sales-based allocations, CGI contends that it reduces its relevant domestic 

investments in plant and equipment and employment of labor and capital relating to the ʼ223 DI 

Products to about $[[            ]] and $[[               ]], respectively, as shown in CGI’s table, 

reproduced below: 

 
 

 
 

 
Redacted 
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CGI’s Resp. at 7. 

The Remand ID finds that CGI’s domestic investments in plant and equipment for 

engineering and technical service and support account for about [[  ]] percent of its worldwide 

investments relating to its ʼ223 DI Products.  See Remand ID at 26-27, 30, 35.  The Remand ID 

similarly finds that CGI’s domestic employment of labor and capital for engineering and 

technical service and support accounts for about [[   ]] percent of its worldwide investments 

relating to those products.  Id. at 13, 33-34.  CGI argues that applying its revised allocation ratio 

does not reduce the “relative portion” of its domestic industry investments because the same ratio 

must be applied to both its domestic and foreign expenditures for its ʼ223 DI Products, i.e., to 

both the numerator and denominator in its calculations of relevant expenditures.  CGI’s Resp. at 

8.  CGI further argues that the relevant portions of its Technical Service Center expenditures 

relating to its ʼ223 DI Products [[                  ]] because [[ ]] percent of those services and nearly 

[[ ]] percent of its engineering activities occur in the United States.  Id. 

On review, as on remand, Nortek offers no alternative data, expert opinions, allocations, 

calculations, or other evidence to counter CGI’s original or revised sales-based allocations or 

calculations.  Nor does Nortek argue that CGI’s data, allocations, or calculations are 

mathematically flawed, erroneous, or unreliable, apart from the issues addressed above.  The 

Commission thus finds no evidence that undermines the reasonableness or reliability of CGI’s 

 
 

 
Redacted 
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financial data, sales-based allocations, or calculations, as presented in the Remand ID and 

revised on review by CGI, to reflect its worldwide sales data. 

The Commission finds that, even with these downward adjustments as applied herein, 

CGI’s domestic investments in plant and equipment and employment of labor and capital  

relating to its ʼ223 DI Products are quantitatively “significant” in both absolute terms and 

relative to its worldwide expenditures, pursuant to Subsections 337(a)(3)(A) and (B), 

respectively. 

The Commission finds that CGI’s domestic investments in plant and equipment and 

employment of labor and capital for engineering and technical service and support are 

qualitatively “significant” as well.  Qualitative factors may include, for example, whether the 

complainant’s domestic activities or its purchases of components in the United States are crucial 

to its domestic industry products.  See, e.g., Lelo v. Int’l Trade Comm’n, 786 F.3d 879, 882-83 

(Fed. Cir. 2015).  In this case, the Commission finds that CGI’s domestic investments are 

qualitatively significant because they support R&D, engineering, product development, and 

technical services that are “critical” and “foundational” to the ʼ223 DI Products.  Remand ID at 

31; see also, e.g., Robotic Vacuums II, Comm’n Op. at 11-13, 2018 WL 4635821 at *7-9 

(finding that complainant’s R&D activities sufficed to establish a domestic industry under 

Subsection 337(a)(3)(B)).  CGI’s sales of its ʼ223 DI products also [[                          ]] from 

2013 to 2017, both in absolute terms and as [[                                   ]] of garage door openers.  

Remand ID at 31.  Nortek provided no contrary evidence, arguments, or expert opinions or 

otherwise challenged these findings or the qualitative significance of CGI’s domestic activities. 

In sum, the Commission has determined that Nortek’s products infringe claims 1 and 21 

of the ʼ223 patent, which have not been shown to be invalid, that CGI’s domestic industry 
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products practice claim 1 of that patent, and that CGI has satisfied the economic prong of the 

domestic industry requirement with respect to the ʼ223 patent.  The Commission thus concludes 

that Nortek has violated Section 337 by way of importing into the United States, selling for 

importation, or selling in the United States after importation garage door openers and 

components thereof that infringe the asserted claims of the ʼ223 patent. 

V. REMEDY, THE PUBLIC INTEREST, AND BONDING 

The Commission has “broad discretion in selecting the form, scope, and extent of the 

remedy.”  Viscofan, S.A. v. U.S. Int’1 Trade Comm’n, 787 F.2d 544, 548 (Fed. Cir. 1986).   

A. Limited Exclusion Order 

Section 337(d)(1) provides that “[i]f the Commission determines, as a result of an 

investigation under this section, that there is a violation of this section, it shall direct that the 

articles concerned, imported by any person violating the provision of this section, be excluded 

from entry into the United States, unless, after considering the [public interest], it finds that such 

articles should not be excluded from entry.”  19 U.S.C. § 1337(d)(1). 

Nortek contends that its garage door products are no longer infringing because it has 

allegedly discontinued use of the power-saving feature covered by the asserted claims of the ʼ223 

patent.  Nortek’s Resp. at 24-25 (relying on a declaration from its general counsel, which was 

created after the Commission’s last briefing request).  That contention has never been tested, 

however, as Nortek never raised its allegedly non-infringing products before the ALJ. 

Accordingly, the Commission has determined to issue a LEO covering Nortek’s accused 

garage door opener products (but not gate operators) and components thereof that can be 

combined into infringing products.  The LEO is not limited to the model(s) determined to be 

infringing but extends to cover other infringing products, including redesigns thereof.  See 

Certain Optical Disk Controller Chips & Chipsets & Prods. Containing Same, Including DVD 
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Players & PC Optical Storage Devices, Inv. No. 337-TA-506, Comm’n Op., 2007 WL 4713920, 

*64 (Sept. 28, 2005) (“[W]hile individual models may be evaluated to determine importation and 

infringement, the Commission’s jurisdiction extends to all models of infringing products that are 

imported at the time of the Commission’s determination and to all such products that will be 

imported during the life of the remedial orders.”) (internal quotation omitted).   

The LEO includes the standard certification provision for non-infringing products.  

Should Nortek consider importation of its redesigned products, those products cannot enter the 

United States under certification until such products have been adjudicated to be outside the 

scope of the LEO.  Nortek can obtain a ruling on whether its its redesigned models fall within the 

scope of the exclusion order through procedures available under Commission Rules 210.76 

(modification proceeding) or 210.79 (advisory opinion).  See 19 C.F.R. §§ 210.76, 210.79.  The 

Commission directs that CBP only accept a certification as to articles that have been previously 

determined not to violate the LEO.  See Automated Teller Machines, ATM Modules, Components 

Thereof, & Prods. Containing the Same, Inv. No. 337-TA-972, Comm’n Op., 2017 WL 

11198798, *17 (June 12, 2017) (“The standard certification language does not apply to redesigns 

that have not been adjudicated as non-infringing.”) (quotation omitted). 

B. Cease and Desist Orders 

Section 337(f)(1) provides that in addition to, or in lieu of, the issuance of an exclusion 

order, the Commission may issue a cease and desist order as a remedy for violation of Section 

337.  See 19 U.S.C. § 1337(f)(1).  CDOs are generally issued when, with respect to the imported 

infringing products, respondents maintain commercially significant inventories in the United 

States or have significant domestic operations that could undercut the remedy provided by an 



PUBLIC VERSION 

36 
 

exclusion order.13  See, e.g., Certain Table Saws Incorporating Active Injury Mitigation 

Technology & Components Thereof (“Table Saws”), Inv. No. 337-TA-965, Comm’n Op. at 4-6 

(Feb. 1, 2017); Certain Protective Cases & Components Thereof, Inv. No. 337-TA-780, USITC 

Pub. No. 4405, Comm’n Op. at 28 (Nov. 19, 2012) (citing Certain Laser Bar Code Scanners & 

Scan Engines, Components Thereof & Prods. Containing Same, Inv. No. 337-TA-551, Comm’n 

Op. at 22 (June 24, 2007)). Complainant bears the burden on this issue.  “A complainant seeking 

a cease and desist order must demonstrate, based on the record, that this remedy is necessary to 

address the violation found in the investigation so as to not undercut the relief provided by the 

exclusion order.”  Table Saws, Comm’n Op. at 5 (citing Certain Integrated Repeaters, Switches, 

Transceivers, & Prods. Containing Same, Inv. No. 337-TA-435, USITC Pub. No. 3547 (Oct. 

2002), Comm’n Op. at 27 (Aug. 16, 2002); see also H.R. REP. No. 100-40, at 160 (1987)). 

The Commission has determined to issue CDOs against each Respondent.  CGI contends 

that, when non-infringing gate operators are removed from consideration (because they are not 

covered by the ʼ223 patent), there remain an estimated [[     ]] accused garage door openers in 

Nortek’s domestic inventory, or the equivalent of more than [[             ]] worth of sales, with a 

total import value of [[              ]].  CGI’s Resp. at 26-27.  Although Nortek contends that (1) its 

current inventories include only about [[    ]] accused garage door openers and (2) this supply 

will likely be depleted by the target date for completion of this investigation (see Nortek’s Reply 

 
13 When the presence of infringing domestic inventory or domestic operations is asserted as the 
basis for a CDO under section 337(f)(1), Commissioner Schmidtlein does not adopt the view that 
the inventory or domestic operations needs to be “commercially significant” in order to issue the 
CDO.  See, e.g., Certain Magnetic Tape Cartridges and Components Thereof, Inv. No. 337-TA-
1058, Comm’n Op. at 65, n.24 (Mar. 25, 2019); Table Saws, Comm’n Op. at 6-7, n.2 (Feb. 1, 
2017).  In Commissioner Schmidtlein’s view, the presence of some infringing domestic 
inventory or domestic operations, regardless of its commercial significance, provides a basis to 
issue a CDO.  Id.  Accordingly, because CGI has shown that Nortek maintains some infringing 
domestic inventory, Commissioner Schmidtlein concurs with issuing CDOs. 
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at 19), the Commission finds that, under the circumstances, the record evidence is sufficient to 

warrant issuing cease and desist orders.  The CDOs contain standard language for reporting on 

decreases in inventory levels, and such facts will be taken into account as is customary under the 

circumstances. 

C. Public Interest 

Section 337 requires the Commission, upon finding a violation of Section 337, to issue an 

LEO “unless, after considering the effect of such exclusion upon the public health and welfare, 

competitive conditions in the United States economy, the production of like or directly 

competitive articles in the United States, and United States consumers, it finds that such articles 

should not be excluded from entry.”  19 U.S.C. § 1337(d)(l).  Similarly, the Commission must 

consider these public interest factors before issuing a CDO.  See 19 U.S.C. § 1337(f)(1).  

Under appropriate facts and circumstances, the Commission may determine that no 

remedy should issue due to the adverse effects on the public interest.  See, e.g., Certain Fluidized 

Supporting Apparatus & Components Thereof, Inv. Nos. 337-TA-182/188, USITC Pub. 1667, 

Comm’n Op. at 1-2, 23-25 (Oct. 1984) (finding that the public interest warranted denying 

complainant’s requested relief).  Moreover, when the circumstances of a particular investigation 

require, the Commission has tailored its relief in light of the statutory public interest factors.  For 

example, the Commission has allowed continued importation for ongoing medical research, 

exempted service parts, grandfathered certain infringing products, and delayed the imposition of 

remedies to allow affected third-party consumers to transition to non-infringing products.  E.g., 

Certain Microfluidic Devices, Inv. No. 337-TA-1068, Comm’n Op. at 1, 22-48, 53-54 (analyzing 

the public interest, discussing applicable precedent, and ultimately issuing a tailored LEO and a 

tailored CDO); Certain Road Milling Machines & Components Thereof, Inv. No. 337-TA-1067, 

Comm’n Op. at 32-33 (July 18, 2019) (exempting service parts); Certain Baseband Processor 
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Chips & Chipsets, Transmitter, & Receiver (Radio) Chips, Power Control Chips, & Prods. 

Containing Same, Including Cellular Tel. Handsets, 337-TA-543, USITC Pub. No. 4258, 

Comm’n Op. at 150-51 (Oct. 2011) (grandfathering certain products); Certain Personal Data & 

Mobile Comm’n Devices & Related Software, 337-TA-710, USITC Pub. No. 4331, Comm’n 

Op., at 72-73, 80-81 (June 2012) (delaying imposition of remedy). 

The statute requires the Commission to consider and make findings on the public interest 

in every case in which a violation is found, regardless of the quality or quantity of public interest 

information supplied by the parties.  19 U.S.C. § 1337(d)(l), (f)(l).  Thus, the Commission 

publishes a notice inviting the parties as well as interested members of the public and interested 

government agencies to gather and present evidence on the public interest at multiple junctures 

in the proceeding.  19 U.S.C. § 1337(d)(l), (f)(l). 

In this case, Nortek has not presented any arguments or evidence to show that the public 

interest precludes issuance of a remedy.  The Commission has also received no responses from 

the public to its requests for comments on remedy and the public interest. 

Upon consideration of CGI’s undisputed contentions, the Commission finds that the 

statutory public interest factors do not preclude issuance of a remedy in this investigation.  First, 

the infringing garage door openers do not raise public health or welfare concerns because they 

are typically used in residential and commercial settings and do not involve any technologies that 

are unique or would impede public access to healthcare, safety, or other similar concerns.  CGI’s 

Sub. at 39 (March 4, 2020).  Second, excluding the accused garage door openers will not degrade 

competitive conditions in the U.S. because, according to CGI (and not disputed by Nortek), CGI 

and its multiple competitors make a number of competing garage door opener products that will 

not be impacted by the exclusion order.  Id. at 40.  Third, there is no evidence that the exclusion 
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order will adversely affect the production of like or directly competitive products in the United 

States.  According to CGI (and not disputed by Nortek), CGI and its competitors purportedly 

have sufficient capacity to meet increased demand for non-infringing garage door openers.  Id.  

Finally, the exclusion order will not adversely affect U.S. consumers because it is not disputed 

that there are multiple manufacturers of a variety of competing products on the market, and the 

’223 patent presents no barrier to compliance with relevant safety standards.  Id. 

D. Bond 

If the Commission enters an exclusion order or cease and desist order, a respondent may 

continue to import and sell its covered products during the 60-day period of Presidential review 

subject to a bond in an amount determined by the Commission to be “sufficient to protect the 

complainant from any injury.”  19 U.S.C. § 1337(j)(3); 19 C.F.R. § 210.50(a)(3).  When reliable 

price information is available in the record, the Commission typically sets the bond in an amount 

sufficient to eliminate the price differential between the domestic product and the imported, 

infringing product.  See Certain Microsphere Adhesives, Processes for Making Same, & Prods. 

Containing Same, Including Self-stick Repositionable Notes, Inv. No. 337-TA-366, USITC Pub. 

No. 2949, Comm’n Op. at 24 (Jan. 16, 1996).  The Commission has also used a reasonable 

royalty rate to set the bond amount when a reasonable royalty rate can be ascertained from the 

record.  See, e.g., Certain Audio Digital-to-Analog Converters & Prods. Containing Same, Inv. 

No. 337-TA-499, Comm’n Op. at 25 (Mar. 3, 2005).  Where the record evidence establishes that 

the calculation of a price differential is not possible or there is insufficient evidence in the record 

to determine a reasonable royalty, the Commission typically imposes a bond in the amount of 

100 percent of the entered value of the covered products during the Presidential review period.  

See, e.g., Certain Liquid Crystal Display Modules, Prods. Containing Same, & Methods Using 

the Same, Inv. No. 337-TA-634, Comm’n Op. at 6-7 (Nov. 24, 2009).  The complainant bears the 
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burden of establishing the need for a bond.  Certain Rubber Antidegradants, Components 

Thereof & Prods. Containing Same, Inv. No. 337-TA-533, USITC Pub. No. 3975, Comm’n Op. 

at 40 (July 21, 2006). 

The Commission has determined to impose a bond in the amount of 100 percent of the 

entered value of the covered products during the period of Presidential review.  The RD finds 

that the large number of accused garage door openers and broad range of competing products, as 

well as deficiencies in Nortek’s pricing data, make it difficult to make meaningful price 

comparisons.  Final ID at 283-85.  The RD also finds that the bond cannot be based on a 

reasonable royalty because the patent has never been licensed.  Id. at 285-86.  The RD’s finding 

that the record did not permit an accurate calculation of a pricing differential was reasonable, 

supported by the evidence of record, and consistent with Commission precedent.  See, e.g., 

Liquid Crystal Display Modules, Products Containing Same, and Methods Using the Same, Inv. 

No. 337-TA-634, Comm’n Op. at 6-7, 2010 WL 5176682 at *18 (Dec. 1, 2010).   

The Commission is not persuaded by Nortek’s objections to the RD’s finding that its own 

pricing data was deficient.  Nortek’s Sub. at 40 (March 4, 2020).  Nortek contends that it 

produced pricing data and argues that CGI, as the party bearing the burden of proof, failed to ask 

for additional pricing information it believed it needed.  Nortek’s Sub. at 40 (incorporated by 

reference in Nortek’s Reply at 19-20).  Nortek’s argument, however, fails to identify any legal or 

factual error in the RD’s findings, nor does it dispute the RD’s findings that it is impracticable to 

calculate a price differential because Nortek and Chamberlain sell their products at [[ 

                             ]] and structure their businesses differently.  See Final ID at 283-84.  The 

Commission concludes that CGI has met its burden to prove the need for a bond.  See id. 
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Accordingly, the Commission has determined to issue an LEO and CDOs against the 

Nortek respondents, and to impose a bond in the amount of 100 percent during the Presidential 

review period. 

VI. CONCLUSION 

For the reasons set forth herein, the Commission determines that Nortek has established a 

violation of Section 337 by way of infringing claims 1 and 21 of the ʼ223 patent.  Accordingly, 

the investigation is terminated with a finding of violation of Section 337.  The Commission 

determines that an appropriate remedy is the issuance of an LEO and CDOs directed to each 

Nortek respondent, the public interest does not preclude that remedy, and the bond during the 

period of Presidential review is set in the amount of 100 percent of the entered value of the 

covered products.   

By order of the Commission. 

                                                       
                                            

                                                                                        
                                                                 Lisa R. Barton 
                                                                 Secretary to the Commission 
 

Issued:    January 12, 2021   
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SEPARATE VIEWS OF CHAIR KEARNS REGARDING ECONOMIC PRONG ISSUES 

 While I agree that complainant has satisfied the economic prong of the domestic 

industry requirement, I do not join the discussion in section IV(C)(2)(b)(1) (“Whether to 

Consider Foreign Manufacturing Expenses”) of the Commission’s opinion.  Under the facts and 

posture of this investigation, I concur in using the contextual analysis placed on the record and 

considered by the ALJ on remand.  However, it remains an open question for me whether, in 

future investigations, it would be more appropriate to look at all foreign expenditure1 (including 

those for manufacturing) when assessing significance under section 337(a)(3)(A) or (B). 

In this investigation, where the domestic industry articles are manufactured abroad, 

complainant relies on expenditures for domestic engineering and technical service and support to 

satisfy the economic prong of the domestic industry requirement.  In a prior investigation with 

some overlap in domestic industry products, the same complainant relied on similar expenditures 

and did not compare them to foreign expenditures; the ALJ found the economic prong met and 

the Commission did not review that part of the ID.  See Access Control Systems and Components 

Thereof, Inv. No. 337-TA-1016, Initial Determination on Violation of Section 337 at 257-61, 

288-93, 294 (Oct. 23, 2017), reviewed in part, Comm’n Notice, 2017 WL 6555603 at *2-3 (Dec. 

22, 2017) (no review of economic prong findings).  Thus, it is understandable that complainant 

relied on similar expenditures and methodology here, although the record here also includes a 

comparison to foreign expenditures for engineering and technical service and support.  In this 

investigation, after the Commission remanded the economic prong issue back to the ALJ, the 

parties agreed that no reopening of the record was necessary, despite the apparent absence of 

 
1 In these views, I use “expenditures” as shorthand for investment in plant and equipment and 
employment of labor or capital. 
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record information on foreign manufacturing expenditures.  Thus, complainant continued to rely 

on the same data and basic methodology on remand.  Given this history, I find it appropriate here 

to allow complainant to prove it has satisfied the economic prong requirement with the 

comparison it offered. 

The section of the Commission’s opinion that I do not join concludes that, where a 

complainant is relying on a comparison of its domestic and foreign expenditures to show 

significance under section 337(a)(3)(A) or (B), it is never required to include manufacturing 

expenditures.  In my view, it remains an open question whether, in general, a proper assessment 

of the significance of the domestic expenditures should include all expenditures related to the 

domestic industry product(s), and not merely the sorts of expenditures that the complainant 

wishes to rely upon. 

Under the statute and controlling law (e.g., Lelo v. Int’l Trade Comm’n, 786 F.3d 879 

(Fed. Cir. 2015)), the determination of significance for domestic industry requires a quantitative 

analysis.  The Commission has accepted several methods for performing this analysis, including 

a value-added analysis and comparison of domestic to worldwide expenditures.  Complainant 

here relies on the latter.  It seems to me that such a comparison is most meaningful if it includes 

all of the expenditures related to the product; that is, all the investments in plant and/or 

equipment with respect to the domestic industry products under (A), or all the employed labor 

and/or capital with respect to the domestic industry products under (B).  The alternative is to 

allow a complainant to choose some subset of activities related to a product (e.g., product design 

services or a narrow category of technical support) and claim a domestic industry based on such 

activities that occur all or mostly in the United States while ignoring others, even when the 

claimed expenditures are very small compared to overall expenditures on the relevant product.  
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 I acknowledge that the Commission may not have given sufficient guidance over the 

years regarding how best to assess significance, and my colleagues and I have been striving to 

provide more certainty with respect to this issue.  As we make these efforts, I would expect 

complainants in future investigations that are relying on a comparison of domestic to foreign 

expenditures to place evidence on the record that would enable the Commission to compare all 

the claimed domestic expenditures to all worldwide expenditures, including manufacturing 

expenditures.  I also look forward to briefing from parties regarding the appropriate comparisons 

to evaluate significance. 

I finally note that the significance analysis can include qualitative factors in addition to 

quantitative factors.  Thus, for example, even if claimed non-manufacturing activities in the 

United States are relatively small compared to overall worldwide expenditures related to the 

domestic industry products, the nature of the domestic activities may render them significant. 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

 

In the Matter of   
CERTAIN MOVABLE BARRIER 
OPERATOR SYSTEMS AND 
COMPONENTS THEREOF 

 
 

Investigation No. 337-TA-1118 

 
NOTICE OF A COMMISSION DETERMINATION TO REVIEW A REMAND INITIAL 

DETERMINATION; REQUEST FOR WRITTEN SUBMISSIONS 
 

AGENCY: U.S. International Trade Commission. 

ACTION: Notice. 

SUMMARY: Notice is hereby given that the U.S. International Trade Commission (the 
“Commission”) has determined to:  (1) review a Remand Initial Determination (“Remand ID”) 
finding that the complainant The Chamberlain Group, Inc. (“CGI”) has satisfied the economic 
prong of the domestic industry requirement with respect to U.S. Patent No. 7,755,223 (“the ʼ223 
patent”); and (2) request supplemental briefing on remedy, the public interest, and bonding for 
the limited purpose of updating submissions submitted in March 2020. 

FOR FURTHER INFORMATION CONTACT:  Carl P. Bretscher, Office of the General 
Counsel, U.S. International Trade Commission, 500 E Street SW, Washington, DC 20436, 
telephone (202) 205-2382.  Copies of non-confidential documents filed in connection with this 
investigation may be viewed on the Commission’s electronic docket system (“EDIS”) at 
https://edis.usitc.gov.  For help accessing EDIS, please email EDIS3Help@usitc.gov.  General 
information concerning the Commission may also be obtained by accessing its Internet server at 
https://www.usitc.gov.  Hearing-impaired persons are advised that information on this matter can 
be obtained by contacting the Commission’s TDD terminal, telephone (202) 205-1810. 

SUPPLEMENTARY INFORMATION:  The Commission instituted this investigation on June 
11, 2018, based on a complaint, as supplemented, filed by CGI of Oak Brook, Illinois.  83 FR 
27020-21 (June 11, 2018).  The complaint alleges a violation of section 337 of the Tariff Act of 
1930, as amended, 19 U.S.C. 1337 (“Section 337”), in the importation, sale for importation, or 
sale in the United States after importation of certain movable barrier operator (“MBO”) systems 
that purportedly infringe one or more of the asserted claims of  the ’223 patent and U.S. Patent 
Nos. 8,587,404 (“the ʼ404 patent”) and 6,741,052 (“the ʼ052 patent”).  Id.  The Commission’s 
notice of investigation named Nortek Security & Control, LLC of Carlsbad, CA; Nortek, Inc. of 
Providence, RI; and GTO Access Systems, LLC of Tallahassee, FL (collectively, “Nortek”) as 
respondents.  Id.  The Office of Unfair Import Investigations was not named as a party to this 
investigation.  See id. 

The Commission subsequently terminated the investigation with respect to certain patent 
claims withdrawn by CGI.  See Order No. 16 (Feb. 5, 2019), unreviewed by Comm’n Notice 
(March 6, 2019); Order No. 27 (June 7, 2019), unreviewed by Comm’n Notice (June 27, 2019); 

https://edis.usitc.gov/
mailto:EDIS3Help@usitc.gov
https://www.usitc.gov/
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Order No. 31 (July 30, 2019), unreviewed by Comm’n Notice (Aug. 19, 2019); Order No. 32 
(Sept. 27, 2019), unreviewed by Comm’n Notice (Oct. 17, 2019).   

On June 5, 2019, the presiding administrative law judge (“ALJ”) issued a Markman order 
(Order No. 25) construing the claim terms in dispute. 

On December 12, 2018, CGI filed a motion for summary determination that it satisfied 
the economic prong of the domestic industry requirement.  Nortek opposed the motion.  On June 
6, 2019, the ALJ issued a notice advising the parties that the motion would be granted and a 
formal written order would be issued later.  Order No. 26 (June 6, 2019). 

The ALJ held an evidentiary hearing on the issues in dispute on June 10-14, 2019. 

On November 25, 2019, ALJ issued Order No. 38, finding no issue of material fact that 
CGI’s investments in labor and capital relating to its domestic industry products were 
“significant” and that CGI has satisfied the economic prong of the domestic industry requirement 
pursuant to Section 337(a)(3)(B) (19 U.S.C. 1337(a)(3)(B)).  Order No. 38 (Nov. 25, 2019).  
Order No. 38 also finds that genuine issues of material fact precluded entry of summary 
determination with respect to CGI’s investments in plant and equipment, under Section 
337(a)(3)(A) (19 U.S.C. 1337(a)(3)(A)).  Id. 

On the same date, the ALJ issued a final initial determination (“Final ID”), finding no 
violation of Section 337 because the asserted claims of the ʼ223 and ʼ404 patents, if valid, are not 
infringed and the asserted claim of the ʼ052 patent is invalid, even if infringed.  Initial 
Determination on Violation of Section 337 and Recommended Determination on Remedy and 
Bond (Nov. 25, 2019). 

On February 19, 2020, the Commission issued a notice of its determination to review 
Order No. 38 and to partially review the Final ID with respect to certain issues relating to each of 
the three asserted patents.  85 FR 10723-26 (Feb. 25, 2020).  The Commission also directed the 
parties to brief its questions on violation and requested briefing from the parties, the public, and 
any interested government entities concerning remedy, the public interest, and bonding.  Id.   

On April 22, 2020, the Commission issued a determination finding no violation with 
respect to the ʼ404 or ʼ052 patents.  Comm’n Notice at 3 (April 22, 2020).  The Commission also 
vacated Order No. 38 and remanded the economic prong issue with respect to the ʼ223 patent.  
Id.; Order Vacating and Remanding Order No. 38 (April 22, 2020) (“Remand Order”). 

On May 15, 2020, the ALJ issued Order No. 39, seeking additional information from the 
parties in light of the Commission’s Remand Order.  Order No. 39 (May 15, 2020).  On July 10, 
2020, the ALJ issued the subject Remand ID, finding that CGI has made significant investments, 
both quantitatively and qualitatively, in plant and equipment and labor and capital, pursuant to 
Section 337(a)(3)(A) and (B) (19 U.S.C. 1337(a)(3)(A)-(B)), respectively.  Remand Initial 
Determination (July 10, 2020).  The Remand ID concludes that CGI has satisfied the economic 
prong of the domestic industry requirement in relation to the ʼ223 patent.  Id. 

On July 20, 2020, Nortek filed a petition for review of the RID.  CGI filed its opposition 
to Nortek’s petition for review on July 27, 2020. 
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Having reviewed the Remand ID, the parties’ submissions, and the record in this 
investigation, the Commission has determined to review the Remand ID and requests the parties 
to brief the following questions: 

(1) With respect to CGI’s garage door opener (“GDO”) products that 
purportedly practice the ’223 patent (“’223 DI products”), provide the 
percentage of CGI’s sales of its ’223 DI products in the United States 
compared to its total, worldwide sales of such products.  Explain whether 
this percentage substantially differs from the percentage of CGI’s sales of 
all GDO products in the United States compared to its worldwide sales of 
all GDO products or the percentage of CGI’s sales of all products in the 
United States compared to its worldwide sales of all products, as provided 
by CGI.  If so, explain whether using the percentage of CGI’s sales of 
’223 DI products in the United States, compared to its total worldwide 
sales of such products, would materially affect calculation of its relevant 
domestic industry investments or foreign investments in plant and 
equipment or labor and capital, and how this may affect the economic 
prong analysis. 

(2) Explain whether CGI’s calculations of its foreign expenditures for plant 
and equipment or labor and capital relating to its ’223 DI products include 
its foreign manufacturing expenditures.  If not, please indicate what 
information is in the record regarding its foreign manufacturing expenses, 
and provide, if possible, calculations comparing domestic expenditures to 
total expenditures (that include the foreign manufacturing expenses).  
Based on these calculations, discuss how including CGI’s foreign 
manufacturing expenditures affects assessment of the significance of its 
relevant domestic industry investments in either plant and equipment or 
labor and capital. 

(3) When were the calculations and analyses that the Commission has 
requested in questions (1) and (2) performed?  Who performed them?   

(4) Did Nortek previously present any calculations or analyses using CGI’s 
worldwide sales?   

(5) Please provide further detail (as available in the record) regarding the 
activities performed at CGI’s Technical Support Center in Tucson.  
Explain, with reference to relevant Commission precedent, the extent to 
which the Commission should consider such expenses in its assessment of 
the economic prong.  Also explain whether these activities are the sort that 
a mere importer would need to carry out in the United States (as opposed 
to in another country). 

(6) Please discuss the similarities and differences between the allocation 
methodologies Chamberlain used in this investigation and allocation 
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methodology used in the 1016 investigation, Certain Access Control 
Systems and Components Thereof, Inv. No. 337-TA-1016. 

(7) In the 1016 investigation, did the presiding ALJ or the Commission 
require Chamberlain to evaluate its worldwide sales or foreign 
manufacturing when it was concluded that Chamberlain satisfied the 
economic prong?  See generally 1016 Initial Determination at 222-293 
(Oct. 23, 2017); Comm’n Notice (Dec. 22, 2017).  Apart from the 1057 
and 1097 investigations that the parties have already addressed, please 
briefly identify any Commission precedent requiring a complainant to 
present its manufacturing investment data. 

(8) Please discuss whether, in an investigation in which the DI products are 
manufactured outside the United States, it is consistent with the statute, 
legislative history, and court and Commission precedent not to consider 
foreign manufacturing expenses in determining the significance of 
domestic industry investments and expenditures. 

(9) Chamberlain has argued that the ’223 DI products overlap with the 
products analyzed in the 1016 investigation.  See Chamberlain Submission 
on Remand at 25 (June 1, 2020).  Please discuss the extent of the overlap 
in the DI products in the 1016 investigation and the present investigation.   

(10) Given that the parties responded to the Commission’s request for briefing 
on remedy, the public interest, and bonding five months ago, the parties 
should revise their submissions on these subjects for the limited purpose 
of updating them in light of the last five months.  The parties should 
include a discussion as to whether limiting the scope of the violation (if 
any) and covered products to the ’233 patent and excluding the ’404 and 
’052 patents would impact the determination of remedy (e.g., by affecting 
the scope of Nortek’s domestic inventory), the public interest, bonding, or 
any other issues on review.  The parties, in preparing their supplemental 
submissions, should follow the instructions provided by the Commission 
in its earlier notice of partial review of the Final ID.  See 85 FR at 10724-
26 (Feb. 19, 2020).   

The parties are requested to brief only the discrete issues identified above, with reference 
to the applicable law and evidentiary record.  The parties are not to brief any other issues on 
review, which have already been adequately presented in the parties’ previous filings.  In 
addition, parties to the investigation, interested government agencies, and any other interested 
parties are encouraged to file written submissions on the issues of remedy, the public interest, 
and bonding.  Such initial submissions should include views on the recommended determination 
by the ALJ on the issues of remedy and bonding. 

The parties’ written submissions and proposed remedial orders must be filed no later than 
the close of business on September 23, 2020.  Reply submissions must be filed no later than the 
close of business on September 30, 2020.  Opening submissions are limited to 30 pages.  Reply 
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submissions are limited to 25 pages.  Third-party submissions should be filed no later than the 
close of business on September 30, 2020, and may not include 10 pages, not including any 
attachments.  No further submissions on any of these issues will be permitted unless otherwise 
ordered by the Commission. 

Persons filing written submissions must file the original document electronically on or 
before the deadlines stated above.  The Commission’s paper filing requirements in 19 CFR 
210.4(f) are currently waived.  85 FR 15798 (Mar. 19, 2020).  Submissions should refer to the 
investigation number (“Inv. No. 337-TA-1118”) in a prominent place on the cover page and/or 
first page.  (See Handbook for Electronic Filing Procedures, 
https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf .).  Persons with questions 
regarding filing should contact the Secretary (202-205-2000). 

Any person desiring to submit a document to the Commission in confidence must request 
confidential treatment.  All such requests should be directed to the Secretary to the Commission 
and must include a full statement of the reasons why the Commission should grant such 
treatment.  See 19 CFR 201.6.  Documents for which confidential treatment by the Commission 
is properly sought will be treated accordingly.  All information, including confidential business 
information and documents for which confidential treatment is properly sought, submitted to the 
Commission for purposes of this Investigation may be disclosed to and used:  (i) By the 
Commission, its employees and Offices, and contract personnel (a) for developing or 
maintaining the records of this or a related proceeding, or (b) in internal investigations, audits, 
reviews, and evaluations relating to the programs, personnel, and operations of the Commission 
including under 5 U.S.C. Appendix 3; or (ii) by U.S. government employees and contract 
personnel, solely for cybersecurity purposes.  All contract personnel will sign appropriate 
nondisclosure agreements.  All non-confidential written submissions will be available for public 
inspection at the Office of the Secretary and on EDIS. 

The authority for the Commission’s determination is contained in Section 337 of the 
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of 
Practice and Procedure (19 CFR part 210). 

The Commission voted to approve these determinations on September 9, 2020. 

By order of the Commission. 

                                                             

Lisa R. Barton 
Secretary to the Commission 

Issued:    September 9, 2020 

https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
 

Washington, D.C. 
 

In the Matter of 
 
CERTAIN MOVABLE BARRIER 
OPERATOR SYSTEMS AND 
COMPONENTS THEREOF 
 

 
Inv. No. 337-TA-1118 

 

 
REMAND INITIAL DETERMINATION 

Administrative Law Judge MaryJoan McNamara 
 

(July 10, 2020) 

I. INTRODUCTION 

On April 22, 2020,1 the Commission issued an Order (“Remand Order”) in which it 

remanded  an Initial Determination (“MSD ID”) (Order No. 38 (Nov. 25, 2019)) that granted 

Chamberlain Group Inc.’s (“CGI”) motion for summary determination (“Motion” or “MSD”) 

that it satisfied the economic prong of the domestic industry requirement under Section 

337(a)(3)(B)2 (Motion Docket No. 1118-014 (Dec. 12, 2018)).  (Doc. ID No. 708682 (Apr. 23, 

2020) (confidential); Order No. 38 at 23.). 

In the Remand Order, the Commission vacated the MSD ID with respect to the economic 

prong and directed that a remand Initial Determination (“RID”) issue on whether CGI has 

satisfied the economic prong of the domestic industry (“DI”) requirement with respect to the 

 
1 The official date of the Remand Order is April 23, 2020. 
 
2 In its Motion, CGI argued that it satisfied the economic prong requirement under Section 337(a)(3)(A) 
and (B) with respect to each of the three patents asserted in this Investigation:  U.S. Patent Nos. 6,741,052 
(“the ’052 patent”); 7,755,223 (“the ’223 patent”); and 8,587,404 (“the ’404 patent”) (collectively, “the 
Asserted Patents”). 
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ʼ223 patent.  (Remand Order at 6.).  For the reasons set forth below in the Discussion (Section 

IV, infra), it is a finding of this RID that with respect to the ’223 patent, CGI has satisfied the 

economic DI requirement under Sections 337(a)(3)(A) and (B). 

II. RELEVANT PROCEDURAL HISTORY 

A. CGI’s MSD 

On December 12, 2018, CGI filed its MSD in which it argued that it satisfies the 

economic prong of the domestic industry requirement under Sections 337(a)(3)(A) and (B).3  

(Mot. at 1.).  On February 11, 2019, Respondents Nortek Security & Control LLC, Nortek, Inc., 

and GTO Access Systems (“Nortek,” and with CGI, the “Parties”) filed an opposition 

(“Opposition”) to CGI’s MSD.4  (Doc. ID No. 666542 (Feb. 11, 2019).). 

On February 27, 2019, CGI moved for leave to file a reply (“Reply Motion”) to the MSD.  

(Motion Docket No. 1118-020 (Feb. 27, 2019).).  Nortek filed an opposition to CGI’s Reply 

Motion on March 11, 2019.  (Doc. ID No. 669621 (Mar. 11, 2019).).  Subsequently, Nortek filed 

a contingent motion for leave to file a sur-reply (“Sur-Reply Motion”) in opposition to CGI’s 

MSD.  (Motion Docket No. 1118-022 (Mar. 14, 2019).).  In its Sur-Reply Motion, Nortek 

submitted that “if CGI’s reply is accepted, Nortek would like to provide the attached sur-reply.”  

(Id. at 1.).  CGI filed an opposition to Nortek’s Sur-Reply Motion on March 25, 2019.  (Doc. ID 

No. 671203 (Mar. 25, 2019).). 

CGI’s MSD was briefly discussed during a telephone conference that was held on May 

 
3 In support of its MSD, CGI also filed a memorandum (“Memorandum”), a statement of undisputed 
material facts (“SUMF”), the Declaration of CGI’s Director of Finance for its Residential Business Unit, 
Thomas Robin (“Robin Decl.”) (MSD, App. A), and a Declaration of CGI’s economic expert, Vincent 
Thomas (MSD, App. C (attaching his Initial Expert Report (“Thomas Initial Report”)).). 
 
4 With its Opposition, Nortek filed a response to CGI’s SUMF (“Response to SUMF”). 
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31, 2019 (“May 31, 2019 Teleconference”).  (Doc. ID No. 677777 (May 31, 2019 Tel. Tr.) at 

90:5-91:9 (June 5, 2019).).  During the May 31, 2019 Teleconference, the Parties were told that 

they would be notified informally of a ruling on the MSD.  (Id.).   

On June 6, 2019, an Order issued that CGI’s MSD with respect to both Sections 

337(a)(3)(A) and (a)(3)(B) would be granted.  (Order No. 26 at 1-2 (June 6, 2019).).  Order No. 

26 also reconsidered Order No. 21, which initially denied CGI’s Reply Motion and Nortek’s Sur-

Reply Motion.  Both Motions were granted.  (Id. at 2.).  Accordingly, CGI’s Reply and Nortek’s 

Sur-Reply became a part of the record to ensure a complete record. 

The MSD ID issued on November 25, 2019 as Order No. 38.  (Doc. ID No. 695438 (Nov. 

25, 2019).).  The MSD ID analyzed the information that the Parties provided as part of CGI’s 

MSD and Nortek’s responses to CGI’s MSD.  The MSD ID provided the rationale for the oral 

Order that was issued on May 31, 2019 that granted CGI’s MSD with respect to Sections 

337(a)(3)(B) only.  However, the Commission found that there was a problem with the MSD 

ID’s analyses of both Sections 337(a)(3)(A) and 337(a)(3)(B).  (Remand Order at 5-6.).  The 

Commission cited to problems with “adjusted” figures that favored CGI, even though by virtue 

of inclusion in the MSD ID, the analysis was no longer simply the allowance of CGI’s MSD.  

(Remand Order at 5.).   

After re-reviewing the fact witness testimony, the expert witness testimony and expert 

reports that CGI relied upon in for its MSD,5 it became evident that CGI had not provided 

sufficient information to address the issues that the Commission asked be addressed in its 

 
5 See, e.g., MSD, App. A (Robin Decl. and attached exhibits); id., App. B, Ex. 2 (Deposition of Thomas 
Robin); id., App. C at Ex. 1 (Thomas Initial Report).). 
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Remand Order with respect to domestic and foreign investments or expenditures or a value-

added analysis for the CGI products that practice the ’223 patent (“223 DI Products”).6  (Id. at 5-

6.).   

On May 15, 2020, Order No. 39 issued, which identified detailed information both CGI 

and Nortek were required to provide to comply with the Commission’s Remand Order.  (Order 

No. 39 at 2-4 (May 15, 2020).).  In Order No. 39, CGI was given until June 1, 2020 to submit 

revised calculations and any necessary revised expert testimony and/or factual information.  (Id. 

at 2.).  In Order No. 39, Nortek was also given an opportunity to respond to CGI’s June 1, 2020 

Submission, consistent with Commission Rule 210.15(c).  (Id. at 4.). 

On May 22, 2020, a teleconference was held to elicit the CGI’s and Nortek’s preferences 

with respect to how they would present their adjusted information and arguments (“May 22, 

2020 Teleconference”). (Doc. ID No. 711418 (May 29, 2020).).  CGI and Nortek were offered 

the option of a hearing as the Remand Order permits.  (Remand Order at 6.).  After discussion 

during the May 22, 2020 Teleconference, both CGI and Nortek agreed that they preferred 

 
6 The 223 DI Products include CGI’s wi-fi enabled GDOs with the following model numbers:  8155W, 
8160W, 8160WRGD, 8164W, 8164WAC, 8165W, 8165WRGD, 8355W, 8355W-267, 8355WRGD, 
8360W, 8360WL, 8365W-267, 8365WRGD-267, 8550W, 8550W-267, 8550WL, 8550WL-267, 
8550WLRGD, 8550WRGD, 8557W, 8587W, 8587WL, 8587WRGD, B550, B552, B750, B970, 
B970PLT6, B980, C450, C455, C870, HD750WF, HD950WF LW9000WF, WD1000WF, WLED-267.  
(Order No. 38 at at 3 (Table No. 3) (citations omitted).). 
 
The 223 DI Products also include CGI’s internet-capable GDOs with the following model numbers:  
3043, 54915, 54918, 54920, 54930, 54931, 54985, 54990, 55918, 57915, 57918, 8065, 8075, 8155, 
8155RGD, 8160, 8160RGD, 8165, 8165RGD, 8350, 8355, 8355-267, 8355RGD, 8360, 8365-267, 
8365RGD-267, 8550, 8550-267, 8557, 8557-267, 8587, 8587RGD, B500, B503, B510, B730, C203, 
C205, C400, C410, HD210, HD420EV, HD420EVP, HD520EV, HD520EVG, HD520EVP, HD630EVP, 
HD920EV, HD930EV, HD930EVP, LW2200, LW3000EV, LW3500EV, LW3500EVPLT6, LW5000EV, 
M885, M8856, PD510, PD512, PD612EV, PD752KEV, PD762EV, WD832KEV, WD832KEVG, 
WD850KEVG, WD962EV, WD962KEV, WD962KPEV, WD962MLEV.  (Id.). 
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making their submissions by paper.  (May 22, 2020 Teleconf. Tr. at 12:10-17, 14:1-14, 15:18-

16:18.).  The Parties agreement was tantamount to a stipulation that a hearing to resolve their 

differences would not be required  CGI and Nortek agreed that they did not wish to incur the 

expense of a hearing either for their clients or for the time it would require for all concerned.  

(Id.).  In order to resolve the Commission’s Remand Order, Nortek agreed that it waived its 

objection to CGI’s reliance upon Mr. Thomas Robin’s Declaration in support of CGI’s MSD.7  

(Id. at 35:16-21, 35:24-36:20.).8  As reflected below in footnote 8, the Parties made additional 

agreements to limit their objections during the May 22, 2020 Teleconference in order to 

eliminate a hearing on their papers and positions. 

In its June 1, 2020 (“Submission”),9 CGI argued yet again that it satisfies the economic 

prong of the domestic industry requirement for the ’223 patent under each of subsections 19 

U.S.C. § 1337(a)(3)(A), (B), and (C).10  (Doc. ID No. 711585 (June 1, 2020); Submission at 4.).   

 
7 When he submitted his declaration, dated December 12, 12, 2018, Mr. Thomas Robin was the Director 
of Finance for the Residential Business Unit at CGI based in Oak Brook, Illinois.  (MSD at App. A.). 
 
8 The Court clarified during the May 22, 2020 Teleconference that CGI is not required to provide a 
“value-added” analysis to establish satisfaction of the economic prong.  (May 22, 2020 Teleconf. Tr. at 
23-24, 44; see also Order No. 38 at 16-17.).  The Parties also agreed that they would rely only on the 
documents and materials produced during fact discovery.  The Parties also agreed that CGI’s expert, Mr. 
Thomas, would not introduce new opinions beyond those contained in his initial expert report although it 
was evident he would be explaining some of the numbers and tables he had presented during fact 
discovery.  (May 22, 2020 Teleconf. Tr. at 43-44.).  He also explained his “adjustments.” 
 
9 In support of its Submission, CGI filed the Supplemental Declaration of Vincent Thomas (“Thomas 
Supp. Decl.”) and a Supplemental Statement of Undisputed Material Facts (“SSUMF”).  
 
10 In its original MSD, CGI argued that it satisfied the economic prong requirement only under Sections 
337(a)(3)(A) and (B).  (MSD at 1.).  In its MSD, CGI did not claim it satisfied Section 337(a)(3)(C).  CGI 
provided neither evidence nor argument on Section 337(a)(3)(C).  Accordingly, CGI waived the 
possibility of presenting an argument or  analysis with respect to Section 337(a)(3)(C).  Although CGI’s 
MSD ID addressed CGI’s arguments under both Sections 337(a)(3)(A) and (B), the MSD ID found that 
CGI satisfied the economic prong requirement only under Section 337(a)(3)(B).  (Order No. 38 at 23.).  In 
the Remand Order, the Commission gave no indication whether the scope of the economic prong should 
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In its Response to CGI’s Submission, which Nortek filed on June 11, 2020 (“Response to 

Submission”) (Doc. ID No. 712536 (June 11, 2020)), Nortek did not provide alternative figures 

to CGI’s adjusted figures.  (See Resp. to Submission.).  Nortek did not provide a new or revised 

expert declaration to counter CGI’s submission of Mr. Thomas’ Supplemental Declaration.  (See 

id.).  As reflected in Sections IV.B and IV.C below, which analyze CGI’s and Nortek’s 

Submission and Response, Nortek’s main arguments are that CGI’s analyses and allocation 

methods are unreasonable and unsupported.  However, Nortek’s arguments are not supported by 

either evidence or expert opinion.  (See, e.g., id. at 1-2.).11 

Based upon CGI’s and Nortek’s waiver of a hearing on the newly submitted evidence and 

arguments, the analysis in this RID is based upon CGI’s MSD, Nortek’s responses to CGI’s 

MSD, and the Parties’ written submissions to the Commission’s Remand Order.   

 
be addressed in the RID or whether it should be broader than that of the MSD ID. 
 
In its Submission, CGI cited Certain Gas Spring Nailer Prods. and Components Thereof, Inv. No. 337-
TA-1082, Comm’n Op. at 79-84 (Apr. 28, 2020) (“Gas Spring”), in support of the proposition that CGI’s 
assertion, at this stage, that it also satisfies the economic prong requirement under Section 337(a)(3)(C) is 
permissible.  The Commission Opinion in Gas Spring found that the complainant also satisfied the 
economic prong requirement under Section 337(a)(3)(C), although the final ID at issue only found that 
the complainant met the economic prong requirement under Section 337(a)(3)(B).  Id. at 77, 79.  
However, in Gas Spring, the complainant contended in its briefings before the issuance of the ID that it 
satisfied the economic prong of the domestic industry requirement under both Sections 337(a)(3)(B) and 
(C).  Gas Spring, Final ID, at 51.  Thus, the Commission Opinion in Gas Spring does not support CGI’s 
position because the facts are different here.  Unlike in Gas Spring, CGI did not provide evidence or an 
analysis of Section 337(a)(3)(C) in its MSD, or before the close of fact discovery.  Therefore, CGI waived 
any such argument under Ground Rules 7.2 and 10.1.  Accordingly, CGI’s argument that CGI has 
satisfied the economic prong requirement under Section 337(a)(3)(C) is not addressed in this RID.  
Moreover, since satisfaction of the economic prong is disjunctive under the three sub-prongs, it should 
not matter on review whether CGI satisfies 337(a)(3)(C). 
 
11 As noted above, CGI subsequently moved for leave to file a reply to Nortek’s Response to the June 1, 
2020 Submission, which was granted.  (See Order No. 42 (June 17, 2020); Motion Docket No. 1118-041 
(June 15, 2020).).  CGI attached its reply as Attachment A to its motion for leave. 
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B. MSD ID and Petitions for Review 

On November 25, 2019, the MSD ID issued explaining the rationale of the decision to 

grant CGI’s MSD that CGI satisfied the economic prong requirement under Section 

337(a)(3)(B.).  (Order No. 38 (Nov. 25, 2019).).12 

On December 4, 2019, Nortek filed a petition for review of the MSD ID (“MSD ID 

Petition”), and.  (Doc. ID No. 696373 (Dec. 4, 2019).).  Nortek specifically petitioned for the 

Commission’s review of the economic prong findings in the MSD ID because Nortek claimed 

that the MSD ID improperly “attempted [to] correct” certain “deficiencies” in CGI’s allocation 

methodology with “a revised, rough DI investment estimate.  (MSD ID Petition at 1-2.). 

CGI and Nortek each filed a response to Nortek’s MSD ID Petition and CGI’s MSD 

Contingent Petition, respectively.  (Doc. ID No. 697039 (Dec. 11, 2019); Doc. ID No. 697043 

(Dec. 11, 2019).).  

C. Remand Order 

In its April 22, 2020 Remand Order the Commission, the Commission affirmed the ID’s 

findings that there was no violation of Section 337 with respect to the ʼ404 or ʼ052 patents.  

(Remand Order at 3.). 

 
12 The final ID (“Final ID”) also issued on November 25, 2019.  The ID found that there was not a 
violation of Section 337 because:  (i) Nortek did not infringe claim 11 of the ’404 patent; (ii) Nortek did 
not infringe claims 1 or 21 of the ’223 patent and CGI did not satisfy the technical prong of the domestic 
industry requirement for the ’223 patent; and (iii) although certain accused products were found to 
practice claim 1 of the ’052 patent, that claim was found to be invalid.  (Final ID at 1, 286-87.).  On 
December 9, 2019, CGI filed a petition for review of the Final ID (“Final ID Petition”).  (Doc. ID No. 
696775 (Dec. 9, 2019).).  Nortek filed a contingent petition for review of the Final ID (“Final ID 
Contingent Petition”). (Doc. ID No. 696750 (Dec. 9, 2019).).  CGI’s Final ID Petition, Nortek’s Final 
Contingent Petition, and the respective responses, which CGI and Nortek filed on December 17, 2019 
(Doc. ID No. 697494 (Dec. 17, 2019); Doc. ID No. 697507 (Dec. 17, 2019)), do not provide arguments 
with respect to the economic prong.  Thus, the identified Petitions and responses thereto  are not relevant 
to the Remand Order or to this RID. 
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The Commission also determined to vacate the MSD ID (Order No. 38), finding that: 

Order No. 38 recognizes that CGI’s data are “admittedly imperfect,” CGI’s adjusted 
labor and capital figure is “unknown,” and its calculations of its DI investments are 
“inflated” at several points in analysis.  Order No. 38 sought to adjust those 
calculations in [a] manner that generally favored Nortek, the non-movant.  The 
Commission, however, finds those adjustments were not appropriate in the context 
of summary determination, where there should be no disputed issues of material 
fact. 

(Remand Order at 5 (citations omitted).). 

Additionally, the Commission found that: 

Order No. 38 does not appropriately evaluate the relative significance of CGI’s 
investments in labor and capital or plant and equipment, as opposed to their 
absolute value.  Rather, the analysis should include an appropriate assessment of 
the relative importance of CGI’s domestic activities related to the DI products. . . . 
Among the analyses that may be helpful to the Commission in ascertaining 
significance are a comparison of domestic and foreign investments or expenditures 
in relation to the DI products or a value-added analysis. 

(Id. at 5-6 (citations omitted).). 

For the reasons discussed in Sections IV.B and IV.C, infra, CGI satisfies the economic 

prong of the DI requirement under Sections 337(a)(3)(A) and 337(a)(3)(B). 

III. LEGAL STANDARD FOR ECONOMIC PRONG OF THE DOMESTIC 
INDUSTRY REQUIREMENT 

The Commission may only find a violation of Section 337 “if an industry in the United 

States relating to the articles protected by the patent . . . exists or is in the process of being 

established.”  19 U.S.C. § 1337(a)(2) (emphases added).  Typically, a complainant must show 

that a domestic industry existed at the time the complaint was filed.  See Motiva LLC v. Int’l 

Trade Comm’n, 716 F.3d 596, 601 n.6 (Fed. Cir. 2013). 

The domestic industry requirement consists of a “technical prong” and an “economic 

prong.”  See, e.g., Certain Elec. Devices, Including Wireless Commc’n Devices, Portable Music 
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& Data Processing Devices, & Tablet Computs., Inv. No. 337-TA-794, Order No. 88, 2012 WL 

2484219, at *3 (June 6, 2012); Certain Unified Commc’ns Sys., Prods. Used with Such Sys., and 

Components Thereof, Inv. No. 337-TA-598, Order No. 9 at 2 (Sept. 5, 2007) (“Communications 

Systems”).  A complainant satisfies the “technical prong” of the domestic industry requirement 

when it proves that its activities relate to an article “protected by the patent.”  See 

Communications Systems, Order No. 9 at 2.  A complainant satisfies the “economic prong” of the 

domestic industry requirement when it demonstrates that the economic activities set forth in 

subsections (A), (B), and/or (C) of Section 337(a)(3) have taken place or are taking place with 

respect to the protected articles.  See id. 

Subsection 337(a)(3) states that: 

(3)  For purposes of paragraph (2), and industry in the United States 
shall be considered to exist if there is in the United States, with 
respect to the articles protected by the patent, copyright, trademark, 
mask work, or design concerned –  
 

(A)  significant investment in plant and equipment; 
(B)  significant employment of labor, or capital; or 
(C)  substantial investment in its exploitation, including 

engineering, research and development, or licensing. 

19 U.S.C. § 1337(a)(3). 

Because the criteria are listed in the disjunctive, satisfaction of any one of them will be 

sufficient to meet the economic prong of the domestic industry requirement.  Certain Integrated 

Circuits, Chipsets and Prods. Containing Same, Inv. No. 337-TA-428, Order No. 10, Initial 

Determination (May 4, 2000) (“Integrated Circuits”) (unreviewed).  Establishment of the 

“economic prong” is not dependent on any “minimum monetary expenditure” and there is no 

need for a complainant “to define the industry itself in absolute mathematical terms.”  Certain 

Stringed Musical Instruments and Components Thereof, Inv. No. 337-TA-586, Comm’n Op. at 
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25-26 (May 16, 2008) (“Stringed Instruments”).  However, a complainant must substantiate the 

nature and the significance of its activities with respect to the articles protected by the patent at 

issue.  Certain Printing and Imaging Devices and Components Thereof, Inv. No. 337-TA-690, 

Comm’n Op. at 30 (Feb. 17, 2011) (“Imaging Devices”). 

The Commission has interpreted Sections 337(a)(3)(A) and (B) to concern “investments 

in plant and equipment and labor and capital with respect to the articles protected by the patent.”  

Certain Ground Fault Circuit Interrupters and Prods. Containing Same, Inv. No. 337-TA-739, 

2012 WL 2394435, at *50, Comm’n Op. at 78 (June 8, 2012) (“Circuit Interrupters”) (emphasis 

in original) (quoting 19 U.S.C. §§ 1337(a)(3)(A), (B)). 

When a complainant proceeds under Section 337(a)(3)(C), it is not sufficient for the 

“substantial investment” under subsection (C) to merely relate to articles protected by the 

asserted patents.  Rather, “the complainant must establish that there is a nexus between the 

claimed investment and asserted patent regardless of whether the domestic- industry showing is 

based on licensing, engineering, research and development.”  Certain Integrated Circuit Chips & 

Prods. Containing, Inv. No. 337-TA-845, Final Initial Determination, 2013 WL 3463385, at *14 

(June 7, 2013). 

In addition, the Commission has definitively stated that investments in plant and 

equipment or labor and capital that relate to engineering and research and development (“R&D”) 

(that are expressly identified under subsection (C)), are properly considered under subsections 

(A) and (B): 

The statutory text of section 337 does not limit sections 337(a)(3)(A) and (B) to 
investments related to manufacturing or any other type of industry.  It only requires 
that the domestic investments in plant and equipment, and employment of labor or 
capital be “with respect to the articles protected by the patent.”  19 U.S.C. 
§ 1337(a)(3).  Moreover, even though subsection (C) expressly identifies 
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“engineering” and “research and development” as exemplary investments in the 
“exploitation” of the patent, that language does not unambiguously narrow 
subsections (A) and (B) to exclude those same types of investments. 

Certain Solid State Storage Drives, Stacked Elecs. Components, and Prods. Containing Same, 
Inv. No. 337-TA-1097, Comm’n Op. at 8 (June 29, 2018) (“Storage Drives”); see also, e.g., 
Certain Marine Sonar Imaging Devices, Including Downscan and Sidescan Devices, Prods. 
Containing the Same, and Components Thereof, Inv. No. 337-TA-921, Comm’n Op. at 57-64 
(Jan. 6, 2016) (“Sonar Imaging Devices”). 
 

There is no mathematical threshold test or a “rigid formula” for determining whether a 

domestic industry exists.  Certain Male Prophylactic Devices, Inc., Inv. No. 337-TA-292, 

Comm’n Op. at 39, USITC Pub. 2390 (June 1991) (“Male Prophylactic Devices”).  However, to 

determine whether investments are “significant” or “substantial,” the actual amounts of a 

complainant’s investments or a quantitative analysis must be performed.  Lelo Inc. v. Int’l Trade 

Comm’n, 786 F.3d 879, 883-84 (Fed. Cir. 2015).  Even after Lelo, which requires some 

quantification of a complainant’s investments, there is still no bright line as to a threshold 

amount that might satisfy an economic industry requirement. 

It is the complainant’s burden to show by a preponderance of evidence that each prong of 

the domestic industry requirement is satisfied.  Certain Prods. Containing Interactive Program 

Guide and Parental Control Tech., Inv. No. 337-TA-845, Final Initial Determination, 2013 WL 

3463385, at *14 (June 7, 2013.).  Moreover, the Commission makes its determination by “an 

examination of the facts in each investigation, the article of commerce, and the realities of the 

marketplace.”  Male Prophylactic Devices, Comm’n Op. at 39 (quoting Certain Double Sided-

Floppy Disk Drives and Components Thereof, Inv. No. 337-TA-215, Comm’n Op. at 17, USITC 

Pub. 1859 (May 1986)). 
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IV. DISCUSSION 

A. CGI’s Financial Reporting and Information Tracking Systems 

As CGI explained in its MSD, and as adopted and uncontested, CGI tracks its U.S. 

engineering expenditures in the ordinary course of business through its  

, which serves as CGI’s accounting and financial reporting 

system.  (MSD, SUMF ¶¶ 18, 20, 34;13 Opp’n, Resp. to SUMF ¶¶ 18, 20; see n.13 (regarding 

Opp’n, Resp. to SUMF ¶ 34).).  CGI’s engineering expenditures that are tracked in  are 

identified to projects associated with CGI’s strategic business units, including its  

 business unit.  (MSD, SUMF ¶¶ 19, 34-36; Opp’n, Resp. to SUMF ¶¶ 

19, 35-36; see n.13 (regarding Opp’n, Resp. to SUMF ¶ 34).).  CGI’s garage door opener 

(“GDO”) products, which include the 223 DI Products, are allocated to the  business unit.  

(MSD, SUMF ¶¶ 18-19; Opp’n, Resp. to SUMF ¶¶ 18-19.).  CGI’s Human Resource team tracks 

U.S. engineering headcount, as well as CGI’s Elmhurst and Oak Brook headcount.  (MSD, 

SUMF ¶ 37; see n.13.).   

Nortek does not dispute that CGI tracks its U.S. technical service and support 

expenditures through CGI’s  program.  (MSD, SUMF ¶ 38; see n.13.).  Data on CGI’s 

customer service calls is also tracked through CGI’s  

.  (MSD, SUMF ¶ 41; see n.13.).  CGI 

tracks service calls by business unit based on the 

 
13 In its original Opposition, Nortek objected to multiple SUMFs solely on the alleged untimeliness of the 
Robin Declaration (MSD, App. A).  (See Opp’n, Resp. to SUMF ¶¶ 1-4, 6-11, 15, 22-23, 25, 34, 37-39, 
41-43, 45-50, 53-55, 79-82, 104.).  Because Nortek withdrew its objection to the Robin Declaration.  
(May 22, 2020 Teleconf. Tr. at 35:16-21, 35:24-36:20), SUMF ¶¶ 1-4, 6-11, 15, 22-23, 25, 34, 37-39, 41-
43, 45-50, 53-55, 79-82, 104 are now undisputed.   
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.  CGI tracks data 

such as .  (MSD, SUMF 

¶¶ 42-43; see n.13.).  CGI tracks the  

 

.  (MSD, SUMF ¶¶ 42-43; see n.13.). 

Nortek did not object to or offer an analysis of CGI’s information tracking system or its 

financial reporting systems in its Response to CGI’s June 1, 2020 Submission pursuant to the 

Commission’s Remand Order.  (Resp. to Submission at 1-2.).  Additionally, Nortek did not 

dispute CGI’s supplemental “statements of material fact.”  (See Resp. to Submission.).  

Therefore, CGI’s material facts are adopted as “Statements of Uncontested Material Fact.”   

B. Subsection (A):  CGI’s Domestic Industry Investment in Plant and 
Equipment Are Significant 

The MSD ID found that CGI was not entitled to summary determination as a matter of 

law that the economic prong of the domestic industry requirement is met under Section 

337(a)(3)(A) because there was an issue of material fact with respect to some of the expenditure 

figures upon which CGI relied.  (Order No. 38 at 20-21.). 

Having re-evaluated CGI’s investments in plant and equipment (“P&E”) for purposes of 

this RID, for the reasons discussed below, it is a finding of this RID that CGI has satisfied the 

economic prong DI requirement under Section 337(a)(3)(A). 

1. Chamberlain’s United States Facilities 

In its Submission, CGI relied on the same evidence it submitted with its MSD with regard 

to CGI’s U.S. facilities.  (Submission at 7-8.).  In 2017, CGI relocated its headquarters from 

Elmhurst, Illinois to Oak Brook, Illinois.  The new headquarters is a 20-acre facility that 
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occupies  and houses more than  .  (MSD, SUMF ¶ 8.).  Prior 

to its relocation to the Oak Brook facility, CGI had operated out of several facilities in Elmhurst, 

Illinois, including an Industrial Design Center at 505 West Grant Avenue, a Corporate Annex at 

140 Industrial Drive, and a Corporate Office at 845 Larch Avenue.  (MSD, SUMF ¶ 50.).  CGI’s 

Corporate Office occupied approximately , while its Corporate Annex 

occupied another .  (MSD, SUMF ¶ 51.).  CGI also operated (and continues to 

operate) a Product Test Laboratory in Elmhurst, Illinois at 576 Lamont Road, which occupies 

approximately .  (MSD, SUMF ¶ 53.).  CGI’s Engineering Department 

employees are located at its Elmhurst and Oak Brook, Illinois facilities.  (MSD, SUMF ¶¶ 47-

49.).  Additionally, CGI operates a Technical Support Center (“TSC”) in Tucson, Arizona, which 

provides customer service and technical support.  (MSD, SUMF ¶¶ 39-40.).   

Nortek did not dispute the substance of CGI’s statements in either its Opposition to CGI’s 

MSD or in its Response to CGI’s Submission.  (Opp’n, Resp. to SUMF ¶ 51; see n.13 (regarding 

Opp’n, Resp. to SUMF ¶¶ 8, 47-50, 53); see also generally Resp. to Submission.). 

2. Rent Attributable to Domestic Engineering Activities 

In its Submission, CGI relied on the same evidence it submitted with its MSD with regard 

to the rent associated with CGI’s domestic engineering activities.  (Submission at 8.).  In 2017, 

the net rent for the Oak Brook facility was approximately .  (MSD, SUMF ¶ 54.).  

The rent for CGI’s Product Test Laboratory was approximately  in 2018.  (MSD, 

SUMF ¶ 53.).  In 2016, rents for CGI’s Industrial Design Center, Corporate Annex, and 

Corporate Office were approximately , respectively.  

(MSD, SUMF ¶ 52.).  In total, the evidence indicates that between 2013 and the filing of the 

Complaint in this Investigation (May 4, 2018), CGI incurred approximately  in rent 
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at its facilities in Elmhurst and Oak Brook, Illinois.  (MSD, SUMF ¶ 58.). 

In the ordinary course of business, CGI tracks engineering headcount as well as total 

Elmhurst and Oak Brook headcount.  (MSD, SUMF ¶ 37.).  Based on the total rents of CGI’s 

facilities and the percentage of U.S. engineering headcount as a percentage of total Elmhurst Oak 

Brook headcount, CGI’s economic expert, Mr. Vincent Thomas,14 quantified the rent expenditures 

attributed to U.S. engineering activities at approximately  from 2013 through the 

filing of the Complaint.  (MSD, SUMF ¶ 80.). 

Nortek did not dispute the substance of CGI’s statements in either its Opposition to CGI’s 

MSD or Response to CGI’s Submission.  (See n.13 (regarding Resp. to SUMF ¶¶ 37, 52-54, 58, 

80).). 

3. Investments in Domestic Plant and Equipment for Engineering 
Activities 

CGI explained in its MSD and SUMF that apart from rent expense, CGI’s investments in 

engineering activities include  

 

.  (MSD, SUMF 

¶¶ 48, 79.). 

CGI tracks the identified expenses in the ordinary course of its business through its 

accounting  program.  (MSD, SUMF ¶ 34.).  Using data from CGI’s  database, and 

in consultation with CGI personnel, Mr. Thomas categorized the Engineering Department 

expenditures incurred in the United States for plant and equipment, labor and capital, or other.  

 
14 When he submitted his Initial Report, Mr. Vincent Thomas was a Senior Managing Director for FTI 
Consulting, Inc.  (MSD, Thomas Initial Report ¶ 1.).  CGI retained Mr. Thomas to assess the economic 
prong of a domestic industry relating to the Asserted Patents.  (Id. ¶ 6.). 
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(MSD, SUMF ¶¶ 79, 92, 104, 114; Thomas Initial Report, Ex. 7.).  From 2013 through the filing 

of the Complaint, such plant and equipment engineering investments totaled approximately 

.  (MSD, SUMF ¶ 79.). 

Nortek did not dispute the substance of Mr. Thomas’ statement or calculations s in either 

its Opposition to CGI’s MSD or in its Response to CGI’s Submission.  (Opp’n, Resp. to SUMF 

at ¶ 92; see n.13 (regarding Opp’n, Resp. to SUMF ¶¶ 34, 48, 79, 104).). 

As Mr. Thomas explained in his original MSD-related analysis, he allocated the U.S. 

plant and equipment expenditures that the Engineering Department incurred by removing 

expenses associated with administrative-type activities such as for non-engineers.  (MSD, SUMF 

¶ 82.).  He performed his allocation based on headcount, using the percentage ratio of non-

administrative engineering employees to the total Engineering Department employees in the 

United States.  (See, e.g., MSD, SUMF ¶¶ 82-83; MSD, Thomas Initial Report, Ex. 5A.). 

Additionally, Mr. Thomas  allocated CGI’s domestic plant and equipment expenditures 

for the Engineering Department to specific business units.  (MSD, SUMF ¶ 83.).  He made this 

specific allocation by multiplying the total U.S. plant and equipment engineering expenditures 

incurred each year by the percentage ratio of the business unit’s engineering expenditures to total 

U.S. engineering expenditures, as reflected on CGI’s financial statement for that year.  (MSD, 

SUMF ¶¶ 83-90.). 

In his original MSD-related analysis, in order to allocate domestic plant and equipment 

expenditures to the DI Products, Mr. Thomas performed a sales-based allocation using DI 

Product sales data, as tracked in the ordinary course of business.  (MSD, SUMF ¶ 34.).  In his 

Initial Report, Mr. Thomas calculated the allocation ratio by comparing the DI garage door 

operator sales for the identified DI Product models to the total garage door operator sales for all 
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models in the  business unit (“a sub-business unit-based allocation”).  (MSD, Thomas Initial 

Report, Ex. 10, note B; MSD, SUMF ¶¶ 83-85; 87-89.). 

Mr. Thomas indicated in the notes to his Initial Report, and explained in his 

Supplemental Declaration, that this allocation methodology was grounded on his discussions 

with CGI’s Vice President of Global Engineering Services, Larry Strait, who confirmed that the 

 of CGI’s research and development (“R&D”) effort is directed to its garage door 

operators and the “in-the-box” accessories sold with the garage door operators rather than other 

items, such as , that are included in total reported sales of the  business unit.  

(MSD, Thomas Initial Report, Ex. 10; Submission, Thomas Supp. Decl. at ¶ 16.).  Mr. Thomas 

explained that applying an allocation which relies on the entire business unit in the denominator 

(“a business unit-based allocation”), would assign weight to certain of CGI products (such as 

), even though its engineering 

investment spend was not actually related to these products.  (Id.). 

Nevertheless, in response to the Remand Order and Order No. 39, Mr. Thomas provided 

a Supplemental Declaration:  (i) explaining his reasons for his original methodology (Thomas 

Supp. Decl. at ¶¶ 16-18); and (ii) a set of alternative calculations (“Alternative Calculations”)15 

to allocate CGI’s engineering expenditures based on the ratio of sales of the DI Product operators 

to total sales for the  business unit (Thomas Supp. Decl. at ¶¶ 20, 31, 49, Alternative 

Calculations Exhibits 5, 5A, 5B, 10, 15, 15A, 16.).   

Under his original allocation methodology, from 2013 through the filing of the 

Complaint, Mr. Thomas calculated that CGI’s domestic plant and equipment engineering 

 
15 CGI uses the phrases “Alternative Calculations” and “Alternate Calculations” interchangeably. 
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investments for the 223 DI Products totaled approximately .  (MSD, SUMF ¶ 85; 

MSD, Thomas Initial Report ¶ 55.).  Under the Alternate Calculation methodology, Mr. Thomas 

determined that CGI’s investments in domestic plant and equipment engineering from 2013 

through the filing of the Complaint totaled approximately .  (Submission, SSUMF ¶ 

131; Submission, Thomas Supp. Decl. at ¶ 31, Alternate Exhibit 5A.) . This was one of Mr. 

Thomas’ “adjustments,” which the Commission found problematic for an MSD finding. 

For CGI’s Remand Order analysis and based on CGI’s financial records for its worldwide 

expenditures for its engineering activities, Mr. Thomas also re-calculated the plant and 

equipment expenditures incurred outside the United States that are attributable to the DI 

Products.  (Submission, Thomas Supp. Decl. ¶ 32.).  Under his original calculation, Mr. Thomas 

calculated that the amount attributable to the foreign expenditures for plant and equipment for 

the 223 DI Products is approximately .  (MSD, Thomas Initial Report, Ex. 15A.).  

According to his Alternative Calculation, Mr. Thomas determined that the amount attributable to 

the foreign expenditures for plant and equipment for the 223 DI Products is approximately  

.  (Submission, Thomas Supp. Decl. at ¶ 33, Alternate Exhibit 15A; Submission, SSUMF 

¶ 147.).  That was another “adjustment.”  

Nortek did not specifically object to any of the revised figures or calculations that CGI 

and Mr. Thomas presented.  Rather, with respect to Mr. Thomas’ calculations according to his 

original allocation methodology, Nortek’s main dispute was that because the 223 DI Products are 

also sold worldwide, CGI’s methodology should have used worldwide sales data and not just 

U.S. sales data, which Nortek contended would have resulted in lower allocation percentages and 

corresponding DI investments.  (Opp’n at 1-2; see also, e.g., Opp’n, Resp. to SUMF ¶¶ 106-

109.).  That is true.  Nonetheless, in its Remand Order submission, Nortek did not provide an 
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alternative supported argument, or calculations that CGI’s U.S. sales-based allocation produced 

inflated numbers or that Nortek’s preferred methodology would yield materially different results. 

Nonetheless, in its Response to CGI’s Submission, Nortek again argued that the sales-

based allocation CGI used to determine its DI expenditures was not reasonable because CGI did 

not consider worldwide sales data.  (Resp. to Submission at 6.).  In support of this argument, 

Nortek provided two (2) alleged “examples” of work that CGI employees conduct in the U.S., 

which Nortek contended benefitted CGI products sold worldwide.  (Id. at 6-7.).  Even assuming, 

arguendo, this is the case, Nortek failed to present any evidence that its “examples” would have 

a material impact on CGI’s and Mr. Thomas’ figures, or on the ultimate conclusions to be drawn 

from them. 

In its Response, Nortek also contends that CGI “never produced its worldwide [sales] 

data during fact discovery, or in this remand proceeding,” and criticized CGI’s reliance on U.S. 

sales data for CGI’s sales-based allocation, claiming there is “no reliable evidence to support 

[CGI’s] claim” that “the  of its sales were made in the U.S.”  (Id. at 6.).  However, 

as CGI points out in its Reply in support of the MSD, CGI’s total net product sales for all 

products worldwide for the years 2013 through 2017 are presented in Robin Declaration Exhibits 

10 and 11 (see CX-0530C, tab “Chamberlain” at line “Net Product Sales”; CX-0533C, tab 

“Chamberlain Total” at line “Net Product Sales”); total U.S. sales of all CGI products are 

presented in Robin Declaration Exhibit 5 (see CX-0536C).  Mr. Robin confirmed that CGI 

maintains the financial data shown in Exhibits 5, 10, and 11 in its electronic financial accounting 

and reporting systems in the ordinary course of business.  (MSD, Robin Declaration ¶¶ 33, 38-

39.).  Since Nortek waived its objections to the Robin Declaration during the May 22, 2020 

Teleconference, Nortek’s restated objections also have been waived. 
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In sum, even with CGI’s lower adjusted figures, from 2013 through the filing of the 

Complaint, CGI’s worldwide expenditures for P&E engineering activities related to the 223 DI 

Products totaled , which are significant, as Mr. Thomas opined initially, and again.  

(MSD, Thomas Initial Report, Ex. 5; Submission, SSUMF ¶¶ 135, 146-147; Submission, 

Thomas Supp. Decl. ¶¶ 42-43, Alternate Exhibit 5.).  Additionally, CGI’s domestic expenditures 

are also significant. 

4. Investment in Domestic Plant and Equipment for Technical Service 
and Support 

In its Submission, CGI used the same explanation it used in its MSD for how it keeps its 

financial information with respect to its domestic property and equipment (“P&E”) for technical 

service and support in the ordinary course of business.  Nortek did not contest CGI’s explanation 

or its numbers either in Nortek’s Opposition to CGI’s MSD or in Nortek’s Response to CGI’s 

Submission.  (MSD, SUMF ¶ 38; see  n.13.).  In the ordinary course of business, CGI tracks its 

expenditures on technical service and support through its  program.  (MSD, SUMF ¶ 

38.). 

CGI’s Tucson, Arizona Technical Service Center (“TSC”) facility is the  

.  (MSD, SUMF ¶ 39.).  The TSC 

facility also .  (Id.).  Because  of  CGI’s technical 

service and support for the GDO DI Products is carried out at the TSC center in the United 

States, there are  that are attributable to CGI’s GDO DI 

Products.  (Submission, Thomas Supp. Decl. at ¶ 40.). 

To identify plant and equipment investments that are associated with the TSC facility, 

Mr. Thomas analyzed different categories of CGI expenditures that CGI tracks in the ordinary 
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course of business.  Mr. Thomas also consulted with CGI personnel.  (MSD, SUMF ¶¶ 79, 92; 

Thomas Initial Report ¶¶ 57-58, Ex. 11.).  Using data from CGI’s  database, and in 

consultation with CGI personnel, Mr. Thomas categorized the TSC expenditures incurred in the 

United States under the categories for P&E, labor and capital, or other.  (MSD, SUMF ¶¶ 79, 92, 

104, 114; Thomas Initial Report ¶¶ 57-58, Ex. 11.).  Based on this analysis, Mr. Thomas 

calculated that from 2013 through the filing of the Complaint, CGI invested approximately  

 in P&E at the TSC facility.  (MSD, SUMF ¶ 92.). 

As part of his original MSD analysis Mr. Thomas allocated CGI’s  total TSC plant and 

equipment expenditures by removing expenses associated with administrative-type activities.  

(MSD, SUMF ¶ 93.).  Mr. Thomas performed this allocation based on a headcount allocation, 

using the ratio of non-administrative TSC employees as a percentage of total TSC employees.  

(Id.). 

Next, Mr. Thomas allocated domestic P&E expenditures for the TSC facility by business 

unit, using data from the TSC call logs. To allocate U.S. TSC expenditures down to the  

business unit, Mr. Thomas multiplied the total relevant TSC plant and equipment expenditures 

by the ratio of  call hours as a percent of total call hours.  (MSD, SUMF ¶¶ 94-95.). 

Last, to allocate TSC expenditures down to the DI Products, Mr. Thomas performed a 

sales-based allocation, using DI Product sales data, as tracked in the ordinary course of business. 

(MSD, SUMF ¶¶ 96-97, 100-101.).  Mr. Thomas multiplied the total U.S. TSC plant and 

equipment expenditures allocated to the  business unit by the ratio of DI Product sales as a 

percent of total  product sales for that business unit.  (Id.). 

This three-step calculation showed that from 2013 through the filing of the Complaint, 

CGI’s domestic plant and equipment TSC investments totaled approximately  for the 
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.  (MSD, SUMF ¶¶ 39-40.).  At the end of 2017, CGI employed  non-

administrative employees at the TSC center.  (MSD, SUMF ¶¶ 62-65.). 

Nortek did not dispute the substance of these statements in either its Opposition to CGI’s 

MSD or Response to CGI’s Submission.  (Opp’n, Resp. to SUMF ¶¶ 40, 60-65; see n.13 

(regarding Opp’n, Resp. to SUMF ¶¶ 39, 47, 49); see generally Resp. to Submission.). 

2. Domestic Industry Investments in Labor and Capital for Engineering 
Activities 

In its Submission, CGI used the same explanation it used in its MSD for how it keeps its 

financial and engineering information in the ordinary course of business, which Nortek did not 

contest in its Opposition to CGI’s MSD or Response to CGI’s Submission.  (Submission at 14; 

MSD, SUMF ¶ 34; Resp. to SUMF ¶ 38; see n.13; see generally Resp. to Submission.).  In the 

ordinary course of business, CGI tracks its U.S. expenditures for its engineering cost center 

through the  program.  (MSD, SUMF ¶ 34.). 

CGI uses data from its  program to identify its expenditures for labor and 

capital that are engineering-related.  These include employee compensation and related benefits, 

as well as expenditures for employee training and education, employee travel, recruiting and 

other similar expenditures.  (MSD, SUMF ¶ 79; Thomas Initial Report, ¶ 69; see n.13.).  For the 

MSD, Mr. Thomas analyzed the different categories of CGI expenditures as CGI tracks them in 

the ordinary course of business for the engineering cost center.  As he did with CGI’s P&E 

expenditures, Mr. Thomas consulted with CGI personnel to identify CGI’s labor and capital 

investments.  (MSD, SUMF ¶¶ 79, 92, 104, 114; Thomas Initial Report, ¶¶ 47-48, 69-70.). 

Nortek did not dispute the substance of  Mr. Thomas’ statements in either its Opposition 

to CGI’s MSD or Response to CGI’s Submission.  (Opp’n, Resp. to SUMF ¶¶ 92, 114; see n.13 
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(regarding Opp’n, Resp. to SUMF ¶¶ 79, 104); see also generally Resp. to Submission.). 

As part of his original analysis for the MSD, Mr. Thomas followed a three-step allocation 

process to allocate domestic labor and capital expenditures for CGI’s Engineering Department to 

the 223 DI Products.  First, Mr. Thomas excluded labor and capital engineering expenditures 

associated with administrative activities, using a headcount allocation.  Mr. Thomas multiplied 

the U.S. labor and capital engineering expenditures by the ratio of non-administrative 

engineering employees in the U.S. as a percentage of total Engineering Department employees in 

the United States.  (MSD, SUMF ¶¶ 106-113; Thomas Initial Report, ¶ 72, Ex. 5B.). 

Second, Mr. Thomas allocated the labor and capital engineering expenditures by business 

unit.  He then multiplied CGI’s labor and capital engineering expenditures by the ratio of CGI’s 

total engineering expenditures for the  business unit to CGI’s total U.S. engineering 

business expenditures.  (MSD, Thomas Initial Report, ¶ 73, Ex. 9; MSD, SUMF ¶¶ 106-108; 

110-112.). 

Third, in his original MSD-related analysis, Mr. Thomas also allocated CGI’s 

engineering labor and capital-related expenses to CGI’s DI Products.  Mr. Thomas performed a 

sales-based allocation using DI Product sales data, as CGI tracks it in the ordinary course of its 

business.  (MSD, Thomas Initial Report, ¶ 74, Ex. 10.).  Specifically, in this step, Mr. Thomas 

multiplied the labor and capital engineering expenses allocable to the DI Products based on the 

ratio of the DI garage door operator sales to total garage door operator sales for the  

business unit.  (MSD, Thomas Initial Report, ¶ 74, Ex. 10.). 

As discussed above with respect to Section 337(a)(3)(A), in his Supplemental 

Declaration, Mr. Thomas explained that his original allocation methodology was based on  

garage door operator sales (“a sub-business unit-based allocation”) for engineering investments 
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because the of  engineering expenditures are related to the operators and “in-box” 

accessories (and the “in-box” accessory sales are included under the operator sales line item).  

(Id. at ¶ 16.). 

In response to the Remand Order and Order No. 39, Mr. Thomas prepared an Alternative 

Calculation in which he re-calculated engineering expenditures based on the ratio of sales of 

CGI’s DI garage door operators to total sales for the  business unit.17  (Submission, Thomas 

Supp. Decl. at ¶¶ 14, 20, 50.). 

Using his original allocation methodology, from 2013 through the filing of the 

Complaint, Mr. Thomas calculated that CGI’s domestic labor and capital engineering 

investments totaled approximately  in the 223 DI Products.  (MSD, SUMF ¶ 109; 

Thomas Initial Report, ¶ 76, Ex. 5B.).  In his Alternative Calculation methodology, for the same 

time period, Mr. Thomas adjusted the original  figure to .  

(Submission, SSUMF ¶ 137; Submission, Thomas Supp. Decl. ¶ 50, Alternate Exhibit 5B.).   

Mr. Thomas also calculated CGI’s foreign labor and capital investments that are 

attributable to the DI Products.  (Submission, Thomas Supp. Decl. ¶ 51.).  Mr. Thomas based 

those calculations on CGI’s financial records for its worldwide expenditures for its engineering 

activities.  (Id.). 

Under his original allocation methodology, Mr. Thomas determined that the amount 

attributable to foreign labor and capital for the 223 DI Products is approximately .  

(Submission, SSUMF ¶ 146; MSD, Thomas Initial Report, Ex. 15A; Submission, Thomas Supp. 

Decl. at ¶¶ 51-52, Alternate Exhibit 15A.).  Under Mr. Thomas’ Alternative Calculation 

 
17 This is the sales-based allocation Nortek wanted CGI to perform.  (Opp’n at 10-11.). 
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methodology, the amount attributable to foreign labor and capital for CGI’s  223 DI Products 

totaled . (Submission, SSUMF ¶ 147; Submission, Thomas Supp. Decl. at ¶¶ 51-52, 

Alternate Exhibit 15A.).  

In its Opposition and Response, Nortek advanced the same arguments against the 

significance of CGI’s  under both Sections 337(a)(3)(A) and (B).  Again, Nortek did not offer 

counter-information or support for its own conclusions.  For the reasons discussed in Section 

IV.B above, Nortek’s contentions are unavailing. 

In sum, even with the lower adjusted figures, from 2013 through the filing of the 

Complaint, CGI’s worldwide expenditures for engineering labor and capital related to its 223 DI 

Products totaled , which are significant, as Mr. Thomas opined.  (Submission, 

SSUMF ¶ 141; Submission, Thomas Supp. Decl. ¶ 61; MSD, Thomas Decl. at 114.). 

3. Domestic Industry Investments in Labor and Capital for Technical 
Service and Support Activities18 

In its Submission, CGI presented the same explanation it used in its MSD with respect to 

how it keeps its U.S. technical service and support expenditures in the ordinary course of 

business, which Nortek did not contest in its Opposition to CGI’s MSD or Response to CGI’s 

Submission.  (Submission at 16; MSD, SUMF ¶ 38; Opp’n, Resp. to SUMF ¶ 38; see n.13; see 

generally Resp. to Submission.).  Like its investments in labor and capital for engineering 

activities, CGI tracks in the ordinary course of business its U.S. technical service and support 

expenditures through the  program.  (MSD, SUMF 

¶ 38.). 

 
18 In its Opposition, Nortek initially argued that CGI's TSC investments should be excluded because they 
are based, at least in part, on the alleged untimeliness of the Robin Declaration.  (Opp'n at 7.).  The MSD 
ID excluded these investments based on Nortek’s assertion.  (Order No. 38 at 19.).  Since Nortek has 
withdrawn its objection to CGI’s use of the Robin Declaration, CGI’s TSC investments are analyzed here. 
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As noted above in Section IV.B, because CGI’s TSC facility in Tucson is the only  

,  and  of technical service and 

support for the GDO DI Products is carried out at this facility, CGI  

 attributable to those 

products.  (Submission at 16; Submission, Thomas Supp. Decl. at ¶ 59; MSD, SUMF ¶ 39.). 

The technical service and support activities for, inter alia, the 223 DI Products, include 

customer service calls, customer and employee training, provision and updating of technical 

publications, and service and repair services.  (MSD, Robin Decl., ¶¶ 16-18.).  CGI tracks 

customer service call data through the  

.  (MSD, SUMF ¶¶ 41-43.).  

 

.  (Id.).   

.  (MSD, SUMF ¶¶ 41-43; Thomas Initial 

Report, ¶ 79. 

As Mr. Thomas explained in his original MSD-related analysis, to calculate domestic 

labor and capital expenditures at the TSC facility, he first multiplied U.S. labor and capital TSC 

expenditures by the ratio of non-administrative employees at the TSC as a percentage of total 

TSC employees.  (MSD, Thomas Initial Report, ¶¶ 80-83, Ex. 14.).   

Second, to allocate labor and capital TSC expenditures to the  business unit, Mr. 

Thomas allocated these expenses based on Chamberlain’s call log data.  (Id.).  To allocate 

domestic TSC expenditures to the  business unit, he multiplied the total relevant U.S.  (Id.).  

TSC labor and capital expenses by the ratio of  call hours as a percentage of total TSC call 

hours.  (Id.).  
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Third, to allocate labor and capital TSC expenses to the DI Products, Mr. Thomas 

performed a sales-based allocation.  (Id.).  For the GDO DI Products, he multiplied the total U.S. 

TSC labor and capital expenditures allocated to the  business unit by the GDO DI Product 

sales as a percentage of total  sales.  (MSD, SUMF ¶¶ 114-123; Thomas Initial Report, ¶¶ 

80-83, Ex. 14.). 

As of August 2018, CGI employed approximately  

 in the U.S. at the TSC facility, which Nortek did not dispute.  (MSD, SUMF ¶ 62; 

Opp’n, Resp. to SUMF ¶ 62.).  From 2013 to the filing of the Complaint, Mr. Thomas calculated 

that CGI’s domestic labor and capital TSC investments for the 223 DI Products totaled 

approximately .  (MSD, SUMF ¶ 119; Thomas Initial Report, ¶ 85 & Ex. 5B.). 

Nortek did not dispute Mr. Thomas’ calculation in either its Opposition to CGI’s MSD or 

its Response to CGI’s Submission.  Rather, in its Opposition, Nortek merely speculated that 

some of CGI’s technical service and support calls may not have related to technical issues.  

(Opp’n at 23; Resp. to SUMF ¶ 119.).  Nortek did not provide evidence to support its speculation 

in its MSD Opposition.  Moreover, Nortek appears to have abandoned its speculation in its 

Response.  (See generally Resp. to Submission.). 

In sum, from 2013 through the filing of the Complaint, CGI’s U.S. labor and capital 

investments connected to the technical service and support of the 223 DI Products that totaled 

 are significant, as Mr. Thomas initially opined.  (MSD, Thomas Decl. at 114.). 

4. Summary of Domestic Industry Investments in Labor and Capital 

Tables 3 and 4 below summarize CGI’s total domestic and foreign investments in labor 

and capital, respectively, from 2013 through the filing of the Complaint, that are attributable to 

the 223 DI Products. 
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D. CGI’s Domestic Industry Investments Are Qualitatively Significant Under 
Section 337(a)(3)(A) and (B) 

CGI’s domestic industry activities are qualitatively significant.  CGI’s engineering, 

research and development, and technical service and support are critical to the development, 

commercialization, and sale of CGI’s DI Products in the United States.  (MSD, Robin Decl. ¶ 20; 

MSD, SUMF ¶ 6.).  CGI’s domestic investments in developing, designing and engineering its  

DI Products are foundational to those products.  (MSD, Robin Decl., ¶¶ 5-6, 8; MSD, SUMF ¶¶ 

6-7.).  Moreover, as a result of CGI’s innovations in development of GDO technology, CGI has 

received industry awards.  (MSD, Robin Decl., ¶¶ 5-6, 8; MSD, SUMF ¶¶ 6-7.). 

From 2013 to 2017, CGI’s sales of the DI Products have  in absolute 

terms, while they also have accounted for an  of CGI’s total sales of GDOs.  

(MSD, SUMF ¶¶ 68-70; MSD, Thomas Initial Report, ¶¶ 26-28, Exs. 4, 10.).  Similarly, CGI 

carries out its technical service and support activities for the 223 DI Products, including 

 

, int its Tucson Technical Service Center.  The 

identified activities are critical to CGI’s commercialization and sale of its 223 DI Products. 

(MSD, Robin Decl., ¶¶ 16-18, 20.). 

Nortek did not contest any of the preceding statements either in its Opposition to CGI’s 

MSD or in its Response to CGI’s Submission. 

For the foregoing reasons, CGI’s DI investments in P&E and labor and capital are 

qualitatively significant under Sections 337(a)(3)(A) and (B).  (See generally Opp’n; Resp. to 

Submission.). 
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United States), while approximately  , or only  of the total, were foreign 

(incurred outside the United States).  (Submission, Thomas Supp. Decl. ¶¶ 72, 75, Alternate 

Exhibit 15.). 

Nortek did not dispute Mr. Thomas’ calculations.  Rather, Nortek argued that CGI’s 

contextual analysis relating to its Subparagraph (A) and (B) investments is wrong because CGI 

did not consider the cost of manufacturing the 223 DI Products in Mexico.  (Opp’n at 3; Resp. to 

Submission at 13.).  Nortek failed to identify Commission precedent that would have required 

CGI to include such costs.  (Resp. to Submission at 13-17.). 

For the reasons discussed above, CGI’s DI P&E investments are quantitively significant 

under Section 337(a)(3)(A) alone and even in comparison with its foreign expenditures for the 

223 DI Products.   

2. Subsection (B):  Investments in Labor or Capital 

CGI also presented evidence that the  of CGI’s labor and capital expenditures for 

its engineering and technical support work related to the DI Products also occurs in the United 

States. 

In his Initial Report, Mr. Thomas calculated that Chamberlain’s total worldwide labor 

and capital expenditures attributed to the GDO DI Products from 2013 to the filing of the 

Complaint totaled approximately .  (MSD, Thomas Initial Report, ¶¶ 115-116, Ex. 

5; MSD, SUMF ¶ 126.).  Of CGI’s  total worldwide labor and capital expenditures, 

approximately  of the total, were domestic (incurred in the United 

States), while approximately  of the total, were foreign (incurred outside 

the United States).  (MSD, Thomas Initial Report, ¶ 108, Ex. 15; MSD, SUMF ¶ 126; 

Submission, Thomas Supp. Decl. ¶¶ 72, 75.). 
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In his Alternative Calculation, and using revised allocation ratios, Mr. Thomas calculated 

that CGI’s worldwide investments in labor and capital attributed to its GDO DI Products from 

2013 to the filing of the Complaint totaled approximately .  (Submission, Thomas 

Supp. Decl. ¶¶ 73, 75, Alternate Exhibit 15.).  Of CGI’s total worldwide labor and capital 

expenditures, approximately  of the total, were domestic (incurred in the 

United States), while approximately , or only  of the total, were foreign 

(incurred outside the United States).  (Submission, Thomas Supp. Decl. ¶¶ 73, 75, Alternate 

Exhibit 15.). 

Again, Nortek did not contest Mr. Thomas’ calculations.  Instead, Nortek made the same 

general objection as it did above, that is that CGI should have included its costs of manufacturing 

the 223 DI products in Mexico.  (Opp’n at 3; Resp. to Submission at 13.).  Nortek failed to 

identify Commission precedent that would have required CGI to include such costs in its 

allocations.  (Resp. to Submission at 13-17.). 

For the reasons discussed above, CGI’s DI investments in labor and capital are 

quantitively significant under Section 337(a)(3)(B) both alone and in comparison with its foreign 

expenditures for the 223 DI Products.  As a percentage of CGI’s worldwide labor and capital 

investments, CGI’s domestic investments in its 223 DI Products also are significant. 

V. CONCLUSION 

This Remand Initial Determination on Violation of Section 337 of the Tariff Act of 1930 

is certified to the Commission.  All orders and documents, filed with the Secretary, including the 

exhibit lists enumerating the exhibits received into evidence in this Investigation, that are part of 

the record, as defined in 19 C.F.R. § 210.38(a), are not certified, since they are already in the 

Commission’s possession in accordance with Commission Rules.  See 19 C.F.R. § 210.38(a).  In 
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accordance with 19 C.F.R. § 210.39(c), all material found to be confidential under 19 C.F.R. 

§ 210.5 is to be given in camera treatment. 

After the Parties have provided proposed redactions of confidential business information 

(“CBI”) that have been evaluated and accepted, the Secretary shall serve a public version of this 

ID upon all parties of record.  The Secretary shall serve a confidential version upon counsel who 

are signatories to the Protective Order (Order No. 1) issued in this Investigation. 

Pursuant to 19 C.F.R. § 210.42(h), this Remand Initial Determination shall become the 

determination of the Commission unless a party files a petition for review pursuant to 19 C.F.R. 

§ 210.43(a) or the Commission, pursuant to 19 C.F.R. § 210.44, orders on its own motion a 

review of the Initial Determination or certain issues therein. 

Within seven (7) business days of the date of this document, each party shall submit to 

the Office of the Administrative Law Judges through McNamara337@usitc.gov a statement  

whether or not it seeks to have any confidential portion of this document (including Charts A and 

B) redacted from the public version.19  That is the courtesy copy pursuant to Ground Rule 1.3.2.  

Any party seeking redactions to the public version must submit to this office two (2) copies of a 

proposed public version of this document pursuant to Ground Rule 1.10 with yellow highlighting 

clearly indicating any portion asserted to contain confidential business information.   

The Parties’ submissions concerning the public version of this document need not be 

 
19 Parties that do not seek to have any portion of this Order redacted are still required to submit a 
statement to this effect. 
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filed with the Commission Secretary. 

SO ORDERED. 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

 

In the Matter of   
CERTAIN MOVABLE BARRIER 
OPERATION SYSTEMS AND 
COMPONENTS THEREOF 

 
 

Investigation No. 337-TA-1118 

 
NOTICE OF A COMMISSION FINAL DETERMINATION FINDING NO VIOLATION 

OF SECTION 337 AS TO TWO PATENTS, REMANDING FOR FURTHER 
PROCEEDINGS AS TO ONE PATENT, AND DENYING COMPLAINANT’S REQUEST 
TO REMAND AN ORDER AWARDING MONETARY SANCTIONS; REQUEST FOR 

WRITTEN SUBMISSIONS 
 

AGENCY: U.S. International Trade Commission. 

ACTION: Notice. 

SUMMARY: Notice is hereby given that the U.S. International Trade Commission (the 
“Commission”) has determined to:  (1) adopt the findings of the final initial determination (“ID”) 
in part and find no violation of Section 337 as to U.S. Patent Nos. 8,587,404 (“the ʼ404 patent”) 
and 6,741,052 (“the ʼ052 patent”); (2) vacate Order No. 38 granting summary determination that 
the economic prong of the domestic industry requirement has been satisfied and remand the 
economic prong issue to the presiding administrative law judge (“ALJ”) for further proceedings 
with respect to U.S. Patent No. 7,755,223 (“the ʼ223 patent”); (3) deny complainant’s request to 
remand Order No. 37 awarding respondents monetary sanctions; and (4) direct the parties to 
supplement their previous submissions on remedy and bonding with respect to the ’223 patent, 
should the Commission determine there is a violation of Section 337 with respect to that patent. 

FOR FURTHER INFORMATION CONTACT:  Carl P. Bretscher, Office of the General 
Counsel, U.S. International Trade Commission, 500 E Street SW, Washington, DC 20436, 
telephone (202) 205-2382.  Copies of non-confidential documents filed in connection with this 
investigation may be viewed on the Commission’s electronic docket system (“EDIS”) at 
https://edis.usitc.gov.  For help accessing EDIS, please email EDIS3Help@usitc.gov.  General 
information concerning the Commission may also be obtained by accessing its Internet server at 
https://www.usitc.gov.  Hearing-impaired persons are advised that information on this matter can 
be obtained by contacting the Commission’s TDD terminal, telephone (202) 205-1810. 

SUPPLEMENTARY INFORMATION:  On June 11, 2018, the Commission instituted the 
present investigation based on a complaint and supplement thereto filed by The Chamberlain 
Group, Inc. (“CGI”) of Oak Brook, Illinois.  83 FR 27020-21 (June 11, 2018).  The complaint, as 
supplemented, alleges a violation of section 337 of the Tariff Act of 1930, as amended,  
19 U.S.C. 1337 (“Section 337”), in the importation, sale for importation, or sale in the United 
States after importation of certain movable barrier operator systems that purportedly infringe one 
or more of the asserted claims of the ʼ404 patent, ʼ223 patent, and ʼ052 patent.  Id.  The 
Commission’s notice of investigation named Nortek Security & Control, LLC of Carlsbad, CA; 

https://edis.usitc.gov/
mailto:EDIS3Help@usitc.gov
https://www.usitc.gov/


2 
 

Nortek, Inc. of Providence, RI; and GTO Access Systems, LLC of Tallahassee, FL (collectively, 
“Nortek”) as respondents.  83 FR at 270721.  The Office of Unfair Import Investigations was not 
named as a party to this investigation.  See id. 

The Commission partially terminated the investigation with respect to certain patent 
claims withdrawn by CGI.  See Order No. 16 (Feb. 5, 2019), not rev’d, Comm’n Notice (March 
6, 2019); Order No. 27 (June 7, 2019), not rev’d, Comm’n Notice (June 27, 2019); Order No. 31 
(July 30, 2019), not rev’d, Comm’n Notice (Aug. 19, 2019); Order No. 32 (Sept. 27, 2019), not 
rev’d, Comm’n Notice (Oct. 17, 2019).  The only asserted claims still at issue are claim 11 of the 
ʼ404 patent, claims 1 and 21 of the ʼ223 patent, and claim 1 of the ʼ052 patent. 

On June 5, 2019, the presiding administrative law judge (“ALJ”) issued a Markman order 
(Order No. 25) construing the claim terms in dispute. 

On December 12, 2018, CGI filed a motion for summary determination, pursuant to  
19 CFR 210.18(a), that it has satisfied the economic prong of the domestic industry requirement.  
Nortek filed a response opposing the motion on February 11, 2019.  The ALJ held a 
teleconference with the parties on May 31, 2019.  On June 6, 2019, the ALJ issued a notice 
advising the parties that the motion would be granted, and a formal written order would be issued 
later.  Order No. 26 (June 6, 2019). 

The ALJ held an evidentiary hearing on June 10-14, 2019. 

On November 20, 2019, the ALJ issued Order No. 37 making a “preliminary monetary 
sanctions award” to Nortek to compensate for travel and deposition-related expenses, court 
recording fees, and attorney preparation time resulting from CGI’s late production of documents. 

On November 25, 2019, the ALJ issued the two subject IDs.  The first ID (Order No. 38) 
grants CGI’s motion for summary determination that CGI has satisfied the economic prong of 
the domestic industry requirement, pursuant to 19 CFR 210.42(c).  The second is the final ID, 
which finds no violation of Section 337 because:  (i) Nortek has not infringed asserted claim 11 
of the ’404 patent; (ii) Nortek has not infringed asserted claims 1 or 21 of the ’223 patent and 
CGI does not satisfy the technical prong of the domestic industry requirement with respect to 
that patent; and (iii) although certain accused products satisfy asserted claim 1 of the ’052 patent, 
that claim is invalid.  ID at 1, 286-87.  The final ID contains the recommended determination 
(“RD”) on remedy and bonding recommending that, should the Commission reverse these 
findings and determine there is a violation of Section 337, the Commission issue a limited 
exclusion order and cease and desist orders against Nortek and impose a bond of 100 percent of 
the entered value of covered articles during the period of Presidential review.  Id. at 277-86. 

On December 4, 2019, Nortek filed a petition for review and CGI filed a contingent 
petition for review of Order No. 38 granting summary determination that the economic prong has 
been satisfied.  On December 9, 2019, CGI filed a petition for review of the final ID, while 
Nortek filed a contingent petition for review of the final ID. 

On December 16, 2019, the Commission issued a notice of its determination to extend the 
deadline for determining whether to review Order No. 38 to coincide with the deadline for 
determining whether to review the final ID.  Comm’n Notice (Dec. 16, 2019).   
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On December 18, 2019, the Commission issued a notice soliciting comments on the 
public interest from the public.  84 FR 70998-99 (Dec. 26, 2019).  The Commission received no 
responses from the public.  Also, no party filed a submission on the public interest, pursuant to 
19 CFR 210.50(a)(4). 

On February 19, 2020, the Commission issued a notice of its determination to review 
Order No. 38 and the final ID in part.  85 FR 10723-26 (Feb. 25, 2020).  The Commission asked 
the parties for further briefing on certain violation issues and on remedy, the public interest, and 
bonding.  Id.  The parties submitted their initial briefs in response to the Commission’s notice on 
March 4, 2020, and their reply briefs on March 11, 2020. 

On March 27, 2020, CGI filed a “request” to remand Order No. 37, the “preliminary 
monetary sanctions award,” to the ALJ for a final ruling.  Nortek filed its opposition to CGI’s 
request on April 1, 2020. 

On April 20, 2020, the Commission extended the target date for completion of this 
investigation to May 18, 2020. 

Having reviewed the record in this investigation, including the final ID, Order Nos. 37 
and 38, and the parties’ submissions, the Commission has made the following determinations: 

(1) The Commission has determined to adopt the ID’s findings with respect to 
the ʼ404 patent that:  (a) Nortek does not infringe claim 11 of the ʼ404 patent; 
(b) CGI satisfies the technical prong of the domestic industry requirement 
with respect to that patent; and (c) there is no violation of Section 337 with 
respect to the ʼ404 patent.  The Commission takes no position on whether 
claim 11 of the ʼ404 patent is invalid as abstract under 35 U.S.C. 101. 

(2) The Commission has determined to adopt the ID’s findings with respect to the 
ʼ052 patent that:  (a) claim 1 is directly and indirectly infringed but only with 
respect to Nortek’s original gate operator products (Commissioner 
Schmidtlein does not join the majority’s finding that Nortek infringes claim 1 
of the ʼ052 patent, but instead she takes no position on that question); (b) CGI 
satisfies the technical prong of the domestic industry requirement with respect 
to claim 1; (c) claim 1 is invalid as obvious under 35 U.S.C. 103; and (d) there 
is no violation of Section 337 with respect to the ʼ052 patent.   

(3) The Commission has determined to vacate Order No. 38, which grants 
summary determination that CGI has satisfied the economic prong of the 
domestic industry requirement, and to remand the economic prong issue to 
the presiding ALJ for further proceedings with respect to the ’223 patent. 

(4) The Commission has determined to deny CGI’s untimely request to remand 
Order No. 37 for a final ruling on its “preliminary monetary sanctions award.”  
The Commission has determined to adopt Order No. 37 as a final order. 

(5) The Commission again directs CGI to identify and explain, from the record, 
articles that it contends are “components of” the subject products, and thus 



4 
 

potentially covered by the proposed remedial orders, if imported separately 
from the subject products.  See 85 FR at 10725.  Failure to provide this 
information may result in waiver of any remedy directed to “components of” 
the subject products, in the event any violation may be found.  The 
Commission further directs the parties to revise their previous submissions, if 
needed, regarding HTSUS subheadings under which the subject products are 
imported, bond rates, and domestic inventory and/or domestic operations, in 
the event the Commission were to find a violation only with respect to the 
ʼ223 patent.  The parties are directed to brief only these issues, as may be 
needed, and not to brief any other issues relating to remedy or violation.  The 
parties’ initial briefs are due 10 days after issuance of the Remand Initial 
Determination (“RID”) concerning the economic prong issue, pursuant to 
Item (3), above.  The parties’ response briefs are due 5 days thereafter. 

The reviewed issues with respect to the ’223 patent remain under review pending the RID 
on the economic prong of the domestic industry requirement. 

The authority for the Commission’s determination is contained in Section 337 of the 
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of 
Practice and Procedure (19 CFR part 210). 

Persons filing written submissions must file the original documents electronically on or 
before the deadlines stated above.  The Commission’s paper filing requirements in 19 CFR 
210.4(f) are currently waived.  85 FR 15798 (March 19, 2020). 

By order of the Commission. 

      

Lisa R. Barton 
Secretary to the Commission 

 

Issued: April 22, 2020 
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UNITED STATES INTERNATIONAL TRADE COMNHSSION
Washington, D.C.

In the Matter of

CERTAIN MOVABLE BARRIER
OPERATOR SYSTEMS AND Investigation No. 337-TA-1118
COMPONENTS THEREOF .

NOTICE OF A COMMISSION DETERMINATION TO REVIEW A FINAL INITIAL
DETERMINATION IN PART FINDING NO VIOLATION OF SECTION 337 AND ORDER NO.
38 GRANTING SUMMARY DETERMINATION THAT THE ECONOMIC PRONG HAS BEEN
SATISFIED; REQUEST FOR WRITTEN SUBMISSIONS ON THE ISSUES UNDER REVIEW

AND ON REMEDY, PUBLIC INTEREST, AND BONDING

AGENCY: U.S. International Trade Commission.

ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. Intemational Trade Commission (the “Commission”)
has determined to review in part the final Initial Determination (“ID”) issued in this case as well as Order
No. 38 granting summary determination that the economic prong of the domestic industry requirement
has been satisfied. The Commission requests briefing from the parties on the issues under review. The
Commission also requests written submissions from the parties, interested government agencies, and
interested persons on the issues of remedy, the public interest, and bonding.

FOR FURTHER INFORMATION CONTACT: Carl P. Bretscher, Office of the General Counsel,
U.S. International Trade Commission, 500 E Street SW, Washington, DC 20436, telephone (202)205­
2382. Copies of non-confidential documents filed in connection with this investigation are or will be
available for inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the Offiee of the
Secretary, U.S. Intemational Trade Commission, 500 E Street SW, Washington, DC 20436, telephone
(202) 205-2000. General information concerning the Commission may also be obtained by accessing its
Internet server (httgs.'//www.usitc.gov). The public record for this investigation may be viewed on the
Commission’s Electronic Docket Information System (“EDIS”) (Ltps://edis.usitc. gov). Hearing­
impaired persons are advised that information on this matter can be obtained by contacting the
Commission’ s TDD terminal, telephone (202) 205-1810.

SUPPLEMENTARY INFORMATION: On June 11, 2018, the Commission instituted the present
investigation based on a complaint and supplement thereto filed by The Chamberlain Group, Inc.
(“Chamberlain”) of Oak Brook, Illinois. 83 FR 27020-21 (June 11, 2018). The complaint, as
supplemented, alleges a violation of 19 U.S.C. 1337, as amended (“Section 337”), in the importation, sale
for importation, or sale in the United States after importation of certain movable barrier operator systems
that purportedly infringe one or more of the asserted claims of Chamberlain’s U.S. Patent Nos. 8,587,404
(“the ‘404 patent”); 7,755,223 (“the ’223 patent”); and 6,741,052 (“the ’052 patent”). Id. The
Commission has partially terminated the investigation with respect to certain patent claims withdrawn by
Chamberlain. See Order No. 16 (Feb. 5, 2019), not rev ‘d, Comm’nNotice (March 6, 2019); Order No. 27
(June 7, 2019), not rev ’d,Comm’n Notice (June 27, 2019); Order No. 31 (July 30, 2019), not rev ‘d,
Comm’n Notice (Aug. 19, 2019); Order No. 32 (Sept. 27, 2019), not rev ’d, Comm’n Notice (Oct. 17,
2019). The only asserted claims still at issue are claim 11 of the ’404 patent, claims 1 and 21 of the ’223
patent, and claim 1 of the ’052 patent.



The Commission’s notice of investigation named Nortek Security & Control, LLC of Carlsbad,
CA; Nortek, Inc. of Providence, RI; and GTO Access Systems, LLC of Tallahassee, FL (collectively,
“Nortek”) as respondents. 83 FR at 270721. The Office of Unfair Import Investigations was not named
as a party to this investigation. See id.

The parties filed their Mark/nan briefs on November 13, 2018, and a revised claim construction
chart on February 8, 2019. On June 5, 2019, the presiding administrative law judge (“ALI”) issued a
Markman order (Order No. 25) construing the claim terms in dispute.

On December 12, 2018, Chamberlain filed a motion for summary determination, pursuant to 19
CFR 2l0.18(a), that it has satisfied the economic prong of the domestic industry requirement. Nortek
filed a response opposing the motion on February ll, 2019. The ALJ held a teleconference with the
parties on May 31, 2019. On June 6, 2019, the AL] issued a notice advising the parties that the motion
would be granted and a formal written order would be issued later. Order No. 26 (June 6, 2019).

The ALI held a prehearing conference and evidentiary hearing on the issues in dispute on June
10-14, 2019. The parties filed their initial post-hearing briefs on July ll, 2019, and their reply briefs on
August 16, 2019. On October ll, 2019, the ALI issued Order No. 35, which extended the target date for
completion of this investigation by 27 business days to March 25, 2020, and the due date for issuance of
the final ID to November 25, 2019. Order No. 35 (Oct. 1, 2019), not rev ’a',Comm’n Notice (Nov. 5,
2019).

On November 25, 2019, the ALJ issued two IDs. The first (Order No. 38) grants a motion for
summary determination that the economic prong of the domestic industry requirement has been satisfied,
pursuant to 19 CFR 2l0.42(c). The second is the final Initial Determination on Violation of Section 337
and Recommended Determination on Remedy and Bond. The final ID finds no violation of Section 337
because the asserted claims of the Chamberlain patents are either invalid or not infiinged, and, in the case
of the ’223 patent, the technical prong of the domestic industry requirement has not been met. ID at 1,
286-87. Should the Commission reverse these findings and determine there is a violation of Section 337,
the RD recommends issuing a limited exclusion order and cease and desist orders and imposing a bond in
the amount of 100 percent during the period of Presidential review. RD at 277-86.

On December 4, 2019, Nortek filed a petition for review and Chamberlain filed a contingent
petition for review of Order No. 38 granting summary determination that the economic prong has been
satisfied. On December 9, 2019, Chamberlain filed a petition for review of the final ID, while Nortek
filed a contingent petition for review of the final ID. On December 16, 2019, the Commission issued a
notice of its detennination to extend the deadline for detennining whether to review Order No. 38 to
January 24, 2019, to coincide with the deadline for determining whether to review the final ID. Comm’n
Notice (Dec. 16, 2019).

On December 18, 2019, the Commission issued a notice soliciting comments on the public
interest from the public. 84 Fed. Reg. 70998-99 (Dec. 26, 2019). No responses were received. Similarly,
no party filed a submission, pursuant to 19 CFR 2l0.50(a)(4).

On January 23, 2020, the Coirnnission extended the deadline for determining whether to review
the final ID and Order No. 38 to February 14, 2020. Comm’n Notice (Jan. 23, 2020). The Commission
also extended the target date to April 20, 2020. Id. On Febiuary 14, 2020, the Commission extended the
deadline for determining whether to review the final ID and Order No".38 to February 19, 2020. Comm’n
Notice (Feb. 14, 2020). The Commission left the April 20, 2020, target date unchanged. 1d.
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Having reviewed the record in this investigation, including the final ID, Order No. 38, Order No.
25 (Markman order), and the parties’ petitions and responses thereto, the Commission has determined to
review Order No. 38 and the final ID in part, as follows.

With regard to the ’404 patent, the Commission has determined to review the ID’s claim
constructions and application of those constructions, infringement and technical prong findings, and
patent-eligibility findings. ”

With regard to the ’223 patent, the Commission has determined to review the ID’s finding of no
infringement, particularly with respect to the application of the term “operates” in this context. The
Commission has similarly determined to review the ID’s finding that the asserted domestic industry
products do not practice the ’223 patent claims.

With regard to the ’052 patent, the Commission has determined to review the ID’s findings with
respect to direct infringement, indirect infringement, technical prong, and obviousness.

The Commission has further determined to review Order No. 38 granting summary
determination that the economic prong has been satisfied in this investigation. ­

The Commission has determined not to review the remaining findings in the ID.

The parties are asked to provide additional briefing on the following issues regarding the ’223
and ’O52patents. For each argument presented, the parties’ submissions should include whether and how
that argument was presented and preserved in the proceedings before the ALJ, in conformity with the
ALJ’s Ground Rules (Order No. 2), with citations to the record:

A. With regard to the ’404 patent, please discuss whether the ID correctly found that claim
ll is not directed to an abstract idea and that it lacks an inventive concept. Does the
claimed system use off—the-shelftechnology or a specific implementation of a
communication scheme? Please also discuss SIPCO, LLC v. Emerson Elec. C0., 939
F.3d 1301, 1312 (Fed. Cir. 2019) and Certain Road Construction Machines and

_ Components ThereojflInv. No. 337-TA-1088, Comm’n Op. (June 27, 2019).

B. With regard to claims 1 and 21 of the ’223 patent, please explain how a person skilled in
the art would apply the plain and ordinary meaning of the term “operates” in the context
of this patent and products at issue, and whether in this context “the obstacle detector
operates using a second energy usage . . .” if the detector can be awoken to perform a
function in the higher energy “first mode of energy usage.”

C. With regard to indirect infringement, please explain whether there is a preponderance of
the evidence that Nortek induces indirect infringement of the ’052 patent, with particular
attention to evidence showing the relevant products or components that Nortek imports
into the United States (e.g., gate operators, garage door operators, or controllers); whether
or to what extent those imported products or components are assembled into final
accused products; where final assembly of the accused products occurs (inside or outside
the United States); which party or parties (e.g., Nortek, its customers, etc.) perfonn such
final assembly; and any other matters the parties deem relevant to review of indirect
infringement.

D. With regard to the ‘O52patent, please explain whether the evidence supports finding a
motivation to use a potentiometer or other means to manually adjust force thresholds that
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were previously automatically determined, or whether the prior art teaches away from
such a combination, paying partieularattention to the Hermann reference (U.S. Patent
No. 4,625,291), the Schindler reference (U.S. Patent No. 4,638,433), technology and
background of potentiometers, and any other relevant evidence that was timely raised in
this investigation.

E. With regard to Order No. 38, explain whether there is a preponderance of evidence that
Chamberlain has satisfied the economic prong requirement for the ’404 patent, ’223
patent or ’052 patent —each patent standing alone - as a matter of law. In answering this
question be sure to address the contextual analysis required by Commission precedent.
See, e.g., Certain Carburetors and Products Containing Such Carburetors, Inv. No. 337­
TA-1123, Comm’n Op. at 17-19 (Oct. 28, 2019).

The parties are requested to brief only the discrete issues identified above, with reference to the
applicable law and evidentiary record. The parties are not to brief any other issues on review, which have
already been adequately presented in the parties’ previous filings.

In connection with the final disposition of this investigation, the Commission may issue: (1) an
exclusion order that could result in the exclusion of the subject articles from entry into the United States,
and/or (2) a cease-and-desist order that could result in the respondent being required to cease and desist
from engaging in unfair acts in the importation and sale of such articles. Accordingly, the Commission is
interested in receiving written submissions that address the form of remedy, if any, that should be
ordered. If a party seeks exclusion of an article from entry into the United States for purposes other than
entry for consumption, the party should so indicate and provide information establishing that activities
involving other types of entry either are adversely affecting it or likely to do so. For background, see
Certain Devicesfor Connecting Computers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No.
2843, Comm’n Op. at 7-10 (December 1994). In addition, if a party seeks issuance of any cease and
desist orders, the written submissions should address that request in the context of recent Commission
opinions, including those in Certain Arrowheads with Deploying Blades and Components Thereof and
Packaging Therefor, lnv. No. 337-TA—977,Comm’n Op. (Apr. 28, 2017) and Certain Electric Skin Care
Devices, Brushes and Chargers Therefor, and Kits Containing the Same, Inv. No. 337—TA-959,Comrrfn
Op. (Feb. 13, 2017). Specifically, if Complainant seeks a cease and desist order against a respondent, the
written submissions should respond to the following requests:

1. Please identify with citations to the record any information regarding commercially
significant inventory in the United States as to each respondent against whom a cease and
desist order is sought. If Complainant also relies on other significant domestic operations that
could undercut the remedy provided by an exclusion order, please identify with citations to
the record such information as to each respondent against whom a cease and desist order is
sought.

2. In relation to the infringing products, please identify any information in the record, including
allegations in the pleadings, that addresses the existence of any domestic inventory, any
domestic operations, or any sales-related activity directed at the United States for each
respondent against Whoma cease and desist order is sought.

3. Please discuss any other basis upon which the Commission could enter a cease and desist
order.

The statute requires the Commission to consider the effects of any remedy upon the public
interest. The public interest factors the Commission will consider include the effect that an exclusion
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order and/or cease~and-desist order would have on: (l) the public health and Welfare;(2) competitive
conditions in the U.S. economy; (3) U.S. production of articles that are like or directly competitive with
those that are subject to investigation; and (4) U.S. consumers. The Commission is therefore interested in
receiving written submissions that address the aforementioned public interest factors in the context of this
investigation.

If the Corrunission orders some form of remedy, the U.S. Trade Representative, as delegated by
the President, has 60 days to approve, disapprove, or take no action on the Commission’s determination.
See Presidential Memorandum of July 2l, 2005. 70 FR 43251 (July 26, 2005). During this period, the ,
subject articles would be entitled to enter the United States under bond, in an amount determined by the
Commission and prescribed by the Secretary of the Treasury. The Commission is therefore interested in
receiving submissions concerning the amount of the bond that should be imposed if a remedy is ordered.

WRITTEN SUBMISSIONS: The parties to this investigation are requested to file Writtensubmissions
on the issues identified in this Notice. In addition, parties to the investigation, interested government
agencies, and any other interested parties are encouraged to file written submissions on the issues of
remedy, the public interest, and bonding. Such initial submissions should include views on the
recommended determination by the AL] on the issues of remedy and bonding. Complainant is requested
to identify the form of remedy sought and to submit proposed remedial orders for the Conunission’s
consideration in its initial written submission. Complainant is also requested to state the date that the
patents expire and the HTSUS numbers under which the accused products are imported. Complainant is
further requested to supply the names of known importers of the Respondents’ products at issue in this
investigation. Complainant is additionally requested to identify and explain, from the record, articles that
are “components ot” the subject products, and thus covered by the proposed remedial orders, if imported
separately from the subject products

The parties’ written submissions and proposed remedial orders must be filed no later than the
close of business on March 4, 2020. Reply submissions must be filed no later than the close of business
on March 11, 2020. Opening submissions are limited to 40 pages. Reply submissions are limited to 30
pages. Third-party submissions should be filed no later than the close of business on March 4, 2020, and
may not exceed 10 pages, not including any attachments. No further submissions on any of these issues
will be permitted unless otherwise ordered by the Commission.

Persons filing written submissions must file the original document electronically on or before the deadline
stated above and submit eight (8) true paper copies to the Office of the Secretary by noon the next day
pursuant to section 210.4(t) of the Commission’s Rules of Practice and Procedure (19 CFR 2l0.4(f)).
Submissions should refer to the investigation number (“lnv. No. 337-TA-l l 18”) in a prominent place on
the cover page and/or first page. (SeeHandbookfor Electronic Filing Procedures,
https://www.usitc.gov/a’0cuments/ handbook_on jiling l7VOC€d1»l!‘eS.Pdfi).Persons with questions
regarding filing should contact the Secretary (202-205-2000).

Any person desiring to submit a document to the Commission in confidence must request
confidential treatment. All such requests should be directed to the Secretary to the Commission and must
include a full statement of the reasons why the Commission should grant such treatment. See l9 CPR
201.6. Documents for which confidential treatment by the Commission is properly sought will be treated
accordingly. All information, including confidential business information and documents for which
confidential treatment is properly sought, submitted to the Commission for purposes of this Investigation
may be disclosed to and used: (i) By the Commission, its employees and Offices, and contractpersonnel
(a) for developing or maintaining the records of this or a related proceeding, or (b) in internal
investigations, audits, reviews, and evaluations relating to the programs, personnel, and operations of the
Commission including under 5 U.S.C. Appendix 3; or (ii) by U.S. government employees and contract
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personnel, solely for cybersecurity purposes. All contract personnel will sign appropriate nondisclosure
agreements. All non-confidential written submissions will be available for public inspection at the Office
of the Secretary and on EDIS.

The authority for the Commission’s determination is contained in Section 337 of the Tariff Act of
1930, as amended (19 U.S.C. 1337), and in part 210 of the Com1nission’s Rules of Practice and Procedure
(19 CFR part 210).

By order of the Commission.

Lisa R. Barton l

Secretary to the Commission

Issued: February 19, 2020'

6



CERTAIN MOVABLE BARRIER OPERATOR SYSTEMS Inv. N0. 337-TA-1118
AND COMPONENTS THEREOF

PUBLIC CERTIFICATE OF SERVICE

I, Lisa R. Barton, hereby certify that the attached NOTICE has been served upon the
following parties as indicated, on February 19, 2020

W@@
Lisa R. Barton, Secretary
U.S. International Trade Commission
500 E Street, SW, Roorn 112
Washington, DC 20436

On Behalf of Complainant The Chamberlain Groug, Inc.:

David C. Marcus, Esq.
WILMER CUTLER PICKERING HALE ANDDORR LLP
350 South Grand Avenue, Suite 2100
Los Angeles, CA 90071

El Via Hand Delivery
U Via Express Delivery
El Via First Class Mail
III Other:

On Behalf of Respondents Nortek, Inc., Nortek Security &
Control, LLC f/k/a Linear. LLC. and GTO Access Systems
LLC. f/k/a Gates That Open, LLC:

Matthew C. Bemstein, Esq.
PERKINS COIE LLP
11452 El Camino Real, Suite 300
San Diego, CA 92130

[1 Via Hand Delivery
U Via Express Delivery
[X1Via First Class Mail

Cl Other:



Public Version

UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN MOVABLE BARRIER luv N0 337_TA4118
OPERATION SYSTEMS AND ' '
COMPONENTS THEREOF

INITIAL DETERMINATION ON VIOLATION OF SECTION 337 AND
RECOMMENDED DETERMINATION ON REMEDY AND BOND

Administrative Law Judge MaryJ0an McNamara

(November 25, 2019)
Appearances:

For the Complainant The Chamberlain Group. Inc.:

David C. Marcus, Esq.; and James M. Dowd, Esq. of Wihner Cutler Pickering Hale and Dorr
LLP, Los Angeles, CA.

Michael D. Esch, Esq.; and Gregory H. Lantier, Esq. of Wilmer Cutler Pickering Hale and
Dorr LLP, Washington, DC.

For the Respondents Nortek. Inc., Nortek Security & Control, LLCf/k/a Linear, LLC, and GTO
Access S1/stems.LLC_r7k/a/Gates That Upen, LLC:

Matthew C. Bernstein, Esq.; Kevin J. Patariu, Esq.; Joseph P. Reid, Esq.; and Evan S. Day,
Esq. of Perkins Coie LLP, San Diego. CA.

James B. Coughlan, Esq. of Perkins Coie LLP, Washington, DC.



Public Version

SELECTED SUMMARY FINDINGS

Pursuant to the Notice of Investigation, 83 Fed. Reg. 27020, dated June ll, 2018, this is

the Initial Determination (“ID”) of the Investigation in the Matter of Certain Movable Barrier

Operator Systems and Components Thereof, United States International Trade Commission

Investigation No. 337-TA-l l l8. See 19 C.F.R. § 21O.42(a).

It is a finding of this ID that Complainant The Chamberlain Group, Inc. (“Complainant”

or “CGI”) has not proven by a preponderance of evidence that Respondents Nortek, Inc., Nortek

Security & Control, LLC f/k/a Linear, LLC, and GTO Access Systems, LLC f/k/a/ Gates That

Open, LLC (collectively, “Respondents” or “Nortek”) have violated subsection (b) of Section

337 of the Tariff Act of I930, in the importation into the United States, the sale for importation,

or the sale Withinthe _UnitedStates after importation of certain movable barrier operator systems

and components thereof.

It is a finding of this ID that Nortek has not infringed asserted claim ll of U.S. Patent

No. 8,587,404 (“the ’404 patent”), and asserted claims I and 21 of'U.S. Patent No. 7,755,223

(“the ’223 patent”). It is also finding of this ID that the asserted claims of the ’4()4and ’223

patents are valid.

It is a finding of this ID that Nortek has infringed asserted claim l of U.S. Patent No.

6,741,052 (“the ’052 patent”). It is also a finding of this ID that the asserted claim of the ’052

patent is invalid.

It is a finding of this ID that one or more of CGI’s domestic industry products have

satisfied the technical industry prong of the domestic industry requirement for the ’404 and ’052

patents. It is also a finding of this ID that none of CGI’s domestic industry products have
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satisfied the technical industry prong of the domestic industry requirement for the ’223patent.1

1CGI has satisfied the economic prong of the domestic industry requirement under Section 337(a.)(3)(B)
(See Initial Determination, Doc. ID No. 695438 (Nov. 25, 2019).).
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ABBREVIATIONS

are used in this Initial Determination:

Complainant or
CGI

Respondents or
Nortek

CBP

PTO

Complainant The Chamberlain Group, Inc.

Respondents Nortek, Inc., Nortek Security & Control, LLC f/k/a
Linear, LLC, and GTO Access Systems, LLC f/k/a/ Gates That
Open, LLC, collectively

U.S. Customs and Border Protection

U.S. Patent and Trademark Office

The following abbreviations for pleadings, exhibits, briefs, transcripts, and Orders are used in
this Initial Determination:

Cornpl.

Resp.

CX

CDX

CPX

CPBr.

CBr.

CRBr.

CPSt.

JX

Complaint

Response of Respondents to the Notice of Investigation and
Complaint Under Section 337 of the Tariff Act of 1930, as
Amended

C0mplainant’s exhibit ~

Comp1ainant’s demonstrative exhibit

Complainant’s physical exhibit

Comp1ainant’sPre-Hearing Biief

Complainant’s Initial Post-Hearing Brief

Con1plainant’sPost-Hearing Reply Brief

Complainant’s Pre-Healing Statement

Joint exhibit
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RX

RDX

RPX

RPBr.

RBr.

RRBr.

RPSt.

Tr.

Dep. Tr.

COMBr.

ROMBr.

Joint CC Chart

Markman Order

The following shorthand references to certain products and patents at issue are used in this Initial
Determination:

GDOs

’404 patent

’223patent

’052patent

Asserted Patents

404 Accused

Public Version

Respondents’ exhibit

Respondents’ demonstrative exhibit

Respondents’ physical exhibit

Respondents’ Pre-Hearing Brief

Respondents’ Initial Post-Hearing Brief

Respondents’ Post-Hearing Reply Brief

Respondents’ Pre-Hearing Statement

Evidentiary hearing transcript

Deposition transcript ~

Complainant’s Opening Markman Brief

Respondents’ Opening Markman Brief

Second Revised Joint Claim Construction List (Doc. ID N0. 677206
(May 29, 2019))

Order No. 25 (June 5, 2019)

Garage Door Operators

U.S. Patent No. 8,587,404

U.S. Patent No. 7,755,223

U.S. Patent No. 6,741,052

’404, ’223, and ’052 patents, collectively

LDCO850, LDCO852, Amarr840, Amarr860, MM9434K,
MM9545M, MM9333H; LDCO850A, LDCO852A, Ama1r840A,

xiv
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223 Accused
Products

052 Accused
Products

Accused Products

404 DI Products
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' »

Amai-r860A, MM9434KA, MM9545MA, MM9333HA; Smart DC
Megacode Oper l Led Light; AFS LDCO850 PVT; DGD
LDCO850; 8428.90.0290; DGD LDCO852; Smart DC LDCO852
No Batt; Ent840 l Led GDO; Ent860 3 Led GDO; and PDS Ultra
900, collectively
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DC OPER “ASSA ABLOY”; 800N, Megacode, DC Operator, Pvt;
GD DEPOT LDCO; and DGD Private Label DC Opener,
collectively

LDCO850, LDCO852, LDCO800, Amarr840, Amarr860,
MM9545M, MM9434K, MM9333H; LDCO850A, LDCO852A,
LDCO800A, Amai-r840A,Ama1r860A, MM9434KA, MM9545MA,
MM9333HA; Smart DC Megacode Oper 1 Led Light; AFS
LDCO850 PVT; DGD LDCO850; 8428.90.0290; DGD LDCO852;
Smart DC LDCO852 No Batt; Ent840 1 Led GDO; Ent860 3 Led
GDO; PDS Ultra 900; 800N, Megacode, DC Operator; 800N, Mega,
DC Oper, Pvt, Lbl; 800N, Mega, DC Oper, Pvt Lbl; SOON,MEGA,
DC OPER “ASSA ABLOY”; 80ON,Megacode, DC Operator, Pvt;
GD DEPOT LDCO; DGD Private Label DC Opener; BGU, BGU­
D, BGUS, BGUS-D, SG, SG-D, VS-GSLG, GSLG-A, HSLG, SLR,
SLC, SLD, SWG, SWR, SWC, SWD, TYM-VS2, TYM 1000,
TYM 2000; BGUA, BGU~DA, BGUSA, BGUS-DA, SGA, SG-DA,
VS-GSLGA, GLSG-AA, HSLGA, SLRA, SLCA, SLDA, SWGA,
SWRA, SWCA, SWDA, TYM-VS2A, TYM-1000A, TYM-2000A;
MM37lW, MM372W, MM57lW, MM572W, and TS57lW,
collectively

Accused 404 Products, Accused 223 Products, and Accused 052
Products, collectively

8l55W, 8l60W, 8160WRGD,8l64W, 8l64WAC, 8l65W,
8l65WRGD, 8355W-267, 8355WRGD, 8360W, 8360WL, 8365W­
267, 8365WRGD-267, 8550W, 8550W-267, 8550WL, 8550WL­
267, 8550WLRGD, 8550WRGD, 8557W, 8587W, 8587WL,
8587WRGD, B550, B552, B750, B970, B970PLT6, B980, C450,
C455, C870, HD750WF, HD950VVF,LW9000WF, WD1000WF,
WLED-267, 8160, 3043, 54915, 54918, 54920, 54930, 54931, '
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54985, 54990, 55918, 57915, 57918, 8065, 8075, 8155, 8155RGD,

223 DI Products 816ORGD, 8165, 8165RGD, 8350, 8355-267, 8355RGD, 8360,
8365-267, 8365RGD-267, 8550, 8550-267, 8557, 8557-267, 8587,
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I. INITIAL DETERMINATION ON VIOLATION OF SECTION 337 AND
RECOMMENDED DETERNHNATION ON REMEDY AND BOND

This investigation involves movable barrier operator systems for residential and

commercial applications such as residential garage door operators, commercial door operators,_

gate access solutions, home connectivity products, and related accessories. _

A. Summary of Findings

A summary of this dccision’s finding is summarized below.

Table N0.‘1: Summary of Findings

Product Patent Claims Determination

404 Accused
Products

’404 patent ll N0 violation (claim
11): Claim ll is
valid but not
infringed by the 404
Accused Products.

223 Accused
Products

’223 patent 1, 21 N0 violation (claims 1
and 21): Claims l
and 21 are valid but
not infringed by the
223 Accused
Products.

052 Accused
Products

052 patent l N0 violation (claim
I)1 Claim l is
infringed by the 052
Accused Products but
is invalid.

404 DI Products 404 patent ll Satisfied

223 DI Products 223 patent l Not satisfied.

052 DI Products 052 patent l Satisfied.
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II. BACKGROUND

A. Institution and SelectedProcedural History

On May 4, 2018, The Chamberlain Group, Inc. filed a complaint (“Complaint”) under

Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, in which it alleges

infringement of claims 7, ll, 16, 17, and 18 of U.S. Patent N0. 8,587,404 (“the ’404 patent”);

claims 1, 2, 9, 13, 14, 18, 19, 20, 21, and 22 ofU.S. Patent No. 7,755,223 (“the ’223 patent”);

and claims 1,9-15, 22, and 27 of U.S. Patent No. 6,741,052 (“the ’052 patent”). (Doc. ID No.

644384 (Compl.) atfll 1.3 (May 4, 2017).).

The Commission instituted this Investigation pursuant to subsection (b) of Section 337 of

the TariffAct of 1930, as amended, on June 11, 2018. 83 Fed. Reg. 27020 (Jtme ll, 2018).

The Notice of Investigation (“NOI”) names as complainant: The Chamberlain Group,

Inc. of Oak Brook, Illinois (“Complainant” or “CGI”). Id. at 27021. The NOI names as

respondents: Noitek, Inc. of Providence, Rhode Island; Noitek Security & Control, LLC f/k/a

Linear, LLC of Carlsbad, California; and GTO Access Systems, LLC f7k/a/Gates That Open,

LLC of Tallahassee, Florida (collectively, “Respondents” or “Nortek,” and WithCGI, the

“Parties”). Id.

On June 27, 2018, Nortek filed a response to the Complaint and NOI (“Response”).

(Doc. ID No. 648950 (June 27, 2018).). In its Response, Nortek identified eight (8) affirmative

defenses (“Nortek’s Affirmative Defenses”): (i) Noninfringement; (ii) Invalidjty; (iii)

Unenforceability; (iv) Prosecution history estoppel; (v) Public interest; (vi) Lack of domestic

industry; (viii) Unclean Hands; and (ix) other defenses. (Resp. at 11-19.).

As the result of a series of Initial Determinations (“ID”) granting CGI’s partial

termination of this Investigation against Nortek, the four (4) claims remaining that are the subject
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of this decision are claim 11 of the ’404 patent, claims 1 and 21 of the ’223 patent, and claim 1

ofthe ’052 patent. (See Order Nos. 16 (Feb. 6, 2019), 27 (June 7, 2019), 31 (July 30, 2019), 32

(Sept. 27, 2019); Doc. ID Nos. 669245 (Mar. 7, 2019), 679617 (June 27, 2019), 685656 (Aug.

19, 2019).).

CGI and Nortek each filed a Markman hearing proposal on November 13, 2018 and

November 14, 2018, respectively. (Doc. ID Nos. 661751 (Nov. 13, 2018), 661763 (Nov. 14,

2018).). The Parties agreed that given the straightforward nature of the technology in this

Investigation, a Markman hearing was not necessary. (Doc. ID Nos. 661751 (Nov. 13, 2018),

661763 (Nov. 14, 2018).). Thus, a Markman hearing was not held. On June 5, 2019, a Markman

Order issued construing the claim terms in dispute.2 (Order No. 25 (“Markman Order”) (June 5,

2019).).

CGI filed two (2) motions in limine (“MILs”), and two (2) high priority objections

(“HPOs”). (Motion Docket Nos. 1118-030 (Apr. 19, 2019), 1118-031 (Apr. 19, 2019); Doc. ID

No. 673611 (Apr. 19, 2019).). Nortek filed four (4) MILs. (Motion Docket Nos. 1118-025 (Apr.

19, 2019), 1118-026 (Apr. 19, 2019), 1118-027 (Apr. 19, 2019), 1118-028 (Apr. 19, 2019).).

CGI’s and Nortek’s MILs and HPOs, and the rulings on these motions, are summarized

in Table Nos. 2 and 3 below. 1

Table N0. 2: CGI’s 1VHLsand HPOs

MIL/HPO No. 1 Issue Ruling

MIL No. 1 MIL to exclude hearsay and Denied in part. (Order No. 26 (June 5,

. D k N _ other evidence unrelated to 2019) (denying W1lIl1OutpTG]1ld1C€part
(Motlon QC et O this Investigation that, under seeking to strike facts on Nortek’s

2The Parties did not agree on the construction of any claim terms. (See, e.g., Doc. ID N0. 677206 (May
29, 2019).).
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MIL/HPO No. Issue Ruling

1118-O31) FRE 403, creates unfair
prejudice and confuses the
issues

unclean hands defense).).

Denied. (Doc. ID No. 677777 (June 5,
2019)). .

MIL No. 21

(Motion Docket No.
1118-030)

MIL to preclude Nortek
from relying on “Osco
System” as prior art

Granted in part, Denied in part. (Doc.
ID No. 677777 (June 5, 2019).) “First
of all, with respect to complainant's
motion in limine number, two Where
respondent did not link a particular
source code to a particular 052 sale that
incurred before the 052 patent issued, I
am granting complainant's motion.in
limine as to that part.” (Id. at 18:16­
21.).

“For the moment, I’rn going to deny
without prejudice the first part of
complainant’s motion in limine number
two, but I’m going to come back around
on this because I’m going to give both
parties a chance to cure some pretty
egregious documents.” (Id. at 19:11­
16.).

HPO No. 1

(Doc. ID No.
673611)

Inadmissible affidavits of
third parties containing
hearsay and expert opinions

Granted. (Doc. ID No. 677777 (June 5,
2019).). “So I am inclined to strike at
this point Ms. McNicholas’ and Mr.
I-Iawk’sand Mr. Musso’s affidavits for
everything other than the fact that they
authenticated documents.” (Id. at 26:1­
4.).

HPO N0. 2

(Doc. ID No.
673611)

Inadrnissible testimony by
Respondents’ customers

Granted. (Doc. ID N0. 677777 (June 5,
2019).). “I think with respect to the
second part of hypothetical number two,
again, I am inclined to strike them.” (Id.
at 28:11-13.).

See also Doc. ID N0. 677966 (Correspondence regarding Complainant's MIL N0. 2) (June 6, 2019).3
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Table N0. 3: Nortek’s 1VHLs

MIL N0. Issue Ruling '

MIL No. 1

(Motion Docket No
1118-025)

MIL to prevent Complainant
from presenting evidence of
infringement or domestic
industry based on the ’
doctrine of equivalents

Denied without prejudice. (Doe. 1DNo.
677777 at 37:7-9 (June 5, 2019).).

MIL No. 24

(Motion Docket No
1118-026)

MIL to preclude
Complainant from
advancing improper expert
opinions and contentions

Denied. (Doc. 1]) No. 677777 (June 5,
2019).).

“First of all, with respect to Doctor
Subramanian’s representative product
analysis, I’m going to give you a chance
to cure again....Because we’re not going
to admit lists and lists of the supposedly
representative products on either side
where there’s been no explicit testimony
tying them to contentions. They will be
stricken. So I’m giving you an
opporttmity to cure.” (Id. at 39:10­
40:3.).

Dr. Subramar1ian’sclaim construction
was stricken. “I’m granting that part of
respondent’s motion.” (Id. at 40:19­
20.).

The second part of the motion in limine
was denied without prejudice.” (Id. at
43:20-44:1.).

MIL No. 35

(Motion Docket No
1l 18-027)

MIL to preserve the status
quo regarding information
shielded from discovery by
privilege

Denied without prejudice. (Doc. ID N0.
677777 at 45:10-11 (June 5, 2019).).

MIL No. 4

(Motion Docket No.
1118-02s)

MIL to preclude the
admission of testimony
and/or evidence regarding
unasserted patents, rail

Denied Without prejudice. (Doc. ID No.
677777 (June 5, 2019).).

“The rail design is not stricken. But

See also Doc. ID No. 675260 (Letter regarding MIL Nos. 2 and 3) (May 7, 2019).

See also Doc. ID No. 675260 (Letter regarding MIL Nos. 2 and 3) (May 7, 2019).
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MIL N0. Issue Ruling

design, and the Chicago
litigation,

....denied Withoutprejudice.” (Id. at
50: 10-1 7.).

With respect to Unclean Hands defense,
Nortek was permitted to proceed
conditioned a submission of supporting
authority. (Id. at 53:2-17.).

MR. CHOY: “Your Honor, Mr.
Chiaravalloti was asked about a number
of documents that show Nortek
performing teardowns to study
Chamberlain's products with patented
features and documents that showed
Nortek tracking Chamberlain's patents
and prior litigations.”

JUDGE McNAMARA: “Okay. I will
allow that in for those purposes, but
you’re going to have to make the link.
[T] hat part of respondent's motion is
denied without prejudice....” (Id. at
54:7-55: 1.).

The evidentiary hearing (“Hearing”) was held on June 10-13, 23, 20,19. (See Doc. ]D

Nos. 678215 (June 11, 2019), 678214 (June ll, 2019), 678371 (June 12, 2019), 678372 (June

12, 2019), 678567 (June 13, 2019), 678569 (June 13, 2019), 680513 (July 9,2019), 680514 (July

9, 2019); Order No. 17 at App. A (Feb. 7, 2019).).

During the Hearing, Nortek filed two (2) motions to strike (“MTSs”) evidence presented

during the Hearing. Nortek’s MTSs, and rulings on these motions, are summarized in Table No.

4 below.

Table N0. 4: N0rtek’s MTSs

Motion Issue i Ruling

Motion Docket No. No1tek’s MTS certain of Dr. I Denied. (Order No. 34 (Sept. 30,
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Motion. Issue Ruling

1118-037 Vivek Subramanian’s 2019).).
hearing testimony

Motion Docket No. N0rtek’s MTS certain of Mr. Denied. (Order No. 34 (Sept. 30,
1118-038 James Fitzgibbon’s hearing 2019).).

testimony

B. The Parties

1. Complainant The Chamberlain Group, Inc.

The Chamberlain Group, Inc. (“CGI”) is a corporation organized under the laws of the

State of Connecticut, with its principal place of business in Oak Brook, Illinois. (See, e.g.,

Compl at ll 2.1.).

CGI described itself as follows: _

CGI was founded in 1906 and offers innovative movable barrier operator systems
including residential garage door operators, commercial door operators, gate access
solutions, home connectivity products, and related accessories. CGI is a global
leader in designing and delivering innovative movable barrier operator systems for
both residential and commercial applications, with products grounded in safety,
security, connectivity, and reliability.

***

CGI has developed a substantial United States market for its innovative garage door
operators and associated products. . . . CGI employs hundreds of people in the
United States who are dedicated to the design, research, development,
customization, service, repair, and technical support of its garage door operators,
commercial door operators, gate access solutions, home connectivity products, and
related accessories for United States customers.

(Id at rm 2.2, 2.4.).

In 1979, Chamberlain introduced the first infrared sensors for residential GDOs,
allowing them to detect persons who might be under a garage door as it is closing
and in harm’s way. Chamberlain was the first in the industry to use a light delay
timer, computer circuitry, and digital radio control.

* * *
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Chamberlain develops, manufactures, and sells products and accessories under the
LiftMaster®, Chamberlain®, and other brands.

(CPBr at 5.).

2. Respondents Nortek Security & Control, LLC f/k/a Linear, LLC
Nortek, Inc., and GTO Access Systems, LLC f/k/a/ Gates That Open
LLC .

Nortek Security & Control, LLC f/k/a Linear, LLC (“NSC”) is a California limited

liability company with its principal place of business in Carlsbad, California. (Resp. at {I3.1 )

NSC manufactures garage door operators under the Linear brand and certain garage door

operators under the Amarr brand. (Id at 1]3.2.). Linear is a registered trademark of NSC. (Id

NSC markets Linear products on websites copyrighted by NSC. (Id).

Nortek, Inc. (“NI”) is a Delaware corporation with its principal place of business in

Atlanta, Georgia. (Id. at 113.4.). NSC is a wholly-owned subsidiary of NI. (Id).

GTO Access Systems, LLC fik/a Gates That Open, LLC, is a Florida limited liability

company having a principal office in Tallahassee, Florida. (Id. at 1]3.6.). NSC is its managmg

member. (Id. ). .

Nortek described itself as follows:

Respondents . . . trace their lineage in the garage door industry back to 1961, when
then-Linear Corporation was founded in Los Angeles. Although Linear was a retail
operation that sold and installed automatic garage door openers, its founders had a
larger vision and expended the company into electronics manufacturing.
Throughout the 1960s and 1970s, Linear developed a series of proprietary wireless
controls that allowed the company to establish a significant position in the home
security industry.

=l=**

Linear stock went public in 1983 and the company moved its headquarters to
Carlsbad, Califomia, in 1984, where it is still located today. Over the past quarter
century, Linear has continued growing and irmovating, winning numerous awards
for its garage door and security innovations." Linear was acquired by Nortek
Incorporated in 1987 and went on to acquire numerous other access control
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companies, including one Whose products bear on validity here, the Operator
Specialty Company, Inc. (“OSCO”).

Today, of the named Respondents, Nortek Security & Control LLC is the operative
entity, while Nortek Inc. exists merely as a holding company. GTO Access Systems
LLC was acquired in 2005 and folded into Nortek Security & Control.

(RPBr. at 5.).

III. JURISDICTION, IlV[PORTATION,AND STANDING

A. The Commission Has Jurisdiction

To have the authority to decide a case, a court or agency must have both subject matter

jurisdiction and jurisdiction over either the parties or the property involved. See Certain Steel

Rod Treating Apparatus and Components Thereof, Inv. No. 337-TA-97, Comm’n Opinion, 215

U.S.P.Q. 229, 231 (U.S.I.T.C. 1981). For the reasons discussed below, the facts support a

finding that the Commission has jurisdiction over this Investigation.

1. Subject Matter Jurisdiction

The Commission has subject matter jurisdiction over this Investigation because

Complainants alleged that Respondents have violated 19 U.S.C. §1337(a)(1)(B). See Amgen v.

U. S. Int ’l Trade Comm ‘n, 902 F.2d 1532, 1536 (Fed. Cir. 1990). Nortek did not contest that the

Commission has subject matter jurisdiction. (See, e.g., RPBI. at 9; RBI‘.at 4-5.).

j 2. Personal Jurisdiction _

Nortek did not dispute that the Commission has personal jurisdiction over Respondents.

(See, e.g., RPBr. at 9; RBr. at 4-5.). Moreover, Nortek has appeared and responded to the

Complaint and NOI. Nortek has fully participated in this Investigation, which has included

participating in discovery and the Healing, and by filing motions. Thus, the Commission has

personal jurisdiction over Nortek. See, e.g., Certain MficrofluidicDevices (“Microfluidic

Devices”), Inv. No. 337~TA-1068, Initial Determination, 2018 WL 5279172, at *l6 (Sept. 20,
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2018); Certain Windshield WiperDevices and Components Thereof (“Wiper Devices”), Inv. No.

337-TA-881, Initial Determination at 5 (May 8, 2014) (unreviewed in relevant-part) (Doc. ID

No. 534255).

3. In Rem Jurisdiction

Section 337(a)(l)(B) applies to the “[t]he importation into the United States, the sale for

importation, or the sale within the United States after importation” of articles that infringe a valid

and enforceable United States patent.” 19 U.S.C. § 1337(a)(1)(B). A single instance of

importation is sufficient to satisfy the importation requirement of Section 337. Certain Optical

Disc Drives, Components Thereojf and Prods. Containing the Same, Inv. No. 337-TA-897,

Order No. 101 at 3 (Sept. 22, 2014) (citations omitted) (EDIS Doc. 543438).

Nortek did not contest that the Commission has in rem jurisdiction and that the

importation requirement is satisfied. (See, e.g., RPBr. at 9.).6 Thus, evidence presented in this

Investigation establishes "thatthe Cormnission has in rem jurisdiction over the Accused Products.

See, e.g., WiperDevices,-Inv. No. 337-TA-881, Initial Determination at 5 (in rem jurisdiction

exists when importation requirement is satisfied). '

B. CGI Has Standing in the Commission ­

Jurisdiction also requires standing. See SiRF Technology, Inc. v. Int ’l Trade Comm’n,

601 F.3d 1319, 1326 (Fed. Cir. 2016) (standing to bring an infringement suit is the same under

Commission Rules as it would be in a Federal District Court case); Certain Optical Disc Drives,

Components Thereof and Prods. Containing Same, Inv. No. 337-TA897, Opinion Remanding the

Investigation at 4 (Jan. 7, 2015). Commission Rule 210.12 requires that intellectual-property

6For the first time in its Reply Post-Hearing Brief, Noitek raised some argument with respect to the
importation of the APeX Gate Operators and APeX controllers. (RRBr. at 6-7.). These arguments are
deemed abandoned or withdrawn under Ground Rule 7.2.
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based complaints filed by a private complainant “include a showing that at least one complainant

is the exclusive license of the subject intellectual property.” 19 C.F.R. § 2l0.l2(a)(7).

CGI has standing to bring suit for infringement under Section 337 because CGI owns by

assigmnent the full right, title and interest in the Asserted Patents. (See Compl. at Exs. 4

(assignment of the ’404 patent to CGI), 5 (assignment of the ’223 patent to CGI), 6 (assignment

of the ’O52patent to CGI).).

IV. THE ASSERTED PATENTS

A. Overview of the Technology

The inventions claimed in the Asseited Patents generally relate to improvements in the

convenience, safety, and energy efficiency of movable barrier operators, such as garage doors

and gate operators. (CPBr. at 5.).

B. Overview of U.S. Patent N0. 8,587,404

The ’404 patent, titled “Movable Barrier Operator and Transmitter with Imminent Barrier

Moving Notification,” was filed on March 24, 2009, as U.S. Patent Application Serial No.

12/409,584 (“the ’584 application”). (JX-0005 at (21), (22), (54).). The ’584 application issued

as the ’404 patent on November l9, 2013, and names Edward T. Laird as the inventor.7 (Id. at

(10), (45), (75).).

The ’404 patent teaches how to eliminate notifications that annoy users while maintaining

the safety benefits that imminent motion notifications provide. (CPBI. at 6.). The ’404 patent

claims a movable barrier operator system (“MBOs”) configured to differentiate between

communications received from what it calls “remote” sources (such as the internet) and those

7When he gave his deposition testimony on November 13, 201S, it appears that Mr. Edward T. Laird was
CGl’s Director of Intellectual Property. (RBr. at 28; see also JX-0023C (Laird Dep. Tr. (Nov. l3, 2018))
at 80:23-25.). Mr. Laird did not testify during the Hearing.
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received from “local” sources (such as a wall control), and to use that information to determine

whether an imminent motion notification is required when closing the barrier. (JX-0005 at 1 55­

4 53 2:59-65, 8:45—10:56.).

One of the embodiments disclosed in the ’404 patent is shown below in Figure 1, which

1SFigure 2 of the ’404 patent. I

Figure 1: Figure 2 of the ’404 Patent
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(JX-0005 at Fig. 2.).

The specification of the ’404 patent discloses that:

[T]he movable barrier operator 2'10 includes a communication cormection
comprising at least of the group consisting of a direct wireless comiection 215 to a
transmitter, a local wire connection 220, a system wired connection 225, a network
connection 230, and a wireless communication system connection 235. Other
communication connections may be possible including any of the known methods
of communicating with transmitters to send/receive information at the movable
barrier operator 210 to affect control of the operator 210 such as to trigger
movement of the movable barrier 24. ~

The movable barrier operator 210 also includes a processor 240 configured to
receive a command from the communication connection. The processor 240 is also
configured to move the movable barrier 24 in combination with operating a
moving-barrier imminent motion notification in response to receipt of a command
from one of the system wired connection 225, the network connection 230 and the
wireless communication system connection 235. V The processor 240 is also
configured to move the movable barrier 24 without operating the moving-barrier
imminent motion notification in response to receiving the command from the direct
wireless connection 215 to the transmitter and from the local wired connection 220.
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So configured, the movable barrier operator 210 determines from the type of
connection over which the communication was received whether to operate the
moving-barrier imminent motion notification in combination with moving the
movable barrier 24. For instance, communications received from a direct wireless
transmitter, for example, a wireless transmitter 30 located in a car 250
communicating directly to the movable barrier operator 210 via its antenna 217
and/or a transceiver (not shown), or from a direct wired connection 220 via a wall
mounted wire transmitter 40 located in the garage 16, indicate that the user is likely
in visual contact with the movable barrier 24. Therefore, the movable barrier
operator 210 operates the movable barrier 24 between the open or closed position
without operating the moving-barrier imminent motion notification to reduce user
annoyance. When the movable barrier operator 210, however, receives
communications over one of the other communication connections, for example,
from a computer 70, a security system interface 60, or from a mobile
communication device 50, it is likely (or at least more likely) that the user is not in
visual contact with the movable barrier 24 when providing that command.
Therefore, in those circumstances, the movable barrier operator 210 operates the
moving-barrier imminent motion notification in combination with moving the
movable barrier 24 to alert any people that may be in the vicinity as to the closing
of the door 24.

(Id. at 8:47-9:29.).

C. Overview of U.S. Patent No. 7,755,223

The ’223 patent, titled “Movable Barrier Operator with Energy Management Control and

Corresponding Method,” was filed on August 23, 2002, as U.S. Patent Application Serial No.

l0/227,182 (“the ’l82 application”). (JX-0001 at (21), (22), (54).). The ’l82 application issued

as the ’223 patent on July l3, 2010, and names James J. Fitzgibbon as the inventor. (Id. at (10),

(45), (75).). '

The ’223 patent generally relates to a movable barrier operator system wherein one or

more components of the system is configured to operate selectively in one of two or more

operational modes having different energy usages. (Id. at Abstract.). The invention claimed in

the ’223 patent helps reduce energy consumption by providing full power to features like the

obstacle detector when they are needed but switching them into a lower power standby mode
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when they are not. (Id. at 2:62-67, 6:38-42, 10:31-41.).

Shown below in Figure 2 is a block diagram of a movable barrier operator as configured

in accordance with an embodiment of the invention.

Figure 2: Figure 1 of the ’223 Patent
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(Id at Fig. 1.).

The specification of the ’223 patent discloses that:

[A] movable barrier operator system can include, for example, an operator
controller 5 that serves to interact with a variety of other components of the operator
system. Such controllers 5 are Well known in the art and usually comprise a
programmable platform (such as a microprocessor, microcontroller, programmable
gate array, or the like) that is readily amenable to such alterations as are suggested
below in these various embodiments. The operator controller 5 couples to a motor
controller 6 that in turn couples to a motor 7. So configured, the operator controller
5 controls the motor controller 6 and the motor controller 6 in turn converts such
control information into specific drive signals for the motor 7 to thereby cause the
motor to fimction in a specifically desired fashion. (The motor 7 will usually be
coupled to a movable barrier through any of a variety of Well understood drive
mechanisms. . . .)

**>l=

In a preferred embodiment, an RPM detector 8 provides information regarding the
mechanical output of the motor 7 to the operator controller 5. In a preferred
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embodiment the RPM detector 8 will include one or more optical sensors and a
light source wherein one moves with respect to the other as a given output member
(such as an output drive shaft) rotates. The resultant signals will be synchronized
to the rotation of the motor 7 and hence provide the desired RPM information.
There are other Ways, however, to provide such information and this particular
embodiment should be viewed as being illustrative rather than limiting.

A radio ll (typically comprising a receiver though two-way capability can be
provided as appropriate to suit the needs of a given situation) serves to receive
wireless remote control signals and to provide such received signals to the operator
controller 5.

An obstacle detector 12 of choice couples to the operator controller 5 and serves
primarily to detect when an obstacle lies in the path of the moving barrier. The
operator controller 5 uses such information to control the movable barrier
accordingly (for example, to cause a closing moving barrier to stop or reverse
direction upon detecting an obstacle in order to avoid injuring the obstacle or the
movable barrier itself). A variety of known obstacle detectors exist[.] For purposes
of this illustration, the obstacle detector 12 is comprised of a photobeam-based
obstacle detector.

(Id at 3:13-65.).

D. Overview of U.S. Patent No. 6,741,052

The ’052 patent, titled “Post-Automatically Determined User-Modifiable Activity

Performance Limit Apparatus and Method,” was filed on April ll, 2002, as U.S. Patent

Application Serial No. 10/120,756 (“the “756 application”). (JX-0003 at (21), (22), (54).). T e

756 application issued as the ’052 patent on May 25, 2004, and names James J. Fitzgibbon as

the inventor. (Id. at (10), (45), (75).).

The ’052 patent teaches a control system having a leaming mode such that performance

limits can be automatically determined for subsequent use during normal operating modes (Id

at Abstract).

Figure 3 below is a block diagram depicting a control unit embodiment in accordance

with the claimed invention.
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Figure 3: Figure 1 of the ’052Patent
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(Id. at Fig. 1.). e

The ’052 patent contemplates two modes of operation: a leaming mode and an operating

mode. The “learning mode” of the control system controls the processes for leaming forces

according to algorithms disclosed in the specification. (Id. at 3:23-25.). In a “leaming mode 20,

the barrier movement control unit 15 moves 21 the movable barrier ll, typically from a first

position to a second position (for example, from a closed position to an open position).” (Id. at

3:30-33.). While the movable barrier is being moved, “the barrier movement control unit 15

detects 22 forces that work in opposition to the movement of the movable barrier 11. This force

(or these forces) are quantified and the results are then used to determine 23 one or more force

thresholds for subsequent use during normal operations.” (Id. at 3:33-39.).
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Figure 4: Figure 2 of the ’223 Patent
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(Id at Fig. 2.).

The "052patent also discloses an “operating mode 40 for such a barrier movement

control unit 15.” (Id. at 4:23-36.). In operating mode, the force thresholds “as automatically

determined during the learning mode 20 are modified 41 by a user directed amount.” (Id. at

4:26-28.). This modification may occur immediately after such thresholds are initially

determined in the learning mode of operation, or at any subsequent time. These modified

threshold values may further “be determined once, stored, and used thereafter during the

operating mode 40 or calculated anew (using the previously automatically determined values and

the present settings of the user interface 18 as briefly mentioned above and as described in more

detail below) as needed.” (Id. at 4:31-36.). In addition, these modified thresholds may be further

modified. (Id. at 4:37-45.).

V. THE PRODUCTS AT ISSUE

A. Nortek’s Accused Products

CGI alleged that the Accused 404 Products infringe claim ll of the ’404 patent, the

Accused 223 Products infringe claims 1 and 21 of the ’223 patent, and the Accused 052 Products
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infringe claim 1 of the ’052 patent. (CBr. at 3-6.).

1. Accused 404 Products

CGI accused Nortek’s currently sold GDOs (LDCO850, LDCO852, Ama1r840,

Amarr860, MM9434K, MM9545M, MM9333H) (collectively, the “404 Original Products”);

recently developed “alternative” code products (LDCO850A, LDCO852A, Amarr840A,

Ama1r86OA,MM9434KA, MM9545MA, MM9333HA) (collectively, the “404 Alternative

Products”); and the private label counterparts to the accused products (Smart DC Megacode

Oper 1 Led Light, AFS LDCO850 PVT, and DGD LDCO850 (private label versions of

LDCO850); DGD LDCO852, Smart DC LDCO852 No Batt (private label versions of

LDCO852); Ent840 1 Led GDO (private label version of the Amarr840); Ent860 3 Led GDO

and PDS Ultra 900 (private label versions of the Amarr860)) (collectively, “404 Private Label

Products”).8 (See CX-0707C (Nortek lnterrog. Resp.) at 105-06 (listing private label products).).

All of these products together are referred to herein as the “Accused 404 Products.”

2. Accused 223 Products _

CGI accused Nortek’s currently sold GDOs (LDCOSSO, LDCO852, LDCOSOO,

Ama1rS40, Amarr86O, MM9434K, MM9545M, MM9333H) (collectively, the “223 Original

Products”), recently developed “alternative” code products (LDCOSSOA,LDCO852A,

LDCOSOOA,Amarr84()A, Amarr860A, MM9434KA, MM9545MA, MM9333HA) (collectively,

the “223 Alternative Products”), and the private label counterparts to the accused products

(Smart DC Megacode Oper l Led Light, AFS LDCO850 PVT and DGD LDCO850 (private

8In its Pre-Hearing Brief, CGI identified the gate operator prototypes (MM37lW, MM372W, MM57lW,
MM572W, TS571W) as infringing the ’404 patent. (CBr. at 4 n.3.). CGI notified Nortek on June 6, 2019
that it would no longer be asserting the ’4()4patent against these products. (Id.). The gate operator
prototypes remain accused of infringing the ’052 patent.
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label versions of LDCO850); 8428.90.0290, DGD LDCO852, Smart DC LDCO852 No Batt

(private label versions of LDCOS52); Ent84O l Led GDO (private label version of the

An1arr84O); EntS6O 3 Led GDO and PDS Ultra 9OO(private label versions of the Ama1r86O);

SOON,Megacode, DC Operator; SOON,Mega, DC Oper, Pvt, Lbl; SOON,Mega, DC Oper, Pvt

Lbl; SOON,MEGA, DC OPER “ASSA ABLOY”; SOON,Megacode, DC Operator, Pvt; GD

DEPOT LDCO; and DGD Private Label DC Opener (private label versions of the LDCO SOO)

(collectively, “223 Private Label Products”). (See CX-0707C (Nortek Interrog. Resp.) at 105-06

(listing private label products).). All of these products together are referred to herein as the

“Accused 223 Products.”

3. Accused 052 Products

The accused GDO products include Nortek’s currently sold GDOs (LDCOSSO,

LDCOS52, LDCOSOO,Ama1r84O,Amarr860, MM9545M, MM9434K, MM9333H)

(collectively, the “O52Original GDO Products”), recently developed “alternative” code GDOs

(LDCOSSOA, LDCOSSZA, LDCOSOOA,AInarrS4OA, AInarrS6OA, MM9434KA, MM9S45MA,

MM9333HA) (collectively, the “O52Alternative GDO Products”), and the private label

counterparts to the accused products (Smart DC Megacode Oper l Led Light, AFS LDCO850

PVT and DGD LDCOSSO(private label versions of LDCO850); 8428.90.0290, DGD LDCOS52,

Smart DC LDCOS52 No Batt (private label versions of LDCOS52); Ent84O 1 Led GDO (private

label version of the AmarrS40); EntS6O 3 Led GDO and PDS Ultra 9OO(private label versions of

the AmarrS6O); SOON,Megacode, DC Operator; SOON,Mega, DC Oper, Pvt, Lbl; SOON,Mega,

DC Oper, Pvt Lbl; SOON,MEGA, DC OPER “ASSA ABLOY”; SOON,Megacode, DC Operator,

Pvt; GD DEPOT LDCO; and DGD Private Label DC Opener (private label versions of the

LDCO 800) (collectively, “O52Private Label Products”). (See CX-0707C (Noitek Interrog.
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Resp.) at l()5-()6 (listing private label products).). All of these products together are referred to

herein as the “Accused 052 GDO Products.” ­

Additionally, CGI accused Nortek’s gate operators of infringing the ’052 patent. (CBr. at

5-6.). These products include Nortek’s gate operators (BGU, BGU-D, BGUS, BGUS-D, SG,

SG-D, VS-GSLG, GSLG-A, HSLG, SLR, SLC, SLD, SWG, SWR, SWC, SWD, TYM-VS2,

TYM 1000, TYM 2000) (collectively, the “052 Original Gate Operator Products”) and recently

developed “alternative” gate operator code (BGUA, BGU-DA, BGUSA, BGUS-DA, SGA, SG­

DA, VS-GSLGA, GLSG-AA, HSLGA, SLRA, SLCA, SLDA, SWGA, SWRA, SWCA, S_WDA2

TYM-VS2A, TYM-1000A, TYM-2000A) (collectively, the “052 Alternative Gate Operator

Products”). (Id.). CGI also accused Nortek’s gate operator prototypes (MM37lW, MM372W,

MM571W, MM5 72W, 'TS571W) (collectively, the “O52Products Under Development”) of

infringing the ’O52patent. (Id. at 6.). All of these products together are referred to herein as the

“Accused 052 Gate Operator Products.”

Collectively, the Accused 052 GDO’Products and the Accused 052 Gate Operator

Products are referred to herein as the “Accused 052 Products.”

B. CGI’s DI Products

CGI asserted that the following Wi-Fi enabled DI Products practice one or more claims

of the ’404 and ’223 patents: 8155W (CX-0502); 8160W (CX-0502); 8160WRGD (CX-0501);

8164W (CX-0502); 8164WAC (CX~0503); 8165W (CX-0502); 8165WRGD (CX-0061);

8355W~26i7(CX-0063); 8355WRGD (CX-0064); 8360W (CX-0063); 8360WL (CX-0063);

8365W-267 (CX-0063); 8365WRGD-267 (CX-0067); 8550W (CX-0069); 8550W-267 (CX­

0069); 8550WL (CX-0069); 855OWL~267(CX-0106); 8550WLRGD (CX-0528); 8550WRGD

(CX-0071); 8557W (CX-0069); 8587W (CX-0047); 8587WL (CX~0047); 8587WRGD (CX­
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0070); B550 (CX-0074); B552 (CX-0074); B750 (CX-0074); B970 (CX-0075); B970PLT6 (CX­

0075); B980 (CX-0505); C450 (CX-0079); C455 (CX- 0080); C870 (CX-0082); HD750WF

(CX-0090); HD950WF (CX-0091); LW9000WF (CX-0091); WDIOOOWF(CX-0091); WLBD­

267 (CX-0069). (See also CDX-00030006.).

CGI also asserted that the following internet-capable GDOs one or more claims of the

’404 and ‘Z23patents: 8160 (CX-0327); 3043 (CX-0051); 54915 (CX-0050); 54918 (CX-0051);

54920 (cx-0052); 54930 (cx-0053); 54931 (cx-0054); 54985 (cx-0055); 54990(cx-0056);

55918 (CX-0058); 57915 (cx-0132); 57918 (cx-0058); 8065 (cx-0041); 8075 (cx-0041);

8155 (cx-0042); 8155RGD(CX-0059); 81601161)(CX-0060); 8165 (cx-0041); 81651161)

(cx-0061); 8350 (cx-0305); 8355-267(cx-0044); 83551161)(ox-0064); 8360 (cx-0045);

8365-267 (cx-0504); 8365RGD-267(cx-0067); 8550 (cx-0046); 8550-267(cx-0046); 8557

(cx-0046); 8557-267(cx-0046); 8587 (ox-0046); 8587RGD(cx-0072); B500 (cx-0073);

B503 (ox-0073); B510 (cx-0073); B730 (cx-0076); c203 (cx-0077); c205 (cx-0078); c400

(cx-0078); c410 (cx-0077); HD210 (cx-0077); HD420EV(cx-0086); HD420EVP(CX­

0107); HD520EV (cx-0087); HDSZOEVG(cx-0108); HDSZOEVP(ox-0109); HD630EVP

(cx-0088); HD920EV (cx-0049); HD930EV (cx-0049); HD930EVP(cx-0049); LW2200

(cx-0085); LW3000EV.(CX-0089);LW3500Bv (cx-0093); LW350OEVPLT6(cx-0089);

LWSOOOEV(CX-0049); M885 (ox-0094); M8856 (ox-0094); PD510 (cx-0098); PD512 (ox­

0098); PD612EV (cx-0086); PD752KEV (CCX-0099);PD762EV (cx-0099); WD832KEV (ox­

0101); WD832KEVG (cx-0101); WD850KEVG (cx-0111); WD962]-EV(cx-0049);

WD962KEV (cx-0049); WD962KPEV (cx-0049); WD962MLEV(cx-0049). (Seealso

CDX-0003.0006.).

Additionally, CGI contended that the following gate operator products practice one or
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more claims of the ’052 patent: CSL24U (CX-0083); CSL24UL (CX-0506); CSL24VDC (CX­

0507); CSW20010lU (CX-0131); CSW200l01UL (CX-0508); CSW20050lU (CX-0131);

CSW20050lUL (CX-0508); CSW24U (CX-0509); CSW24UL (CX-0510); CSW24VDC (CX­

0511); HCTDCUL (CX-0527); LA4001PKGDC (CX-0521); LA4O0DC (CX-0127, CX-0128);

LA40()DCS (CX-0127, CX-(ll28); LA400PKGU (CX-0127, CX-0128); LA400PKGUL (CX­

05l2); LA4l2lPKGDC (CX-0513); LA412DC (CX-0103, CX-0129); LA4l2DOS (CX-0103,

CX-0129); LA412PKGU (CX-0129); LA4l2PKGUL (CX-0514); LASOOIPKGDC(CX-0515);

LASOODC(CX-0138, CX-0139); LASOODCS(CX-0138, CX-0139); LASOOPKGU(CX-0138);

LASOOPKGUL(CX-0516); RSL12U (CX-0121); RSL12UL (CX-0517); RSLIZVDC (CX­

O273);RSWl2U (CX-0137); RSW12UL(CX-0518); RSWl2VDC (CX-0122, CX-0123);

SL300010lU (CX-0130); SL30()0l01UL (CX-0519); SL300050lU (CX-0130); SL300050lUL

(CX-0519); SL585l01U (CX-0125); SL585l03U (CX-0125); SL585105U (CX-0125);

SL58515lU (CX~0125);SL585501U (CX-0125); SL585503U (CX~0l25); SL59510lU (CX­

0126); SL595l()1UL (CX-0520); SL595103U (CX-0126); SL595103UL (CX-0520);

SL595105U (CX-0126); SL595l05UL (CX-0520); SL59515lU (CX-0126); SL59515lUL (CX­

0520); SL595203U (CX-0126); SL595203UL (CX-0520); SL595205U (CX-0126);

SL595205UL (CX-0520). (See also CDX-00030004.).

VI. PERSON OF ORDINARY SKILL IN THE ART”

A. Definition of a Person of Ordinary Skill in the Art

The Markman Order did “not resolve the person of ordinary skill in the art issue because

it [Was]notgennane to the claim construction requested by the Parties.” (Markman Order at

9The legal standard for the level of ordinary skill in the art can be found in the Markman Order. (See
Markman Order at 9.).
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10.). “Neither of the Parties has indicated i_nany of their filed documents that the person of

ordinary skill in the art definition is necessary or dispositive for construction of the disputed

claim terms.” (Id.). Complainant’s definition of the level of ordinary skill in the art includes

experience working in the movable barrier operator field. '0 Respondents’ definition includes

experience in a field relating to microcontroller and microcontroller-based control systems.11

However, Respondents state that the differences in the definition of a person of ordinary skill in

the art do not affect their expert’s opinion regarding invalidity. (RBI. at 7.).

VII. U.S. PATENT NO. 8,587,404

A. Direct Infringement

1. Infringement Overview: CGI Failed to Prove That the 404 Accused
Products Satisfy Claim 11 of the ’404Patent

CGI contended that the 404 Original Products, 404 Private Label Products, and 404

Altemative Products satisfied claim 11 of the ’404 patent. (CBr. at 3-4.). Claim ll is the sole

asserted claim of the ’404 patent. (Id. at 2.). Claim ll requires a “movable barrier operator”

with at least one listed type of “communication cornrection.” (JX-0005 (’404 patent), cl. 11.).

Claim 11 requires that the “movable barrier operator” contain a “processor” configured to

“determine” whether a “command for closing” “was received from” a least one listed local

communication connection (i.e., “direct wireless comrection to the transmitter” or “the local

'° Complainant states “a person of ordinary skill in the art pertaining to the ’223 patent would have a
bachelor’s degree in electrical engineering, computer engineering, computer science, or a related field
with two or more years of experience working in the movable barrier operator field.” (COMBr. at 7.).
Complainant states the same definition for the ‘O52patent and the ‘404 patent. (Id. at 35, 66.).

“ Respondents state “a person having ordinary skill in the art with respect to the Asserted Patents at the
time of the inventions would have had at least a bachelor’s degree, either in electrical engineering or
computer engineering, with approximately two years’ experience in a field relating to microcontroller and
microcontroller-based control systems.” (ROMBr. at 2.).
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wired connection”) and at least one listed remote communication connection (i.e., “system wired

connection,” “network connection,” or “wireless communication system connection”). (Id.).

Claim ll also requires that the processor be configured to act upon (“in response to”) that

determination and “to effect” the closure of “the movable barrier” with or without operation of

“a moving barrier imminent motion notification.” (Id.). The Parties did not seek a Markman

construction of “was received from” or the processor limitations “configured to determine,” “in

response to detennining,” or “to effect.” (See, generally, Joint CC Chart.).

During the Hearing, the Court observed that the primary dispute between the Parties with

respect to infringement of the ’404 patent was whether the claimed “movable barrier operator”

was limited to the head unit of the accused products. (Tr. (McNamara) at l0l4:2-l7 (“[l]t really

comes down to three issues that I am seeing a major dispute on. . .. [Regarding the ’404 patent,]

the issue of the [Wallstation and head unit].”).).

In its Post-Hearing Brief, CGI validated this observation and identified a second, related

issue in dispute: whether the 404 Accused Products possess a “movable banier operator”

containing a “processor” configured to perform the claimed “determination” with respect to the

type of communication cormection. (CBr. at l4 (“only disputes are whether (1) the claimed

determination occurs within the claimed “movable barrier operator” and (2) the [Wallstation]

Wi-Fi connection is within the claimed “movable barrier operator.”).). In other Words,whether

the 404 Accused Products infringe depends not only upon the scope of “movable barrier

operator,” but also on whether the “movable barrier operator” contains a “processor” configured

to “detennine” whether the source of a close command is local versus remote and “to effect” V

closure with or without notification as claimed.

For the reasons set forth below, CGI has not proven by a preponderance of the evidence
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that the 404 Accused Products satisfy claim ll of the ’404patent.

As an initial matter, CGI attempted to rewrite the Markman Order construction of

“movable barrier operator” to encompass wall stations found in 404 Accused Products. This

attempt was unsuccessful. In the 404 Accused Products, the “movable barrier operator” is

limited to head units, and, thus, wall stations, their Wi-Fi connections, and wires running from

wall stations to the head units (the presumptive “local wired com1ection[s]”)are not within the

“movable barrier operator.”

However, in theory, this fmding is not fatal to CGI’s infringement case, at least not for

the 404 Original Products and 404 Private Label Products. Indeed, in the 404 Original Products

and 404 Private Label Products, “processor[s]” inthe head units appear to satisfy the required

“detennination” and “effect” elements, notwithstanding the fact that the Wi-Fi receivers in these

“movable barrier systems” reside in the Wall stations, not the head units. The 404 Alternative

Products, by contrast, camiot satisfy claim 11. That is because the identified “processor[s]” are

located in the wall stations, outside the “movable barrier operator[s],” and thus do not satisfy the

“detennination” and “effect” elements of claim ll literally or under the doctrine of equivalents.12

Ultimately, as set forth below, CGI’s infiingement case with respect to the ’404 patent

fails for lack of proof. In post-Hearing briefing, consistent with its now-rejected theory that a

“movable barrier operator” could include a wall station, CGI identified only “a button on the

wall station” as the required “local wired connection” for all of the 404 Accused Products. CGI

thus Waivedpursuant to Ground Rule 10.1 any argument that wires running from the wall station

to the head unit in the were the “local wired connection,” which would have been the logical

‘ZCGI raised infringement under the doctrine of equivalent for only the ’404 patent.
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mapping, under a proper construction of “movable barrier operator,” for the 404 Original

Products and 404 Private Label Products.

Moreover, as explained below, CGI also waived any argument that “a button on the wall

station” is the required “local wired connection” by raising it for the first time during the Hearing

by Wayof a passing remark made by CGl’s technical expert, Dr. Subramanian. [3 Thus, in this

Initial Determination, CGI is left without an argument for what constitutes a “local wired

connection” in the 404 Accused Products.

Assuming arguendo that CGI had not Waivedits “button” argument, the wall station

button would not be a “local wired connection” that resides, at least in part, in a “movable barrier

operator” of a 404 Accused Product (i.e., head unit), as required by claim l1.

An accused device literally infringes a patent claim if it contains each limitation recited in

the claim exactly. See, e.g., Litton Sys., Inc. v. Honeywell, 1nc., 140 F.3d 1449, 1454 (Fed. Cir.

1998). If any claim limitation is absent, there is no literal infringement of that claim as a matter

of law. Bayer AG v. Elan Pharm. Research Corp., 212 F.3d 1241, 1247 (Fed. Cir. 2000). Where

literal infringement is not found, infringement can still be found under the doctrine of

equivalents. The Supreme Court has described the essential inquiry of the doctrine of

equivalents analysis in '£61“lT1Sof whether the accused product or process contains elements

13When he first testified on Monday, June 10, 2019, Dr. Vivek Subramanian was a Professor of Electrical
Engineering and Computer Sciences at the University of California at Berkeley and a Professor of
Mircoengineering at a Swiss university called EPFL, which in French is Ecole Polytechnique Federale de
Lausanne. (Tr. (Subramanian) at 271:3-24.). CGI called Dr. Subrarnanian to “testify regarding the
content of his expert reports and declarations, including the technical background and state of the art
relevant to the claims of the asserted patents, the interpretation of the asserted claims, infringement of the
asserted claims by the accused products, the validity of the asserted patents, the enforceability of the
asserted patents, the design and operation of the accused products, the design and operation of the
domestic industry products, how Chamberlain’s products meet the technical prong of the domestic
industry requirement, and the other opinions stated in his reports.” (CPSt. at 6-7.).
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identical or equivalent to each claimed element of the patented invention. Warner-Jenkinson

C0, Inc. v. Hilton Dai/is Chemical C0., 520 U.S. 17, 40 (1997). ’

As explained in detail below, CGI has not proven by a preponderance of the evidence that

the 404 Accused Products satisfy claim 11 of the ’404 patent literally or under the doctrine of

equivalents. Enercon GmbH v. Int’! Trade Comm ’n, 151 F.3d 1376, 1384 (Fed. Cir. 1998) (in a

Section 337 investigation, the complainant bears the burden of proving infringement of the

asserted patent claims by a preponderance of the evidence).

2. For the Purposes of Assessing CGI’s Infringement Allegations, the
404 Accused Products Differ Only in Terms of Software

The evidence supports a fnding, both factually and legally, that 404 Original Products

and 404 Private Label Products, on the one hand, and 404 Alternative Products, on the other

hand, differ only in terms of software. (JX—0014C(Null14 Dep. Tr. (October 10, 2018)) at 138:3­

139:7; Tr. (Subramanian) at 363:6-19; JX~0015C (Null Dep. Tr. (October 30, 2018)) at 171:20­

17223.). In other words, for the purposes of assessing infringement of the claim 11, the 404 '

Accused Products have identical hardware. CGI offered the LDCO850 as representative of all of

the 404 Accused Products. »

Nortek made two (2) relevant software changes that set the 404 Alternative Products

apart fiom the 404 Original Products and 404 Private Label Products. As compared to the 404

Original Products and 404 Private Label Products, for the 404 Alternative Products, Nortek:

*4When he first testified on Wednesday, June 12, 2019, David Null was a Senior Software Engineer at
Nortek Security & Control, where he had worked “[a] little over three years." (Tr. (Null) at 792119­
793:l0.). Nortek called Mr. Null to “provide testimony about the identity, structure, function, and
operation of Respondents’ products” and, in particular, to “address the firmware and source code within
the accused products.” (RPSt. at 3.).
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(JX-0015C (Null Dep. Tr. (October 30, 2018)) at 200:20-22 (“Q. You removed any cormnand

with the wordfp V in it; is that right? A. Yes.”), 205;4-10 (“Q.

upV H V WA,is that right? A. That is correct”); Tr. (Subramanian) at

362: 17-363:5 (describing changes to the ’404 Alternative Products).). Mr. Null made the

identified software modifications over the course of two (2) days. (JX-0015C (Null Dep. Tr.

(October 30,i2018)) at 234:8-24 (“Q. So two full workdays, is that what y0u’re saying? A. Yes

I believe so.”).).

3. The Claimed “Movable Barrier Operator” DoesNot Encompass a
Wall Station

Both Parties appeared to agree that, in all the 404 Accused Products (except the Mighty

Mule MM9333H and MM9333HA products, as discussed below), the wall station determines

whether a received “command for closing” “was received from” a local or remote source based

on type of “communication connection.” (CBr. at 14; RRBr. at 14-18.). Against this backdrop,

CGI attempted to read claim 11 on all of the 404 Accused Products by arguing that “movable

barrier operator” was broad enough to encompass a wall station. (CBr. at 13-14.). The

downstream effects of this decision on CGI’s interpretation of other claim tenns are shown

below in Chart 1.
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Chart 1: Nortek’s Depiction of CGI’s “New” Theory that a “Movable Barrier Operator”
Can Encompass a Wall Station and the Implications for Other Claims Elements

1Element
1 4:

Expert Report (CX-980) Hearing Post-Hearing Brief
f movable barrier
I operator”

Head unit (W 130-137) Head unit and wall
station (Tr. at 294:5­
295:1?)

Head unit and wall
station (pp. 20-21)

1

}F“localwired
J connection”
1

“’ire betweenhead unit
and Wall station (fl 143)

VVire between head unit
and wall station (CDX­
4.26, CDX4430. Tr. at
305110-18)

Button on wall station (p.
20)

“processor” lhal
performs
“determining”
steps

Atinel XMEGA3 2E5
microprocessor in head
unit (‘W 147-150")

Atmel XMEGABZES

microprocessor in head
unit (CDX28, Tr. at
307121-308:l3)

Head unit Atmel
XMEGA32E5 processor
(legacy products), wall
station CC3200R1M2
processor (“A” products)
(pp. 22, 25 (FN7), 26)

(RRBr. at 13.).

CGI is mistaken. CGI’s statement is patently false: “as the ALJ correctly ruled, the plain

meaning of the term ‘movable barrier operator’ covers all of the circuitry that operates the

movable barrier—whether in the Wall station, the head unit, or both.” (CBI. at 23.).

While the Markman Order rejected Nortek’s “attempt to import claim limitations to

9”
narrow the scope of ‘movable barrier operator to a “head unit” (identified as 12 in Fig. l of the

’404 patent), the Markman Order also did not grant carze blanche discretion to CGI over the

scope of “movable barrier operator.” (Markman Order, App’x A at ll (“The only time the

specification references a head unit in relation to the movable barrier operator is as a non­

limiting ‘example.’ . . . Nortek’s construction takes this exemplary embodiment and makes it a

requirement.”).).

Instead, the Markman Order validated N0rtek’s concern over conflation of “movable

barrier operator” and “movable barrier system,” terms that the ’404 patent treated as distinct.

(Id. (“While this might be a valid concem ....”).). The Markman Order also left open the
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possibly that a “movable barrier operator,” the thing that physically operates the “movable

barrier,”‘5 might consist of something other than a garage door opener head unit, such as the

“movable barrier operator” of a gate system. (See JX-0005 (’404 patent) at 1:55-60 (“pursuant to

these various embodiments, a movable barrier system with a moving-barrier imminent motion

notification includes a movable barrier and a movable barrier operator connected to control

movement of the movable barrier between a first position and a second position.”), 12:13-17

(“although the described embodiment included a garage door, various types of movable barrier

systems can employ these teachings, for example, swinging gates, rolling gates, rising gates, and

the like/’).).

Thus, in the infringement analysis that follows, the “movable barrier operator” of claim

ll does not encompass a “wall station” that is found in a 404 Accused Product. Instead,

“movable barrier operator” is distinct from a “wall station,” as shown below in Figure 5.

15Notably, in its infringement analysis, CGI identified a “motor connected to control movement of a
movable barrier” within a head unit of each of the 404 Accused Products as the “movable barrier
operator,” without mentioning the inclusion of a wall station. (CBr. at 19.). Moreover, in a separate
patent infringement case that Chamberlain filed, which admittedly did not involve a patent asserted here,
a U.S. district court construed “movable barrier operator” as “an operator that controls movement of the
movable barrier and may contain additional functionality, comprising.” Chamberlain Grp., Inc. v.
Techtronic Indus. C0., 2017 WL 1304559, *7 (N.D. Ill. Apr. 7, 2017). As that Court explained, “movable
barrier operator must be capable of operating (i.e., moving) the moveable barrier. And the specification
makes clear that even movable barrier operators capable of more than mere barrier movement can
nonetheless still move the barrier.” Id. at *8. lmportantly, the Court distinguished the “movable barrier
operator" from both “physically associated” and “physically separate” controllers: “the parties agree that
a movable barrier operator does not include ‘remote components,’ such as smart phones. The
specification is in accord, contrasting movable barrier operator uses involving physical association with
other, physically separate ‘remote’ control strategies. (See, e.g., ’275 patent at 1:25-30 (“hr some cases a
user may control the movable barrier operator by indicating a selection via one or more control stnfaces
that are physically associated with the movable barrier operator. In other cases such control can be
effected by the transmission of a wireless remote control signal to the movable barrier operator.”); id. at
FIG. 2 (depicting ‘remote components’ as physically separate from the moveable barrier operator).)” Id.
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Figure 5: Figure 1 of the ’404 Patent Annotated to Emphasize that, as a Matter of Claim
Construction, “Movable Barrier Operator” is Distinct from “Wall Station”
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(IX-0005 (’404 patent) at Fig. 1 (annotated by Court to emphasize distinct components).).

This finding renders moot several of N01-tek’sotherwise valid arguments in response to

CGI’s purportedly last-minute theory that the “movable barrier operator” could encompass a Wall

station. For example, Nortek argued that “Chamberlain changes position and argues that the

button on the wall station, rather than the wire that it previously identified, is the ‘local wired

connection. ’” (RRBr. at 24.). CGI’s “button argument,” and Nortek’s response to it, make no

sense in the context of the claimed processor (Whichclaim ll situates in the “movable barrier

operator”) which resides only in the head unit of the Accused Products and not in the wall

station.
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Likewise, Nortek asserted that “[t]he only processor Chamberlain identified during trial

as satisfying element 1l(c) is an Atmel XMEGA325 processor located in the head unit.” (Id.

at 26-27.). CGI’s reference in post-hearing briefing to the wall station processor of 404 Accused

Products does not make sense under an interpretation that limits the “movable ban'ier operator”

(and its processor) to the head unit of those Products. Additionally, Nortek contended that “the

Wall station processor only sends commands over the local wired connection” and does not

receive commands from the connection, an argument that only makes sense in the context (not

presented here) of a “movable barrier operator” encompassing a wall station. (Id. at 35.).

Clarifying that the “movable barrier operator” of claim ll does not encompass a wall

station (which is readily discemable from the specification of the ’404 patent)“ significantly

narrows the issues in dispute with respect to Nortek’s alleged infringement.

Specifically, the infringement analysis below condenses to: (1) whether CGI has proven

by a preponderance of the evidence that, within the 404 Accused Products, wires connecting wall

stations and head units are “local wired cormection[s]” that reside, at least in part, in “movable

barrier operator[s]” (i.e., head units), and (2) whether the head unit “processor[s]” are configured

to perfonn above-mentioned “determinations” with respect to the type of communication

comiection over which a command is received. As set forth in the analysis that follows, CGI has

16CGI’s purportedly last-minute attempt to enlarge the scope of “movable barrier operator” was baseless
and potentially subject to sanction. It appears that CGI had no other purpose than to cause needless
expense and/or unnecessary delay in this Investigation by deliberately changing the scope of “movable
barrier operator” in contravention of the Markman Order. The argument certainly wasted Hearing time
and required the Parties and the Court to resolve a specious issue that never should have been raised. See
19 C.F.R. § 210.4(0) (identifying as potentially subject to sanction “presenting to the presiding
administrative law judge or the Commission (whether by signing, filing, submitting, or later advocating) a
pleading, writtcn motion, or other paper presented for any improper purpose, such as to harass or to
cause unnecessary delay or needless increase in the cost of the investigation or related proceeding”).
Moreover, by not raising or arguing this issue in its Pre-Hearing Brief, CGI waived this issue under
Ground Rule 7.2. '
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not proven by a preponderance of evidence that any 404 Accused Product satisfies all of claim

ll of the ’404 patent, literally or under the doctrine of equivalents.

4. CGI Has Proven That the 404 Accused Products Satisfy the First Two
Elements ([p] and [a]) of Claim 11 and Nortek Does Not Dispute This
Finding

CGI has divided claim 11 into seven elements ([p] - [fl), as shown below in Figure 6.

(CBr. at 18-19.). CGI has proven by a preponderance of the evidence that all of the 404 Accused

Products satisfy elements [p] and [a]. (Id. at 19.). Noitek did not dispute this fmding and

thereby waived any such argument pursuant to Ground Rule 10.1. (RRBr. at 22-36.).

Figure 6: Reproduction of Claim 11 from CGI’s Initial Post-Hearing Brief

Claim ll recites: _

ll[p] A movable barrier system with a inoving-barrier imminent motion iiotification,
the system comprising:

[21] a movable [barrier] operator connected to control movement of a movable
barrier between a first position and a second position; _

[b] the movable barrier operator comprising: a communication connection
comprising at least one of the group consisting of: a direct wireless connection
to a transmitter. a local wired connection, a system wired connection. a
network connection, and a wireless connnunication system connection: and

[c] a processor configured to determine whether a received command for a closing
the movable barrier was received from at least one of the system Wired
connection, the network connection_._and the Wireless communication system
connection;

[cl] the processor configured to effect the closing of the movable barrier in
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combination with operating a moving barrier imminent motion notification in
response to detennining that the received command for the closing was
received from at least one of the system wired connection, the network
connection, and the wireless communication system connection;

[e] the processor configured to detennine whether the received command for the
closing was received from at least one of the direct wireless c_orniectionto the
transmitter and the local Wiredconnection;

[f] the processor configured to effect the closing of the movable barrier without
operating the moving-barrier imniinent motion notification in response to
cleterniining that the received command for the closing was received fiom at
least one of the direct wireless connection to the transmitter and the local wired
connection.

(CBr. at 18-19.).

A preponderance of the evidence warrants a fnding that nearly all of 404 Accused

Products" satisfy element [p], the preamble, of claim 11.

As shown below in Figure 7, based on the LDCO850 representative product,“ each of

the 404 Accused Products is a GDO (or garage door opener) system that uses delay, light, and i

sound alerts as “moving-barrier imminent motion notifications” only when a door is closed via a

mobile phone application (i.e., remotely) and not when the door is closed via a wall station (e.g.,

locally). (Tr. (Subramanian) at 299:2-300111; JX-0014C (Null Dep. Tr. (October 10, 2018)) at

106:9-107:11, 107:19-108:2). Noitek did not dispute this finding in its post-hearing briefing and

thereby waived any such argument pursuant to Ground Rule 10.1. (RRBr. at 22-36.).

17It is unclear from the Parties’ briefs whether the Mighty Mule MM9333H and MM9333HA products,
which lack Wi—Ficapability, provide “moving~barrier imminent motion notifications.” Therefore, CGI
has not proven by a preponderance of evidence that they do satisfy claim 11. Additionally, these products
do not satisfy claim ll for other reasons, as set forth below.

'3 Whether the LDCO850 is a_suitable representative product is a contested issue addressed below.
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Figure 7: CGI’s Depiction of LDCO850 Test Results Showing Use of “Moving-barrier
V Imminent Motion Notification”
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(CDX-00040020 (introduced during the testimony of Dr. Subramanian).).

A preponderance of the evidence warrants finding that all 404 Accused Products satisfy

element [a] of claim l 1. Based on the LDCO850 representative product, as shown below in

Figure 8, each of the 404 Accused Products includes a head unit with a motor connected to

control movement of a movable barrier between a first position (e.g., “open”) and a second

position (e.g., “closed”). (Tr. (Subramanian) at 301:8-304:25; IX-00l.5C (Null Dep. Tr. (Oct. 30

2018)) at l7 l :20-17213.). Nortek did not dispute this finding in its post-hearing briefing and

thereby Waived any such argument pursuant to Ground Rule 10.1. (RRBT.at 22-36.).
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Figure 8: CGI’s Depiction of a “Movable Barrier Operator” Controlling Movement of a
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(CDX-00040023 (introduced during the testimony of Dr_Subramanian).).

5. CGI Has Failed to Prove That the 404 Accused Products Satisfy the
Third Element ([b]) of Claim 11

In its Initial Post-Hearing Brief, CGI devoted only two (2) sentences to evidence that the

404 Accused Products practice clement [b] of claim 11 of the ’404 patent. (CBI. at 19-20.).
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Only the first sentence is substantive: “Each of the ’404 Accused Products practices claim 11[b]

because they each are capable of receiving commands either via a button on the wall station (i.e.,

a ‘local wired connection’) or via a Wi-Fi connection to the Linear smaitphone application (i.e.,

a ‘wireless connnunication system connection’).” The second sentence, on the other hand, “This

element is not disputed,” is a blatant misrepresentation of testimony by one of Nortek’s technical

experts, Dr. Toliyat. 19 Dr. Toliyat testified: “Q. Now, the only limitations here that are even

remotely disputed are the movable barrier operator limitations and the determining. Have I got

that right? A. Okay.” (See Tr. (Toliyat) at 1032:2-6.). It is self-evident, in this context, that

“Okay” as used by Dr. Toliyat in his response is not necessarily synonymous with “Yes.”

Moving on, the exact language of element [b] is critical. Element [b] requires “the

movable barrier operator comprising: a cormnunication connection comprising at least one of

the group consisting of: a direct wireless connection to a transmitter, a local wired connection, a

system wired cormection, a network connection, and a wireless communication system

connecti0n[.].” (JX-0005 (’404 patent), cl. 11 (emphasis added).). In other words, element [b]

requires at least one “communication connection” from a set of “local” or “remote” connection

types, but each such connection must reside, at least in part, in the “movable barrier operator.”

(Id.). Here, location of the “communication connection” is detenninative.

There is no dispute that the 404 Accused Products have “local wired connections” in the

form of wires running from their wall stations to their head units (i.e., “moveable barrier

19When he testified on Thursday, June 13, 2019, Dr. Hamid Toliyat was a “chair professor at Texas
A&M,” where he teaches courses in “motor design, motor control, [and] power electronics.” (Tr.
(Toliyat) at 907:9-13.). Nortek called Dr. Toliyat to testify about “the level of skill in the art at the
relevant time period, the reasons Chamberlain has failed to demonstrate the accused products
infiinge the Asserted Claims, and how Chamberlain has failed to satisfy the technical prong of
the domestic industry requirement.” (RPSt. at 3.).
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operators”). (CDX-O004.0026 (introduced during the testimony of Dr. Subramanian) (see Figure

9 below); RRBI. at 23-24 (“Throughout the case up to and including the hearing, Chamberlain

took the position that the ‘local wired connection’ was the set of wires (otherwise known as the

USART connection) running between the wall station and the head unit. Nortek did not

dispute that this particular set of wires in the accused products, running between the head unit

and the wall station, was a “local wired connection.”).). Those “local wired comiections” clearly

CO11I1€Ctto and, thus, reside, at least in part, in the “movable barrier operator.”2°

CGI made this argument in its Pre-Hearing Brief. “The ’404 Accused Products practice

claim 1l[b] because they comprise assemblies that include a motor connected to a drive

apparatus to move a movable barrier and are capable of receiving commands via communication

connections with a wall station (‘local wired connection’ and a ‘system wired connection’)[.]”

(CPBr. at 32.). CGI mentioned a “button press” only in the context of “determination” elements

[c] through [t], which require a determination with respect to the “communication connection”

from which a command was received. (CPBr. at 33 (citing CX-0651C (Null Dep. Tr. (October

10, 2018)) at 117:5-25 (“[W]hen you press the button, that wall station firmware detects that

button for us.”)), 38 (“The processor in the representative Linear LDCO850 is configured to

determine whether a received command for closing the movable barrier was received from the

2°There is also no dispute that the 404 Accused Products (with the exception of the Mighty Mule
MM9333H and MM9333HA) have wireless communication system connections in their wall stations in
the form of Wi-Fi receivers. (CBr. at 14 (for the 404 Accused Products, describing “circuitry in the wall
station” as “the Wi-Fi connection in the wall station and the processor that determines whether a
command to close was received over Wi-Fi or a hard-wired connection”); RRBr. at 14 (“Wi-Fi receiver, if
any, is located in the wall station, while thehead unit assembly has no such receiver.”).). Moreover, there
is no dispute that the “movable banier operators” of the 404 Accused Products (i.e., head units) do not
comprise Wi-Fi connections. Thus, CGI had only one option for satisfying element [b] in the 404
Accused Products: “local wired connection[s]” in the form of the wires running from wall stations to
head units.
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local wired connection (e.g., the button on the wall station ).”).).

In other words, in its Pre-Hearing Brief, CGI did not explicitly disclose its theory that, in

the context of element [b] of claim ll, “local wired connection” is satisfied by a wall station

button. In other words, assuming arguendo that CGI cryptically raised its “button” theory before

the Hearing, that disclosure was clear as mud. More is required of a party preserving an

argument. Consequently, CGI has waived its “button” theory under Ground Rule 7.1.

During the Hearing, CGI appeared to follow the Ground Rules and emphasized its pre­

hearing position that the claimed “local wired connection” in each 404 Accused Product was a

set of wires linking the wall station and head unit. As Nortek noted, and as shown below in

Figure 9, in addressing element 11[b], “Chamberlain went as far as to highlight the wire—but

not the buttons on the wall station—in its demonstratives, even though the wall station is visible

in the demonstrative and several other places in the source exhibit (CX-867).” (RRBr. at 23

(citing CDX-0004.0026 (introduced during the testimony of Dr. Subramanian)).).

Figure 9: Chamberlain’s Demonstrative Equating “Local Wired Connection” with the
Wire Connecting the Wall Station to the Head Unit
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(CDX-0004.0026 (introduced during the testimony of Dr. Subramanian).).

Yet, as he was explaining his surgically highlighted demonstrative, Dr. Subramanian

provided supposedly new and clearly contradictory testimony about an un-highlighted “wall

station button” that he also tried to include as a “local wired connectionz”

Well, what’s shown on the left is actually a figure from CX~867 at page 2, and
specifically, if we look at the figure, we see that it shows wire -- wires that are ~­
that run from the head unit to the wall station, and specifically that is, given that the
wall station has the button, that is the local wired connection, or that is at least one
of the local wired connections.

(Tr. (Subramanian) at 305:l2-18 (emphasis added).).

This testimony was problematic for several reasons. First, Dr. Subramanian’s offlranded

reference to a “button” qualifying as a “local wired connection” was antithetical to CGI’s pre­

Hearing contentions. Second, in general, Dr. Subramanian’s testimony during the Hearing on

what qualifies as a “local Wiredconnection” was an Achilles heel in terms of his credibility as a

witness. His statement that the wall station button “is at least one of the local wired connections”

was cryptic. Finally, Dr. Subramanian’s reference to a wall station “button” as a “local wired

connection” in the context of element [b] of claim ll was based on a clearly erroneous

interpretation of the Markman Ordcr’s guidance on “movable barrier operator,” as discussed

above. Thus, even if not waived, CGI’s “button” theory is entitled to little weight.

Nevertheless, in its Post-Hearing Brief, CGI seized upon Dr. Subramanian’s “button”

testimony. It appears that CGI advanced its “button” theory to increase its odds of proving that

No1tek’s 404 Alternative Products infringe claim ll. As discussed in more detail below, as

compared to the 404 Original Products and 404 Private Label Products, the 404 Alternative

Products enhance the role of the wall station processor in determining the source of commands

and orchestrating the closing of a movable barrier with or Without“imminent motion
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notification.”

To avoid-applying its original infringement theory to the 404 Alternative Products, which

led to the diminished role of the head unit processor in the 404 Alternative Products, CGI

apparently attempted to expand “movable barrier operator” to include the wall station. (CBr. at

20 (“In the ’404 Original Products and ’404 Private Label Products, the ‘processor configured to

determine’ is in the head unit. hi the ’404 Alternative Products, Nortek moved the ‘processor

configured to determine’ to the wall station. ... Both the head unit and the wall station are part of

the claimed ‘movable barrier operator’ because the circuitry used to move the ban'ier is

distributed between the head unit and the wall station in the ’404 Original Products, ’404 Private

Label Products, and the ’404 Alternative Products.”).). In so doing, CGI subsumed its original

“local wired connection” (wires from wall station to head tuiit) into its new “movable barrier

operator” and identified the wall station button as its new “local wired connection.”

To this end, without tracking the language of element [b], CGI explicitly identified in its

Post-Hearing Brief only “a button on the wall station” as the required “local wired connection.”21

(CBr. at 19-20 (“Each of the ’404 Accused Products practices claim ll[b] because they are each

capable of receiving commands either via a button on the wall station (i.e., a ‘local wired

connection’) or via a Wi-Fi connection to the Linear smartphone application (i.e., a ‘wireless

communication system connection’).).

In so doing, CGI did not discuss in its Post-Hearing Brief, and therefore waived pursuant

to Ground Rule 10.1, its original argument that, in each the 404 Accused Products, wires

Z‘Adding to its problems, CGI also characterized the “local wired connection” purportedly present in the
404 Accused Products as the action of “a button press on the wall station (i.e., a local wired
connection)[.]” (CBr. at 33.). That is nonsensical because a connection is a thing, not an action, and one
could ostensibly press a button on the wall station without that button being connected to anything.
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connecting the wall station and head unit constituted the claimed “local Wiredconnection.” (See

RRBr. at 24 (“Chamberlain does not even argue its original theory that the wire is the ‘local

wired connection’ anywhere in its brief, and therefore has waived this theory[.]”).). As

explained above, CGI also Waived its “button” theory for failing to raise it in a timely manner

before the Hearing. This left CGI without a viable argument or explanation in its Post-Hearing

Brief for how the 404 Accused.Products satisfy element [b] of the claim 11 of the ’404 patent. ­

Assuming, arguendo, that CGI had not waived its “button” argument a11d,instead, had

unambiguously disclosed the argument in a timely manner before the Hearing, CGI would

nonetheless have failed to prove infringement of element [b] of claim 11. That is because CGI’s

assertion that a button on a wall station in isolation qualifies as the claimed “local Wired

connection” is expressly rejected here.” While such a button comiects to the “movable barrier

operator” (i.e., head unit) via a set of wires running from the wall station, the button itself is not a

“local Wired connection” that resides, at least in part, in a “movable barrier operator” (i.e., head

unit) of a 404 Accused Product, as required by claim l1[b]. As discussed above, the wall station

is not part of the claimed “movable barrier operator” (i.e., head unit).

CGI has thus failed to even argue properly, much less prove, that the 404 Accused

Products satisfy element [b] of claim 11 of the ’404 patent. Nortek was correct that “this is

grounds to ‘find no violation’ because “Chamberlain has not preserved any argument under the

Ground Rules regarding the claim elements that depend on the ‘local Wired com1ection.”’ (1d.).

For the foregoing reasons, CGI has failed to prove by a preponderance of the evidence

that the 404 Accused Products satisfy element [b] of claim ll of the ’404 patent. Based upon the

22CGI did not assert the doctrine of equivalents for element [b], relying instead on literal infringement.
Consequently, CGI has waived its right to raise that argument pursuant to Ground Rule 10.1.
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evidentiary record, the 404 Accused Products do not infringe the ’404 patent.

6. Assuming, Arguendo, That CGI Had Identified the Wire Connecting
the Wall Station to the Head Unit in the LDCO850 Representative
Product as the Required “Local Wired Connection,” This Product
Would Satisfy Claim 11 of the ’404 Patent

For the 404 Original Products and 404 Private Label Products, CGI could have proven

infiingement by applying its original “local wired connection” theory to satisfy element [b] of

claim ll. That is because the identified Products satisfy the remaining elements [c] - [l] of claim

ll of the ’404patent. These elements require that the “movable barrier operator” contain a

“processor” configured to “determine” whether a received “command for a closing” “was

received from” a least one listed local communication connection (i.e., “direct wireless

connection to the transmitter” or “local wired connection”) and at least one listed remote

communication connection (i.e., “system wired connection,” “network connection,” or “wireless

communication system connection”). (JX-0005 (’404 patent), cl. 11.). Claim ll also requires

that the processor be configured to act “in response to” that determination “to effect” closure of

“the movable barrier” with or without an “imminent motion notification.” (Id.).

Applying the correct interpretation of “movable barrier operator” (i.e., head unit, in this

context), Nortek made three (3) related arguments why the 404 Accused Products did not

“determine[] over what ‘connection’ a communication is received.” (RRBr. at 12.).

First, Nortek contended that, in the 404 Accused Products, “all the communications

relevant to this claim element are received over the same comiection, i.e., the local wired

connection between the wall station and the head unit.” (Id. at 12; see also id. at 32.). Nortek

also asserted that claim ll draws a distinction between a determination based on the cormection

over which the command is received (what the claim supposedly requires) and a determination
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based on the contents of a command (how the 404 Accused Products supposedly Work). (Id. at

32-22.). Finally, Nortek argued that “all commands received via the local wired connection are

processed in the same software fimction.” (Id. at 27.). Unfortunately for Nortek, as discussed

below, these distinctions are not reflected in the explicit language of claim ll as chosen by the

patentee.

With respect to Nortek’s first argument, claim ll requires determinations that commands

were “received from” particular connections, not “received over” those connections exclusively.

“Received over” rephrasing appears to be Nortek’s attempt to rewrite the claim language to

manufacture a non-infiingement argument because, in the 404 Original Products and 404 Private

Label Products, the head unit arguably receives all commands pertaining to “movable barrier”

closure, with or Without“a moving barrier imminent motion notification,” “over” only the “local

Wiredconnection.” (RX-0737C.00O3; RX-O747C.0O02;Tr. (Toliyat) at 800:2l-802:l6.). On the

other hand, “received from,” the language actually used in the “determination” limitations of

claim ll, appears broad enough to cover connections that originate outside the Wallstation and

use its “local wired connection” for “last-mile” access to the head unit. (See, generally, JX-0005

(’404 patent), cl. 11.). In other Words,nothing in claim ll, including the use of “the” in the

“determination” limitations to refer, on an antecedent basis, to the “movable barrier operator”

“communication connection[s],” requires that each such communication connection be path.

independent or mutually exclusive all the way fi'om command source to the head unit.” (ld.).

23To be fair, confusion of the scope of claim ll is driven, in part, by the unorthodox marmer in which the
claim is written. Claim ll is expressly satisfied by a “movable barrier operator” with only one type of
commtuiication connection. (JX-0005 (’404 patent), cl. 11.). However, claim 11 also requires that the
same “movable banier operator” comprise a processor configured to determine whether “con1mand[s]for
closing" were received from more than one of the recited “communication connections,” such that the
processor is configured to differentiate between local and remote “communication connections” in terms
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Similarly, claim ll is silent with respect to how the claimed “determination” is made,

Whetherusing communication connections or contents of commands. Nortek argued that claim

11 was limited to a particular embodiment described in Figure 4 of the ’404 patent, which

perfonns the determination limitations based whether a communication was “received over” one

type of communication connection versus another type communication connection. (RRBr. at 32

(“detennination based on the connection over Whichthe command is received”); JX-0005 (’404 ,

patent) at 10:13-56, Fig. 4.). Indeed, the embodiment of Figure 4 appears to be WhereNortek

obtained its “received over” distinction that is rejected above. Nortek contrasted this D

embodiment with the embodiment described in Figure 3, which bases its local versus remote

determination on not a “communicationconnection,” but instead, for example, on a “code

format,’a signal fiequency, and a signal modulation.” (RRBr. at 32 (“detennination” based on

the contents of the command); JX-0005 (’404 patent) at 9:30-10:12, Fig. 3.). According to

Nortek Withrespect to the 404 Accused Products, “Chamberlain’s [infringement] argument, at

best, is that the head unit processor simply determines the content of a command and makes a

detennination whether to operate the notification based on the content of the command.” (RRBr.

at 32-33.).

Yet, the claims do not reflect Nortek’s “contents” versus “connection over” distinction.

As explained above, the claims merely require that the processor in “movable barrier operator”

be configured to determine that commands were “received from” particular connections. (JX­

0005 (’404 patent), cl. 11.). The specification reveals that this “received fiom” language comes

of operating a “moving-barrier imminent motion notification.” (Id.). In other words, it appears that claim
11 effectively requires that the “movable barrier operator” comprise only one type of communication
connection but nonetheless can be configured to comprise other types of communication connections.
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not from the embodiment depicted in Figure 4 as Nortek suggests, or the embodiment in Figure 3

that Nortek distinguishes, but instead from a narrow, non-limiting embodiment described in

relation to Figure 2. (Id. at (8:45-9:60) (Fig. 2), 9:30-10:12 (Fig. 3), 10:13-56 (Fig. 4).). In other

words, No1tek’s “contents” versus “connection over” distinction amounts to a conflation of

embodiments (and non-limiting embodiments, at that). _

' Additionally, Nortek’s arguments suggest that it would limit claim 11 to a particular

embodiment suggested by Figures 1 and 2‘of the ’404 patent but that are not required by claim

11. This embodiment, depicted below in Figure 10, is one in which the “movable barrier

operator” has a separate connection to each “local” or “remote” source of close commands and

makes the required “determinations” based only on the connection over which the “movable

barrier operator” receives a command. This is how Nortek argued, for example, that for claim 11

to read on the 404 Accused Products, the “movable barrier operator” of the 404 Accused

Products must possess not only a “local wired connection,” but also a Wi-Fi connection. (RRBI.

at 29-30 (“Additionally, the “wireless communication system connection” in claim element 1l(c)

depends on claim element 11(b), which states that the MBO comprises such a connection;

therefore, the claimed connection is a wireless communication system connection to the MBO.

... It is undisputed that there is no Wi-Fi connectivity in the head unit of any accused GDO. ...

Because the head unit does not even have a network connection, it cannot make the required

‘detennination’ based on such a co_nnection.”).).

According to Nortek, the “movable barrier operator” of claim 11 cannot receive

commands originating from a wireless connection and a wired connection on a communication

pathway that is shared in part, such as the “local wired connection” in the 404 Accused Products

connecting the wall station to the “movable barrier operator” and providing “last-mile” access to
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the head unit. However, as explained above, this Initial Determination rejects Nortek’s attempt

to limit claim ll to such a “hub and spoke” embodiment in which a “movable barrier operator”

acts as a commtmication hub with multiple and entirely separate “communication cormections”

over which to receive commands.

Figure 10: Figures from the ’404Patent that Appear to Disclose, But Do Not Require, a
“Hub-and-Spoke” Embodiment That Nortek Treats as Required for Claim ll
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(JX-0005 (’404 patent) at Figs. 1-2.).

Finally, Nortek asserted that, in the 404 Original Products and 404 Private Label

Products, “all commands received via the local wired connection are processed in the same

software function.” (RRBr. at 27.). This argument echoed Nortek’s related assertion, depicted

below in Figure 11, that, in the context of the 404 Original Products and 404 Private Label

Products, “[i]f the wall station processor makes the claimed ‘determination’ by sending different

commands, there is no ‘determination’ left to make for the head unit processor.” (Id. at 33.).

These arguments lend themselves to a discussion set forth immediately below with respect to the

particulars of how the LDCO850 representative product operates.
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Figure 11: Nortek’s Depiction of the Operation of the LDC0850 (Representative Product)
(Notably Omitting Differences in the Binary Representations of Those Commands)

(RDX-1001C.0029 (introduced during the testimony of Dr. To1iyat).).

For the LDC0850 representative product, CGI asserted that the claimed processor

“configured to” “determine” and “effect” was located in the head unit. (CBr. at 20.). In the head

unit, the function processes incoming

p J’. (RX-1653C at lines 4268 (< N p M), 4297-4312

( t v )~)- F°Y @Xa1nP1°»_n..t,t_,e_e /\A 4»\'\ c

(Id.).
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In terms of specifics, as shown in Figure 11 above and Figure 12 below, in response to

the wall station receiving a close command from a Wi-Fi (i.e., wireless communication system)

connection, the processor in the head Lmitof the LDCO850 representative product receives a

'\ ~v (T‘~(S“bTama“ia“)

at 308122-310121,311=9-22,312:9-31415; CX-0945C at NRTIQITCSRC00031-32).

My W H A Ay . (Id.). As shownbelow in

Figure 12, the NH L V ppL V V pp L J (Tr. (Subramanian) at

308:22-310:21, 311:9-22, 312:9-314215.).

Figure 12: CGI’s Depiction of the:

(CDX-00040029 (introduced during the testimony of Dr. Subramanian).).

Consequently, as shown below in Figure 13, when the head unit processor receives a
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. (Tr. (Subramanian) at 316:11-317:21, 340110­

’ 349111-16.).

Figure 13: CGI’s Depiction, Based on Source Code, of ~ i

(CDX-O004.0035C (introduced during the testimony of Dr. Subramanian).).

In addition, as shown in Figure 13 above and Figure 14 be1ow,} MA '

. (Tr. (Subramanian) at 31O:22—311:19,313:7-314:15; IX-0014C (Null Dep. Tr. (Oct. 10,
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2018)) at 130:1-7, 130118-21, 131:15-20; CX-0945C at NRTK_ITC-SRCOO031—32.)

1" 1 tt.(1d.).1 1

(Tr. (Subramanian) at 312:9~314:15.).

Figure 14: CGI’s Depiction of the

(CDX-0004.0030 (introduced during the testimony of Dr. Subramanian).).

Consequently, as shown below in Figure 15, V

(Tr. (Subrarnanian) at 349:17-350:22.).
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Figure 15: CGI’s Depiction, Based on Source Code, ofi I

(CDX-0004.0()36C (introduced during the testimony of Dr. Subramanian).).

_ Based on the evidence, it is undeniable that the head unit processor of the LDCOSSO

representative product is configured to “determine” that close commands are “received from” a

Wi-Fi connection (remote) versus a wall station comiection (local) and “effect” “the closing of

the movable barrier” as claimed.

Nortek concedes that “the head unit processor sets a parameter for the appropriate

command,” i

~~ v~_ ~~ ~~ ~~v, ~~ ‘ ~‘v~~~ v ~‘ . ~ ~~~ ; (RRB1 at 17= 33 (°ifi11g T1 (T°1iYfl*)

at 815112-25, 816124-817:l2, 938:9-20, 539:6-17, 540118-23).). Nortek also appears to admit

outright that the LDCO850 representative product satisfies limitations [c] and [d] of claim 11
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(detennining and effecting a remote closure with notification), at least some of the time: “In a

few specific instances Where a waming is required by the ‘unattended operation’ provisions of V

UL 325 (discussed in more detail below), depending on what the door state is when the

command is received, the

AgM1. (RPX-004.)” (RRBr. at

17.). Finally, as shown below in Figure 16,

(CX-0945C at NRTK_ITCSRC0003 1-32.).
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Figure 16: CGI’s Depiction of A

(CDX-0004.0031C (introduced during the testimony of Dr. Subramanian).).

Nortek’s cites Dr. Toliyat’s Hearing testimony in support of its non-infringement

arguments with respect to the operation of the LDCO850 representative product. (Tr. (Toliyat)

at 800118-20 (Wi-Fi receiver, if any, is located in the wall station), 800121-802116(wall station

and head unit communicate with each other exclusively via a USART (universal asynchronous

receiver-transmitter) wired interface), id. at 815:5-17 (in head unit, local and remote close

commands are processed using same software function), id. at 815:12-25, 816:24-817112

(LDCO850 in head unit processes entire H p k Vp Mp),819:3-10,

939:14-940:6 (W p H p W p A my _ M.»K up y. K L Dr. Toliyat testified

accurately about the operation of the LDCO850. However, Nortek’s non-infringement

arguments based on that testimony are not supported by the language of claim 11. In other
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words, Dr. Toliyat’s testimony with respect to the LDCO850 do not rebut CGI’s evidence that

the LDC0850 satisfies elements [c] —[f] of claim ll. Here, Nortek’s non-infringements

arguments amount to attempts to read limitations that simply do not exist into claim ll.

7. For the 404 Alternative Products, CGI Focused on the Operation of
the Wall Station Processor and, In So Doing, Failed to Prove that
Representative Product LDCO850A Satisfies Claim 11

CGI argued that the 404 Alternative Products, and, in particular, the LDCO850A

representative product, satisfy claim l1 of the “404patent. As an initial matter, CGI’s

infringement case against the 404 Altemative Products hinges on CGI’s expansive and

unsupported interpretation of “movable barrier operator” including a wall station. (CBr. at 26

(“’404 Alternative Products still include ‘a processor configured to‘determine whether a received

command for a [] closing the movable barrier was received from . . . the wireless communication

system connection”—namely, the processor located in the wall station. (See Tr. (Subramanian)

at 364:4-365221; JX-O0l5(‘I (Null Dep. Tr. (Oct. 30, 2018)) at 223:22-224:l3. But because the

wall station is part of the claimed ‘movable barrier operator’ as discussed above, this makes no

difference for infringement of claim elements ll[c] and l1[e].”).). That interpretation was

rejected above.

Moreover, CGI’s infringement analysis with respect to the LDCO850A emphasize on

user experience over substance. For example, CGI argued “[t]here is no dispute that No1tek’s

products distinguish between commands received over Wi-Fi and commands received from the

button on the Wallstation. There is also no dispute that Nortek’s products will delay and alarm

before closing in response to a close command received over Wi-Fi, and close without delay or

alarm in response to a close command received from the button on the wall station.” (CBr. at

14.). However, for claim ll, user experience and infringement are different from one another.
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Noitek is correct that “[i]t is not enough to say the accused products close with a pre-movement

alann when a user sends a command from a smartphone, but close without such an alann when

the user presses a button on the wall station.” (RRBr. at 14.). The operational details matter.

The LDCO850 (legacy representative product described above) and LDCO850A‘

(redesign representative product) operate in materially different ways for the purposes of an

infringement analysis. Mr. Null explained that, in fashioning the 404 Alternative Products

(Which,as discussed above, entailed no hardware changes and only changes in software), he

converted the single sent from the wall

station to the head unit in the LDCO850 legacy product (issued in response to a close command

received over Wi-Fi) into two commands separated by a confirmation message from the head

unit to the wall station. (JX-0015C (Null Dep. Tr. (Oct. 30, 2018)) at 200:20-22, 205:4-10; see

also Tr. (Subramanian) at 362117-36315.). The first command causes the head unit to delay and

alarm. (Id.). The second command causes the door to close, but it is issued by the Wallstation

only after it received an My M VK V K KKK myp U H H .message from the head

Lmit,signaling the completion of the waming task. (ld.). In other words, as compared to the

LDCO850, the LDCO850A provides a similar “moving-barrier imminent motion notification”

feature with significantly more back-and-forth communication overhead.

With respect to operational details, as shown below in Figure 17, when a user presses the

Wall station button on the LDCOSSOArepresentative product, the wall station processor“ calls

2“Nortek asserted that, during the Hearing, CGI failed to identify (e.g., by make and model number) the
processor found in the wall station of the LDCOSSOA. (RRBr. at 26-27.). Nortek argued that “[t]he only
processor Chamberlain identified during trial as satisfying element ll(c) (and therefore elements ll (d)­
(f), which refer to ‘the processor’ and thus rely on the processor identified in claim 11(0) for antecedent
basis) is an Atmel XMEGA325 processor located in the head unit.” (Id. at 26 (citing Tr. at 307221­
308: 13, citing CX-0480 (showing part no. 10014204); Tr. at 359:22-360:7, citing Bills of Materials at
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the function“ '

‘VIV V V. V V )>V (RX'1817C aims 1251-1256»RX"1318 at

lines 338-363; Tr. (Null) at 8()6:21-807:4, 917: l 9-919: 1.). When the head unit receives that

command, the pM r t p (RX-1783C.78-81 at lines 4248­

4407) . (Id. at line 4256.). If the door is in the open

limit and not in the close warning state, the door Will close after checking the obstruction state of

the photobeam. (Id. at lines 4699-4747.).

Figure 17: Nortek’s ‘Depictionof the Operation of the LDC0850A (Representative
Product) After User Requests a Door CloseVia the Wall Station

(RDX-l0OlC.0OlO (introduced during the testimony of Dr. Toliyat).).

If the wall station receives a close command over Wi-Fi, the wall station will send a first

V 1 V MK , to the head unit. (CX-0945C at NRTK_ITC-SRCOIZ47, lines

CX-0898, CX-0895, CX-0897, CX-0894, CX-0896, CX-0906, CX-0912, CX-0913); Tr. at 928119-929:4
(processor is in the head unit).). No1tek’s argument here is moot. To be clear, the only processor that
matters for purposes of satisfying claim ll, in the LDCO850 and LDCOSSOArepresentative products, is
the processor found in the head unit of these products. As a matter of claim construction, the “movable
barrier operator,” which possesses the claimed “processor,” does not encompass a wall station.
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1258-1263; Tr. (Null) at 805:24-806:7, 919:19-92011.). When the head unit receives the

. » . ‘7i ‘. (RX-1783C at lines 4248-4274; CX-0945C at

NRTK_ITC-SRC00867, at lines 4286-4293.). If the head unit processor receives a

(Id. at lines 4746-4755, 4832-4840, 5326-5426; Tr. at 806:8-13.).

When five (5) seconds expire, the head unit sends a confirmation message,

, to the wall station (RX-1783C at lines 4248-4274; CX­

O945C at NRTK_ITC-SRCOU886, lines 5331-5344; Tr. (Null) at 805220-806213,920:2-10,

921 :24-922:25.). When the wall station receives the . . ~ _. *

,. (CX-0945C at NRTK_ITC-SRC01255, lines 708-713; CX-0945C at NRTK_ITC­

SRC01247, lines 1258-1263; Tr. (Null) at 806:14-20, 920:11-16, 923:4-17.). If the head unit is

not already at the elose limit, the head unit then checks for obstructions from the photobeam and

closes the door. (RX-1783C at lines 4.248-4284, CX-0945C at NRTK_ITC-SRCOOS73-00877,

lines 4629-4777 (e.g., at 4723-4727, 4767-4773), 4780-4864 (e.g., at 4802-4804, 4844-4848,

4857-4861), Tr. (Toliyat) at 920117-20, 923120-924:7.).

Page 58 of 288



Public Version

Figure 18: N0rtek’s Depiction of the Operation of the LDCO850A (Representative
Product) After a User Requests a Door Close Via Wi-Fi

(RDX-1001C.0Ol3 (introduced during the testimony of Dr. Toliyat).).

Against this backdrop, CGI argued that the processor in the Wallstation satisfied the

“determine” elements [c] and [e] of claim ll. In so doing, CGI focused exclusively on how the

Wallstation processor is configured and failed to present, and thus waived pursuant to Ground

Rule 10.1 argument Withrespect to Whether the processor in the “movable barrier operator” (i.e.,

head unit) performed the “determine” elements, as required by claim 11. (CBr. at 25-29.). "

CGI’s attempt to expand the “movable barrier operator” and its required “processor” to the Wall

station has been rejected as unsupported by evidence. CGI did not argue that elements [c] and

[e] are satisfied by the LDCOSSOAunder the doctrine of equivalents, therefore CGI has Waiveda

doctrine of equivalents argument pursuant to Ground Rule 10.1. CGI has failed to prove by a

preponderance of the evidence that the 404 Alternative Products satisfy elements [c] and [e] of

claim 1l.

Having failed to prove that the LDCOSSOAsatisfies claim elements 11[c] and ll[e], CGI
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next argued that the processor in the wall station satisfies the “effect” elements [d] and [f] of

claim 1l by effecting closure of a “movable barrier” with an alarm for a “remote” close _

command and without an alarm for a “local” close command. Once again, CGI focused

exclusively on how the wall station processor is configured and failed to present argument

whether the processor in the “movable barrier operator” (i.e., head unit) satisfied elements [d]

and [f], as required by claim 11. (CBr. at 33-34 (“But it is the processor in the wall station that

effects the closing of the barrier with an imminent barrier motion notification by starting a

sequence of commands that causes a delay and alarm and then closes the garage door in response

to determining that a command to close was received over the Wi-Fi connection.”) (citing Tr.

(Subramanian” at 365:22-368:20)).). CGI has waived its argument under Ground Rule 10.1.

CGI’s attempt to expand the “movable barrier operator” and its required “processor” to the Wall

station has been rejected as not supported by evidence or the language of the patent. Thus, CGI

has failed to prove by a preponderance of the evidence that the 404 Alternative Products satisfy

elements [d] and»[f] of claim 11.

CGI next argued that the 404 Altemative Products satisfy elements [d] and [f] of claim 11

under the doctrine of equivalents. As Nortek noted, the doctrine of equivalents applies only in

“exceptional” cases and is not “simply the second prong of every infringement charge, regularly

available to extend protection beyond the scope of the claims.” (RRBr. at 31 (citing Amgen Inc.

v. Sandoz Inc., 923 F.3d 1023, 1029 (Fed. Cir. 2019).).

As CGI highlighted, Nortek’s redesign in the LDCO850A moved the code that decides

whether to sound the imminent barrier movement notification from the head unit to the wall

station or, in other words, from inside the “movable barrier operator” to outside the “movable

barrier operator.” (CBr. at 25.). Stated another way, and as explained above, in the LDCO850A,
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the Wall station processor, and not the head unit processor, appears to detennine Whethera close

command is from a local or remote source and, in response to that determination, effects: (1) the

sounding of an alarm, and (2) the closure of the “movable barrier” at the “movable barrier

operator” by sending separate commands to the head unit processor for each of those actions.

CGI’s framing of its equivalency argument provides yet another example of the analytical

problems posed by CGI’s purportedly new and consistently rejected theory that the “movable

barrier operator” includes the wall station and its “processor.” Specifically, citing to Mr. Nu1l’s

deposition testimonyfs CGI argued that M H Wp p M V

i in the LDCO850A are the equivalent of the W I

H My M V"L W MyVp _ ' _ used in the LDCO85O.” (Id. at 35 (citing JX-0015C

(Null Dep. Tr. (Oct. 30, 2018)) at 205:4-10).).

CGI asserted that “difference(s) between a processor configured to effect the closing in

combination with a moving ban*ierimminent motion notification in claim ll[d] with a single

command and a processor configured to effect the closing in combination with a moving barrier

imminent motion notification in claim ll[d] with a sequence of two commands are

insubstantial[.]” (CBr. at 35.). In drawing this comparison, CGI contended that moving the

“processor” outside the “movable barrier operator” (i.e., head unit) to the wall station and issuing

separate commands from the wall station “processor” to “effect” alanning and closing is the

equivalent of having the “processor” in the head unit and using one command to “effect”

25CGI makes much of this testimony because Mr. Null agrees that “the equivalent of the V
in the code in the products today is a combination of a, T T
(CBr. at 26; CDX—0O04.005 l; Tr. (Null Dep. Tr (October 30; ‘Z0l'8_)iat'20'§:‘4—_l()i.)'.i

However,‘the testimony is given little weight as an equivalency opinion because Mr. Null is an engineer
by profession. CGI offered no evidence that Mr. Null has expertise in patent law.
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alarming and closing “in combination,” as required by claim ll.

Yet, applying the function-way-result test for equivalency, CGI proved, at most, only two

(2) of the three (3) required criteria. See AquaTex Indus. v. Techniche S0ls., 479 1i.3d 1320, 1326

(Fed. Cir. 2007) (“A finding of infringement under the doctrine of equivalents requires a

showing that the difference between the claimed invention and the accused product or method

was insubstantial or that the accused product or method performs the substantially same function

in substantially the same way with substantially the same result as each claim limitati0n[.]”).

. CGI is correct that moving the code from inside the “movable barrier operator” to outside

the “movable barrier operator” did not change the function claimed in elements [d] and [f] of

claim l l: determining whether a received command to close was received from a local or

remote source and, based on that determination, effecting a closure with or Without a

notification. (Tr. (Subramanian) at 371:18-372:11.). Likewise, moving the code did not change

the result of closing with or without notification. (Id.).

However, CGI failed to prove that, after moving the code from inside the “movable

barrier operator” to outside the “movable barrier operator,” and increasing communication

overhead between the head unit and wall station from one cormnand to two commands and a

confirmation message, the “movable barrier system” operates in substantially the same way as i

required by element [d] of claim ll.

As Dr. Toliyat testified during the Hearing, and as shown below in Figure 19, this change

had consequences in terms of operating the “movable barrier system”:

A. . . . This is the LDCO850A that I tested at your office in San Diego. And what
I did was, as you see, I commanded a‘ from the app. And so
what it does, the , as wemjustdiscussed it, is sent to the movable
barrier operator. Then“-A-“sothe movable barrier operator, the head unit sounded the
alarm. Then what I did, I disconnected the wall station, okay. So once -- when the
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p “ was sounding, I disconnected the wall station, so the
communication was intenupted between, these two. So the signal -- the head unit
sends the ., right, back to the wall station. Well, that line
is disconnected, so the wall station is not receiving it. And then Wallstation, once
it supposedly receive it, has to send a; i pback to the -- command
back to the head unit. That doesn't happen. So what happened at the end was that,
of course, the movable barrier operator only sounded the alarm but didn’t close.

Q. And you could see whether it closed or not by whether the motor shaft was
turning?

A. That’s correct.

(Tr. (Toliyat) at 924:8-925:5; see also RX-0778.). .

In other words, in the LDCOSSOA,if the head unit were disconnected after receiving a

V KVp 7 p K VK H pfrom the wall station, the head unit would simply sound the alarm

and stop without proceeding to the step of effecting a “movable barrier” close. (1d.).

By way of comparison, an entirely different outcome occurs in the LDCOSSO,in which

the head unit processor has the wherewithal to determine whether a command has a remote or

local source and effect closure of the “movable barrier” “in combination” with or without an

alarm notification based on that determination. As discussed above, a single

from the wall station would cause the head unit to

sound an alarm and close the “movable barrier operator” without additional input from the Wall

station. In the LDCO850, once the H p H V H p P VpN_ l is sent from the

wall station, the “movable barrier system” proceeds to closure regardless if the head unit is

disconnected. The same outcome would occur if Nortek has simply moved the “processor” to

the wall station, while maintaining the one-command approach to “effect” notification and

closure “in combination.”

However, Nortek made two (2) critical changes that made the LDCOSSOApatentably
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distinct from claim ll. Consequently, under a proper construction of claim ll, a “movable

barrier operator” (i.e., head unit) processor receiving a single command and effecting “movable

barrier” closure with “imminent barrier motion notification” “in combination” is not

substantially the same operationally, and thus not equivalent to, a Wallstation processor (not the

required processor) using separate (not combined) commands to “effect” the “movable barrier

operator” (i.e., head unit) to (1) sound an alarm (the “notification”) and (2) close a “movable

barrier,” separated by a message from the head unit to the wall station confirming the alarm.

Figure 19: N0rtek’s Depiction of What Would Happen to the Operation of the LDCO850A
in the Event That the Head Unit Disconnected from the Wall Station after Receivinga

1

(RDX-l00lC.0O19 (introduced during the testimony of Dr. To1iyat).).

8. Dr. Subramanian’s Technical Testimony Is Credible

Nortek launched a blistering attack on Dr. Subramanian’s credibility as an expert witness.

(RRBr. at l8-22.). While acknowledging that Dr. Subramanian “may present well in court” and

possess “steady demeanor,” according to Nortek, “Dr. Subramanian did virtually no Work
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regarding his opinions.” (Id. at 18.). Nortek argued that “Dr. Subramanian’s discussion of both

parties’ source code is also unintelligible and fails to identify source code within any degree of

specificity within the actual trial record.” (Id. at 19.). Nortek critiqued CGI’s attempt to “fix this

deficiency by having its counsel _createa new demonstrative, which it styled a ‘corrected’ or

‘replacement’ CDX-4C, to cite specific source code,” characterizing the “new demonstrative” as

“not properly part of the record.” (Id.). Nortek also highlighted “Dr. Subramanian’s conclusory

assertions that he reviewed numerous documents and source code files and they all purportedly

supported his testimony.” Nortek suggested that “Dr. Subramanian simply regurgitated a list of

documents that Chamberlain’s counsel prepared.” (Id. at 20-21.).

What is notably absent from No1'tek’simpassioned critique of Dr. Subramanian’s

testimony is Nortek’s specific or verifiable examples of Dr. Subrarnanian’s false or misleading

testimony. Nonetheless, Dr. Subramanian made a few mistakes:

I he identified “’BOMs [Bills of Materials] and packaging materials’ as evidence of
infringement” where “some of the cited exhibits were just labels for products that
Chamberlain no longer accuses of infring[ement] ;”

0 he cited CX-0909C for the proposition that there were no relevant hardware
differences between the accused Mighty Mule MM9333H and other accused
products, although CX-0909C specifically states that “the MM9333H comes with
the MMWIOOwall station without wifi capability,” distinguishing MM9333H
from at least some of the other accused products; and

Q he cited “deposition testimony by Mr. Brickner of Precision Door (a Nortek
customer) specifically stating that Precision Door had installed BGU gate
operators,” although Mr. Brickner’s testimony mentioned no such thing.

(RRBr. at 20 (citing Tr. (Subramanian) at 357: 13-358: 17; CX-0798C (label for MM571W); CBr.
at 4 n.3 (dropping MM571W)), 20-21 (citing Tr. (Subramanian) at 285:16-24, 357:13-358: 17,
666:23-667; CX-0909C.0020), 21 (citing Tr. (Subramanian) at 446: 18-447:8; JX-00Q7C.).

Yet, these three (3) examples do not appear to be indicative of a broader trend in which

Dr. Subramanian provided inaccurate information. Nor are they persuasive evidence that, as
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Nortek requests, Dr. Subramanian’s “testimony should accordingly be given little to no weight in

the ALJ’s and the Commission’s analysis.” (RRBr. at 22.). No1tek’s argument does not change

that. Generally, Dr. Subramanian presented as a knowledgeable and compelling witness who

admittedly, as permitted under Federal Rule of Evidence 703, relied in part upon the testing and

testimony of James Fitzgibbon,26 Charnberlain’s Director of Intellectual Capital. (See, e.g.,

CDX-0004.0004 (materials reviewed by Dr. Subramanian); Tr. (Subramanian) at 685:1 1:23,

70l:10-702:1, 708120-22.).

Perhaps the greatest challenge to Dr. Subramanian’s credibility was his conclusion that,

in the context of the ’404 patent, a “movable barrier operator” could comprise a wall station. For

the reasons stated above, that conclusion was wrong. Importantly, however, that conclusion

pertained to claim construction, a matter of law, and CGI’s distortion of the Court’s Markman

Order. For specific technical details with respect to the operation of 404 Accused Products or

404 DI Products, Dr. Subramanian’s credibility largely remained intact.

9. CGI’s Representative Product Analysis is Mostly Sound

According to Noitek, “Chamber1ain’s expert analysis opining that the LDCO850 was

representative of all accused GDO products is not credible.” (RRBr. at 37.). Noitek asserted

that “Chamberlain’s representative product analysis at trial relied primarily on (1) citations to

deposition testimony suggesting that some accused products might share certain high-level

features, and (2) conclusory assertions from Dr. Subramanian that he had traced the relevant

26 When he testified on Monday, June 10, 2019, James Fitzgibbon’s responsibilities at the Chamberlain
Group consisted of “patent portfolio management, working with the patents ofCha1nber1ai.n.” (Tr.
(Fitzgibbon) at 157:l 8-25.). CGI called Mr. Fitzgibbon to testify about “the conception and reduction to
practice of the inventions claimed in the patents-in-suit, the design and functionality of Charnberlain’s
domestic industry products, Chamberlain’s business, including its history and product development
processes, the prosecution of the patents-in-suit, and product testing that he performed at the direction of
Chamberlain’s expert, Dr. Vivek Subramanian, for use in this Investigation.” (CPSt. at 2.).
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functionality through all of the accused products by reviewing individual source code and

relevant documents.” (Id. (citing Tr. (Subramanian) at 309:23-3 10:1).). '

During the Hearing, Dr. Subramanian presented a demonstrative, shown in Figure 20

below, that listed the 404 Accused Products: (l) purportedly representative of LDCO850; and

(2) the remaining 404’Original Products (LDCO852, Amarr840, Amarr860, MM9545M), 404

Private Label Products, and 404 Altemative Products.

Figure 20: Chamberlain’s Listing of 404 Accused Products

: ‘ _ | _ .Type oi = Shurthand i . . l Claims Representative I
Product l Name lnfrmgmg Products I Practiced l Product I

‘404 Original LDCOBSO, LDCO852. Amarr84O, AITIGITBGO,l\/lM9545M, 11 LDCOB50GDQ PI’0E|U¢l5 l\/lll/I9-434K, l\/ll\/|9333H

p V Private Label Versions of LDC0850:
I, Smart DC Megacode Oper 1 Led Light; AFS LDCO85O PVT;
‘ DGD LDCOB50. 1

J ‘";;;t;1;:;;;;;l;;;;;;";:.1¥5as;;T"”"r """"" W I ~
i Garage '4o4 P ' t _ , ,

5 Door Label gllsdilcts _§f"§5f’9PE?9:..P9B.EP§9.§§?' S’“.:"‘.D...C..LEC°a52N° Ba“ 11 l LDC0850
l opefawls M07070”“°5"“5’ Private Label Version of Amarr840: Y

Ent8401 Led GDO. ‘

l V Private Label Versions of Amarr85O: l

Ent860 3 Led GDO; PDS Ultra 900 l

‘404Alternative LDCOSEOA, LDCOBEZA, Amarr840A, Amarr86OA, 11 LDCO850
GD0 PI‘Od\10\5 l\/lM9434KA, MM9545l\/lA, l\/lM9333HA l E

(CDX-0004.0009 (introduced during the testimony of Dr. Subramanian).).

Dr. Subramanian also testified that, based on his analysis, the LDCO850 was

representative of each of 404 Accused Products in possessing the accused functionality.

Q. Which of the ’404 accused products have you analyzed?

A. Well, I’ve actually analyzed all of those that are on the list.

*>l=>l=

Q. Can you explain how you selected the LDCO850 as representative?

A. Certainly. So What I did was I took the LDCO850 documentation, and this is
the type of documentation that I just described, and I performed a claim element by
claim element analysis to look for those features in the LDCO850. It turns out, as
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I’ve already pointed out, I found that all of those claim elements were practiced by
the LDCO850. Now, I call that representative for the following reason, because I
did that analysis. Once I had done that analysis, I knew what features to look for
in the other parts. So it’s not that I didn't look at the other documents. I still looked
at the other documents. But it sped up the process, because now I knew exactly
what to look for.

Q. And were you able to map the features that infringed the LDCO850 to each and
every one of the infringing products identified in CDX~4.9? '

A. Iwas.

(Tr. (Subramanian) at 285112-2S6:25.).

As shown below in Figure 21, Dr. Subramanian relied upon deposition testimony of

David Null, Nortek’s Senior Software Engineer. Mr. Null agreed that “the functionality of the

smart movement alarm in the LDCO850 is representative of the functionality in the smart

movement alarm functionality in the LDCO852, the Amarr 840, Amarr 860, and the Mighty

Mule residential GDOs[.]” (JX-0014C (Null Dep. Tr. (October 10, 2019) at 107119-10812.). Mr.

Null also agreed that “all of the private label products thatNortek makes for third parties that

have the smart movement alarm functionality work the same way” because “they share the same

finnware with the products that we’ve discussed[.]” (Id. at l38:25 13917.). In other words, Mr.

NulI’s testimony validated Dr. Subramanian’s analysis that the LDCO85Ois representative of the

404 Accused Products.
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Figure 21: Mr. Null’s Deposition Testimony on the Representativeness of the LDCO850

' Representative Product: LDCO350

y Q. And would you agree that, you know, since —the functionality of the
x smart movement alarm in the LDCO850 is representative of the
j‘.W; * ¥ functionality in - the smart movement alarm functionality in the
‘r, »l LDCO852,the Amarr 840, Amarr 860, and the MightyMule residential

'>
, . /J97

. _ ' THE WITNESS: Yes.
David Null

Senior Software Engineer
I0! NDFITEK
UL|.;l.J»—tll r W ..Lii~4|i-44.51.

JX-0014C. Null 10/10/18 Dep. Tr. at107t19-1052

Representative Product: LDCO850

.. l Q. Do all of the private-label products that Nortek makes for third parties .

, that have the smart movement alarm functionalitywork the same way
g in _ 7i ~~‘- weiustdiscussed. ­

I g. 1 3 W. »

~ A. To my knowledge, yes.
_ , _ H , 1 Q. ls that because they share the same firmware with the products that

"2DavidNu" we’ve discussed.
Senior Software Engineer

{~fy_I\i!JEITEyK A. lbelieve so.
>.:lt:t.\J| il Yr;.(,,l._i\. F.i,:\

i><.i-mic, Null 10/10/13 Dep Tr at Hr: 25 129 7

(CDX-0004.001 1-12 (introduced during the testimony of Dr. Subrarnanian).).

However, Noitek presented rebuttal evidence that Dr. Subramanian and Mr. Null made

one mistake in the LDCO850 representative of other 404 Accused Products. As Nortek argued,

two (2) Mighty Mule products, the MM9333H and MM9333HA, “ship[] with an analog wall

station with no Wi-Fi capability whatsoever.” (RRBr. at 36.). This is important because,
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according to Nortek, in the 404 Accused Products, “the only other type of connection identified

by Chamberlain [in addition to a local Wiredconnection from the Wallstation] is a ‘network

connection.’” (RRBr. at 25.).

Unlike the LDCOSSO,the MM9333H and MM9333HA lack a network connection and

the ability to receive Wi-Fi commands. (Tr. (Null) at 830:8-83 1:3; Tr. (Toliyat) at 942125­

943:19; RX-0748C; RX-0740C.). Thus, they cannot distinguish Wi-Fi (remote) commands from

those received from a local source, as required by claim 11.

Mr. Null confirmed this during the Hearing:

Q. Okay. One of the products Ihad mentioned in my prior question was the Mighty
Mule 9333H and HA. Do all of the Mighty Mule gate operators have -- or sorry,
do all the Mighty Mule garage door openers use a smart wall station?

A. They do not.

Q. Which ones do not use a smart wall station?

A. The one you just previously mentioned, the 9333.

Q. So Whatkind of a wall station does it use if it’s not a smart Wall station?

A. We also include -- havean option for users to have a manual wall station, so
it’s an analog component, very simple design, button press Wall station, has no
microcontroller on it. It's just resistors and switches.

Q. And does -- when a Mighty Mule product such as the 9333H or HA uses an
analog wall station, is it capable of receiving commands over Wi-Fi?

A. It is not.

(Tr. (Null) at 830:8-24.).”

There is no evidence that Dr. Subramanian misclassified any other 404 Accused Products

as represented by the LDCOS50. Faced with this dearth of evidence, Nortek attempted to

27lI1light of this evidence, CGI should have dropped the MM9333H and MM9333HA as accused
products during or immediately after the Hearing. CGl’s decision not to do so is inexplicable.

Page 70 of 288



Public Version

discredit the remainder of Dr. Subramanian’s representative product analysis by once again

questioning his credibility: “the weight of Chamberlain’s evidence on this point depends on the

credibility of Dr. Subramanian’s claims that he actually evaluated this evidence.” (RRBr. at 37.).

Yet, Noitek’s tactic fails for the reasons stated above: absent a few apparently isolated and

honest mistakes, Dr. Subramanian was a knowledgeable and compelling witness whose

credibility survived Nortek’s attacks.

B. Technical Prong of Domestic Industry

1. CGI’s 404 DI Products Fall Into Two Categories: 404 Wi-Fi DI
Products and 404Internet Capable DI Products

As shown below in Figure 22, the 404 DI Products fall into two (2) categories that CGI

identified: 404 Wi-Fi DI Products and 404 Internet Capable DI Products. (CBr. at 36.). The 404

Wi-Fi DI Products, standing alone, can connect to the Intemet via an integrated Wi-Fi module.

(Tr. (Fitzgibbon) at 160 (“The S355W is the Wi-Fi version of a garage door operator.”); CX­

134C (8355W Installation Guide) at 29-30 (“The garage door opener has an internal gateway that

allows the garage door opener to communicate directly with a home Wi-Fi network and access

your MyQ account.”).). '

The 404 Internet Capable DI Products do not include a Wi-Fi module and can connect to

the Internet, if at all, only by a separate Internet Gateway accessory. (Tr. (Fitzgibbon) at 218125­

21915(“Q What product is this? A. It’s the 8355 operator. Q. Now, we saw the 8355W is Wi­

Fi-enabled. Is this Wi-Fi-enabled? A. This is not Wi-Fi-enabled. It is MyQ-enabled.”), 219:6­

ll; CX-0044 (8355 Installation Guide) at 26 (“MyQ technology uses a 900Mhz signal to provide

two-way conununication between the garage door opener and MyQ enabled accessories”), 34

(“Liftmaster Internet Gateway: Internet enabled accessory which . . . allows you to monitor and

Page 71 of 288



Public Version

control garage door openers . . . enabled by MyQ technology.”).).

According to CGI, the LiftMaster 8355W is representative of the 404 Onboard Wi-Fi

Domestic Industry Products and the LiftMaster 8355 is representative of the 404 Internet

Capable Domestic Industry Products, as shown below in Figure 22. (CBr. at 37.).

Figure Z2: CGI’s Depiction of Its 404 DI Products

oz; 8160WRGD(ox 0501), s1e4w (ox 0502), a1e4wAc (cx 0503), a1esvv (ox­
osoz); 8165WRGD(ox-0061); asssvv-267 (excess), 8355VVRGD(cx-0064); sseow(cxooea);esaovv1_(o><_oos3);
asesw-267 <cx-0063);saeswaeo-267 (ox-0051);assovv (ox-noes); sssow-2s7 (cx~oos9);assovvt (cxcoes);

ssssw s550WL42a7(ex-0106); assovvuzco <c><,os2a);assowaon (ex-0071); sssvvv (c><~ones);asavv/1/(c><_oo4'/);asmvvt
(ex-0047). 8587V\/RGD<c><~oo7o);B550 1cx-0074); B552 (cx~0o74); B750 (ox-0074)‘ B970 (ox-0075); B970PLT6 (cx~
0075); B980 (ex-0505;; 0450 (ox-0079); 0455 (ox-0080); cam (cx_ooa2); HD750WF<cx-0090); HD950WF(c><»0os1);
LWBOUOWF(c><_ooa1); vvo1ooovw= (c><»ooa1);WLED~267 (excuse)

‘ s1e0 (ex-0327); 3043 (cx<0o51); 54915 (ox-0050); 54918 (ex-0051); 54920 (cx-0052); 54930 (ox-0053); s4sa1 (ox­
00511);mess (cxaooss); 54990(expose); 5591a (expose); 579151cx‘o1a2);5191a (excess); sues (cx-0041); sore
(Cx-0041);5155 (ex-0042); S155RGD(ox-0059); s1eoRoo1cx-ooso).a1s5(c><-oo41).s1e5Reo(ox-oos1).ss5o
(cxcaos); sass-267 (c><_0o44);aassaco 1c><»ooe4;,13360(ox-0045); eass-267 (c><Ao504);BBSSRGD-2671c><-0067);
8550 (cxaumei; 8550-257 (cx_ou4ei; B557(ox-0045); seams? 1cx-0046)’B537(c><~0o4e);seamen (cxoovz);

8355 B500(ox-0073); B503 <c><<0o7s);B510(ox-con). a7s0,(cx-0016); c203 (cxcom; 0205 (cx-007a); c400 (ox-0075);
- 0410 (c><»uo17;;H0210 (oxoom; HD42DEV(ox-nose); HD42EJEVP(c><_o1o1);HD52DEV(ex-ooan; HD52DEVG(o><»

0108); HD52OE\/P(CX-0105?);HD630EVP (cx-noes); HD920E\/ (ex-0049); HD930EV (cx-0049); HD930EVP(ox-0049);
tv1/2200(cx-0085); LW3OGDE\/(cxooae); LW35O0E\/(ox-0093]; tvvssooevptrs (ox-ones); LWSDDUEV(cxnoaay;

1 M885 (c><‘oos4), M8856 (cx»oo£->4),F’D51O(CX~0D98);PD512 (ox-0098‘); PD6‘l2EV (ox-nose); PD7S2KEV (ex-0099);
. PD762EV(ex-0099); WD832KEV(ex-0101); wosazmsvo (cx-0101); woesomzvc (ex-0111);woeszav (cx-0049);

l WDQGZKEV(c><_oo4s>;v\/osezxasv (c><Aoo49);woeazmtav (ox-0049)

t__ __ ____4i___

Represented Products ‘

s155w (ox-0502); s1e0w(cx-us 1 - - I - - ­

(CDX~00O4.0055(introduced during the testimony of Dr. Subramanian).).

Nortek argued that “there are differences between the LiftMaster 8355 and 8355W

material to the issue of whether the LiftMaster 8355 practices claim ll.” (RRBI. at 40.). Nortek

is correct. (Tr. (Fitzgibbon) at 218125-219-5; Tr. (Subramanian) at 654: l5-655:3; CBr. at 36.).

Unlike the LiftMaster 8355W, the LiftMaster 8355 requires, a separate product, the

828LM Internet Gateway accessory shown below in Figure 23, to establish a Wi-Fi connection.

(CX-00440034 (8355 product manual describing 828LM accessory to allow computer control of

garage door openers).). The 828LM Internet Gateway is a “module that basically plugs into your

router and allows communication through the Internet to the [movable barrier] operator via 900­

megahertz radio that's built into the operator.” (Tr. (Fitzgibbon) at 219:8-1 1.). The LiftMaster
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8355 and 828LM Internet Gateway combination uses CGI’s Alert2Close functionality, and can

use a smartphone application to close a “movable barrier” with an imminent close notification

(e.g., alarm). (Tr. (Fitzgibbon) at 219:4-15, 217:13-218:234 (describing Alert2Close feature).).

According to Mr. Fitzgibbon, the Alert2Close feature that is enabled when the 828LM Internet

Gateway is combined with the LiftMaster 8355 “is basically the pre alert as I’ve been calling it.

You’re alerting before the door is in motion to close” and it is used for “unattended door closing.

In other Words, that nobody is there watching the door, is the idea.” (Tr. (Fitzgibbon) at 217117­

24; see also Tr. (Subramanian) at 655112-24 (gateway used to allow MyQ smartphone

application to communicate with LiftMaster 8355).). .

Figure 23: “Accessories” Page of LiftMaster 8355 Manual Showing the 828LM Internet
Gateway as One of Many Accessories for the LiftMaster 8355

Accessories
82BLM

QZSLM

975LM

Liittllaster‘ Internet Gateway:
Internetenabled amessory
wtridr connects to the oomputer
and allows you to monitor and
control garage door openers and
lightingaomssories enabled by
MyQ‘ technology.

Remote Light Switch:
Automatically control your lights

using yourgarnge dooroponer,
a SECURITY-i 2 0'“ remote
oontrol or a LiftMaster‘lntemet

Gateway Simptyreplaces your
current wired wail switch.

Flelnnte Light Control:
Automatically control your lights
ueingyour garage door opener.
a SECURITY!‘ 2.0"‘ remote
control or e LiftMaster‘ lntemet

Gateway. Fiuge into any interior
outlet.

Laser Garage Parking Assist:
Lnseronables irurneownersto

precisety park vehicles in the
garage.

BZBLM

QBDLM

%
U41A5251-1

<1§

Garage and Gale Monitor:
Monnoropen/clomd etetuelor
up to 4 Mym compatible garage
door openers or gate operators
and close them from anywhere in
the home.

Srrrgl Protector:
The Garage DourOpener Surge
Protector‘: designed to proled
LiltMneier'garnge door openers
against damage lrom lightning
and ponvorsurges. Easy to
install.

MAXWirclerrn Keyleee Entry:
For use outside oi the home to

enable access to the garage
ueing a 4-digi PiN Works with

ALLLttMaster" openers trom
1993- present

Extension Brackets:

(Optional) For oalely reversing
sensor installationonto the wail
artloor

(CX-0044 (manual for LiftMaster 8355) at 34.).

B95MAX

BBSMAX

BQDMAX

BB2l.TIB94LT§

S—ButtonPremium
MAXRemote Control:

Compatible with LillMaster‘
garage door openers
manirlactured since i995.

lndrrrles virznrclip.

S-Button MAXRemote
Control:

Compatible with LhtMaster"
uerrtqe dour openers
manufactured since 1933.

lndudee viaar era.

Mini &B|Iltnn MAXRemote
Control:

Compatible w'nh LntMester’
garage door openers
manutactured since t9BCt.

2 A-tButton Laamlrq Remote
Oontrolo:

Compatible with LdlMasleF
garage door openers
rnanuiactured sinus H197 Also

compatible with Encrypted DlP
lor gate npplronlions.
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'
Smart Control Panel‘.

Displays tarrrpararirra, time and
system diagnostics; includes a
push bark: open and close the
door and e lod<leelure tor extra

security. SECUFllTY+2.0“
compatible.

Motion Detecting
Control Panel with
Timer-to-Close Control:
Multi-function door control with

motion sensor that automatically
tume openeriighte on when it
detects a person entering the
garage. SECURITY-F2.0"‘
ocmpatible

Mollon Detecting
Control Panel:
Multi-tunctiondooroontrol with

motion sensor that automatically
tun-isopener lights on when it
datoota n paranrr entering the
garage.secunnw zor"
compatible.
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2. CGI’s Decision to Treat the LiftMaster 8355W as Representative of
All 404 DI Products Overlooks CGI’s Failure of Proof with Respect to
the LiftMaster 8355 Accessorized with 828LM Internet Gateway

During the Hearing, Mr.’Fitzgibbon and Dr. Subramanian took the position that the

LiftMaster 8355W is representative not only of the 404 Onboard Wi-Fi Domestic Industry

Products, but also of the 404 Intemet Capable Domestic Industry Products, previously

represented by the LiftMaster 8355. (Tr. (Subramanian) at 379:9-12 (“Q. And when the 8355

product is used with the [82,8LMhiternet] Gateway, is the 8355W representative of all of those

products as well? A. Yes, it is.”); Tr. (Fitzgibbon) at 219: 12-16 (“Q. When used together with

the [828LM] lnternet gateway, will the 8355 product perform all of those same features that

you've just explained about Ale1t2Close and the notifications? A. Yes, it performs identical to

the Wi-Fi model.”).). Consequently, in its Post-Hearing Brief, CGl relied on evidence with

respect to the operation of the LiftMaster 8355W for the operation of all of the 404 DI Products.

This is potentially problematic for at least two (2) reasons. First, as shown below in

Figure 24, the 8355W and 8355 operate, at least to some extent, in different ways. Figure 24,

created during the cross examinationof Dr. Subramanian, which he verified as accurate, shows

that while the 8355W and 8355 process commands received by the head unit in the same

manner, how commands reach the head unit differs depending on the product. '(Tr.

(Subramanian) at 656:9-660117.). In the 8355W product, commands sent from the MyQ

smartphone application travel over only a Wi-Fi network en route to the head unit. (1d.). By

contrast, in the 8355 accessorized with the 828LM Internet Gateway, commands fiom the MyQ

smartphone application travel to the 828LM Internet Gateway over a Wi-Fi connection and then

travel from the 828LM Intemet Gateway to the head Luiitvia a separate 900 MHZ connection.

(Id.).
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Figure 24: Demonstrative Created by N0rtek’s Counsel During Cross Examination of Dr.
Subramanian at the Hearing, Showing Distinct Networking Arrangements LiftMaster

8355W and LiftMaster 8355Accessorized with 828LM Internet Gateway
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(RDX-120C (showing different communication pathways for smartphone close commands when
communicating with LiftMaste1'8355 and 8355W.).).

This operational difference is echoed in CGI’s Pre-Hearing Brief. There, CGI drew a

distinction between the 8355W product and the 8355 product accessorized with the 828LM

lntemet Gateway with respect to the satisfaction of element [b] of claim ll, insofar as CGI

makes a doctrine of equivalents argument only for the latter. (CPBr. at 50-51.). Thus, the

underlying operational differences between these products set forth in Figure 25 below are

potentially material, given that claim ll focuses on the “communication connection[s]” of the

“movable barrier operator” (i.e., head unit). (JX-0005 (’404 patent), cl. 11.).

However, based on the proper construction of claim 11, that is that the “movable barrier
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operator” is the head unit and need not have mutually exclusive “communication connections[s]”

for commands received via Wi-Fi, “local wired connection,” etc.), CGI’s equivalency argument

is unnecessary. Moreover, CGI did not raise this argument in its Post-Hearing Brief and thus

waived it under Ground Rule 10.1. The 8355 product accessorized with the 828LM Internet

Gateway appears to satisfy element [b] of claim 11 even under Nortek’s narrow, now-rejected

position that the head unit must have mutually exclusive “communication connections” in a hub­

and-spoke configuration. (CBr. at 41-42 (“The ’404 DI Products meet this limitation under that

construction because the head unit, which is part of the movable barrier operator, directly

connects to each of the devices discussed above via a wired or wireless connection.”).).

Moreover, as CGI noted, the operation of the 404 DI Products is undisputed. (CBr. at

42.). 404 Internet Capable DI Products accessorized with a 828LM Internet Gateway can receive

commands from the MyQ mobile phone application over the intemet just as if they were

connected via an onboard Wi-Fi adapter. (Tr. (Fitzgibbon) at 219:6-16 (once connected to

network, 8355 and 8355W work the same); Tr. (Subramanian) at 381 :23-382121.). Whether the

comiection to the network adapter is by an onboard Wi-Fi connection, or, alternately, through a

dedicated 900Mhz wireless channel, is irrelevant to claim 11 of the ’404 patent. (Tr.

(Subramanian) at 707:7-11 (reaffirming his opinions in view of cross-examination).).

In the 8355W product and 8355 product accessorized with the 828LM Internet Gateway,

the I

. K V V (Id. (citing CX-0943C (Source Code) at 433; Tr. (Subramanian) at

384:21-385:l2; Tr. (Toliyat) at 944116-24.). As shown above in Figure 24, a I I

. , . , .. . . . . ., . . Jegardless Ofthe

networking differences between the 8355W and 8355 accessorized with the S28LM Internet
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Gateway. (Tr. (Subramanian) at 385117-386:3; Tr. (Toliyat) at 944111-945:l2; CX-0943C

(Source Code) at 438-39“ I 4 _, 1161 (1, I V D. CDX-00040065

( “).). In the 8355W and 8355 accessorized with the 828LM

Intemet Gateway, the head units respond to this‘ _ » I ' _ 1

the same way, based on the V ' ~ H‘, as explained in more

detail below.

Noitek and its expert, Dr. Toliyat, did not dispute this evidence and thus failed to raise a

material operational difference between the 8355W product and the 8355 product accessorized

with the 828LM Internet Gateway. Consequently, from a technical perspective, CGI

appropriately treated the 8355W as representative of all the 404 DI Products. Moreover, Nortek

waived the argument under Ground Rule 10.1.

‘CGI’s technical domestic industry problems do not end there. More troubling than CGI’s

collapse of two (2) representative 404 DI Products (8355W and 8355) into one representative

404 DI Product (8355W) is Nortek’s contention that CGI has not identified the 828LM Internet

Gateway as part of a domestic industry product.

According to Nortek, CGI did not identify the LiftMaster 828LM Internet Gateway as

one of the 404 Internet Capable Domestic Industry Products, either alone or in combination with

other 404 Internet Capable Domestic Industry Products, in CGI’s Pre-Hearing Brief or even its

Motion for Summary Determination on the Economic Prong of the Domestic Industry

Requirement. (RRBr. at 41.). ’

Nortek is correct, and the same is true for CGI’s Post Hearing Brief. CGI listed the non­

Wi-Fi enabled LiftMaster 8355 as a 404 DI Product and only alluded to the fact that

“Chamberlain internet-capable GDOs” “can be connected to the internet using an internet
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gateway accessory[.]” (CBr. at 7.). Chamberlain also did not allege or prove by a

preponderance of the evidence that the LiftMaster 828LM Internet Gateway was included with

the LiftMaster 8355 product or any other 404 Intemet Capable DI Products. This raised

questions, largely unresolved, about the firequencywith which customers purchase and pair the

Gateway with the LiftMaster 8355 such that the combination is configured to practice claim ll.

(CX-00440034 (showing 828LM Internet Gateway as optional accessory).).

I11other words, for the purposes of domestic industry, as shown below in Figure 25, CGI

seeks to have its cake and eat it, too. For the purposes of satisfying the economic prong of

domestic industry (addressed in a separate Summary Determination Order), CGI has included all

domestic industry expenditures for 404 Internet Capable DI Products without mentioning the

828LM Internet Gateway accessory that actually makes those Products “Internet Capable.” Yet,

for the purposes of satisfying the technical prong of domestic industry, CGI has presented an

analysis that relies upon the inclusion of the 828LM Internet Gateway connected to the 404

Internet Capable DI Products in order to show that these Products practice claim 11.

CGI cannot have it both ways. On the one hand, CGI could exclude the 828LM Internet

Gateway altogether from the domestic industry analysis and consequently not claim any of the

expenditures associated with the 404 Intemet Capable DI Products. On the other hand, CGI

could include the 828LM Internet Gateway and claim only those domestic industiy expenditures

attributable to the fraction of total LiftMaster 8355 units that customers have combined with the

828LM Internet Gateway because that combination, and only that combination, makes the

LiftMaster 8355 capable of practicing claim 11. What CGI has tried to do, but cannot do, is

exclude the 828LM Internet Gateway for economic prong ptuposes and include the 828LM

Intemet Gateway for teclmical prong purposes. For the above-mentioned reasons, this approach
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artificially inflates CGI’s domestic industry expenditures.

According to CGI, V i ~ » I I M

Simi1flY1Y=Chamb@Y1ain’S L L V >4

V L L LLV V‘ L V 77> L i (Mem in SUPP °fCGI’s Mm‘ for

Summary Determination That It Has Satisfied the Economic Prong of the Domestic Industry

Requirement (Doc. ID No. 664043 (December 12, 2018)) at 13-14.). However, CGI’s record

contains no information about the number of 828LM Internet Gateway accessories CGI sells or

sold through the filing of the Complaint. Also left unexplained is WhetherCGI tracks, for

example, the percentage of LiftMaster 8355 customers who acquire the 828LM Internet

Gateway.
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Figure 25: Product-by-Product Breakdown of CGI’s DI Products, Attached as Exhibit 4A
to the Memorandum Accompanying CGI’s Motion for Summary Determination That it

Has Satisfied the Economic Prong of the Domestic Industry Requirement
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(Id., Ex. 4A (annotated to show U.S. sales of the 8355W and 8355 DI products).)i

For this reason, CGI’s domestic industiy showing cannot include the 404 Internet

Capable DI Products and expenditures for those Products, unless the Products happen to practice

a claim of the ’223 patent as CGI also alleged. (See Section VII_I.B.).28This is so for one (1) of

28As explained in Section VlI1.B below, the LiftMastcr 8355' sans 828LM gateway also fails to practice
the ’223 patent. Thus, CGI cannot count qualifying expenditures related to the LiftMaster 8355, 8355­
267, or 8355RGD toward CGI’s overall domestic industry expenditures. Nevertheless, the omission of
thcse expenditures docs not affect the outcome that CGI has satisfied the economic prong of domestic
industry. (See, generally, lnitial Determination Granting CGl’s MSD That It Has Satisfied the Economic
Prong of the Domestic lndustly Requirement '(Doc. ID No. 695438 (Nov. 25, 2019).). ­
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two (2) reasons. First, either CGI has failed to identify the LiftMaster 8355 and LiftMaster

fi28LM gateway combination as a DI product, and thereby has waived the opportunity to do so

now for the purposes of satisfying domestic industry requirements. Or, second, CGI has.

properly identified that combination as a DI product but failed to apportion its DI expenditures

so as to account for the potentially large percentage of LiftMaster 8355 products that were not

sold with or do not operate Withthe LiftMaster 828LM accessory.

Either way, it would be antithetical to the domestic industry requirement to credit CGI

with 100% of expenditures for a product that, standing alone, defmitively does not practice a

claim of an asserted patent and only when some of the time, it is combined with another product

from the same manufacturer, it practices an asserted patent claim. However, the frequency of

that combination is unclear.

Based on the above, CGI did not prove by a preponderance of the evidence that the

LiftMaster 8355W was representative of all 404 DI Products, and, in particular, the LiftMaster

8355, in terms of operation.

3. CGI Has Proven That the 404 Wi-Fi DI Products, and the 404 i
Internet Capable DI Products Accessorizedwith a 828LMInternet
Gateway, Satisfy Claim 11 of the ’404Patent

There is no dispute that all of the 404 DI Products practice element ll[p]. The 404 DI

Products are GDOs that contain processors configured to selectively use light and sound alerts

together (i.e., a barrier imminent motion notification) when an unattended door is closing. (CX­

0134 (8355W Installation Guide) at 1; CX-0044 (8355 Installation Guide) at 1; Tr.

(Subramanian) at 379113-21.). _ I

An “unattended” closing is one that the user typically cannot see (such as when closing

via the Intemet using a mobile phone application). (CX~l34 (8355W Installation Guide) at 3
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(defining unattended operation); CX-0206C (Product Requirements Specification for ’404 DI

K p ; see also Tr. (Subramanian) at 380:7-14 (explaining unattended close).).

There is no dispute that the 404 DI Products practice claim 11[a]. All of the 404 DI

Products include a motor that is connected to a drive apparatus to open and close a movable

barrier between a first and second position. (CX-0134 (835SW Installation Guide) at 25-26

(showing ability of door to travel), 41 (“motor with travel module”); CX-0044 (8355 Installation

Guide) at 22-23 (showing ability of the door to travel), 38 (8355 “Motor”); Tr. (Fitzgibbon) at

l95:l0-16 (“Q. Now, are all of the products that are shown here on CDX-3.2 -- have they all

been tested in the United States? A. At some time, of course they have. Q. Were they all

connected to movable barriers when they were tested? A. Yes."); Tr. (Subramanian) at 380117­

381122; Tr. (Toliyat) at 944: 18-24.). ‘

It is undisputed that the 404 DI Products practice claim l1[b]. All of the 404 DI Products

(with or without Wi-Fi enablement) have local “communication connection[s]” with: (1) a wall

station (“local wired connection”), (CX-0134 (8355W Installation Guide) at 31 (“Using the door

control”); CX-0044 (8355 I_nstallationGuide) at 26 (same); Tr. (Subramanian) at 381223-382:6),

and (2) a remote control (“direct wireless connection to a transmitter”), (CX-0134 (8355W

Installation Guide) at 33; CX-0044 (8355 Installation Guide) at 28; Tr. (Subramanian) at 382:7­

10.).

Additionally, 404 Wi-Fi DI Products, 404 Internet Capable D1Products accessorized

with a 828LM Intemet Gateway, have remote “communication cormection[s]” with: (3) a

Page 82 of 288



Public Version

smartphone application (“wireless communication system eonneetion”).29 (CX-0134 (8355W

Installation Guide) at 30; CX-0044 (8355 Installation Guide) at 33; Tr. (Subramanian) at 3821-11­

2l; CX-0638C (8355W test results); CX-0639C (8355 test results).).

It is undisputed that the 404 Wi-Fi DI Products, and the 404 Internet Capable DI Products

accessorized with an 828LM Internet Gateway satisfy the “detennination” elements [c] and [e].

The claimed “processor” in the LittMaster 8355W and 8355 is the PIC18F67J 11 processor

which is included on the main logic board of the head unit (i.e., “movable barrier operator”).

(Tr. (Subramanian) at 383120-384:17.). In the DI Products, this processor is capable of

determining if a signal is received from “at least one of the system wired comiection, the network

connection, and the wireless communication system connection.” On the one hand, and “at least

one of the direct wireless connection to the transmitter and the local wired connection.”

In the 404 DI Products, a close command is called

L L VL L p . (Tr. (Subramanian) at 385117-386:3; Tr.

(Toliyat) at 944:1 1-945 :12; CX-0943C (Source Code) at 438-39; V p p p p p p ,

1161 ( ~);CDX-O004.0065 ( ).). When a 404 DI

Product receives a close command, the “processor”

29According to Nortek, “Dr. Subramanian did not offer an opinion that the ’404 Domestic Industry
Products practice Claim l1’s ‘network connection,’” and, thus, “Chamberlain has failed to establish that
the LiftMaster 8355 practices the ‘wireless communication system connection’ or ‘network connection’
limitation in limitation l1[b].” (RRBr. at 423.). Yet, expert testimony is only one form of evidence
relevant to CGI’s DI case. In the absence of expert testimony, technical documents and product manuals
provide the necessary proof, particularly where, as here, the underlying technology is relatively
straightforward.
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3° (Id.).

. (Tr. (Subramanian) at 386:2-3i

.).

i. (1d.).

(Subramanian) at 387:l8-388:1; CX-0943C (Source Code) at 438-439.).

3‘?Dr. Toliyat argued that p t , i V ‘I (Tr.
(Toliyat) at 948:3-15; RRBr. atii44¥5‘O'.i).i soidoingffir.Toliyatiiifiipoiltedia £équirei1ié1it‘i155tthe
processor determine the exact type of communication connection over which a message is received,
which is reminiscent of N0rtek’s now-rejeeted “hub and spoke” embodiment in which a “movable barrier
operator” acts as a communication hub with multiple and entirely separate “communication connections”
over which to receive commands from different command sources. Yet, that is not what claim 11
requires. Rather, elements [e] and [e] require only that the “processor” “determin[e] whether” a
command is “received from at least one of’ a group of “eommrmication connection[s].” (J.X—0005(’404
patent), cl. 11.).
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Figure 26: CGI’s Depiction of the 404 DI Products’ Use of thei M»

(CDX-00O4C.0065 (introduced during the testimony of Dr. Subramanian).).

It is undisputed the 404 Wi-Fi DI Products, and the 404 Intemet Capable DI Products

accessorized with a 828LM Internet Gateway, satisfy the “effect” elements [d] and [f].

In response to making the local versus remote source “determination” explained above,

the “processor” I (CX—

0943C (Source Code) at 438-439 i, 383-420 ( ' ).). The

(Tr. (Subramanian) at 387:12-388:8 (analyzing claims 11[d] and 11[f]), 651121-652:1

(explaining specific firmware function); CX-0943C (Source Code) at 384, 418 I Mi),
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438-439 (~ _ ); Tr. (Toliyat) at 944118-24 7

1.).

Consequently, the 404 Wi-Fi DI Products, and the 404 Internet Capable DI Products

accessorized with a 828LM Internet Gateway satisfy claim ll of the ’404 patent. With respect to

those products only, CGI has satisfied the technical prong of the domestic industry requirement

for the ’404 patent. Certain Doxorubicin and Preparations Containing Same, Inv. No. 337-TA­

300, Initial Determination at 109, 1990 WL 710463 (U.S.I.T.C. May 21, 1990), aff’d, Views of

the Commission at 22 (October 31, 1990) (the test for claim coverage for the purposes of the

technical prong of the domestic industry requirement is the same as that for infringement).

C. Invalidity

1. Invalidity Overview?‘ Nortek Failed to Prove That the ’404Patent Is
Invalid '

For the reasons set forth below, Nortek has failed to prove by clcar and convincing

evidence that claim 11 of the ’404 patent is invalid. _
=

Section 101 of the Patent Act states: “Whoever invents or discovers any new and useful

process, machine, manufacture, or composition of matter, or any new and useful improvement

thereof, may obtain a patent therefor, subject to the conditions and requirements of this title.” 35

31In its Response to the Complaint, Nortek alleged that “[a]1lasserted claims of the Asserted Patents are
invalid for failure to meet one or more of the requirements set forth in Title 35 of the United States Code,
including Sections 101, 102, 103, 112, and/or 116.” (Resp., Affirmative Defenses at 111]3, 5.). In its Pre­
Hearing Brief, Nortek did not raise any arguments that the ’404 patent was invalid under 35 U.S.C. § 102
or § 116, Thus, any argument on these issues are deemed abandoned or withdrawn under Ground Rule
7.2. Additionally, in its Initial Post-Hearing Brief, Nortek failed to address any allegations that the ’404
patent is invalid under 35 U.S.C. § 112. Accordingly, any argument on this issue is deemed waived under
Ground Rule 10.1.
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U.S.C. § 101. Nortek has not proven that claim 11 is directed to an abstract idea and is otherwise

patent ineligible under Section 101.

Under 35 U.S.C. § l03(a), a patent is valid unless “the differences between the subject

matter sought to be patented and the prior art are such that the subject matter as a WholeWould

have been obvious at the time the invention was made” to a person having ordinary skill in the

art. 35 U.S.C. § 103(a). The ultimate question of obviousness is a question of law, but “it is well

understood that there are factual issues underlying the ultimate obviousness decision.”

Richards0n- Vicks, 122 F.3d 1476, 1479 (Fed. Cir. 1997) (citing Graham v. John Deere C0. of

Kansas City, 383 U.S. 1, 17 (1966)).

Nortek has also not proved by clear and convincing evidence that claim 11 of the ‘404

patent is obvious in view of Nortek’s prior art.

2. Claim 11 Covers Patent Eligible Subject Matter

According to Nortek, claim 11 is invalid for attempting to cover patent ineligible subject

matter that is not allowed by 35 U.S.C. § 101. (RBr. at 8.). Nortek argued that “claim 11 is

directed to the abstract idea of using a rule to choose between two alternatives.” (Id. at 8-9.).

Nortek framed this purportedly abstract idea as a “need to differentiate inputs” (quoting the ’404

patent specification) and the “use of a rule to choose whether or not to sound the alarm as the

claimed invention.” (Id. at 9.). In Nortek’s words, “[t]his decision between alternatives is so

basic and abstract that it is not entitled to patent protection under §l0l.” (Id. at 8.).

In rebuttal, CGI argued that “[a] movable barrier system with a selective ‘moving-barrier

imminent motion notification’ is patent-eligible because it is an improved machine that falls

squarely within § 101, and is outside any exception.” (CRBr. at 3.). According to CGI, claim 11

is “directed to a specific machine that performs a specific algorithm, not an abstract idea,”
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because “[e]ach element of claim ll (and the claim as a whole) is focused on a networked

movable barrier system that selectively uses a ‘moving-barrier imminent motion notification’

based on specific ways of determining Whenit is safe to close without an alarm.”32 (ld.).

Nortek and CGI appear to agree on the inventive feature of claim ll. That feature is

providing a notification (e.g., an alarm) when a “movable banier operator” determines that a

close command came from a remote source (e.g., a smartphone application connected to the

“movable barrier operator” via Wi-Fi) and, by contrast, not providing a notification when a

“movable barrier operator” detennines that a close command came from a local source (e.g., a

wall station connected to the “movable barrier operator” via a “local wired connection”.). (RBr.

at 9 (“decision-making process is the focus of the claims”), 10 (“’detennining’ step is the ‘core’

of the ’404 invention”) (quoting its expert, Dr. Kenneth Femald,“ who referenced CGI Pre­

Hearing Brief); CRBr. at 2-3 (“Claim 11 of the ’404 patent is directed to an improved movable

barrier system that alarms before moving when operated remotely, but closes without the

32Noitek highlighted CGI’s decision not to provide rebuttal evidence on the patent eligibility of claim l1
during the Hearing. “Accordingly,” Nortek concluded, “the evidence overwhelmingly shows that this
issue should be decided in Nortek’s favor.” (RBr. at 8.). There are two (2) problems with this argument.
First, as evinced by citations to the Hearing record provided in the section of CGl’s Reply Post-Hearing
Brief addressing Nortek’s § 101 argument, including case~in-chief testimony from Mr. Fitzgibbon and Dr.
Subramanian, Nortek is incorrect that “the only evidence presented at trial regarding the ’404 Patent’s
eligibility under §l0l _camefrom Nortek.” (CRBr. at 3.). Second, Nortek’s argument ignores its burden
of proof on this issue. If Nortek failed to satisfy its burden here, CGI would not need to present rebuttal
evidence on this issue in order to prevail.

33When he testified on Thursday, June 13, 2019, Dr. Kemieth Wilson Femald had earned a “bachelor's, a
master’s and a PhD in electrical engineering” from North Carolina State University and had Workedin
industry for about 30 years focusing on “microeontrollers and related systems, microprocessors, [and]
_embeddedsystems” and, during that time, been awarded over 70 patents and published “20-odd” papers.
(Tr. (Femald) at 1053112-1055:11; RX-0056). Dr. Femald was called by Nortek to testify about “the
level of skill in the art at the relevant time period, how the Asserted Patents fail to satisfy the requirements
of patentability, the prior art Respondents have identified, and how those references invalidate the
Asserted Claims” and “the materiality of the references withheld during prosecution by the applicants for
the ’404 Patent.” (RPSt. at 3.).
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annoyance of an alarm when operated locally.”).).

' As the specification of the ’404 patent explains, “there is a need to differentiate inputs

that are received locally or within sight of the operator (either physically or by a camera) as

opposed to inputs that can be generated from a long distance or not within sight of the operator.”

(JX-0005 (’404 patent) at 1:48-52.). See ChargeP0int, Inc. v. SemaC0nnect, Inc., 920 F.3d 759,

767 (Fed. Cir. 2019) (“the specification may be useful in illuminating whether the claims are

directed to the identified abstract idea”).

Against this backdrop, Nortek draws a distinction between those decisions that find

patent claims invalid on the one hand, and valid on the other hand, under § 101. Cases falling

into the former category relate to patent claims covering “longstanding practices and methods of

organizing human activity.” (RBI. at 12 (citing AflinizyLabs of Texas, LLC v. DIRECTV,LLC,

838 F.3d 1253, 1259 (Fed. Cir. 2016) (“providing out-of-region access to regional broadcast

content” is an abstract idea and “merely limiting the field of use of the abstract idea to a

particular existing technological environment [here, cellular phones] does not render the claims

any less abstract”); In re TLI C0mmc’ns LLC PatentLitig., 823 F.3d 607, 611 (Fed. Cir. 2016)

(“abstract idea of classifying and storing digital images in an organized manner” where “tangible

components such as ‘a telephone unit’ and a ‘server”’ “merely provide a generic environment in

which to carry out the abstract idea”).); see also FairWarning IP, LLC v. Iatric Systems,Inc., 839

F.3d 1089, 1092 (Fed. Cir. 2016) (claim 1 “irnplement[ed] an old practice in a new enviromnent”

generating a rule based on at least one of a number of predetermined criteria of user access,

applying the rule to audit log data to determine if at least one criterion was met, storingia “hit” if

an event occurred, and notifying the user if an event had occurred, “the same questions that

humans in analogous situations detecting fraud have asked for decades, if not centuries”).
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According to Nortek, cases falling"into the latter, “patent-eligible” category relate “to

specific technical improvement in the functioning of computer technology.” (RBr. at 14 (citing

Data Engine Techs. LLC v. Google LLC, 906 F.3d 999, 1003 (Fed. Cir. 2018) (“specific method

for navigating through three-dimensional electronic spreadsheets”); Core WirelessLicensing

S.A.R.L. v. LG Elecs., Inc., 880 F.3d 1356, 1362 (Fed. Cir. 2018) (“improved user interface for

electronic devices, particularly those With small screens”); McRO, Inc. v. Bandai Namco Games

America Inc., 837 F.3d 1299, 1314 (Fed. Cir. 2016) (“a specific asserted improvement in

computer animation); Enfish v. Microsoft C0rp., 822 F.3d 1327, 1339 (Fed. Cir. 2016) (“specific

type of data structure designed to improve the way a computer stores and retrieves data in

memory”); DDR Holdings v. Hotelscom, L.P., 773 F.3d 1245, 1257 (Fed. Cir. 2014) (claimed

generation of Websitesto retain visitors “necessarily rooted in computer technology in order to

overcome a problem specifically arising in the realm of computer networks”).).

Nortek fails to recognize that claim 11 falls squarely into the patent eligible category.

Claim 11 covers a simple but specific improvement in the operation of a computerized “movable

barrier” system. In essence, claim 11 requires that a “movable barrier operator” be configured to

process “close” commands received from specifically enumerated “communication

connection[s],” determine vvhetherthe commands come from local or remote sources, and

effectuate closing of the “movable barrier” with a “moving barrier imminent notification” only

when a “close” command arrives from a remote source. (JX-0005 (’404 patent), cl. 11.).

In a tangible way, claim ll attempts to preserve the safety benefits of a “moving barrier

imminent motion notification” when a “close” command originates from a remote source, and

the sender of the command might not have eyes on the “movable barrier.” Claim 11 dispenses

with the annoyance of the “moving barrier imminent motion notification” when a “close”
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command originates from a local source and the sender of the command likely has eyes on the

“movable barrier.” (Id. at l:36~48 (“[I]t is advantageous to include the notification feature to

warn those near the barrier of the barrier’s imminent movement when actuated to move by a user

that is not present at the barrier. The operator or user of the movable barrier system may be

located near the door such that delay in the operation of the movable barrier system can result in

user frustration because the user will typically expect immediate operation of the movable barrier

operator upon actuation by the user.”).).

Nortek framed “the focus of claim 11” as merely “using a rule to choose between two

alternatives[.]7’ (RBr. at 8, l2~l3.). If claim ll did cover the truly abstract idea of a “movable

barrier operator” configured to apply a generic condition or rule to choose between generic two

alternatives, claim 11 would likely be found to cover an abstract idea. Yet, in the context of a

“movable barrier system,” claim ll requires the application of a specgficconditian (command

source is local or remote) to choose between two specific altematives (close barrier with or

without a notification (e.g., alann) (emphasis added).). (JX-0005 (’404 patent), cl. 11.). It is the

operational specificity of claim 11 that makes it patent eligible under § 101. Stated another way,

the conditional sounding of a garage door alarm, based on a local versus remote “close”

command source, is much more akin to a “specific technical improvement in the functioning of y

computer technology” than a “longstanding practice[] and method[] of organizing human

activity.” _

Nortek draws a false equivalency between claim ll of the ’404 patent and claim 1 of U.S.

Patent No. 7,224,275 (“the ’275 patent”), which was recently held to be invalid by the Federal

Circuit pursuant to § 101. See Chamberlain Group, Inc. v. Techtronic Industries C0.

(“Techtr0nic"), 935 F.3d I341, 1349 (Fed. Cir. 2019). Claim ll ofthe ’404 patent and claim l
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of the ’275 patent are distinct claims from distinct patents and, thus, the Federal Circuit’s

decision to find the latter directed to an abstract idea and ultimately patent-ineligible is not

dispositive with regard to Nortek’s § 101 challenge to the ‘404 patent. Nevertheless, the Federal

Circuit’s analysis of claim 1 of the ’275 patent in Techtrunic is instructive for purposes of

applying Alice insofar as Techlronic sheds light on the metes and bounds of an “abstract idea.”

Claim language is the focus of a § 101 inquiry. See Synopsys, Inc. v. Mentor Graphics

Corp, 839 F.3d 1138, 1149 (Fed. Cir. 2016) (“The §l01 inquiry must focus on the language of

the Asserted Claims themselves”). Claim 1 of the ’275 patent recites:

A movable barrier operator comprising:

a controller having a plurality of potential operational status conditions defined, at
least in part, by a plurality of operating states;

a movable barrier interface that is operably coupled to the controller;

a wireless status condition data transmitter that is operably coupled to the
controller, wherein the wireless status condition data transmitter transmits a status
condition signal that:

corresponds to a present operational status condition defined, at least in 1
part, by at least two operating states from the plurality of operating states;

and comprises an identifier that is at least relatively unique to the movable
barrier operator, such that the status condition signal substantially
uniquely identifies the movable barrier operator.

Techtronic, 935 F.3d at 1345 (emphasis added).

As the Federal Circuit explained with respect to claim l of the ’275 patent:

The ’275 patent relates to an apparatus and method for communicating information
about the status of a movable barrier, for example, a garage door. The ’275 patent
explains that, “[o]ver time, the capabilities of and features supported by . . . movable
barrier operators . . . expanded to include actions other than merely opening and
closing a corresponding movable barrier.” ’275 patent at col. l, ll. 31-34. Some
movable barrier operators could provide ambient lighting, for example, or sense the
presence of an obstacle in the path of the movable barrier and take an appropriate
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action. Id. at col. 1, ll. 34-38. The ’275 patent explains that the movable barrier
operator may communicate information relating to the movable barrier’s status with
respect to these actions with various peripheral devices, including sensors, alarms,
displays, lights, and so forth. Id. at col. 1, ll. 54-61. Rather than communicating
this information over a physical signaling path, the asserted claims recite
communicating it wirelessly. Id. at col. 1, 1. 64 —col. 2, l. 16. The specification
describes wireless transmitters as being “well understood in the art.” Id. at col. 3, l.
54 —col. 4,1. 4.

Id.

In arriving at its patent-ineligible finding, the Federal Circuit explained that “claim 1 is

directed to wirelessly communicating status information about a system. .,. The only described

difference between the prior art movable barrier operator systems and the claimed movable

barrier operator system is that the status information about the system is communicated

wirelessly[.]” Id. at 1346. The Federal Circuit continued, “the claims merely recite a system that

communicates status information, in the same ‘well understood’ manner that wireless

transmissions have always occurred” and “no specific manner of performing the abstract idea is

recited in these claims.” Id. at 1348.

Here, by contrast, claim 11 of the ’404 patent recites a specific manner for selectively

applying a “moving barrier imminent motion notification.” While “movable barrier operator”

processors surely make myriad “determination[s]” under normal operating conditions, claim ll

targets a specific determination based on a specific condition, i.e., command source is local or

remote, specific “communication connection[s]” from which commands can be received, e.g.,

“local Wired comiection,” “wireless communication system connection”, and specific results, i.e.,

close barrier with or without a notification. Thus, Nortek’s § 101 defense falters at the first blush

or, as CGI asserted, “Nortek’s argument that the ’404 patent is directed to an abstract idea fails at

Alice step one.” (CRBr. at 2.).
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That said, if the “determine” and “effect” elements of claim ll ([0] —[t]) are

subsequently found to recite an abstract idea, claim 11 would likely be found to be patent

ineligible. That is because, in step 2 of the Alice analysis, “courts must examine the elements of

the claim to determine whether it contains an ‘inventive concept’ sufficient to ‘transform’ the

claimed abstract idea into a patent-eligible application.” Alice, 573 U.S. at 217. Here, as shown

below in Figure 27, there appears to be no legitimate dispute“ that there is nothing inventive

about elements [p] —[b] of claim 11, alone or in combination. (See RBr. at 14-18.). See Alice,

573 U.S. at 225 (examine not just whether the claimed elements existed independently prior to

the asserted patent, but whether they were routine and conventional as an “ordered

combination.”). i

As of March 2009, when the ’404 patent application was filed, as Figure 27

demonstrates, “movable barrier operator systems” (or “MBOs”) with combinations of

s: n as as
“processor[s], communication connection[s], movable barriers” and “imminent motion

notifications” appear to have been routine and conventional for some time. In February 2006, a

patent application disclosing these elements, which subsequently issued as U.S. Patent No.

6,998,977 and was assigned to CGI (“Gregori Patent”). (RX—1360(Gregori Patent) at Cover,

Figs. 1-2.).

3‘According to CG1,“[a]t the time of the ’404 invention in 2007, MBOs (or movable barrier operators, or
more simply, systems that opened garage doors or gates, etc.) with the ability to connect to the internet
and other devices through a plurality of communication connections were anything but ‘well-understood’
or ‘conventional.’ Chamberlain was the first to bring such cormected products to market in 2011. Tr.
[Sorice] at 110:9-14 (‘Q. When MyQ was launched [in 2011], did anyone else in the industry have an
Internet-connected MBO? A. No, we were the first.’).” (CRBr. at 8.). Yet, while market introduction of
products possessing certain claim elements might he indicative of those elements being routine and
conventional as an “ordered combination,” market introduction is not the test laid out in step two of the
Alice analysis.
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Figure 27: Figure 1 of ’404 Patent (left, application filed in 2009) and Figure 2 of the
Gregori Patent (right, application filed in 2003),Both Assigned to CGI
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(IX-0005 (’404 patent) at Fig. 1 (left); RX-1360 (Gregori Patent) at Fig. 2 (right).).

While Figure 1 of the ’4()4patent discloses items not explicitly disclosed in Figure 2 of

the Gregori Patent, such as cellphone (50) and the computer (70), as shown below in Figure 28,

Figure 1 of the Gregori Patent also disclosed a computer (108) and cell phone (110) connected to

a “movable barrier operator system” via a network connection. (RX-1360 at Fig. 1.). As

discussed in more detail in the obviousness section below, the Gregori Patent also explained that

the “digital network” can be “the well known Internet.” (Id. at 2:25-28.).
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Figure 28: Figure 1 of ’404 Patent (left, application filed in 2009) and Figure 2 of the
Gregori Patent (right, application filed in 2003),Both Assigned to CGI
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Thus, Nortek has proven by clear and convincing evidence that step 2 of the Alice test

Would be satisfied in the event that the “detennine” and “effect” elements [c] —[f] of claim 11

are found to recite an abstract idea.

3. Claim 11 Is Not Obvious in View of the Identified Prior Art

Noitek argued that claim ll is obvious in view of three (3) references: DASMA Article

(RX-1026 (Jan. 2006)), Gregori Patent (RX-1360 (underlying application published in Jan. 2005

patent issued in Feb. 2006)), and the UL325 Standard (RX-0086C (Jan. 2009)). (RBr. at 18.).

CGI does not dispute that these references are prior art to the ’404 patent, which was filed on

March 24, 2009. (CRBr. at 9-17.).
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Dated January 23-25, 2006, DASMA Article is entitled “News From the DASMA

Annual Meeting” and was published in D+AS MAGAZINE, a publication of the Door & Access

Systems Manufacturers Association (“DASMA”). (RX-1026 (DASMA Article) at 1.). In

pertinent part, the DASMA Article states that, as of January 2006, the UL 325 Standards

Technical Panel “reviewed and developed provisions,” eligible for adoption by a future vote,

“regulating unattended operation of residential garage doors” because of “the market presence of

devices that can automatically operate a garage door Without someone in the line-of-sight of the

door,” including some devices that “operate via timers or Internet access.” (Id. at 3.).

The Gregori Patent is entitled “Method and Apparatus for Monitoring a Movable Barrier

Over a Network.” (RX-I360 (Gregori Patent) at Cover.). The Gregori Patent issued on February

14, 2006 from an application filed in 2003. (Id.). The Gregori Patent describes systems in which

a “movable barrier operator” “is connected to a digital network,” such as “the well known

Internet.” (Id. at 2:25-28.).

The UL 325 Standard, entitled “Door, Drapery,‘Gate, Louver, and Window Operators

and Systems” and dated January 19, 2009, is a standard promulgated by Underwriters Laboratory

(“UL”). (RX-0086C (UL325 Standard) at 1, 3.). In Section 32.5, the UL325 Standard addresses

“Unattended operation” in general. (Id. at 84-85.). In subsection 32.5.5.3, the UL325 Standard

states that “[a]fter two attempts per 32.5.5.2 [unattended downward traveling door is stopped and

reversed by an entrapment protection], the operator system shall suspend unattended operation.

The operator system shall require a renewed, intended input, via door control, prior to re­

enabling unattended operation.” (Id. at 85 (emphasis added).). In its Glossary (Section 3), the

UL 325 Standard defines “UNATTENDED OPERATION RESIDENTIAL GARAGE DOOR

OPERATOR” as “Operation without the user within the line-of-sight of the door.” (Id. at 21.).
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This definition is echoed in the ’404 patent: “differentiate inputs that are received locally or.

Withinsight of the operator (either physically or by a camera) as opposed to inputs that can be

generated from a long distance or not Within sight of the operator.” (JX-0005 (’404 patent) at

1:48-52.). .

In line with the patent eligibility discussion, CGI did not dispute that the Gregori Patent

discloses certain, foundational elements of claim 11 of the ’404 patent. (CRBr. at 9-17.). For

element 11[a], CGI did not dispute Figure 2 shows a “movable barrier operator for automatically

opening and closing a barrier,” which includes “movement between the closed position

illustrated in Fig. 2 and an open or raised position.” (RX-1360 (Gregori Patent) at 2:39-40, 2:54­

55; Tr. (Fernald) at 1061:2-4, 1073:3-12.). With respect to element 1l[b], as Dr. Femald

testified, the Gregori Patent contains all the “ordinary garage door mechanics” and components

including a wired “keypad control,” while also disclosing a network comiection to the Internet

for wireless operation. (Tr. (Fernald) at 1060121-1061:4, 107313-22; see also id. at 1069:25­

1070:4.).

As Dr. Femald testified, Figure 2 depicts a “push button control unit” (i.e., wall station)

that is wired to the garage door opener. (RX-1360 (Gregori Patent) at 3:5-9, Fig. 2; Tr. (Fernald)

at 107313-22.). Likewise, Figure 1 discloses controlling the garage door opener wirelessly

“through a PDA or computer or a phone through the Internet.” (Tr. (Fernald) at 1060121-1061:1,

RX-1360 (Gregori Patent) at Fig. 1.). It is also clear that the DASMA Article and the UL 325

Standard address a “movable barrier system” configured to use a “moving barrier imminent

motion notification,” which is required by element [d] of claim 11. (RX-1026 (DASMA Article)

at 3 (under heading “Unattended Operation May Come to Vote,” states that “Operator

Electronics Division discussed alarm signals”); UL 325 Standard at 84-85 (under section 32.5,
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entitled “Unattended Operation,” the Standard states “[t]he operator system shall provide an

audible and visual alarm signal.”).).

Nevertheless, CGI argued that Nortek’s obviousness defense failed for four (4) reasons.

(CRBr. at 9-10.). First, CGI asserted that “Nortek failed to present expert testimony that showed

how each specific limitation of claim ll is disclosed in the alleged prior art.” (Id. at 9.). Second,

CGI argued that “Nortek incorrectly contends that § 32.5.5.3 of the UL 325 standard

‘necessarily’ implies ‘distinguish[ing] whether the source of a command is local or remote.” (Id.

at 9.). Third, CGI raised Nortek’s purported “failure to address the unique requirements of the

‘effecting’ limitations” insofar as “Nortek improperly treats the ‘effecting’ requirement as

coextensive with ‘determining’ the source of a received command,” although “nothing in UL 325

teaches effecting the closing of a movable barrier in response to the claimed ‘determination.’”

(Id. at 9-10.). Finally, CGI questioned No1tek’s motivation to combine the references “based on

the supposed ‘mandatory’ nature of UL 325 fails because‘UL 325 was not required at the time

the ’404 application was filed.” (Id. at 10.).

CGI’s first and fourth arguments are unavailing. As for CGI’s first argument, expert

testimony is only one form of evidence relevant to a resolution of Nortek’s obviousness defense.

In the absence of expert testimony, the prior art references provide sufficient specificity to draw

a conclusion without expert testimony because the underlying technology is relatively

straightforward.

With respect to CGl’s fourth argument, whether the UL 325 Standard was legally

mandated or not,” at the time of the filing of the patent application that eventually issued as the

35As CGI noted, correctly, in March 2009, the UL 325 Standard “was a voluntary safety standard, and its
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’404 patent, is not necessarily dispositive of the motivation to combine issue. This is because, as

Dr. Fernald testified, before the priority date of claim ll of the ’404 patent, the UL 325 Standard

may have been a defacto standard:

Q. Have you seen other evidence that companies like Chamberlain and Nortek
work to comply with the UL325?

A. Yes. We’ve actually heard testimony to that effect from several people, Mr.
Board -- excuse me, Mr. Ward, Mr. Fitzgibbon, Mrs. Kelkoff. They all indicate
that it’s an extremely important standard for them. It’s about liability because it’s
all about safety. So they basically treat it as a defaczo mandate, in my opinion. 6

(Tr. (Fernald) at 1065:4-l 1.). Dr. Fe1'nald’sdefacto standard testimony is unrebutted, and

clear and convincing evidence of a motivation to combine these references. 36

Although not raised by CGI, Nortek did not show that its prior art combination identified

above disclosed the “processor” required by claim ll. Elements [c] —[f] require a “processor”

that resides in the “movable barrier operator” (i.e., head unit). (JX-0005 (’404 patent), cl. ll.).

The Gregori Patent discloses a “microoontrolle1',”which Nortek maps to the “processor”

of claim 11. (RX-1360 (Gregori Patent) at 3:20-67, 4:18-38, Fig. 3; see also Tr. (Subramanian)

at 1l74:22-1175121.). However, this microcontroller (304) resides in the network interface (36)

located outside the “movable barrier operator” (20), as shown clearly in Figure 2 of the Gregori

unattended operation provisions were not incorporated into federal regulations until May 20l6—long
after the ’404 patent issued in November 2013.” (CGI at 14 (citing Consumer Product Safety
Commission (“CPSC”), Final Rule, 81 Fed. Reg. 20224 (Apr. 7, 2016) (revised rule effective May 9,
2016); id. at 20226, 20234-35 (adding new § 1211.14 on unattended operation of GDOs).). VCGI also
noted that “the CPSC notice states that ‘no version of the voluntary standard UL 325 is currently
mandatory, nor has it been mandatory in the past.”’(en1phasis added). (Id. (citing 81 Fed. Reg. at
20225).). CGI contended that “the California statute Nortek cites, § 19890, does not address unattended
operation.” (Id. (citing Cal. HSC § l9890(a) (2019).).

36However, Nortek failed to proffer evidence that a person of ordinary skill in the art would have had a
reasonable expectation that making its proposed combination would succeed in arriving at claim ll. See,
e.g., Procter & Gamble C0., 566 F.3d at 994 (“reasonable expectation of success” required to show
obviousness”’) (quoting Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1361 (Fed. Cir. 2007)).

Page 100 of288



Public Version

Patent, reproduced in Figure 29 below.

Of course, CGI did not raise this argument, Which lead Nortek to characterize the issue as

“indisputably present.” This is because a “movable barrier operator” to a head unit for the

purposes of rebutting N01-tek’sinvalidity case, as CGI argued, conflicts with CGI’s infringement

case and, especially, its ill-fated theory that “movable barrier operator” is broad enough to

encompass a wall station. (RBI. at 19.).

Figure 29: Figure 2 of the Gregori Patent Showing the Network Interface (36)Containing
a Microcontroller Located Outside “Movable Barrier Operator” (i.e.,Head Unit) (20)

Fig. 2
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(RX-1360 (Gregori Patent) at Fig. 2.).

CGI’s second and third arguments of non-obviousness focus on the lack of disclosure, in

No1tek’s prior art combination, of the “determine” and “effect” elements of claim 11. Nortek
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relied on the UL 325 Standard for disclosure of these elements, particularly § 32.5.5.3. (RBr. at

21-22.). According to Nortek, § 32.5.5.3 requires that, if an unattended close command has

failed twice (for example, because there is an obstruction preventing closure), unattended

operation is disabled and the only way to reactivate unattended close in this situation is via “door

control.” (RX-0086C (UL325 Standard) at 85; Tr. (Fernald) at lO69:l-24.). This is correct.

However, relying only on Dr. Fernald’s testimony, and ignoring evidence to the contrary,

Nortek made an evidentiary leap that “door control” necessarily means a user is controlling the

door from the wall station rather than from a remote source like a cellphone. (Tr. (Fernald) at

l069:l8-24 (“Well, what it means is in order to be able to reenable unattended operation when

it’s been disabled because of two reversa1s,Vyouhave to be able to distinguish whether your input

command came from a door control or versus the lntemet, for example.”).). The implication of

this argument is that the “movable barrier system” of the prior an combination must be able to

differentiate between local and remote commands. This implication is problematic.

There is evidence that Dr. Fernald did not mention in his testimony that “door control”

must be local. For example, while it does not explicitly define “door control,” the UL 325

Standard draws a distinction between “wired control” and “wireless control.” (RX-0086C

(UL325 Standard) at 22.). The former is a “control implemented in the form of fixed physical

interconnections between the control, the associated devices, and an operator” (e.g., a

‘conventional wall station). (1a'.). The latter, on the other hand, is a “control implemented in

means other than fixed physical interconnections (such as radio waves or infrared beams)

between the control, the associated devices, and an operator[.]” (ld.).

Consequently, a reasonable interpretation of the UL 325 Standard is that “door control”

can be “wired door control,” such as a local wall station, or “wireless door control,” such as a
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mobile phone. Untethering “door control” from a local comiection undermines Nortek’s

argument that the “movable barrier system” of the prior art combination must be able to

differentiate between local and remote commands. In other words, § 32.5.5.3 of the UL 325

Standard could be satisfied by a system that reactivates unattended closures (rendered inactive by

two failures) based on local or remote “door control.”

Another problem for Nortek’s obviousness defense is that, Whilethe ’404 patent focuses

on promoting safety (notify when closure is unattended —elements [c], [d]) and minimizing user

annoyance (do not notify when closure is attended —elements [e], [t]), the UL 325 Standard

addresses only the former and is silent on the latter. (RX-0086C (UL325 Standard) at 84-85.).

To plug this evidentiary hole, Nortek’s argument that “from the very start, UL 325 and its

members only ever considered employing alarms for remote operation, not local operation.”

(RBr. at 22 n.5.). Nortek continued: “the named inventor, Mr. Laird, has admitted that UL 325

does not require alarming for attended operation, (JX-0023C at 163:1.4-18),and that UL 325

systems do not alarm all the time, i.e., when attended. (JX-0023C at l64:6~l l.).” (Id.‘).

Yet, once again, Nortek ignored evidence suggesting the opposite is true. The

Background section of the ’404 patent indicates that, at least some of the time, “movable barrier

systems” of that era did provide notifications during an attended close: “The operator or user of

the movable barrier system may be located near the door such that delay in the operation of the

movable barrier system can result in user frustration because the user will typically expect

immediate operation of the movable barrier operator upon actuation by the user.” (JX-0005

(’404 patent) at 1:43-48.). Moreover, Mr. Laird said as much during his deposition:

Q. So, if someone is actually physically present presses the garage door button on
the wall, the UL 325 unattended operation provisions don’t require there to be any
sort of advanced notification before the garage closes, correct?
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A. The standard is not, but anyplace it was ~- it existed in practice at that time to
my knowledge the alarms were sounded, the pre-warnings were sounded.

(IX-0023C (Laird Dep. Tr. (Nov. 13, 2018)) at 163:20-l64:4.).

In other Words,Nortek has not provided clear and convincing evidence that its prior art

combination necessarily discloses aforbearance of notification when a closure is attended based

on a determination that the user is local, as required by elements [e] and [f]. (Emphasis added).

While § 32.5.5.3 of the UL325 Standard does suggest a “movable barrier system” with

the ability to differentiate between local and remote commands (“if an unattended close

command has failed twice”), § 32.5.5.3 does not explicitly require such a system or

unambiguously disclose disparate treatment of remote and local closures in terms of effecting a

notification for the former and not the latter, as required by claim l 1.

Finally, CGI’s secondary considerations of non-obviousness are unavailing. CGI argued

that “commercial success and long-felt need confirm that the ’404 patent claims were not

obvious.” (CRBr. at l7.). When claiming that secondary indicia support a finding of

nonobviousness, the patentee is required to tie the purported indicia to the asserted claims of the

patent in suit. Ormco Corp. v. Align Tech., Inc., 463 F.3d 1299, l3l 1-12 (Fed. Cir. 2006)

(“Evidence of commercial success . . . is only significant if there is a nexus between the claimed

invention and the commercial success.”); In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir. l995)

(“For objective evidence to be accorded substantial Weight, its proponent must establish a nexus

between the evidence and the merits of the claimed invention”); Demaca Corpi v. F. Von

Langsdor]j"Licensing Lid, 851 F.2d 1387, 1392 (Fed. Cir. 1988) (no presumption of nexus when

“patented invention is only a component of a commercially successfill machine or process”).
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CGI’s evidence of commercial success and long-felt need is skeletal at best. CGI

presented virtually no evidence on the long-felt need. (CRBr. at 16 (citing JX-0005 (’404 patent)

at 1:40-51 (“delay in the operation of the movableibarrier system can result in user frustration

because the user will typically expect immediate operation”) (emphasis added) and CX-0418

(lacking a pinpoint cite to a collection of articles)).). For commercial success, CGI pointed to

sales data that demonstrated the general commercial success of products, not to specific patented

features. (CX-0673C; CX-0819C; CX-0829C.). CGI also cited to survey results that made

vague references to “safety,” “security,” “convenience,” and “quietness.” However, once again,

CGI failed to link these attributes to any specific patented feature. (See, e.g. CX-0262C at 3, 22;

CX-0263C at 7.). Mr. Sorice” attempted to tie CGI products to the ‘404 patent. However, it

was clear from his testimony that the purportedly innovative feature of the ’404 patent was not

among the six (6) features that most influence demand for garage door openers in the U.S. (Tr.

(Sorice) at l3 1:22-135:4; RD’X~0l00.).

While CGl’s secondary considerations of non-obviousness are unavailing, for the reasons

set for above, particularly those addressing the scope and content of the prior art and differences

between the claimed invention and the prior art, Nortek has not proven by clear and convincing

evidence that claim ll of the ’404 patent is obvious in light of the combination of the DASMA

Article, the Gregori Patent, and the UL325 Standard.

37When he testified on Monday, June 10, 2019, Cory Sorice was “vice president and general manager of
emerging business for the Chamberlain Group and, in that role, had “responsibility for incubating new
business opportunities for the company.” (Tr. (Sorice) at 104:3-9.). Mr. Sorice was called to testify about
“Chamberlain’s history, product development, marketing, competition” and possibly “the development,
sales, and marketing of the Chamberlain domestic industry products.” (CPSt. at 2.). V
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VIII. U.S. PATENT NO. 7,755,223

A. Direct Infringement

1. Infringement Overview: CGI Failed to Prove That the 223 Accused
. Products Satisfy Claims 1 and 23 of the ’223 Patent

CGI alleged that the 223 Original Products satisfy each limitation of claim 1, and the 223

Alternative Products satisfy each limitation of claim 21. (CBr. at 52.). For the reasons discussed

below, neither the 223 Original Products nor the 223 Alternative Products practice claims 1 or 21

of the ’223 patent because the obstacle detectors in both categories of products do not “operate”

during a “second mode of energy consumption 0peration.”38

The only material difference between claimsl and 21 of the ’223 patent pertinent to the

infringement analysis is whether the “state information” that prompts the transition to sleep

mode indicates whether the barrier is open or closed, as claim 1 requires, or is travelling, as

‘ claim 21 requires. (Tr. (Subramanian) at 494121-495116.). Nortek agreed that the infringement

analysis for claims 1 and 21 are identical, but for the difference in what the state information

indicates. (RPBL at 69.).

The following table provides a comparison of the claim language recited in claims 1 and

21. Differences in claim language are bolded and underlined.

Table N0. 5: Comparison of Claims 1 and 21 of the ’223Patent

Claim 1 Claim 21

l[pre]: A movable barrier operator apparatus 21[pre]: A movable barrier operator
comprising: apparatus comprising:

1[a]: a power supply that operably couples to 21[a]: power supply that operably couples to
at least one source of alternating current; at least one source of alternating current;

33Collectively, the 223 Original Products and the 223 Alternative Products are referred to as the “223
Accused Products.”
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Claim 1 Claim 21

l[b]: an obstacle detector; and 21[b]: an obstacle detector; and

l.[c]: a movable barrier operator which
includes a controller, the movable barrier
operator operably coupled to the power
supply, receives operating power from the
power supply and has at least a first and a
second mode of energy consumption
operation and being further configured and
arranged to:

21[c]: a movable barrier operator which
[includes] a controller, the movable barrier
operator operably coupled to the power
supply, receives operating power from the
power supply and has at least a first and a
second mode of energy consumption
operation and being further configured and
arranged to: ­

l[d]: selectively open and close a
corresponding movable barrier; and

21 [d]: selectively open and close a
corresponding movable barrier; and

l[e]: develop an obstacle detector operating
mode control signal from the controller as a
function of movable barrier operator system
state information that indicates whether the
barrier is open or closed, the obstacle
detector operating mode control signal being
operable to directly control the energy usage
of the obstacle detector, the control signal
from the controller developed as a result of
the state information, the state information
selected from the group consisting of motor
state information, time information,
transmission state information, voltage state
information, switch state infonnation and
combinations thereof;

21[e]: develop an obstacle detector operating
mode control signal from the controller as a
function of movable barrier operator system
state information that indicates whether the
barrier is travelling, the obstacle detector
operating mode control signal being operable
to directly control the energy usage of the
obstacle detector and the state information
selected from the group consisting of motor
state information, time information,
transmission state information, voltage state
information, switch state infonnation and
combinations thereof;

l[f]: the obstacle detector operably coupled
to the power supply and to the movable
barrier operator, receives operating power
from -thepower supply, and has a plurality of
operating modes, wherein at least some of the
operating modes have different energy
usages, and wherein the obstacle detector is
directly responsive to the movable barrier
operator obstacle detector operating mode
control signal such that:

21,[f]: the obstacle detector operably coupled
to the power supply and to the movable
barrier operator, receives operating power
from the power supply,,and has a plurality of
operating modes, wherein at least some of the
operating modes have different energl .
usages, and wherein the obstacle detector is
directly responsive to the movable barrier V
operator obstacle detector operating mode
control signal such that

l[g]: during the first mode of energy
consumption operation, the obstacle detector

21[g]: during the first mode of energy
consumption operation, the obstacle detector
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Claim 1 l Claim 21

operates using a first energy usage; and I operates using a first energy usage; and

l[h]: during the second mode of energy 21[h]: during the second mode of energy
consumption operation, the obstacle detector consumption operation, the obstacle detector
operates using a second energy usage, operates using a second energy usage,
wherein the operating_p0wer used in one of wherein the second energy usage is lower
the energy usages is less than the power, than the first energy usage.
used by the other energy usage.

Because the infringement analysis for claim 1 and claim 21 is materially the same for

limitations [pre]-[d] and [f]-[h], those limitations are addressed for all of the 223

Accused Products. For each of those limitations, the 223 Alternative Products have the same

hardware as the 223 Original Products, and therefore practice or fail to practice those limitations

for the same reasons. (Tr. (Subramanian) at 491 :12~492:15 (explaining analysis of 223

Alternative Products); see also JX-0015C (Null Dep. Tr. (Oct. 30, 2018)) at 171:20-172:3

(hardware for the 223 Alternative Products did not change).). However, certain portions of

element [e] of claims 1 and 21 are addressed separately for the 223 Original Products (e.g.,

LDCO85O and LDCO800) and the 223 Alternative Products (e.g., LDCOSSOAand LDCOSOOA)

because the state information required by elements l[e] and 2l[e] differ.

The only disputed limitations of claims 1 and 21 are limitations [e], [f], and [h]. (RPBr.

at 65~68, 69; RRBr. at 53-70.). Specifically, Nortek argued that: (i) the 223 Accused Products "

do not meet limitation [fj of claims 1 and 21 that require the obstacle detector to be “directly

responsive” to an “obstacle detector operating mode;” (ii) the 223 Accused Products do not meet

limitation [h] of claims 1 and 21 that require the obstacle detector to “operate” in a second mode;

and (iii) the 223 Original Products (LDCO850 and LDCO800) and 223 Alternative Products

(LDCO850A and LDCOSOOA)do not satisfy limitation [e] of claims 1 and 21, respectively,
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which require the “obstacle detector operating mode control signal” to be developed from the

“controller” based on the defined “state information.” (RRBr. at 53-54.). _

For the reasons discussed below, CGI failed to demonstrate that the 223 Accused

Products practice limitation [h] of claims 1 and 21. Thus, it is a finding of fact that: (i) CGI

failed to meet its burden of proving by a preponderance of evidence that the 223 Accused

Products practice claims l and 21 of the ’223 patent; and (ii) Nortek has not infringed the

asserted claims of the ’223 patent. ‘ I

2. Representative 223 Accused Products

The 223 Accused Products, which CGI alleged practice claims 1 and 21 of the ’221

patent, are the same as the 404 Accused Products, with the addition of the LDCO800 and

LDCOSOOAAccused Products. Dr. Subramanian provided compelling testimony that the

LDCOSSOis representative of each 223 Accused Product, including the 223 Alternative

Products, which incorporate certain software changes that do not alter the outcome of the

infringement analysis, as explained in below. (Tr. (Subramanian) at 470120-472:20 (“I have

performed my analysis with the LDCO850, identified the relevant functions and then established

using the documentation that those same features are, in fact, in the other products as well.”).).

Dr. Subramanian confirmed that he “performed a claim element by claim element­

analysis to look for [the accused] features in the LDCO850” and subsequently conducted the

same analysis for each 223 Accused Product. (Id. at 286:8-14 (explaining representativeness

analysis for the 404 Accused Products), 47 l :8-472120(confirming the same process for the 223

Accused Produets).). Dr. Subramanian explained that this process entailed mapping the

infringing features of the LDCO85Oto each and every one of the remaining infringing products.

(Id. at 472:4-20 (“Q. You were able to trace through the relevant function and feature? A.
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Yes[.]”).). Dr. Subramanian testified that he analyzed the manuals and installation instructions

for each 223 Accused Product and detennined that they all contain the infringing features and

operate in substantially the same way.

For example, the installation instructions for the LDCO850 state that “[i]f the door

remains idle for 5 minutes, the beam light will turn off to save power.”39 (CX-08670003; Tr.

(Subramanian) at 471:8-472:20 (confirming that Dr. Subramanian reviewed and analyzed each

installation instruction), CDX-0O04.0075 (listing the manuals and instructions Dr. Subramanian

analyzed).). The installation instructions for the LDCO852, LDCO800, Amarr 840, Amarr 860,

and Mighty Mule 9000 series GDOs include the same disclosure. (CX-0921C (LDCO800

Installation Instructions) at 2 (instructing installers that “[i]f the door remains idle for 5 minutes,

the beam light will turn off to save power.”); CX-0788 (LDCO852 Installation Instructions) at 3

(same);.CX-0884C (Aman'840/860 Installation Instructions) at 3 (same); CX-0909C (Mighty

Mule 9000 Series Assembly and Installation Instructions) at 25 (same); JX-00l4C (Null Dep. Tr

(Oct. 10, 2018)) at 138:3-139:7 (explaining the private label products are the same as their

Nortek branded counterparts); JX-0015C (Null Dep. Tr. (Oct. 30, 2018)) at 171:20-172:3

(explaining the hardware for the Alternative Products did not change); CDX-0004.0075 (listing

the manuals and instructions Dr. Subramanian analyzed and the testimony reviewed).).

Dr. Subramanian also reviewed the source code for all of the 223 Accused Products and

confirmed that the accused functionality is present in each, including the 223 Altemative

Products. (Tr. (Subramanian) at 484: 13-25 (confirming the relevant LDCO850 source code is

representative of all the accused products for claim 1, including the LDCO800), 494:2l-495:4

39 a as ' ,_ as‘ as 4Thc ‘beam ISalso referred to as the mfrared beam, ‘IR beam,” and “photobeam.”
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(explaining the minor firmware modification of the LDCO850 for the accused products for claim

21).).

Both in its Pre-Hearing Brief and through its corporate representative, Mr. Mark

Chiaravallotti,“ Nortek acknowledged that the 223 Private Label Products are the same as its

Nortek-branded counterparts. (R_PBr.at 7 n.3 (stating that ‘

); Tr. (Chiaravallotti) at 759:1 l~l3

V). ’Thus, the LDCO850 is also representative of the 223 Private Label Products.

No1tek’s senior software engineer, Mr. Null, was involved in writing the firmware in the

223 Accused Products. (JX-0014C (Null Dep. Tr. (Oct. 10, 2018)) at 110:1-6 (confirming he

wrote code for the 223 Accused Products); JX-0015C (Null Dep. Tr. (Oct. 30, 2018)) at 202:15­

22 (confirming that he wrote the code for the 223 Alternative Products).).

Mr. Null confirmed that the LDCO850, LDCO852,

7 pg L . (JX-0014C (Null Dep. Tr. (Oct. 10, 2018)) at 32;24-335.). Mr. Null also

testified that the ~

pg H 7 g g W/A _ H N 7 )0. (See id. at 223121-224114; Tr. (Null) at

873:7-874:6 (confinning sleep mode function in the LDCO850, LDCO852, LDCO800, Amarr

840 and 860, and the Mighty Mule 9000 series).).

Additionally, Mr. Null confirmed that the LDCO850, LDCO852, Amarr 840, Amarr 860,

4°When he testified during the Hearing on Jrme 12, 2019, Mr. Mark Chiaravalloti was the Vice President
of Program Management and Engineering at Nortek Security & Control, LLC. (Tr. (Chiaravalloti) at
753:15-22.). Nortek identified Mr. Chiaravalloti as a fact witness to testify about Nortek’s history,
structure and organization. (RPSt. at 2.). Nortek also described him as having knowledge about the
identity, development, structure, function, operation, and release of Nortek’s products. (Id.).
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and Mighty Mule 9000 series residential GDOs all use the same power control circuit, and that

power to the obstacle detectors in the LDCO800 is managed in the same way the LDCO850.

(JX-0014C (Null Dep. Tr. (Oct. 10, 2018)) at 21:19-22:8 (confirming power circuit), 68:25-69:5

(confirming common obstacle detector power management across pr0ducts).). Nortek’s expert,

Dr. Toliyat also testified that the “connections between the obstacle detectors and the head unit

are the same in the LDCO850 and 850A as the LDCO800 and 800A.” (Tr. (Toliyat) at 987:l9­

23.).

Tellingly, Mr. Null agreed that he tested the amount of power delivered to the obstacle

detectors only in the LDCO85Obecause it would be “representative” of the other 223 Accused

Products. (See IX-0014C (Null Dep. Tr. (Oct. 10, 2018)) at 78:7-1 1, 79:23-8111.).

Lastly, Dr. Toliyat and Mr. Null testified that, in all relevant respects, the 223 Original

Products and the 223 Alternative Products have the same hardware. (JX-0015C (Null Dep. Tr.

(Oct. 30, 2018)) at 171220-172:3 (confirming no hardware changes), 21:13-18 (“Q. So at least

90 percent of the code for each accused product sets was unchanged; is that right? . . . A. Yes.”)

Tr. (Toliyat) at 101912-5 (confirming that “A” hardware is the same as the original).).41

Accordingly, evidence adduced and testimony elicited in this Investigation demonstrate

that the LDCO850 is representative of each 223 Accused Product, including the 223 Alternative

Products.

4‘“A products” refer to Nortek’s “alternative products.” (See, e.g., Tr. (Null) at 874:7-11.). '
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3. The 223 Accused Products D0 Not Practice Claims 1 and 21 of the
’223Patent

a) 1[pre], 21[prc]: “A movable barrier operator apparatus V
comprising”

Nortek did not contest that each 223 Accused Product practices the preambles of claims 1

and 21. (Tr. (Subramanian) at 472:25-473112.). All the 223 Accused Products are GDOs. (Id.;

CX-0866 (LDCO850 Homeowner’s Manual) at 1.). Thus, there is no dispute that the accused

GDOs are movable barrier operators.

Accordingly, CGI has proven by a preponderance of evidence that the 223 Accused

Products meet the preambles of claims 1 and 21 of the ’223 patent.

b) 1[a], 21[a]: “a power supply that operably couples to at least
_ one source of alternating current”

Each 223 Accused Product practices limitations l[a] and 21[a], which Nortek did not

refute. (Tr. (Subramanian) at 473: 13-474111.). The 223 Accused Products include a power

supply capable of connecting to at least one source of alternating current. (Id. (identifying the

grounded receptacle in CX-0867 as a source of alternating current); CX-0867 (LDCO850

Installation Instructions) at 2; JX-0014C (Null Dep. Tr. (Oct. 10, 2018)) at 54:2-3 (LDCO850

board receives "120 volts AC”).).

Thus, CGI has proven by a preponderance of evidence that the 223 Accused Products

meet these limitations of claims l and 21 of the ’223 patent.

c) 1[b], 21[b]: “an obstacle detector”

Nortek did not dispute that each 223 Accused Product practices limitations 1[b] and

21[b]. (Tr. (Subramanian) at 474112-475111.). The 223 Accused Products include an obstacle

detector system, which contains an infrared safety beam transmitter and receiver to detect objects

in the path of the garage door as it closes. (Id (explaining that the obstacle detector is not just
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the infrared safety beam or the emitter and receiver but “the entirety of the component”), 478:20­

22 (same); CX-0867 (LDCO850 Installation Instructions) at 3 (explaining safety beam).).

Accordingly, CGI has proven by a preponderance of evidence that the 223 Accused

Products meet these limitations of claims 1 and 21 of the ’223 patent.

d) l[c], 2l[c]: “a movable barrier operator which includes a
controller, the movable barrier operator operably coupled to
the power supply, receives operating power from the power
supply and has at least a first and a second mode of energy
consumption operation and being further configured and
arranged to”

Nortek did not contest that each 223 Accused Product practices limitations l[c] and

2l[c]. (Tr. (Subramanian) at 475:l3-479:2l.). The 223 Accused Products are movable barrier

operators that “include a controller,” i.e., an ATXMEGA32E5 or equivalent processor. (Id. at

476:8-20; JX-0014C (Null Dep. Tr. (Oct. 10, 2018) at 21:2-7 (confirming the LDCO850 has a

microcontroller). '

Moreover, in each 223 Accused Product, the operator and the controller are opcrably

coupled to an AC power supply, which provides operating power. (CX-0867 (LDCO850

Installation Instructions) at 2; Tr. (Subramanian) at 476121-477:5 (explaining how AC power is

supplied); JX-0014C (Null Dep. Tr. (Oct. 10, 2018) at 53:19-54:10 (same).).

Additionally, the 223 Accused Products have at least a first and a second mode of energy

consumption operation. For example, the representative LDCO850 has a “first . . . mode of

energy consumption operation” when it is operating to open or close the barrier and the

photobeam is on. (Tr. (Subramanian) at 477:20-24.). Mr. James Fitzgibbon’s42test results

42When he testified during the Hearing on June 10, 2019, Mr. James Fitzgibbon was the Director of
Intellectual Capital at CGI and the named inventor on the ’223 and ’052 patents. (CPSt. at 2.). CGI
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demonstrate that when the LDCO850 is operating in the first mode of energy consumption, the

obstacle detcctor beam constunes 8.9 watts. (Id. at 477120-24 (explaining results); CX­

0635C.O002-3 (testing results); CDX-O004.0089C.). i

The 223 Accused Products also have a “second mode of energy consumption operation”

during which they operate in a low power mode. When the door has been idle for a period of

time and the photobeam is off, the obstacle detector goes into “sleep mode.” (Tr. (Subramanian)

at 478:1-3 (“In the low power mode, it’s 8.2 watts and it turns out that the obstacle detector has

gone to sleep and it’s cut off the beam.”).). Mr. Fitzgibbon’s test results confirm that when the

obstacle detector is in sleep mode, 8.2 watts are consumed by the system. (Id. at 478:1-3; CX­

0635C.[)OO3 (testing results); CDX-OOO4.0089C.). V

For the foregoing reasons, CGI has proven by a preponderance of evidence that the 223

Accused Products meet these limitations of claims l and 21 of the ’223 patent.

e) 1[d], 21[d]: “selectively open and close a corresponding
movablebarrier”

Each 223 Accused Product practices limitations l[d] and 2l [d], which Nortek did not

dispute. (Tr. (Subramanian) at 479122-480:1l (comparing the accused products to limitation

l[d]). For example, the representative LDCO850 is capable of opening and closing a connected

garage door in response to commands issued by a user, for example, via a Wallstation. (Id.

(highlighting that the accused products “can open and close the door”); id. at 491:21-492:15

(explaining that because there was no hardware change in the 223 Alternative Products, “we can

identified Mr. Fitzgibbon as a fact witness to testify about conception and reduction to practice of the
inventions claimed in the patents-in-suit, the design and functionality of CGI’s DI Products, CGI’s
business, including its history and product development processes, the prosecution of the patents-in-suit,
and product testing that he performed at the direction of CGI’s expert, Dr. Subramanian, for use in this
Investigation. (Id.).

Page 115 of 288



Public Version

say that . . . limitation [d] . . . [is] practiced because the analysis follows exactly from the

analysis we just went through with respect to the original products”); CX-0867 (LDCO850

Installation Instructions) at 4.). _

Thus, CGI has proven by a preponderance of evidence that the 223 Accused Products

meet these limitations of claims 1 and 21 of the ’223 patent.

f) 1[e], 21[e]: “develop an obstacle detector operating mode
control signal from the controller as a function of movable
barrier operator system state information that indicates
whether the barrier is [open or closed]/[travelling],the obstacle
detector operating mode control signal being operable to
directly control the energy usage of the obstacle detector[, the
control signal from the controller developed as a result of the
state information,] [and] the state information selected from
the group consisting of motor state information, time
information, transmission state information, voltage state
information, switch state information and combinations
thereoi”43

i. 1[e], 21[e]: “develop an obstacle detector operating mode
control signal from the controller”

The 223 Accused Products develop an obstacle detector operating mode control signal

from the controller, which Nortek did not contest. The controller in these products is an

ATXMEGASZES or an equivalent processor. (Tr. (Subramanian) at 480117-23, 4'/6:8~20

(confirming that the 223 Accused Products contain a processor, which is a “controller” within

the meaning of the claim); JX-0014C (Null Dep. Tr. (Oct. 10, 2018)) at 21:2-7 (confirming the

LDCO850 has a microcontroller).).

Schematic drawings for the LDCOSSOand LDCO800 show that power to the photobeam

43Bracketed text indicates language only recited in limitation l[e]. Bracketed and italicized text reflects
language only recited in limitation 2l[e].
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components of the obstacle detector is controlled by, ‘i L i 144 (CDX­

00O4.0093C; CX-0859C (LDCO80O schematic); RX-0737C (LDCO850 sehematic).). Dr.

Subramanian testified that he identified the 2 . as the claimed

“obstacle detector operating mode control signal” because it is developed from the controller and

controls the operating mode of the obstacle detector. (Tr. (Subramanian) at 481:6-l4

(highlightingthe . . . ..

V L p LLH d L V And that’s actually what’s used to tell the

obstacle detector to turn on or turn off the beam.”), 482:4-l7 (explaining up h p and how

“it is very much a control signal to tum on and off that photobeam”).).

Mr. Null, the Nortek engineer responsible for the fi1'I1’1W3.I‘6in the 223 Accused Products,

confinned that the is controlled by the processor, and that the it r I

p controls power to the photobeam component of the obstacle detector. (Tr. (Null) at i

804:12-24.). He explained that

. (Id. at 804:l2-24, 8OS:lO-l3‘W

. . - _ . . . .; . . . _. (T1 isubmmaniall) at

480:24-484125 (analyzing source code for the 223 Original Products with regard to claim 1[e]).

For example, in the source code for the representative LDCO850, the I V

44The parties, their experts, and Nortek’s engineer, Mr. Null, refer to this as the. V VKVVW‘V
~ V v V (See, e.g., CBr. 57­

58; RRBI. at 65, Tr. (Subramanianjat 489’:i9~il3;’Tr.”(Niill)“a‘t' ‘i§(l4“:il2i¥24,i8U5§'l6'-"129;Tr. (Toliyat) at
982116-17.).
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H . (CX-0945C at NRTK_ITC-SRC00070, NRTK_ITC-SRC00084 lines

4001-4008 ( ~),lines 4012-4020 ( i ); Tr.

(Subramanian) at 481116-482117(explaining same); CDX~0004.0093C.).

~ V ' Y ~ r~ V (CX-094503“

NRTK_1TC-SRC00070line 60s; cox-0004.0093c.). 0

. (CX-0945C at NRTK_lTC-SRC0007() line 609; CDX­

0004.0093C.). '

For the reasons discussed above, CGI has proven by a preponderance of evidence that the

223 Accused Products meet this aspect of limitations l[e] and 21[e] of claims 1 and 21 of the

’223 patent.

ii. 1[e]: “as a function of movable barrier operator systemstate
information that indicates whether the barrier is open or
closed”/“the control signal from the controller developedas a
result of the state information, the state information selected
from the group consisting of motor state information, time
information, transmission state information, voltagestate
information, switch state information and combinations
thereof”

CGI alleged that the 223 Original Products (e.g., LDCO800 and LDCO850) practice

these aspects of limitation l[e]. (¢Br. at 59, 63.). Nortek contended that these aspects of V

limitation l[e] place two requirements on the state information that is the basis for the developed

obstacle detector operating mode control signal: (i) the state information must “indicate[]
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whether the barrier is open or closed”; and (ii) that state information must be “selected from the

group consisting of motor state information, time infonnation, transmission state information,

voltage state information, switch state information and combinations thereof.” (RRBI. at 68.).

According to Nortek, CGI “either focused on the first requirement and overlooked the second

requirement, or mischaracterized the source code to allege that the second requirement was met

while overlooking the first requirement.” (Id).

With respect to this particular aspect of limitation l[e], Nortek provided separate rebuttal

arguments for the LDCO850 and LDCO8O0 based on its assertion that the LDCO85Ois not

representative of the LDCO800. (RRBr. at 62-64, 68-70.). The differences Nortek identified,

perhaps more significant in the context of other patents, are not germane and, more importantly,

do not adequately refute CGI’s infringement contentions with regard to claim l of the ’223

patent. Nonetheless, for the sake of clarity, each of No1tek’s rebuttal arguments for the

LDCO850 and LDCO800 are separately’addressed below.

Accordingly, for the following reasons, the 223 Original Products meet these aspects of

limitation l[e]. l

. (1) LDC0850

Based upon the source code for the LDCO850, Dr. Subramanian persuasively testified

that the claimed “obstacle detector operating mode control signal,” VK VWM1,is developed as

a function of movable barrier operator system state information that indicates whether the barrier

is open or closed. (Tr. (Subramanian) at 483:l7-484125 (analyzing code), 495117-23 (connecting

code to claim l[e]).). He explained that in the LDCO850, the g M -N’ ‘
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***

(Id. at 483:17-484:l2 (emphases added), 494117-25 (emphases added); CX-0945C at
NRTK_-ITC-SRC00015 lines 5198, 5200, 5202; CX-0945C at NRTK_ITC-SRC0007 8-79 lines
1532-1590; CDX-0004C.0094.). '

The source code for the LDCO850 confirms Dr. Subramanian’s testimony that an

obstacle detector operating mode control signal is developed as a function of movable barrier

operator system state infonnation that indicates whether the barrier is open or closed. (Tr.

(Subramanian) at 483:17-484125 (addressing the LDCO850 and the LDCO800); CX-0945C at

NRTK_1TC-SRC00015; CX-0945C at NRTK_ITC-SRC00078-79.).

For example, ‘

(CX-0945C
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at NRTK_ITC-SRCOOOIS; Tr. (Subramanian) at 483117-484:25.). Specifically,

T T. (CX­

0945C at NRTK_ITC-SRCO0078; Tr. (Subramanian) at 484:2-5 (explaining the p M T

....>-)- ._ - . . . .. . .. . .. ~ (CX"°945C atNRTK_1TC'

SRC00078 line 1574; Tr. (Subramanian) at 484:6-12 (same).). ' » V ~

.. . . . . ,. - (CX"°945C

at NRTKJTCSRCOO084 lines 4014, 4016; Tr. (Subramanian) at 483:17-484:25 (sarne).).

Thus, in the LDCOSSO, the control signal, i.e.,

p V p . (Tr. (Subramanian) at 486:23-487:6 (offering the

opinion that the‘ ‘ T 5

1);see also Tr. (Null Dep. Tr. (Oct. 30, 2018)) at 251:4-6

.. pt

7 K K (emphasis added).).

ln rebuttal, Nortek unconvincingly argued that the

. . .. .. ....:(RRBI~a‘68~)-1“

other words, Nortek applied an unduly narrow interpretation of “motor state information” that

limits such state information to a direct evaluation of the motor and excludes from such state

information the calling of a function that stops the motor. However, NOI'lI€l(failed to cite any

intrinsic evidence from ’223 patent that justifies this narrow reading. Contrary to No1tek’s

assertion, and as discussed above, VKV T T ' T
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i. That this sequence of events, which results in turning off the beam

. . 5. p i 73,does not involve “time s

information” and “motor state information,” respectively, is unavailing.

Nortek also contended that the 7 “ . ‘

.. . . . . (RRBY~==“69-)­

Nortek’s contention is contradicted by the evidence. As Dr. Subramanian testified, the source

code confirms that the timer is set once the motor has stopped moving, i.e., the door is closed.

(CX-0945C at NRTK_ITC-SRCOO078; Tr. (Subramanian) at 484:2-5.).

Mr. Null’s testimony With regard to the p W M W is also flawed.“ During the

Hearing, he testified that this variable does not track or correspond to a condition of the motor, or

any switch information provided to the unit, and does not track any physical characteristics of the

unit. (Tr. (Null) at 852:l 7-21, 856:8-17.). However, neither Mr. Null nor Nortek explained why

, _'must “track” any of this information in order for the LDCO850 to practice this

limitation. Limitation l[e] merely requires the obstacle detector operating mode control signal to

be developed from state information that “indicates Whetherthe barrier is open or closed,” which

does not require state information to directly “track” or necessarily “correspond” to a particular

door state. (JX-0001 at cl. 1 (emphasis added).). _

Additionally, Dr. Toliyat testified that turning the beam on is not based on determining

Whether the motor is operating, but on other factors.

Q. You testified, if I understood correctly, that -- we talked before about

45Mr. Null describedipppm W A 'A ii“ ( l U (Tr. (Null) at
852220-21; see also id. af8'55:7-12 (“‘KndisiihceMyou"ireiinltlliefclosed statejalt the ivéryiboittomyofathat if _
statement there, you can see. ' V ' i _ ~ . ii ~_ ,. ' .» . . ~ ~ (M

e V . .=’i’i’l-57 i
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(Tr. (Toliyat) at 105027-21; see also RRBr. at 68-69.).

However, as CGI noted, Dr. Toliyat failed to offer any evidence in support of this view.

He did not specifically point to any source code corroborating his opinion or provide any

explanation‘ 2 » , i 7 » ' Even assuming,

arguendo, that the H ~

Nortek also contended that nothing in they V indicates whether the door

is Open or closed, because this function is also called tot l ; ii » V 1» » » >1

V. (RRBr. at 69 (citing CX-0945C at NRTK_ITC-SRCOO09O lines 5027-5041 (1 g '

' ); id. at NRTK_ITC-SRCOO()53 lines 5287­

5298( g g g W HA g g g )).). Nortek’s argument misses

the mark. That this function is also i _ 7 ii_ is
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irrelevant. As Dr. Subramanian explained, the source code shows that the it : V*is

called when the door is in the closed state. (CX-0945C at NRTK_ITC-SRCO00l5; Tr.

(Subramanian) at 483: 17-484:25.).

Moreover, as discussed in Section VIIl.A.3(g) below, Mr. Null, N0rtek’s engineer,

confinned that L p is a function of state information about: (i) the motor; and (ii)

elapsed time. In particulars’ M V i L

. -. 1 . . . . (TY-(N"11>a*8°4112­

805113.). Mr. Null also explained that:

Q. How does the code run on the microcontroller on the control board of the
LDCO850 to make sure that the beams are on?

A.

Q. So when the LDCO850 is about to move the door, the controller knows that it’s
about to move the door and it tums on the obstacle detectors; is that right?

A. That’s correct.

* * *

Q: And when the door has been stationary for five minutes, the controller turns off
the obstacle detector -- or shuts off power to the obstacle detectors; is that right?

***

THE WITNESS: Yes.

(JX-0014C (Null Dep. Tr. (Oct, 10, 2018)) at 228:1 1-22914.).

In sum, the control signal in the LDCOSSO, i.e., pkp“Ml,is generated from the

controller as a result of “time information” and “motor state inf0n"nation.” (See, e.g., Tr.

(Subramanian) at 486:23-487:6.). Accordingly, CGI has proven by a preponderance of evidence
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that the LDCO850 meets these limitations of claims l and 21 of the ’223 patent.

(2) LDCO800

Mr. Null repeatedly testified that the LDCO800 is different from the LDCO850 because

_ V U L pp (JX-0015C (NullDep. Tr. (Oct. 30, 2018)) $246115-17,

249117-1.8 e i

A ,25O:23-251:6 W W

253:7-10, 23-24 V

_ Based on Mr. Null’s testimony, Nortek argued that CGI failed to meet its burden of proof

that the LDCO850 is representative of the LDCO800. (RRBr. at 70.). This “difference” is also

the premise for Nortek’s contention that the LDCO800 does not satisfy these claim limitations.

(Id.). Nortek’s assertions fail for the following reasons.

For the LDCO800, Nortek argued that: p up is not a function of motor state

information. However, neither Nortek nor Mr. Null provided any explanation for why the beam

power control camiot, at least some of the time, be a function solely of time state information

that “indicates whether the barrier is open or closed.” As recited in limitation l[e], state

information is to be “selected from the group consisting of motor state information, time
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information . . . and combinations thereof.” (JX-0001 at cl. 1 (emphasis added).). Nothing in

the claim language requires state information to have both motor state and time information

Additionally, the specification of the ’223 patent teaches state information that includes,

inter alia, time information.

The information received 50 by the operator controller 5 can comprise, for example,
infonnation regarding one or more operational states of the movable barrier
operator system. Such information could reflect, for example, that the movable
barrier is at a particular position and/or is stationary at either of a fully opened or a
fully closed position. The monitored operational state can further include, in a
preferred embodiment, a temporal aspect as Well. For example, the information
can specifically reflect that a given stationaryposition of the movablebarrier has
been continuously maintained for at least a predetermined period of time (such
as a specific number of seconds or minutes). When the movable barrier is at a
fully opened or especially at a fully closed position, the operational state of the
system often comprises a quiescent state, and especially so when the stationary
position has been continuously maintained for a period of time.

(JX-0001 at 5:43-58 (emphases added).).

Based on the record, My_ p p is developed as a function of time infonnation (but not

motor state information), which is enough for infringement. As Nortek pointed out, limitation

1[e] also requires that the obstacle detector operating mode control signal be developed as a

function of “state information that indicates whether the barrier is open or closed.” (IX-0001 at

cl l RRBr. at 68.). Evidence adduced in this Investigation demonstrates that this is the case

For instance, Mr. Null explicated that in the LDCOSOO, thei ‘i , V ‘ i

***
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..l
1

.-3.,‘
‘z

(JX-0015C (Null Dcp. Tr. (Oct. 30, 2018) at 25l:2l-252:l2.).

Thus, in order for the timer to be triggered, the door must already be in an open or closed

state. Nothing in the claim language or the specification limits what it means to “indicate.”

Setting off the timer because the door is not moving “indicates” that the barrier is either open or

closed. '

For these reasons, CGI has proven by a preponderance of evidence that the LDCO800

meets these aspects of limitation l[e] of the ’223 patent.

iii. 2l[e]: “as afunction of movable barrier operator system
state information that indicates whether the barrier is
travelling”/“the state information selectedfrom the group
consisting of motor state information, time information,
transmission state information, voltage state information,
switch state information and combinations thereof’

CGI alleged that the 223 Alternative Products (e.g., LDC()800A and LDCO850A)

practice these aspects of limitation 2l[e]. (CBr. at 71.).

Similar to its assertions with respect to limitation 1[e], Nortek contended that these

aspects of limitation 2l[e] place two requirements on the state information that is the basis for

the developed obstacle detector operating mode control signal: (i) the state information rnust

“indicate[] Whetherthe barrier is travelling”; and (ii) that state information must be “selected

from the group consisting of motor state information, time information, transmission state

information, voltage state infonnation, switch state information and combinations thereof.”

(RRBI. at 63-64.). According to Nortek, CGI’s “analysis focused on the first requirement and y
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overlooked the second requirement, or mischaracterized the source code to allege that the second

requirement Wasmet.” (Id. at 64.).

With respect to this particular aspect of limitation 21[e], Nortek provided separate

rebuttal arguments for the LDCO850A and LDCOSOOAbased on its assertion that the LDCO850

is not representative of either the LDCO850A or the LDCO800A. (RRBr. at 62~67.). The

differences Nortek identified, perhaps more significant in the context of other patents, are not

germane and, more importantly, do not adequately refute CGI’s infringement contentions with

regard to claim 21 of the ’223 patent. Nevertheless, for the sake of clarity, N0rtek’s separate

rebuttal arguments for the LDCO850A and LDCO800A are addressed below.

For the following reasons, the LDCO850A and LDCO800A meet these claim limitations.

(3) LD CO85 0A

Evidence adduced in this Investigation demonstrates that the LDCO850A satisfies these

aspects of limitation 21[e]. Specifically, Mr. Null testified that the controller in the 223

Alternative Products only KK V
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>l= =1‘ =l<

(Tr. (Null) at 877:20-878:l6; see also Tr. (Subramanian) at 492: 12-493115(“[l]f the door state is
not opening or closing, then the M M H M V my is called.”).).

Nortek’s expert, Dr. Toliyat, confirmed that the timer in the LDCO850A that transitions

the obstacle detectors to sleep mode is set based on whether the barrier is travelling.

Q. And this is the LDCOSSOA; right? Oh, I’m sorry. Mr. Lee, could you blow up
the whole slide?

A. Yes, that’s correct.

Q. And when the , then the W is asserted; right?

A. That’s correct. '

Q. And we see that at lines 401 -- I’m sorry, 4001 and 4003; is that right?

A. Yes, that’s Where the if statement is, yes.

Q. Okay. And A ;; right? Yes?

A. That’s correct.

Q. And it’s an ‘W i 1;right?

A. That’s correct.

(Tr. (Toliyat) at 104617-104721.).

Thus, the transition to the second energy state is based on whether the door is closing or

opening, i.e., is travelling, and the “obstacle detector operating mode control signal [is
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developed] from the controller as a function of movable barrier operator system state information

that indicates whether the barrier is travelling,” as limitation 2l[e] requires. (Tr. (Subramanian)

at 493:2-15; CX-0945C at NRTK_ITC~SRCOO765-767.).

Additionally, Mr. Null testified that the‘ ‘ A

. ~ » . (Tr. (Null) at 849122-850:9; RX~l783

(NRTK_ITC-SRCOO730)at line 3991; see also Tr. (Toliyat) at 986:3-20, 98'7:l9-23 (applying

the same analysis for to the LDCO850 and LDCO850A for claims 1 and 21,

respectively).). Mr. Null also confirmed that the ' ‘ r 1 K

VVV . (Tr. (Null) at 849:22—85O:l2; see also RX-1783 (NRTK_ITC-SRCO0730) at

lines 3987, 3998, 3991, and 3993.). Moreover, he testified that like the 223 Original Products,

V V VV V V V V (Tr. (Null) at 850:l5-17.). Accordingly, tuming offthe

beam is a function of time information, as required by the limitation 21[e].

During the Hearing, Mr. Null testified that this variable does not track any physical

characteristics of the unit. (Tr. (Null) at 852117-21 (discussing RX-1783C.0lO8-109; CX-0945C

at NRTK_lTC-SRC000765-66); RX-l783C.0l08-109 lines 5911-15.). Neither Mr. Null nor

Nortek explained why VV V Vmust “track” such infonnation in order for the LDCO850A

to practice this limitation. As quoted above, limitation 21[e] merely requires the obstacle

detector operating mode control signal to be developed fiom state information that “indicates

Whetherthe barrier is travelling,” which is not limited to directly “tracking” or “corresponding”

to the door state. (JX-0001 at cl. 21 (emphasis added).). A
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Nortek also contended that the obstacle detector operating mode control signal is not a

function of pp V H T1based on Mr. Null’s testimony that removing the check

before calling thew (4H N M would not affect the operation of the door. (Tr.

(Null) at 853:9-l7l RRBr. at 65.). Whetherfh T p has any effect on the actual movement

of the door is irrelevant. Nothing in the claim language or the specification requires the obstacle

detector operating mode control signal, and the sequence of events leading to the turning off the

beam, to be directly involved in operating the door.

Dr. Toliyat testified that the LDCO850A does not practice limitation 21[e] for the

additional reason that “the photodetectors are turned on based on the receipt of any valid

command,” and therefore the “obstacle detector operating mode control signal from the

controller” is not developed as a function of any claimed state information. (Tr. (Toliyat) at

105027-'21.). Nortek also argued that because the V M p W R ,_ p

p L V does not “indicate Whether the barrier is moving.”

(RRBr. at 66.). That other mechanisms may also cause V A. pVV t p p ' VH I

Vp Vdoes not change the fact that the LDCO85OA practices these aspects of limitation 2l[e]

because, as discussed above, the transition to sleep mode is still a function of Whetherthe barrier

is travelling. _

Accordingly, CGI has proven by a preponderance of evidence that the LDCO850A meets

these aspects of limitation 2l[e] of the ’223 patent.

(4) LDCOSOOA

For the reasons discussed above in Section VIII.A.3(f)(ii) with respect to the LDCOSOO

and limitation l[e], the LDCO800A satisfies these aspects of limitation 2l[e]. As Mr. Null

explained, in the LDCO800 and LDCOSOOA,the decision to turn off the photobeam is based
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entirely upon on a timer, unlike the LDCO850 and LDCO850A. (See, e.g., JX-0015C (Null Dep.

Tr. (Oct. 30, 2018)) at 249114-18; Tr. (Null) at 890:4-89112.). However, as addressed in Section

VIII.A.3(f)(ii), this distinction does I101-P6111111the LDCO800A to circumvent the scope of this

claim limitation, which requires developing the “obstacle detector operating mode control signal

from the controller as a function of movable barrier operator system state information that

indicates whether the barrier is travelling,” and having the state information be “selected from

the group consisting of motor state information, time information, transmission state information,

voltage state information, switch state information and combinations thereof.” (JX-0001 at cl.

21.).

For example, Mr. Null testified that in the LDCO800A, when a command to cycle the

garage door is received over the RF interface, or a button is pressed, the beam turns on, and a 5­

minute timer is set. (JX-0015C (Null Dep. Tr. (Oct. 30, 2018)) at 245:6-246:7, CX-0945C at

NRTK_ITC-SRC00993 lines 238-39 (describing tum on beam power when a RF command is

received); JX-0015C (Null Dep. Tr. (Oct. 30, 2018)) at 236118-246:7, CX-0945C at NRTK_ITC­

SRC00936 lines 700-01 (describing tuming on beam power when a button press is received at

the wall station); JX-0015C (Null Dep. Tr. (Oct. 30, 2018)) at 246:8-19 (timer set to 5 minutes).).

Once the timer has expired, the beam is turned off. (JX-0015C (Null Dep. Tr. (Oct. 30, 2018)) at

247:4-249110; CX-0945C at NRTK_ITC-SRC01010 lines 222-230.). Thus, like the LDCO800,

the timer in the LCD800A is triggered by the start of the cycle, which indicates that the door is

moving, and tums off the beam when the timer has expired, i.e., time information.

For the foregoing reasons, and the reasons set forth in Section VIII.A.3(f)(ii), CGI has

proven by a preponderance of evidence that the LDCO800A meets these aspects of limitation

2l[e] of the ’223 patent. (See Section VIII.A.3(t)(ii), supra).
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iv. 1[e], 21[e]: “the obstacle detector operating mode control
signal being operable to directly control the energy usage of

» the obstacle detector”

The claimed obstacle detector operating mode control signal in the 223 Accused Products

directly controls the energy usage of the obstacle detector by tuming the photobeam on or off,

which Nortek did not explicitly refi.1te.46As discussed above in Section VIII.A.3(f)(i),

ppL L M pg I V.(cx-09450 at NRTK_ITC-SRCO0O70 line 608;Tr. (Subramanian) at

481122-482=14-I , . M .. \\ i. , \7 . , ,. . ., , Q

WH gg _ g W‘ . gA V’W g g . (CX-0945C at NRTK_ITCSRC00070 line 609; Tr.

(Subramanian) at 482:4-17.).

Mr. Fitzgibbon’s testing, which he conducted at Dr. Subramanian’s direction, confirms

the same. In the first mode of energy consumption operation, the beam is on, and Mr. Fitzgibbon

measured 8.27V and 25.3mA passing to the obstacle detector. (Tr. (Subramanian) at 489120­

490:8 (discussing test data regarding the first mode); CX-0635C.O0O3(test results).). In the

second mode of energy consumption operation, the beam is off, but the rest of the obstacle

detector circuitry is still powered, and Mr. Fitzgibbonmeasured l.93V and .06mA. (Tr.

(Subramanian) at 490:3-5 (discussing test data regarding the second mode), 486:2-8 (explaining

the testing and stating, “Q. In both modes is the obstacle detector operating? A. Yes, in the

bottom mode, in the lower power mode, the beam is off, but if you look at the circuitry, there’s

still lots of circuitry in the obstacle detector and the obstacle detector is still operating. It’s just

‘*5In the context of limitations l[fl and 2l[f], Nortek only contended that the accused obstacle detector is
not “directly responsive to the movable barrier operator obstacle detector operating mode control signal,”
as required by the claims l and 21. (See RRBr. at 60-62.). Thus, any argument on this aspect of
limitations l[e] and 2l[e] is waived under Ground Rule 10.1.
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the beam is off.”), CX-0635C.0003 (test results); CDX-0004.0095C.).

For the foregoing reasons, CGI has proven by a preponderance of evidence that the 223

Accused Products meet this aspect of limitations l[e] and 21[e] of claims 1 and 21 of the ’223

patent.

g) 1[f], 21[f]: “the obstacle detector operably coupled to the
power supply and to the movable barrier operator, receives
operating power from the power supply, and has a plurality of
operating modes, wherein at least some of the operating modes
have different energy usages, and wherein the obstacle detector
is directly responsive to the movable barrier operator obstacle
detector operating mode control signal such that”

' tr1. the obstacle detector operably coupled to the power supply
and to the movable barrier operator, receives operating power
from thepower supply”

The 223 Accused Products include an “obstacle detector operably coupled to the power

supplyiand to the movable barrier operator, receives operating power fiom the power supply.”

The installation instructions for each of the accused GDOs confirm that wires are used to connect

the obstacle detector to the head unit of the operator. (CX-0867 (LDCO850 Installation

Instructions) at 2; Tr. (Subramanian) at 487122-488:20.). The installation instructions also

demonstrate that the operator is cormected to a source of AC power, which powers the obstacle

detectors. (Tr. (Subramanian) at 487:22-488:2(); CX-0867 (LDCO850 Installation Instructions)

at 2; CDX-0004.0088.)._ Nortek did not contest this aspect of the claim limitations.

Thus, CGI has proven by a preponderance of evidence that the 223 Accused Products

meet this aspect of limitations l[f] and 2l[i] of claims 1 and 21 of the ’223 patent.

ii. “the obstacle detector . . . has a plurality of operating modes,
wherein at least some of the operating modes have different
energy usages” I

The 223 Accused Products also have a plurality of operating modes, wherein at least
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some of the operating modes have different energy usages. As discussed above in Sections

VIII.A.3(d) and VlII.A.3(t)(iv) with respect to limitations 1[c], 1[e], 21[c] and 21[e], Dr.

Subramanian directed testing of the energy consumption of the obstacle detectors. (Tr.

(Subramanian) at 485:4-20; (IX-0635C.0003 (test results).). The testing was done using a

voltmeter at the obstacle detector to get the voltage and an ampere meter to measure the current.

(Tr. (Subramanian) at 485:4-13, 15-20; see also id. at 485: 13-15 (“Voltage times current is

power, so you can then get the power out of it.”).).

The testing results indicated 8.27V and 25.3mA in the first, full power, mode, and 1.93V

and 0.06mA in the second, low power, mode. (CX-063500003 (test results).). Thus, under the

plain and ordinary meaning of “operating mode,” the testing results establish that the obstacle

detector has a high energy consumption mode and a low energy consumption mode, which

satisfies the claimed “plurality of operating modes” with “different energy usages.” (Tr.

(Subramanian) at 478:8-479:1 (confirming the two operating modes of the obstacle detector),

488121-490:8 (confirming this element of the limitation is met); CX-_O635C.0OO3(test results);

Markman Order, App. A. at 5-6.). Mr. Fitzgibbon, the sole named inventor on the ’223 patent,

explained that the purpose of the claimed invention was to “get the amount of energy that the

operator utilizes while sitting idle down to a very low state.” (Tr. (Fitzgibbon) at 177:6-24.).

Nortek’s expert, Dr. Toliyat, opined that the 223 Accused Products do not have a

“plurality of operating modes” because the obstacle detector cannot detect obstacles in the

second mode. (Tr. (Toliyat) at 993:5-9 (“when the beams are off. . . it’s not working . . . the

voltage of the beam across the line is at the low value”); see also Tr. (Jeny Dillon)” at 788:l7­

47When he testified during the Hearing on June 12, 2019, Mr. Jerry Dillon was a Principal Engineer at
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789: 5 (explaining that the when the IR beam detector gets “less than 6-1/2 volts,” it “can’t detect

the IR energy” and does not perform “any function”).). Dr. Toliyat’s opinion rests “onNortek’s

proposed construction for “operating mode,” which restricted the plain meaning of the tenn to

“[d]istinct functioning arrangement or conditions in which the obstacle detector operates.” (See

e.g., Joint CC Chart at 5.); However, Nortek’s proposed construction Wasrejected based on the

specification’s broad treatment of the term “operating modes,” which the patent describes as

being used “to facilitate the energy management of a movable barrier operator system.”

(Markman Order, App. A at 5-6 (quoting IX-0001 at 7:5-8).). Thus, Dr. Toliyat’s opinion is

unavailing. ‘

Therefore, the 223 Accused Products have two operating modes, a first mode where the

beam is on and a second, sleep mode, where the beam is off, but the obstacle detector is still

consuming power. (Tr. (Subramanian) at 478:8-47911.). Accordingly, tmder the plain and

ordinary meaning of “operating mode,” the 223 Accused Products have the claimed “plurality of

operating modes” with “different energy usages.”

For these reasons, CGI has proven by a preponderance of evidence that the 223 Accused

Products meet this aspect of limitations l[t] and 21[i] claims 1 and 21 of the ’223 patent.

iii. “the obstacle detector is directly responsive to the movable
barrier operator obstacle detector operating mode control
signal”

CGI asserted that the 223 Accused Products meet this element because the obstacle

detector is directly responsive to the: which Dr. Subramanian identified as the1

obstacle detector operating mode control signal. (Tr. (Subrarnanian) at 489:9-19.).

Nortek Security & Control, LLC. (RPSt. at 2.). Nortck identified Mr. Dillon as a fact witness to testify
about the identity, structure, function, and operation of Respondents’ products. (Id).
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Nortek adduced evidence and elicited testimony demonstrating that the it I

remains on the printed circuit board in the head unit of the LDCO850 and is not connected

to the obstacle detectors, i.e.,itransmitter and receiver of the b_eam. (RX-0737C.O0O3;Tr. (Null)

at 804:6-805:19; Toliyat Tr. at 981:3-983:1; RDX-_100lC.0l09.). For example, based on a

schematic drawing of the LDCO850, Dr. Toliyat provided the following testimony:

Q. . . . Does that go out of the head unit in a connector?

A. No, it doesn’t. i _

Q. Does that H connect -- is it wired directly to the obstacle
detectors? '

A. No, it’s not.

(Tr. (Toliyat) at 982221-983:1; see also Tr. (Null) at 805: 14-19 (same); RX-O737C.0003.).

Because the _7MyW ‘~is not connected to the obstacle detectors, Nortek argued

that the obstacle detectors cannot be directly responsive to a signal it never receives. (RRBr. at

60; Tr. (Toliyat) at 982:21-983:1, 985:24-986:9). CGI contended that the Markman Order

precludes Nortek from asserting this argument based on the fact that Nortek’s proposed

construction for the term “obstacle detector operating mode control signal” was rejected. (CBr.

at 68.).

Nortek’s construction inappropriately seeks to import claim limitations: (1) limit
the source of the claimed signal (i.e., “from the head unit”), (2) limit the claimed
signal to one particular type"of signal (i.e., a “message”), and (3) add a method step
requirement “to respond” to this signal (i.e., “which causes the obstacle detector to
respond”). Claims 1 and 21 sufficiently limit this term. Nortek’s additional
limitations are not warranted by the specification or prosecution history.

(Markman Order, App. A at 5.).

However, as Nortek correctly pointed out, the claim language at issue, namely whether

“the obstacle detector is directly responsive to the movable barrier operator obstacle detector
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operating mode control signal” was not at issue in the dispute over the construction of “obstacle

detector operating mode control signal? during the Markman proceedings. (RRBr. at'6l-62;

Mar/cmdn Order, App. A at 5.). As Nortek noted, the language is recited in the claims

themselves, and is thus an additional requirement beyond the plain and ordinary meaning of

“obstacle detector operating mode control signal.”

With that said, the evidence establishes that the obstacle detector in the 223 Accused

Products directly “responds to the ‘L L Aii. Nortel-:’s engineer, Mr. Null, testified that

two wires connect the head unit to the obstacle detector: (i) provides power to

the obstacle detectors and allows the head unit to receive an obstruction signal generated by the

detector; and (ii) is a ground. (Tr. (Null) at 801:3-13, 802217-805:19; RX­

0737C.0O03, RX-()737C.0O02.). As Mr. Null explained, the A i . controls a circuit

on the head unit printed board that causes; L t to supply‘ Ppower to the

obstacle detectors or disconnect the source.

A. So the , ‘ is directly connected to a GPIO“ on the processor,
on the head unit. And that is ‘controlledby the processor. It will be a high or low,
and if it’s -- if it’s on or if p ' V is high, it will turn on power to the wall
station -- or son'y, the beams. And so that rpower that you see at the top of
the left circuit, that will -- that will turn on and provide L‘QM¢power to the beams.

**>l< '

Q. What happens when the GPIO pin that’s comiected to V V is set to logic
low value? M ii A

A. When it’s low, that will disconnect power to the beams, and they will no longer
be on.

(Tr. (Null) at 804:17-24, 805110-13.).

Thus, Nortek’s contention that the . docs not directly control the

48GPIO is an acronym for “general purpose input output.” (See, e.g., Tr. (Null) at-805:1-7.).
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obstacle detectors themselves because the signal is not directly connected to the obstacle

detectors is not persuasive. (RRBr. at 61.).

Notably, during prosecution of the ’223 patent, in an attempt to overcome a rejection that

the claims were anticipated under 35 U.S.C. § l()2, the applicant (i.e., Mr. Fitzgibbon)

distinguished his claimed invention over the prior art reference (U.S. Patent No. 6,247,558 to

Bailey et al.) by amending claim l to recite, inter alia, an “obstacle detector [that] is directly

responsive to the movable barrier operator.” (JX-00O2.0245.). Relying on this amendment, the

applicant presented the following distinction:

Bailey describes an apparatus to reduce power consumption in an elevator door
protection system. Bailey’s apparatus operates in conjunction with an elevator door
control system 9 that serves to selectively open and close a corresponding movable
barrier (denoted in Bailey as so-called “car doors” and referenced to herein as
“elevator doors”). i

One of Bailey’s elevator doors la has a plurality of infrared transmitters 3 While
the other elevator door lb has a corresponding plurality of infrared receivers 5.
These infrared transmitters and receivers serve to detect when an obstacle is present
between the doors. Upon detecting such an obstacle, a processor 7 drives a module
denoted as “output relay to re-open doors” (denoted by reference numeral 8). This
“output relay to re-open doors” 8, in turn, then provides a signal to the
aforementioned movable barrier operator 9 to cause the latter to reverse the closing
direction of movement of the elevator doors.

Bailey seeks to reduce the on-time of the infrared transmitters when the doors are
closed in order to extend the operational lifetime of the transmitters. Bailey evinces
no interest in energy conservation as such.

To achieve this result, Bailey detects that the elevator doors are closed in an indirect
manner (that is, there is no direct communication between Bailey ’s obstacle
detection apparatus and the disclosed movable barrier operator 9) by measuring
the maximum average signals of the infrared beams to detennine when the doors
are closed. This, in tum, provides a basis for causing the system to enter a standby
mode of operation during which at least the transmitters are switched off for at least
a substantial amount of time.

Bailey therefore provides teachings with respect to reducing the amount of power
that is consumed by obstacle detectors in an elevator door when the doors are
closed. Bailey makes no suggestion or teaching, however, that there be any

Page 139 of 288



Public Version

particular interaction between the movable barrier operator itself and the
obstacle detection apparatus asidefrom the aforementioned ability of the latter
to instruct the former to “re-open” the elevator doors upon having detected an
obstacle.

>l= >l< >1‘

As noted above, Bailey’s obstacle detector is not directly responsive to the movable
barrier operator. Bailey’s obstacle detector instead is responsive to the proximity
of its transmitters and receivers which proximity may be indirectly, but not directly,
related to the activity of the movable barrier operator. The applicant describes and
claims, however, a direct responsiveness that is missing from Bailey.
Accordingly, with all due respect, the applicant therefore submits that claim l
cannot be said to be anticipated by Bailey. ‘

(Id at 267-68 (emphases added).).

In a subsequent office action, the examiner rejected the applicant’s arguments for the

following reasons. i

The Bailey obstacle detector is directly responsive to the movable barrier operator
(column 3, lines 57-62; column 4, lines 18-19, 45-50). The Bailey barrier operator
provides the power for the obstacle detector and samples the receiver output to
determine the barrier status. Applicant defines “directly responsive” as causing
the obstacle detector to enter one of two modes of energy consumption operation
(claim 1, last 6 lines). Similarly, Bailey discloses controlling the obstacle detector
to enter one of two energy modes (column 4, lines 23-26, 35-40).

(Id at 347 (emphases added).).

The examiner and the applicant appear to be referring to different components as

comprising the “movable barrier operator.” The applicant seems to have referenced the “door

dnvc motor” (10) and/or the “elevator door control system” (9) as the claimed “movable barrier

operator,” while the examiner appears to have considered, inter alia, the “microprocessor

controller” (7), “transmitter and receives diode(s)” (4, 6), and power supply as the “movable

barrier operator.” These components are shown in Figure 30 below. u
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Figure 30: Figure 1 of Bailey
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Even if the app1icant’s statements to the examiner are viewed as a disavowal of claim

scope with respect to the phrase “directly responsive” recited in this limitation, such a disavowal

would have little, if any, effect here, because the elevator door protection system disclosed in

Bailey Worksvery differently than the obstacle detector used in the 223 Accused Products.” As

discussed above, the obstacle detector is directly responsive to the obstacle detector operating

49Because the resolution of the copy of Bailey’s Figure 1 in the file history of the ’223 patent was not
very good, a sharper version copied from a pdf of Bailey is shown above in Figure 30.

5°Disavowal of claim scope can be effectuated by language in the specification or the prosecution history
See, e.g., Certain Access Control Sys. and Components Thereof, Com1n’n Op., 2017 WL 11198844, at **
(citing Phillips V.AWHC0rp., 415 F.3d 1303, 1316-17 (Fed. Cir. 2005) (en banc)). “In either case, the
standard for disavowal is exacting, requiring clear and unequivocal evidence that the claimed invention
includes or does not include a particular feature.” Id. (citing Poly-America, L.P. v. API Indus, Inc., 839
F.3d 1131, 1136 (Fed. Cir. 2016)).
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mode control signal, i.e., thew M (Tr. (Subramanian) at 489:9—19.).

Accordingly, CGI has proven by a preponderance of evidence that the 223 Accused

Products meet this aspect of limitations 1[i] and 21[f] of claims 1 and 21 of the ’223 patent.

h) 1[g],21[g]: “during the first mode of energy consumption
operation, the obstacle detector operates using a first energy
usage”

Nortek did not dispute that each 223 Accused Product practices limitations 1[g] and

21[g]. (Tr. (Subramanian) at 490:9-18 (comparing the accused products to limitation 1[g]).). As

explained above for claim 1[e], the 223 Accused Products have a first mode of energy

consmnption operation in which the obstacle detector operates using a first energy usage when

the photobeam is on. The test results Mr. Fitzgibbon conducted at Dr. Subramanian’s direction

show 8.27V and 25.3mA at the obstacle detector in this first mode of operation. (Id.; CX­

0635C.0003 (testing data); CDX-0O04.101C.).

Thus, CGI has proven by a preponderance of evidence that the 223 Accused Products

meet these limitations of claims 1 and 21 of the ’223 patent.

i) 1[h]: “during the second mode of energy consumption
' operation, the obstacle detector operates using a second energy

usage, wherein the operating power used in one of the energy
usages is less than the power used by the other energy usage”/
21[h]: “during the second mode of energy consumption
operation, the obstacle detector operates using a second energy
usage, wherein the second energy usage is lower than the first
energy usage”

1. “during the second mode of energy consumption operation,
the obstacle detector operates using a second energy usage”

As an initial matter, testing results indicated 8.27V and 25.3mA in the first, full power,

mode, and 1.93V and 0.06n1A in the second, low power, mode. (CX-0635C.0O03 (test results).).

Nortek did not contest that the 223 Accused Products have two (2) modes of energy consumption
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operation. (See, e.g., Tr. (Toliyat) at 995: l6-996120 (citing Mr. Fitzgibbon’s voltage test results);

CX-0635C (test results); Section VIII.A.3(d), supra.)

However, based on Mr. Dillon’s testimony and documentary evidence in support, Nortek

persuasively contended that the obstacle detectors of 223 Accused Products are not “operat[ing]”

in any way in the second mode. (RRBI. at 55.). Mr. Dillon, the designer of the obstacle

detectors in the accused products, testified that the obstacle detector has two components, an

emitter mounted on one side of the garage door, and the detector mounted on the opposite side of

the garage door. (Tr. (Dillon) at 785:5-17.). Mr. Dillon explained that the emitter generates a

burst of infrared energy every A_ V , a fixed timing interval generated by the circuit

itself. (Id. at 786:5-25, RX-0479C (schematic of the photobeam emitter).). Mr. Dillon testified

that the emitter requires K to operate, and does not generate any infrared output when the

circuit is supplied less than p . (Tr. (Dillon) at 787:l8-25, RX-0479C.). With respect to

the infrared beam detector, Mr. Dillon explained that the detector receives bursts of infrared

energy from the emitter and V A A1 ' ,1

. (Tr. (Dillon) at 788110-20, RX-0480C (schematic of the infrared bean detector).).

He testified that the circuit requires Vp Vpto operate, and when it is supplied less than

t1 p, it carmot detect the bursts of infrared energy fiom the emitter. (Tr. (Dillon) at 78S:21­

789:l, RX-0480C.).

Although Dr. Toliyat also opined that the 223 Accused Products do not practice this

aspect of limitations l[h] and 21[h] because the accused obstacle detectors cannot detect

obstacles in sleep mode (Tr. (Toliyat) at 993:5-9 (“when the beams are off . . . it’s not Working),

Nortek’s argument “that the claimed ‘obstacle detector’ must always be energized to a level

sufficient to perform ‘work’ or perform its ordinary obstacle detecting functions” was
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specifically rejected. (Markman Order, App. A at 4.). That does not mean, however, that any

amount of power, no matter how miniscule, corresponds to a device that is in fact “operating.”

Here, Mr. Dillon explained that the emitter circuit is not designed to perform any

function when it receives less than _ ', and there is nothing in the entire circuit schematic

of the obstacle detector emitter that is operating when the circuit is receiving less than less than a

10th of a milliamp of current (0.1mA).

Q. Is there any function that that emitter is designed to perform when it’s receiving
less than that minimum?

A. No, there’s not.

Q. If you can zoom out to the entire schematic, is there anything in their schematic
that would tell you that that emitter is operating when it receives less than a 10th of
a milliamp of current?

A. No, nothing could work.

(Tr. (Dillon) at 788: 1-9, RX-0479C.)

Mr. Dillon also confmned that the detector circuit in RX-0480C is not designed to

perform any function when it is supplied with less than . (Tr. (Dillon) at 789:2-5, RX­

O480C.). Additionally, Mr. Dillon testified that there is nothing in the entire circuit schematic of

the obstacle detector infrared detector circuit that is operating when the circuit is receiving less

than 10 milliamps of current.

Q. Is there anything in that schematic in RX-480C that would tell you based on
your 30 years of experience as an electrical engineer that that circuit is doing
anything when it’s receiving less than a 10th of a milliamp of cmrent?

A. No.

(Tr. (Dillon) at 789:6-1 l; RX-0480C.).

He confirmed the same for all components of the photobeam system.

Q. So is there any component or feature whatsoever of the photobeam system that’s
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designed to operate with less than a 10th of milliamp of current?

A. No.

(Tr. (Dillon) at 789: 12-15, RX-0479C, RX-048OC.).

Mr. Dillon also testified unequivocally that there is no difference in the obstacle V

detector’s performance when restarting (i.e., turning the beam on and detecting obstacles) with

either zero power, or less than a 10th of a milliamp before full power is restored. (Tr. (Dillon) at

791 :2-9.).

Thus,‘the 0.06mA and 1.93V power levels the obstacle detectors are supplied with in the

second, sleep mode indicate that they are not “operating” in any way.

Dr. Subramanian did not explain what the obstacle detector in the LDCO850 was

purportedly doing in the second mode. He merely offered conclusory assertions that the obstacle

detectors were “operating” in the second state because there Wasother circuitry in the obstacle

detector system in addition to the beam. (Tr. (Subramanian) at 478:8-479111,486:2-8.).

However, he never identified what part of that circuitry was purportedly operating in the second

mode or what that circuitry was purportedly doing. (Id. at 486:2-8, 672:5-13, 706: 11-70711.).

In its Initial Post-Hearing Brief, CGI cited to speculation from Mr. Fitzgibbon, CGI’s

Director of Intellectual Capital, that the obstacle detectors are in a “sleep mode” and “[y]ou have

to have something awake.” (CBr. at 66 (citing Tr. (Fitzgibbon) at 177:6-24, l87:18-21.).

However, in the cited testimony, Mr. Fitzgibbon was discussing the ’223 patent and CGI’s

products, not No1tek’s products. (Tr. (Fitzgibbon) at 177:6-24, l87:18-21.).

For the foregoing reasons, CGI has failed to meet its burden of proving by a

preponderance of evidence that the 223 Accused Products practice this aspect of limitation [h] of

claims 1 and 21 of the ’223 patent.
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ii. “the operating power used in one of the energy usages is less
than the power used by the other energy usage”/“the second
energy usage is lower than thefirst energy usage”

As discussed above with respect to the “first” and “second mode[s] of energy

consumption operation” recited in limitations l[c]/21 [c], and a “plurality of operating modes”

having “different energy usages recited in limitations 1[i]/2l[i], test results confirm that in the

second, low power mode, the obstacle detector consumes l.93V and 0.06mA, which is less than

the 8.27V and 25.3mA shown to be used in the first, full power, mode. (CX-0635C.O0O3(test

results); Sections VIII.A.3(d), (g), supra). Nortek did not dispute this aspect of the claim

limitations.

For these reasons, CGI has proven by a preponderance of evidence that the 223 Accused

Products meet these limitations of claims 1 and 21 of the ’223 patent.

B. Technical Prong of Domestic Industry

1. Technical Dl Overview: CGI Failed to Prove That the 223 DI
Products Practice Claim 1 of the ’223Patent

For the reasons discussed below, the 223 DI Products do not practice claim 1 of the ’223

patent. Similar to its non-infringement arguments, Nortek only disputed limitations [e], [i], and

[h] of claim l. (RPBr. at 70-76; RRBr. at 70-89.).

Evidence adduced in this Investigation failed to demonstrate that the 223 DI Products

have an “obstacle detector operates using a second energy usage" in the second mode of energy

consumption operation.

Thus, it is a fmding of fact that: (i) CGI has failed to meet its burden of proving by a

preponderance of evidence that the 223 DI Products practice claim 1 of the ’223 patent; and (ii)

CGI has not satisfied the technical prong of the DI requirement.
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2. Representative DI Products

The 223 DI Products are CGI’s GDO products that can be connected to obstacle

detectors, which CGI calls “The Protector System” utilize a low-power sleep mode to save AC

power during periods 0finactivity.51 (CX-0134 (8355W Installation Guide) at l9 (illustrating

the operation of the protector system), 29 (“For energy efficiency the garage door opener will

enter sleep rnode when the door is fully closed. . .”); Tr. (Fitzgibbon) at l8l:l4-16 (“Q. What is

the protector system? A. The protector system is Chamberlain’s name for the photobeam

system.”).). V .

During the evidentiary hearing, Mr. Fitzgibbon and Dr. Subramanian offered testimony

that with respect to the Protector System feature, the LiftMaster 835SW is representative of all of

the 223 DI Products. (Tr. (Fitzgibbon) at 188:21-189:3 (“[T]he upper portion identifies the Wi­

Fi operator and it’s the 8355W. And then all the other products that are based on the same basic

design”), l80:24-186:2 (explaining protector system), 195:l-197:5 (explaining representative

relationship); CX-0134 (8355W Installation Guide) at l9 (describing low power mode); Tr.

(Subramanian) at 376:9-379112 (explaining representativeness analysis); 499:2l~500:2l (“Q.

And have you done the correlation of the represented 8355W against all of the represented

products in the same Wayfor the ’223 patent as you’ve already explained with respect to these

same exhibits for the ’404 patent? A. Yes, Ihave . . . I concluded it was indeed representative,

based on that analysis”); CDX-00030002-3 (representative products charts).).

Specifically, Mr. Fitzgibbon explained that using CGI’s product database, he identified

all of CGI’s products that implement the Protector System feature. (Tr. (Fitzgibbon) at 194:8-25

51The 223 DI Products and their respective installation guides are listed in Section V.B, supra.
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(explaining how he collected information about the different product user guides).). Mr.

Fitzgibbon also testified that he reviewed each manual to determine which products they

described, and which specific circuit board was contained in each operator. (Id. at 195:1-23; see

also, e.g., CX-0134C (8355W Installation Guide) at 41 (identifying OSOACTWFLogic Board).).

Mr. Fitzgibbon explained that once he identified the specific circuit board, he was able to cross­

reference the relevant bill of material to determine the corresponding circuit board schematic, the

specific processor included on each circuit board, and the specific firmware version that an

operator uses. (Tr. (Fitzgibbon) at l95:24-197:5 (explaining how the information shown in

CGI’s bills of materials (CX-0232C, CX-0233C, CX-0234C, CX-0235C, CX-0236C, CX­

0237C, CX-0239C) illustrate the processor, firmware (CX-0943C), and relevant schematic for

each operator); see, e.g., CX-0232C (BOM) at row 201 » . ~ I row

202 (identifying ' ), row 38 ( 5);see

also CDX~O003.2-3.).

Dr. Subramanian testified that using the infonnation Mr. Fitzgibbon provided, he

conducted an extensive review of each of the firmware versions present in the 223 DI Products

and confirmed that the source code that implements the Protector System feature across all of the

223 DI Products is substantially identical. (Tr. (Subramanian) at 379:2-l2 (“I looked at it on a

limitation by limitation basis and then went and looked for those limitations or the corresponding

functionality in all the represented documents as well.”), 500:1-l0 (same analysis with respect to

’223 patent).).

3. CGI’s DI Products Do Not Practice Claim 1 of the ’223 Patent

a) 1[pre]: “A movable barrier operator apparatus comprising”

Nortek did not contest that the 223 DI Products practice the preamble of claim l. All the
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223 DI Products are GDOs (movable barrier operators) with the ability to decrease power to the

connected obstacle detectors in a low power state. (CX-0134C (8355W' Installation Guide) at 1;

Tr. (Subramanian) at 500:24-501:4.). '

Accordingly, CGI has proven by a preponderance of evidence that the 223 DI Products

meet the preamble of claim 1 of the ’223 patent.

b) 1[a]: “a power supply that operably couples to at least one
source of alternating current”

The 223 DI Products practice limitation l [a] of claim l, which Nortek did not dispute.

The 223 Dl Products include a power supply capable of connecting to at least one source of

alternating current (e.g., a wall outlet). (CX-0134C (8355W Installation Guide) at 23

(connection to AC power supply); CX-0160C (Hardware Specification) at p (AC

power connection); Tr. (Subramanian) at 501:5-502:3 (describing AC power connection shown

in CX-0160C). »

Thus, CGI has proven by a preponderance of evidence that the 223 DI Products meet

limitation l[a] of claim l of the ’223 patent.

c) 1[b]: “an obstacle detector”

Nortek did not contest that the 223 DI Products practice limitation 1[b] of claim l. The

223 DI Products include a “Protector System,” i.e., two infiared photobeam sensors, that can

detect obstacles in the path of the movable barrier and cause a reversal in movement to prevent

the device from harming a person or other object. The photobeam sensors include a “sending”

sensor and a “receiving” sensor’that are mounted on either side of the garage door opening.

(CX-0134 (8355W Installation Guide) at 19 (illustrating safety sensors), 24 (same); CX-0206C

(Product Requirements Specification) at ll “ ; Tr. (Subramanian) at 502:4-15
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(describing presence of obstacle detectors).

For these reasons, CGI has proven by a preponderance of evidence that the 223 DI

Products meet limitation l[b] of claim 1 of the ’223 patent.

d) l[c]: “a movable barrier operator which includes a controller,
the movable barrier operator operably coupled to the power
supply, receives operating power from the power supply and
has at least a first and a second mode of energy consumption p
operation and being further configured and arranged to”

The 223 DI Products practice limitation l[c] of claim 1, which Nortek did not refute. The

representative LiftMaster 83SSW contains the OSOACTWFlogic board running the PIC18F67J1l

family processor, which is powered by a power supply. (CX-0134C (8355W Installation Guide)

at 41 I I ; CX-0232C (Bill of Materials (“BOM”)) at row 201

pg up ppR K M up VVp My;Tr. (Subramanian) at 502216-503:8 (describing logic board,

processor as operably coupled to the power supply).). The firmware ~ _ ~

W W W 4 H V. (CX-0943C (Source Code) at 1106

. pV, defined), 383-420 (W VW H);Tr. (Subrarnanian) at 503:20-504:l4

K . (Tr. (Subramanian) at 504115-505:8(discussing effect of

‘_Kppi);CX-0943C (Source Code) at 409 line 612 (K W

,).). The p _

~ . - (TY-(S“b"1ma"ia“)a*

504: 15-505:8 (discussing effect of p CX-0943C (Source
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Code) at 409 lines 617, 602 (‘V M 4 p gA “§).). Dr. Subramanian explained

that the test results Mr. Fitzgibbon recorded demonstrate that the controller is operating in the

first and second modes of operation. (Tr. (Subramanian) at 505:9-506:6 (explaining test data),

50713-23 (same); cx-06380 ( T P ' Li L L e L “

. , t . . , J;CDX"09°4-0127(*°S"‘=S““S3;CX­

()l34C (8355W Installation Guide) at l9‘(describing obstacle detector sleep mode).).

For the foregoing reasons, CGI has proven by a preponderance of evidence that the 223

DI Products meet limitation l[c] of claim l of the ’223 patent.

e) l[d]: “selectively open and close a corresponding movable
barrier”

The 223 DI Products practice limitation l[d] of claim 1, which Nortek did not dispute.

The 223 DI Products are capable of opening and closing a cormected garage door in response to

commands issued by a user, for example, via a Wall station. (CX-0134C (8355W Installation

Guide) at 1, 25-26 (showing operator configured to move the door open and closed); Tr.

(Subramanian) at 506: l0-18 (explaining same); Tr. (Fitzgibbon) at 208123-209:3 (describing

testing while connected to a door).).

Thus, CGI has proven by a preponderance of evidence that the 223 DI Products meet

limitation l[d] of claim 1 of the ’223 patent. ‘

L f) 1[e]: “develop an obstacle detector operating mode control
signal from the controller as a function of movable barrier
operator system state information that indicates whether the
barrier is open or closed, the obstacle detector operating mode
control signal being operable to directly control the energy
usage of the obstacle detector, the control signal from the
controller developed as a result of the state information, the
state information selected from the group consisting of motor
state information, time information, transmission state
information, voltage state information, switch state
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information and combinations thereof”

i. “developan obstacle detector operating mode control signal
from the controller as afunction of movablebarrier operator
systemstate information that indicates whether the barrier is
open or closed”/“the control signal from the controller
developedas a result of the state information, the state
information selectedfiom the group consistingof motor state
information, time information, transmission state
information, voltage state information, switch state
information and combinations thereof’

The 223 DI Products practice these aspects of limitation 1[e]. Dr. Subramanian

explained that the logic board (controller) in the 223 DI Products can transmit an “obstacle

detector operating modecontrol signal,” i.e., , '

V ‘. (Tr. (Subramanian) at 510218-23 (explaining that

L M ); CX-0943C (Source Code) at 317 p7' V;

). The a i =

p W p V N V . (Tr. (Subramanian) at 509114-510:8 (explaining

use of‘ L); CX-0943C (Source Code) at 459.). The ' -

VV (CX-0160C (Hardware Specification) at

p 7 i VM-ii(diagramsh0wing;f

p K g S f); Tr. (Subramanian) at 508:5-509:13 (describing

schematics).

The obstacle detector operating mode control signal, p “,is

developed “as a function of . . . state information” generated P

V (Tr.
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(Subramanian)at510:9-512:3(explaining WM pimmiw

_ p V ' ii Vp j); CX-0943C (Source Code) at 317, 320 (functions

controlling, ).). ~~ ‘ ~ =

(Subramanian) at 5111201-21 (explaining that the A V _ 9 VVVVVVVpl); CX­

0943C (Source Code) at 320, 312 ( ).). k

V I V,. (Tr. (Subramanian) at

; CX-0943C (Source Code) at 317 (' K p p 1).

In other words, the V ~ p i is “developed as a result of’ both motor and

time state infonnation and the signal is “deve1op[ed] as a function of . . . state information that

indicates whether the barrier is open or closed” because the calls to the fimctions that control the

value of the. L p p p p Vp V V V (Vp are dependent upon

Whether the door is closed and the time elapsed since the last motor activity. (Tr. (Subramanian)

at 510:9-512:3 (explaining * V V » ' ii 2

), 511118-241

t ; @-)~

In particular,
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CX-0943C.03l7 lines 441-445 ~ _ » ' ~ ‘ ‘ .­

. Since the only time the IR beam can be “oft” is when the door is closed, it follows that

the beam can only transition from “oft” to “on” when the door receives a command while the

door is closed, which would be reflected by the state machine. As such, the obstacle detector

operating mode control signal is developed only when state information “indicates” that the

barrier is closed. (Tr. (Subramanian) at 511:18-24.).

Nortek did not rebut any of CGI’s arguments but rather disparaged the sufficiency of

CGI’s evidence. (RRBI. at 86-89.). Namely, Nortek contended that CGI’s analysis of Whether

this aspect of limitation l[e] is satisfied “is filled with functions never analyzed or even

mentioned by Dr. Subramanian during his testimony” and are “unsupported attorney argument.

(Id. at 87-88.). Although Dr. Subramanian may have not discussed every function, as Nortek

noted, his testimony along with the source code CGI identified sufficiently demonstrate that the

223 DI Products develop an obstacle detector operating mode control signal as a function of the

claimed “state information.”

Accordingly, CGI has proven by a preponderance of evidence that the 223 DI Products

meet these aspects of limitation 1[e] of claim l of the ’223 patent. '

ii. “the obstacle detector operating mode control signal being
operable to directly control the energy usage of the obstacle
detector”

The 223 DI Products practice this aspect of limitation 1[e], which Nortek did not e

explicitly refute. Dr. Subrarnanian testified that the p V _'
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* * *

(Tr. (Subramanian) at 508110-509:5, 509:21-510:8; CX-0160C at. ~

As Dr. Subramanian testified, the "_ A H H( represents a dedicated connection

between the obstacle detector and tl1econtrol board. (Id. at 508: 18-20.). Thus, any change to

that comedian via the .......- . . . . . t , ». t . dir<=¢t1Y=and

exclusively, affects the obstacle detector. (Id. at 509:5, 509:21-510:8.).

Nortek did not present any rebuttal arguments with respect to this aspect of limitation
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l[e]. (RRBr. at 70-89.). Thus, any argument on this part of limitation l[e] is waived under

Ground Rule 10.1.52

Accordingly, CGI has proven by a preponderance of evidence that the 223 DI Products

meet this aspect of limitation 1[e] of claim 1 of the ’223 patent.

g) 1[t]: “the obstacle detector operably coupled to the power
supply and to the movable barrier operator, receivesoperating
power from the power supply, and has a plurality of operating
modes, wherein at least some of the operating modes have
different energy usages, and wherein the obstacle detector is
directly responsive to the movable barrier operator obstacle
detector operating mode control signal such that”

i. “the obstacle detector operably coupled to thepower supply
and to the movable barrier operator, receives operating power
from thepower supply, and has aplurality of operating
modes, wherein at least some of the operating modes have
different energy usages” _

The 223 DI Products practice this aspect of limitation 1[i], which Nortek did not contest.

As discussed above in Sections for limitations l[a]-l[c], the obstacle detector in the 223 DI

Products is coupled to the GDO and its power supply through wires that transmit power and

signals that control whether the obstacle detector is on or in low power mode. (CX-0160C

(Hardware Specification (Native)) at . 2 2 '1 i » p

. .. (diagram “Owing . . I . ‘V . . V). t T1 (subfamanianl

at 512:9-25 (“[W]e see clearly that there is power that’s provided to this obstacle detector,

because you can see that there is a power supply that comes in[.]”).).

Voltage and current measurements taken at the obstacle detector in each mode

demonstrate the plurality of operating modes with different energy usages. (Tr. (Subramanian)

52In the context of limitation 1[f], Nortek only contended that the representative LiftMaster 8355W is not
“directly responsive to the movable barrier operator obstacle detector operating mode control signal,” as
required by the claim 1. (See RRBr. at 73-77.).

Page 156 of zss



Public Version

at 513:1-8 (explaining test data), 507:3-l2 (same); CX-0638C (test data showing l »

P . V. >‘ .. V V PWCDX-0°04-0127

(demonstrative showing test results); CX-0943C (Source Code) at 317-320 VP 1

LL); see also Sections VIH.A.3(h)-(i), infra, addressing limitations l[g]-[h].).

Accordingly, CGI has proven by a preponderance of evidence that the 223 DI Products

meet this aspect of limitation l[t] of claim 1 of the ’223 patent.

ii. “wherein the obstacle detector is directly responsive to the
movable barrier operator obstacle detector operating mode
control signal such that”

Similar to its non-infringement argument with respect to this limitation, Nortek

contended that the 223 DI Products do not practice this aspect of limitation l[f] because the

obstacle detector cannot be directly responsive to the obstacle detector operating mode control

signal. (RRBr. at 73.). Nortek premised its argument on the fact that the obstacle detector

operating mode control signal in the 223 DI Products is not connected to the obstacle detectors.

In the representativeLiftMaster 8355W,4CGIidentified the WV7

K V p H KM_ p as the alleged obstacle detector operating mode control signal. (CBr.

at 78-79; Tr. (Subramanian) at 508:5-5 10:23.). As Nortek noted, it is undisputed that the

V K My K p t M M (RRBr.at’73-74

(citations omitted).).

However, as discussed in Section with respect to infringement of this aspect of limitation

l[e], nothing in the claim language or the specification of the ’223 patent restricts the scope of

“directly responsive” to the obstacle detector and the movable barrier operator obstacle detector
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operating mode control signal being directly wired to one another.

As Dr. Subramanian testified, thei V. represents a dedicated connection

between the obstacle detector and the control board. (Id. at 508:l8-20.). As a result, any

modification to that connection via the ‘ ~

directly affects the obstacle detector. (Tr. (Subramanian) at 509:5, 509221-51018.).

Thus, CGI has proven by a preponderance of evidence that the 223 DI Products meet this

aspect of limitation l[fl of claim 1 of the ’223 patent.

h) l[g]: “during the first mode of energy consumption operation,
the obstacle detector operates using a first energy usage”

The 223 DI Products practice limitation l[g], which Nortek did not dispute. As explained

above for limitations l[e] and l[i], if_the value of? Kp M _ V_,the obstacle

detector operates in a full power mode. (Sections VIII.B3(i)-(g).). Test data for the

representativeLiftMaster8355Win full power mode showeda voltageof p and currentof

p V~at the obstacle detector and a total power of 5 V 2 drawn from the power supply. (CX­

0638C (test data); CDX-0004.0l27 (demonstrative showing test results); Tr. (Subramanian) at

514:5-18.). This energy usage corresponds to the “first mode of energy consumption operation.”

(Tr. (Subramanian) at 514:5-18.).

For these reasons, CGI has proven by a preponderance of evidence that the 223 DI

Products meet limitation l[g] of claim 1 of the ’223 patent.
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i) 1[h]: “during the second mode of energy consumption
operation, the obstacle detector operates using a second energy
usage, wherein the operating power used in one of the energy
usages is less than the power used by the other energy usage”

i. “during the second mode of energy consumption operation,
the obstacle detector operates using a second energy usage”

CGI contended that the 223 DI Products practice this aspect of limitation l[h]., (CBr. at

83.). Dr. Subramanian testified that although the obstacle detector’s infrared (IR) beam is turned

off in the second mode, Dr. Subramanian explained that the obstacle detector circuitry itself is

still “operating” within the meaning of claim l because it is still purposefully consuming some

power. (Tr. (Subramanian) at 505:4-8, ll47:9-12.). However, as Nortek noted, Dr.

Subramanian did not identify what components are operating or what function they are

performing, and merely stated that P . " '

Wup ‘ up my_ p p upK 0 (Tr. (Subramanian) at 486:2-8,

509:1-13; 706:ll~707:l3i.).

More importantly, one of CGI’s documents describing the hardware specification of the

main printed board circuity of the 223 products indicate that the * P ' ifP ‘ ~ _ ifV"

V Hp V KMpp __ my V (a duplicate of CX-0148C relied on by Dr. Subramanian in his 223

DI Products analysis; see CDX-00040119); see also Tr. (Fitzgibbon) at 263116-22(RX-0250 is

a hardware specification for Wi-Fi garage door operators).). Specifically, a description of

(RX-0250C at N P .

H .). Notably, the description states that thee if ‘ _
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_ ‘Y . 2 . ; (1d~(emPhasiS-added)~)-D1

Subramanian also described this circuit as being controlled with the § p 2 V; from the

microcontroller. (Id.; Tr. (Subramanian) at 513221-25(microcontroller bit determines whether

IR_P0wer signal is on or 0ff).).

Other CGI documents also explain that the power to the obstacle detectors is tumed “off”

or “disconnected” to save power. For example, CX-0160C shows the§ i A' 2

<@X-MC, vr
Subramanian in his 223 DI Products analysis; see CDX-0004.0119 and Tr. (Subramanian) at

508110-509:13).). This description states that they)“ r 2V

.. <CX-016°Ca*;....;. - 866"!“ RX­
096000003 (showing ‘ T it 1 1

pp L N M_;JX-0O18C.0024 (Fitzgibb0nDep. Tr. (Oct. 26, 2018)) at 54:15-18(Fitzgibbon

testimony thatl) WHW ).). The document explains that they M2 2 2

(i.e., the '

(CX"°16°C at . .§ _.. (@mPhaSiSadd@d)~)­

More0ver,a. I ~ ' , , H »

VW pH Vp p V V V (RX-0983C (a duplicate of CX-0206C relied on by Dr.

Subramanian; see CDX.0O04.l19); (IX-001800056, 71 (Fitzgibb0n Dep. Tr. (Oct. 26, 2018)) at

243:1/.0-244:22, 18l:18-182.21, 183.3-5; Tr. (Fitzgibbon) at 217:7-10(§ ‘ 2 2 f

M H}),220:s-19(cx-0206182W " W p M
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~ . h ,, gs

220: l 9-221:1 (“Q. How, if at all, is the disclosure in this document relevant to the Wi-Fi GDOs?

A~ Again; . T /v

Furthennore, this aspect of limitation l[h] requires the obstacle detector to consume some

power, i.e., has a second energy usage. (Tr. (Toliyat) 1005:7~23(obstacle detector is not

“operating using a second energy usage” as required by claim l if the energy usage is zero).).

CGI’s primary evidence that the obstacle detector “operates using a second energy usage”

“during the second mode of energy consumption operation” is Mr. Fitzgibbon’s power

consumption calculation based on current and voltage measurements taken of the obstacle

detector of the LiftMaster 8355W. (CBr. at 85-87.). According to CGI, this power consumption

calculation, that is » ., establishes

that “the obstacle detector operates using a second energy usage.” (Id.; Tr. (Subramanian) at

505:9-10, 514:5-13; CDX-0004.0127C;4CX-0638C; RX-0735C.).

However, as Dr. Toliyat explained, these voltage and current measurement values do not

take into account the accuracy range of the Fluke multimeter Mr. Fitzgibbon used to take these

measurements.“ (Tr. (Toliyat) at lO0():3-7, 1019121-1020:6.). Dr. Toliyat performed his own

calculations to determine the accuracy of Mr. Fitzgibbon’s current and voltage measurements of

the LiftMaster 8355W obstacle detectors. (Id. at 100023-17.). He carried out the accuracy

calculations using information from the datasheet of the Fluke multimeter Mr. Fitzgibbon used

53Dr. Subramanian acknowledged that he did not perform an accuracy calculation when he analyzed the
LifiMaster 8355W data in preparing his report. (Tr. (Subramanian) at 1177:8-14.).
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and thei pp p Mr. Fitzgibbon applied to configure the Fluke 87. (Tr. (Toliyat) at

999.24-100017, 100412-17;RDX-l00lC.Ol61, RX-0753C.0001-2; Tr. (Subramanian) at 676.5-9

(admitting that Mr. Fitzgibbon used the 0.0lmA range of the multimeter).)

Dr. Toliyat’s calculations showed that the range of current consumption of the obstacle

detector could be between: V . D D N D ii

. (Id. at 1006110-l4( " ‘

pp N L7 L V p ), 1004118-21.). Since the power consumption is the

product of voltage and current (P = I * V), if the current can be M W =»

H LV p p MMyHV. (Tr. (Toliyat) at l004:24-25, l024:4-7.).

Dr. Subramanian agreed that Dr. Toliyat performed these calculations correctly, and only

disputed that the p 1. (Tr. (Subramanian)at ll78: l-l0 (“I don’t have a

problem with his calculation. . . . [T]he methodology itself is sound to me. Q. So the only thing

you’ve eliminated is that the accuracy range p p p itVM ‘ HD? A.

Correct.”).). Dr. Subramanian did not address Dr. Toliyat’s conclusion that the? » I ~

pp (Id. at 1143114-114610.)

Because the actual current can fall anywhere in the range that Dr. Toliyat calculated,

., CGI has failed to demonstrate that the LiftMaster 8355W has an “obstacle

detector operates using a second energy usage” in the second mode of energy consumption

operation. (Id. at lOO5:l8-23.).

For the reasons discussed above, CGI has failed to prove by a preponderance of evidence

that the 223 DI Products meet this aspect of limitation l[h] of claim l of the ’223 patent.
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ii. wherein the operating power used in one of the energy usages
is less than thepower used by the other energy usage”

.Nortek did not contest that the 223 DI Products practice this aspect of limitation l[h].

7 V p V V5,the obstacle detector operates in a low power

mode. During that low power mode, test data showed; . ~ * '

M/L LK . (CX-0638C (test data); CDX-00040133 (demonstrative showing test results); Tr.

(Subramanian) at 514:5-18.). This energy usage corresponds to the claimed “second mode of

energy consumption operation.” (Tr. (Subramanian) at 514:5-18.). Dr. Toliyat did not dispute

that the 223 DI Products have a low power state (when the IR beam is oft) and that the energy

usage in the low power state is “less than” the energy usage in the full power state. (Tr. (Toliyat)

at 999: 14-23 (“Q. So let’s go to the next slide. So you found that the LiftMaster product used

even less power in the low state than the Nortek products; right? A. That’s correct. Q. pSo in

the low power state, how much power was the Chamberlain obstacle detector using? A. It’s . . .

.").).54

Thus, CGI has proven by a preponderance of evidence that the 223 DI Products meet this

aspect of limitation l[h] of claim l of the ’223patent.

54While Nortek and Dr. Toliyat did not dispute that the energy usage in the second mode is less than the
first mode, Dr. Toliyat testified that the measurement technique Mr. Fitzgibbon used was problematic.
(Tr. (Toliyat) at 999125-l003:3.).
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C. Invalidity

1. Invalidity Overview:55 Nortek Failed to Prove That the ’223Patent Is
Invalid

Nortek asserted that the claim term “obstacle detector operating mode control signal’_’

developed by the controller, recited in limitations 1[e]/21[e], fails to satisfy the written

description requirement of 35 U.S.C. §112. (RBr. at 46-47.). Nortek also argued that claims 1

and 21 are rendered obvious in view of Nortek’s prior art OSCO CRS-D system (“OSCO

system” or “CRS-D”). (RBr. at 49.).

For the reasons discussed below, neither claim 1 nor claim 21 is invalid for lack of

written description support. There is adequate disclosure in the ’223 patent that would convey to

one of ordinary skill in the art that the patentee was in possession of the claimed “obstacle

detector operating mode control signal.”

. Nor are claims 1 and 21 obvious in light of the OSCO system. The OSCO system does

not: (i) “operate” in a second mode; (ii) is not “operably coupled to at least one source of

altemating current” and “operating power”; and (iii) does not “develop an obstacle detector

operating mode control signal” required by claimsl and 21. With respect to the missing

elements listed in (i) and (iii) above, Nortek offered no explanation why the OSCO system would

render obvious these deficiencies.

Thus, it is a finding of fact that Nortek failed to meet its burden of proving by clear and

55In its Response to the Complaint, Nortek alleged that “[a]11asserted claims of the Asseited Patents are
invalid for failure to meet one or more of the requirements set forth in Title 35 of the United States Code,
including Sections 101, 102, 103, 112, and/or 116.” (Resp., Affirmative Defenses at 11113, 8.). In its Pre­
Hearing Brief, Nortek did not raise any arguments that the ’223 patent was invalid under 35 U.S.C. § 116.
Thus, any argument on this issue is deemed abandoned or withdrawn under Ground Rule 7.2.
Additionally, in its lnitial Post-Hearing Brief, Nortek failed to address any allegations that the ’223 patent
is invalid under 35 U.S.C. §§ 101 and 102. Accordingly, any argument on these issues are deemed
waived under Ground Rule 10.1.
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convincing evidence that claims 1 and 21 of the ’223 patent are invalid.

2. Claims 1 and 21 of the ’223Patent Are Not Invalid for Inadequate
Written Description Support

The first paragraph of Section 112 says: “The specification shall contain a written

description of the invention, and of the manner and process of making and usingit, in such full,

clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or

with which it is most nearly connected, to make and use the same. . . .” 35 U.S.C. § 112. To

comply, a patent applicant must “convey with reasonable clarity to those skilled in the alt that, as

of the filing date sought,'he or she was in possession of the [claimed] invention.” Vas-Cath Inc.

v. Mahurkar, 935 F.2d 1555, 1563-64 (Fed. Cir. 1991) (emphasis omitted).

As an initial matter, in accordance with the Scheduling Order (Order (No.4 (July 3,

2018)), on April 5, 2019, each of the Parties filed, inter alia, a Pre-Hearing Brief (“Initial Pre­

Hearing Brief’). (Doc. ID No. 672425 (Apr. 5, 2019) (CGI); Doc. 1DNo. 672362 (Apr. 5,

2019).). On April 25, 2019, CGI filed a corrected Pre-Hearing Brief (“Corrected Pre-Hearing

Brief’).56 (Doc. ID No. 674052 (Apr. 25, 2019).). In these Pre-Hearing Briefs, CGI included

rebuttal argument to Nortek’s invalidity contention with respect to written description. (See

CGI’s Initial Pre-Hearing Brief at 86; CGI’s Corrected Pre-Hearing Brief at 85.).

On June 6, 2019 and June 7, 2019, in response to an oral Order issued during a

teleconference held on May 31, 2019, CGI and Nortek each filed a revised Pre-Hearing Brief

(“Revised Pre-Hearing Brief’), respectively.“ (Doc. ID No. 677991 (June 6, 2019) (CGI); Doc.

5“On April 19, 2019, CGI filed an unopposed motion for leave to file a corrected Pie-Hearing Brief,
which was granted. (Motion Docket No. 1118-029 (Apr. 19, 2019); Order No. 24 (Apr. 22, 2019).).

57Nortek’s Revised Pre-Hearing Brief contains red-lined edits.
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ID No. 677997 (June 7, 2019) (Nortek); Doc. ID No. 690968 (Oct. 10, 2019).). CGI also filed a

red-lined version of its Revised Pre-Hearing Brief. (Doc. ID No. 677996 (June 7, 2019).). In its

Revised Pre-Hearing Brief, CGI deleted all arguments rebutting No1'tek’scontention that the _

asserted claims of the ’223 patent do not satisfy the written description requirement.“ (CGI’s

Revised Pre-Hearing Brief at 85-92.).

The Revised Pre-Hearing Briefs the Parties filed on June 6, 2019 and June 7, 2019

effectively replaced the previously filed versions and became the only versions upon which the

Parties could rely. Since CGI’s Revised Pre-Hearing Brief does not include any rebuttal

argument on the issue of written description for the ’223 patent, any argument on this issue is

deemed abandoned or withdrawn under Ground Rule 7.2. See, e.g., Certain Automated Media

Library Devices, Inv. No. 337-TA-746, Revised Comm’n Op. at 1,4-16(Jan. 9, 2013). However,

this waiver has no practical effect here because Nortek failed to meet its burden and prove by

clear and convincing evidence that the tenn at issue lacks written description support. In event

the Commission disagrees with this finding, the following analysis is provided.

Specifically, Nortek contended that the claim tenn “obstacle detector operating mode

control signal” developed by the controller, recited in limitations l[e]/21[e], is unsupported and

therefore fails to satisfy the written description requirement of 35 U.S.C. §l12. (RBI. at 46-47.).

Nortek relied on its expert’s, Dr. Fen1ald’s, testimony that the “signals” CGI identified do not

reach the obstacle detector “such that it could directly respond accordingly and change its

modes.” (Id. at 47 (citing Tr. (Fernald) at l09O:9-18.). Because he could not find a description

of such a signal, Dr. Fernald opined that the claim term is invalid. (Tr. (Femald) at 1090:9­

58This section is stricken through in the red-lined version of CGI’s Revised Pre-Hearing Brief. (Doc. ID
NO. 677996 at 98-99.).
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1091 :25 .).

During cross-examination of Dr. Fernald, CBI’s counsel confronted Dr. Femald with the

Markman Order and suggested that, because “obstacle detector operating mode control signal”

was construed, the claim term had automatically met the written description requirement. (Tr.

(Femald) at l 114:14-l 1l5: 10.). Nortek correctly noted that while Writtendescription and

definiteness both stem from §l 12, they are distinct requirements for patentability drawn from

separate legislative provisions. The second paragraph of §1l2 requires a patent to contain “one

or more claims particularly pointing out and distinctly claiming the subject matter which the

applicant regards as his invention.” Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 898, 902

(2014). The first paragraph of §l l2 expressly requires that the specification “shall contain a

written description of the invention . . . in such full, clear, concise, and exact terms as to enable

any person skilled in the art to which it pertains, or Withwhich it is most nearly connected, to

make and use the same . . . .” Ariad Pharmsn, 598 F.l’>dat 1343.59 Thus, CGI’s “rebuttal

argument” presented during Dr. Fernald’s cross-examination has been no weight.

With that said, contrary to Nortek’s contention, the specification of the ’223 patent

discloses developing a signal to control the mode of the obstacle detector. For example, the

specification describes the following embodiment: i

Referring now to FIG. l, a movable barrier’ operator system can include, for
example, an operator controller 5 that serves to interact with a variety of other
components of the operator system. Such controllers 5 are well known in the art
and usually comprise a programmable platform (such as a microprocessor,
microcontroller, programmable gate array, or the like) . . . . An obstacle detector

59 Consequently, courts routinely decide definiteness questions (e.g., at the Markman stage) While
reserving questions about written description and enablement. See, e.g., Blackberry Ltd. v. TypoProd.
LLC, 2014 WL 6603126, *2 (N.D. Cal. Nov. 20, 2014); Exergen Corp. v. Brooklands, Inc., 2014 WL
4049879, *7 n.6 (D. Mass. Aug. 15, 2014) (“This court’s role is limited to construing the language of the
claims. In doing so, it passes no judgment on enablement, written description, anticipation, obviousness,
patentable subject matter, or any other grounds of invalidity not expressly discussed in this opinion”).
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12 of choice couples to the operator controller 5 and serves primarily to detect
when an obstacle lies in the path of the moving barrier.

*=l=*

Once the movable barrier has moved to a fully closed position, however, and further
has remained in that position for a predetermined period of time (such as, for
example, five minutes), this information as received 50 by the operator controller
5 can be used to select instead a second mode of energy consumption operation
54. In this embodiment, pursuant to the second mode of energy consumption
operation, one pair 12B of the photobeam elements can be switched offl thus
saving 50% in energy utilized topower the photobeam operation.

_ **=l=

The operator controller 5 can be configured to toggle itself between an ordinary
mode of operation and a so-called sleep mode of operation. During a sleep mode
of operation, the processing platform that comprises the operator controller 5 can
power down significant portions of its relevant circuitry and then only
intermittently re-power such circuitry to respond to any system needs that may have
arisen in the meantime. As another example, significant portions of the processing
platform can be powered down and left powered down. A remaining portion of
the platform can serve to receive signals that indicate when processing
requirements now exist and to interrupt and awaken the remaining circuitry to
tend to the task at hand.

(.lX~0O()lat 3:13-19 (emphasis added), 6:17-27 (emphases added), 6:60-7:5 (emphasis added))

Nortek contended that while the “photobeam elements may be switched off in a different

operating mode (JX-1 at 6:17-27), this passage says nothing about any signal to the obstacle

detector to change operating state.” (RBr. at 47.). Nortek is incorrect. “The form and

presentation of the description can vary with the nature of the invention[.]” In re Skvorecz,580

F 3d 1262, 1269 (Fed. Cir. 2009); see also In re Hayes, 982 F.2d at 1534 (noting that the

adequacy of the description depends on content, rather than length); Ariad Pharms., Inc. v.Ell

Lilly & C0., 598 F.3d 1336, 1352 (Fed. Cir. 2010) (en banc) (“Specifically, the level of detail

required to satisfy the Written description requirement varies depending on the nature and scope

of the claims and on the complexity and predictability of the relevant technology”)
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When read in its entirety, as shown in the quoted text above, the specification discloses

“an operator controller 5 that serves to interact with a variety of other components of the operator

system” and is coupled to, inter alia, an obstacle detector, which in one embodiment, upon

receiving state information of the movable barrier, selects a second mode of energy consumption

(i.e., sleep mode), which in turn, switches off the photobcam elements. (JX-0001 at 3:13-l9,

6:17-27.). The ’223 patent also teaches that the operator controller can receive signals to “Wake

up” the associated circuity from sleep mode to the first, full power mode of energy consumption.

(Id. at 6:60-7:5.). Additionally, Figure 31 below shows a line passing between operator

controller 5 and obstacle detector 12 over which such a signal would travel.

Figure 31: Figure 1 of the ’223 Patent
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(Id. at Fig. l (ar1notated).).

Nortek cited Rivera v. Int’l Trade Comm ’n, 857 F.3d 1315, 1322 (Fed. Cir. 2017) for the

proposition that the knowledge of a person of ordinary skill carmotbe used to “teach limitations
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that are not in the specification.” (RBr. at 49.). That is not the case here. Rather, the ’223 patent

describes using a controller to adjust the operating mode of various components, including the

obstacle detector, as well as signals that are used to effect those adjustments;

For the foregoing reasons, Nortek has failed to prove by clear and convincing evidence

that claims l and 21 are invalid based on lack of written description support for the claim term

“obstacle detector operating mode control signal,” recited in limitations l[e]/2l[e].

3. Obviousness

Nortek asserted that claims 1 and 21 are obvious in light of Nortek’s prior art OSCO

CRS-D system. (RBr. at 49.). Former Nortek employee and former engineer at Operator

Specialty Company (“OSCO”), Mr. Kevin Ward, 6°testified that OSCO was a door and gate

operator company. (Tr. (Ward) at 557221-25, 558:5-16.). Mr. Ward explained that in or around

October 2001, OSCO began developing operator products with direct current (DC) motors

including a “sleep mode” wherein components like photoeye obstacle detectors would be shut

off while the operator was not running in order to save power. (Id. at 558:5-16, 576:4-577120;

RX-0081.). '

However, as CGI pointed out, Mr. Ward testified that: (i) the CRS~Dcompletely shuts

off the power to the obstacle detectors (Tr. (Ward) at 600:24-601 :18), which means it does not

“operate” in a second rnode as claims l and 21 require; (ii) its alleged “sleep mode” only occurs

when there is no AC power (Tr. (Ward) at 597118-25), which rneans it does not teach the claims’

“operably coupled to at least one source of alternating current” and “operating power”

6°Nortek identified Mr. Kevin Ward as a fact witness to testify about, inter alia, the factual background
of the OSCO system. (RPSt. at 2.). MI. Ward worked at Nortek Security & Control, LLC for
approximately l9 years. (Tr. (Ward) at 557:21-25.). He also worked in the engineering department of
OSCO. (Id at 558:9-16.).
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requirements; and (iii) it cuts all power to all accessories without differentiation (Tr. (Ward) at

601:19-602:8), and thus does not produce the “obstacle detector operating mode control signal”

required by claimsl and 21. (JX-0016C (Ward Dep. Tr. (Oct. 16, 2018)) at 105:7-11, 97:1-4,

108:16-11014.). Thus, the CRS-D fails to teach these elements of claims 1 and 21. Noitek also

failed to provide explanation Whythe missing elements would be rendered obvious in the context

of the CRS-D.

a) Nortek failed to show that the CRS-D “operates using a second
energy usage” during a “second mode of operation”

The CRS-D system’s obstacle detector does not “operate[] using a second energy usage”

during a “second mode of energy consumption operation,” as required by limitations l[t]/21[f]

and 1[h]/21[h].

l Both Parties’ experts agreed that an obstacle detector is not “operating” under the plain

meaning of that tenn if it is not receiving at least some power. (Tr. (Subramanian) at 670:19­

671:25 (“it’s not operating if it has a Zero energy usage, I agree with that statement”); Tr.

(Toliyat) at 1005121-23(“Q. If the second -- if the energy usage is zero, is this claim limitation

met? A. No, it is not.”). Thus, “operating” in the claims of the ’223 patent requires the obstacle

detector to receive some non-zero level of energization. (Tr. (Subramanian) at 670:19-671:25;

Tr. (Toliyat) at 1005121‘-23.).

Mr. Ward testified unequivocally that when the CRS-D was in “sleep mode,” its obstacle

detectors received “no power . . . whatsoever,” which both experts agreed does not practice

claims 1 and 21. (JX-0016C (Ward Dep. (Oct. 16, 2018)) at 105:7-17 (“Q. Sleep mode means

no power to the obstacle detectors whatsoever; is that right? . . . A. Correct. Q. And that’s true

in all OSCO gate operators that you’re aware of; is that right? . . . A. Yes.”); Tr. (Ward) at
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601:6-18); see also Tr. (Subramanian) at 675: 12-16; Tr. (Toliyat) at 100512-23.).

Without any evidentiary support, Nortek offered only attorney argument that the

distinction between drawing some power and no power is “meaningless.” (RBr. at 53.). After

arguing that the limitation is not satisfied if energy usage is zero in its attempts to challenge

domestic industry and infringement, Nortek cannot credibly contend that the difference is

“meaningless” in this context. See, e.g., Amaz0n.c0m, Inc. v. Barnesandnoblecom, Ina, 239

F.3d 1343, 1351 (Fed. Cir. 2001) (“claims must be . . . given the same meaning for purposes of

both validity and iniringement analyses”).

Accordingly, Nortek has failed to prove by clear and convincing evidence that the CRS-D

obstacle detector “operates” in a second mode.

b) Nortek failed to show that the CRS-D includes an obstacle
detector that “operably couples to at least one source of
alternating current” and receives“operating power” when in a
“second mode _ofenergy consumption operation.”

The CRS-D system does not have an “obstacle detector” that is “operably coupled to at

least one source of altemating current” during a “second mode of energy consumption

operation,” as required by limitations l[a]/21[a], 1[i]/2l[f], and l[h]/21 [h].

Claims 1 and 21 recite, inter alia, “apower supply that operably couples to at least one

source of alternating current” (1[a]/21[a]); “the obstacle detector operably coupled to the

power supply and to the movable barrier operator, receives operating power from thepower

supply” (1[f]/21[i]); and during the second mode of energy consmnption operation, the obstacle

detector operates using a second energy usage, wherein the operating power used in one of the

energy usages is less than the power used by the other energy usage” (1[h]/21[h]). (JX-0001 at

cl. 1, 21 (emphases added).). '
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Based on the limitations quoted above, claims 1 and 21 require that the “operating

power” used in the first and_secondmodes of energy consumption operation must be AC power

supplied from the claimed “power supply that operably couples to at least one source of

alternating current.” (Tr. (Subramanian) at l166:12-1l67:l4.). Thus, an obstacle detector that

receives only direct current (DC), such as from a battery, during a second mode of energy

consumption operation does not meet the claims’ requirement to “operably couple to at least one

source of altemating current” (AC). (Tr. (Subramanian) at 1166:12-1167114.).

As Mr. Ward explained, the CRS-D sleep mode is only activated when AC power has

been lost and the operator is running on DC power (i.e., a battery backup). (Tr. (Ward) at

597:18-25 (“Q And so at the time the sleep mode is engaged, there is no AC power to the unit;

correct? A. The -- that is correct. Q. And at that point in time, the unit is running off of DC

power; right? A. Correct. Q. DC power from the battery; right? A. Yes.”); see also Tr.

(Fernald) at 113811l-18 (acknowledging that OSCO only enters sleep mode in the absence of AC

power).). Mr. Ward also confirmed that when the CRS-D is connected to AC power, the system

is incapable of entering sleep mode at all. (JX-0016C (Ward Dep. (Oct. 16, 2018)) at 97:1-4

(“[S]leep mode in the OSCO gate operators would only occur when there’s an absence of AC

power[.]”) (emphasis added).). Because batteries are sources of DC power (and not AC power),

the CRS-D power supply is not “operably coupled to at least one source of alternating current”

while in the “second mode of energy consumption operation.”

Nortek presented attorney argument that “operably coupled does not mean that AC power

must be flowing constantly.” (RBI. at 54.). Not only is this argument unsupported in the record,

it contradicts the plain meaning of the tenn “operably couples.” A power supply that “operably

couples” to a source of alternating current must be “coupled” to that source in order to “operate”
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by receiving that AC power. See, e.g., CIF Licensing, LLC v. Agere Sys., Inc., 565 F. Supp. 2d

533, 548 (D. Del. July 10, 2008) (construing “operably coupled” to mean “whose input is

derived from the output of another stage or structure”). If only a physical connection were

required, the term “coupled” would not need to be modified by the term “0perably.”61 Nortek’s

argument would render the term “operably” meaningless, in violation of a primary canon of

claim construction. See, e.g., Wasica Finance Gmbh-Tv. Cont 'l Auto. Sys., Ina, 853 F.3d 1272,

1288 n.10 (Fed. Cir. 2017) (“It is highly disfavored to construe terms in a way that renders them

void, meaningless, or superfluous.”).

Nortek’s argument that “the requirement for the obstacle detector to receive operating

power from the power supply does not say that the power must be alternating current or that such

power must be received throughout operations in both modes” is similarly Lmavailing. Claims V1

and 21 both require the obstacle detector to be “cperably coupled to the power supply,” to

“receive[] operating power from the power supply,” and to “operate[]” in each of the two modes.

(See Tr. (Subramanian) at l166:24-l 167:14.). Because the “operating power” used in the two

modes originates from the “power supply that operably couples to at least one source of

alternating current,” the power supply must “operably couple” to the source of alternating current

(i.e., receive AC power) while providing “operating power” to the obstacle detector in the

“second. mode.” Id. A ­

Accordingly, Nortek has failed to prove by clear and convincing evidence that the CRS-D

obstacle detector is “operably coupled to at least one source of alternating current” during a

61Notably, Nortek’s brief omitted the word “operably” when arguing this point. (RBr. at 54 (“the only
reference -toalternating current in claims l and 21 simply states that the power supply must be coupled to
such a source”) (emphasis in original)_).
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“second mode.”

c) Nortek failed to show that the CRS-D uses the claimed
“obstacle detector operating mode control signal.”

The CRS-D does not generate or use the claimed “obstacle detector operating mode

control signal,” as required by limitations 1[e] a.nd21 [e]. 1

Dr. Toliyat acknowledged that the obstacle detector operating mode control signal must

“directly” (not incidentally) control the obstacle detector’s energy usage. (Tr. (Toliyat) at 985:8­

14 (“the claim requires the obstacle detector operating mode control signal being operated to

directly control the energy usage. So the control signal has to control the energy usage of the

obstacle detector.”). The CRS-D cannot meet this requirement because, as’Dr. Femald ‘

confirmed, there is “no signal [in the CRS-D] that is specific to putting just the obstacle detectors

into sleep mode.” (Tr. (Fernald) at 1138: 19-1140: 17.). Rather, as Mr. Ward explained, the CRS­

D uses a single signal to remove power to all accessories at the same time. (Tr. (Ward) at

583:12-19 (“Q. What accessories could the sleep mode turn off power to? A. Any accessory

that was wired to the 24-volt DC plus and 24-volt DC minus tenninals on the terminal strip.”),

600: 16-20 (the sleep mode “Would tum off power to the accessories Wiredto the 24-volt DC plus

and 24-volt DC minus tenninals”).).

Nortek asserted that any control signal that changes the energy usage of an obstacle

detector (even if only incidentally) meets the claim limitation. (RBr. at 51-52.). Nortek’s

position contradicts the requirements of claims 1 and 21. If a signal that shuts down all

accessories simultaneously could satisfy the limitation, as Nortek contended, then the phrase V

“obstacle detector operating mode” that precedes the words “control signal” would be

superfluous. See, e.g., Wasica Finance, 853 F.3d at 1288 n.10.
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Nortek’s argument also contradicts the stated objective of the ’223 patent to control the

energy usage of individual components. (JX-0001 at 6:38-42 (the controller can “control[]” the

operating mode of the obstacle detector “while simultaneously assuring that the operability and

efficacy of the overall system is not unduly compro1:nised”).). Thus, OSCO’s approach of

shutting off all power to every component is contrary to the ’223 patent’s explanation of its

claimed invention. Phillips v. AWH Corp, 415 F.3d 1303, 1315 (Fed. Cir. 2005) (the

specification is “the single best guide to the meaning of a disputed term”).

For the foregoing reasons, Nortek has failed to prove by clear and convincing evidence

that the CRS-D generates or uses the claimed “obstacle detector operating mode control signal.”

4. CGI Failed to Show Secondary Considerations

For the reasons set forth above, Nortek has not shown by clear and convincing evidence

that claims 1 and 21 are invalid as obvious. Because the evidence is insufficient to demonstrate

that the ’223 patent is invalid under 35 U.S.C. § 103, an analysis of the secondary considerations

of nonobviousness is unnecessary. However, in the event that the Commission disagrees with

the finding, the following discussion is provided.

CGI contended that objective indicia including industry skepticism, long-felt need,

industry praise, and commercial success confirm that the ’223 patent claims are not obvious.

(CRBr. at 39~40.). The evidence CGI presented is support of its arguments are not persuasive.

With respect to skepticism, CGI simply relied on Mr. Fitzgibbon’s testimony that before

the ’223 patent, those in the industry were skeptical that an AC-power saving solution like the

’223 patent would work because it was not clear that the obstacle detectors could be made

operational quickly enough to ensure safety. (CRBr. at 38 (citing Tr. (Fitzgibbon) at 180115­

19).). CGI provided no evidence in support of this testimony. Moreover, in response to the
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following question with regard whether “that skepticism [was] in the industry or just something

intemal to Chamberlain,” he stated that itwas “[p]robably more internal to Chamberlain,” which

strongly suggests that any purported skepticism Wasfrom the relevant industry. (Id. at l80:2O­

23.).

CGI’s assertions of industry praise is based on Mr. FitZgibbon’s testimony with respect to

a single news article that describes Mr. Fitzgibbon and not any of the asserted patents. (Tr.

(Fitzgibbon) at 224:3-226: 17; CX-0537 (news article).). There is no mention of the ’223 patent

in the article at all.

In addition, CGI’s commercial success arguments failed to tie any sales to the feature

claimed by the ’223 patent. Not only is the patent much more specific than the very general

desire for energy efficiency, but the ability to save power by turning off a photobeam was

already known in the art. Notably, Mr. Sorice acknowledged that CGI may have other patents

directed to energy savings beyond the ’223 patent. (Tr. (Sorice) at 136:3-25.). Thus, mere

recitations of “green products,” “energy conservation,” and the “Protector System,” cannot be

assumed to refer to the ’223 patent. (1d.).

For example, CX-0730C contains one line that discusses “[r]esidential suppliers . . .

striving to create energy-efficient, green products.” However, this has no bearing on the ’223

patent and does nothing to distinguish the ’223 patent from any other patents directed at “energy

efficiency.” (CX-0730C.). Similarly, Mr. Sorice testified about CX-0018C, a presentation to

Home Depot where he suggested that the percentages of respondents Whofavored the statement

“want energy efficiency” indicated demand for the ’223 patent. (Tr. (Sorice) at 143:1-23, CX­

00180009.). However, on cross Mr. Sorice acknowledged the percentages in that document

differed widely from his real-world experience: the lowest rated proposition in CX-0018C was
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“Worryabout the garage door being opened after you left the house,” yet Mr. Soriee repeatedly

testified that is the most compelling feature about MyQ. (Tr. (Soiice) at 143:1-23.).

Thus, in the event the Connnission finds claims 1 and 21 invalid, it is a finding of fact

that CGI failed to meet its burden of production to show secondary considerations.

IX. U.S. PATENT N0. 6,741,052

A. Direct Infringement

1. VInfringement Overview: CGI Proved That the 052 Accused Products
Satisfy Claim 1 of the ’0S2Patent

As shown below in Chart 2, CGI contended that the 052 Accused GDO Products (052

Original GDO Products, 052 Alternative GDO Products, and 052 Private Label Products), O52

Products Under Development, and 052 Accused Gate Operator Products (052 Original Gate

Operator Products and 052 Alternative Gate Operator Products) (collectively, “052 Accused

Products”) satisfied claim l of the ’052 patent. (CBr. at 5-6.). CGI also asserted that Nortek’s

LDCO85O product is representative of the O52Accused GDO Products and 052 Products Under

Development and that Nortek’s BGU product is representative of the 052 Accused Gate Operator

Products. (Id. at 93.). A

"Asexplained below, CGI has proven by a preponderance of the evidence only that the

O52Original Gate Operator Products satisfy claim l of the ’O52patent.
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Chart 2: CGI’s Depiction of the 052 Accused Products
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(CDX-00040138 (introduced during the testimony of Dr. Subramanian).).

2. Specific Requirements of Asserted Claim 1

Claim 1 is the sole asserted claim of the ’052 patent. (Id. at 2.). Claim 1 requires an

“apparatus for use with a movable barrier” with two distinct modes “of operation”: a “first

mode” and a “second mode.” (JX-0003 (’052 patent), cl. 1.). Within this apparatus, a “barrier

movement control unit” with a “processor” is “configured to automatically determine at least one

force threshold during” the claimed “first mode of operation.” (Id.). Claim 1 also requires that

the “at least one force threshold” is “for use by the barrier movement control unit when

controlling the motor in a second mode of operation[.]” (Id.). The ’052 patent explains that

examples of these “first mode” and “second mode” elements are found in the prior art:

During the leaming mode 20, the barrier movement control unit 15 moves 21 the
movable barrier 11, typically from a first position to a second position (for example,
from a closed position to an open position). While moving the movable barrier 11,
the barrier movement control unit 15 detects 22 forces that work in opposition to
the movement of the movable barrier 11. This force (or these forces) are quantified
and the results are then used to determine 23 one or more force thresholds for
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subsequent use during normal operations.

(Id. at 3:30-39.).

What is purportedly not found in the prior art is the last element of claim l, which

requires “a user manipulable force threshold modification control” providing “force threshold

modification information for use by the barrier movement control unit when controlling the

motor in the second mode of operation.” (Id., cl. 1.). As the ’052 patent explains, the

shoitcomings of the prior art “are at least partially met through provision of the post­

automatically determined user-modifiable activity performance limit[.]” (Id. at 1:38-41.).

The ’O52patent also discloses that “[i]n all of these [disclosed] embodiments . . . a user ~

can readily adjust already automatically determined thresholds that control or influence the

operation of the barrier movement control unit 15.” (Id. at 5:46-51.). “This modification can

occur immediately after the thresholds are initially determined . . . . or anytime thereafter.” (Id.

at 4:28-30.). “Similarly, the modified threshold value(s) can be determined once, stored, and

used thereafter during the operating mode 40 or calculated anew . . . ” (Id! at 4:30-33.).

3. All of the 052 Accused Products Satisfy the First Three Elements ([p]
—[b]) of Claim 1

CGI divided claim l into five elements ([p] —[d]), as shown below in Figure 32. (CBr. at

95.). CGI has proven by a preponderance of the evidence that all of the 052 Accused Products

satisfy elements [p] - [b]. (See id. at 95-96, lll-12, 117-18.). Nortek did not dispute CGU’s

evidence with respect to elements [p]-[b], and this has waived any such argument pursuant to

Ground Rule 10.1. (RRBr. at 90~ll9.).
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Figure 32: Reproduction of Claim 11 from CGI’s Initial Post-Hearing Brief

1[p] An apparanls for use with a movable bairier coinprising:

at least one motor operably coupleable to the inovable barrier:

[h] a ba1'rie1'n1o'~.'ementcontrol unit oper-ably coupled to the at least one motor.
which barrier movement control unit includes:

I-—-v
I’)\_4

:1processor operably coupled to receive nlfonnation regarding at least some
_ forces acting upon the movable barrier when the movable barrier is moving

and being arranged and configured to autoniatically determine at least one
force threshold during a first mode of operation for use by the barrier
inovenient control unit when controlling the motor in a second mode of
operation: and "

[cl] a user inanipulable force threshold mocliiication control having an output that provides
force threshold iiioclificatioii information for use by the lJ€t1'1'i€'1‘I11OV¢111€I1liCCt11i1‘Olllllif

when controlling the motor in the second mode of operation.

052 Accused GDO Products. CGI has proven by a preponderance of the evidence that

each of the 052 Accused GDO Products satisfies element [p]. Each ofthe 052 Accused GDO

Products is an apparatus for use With a movable barrier, as shown below in Figure 33. (Tr.

(Subramanian) at 395: 18-24; see also id. at 396:5-7 (“Q. Now, docs Dr. Toliyat dispute this

limitation is met? A. Not to my knowledge, no.”); CX-0866 (LDCO850 Manual) at 1.).
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Figure 33: CGI’s Depiction of LDCO850 Representative Product Satisfying Element [p]—
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DC mater with LED lighting and belt» or chain-drive rail

Homeowners Manual

t

12

- :1‘

> ;. _~ 1 ~ ~ CX-0866 at 1; see also OX-0922(LDCO800 Hon-teownefs

_. j;,' ' _. ‘glktanuatlat 1;OX-07QOC(Amarr860/B40Homeowners’ ' ' " " ‘ i " " ' M 1‘ :1; ox-osvo uncosszw ' M 1 11;

T“ 'Bdr~=§]_{"§?“'*5kgi ";§“'»'I§ r:B'f°"$ jiésg *"'> cigiiabatrwmaooo Series Manual) is
bfiisiiigl:Se'§1'uile§,i'e°¢neaiesfwiiigjogigmea Ours 10/10/18 Dep. Tr. at 13B;3-139:7) (private label products);

i§J><~DD15C(Null 10/30/18 Dep. Tr. at 172:3-7)(cnnfir|ning no
AW_d_____,__ , _____ __ _ __ _ £3hardware changed in the Alternative Products)

t f e

(CDX-0004.0144 (introduced during the testimony of Dr. Subramanian).).

CGI has proven by a preponderance of the evidence that each of the O52Accused GDO

Products satisfies element [a]. Each of the 052 Accused GDO Products contains an electric

motor that is operably coupled to a garage door (“movable barrier”), as shown below in Figure

34. (Tr. (Subramanian) at 396:1 1-397:l0, 397:5-7 (“The corresponding information is also

present in the other manuals.”); CX-0867 (LDCO850 Installation Instructions) at1—4(explaining

how the motor operates in connection Withthe movable barrier); CX-0712C (N0rtek’s Responses

to RFA Nos. 338, 339) at 154-55 (admitting that 052 Accused GDO Products “each include a

motor” that is “capable of moving a movable barrier”).).
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Figure 34: CGI’s Depiction of LDC0850 Representative Product Satisfying Element [a]

P ‘WW ckllfi

> .'1*':-..‘?%==FL"l1
.LL|L?.fl.'|.oceuc ' V ~­

55‘.

__ ~==“'?*'*'7~'%'=?'Y'~°!** V .. '

';::~='»-‘-~--'- 4; ,_,____-.~m.
1.-E.-=.1=f-'-'~=>'§?.¥,—z¥r»i=3l ,

nmmnn-|nswmmm—\ Vflld-2-h‘, U;

'fY"_"‘t‘'t“§!€‘“‘.f‘""“""""”“ E ,"7?""f*_i
__..__,;.c~.<.;.,. ~4V7.,; g;_:¢:;;;;.;;,;:.-.:X~-:3:‘:‘

. I i"r'.’i’??'.3?E“i ~ “*1 1
_‘ ~ 3 Q1:->_—.:-.-~. __| _».,<‘=.

l :' ":‘1_E:-"‘-”=‘="I_”."_";_."

__ __ ___ _ l ~ <

l 4. > ‘I

Z5511-’-.-"~1'_f\" ll“ t

"-.;,".".'.TfI.‘ ‘ ~~.~::?t;.

"

i ,=~;/i->1=%?=“*1£__1 _.
" ;;;r.:.1£2 r‘:..i.r.

2 Almell the flall to lhe Operator
1 Place we apamlnl Head nu lhzgamgl: llmr mm E-isvdnnant\|'\|11mnal.lvn In pmlent the llmsll

g kl flu mu vanum W.)cunts! al !l|eu|1eml|u man ;

2 Bnsum m-=an on lhu epnnknl H115up mm m» um nu the mm mu
t 5|!l|ill|b:l]1|\l\.lwll;HlI1l.ll*iSl\HlL v

Alum um to LoW llpiffilfll mu by n|s|a1l\<|||mm wzu x-:u’lx:1Iu ?

Tighlsnwe lmwan ls ||| umrnler slinimwrtha me" mm.

5

ii .

it

I > "“":""L_ .-_-:r-— ._‘_ __
\~ .='_ ' I 4 -’*?‘*»- *~ I.~~-»;~-1-’¢= #1-* ‘§i"*.33'=‘%11¢»t=

. 1 .»-, 1:;-.gg>w - ,5? .‘_=
nuwrnn NIIIIIII ». 1"7~,7=.;.¢;-.7‘»‘?:;

i:\L\E‘PE>»» »_.,=/M --mm rm-»~»=
l'L:l7l'Ff\U‘.4’MfEl'i‘-»(~1v“Y 7»(.:m|.l/;u;1

mt,-W-i. _.J 1:rI§'m&w|,w+£ww.I5r<vHiuuxu

/ ii ~, ' ‘ ;==\";“'€..""=_ 17¢.

.; ~_=l ’;’__"»?i-.':¢‘:.ff'.“.,
-=*/J ‘ l-1=e-*-aw

/To ;*3 ii’ M-...,twM A \ "1f1Ifl7'.¢v}: k
"//)4; or _ If;-‘|l>‘»;\1llL\$\.l_) I \,j1J'¢ 1»

@g“

E

_f,__

Ml,t@tWWeWwWWwWWWmmmni
CX—0867(LDCOB50 lnstallatlon |nstruetions)al 1; see also CX-G812 (LDCOB00 lnstéllatlcn
|l\SifL|Cll0l'l)at 1; CX-0786 (LDCO852 Installation |nstrucllons)al 1: CX-D88/4C(Amarr86D/B40
Installation lnslructions) at 1",C>(-9Cl9C(lv1lvl9ODOSeries Manual) at 9: JX-D0146 (Null
1'3/10/18 Dep. Tr. at 138:3-139:7] (private label products): JX-D0150 (Null 10/30/18 Dep. Tr.
at 172:3-77 (confirming no hardware changed in the Alternalive Proclucls)

(CDX-0O04.0147 (introduced during the testimony of Dr. Subramanian).).

CGI has proven by a preponderance of the evidence that each of the O52Accused GDO

Products satisfies element [b]. Each of the 052 Accused GDO Products contains a main control

board (“barrier movement control unit”), as shown below in Figure 35. (Tr. (Subramanian) at

397:l5~398:l7 (“Q. . . . What are you showing here? A. . W i_N '

M A),398110-20 (“Q. . . . [D]oes Dr. Toliyat even dispute this limitation? A. No he does

not.”).). The main control board in the O52 Accused GDO Products is P i_P

. (CX-0794C (LDCO850 Schematic) at 5 (Ty A ____

); JX-0009C (Chiaravalloti Dep. Tr.) at 16722-168:4 (1 *

A ppi);CDX-0O04.0l49 (introduced during the testimony of Dr. Subrarnanian).)
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Figure 35: CGI’s Depiction of LDC0850 Representative Product SatisfyingElement [b]

(CDX-0004.0]49 (introduced during the testimony of Dr. Subramanian).).

052 Products Under Development. CGI has proven by a preponderance of the evidence

that the 052 Products Under Development operate in the same manner as the 052 Accused GDO

Products for purposes of assessing infringement of the ’052 patent (notwithstanding that the

former are gate operators and the latter are GDOs). (JX-0014C (Null Dep. Tr. (October 10,

2019)) at 219125-2205 ( ~~ ~' ~ 2 7 ~\ q ‘T _ ~

p V p 7-);id. at 221:2-21 (same); Tr. (Subramanian) at 425 :24-426:2 (“Q. Is there any

difference in the relevant hardware between the products under development and the original

accused GDOs that we’ve already examined? A. No, there is n0t.”); Tr. (Toliyat) at 972:18­

973:13 (his “opinion with respect to noninfringement [of LDC0850 is] applicable to [052

Products Under Development]”).). As a result, the limitation-by~limitation discussion of the 052

Accused GDO Products herein applies to the 052 Products Under Development.

052 Accused Gate Operator Products. CGI has proven by a preponderanceof the
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evidence that each of the 052 Accused Gate Operator Products satisfies element [p]. Each of the

O52Accused Gate Operator Products is an apparatus for use with a movable barrier, in this case,

a gate, as shown below in Figure 36. (Tr. (Subramanian) at 428:8-429:1 (“Q. Does Dr. Toliyat

dispute that the BGU products practice the preamble? A. No he doesn’t.”); CX-0807 (BGU,

BGU-D Installation Guide) at 1; CX-0637C (Test Results) at 1-2.).

Figure 36: CGI’s Depiction of BGU Representative Product Satisfying Element [p]

ll ll

Barrier Gate Operator 5
;.

Installation Guide

\ 1/­

5.

\__e

. .. 1],. .

ll ,/ .\¢\ ./ ‘ _, /

CX-03071365 also CX~DB09(BGUS. BGUS-D): CX—D808(SG, SG—D);CXDBOS [VS­
i GSLG},C>(-O80-1(GSLG~/K).CX—0805(HSLG)7CX—0B10(SLR.SLC. SLD)‘,CX-U815
' (SW6); CX—081l(SWR, SWC. SWD); CX~U6)3(TYM-V52); CX-0514 ITYM 1000.

°‘§;‘,jjMff[{;§;',jj[]|‘f"_j']§* £ TYM 2000); JX—OD15C(Null 10/30/‘I8 Oep. Tr. at 172:3-7) (confirming no hardware
"““"“‘“"““““" ; changed in the/Rilernalive Products)

>......-was. .~_.a;\..-.~.,'...~..., .. tw.>¢.¢r :.>._.-. Pv/d@rvk'>§'5V¢‘\;Q‘4‘~;i~:¢v;I;A\'\5~;:4Y\>>:—'\v\\_4v4§v.vQ><>1vlAC~v3\.1.

(CDX-0004.0l7O (introduced during the testimony of Dr. Subramanian).).

CGI has proven by a preponderance of the evidence that each of the 052 Accused Gate

Operator Products satisfies element [a]. Each of the 052 Accused Gate Operator Products

contains an electric motor that is operably coupled to a gate, as shown below in Figure 37. (CX­

07l2C (Nortek Responses to RFA Nos. 338-39) at 154-55 (admitting that 052 Accused Gate

Operator Products “each include a motor” that is “capable of moving a movable barrier”); Tr.

(Subramanian) at 431§7-8 (“Q. Does Dr. Toliyat even dispute that? A. I don’t believe so,

no.”).).
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Figure 37: CGI’s Depiction of BGU Representative Product Satisfying Element [a]
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E>'> _,,_ V,.¢5%_1._,T,_.4‘ 1 ;,,_,_-.t.»,._‘_..;,_:75W---/“(.5 @y:v:\"->\1{:\*,v_*-"

r ox-0441 at 2-2, see also cx'o442 (ecu-0] at 2-3, cx-0442. (sous; at 273;
; cx-0444 (so) at2-3; c><-0445restore .3:2_s;cx-u/we (HSLG)at 2-2 cx- 0447 (sto-211» at 2a;
Vcx-0448 (stc) at 2-3; ex-0449 rswe) 3:2-3 cx»o45n (SWR)at 2~s;cx-0451 (swc; at 2-3;

" _ CX-D452 (S\/\/D-Q11) at 2-3 CX~U453 (TYII/IVS2) at 2-3j CX-0454 (TYM 1UDC|)at 2-3; I
‘W “ ‘ cx-0455 (TYMzoom at 2-3; cx-was (am) az2»3; CX~D~177(VS~GSLG)at2-3

(CDX-O0O4.0l73 (introduced during the testimony of Dr. Subramanian).).

CGI has proven by a preponderance of the evidence that each of the 052 Accused Gate

Operator Products satisfies element [a]. Each of the 052 Accused Gate Operator Products

contains a controller (“barrier movement control unit”) that is operably coupled to the electric

motor, as shown below in Figure 38. (CX-0807 (BGU, BGU-D Installation Guide) at 9

(controller with “motor board cover” and “AC motor output terminals”); id. at 14 (“operator can

monitor its motor current”); Tr. (Subramanian) at 429:2-12 (noting that page 9 of CX-0807

shows “a motor board cover, that’s the board that actually performs the motor control,” and “AC

motor output terminals,” which “are the terminals that will actually feed to the motor”).).
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Figure 38: CGI’s Depiction of BGU Representative Product Satisfying Element [b]
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DBO6(VS»GSLG§at1(1; CX—l)804(GSLG—A)al 9; CX-U805 (HSLG)z|! 9; CX~D81U(SLR
Am, 1“SLC, SLD)a2 9; CX~0B15 (SW6):-1! 10, CX»DB11(SWR, SWC, SWD) at 1D;CX~U313

‘,,§§‘;‘,_i,_,"_T.'u “f;."§'-'5'"; ' l (TYM—VS2)al1U,CX—UB14(TYM 1000, TYM 20DD)al1U‘JX>U015C(Nu|l 10/30/18 Dep.
M Tr. at 172:3-7) (confirming no hardware changed in the Alternative Products).

(CDX-00040175 (introduced during the testimony of Dr. Subramanian).).

Based on the evidence discussed above, CGI has proven that each of the 052 Accused

Products satisfies elements [p] —[b] of claim l of the ’052 patent. The infringement disputes

raised by the Patties pertain to elements [c] and [d] addressed below. The main dispute between

the Parties with respect to the ’052 patent was whether the 052 Accused Products were

configured to operate in the two claimed modes or, alternately, to operate in only one mode. (Tr

(McNamara) at l0l4:2-17 (“[I]t really comes down to three issues that I am seeing a major

dispute on: The modes, one or two, and how that is viewed.”).).

4. Operation of the 052 Accused GDO Products (052 Original GDO
Products, 052 Alternative GDO Products, and 052Private Label
Products) and 052 Products Under Development

Nortek product manuals make clear that each of the 052 Original GDO Products includes

an “Automatic Door Force Setup” procedure. (See CDX-00040152 (introduced during the

testimony of Dr. Subramanian).). As shown below in Figure 39, this two-step procedure allows
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a user to “setup the safety reversal system,” referenced below in Figure 39. (CX-0867

(LDCOSSOInstallation Instructions) at 3; Tr. (Subramanian) at 394:5-8 (“Q. What is Nortek’s

name for its smart force feature like the ’052? A. Well, Whatit calls it is the automatic door

force set-up specifical1y.”).). The first step is making “sure that the trolley latch is up and the

door is connected to the operator.” (CX-0867 (LDCO850 Installation Instructions) at 3.). The

second step is “operat[ing] the door through four complete open and close cycles.” (Id.).

Figure 39: CGI’s Depiction of “Automatic Door Force Setup” in the LDCO850
Representative Product, Which Purportedly Satisfies “First Mode” Claim Limitation

t—.tt.u—.

Lillfififtacmw
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l - ‘ :l§t~;wa.[\' t / _ tp - ~ I > a t 1-. ~ -~ . A ~ ~ 1 m.¢»r:;e~'~n~'<¢“.'*ez‘“"1";/*tt~e&‘ =.-at-v—-*~4“vb~1>*5*<"<N<&1.*_'t‘:~'r“:.':'rv:=e;~qe~<w~:t§~

.L_"4-1. $<T""i’=‘-’-‘3‘57ff}’.f~'I’T“'3‘CX-0857 (LDCO850 Installation Instructions) at 3; see also CX-0812 (LDCOBOOInstallation‘lnstructiorl) at 2:
‘ 1cxoras ttocossz lnstallation Instructions);c><~oaa4c(Amarr6E0/840Installation Instructions)at 3;
‘ ECX-905C(Ml\/l9l1ODSeries Manuallatl-‘E; JX-00140 (Null 10110/18 Oep.Tr. at 1381343927) (private label '

- pr0duCt5) JX~OUl5C (Null 10/30/18 Dep. Tr. at 't72:3~7) (confirming no hardware chénged in the Alternative
. ,. . .. '“'-“’“ Products);JX-00140 (Null 10/(D/15 Dip. Tl’.at lE5.8—lT,19115-12)

(CDX-O004.0l52 (introduced during the testimony of Dr. Subramanian).).

According to CGI, these first four open and close cycles are the claimed “first mode” and

the claimed “second mode” starts in the fifth cycle. (CBr. at 90-91 (citing Tr. (Subramanian) at

4l0:24-41 1:9 (“Q. What do you identify as the first mode of operation in the Nortek accused

’052 products? A. What I identify as the first mode of operation in the Noitek GDOs is the first

four cycles of the [automatic door force] set-up.”), 412:4-13 (“Q. So, for example, the fifth time,

would that be . . . the second mode? A. Yes. . . . [T]he fifth one is specifically the second mode
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with respect to the c1aim.”), 662111-17 (ex lainin th t th f'p g a e rrst four cycles after setup can refer

to the first four cycles upon the first installation or the fir t f ls our cyc es after a “hard reset”)).).

Figure 40: CGI’s De icti f“S f epresentative
Product Which Cau ' th ' ' '

p on 0 a ety Reversal System” in the LDCO850 R
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nxoucr

. _ |—;..t.e.;»;.»;..“ 'I .Lmertmm " »,-1-1.:if p
- r 16 Safety Reversal System Test

The uperator determines that there is an 0bSll’llGll(lllifa higharthan expected amount of lorce is detected during
<1door cycle. lt an ubetmction is encountered during n closing eyule, the operator and door will slop then lully
open. ll anobstrulnion ls enc unt extdu ‘ ' '0 er ring an opening cycle, the operator and dnurwlll stop.
Saloly Reversal System Test
1 l. a xall 2 4 bard flat °" me fl°°r.W"e'5 it “ml be rssmlemssnrswnstvsasrtsvsrsnr

ii-1-;¢:= ~ _ ~ <;" stmckbytliecenteroltlie duorasltclases. _ V __ _ _ _

A WARNING A 3; ' _.»*=,.=TwW,,.s,A,LL.,BST,QE
Always perturmihe Safety llevenialSysh|n Test -Vi’~ , TTHEcoon MUSTnsvenee

Q-“»s§:r‘_¢:.TT‘i;;i flflfll‘ "Emil! ill! "i"5h1|Bl"$ b "1" "Fem"! ‘- 1 “"7"” 2I5E°°"°5‘HER: 1 rznrunm me snmr nnrensm. svsrem "rest 1' ,l <» ~-»'“’*°“““""‘“°““°

' .3 2 Verify that the door reverses when it strikes the 5' \ ,

‘:_~:;i.§,__ hoard. The door must reverse willlin two seconds K "V" “E§S§§§M§PHEmBnD?é%DR
~'-i%—j_<— ;1£§{._Qwj_~.1-' afler striking the beard. ‘

i;_.¢§Y Vggeet ‘ \ /_ .>:m:4.,y:‘ Q, . V? KL,‘ . 1 ,\_.> . _ .~ ..._._._-­. ., , ,_, . .. t‘;:5___.~“:"-"'-"I:-V-_~‘ CX~0867(LDC0850Installationlnstructions)et3: see alsoCX-0812 ' '(LDCOBO0Installation Instruction) at

.:.;;:_ " *r 7, ‘ CX-0788 (LDCO852installation Instructions); CX‘UB84C|fAmarr66O/B40Installation |nstructions)at 3;
~ ' ~*-'1 CX-909C {MMQOUDSeries Manual) at 27, JX-00140 (Null 10/10/18 Dep. Tr. at 1385-13927) (Private label

' ‘ prec1ucts):JX-0015C(l\lull 10/30MBDep. Tr. at 172:3-7) (confirming no hardware changed in lheA|ternativ
"“ Products)

(cnx-0004.015; (introd (1duce uring the testimony of Dr. Subran1anian).).

N0rtek’s non-infringement arguments target how thei

' v pl (RRBr. at 90-94.). A

(Tr. (Null) at 837:3-838121 ( “ '

_p), 9581242; RX-1688C (Source Code) at lines 3101-3162.).

Immediately after installation or a hard system reset, §

1. (See, e.g., JX-0014C (Null Dep. Tr. (October 10, 2018)) at 207121-208216

l
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§.). Thef ,V

.62 (Tr. (Subramanian) at 412:4-13, 413:3-‘19s

L p g _ U U H p p ;,4l8:l4-420220 (describing

source code as listed on CDX-00O4.0156C), 1l50:22-l1:51:5 V ‘ * _~:1 i

*,l 152118-l 153:12 (discussing No1tek’s RDX-lO0lC.0056,

which excerpts lines 3100-62 of; I I I t 4 M

~ . 9-)­

Likewise,V V

. V 1. (See

id-; T1 (Null) at 836115-17 (" ‘N I t

.). The LDCO850 Installation Instructions corroborate Mr. Null’s testimony by

stating that the “operator automatically measures the door force throughout the entire travel of

the door each time the operator cycles.” (CX-0867 (LDCO850 Installation Instructions) at 3.).

In other words, motor current values are continuously updated over time with each open/close

door cycle, presumably to account for changing conditions. (RRBr. at 91 (“In this way, the

accused GDOs continually maintain safe obstruction detection which accounts for changes in the

62In the LDCO850 representative product, it appears that it

t . (cx-09450 at NRTK_ITC'-SRCUO1 19i;24,“133, lines “2885;2‘9“2o,ii30£§3L8l5j‘3l162i3'T;‘iS‘6§§iI”""”I
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necessary operating current without any further user intervention.”).).

As explained below in more detail;

. described below in Figure 41, *

‘. (CX-0867 (LDCOSSO Installation

Instructions) at 3; Tr. (Subramanian) at 417: 11-18 (describing thel L .).). The » '

(JX-0014C (Null Dep. Tr. (October 10, 2018)) at 215:24-216: 12

< . .

( M);,CX-0867 (LDCO850 Installation Instructions) at 3 _ *M /

(confirming the same).).

(emphasis 0mitted)); Tr. (Subramanian) at 699:23-700:1

Figure 41: CGI’s Depiction of “Adjusting the Force Factor” in the LDCO850
Representative Product, Which Purportedly Satisfies the “User Manipulable Force
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17 Adjusting the Force Factor (Installation Option, Normally lint Used)
Ina upqamr was the weakfierce measured during each at the last tour complete 0,-alesplus anurce Iacmr"In

calculate livemaximum zuwwea Ime sallmg Ivr ms currenrdoor cycle. ll the calculated maxlmum force selllng
is exceeded durlng lhe wmnl door cycle, me upelzmr react: tn the atstruc\km.As near haldwam crndmcus
cllimgn LIVE!time mm wval‘\E>ram WQAI,me wlwlaxliun al mu nlamuum um turns selling mug ma Iour qua

rullllillg average mu liulllptlllfifllklmy Mu |;urni|\l.cun|1ilioI$_ul mu inslallalum
The dam (ulna in pmsul Int lhfi lgumst alllulnl of plusslms an an nhaiadu to dulnui an ohslrulzlion. ‘HIE
FADTIIHVSETTINB 15 UPTWIIZED FOB MIBT lNSTA|.l.K\'l0NS_

Changing tho Farm Factor Safllng
As an ll'!\l3llfllllll\nplm 1_ll\&|(1;r:|alufs ‘lulu! laclur“ can be alljlmlud la Lzillmgekl: amuunl ul presaula exelled
UHan nixslulslebelure l.|lEoprralorrnncb to llle ubslruuliau

1 P123 bum the UP illld IJGWPJbutlonsibr lhree Suzanna. Tne rbfl ind green inumalors lid OGGIBYOFSllfllll vnll
llash Minn

2 Lisa DB UP“! DOWNllullulleltisall.i|ulume[ar:!ur.?rass1||g lJ"~uUP lmlluvl ll lJ|Hix‘£€.':llle Imus idhllll, pmalllg
the UU‘l'lNbllllon flE¢I88S%Slflé lfmte lanlnr.

mm: MOHIRruumtrnnmus

l§l[El rm 1LWH310: mar:-1

Rcfl.. exist or mm: Mm czn\"r:H

moiroar: raver.

G Al(ers.e‘e/:lmg me lnrca lactar press lhs LEARNbullnn to slave 1!":seltmg anrl exit §Qn|P.Trle ran arm green
lvllllcalorsand llueuusralars llglxlml llaslzlwu Ilmm ll! the toms lacmr is mt selwillvin one mirlulv.maopuralor
‘Mllrohlm lu mum! upismlirmul is pnavinus lurca lauluvselliligj
4 mm Ellillfllllflthe [om lacwmmng. pélldml the Salalysysmm llevmal Teal.

cx~oes1'u.ocoaso Installation instructions) at/3i;sée also cx-oz->12(L|'JlC'O'§00\lnéléllatlonilhstructicin)at
2: CX-0785 (LDCO852 lnslallalion Instructions): CX~0BB4C(Amarr860!840 Installation lnstructlons) at 3:
CXQOSC (MMQDDOSerles Manual) EllZ9; JX-UU14C(Null 10/10115 Dep. Tr. at 133l3-13927) (private label

l pruduclslj JX~Dl]15C(Null 10/30116 Der). Tr. at 1723'?) (rzunlllnlirlgno hardware changed |n the
Altemallve Products)
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(CDX-00040155 (introduced during the testimony of Dr. Subramanian).).

In tcnns of t “ '

ivNV L as shown below in Figure 42. (RRBr. at 91; see also Tr. (Null) at 832:5-834119

<d@m'bingt 7' ~' 83510-13=83615-11 , ;

yr ); 95514-16,956=4-957=12( i We " ” " * I f§);RX­

1688C (Source Code) at lines 3101-3162 (specifying function); RX-1689C (Source Code) at

““°S4145=4188(i ~ t *7

Figure 42: N0rtek’s Depiction of i *~

(RDX-l001C.0O57 (introduced during the testimony of Dr. T0liyat).).

(RRBr. at 93; Tr.
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(Null) at 837:3-838121 ( , 1 Pi),

958:2-12; RX-1688C (Source Code) at lines 3101-3162; RX-1690C M

at 1; RDX-1001C.0059 (introduced during the testimony of Dr. To1iyat).).

Figure 43: N0rtek’s Depiction of H 1 V

(RDX-lO01C.0059 (introduced during the testimony of Dr. T01iyat).).

The“ '

( W (Tr. (Null) at

83713-8381219 1 1. 95812-12?

RX-l688C( L (V L? V")atlines3l01-3162; RDX-1001C.0O56 (introduced

63 .

V T.'A(Tf§"(NiilI)"5'£ ”83'8iE‘22l§Z1U:'I2 WA

< 1 1 _ 1)
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during the testimony of Dr. T01iyat).). A‘

1.. Mil/\_»l

(Id.; Tr.

(Subramanian) at 419:4-16, 645125-646:2 MW__M

SRCOO285-88 at lines 266401 iv

lines 295-340 (same).).

Figure 44: N0rtek’s Depiction of»

; J4; CX~O945C (Source Code), NRTK_ITC~

NRTK_ITC—SRCO()297 at

(RDX-1001C.0056 (introduced during the testimony of Dr. T0liyat).).

Lnthe LDCO850A product, ,
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‘ - i . (CX-0945C (Source C0de),‘NRTK_ITC-SRC00713-14 at lines

3102-46; Tr. (Subramanian) at 423:9-424:,4.). The LDCO850A]iH MJW

_____\) . (Id-)~

By contrast, as explained above, the LDCO850

. ,. _,l. ,, ,..‘ V.~ A 1...“ ‘V>>~\v

LDCO85()A

H0W¢Ve1',,~, yQy W (“.64 As shown below in Figure 45, the

LDCO85°a"dLDCO85°A, . k‘

. i. (See Tr. (Subramanian) at 422:9-25

‘; JX-0015C (Null Dep. Tr. (October 30, 2019)) at 240115-24? Y .

n ‘ .

. (objections omitted); CDX-00040156, 58-59

(introduced during the testimony of Dr. Subramanian).). Perhaps the L V " * A ~'

the issue as a

64By way of clarification, element [d] of claim l of the ’052 patent does not specify when the “user
inanipulable force threshold modification control” must provide “force threshold modification
information.” (IX-0003 (’052 patent), cl. 1.).
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non-infringement argument in post-Hearing Briefing. (RRBI. at 90; Ground Rule 10.1.).

Figure45= CGI’sD6picti0n0f V " “ L V A
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(CDX-00040156, 58-59 (introduced during the testimony of Dr. Subramanian).).

As explained above, the 052 Products Under Development operate in the same mamier as

the 052 Accused GDO Products for purposes of the ’052 patent. Dr. Subramanian confirmed

this by perfonning an analysis of the MM37lW source code. (Tr. (Subramanian) at 425:20­

427:3 (“Q. And is your analysis of the source code the same as for the original products? A.

Yes. Q. Does it infringe for the same reasons? A. Yes.”).).

As shown below in Figure 46, the ' ' ‘

‘» p K 7 _ H 7 7. (CX-0945C,NRTK_ITCSRC00231-32 at

lines 1954-2023.). Thei L _ . A it A ~ A

. (Id-1 Thea

‘. (Id.). The, V;

.. .. . . . . ,. . - ..--§-(Id­
NRTK_ITC-SRCO022l-34 at lines 1134-2253, NRTK_ITC-SRCOO236 at lines 214-17.). The
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SRC0023l-32 at lines 1954-2023; CX-0945C, NRTK_ITC-SRC00221-34 at lines 1134-2253.).

Figure 46: CGI’s Depiction of Calculating a User-Modifiable Force Threshold in the 052
Products Under Development and How the Calculation is Equivalent to the Corresponding

Calculations Performed in the LDCO850 and LDCO850A Products

(CDX-0004.0165 (introduced during the testimony of Dr. Subramanian).).

5. Operation of the 052 Accused Gate Operator Products

a) Operation of the 052 Original Gate Operator Products

As shown below in Figure 47, each of the O52Original Gate Operator Products includes a

distinct “Programming Mode” that includes a “Maximum Close Direction Current Setting”

function that automatically determines a “threshold,” which, if exceeded during normal

operation, will cause the barrier to reverse. (CX-0807 (BGU, BGU-D Installation Guide) at 13­

14 (describing “Entering Programming Mode,” a “Maximum Close Direction Current Setting”

functionality within programming mode, and “Exiting Programming Mode”); see also Tr.

(Subramanian) at 435:5-6 (“One of the functions in this mode is actually . . . automatically

determining the currcnt.”).). The “threshold” value does not represent not an absolute current
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threshold value, as was the case in the 052 Accused GDO Products and 052 Products Under .

Development, but instead corresponds to -relativechanges (or deltas/differentials) in the current

values observed over short periods of time during the course of a gate open or close. (CX-0807

(BGU, BGU-D Installation Guide) at 14 (“measur[ing] the motor load used during closing” and

“the range above and below the average motor current during the run”); Tr. (Ward) at 563:15­

564:1 (floating minimum), 574:3-576:3 (explaining relationship between; V P c ­

' 1),684:14-16, 685:1-3 (explaining that the‘

VU i ‘ ml);Tr.(Null)at

842215-22 “

p p JX-0016C (Ward Dep.

Tr.) at 79:6-13.).“

65The fable about the boiling frog is a good way to understand this distinction. As the fable goes, if you
throw a frog in a pot of boiling water, it Willhop right out. Yet, if you put the frog into a pot of tepid
water and slowly warm it, the frog will stay put and get cooked. In other words, the frog has a relative
temperature sensing mechanism (like the cuirent sensing mechanism found in the 052 Original Gate
Operator Products) and not an absolute temperature sensing mechanism (like the current sensing
mechanism found in the 052 Accused GDO Products and 052 Products Under Development). p
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Figure 47: CGI’s Depiction of the Programming Mode Found in the 052 Original Gate
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The Controller can he programmed withvarious options lot the operator. F‘

The programming lrelds are delrned as ‘lunctiorrs" that have “options”.

To make setup easier for the installer, the Controllers programming is
rlivlrled intn two groups‘ hasic and advanced. The basic programming ‘

group contains the lunctions commonly used in most swing gate i
installations. The advanced programming group contains lunctirrns less 5
commonly used ri.e dual gale sraggerdalay, maximum run timer, etc.). R

urn?"

Entering Programming Mode Ei
Enter programming mode by pressing the UP and DOWN buttons

together for one second. While in programming mode the PROGRAM ‘*
indiralnr will light.

Exiting Programming Mode

. -W71?-,»,
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seilrnfl ms motor Ctilflsnl Al lhr! arid ol navel, erinherent rlulrlbel wrrllash
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nbs‘rrmlun cum. an rrgh ml gr: r-1Kllflprm gate rum npunllirrg llfldfll
rrownnlcondilrons wlzlrculhlerupt ml.

U535! i ‘ \ A "r
.._...._ ...r‘.. ,' cx-osor at 14:see also ox-once (nous. B@n§n;;J;i;'5ef5r6§’E€éf

-I ~ _-~~'.~-»<=..'=:.=.~>:<'f'=>‘}':;r;rvwit“ ':t=;r<.*‘\~=1:»wv~rx»*r ~

CX~0807 at ‘l3; see also CX-U809 (BGU$, BGUS-D) at13; CX-U803 lSG. SG-D] al ‘l3; OX-D7803(VS-GSLG) al
~ 14: CX-U804lGSr_G'A]at 13; CX-U805rH$LG,>at l3; OX-D810(5LR,$LC.5l..D)at13;C)(-0815lSWG}ai14;
. CX-D811 lS\/\/R. SWO, SWD1 at 14, CX-0813 (TYM-\/S2) at 14; CX-0514 (_TYM10l)O.TYlv12DDO)at'l4.

JX~DlJ15C(Null l0t30r18 Dara.Tr. at 172:5-7) [confirming no hardware changed in tlreA|tarnarive Products)

r

\\ 1/ _ 2
n i.xlru;5l‘;'nv.:|='|uirIJl‘I.'4.'rtr'.M

Lu aunrsrrurr-rr=W:F?-erases ;_.// \\
0 E

mvwsr @ "riserF611‘ LGlllllfil :5

if

v

at15. CX-U304 [G$LG—A'rat 14.‘CXVDEUELHSLG) at 141 CX4-7510 (SLR. SLC. Sl_Dl all 14;CX~U515 (SW6) at
15; CX-U311 (SWR. SWC, SWD) at 15j [IX-OB13 [TVM-\/S2) at 15; CX-D81-4(TYM 10UD,TYM 21100)at 15;

"’§,.’1‘,I,§,‘,,'.‘§',',i _ JX,UD15C (Null 10/30/18 Dep. Tr. at 'l72:3~7l lconfrrmlng nu hardware changed in lhe Alternatrve Products)

(CDX-00040178, 82 (introduced during the testimony of Dr. Sub1'ama11ian).).

As shown below in Figure 48, during Programming Mode the O52Original Gate Operator

Products, as the gate travels through its open and close cycles, the user sees in real time the

motor current represented as a “load number” between 0 and 99. (CX-0807 (BGU, BGU-D
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Installation Guide) at 14; Tr. (Null) at 843:2-844:3.) At the end of Programming Mode, the

relative current “threshold” value, automatically determined by the system, reflects not how

much current the motor used at any given time but instead how much that current fluctuated or

varied during the open or close.“ (CX-0807 (BGU, BGU-D Installation Guide) at 13-14; JX~

0011C (Dillon Dep. Tr.) at 114:20-115:1 (“Q. The BGU gate operator measures a series of

values, performs a calculation, and then it outputs a value . . . at the completion of the closing of

the . . . gate by the BGU gate operator . . . without human input; correct? A. Yes.”), l16:22~

117:8 (same); RX-0750C (video of operation).).

66During the Programming Mode, the motor continually measures current and calculates a differential

0945c (source code) atNRTK_ITC~SRC00370L3'75,'1ines'14iZt-1”64’§.). Q ; 1 1 e 1

i atNRTK;lTC“SRC003‘7'1“§72, lines 1Z13'5ill‘5’1'91)lM’1.

wW(idlat‘NRTK!ITCSRCOO372¥ 3'7"5i,’ii1i’ne's1520-1'639.i)i K'1
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Figure 48: Nortek’s Depiction of “Programming Mode” in the 052 Original Gate Operator
Products

(RDX- l 0()1C.0O79(introduced during the testimony of Dr. Toliyat).).

That differential “threshold” value is “recommended” the user on a display. (Tr. (Null) at

844:9-21 (“Q. Is a different value displayed at the end of the . . . close cycle as part of the

maximum close direction current setting? A. Yes, it is. Q. And What . . . value is displayed

there? A. At the end of the close, it Will show a . . . recommended delta on the screen for the

thIeshold.”); Tr. (Subramanian) at 437:2-10 (“automatically detennined” by the process0r).).

The user can then manually adjust the displayed differential value using “+” and “-” buttons on

the operator, or just use this “recommended” value, to set a value for normal operation, as

described above in Figure 48. (CX-0807 (BGU, BGU-D Installation Guide) at 14; Tr.

(Subramanian) at 435:16-436:6, 437124-438:2 (“If you press enter at that point, the value gets

stored”); Tr. (Null) at 844:9-21 (“Q And Whatcan the user do with that recommended value?

Q. They can press enter to store it . . . or they can change it, press plus or minus and adjust it to
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Where they want it.”).).67

The source code confirms Mr. Null’s and Dr. Subramanian’s explanations of the

operation of the 052 Original Gate Operator Products. (CX-0945C 0

p\ )68, NRTK_ITC-SRCOO370-75 at lines 1424-1648 (thei l »

K K p » Mpg),N'RTK_ITC-SRC00345-46 atlines 2877­

2904,2906-33( o ‘ s I 1

.. . .. _, .:)§CX-°945C(.

VV),NRTK_ITC-SRC00346, 348-57 at lines 2906-33, 30'/0-3531

SRC00363-70,370-75 atlinesl036-1409,1424-l648(the;W’ A M T o

l)-)­

The

“ Tobe clear,; ~ ~ "0 0‘ 5

, . . _, . . .. N c was 555155155515.i5iFi§ll55‘.4§i‘55?1i.lH5
wavespanaingv1deo;“RX:o75oc.'T 0 4 1 1~<¢

p L pp ~ s .<Rx4o§26no1o4o;fRx;075ocl‘560526;P;1§>r:10mle;0"0sos;r'r;p(r5fiya¢)o;;§.1
965112-966122.). 1 . 1 = s

. . . . .. A _ 0 .. (CX-°945C(S°“r@<=
code) at NRTK_1TC-SRC00329, lines 1037-1048; RX-0750C at 0:_26;Tr. (Toliyat) at 966120-22.). The

. 4 4 (RX;092'6cI00'13'(déscfibingt V
0750C at 0:28, 1:25; ‘IX-0016C (Ward'Dep. Tr.) at 72:9-73:7; Tr. (Tolifl/at) a't'9i‘6'5‘-."1'i2-96i6:i§.§'.

68CG1has accused gate operators with and without PWM control. “PWM control” is short for “pulse
width modulation control,” a technology in gate operators that use a DC motor.
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(Tr. (Subramanian)at438:3-9(*’l1_/K’) W N _ ~ H _ N

.. . J=442*18"44414<...

’ . 1);CX-0945C (Source Code), NRTK_ITC-SRCOO370-75 at lines 1424­

1648<.. . - ‘ 1

).).

) ’ ‘ _ N 7 7 V (CX-0945C (Source Code) atNRTK_ITC- ‘

SRC00363, lines 1036-1049.). ~V V

. (Id. at NRTK_1TC-SRC00361-362, lines 944-965.).

7 (Id. at NRTK_ITC-SRC00367, lines 1222-1231.). em H

. . ~' . .. ._ . .414-at

NRTK_ITCSRC00367- 370, lines 1251-1409.). ) V 7 V

1 . (See Tr. (Ward) at 562:19-564:1.).69

59In the 052 Original Gate Operator Products, current used by the motor (current load) is not saved during
Programming Mode or from one run to the next in normal operation. (See JX-0011C (Dillon Dep. Tr.) at
192:10-194:7.). That is because, as explained above, the system makes its “threshold” determination not
based on an absolute current threshold, but instead based only on real-time changes in current.
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b) Operation of the 052 Alternative Gate Operator Products

The 052 Altemative Gate Operator Products operate in a similar manner to the O52

Original Gate Operator Products. (Tr. (Subramanian) at 444: 1l~445:22.). In the O52Altemative

Gate Operator Products, Nortek made no hardware changes. (Tr. (Null) at 845120-23 (“Q. . . .

So are there hardware differences between a BGU and a BGUA? Q. There is n0t.”); JX-0015

(Null Dep. Tr. (October 30, 2019)) at 172:2-3 (“No hardware changed.”).). Moreover, the source

code changes in the O52Alternative Gate Operator Products affect only what is displayed to the

user. (JX-0015 (Null Dep. Tr. (October 30, 2019)) at 120:24—121:5(“Q. I see. So in the

redesigned code everything’s the same as in the old code except for what’s displayed to the user

at the end of the closing in . . . programming mode, correct? A. Ibelieve so, yes.”).).

At the beginning of Programming Mode, the user can manually set an initial “threshold”

value,7° without the benefit of the system’s automated detennination of that value. (RX-0751C

(video of operation).). Dming Programming Mode, the system still L LLLL '

, as was the case in the 052 Original Gate Operator Products, but that

L L LL L L ,asexplainedbel0w. (JX~0015C(NullDep.Tr.

(October 30, 2019)) at 121124-12423 L a P is P

. . . , . . . . V) . ._ 3- M°Y@°VeI=d“1'ing

Programming Mode, the 052 Alternative Gate Operator Products still display LMLL 1

7°It appears that the user can also bypass this step and utilize the system’s default “threshold” value. (Tr.
(Subramanian) at 437111-16 (“Yeah, it starts from -- if it’s the first time you install it, it actually doesn’t
have a value in there. So it’s a default number.”), 4441114453; CBr. at 127.).
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p mypp U pA p 7KK 7. (Tr. (Subramanian) at 682113-19 (“Q. The value displayed

on the display of the BGUA during a close is a force and not a delta; correct? A. C0rrect.”).).

However, the operation of the 052 Gate Operator Products and 052 Alternative Gate

Operator Products differ at the end of Programming Mode, as shown below in Figure 49. There,

in the 052 Alternative Gate Operator Products, the user is shown, and given the opportunity to

modify, not the “threshold” value automatically calculated by the system, but instead the

“threshold” value manually set by the user at the beginning of Programming Mode (or,

alternately, the system default threshold value unchanged by the user). (See Tr. (Toliyat) at

968:6-13 (asserting that 052 Alternative Gate Operator Products do “not show[] any delta” and

instead “only show[] Whatever [an installer] put[s] in”); RX-0751C (video of operati0n).).

Figure 49: Nortek’s Depiction of “Programming Mode” in the 052Alternative Gate
Operator Products

(RDX-l00lC.0079 (introduced during the testimony of Dr. Toliyat).).

However, in the 052 Altemative Gate Operator Products, the user is not completely in the
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dark in terms of setting an accurate “threshold” value. During Programming Mode, as the gate

travels through its open and close cycles, the user sees in real time the current load of the motor

and, by watching how those numbers change (flit up and down) over time, can ascertain a

differential “threshold” value. (JX-0015 (Null Dep. Tr. (October 30, 2019)) at l26:l6-25 (“Q.

And then the insta11er’ssupposed to set that value that’s displayed to the value that the installer

thinks is appropriate based on the values that were displayed while the gate was closing and any

additional adjustment . . . that the installer Wants to make; is that right‘? A. VVhile. . . you’re in

programming mode at the end of the run, the installer can do that.”), 131:10-17 (“Q. And the

goal of calculating those values as the door closes in programming mode in the redesigned

products is to help the installer set the reversal threshold at a safe level at the end of the day,

correct? A. Yeah.”).). For example, if the current fluctuates between the numbers 48 and 52,

the user can ascertain that the system would have automatically calculated a “threshold” of about

4 and can modify that figure to 5 or 6 to build in a detection cushion that will accommodate _

changes in the gate system over time without jeopardizing safety.

The source code confinns this operation for the 052 Alternative Gate Operator Products

with a DC motor with PWM control. (CX-0945C, NRTK_ITC-SRC00345-46 at lines 2877­

2904, NRTK_ITC-SRCO0346 at lines 2906-33, NRTK_ITC-SRC00348-357 at lines 3070-3531,

NRTK_ITC-SRC00370-75 at lines 1424-1648 (describing the same operation as for 052 Original

Gate Operator Products with a DC motor with PWM control); CDX-0004.0184-86C.). Thei t
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l. (CX­

O945C,NRTK_ITC-SRC0l040-44 at lines 1424-1648, NRTK_ITC-SRC0l094-95 at lines 2903­

26, NRTK_ITCSRC00345-46 at lines 2877-2904, NRTK_ITC-SRC00346 at lines 2906-33,

NRTK_ITCSRC00348-57 at lines 3070-3531, NRTK_ITC-SRCO0370-75 at lines 1424-1648;

Tr. (Toliyat) at 968125-970:1( V i ' l 1 p ,0 1 “

Source code confirms this operation for the 052 Altemative Gate Operator Products

without DC motors with PWM control. (CX-0945C, NRTK_ITC-SRC00346 at lines 2906-33,

NRTK_ITC-SRC00348-57 at lines 3070-3531, NRTK_ITC-SRC00363-70 at lines 1036-1409,

NRTK_ITC-SRC00370-75 at lines 1424-1648 (describing the same operation as for 052 Original

Gate Operator Products without a DC motor with PWM control); CDX-0004.0l85C, 87C.).

The ~ 1

pp __ (ld.,NRTK__ITC-SRC01040-44 atlinesl424-1648,

NRTK_ITCSRC0lO94-95 at lines 2903-26, NRTK_ITC-SRC00346 at lines 2906-33,

N'RTK_ITC-SRC00348-57 at lines 3070-3531, NRTK_ITC-SRC00363-70 at lines 1036-1409,

N"RTK_ITC-SRC00370-75 at lines 1424-1648.).

6. CGI Has Proven By a Preponderance of the Evidence That, of the 052
Accused Products, Only the 052 Original Gate Operator Products
Satisfy Claim 1 of the ’052 Patent

As explained above, the dispute between the Parties lies in whether the 052 Accused
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Products satisfy elements [c] and [d] of claim 1. These elements require that the claimed

“processor” within the “barrier movement control unit” automatically determine at least one

force threshold[.]” (JX~O003(’052 patent), cl. 1.). These elements also require at least two

modes of operation. (Id.). The processor must be configured to “determine” a “force threshold”

in the “first” mode for use in the “second” mode. (ld.). The “barrier movement control unit”

must also contain a “user manipulable force threshold modification control” that provides “force

threshold modification information” for use in the “second” mode. (ld.).

Broadly speaking, Nortek made three (3) non-infringement arguments with respect to the

052 Accused Products. (See RRBr. at 90.). First, Nortek argued that the 052 Accused Products

do not have the claimed “first mode” and “second mode” of operation. (Ill). Second, Nortek

contended that the O52Accused Products do not detennine a “force threshold” during what CGI

has identified as the “first mode.” (Id.). Third, Nortek asserted that, in detecting obstructions,

the O52Accused Products measure and set thresholds basedion current, not force. (Id.).

No1tek’s arguments appear to be based on Nortek’s reading of the scope of claim l of the

’O52patent. In Nortek’s view, claim 1 is limited to an apparatus configured with a narrow “first

mode”: a “leaming mode” in which absolute (not relative or diflerential) “force thresholds” (not

current thresholds) are -leamedandfinalized for subsequent use in the “second mode.” (RRBT.at

89-92, 109 (and downstream nondnfringement arguments).). Nortek also contended that claim 1

required a narrow “second mode”: a purely “operational mode” in which no additional ‘force A

threshold” “learning” can occur and in which measured motor “force” (not current) during an

open or close event is compared to afinalized, absolute (not relative or differential) “force

threshold” (not current threshold) previously set during the “first mode,” for the purpose of

stopping/reversing barrier movement if the measured motor “force” (not current) exceeds the
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absolute (not relative or dzflerential) “force threshold” (not current threshold). (Id.).

The Markman Order made clear that claim 1'is not so limited. For example, the

Markman Order explained that “’[f]orce threshold’ does not relate merely to an analysis of the

magnitude of force that must be exceeded to effect a stopping or reversal of the movable barrier,

but more generally contemplates any threshold related to force.” (Markman Order, App. A at

3.). That should have ended that matter.

It was clear then, as it is now, that Nortek sought to limit the scope of claim l to specific

embodiments disclosed in the specification of the ’052 patent. (See, e.g., JX-0003 (’052 patent)

at 3:23-39, 4:23-36, Figs. 2, 4.). That is not appropriate. See Phillips v.AWH C0rp., 415 F.3d

1303, l3l2-13 (Fed. Cir. 2005) (as a general rule, particular examples or embodiments discussed

in the specification are not to be read into the claims as limitations).

As an initial matter, there is no legitimate dispute that the 052 Accused Products contain

“barrier movement control units” with “a processor operably coupled to receive information

regarding at least some forces acting upon the movable barrier when the movable barrier is

moving[.]’3 (RRBr. at 90, 99-104 (not disputing, and thus waiving under Grotmd Rule l0.l any

argument to the contrary, that current is “information regarding” force here and that 052 Accused

Products satisfy this portion of element [c] of claim 1).). As shown below in Figure 50, even

Nortek admits that current is information regarding force. (RRBr. at 101 (“At best, there may be

a correlation between force and current when all other variables are held constant[.]”).).
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Figure 50: Nortek Recognizing a Mathematical Relationship Between Current and Force
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JX-0003,0008 CX~O980C.OZ64

(RDX-l001C.0070 (introduced during the testimony of Dr. Toliyat).).

All of the 052 Accused GDO Products include “a processor” such as the Atmel

XMEGA32E5 processor that runs the accused firmware. (CX-0480 (photograph showing Atmel

XMEGA32E5 processor); CX-0898C (Bill of Materials listing a processor); Tr. (Null) at 862:7-1

(GDOs use processors).). The accused processor is opcrably coupled to receive information

regarding at least some forces acting upon the movable barrier when the movable barrier is

moving because it receives information about the current used by the motor as the barrier moves.

(Tr. (Subramanian) at 400217-21 (concluding that this portion of claim 1[c] is met); CX-0859C

(Schematic) at 1 (showing the proccssor’s connection to the motor and other components); CX­

0867 (LDCOSSOInstallation Instructions) at 3 (“The operator automatically measures the door

force throughout the cntirc travel of the door each time the operator cycles.”).). Information

about the amount of current used by the motor as the barrier moves clearly relates to forces

acting upon the barrier as it moves. (Tr. (Subramanian) at 400122-401:3 (concluding that
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“current information” satisfies this portion of claim l[c]). “[T]he processor actually has sense

pins Within it, and those sense pins are used to measure the current in the motor,” and “there is a

knowable and predictable relationship between current and force[.]” (Tr. (Subramanian) at

399123-401:18; see also id. at 405 :2-406:5 (motor current is related to force), 406222-407:3.).

Likewise, each of the ’052 Accused Gate Operator Products contains a “controller”

which includesa processor. (Tr. (Subramanian) at 432:5-9 (“Q. Can you tell us whether the

control unit here includes a processor? A. Yes, it does. Q. Is that true for all of the products?

A. Yes.”); see also CX-0807 (BGU, BGU-D Installation Guide) at 9.). The processor is

operably coupled to receive information regarding at least some forces acting upon the movable

barrier when the movable barrier is moving. (CX-0807 (BGU, BGU-D Installation Guide) at 14

(“measur[ing] the motor load used during closing” and “the range above and below the average

motor current during the run”); Tr. (Subramanian) at 436:7-437:1 (explaining how “Maximum

Close Direction Current Setting” satisfies requirement to receive information regarding at least

some forces acting upon the movable barrier when the movable barrier is moving).).

The processor continually receives information about the motor current as the barrier is

moving, and motor current is information related to the force. (CX-0807C (BGU, BGU-D

Installation Guide) at 14 (“Maximum Close Direction Current Setting” in which “the operator

can monitor its motor current”); Tr. (Subramanian) at 400: 17-21, 400122-401:3 (“current

information” satisfies this portion of claim l[c]), 405:2-406:1 (“in a motor, the current is

unquestionably related to force”); CX-0859C (schematic showing the processor’s connection to

the motor and other components) at 1.). As Dr. Subramanian explained, “the processor actually

has sense pins within it, and those sense pins are used to measure the current in the motor.” (Tr.

(Subramanian) at 399323-401:18.).
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a) The 052 Accused Products Exhibit a “First Mode of
i Operation” and “Second Mode of Operation”

Nortek argued that none of the 052 Accused GDO Products“ infringed because each

implemented a “single-mode approach” whereby measured motor current values are

continuously updated over time with each open/close door cycle. (RRBr. at 91 (“In this way, the

accused GDOs continually maintain safe obstruction detection which accounts for changes in the

necessary operating current Withoutany further user intervention.”).). “[C]ontinually performing

the ‘Automatic Door Force Setup’ procedure” “on every cycle of operation[.]” (Id. at 92.).

However, No1tek’s assertion that each 052 Accused GDO Product “executes the same set

of operations on every single cycle” is not supported by the record. (RRBr. at 91.). The ~ v

t ,, . , Y r~ ~rt, .t , . explaimdin detail

above. (See, e.g., JX-0014C (Null Dep. Tr. (October 10, 2018)) at 207121-20s¢16

1;Tr. (Subramanian) at 412:4-13, 413:3-19

\ 1

418: l4-420:2O (describing source code as listed on CDX-00O4.0l56C), 1l50:22-l1:51:5 ~

71

‘(T1 (susramaman) a@43s;319“ L l 1
e t 4 <- t, ~~ ¢4,~to . , )3 $459459 t

(sauce Code), NRTK_ITpC-SRC00370-75 at lihes 1424-1648 ( L ,

Q . ._,.,v.>,..,c.. . ' .l, -_. >\>>v~'vw~4vwx» ‘ fv Iv /\/ ' Q '
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Q,ll52:l8-1153:l2 (f

pp VW p p H V JX-0011C (Dillon Dep. Tr.) at 93:6-14 (“Q. So as far as the

manual’s concemed for the . . . BGU . . . there’s a programming mode for the product . . . and

then there’s a distinct normal operation; is that right? A. Yes. In the manual. Yes.”).).

' Moreover, Nortek’s “single-mode” argument is not supported by the ’O52patent.

Nothing in claim l or the specification of the ’O52patent forbids: (l) the claimed “first mode”

ii°iii distinguishing iissif °iiiY °ii iii“ basis Oil ~v~>1. .. .3 ‘ii (2)

the claimed “second mode” from engaging in ongoing learning to improve performance. (See,

generally, JX-0003 (’O52patent).). To the contrary, the specification of the ’O52patent

recognizes, albeit obliquely, the need for ongoing, automated learning: “automatically

detennined threshold values of various kinds are often not optimally determined (either initially

or over time due to changing circumstances)” and if “settings for the thresholds are known to

vary in a particular Way,”they “can be firrther modified automatically as a function of that

parameter.” (Id. at 4:38-43, 5:5-8.). Moreover, claim 1 does not require the “second mode” to

last for a certain number of cycles or even more than one cycle. (Id., cl.l.). In other words,

claimlissatisfiedbyasysternthati L i V is t " " it

~¢\ . r (Id-I

As shown below in Figure 51, Nortek has a special name for the first four cycles after

installation or a hard system reset: “Automatic Door Force Setup.” As Nortek conceded, the

“instruction provided to setup the safety reversal system in the installer instructions” requires
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operation of “the door through four complete open and close cycles[.]” (CX-0867 (LDC0850

Installation Instructions) at 3.). Thus, Nortek’s use of a special name and I V 'p;for only

the first four cycles after installation or a hard system reset, and not for the myriad cycles that

may occur thereafter before a subsequent installation or reset, flies in the face of its argument

that the first four cycles do not constitute a “first” “Door Force Setup” mode. The

preponderance of the evidence proves that this “first” “Door Force Setup” mode is distinct from

a “second mode” in which default values are not used to calculate “door force” thresholds.

Figure 51: N0rtek’s LDC0850 Installation Instructions Distinguishingthe First Four
GDO Cycles from Subsequent GDO Cycles

15 Automatic Door Force Setup ­
The operator automatically measures the door force throughout the entire travel of the door each time the
operator cycles. The followingsteps are all that's required to setup the safety reversal system.
Automatic Door Force Setup
1 Be sure that the trolley latch is up and the door is ' ,_

connected to the operator P995 F9R°E$513’? ,. . .

Donot cycle the operator lull travel wrthuut r -. y. - r'aiw'~ss‘=iiI>$11“-:=I‘f12£'f. - I ; at

the doorconnected.Theautomahcdoor force 1»1;; ;‘_;r if ;;j
sethng will adyust to the unloaded condition
and may trip the safety system when the door ~__. "is reconnected. ‘ ='

OPERATETHE oooa THROUGH

2 Operate the door through four complete open and i FOURruu OPENANDcross CYCLES
close cycles‘ .

(CX-0867 (LDC0850 Installation Instructions) at 3.).

It appears that Nortek is correct about one thing: the industry has changed since the ’052

patent application was filed. In particular, companies like CGI and Nortek are utilizing what

Nortek describes as “a ‘smarter’ current sensing algorithm that continually measures the forces

required [to move a barrier], ensuring that the devices can detect an obstruction safely regardless

of whether they are set up and operated properly by the installer or user.” (RRBr. at 90.). Such
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an algorithm is found in the 052 Accused GDO Products and the 052 DI Products. Yet, the

presence of continuous sensing does not obviate the need for or preclude the existence of an

initial “Setup” or “Programming” mode, as shown by the “modern” products discussed herein.

b) With the Exception of the 052 Original Gate Operator
Products, CGI Failed to Prove That the 052 Accused Products
Automatically Determine a Current “Threshold” During the
“First Mode” of Operation for Use in the “Second Mode” .

Nortek argued that the O52Accused GDO Products‘ ' '

(RRBr. at 90.). V p M

V V. (CX-0867 (LDCO850 Installation Instructions) at 3; Tr.

(Subramanian) at 417:1 1-18 (describing the. p V V p Vi).).This is potentially a problem for CGI

under Nortek’s interpretation of claim 1 as requiring that a final “force threshold” be determined

during a “first mode” for use in a “second mode.” (JX-0003 (’052 patent), cl. 1.).”

Dr. Subramanian appeared to waiver on this issue at the Hearing. He identified “normal

operation” as “second mode” and explained that “afizerthose first four cycles . . . it becomes

normal operation,” and that “by the end of the fourth, the fifth one is specifically the second

mode . . . .” (Tr. (Subramanian) at 412:4-13.). Dr. Subramanian subsequently switched gears

during cross-examination, claiming that the “transition from the first mode to the second mode

happens . V ' r

72By way of clarification, this interpretation by Nortek of claim 1 is too narrow. Element [c] of claim l
requires only the determination of “at least one force threshold” during a “first mode” “for use” in a
“second mode.” (JX-0003 (’052 patent), cl. 1.). Nothing in claim 1 requires the calculation of a fmalized
“force threshold” value during the “first mode.” (Ia'.).
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(Id. at 644123-645:5; see also id. at 645:6-15 (“Q: So the transition between the

first mode to the second mode happens between the fourth and fifth run, correct? A: No, that’s

not actually the case. . .”), 665:7-16 (“Q. . . . your testimony was that W V»it ‘

. g ~ ~ 4.). In

other words, Dr. Subramanian attempted to move the goalposts on what constitutes the “first

mode ”73

It is clear from the evidence that, in the O52Accused GDO Products, a final current

“threshold” is literally determined not during the “first mode,” but instead at the beginning of the

“second mode.” CGI appeared to treat this final current “threshold” as the claimed “force

threshold.” Indeed, Dr. Subramanian asserted that thei . V ' i

' r 1. (Tr.

(Subramanian) at 695121-696:6 ( up V Mp 696124-697:4(§m/W’

.). In post-Hearing briefing, CGI argued that the. . l

74 Thus, CGI has failed to offer evidence

73This argument was not disclosed in CGI’s Pre—HearingBrief and, thus, is waived pursuant to Ground
Rule 7.2.

7‘ CGI did not argue that thei VV p l ‘ K p were each “at least one force
threshold” determined during la“firstmbae of z>p¢r;;ti0n”*“r<sr‘use'aminga “second mode of operation” and
has thus Waivedany such argument pursuant to Ground Rule l0.l. (CBr. at 95-112.).
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that the 052 Accused GDO Products literally satisfy element [c] of the ’052 patent by

determining a “force threshold” during the “first mode of operation.” CGI also did not argue,

and thus waived any argument under Ground Rule 10.l, that element [c] was satisfied under the

doctrine of equivalents” based on the fact, as Dr. Subramanian testified, that A A

(Id =1‘65513-5

Nonetheless, CGI has proven by a preponderance of the evidence that the 052 Original

Gate Operator Products automatically determine a current “threshold” during the “first mode” of

operation for use in the “second mode” of operation. As discussed in detail above, the

. (Tr. (Subrarnanian) at 438:3-9 ' ‘

..-j)»442=18-444i4();o. [>47
); CX-0945C (source code), NRTK_ITC-SRC00370-75 at lines 1424­

1648 (t i P ' P

75CGI argued that the 052 Accused GDO Products satisfied element [c] under the doctrine of equivalents.
In particular, CGI asserted that the 052 Accused GDO Products perform “substantially the same function
of automatically determining at least one threshold in substantially the same way—by receiving
information relating to the forces exerted on a movable barrier during operation and using it to detennine
a threshold for a subsequent operation—to achieve substantially the same result of ensuring that a
movable barrier operator uses a leamed threshold during a subsequent operation.” (CBr. at 107-08.).
However, CGI made this argument in response to Nortek’s argument that the O52Accused GDO Products
operated in only one mode, not in response to Nortek’s conceptually distinct argument that, if the O52
Accused GDO Products were found to operate in two modes, such Products performed the claimed
“threshold” determination at the beginning of the second mode. (RRBr. at 95 (“The accused GDOSdo
not infi"ingeeven if the ALI and the Commission accepts Chamberlain’s incorrect characterization of the
first four nms as a ‘first mode,’ because the current threshold in any given cycle is only determined in the
beginning of the same cycle rather than in a different mode of operation”).).
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evidence in the record that the 052 Original Gate Operator Products’ “current sensing algorithm”

resembles the “current sensing algorithm” used in the O52GDO Products in terms of continuous

measurement of “information regarding at least some forces acting upon the movable barrier” for

the purpose of continuously updating the claimed “force threshold.” (RRBr. at 109 (“The

accused APeX gate operators (both the previous versions and the current ‘A’ products) rely on a

current sensing algorithm which is substantially different from the current sensing features in

the Accused GDOs”).). Instead, as explained above, in the 052 Accused Gate Operator Products

(Original and Alternative), it appears that the ' "

However, CGI has failed to prove by a preponderance of the evidence that the 052

Alternative Gate Operator Products automatically determine a current “threshold” during the

“first mode” of operation for use in the “second mode” of operation. That is because, in the 052

Alternative Gate Operator Products, the user is shown, and given the opportunity to modify, not

the “threshold” value automatically determined by the system, but instead the “threshold” value

manually set by the user at the beginning of Programming Mode (or, alternately, the system

default threshold value unchanged by the user). (See Tr. (Toliyat) at 968:6-13 (asserting that 052

Alternative Gate Operator Products do “not show[] any delta” and instead “only show[] whatever

[an installer] put[s] in”); RX-0751C (video of operation).). Thus, CGI has failed to prove that

the 052 Alternative Gate Operator Products satisfy element [c] of claim l of the ’O52patent.

c) In the 052 Accused Products, Determined Current
“Thresholds” Are “Force Thresholds” .

According to Nortek, the 052 Accused Products do not infringe because they measure
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current, not force. (RRBr. at 101-104, 113.). Nortek argued that “Chamberlain was aware at the

time that it filed the application for the ’052 Patent that both force sensors and other measures of

resistance existed. However, Chamberlain chose to specifically claim force sensing and

thresholds based on force in the ’052 Patent, and should be held to that choice.” (Id. at 101

(citing in support of this claim only attorney argument from Nortek’s opening statement, found

at Tr. (Bernstein) at 79:4-80: 14, 82:20-83: 11).). In other words, Nortek attempted to draw a

bright line between current and force in view of the ’052 patent.

However, as the Court observed during the Hearing, the evidence does not support

Nortek’s clear-cut current/force distinction. (Tr. (Judge McNamara) at 1013:4-7 (“The

mathematics is about current. But there’s a relationship between force threshold and current.

It’s a common concept in electrical enginecring.”).). Indeed, Nortek’s own post-Hearing briefing

conflated current and force: “current sensing algorithm that continually measures the forces

required in one mode of operation.” (RRBI. at 90.).

Likewise, Nortek’s corporate representatives recognized that motor current was directly

proportional to the force used to move a barrier. (Tr. (Ward) at 602: 16-603:8 (“Q. Sir, by theory

and operation, increased current gives you increased force; right? A. By theory and operation,

yes. Q. Decreased current gives you decreased force; right? That is correct. Q. And that is

a relationship between current and force; right? A. Yes, it is. Q. And it’s a relationship that is

well known in this field; right? A. Yes.”); Tr. (Null) at 882:4-8 (“Q. The amount of current

measured by the LDCO850 during automatic door force set-up is proportional to the magnitude

of force required toimove the door in a given direction; correct? A. That is correct under certain

circumstances.”); JX-0011C (Dillon Dep. Tr.) at 147:16-21 (recognizing that changing a value of

current will change “the amount of force that will cause the gate to reverse”).).
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Indeed, Nortek’s own documents referred to “current” and “force” interchallgeably. (See

CX-0807 (BGU, BGU-D Installation Guide) at l4 (“If the close current load exceeds the '

programmed maximum load range number, the gate arm will stop, reverse, and travel to the full

open position. . . . [A] minimal force will activate a reversal should an obstruction occur . . . .”);

CX-0867 (LDCOt§50Installation Instructions) at 3 (“operator automatically measures the door

force throughout the entire travel of the door each time the operator cycles” and “operator

determines that there is an obstruction if a higher than expected amount of force is detected

during a door cycle” in an accused product that performs this function by measuring current).).

Dr. Subramanian reiterated this view: “the processor actually has sense pins within it,

and those sense pins are used to measure the current in the motor,” and “there is a knowable and

predictable relationship between current and force,” such that “current is . . . commonly accepted

as being a perfect representation of force.” (Tr. (Subramanian) at 399123-401:18, 405:2-406:5

(motor current is information related to force), 406122-407:3 (same).). According to Dr.

Subramanian, it is “a little bit of a strawman to worry about whether [the relationship between

current and force in a motor] linear or quadratic or exponential” because there are “curves” for a

motor that allow a user to “know for a given motor, for this much current, this is the amount of

torque. And then the torque converts to force.” (Id. at 405:2-22; 406:22-40713.).

Nortek relied heavily on the testimony of Dr. Toliyat in support of its current versus force

distinction. Dr. Toliyat testified that the relationship between current and force in devices with

DC motors, such as the 052 Accused GDOs, is captured by “a simplified equation” that treats as

constant a variable (k) that is not constant under all operating conditions. (Tr. (Toliyat) at 953:6­

954:3 (“[I]s the relationship between torque and cturent understood or known for DC motors?

A. There is a simplified equation, which is torque equals kT times I, but for people in the field,
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they know it’s not.”), 952:4-15 (“[C]an you briefly provide your opinions as to whether that -­

whether there is a relationship, and as it applies to DC motors? A. What is shown in here,

torque of a DC machine. At the top it shows the torque is equal to a so-called torque constant,

the flux and the current [T]he majority of undergraduate, people who are not as much in this

field, they take the equation, lower equation, which is torque equals kT times i. They take as a

constant. And that, Ihave spent 30-plus years of my life to determine that k during all those

operating condition [sic], because it’s not constant.”).).

Dr. Toliyat also testified that a person of ordinary skill would not agree that there is a

predictable relationship between current and force in devices with AC motor products at issue in

this investigation, such as some of the accused 052 Accused Gate Operators and 052 DI

Products. (Tr. (Toliyat) at 952117-23: (“Q. Is there a predictable relationship between force and

cunent for AC motors? A. There isn’t really a relationship. We hope —-we are working,

hopefully one day we will be able to find it out, that we can determine the torque or the force

accurately, and in all conditions”); see, e.g., RX-0844.177 (showing no equation for torque as a

function of current in induction AC motors).)

Yet, Dr. Toliyat spoke in generalities, not specifics. He did not say that, in the context of

the 052 Accused Products and O52DI Products, motor current was not a reliable proxy for

applied force. Dr. Toliyat instead testified that motor current was not a reliable proxy for applied

force across the entire spectrum of DC and AC motor operating conditions. Moreover, Dr.

Toliyat provided no explanation for the interchangeable use of “force” and “current” in, for

example, Nortek’s technical documents. Instead, he conceded that three (3) Nortek engineers

testified that force and current are directly related. (Tr. (Toliyat) at 1042124-lO44:l 1.). Thus,

Dr. Toliyat’s testimony on this issue is entitled to little weight and has been given little weight.
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Dr. Subramanian’s explanation was thorough and grounded in the patent and products.

Based on the analysis above, the weight of the evidence proves that, in the 052 Accused

Products, motor current is a reliableproxy for (not merely an equivalent of) applied force.

Indeed, CGI did not raise a doctrine of equivalents argument on this issue.

Nortek also made a related argument that “even if the Commission considers current to

be force, the differential ‘overcurrent’ value [used in the O52Gate Operator Products] is not a

threshold of either force or current; it is a threshold of the difference in current.” (RRBr. at

113.). According to Nortek, in the O52Gate Operator Products, the absolute “current threshold

is only determined in real time during normal operation; the only value saved from one run to the

next is the differential.” (Id. at 110.). Here, Nortek interpreted “force threshold” too narrowly as

limited only to an absolute “force threshold” and not a relative/differential “force threshold.”

Nothing in claim 1 or the specification of the ’O52patent limits “force threshold” in this way.

(See, generally, IX-0003 (’052 patent).). Furthermore, the Markman Order rejected Nortek’s

position: “’[t]orce threshold’ does not relate merely to an analysis of the magnitude of force that

must be exceeded to effect a stopping or reversal of the movable banier, but more generally

contemplates any threshold related to force.” (Markman Order, App. A at 3.).

d) Only the 052 Original Gate Operator Products Satisfy Claim 1

As set forth above, all of the O52Accused Products feature “force threshold” safety

mechanisms that measure motor current and compares it to an absolute or relative (differential)

current threshold to determine whether to stop or reverse a gate or door. All of the 052 Accused

Products satisfy elements [p], [a], and [b] of claim l of the ’052 patent. Likewise, as set forth

above in the detailed descriptions of how the 052 Accused Products operation, each such Product

satisfies element [d] of claim 1 in terms of providing a Wayfor a user to “force threshold
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modification information” for use in the “second mode of operation.”76

However, as shown below in Table No. 6, only the O52Original GateOperator Products

also satisfy element [c] of claim 1. As set forth above, all of the O52Accused Products satisfy

the portion of element [c] requiring “a processor operably coupled to receive information

regarding at least some forces acting upon the movable barrier when the movable barrier is

moving[.]” (JX-0003 (’052 patent), cl. 11). However, for most of the 052 Accused Products,

CGI has failed to prove that a “processor” is “arranged and configured to automatically

determine at least one force threshold during afirst mode of operation for use by the barrier

movement control unit when controlling the motor in a second mode of operation[.]” (Id.

(emphasis added).).

Table No. 6: Summary of Findings With Respect to Whether the 052Accused Products
Satisfy Claim 1 of the ’052 Patent

Automatically

“First Mode of D“t‘*““‘““ a - Determined
. , C t

Operation’and “Th:g::ld,, Current
“Second Mode of . “ . “Thresholds” Are. , During the First

Operation’ Mode” for Use in “Force Thresholds”
the “Second Mode”

No

052 Original GDO Yes YesP d t .m “C S determined at
beginning of

“second mode”

76Nortek suggests that such information must be provided during the “second mode of operation.”
(R.RBr.at 119 (“It is undisputed that when the user adjusts the overcurrent value in the setup function, the
‘+’ and ‘-‘ buttons merely increment or decrement the value by l at a time, and the only value saved in
the ‘open current’ or ‘close current’ programming process is the final value, which is only saved within
the setup process that Chamberlain identifies as the ‘first mode.’”).). Here, Nortek misreads the claim
language, which requires only that the “modification information” be “used,” not provided, “in the second
mode.” (JX—0003(’052 patent), cl. 1.).
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(no DOE)

052 Alternative GDO
Products Yes

N0

Current “threshold”
identified by CGI

determined at
beginning of

“second mode”
(no DOE)

Yes

Under Develo
As discussed above, analysis for the 052Private Label Products and 052

pment is covered by the analysis of the 052 GDO Prod
Products
ucts.

052 Original Gate
Operator Products

Yes Yes Yes

052 Alternative Gate
Operator Products

Yes

No

Current “threshold”
determination not

automatic

Yes

7. CGI’s Representative Product Analysis is Sound

Nortek characterized “Dr. Subramanian’s representativeness opinions for the ’052

Patent” as “unreliable because his testimony lumped together the accused GDOs and gate

operators despite the fact that these two classes of products have completely separate and

unrelated current sensing algorithms and many of the exact issues disputed differ significantly

between them[.]” (RRBr. at 106.). For the O52Products Under Development (which are gate

operators), Nortek asserted that “Dr. Subramanian did not discuss the specific operation of these

products at all other than to assert that the same opinions with respect to the GDOs [, occupying

a different product category,] applied to them[.]” (M4): Nortek also averred that, “[a]lthough

Chamberlain attempted to introduce a ‘corrected’ demonstrative exhibit with source code

citations,” Dr. Subramanian did not “testify about source code on the record. (Id.).
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Tellingly, Nortek did not give examples of where Dr. Subramanian representative

opinions were technically inaccurate. It appears that there is no evidence that Dr. Subramanian

misclassified any 052 Accused Products as represented by the LDCO850 or BGU. Faced With

this dearth of evidence, Nortek attempted to discredit Dr. Subramanian’s representative product

analysis by once again questioning his credibility: “[a]s discussed previously regarding the ’404

Patent, Cha1nberlain’stheories that the LDCO850 is representative of any other product rely

entirely on conclusory assertions that Dr. Subramanian reviewed and compared documents and

source code, which are not credible for the same reasons.” (RRBr. at 106.). This tack fails for

the same reasons stated above in the context of the ’404 patent, namely that, absent a few

apparently isolated and honest mistakes,” Dr. Subramanian was a knowledgeable and

compelling Witnesswhose credibility survived Nortek’s attacks.

B. For the ’052Patent, CGI Satisfied the Technical Prong of Domestic Industry

As shown below in Figure 52, the O52DI Products are CGI gate and commercial door

operator products that can automatically detennine reversal force thresholds and allow users to

modify those thresholds via a potentiometer” on the control board. (CX-0116 (HCTDCU

Installation Guide) at 17-18 (“Force Adjustment” functionality), 24 (user interface for force

adjustment); Tr. (Fitzgibbon) at 207:4-25 (force adjustment in the ’052 DI Products), 204115-22

(“Q. And is there a relationship between these buttons and the force adjustment concepts we

77For example, in the context of the ’O52patent, Dr. Subramanian asserted during the Hearing that the
LDCO850 GDO calculates a force threshold at the end of each up or down cycle. (Tr. (Subramanian) at
1153:13-1 154:1). However, as discussed above, that is not correct. Instead, the LDCO850 GDO
calculates a force threshold at the beginning of each up or down cycle. (Tr. (Null) at 835:20-836110
(function called once per cycle), 833:1-4, 835:8-13 (identifying function calls in source code); RX-1688C
lines 4145, 4183.). .

7*‘A potentiometer is a variable resistor. (Tr. (Subramanian) at 466: 11-12, 1168123-24.).
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talked about earlier? A. Again, when you’ve initially install [sic] it and set your open and close

limits, you Walkthrough a procedure that learns the forces that are necessary for operation. And

then again, you have the same ability in control 8 to post-automatically adjust it.”).).

Table N0. 7: CGI’s 052 DI Products, Including Its HCTDCU Representative Product

SL5B5101U;SL585103U.SL585105U;SL585151U; ‘ ~ V . _ *
i SL5B55D1U; Sl_585503U; SL595101U; SL595I03U;

K1D676‘1~1CO SL595105U; SL595151U; SL595203U; SL5952U5U;
i CSW200101U; SL300D101UL;SL3000501UL1SL595101ULi

SL5El5103ULI SL595105UL§ SL595151UL; SL595203UL;
SL595205UL; CSW2001U1UL; CSW200501UL

LA40ODC; LA4DODCS; LA4OOPKGU; LA412DC; LA412DCS; ‘
K1DBU52—1CC LA412PKGU; LABODDC; LAEOODCS; LASUOPKGU;

LA4001PKGDC; l_A412'IPKGDCj LA5001FKGDC '

K1DBU59-1CC RSL12VDC; R$W12VDC; C5L24VDC; CS‘/\!24VDC ‘

CSL24U; HCTDCU;HCTDCUL;RSL12U, RSW12U;CSt.24UL; ' . I ‘
K1D8389-1CC CSW24UjCSW24UL;RSL12UL‘ RSW12UL; LA4OOPKGUL;

LA40ODC, LA400DCS. LA412F'KGUL, LAEDOPKGUL .

(CDX-0004.0194 (introduced during the testimony of Dr. Subramanian).).

1. CGI’s DI Representative Product Analysis is Sound

CGI alleged that its LiftMaster HCTDCU is representative of all the 052 DI Products in

tenns of operation. (CBr. at 134.). Mr. Fitzgibbon and Dr. Subramanian offered unrebutted

testimony to this effect during the Hearing. (Tr. (Fitzgibbon) at 20.8217-22(“Q. And the force

adjustment features that we just walked through for the HCT, do you have those in mind? A.

Yes. Q. Have you found each of those in each of the manuals for each of the represented

products? A. Yes, I have”); Tr. (Subramanian) at 455:1 1-456:18.).

Mr. Fitzgibbon explained that he used CGI’s product database to identify all CGI

products with a “Force Adjustment” feature and that he reviewed product manuals to determine

which products they described and which circuit board was contained in each operator. (Tr.
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(Fitzgibbon) at 194:8-25, 209: 13-23; see also CX-0116C (HCTDCU Installation Guide) at 42

(identifying K1D8389-1CC Control Board).). Mr. Fitzgibbon also testified that, once he

identified the specific circuit boards at issue, he was able to cross-reference the relevant bills of

material to determine the corresponding circuit board schematics, the specific processor included

on each circuit board, and the specific finnware version that was used by the operator, as shown

above in Table No. 7. (Tr. (Fitzgibbon) at 196.1-197:5; see also cx-0341c at 7 . T is

I - . . .>->- D1 Subrammn explained

that, using the information provided by Mr. Fitzgibbon, he reviewed firmware present in the 052

DI products and confirmed that Force Adjustment source code across all of the O52DI Products

is substantially identical. (Tr. (Subramanian) at 379:2-12, 455:3-456:13; see also Tr.

(Fitzgibbon) at 209:24-21015.).

Nortek argued that the HCTDCU, which uses at DC motor, is not representative of O52

DI Products that use AC, as opposed to DC, motors. (RRBr. at 127.). While Nortek

acknowledged that “there may be a correlation between force and current when all other

variables are held constant” in products using DC motors, Nortek contended that there is “no

relationship” between current and force in products using AC motors. (Id. at 109, 127 (citing Tr.

(Toliyat) at 952: 17-23).). This AC versus DC motor distinction was rejected above in the

context of infringement of the ’052 patent and is rejected here for the same reasons. As was the

case for the 052 Accused Products, the weight of the evidence proves that, in all of the 052 DI

Products, motor current is a reliable proxy for applied force. Notably, a specification for the

Centerpiece Firmware used in the 052 DI Products explicitly states that A f

' (CX-0231C at 112-113.).
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2. Operation of the LiftMaster HCTDCU Representative Product

The HCTDCU representative product features an “Initial Limits and Force Adjustment”

procedure referenced in Figure 52 below. (CX-0116 (HCTDCU Installation Guide) at 17.). A

user initiates the “Initial Limits and Force Adjustment” procedure by simultaneously pressing the

SET OPEN and SET CLOSE buttons on the control board. (Id. (labeled “l”).). Consequently,

V V 7 p H A4 p A ‘L H pp . (CX-0943C (Source Code) at 824,

864-875 (source code); Tr. (Subramanian) at 622:4-ll (describing initial setup).).

Next, new travel limits are set according to steps 1-5 shown below in Figure 52. (CX~

0116 (HCTDCU Installation Guide) at 17 (listing steps).). Once those limits are set, in step 6,

during the next open and close cycle, the 052 DI Products automatically determine a i

_ K which “automatically sets the force.” (CX-0116 (HCTDCU Installation Guide) at 17

(“Cycle the gate/door Open and close”); CX-0231C (Firmware Specification) at 113i ~7 I

¢

(Subramanian) at 462:24- 463:l4 (describing automatic determination of aip it
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Figure 52: Installation Guide for the HCTDCU Representative Product Showingthe
Procedure for Setting “Initial Limits and Force Adjustment”

lNTRODUCTlON

Your operator is designed with electronic controls to make travel limit
and force adiustments easy. The adjustments allow you to program
where the gate/door will stop in the open and close position. The
electronic controls sense the amount of tome required to open and close
the gate/door‘ The lorce is adjusted automatically when you program the
limits but should be litre lunec using the REVEHSALFORGEdial on the
control board (refer to Fine Tune the Force section) to compensate tor
environmental changes. The limit setup LEDs (located next to the SET
OPENand SET CLOSEbuttons) indicate the status oi the limits, refer to
the table to the right.

the limits can be set using the control board (below) or a remote control
(rater to Limit Setup with atRemote Control in the Programming section).
Setting the limits with a remote control requires a 3-button remote
control programmed to OPEN. CLOSE. and STOP.

NOTE: The Test Buttons on the cant/oi board willnot work until the limits
have been sot.

INITIAL LIMITS AND FORCE ADJUSTMENT

The gate/door MUSTbe attached to the operator boloro setting the
limits and lnrce.

1. Press and release the SET OPEN and SET CLOSE buttons

simultaneously to enter limit setting mode.

2. Press anti hold one ol the MOVEGATEbuttons to move the gate/door
to the open or close limit

3. Press and release the SET CLOSE or SET OPEN button depending on
which limit is being set.

4, Press and hold one ot the MOVEGATEbutton to move the gate/door
to the other limit.

5‘ Press and release the SET CLOSE or SET OPEN button depending on
which limit is being set.

6. Qjflifithe gale/door open and close. This automatically sets the force.

When limits are set properly the operator will automatically exit limit
setting mode. ­

(CX-0116 (HCTDCU Installation Guide) at 17.).

According to CGI, in the 052 DI Products, the claimed “first mode” ends following step

gggmtg|§,§_,r=t1e=_trr-tnrrrrtmt pexeutltlrtnltl E

oer IDFF [nonrvmt MODE ‘Limits are set.

BLlNKlNG BLlNKlNG LIMIT SETTING MODE Limits are not set

BLlirlK||\lG I LIMIT SETTING MODE Open limit is not set~»__~> ION nnnnn W W ' ' ' .

ON g BLlNKlNG LIMIT SEWING MODE Close limit is not set.

on ion [tit/in sermto MODElttmns are set.

uavlz

GAY:H
sETneat

MOVQ
GATE

SE1 OPEN

6. (CBr. at 138-39.). CGI asserted that the claimed “second mode” comprises subsequent runs

during which thelp p M Mp can be modified using a potentiometer and used to control

the motor during normal operation of the door or gate. (Id. (citing Tr. (Subramanian) at 464: l2­

l4 (“Q. S0 in the DI products, the normal operation, that’s the second mode? A. Yes.”).).
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_. (CX-0943C (Source Code) at 737, lines 616-617 (i,

VV“), 775-781 ( j L L 1), 953-s9( ~

. (Id. at s24i

6. (Id. at 955-57( A

. (Id. at 847-60; Tr. (Subramanian) at 462112-20E V

1.). The

).

The, has two characteristics critical for evaluating whether the 052 DI

Products practice claim 1 of thc ’052 patent. First, the LWVi ' ~“ A I 6* 5

. (T1 (T°1iYa‘)at 98°16'17(‘h°i

A A -A %)§RDX-1°01-0103;

CX-023lC.0ll4(exp1aining A» A 7 i).).

According to CGI, this is analogous to “Automatic Door Force Setup” used in Nortek’s 052

Accused GDO Products and 052 Products Under Development. (CBr. at 138.). Second, a final
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“force threshold” in the O52 DI Products is not thei l LItbut instead isl " ‘

L L l L ~)LL (CX"°231C(Fi1’mWaY°

Specification) at 114; Tr. (Subramanian) at 463125-464123(describing calculation and

adjustment of the reversal force threshold during a second mode of operation); RX-0712C

(Source Code) at 113.). In other words, a final “force threshold” in the O52DI Products is

calculated during the “second mode” I ' X

This final “force threshold” calculation may be adjusted by user input. As shown below

in Figure 53, the HCTDCU Installation Guide explains that “[i]f the gate/door stops or reverse

before reaching the fully open or closed positions, increase the force by turning the force control

slightly clockwise.” (CX-'0116 (HCTDCU Installation Guide) at 18.).

Figure 53: Installation Guide for the HCTDCU Representative Product Showingthe
Procedure for “Fine Tun[ing] the Force” by a User

FINE TUNE THE FORCE

The REVEHSALFORCEDIALon the control board is used tor tinetuning
the force in cases where wind or environmental changes may attest the
gale/‘door travel.

Based on the length and weight ofthe gate/door it may be necessary to
make additional force adiusiments. The force setting should be high
enough that the gate/door will not reverse by itsell nor :ause nuisance
interruptions. hut low enough to prevent serious iniun; to a person. The
force sell ng is the same for both the open and close gate/door
directions,

1. Open and close the gale/door with the TESI BUTTONS.

2. it me gate/rloor stops or reverses before reaching the fullyopen or
closed position, increase the force by turning the force control slightly
clockwise.

3. Penorrn the “Obstruction Test“ after everytorce setting adjustment
(see below].

(CX-0116 (HCTDCU Installation Guide) at 18.).
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_ During nonnal operation of the 052 DI Products, the H Kp WVVV W it HM V V:

V myV H (Tr. (Subramanian) at614:4-10

(. ,),614:11-61s¢25( ‘ r I

p H W‘); RX-07l2C.Ol13 at line 6409.). Inparticular, the;_p “ g

t ,_ _ (TY~(S“bYamania11)at

62014"3;S@@"lS°613=25‘614¢3Q.tl at , W

3. The LiftMaster HCTDCU Representative Product Satisfies Claim 1 of
the ’052Patent

CGI is correct that, for the purposes of claim 1, CGI’s HCTDCU is analogous to Nortek’s

LDCOSSOand that HCTDCU’s “Initial Limits and Force Adjustment” procedure is analogous to

the LDCO850’s “Automatic Door Force Setup.” (See CBr. at 138.). As discussed above, both

products perform current measurements over every cycle and use measurements from an

immediately completed cycle to calculate, at the beginning of the next cycle, a “force tlueshold”

used by an obstruction protection feature. As was the case in the context of the LDCO85()

satisfying elements [p] - [b] and [d] of claim 1, here, the HCTDCU satisfies the same elements

for the reasons set forth below. However, as discussed below, the HCTDCU (unlike the

LDCO850) also satisfies element [c] of claim 1 because, here (unlike in the context of the

LDCO850), CGI argued that the, pP p was a claimed “at least one force threshold”

automatically determined during a first mode for use in a second mode.” (CB1:at l41~42.).

The 052 DI Products satisfy element [p] because they are apparatuses for moving a

barrier such as a gate. (CX-0116 (HCTDCU Installation Guide) at 8 (showing a typical
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insta1lation).). The 052 DI Products are configured to be connected to a movable barrier. (Id. at

8§CXF°636C<...-. .. .-.. rn...-.-.....r .--c-.rJ;T“(S"bYmnm“w®€"45619'

457:15 (“[W]hat shows [sic] here is that it can be comiected to an overhead gate [or] a heavy

industrial door.”).

The 052 DI Products satisfy element [a] because they are motor-driven devices with a

motor operably coupled to the movable barrier. (CX-0116 (HCTDCU Installation Guide) at 10­

12 (motor coupled to a door via rail); Tr. (Subramanian) at 457: 16~458:1(explaining interaction

between rail, trolley, and motor).). When the motor is activated, its drive shaft applies force to a

sprocket that moves a trolley attached to a rail and the door arm. (Id.).

The 052 DI Products satisfy element [b]. For example, the representative HCTDCU

contains a KIDS389-ICC main control board that contains a processor capable of controlling the

motor that is coupled to the movable barrier. (CX-0116C (HCTDCU Installation Guide) at 24

(diagram of control board); Tr. (Subramanian) at 455:2l-24f ‘ ’

_‘ p V pHp H .). The motor is coupled to the control board via a cable that attaches directly

to both devices. (CX-01 l6C (HCTDCU Installation Guide) at 41 (illustrating electrical

connection to motor); Tr. (Subramanian) at 459:4-21.). The control board is capable of sending

commands to the motor that cause the motor to open and close the barrier, and of receiving

information about the motor operation. (Id; see also CX-0231C (Finnware Specification) at ll2­

U4C-n-..--,.Mh-.-guamrnuarrh,MaWrhMQ;W;§M9) '

The 052 DI Products satisfy element [d] because they include a reversal force

potentiometer that a user can adjust up or down. (CX-0116 (HCTDCU Installation Guide) at 24;

Tr. (Subramanian) at 466:6-14.). The N 4 I
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231C (Firmware Specification) at ll4; Tr. (Subramanian) at 466:l5-19.). it -L; A 1 .

H V (CX-0231C (Finnware Specification) at 114; Tr. (Subramanian) at 463:25­

465:l (describing calculation and adjustment of the reversal force threshold during a second

mode of operati0n).). As explained above, at 1 , , V My if

Q. (Id.).

Noitek did not dispute at that the HCTDCU representative product satisfied elements [p]­

[b] and [d], and, thus, has waived any such argument pursuant to Ground Rule 10.1.

Instead, Nortek raised three arguments for why the HCTDCU representative product did

not satisfy clement [c]. (RRBI. at 120.). Each of these arguments mirrors arguments rejected

above in the context of alleged infringement of the 052 Accused GDO Products.

First, according to Nortek, there is one mode of operation in the HCTDCU, not a “first

mode” and a “second mode,” because the; 1 1' ' 1 ‘ 1

H W (RRBr. at 120.). Yet, as explained above in the section addressing operational

details, . i . ' i s i g

.Thus,that~_7

I ' K ~ 1.“. v

Second, Nortek argued that, in the HCTDCUQH V Lppppp p 1 values are not

thresholds, because they are “not used to detennine Whethera reversal should occur.” (RRBr. at
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125.). In essence, Nortek asserted that the claimed “force threshold” must be a final “force

threshold” and not any of its constituent parts, which may themselves be “force thresholds.” Yet,

claim 1requires the determination of “at least one force threshold” in the “first mode,” not a final

“force threshold.” Also, “force threshold” was construed broadly: “‘[i]orce threshold’ does not

relate merely to an analysis of the magnitude of force that must be exceeded to effect a stopping

or reversal of the movable barrier, but more generally contemplates any threshold related to

force.” (Markman Order, App. A at 3.). Finally, even applying Nortek’s own faulty

construction of “force threshold,” Nortek is just plain wrong because, as explained above,

_ values are “used to determine whether a reversal should occur.’.’ In short, CGI

argued, and the evidence proves, that values are “force thresholds”

automatically determined during a “first mode” for controlling the motor in a “second mode.”

Third, Nortek recirculated its argument that the HCTDCU measures and sets thresholds

based on current, not force. As explained above, the preponderance of the evidence proves that

motor current is a reliable proxy for (not merely an equivalent oi) applied force. Indeed, a

V l V t t to t it zit (CX-°231Ca‘112"113-)~
1

Thus, CGI has proven by a preponderance of the evidence that the O52DI Products

satisfy claim l of the ’052 patent.
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C. Invalidity .

1. Invalidity Overview: Nortek Proved That Claim 1 of the ’052Patent
Is Obvious”

For the reasons set forth below, Nortek has proven by clear and convincing evidence that

claim 1 of the ’052 patent is invalid as obvious. The record evidence proves that in the context

of movable barrier apparatuses, automatic detennination of force thresholds was Well-knownin

the alt, as was adjustment of force thresholds via user manipulation of potentiometers. The

purported novel act of putting the two together was merely a predictable variation on what

already existed for the reasons set forth below.

2. Prior Art Identified by Nortek

Nortek argued that claim 1 was obvious over a prior art patent, alone or in view of a prior

art system and prior art admissions found in the ’052 patent. (RBr. at 57.). The prior art patent

at the center of No1tek’s obviousness argument is U.S. Patent No. 4,625,291 (“Hormann ’29l”).

(RX-1028 (addressed at RBr. at 57-58).). The prior art system is the OSCO system discussed

above in the context of the ’223 patent. (RBr. at 58.). The priority date for claim 1 of the ’052

patent is April 11, 2002, the “dateits underlying application was fi1ed.8° (IX-0003 (’052 patent),

Cover.). As Nortek noted, both Hormann ’29l and the on-sale dates of the OSCO system pre­

79In its Response to the’Complaint, Nortek alleged that “[a]ll asserted claims of the Asserted Patents are
invalid for failure to meet one or more of the requirements set forth in Title 35 of the United States Code,
including Sections 101, 102, 103, 112, and/or 116.” (Resp., Affirmative Defenses at W 3, 11.). In its Pre­
Hearing Brief, Nortek did not raise any arguments that the ’052 patent was invalid tmder 35 U.S.C. § 102
or § 116. Thus, any argument on these issues are deemed abandoned or withdrawn under Ground Rule
7.2. Additionally, in its Initial Post-Hearing Brief, Nortek failed to address any allegations that the ’052
patent is invalid under 35 U.S.C. § 101 and 112. Accordingly, any argument on these issues are deemed
Waived under Ground Rule 10.1.

8°After raising a priority date issue in its P1-e-HearingBrief, CGI dropped the issue in post-Hearing
briefing and thus waived any argument on the issue pursuant to Ground Rule 10.1. (CPBr. at 148-49; see,
generally, CRBr. (failing to address priority date issue for ’052 patent).).
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date this priority date by more than a year and, thus, are prior art under § l02(b). (RBr. at 56.).

a) Primary Prior Art: Hormann ’291

Hormann ’291 is entitled “Process for Monitoring a Driven Movable Door or the Like.”

(RX-1028 (Hermann ’291), Cover.). There is no dispute that Hormaim ’291 was not cited or

considered during the prosecution of the ‘O52Patent._ (JX-0003 (’052 patent), Cover.).

Moreover, during the inter partes review of the ’052 patent initiated by Nortek,81the PTO never

considered the validity of the ’052 patent in view of Hormann ’29l.82 (RBr. at 62-63.).

There is considerable overlap in terms of content disclosed in Hormann ’29l and the ’052

patent. Both address employing “force thresholds” as a safety feature in the context of movable

barrier systems. For instance, Honnann ’29l focuses on varying “the threshold of the value used

for the safety switching of the power drive” “in accordance with the position of a door being

driven” or, stated another way, “alter[ing] the threshold value used to switch off or reverse the

drive according to the position of the a door along its track.” (RX-1028 (Honnann ’29l) at 2:4­

6, 7-9.). The ‘O52patent raises the same issue: “a plurality of force thresholds can be

determined, wherein each force threshold corresponds to a particular zone that the movable

barrier ll traverses[.]” (JX-0003 (’052 patent) at 3:40-43.). This similarity is depicted below in

8‘According to CGI, during this Investigation, Nortek filed a petition for inter partes review of the ’052
patent in which it offered a combination of two prior art references: U.S. Patent No. 5,218,282 in
combination with U.S. Patent No. 6,107,765. (CBr. at 43.). The PTAB denied institution, finding that the
combination was “insufficient because it does not provide an adequate reason for a skilled artisan to
combine these features as required by independent claim[] l[.]” Nortek Security & Control LLC v.
Chamberlain Group, Inc., l_PR2Ol8-01793,2019 WL 1160804, at *6 (Mar. 1, 2019). (Tr. (Fernald) at
l 124:9-1 12923.).

82CGI acknowledged that while “No1tek’s Post-Hearing Brief merely rehashes an obviousness argument
that has already been twice rejected by the Patent Office,” “Nortek’s current formulation involves
different prior art references[.]” (CRBr. at 41.). To be clear, what the PTO has done in the past in tenns
of assessing obviousness of claims of the ’052 patent, i.nview of completely different prior art references
than the ones presented here, has little to no bearing on the analysis set forth herein.
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Table No. 7.

Table No. 7: Hormann ’291 (left) and the ’052 Patent (right) Disclosing Force Thresholds
That Vary Depending on the Position of the Door as It Proceeds Along Its Track

Fig. 2 in Hormann ’291 ‘052 Patent
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“Turning now to FIG. 2, a diagram of the drive
force F plotted against the door position S is
shown. As can be seen in FIG. 2, one can
observe that the drive force required to
adequately move the door varies depending
on the position of the door along its track.
Line 13 in FIG. 2 corresponds to the
characteristic curve which describes a possible
varying drive requirement compared to the
instantaneous position of the door as it is
moved from an open to a closed, or vice versa,
position. The dotted line 15 generally tracks
the shape of the curve 13, but indicates a
slightly higher force for each position S. The
difference between line 15 and line 13 will be
described as AF. Line 14 in FIG. 2

illustrates the [non-variable] threshold design
used in conventional systems.” (RX-1028
(Hormann ’291) at 3:12-42 (emphasis
added).).

“Referring momentarily to FIG. 3, if desired, a
‘plurality of force thresholds can be
determined, wherein each force threshold
corresponds to a particular zone that the
movable barrier 11 traverses during
controlled movement. As the movable
barrier 11 moves through each zone,
different forces can and will typically act
upon the barrier 11 in full or partial
opposition to the intended direction of
movement and/or in correspondence with the
intended direction of movement. As depicted
in FIG. 3, each of the four zones has a
corresponding extemal force 31-34 acting
upon the movable barrier 11. By sensing each
force for each zone, a corresponding force
threshold can be detennined that better
corresponds to each zone of movement.” (JX­
0003 (‘O52 patent) at 3:40-50 (emphasis
added).).

As shown below in Figure 54, like the ‘O52patent, Honnann ’291’s system comprises an

overhead garage door driven by a motor (electric motor 9), a drive assembly (drive assembly 7),
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control unit (10) coupled to the motor (9) and comprising a processor (e.g., comparator circuits

17 and 31), and sensors to sense torque or power consumption of the motor. (RX-1028

(Honnann ’291) at 2:53-3:11, 3:60-63, Figs. 1, 3; RDX-1002C.0028-29; Tr. (Fernald) at 1077:5­

14, 1078116-1079:12.). CGI does not dispute this. (CRBr. at 41-49.).

Figure 54: Figure 1 of Hermann ’291 (left) and Figure 1 of the ’052Patent (Right) Each
Showing a Moveable Barrier, a Motor, and a Control Unit, With the Only Relevant

Difference Being That Figure 1 of the ’052 Patent Discloses a User Control (18) (Shown in
Yellow)for User-Directed Force Threshold Adjustment
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(RX-1028 (Hormann ’29l) at Fig. 1; JX-0003 (’052 patent) at Fig. 1.).

Like the ’052 patent, Hormann ’291 discloses a movable barrier system that seeks to

improve safety by comparing stored and real-time force data. (RX-1028 (Hormann ’291) at

Abstract; Tr. (Femald) at l076:14-23.). As shown below in Figure 55, Hormann ’291 teaches a

“first mode of operation” or leaming mode during which switch 21 is set in the “up” position so

that Shift Register (“SR”) 1 can automatically store measurements of the force (F) required to

drive an overhead garage door as it travels through each position in an up or down cycle.“ (RX­

33Box 16 (an analog-to-digital converter) simply converts the analog Force Measurement from Input A
into a digital value. (RX-1028 (Hormann ’291) at 4:29-33.).
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1028 (Hormann ’29l) at 3:12-22, 3:56-66, 4:29-40, Fig. 3, Tr. (Femald) at 1077216-1078112.).

The evidence supports a finding that a person of ordinary skill in the art would treat these

measurements (F)84as “force threshold” values automatically determined during a “first mode of

operation” for use in a “second mode of operation.”85 As Honnann ’29l explains, prior art

systems were “designed such that any increase in the driving force, than normally necessary to

move the door [i.e., measurements of the force (F)], will cause a switching action such as to

reverse or stop the door.” (RX-1028 (Honnann ’29l) at 1:32-35.). Thus, measurements of the

force (F) necessary to move the door were treated as threshold values in the prior art. This is

also consistent with how “[f]orce threshold” was construed in this Investigation as “generally

contemplate[ing] any threshold related to force.” (Markman Order, App. A at 3.).86

Homnann ’29l also teaches a “second mode of operation” or normal operation mode

during which switch 21 is set in the “down” position so that SR 1 can provide itsistored force (F)

values to “subtracting circuit 17,” where they are compared to force values measured in real V

time. (RX-1028 (Hormann ’29l) at 3:27-38; RDX-l0()2C.O032; Tr. (Fernald) at 1081:33­

l082:9.). In this way, for myriad positions of the door as it makes its way along its track,

*4There is some confusion with respect to Whatmaps to the claimed “force threshold” in Hermann ’29l.
According to Hon-nann ’29l, “AF describes the threshold value with which accident prevention devices
should ideally operate.” (RX-1028 (Hormann ’29l) at 3:26-27.). Nortek suggests that the “force
threshold” is F-l-AF.“(RBr. at 57-58.). Nortek also suggests that F, alone, is the “force threshold.” (Id. at
60-61 (“processor is ‘arranged and configured to automatically determine at least one force threshold
during a first mode of operation’ because when a switch (Fig. 3, item 21) is in a storage position,‘force
measurements received via input A are storcd in a shift register (SR 1) 18 as a force profile.”).).

$5As explained above in the context of infringement, element. [c] of claim l requires only the
determination of “at least one force threshold” during a “first mode” “for use” in a “second mode.” (IX­
0003 (’052 patent), el. 1.). Nothing in claim l requires the calculation of a final “force threshold” value
during the “first mode.” (Id.). '

B6CG1benefitted from this broad construction in the context of infringement. The same claim
construction must be applied here in the context of invalidity.
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I-lonnann ’29l ’s system monitors and evaluates any increases in force required to drive the door

in real time as compared to stored force values set during the leaming mode.

Figure 55: Figure 3 of Hormann ’Z91
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(RX-1028 (Hormann ’291) at Fig. 3.).

Like the ’052 patent, Hormann ’291 teaches a force differential (AF) that indicates a force

level above the stored, automatically measured force values at which to pause or reverse a door.

“Ideally, safety requirements would indicate that when the force required to move the door

exceeds a slight value, AF as described, the driving system supplying the force should be

reversed or shut-off to prevent damage or injtuy.” (RX-1028 (Honnann ’291) at 3:33-37; see

also RDX-l002C.00342; Tr. (Fernald) at 1081:33-1082:9.). This operates as follows in Hormann

’291: during a “second mode of operation” or normal operation mode, the difference between

stored force (F) values and newly measured force values are compared against AF values in
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comparator 31 for myriad positions along the length of the track. 87 (RX-1028 (Hormann ’291)

at 3222-27, Fig. 2; RDX—l002C.0028—3l;Tr. (Fernald) at 1077116-1078112, 1079213-1081219.).

If the difference is less than AF, nothing happens. (RX—l028(Hormann ‘291) at 5:11-14.). If the

difference is greater than AF, the door stops or reverses.88 (Id. at 5:14-21.).

‘Hormann ’291 also teaches setting and modifying AF. In particular, when switch 23 is

set in the “up” position, SR 2 can store values of AF: ’

By operating the change over switch 23, the storing input of the shift register 19
can be connected in a similar manner to a storing terminal H in order to store or
change the AF values. In this fashion, it is possible to record new values of AF
which may be desired after changing operating conditions of the door, or for any
other reason it may be desired.

(Id. at 4:41-47.).

Hormann ’29l also discloses setting values of AF before the “second mode of operation”:

If the force required for the unobstructed normal operation is entered into the shift
register 18, the switch 21 is connected to line 20. Assuming the values of AF are

37Horrnann ’291 keeps the whole system in lockstep by pulling thecorrect F and AF values from
memory, and by comparing them to the correct real-time force data, using “Distance Measurement”
provided at input B. “A signal representing the distance travelled by the door along its track, which is
signified by axis S in FIG. 2, is in the form of a pulse signal as applied to circuit 10 through connecting
terminal B shown in FIG. 3. This pulse signal, which represents an increment in the value of S in FIG. 2,
is sent to the stepping input of a function storage component in the form of a shift register 18. The output
signal of the shift register is sent to a second input E of the subtracting circuit 17. The S value pulse
signal fed in at B is sent parallel to the stepping input of other shift register 19 in which the difference
value AF is stored. It will be appreciated that AF can be set at any value which the particular design
would indicate. It is not necessary to store a fixed value of AF in shift register 19. lt is possible that AF,
as described in FIG. 2 as the difference value at any point S of line 15 and line 13, may be varying over
the length of the curve so as to provide greater or less margins of safety at various positions of the door as
desired.” (RX-1028 (Honnann ’291) at 4:1-20.).

*3In particular, “[t]he door position-dependent corresponding values for AF are feed to input G of
comparator 31. No signal appears on the output of the comparator circuit 31 as long as D minus E is
smaller in absolute value than the corresponding position~dependent value AF. However, if the
difference ... exceeds the position-dependent corresponding value of AF, a signal which interrupts the
current supplied to the drive motor 9 appears at the output C of the comparator circuit. It is, of course,
also possible to induce a reversal of the direction of the door by motor 9.” (RX-1028 (Hermann ’29l) at
5:10-21.).
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already stored, the device is now ready to monitor the movement of the door leaf.

(Id. at 4:48-52.).

What Hormann ’291 lacks is an explicit disclosure of a user-manipulable force

differential AF (“user manipulable force threshold modification control”). As shown above in

Figure 55 and below in Figure 56, while Hormann ’29l discloses modifying AF values, it does

not identify any particular way of doing it. Instead, Hormann ’291 discloses a circuit input H for

AF values and leaves open who or what provides those values. (Tr. (Fernald) at 1083:4-ll (“Q.

. . . So where does the information originate? A. Hormann leaves the details of providing that

to the user, except he states ‘it is possible . . . to record new values of delta F”).). In this way,

circuit input H (for AF values) stands in stark contrast to circuit inputs A (force measurement

values) and B (distance measurement values) shown above in Figure 55 and below in Figure 56.

As shown above in Figure 55, inputs A and B are explicitly fed values from drive assembly 7,

While the source of circuit input H is left unspecified.
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Figure 56: Circuit Inputs Portion of Figure 3 of Hormann ’291 Showing Specified Sources
for Inputs A and B and No Specified Source for Highlighted Input H

16

A 1

FORCE .. = 5

MEASUREMENT ;

21

B
DISTANCE

MEASUREMENT

~‘“I
FE HM

Y0:

‘EH 23 8

(RX-1028 (Hormann ’29l) at Fig. 3.).

This omission is significant. Horinann ’29l would anticipate claim l if it disclosed that

input H were fed a user-manipulable source of AF values. This is because, based on the above

discussion, Hormann ’29l discloses every other element of claim l. In other Words,Noitek has

proven by clear and convincing evidence that Hormann ’291 discloses elements [p] —[c].Z9

Hormann ’29l also discloses the part of element [d] that requires manipulation of force threshold

values for use in the “second mode of operation.”

89CGI did not dispute that Hormaim ’291 satisfied elements [p] ~ [b]. While CGI did argue that
Hermann ’291 failed to disclose elements [c] and [d], a close examination of CGI’s Post-Hearing Reply
Brief reveals that CGI trained its critique at element [d] and, in particular, the lack of user manipulation
associated with the source of AF values. (See CRBr. at 44v-45(“Hormann fails to render obvious
limitations l[c] and 1[d] of ’052 patent claim l because it does not teach or suggest any ‘user manipulable
force threshold modification control’ that can adjust an ‘automatically determine[d] force
threshold.”’).).
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Against this backdrop, the critical issue for validity of claim l of the ’052 patent is

whether a solution involving user manipulation of force threshold values was known in the art,

such that a person of ordinary skill in the art would have been motivated to apply that solution to

input H in Hormann ’29l with a reasonable likelihood of success. As set forth below, such a

solution existed in the form of potentiometers.

b) Secondary Prior Art: Known Potentiometers and OSCO SLG
System

According to Nortek, potentiometers were a well-known form of user input to manipulate

force thresholds. (RBr. at 58.). For example, the ‘O52patent states the following in the context

of user manipulable force threshold modification control 18:

This user control 18 can be, for example, a potentiometer as well understood in the y
art or, if desired, any other analog or digital input mechanism, including but not
limited to DIP switches, analog-to-digital switch interfaces, touch screens, cursor
controls, voice actuated mechanisms, and so forth.

(JX-0003 at 3:9#l4; see also RDX-l002C.0036; Tr. (Fernald) at 1083:l7~l084:l.).

It also appears that the prior art contained potentiometers for gate installers to use to

manipulate force thresholds. Starting in March 2000, the OSCO system allowed a user (e.g.,

installer) to adjust a force thresholdgo using a potentiometer. (Tr. (Ward) at 559:6-561 :2, 562: l 7­

18 (explaining introduction of programmable rnicrocontroller to meet the UL 325 Standard

behavior requirements), 562119-564:1, 566:l5~568: l, 568: 10-569:10 (explaining differential

current sensing algorithm), 570:7-571 :15 (discussing control board and potentiometers); RX­

l474 (OSCO SLG Guide) at l2 (showing potentiometer); Tr. (Fernald) at l084:6~l085:8.).

OSCO used the same logic and the same control board across its entire line of swing and slide

9°The prior art OSCO system used a differential value to track not absolute current, but instead changes
in current, during operation. (Tr. (Ward) at 568: l0-5 69:10.). In the infringement section above, a similar
differential value was fotmd to qualify as a “force threshold” in the context of the ’052 patent.

Page 246 of 288 A



Public Version

gate operators, including the representative OSCO SLG gate operator. (Tr. (Ward) at 570:7­

571:7, 573223-574:2.). Former OSCO employee Kevin Ward’s testimony regarding the

operation of the SLG and its current sensing algorithm was corroborated by contemporaneous

user manuals and software specifications. (See, e.g., RX-1474 (OSCO SLG Guide); RX-1465C

(Specification for the OSCO Microcontroller-based Gate Operator Control) at 32-35 (inherent

safety processing).).

However, as CGI noted, it appeared that the OSCO SLG gate operator did not

automatically measure force values and manually adjust them. (CRBr. at 44.). Instead, when the

user tumed a potentiometer, the value adjusted was a factory default value. (RX-1474C (OSCO

SLG Guide) at ll (“When the gate operator leaves the factory, it has been preset for a relatively

light gate function and will require additional adjustment.”).). CGI characterized this as a

“purely manual approach [that] stands in contrast to Hormann 291’s purely automatic approach.”

(CRBr. at 441“).Nortek did not rebut CGI’s characterization. This makes sense because if the

prior art OSCO SLG gate operator had automatically determined “force threshold” values, it

would have anticipated claim 1 of the ’052 patent for the same reasons why the O52Original

Gate Operator Products satisfy that claim, as set forth in the infringement section above.

Nevertheless, based on the above, a person of ordinary skill in the art would have j

appreciated that potentiometers like the ones used in the OSCO SLG system were a well-known

solution for the manipulation of force thresholds. Potentiometers also happened to be a manual

solution that required user input.

3. Claim 1 of the ’052 Patent Is Obvious

CGI argued that “the ’052 patent teaches a solution in which a threshold is automatically

determined and a user interface allows for manual adjustment of the automatically determined
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threshold.” (CRBr. at 42 (citing JX-0003 (’052 patent) at 2:9~29).). CGI argued that this

combination was not obvious as of the April 2002 filing date of the ’O52patent. (Id.). The

ultimate question of obviousness is a question of law, but “it is well understood that there are

factual issues underlying the ultimate obviousness decision.” Richards0n- Vicks,l22 F.3d 1476,

1479 (Fed. Cir. 1997) (citing Graham v. John Deere Co. of Kansas City, 383 U.S. 1, 17 (1966)).

CGI raised several arguments in support of its position that claim 1 is not obvious in light

of Hormann ’29l alone or a combination of Hormann ’29l and the OSCO SLG system. First,

CGI asserted that Hormann ’291 “does not teach or suggest any ‘user manipulable force

threshold modification control’ that can adjust an ‘automatically dete1mine[d] . . . force

threshold.”’ (CRBr. at 44-45.). As stated above, the record is clear that Hormann ’29l does not

teach user-modifiable force thresholds. However, CGI went further and suggested, based purely

on attorney argument, that “Hormann’s use of terms like ‘record’ and ‘new values”’ in the

context of modifying AF “compels the conclusion that a user would re-use the same automatic

method used to ‘record’ the values in the first place.” (ld.). Contrary to CGI’s characterization,

there was no “first place.” Hormann ’29l is silent on how to record AFvalues in the first place

or subsequently to update them. (See, generally, RX-1028 (Hormann ’291).).

CGI also argued that Nortek’s reliance on the discussion of potentiometers in the ’052 ~

patent is “a classic application of hindsight bias” insofar as Noitek was purportedly using “the

asseited patent as a roadmap for its proposed obviousness theory[.]” (CRBI. at 46.). Here, CGI

conflated the purported novelty of the ’052 patent (combining automatic force thresholds with

manual force threshold adjustments) and the ’052 patent’s discussion of the prior art. It is clear

from the’052 patent’s framing of the prior art (and from the existence of the OSCO SLG system)

that CGI did not invent manual force threshold adjustments using potentiometers. Whether what
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CGI purportedly did invent was obvious depends on how a person of ordinary skill in the art

would have seen the prior art landscape and possibly been motivated to modify Honnann ’291.

CGI’s next argument was that Nortek “assumes that a [person of ordinary skill in the art]

would have been motivated to apply [potentiometers] to Hormann merely because they were

known in the prior art.” (CRBr. at 46.). That is false. Nortek made clear that the motivation of a

person of ordinary skill in the art to add potentiometers to Honnann ’29l was the gaping hole at

input H shown in Figure 3 of Honnann ’29l. (RBr. at 62 (“Therefore, Hormami ’291 itself

suggests this claim element because it would be obvious to a POSA in view of the teaching to

change the AF for changing operating conditions that a user would make that modification, and

would need some type of input means to do so, and the ’052 Patent itself that potentiometers

were a well-known means in the art to provide such inputs”); see also Tr. (Femald) at 108314-1l

(“Q. . . . So where does the information originate? A. Hormann leaves the details of providing

that to the user, except he states ‘it is possible . . . to record new values of delta F”).). If a person

of ordinary skill,wanted to build the system disclosed in Honnann ’29l, he or she would need to

find a source of AF values to connect to input H. What Nortek contended is that potentiometers

were already used in the art to provide those very same values.

Additionally, in its discussion of the prior art, the’052 patent identified Whya person of

ordinary skill in the art would have gravitated toward a manual solution for sourcing AF values,

such as the potentiometers already used in the art, and away from an automated solution.

[A]t least for some applications (such as, for example, moveable barrier operators),
automatic calibration often does not provide the calibration most suited to a
particular setting. Fiuthermore, even if properly calibrated in the first instance, the
appropriate calibration settings may change over time as the physical conditions
change (due to, for example, friction and wear, age, temperature, maintenance.,
temporary (or permanent) physical impingements, and so forth).
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(JX-0003 (’O52patent) at 1:27-35.).

In other words, in the’052 patent specification, CGI was describing a prior art problem

that already had a prior art manual solution in the form of potentiometers. “Granting patent

protection to advances that would occur in the ordinary course without real innovation retards

progress and may, in the case of patents combining previously known elements, deprive prior

inventions of their value or utility.” KSR, 550 U.S. at 419.

CGI also asserted that a person of ordinary skill would not have combined Hormann and

the OSCO SLG, or had a reasonable expectation that the combination would be successful.

(CRBr. at 47.). CGl’s point is valid. Hormann ’29l discloses automated force threshold

measurements with unspecified force threshold adjustments. By contrast, OSCO SLG discloses

default force threshold values with manual force threshold adjustments. Nortek did not provide

clear and convincing evidence that a person of ordinary skill in the art would combine these

approaches. Indeed, as CGI argued, based on the record evidence, such aperson very well may

have viewed the references as disclosing alternate approaches. (Id. at 46.).

CGI’s related argument that, in all likelihood, a person of ordinary skill in the art would

not have been reasonably successful combining Hormarm ’29l and a prior art potentiometer to

provide modified force threshold values at input H, is not supported by the evidence. The crux

of CGI’s argument was that Dr. Fernald did not explain how an analog multiturn potentiometer

would be compatible with digital input H. (Tr. (Subramanian) at ll68:l5-l169:6).).

Hormann ’29l offers a solution. In Figure 3, just above input H, Hormann ’29l discloses

the use of an analog-to-digital converter to covert measured force values from analog to digital. 91

9‘CGI asserted that this argument by Nortek was new and thus waived. Regardless of whether Nortek
made the argument in a timely manner, the underlying evidence stands on its own two feet.
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(RX-1028 (Hormann ’29l) at Fig. 3, 4:53-57 (“actual force required to move the door is

recorded for each cycle of the door monitored, and sent via tenninal A to the analog digital

converter 16 which sends the digitalized values via the input D to the subtracting circuit l7”).).

Moreover, in Figure 1, the ’052 patent discloses the connection of an analog potentiometer to a

digital circuit Without explaining how to enable that connection and, thus, signals (no pun

intended) that a person of ordinary skill in the art could make that connection function without

undue experimentation. (IX-0003 (’O52patent) at Fig. 1, 3:38-11 (“This user control 18 can be,

for example, a potentiometer as well understood in the art[.]”).).

Finally, in tenns of ease of inputting digitalized potentiometer values into multiple digital

shift registers, Hormann ’291 discloses the preferred approach of making AF constant. (RX­

1028 (Hormami ’291) at 3:50-55 (“appreciated by those skilled in the art that it is preferable to

allow a variable safety threshold level, such as line 15, to track the actual force necessary, as

depicted in line 13, so that AF remains virtually constant over the entire travel distance S.”).).

CGI’s lack of compelling secondary evidence of non-obviousness also supports the

finding that claim 1 is obvious. As was the case for the ’404 patent, CGI’s evidence of

commercial success is skeletal at best. CGI pointed to generalized sales data that demonstrated

commercial success of products, not patented features. (CX-0673C; CX-0819C; CX-0829C.).

CGI also cited to survey results that made vague references to “safety,” but failed to link this

attribute to a patented feature. (See, e.g. CX-0262C; CX-0263C.). Dr. Subramanian and Mr.

Fitzgibbon attempted to tie consumer safety preferences to the ’052 patent, but their testimony

did not address the purportedly innovative feature of the ’052 patent (user modification of

automatically generated force threshold values). (Tr. (Subramanian) at ll70:6-22 (“people have

identified interest in issues that are relevant to these patents”) (emphasis added); Tr.
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(Fitzgibbon) at 197:6-200:21, 224:3-226115 (confirming “relationship between motor control [as

described in news article about CGI] and ’O52smart force patent”) (emphasis added).).

Based on the totality of the evidence, claim 1 of the’052 patent is obvious in light of

Honnann ’29l alone.” Hormann ’29l explicitly discloses all elements of claim l except a user

modifying an automatically determined force threshold. Honnarm ’291 discloses modifying an

automatically determined force threshold, but does not specify how to do it, motivating persons

of ordinary skill to the use prior art solutions for which there would be a reasonable likelihood of

success. See Custom Accessories, Inc. v._Jefirejy-Allan Indus, 807 F.2d 955, 962 (Fed. Cir.

1986) (“The person of ordinaiy skill is presumed to be aware of all the pertinent prior art”).

There is no dispute that Honnann ’29l and the OSCO system were in the same field as

each other and the ’O52patent. The ’052 patent makes clear that potentiometers were known in

the art as a manual solution for modifying force thresholds. (JX-0003 (’052 patent) at 3:38-l1

(“potentiometer as Wellunderstood in the art”).). This depiction of the prior art was corroborated

by the OSCO SLG system, which utilized a potentiometer as a manual solution for modifying a

(default) force threshold. (RDX-1002C.0035, Tr. (Femald) at 108422-1085:25.). The ’()52

patent explains why a person of ordinary skill in the art would have preferred a manual solution

such as potentiometers in this context. (JX-0003 (’052 patent) at 1:27-35.).

For the reasons set forth above, Nortek has proven by clear and convincing evidence that

claim 1 is obvious in light of Hormann ’29l alone. Combining Hormarm ’29l Witha prior art

potentiometer to provide AF values at input H would not constitute an inventive step.

92CGI suggested that this finding would ignore the teachings of the prior art, including the Schindler
reference, which ptuportedly taught that manual adjustment can result in a “dangerous condition” and _
should be avoided. (CRBr. at 48-49 (citing RX-1354 (Schindler) at l:22-35.). Yet, this teaching in
Schindler pertained only to setting a “force threshold” initially, not tweaking or modifying that threshold.
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X. INDIRECT INFRINGEMENT

A. Induced Infringement I

CGI alleged that Nortek intentionally induces its customers to infringe the ’404, ’223,

and ’O52patents. (CBr. at 17, 52, 89.).

1. N0 Direct Infringement

For the reasons discussed above in Sections VII.A, VIII.A, and IX.A with respect to the

asserted claims of the ’404, ’223, and ’052 patents, the 404 Accused Products, the 223 Accused.

Products, and the 052 Accused Products do not directly infringe any of the asserted claims of the

’404, ’223, and ’O52patents, respectively.

2. N0 Indirect Infringement

Because the Accused Products do not directly infringe, it is axiomatic that they cannot

indirectly infringe after importation, in this case, through induced infringement. See Limelight

Networks, Inc. v. Akamai Techs, Inc., 134 S.Ct. 2111, 2117 (2014) (quoting Afro Mfg. C0. v.

Convertible Top Replacement C0., 365 U.S. 336, 341 (1961)) (“[L]iabi1ity for inducement must

be predicated on direct infringement. This is for good reason, as our case law leaves no doubt

that inducement liability may arise ‘if, but only if, [there is] . . . direct infringement.’”) (alteration

in original); Dynacore Holdings Corp. v. U.S. Philips C0rp., 363 F.3d 1263, 1274 (Fed. Cir.

2004) (noting that in order to prevail under a theory of indirect infringement, plaintiffs must first

prove that the defendants’ actions led to direct infringement of the asserted patent); Aro Mfg. C0.

v. Convertible Top Replacement C0., 365 U.S. 336, 341-42 (1961) (“It is plain that [§] 271(0) . . .

made no change in the fundamental precept that there can be no contributory infringement in the

absence of a direct infringement”); In re Bill of Lading Transmission & Processing Sys.Patent

Litig., 681 F.3d 1323, 1333 (Fed. Cir. 2012) (quoting Linear Tech. Corp. v. Impala Linear C0rp.,
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379 F.3d 1311, 1326 (Fed. Cir. 2004)) (“It is axiomatic that ‘[t]here can be no inducement or

contributory infringement without an underlying act of direct infi-ingement.”’).

3. If the Commission Finds There Is Direct Infringement, Nortek
Induces Its Customers to Infringe

In the event the Commission disagrees with the finding of no direct infringement, and

finds there is direct infringement, the evidence weighs in favor of a finding that Nortek has

induced its customers to infringe. I

A patentee asserting a claim of inducement must show: (i) that there has been direct

infringement; and (ii) that the alleged infringer “knowingly induced infringement and possessed

specific intent to encourage another’s infringement.” Illinnesota I1/lining& lllfg. C0. v. Chemque,

Inca, 303 F.3d 1294, 1304-05 (Fed. Cir. 2002); see also Commil USA,LLC v. Cisco Sysz,Inc.,

720 F.3d 1361, 1367 (Fed. Cir. 2013), af/"d and vacated inpart on other grounds, 135 S. Ct.

1920, 1926-28 (2015); Global-Tech Appliances, Inc. v. SEB S.A., 131 S. Ct. 2060, 2068-70

(2011). The specific intent requirement for inducement necessitates a showing that the alleged

infringer was aware of the patent, induced direct infringement, and that he knew that his actions

would induce actual direct infringement. See, e.gr, Commil USA,LLC v. Cisco Systems, Inc.,

720 F.3d 1361, 1367 (Fed. Cir. 2013), afl’d and vacated inpart on other grounds, 135 S.Ct.

1920, 1926-28 (2015).

Here, Nortek had actual notice of the Asserted Patents, and infringement of the asserted

claims, by at least December 4, 2017, when Nortek was served with the complaint in

Chamberlain Group, Inc. v. Nortek Security & Control LLC, 3:17-cv-02412-JLS-AGS (S.D.' Cal.

Nov. 30, 2017). (Sec Tr. (Subramanian) at 372112-373:4, 445123-446111(identifying notice);

Resp. at 1111.1 (admitting that CGI filed a complaint against Nortek Security & Control, LLC in
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the U.S. District Court for the Southern District of California).).

Despite this, Nortek has continued to sell the Accused Products (see, e.g.,'CX-0803C,

CX-0819C, CX-0829C (2018 sales data)) to various dealers and installers, who then directly

infringe the Asserted Patents by selling these products to end-users and installing them at the

end-users’ locations. (See, e.g., IX-0007C (Mike Brickner Dep. Tr. (Nov. 1.4,2018))” at 39:4-8

(testifying to 2018 sales). These third-party dealers and installers install Accused Products

according to the installation steps that Nortek specifies. (See e.g., id. at 91:22-24, 92:10-14,

92:20-93:11, 93:15-18, 93:25-95:16, 96:16-97:8 (installers set up the unattended operation

feature of, for example, the accused PDS Ultra 900); id. at 60:22-64:2, 64:21-70:3, 70:14-6,

71:13 (testifying that installers will cycle the door of the PDS 800 to automatically adjust the

force factor and manually adjust it as necessary), 77:10-79:24, 79:5-80:6, 81:8-82:2, 82:10-24

(testifying that Precision Door perfonns the setup instructions disclosed in the Nortek

homeowner’s manuals), 90:7-91 :1; 91:8-21; 98: 14-25 (testifying process to automatically set up

door force and manually adjust door force is the same between the PDS 800 and PDS Ultra 900);

Tr. (Subramanian) at 446:19-447:2 (“Q. . . . [H]ave you seen evidence that installers have

installed BGUs since December 17? A. Yes. . . . Q. And they installed following N0rtck’s

93Mr. Mike Brickner appeared as a corporate designee of Precision Holdings of Brevard, Inc. (“Precision
Holdings”). (JX-0007C (Brickner Dep. Tr. (Nov. 14, 2018)) at 9:2-13.). When he provided his
deposition testimony on November 14, 2018, Mr. Brickner was the President of Precision Holdings of
Brevard, Inc. (CPSt. at 5.). CGI identified Mr. Brickner as a fact witness to testify about sales and
installations of certain accused products manufactured or supplied by Nortek, use of the infringing
features of these products by installers at Precision Holdings and end users, communications with Nortek
relating to the accused products, consumer demand for product features embodying Chamberlain’s
patented inventions, the topics for which he was designated as Precision Holdings’ corporate witness, and
the topics reflected in the designated portions of his deposition transcript.” (Id.). Mr. Brickner confirmed
that Precision Holdings is in the business of marketing and selling residential garage doors and garage
door openers, as well as installing garage doors and garage door openers. (JX-0007 (Brickner Dep. Tr.
(Nov. 14, 2018)) at 21:13-20, 21:24-22;1.). He also confirmed that Precision Holdings sells garage
opener products Nortek manufactures. (Id. at 23:12-17.).
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instructions for the BGU? A. Yes.”), 497:23-499120 (testifying about induced infringement of

’223 patent claim 1).). Nortek also trains dealers and installers on how to set up the Accused

Products’ features. (JX-0007C (Brickner Dep. Tr.) at 39:22-41:18, 45:11-21, 86:16-87:9

(describing training).).

Nortek has continued to do so despite actual knowledge, by December 2017 at the latest,

that its product training and installation guides instruct installers to directly infringe the ’404,

’223, and ’052 patents.

In its Pre-Hearing Brief, Nortek did not raise any rebuttal arguments to CGI’s contentions

of indirect infringement. Thus, any argument on this issue is deemed abandoned or Withdrawn

under Ground Rule 7.2.

For the foregoing reasons, it is a finding of fact that if the Commission finds there is

direct infringement, CGI has met its burden of proving that Nortek has induced its customers to

infringe the asserted claims of the ’404, ’223, and ’052 patents. I

XI. NORTEK’S AFFIRMATIVE DEFENSES

A. Overview of N0rtek’s Unclean Hands and Inequitable Conduct Defenses

1. The Individuals Against Whom Inequitable Conduct Is Alleged

In its response to the Complaint and N01 filed on November 26, 2018 (“Response”),

Nortek asserted seven (7) Affinnative Defenses. (Doc ID No. 648950; Resp. at 11-19.). The

Seventh Affinnative Defense-Unclean Hands,“ seemingly is directed to all three (3) patents and

94Nortek developed its “Unclean Hands" Affinnative Defense in its Pre-Hearing Brief as a broader
category of “egregious conduct” including: pre-litigation “business misconduct;” the claims it made under
Rule 1.56, for alleged PTO misconduct; and “litigation misconduct” which Nortek says changed the
equities of the Investigation in Nortek’s favor. (RPBr. at 128 (citing Gilead Sczl,Inc. v. Merck & C0.,
Inc. 888 F.3d 1231, 1239 (2018).). In its Post-Hearing Brief, Nortek dropped its Unclean Hands defense
a.ndinstead wrapped all of CGI’s allegedly “egregious conduct,” and all other claims of misconduct
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in sweeping fashion, apparently to all of CGI’s claims. 95(Resp. at 1lA57.).In Nortek’s Third

Affirmative Dense, Unenforceability, Nortek specifically alleges that the ’404 and ‘223 patents

are unenforceable because the CGI applicants on the ’223 and ’404 patents, and those involved

in the prosecutions of those patents, allegedly committed inequitableconduct and violated their

duty of candor to the PTO by allegedly failing to disclose material information to patentability

pursuant to 37 C.F.R. § 1.56 (“Rule 1.56”). Specifically, Nortek charged that the named inventor

of the ’404 patent, Edward T. Laird, failed to submit material prior art references to the PTO.

(Resp. at 111]14, 16-17.). Nortek did not specifically identify in its Response which prior art

reference (s) Mr. Laird allegedly failed to submit to the PTO. (Id.). Nortek narrowed its claim

against Mr. Laird in its Pre-Hearing Brief to Mr. Laird’s alleged failure to disclose the

Underwriters Laboratory (“UL”) 325 Standard to the PTO.

Nortek also alleged that James Fitzgibbon, an engineer at CGI who holds the title of

“Director of Intellectual Capital,” failed to disclose certain prior art references to the PTO. In his

capacity as Director of Intellectual Capital, Mr. Fitzgibbon worked with. R ‘

o V V L V. (Resp. at W 14-27.). With respect to the ’404 patent,

Nortek alleged that Mr. Fitzgibbon was involved with prosecution of theip pp myp VWHW

‘ p p 7H . (Resp. at 1]1[_2l-23: RPBr. at 52.)). Nortek alleged that Mr.

Fitzgibbon was i 5 5 5 T I 5 T . 5 5

Nortek asserted against CGI into its inequitable conduct defense.

95Nortek did not specifically identify any “inequitable” conduct that is specifically attributable to the
prosecution of the ’052 patent either in its Pre-Hearing or Post-Hearing Briefs. Therefore, Nortek has
waived its right to raise or argue in the future the defenses of inequitable conduct and unclean hands, and
any similar type of claim with respect to the ’052, patent pursuant to Ground Rules 7.2 and 10.1.
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V A p V V p V . (Id. at {HI 18-32; RPBr. at 56-57; RBr. at 30-39.).

The UL 325 Standard contains safety features for ensuring that when operated remotely,

garage doors will not accidentally close when garage doors are unattended, also called the

“unintended close.” (See RPBr. at 49 (citing JX-0022C (Kelkhoff Dep.Tr.) at 136118-138216;

139:10-142:10; 142:15-l47.).). The UL 325 Standard was under development from 2005

through 2008. (Id.). Nortek charged that Mr. Fitzgibbon, along with another CGI employee,

Barbara Kelkhoff,96 who wasi 9 . ~ * 7 4 ~ it 4 1 0

(RPBr. at 49-52; RBr. at 28-29.). Nortek also charged that CGI and Mr. Fitzgibbon,

7, VV7,A A H H p and generally with CGI and Ms. Kelkhoffwas

part of a “deliberately planned and executed scheme” to defiaud the PTO and the courts. (RPBr.

at 33, 49 (citing Therasense, Inc. v. Becton, Dickinson & C0., 649 F.3d 1276, 1285, 1287 (Fed.

Cir. 2011) (“Therasense”). Noitek alleged that Mr. Fitzgibbon, the applicant on Application

10/227,182, and the sole inventor of what issued as the ’223 patent, failed to disclose to the PTO

96Ms.Barbara Kelkhoff did not testify during the Hearing. When she testified during her
deposition on October 23, 2018, Ms. Kelkhoffwas CGI’s; V , ~ . V , , . , . ‘

52033-1\4i.).i 1

9 . . (ix-oozzc(aanauaaoési“Tr§ea{"*1e§a"1§12ozraijtr""'"“" "

manage they I
._ 9" ,." ; (Mat
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in violation of Rule 1.56, two (2) British patents, GB236l310 (B) and GB2406880 (A),97that

Nortek claimed were prior art to the ’223 patent.“ (Id. at 45-53.).

Finally, Nortek alleged that Steven G. Parrnalee 99ofthe Fitch Even Tabin and Flannery

(“Fitch Even”) law firm, who filed the application for the ’223 patent, also violated Rule 1.56.

Fitch Even has been Chamberlain’s long-time patent-prosecution Counsel. In its Pre-Hearing

Brief, Nortek dropped Mr. Parmalee as the focus of its inequitable conduct allegations and

instead substituted Nicholas Peters, another attorney at Fitch Even who was involved in the

prosecution of the ’404 patent. (See RPBr. at 52, 53; see also RX-0022 (Peters Dep. Tr.)).

2. N0rtek’s Other Allegations of Inequitable Conduct

Nortek has charged CGI more broadly with an “intent to deceive” and with a litany of

97Nortek did not discuss in its Pre-Hearing Brief, during the Hearing or in its Post-Hearing Brief, the two
(2) British patents GB236l310 (B) and GB2406880 (A) that it initially asserted as prior art to the ’223
patent in its Response. Therefore, Nortek has waived any right to raise or discuss the two (2) British
patents for any purpose, including for invalidity or inequitable conduct, pursuant to Ground Rules 7.2 and
10.1.

95 In its Response and Pre-Hearing Brief, Nortek initially identified the “Powder” reference, U.S. Patent
N0. 6,624,605, as prior art to the ’404 patent. (RPBI. at 57 (and in Corrected Pre-Hearing Brief at 153,
l59.).). Similarly, Nortek alleged that CGI, and specifically that its patent prosecution Counsel,
presumably now Mr. Peters, together with Mr. Fitzgibbon, violated their Rule 1.56 duty of disclosure by
failing to disclose Powder. (RPBr. at 53); RPBr. at 167 (Corrected Pre-Hearing Brief). However, since
Nortek dropped the Powder reference before the Hearing, and did not adduce evidence with respect to
Powder during the Hearing or in its Post-Hearing Brief, Nortek has waived any argument pertaining to
that reference pursuant to Ground Rule 10.1. That waiver applies to both invalidity and Nortek’s
inequitable conduct argument with respect to Powder.

99I11its Pre-Hearing Brief, Nortek limited its allegations of inequitable conduct to Ms. I<Lelk.hoff,Mr.
Laird, Mr. Fitzgibbon, and identified for the first time Nicholas Peters, an attorney at the law firm of
Fitch, Even, Tabin and Flannery (“Fitch Even”), who played a role in the prosecution of the ’404patent.
(See RPB1: at 52.). After its Response, Nortek did not provide evidence with respect to Mr. Parrnalee in
its Pre-Hearing Brief (RPBr. at 52-59), during the Hearing, or in its Post-Hearing Brief (28-44.).
Therefore, pursuant to Ground Rules 7.2 and 10.1, Nortek has waived its right to raise any Rule 1.56 and
inequitable conduct argument with respect to Mr. Parmalee.
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purported “bad acts,” including “litigation and business misconduct” that it has wrapped into its

inequitable conduct claim. (RPBr. at 58-59; RBr. at 32-41.). Among the acts of misconduct that

Nortek has Wrapped into its inequitable conduct charge against CGI are: ’

I CGI’s “Last-Minute Document Dump” of some 161,000 pages of documents
on November 15, 2018 (for which CGI has been penalized in Order No. 37);

0 CGI’s alleged “gamesnianship” by failing to drop certain asserted claims until
just before the Hearing (which lead to a two-hour penalty to CGI); 10°

0 CGI’s repeated, “egregious objections and delays” during CGI’s expe1t’s, Dr.
Toliyat’s testimony;

Q M1".Peters’ “deliberate”

0 Mr. Peters’ and Fitch Even’s alleged failure initially to respond to a subpoena.
and Mr. Peters’ alleged 2 X V ' V ' ' ' V

0 Mr. Lairds’s failure to discuss the alleged;
s

. i . . . . and

I Fitch Even’s Alan Hoover’s refusal to answer questions about _ > V
.. . . . . . .>WhichN°“@k°a1l3Pm°fa
“cover up;” and

0 Mr. Hoover’s~ _VVVV,which Nortek described as
litigation misconduct. ’

(See RPBr. at 49-56; RBr. at 39-41.).

l°° To this long list Nortek added a charge that Mr. Laird was 1 ii , if ,
‘ ' V . (RBr. at 3940 (citing

IX-0023C (Laird'Dep. Tr. (Nov. l3,"Z0l8)ii)at 'l4li:l9-14’i2i:'8).). IreadiMr.'IQaiird’s deposition in its
entirety. Mr. Laird had cvery right to rely upon his attorney’s admonitions not to discuss attorney-client
privileged communications. Moreover, when he was asked about the ’404 patent andhow it was
developed, t ' ‘ U ’ *

; VV V V VV . (Seé IX-0023C (Laird n¢p.eri.‘(i~1¢sv; l’3i,'l“2iT)ii‘i€)‘jiIiiii''i "
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Initially, Nortek appears to have asked the Commission to find all three (3) of CGI’s

remaining Asserted Patents to be unenforceable. (See generally, Resp.). However, by the time

Nortelcreached Hearing, its circumstantial and direct evidence became more focused on the ’404

patent. Nortek has Woven a circumstantial narrative that is generally exaggerated. Nortek has

accused certain individuals of “lies” or “misconduct,” or “willful blindness,” often wrongly,

when much of the conduct Nortek has so described can be interpreted differently when weighed

more neutrally with a clear eye to the legal standards, and without bias or a preconceived notion

of outcome. Nortek has not made its case.

B. Nortek Has Not Proven by Clear and Convincing Evidence Their Third
Affirmative Defense that_Complainant Engaged in Inequitable Conduct the
Legal Standard for Proof of Inequitable Conduct Is a High Bar to Overcome

Every individual who is involved with a patent application filing and prosecution has “a

duty of candor and good faith” which includes a duty to disclose to the PTO “all information

known to that individual to be material to patentability.” 37 C.F.R. § l.56(a). This requirement

applies to every inventor named in an application; each attorney or agent Whoprepares an

application; and “every other person who is substantively involved in the preparation or

prosecution of the application...” (Id., § 1.56 (c)( 1), (2) and (3).). “If inequitable conduct

occur[s] with respect to one or more claims of an application, the entire patent is unenforceable.”

(SPBr.at 46 (citing Impax Labs, Inc. v. Aventis Pharm. Inc, 468 F.3d 1366, 1375 (Fed. Cir.

2006.).

To prevail on a claim of inequitable conduct, “the accused infringer must prove that the

patentee acted with the specific intent to deceive the PTO.” Therasense, Inc. v. Becton,

Dickinson & C0’.,649 F.3d 1276, 1290-91 (Fed. Cir. 2011) (en banc) (citing Star Scientific, Inc.

v. R.l Reynolds Tobacco C0., 537 F.3rd 1357, 1366 (Fed. Cir. 2008) (“Therasense”).).
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Therasense applies to inequitable conduct claims brought before the ITC. In the Matter of

Certain Static RAMsand Prods. Containing Same, USITC Inv. No. 337-TA-792, Remand Initial

Determination on Validity and Unenforceability, 2013 WL 1154018 at *6, 7 (Feb. 25, 2013.).

An accused infringer must prove that the applicant “misrepresented” or “omitted” material

infonnation with an intent to deceive the PTO. Therasense, 649 F.3d at 1287 (emphasis added).

While the Therasense decision emphasizes that honesty at the PTO is “essential,” the

Court also noted that a history of the previously low standards for proving materiality and intent,

the two (2) required elements of an inequitable conduct claim, had resulted in several unintended

consequences, “among them increased adjudication cost and complexity, reduced likelihood of

settlement, burdened courts, strained PTO resources, increased PTO backlog, and impaired

patent quality.” Id. at 1290. Noting as well that an “inequitable conduct” charge spawned

antitrust and unfair competition claims, as well as claims for attorneys’ fees, the Therasense

Court also observed that, “[W]ith these far-reaching consequences, it is no wonder that charging

inequitable conduct has become a common litigation tactic.” Id. at 1289.

Accordingly, the Therasense decision held that proving an intent to deceive requires clear

and convincing evidence of: (1) knowledge of the withheld information; (2) knowledge that the

withheld information was material; and (3) a deliberate decision to withhold the infonnation. Id.

at 1290.). In other words, both materiality and intent must be proven by clear and convincing

evidence. Star Scientific, Inc. v. R..]. Reynolds Tobacco Co., 537 F.3d 1357, 1365 (Fed. Cir.

2008).). Moreover, “the specific intent must be the single most reasonable inference able to be

drawn fiom the evidence.” Ia'.; see also Cordis Corporation v. Boston Scientific Corporation,

658 F.3d 1347, 1360 (Fed. Cir. 2011); Star Scientific, 537 F.3d at 1360. “Materiality and intent

are separate requirements, and intent to deceive cannot be found on materiality alone.” Cancer
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Research Tech. Ltd. v. Barr Labs, Inc., 625 F.3d, 724, 733 (Fed. Cir. 2010) (“Cancer

Research”). Materiality exists if the PTO “Wouldnot have allowed a claim had it been aware of

the undisclosed prior art.” Therasense, 649 F.3d at 1291. This applies particularly to No1tek’s

claims with respect to CGI’s failure to disclose the UL 325 Standard.

Information is considered material to patcntability when it is “not cumulative to

information already of record or being made of record in the application and (1) it establishes, by

itself or in combination with other information, a prima facie case of unpatentability of a claim;

or (2) it refutes, or is inconsistent with, a position the applicant takes in (i) Opposing an

argument of unpatentability relied on by the Office [PTO], or (ii) Asserting an argument of

patentability.” (Id. § 1.56 (b)(l) and (b)(2). “T0 prove the element of materiality, a party

claiming inequitable conduct must show that the patentee withheld or misrepresented

information, that in the absence of the withholding or misrepresentation would have prevented a

claim from issuing.” Ohio Willow Wood Co. v. Alps, South, LLC, 813 F.3d 1350, 1357 (Fed. Cir.

2016).). However, there is a lower threshold for establishing materiality than for proving that a

patent is invalid. “Information concealed from the PTO may be material even though it would

not invalidate the patent.” Larson Mfg. Co. of South Dakota, Inc. v. Aluminart Products Ltd.,

559 F.3d 1317, 1327 (Fed. Cir. 2009) (quoting Li Sec0na'Family Ltd. v. Toshiba Corp., 231

F.3d 1373, 1380 (Fed. Cir. 2000).).

1. Nortek Has Not Proven by Clear and Convincing Evidence That Ms.
Kelkhoff Had the Intent to Deceive the PTO or Was Involved in a
Scheme to Do So

' “Materiality and intent are separate requirements, a11dintent to deceive cannot be found

on materiality alone.” Cancer Research, 625 F.3d at 744. A patentee must have a “specific

intent to deceive.” Therasense at 1287. An intent to deceive the PTO must be “the single most
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reasonable inference able to be drawn from the evidence.” Star Scientific at 1366. There is little

evidence, whether circumstantial or direct, that any of the individuals Nortek accuses, had a

“specific intent to deceive” the PTO.

Nortek has the burden to prove by clear and convincing evidence “that the applicant

knew of the reference, knew that it was material, and made a deliberate decision to withhold it.”

Id. Nortek has not met its burden. In this case, CGI’s argument is generally correct that there is

no direct evidence that anyone associated with prosecution of the ’404 patent believed the UL

325 Standard to be material. (CRBr. at 39). With respect to the other alleged misconduct

associated with the prosecution of the ’223 and ’404 patent prosecution, no matter how much

Nortek seems to suggest Mr. Laird was disingenuous, or brand Mr. Fitzgibbon as a liar who

made knowingly false statements, or that Ms. Kelkhoff was part of a “scheme” to defraud, the

evidence does not support Nortek’s claims when testimony is weighed in its entirety. (RBr. at

32-36.). Nortek’s allegations with respect to the ’223 patent is particularly thin and unsupported.

Many of Nortek’s allegations and characterizations are Lmfounded.

As a starting point, Nortek should not have identified Ms. Kelkhoff ‘O1as engaged in any

“misconduct.” Ms. Kelkhoff did not sign the patent application that became the ’404patent, and

she was not involved in the prosecution of either the ’404 or ’223 patents. Nortek appears to

suggestthat because Ms. KelkhoffoversawCGI’si WL’ she was engaged

corporately with Mr. Fitzgibbon to withhold the UL 325 Standard from the PTO during the ’404

1°‘When she testified during her deposition on October 23, 2018, Barbara Kelkhoff was CGI’s

(Kelkhoff Dep. Tr.) at 19:18-20: 14.). According to her description, she helps manage thei 4V _Z

I ‘I (Id at 203-14,)‘. . . .. . _. _ _ ~
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patent prosecution. However, The Manual of Patent Examining Procedure (“MPEP”) explains,

“the duty [of candor] belongs to individuals, not to organizations.” (See MPEP 2001.1; see also

RPBr. at 66, 69; RBI‘.at 2, 30, 70; see also Avid Identification Sfvs.Inc. v. Crystal Import C0rp.,

603 F.3d 967, 974 n.1 (Fed. Cir. 2010.).). Ms. Kelkhoff testified during her deposition, that

while she has , - » I 1 » I .

LN . (JX-0022C (Ke1khoffDep. Tr.) at 26: l-4.). She was not involved in the prosecution

of either the ’223 or the ’404 patents. Ms. Kelkhoff did not have a Rule 1.56 duty of candor to

the PTO.

Ms. Kelldioff testified that she was part of an engineering group. (JX-0022 (Kelkhoff

Dep. Tr.) at 21: 2-3.). Ms. Kelkhoff and Mr. Fitzgibbon both worked in engineering, albeit it

appears in different groups. (JX-0022C (Kelkhoff Dep. Tr.) at 75:3-7.). As part of her role of

i, Ms. Kelkhoffl ' ~

1 - 2 2 ; ‘V ; 1 » (JX"°°22C(K°‘1<h°ff

Dep. Tr.) at 28: 11-12.). See Section VIl.C. CGI and Ms. Kelkhoff participated in the regular

meetings of al I ' ' I ” . . I i

. . '~ . _ . , , M _i- (See @-g-,JX­

0022C (Kelkh0ffDep. TI.) at 2018-12; 2421-3314; 35I13-22; 432 1-25; 552 15-24; 57215-25;

63:15-23.).1°2 Part ofMS. Ke1khoff’sj0b Was tor i .~ 9 1' T '

“EMr. Richard C. Johnson, a staff member at DASMA, defined what it is and does during his deposition
that was taken on October 29, 2018 (JX-021C (Johnson Dep. Tr.) at 17:19-25.). Mr. Johnson also defined
the UL 325 standard as “It’s a standard that has requirements or lays out requirements for gate operators,
door operators, and similar types of equipment and accessories.” (Id. at 27:20-24.).
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. J . - . - . A (See RPB1 at 29)­

Beginning in 2005, the UL began developing safety features to incorporate into garage

doors and gates to ensure that audible or visual warnings were given for the “unattended close”

of garage doors or gates when they were closed remotely. (See RPBr. at 29.). Nortek relied

upon circumstantial evidence that because Mr. Fitzgibbon and Ms. Kelkhoff were in engineering

and interacted Whilethe UL 325 safety standard for garage doors was being developed from

2005 through 2008, while the features of the ’404 patent were also being developed, that

somehow they were part of a “scheme” to obtain the ’404 patent inequitably. (RBr. at 30-32; see

also JX-0022C (Kel_l<h0ffDep.Tr.) at 45:2-9; 72:13-80:24;l56: 1-165124;l30:22-l3l:l4.).

In support of what it described as a “scheme to defraud,” Nortek relied upon

approximately ‘ L» 5 i '

. (RPBr. at 30-31; RBr. at 29-30.). It is Worth noting that those few,

In July 2008, just after the UL 325 Standard for “unattended operation” was voted on and

adopted, Ms. Kelkhoff “ ' 5 e ‘ “ ' ’

V My p V (RPBr.at31(0ther

citations 0mitted).). According to No1'tek,just, V of p ‘ H of

- e

(RPBr. at 32 (citing RX-0086C; JX-0005 (UL 325).). Since Ms. Kelkhoff had circulated some

we . L - ..J.._ .s..
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p T,Nortek used these company-based interactions and the specifics of

the . . _ V V v. 5

L V . (RPBr. at 32-33.). Even in the circumstantial exchange of information, there

is no basis for reading into those exchanges more than they were. They are clear on their face

despite circumstantial timing. '

Part of the reason that Ms. Kelkhoff did not engage in a broader scheme to deceive, is

described above. However, notwithstanding Nortek’s attempts to link her to the ’404 patent,

there is no evidence Ms. Kelkhoffwas involved in its design of the ’404 patent or even

understood it beyond generalities. » 6 » » i V

H my W p p _ pi (JX-0022C (Kelkh0ffDep. Tr.) at 81:20-22.). Ms.

Kelkhoff’ s understanding was K T

(JX-0022 (Kelkhoff Dep. Tr.) at 66: l l-21.). Ms. Kelkhoff also appeared not to know Whatthe

standard of H up U . (JX-0022C (Kelkhoff Dep. Tr.) at

\

68:11-69:3.). 103

“*3CGI rightly called out in its Post—Hea.ringbrief, one of Nortek’s misstatements of law or fact. In this
instance, CGI noted that Nortek argued that the UL standards body and DASMA both require disclosure
of “patents or applications that are potentially relevant to standards.” (CBr. at 24 n.l3.). According to
Nortek, CGI should have disclosed the ’404 patent to Underwriters Laboratory or to DASMA. (Id. (citing
RBr. at 34 n. l 9 and n.20.). However, as CGI pointed out, Nortek misquoted the requirement. As CGI
noted, both UL and DASMA have adopted the ANSI patent policy, which encourages disclosure of
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As Nortek itself observed, “[B‘]y2004, with the lntemet burgeoning in popularity,

virtually everyone in the garage door industry foresaw a day when homeowners would want to

close their doors remotely, e.g. using their cellphone.” (RB. at 29 (citing JX-0021C (Johnson

Dep. Tr.) at 107:7-13.). Therefore, it is not surprising that CGI was taking steps to update its

own patented technology for GDOs and other mobile operating devices even as changing

standards in the industry were calling for more sophisticated safety alarm and GDO operations,

and more sophisticated capabilities such as the use of WiFi to operate garage doors. As Mr.

Null, one of Nortek’s corporate representatives acknowledged, it is possible to adhere to the UL

325 Standard without having a smart movement alann. (See CRBr. at 24 n. 13 (“Q. So it’s

possible to be UL 325 compliant without having a smart movement alarm, is that right? A.

Yes.”(JX-0014C (Null Dep. Tr.). at 148:22-l49:l.).

Another reason that Nortek has not proven by clear and convincing evidence that Ms.

Kelkhoff (and others) intended to deceive the PTO by failing to disclose the UL 325 Standard is

described in the next section.

2. Nortek Has Not Proven by Clear and Convincing Evidence That the
UL 325 Standard is “But-For” Material to the ’404Patent

_ Materiality exists if the PTO “would not have allowed a claim had it been aware of the

undisclosed prior art.” Therasense, 649 F.3d at 1291. Since the outset of this Investigation,

Nortek has claimed that had the PTO known of the UL 325 Standard, it would not have issued

the ’404 patent. (Resp. at1]1I14, 16-17; RPBr. at 56; RBr.at 41-43.). Conversely, since the

“patents with claims believed to be essential" and as CGI noted—a far cry from “potentially relevant”
(emphasis in original). (CRBr. at 24 n. 13 (citing RBI‘.at 34; see also RX-1060 (ANSI Patent Policy) at
10). Nortek has made several misstatements of fact or law in its briefing that are called out in a number
of places in this recommended decision.
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outset of this Investigation, Nortek has claimed and argued that the UL 325 Standard is not prior

art that invalidates the ’404 patent. (See CPBr. at 47-48; CRBr. at 11-13.).

This recommended decision has made a finding that the UL 325 Standard is not material

prior art to the ’404 patent. See Section VII.C. As is explained in Section VILC, the UL 325

Standard is an industry safety standard that requires that “an audible and visual alann signal”

sound before barrier movement when the user is not within sight of the door or when it is an

“unattended operation.” (See CPBr. at 47-48 (citing RX-0086 at 21; CX-986C (Subramanian

Dep. Tr.) at 483-496; CX-981C (Fcrnald Dep. Tr.) at 111]744-746; see also CBr. at 9-14; CRBr. at

9.). However, the UL 325 Standard is silent with respect to what a movable barrier (or e.g.

garage door) must do when it is operated by a user when the user is within the line of sight of the

door. (See CRBr. at 10 (citing RX-0086C at 21).). According to the finding in Section VILC,

CGI is correct that Noitek was not able to prove that the UL 325 Standard incorporated each

element of claim ll of the ’4()4patent. See Section VII.C. The UL 325 Standard does not

invalidate the ’4(_)4patent.

Among other problems with Nortek’s invalidity argument and evidence which explains

Whythe UL 325 Standard is not prior art, is because the UL 325 Standard draws a distinction

between “wired” door control and “wireless” door control in a manner that the ’404 patent does

not. See Section VII.C. Moreover, as explained in Section VII.C, the UL 325 Standard does not

address “alarming” for safety when garage doors are attended, while the ’404 patent does. (See

Section VII.C (citing Laird Dep. Tr. (Nov. 13,2018) at 163:20-16414.). As CGI also noted, by

N0rtek’s own admission, the UL 325 Standard “does not specify how to program a processor to

open a garage door or undertake any other task, either.” (CRBr. at 18 (citing RBr. at 20 n.3).).

In other Words,nothing in the UL 325 Standard teaches or explains how to configure a processor
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in an MBO system to determine when to alarm or how to set it as the examiner noted during

prosecution. (See CRBI. at 18-19 (citing JX-0006 (’404 File History) at .0243, .0262.).

With N01-tek’s’404 patent invalidity argument rejected, CGI’s employees, i.e. Ms.

Kelkhoff, Mr. Laird and Mr. Fitzgibbon, or CGI’s patent counsel, Mr. Peters, cannot be found to

have engaged in inequitable conduct under Thereasense. Assuming arguendo, the 325

Standard is found on appeal to be material to the ’404 patent, Nortek nonetheless has not proven

by clear and convincing evidence the “intent to deceive” or the “misconduct” that Nortek has

lodged against the identified individuals.

3. Nortek Has Not Proven by Clear and Convincing Evidence that Mr.
Fitzgibbon, Mr. Laird and Mr. Peters Had an Intent to Deceivethe
PTO

Neither Mr. Peters nor Mr. Laird testified during the Hearing, while Mr. Fitzgibbon did.

Accordingly, Mr. Peters’ and Mr. Laird’s “intent” could only be discerned from deposition

transcripts. Notwithstanding Nortek’s attempts to link disparate actions together, or to ascribe

dim memories or recollections to a form of cover up, CGI is correct that given the totality of the

evidence, the most reasonable inference that can be drawn from Mr. Laird’s, Mr. Fitzgibbon’s

and Mr. Peters’ testimonies is that none of them considered the UL 325 Standard to be material.

(See CBr. at 17-18.).

a) Mr. Laird

Mr. Laird, the only named inventor of the ’404 patent, testified during his deposition that

~ , ~~~~ ~ , , , . , . , . ~\4v>~ .._ " .- (CPBY-at 58 (“ting 1X"

0023C (Laird Dep. Tr. (Nov. 13, 2018)) at 135:6-137111; 138:4-12.). Moreover, while Mr.

Laird’s name appears on only one of the 'p P ‘P L“ Z
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. 1 3 e e . (SeeJX-0023C

(Laird Dep. Tr. (Nov. 13, 2018)) at 98:1-99:3; 99:9-13; 100:1-4; 101-102; 126:22-122.).

Similarly, other than placing his name on the application for the ’404 patent, Mr. Laird had no

memmy Of . . r 1 . . W . .. . 3 v‘ . Q,

» ‘. (IX-0023, id. at 119:1-4; 119:8-10; 119123-24; 120:2-4;

14-1; 120-121.).

According to his testimony, Mr. Laird conceived of the ’404 patent .

. 1 V . . (JX-0023C

(Laird Dep. T1".(Nov. 13, 2018)) at 151: 21-161:5.). That‘), MV W 1 _

M K 7 p K KM K V (Id.). His work constituted the early stages of

conception. Mr. Laird testified that thelwm pi 2 i ii 1 1 1

V H V K H K 7 up W up M D W . (See id. at 69:1-10; 70:13-71:8; 158115-160112.).

However, as discussed briefly in Section VII.C, the ’404 patent was aimed at determining when

it is safe not to trigger an alarm before closing a garage door when it is operated remotely. (See

JX-0023C at 103:20-104:4; see also JX-0005.).

CGI noted that Mr. Laird testified that if he thought prior art, such as the UL 325

Standard, was related, he would have disclosed it. (See CRBr. at 18 (citing JX-0023C (Laird

Dep. Tr. (Nov. 13, 2018)) at 135:6-136210; 138:4-12.). As Mr. Laird testified during his

deP°Siti°n= he), v 1 .

V (CBr. at 18 (citing JX-0023C
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(Laird Dep. Tr. (Nov. 13, 2018)) at 135:6-136110; 138:4-12.). There is nothing in Mr. Laird’s

recollections, however dim, that leads to a conclusion that the “single most reasonable” inference

to be drawn is that he intended to deceive the PTO as Therasense requires.

h) Mr. Fitzgibbon

There is some circumstantial evidence that Mr. Fitzgibbon knew about the UL 325

Standard in 2005. (See RBr. at 34 (1 P 1 5 . 1

K p M' VF V M AKKHK (citing IX-0022C (Kell<hoffDep. Tr.) at 41:2-42:l7).).

Additionally, there is some merit to the argument, and it is plausible, that as the Director

of Human Capital; ._ * 3 * e T L 1-. 5 L ;§, ; . t; - 1 if

. WRET-aw4wfi»1g1><~<><>18<1

(Fitzgibbon Dep. Tr.) at 14:21-15:8; 104:19-105121; JX-0022C (KelkhoffDep.' Tr.) at 41:2­

42:17 (other citation omitted.). There is undisputed evidence that Ms. Kelkhoff, who had been

(RX-1585C), and againin i V . . 2

V . (RX~1l22C;RX-1123C;RX-1119C). (CRBr. at 30-31.). Mr.

Fitzgibbon’s testimony during the Hearing may have been more complete (and different from his

deposition) in that he testified that he understood the background of the ’404 patent to disclose

some of the features of the “unattended operation” and waming alarms found in the UL 325

Standard. (Tr. (Fitzgibbon) at 234114-240:1; 236:12-237:6; 239: 15-22; 234:l4-20.). However,

it is clear (as Mr. Laird also testified)that the ’4()4patent was conceived 5'

1 a 1 1 (See CRBr.at25-26
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(citing JX-0023 (Laird Dep. Tr. (Nov. 13,2Ql8)) at 70:13-71-8; l5l:2l-l6l:5.)).

Ultimately, I judged Mr. Fitzgibbon to be credible. What he should have been aware of,

what he was aware of, and an intent to deceive are wholly different concepts that do not

converge in this case. It is clear that Mr. Fitzgibbon did not consider the UL 325 Standard to be

material to the ’404 patent. (Tr. (Fitzgibbon) at 234114-240:1.). On the core issue of the

conception and development of the ’404 patent, even if Mr. Fitzgibbon, Mr. Laird, and M.r.

Peters were all negligent in their beliefs that the UL 325 Standard was not material, and they

failed to disclose the UL 325 standard to the PTO based upon a negligent belief, that does not

meet the burden of proof required by Therasense.

c) Mr.~Peters

Nicholas Peters of Fitch Even, who was involved in the prosecution of the ’404 patent,

testified that p V ' P i L (IX-0024C (Peters Dep.

Tr.) at 45;s-10.). e ' P "

. (Id. at 13:10-11.). He had no specific recollection of /7 KMy

W ~ . (Id. at 17:24-1812.). Mr. Peters also testified that he did not

‘°°aui V; t. i“‘h"'=’4°4Pale“ (Id-at1913"8-1

However, it was Even Fitch’s practice with respect to Chamberlain’s patents tol , L f T ,

" ,, 5 L to i ; Ud--“*19=13"15-)- T11

response to a question Whether he had ' = s '

~ p/A (IX-0024C (Peters Dep. Tr. at 2l:l1-13 (“Q.

When he was asked point blank
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LHH HW W, ‘ Mr. Peters answered equally directly, (Id. at 22:1-3.)

The only genuine problem which Mr. Peters’ testimony did not clarify; 1 *

(See RBr. at 39 (citing JX-0024C at 45:11-51:18; RX-1154-RX-1161.). By itself, however, the

lack°fa ‘firifying°XP1ana*i°nas1°WhYI_..... 2. . Q ..

. . ._ . _ 5 - d°‘"=S11°‘ lead n@¢@SS=1I'i1Yt° a °°11°1“Si°"

that Mr. Peters lied or engaged in a cover up. (RBr. at 38-39.).

No1tek’s argument thati

V g KV g V kis questionable. (RPBr. at 59-60; RBr. at 38-39.). Nortek also implied that

because Mr. Peters had a 15-year career as a patent lawyer whose “compensation depends on

Chamberlain’s fees,” he had a motive to cover up for CGI’s, and Mr. Laird’s failure to disclose

the UL 325 Standard to the PTO. '

However, having read Mr. Peters’ deposition transcript in its entirety, along with the

deposition or trial testimony of the others Nortek has accused, it is a finding of this decision that

based on the totality of the facts and circumstances, that a money incentive in this instance is

circumstantial evidence, but it does not constitute a specific intent, and it is not “the single most

reasonable inference” that can be drawn. See Research Corp. Techs., Inc. v. Microsoft C0rp.,

536 F.3d 1247, 1253 (Fed Cir. 2008) (“[E]ven if an inventor did hope for remuneration, any

financial reward alone does not show an intent to deceive the USPTO.”); AuxiliumPharmas.,

Inc. v. Watson Labs., Inc., 2014 WL 9859224, *36 (D.N.J. Dec. 16, 2014) (“Auxilium”(finding
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no deceptive intent where “although it could be reasonable to infer that Mr. Gyurik’s failure to "

disclose proper inventorship of the patent-in-suit was due to financial motive . . . it is equally

reasonable to infer . . ., that it was, in fact, his subjective belief that [the omitted co-inventor’s

prior research from which the patented invention was derived] were failures”.).

The proposition from Auxilium might apply to Mr. Peters. Moreover, Nortek’s

accusations that Mr. Peters’ deposition was filled with “false testimony” and “willful blindness”

are troubling characterizations. They might be construed to have been levied without much care

or evidentiary support, and with a design to present testimony in its most negative light to fit a

pre-conceived narrative. Assuming arguendo, as Nortek does, that at least one of these

individuals-the patent lawyer, the inventor, and the head of CGI’s “Director of Intellectual

Capital,” i.e. Peters, Laird, and Fitzgibbon, respectively), would have remembered the UL 325

Standard, or more sinisterly as Nortek argued, somehow covered up or lied, Nortek’s arguments

are not supported clearly and convincingly. There is no direct evidence that any of these

individuals deliberately worked together to incorporate the features of the UL 325 Standard into

the ’404 evidence. Even the circumstantial evidence is thin.

C. There is No Basis for Wrapping Already Imposed Litigation Sanctions into a
Finding that the CGI Patents are Unenforceable under Therasense

' Nortek’s enumeration of CGI’s litigation “bad acts” that are unconnected to the

prosecution of the ’404 patent as a basis for finding that the ’404 patent (and presumably the

’223 and ’052 patents) unenforceable LmderTherasense is a gross overreach and not supported

legally.

CGI’s late document production of some 161,000 pages of documents on November 15,

2018, and any possible prejudice that late production caused Nortek, was discussed at length
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during a March 5, 2019 Telephone Conference (“Teleconference”) that is reflected in the

Teleconference Transcript (“Tel. Tr.”). (See Doc. ID No. 670414 (Public) (Mar. 19, 2019); Tel.

Tr. (Oonfidential) (Doc. ID No. 691353 (Oct. 16, 2019); see also Order No. 22 (Mar. 11, 2019).

Any litigation prejudice to Nortek was remedied by imposing monetary sanctions on CGI and by

permitting Nortek to take three (3) additional depositions at CGI’s for which CGI was ordered to

pay in Order No. 37. (See March 5, 2019 Tel. Tr., supra.; Order No. 37, “Preliminary Monetary

Sanctions Award to Respondents for Complainant’s Late Production of Some 161,000

Documents [Motion Docket No. 1118-013],” Doc. ID No. 695062 (Nov. 20, 2019.).

Similarly, CGI’s reduction in the number of asserted.claims just before the Hearing,

despite guidance to do so much sooner, which CGI justified as occurring late because of a

Mar/cman Order that issued just two (2) weeks before the Hearing, was nonetheless dealt with

during the Hearing by reducing CGI’s time during the Hearing by two (2) hours.

Finally, CGI has a plausible explanation for its removal of certain statements in CGI’s

ARQ manual after No1tek’s concems. (CBr. at 28-29.). As CGI argued, Nortek’s complaints are

unconnected to the ’404 patent. (CBr. at 28-29.). The rest of Nortek’s specific allegations are

makeweights and not remedial legally in the manner Nortek seeks.

It appeared that CGI attempted to compile a list of grievances against CGI, Whether

supported or unsupported, to obtain the most draconian penalty possible. Nortek and CGI have

been locked in almost serial litigations in the Commission and in other Federal Courts.

However, no matter how long and deep the grievances, the facts do not support a finding that

CGI committee such egregious conduct that a finding of unenforceability of CGI’s patents is

warranted under Therasense.
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D. Waiver of Withdrawal or Other Defenses

Nortek did not raise in its Pre-Hearing Brief or offer any evidence during the Hearing to

support its Fourth Affirmative Defense of Prosecution History Estoppel, Fifth Affimiative

Defense Withregard to Public Interest, or Seventh Affinnative Defense of Unclean Hands. 104

(Resp. at 1]11-19.).

Consequently, it is a finding of this decision that Nortek has withdrawn, Waivedand/or

abandoned its Fourth, Fifth, and Seventh Affirmative Defenses consistent with Ground Rules 7.2

and 10.1. Kinik C0. v. Int’! Trade Comm ’n, 362 F.3d 1359, 1367 (Fed. Cir. 2004). D

XII. RECOMMENDATION ON REMEDY AND BOND

Pursuant to Commission Rule 210.42, an administrative law judge (“ALJ”) must issue a

recommended d61I€ITl11Il8.1Z1()Ilon: (i) an appropriate remedy if the Commission finds a violation

of Section 337, and (ii) an amount, if any, of the bond to be posted. 19 C.F.R. § 2l0.42(a)(1)(ii).

When a Section 337 violation has been found, as here, “the Commission has the authority to

enter an exclusion order, a cease and desist order, or both.” Certain Flash Memory Circuits and

Prods. Containing the Same, Inv. No. 337-TA-382, Comm’n Opinion on the Issues Under

Review and on Remedy, the Public Interest and Bonding, at 26 (June 9, 1997).

CGI requested issuance of: (i) a limited exclusion order pursuant to 19 U.S.C. § l337(d);

(ii) cease and desist orders pursuant to 19 U.S.C. § 1337(f); and (iii) a bond of 100% during the

Presidential review period. (Compl. at 2, 1]1.6; CBr. at 143.). 2

Because no violation of Section 337 has been found in this Investigation, this decision

recommends that no remedy or bond be issued. In the event the Commission disagrees and finds

1°“Nortek presented arguments with respect to its unclean hands defense in its Pre-Hearing Brief. (RPBr.
at 128-29.). Nortek subsequently dropped the defense in its Post-Hearing Brief. (See n.93, supra).
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that there has been a violation, the following recommendation is provided.

A. If a Violation Is Found, a Limited Exclusion Order Is Warranted

Upon a finding of infringement, 19 U.S.C. § l337(d) provides for a Limited Exclusion

Order (“LEO”), directed to the products of named respondents, excluding any articles that

infringe one or more claims of the asserted patents. 19 U.S.C. § l337(d).

Accordingly, in the event of a finding of violation of Section 337, CGI requested that the

Commission issue a LEO. CGI asserted that the LEO should apply to: (a) infringing’products;

and (b) components later combined into infringing products after importation. (CBr. at 143-44.).

Nortek argued that if a remedial order were to issue, it should be limited to assembled

devices expressly found to infringe. (RRBr. at 129.). According to Nortek, any remedial order

“should exclude untested products not shown to be materially the same as the few products CGI

actually tested.” (Id.). As discussed in Sections VH.A.9, VIIl.A.2, and IX.A.7 above, Dr.

Subramanian explained that after performing an element-by-element infringement analysis of

each asserted claim, he reviewed documentation and source code for every accused product and

confirmed that each product practices the claims for the same reasons. (See, e.g., Tr.

(Subramanian) at 285:8-286225, 308:l4-21, 470120-4'/2:2(3,286:6-21, 391:3-17, 391:18-392115.)

Thus, Nortek’s argument is unavailing.

Nortek also contended that any remedial order should exclude component parts because

CGI failed to address Whetherthe “components” have any substantial non-infringing uses. (Id.).

Nortek’s assertion brazenly misstates the law on induced infringement, which is evident in the

very case law to which Nortek cited.

For example, Nortek relied on Toshiba Corp. v. Imation Corp, 681 F.3d 1358, 1362

(Fed. Cir. 2012), for the proposition that “a patent owner alleging indirect infringement must
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present evidence that the accused components have no substantial non-infringing uses.” (RRBr.

at 129.). Toshiba Corporation, the appellant, appealed, inter alia, the lower court’s ruling that

both contributory and induced infringement theories “fail if there are any ‘substantial’ non­

infringing uses.” Toshiba, 681 F.3d at 1362 (citation omitted). The Federal Circuit agreed with

the appellees, Imation Corporation et al., that in order to prove contributory infringement,

Toshiba had the burden of establishing the lack of substantial non-infiinging uses. Id. at 1363.

With respect to induced infringement, the Federal Circuit held that the lower court “erred as a

matter of law” and that “[t]he existence of a substantial non-infringing use does not preclude a

finding of inducement.” Ia’.(emphases added) (citing Erbe Elektromedizin GmbH v. Canady

Tech.LLC, 629 F.3dl'l278, 1284 (Fed.Cir.20l0)).

Additionally, Nortek cited Golden Blount, Inc. v. Robert H Peterson C0., 365 F.3d 1054

1061 (Fed. Cir. 2004), in support of that same general, and misleading, proposition. (RRBr. at

129 (stating that “to establish indirect infringement, Plaintiff “must show that [defendant’s]

components have no substantial non-infringing uses”). Again, in Golden Blount, the Federal

Circuit made clear that the showing of substantial non-infringing uses is a burden that only

applies in the context of contributory infringement, and not induced infringement, as Nortek

misrepresented. Golden Blount, 3'65F.3d at 1061.

Contributory infringement liability arises when one “sells within the United States
. . . a component of a patented machine . . . knowing the same to be especially made
.or especially adapted for use in an infringement of such patent, and not a staple
article or commodity of commerce suitable for substantial noninfringing use.”
Thus, Blount must show that Peterson “knew that the combination for which its
components were especially made was both patented and infiinging.” In order to
find Peterson liable for inducing infringement under 35 U.S.C. § 27l(b), Blount
must show that Peterson took actions that actually induced infringement. Further,
Blount must show that Peterson knew or should have known that such actions
would induce direct infringement.
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Id. (emphases added) (internal citations omitted)

Nortek’s reliance upon Certain Semiconductor Devices, Semiconductor Device Packages

and Products Containing Same, I.nv.N0. 337-TA—10l0,Order No. 77, 2017 WL 1488461, at *4

(Mar. 15, 2017) (“Certain Semiconductor Devices”), is similarly misplaced. (RRBr. at 129.). In

Certain Semiconductor Devices, the ALJ did not “grant[] a summery [sic] determination of no

induced infringement where there was no evidence relating to substantial non-infringing uses,”

as Noitek stated. (RRBr. at 129 (emphasis added).). Like the Federal Circuit cases discussed

above, the ALJ found that “Withrespect to [complainant’s] contributory infringement allegation,

[complainant] fails to point to any evidence supporting its contention that the unaccused

assembly is not a substantial non-infringing use of the accused chip packages.” Certain

Semiconductor Devices, 2017 WL 1488461, at *4 (emphasis added). '05

In the event the Commission finds a violation of Section 337, a LEO is warranted. The

recommended LEO should apply to all infringing products within the scope of the investigation,

as Wellas to components of those products that are later combined into infringing products after

importation. Cisco Sys., Inc. v. Int ‘ZTrade Comm ’n, 873 F.3d 1354, 1363 (Fed. Cir. 2017)

(upholding limited exclusion order covering components of the accused products that induced

infringement); see also Suprema, Inc. v. Int ’l Trade Comm ’n, 796 F.3d 1338, 1352-53 (Fed. Cir.

2015) (en bane) (upholding section 337 violation based on importation of components used in

infringing combination assembled in the U.S).

B. If a Violation Is Found, a Cease and Desist Order Is Warranted

A Cease and Desist Order (“CDO”) is also appropriate Wherethe evidence demonstrates

“)5Nortek’s flagrant mischaracterization of the law is astounding and may be sanctionable under Rule 11
of the Federal Rules of Civil Procedure.
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the presence of commercially significant inventory in the United States. 19 U.S.C. § 1337(f); see

also Certain Crystalline Cefadroxil Monohydrate, lnv. No. 337-TA-293, Comm’n Op., USITC

Pub. No. 2391, 1991 WL 790061, at *30-32 (June 1991).

In the event of a finding of violation of Section 337, CGI requested that the Commission

issue a CDO that would prohibit Nortek from “engaging in the importation, sale for importation,

marketing, advertising, distribution, Warehousing inventory for distribution, offering for sale,

sale, servicing, repairing, maintaining, programming, updating, use, or other transfer within the

U.S.” of infringing products and their components. (CBr. at 144.).

CGI argued that Nortek maintains a commercially significant inventory of the Accused

Products in the United States. (Id.). CGI’s economic expert, Mr. Vincent Thomas,l°6 presented

unrebutted and undisputed analysis of the inventory and sales data that Nortek provided. (CBr.

at 145-46.). Evidence adduced in this Investigation demonstrates that as of October 2, 2018,

Nortek had inventory in the United States valued at over $3 million dollars. (CBr. at 145; CX­

0949C (summarizing Nortek inventory data); Tr. (Thomas) at 715: 11-716:8; 716121-717:23

(discussing CX-0949C); CX-0830C, CX-0831C, CX-0832C (Nortek inventory spreadsheets);

JX-0012C (Larry Foisie Dep. Tr. (Oct. 18, 2018))‘°7 at 131-34, 142-45, 164-66 (confirming

1°“When he testified during the Hearing on June 12, 2019, Mr. Vincent Thomas was the Senior Managing
Director and Co-Leader of FTl’s Dispute Advisory-Services Practice. (CPSt. at Ex. B.). CGI identified
Mr. Thomas as an expert to testify about the content of his expert report, including CGI’s satisfaction of
the economic requirements for a finding of domestic industry through its investments with respect to the
CGI DI products practicing the ’404, ’223, and ’052 patents, and the appropriate remedy and bond if a
violation of Section 337 is found. (Id. at 7.).

1°?When he provided his deposition testimony on October 18, 2018, Mr. Larry Foisie was the Vice
President of Sales for the Access Control Division at Nortek Security & Control, LLC. (CPSt. at 4.).
CGI identified Mr. Foisie as a fact witness to testify about “No1tek’sbusiness operations, the cost of
production, sales, and importation of Nortek’s infringing products, communications between Nortek and
installers of its products, the market for Nortek’s accused products and competitors in this market, prices
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Nortek inventory data).).

The inventory consisted of some 24,877 accused gate door operators, 668 accused gate

operators, and 1,440 gate operator controllers. (CBr. at 145; CX—0949C;CX-0830C, CX-0831C,

CX-0832C; JX-0012C (Foisie Dep. Tr. (Oct. 18, 2018)) at 131-34, 142-45, 164-66.). Mr.

Thomas confirmed that Nortel<’sdomestic inventory represented eleven (11) months’ worth of

sales of gate door operators and over five (5) months’ worth of sales of gate operators, which he

opined was significant. (CBr. at 145; Tr. (Thomas) at 718:7—14,719115-17).).

, For the reasons discussed above, in the event the Commission finds a violation of Section

337, a CDO is warranted. Certain Crystalline Cefadroxil Monohydrate, lnv. No. 337-TA-293,

Comm’n Op., USITC Pub. No. 2391, 1991 WL 790061, at *30_-32(June 1991).

C. If a Violation Is Found, a Bond of 100% During the Presidential Review
Period Is Warranted

Infiinging articles may enter upon the payment of a bond during the sixty-day

Presidential Review Period. 19 U.S.C. § 1337(i)(3). The bond is to be set at a level sufficient to

“offset any competitive advantage resulting from the unfair method of competition or unfair act

enjoyed by persons benefiting from the importation.” Certain Dynamic Random Access

Memories, Components Thereof and Prods. Containing Same, lnv. No. 337- TA-242, Comm’n

Opinion, 1987 WL 450856 at 37 (Sept. 21, 1987). Complainants bear the burden of establishing

the need for a bond, including the amount of bond. See, e.g., Certain Rubber Antidegradants,

Components Thereof& Prods. Containing Same, USITC Pub. No. 3975, lnv. No. 337-TA-533,

Comm’n Opinion at 40 (April 2008)

and price comparisons of competitor products, secondary considerations of non-obviousness, other topics
for which he was designated as a corporate witness for Nortek, and the topics reflected in the designated
portions of his deposition transcript.” (1a'.).
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The Commission frequently sets the bond based on the difference in sales prices between

the patented domestic product and the infringing product. See, e.g., Certain Microsphere

Adhesives, Process for Making Same, and Prods. Containing Same, Including Self-Stick

Repositionable Notes, Inv. No. 337-TA-366, USITC Pub. No. 3949, Comrn’n Opinion at 24 (Jan

1996). In other instances where a direct comparison between a patentee’s product and the

accused product is not possible, the Commission has set the bond at a reasonable royalty rate.

See, e.g., Certain Integrated Circuit Telecomrnunication Chips and Prods. Containing Same,

Including Dialing Apparatus, Inv. No. 337-TA-337, Comm. Opinion at 41-43 (Aug. 3, l993).

Commission precedent allows for a 1'00percent bond when it is not practical or possible to set

the bond based on price differential. Certain VoltageRegulators, Components Thereof and

Prods. Containing Same, Inv. No. 337-TA-564, Comm’n Opinion at 79 (Public Version Oct. l9,

2007). The purpose of the bond is to protect the complainant from any injury. 19 U.S.C.

§ 133'/(j)(3); 19 C.F.R. §§ 2l0.42(a)(l)(ii), 2l0.50(a)(3).

CGI requested a reconnnendation that the Commission impose a bond during the

Presidential Review Period of 100%. (CBr. at 146.). According to CGI, neither of the standard

methodologies employed by the Commission to set a bond rate—a price comparison or a

reasonable royalty rate based on licenses for the patents-in-suit—can be applied here. (Id).

Mr. Thomas testified that a meaningful price comparison between the DI Products and

the Accused is not feasible or meaningful because of deficient sales data. (Tr. (Thomas) 720:l0­

15.). He explained that the information Nortek provided does not reflect the actual net prices

Nortek’s customers paid because the data does not include rebate information. (Id. at 721:10-20,

728:l9-729:5; JX-0012C (Foisie Dep. Tr. (Oct. 18, 2018)) at 54:14-l9 (“Q. So ifa dlSC()I1I1l§6(l

rebate was given on a sale, you just don’t know whether or not it’s reflected in these sales

v
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numbers; correct? A. If you define the discount, Whatdiscount. If it is a rebate as you just

stated, no, it would not reflect the rebate.”).). Mr. Foisie confirmed that among the Nortek

customers receiving the undisclosed rebates is the Amarr Company. (JX-0012C (Foisie Dep. Tr.

(Oct.'18, 2018)) at 54:20-56:22 (identifying customers receiving rebates). Mr. Thomas testified

that Amarr “is a major customer of Nortek, and close to half of the garage door operators were

sold to Amarr.” (Tr. (Thomas) at 721:10-20; CX-0819C (Nortek sales data).).

Thus, as CGI pointed out, not only could the pricing of the Accused Products vary from

customer to customer, but also the aggregate average pricing data Nortek produced do not reflect

the actual prices paid, because the reported sales data do not reflect any of Nortek’s post-sale

rebates. (CBr. at 147.).

Additionally, CGI argued that Nortek’s pricing structure makes a direct price comparison

between Nortek and Chamberlain products impractical, because Nortek and Chamberlain both

sell H V upK _and structure their businesses differently. (Id.). Mr. Foisie

testified that Nortek varies its sales prices based on a combination of the size of a customer’s

order (i.e., the quantity of a product purchased) and the “level” of the customer. (JX-0012C

(Foisie Dep. Tr. (Oct. 18, 2018)) at 118:9-121 :9; see also Tr. (Thomas) at 722:8-723:9

(describing Nortek’s five “levels” of customers and the impact on Nortek’s pricing). Mr. Foisie

explained that the customer “level” determines the net price multiplier, ranging fi"om39% to

58%, used to set pricing for each customer. (JX~0012C (Foisie Dep. Tr. (Oct. 18, 2018)) at

118:9-121:9, 121:15-122:9 (customers distinguished by customer type (i.e., a “distributor”

customer versus a “dealer” customer)). Mr. Foisie also confirmed that Nortek offers “special

pricing” for certain OEM customers and has a long-term sales agreement with Amarr. (IX­

00l2C (Foisie Dep. Tr. (Oct. 18, 2018)) at 121:10-122: 13.). According to CGI, Nortek did not
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produce data suffieient to identify these customer classifications, which would allow a

comparison of Nortek prices with prices to CGI customers at a comparable level of commerce.

(CBr. at 148.). As a result, as CGI noted, Nortek’s pricing can vary significantly for the same

products. (Id.).

Moreover, Mr. Thomas testified that there were “discrepancies in the [Nortek] data that

called into question its correctness.” (Tr. (Thomas) at 720:21-721 :9; CX-0829C (showing

negative units sold for the representative GDO product LDCO850 in June 2018 (cell W195), but

positive revenue (cell ARl95), for a reported monthly average sales “price” of minus $86 (cell

BM195)).). Mr. Foisie also confirmed that Nortek had produced worldwide, and not U.S., sales

data. (JX-0012C (Foisie Dep. Tr. (Oct. 18, 2018)) at 95:16-9613).). As Mr. Thomas testified,

this calls into question the reliability of the reported sales data as representative of Nortek’s U.S.

product pricing. (Tr. (Thomas) at 728:l4-18, 729:2O-730:1.).

CGI also asserted that any price comparison is additionally complicated by the p

' V)V.(CBr. at 149.). Mr. Thomas explained that CGI sells its products through

. 1 , -(T1 (Th°mflS>M2218-723*2

(discussing Chamberlain’s K up M*).). Theiimvrwr W '0 M

- . (Id-1

With respect to the use of royalty rate, CGI contended that the standard methodology of

does not apply here either because the Asserted Patents have not been licensed. (CBr. at 146.).

Thus, Mr. Thomas could not calculate a reasonable royalty rate. (Tr. (Thomas) at 719:2-7.).

Nortek argued that the bond should be zero because CGI failed to present any evidence or

analysis to support any bond calculation but rather asserted that the bond should be set at 100%
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there is not enough information to calculate the bond based on a price comparison. (RRBr. at

130 (citing CBr. at 146).). To the contrary, the evidence and Mr. Thomas’ analysis discussed

above demonstrate that an accurate price comparison could not be calculated.

Nortek also contended that such a high bond would improperly prevent Nortek from

importing any accused products during the presidential review period. (Tr. (Chiaravalloti) at

773 :17-774:5.). The only hearing testimony Wasa conclusory statement from Nortek’s vice .

president for product development, unsupported by analysis, let alone by expert opinion. (Id.).

CGI noted that Nortek offered no evidence regarding the impact that a 100% bond on entered

value would have on its selling prices to customers, or on what level of bond short of 100%

would not be excessive. (CBr. at 151.). Thus, Nortek’s assertion is unavailing.

V For the foregoing reasons, in the event the Commission finds a violation of Section 337, a

bond of 100% is warranted. See Certain Liquid Crystal Display Modules, Inv. No. 337-TA-634,

Comm’n Op., 2009 WL 4087135, at *3 (Nov. 24, 2009) (“We agree with the ALJ that a 100

percent bond is appropriate here because the pricing data of record demonstrates that no

meaningful price comparison can be perforrned.”).

XIII. FINDINGS OF FACT OR CONCLUSIONS OF LAW

1. Jurisdiction and standing requirements are satisfied.

2. Although claim ll of U.S. Patent No. 8,587,404 is valid, the 404 Accused
Products do not satisfy claim 11.

3. _ Nortek has not infringed claim 11 of U.S. Patent No. 8,587,404.

4. Although claims 1 and 21 of U.S. Patent No. 7,755,223 are valid, the 223
Accused Products do not satisfy claims 1 and 21.

5. Nortek has not infringed claims 1 and 21 of U.S. Patent No. 7,755,223.

6. Although the O52Accused Products satisfy claim 1 of U.S. Patent No. 6,741,052,
the claim is invalid.
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7. Noitek has not infringed claim 1 of U.S. Patent No. 6,741,052.

8. At least one of CGI’s DI Products practices one or more claims of U.S. Patent No
8,587,404 and 6,741,052.

9. None of CGI’s DI Products practices the claims of U.S. Patent No. 7,755,223.

10. Nortek has not violated Section 337 of the Tariff Act of 1930, as amended, by
importing into the United States, selling for importation, or selling within the
United States after importation certain movable barrier operator systems and
components thereof.

The lack of discussion of any matter raised by the Parties, or any portion of the record,

does not indicate that it has not been considered. Rather, any such matter(s) or portion(s) of the

record has/have been determined to be irrelevant, immaterial or meritless. Arguments made on

briefs, which were otherwise unsupported by record evidence or legal precedent, have been

accorded no weight. '

XIV. CONCLUSION AND ORDER .

Based upon the foregoing, it is my Initial Determination on Violation of Section 337 that

there has been no violation of Section 337 in this Investigation. ‘

This Initial Detennination on Violation of Section 337 of the Tariff Act of 1930 is

certified to the Commission. All orders and documents, filed with the Secretary, including the

exhibit lists enumerating the exhibits received into evidence in this Investigation, that are part of

the record, as defined in 19 C.F.R. § 210.38(a), are not certified, since they are already in the

Commission’s possession in accordance with‘Commission Rules. See 19 C.F.R. § 210.38(a). In

accordance with 19 C.F.R. § 2l0.39(c), all material found to be confidential under 19 C.F.R.

§ 210.5 is to be given in camera treatment.

After the Parties have provided proposed redactions of confidential business information

(“CB1”)that have been evaluated and accepted, the Secretary shall serve a public version of this
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ID upon all parties of record. The Secretary shall serve a confidential version upon counsel who

are signatories to the Protective Order (Order No. 1) issued in this Investigation.

Pursuant to 19 C.F.R. § 2l0.42(h), this Initial Determination shall become the

determination of the Commission unless a party files a petition for review ptnsuant to 19C.F.R.

§ 2l0.43(a) or the Commission, pursuant to 19 C.F.R. § 210.44, orders on its own motion a

review ofthe Initial Determination or certain issues therein.

t Within fourteen (14) days of the date of this document, the Parties shall submit to the

Office of Administrative Law Judges a joint statement regarding whether or not they seekto

have any portion of this document deleted from the public version. The Parties’ submission shall

be made by hard copy and must include a copy of this ID with yellow highlighting, with or

without red brackets, indicating any portionasserted to contain CB1to be deleted from the public

version. The Parties’ submission shall also include an index identifying the pages of this

document where proposed redactions are located. The Parties’ submission concerning the public

version of this docmnent need not be filed with the Commission Secretary.

so ORDERED. ‘

Maryloan cNamara
Administrative Law Judge
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

' In the Matter of

CERTAIN MOVABLE BARRIER
OPERATOR SYSTEMS AND
COMPONENTS THEREOF

ORDER NO. 38:

Inv. No. 337-TA-1118

INITIAL DETERMINATION GRANTING CHAMBERLAIN
GROUP, INC.'S MOTION FOR SUMMARY
DETERMINATION THAT IT HAS SATISFIED THE
ECONOMIC PRONG OF THE DOMESTIC INDUSTRY
REQUIREMENT [MOTION DOCKET NO. 1118-0141

(November 25, 2019)

I. INTRODUCTION

On December 12, 2018, Chamberlain Group Inc. ("con filed a motion for summary

determination that it has satisfied the economic prong of the domestic industry requirement

("Motion") under Section 337(aX3)(A) and (B). (Mot. Docket No. 1118-014 (Dec. 12, 2018; '

Mot. at 1).' Together with its Motion, CGI filed a Memorandum of Points and Authorities

("Memorandum") and a Statement of Undisputed Material Facts ("SMF"). (Id.). CGI also relied

on the initial expert report of Vincent A. Thomas2 ("Thomas Initial Expert Report"). (Mem.,

App. C, Ex. 1.). Nortek Security & Control LLC, Nortek, Inc., and GTO Access Systems

'The Motion includes a request for leave to submit exhibit pages over the 100-page limit. (Mot. at 3.).
This part of the Motion was previously granted. (Order No. 13 (Dec. 20, 2018).).

As of November 2018, Mr. Thomas was the Senior Managing Director for FTI Consulting, Inc. ("FTI"),
an international fmancial advisory and consulting firm. (Mem., App. C, Ex. 1 ¶ 1.). Mr. Thomas
graduated from DePauw University with a Bachelor of Arts degree in Economics and subsequently
received a Masters of Business Administration degree from Indiana University. (Id. ¶ 4.).
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("Nortek," and with CGI, "the Parties") filed an opposition, seeking denial of the Motion in its

entirety. (Doc. ID No. 666542 (Feb. 11, 2019).).3

COI's Motion was briefly discussed during a teleconference held on May 31, 2019. (Tr.

(May 31, 2019 Teleconference) at 90:5-91:9 (Doc. ID No. 677777 (June 5, 2019).). During that

teleconference, the Court shared that the Parties would be notified informally of a ruling. (Id.).

On June 6, 2019, the Court issued a notice that the Motion would be granted and stated

that a formal written order explaining the rationale would issue before the Initial Determination

on Violation. (Order No. 26 at 1-2 (June 6, 2019).). This decision constitutes the formal Order.

II. BACKGROUND

CGI filed its Complaint on May 4, 2018. (Compl. at 1 (Doc. ID No. 644384 (May 4,

2018)).). Chamberlain is a corporation organized under the laws of the State of Connecticut,

with its principal place of business in Oak Brook, Illinois. (Id.1 2.1,). Chamberlain sells

movable barrier operator systems (known as "MBOs") for residential and commercial

applications, including residential garage door operators, commercial door operators, gate access

solutions, home connectivity products, and related accessories. (Id.1 2.2.).

The asserted patents (collectively, "Asserted Patents") are U.S. Patent Nos. 8,587,404

("404 patent"), 7,755,223 ("223 patent"), and 6,741,052 ("052 patent"). The asserted claims

remaining in this Investigation areclaim 11 of the '404 patent, claims 1 and 21 of the '223

patent, and claim 1 of the '052 patent. (Order No. 31 at 2 (July 30, 2019).). The '404 patent

claims a movable barrier system (i.e. a garage door system) that provides a warning notifications

3CGI complied with Ground Rule 2.2. CGI contacted counsel for Nortek on December 6, 2018, and
offered to meet and confer on the Motion. (Mot. at 3.). On December 10, 2018, Nortek responded by
stating that it would oppose this Motion. (Id.).
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when operated remotely, but not providing notifications when operated locally. (Compl. ¶ 5.4.;

'404 patent, cl. 11.). The '223 patent claims an apparatus that helps reduce energy consumption

by providing a low-power standby mode. (Compl. ¶ 5.9; '223 patent, cis. 1,21.). The '052

patent claims an apparatus for use with a movable barrier that includes a control unit to

automatically determine a force threshold for operation, and allows manual adjustment of the

force threshold. (Compl. Ir 5.14; '052 patent at cl. 1.).

As set forth below in Table Nos. 1 and 2, CGI identified myriad products that allegedly

practice at least one claim of an Asserted Patent ("DI Products"). The first set of DI Products,

shown below in Table No. 1, consist of garage door operator ("GDO") products that purportedly

practice both the '404 and the '223 patents ("404 and '223 DI Products").

Table No. 1: CGI GDO Products That Purportedly Practice the '404 and '223 Patents

Product Family Model Nos.
Wi-Fi -Enabled Garage 8155W, 8160W, 8160WRGD, 8164W, 8164WAC, 8165W,

Door Operators 8165WRGD, 8355W, 8355W-267, 8355WRGD, 8360W,
8360WL, 8365W-267, 8365WRGD-267, 8550W, 8550W-267,
8550WL, 8550WL-267, 8550WLRGD, 8550WRGD, 8557W,
8587W, 8587WL, 8587WRGD, B550, B552, B750, B970,
B970PLT6, B980, C450, C455, C870, HD750WF, HD950WF
LW9000WF, 'WD1000WF, WLED-267

Internet-Capable Garage 3043, 54915, 54918, 54920, 54930, 54931, 54985, 54990,

Door Operators3 55918, 57915, 57918, 8065, 8075, 8155, 8155RGD, 8160,
816ORGD, 8165, 8165RGD, 8350, 8355, 8355-267, 8355RGD,
8360, 8365-267, 8365RGD-267, 8550, 8550-267, 8557, 8557-
267, 8587, 8587RGD, B500, B503, B510, B730, C203, C205,
C400, C410, HD210, HD420EV, HD420EVP, HD520EV,
HD520EVG, HD520EVP, HD630EVP, HD920EV,
HD930EV, HD930EVP, LW2200, LW3000EV, LW3500EV, •
LW3500EVPLT6, LW5000EV, M885, M8856, PD510, PD512,
PD612EV, PD752KEV, PD762EV, WD832KEV,
WD832ICEVG, WD850KEVG, WD962EV, WD962KEV,
WD962KPEV, WD962MLEV

(Mem. at 4 (citing SMF 13 12-13 and Ex. 3 to Romeo Decl. (CGI DI Contentions) at 10-11).).
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The second set of DI Products, shown below in Table No. 2, consists of gate operator

("GO") products that Chamberlain asserts practice the '052 patent ("052 DI Products").

Table No. 2: CGI GO Products That Purportedly Practice the '052 Patent

Product Family Model Nos.
Gate Opener Products CSL24U, CSL24UL, CSL24VDC, CSW200101U, '

CSW200101UL, CSW200501U, CSW200501UL, CSW24U,
CSW24UL, CSW24VDC, HCTDCU, HCTDCUL,
LA4001PKGDC, LA400DC, LA400DCS, LA400PKGU,
LA400PKGUL, LA4121PKGDC, LA412DC, LA412DCS,
LA412PKGU, LA412PKGUL, LA5001PKGDC, LA500DC,
LA500DCS, LA500PKGU, LA500PKGUL, RSL12U,
RSL12UL, RSL12VDC, RSW12U, RSW12UL, RSW12VDC,
SL3000101U, SL3000101UL, SL3000501U, SL3000501UL
SL585101U, SL585103U, SL585105U, SL585151U,
SL585501U, SL585503U, SL595101U, SL595101UL,
SL595103U, SL595103UL, SL595105U, SL595105UL,
SL595151U, SL595151UL, SL595203U, SL595203UL,
SL595205U, SL595205UL

(/d. at 5 (citing SMF ¶ 14 and Ex. 3 to Romeo Decl. (CGI DI Contentions) at 12).).

III. LEGAL STANDARD FOR SUMMARY DETERMINATION ON THE
ECONOMIC PRONG OF THE DOMESTIC INDUSTRY REQUIREMENT

A. Summary Determination Legal Standard

Summary determination under Commission Rule 210.18 is analogous to summary

judgement under Federal Rule of Civil Procedure 56, and may be granted only where the

evidence shows "that there is no genuine issue as to any material fact and that the moving party

is entitled to summary determination as a matter of law." See 19 C.F.R. § 210.18(b). "Any party

may move with any necessary supporting affidavits for a summary determination in [its] favor

upon all or any part of the issues to be determined in the investigation." 19 C.F.R. § 210.18(a);

see also Certain Digital Processors and Digital Processing Sys., Components Thereof and

Prods. Containing Same, Inv. No. 337-TA-559, 2006 ITC LEXIS 522, at *6, Order No. 13 (Sept.

6,2006) (collecting cases). The party moving for summary determination bears the initial
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burden of establishing that there is an absence of a genuine issue of material fact and that it is

entitled to judgment as a matter of law. Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986).

If the movant satisfies its initial burden, the burden then shifts to the non-movant to

demonstrate specific facts showing that there is a genuine issue for trial. Anderson v. Liberty

Lobby, Inc., 477 U.S. 242, 255 (1986). When evaluating a motion for summary determination,

the evidence must be examined in a light most favorable to the non-moving party, and all

justifiable inferences are to be drawn in its favor. Anderson, 477 U.S. at 255 (1986). The non-

moving party "must set forth specific facts showing there is a genuine issue of fact." Certain

Agricultural Tractors Under 50 Power Take-Off Horsepower, Inv. No. 337-TA-380, Order No.

40 at 3, (August 8, 1996) (citing Anderson, 477 U.S. at 248). Summary determination should

therefore be granted when a hearing on the matter at issue would serve no useful purpose and the

movant is entitled to judgment as a matter of law. See Certain Recombinant Erythropoietin, Inv.

No. 337-TA-281, U.S.I.T.C: Pub. No. 2186, Initial Determination at 70 (Jan. 10, 1989).

B. Economic Prong Legal Standard

The Commission may only find a violation of Section 337 "if an industry in the United

States relating to the articles protected by the patent . . . exists or is in the process of being

established." 19 U.S.C. § 1337(aX2). Typically, a complainant must show that a domestic

industry existed it the time a complaint was filed. See Motiva LLC v. Int '1 Trade Comm 'n, 716

F.3d 596, 601, n.6 (Fed. Cir. 2013).

The domestic indusyy requirement consists of a "technical prong" and an "economic

prong." See, e.g., Certain Elec. Devices, Including Wireless Commc 'n Devices, Portable Music

& Data Processing Devices, & Tablet Computs., Inv. No. 337-TA-794, Order No. 88, 2012 WL

2484219, at *3 (June 6, 2012); Certain Unified Commc ins Sys., Prods. Used with Such Sys., and
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Components Thereof Inv. No. 337-TA-598, Order No. 9 at 2 (Sept. 5, 2007) ("Communications

Systems"). A complainant satisfies the "technical prong" of the domestic industry requirement

when it proves that its activities relate to an article "protected by the patent." See

Communications Systems, Order No. 9 at 2. A complainant satisfies the "economic prong" of the

domestic industry requirement when it demonstrates that the economic activities set forth in

subsections (A), (B), and/or (C) of Section 337(aX3) have taken place or are taking place with

respect to the protected articles. See id

Subsection 337(a)(3) states that:

(3) For purposes of paragraph (2), and industry in the United States
shall be considered to exist if there is in the United States, with
respect to the articles protected by the patent, copyright, trademark,
mask work, or design concerned —

(A) significant investment in plant and equipment;
(B) sigmficant employment of labor, or capital; or
(C) substantial investment in its exploitation, including

engineering, research and development, or licensing.

19 U.S.C. § 1337(aX3).

Because the criteria are listed in the disjunctive, satisfaction of any one of them will be

sufficient to meet the economic prong of the domestic industry requirement. Certain Integrated

Circuits, Chipsets and Prods. Containing Same, Inv. No. 337-TA-428, Order No. 10, Initial

Determination (May 4, 2000) ("Integrated Circuits") (=reviewed). Establishment of the

"economic prong" is not dependent on any "minimum monetary expenditure" and there is no

need for a complainant "to define the industry itself in absolute mathematical terms." Certain

Stringed Musical Instruments and Components Thereof Inv. No. 337-TA-586, Conun'n Op. at

25-26 (May 16, 2008) ("Stringed Instruments"). However, a complainant must substantiate the

nature and the significance of its activities with respect to the articles protected by the patent at
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issue. Certain Printing and Imaging Devices and Components Thereof, Inv. No. 337-TA-690,

Conun'n Op. at 30 (Feb. 17, 2011) ("Imaging Devices").

The Commission has interpreted Sections 337(a)(3)(A) and (B) to concern "investments

in plant and equipment and labor and capital with respect to the articles protected by the patent."

Certain Ground Fault Circuit Interrupters and Prods. Containing Same, Inv. No. 337-TA-739,

2012 WL 2394435, at *50, Conun'n Op. at 78 (June 8, 2012) ("Circuit Interrupters") (emphasis

in original) (quoting 19 U.S.C. §§ 1337(a)(3XA), (B)).

There is no mathematical threshold test or a "rigid formula" for determining whether a

domestic industry exists. Certain Male Prophylactic Devices, Inc., Inv. No. 337-TA-292,

Conun'n Op. at 39, U.S.I.T.C. Pub. 2390 (June 1991) ("Male Prophylactic Devices"). However,

to determine whether investments are "significant" or "substantial," some quantitative evidence

must be provided. Lelo Inc. v. Int 7 Trade Comm 'n, 786 F.3d 879, 883-85 (Fed. Cir. 2015) ("We

hold that qualitative factors alone are insufficient to show 'significant investment in plant and

equipment' and 'significant employment of labor or capital' under prongs (A) and (B) of the §

337 domestic industry requirements") ("Lelo"). However, even after Lelo, there is still no bright

line as to a threshold amount that might satisfy an economic industry requirement. Nonetheless,

it is the complainant's burden to show by a preponderance of evidence that each prong of the

domestic industry requirement is satisfied. Certain Prods. Containing Interactive Program

Guide and Parental Control Tech., Inv. No. 337-TA-845, Final Initial Determination, 2013 WL

3463385 at*14 (June 7, 2013)).

Moreover, the Commission makes its determination by "an examination of the facts in

each investigation, the article of commerce, and the realities of the marketplace." Certain Male

Prophylactic Devices, Conun'n Op. at 39) (quoting Certain Double Sided-Floppy Disk Drives
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140.0101.011.1111110 . (Id.38.). These activities from 2013-2018

allocate specifically to the DI products. (Id.).

CGI tracks U.S. engineering expenditures in the ordinary course of business using an

accounting and financial reporting system, theill.111111111111111111111111111111111.111111.

MI program. (SMF ¶ 34.). Expenditures are allocated according to business units, and U.S.

product sales are allocated to business units. (Id. 1135-36.). Expenditures for GDO products

track to the AW0404.10111110411011$ business unit (Id 1118-19.). GO product

expenditures track to the :1 .,--1",41Fri.1091 business unit. (Id ¶1 26-27.).

CGI provides technical service and support services for DI Products at a Technical

Service Center ("TSC") located in Tucson, Arizona. (Mem., App. C, Ex. 1 (Thomas Initial

Expert Report) 1 39.). The TSC

AiNig

*1.W

NW for products, including DI Products. (Id.). The U.S. technical service and support

services from 2013-2018 allocate specifically to the DI products. (Id I 41.).

CGI tracks its U.S. technical service and support expenditures through theillini

program. (SMF ¶ 38.). Data on CGI's customer service calls is tracked through CGI's

software. (Id

1 41.). Chamberlain tracks these calls by business unit gifigasigaimitgaggillita I 1 a fj

- . (Id. IN 42-43.). CGI tracks
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the

111 4241)-

B. CGI's Approach for Allocating Engineering and TSC Investments to DI
Products

For each of sub-prongs (A) and (B), CGI used a three-step method, explained in more

detail below, to allocate engineering and TSC investments made by CGI in the U.S. to DI

Products. CGI first used U.S. headcount data to isolate U.S. investments in technical (i.e.,

engineering) versus non-technical activities. Second, CGI scaled U.S. engineering and TSC

investments to account for only those investments made in business units responsible for CGI's

GDO and GO products. Finally, CGI used a sales-based allocation to calculate the amount of

investments in a given business unit going to DI Products versus non-DI Products.

1. Allocation of Plant and Equipment Investments

Turning to specifics, under sub-prong (A), CGI's economic expert allocated U.S.

engineering and TSC-related plant and equipment expenditures to DI Products using these three

steps. (Mem., App. C, Ex. 1 (Thomas Initial Expert Report) 50-54, n.125.). First, U.S. plant

and equipment investments in engineering and the TSC were multiplied by a ratio of non-

administrative to total employees to isolate technical expenditures and exclude administrative

activities. (Id. ¶51.). Second, the resulting technical investments were scaled by the percentage

of total U.S. investments by CGI attributable to (for GDOs) or gm (for G0s).5 (Id., ¶52.).

Third, the resulting ti# business unit engineering investments were multiplied by the

3 For this step, for engineering-related investments, CGI multiplied its U.S. plant and equipment
investments incurred each year by a ratio of thelffiallill business unit's engineering expenditures as
a percent of total U.S. engineering expenditures. (SMF 1183-90.). By contrast, for TSC-related
investments, CGI used data from TSC call logs. (Id.11194-95, 98-99.). To allocate TSC expenditures to
the me business unit, TSC plant and equipment expenditures were multiplied by the ratio ofilla call
hours as a percent of total call hours. (Id.). The same was done for the business unit. (Id.).

Page 10 of 24



Public Version

percentage of ti*, sales attributable by sales volume to GDO DI Products. (Id.1 53.).

Likewise, th'e resulting Writ business unit engineering investments were multiplied by the

percentage ofaii$ sales attributable by sales volume to GO DI Products. (Id.).

2. Allocation of Labor or Capital Investments

With respect to CGI's sub-prong (B) allocation,6 CGI's economic expert allocated U.S.

engineering and TSC-related labor and capital investments to DI Products using these three

steps. (Id. 1 69, 71.). First, a percentage of U.S. labor and capital investments in engineering

and the TSC were attributed to technical employees using a headcount allocation to exclude

administrative activities. (Id.1 72.). Second, the resulting engineering and TSC investments

were scaled by the percentage of total U.S. investments by CGI attributable to the (for

GDOs) and as (for G0s) business units. 7 (Id. 173.). Third, the resulting business unit

engineering investments were multiplied by the percentage of sales attributable by sales

volume to GDO DI Products (Id 174). Similarly, the resulting se business unit engineering

investments were multiplied by the percentage of eh sales attributable by sales volume to GO

DI Products. (Id.).

6 These expenditures include employee compensation and related fringe benefits, recruiting, employee
travel, employee training and education, external consulting fees, and temporary help. (Mem., App. C,
Ex. 1 (Thomas Initial Expert Report) ¶ 69, 71.).

For this step, for engineering-related investments, CGI multiplied its U.S. labor and capital investments
incurred each year by a ratio of the 41*§$10Vt4 business unit's engineering expenditures as a percent of
total U.S. engineering expenditures. (SMF ri 106-108, 110-112.). By contrast, for TSC-related
investments, CGI used data from TSC call logs. (Id. 114-123.). To allocate TSC expenditures to the
NW business unit, TSC plant and equipment expenditures were multiplied by the ratio of call hours
as a percent of total call hours. (Id.). The same was done for the dig business unit (Id.).
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C. CGI's Sales-Based Allocation is Reasonable

The allocation that CGI's expert is reasonable. It uses data tracked in the ordinary course

of business, excludes administrative expenses, matches investments to appropriate business

units, and, on a sales-allocation basis, allocates investments to the GDO and GO DI Products.

The Commission routinely accepts a sales-based allocation method for expenditures allocated to

sub-prongs of the domestic industry requirement. See, e.g., Certain Marine Sonar Imaging

Devices, Including Downscan & Sidescan Devices, Prod. Containing the Same, & Components

Thereof, Inv. No. 337-TA-921, Comm'n Op., 2016 WL 10987364, at *40 (Jan. 6, 2016)

(crediting "allocation methodology [that] used past sales figures to approximate the number of

[domestic industry] products that correspond to its total amount of post-sale investments that

related to the [domestic industry] product"); Certain Table Saws Incorporating Active Injury

Mitigation Technology and Components Thereof, Inv. No. 337-TA-965, I.D, Order No. 10 at 13

(Mar. 22, 2016) ("reasonable allocations . . . will be sufficient") (citations omitted).

According to Nortek, CGI's sales-allocation (step 3 of its allocation approach) is flawed.

(Opp'n at 2-3.). As shown below in Figure 1, CGI performed this allocation step by calculating

the percentages of DI GDO and DI GO sales in the U.S. attributable to overall sales of its GDO

and GO sales in the U.S., respectively. (Id. at 10.).

Figure 1: Sales-Based Allocation Performed by CGI

(Id.).

CGI '404 and '223 Patent Allocation% = US sales of Domestic Industry GDOs

US sales of all GDOs

CGI '052 Patent Allocation = 
US sales of Domestic Industry Gate Openers

% 
US Sales of All Gate Openers
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Nortek argued that CGI's U.S. investments are used to benefit and sell products

worldwide and, therefore, that the sales allocations should be based on total worldwide sales, not

limited to U.S. sales. (Id. at 10-11; see also Nortek's Pre-Hearing Brief at 130.). According to

Nortek, the calculation that CGI should have used is shown below in Figure 2.

Figure 2: Sales-Based Allocation Nortek Wanted CGI to Perform

'404 and '223 Patent Allocation % = 
US sales of Domestic Industry GDOs

Worldwide sales of all GDOs

•
'052 Patent Allocation% = 

US sales of Domestic Industry Gate Openers

Worldwide Sales of All Gate Openers .

(Opp'n at 10-11.).

In support of its argument, Nortek cited the testimony of CGI's expert, Mr. Thomas, that

a majority of the DI Products are sold in the U.S. (Id. at 10-11 (citing Mem., App. B, Ex. 2

(Thomas Deposition Tr.) at 114:16 - 115:2).). From this statement alone, without citing any

data, Nortek concluded that "[t]his means that US sales of the DI products are about the same as

worldwide sales of the DI products." (Id.). Nortek then surmised that because "worldwide sales

numbers for the DI products are much larger than US sales numbers," CGI's allocation

percentages and the corresponding DI investments in plant, equipment, labor and capital

calculated using those percentages, are much lower than what CU! estimated." (Id.).

Nortek's argument is unavailing. First, it does not make any sense here to construct an

allocation with U.S. sales figures in the numerator and worldwide sales figures in the

denominator. That would mix apples and oranges. If CGI's U.S.-based engineering and

technical support investments are truly designed to benefit the global marketplace, as Nortek

alleged, the appropriate allocation would compare worldwide sales of DI Products in a particular

category (e.g., GDOs) to worldwide sales of all products in that category.
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Moreover, the evidence fails to support Nortek's statement that "worldwide sales

numbers for the DI products are much larger than US sales numbers." Instead, the evidence

suggests that Chamberlain's sales are immamiummia. , at least for GDO DI

Products. For example, Nortek cited to a document showing 2014 (actual) and 2015 (estimated)

figures for the

(Opp'n at 11 (citing Ex. 7).). That document shows that mi. of CGI's sales were made in the

Americas. (Id., Ex. 7 at ITC_CGI NSC00465890.). Another document Nortek cited shows that

in 2016 CGI had VAR lir in GDO sales in the Americas, and 0110410,414 in GDO sales

worldwide, yielding a ratio of a.. (Id., Ex. 6 at ITC_CGI_NSC00870031.).

In the face of these admittedly imperfect data,8 Nortek failed to provide an alternative

supported argument, or calculations proving, that CGI's U.S., sales-based allocation percentage

methodology produced inflated numbers. See Certain Mobile Electronic Devices and Radio

Frequency and Processing Components Thereof, Inv. No. 337-TA-1093, Order No. 46 at 15

(non-moving party "must do more than simply show that there is some metaphysical doubt as to

the material facts") (quoting Matsushita Elec. Indus. v. Zenith Radio Corp., 475 U.S. 574, 586

(1986)) In other words, Nortek has not demonstrated, that its preferred allocation approach

would yield materially different results.

D. Shortcomings of CGI's Allocation Approach Would Not Materially Affect
the Outcome of Its Economic Prong Case

In its DI calculations, CGI purportedly used a sales-based allocation approach (step 3)

that would capture the percentage of U.S. sales attributable to DI products within a business unit

3 CGI not provide a clear breakdown of sales within the Americas attributable to the U.S. versus other
countries.
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so for GDOs or in for G0s) as compared to total sales of products within that business

unit. This made sense because, as explained above, CGI tracked its investments by

on Yet, for certain calculations, particularly engineering investments attributable to the DI
Products, CGI used sales-based allocations that captured the percentage of U.S. sales attributable

to DI products within a subset of products within a business unit (i.e., category

for GDOs and ,Afj,64646iiiiiammei category for G0s). (See, e.g.,185 ("By

performing a sales-based allocation to the U.S. plant and equipment engineering expenditures

attributed to the 11111. business unit using the ratio of GDO Domestic Industry Product sales as a

percent of U.S. ny"IfIL sales, Chamberlain's economic expert, Vince Thomas, has

calculated the total U.S. plant and equipment engineering expenditures attributed to the GDO

Domestic Industry Products.").). It is evident from Table Nos. 3 and 4 below that doing this

inflated CGI's purported investments in DI Products (e.g., in 2015 for GDO DI Products,

allocation percentage boosted from

Table No. 3: GDO DI Products, Comparison of Sales Allocation % Used by CGI and Sales
Allocation % That CGI Should Have Used

Total U.S. GDO DI
Product Sales as a
Percentage of Total
U.S r Operator
Sales (Used by CGI)

1/1/2013 -
12/31/2013
1/1/2014 -
12/31/2014
1/1/2015 -
12/31/2015
1/1/2016 -
12/31/2016
1/1/2017 -
12/31/2017
1/1/2018 -
5/4/2018

Total U.S. GDO DI
Product Sales as a

Percentage of Total U.S.
Sales (Should Have

Bees Used by CGI)

•"1:

bib Reduction
from Inflated
Allocation

Percentage to
Correct

Allocation
Percenta
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(SMF ¶ 100; see also Mem., App. C (Thomas Decl.), Ex. 1; ITC_CGI_NSC00734189.).

Table No. 4: For GO DI Products, Comparison of Sales Allocation % Used by CGI and

Sales Allocation % That CGI Should Have Used

Total US. Gate
Operator Domestic
Industry Product

Sales as a Percentage
of U.S. Operator
and Access Control
Sales sed b CG

1/1/2013 -
12/31/2015
1/1/2016 -
12/31/2016
1/1/2017 -
12/31/2017
1/1/2018 -
5/4/2018

Total U.S. Gate Operator
Domestic Industry
Product Sales u a

Percentage of Total U.S.
Sales (Should Have

Been Used by CGI)

% Reduction from
Inflated Allocation

Percentage to
Correct Allocation

Percentage

301-

(SMF in 108, 112; see also Mem., App. C (Thomas Decl.), Ex. 1 at Ex. 10;
ITC_CGI NSC00734189.).

CGI acknowledged that it could have used a business unit-based allocation across the

board. See, e.g., SIsifF ¶71 ("A separate sales-based allocation may be performed using total

U.S. tit .sitklitil.t (not merely 4411/1/441014)."). Yet, CGI did not clearly articulate a reason for

using a sub-business unit-based allocation for engineering investments, on the one hand, and a

business unit-based allocation for technical support, on the other hand. However, there is no

indication that CGI's use of varying allocation percentages would materially change the outcome

of its Motion. This is because, as addressed in the next section, CGI's qualifying investments

under sub-prong (B) are both significant and substantial both relatively and in absolute terms.

Another cause for concern, addressed in the Initial Determination on Violation filed

today, is that CGI has failed to prove that a subset of its GDO DI Products satisfy a claim of an

Asserted Patent. Specifically, CGI's Internet-Capable GDOs shown above in Table No. 1, do
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not satisfy a claim of either the '404 patent or '223 patent. This means that CGI cannot include

sales figures associated with these products in its sales-based allocation percentage.

Yet, to reiterate, given the size of CGI's qualifying domestic industry investments

(addressed in detail below), there is no indication that the loss of sales of CGI's Internet-Capable

GDOs would materially change the outcome of CGI's Motion. From 2013 to 2018, sales of

GDO DI Products in the U.S. exceeded and represented approximately o

CUPS total U.S. sales during that period. (SMF ¶1 16-17 (emphasis added).). Assuming,

arguendo, that half of these sales were rendered ineligible by the removal of CGI's Internet-

Capable GDOs, thereby halving the percentage allocation used to calculate CGI's investments in

DI GDO Products, there is no indication that the outcome of CGI's Motion would change. This

is particularly true for investments in labor and capital under sub-prong (B).

E. Nortek's Additional Critiques of CGI's DI Case Are Unavailing and Do Not
Present a Material Issue of Fact

Nortek made two (2) main arguments in addition to its contention, addressed above, that

CGI's sales-based allocations should be based on total worldwide sales.

First, Nortek asserted that CGI's DI calculations should include the cost of manufacturing

the DI products in Mexico. (Opp'n at 3.). This is purportedly because CGI has used a value-

added approach to show significance and, in violation of Commission precedent, has failed to

consider the costs of manufacturing the DI products at CGI facility's in Mexico. (Id.).

However, a value-added approach to show significance is not mandatory. Although

Nortek is correct that one way to demonstrate quantitative significance is through a "value

added" calculation, (id. at 18), the Commission has confirmed that a value-added analysis is not

required. Certain Encapsulated Integrated Circuit Devices, Inv. No. 337-TA-501, Comm'n Op.
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at 34 (Apr. 28, 2014) ("we reiterate that the comparative analysis of domestic to foreign

economic activity under criteria (A) and (B) is not mandatory").

Moreover, to evaluate the quantitative significance of its qualifying investments, CGI did

not employ a value-added approach. Instead, CGI's expert, Mr. Thomas, compared the CGI's

qualifying DI investments with its worldwide investments in corresponding activities. (SMF 111

121-29.). That is an appropriate way to assess significance, but it is not a value-added one.

Nortek next maintained that CGI had not properly allocated investments in its call center

in Tucson, Arizona. (Opp'n at 3-4; Nortek's Pre-Hearing Brief at 130-31.). Nortek asserted that

the sales calls about a particular DI product could be non-technical in nature and include calls

seeking the location of a product dealer, questions about the garage door rather that the DI

product, or issues about a third party product installer's performance. (Opp'n at 24.).

Nortek is correct that the evidence does not explicitly identify the subject matter of the

calls. Yet, the evidence is clear that the calls were made to a "Technical Service Center."

However, being aware of Commission standards, Mr. Thomas's domestic industry analysis

removed expenditures attributable to administrative employees, leaving only the expenses

associated with technical employees.

Nortek cites to a single opinion for its assertion that CGI must demonstrate that the

subject matter of the calls made to the TSC were technical in nature. (Opp'n at 23 (citing

Magnetic Tape Cartridges And Components Thereof("Magnetic Tape Cartridges"), Inv. No.

337-TA-1058, Initial Determination on Violation, 2018 WL 4943753, at *132 (Aug. 17, 2018)
(

(stating that "no evidence has been cited establishing that any of those *** calls related to a

technical issue").). Yet, Magnetic Tape Cartridges addresses a narrow issue of how to evaluate

whether the work of a seemingly non-technical employee qualified as "technical support," not
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whether, as a general matter, complainants needed to provide detailed accounts of the subject

matter of their customer support phone calls. (Id. at 118, 129, 131 (employee worked in office

that "fielded very few calls related to the domestic industry products" and when employee did

provide "technical support that he did so from outside of the United States").).

Nortek also argued that CGI's TSC investments should be excluded because they are

based, at least in part, on a late-provided declaration from a fact witness, CGI employee Thomas

Robin. (Opp'n at 7.). There is no dispute that this declaration was signed on December 12,

2018, well after the November 16, 2018 close of fact discovery.

Here, Nortek is correct. Mr. Robin was deposed as a fact witness on domestic industry

matters in October 2018. (Mem., App. B, Ex. 2 (Romeo Decl.) 1 5.). His declaration in which

he identified new DI expenditures, particularly those related to CGI's TSC, was produced nearly

a month after the close of fact discovery. (Id., App. A.). In particular, Nortek objected to "[t]he

first 28 paragraphs of the Robin declaration" as "unsupported assertions made without reference

to any evidence." (Opp'n at 7.). Thus, these paragraphs are stricken. Nevertheless, as shown

below in Table No. 6, and the related significance discussion, there is no indication that the loss

of CGI's TSC investments would materially change the outcome of CGI's Motion.

F. CGI Is Entitled to Summary Determination that It Has Established a
Domestic Industry in the United States Using Domestic Engineering and
Technical Support Investments and a Reasonable Sales Allocation

CGI asserted that it had established domestic industry and has met the domestic industry

requirement under 19 U.S.C. § 1337(a)(3)(A), (B) for the Asserted Patents. CGI provided

evidence starting from the year 2013 of investment in its facility in Illinois. While this data

reflected only the U.S. market, there is no dispute of fact that they show significant investments

in the U.S. in labor and capital under sub-prong (B).
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1. There Is A Material Dispute of Fact That CGI Has Made Significant
Investments in Plant and Equipment under Section 337(aX3)(A)

It is a finding of this Initial Determination that there is an issue of material fact with

respect to whether CGI has satisfied the domestic industry requirement under 19 U.S.C. §

1337(a)(3XA). This issue of material fact pertains to whether COI made a significant

investment in plant and equipment related to the DI Products.

As shown below in Table No. 5, CGI's analysis identified approximately alliallarn in

qualifying plant and equipment investments. However, as explained above, TSC expenditures

have been stricken, reducing that number to about AM Sttl.. Also, it appears that CGI used

an inflated sales-allocation percentage, requiring investments to be reduced by about In, to

about I. Finally, CGI included in its analysis sales of Internet-Capable GDOs that do

not practice a claim of an Asserted Patent, roughly NM its sales numbers for GDO DI

Products. Roughly the percentage allocation used to calculate CGI's investments in DI

GDO Products leads to a total plant and equipment investment of around

There is a material issue of fact with respect to the exact figure for CGI's adjusted plant

and equipment investment While it appears true that a .4 rosisfstio of CGI's investment in

plant and equipment for DI Products has occurred in the United States, (SMF ¶ 126), there is a

material issue of fact with respect to whether CGI's adjusted plant and equipment investment

would qualify as significant. Therefore, the evidence does not show that CGI is entitled to

summary determination as a miter of law that the economic prong of the domestic industry

requirement is met under Section 337(a)(3XA).
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Table No. 5: Total Domestic Plant and Equipment Investments Calculated by CGI

2013 2014 2015 2016 2017 2011 Total

1/1t2013.
12/31/2013

1/1/2014 -
12/31/2014

1/1/2015 -
12/31/2015

1/1/2016 -
12/31/2016

1/1/2017 -
12/31/2017

1/1/20111 -
5/4/2018

1/1/2013 -
5/4/2010

Total U.S. Plant &
Equipment Engineering
Expenditums Artributed
to DOG DI Products

,...... ....

Total U.S. Plant &
Equipment LIG,

Expendieffes Attributed
to CI1X1 DI Products
Total U.S. Plant and

Equipment Expenditrues
Attributed to Zei2, DI

Products

....,
' JJ_If Ii *4P

2015 2010 2017 2010 Total

innois-
12/31/2015

111/2016 -
12/31/2016

1/1/2017 -
12/31/2017

1/1/2018 -
5/4/2018

I/1/2013 -
5/4/2018

Total U.S. Plant & Equipment
Engineering Expenditures

Attributed to Gate Operator DI
Products

--*44-. 1 I. 41 1111111

Total U.S. Plant & Equipment
TACEmpendittares Attributed to

Gate Operator DI Products
'‘t

,
Ici•I'-,iir f

Total U.S. Plant and Equipment
Expenditures Atttibuted to Gate

Operator DI Products

(Id. ¶1 102-03.).

2. There Is No Material Dispute of Fact That CGI Has Made Significant
Investments in Labor and Capital under Section 337(aX3)(B)

It is a finding of this Initial Determination that there is no issue of material fact with

respect to whether CGI has satisfied the domestic industry requirement under 19 U.S.C. §

1337(a)(3)(B). As shown below in Table No. 6, CGI's analysis identified approximately is

dollars in qualifying labor and capital investments. However, as explained above, TSC

expenditures have been stricken, reducing that number to about ammipk..

Also, it appears that CGI used an inflated sales-allocation percentage, requiring

investments to be reduced by about .• to about W1I Finally, CGI included in its
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analysis sales of Internet-Capable GDOs that do not practice a claim of an Asserted Patent,

roughly ifA,,foliff' its sales numbers for GDO DI Products. 4porig the percentage allocation

used to calculate CGI's investments in DI GDO Products leads to a total labor and capital

investment of around

While the exact figure for CGI's adjusted labor and capital investment is unlcnown,

there is no dispute that a large percentage of CGI's investment in labor and capital for DI

Products has occurred in the United States. (Id. 1 128 (for GDO DI Products, domestic labor and

capital expenditures are of total worldwide), 129 (for GO DI Products, domestic labor and

capital expenditures are  -t of total worldwide).). Moreover, in a recent ITC Investigation

involving overlapping products but different patents-in-suit, the Commission found that CGI

made significant domestic investments in labor or capital related to its GDO products. Certain

Access Control Systems and Components Thereof, Inv. No. 337-TA-1016, Comm'n Op. at 1-2

(April 21,2018) (adopting ID with respect to economic prong determination). Therefore, the

evidence shows that CGI is entitled to summary determination as a matter of law that the

economic prong of the domestic industry requirement is met under sub-prong B.

Table No. 6: Total Domestic Labor and Capital Investments Calculated by CGI

2013 2014 2013 2016 2017 20111 Total

1/1/2013 -
12/31/2013

1/1/2014 -
12/31/2014

11112015-
12/31/2015

1/1/2016 -
12/31/2016

1/1/2017 -
12/31/2017

1/1/20113 -
5/4/20111

1/1/2013 -
5/4/201S

Total U.S. Labor and
Capital Engineering

Expenditures Attributed to
MG DI Products

' '
,--..'-' I1
' , w

'

Total U.S. Labor and
Capital IMExpenditures

Attributed to gm DI
Products

it -1 , ' gil5 ' RtA 41q11:7 114'11111141

Total U.S. Labor and
Capital Expenditures
Attributed to cat DI

Products

,
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2015 2016 2017 2018 Total
1/1/2015 -
12/31/2015

1/1/2016 -
12/31/2016

1/1/2017 -
12/31/2017

1/1/2018 -
5/4/2018

1/1/2013 -
5/4/2018

Total U S Labor and Capital
Enguieering Expenditures Attributed

to Gate Operator DI Products
Total U S Labor and Capital D,c,
Expenditures Attributed to Gate

Operator DI Products
Total U.S Labor and Capital

Expenditures Attributed to Gate
Operator DI Products

(SMF 111" 124-25.).

V. ORDER

Because of the disjunctive nature of the three (3) economic prongs under Section 337,

CG1 does not need to prove the first or third prong, Section 337(a)(3)(A) or Section

337(a)(3)(C), here. Based on the above evidence, I find that CGI's investments in labor and

capital under Section 337(a)(3)(B) satisfy the economic prong of domestic industry.

Based upon the undisputed evidence presented by CGI, and for the reasons described

above, CGI's motion for summary determination that CG1 satisfies the economic prong of the

domestic industry requirement, Motion Docket No. 1118-014, is hereby granted.

Accordingly, this recommended decision is certified to the Commission. All orders and

documents filed with the Secretary, including the record exhibits in this Investigation, as defined

in 19 C.F.R. § 210.38(a), are not certified, since they are already in the Commission's possession

in accordance with Commission Rules. See 19 C.F.R. § 210.38(a). In accordance with 19

C.F.R. § 210.39(e), all material found to be confidential under 19 C.F.R. § 210.5 is to be given in

camera treatment.

Pursuant to 19 C.F.R. § 210.42(h), this Initial Determination shall become the

determination of the Commission unless a party files a petition for review pursuant to 19 C.F.R.
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§ 210.43(a) or the Commission, pursuant to 19 C.F.R. § 210.44, orders on its own motion a

review of the Initial Determination or certain issues therein.

Within fourteen (14) days of the date of this document the Parties shall submit to the

Office of Administrative Law Judges a joint statement whether they seek to have any portion of

this document deleted from the public version. The Parties' submission shall be made by hard •

copy and must include a copy of this ID with yellow highlighting, with or without red brackets,

indicating any portion asserted to contain confidential business information ("CBI") to be deleted

from the public version. The submission shall also include a chart that: (i) contains the page

number of each proposed redaction; and (ii) states (next to each page number) every sentence or

phrase, listed separately, that the party proposes be redacted; and (iii) for each such sentence or

phrase that the party proposes be redacted, a citation to case law with an explanation as to why

each proposed redaction constitutes CBI consistent with case law. Any proposed redaction that

is not explained may not be redacted after a review. The Parties' submission concerning the

public version of this document need not be filed with the Commission Secretary.

SO ORDERED.

MaryJoan amara
Administrative Law Judge
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I. INTRODUCTION

This Order resolves the claim construction disputes that Complainant The Chamberlain

Group, Inc. (“Chamberlain”) and Respondents GTO Access Systems, LLC f/k/a Gates That

Open, LLC, Nortek Security & Control LLC f/k/a Linear, LLC and Nortek, Inc. (“Respondents”

or “Nortek” and with Chamberlain, “the Parties”) jointly identified. On May 29, 2019, the

Parties filed their Second Revised Joint Claim Construction Chart (“2“dRevised Joint CC

Chart”). (Doc. ID No. 677206 (May 29, 2019).). That Chart set forth fourteen (14) disputed

claim terms that the Parties proposed for court construction and identified eight (8) terms “most

significant to resolution ofthe case[.]” (Id. at 1-2.). This Order provides constructions for all 14

disputed claim terms, including means-plus-ftmction terms. The claim terms arise from three

asserted patents, the only asserted patents remaining in this Investigation: (1) U.S. Patent No.

7,755,223 (“’223 patent”); (2) U.S. Patent No. 6,741,052 (“’052 patent”); and (3) U.S. Patent N0.

8,587,404 (“’404 patent,” and collectively with the ’223 and ’052 patents, the “Asserted

Patents”).

On May 31, 2019, I held a telephone conference (“Teleconference”) to resolve

outstanding discovery-related motions and to give the Parties advance notice of the claim

constructions that are now provided in this Order at Appendix A ahead of the evidentiary hearing

(“Hearing”) in this Investigation. (Tr. of May 31, 2019 Teleconference (Doc. ID No. 677777

(June 4, 20l9)).). The relevant claim construction portions of the telephone conference transcript

are incorporated by reference into this Order. (Id. at 86-89.). However, this Order supersedes

the oral claim constructions provided during the Teleconference because this written Order is

more nuanced and explains the rational for each of the claim constructions that have been

adopted.
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As is discussed in more detail below, while the Parties did not reach an agreement on the

credentials of a “person of ordinary skill in the art,” this term is not yet defined since it was not

necessary for the construction of the disputed claim tenns that are construed in Appendix A.

ll. TERMS CONSTRUED IN THIS ORDER

A. Claim Scope

Claim terms are construed in this Order solely for the purposes of this Section 337

Investigation. Only claim terms in controversy need to be construed, and then only to the extent

necessary to resolve the controversy. Vanderlande Indus. Nederland BVv. Int’! Trade Comm.,

366 F.3d 1311, 1323 (Fed. Cir. 2004); Vivid Tech, Inc. v. Am. Sci. & Eng ’g, Inc., 200 F.3d 795,

803 (Fed. Cir. 1999). It appears that the Parties did not agree upon a single claim term

construction, although, for a handful of disputed terms, their proposed constructions are nearly

identical in terms of language and scope. (See, e.g., RMBr. at 6 (“The parties were unable to

reach agreement on any terms prior to Markman briefing”); 2"“Revised Joint CC Chart.).

B. Applicable Ground Rules

Going forward, the Parties are limited to the constructions adopted in this Order.

Modified or new constructions set forth for the first time in post-hearing briefs will be

considered to be Waived. Similarly, it will not be appropriate for any party to seek additional

claim construction during the Hearing or merely to state that a claim term that may be implicated

in an expert report or expert testimony has either a “plain or ordinary” meaning, or that a claim

term is “indefinite.” (See Order No. 2 at 8; G.R. 1.14.). If any party posits a “plain and ordinary

meaning,” it must be explained and be consistent with this Order, even if the explanation is the

type of provided in Appendix A to this Order. (See Order No. 2 at 8.).

2



C. The Claim Chart in Appendix A

The chart of disputed claim terms and adopted constructions is attached as Appendix A.

The chart in Appendix A contains five (5) columns: (1) Patent; (2) Term(s) to be Construed; (3)

Chamberlain’s Proposed Constructions; (4) Nortek’s Proposed Constructions; and (5) Court

Adopted Constructions and Reasoning.

III. APPLICABLE LAW‘

A. Claim Construction

The claims construed in Appendix A were construed using-the following principles.

Claim construction begins with the language of the claims themselves. Claims should be

given their ordinary and customary meaning as understood by a person of ordinary skill in the

art, viewing the claim terms in the context of the entire patent. Phillips v.AWH Corp. , 415 F.3d

1303, 1312-13 (Fed. Cir. 2005). In some cases, the plain and ordinary meaning of claim

language is readily apparent and claim construction will involve little more than “the application

of the widely-accepted meaning of commonly understood words.” Id. at 1314. In other cases,

claim terms have a specialized meaning and it is necessary to determine what a person of

ordinary skill in the art would have understood disputed claim language to mean by analyzing

“the words of the claims themselves, the remainder of the specification, the prosecution history,

and extrinsic evidence concerning relevant scientific principles, as well as the meaning of

technical terms, and the state of the art.” Id. (quoting Innova/Pure Water, Inc. v. Safari Water

Filtration S)/s., Ina, 381 F.3d 1111, 1116 (Fed. Cir. 2004)). ‘

The claims themselves provide substantial guidance with regard to the meaning of

1The constructions of the disputed claim terms in Appendix A generally follow and apply the law as
described herein. To the extent possible, the case law that applies to a construction is either identified
explicitly, or implicitly in adopting a party’s argument or construction.
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disputed claim language. Phillips, 415 F.3d at 1314. “[T]he context in which a tenn is used in

the asserted claim can be highly instructive.” Id. Similarly, other claims of the patent at issue,

regardless of whether they have been asserted against Respondents, may show the scope and

meaning of disputed claim language. Id I

In cases in which the meaning of a disputed claim term in the context of the patent’s

claims was uncertain, the specification was used as the “single best guide to the meaning of ta

disputed term.” Id.at 1321. Moreover, “[t]he construction that stays true to the claim language

and most naturally aligns with the patent’s description of the invention will be, in the end, the

correct construction.” Id. at 1316. As a general rule, however, the particular examples or

embodiments discussed in the specification are not to be read into the claims as limitations. Id.

at 1323.

The prosecution history may also explain the meaning of claim language, although “it

often lacks the clarity of the specification and thus is less useful for claim construction

purposes.” Id. at 1317. The prosecution history consists of the complete record of the patent

examination proceedings before the U.S. Patent and Trademark Office, including cited prior art.

Id. The prosecution history may reveal “how the inventor understood the invention and whether

the inventor limited the invention in the course of prosecution, making the claim scope narrower

than it would otherwise be.” Id.

If the intrinsic evidence is insufficient to establish the clear meaning of a claim, a court

may resort to an examination of the extrinsic evidence. Zodiac Pool Care, Inc. v. Hoflinger

Indus., Inc., 206 F.3d 1408, 1414 (Fed. Cir. 2000). Extrinsic evidence may shed light on the

relevant art, and “consists of all evidence external to the patent and prosecution history,

including expert and inventor testimony, dictionaries, and learned treatises.” Phillips, 415 F.3d
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at 1317. In evaluating expert testimony, a court should disregard any expert testimony that is

conclusory or “clearly at odds with the claim construction mandated by the claims themselves,

the Writtendescription, and the prosecution history, in other Words,with the Writtenrecord of the

patent.” (Id. at 1318.). Moreover, expert testimony is only of assistance if, with respect to the

disputed claim language, it identifies what the accepted meaning in the field would be to one

skilled in the art. Symantec Corp. v. Comput. Assocs. 1nt’l, Inc., 522 F.3d 1279, 1289 n.3., 1290­

91 (Fed. Cir. 2008). Testimony that recites how each expert would construe the term should be

accorded little or no weight. Id. Extrinsic evidence is inherently “less reliable” than intrinsic

evidence, and “is unlikely to result in a reliable interpretation of patent claim scope unless

considered in the context of the intrinsic evidence.” Phillips, 415 F.3d at 1318-19.

Extrinsic evidence is a last resort: “[i]n those cases where the public record

unambiguously describes the scope of the patented invention, reliance on any extrinsic evidence

is improper.” Vitronics Corp. v. Conceptronic, Ina, 90 F.3d 1576, 1583 (Fed. Cir. 1996).

B. Means-Plus-Function Claim Terms

“[T]he failure to use the word ‘means’ . . . creates a rebuttable presumption . . . that §

112, [1]]6 does not apply.” Williamson v. Citrix Online LLC, 792 F.3d 1339, 1348 (Fed. Cir.

2015). However, “[i]n making the assessment of whether the limitation in question is a means­

plus-function term subject to the strictures of § 112, para. 6, . . . the essential inquiry is not

merely the presence or absence of the word ‘means’ but whether the Wordsof the claim are

understood by persons of ordinary skill in the art to have a sufficiently definite meaning as the

name for structure.” Id. at 1348. “Generic terms such as ‘mechanism,’ ‘element,’ ‘device,’ and

other nonce words that reflect nothing more than verbal constructs may be used in a claim in a

manner that is tantamount to using the Word ‘means’ because they ‘typically do not comiote

sufficiently definite structure’ and therefore may invoke § 112, para. 6.” Id. at 1350. However,
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claims directed at generic functions like “processing,” “receiving,” and “storing” can be achieved

by any general purpose computer without special programming and thus do not necessarily

require construction under Section 112(6). In re Katz Interactive Call Processing Patem‘Litz'g.,

639 F.3d 1303, 1316 (Fed. Cir. 2011) (contrasting cases involving “specific functions that would

need to be implemented by programming a general purpose computer to convert it into a special

purpose computer capable of performing those specified functions”).

Some patent claim limitations are explicitly drafted in means-plus-function format, and

they are usually governed by 35 U.S.C. § 112 ‘ll6.

An element in a claim for a combination may be expressed as a means or step for
performing a specified function without the recital of structure, material, or acts in
support thereof, and such claim shall be construed to cover the corresponding
structure, material, or acts described in the specification and equivalents thereof.

35 U.S.C. § 112 1]6. According to the Federal Circuit, “[t]he first step in construing a means­

plus-function limitation is to identify the function explicitly recited in the claim.” Asysl Techs.,

Inc. v. Empak, Inc, 268 F.3d 1364, 1369-70 (Fed. Cir. 2001). The function may only include the

limitations contained in the claim language: it is improper to narrow or broaden “the scope of

the function beyond the claim language.” Cardiac Pacemakers, Inc. v. St. Jude Meal, Inc, 296

F.3d 1106, 1113 (Fed. Cir. 2002).

The next step in the analysis of a means-plus-function claim limitation “is to identify the

corresponding structure set forth in the written description that performs the particular ftmction

set forth in the claim.” Asyst, 268 F.3d at 1369-70. Corresponding structure “must not only

perform the claimed function, but the specification must clearly associate the structure with

performance of the function.” Cardiac Pacemakers, 296 F.3d at 1113. I

Section 112 paragraph 6 does not ‘permit incorporation of structure from the
written description beyond that necessary to perform the claimed function.’
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Structural features that do not actually perform the recited function do not constitute
corresponding structure and thus do not serve as claim limitations.

Asyst, 268 F.3d at 1369-70 (citations omitted). For example, features that enable the pertinent

structure to operate as intended are not the same as corresponding structures that actually

perform the stated function. Id. at 1371. Different embodiments disclosed in the specification

may disclose different corresponding structure. Cardiac Pacemakers, 296 F.3d at 1113.

A means-plus-function analysis is “undertaken from the perspective of a person of

ordinary skill in the art.” Id. While the focal point for determining the corresponding structure

is the patent specification, other intrinsic evidence remains relevant. The other claims in a patent

“may provide guidance and context for interpreting a disputed means-plus-ftmction limitation,

especially if they recite additional functions.” Wenger Mfg, Inc. v. Coating Mach. Sys., Ina,

239 F.3d 1225, 1233-34 (Fed. Cir. 2001). If another claim in the patent recites a separate and

distinct function, “the doctrine of claim differentiation indicates that these claims are

presumptively different in scope.” Id. The prosecution history of the patent may also be useful

in interpreting a claim written in means-plus-function form. Cybor Corp. v. FAS Techs., Inc. ,

138 F.3d 1448, 1457 (Fed. Cir. 1998) (abrogated with respect to de novo claim construction).

“[P]ositions taken before the PTO may bar an inconsistent position on claim construction under

§ 112 116”if a “competitor would reasonably believe that the applicant had surrendered the

relevant subject matter” as a result of “clear assertions made in support of patentability.” Id.

C. Indefiniteness

A patent specification must “conclude with one or more claims particularly pointing out

and distinctly claiming the subject matter which the inventor or a joint inventor regards as the

invention.” 35 U.S.C. § 112, 1[2. Previously, the Federal Circuit held that a patent claim is not

indefinite “so long as the claim is amenable to construction, and the claim, as construed, is not
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insolubly ambiguous.” Nautilus, Inc. v. Biosig Instruments, Inc., 134 S.Ct. 2120, 2124 (2014).

More recently, the U.S. Supreme Court determined that this standard lacks precision. Id. at

2130. Instead, the Supreme Court held:

we read § 112, 112 to require that a patent’s claims, viewed in light of the
specification and prosecution history, inform those skilled in the art about the scope
of the invention with reasonable certainty. The definiteness requirement, so
understood, mandates clarity, while recognizing that absolute precision is
unattainable. The standard we adopt accords with opinions of this Court stating
that “the certainty which the law requires in patents is not greater than is reasonable,
having regard to their subject-matter.” .

Id. at 2129 (citations omitted).

A party seeking to invalidate a patent claim must do so by clear and convincing evidence.

See, e.g., Tech. Licensing Corp. v. Videotek, Inc., 545 F.3d 1316, 1327 (Fed. Cir. 2008) (citing

Hybritech Inc. v. Monoclonal Antibodies, Inc., S02 F.2d 1367, 1375 (Fed. Cir. 1986)).

D. Doctrine of Prosecution History Disclaimer

“[T]he prosecution history can often infonn the meaning of the claim language by

demonstrating how the inventor understood the invention and whether the inventor limited the

invention in the course of prosecution, making the claim scope narrower than it would otherwise

be.” Phillips, 415 F.3d at 1317. To narrow claim scope during prosecution, “[t]he applicant,

however, must clearly and unambiguously express any such surrender of subject matter.”

Invitrogen Corp. v. Biocrest Mfg., L.P., 327 F.3d 1364, 1367 (Fed. Cir. 2003); see also Chimie v.

PPG Indus, Inc., 402 F.3d 1371, 1384 (Fed.Cir.2005) (“The purpose of consulting the

prosecution history in construing a claim is to exclude any interpretation that was disclaimed

during prosecution.”) (internal quotation and citation omitted). Responses to

elections/restrictions only serve to limit if “the applicant’s response to the restriction requirement

. . . constitutes a clear and unmistakable disclaimer of claim scope.” Uship Intellectual Props. v.

U.S., 714 F.3d 1311, 1315 (Fed. Cir. 2013).
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“Absent applicant argument in the face of a restriction requirement, . . . courts have

consistently refused to find an examiner’s restriction requirement, by itself, to result in a

disavowal of claim scope.” Bestop, Inc. v. TujjfySec. Prod., Inc., 2015 WL 470552, at *6 (E.D.

Mich. Feb. 4, 2015). “The reason is that restriction requirements constitute ‘an administrative

tool’ that is ‘employed early in the prosecution, at the discretion of the Examiner, to control the

EXaminer’s time . . . and prior to determining the scope or boundaries of any of the claims.”’ Id.

(quoting Amersham Pharmacia Biorech, Inc. v. Perkin-Elmer C0rp., 2000 WL 34204509, at *l6

(N.D. Cal. 2000) (ellipses in original).

IV. PERSON OF ORDINARY SKILL IN THE ART

The credentials of a “person of ordinary skill in the art” will be selected based upon the

principles described below and the Parties’ proposed credentials.

A hypothetical person is a person of ordinary skill and “ordinary creativity.” KSBInt 'l

Co. v. Teleflex, Inc., 550 U.S. 398, 420 (2007). “Factors that may be considered in determining

[the] level of ordinary skill in the art include: (1) the educational level of the inventor[s]; (2)

type of problems encountered in the art; (3) prior art solutions to the problems; (4) rapidity with

which inventions are made; (5) sophistication of the technology; and (6) educational level of

active workers in the field.” Envtl. Designs Ltd. v. Union Oil C0. of California, 713 F.2d 693,

696—97(Fed. Cir.) (citations omitted). “These factors are not exhaustive but merely a guide to

determining the level of ordinary skill in the art.” Daiichi Sankyo C0. v. Apotex, Ina, 501 F3d

1254, 1256 (Fed. Cir. 2007).). The hypothetical person of skill is also separately presumed to

have knowledge of all the relevant prior art in the field. Custom Accessories, Inc. v. Jeffrey­

Allan Indus, Inc., 807 F.2d 693, 697 (Fed. Cir. 1983).

According to Nortek, “a person having ordinary skill in the art with respect to the

Asserted Patents at the time of the inventions would have had at least a bachelor’s degree, either
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in electrical engineering or computer engineering, with approximately two years’ experience in a

field relating to microcontroller and microcontroller-based control systems.” (RMBr. at 1-2.).

According to Chamberlainz‘ l

I “A person of ordinary skill in the art pertaining to the ’223 patent would have a
bachel0r’s degree in electrical engineering, computer engineering, computer
science, or a related field with two or more years of experience working in the
movable barrier operator field;”

0 “A person of ordinary skill in the art pertaining to the ’O52patent would have a
bachelor’s degree in electrical engineering, computer engineering, computer
science, or a related field with two or more years of experience working in the
movable barrier operator field;” and

0 “A person of ordinary skill in the art pertaining to the ’404 patent would have a
bachelor’s degree in electrical engineering, computer engineering, computer
science, or a related field with two or more years of experience working in the
movable barrier operator field.”

(CMBr. at 7, 34, 65.).

This Order does not resolve the person of ordinary skill in the art issue because it is not

gennane to the claim construction requested by the Parties. In arguing for their proposed

constructions of disputed terms, the Parties have appropriately focused on other matters, such as

the intrinsic evidence. Neither of the Parties has indicated in any of their filed documents that

the person of ordinary skill in the art definition is necessary or dispositive for construction of the

disputed claim terms.

To the extent this issue could be necessary for testimony during the upcoming Hearing,

the Parties should attempt to agree on a person of ordinary skill in the art definition for each of

the ’223, “O52,and ’404 patents. If the Parties instead reserve their person of ordinary skill in

the art positions for the evidentiary Hearing, their explanations at the Hearing must address each

of the factors set forth in Envtl. Designs, supra.
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V. PROCEEDINGS GOING FORWARD

A. Supplementation in Response to This Order

The Parties may not file supplemental expert reports in response to this Order. No

additional discovery will be permitted because of this Order unless allowed by leave of court and

requested by motion given that the discovery deadline has changed. No re-argument of the

claims construed in this Order may occur.

Going forward, and consistent with Ground Rules in this Investigation, the Parties are

expected to notify Chambers of any issues that have become moot, or have been eliminatedfor

any reason withinfive (5) days of such a change. The Parties should redact from expert reports

and from any other documents upon which they intend to rely any issues, claims, defenses, prior

art, theories, or any other content that has been rendered moot or disallowed as a result of this or

other Orders, or because of the termination of patent claims or allegations from this l

Investigation. Any expert reports that are changed or redacted because issues have become

moot, they should be filed on EDIS and two (2) copies should be provided to Chambers before

the Hearing.

B. Streamlining the Investigation

To the extent that this Markman Order will enable the Parties to streamline this

Investigation, such as through the elimination of asserted claims or asserted prior art, the Parties

are encouraged to take action now. Chamberlain is encouraged to drop patents and claims from

this Investigation.

Moreover, Noitek should be notified now which patents/claims will be eliminated so that

they (and the Court) do not waste unnecessary resources preparing to address patents or claims

that will be dropped. Identifying additional patents/claims that will be dropped will also give

Nortek time to eliminate invalidity theories. Similarly, if certain of Nortek’s theories and

ll



proposed prior art are now moot because of the adopted constructions in Appendix A, Nortek

should notify Chamberlain and make the appropriate filings on EDIS and to Chambers.

C. Settlement

It is strongly recommended that, in advance of the Hearing and in light of this Markman

Order, the Parties take informal opportunities to engage in settlement.

. CONCLUSION

Constructions of the disputed claim terms are hereby adopted by this Order for the

reasons discussed in the Claim Chart Adopting Constructions of Disputed Claims Terms attached

as Appendix A.

SO ORDERED.

Mar)/Joan cNamara
Administrative Law Judge
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