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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN DIGITAL VIDEO
RECEIVERS AND RELATED
HARDWARE AND SOFTWARE
COMPONENTS

Investigation No. 337-TA-1103
(Rescission)

NOTICE OF COMMISSION DECISION TO INSTITUTE A RESCISSION
PROCEEDING; RESCISSION OF A LIMITED EXCLUSION ORDER AND CEASE
AND DESIST ORDERS; TERMINATION OF RESCISSION PROCEEDING

AGENCY:

U.S. International Trade Commission.

ACTION:

Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission
(“Commission”) has determined to institute a rescission proceeding in the above-captioned
investigation and to grant a joint motion for rescission of a limited exclusion order (“LEO”) and
cease and desist orders (“CDOs”) previously issued in the investigation. The LEO and CDOs are
rescinded, and the rescission proceeding is terminated.
FOR FURTHER INFORMATION CONTACT: Sidney A. Rosenzweig, Esq., Office of the
General Counsel, U.S. International Trade Commission, 500 E Street S.W., Washington, D.C.
20436, telephone (202) 708-2532. Copies of non-confidential documents filed in connection
with this investigation may be viewed on the Commission’s electronic docket (EDIS) at
https://edis.usitc.gov. For help accessing EDIS, please email EDIS3Help@usitc.gov. General
information concerning the Commission may also be obtained by accessing its Internet server at
https://www.usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.
SUPPLEMENTARY INFORMATION: On March 16, 2018, the Commission instituted this
investigation based on a supplemented complaint filed on behalf of, inter alia, Rovi Corporation
of San Jose, California; Rovi Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover,
Massachusetts (collectively, “Rovi”). The supplemented complaint alleged violations of section
337 of the Tariff Act of 1930, as amended, 19 U.S.C. 1337 (“section 337”), based upon the
importation into the United States, the sale for importation, and the sale within the United States
after importation of certain digital video receivers and related hardware and software
components by reason of infringement of certain claims of, inter alia, U.S. Patent No. 7,779,011

(“the ’011 patent”). 83 FR 11792 (Mar. 16, 2018). The Commission’s notice of investigation
named as respondents Comcast Corporation of Philadelphia, Pennsylvania; Comcast Cable
Communications, LLC of Philadelphia, Pennsylvania; Comcast Cable Communications
Management, LLC of Philadelphia, Pennsylvania; Comcast Business Communications, LLC of
Philadelphia, Pennsylvania; Comcast Holdings Corporation of Philadelphia, Pennsylvania; and
Comcast Shared Services, LLC of Chicago, Illinois (collectively, “Comcast”). Id. The Office of
Unfair Import Investigations was also named as a party in this investigation. Id.
On April 23, 2020, the Commission terminated the investigation with a finding of
violation of section 337 based on the infringement of claim 9 of the ’011 patent. The
Commission issued an LEO and six CDOs (one for each respondent).
On November 13, 2020, Rovi and Comcast jointly filed confidential and public versions
of a petition to rescind the remedial orders based on a settlement agreement.
Having reviewed the petition and determined that it complies with Commission rules, see
19 CFR 210.76(a)(3), the Commission has determined to institute a rescission proceeding and to
grant the petition. The LEO and the CDOs are hereby rescinded.
The rescission proceeding is terminated.
The Commission vote for this determination took place on November 19, 2020.
The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in Part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR Part 210).
By order of the Commission.

Issued: November 19, 2020

Lisa R. Barton
Secretary to the Commission
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
Investigation No. 337-TA-1103
(Rescission)

CERTAIN DIGITAL VIDEO
RECEIVERS AND RELATED
HARDWARE AND SOFTWARE
COMPONENTS

RESCISSION OF REMEDIAL ORDERS
On March 16, 2018, the Commission instituted this investigation based on a
supplemented complaint filed on behalf of, inter alia, Rovi Corporation of San Jose, California;
Rovi Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover, Massachusetts
(collectively, “Rovi”). The supplemented complaint alleged violations of section 337 of the
Tariff Act of 1930, as amended, 19 U.S.C. 1337 (“section 337”), based upon the importation into
the United States, the sale for importation, and the sale within the United States after importation
of certain digital video receivers and related hardware and software components by reason of
infringement of certain claims of, inter alia, U.S. Patent No. 7,779,011 (“the ’011 patent”). 83
FR 11792 (Mar. 16, 2018). The Commission’s notice of investigation named as respondents
Comcast Corporation of Philadelphia, Pennsylvania; Comcast Cable Communications, LLC of
Philadelphia, Pennsylvania; Comcast Cable Communications Management, LLC of Philadelphia,
Pennsylvania; Comcast Business Communications, LLC of Philadelphia, Pennsylvania; Comcast
Holdings Corporation of Philadelphia, Pennsylvania; and Comcast Shared Services, LLC of

1

Chicago, Illinois (collectively, “Comcast”). Id. The Office of Unfair Import Investigations was
also named as a party in this investigation. Id.
On April 23, 2020, the Commission terminated the investigation with a finding of
violation of section 337 based on the infringement of claim 9 of the ’011 patent. The
Commission issued a limited exclusion order (“LEO”) and six cease and desist orders (“CDOs”)
(one for each respondent).
On November 13, 2020, Rovi and Comcast jointly filed confidential and public versions
of a petition to rescind the remedial orders based on a settlement agreement.
Having reviewed the petition and determined that it complies with Commission rules (see
19 C.F.R. § 210.76(a)(3)), the Commission has determined to institute a rescission proceeding
and to grant the petition.
Accordingly, it is hereby ORDERED that:
1. The LEO and CDOs issued in the above-captioned investigation are hereby rescinded.
2. The Secretary shall serve a copy of this order on the Secretary of the Treasury and all
parties of record and publish notice thereof in the Federal Register.
By order of the Commission.

Issued: November 19, 2020

Lisa R. Barton
Secretary to the Commission
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN DIGITAL VIDEO
RECEIVERS AND RELATED
HARDWARE AND SOFTWARE
COMPONENTS

Investigation No. 337-TA-1103

NOTICE OF THE COMMISSION’S FINAL DETERMINATION FINDING A
VIOLATION OF SECTION 337; ISSUANCE OF A LIMITED
EXCLUSION ORDER AND CEASE AND DESIST ORDERS;
TERMINATION OF THE INVESTIGATION
AGENCY:

U.S. International Trade Commission.

ACTION:

Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has found a
violation of section 337 of the Tariff Act of 1930, as amended, in this investigation and has
issued a limited exclusion order and cease and desist orders prohibiting importation of infringing
digital video receivers and related hardware and software components.
FOR FURTHER INFORMATION CONTACT: Sidney A. Rosenzweig, Esq., Office of the
General Counsel, U.S. International Trade Commission, 500 E Street, SW, Washington, D.C.
20436, telephone (202) 708-2532. Copies of non-confidential documents filed in connection
with this investigation may be viewed on the Commission’s electronic docket (EDIS) at
https://edis.usitc.gov. For help accessing EDIS, please email EDIS3Help@usitc.gov. General
information concerning the Commission may also be obtained by accessing its Internet server at
http://www.usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal, telephone (202) 205-1810.
SUPPLEMENTARY INFORMATION: On March 16, 2018, the Commission instituted this
investigation based on a supplemented complaint filed on behalf of Rovi Corporation of San
Jose, California; Rovi Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover,
Massachusetts (collectively, “Rovi”); as well as Rovi Technologies Corporation of San Jose, CA.
The supplemented complaint alleges violations of section 337 of the Tariff Act of 1930, as
amended, 19 U.S.C. 1337 (“section 337”), based upon the importation into the United States, the
sale for importation, and the sale within the United States after importation of certain digital
video receivers and related hardware and software components by reason of infringement of one
or more claims of U.S. Patent Nos. U.S. Patent No. 7,779,011 (“the ’011 patent”); 7,937,394
(“the ’394 patent”); 7,827,585 (“the ’585 patent”); 9,294,799 (“the ’799 patent”); 9,396,741 (“the

’741 patent”); 9,578,363 (“the ’363 patent”); 9,621,956 (“the ’956 patent”); and 9,668,014 (“the
’014 patent”). 83 FR 11792 (Mar. 16, 2018). The Commission’s notice of investigation named
as respondents Comcast Corporation of Philadelphia, Pennsylvania; Comcast Cable
Communications, LLC of Philadelphia, Pennsylvania; Comcast Cable Communications
Management, LLC of Philadelphia, Pennsylvania; Comcast Business Communications, LLC of
Philadelphia, Pennsylvania; Comcast Holdings Corporation of Philadelphia, Pennsylvania; and
Comcast Shared Services, LLC of Chicago, Illinois (collectively, “Comcast”). Id. The Office of
Unfair Import Investigations was also named as a party in this investigation. Id.
The Commission previously terminated the investigation as to complainant Rovi
Technologies Corporation; as to the ’956, ’394, ’014, ’799, and ’363 patents in their entirety; and
as to certain claims of the ’011, ’585, and ’741 patents. Order No. 12, unreviewed, Notice (July
24, 2018); Order No. 33, unreviewed, Notice (Sept. 19, 2018); Order 39, unreviewed, Notice
(Oct. 25, 2018).
On June 3, 2019, the presiding ALJ issued Order No. 47, a summary determination
(“SD”), which, inter alia, granted Rovi’s motions for summary determination as to importation
and sale after importation. On June 11, 2019, Comcast filed a petition for review of the SD. On
June 18, 2019, Rovi responded to Comcast’s petition. On June 25, 2019, the Commission
investigative attorney (“IA”) responded to Comcast’s petition.
On June 4, 2019, the ALJ issued the final initial determination (“final ID”). On June 17,
2019, Comcast and Rovi each filed a petition for review of the final ID. On June 25, 2019,
Comcast and Rovi responded to each other’s petition, and the IA responded to both.
In addition, the Commission received comments from Rovi on the public interest
pursuant to Commission Rule 210.50(a)(4). The Commission also received comments from the
following organizations in response to the Commission’s notice soliciting public interest
comments, 84 FR 27804 (June 14, 2019): Tea Party Patriots Action; Americans for Limited
Government; Frontiers of Freedom Institute; Market Institute; and Conservatives for Property
Rights (joined by 60 Plus Association, and Americans for Limited Government). The
Commission also received correspondence from Rep. Peter King (R-N.Y.) (Sept. 19, 2019), Rep.
Jackie Speier (D-Cal.) (Sept. 6, 2019), and Rep. Steve Stivers (R-Ohio) (Aug. 27, 2019).
On August 15, 2019, the Commission determined to review in part the SD as to
reimportation, and not to review the remainder of the SD. Notice at 3 (Aug. 15, 2019) (“Notice
of Review”). As to the final ID, in relevant part the Commission terminated the investigation
with a finding of no violation as to the ’585 and ’741 patents, but determined to review
infringement of the ’011 patent. Id. The Commission solicited briefing on certain questions
pertaining to infringement of the ’011 patent. Id. at 4.
On August 29, 2019, the parties filed responses to the Commission notice, and on
September 10, 2019, Comcast and Rovi filed replies.
Having examined the record of this investigation, including the final ID and the parties’
submissions, the Commission has determined that Comcast’s X1 set-top boxes are used by
Comcast’s users to directly infringe claim 9 of the ’011 patent at Comcast’s inducement. Thus,
2

Comcast violated section 337 with regard to claim 9 of the ’011 patent. The Commission
declines to reach the issue of whether there has been a section 337 violation as to claim 1 of the
’011 patent because of the delay and burden associated with deciding the issue and because such
a finding would not afford any additional relief to Rovi. Thus, the Commission need not decide
the issue. See Yingbin-Nature (Guangdong) Wood Indus. Co. v. Int’l Trade Comm’n, 535 F.3d
1322, 1331-32 (Fed. Cir. 2008).
The Commission has further determined that the appropriate remedy is: (1) a limited
exclusion order prohibiting the entry of infringing digital video receivers and related hardware
and software components; and (2) cease and desist orders directed to respondents. The
Commission has determined that the public interest factors enumerated in section 337(d) and (f),
19 U.S.C. 1337(d), (f), do not preclude the issuance of the limited exclusion order or the cease
and desist orders. The Commission has determined that a bond in the amount of zero percent of
entered value is required during the period of Presidential review. 19 U.S.C. 1337(j)(3).
The investigation is terminated. The Commission’s reasoning in support of its
determinations is set forth more fully in its opinion. The Commission’s orders and opinion were
delivered to the President and the United States Trade Representative on the day of their
issuance.
The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in Part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR part 210).
By order of the Commission.

Lisa R. Barton
Secretary to the Commission
Issued: April 23, 2020
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN DIGITAL VIDEO RECEIVERS
AND RELATED HARDWARE AND
SOFTWARE COMPONENTS

Investigation No. 337-TA-1103

LIMITED EXCLUSION ORDER
The Commission has determined that there is a violation of section 337 of the Tariff Act
of 1930, as amended (19 U.S.C. § 1337), in the unlawful importation, sale for importation,
and/or sale after importation by respondents Comcast Corporation; Comcast Cable
Communications, LLC; Comcast Cable Communications Management, LLC; Comcast Business
Communications, LLC; Comcast Holdings Corporation; and Comcast Shared Services, LLC
(collectively "Respondents") of certain digital video receivers and related hardware and software
components that infringe claim 9 of U.S. Patent No. 7,779,011.
Having reviewed the record of this investigation, including the written submissions of the
parties, the Commission has made its determination on the issues of remedy, the public interest,
and bonding. The Commission has determined that the appropriate form of relief is a limited
exclusion order prohibiting the unlicensed entry into the United States of infringing digital video
receivers and related hardware and software components manufactured by or on behalf of the
Respondents or any of their affiliated companies, parents, subsidiaries, or other related business
entities, or their successors or assigns.

The Commission has also determined that the public interest factors enumerated in 19 U.S.C.
§ 1337(d) do not preclude the issuance of the limited exclusion order, and that the bond during the
Presidential review period shall be in the amount of zero percent of the entered value of the
infringing goods.
Accordingly, the Commission hereby ORDERS that:
1.

Digital video receivers and related hardware and software components that
infringe claim 9 of U.S. Patent No. 7,779,011 that are manufactured by, or on
behalf of, or are imported by or on behalf of the Respondents or any of their
affiliated companies, parents, subsidiaries, agents, or other related business
entities, or their successors or assigns, including ARRIS and Technicolor to the
extent they import such products on behalf of Respondents, 1 are excluded from
entry for consumption into the United States, entry for consumption from a
foreign-trade zone, or withdrawal from a warehouse for consumption, for the
remaining term of U.S. Patent No. 7,779,011, except under license of the patent
owner or as provided by law, and except for service or repair of digital video
receivers that were imported before the effective date of this order. Digital video
receivers for use in a system that has been adjudicated as noninfringing are not
subject to exclusion.

2.

Notwithstanding paragraph 1 of this Order, the aforesaid digital video receivers

1

ARRIS and Technicolor refer to Technicolor SA; Technicolor USA, Inc.; Technicolor
Connected Home USA LLC; ARRIS International plc; ARRIS Group Inc.; ARRIS Technology,
Inc.; ARRIS Enterprises LLC; ARRIS Solutions, Inc.; ARRIS Global Ltd.; and Pace Americas;
or any of their affiliated companies, parents, subsidiaries, agents, or other related business
entities, or their successors or assigns. See Limited Exclusion Order, Certain Digital Video
Receivers and Hardware and Software Components Thereof, Inv. No. 337-TA-1001.
-2-

and related hardware and software components are entitled to entry into the
United States for consumption, entry for consumption from a foreign-trade zone,
or withdrawal from a warehouse for consumption, under bond in the amount of
zero percent of the entered value of the imported digital video receivers and
related hardware and software components pursuant to
subsection (j) of section 337 of the Tariff Act of 1930, as amended (19 U.S.C.
§ 1337(j)), and the Presidential Memorandum for the United States Trade
Representative of July 21, 2005 (70 FR 43251), from the day after this Order is
received by the United States Trade Representative, and until such time as the
United States Trade Representative notifies the Commission that this Order is
approved, disapproved, or no action is taken but, in any event, not later than
sixty (60) days after the issuance of receipt of this action.
3.

At the discretion of U.S. Customs and Border Protection (“CBP”) and pursuant
to the procedures it establishes, persons seeking to import digital video receivers
and hardware and software components thereof that are potentially subject to
this Order may be required to certify that they are familiar with the terms of this
Order, that they have made appropriate inquiry, and thereupon state that, to the
best of their knowledge and belief, the products being imported are not excluded
from entry under paragraph 1 of this Order, including because the products will
be used as part of a redesign adjudicated by the Commission in the violation
investigation not to infringe, and thus the products cannot be used in a manner
that infringes the claim of the patent that is the subject of this Order. At its
discretion, CBP may require persons who have provided the certification

-3-

described in this paragraph to furnish such records or analyses as are necessary
to substantiate this certification.
4.

In accordance with 19 U.S.C. § 1337(l), the provisions of this Order shall not
apply to infringing digital video receivers and related hardware and software
components that are imported by or for the use of the United States, or imported
for and to be used for, the United States with the authorization or consent of the
Government.

5.

The Commission may modify this Order in accordance with the procedures
described in section 210.76 of the Commission’s Rules of Practice and
Procedure (19 C.F.R. § 210.76).

6.

The Secretary shall serve copies of this Order upon each party of record in this
investigation and upon CBP.

7.

Notice of this Order shall be published in the Federal Register.

By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: April 23, 2020
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC

In the Matter of
CERTAIN DIGITAL VIDEO RECEIVERS
AND RELATED HARDWARE AND
SOFTWARE COMPONENTS

Investigation No. 337-TA-1103

CEASE AND DESIST ORDER
IT IS HEREBY ORDERED THAT Comcast Shared Services, LLC, of Chicago, Illinois
cease and desist from conducting any of the following activities in the United States: importing,
selling, offering for sale, leasing, offering for lease, renting, offering for rent, marketing,
advertising, distributing, transferring (except for exportation), and soliciting U.S. agents or
distributors for, certain digital video receivers and related hardware and software components
covered by claim 9 of U.S. Patent No. 7,779,011 in violation of section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337).
I. Definitions
As used in this order:
(A)

“Commission” shall mean the United States International Trade Commission.

(B)

“Complainants” shall mean Rovi Corporation of San Jose, California; Rovi
Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover,
Massachusetts.

(C)

“Respondent” shall mean Comcast Shared Services, LLC, 30 N Wabash
1

Avenue 22, Chicago, Illinois 60611-3586.
(D)

“Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent
or its majority-owned or controlled subsidiaries, successors, or assigns.

(E)

“United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F)

The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G)

The term “covered products” shall mean digital video receivers and related
hardware and software components that infringe claim 9 of U.S. Patent No.
7,779,011. Covered products shall not include articles for which a provision of
law or license avoids liability for infringement of claim 9 of U.S. Patent No.
7,779,011. The term does not include digital video receivers for use in a
system that has been adjudicated as noninfringing.

II. Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them insofar as they are engaging in conduct prohibited by section III,
infra, for, with, or otherwise on behalf of, Respondent.
III. Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
For the remaining term of U.S. Patent No. 7,779,011, Respondent shall not:
2

(A) import or sell for importation into the United States covered products;
(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offer to rent,
or otherwise transfer (except for exportation), in the United States imported
covered products;
(C) advertise imported covered products;
(D) solicit U.S. agents or distributors for imported covered products; or
(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or
distribution of covered products.
IV. Conduct Permitted
(A) Notwithstanding any other provision of this Order, Respondent shall be
permitted to engage in specific conduct otherwise prohibited by the terms
of this Order if, in a written instrument, the owner of U.S. Patent No.
7,779,011 licenses or authorizes such specific conduct, including but not
limited to conduct involving covered products that the Commission found
were previously imported into the United States under license;
(B) to engage in specific conduct otherwise prohibited by the terms of this
Order if such specific conduct is related to the importation or sale of
covered products by or for the United States; or
(C) to engage in such specific conduct related to service or repair articles
imported for use in servicing or repairing digital video receivers that were
imported before the effective date of this Order. Exception (C) does not
permit the importation of digital video receivers to replace digital video
3

receivers that were imported before the effective date of this Order.
V. Reporting
For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2019.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during the reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
When filing written submissions, Respondent must file the original document
electronically on or before the deadlines stated above and submit eight (8) true paper copies to
the Office of the Secretary by noon the next day pursuant to section 210.4(f) of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.4(f)). Submissions should refer
to the investigation number (“Inv. No. 337-TA-1103”) in a prominent place on the cover pages
and/or the first page. (See Handbook for Electronic Filing Procedures,
https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf). Persons with questions
regarding filing should contact the Secretary (202-205-2000). If Respondent desires to submit a
document to the Commission in confidence, it must file the original and a public version of the
original with the Office of the Secretary and must serve a copy of the confidential version on
4

Complainant’s counsel. 1
Persons filing written submissions must file the original document electronically on or
before the deadlines stated above. The Commission’s paper filing requirements in 19 C.F.R.
§ 210.4(f) are currently waived, pending resolution of the COVID-19 crisis. 85 Fed. Reg. 15798
(March 19, 2020).
VI. Record-Keeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall
retain any and all records relating to the sale, offer for sale, lease, offer to
lease, rent, offer to rent, marketing, or distribution in the United States of
covered products, made and received in the usual and ordinary course of
business, whether in detail or in summary form, for a period of three (3)
years from the close of the fiscal year to which they pertain.
(B) For the purposes of determining or securing compliance with this Order
and for no other purpose, subject to any privilege recognized by the federal
courts of the United States, and upon reasonable written notice by the
Commission or its staff, duly authorized representatives of the Commission
shall be permitted access and the right to inspect and copy, in Respondent's
principal office during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, and other records and documents, in detail
and in summary form, that must be retained under subparagraph VI(A) of

1

Complainant must file a letter with the Secretary identifying the attorney to receive
reports and bond information associated with this Order. The designated attorney must
be on the protective order entered in the investigation.
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this Order.
VII. Service of Cease and Desist Order
Respondent is ordered and directed to:
(A) Serve, within fifteen (15) days after the effective date of this Order, a copy
of this Order upon each of its respective officers, directors, managing
agents, agents, and employees who have any responsibility for the
importation, marketing, distribution, sale, lease, or rent of imported
covered products in the United States;
(B) Serve, within fifteen (15) days after the succession of any persons referred
to in subparagraph VII(A) of this Order, a copy of the Order upon each
successor; and
(C) Maintain such records as will show the name, title, and address of each
person upon whom the Order has been served, as described in
subparagraphs VII(A) and VII(B) of this Order, together with the date on
which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until U.S.
Patent No. 7,779,011 expires.
VIII. Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V-VI of this Order should be made in accordance with section 201.6 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with
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confidential information redacted.
IX.

Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as any
other action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X. Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure (19
C.F.R. § 210.76).
XI. Bonding
The conduct prohibited by section III of this Order may be continued during the sixty-day
period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent's
posting of a bond in the amount of zero percent of the entered value of the covered products.
This bond provision does not apply to conduct that is otherwise permitted by section IV of this
Order. Covered products imported on or after the date of issuance of this Order are subject to the
entry bond as set forth in the exclusion order issued by the Commission, and are not subject to
this bond provision.
The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
7

temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary's acceptance of the bond, (a) the Secretary will serve an acceptance letter on all parties,
and (b) Respondent must serve a copy of the bond and accompanying documentation on
Complainants' counsel. 2
The bond is to be forfeited in the event that the United States Trade Representative
approves this Order (or does not disapprove it or takes no action within the review period),
unless the U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any
Commission final determination and order as to Respondent on appeal, or unless Respondent
exports or destroys the products subject to this bond and provides certification to that effect that
is satisfactory to the Commission.
The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

2

See Footnote 1.
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By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: April 23, 2020
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC

In the Matter of
CERTAIN DIGITAL VIDEO RECEIVERS
AND RELATED HARDWARE AND
SOFTWARE COMPONENTS

Investigation No. 337-TA-1103

CEASE AND DESIST ORDER
IT IS HEREBY ORDERED THAT Comcast Holdings Corporation, of Philadelphia,
Pennsylvania cease and desist from conducting any of the following activities in the United
States: importing, selling, offering for sale, leasing, offering for lease, renting, offering for rent,
marketing, advertising, distributing, transferring (except for exportation), and soliciting U.S.
agents or distributors for, certain digital video receivers and related hardware and software
components covered by claim 9 of U.S. Patent No. 7,779,011 in violation of section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337).
I. Definitions
As used in this order:
(A)

“Commission” shall mean the United States International Trade Commission.

(B)

“Complainants” shall mean Rovi Corporation of San Jose, California; Rovi
Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover,
Massachusetts.

(C)

“Respondent” shall mean Comcast Holdings Corporation, One Comcast Center,
1

1701 John F. Kennedy Boulevard, Philadelphia, Pennsylvania 19103.
(D)

“Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent
or its majority-owned or controlled subsidiaries, successors, or assigns.

(E)

“United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F)

The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G)

The term “covered products” shall mean digital video receivers and related
hardware and software components that infringe claim 9 of U.S. Patent No.
7,779,011. Covered products shall not include articles for which a provision of
law or license avoids liability for infringement of claim 9 of U.S. Patent No.
7,779,011. The term does not include digital video receivers for use in a
system that has been adjudicated as noninfringing.

II. Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them insofar as they are engaging in conduct prohibited by section III,
infra, for, with, or otherwise on behalf of, Respondent.
III. Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
For the remaining term of U.S. Patent No. 7,779,011, Respondent shall not:
2

(A) import or sell for importation into the United States covered products;
(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offer to rent,
or otherwise transfer (except for exportation), in the United States imported
covered products;
(C) advertise imported covered products;
(D) solicit U.S. agents or distributors for imported covered products; or
(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or
distribution of covered products.
IV. Conduct Permitted
(A) Notwithstanding any other provision of this Order, Respondent shall be
permitted to engage in specific conduct otherwise prohibited by the terms
of this Order if, in a written instrument, the owner of U.S. Patent No.
7,779,011 licenses or authorizes such specific conduct, including but not
limited to conduct involving covered products that the Commission found
were previously imported into the United States under license;
(B) to engage in specific conduct otherwise prohibited by the terms of this
Order if such specific conduct is related to the importation or sale of
covered products by or for the United States; or
(C) to engage in such specific conduct related to service or repair articles
imported for use in servicing or repairing digital video receivers that were
imported before the effective date of this Order. Exception (C) does not
permit the importation of digital video receivers to replace digital video
3

receivers that were imported before the effective date of this Order.
V. Reporting
For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2019.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during the reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
When filing written submissions, Respondent must file the original document
electronically on or before the deadlines stated above and submit eight (8) true paper copies to
the Office of the Secretary by noon the next day pursuant to section 210.4(f) of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.4(f)). Submissions should refer
to the investigation number (“Inv. No. 337-TA-1103”) in a prominent place on the cover pages
and/or the first page. (See Handbook for Electronic Filing Procedures,
https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf). Persons with questions
regarding filing should contact the Secretary (202-205-2000). If Respondent desires to submit a
document to the Commission in confidence, it must file the original and a public version of the
original with the Office of the Secretary and must serve a copy of the confidential version on
4

Complainant’s counsel. 1
Persons filing written submissions must file the original document electronically on or
before the deadlines stated above. The Commission’s paper filing requirements in 19 C.F.R.
§ 210.4(f) are currently waived, pending resolution of the COVID-19 crisis. 85 Fed. Reg. 15798
(March 19, 2020).
VI. Record-Keeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall
retain any and all records relating to the sale, offer for sale, lease, offer to
lease, rent, offer to rent, marketing, or distribution in the United States of
covered products, made and received in the usual and ordinary course of
business, whether in detail or in summary form, for a period of three (3)
years from the close of the fiscal year to which they pertain.
(B) For the purposes of determining or securing compliance with this Order
and for no other purpose, subject to any privilege recognized by the federal
courts of the United States, and upon reasonable written notice by the
Commission or its staff, duly authorized representatives of the Commission
shall be permitted access and the right to inspect and copy, in Respondent's
principal office during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, and other records and documents, in detail
and in summary form, that must be retained under subparagraph VI(A) of

1

Complainant must file a letter with the Secretary identifying the attorney to receive
reports and bond information associated with this Order. The designated attorney must
be on the protective order entered in the investigation.
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this Order.
VII. Service of Cease and Desist Order
Respondent is ordered and directed to:
(A) Serve, within fifteen (15) days after the effective date of this Order, a copy
of this Order upon each of its respective officers, directors, managing
agents, agents, and employees who have any responsibility for the
importation, marketing, distribution, sale, lease, or rent of imported
covered products in the United States;
(B) Serve, within fifteen (15) days after the succession of any persons referred
to in subparagraph VII(A) of this Order, a copy of the Order upon each
successor; and
(C) Maintain such records as will show the name, title, and address of each
person upon whom the Order has been served, as described in
subparagraphs VII(A) and VII(B) of this Order, together with the date on
which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until U.S.
Patent No. 7,779,011 expires.
VIII. Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V-VI of this Order should be made in accordance with section 201.6 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with
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confidential information redacted.
IX.

Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as any
other action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X. Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure (19
C.F.R. § 210.76).
XI. Bonding
The conduct prohibited by section III of this Order may be continued during the sixty-day
period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent's
posting of a bond in the amount of zero percent of the entered value of the covered products.
This bond provision does not apply to conduct that is otherwise permitted by section IV of this
Order. Covered products imported on or after the date of issuance of this Order are subject to the
entry bond as set forth in the exclusion order issued by the Commission, and are not subject to
this bond provision.
The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
7

temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary's acceptance of the bond, (a) the Secretary will serve an acceptance letter on all parties,
and (b) Respondent must serve a copy of the bond and accompanying documentation on
Complainants' counsel. 2
The bond is to be forfeited in the event that the United States Trade Representative
approves this Order (or does not disapprove it or takes no action within the review period),
unless the U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any
Commission final determination and order as to Respondent on appeal, or unless Respondent
exports or destroys the products subject to this bond and provides certification to that effect that
is satisfactory to the Commission.
The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

2

See Footnote 1.
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By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: April 23, 2020

9

CERTAIN DIGITAL VIDEO RECEIVERS AND RELATED
HARDWARE AND SOFTWARE COMPONENTS

Inv. No. 337-TA-1103

PUBLIC CERTIFICATE OF SERVICE
I, Lisa R. Barton, hereby certify that the attached ORDER has been served via EDIS
upon the Commission Investigative Attorney, John Shin, Esq. and the following parties as
indicated, on April 23, 2020.
___________________________________
Lisa R. Barton, Secretary
U.S. International Trade Commission
500 E Street, SW, Room 112
Washington, DC 20436
On Behalf of Complainants Rovi Corporation, Rovi Guides,
Inc., and Veveo, Inc.:
Douglas A. Cawley, Esq.
MCKOOL SMITH P.C.
300 Crescent Court, Suite 1500
Dallas, TX 75201
Email: dcawley@mckoolsmith.com

☐ Via Hand Delivery
☐ Via Express Delivery
☐ Via First Class Mail
☒ Other: Email Notification
of Availability for Download

On Behalf of Respondents Comcast Corporation, Comcast
Cable Communications, LLC, Comcast Cable
Communications Management, LLC, Comcast Business
Communications, LLC, Comcast Holdings Corporation, and
Comcast Shared Services, LLC:
Bert C. Reiser, Esq.
LATHAM & WATKINS, LLP
555 Eleventh Street, NW, Suite 100
Washington, DC 20004
Email: bert.reiser@lw.com

☐ Via Hand Delivery
☐ Via Express Delivery
☐ Via First Class Mail
☒ Other: Email Notification
of Availability for Download

UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC

In the Matter of
CERTAIN DIGITAL VIDEO RECEIVERS
AND RELATED HARDWARE AND
SOFTWARE COMPONENTS

Investigation No. 337-TA-1103

CEASE AND DESIST ORDER
IT IS HEREBY ORDERED THAT Comcast Cable Communications Management, LLC,
of Philadelphia, Pennsylvania cease and desist from conducting any of the following activities in
the United States: importing, selling, offering for sale, leasing, offering for lease, renting,
offering for rent, marketing, advertising, distributing, transferring (except for exportation), and
soliciting U.S. agents or distributors for, certain digital video receivers and related hardware and
software components covered by claim 9 of U.S. Patent No. 7,779,011 in violation of section 337
of the Tariff Act of 1930, as amended (19 U.S.C. § 1337).
I. Definitions
As used in this order:
(A)

“Commission” shall mean the United States International Trade Commission.

(B)

“Complainants” shall mean Rovi Corporation of San Jose, California; Rovi
Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover,
Massachusetts.

(C)

“Respondent” shall mean Comcast Cable Communications Management, LLC,
1

One Comcast Center, 1701 John F. Kennedy Boulevard, Philadelphia,
Pennsylvania 19103.
(D)

“Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent
or its majority-owned or controlled subsidiaries, successors, or assigns.

(E)

“United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F)

The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G)

The term “covered products” shall mean digital video receivers and related
hardware and software components that infringe claim 9 of U.S. Patent No.
7,779,011. Covered products shall not include articles for which a provision of
law or license avoids liability for infringement of claim 9 of U.S. Patent No.
7,779,011. The term does not include digital video receivers for use in a
system that has been adjudicated as noninfringing.

II. Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them insofar as they are engaging in conduct prohibited by section III,
infra, for, with, or otherwise on behalf of, Respondent.
III. Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
2

For the remaining term of U.S. Patent No. 7,779,011, Respondent shall not:
(A) import or sell for importation into the United States covered products;
(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offer to rent,
or otherwise transfer (except for exportation), in the United States imported
covered products;
(C) advertise imported covered products;
(D) solicit U.S. agents or distributors for imported covered products; or
(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or
distribution of covered products.
IV. Conduct Permitted
(A) Notwithstanding any other provision of this Order, Respondent shall be
permitted to engage in specific conduct otherwise prohibited by the terms
of this Order if, in a written instrument, the owner of U.S. Patent No.
7,779,011 licenses or authorizes such specific conduct, including but not
limited to conduct involving covered products that the Commission found
were previously imported into the United States under license;
(B) to engage in specific conduct otherwise prohibited by the terms of this
Order if such specific conduct is related to the importation or sale of
covered products by or for the United States; or
(C) to engage in such specific conduct related to service or repair articles
imported for use in servicing or repairing digital video receivers that were
imported before the effective date of this Order. Exception (C) does not
3

permit the importation of digital video receivers to replace digital video
receivers that were imported before the effective date of this Order.
V. Reporting
For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2019.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during the reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
When filing written submissions, Respondent must file the original document
electronically on or before the deadlines stated above and submit eight (8) true paper copies to
the Office of the Secretary by noon the next day pursuant to section 210.4(f) of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.4(f)). Submissions should refer
to the investigation number (“Inv. No. 337-TA-1103”) in a prominent place on the cover pages
and/or the first page. (See Handbook for Electronic Filing Procedures,
https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf). Persons with questions
regarding filing should contact the Secretary (202-205-2000). If Respondent desires to submit a
document to the Commission in confidence, it must file the original and a public version of the
4

original with the Office of the Secretary and must serve a copy of the confidential version on
Complainant’s counsel. 1
Persons filing written submissions must file the original document electronically on or
before the deadlines stated above. The Commission’s paper filing requirements in 19 C.F.R.
§ 210.4(f) are currently waived, pending resolution of the COVID-19 crisis. 85 Fed. Reg. 15798
(March 19, 2020).
VI. Record-Keeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall
retain any and all records relating to the sale, offer for sale, lease, offer to
lease, rent, offer to rent, marketing, or distribution in the United States of
covered products, made and received in the usual and ordinary course of
business, whether in detail or in summary form, for a period of three (3)
years from the close of the fiscal year to which they pertain.
(B) For the purposes of determining or securing compliance with this Order
and for no other purpose, subject to any privilege recognized by the federal
courts of the United States, and upon reasonable written notice by the
Commission or its staff, duly authorized representatives of the Commission
shall be permitted access and the right to inspect and copy, in Respondent's
principal office during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, and other records and documents, in detail

1

Complainant must file a letter with the Secretary identifying the attorney to receive
reports and bond information associated with this Order. The designated attorney must
be on the protective order entered in the investigation.
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and in summary form, that must be retained under subparagraph VI(A) of
this Order.
VII. Service of Cease and Desist Order
Respondent is ordered and directed to:
(A) Serve, within fifteen (15) days after the effective date of this Order, a copy
of this Order upon each of its respective officers, directors, managing
agents, agents, and employees who have any responsibility for the
importation, marketing, distribution, sale, lease, or rent of imported
covered products in the United States;
(B) Serve, within fifteen (15) days after the succession of any persons referred
to in subparagraph VII(A) of this Order, a copy of the Order upon each
successor; and
(C) Maintain such records as will show the name, title, and address of each
person upon whom the Order has been served, as described in
subparagraphs VII(A) and VII(B) of this Order, together with the date on
which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until U.S.
Patent No. 7,779,011 expires.
VIII. Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V-VI of this Order should be made in accordance with section 201.6 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which
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confidential treatment is sought, Respondent must provide a public version of such report with
confidential information redacted.
IX.

Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as any
other action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X. Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure (19
C.F.R. § 210.76).
XI. Bonding
The conduct prohibited by section III of this Order may be continued during the sixty-day
period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent's
posting of a bond in the amount of zero percent of the entered value of the covered products.
This bond provision does not apply to conduct that is otherwise permitted by section IV of this
Order. Covered products imported on or after the date of issuance of this Order are subject to the
entry bond as set forth in the exclusion order issued by the Commission, and are not subject to
this bond provision.
The bond is to be posted in accordance with the procedures established by the
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Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary's acceptance of the bond, (a) the Secretary will serve an acceptance letter on all parties,
and (b) Respondent must serve a copy of the bond and accompanying documentation on
Complainants' counsel. 2
The bond is to be forfeited in the event that the United States Trade Representative
approves this Order (or does not disapprove it or takes no action within the review period),
unless the U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any
Commission final determination and order as to Respondent on appeal, or unless Respondent
exports or destroys the products subject to this bond and provides certification to that effect that
is satisfactory to the Commission.
The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

2

See Footnote 1.
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By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: April 23, 2020
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, DC

In the Matter of
CERTAIN DIGITAL VIDEO RECEIVERS
AND RELATED HARDWARE AND
SOFTWARE COMPONENTS

Investigation No. 337-TA-1103

CEASE AND DESIST ORDER
IT IS HEREBY ORDERED THAT Comcast Corporation of Philadelphia, Pennsylvania
cease and desist from conducting any of the following activities in the United States: importing,
selling, offering for sale, leasing, offering for lease, renting, offering for rent, marketing,
advertising, distributing, transferring (except for exportation), and soliciting U.S. agents or
distributors for, certain digital video receivers and related hardware and software components
covered by claim 9 of U.S. Patent No. 7,779,011 in violation of section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337).
I. Definitions
As used in this order:
(A)

“Commission” shall mean the United States International Trade Commission.

(B)

“Complainants” shall mean Rovi Corporation of San Jose, California; Rovi
Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover,
Massachusetts.

(C)

“Respondent” shall mean Comcast Corporation, One Comcast Center, 1701
1

John F. Kennedy Boulevard, Philadelphia, Pennsylvania 19103.
(D)

“Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent
or its majority-owned or controlled subsidiaries, successors, or assigns.

(E)

“United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F)

The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G)

The term “covered products” shall mean digital video receivers and related
hardware and software components that infringe claim 9 of U.S. Patent No.
7,779,011. Covered products shall not include articles for which a provision of
law or license avoids liability for infringement of claim 9 of U.S. Patent No.
7,779,011. The term does not include digital video receivers for use in a
system that has been adjudicated as noninfringing.

II. Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them insofar as they are engaging in conduct prohibited by section III,
infra, for, with, or otherwise on behalf of, Respondent.
III. Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
For the remaining term of U.S. Patent No. 7,779,011, Respondent shall not:
2

(A) import or sell for importation into the United States covered products;
(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offer to rent,
or otherwise transfer (except for exportation), in the United States imported
covered products;
(C) advertise imported covered products;
(D) solicit U.S. agents or distributors for imported covered products; or
(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or
distribution of covered products.
IV. Conduct Permitted
(A) Notwithstanding any other provision of this Order, Respondent shall be
permitted to engage in specific conduct otherwise prohibited by the terms
of this Order if, in a written instrument, the owner of U.S. Patent No.
7,779,011 licenses or authorizes such specific conduct, including but not
limited to conduct involving covered products that the Commission found
were previously imported into the United States under license;
(B) to engage in specific conduct otherwise prohibited by the terms of this
Order if such specific conduct is related to the importation or sale of
covered products by or for the United States; or
(C) to engage in such specific conduct related to service or repair articles
imported for use in servicing or repairing digital video receivers that were
imported before the effective date of this Order. Exception (C) does not
permit the importation of digital video receivers to replace digital video
3

receivers that were imported before the effective date of this Order.
V. Reporting
For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2019.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during the reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
When filing written submissions, Respondent must file the original document
electronically on or before the deadlines stated above and submit eight (8) true paper copies to
the Office of the Secretary by noon the next day pursuant to section 210.4(f) of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.4(f)). Submissions should refer
to the investigation number (“Inv. No. 337-TA-1103”) in a prominent place on the cover pages
and/or the first page. (See Handbook for Electronic Filing Procedures,
https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf). Persons with questions
regarding filing should contact the Secretary (202-205-2000). If Respondent desires to submit a
document to the Commission in confidence, it must file the original and a public version of the
original with the Office of the Secretary and must serve a copy of the confidential version on
4

Complainant’s counsel. 1
Persons filing written submissions must file the original document electronically on or
before the deadlines stated above. The Commission’s paper filing requirements in 19 C.F.R.
§ 210.4(f) are currently waived, pending resolution of the COVID-19 crisis. 85 Fed. Reg. 15798
(March 19, 2020).
VI. Record-Keeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall
retain any and all records relating to the sale, offer for sale, lease, offer to
lease, rent, offer to rent, marketing, or distribution in the United States of
covered products, made and received in the usual and ordinary course of
business, whether in detail or in summary form, for a period of three (3)
years from the close of the fiscal year to which they pertain.
(B) For the purposes of determining or securing compliance with this Order
and for no other purpose, subject to any privilege recognized by the federal
courts of the United States, and upon reasonable written notice by the
Commission or its staff, duly authorized representatives of the Commission
shall be permitted access and the right to inspect and copy, in Respondent's
principal office during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, and other records and documents, in detail
and in summary form, that must be retained under subparagraph VI(A) of

1

Complainant must file a letter with the Secretary identifying the attorney to receive
reports and bond information associated with this Order. The designated attorney must
be on the protective order entered in the investigation.
5

this Order.
VII. Service of Cease and Desist Order
Respondent is ordered and directed to:
(A) Serve, within fifteen (15) days after the effective date of this Order, a copy
of this Order upon each of its respective officers, directors, managing
agents, agents, and employees who have any responsibility for the
importation, marketing, distribution, sale, lease, or rent of imported
covered products in the United States;
(B) Serve, within fifteen (15) days after the succession of any persons referred
to in subparagraph VII(A) of this Order, a copy of the Order upon each
successor; and
(C) Maintain such records as will show the name, title, and address of each
person upon whom the Order has been served, as described in
subparagraphs VII(A) and VII(B) of this Order, together with the date on
which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until U.S.
Patent No. 7,779,011 expires.
VIII. Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V-VI of this Order should be made in accordance with section 201.6 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with
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confidential information redacted.
IX.

Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as any
other action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X. Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure (19
C.F.R. § 210.76).
XI. Bonding
The conduct prohibited by section III of this Order may be continued during the sixty-day
period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent's
posting of a bond in the amount of zero percent of the entered value of the covered products.
This bond provision does not apply to conduct that is otherwise permitted by section IV of this
Order. Covered products imported on or after the date of issuance of this Order are subject to the
entry bond as set forth in the exclusion order issued by the Commission, and are not subject to
this bond provision.
The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
7

temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary's acceptance of the bond, (a) the Secretary will serve an acceptance letter on all parties,
and (b) Respondent must serve a copy of the bond and accompanying documentation on
Complainants' counsel. 2
The bond is to be forfeited in the event that the United States Trade Representative
approves this Order (or does not disapprove it or takes no action within the review period),
unless the U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any
Commission final determination and order as to Respondent on appeal, or unless Respondent
exports or destroys the products subject to this bond and provides certification to that effect that
is satisfactory to the Commission.
The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

2

See Footnote 1.
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By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: April 23, 2020

9

CERTAIN DIGITAL VIDEO RECEIVERS AND RELATED
HARDWARE AND SOFTWARE COMPONENTS

Inv. No. 337-TA-1103

PUBLIC CERTIFICATE OF SERVICE
I, Lisa R. Barton, hereby certify that the attached ORDER has been served via EDIS
upon the Commission Investigative Attorney, John Shin, Esq. and the following parties as
indicated, on April 23, 2020.
___________________________________
Lisa R. Barton, Secretary
U.S. International Trade Commission
500 E Street, SW, Room 112
Washington, DC 20436
On Behalf of Complainants Rovi Corporation, Rovi Guides,
Inc., and Veveo, Inc.:
Douglas A. Cawley, Esq.
MCKOOL SMITH P.C.
300 Crescent Court, Suite 1500
Dallas, TX 75201
Email: dcawley@mckoolsmith.com

☐ Via Hand Delivery
☐ Via Express Delivery
☐ Via First Class Mail
☒ Other: Email Notification
of Availability for Download

On Behalf of Respondents Comcast Corporation, Comcast
Cable Communications, LLC, Comcast Cable
Communications Management, LLC, Comcast Business
Communications, LLC, Comcast Holdings Corporation, and
Comcast Shared Services, LLC:
Bert C. Reiser, Esq.
LATHAM & WATKINS, LLP
555 Eleventh Street, NW, Suite 100
Washington, DC 20004
Email: bert.reiser@lw.com

☐ Via Hand Delivery
☐ Via Express Delivery
☐ Via First Class Mail
☒ Other: Email Notification
of Availability for Download

UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC

In the Matter of
CERTAIN DIGITAL VIDEO RECEIVERS
AND RELATED HARDWARE AND
SOFTWARE COMPONENTS

Investigation No. 337-TA-1103

CEASE AND DESIST ORDER
IT IS HEREBY ORDERED THAT Comcast Cable Communications, LLC, of
Philadelphia, Pennsylvania cease and desist from conducting any of the following activities in
the United States: importing, selling, offering for sale, leasing, offering for lease, renting,
offering for rent, marketing, advertising, distributing, transferring (except for exportation), and
soliciting U.S. agents or distributors for, certain digital video receivers and related hardware and
software components covered by claim 9 of U.S. Patent No. 7,779,011 in violation of section 337
of the Tariff Act of 1930, as amended (19 U.S.C. § 1337).
I. Definitions
As used in this order:
(A)

“Commission” shall mean the United States International Trade Commission.

(B)

“Complainants” shall mean Rovi Corporation of San Jose, California; Rovi
Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover,
Massachusetts.

(C)

“Respondent” shall mean Comcast Cable Communications, LLC, One Comcast
1

Center, 1701 John F. Kennedy Boulevard, Philadelphia, Pennsylvania 19103.
(D)

“Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent
or its majority-owned or controlled subsidiaries, successors, or assigns.

(E)

“United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F)

The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G)

The term “covered products” shall mean digital video receivers and related
hardware and software components that infringe claim 9 of U.S. Patent No.
7,779,011. Covered products shall not include articles for which a provision of
law or license avoids liability for infringement of claim 9 of U.S. Patent No.
7,779,011. The term does not include digital video receivers for use in a
system that has been adjudicated as noninfringing.

II. Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them insofar as they are engaging in conduct prohibited by section III,
infra, for, with, or otherwise on behalf of, Respondent.
III. Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
For the remaining term of U.S. Patent No. 7,779,011, Respondent shall not:
2

(A) import or sell for importation into the United States covered products;
(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offer to rent,
or otherwise transfer (except for exportation), in the United States imported
covered products;
(C) advertise imported covered products;
(D) solicit U.S. agents or distributors for imported covered products; or
(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or
distribution of covered products.
IV. Conduct Permitted
(A) Notwithstanding any other provision of this Order, Respondent shall be
permitted to engage in specific conduct otherwise prohibited by the terms
of this Order if, in a written instrument, the owner of U.S. Patent No.
7,779,011 licenses or authorizes such specific conduct, including but not
limited to conduct involving covered products that the Commission found
were previously imported into the United States under license;
(B) to engage in specific conduct otherwise prohibited by the terms of this
Order if such specific conduct is related to the importation or sale of
covered products by or for the United States; or
(C) to engage in such specific conduct related to service or repair articles
imported for use in servicing or repairing digital video receivers that were
imported before the effective date of this Order. Exception (C) does not
permit the importation of digital video receivers to replace digital video
3

receivers that were imported before the effective date of this Order.
V. Reporting
For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2019.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during the reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
When filing written submissions, Respondent must file the original document
electronically on or before the deadlines stated above and submit eight (8) true paper copies to
the Office of the Secretary by noon the next day pursuant to section 210.4(f) of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.4(f)). Submissions should refer
to the investigation number (“Inv. No. 337-TA-1103”) in a prominent place on the cover pages
and/or the first page. (See Handbook for Electronic Filing Procedures,
https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf). Persons with questions
regarding filing should contact the Secretary (202-205-2000). If Respondent desires to submit a
document to the Commission in confidence, it must file the original and a public version of the
original with the Office of the Secretary and must serve a copy of the confidential version on
4

Complainant’s counsel. 1
Persons filing written submissions must file the original document electronically on or
before the deadlines stated above. The Commission’s paper filing requirements in 19 C.F.R.
§ 210.4(f) are currently waived, pending resolution of the COVID-19 crisis. 85 Fed. Reg. 15798
(March 19, 2020).
VI. Record-Keeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall
retain any and all records relating to the sale, offer for sale, lease, offer to
lease, rent, offer to rent, marketing, or distribution in the United States of
covered products, made and received in the usual and ordinary course of
business, whether in detail or in summary form, for a period of three (3)
years from the close of the fiscal year to which they pertain.
(B) For the purposes of determining or securing compliance with this Order
and for no other purpose, subject to any privilege recognized by the federal
courts of the United States, and upon reasonable written notice by the
Commission or its staff, duly authorized representatives of the Commission
shall be permitted access and the right to inspect and copy, in Respondent's
principal office during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, and other records and documents, in detail
and in summary form, that must be retained under subparagraph VI(A) of

1

Complainant must file a letter with the Secretary identifying the attorney to receive
reports and bond information associated with this Order. The designated attorney must
be on the protective order entered in the investigation.
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this Order.
VII. Service of Cease and Desist Order
Respondent is ordered and directed to:
(A) Serve, within fifteen (15) days after the effective date of this Order, a copy
of this Order upon each of its respective officers, directors, managing
agents, agents, and employees who have any responsibility for the
importation, marketing, distribution, sale, lease, or rent of imported
covered products in the United States;
(B) Serve, within fifteen (15) days after the succession of any persons referred
to in subparagraph VII(A) of this Order, a copy of the Order upon each
successor; and
(C) Maintain such records as will show the name, title, and address of each
person upon whom the Order has been served, as described in
subparagraphs VII(A) and VII(B) of this Order, together with the date on
which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until U.S.
Patent No. 7,779,011 expires.
VIII. Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V-VI of this Order should be made in accordance with section 201.6 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with
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confidential information redacted.
IX.

Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as any
other action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X. Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure (19
C.F.R. § 210.76).
XI. Bonding
The conduct prohibited by section III of this Order may be continued during the sixty-day
period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent's
posting of a bond in the amount of zero percent of the entered value of the covered products.
This bond provision does not apply to conduct that is otherwise permitted by section IV of this
Order. Covered products imported on or after the date of issuance of this Order are subject to the
entry bond as set forth in the exclusion order issued by the Commission, and are not subject to
this bond provision.
The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
7

temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary's acceptance of the bond, (a) the Secretary will serve an acceptance letter on all parties,
and (b) Respondent must serve a copy of the bond and accompanying documentation on
Complainants' counsel. 2
The bond is to be forfeited in the event that the United States Trade Representative
approves this Order (or does not disapprove it or takes no action within the review period),
unless the U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any
Commission final determination and order as to Respondent on appeal, or unless Respondent
exports or destroys the products subject to this bond and provides certification to that effect that
is satisfactory to the Commission.
The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

2

See Footnote 1.
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By order of the Commission.

Lisa R. Barton
Secretary to the Commission
Issued: April 23, 2020
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC

In the Matter of
CERTAIN DIGITAL VIDEO RECEIVERS
AND RELATED HARDWARE AND
SOFTWARE COMPONENTS

Investigation No. 337-TA-1103

CEASE AND DESIST ORDER
IT IS HEREBY ORDERED THAT Comcast Business Communications, LLC, of
Philadelphia, Pennsylvania cease and desist from conducting any of the following activities in
the United States: importing, selling, offering for sale, leasing, offering for lease, renting,
offering for rent, marketing, advertising, distributing, transferring (except for exportation), and
soliciting U.S. agents or distributors for, certain digital video receivers and related hardware and
software components covered by claim 9 of U.S. Patent No. 7,779,011 in violation of section 337
of the Tariff Act of 1930, as amended (19 U.S.C. § 1337).
I. Definitions
As used in this order:
(A)

“Commission” shall mean the United States International Trade Commission.

(B)

“Complainants” shall mean Rovi Corporation of San Jose, California; Rovi
Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover,
Massachusetts.

(C)

“Respondent” shall mean Comcast Business Communications, LLC, One
1

Comcast Center, 1701 John F. Kennedy Boulevard, Philadelphia, Pennsylvania
19103.
(D)

“Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent
or its majority-owned or controlled subsidiaries, successors, or assigns.

(E)

“United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F)

The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.

(G)

The term “covered products” shall mean digital video receivers and related
hardware and software components that infringe claim 9 of U.S. Patent No.
7,779,011. Covered products shall not include articles for which a provision of
law or license avoids liability for infringement of claim 9 of U.S. Patent No.
7,779,011. The term does not include digital video receivers for use in a
system that has been adjudicated as noninfringing.

II. Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them insofar as they are engaging in conduct prohibited by section III,
infra, for, with, or otherwise on behalf of, Respondent.
III. Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by this Order.
2

For the remaining term of U.S. Patent No. 7,779,011, Respondent shall not:
(A) import or sell for importation into the United States covered products;
(B) market, distribute, sell, offer to sell, lease, offer to lease, rent, offer to rent,
or otherwise transfer (except for exportation), in the United States imported
covered products;
(C) advertise imported covered products;
(D) solicit U.S. agents or distributors for imported covered products; or
(E) aid or abet other entities in the importation, sale for importation, sale after
importation, lease after importation, rent after importation, transfer, or
distribution of covered products.
IV. Conduct Permitted
(A) Notwithstanding any other provision of this Order, Respondent shall be
permitted to engage in specific conduct otherwise prohibited by the terms
of this Order if, in a written instrument, the owner of U.S. Patent No.
7,779,011 licenses or authorizes such specific conduct, including but not
limited to conduct involving covered products that the Commission found
were previously imported into the United States under license;
(B) to engage in specific conduct otherwise prohibited by the terms of this
Order if such specific conduct is related to the importation or sale of
covered products by or for the United States; or
(C) to engage in such specific conduct related to service or repair articles
imported for use in servicing or repairing digital video receivers that were
imported before the effective date of this Order. Exception (C) does not
3

permit the importation of digital video receivers to replace digital video
receivers that were imported before the effective date of this Order.
V. Reporting
For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2019.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory (whether held in
warehouses or at customer sites) of covered products in the United States.
Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in dollars of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during the reporting period,
and (b) the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
When filing written submissions, Respondent must file the original document
electronically on or before the deadlines stated above and submit eight (8) true paper copies to
the Office of the Secretary by noon the next day pursuant to section 210.4(f) of the
Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.4(f)). Submissions should refer
to the investigation number (“Inv. No. 337-TA-1103”) in a prominent place on the cover pages
and/or the first page. (See Handbook for Electronic Filing Procedures,
https://www.usitc.gov/documents/handbook_on_filing_procedures.pdf). Persons with questions
regarding filing should contact the Secretary (202-205-2000). If Respondent desires to submit a
document to the Commission in confidence, it must file the original and a public version of the
4

original with the Office of the Secretary and must serve a copy of the confidential version on
Complainant’s counsel. 1
Persons filing written submissions must file the original document electronically on or
before the deadlines stated above. The Commission’s paper filing requirements in 19 C.F.R.
§ 210.4(f) are currently waived, pending resolution of the COVID-19 crisis. 85 Fed. Reg. 15798
(March 19, 2020).
VI. Record-Keeping and Inspection
(A) For the purpose of securing compliance with this Order, Respondent shall
retain any and all records relating to the sale, offer for sale, lease, offer to
lease, rent, offer to rent, marketing, or distribution in the United States of
covered products, made and received in the usual and ordinary course of
business, whether in detail or in summary form, for a period of three (3)
years from the close of the fiscal year to which they pertain.
(B) For the purposes of determining or securing compliance with this Order
and for no other purpose, subject to any privilege recognized by the federal
courts of the United States, and upon reasonable written notice by the
Commission or its staff, duly authorized representatives of the Commission
shall be permitted access and the right to inspect and copy, in Respondent's
principal office during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, and other records and documents, in detail

1

Complainant must file a letter with the Secretary identifying the attorney to receive
reports and bond information associated with this Order. The designated attorney must
be on the protective order entered in the investigation.
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and in summary form, that must be retained under subparagraph VI(A) of
this Order.
VII. Service of Cease and Desist Order
Respondent is ordered and directed to:
(A) Serve, within fifteen (15) days after the effective date of this Order, a copy
of this Order upon each of its respective officers, directors, managing
agents, agents, and employees who have any responsibility for the
importation, marketing, distribution, sale, lease, or rent of imported
covered products in the United States;
(B) Serve, within fifteen (15) days after the succession of any persons referred
to in subparagraph VII(A) of this Order, a copy of the Order upon each
successor; and
(C) Maintain such records as will show the name, title, and address of each
person upon whom the Order has been served, as described in
subparagraphs VII(A) and VII(B) of this Order, together with the date on
which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until U.S.
Patent No. 7,779,011 expires.
VIII. Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to section V-VI of this Order should be made in accordance with section 201.6 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which

6

confidential treatment is sought, Respondent must provide a public version of such report with
confidential information redacted.
IX.

Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure (19 C.F.R. § 210.75), including an action for civil
penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as any
other action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.
X. Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure (19
C.F.R. § 210.76).
XI. Bonding
The conduct prohibited by section III of this Order may be continued during the sixty-day
period in which this Order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent's
posting of a bond in the amount of zero percent of the entered value of the covered products.
This bond provision does not apply to conduct that is otherwise permitted by section IV of this
Order. Covered products imported on or after the date of issuance of this Order are subject to the
entry bond as set forth in the exclusion order issued by the Commission, and are not subject to
this bond provision.

7

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation are to be provided to and approved by the Commission prior to the
commencement of conduct that is otherwise prohibited by section III of this Order. Upon the
Secretary's acceptance of the bond, (a) the Secretary will serve an acceptance letter on all parties,
and (b) Respondent must serve a copy of the bond and accompanying documentation on
Complainants' counsel. 2
The bond is to be forfeited in the event that the United States Trade Representative
approves this Order (or does not disapprove it or takes no action within the review period),
unless the U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any
Commission final determination and order as to Respondent on appeal, or unless Respondent
exports or destroys the products subject to this bond and provides certification to that effect that
is satisfactory to the Commission.
The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved (or
not disapproved) by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

2

See Footnote 1.
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By order of the Commission.

Lisa R. Barton
Secretary to the Commission
Issued: April 23, 2020
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COMMISSION OPINION
The Commission has determined that there has been a violation of section 337 of the
Tariff Act of 1930, as amended, 19 U.S.C. § 1337, with respect to claim 9 of U.S. Patent No.
7,779,011 (“the ’011 patent”) on review of the final initial determination (“final ID”) of the
presiding administrative law judge’s (“ALJ”). The Commission has determined to issue a
limited exclusion order (“LEO”) and cease and desist orders (“CDOs”) directed to infringing
digital video receivers and related hardware and software and to set the bond during the period of
Presidential review in the amount of zero percent of entered value. This opinion sets forth the
Commission’s reasoning in support of that determination. In addition, the Commission adopts
the findings in the final ID that are not inconsistent with this opinion.
I.

BACKGROUND
A.

Procedural History

On March 16, 2018, the Commission instituted this investigation based on a
supplemented complaint filed on behalf of Rovi Corporation of San Jose, California; Rovi
Guides, Inc. of San Jose, California; and Veveo, Inc. of Andover, Massachusetts (collectively,
“Rovi”); as well as Rovi Technologies Corporation of San Jose, CA. The supplemented
complaint alleges violations of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C.

PUBLIC VERSION
§ 1337 (“section 337”), based upon the importation into the United States, the sale for
importation, and the sale within the United States after importation of certain digital video
receivers and related hardware and software components by reason of infringement of one or
more claims of the ’011 patent; U.S. Patent No. 7,937,394 (“the ’394 patent”); U.S. Patent No.
7,827,585 (“the ’585 patent”); U.S. Patent No. 9,294,799 (“the ’799 patent”); U.S. Patent No.
9,396,741 (“the ’741 patent”); U.S. Patent No. 9,578,363 (“the ’363 patent”); U.S. Patent No.
9,621,956 (“the ’956 patent”); and U.S. Patent No. 9,668,014 (“the ’014 patent”). 83 Fed. Reg.
11791-2 (Mar. 16, 2018). The Commission’s notice of investigation named as respondents
Comcast Corporation of Philadelphia, Pennsylvania; Comcast Cable Communications, LLC of
Philadelphia, Pennsylvania; Comcast Cable Communications Management, LLC of Philadelphia,
Pennsylvania; Comcast Business Communications, LLC of Philadelphia, Pennsylvania; Comcast
Holdings Corporation of Philadelphia, Pennsylvania; and Comcast Shared Services, LLC of
Chicago, Illinois (collectively, “Comcast”). Id. at 11792. The Office of Unfair Import
Investigations (“OUII”) was also named as a party in this investigation. Id.
The Commission previously terminated the investigation as to (1) complainant Rovi
Technologies Corporation; (2) the ’956, ’394, ’014, ’799, and ’363 patents in their entirety; and
(3) certain claims of the ’011, ’585, and ’741 patents. Order No. 12, unreviewed, Notice (July
24, 2018); Order No. 33, unreviewed, Notice (Sept. 19, 2018); Order 39, unreviewed, Notice
(Oct. 25, 2018). At the time of the hearing, only the following claims were pending: claims 1
and 9 of the ’011 patent, claims 1, 8, 11, 15, and 22 of the ’585 patent, and claims 1, 8, and 14 of
the ’741 patent.
On June 3, 2019, the ALJ issued an ID, inter alia, granting Rovi’s motions for summary
determination as to importation and sale after importation. Order No. 47 at 15-24 (June 3, 2019)
2
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(“SD”). The SD relied on the Commission’s determination in a companion case, Certain Digital
Video Receivers and Hardware and Software Components Thereof, Inv. No. 337-TA-1001 (“the
1001 Investigation”), that Comcast is an importer within the meaning of section 337. SD at 16.
The SD found that the same types of control and importation activity were conducted in both the
1001 Investigation and in the present investigation. Id. In addition, the SD found that the same
Supply Agreements were at issue. Id. Thus, the SD found that the Commission’s determination
that Comcast is an importer governs the issue in the present investigation. Id. On June 11, 2019,
Comcast filed a petition for review of the SD. On June 18, 2019, Rovi responded to Comcast’s
petition. On June 25, 2019, OUII responded to Comcast’s petition. On August 15, 2019, the
Commission determined to review in part the SD as to reimportation by Comcast and to take no
position on that issue, but the Commission determined not to review the remainder of the SD.
Notice at 3 (Aug. 15, 2019) (“Notice of Review”), published at 84 Fed. Reg. 43611 (Aug. 21,
2019).
On June 4, 2019, the ALJ issued the final ID on violation of section 337. On June 17,
2019, Comcast and Rovi each filed a petition for review of the final ID. On June 25, 2019,
Comcast and Rovi responded to each other’s petition, and OUII responded to both.
In addition, the Commission received comments from Rovi on the public interest
pursuant to Commission Rule 210.50(a)(4). The Commission also received comments from the
following organizations in response to the Commission’s notice soliciting public interest
comments, 84 Fed. Reg. 27804 (June 14, 2019): Tea Party Patriots Action; Americans for
Limited Government; Frontiers of Freedom Institute; Market Institute; and Conservatives for
Property Rights (joined by 60 Plus Association, and Americans for Limited Government). The

3
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Commission also received correspondence from Representatives Peter King (R-N.Y.); Jackie
Speier (D-Cal.); and Steve Stivers (R-Ohio).
On August 15, 2019, the Commission determined not to review the final ID’s findings
that the asserted claims of the ’585 patent are invalid in view of the prior art; and that Rovi failed
to demonstrate infringement of the asserted claims of the ’741 patent. Notice of Review at 3.
The Commission thereby terminated the investigation as to the ’585 and ‘741 patents with a
finding of no violation of section 337. The Commission determined to review the final ID’s
findings of infringement of the asserted claims of the ’011 patent by Comcast’s non-redesigned 1
system. Id. The Commission solicited briefing on certain questions pertaining to infringement
of the ’011 patent, as follows:
1. Please explain, with attention to the statutory language of 35 U.S.C. 271(a) and any
differences in claim language between claims 1 and 9 of the ’011 patent, the
circumstances in which each act of direct infringement by Comcast occurs for each
claim. (For example, is there direct infringement by Comcast’s testing or other use of
its system, by a Comcast user’s own searching, or both.)
2. Please explain, with attention to the statutory language of 35 U.S.C. 271(a) and any
differences in claim language between claims 1 and 9 of the ’011 patent, the
circumstances in which Comcast’s users directly infringe either claim. In connection
with your response to this question please explain whether and how Comcast’s users
can directly infringe claim 9 but not claim 1, or vice versa.
3. Based on your answers to questions 1 and 2, please explain for claims 1 and 9 of the
’011 patent whether and how the “single entity” test of Akamai Technologies, Inc. v.
Limelight Networks, Inc., 797 F.3d 1020, 1022 (Fed. Cir. 2015) should be applied and
whether the final ID’s application of that test to claim 1 of the ’011 patent, see Final
ID at 271, is correct.

1

During the investigation, Comcast submitted evidence regarding two redesigns that the ID
found do not infringe claims 1 and 9 of the ’011 patent: (1) the [[ ]] Design Alternative and (2)
the [[ ]] Design Alternative. ID at 80-2. Both of those redesigns modify Comcast’s servers to
prevent the display of highlighted search results to users. ID at 80-83. The Commission
determined not to review this finding. Notice of Review at 3.
4
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Id. at 4. In connection with this briefing, the Commission stated that “the parties are to take as
true: all of the final ID’s findings as to the structure, function, and operation of Comcast’s X1
system; and Comcast’s inducement of its users’ conduct.” Id. The Commission further
explained that “Comcast’s petition for review of the final ID questioned the final ID’s findings as
to whether the accused products are ‘articles that—infringe’ the asserted patents, 19 U.S.C.
§ 1337(a)(1)(B) & (a)(1)(B)(i), and the scope of the Commission’s authority to find an unfair
trade act based upon Comcast’s direct infringement.” Notice of Review at 3. The Commission
explained that “[s]uch issues fall within the scope of the Commission’s review of infringement as
to the ’011 patent, and the Commission will address Comcast’s arguments based upon the
Commission’s infringement findings as to the ’011 patent.” Id.
On August 29, 2019, Comcast and Rovi submitted opening briefs on the issues under
review, and on remedy, the public interest, and bonding. 2 On that same day, OUII filed an
opening brief on remedy, the public interest, and bonding. 3 On September 10, 2019, Comcast
and Rovi (but not OUII) filed replies. 4
On March 2, 2020, the Federal Circuit issued a precedential opinion in an appeal from the
Commission’s final determination in the related 1001 Investigation mentioned above, Certain
Digital Video Receivers and Hardware and Software Components Thereof, Inv. No. 337-TA-

2

Comcast Resp’ts Resp. to Comm’n Notice and Req. for Written Submissions (Aug. 29, 2019)
(“Comcast Br.”); Rovi’s Resp. to Comm’n Decision to Rev. in Part a Summary Determination
and to Rev. in Part a Final Initial Determination (Aug. 29, 2019) (“Rovi Br.”).
3

Resp. of the Office of Unfair Import Investigations to the Commission’s Req. for Written
Submissions on Remedy and the Public Interest (Aug. 29, 2019) (“OUII Br.”). OUII’s
participation in this investigation is limited to importation, jurisdiction, and remedy.
4

Comcast Resp’ts Resp. to Compl’ts and OUII’s Written Submissions Regarding Comm’n
Notice and Req. for Written Submissions (Sept. 10, 2019) (“Comcast Reply Br.”); Rovi’s Reply
to Comcast Resp’ts Resp. to Comm’n Notice and Req. for Written Submissions (Sept. 10, 2019)
(“Rovi Reply Br.”).
5
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1001. Comcast Corp. v. Int’l Trade Comm’n, 951 F.3d 1301 (Fed. Cir. 2020). The 1001
Investigation involved the same parties as the present investigation and it raised several of the
same issues presented here, including whether Comcast’s X1 set-top boxes (“STBs”) are
“articles that infringe” and whether Comcast is an importer within the meaning of section 337.
In Comcast, the Federal Circuit affirmed the Commission’s finding that Comcast’s X1
STBs are “articles that infringe” when Comcast induces Comcast’s STB users to directly infringe
the asserted claims by using them in the United States after importation. Comcast, 951 F.3d at
1308 (“It is undisputed that direct infringement of the ’263 and ’413 patents occurs when the
imported X1 set-top boxes are fitted by or on behalf of Comcast and used with Comcast’s
customers’ mobile devices. Reversible error has not been shown in the Commission’s
determinations that the X1 set-top boxes imported by and for Comcast for use by Comcast’s
customers are ‘articles that infringe’ in terms of Section 337.”). The Federal Circuit’s decision
in Comcast followed the Court’s earlier en banc decision in Suprema, Inc. v. International Trade
Commission, 796 F.3d 1338 (Fed. Cir. 2015) (en banc), which held that “the Commission’s
interpretation that the phrase ‘articles that infringe’ covers goods that were used by an importer
to directly infringe post-importation as a result of the seller’s inducement is reasonable.” Id.
(quoting Suprema, 796 F.3d at 1352-53).
The Federal Circuit also affirmed the Commission’s determination that Comcast is an
“importer” within the meaning of section 337. Id. at 1308-10. This finding supports the SD’s
determination that Comcast is an importer in the current investigation as well. The SD found
that Comcast and its suppliers are similarly situated insomuch as almost all of the same suppliers
are involved in this investigation, the Supply Agreements are the same, and the control and
conduct during importation are the same. SD at 15-24. The Commission determined not to
6
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review the relevant parts of the SD. Notice of Review at 3. Accordingly, those portions of the
SD became the Commission’s final determination on August 15, 2019, as to whether Comcast is
an importer.
B.

The Accused Products

Rovi accuses Comcast’s X1 cable STBs of infringement. See ID at 44. These STBs are
imported with Comcast’s proprietary operating system. Id. at 45. A variety of manufacturers
including ARRIS, Cisco, and Samsung manufacture the accused boxes on behalf of Comcast. Id. at
44. The final ID explains, with respect to the products accused of infringing the ’011 patent claims:
“The Accused 011 Products are STBs, initially imported on or after April 1, 2016, that implement
the X1 Platform. Comcast’s X1 System includes an accused STB, an IPG [interactive program
guide] accessed through the STB, [[

REDACTED

]]:

[[FIGURE REDACTED]]
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ID at 46-47 (reprinting CDX-0008C.27). As shown in that figure, [[

REDACTED

]]. As also shown in that figure, the remote control and STB are
necessary, but not sufficient, to practice the claims of the ’011 patent.
C.

The ’011 Patent

The ’011 patent (JX-1), originally assigned to Veveo, Inc., issued in 2010 from nonprovisional and provisional applications filed in 2005. The patent discloses and claims logic and
processes for interpreting user input for an “overloaded keypad.” An “overloaded keypad” is one
for which multiple letters are assigned to each key, as is customary with touch-tone dialing. See,
e.g., ’011 patent, Fig. 1. The overall system architecture is shown in Figure 2 of the patent:

’011 patent, Fig. 2. For both asserted claims, users enter information via a remote control (208), or,
less commonly, via telephone (210) or hand-held device (206). See ’011 patent, col. 4 lines 43-51.
That information pertains to searches for relevant television programming. The searches are
processed in a server farm (202), or in alternate embodiments, on the devices themselves. ’011
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patent, col. 4 lines 20-26. The search results are then displayed with the user’s entered input
highlighted. Figures 6A and 6B show exemplary search results from a search for “866”:

’011 patent, Figs. 6A & 6B.
Rovi asserts claims 1 and 9 against Comcast, which are reprinted, side-by-side, below, with
reference characters (a)-(f) added to facilitate discussion of the claim limitations. As can be seen,
the two claims are similar. Claim 1 is directed to a “method,” whereas claim 9 is directed to a
“computer-readable medium comprising instructions for causing a computer system to” perform the
claim limitations. Claim 9 also includes certain references to a “display device.” The parties do not
dispute that claim 9 should be treated as a system or apparatus claim. Rovi Br. at 12; Comcast Br.
at 13.
Claim 1
A method of processing unresolved
keystroke entries by a user from a
keypad with overloaded keys in
9

Claim 9
A system for processing
unresolved keystroke entries by a
user from a keypad with

PUBLIC VERSION
Claim 1
which a given key is in fixed
association with a number and at
least one alphabetic character, said
unresolved keystroke entries being
directed at identifying an item from
a set of items, each of said items
being associated with information
describing the item comprising one
or more words, said method
comprising:

(a) indexing said items by associating
subsets of said items with
corresponding strings of one or
more unresolved keystrokes for
overloaded keys so that the subsets
of items are directly mapped to the
corresponding strings of unresolved
keystrokes for various search query
prefix substrings;
(b) for at least one subset of items,
which determining letters and
numbers present in the information
associated with and describing the
indexed items of said subset caused
said items to be associated with the
strings of one or more unresolved
keystrokes that are directly mapped
to said subset;
(c) subsequent to said indexing,
receiving from a user a search query
for desired items composed of
unresolved keystrokes, said search
query comprising a prefix substring
for at least one word in information
associated with the desired item;
(d) in response to each unresolved
keystroke, identifying and
displaying the subsets of items, and
information associated therewith,
that are associated with the strings
of one or more unresolved
10

Claim 9
overloaded keys in which a given
key is in fixed association with a
number and at least one alphabetic
character, said unresolved
keystroke entries being directed at
identifying an item from a set of
items, each of said items being
associated with information
describing the item comprising one
or more words, said system
comprising a computer-readable
medium comprising instructions
for causing a computer system to:
(a) index said items by associating
subsets of said items with
corresponding strings of one or
more unresolved keystrokes for
overloaded keys so that the subsets
of items are directly mapped to the
corresponding strings of
unresolved keystrokes for various
search query prefix substrings;
(b) for at least one subset of items,
which determine letters and
numbers present in the information
associated with and describing the
indexed items of said subset
caused said items to be associated
with the strings of one or more
unresolved keystrokes that are
directly mapped to said subset;
(c) subsequent to said indexing,
receive from a user a search query
for desired items composed of
unresolved keystrokes, said search
query comprising a prefix
substring for at least one word in
information associated with the
desired item;
(d) in response to each unresolved
keystroke, identify and display on
a display device at least one of the
subsets of items, and information
associated therewith, that are
associated with the strings of one
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Claim 1
keystrokes received from the user
based on the direct mapping of
strings of unresolved keystrokes to
subsets of items;
(e) in response to each unresolved
keystroke, as the identified items
are displayed, highlighting the
letters and numbers present in the
one or more words in said
information describing the
identified items that were
determined to have caused the
displayed items to be associated
with the strings of unresolved
keystrokes that are directly mapped
to said items received so as to
illustrate to the user how the
unresolved keystrokes entered
match the information associated
with the displayed items; and
(f) ordering the displayed items in
accordance with one or more given
criteria.

Claim 9
or more unresolved keystrokes
received from the user based on
the direct mapping of strings of
unresolved keystrokes to subsets
of items;
(e) in response to each unresolved
keystroke, as the identified items
are displayed, highlight on the
display device the letters and
numbers present in the one or
more words in said information
describing the identified items that
were determined to have caused
the displayed items to be
associated with the unresolved
keystrokes received so as to
illustrate to the user how the
strings of unresolved keystrokes
that are directly mapped to said
items entered match the
information associated with the
displayed items; and
(f) order on the display device the
displayed items in accordance with
one or more given criteria.

In the accused products, the generation of the index reflected in limitations (a) and (b) of
both claims [[

REDACTED

]]. The index is available to be

searched by the user of the accused products via a remote-control query, i.e., each user puts into
service the Comcast system for processing unresolved keystroke entries with his or her search
query. There is no dispute that limitations (c)-(f) occur in response to each search query by a user
with his or her remote control. 5

5

Limitations (c)-(f) expressly recite that they occur in response to user input. Limitation (c)
(“subsequent to said indexing, receive from a user a search query . . . composed of unresolved
keystrokes”); limitation (d) (“in response to each unresolved keystroke”); limitation (e) (“in
response to each unresolved keystroke”); limitation (f) (displaying the items from the earlier
steps). The final ID finds, and the parties do not dispute, that limitation (b) is performed as part
of the indexing process. ID at 67-73, 279.
11
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II.

STANDARD
With respect to the issues under review, “the Commission may affirm, reverse, modify,

set aside or remand for further proceedings, in whole or in part, the initial determination of the
administrative law judge.” 19 C.F.R. § 210.45(c). The Commission also “may take no position
on specific issues or portions of the initial determination,” and “may make any finding or
conclusions that in its judgment are proper based on the record in the proceeding.” Id.
III.

ANALYSIS
On review, the Commission finds a violation of section 337 with respect to claim 9 of the

’011 patent. In particular, the Commission finds that Comcast’s users directly infringe claim 9, that
Comcast induces that infringement, and that Comcast’s importation of the X1 STBs, which are used
to induce that infringement, is a violation of section 337. As discussed in more detail below, the
Commission, however, declines to reach the issue of whether there has been a violation based on
Rovi’s theory of infringement as to claim 1 of the ’011 patent.
A.

Infringement
1.

Claim 9

The parties all agree that claim 9 should be interpreted as a system or apparatus claim. 6
Rovi Br. at 12; Comcast Br. at 13. The final ID found that Comcast’s users directly infringe claim
9. ID at 276. Indeed, the final ID noted that at the end of 2016, Comcast’s customers [[
REDACTED

]] Id. The final ID explained that

6

See, e.g., Intellectual Ventures I LLC v. Motorola Mobility LLC, 870 F.3d 1320, 1328 (Fed. Cir.
2017) (“Claim 41 is written to claim a ‘device configured’ to perform certain operations . . . .
But the parties have treated Centillion [Data Sys., LLC v. Qwest Commc’ns Int’l, Inc., 631 F.3d
1279 (Fed. Cir. 2011)], which addressed claims to ‘systems comprising’ certain elements, as the
governing one in this case, and for that reason we limit our consideration to what Centillion
means for this case. We do not decide what standards would govern here if claim 41 were not
treated as a system claim under Centillion.”).
12

PUBLIC VERSION
“although the indexing and determining steps required by claim 9 of the ’011 patent take place
[[

REDACTED

]], users still directly infringe because

by initiating the search query, the users ‘control’ and ‘benefit’ from each claimed component of
claim 9.” Id. at 279 (citing Intellectual Ventures I LLC v. Motorola Mobility LLC, 870 F.3d 1320
(Fed. Cir. 2017) and Centillion Data Sys., LLC v. Qwest Commc’ns Int’l, Inc., 631 F.3d 1279 (Fed.
Cir. 2011)). The final ID found that Comcast induces its users’ infringement of claim 9. ID at 27475, 276-82.
a)

The Parties’ Arguments and Issues of Waiver

In response to the Notice of Review, Rovi asserts that Comcast (by making or using) and its
users (by using) each directly infringe claim 9. The Commission describes Comcast’s direct
infringement arguments and then Comcast’s users’ direct infringement arguments below as well as
resolves various waiver arguments. The Commission then analyses the substance of those
arguments.
Comcast’s Alleged Direct Infringement Based Upon “Makes”: In its opening brief on
Commission review, Rovi contends that Comcast is a direct infringer because it “makes” and
“uses” the claimed system within the meaning of 35 U.S.C. § 271(a). Rovi Br. at 7. As to
“makes,” Rovi contends that direct infringement for “making” occurs when an accused infringer
“‘adds the final limitations’ to complete the system.” Id. at 8 (quoting Centrak, Inc. v. Sonitor
Techs., Inc., 915 F.3d 1360, 1372 (Fed. Cir. 2019)). Rovi emphasizes Comcast’s control over the
X1 system, and its control over the manufacture of the accused X1 set top boxes. Rovi Br. at 8.
Comcast argues that the issue has been waived. Comcast Reply Br. at 6. The Commission agrees
with Comcast that Rovi has waived an opportunity to raise a theory of direct infringement based on
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“making” the infringing system; Rovi’s arguments in its post-hearing brief are based on using, not
on making, the infringing system. Rovi Post-Hearing Br. at 26-27.
Comcast’s Alleged Direct Infringement Based Upon “Uses”: As to direct infringement by
“use,” Rovi quotes Centillion: “[T]o ‘use’ a system for purposes of infringement, a party must put
the invention into service, i.e., control the system as a whole and obtain benefit from it.” Centillion,
631 F.3d at 1284. Rovi explains that Comcast “uses” the claimed system when Comcast employees
use the search feature for testing purposes or otherwise from Comcast premises. Rovi Br. at 9.
Comcast asserts that Rovi also waived this theory of direct infringement. Comcast Reply Br. at 7.
The Commission agrees with Comcast that Rovi has waived direct infringement by Comcast by
failing to allege such infringement in Rovi’s post-hearing brief. Rovi Post-Hearing Br. at 26-27;
Comcast Reply Br. at 7 & n.4.
Comcast’s Users’ Direct Infringement Based Upon “Uses”: Relying extensively on
Centillion, Rovi also argues that Comcast’s users directly infringe each time they use the Comcast
system to search. Rovi Br. at 12. Comcast, citing Centillion and Intellectual Ventures, disagrees,
and argues that “Comcast customers do not directly infringe claim 9 because they do not ‘use’ (or
“control and benefit from”) the only computer-readable medium that allegedly comprises the
instructions accused of satisfying the ‘indexing’ limitation, which is the [[ REDACTED ]].”
Comcast Br. at 18. Comcast asserts that “[w]hen Comcast’s customers initiate a numeric keypad
search using an X1 remote control, the [[ REDACTED

]] is not invoked or used in any

way. . . . Therefore, according to Comcast, at most Comcast’s customers could be understood to
‘use’ the [[REDACTED]] when they conduct a search, but they cannot be understood to ‘use’ the
[[REDACTED]] at all.” Id. at 20 (emphasis original).
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In reply, Rovi fairly characterizes Comcast’s argument as follows:
Comcast does not dispute that its X1 System includes every element of
system claim 9, or that its users invoke the X1 System as a whole to
perform overloaded key search queries. Comcast Br. 17-20. Comcast
does not dispute that it instructs its customers how to use the X1 System
to perform overloaded key search queries and encourages such use.
Rather, Comcast argues that its customers’ use of the X1 system is not
direct infringement because customers do not “control and benefit from”
a single limitation—the “indexing” component. Id. at 18.
Rovi Reply Br. at 12.
b)

Comcast’s Users Directly Infringe Claim 9

Comcast’s arguments are predicated on its assertion that in order to infringe an apparatus
claim, a user must “control and benefit from” each limitation of the claim. Comcast Br. at 18.
Comcast argues that its system includes a “[[REDACTED]],” which carries out the “indexing”
limitation of claim 9 (limitation (a) as annotated above). According to Comcast, unlike other
limitations of the claims, which are performed in response to a user’s query, the [[
REDACTED

]]. Comcast Br. at 18-20. Comcast asserts that “Comcast’s customers do

not ‘request service’ from the [[REDACTED]] and they receive no responses from it at all.”
Comcast Br. at 20. Rovi responds that the [[REDACTED]] is merely part of the [[
REDACTED
statement that [[

]]. Rovi Reply Br. at 13. Rovi cites the final ID’s
REDACTED

]]” Id. (quoting ID at 48 n.30 (in turn

quoting Tr. (Bovik) at 561:13-16)).
Centillion, like the present case, deals with a user interacting with the system of a
telecommunications provider (Qwest). Centillion, 631 F.3d at 1281. Also like the present case,
that system included a “back-end” operated by Qwest and a “front-end” installed on user premises
(on a user’s computer system). Id. The Federal Circuit held that “to ‘use’ a system for purposes of
15
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infringement, a party must put the invention into service, i.e., control the system as a whole and
obtain benefit from it.” Id. at 1284. The Federal Circuit found that the standard operation of the
system at issue was an “infringing” use, because once a user subscribes to the Qwest system, Qwest
will automatically generate back-end reports. 7 Id. at 1285 (“By subscribing a single time, the user
causes the back-end processing to perform its function on a monthly basis.”). Centillion also states
that in “order to ‘put the system into service,’ the end user must be using all portions of the claimed
invention.” Id. at 1284.
In Intellectual Ventures, the Federal Circuit attempted to clarify Centillion. The Court
explained that based on Centillion, “it follows that, to use a system, a person must control (even if
indirectly) and benefit from each claimed component.” Id. The Court then applied the componentby-component test as to benefit, but not control:
In an analysis of a system claim under Centillion, proof of an infringing
“use” of the claimed system under § 271(a) requires the patentee to
demonstrate that the direct infringer obtained “benefit” from each and
every element of the claimed system. See Centillion, 631 F.3d at 1284.
In addition, the direct or indirect control required “is the ability to place
the system as a whole into service.” Id.
Intellectual Ventures, 870 F.3d at 1329. The Court then examined on a component-bycomponent basis benefit, but not control. Id. at 1329-31. Judge Newman dissented from this
reading of Centillion, arguing that there is no component-by-component requirement in
Centillion for benefit or control. Id. at 1333 (Newman, J., dissenting). In a subsequent nonprecedential decision, the Court “decline[d] the parties’ invitations to expand our doctrine on the

7

Centillion also examines an “on-demand” operation of the system in which a user exercises
more control. Id. at 1285. We focus on the “normal” operation, because that operation presents
facts closer to the case at hand.
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control aspect of ‘use’ of system claims under § 271(a).” Grecia v. McDonald’s Corp., 724 F.
App’x 942 (Fed. Cir. Mar. 6, 2018).
The Commission finds, consistent with the foregoing cases, that control and benefit are
met by Comcast’s users, who use the X1 system to infringe under 35 U.S.C. § 271(a). As to
benefit in the present case, the Commission finds, and Comcast does not dispute, that Comcast’s
customers “obtain[] ‘benefit’ from each and every element of the claimed system,” Intellectual
Ventures, 870 F.3d at 1329, including the indexing (i.e., limitation (a) and the related
determining element of limitation (b)). The indexing exists to serve user queries, ID at 279, and
there is no point in creating, maintaining or updating an index corresponding to user remotecontrol searches, if the index [[

REDACTED

]] is never

queried. Thus, Comcast’s users benefit from each and every element of the system claimed in
claim 9 of the ’011 patent. Intellectual Ventures, 870 F.3d at 1329; see also Centillion, 631 F.3d
at 1285-86.
The Commission further finds that Comcast’s users have “the ability to place the system
as a whole into service,” satisfying “the direct or indirect control” requirement. Intellectual
Ventures, 870 F.3d at 1329. Each user puts into service the Comcast system for processing
unresolved keystroke entries with his or her search query. See, e.g., ID at 276-79; Tr. (Bovik) at
603:10-606:1; Tr. (Shamos) at 389:5-9, 391:3-24, 392:20-393:5, 394:9-395:18, 396:23-397:9,
397:10-398:4, 398:24-399:4, 421:25-423:17; CX-0355C; CX-0356C; CX-0357C. Contrary to
Comcast’s argument, the Commission does not find adequate support in Federal Circuit caselaw
to conclude that user control must be established on a component-by-component basis.
However, even if the Federal Circuit caselaw were read to require some control on a componentby-component basis, the Commission finds that the [[REDACTED]], which Comcast asserts is
17
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not controlled by the user, is merely part of the [[

REDACTED

creates the index and conducts the search. See ID at 48 n.30. [[

]], which
REDACTED

]], which is part of the X1 system. ID at 46-48. The
Commission finds, in accordance with the ID (at pp. 47-48), that the [[

]] is the appropriate

component under Comcast’s interpretation of Federal Circuit caselaw, and that Comcast’s users
control, even if indirectly, the [[ ]] under Centillion and Intellectual Ventures. 8 The
Commission therefore rejects Comcast’s argument that Comcast’s users do not meet a “control”
requirement with respect to indexing. Comcast asserts that its users do not control the Comcast
system because Comcast [[

REDACTED
]]. Comcast Br. 7-9; Comcast

Reply Br. 14. The Commission agrees with Rovi that “Comcast is breaking down the X1 system
into smaller and smaller functional components,” Rovi Reply Br. at 13, i.e., by attempting to
focus on the [[REDACTED ]] in isolation. As stated, the [[ REDACTED

]] is part of the

[[ ]] which users at least indirectly control through their search queries. Thus, we find that
Comcast, by deconstructing the XI system into smaller and smaller components, has not rebutted
Rovi’s evidentiary showing that the “control” requirement is met.
c)

Comcast Induces Its Users’ Infringement

Comcast does not dispute its active inducement of its users’ direct infringement
[[ REDACTED

]], and the Commission affirms the final ID’s findings on this issue. ID at

272-82; Comcast Br. at 21. As found in the ID, “Comcast provides videos and documents that
instruct, direct, or advise its customers to use the X1 unresolved overloaded key search

8

It is undisputed that the same result would follow if the Commission treated the [[
REDACTED
]] as the appropriate component; Comcast’s argument relies on
consideration of the [[ REDACTED ]] in isolation.
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functionality implemented on the X1 System in a way that infringes claim 9 of the ’011 patent.” Id.
at 274. The Commission notes that the record demonstrates that there are [[
REDACTED

]]. ID at 276.

The Commission further notes that on August 16, 2019, the Commission found two
Comcast redesigns, which prevent search results from being highlighted, see ID at 80-83, to be
noninfringing. Notice, 84 Fed. Reg. 43611, 43612 (Aug. 21, 2019) (“The Commission has
determined not to review the remainder of the final ID’s findings as to the ’011 patent, including the
final ID’s findings that Comcast’s two redesigns do not infringe claims 1 and 9 of the ’011
patent.”). Notwithstanding the passage of time since that notice, and notwithstanding Comcast’s
concession of infringement of claims 1 and 9 of the ’011 patent, the record provides no evidence
that Comcast has implemented either redesign.
d)

Comcast’s Importation of its Set-Top Boxes is a Violation of Section
337

Comcast has argued repeatedly in this proceeding that the Commission’s authority does not
extend to a section 337 violation predicated on induced infringement. The Commission disagrees.
As to claim 9, the Commission finds that the Federal Circuit’s en banc decision in Suprema and its
subsequent decision in Comcast control. In Suprema, the Federal Circuit held that section 337
encompasses inducement of infringement. Suprema, 796 F.3d at 1346-47. In particular, the
Federal Circuit explained: “Induced infringement is one kind of infringement, and when it is
accomplished by supplying an article, the article supplied can be an ‘article that infringes’ if the
other requirements of inducement are met.” Id. at 1349. The Federal Circuit in Comcast upheld the
Commission’s determination that section 337 applies to products that were imported on behalf of a
respondent and supplied to its customers with instructions to use the imported products to directly
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infringe the asserted system claims. 9 Comcast, 951 F.3d at 1308. That is precisely the situation
here insomuch as the same parties and same conduct is involved. Specifically, the Commission has
found that Comcast induced the direct infringement of claim 9 by its users’ by supplying the
accused STBs with instructions for infringing use. Accordingly, the Commission finds that the
STBs are “articles that infringe” and Comcast has violated section 337 by importing those
infringing STBs into the United States.
2.

Claim 1

The final ID found that Comcast, but not its users, performed all the steps of claim 1,
including the steps regarding indexing. ID at 65-83 & 270-71. Rovi agrees with this finding and
acknowledges that only Comcast, and not Comcast’s users, directly infringes claim 1 of the ’011
patent. Rovi Br. at 9-10, 12-13. Thus, Rovi seeks to establish a violation of section 337 as to claim

9

The Commission finds based on the record of the present investigation that, even if the location
of Comcast’s inducing conduct were legally relevant, and it is not, see Comcast, 951 F.3d at
1307-08, Comcast designed the X1 STBs to be used in an infringing manner and directed their
manufacture overseas—requiring, among other things overseas installation of the relevant
software onto the STBs. See, e.g., Order No. 47 at 10-13, 15. Comcast then directed and caused
the importation of those STBs to Comcast facilities in the United States while simultaneously
inducing its users to infringe through the continuous provision of videos and documents
instructing its users how to infringe. See, e.g., id. The record demonstrates that initially
Comcast practiced the claims of the ’011 patent under a license from Rovi, and Comcast
instructed its customers to practice the claims of the ’011 patent. When that license expired, and
prior to the importation of any of the X1 STBs at issue in this investigation, Comcast continued
to instruct its users to practice the claims of the ’011 patent, which by virtue of the expiration of
the license became induced infringement. That inducement continued long after the license
expired, including throughout this investigation, as Comcast refused for years to disable the
infringing functionality, and during that time, Comcast continued to induce its users’
infringement and to import the X1 STBs.
In the Comcast appeal, Comcast attempted to draw distinctions between the facts in that
investigation and the Federal Circuit’s decision in Suprema. As set forth in Comcast, those
distinctions are irrelevant. Comcast, 951 F.3d at 1307-08. Moreover, those distinctions are
factually false. In Suprema, Suprema encouraged Mentalix to infringe after importation by
importing a Suprema scanner and then cooperating with Mentalix (in the United States), after
importation, to combine that previously-imported scanner with Mentalix’s software. Suprema,
796 F.3d at 1343; id. at 1354 (Dyk, J., dissenting).
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1 based on Comcast’s direct infringement of the claim. Rovi does not seek to establish a violation
of section 337 as to claim 1 based on a theory of indirect infringement by Comcast as it does with
regard to claim 9. Rovi Br. at 12-13.
The Commission declines to reach the issue of whether there has been a section 337
violation based on Rovi’s theory of infringement of claim 1 of the ’011 patent. The remedy issuing
herein for claim 9 provides the same relief as would be provided under claim 1. The added delay to
the parties and burden on the Commission in resolving the issues concerning claim 1 are unjustified
given the relief afforded to Rovi as to claim 9 (discussed above), which covers the same accused
products as claim 1. See Yingbin-Nature (Guangdong) Wood Indus. Co., Ltd. v. Int’l Trade
Comm’n, 535 F.3d 1322, 1331-32 (Fed. Cir. 2008) (finding that there was no justiciable dispute as
to infringement of certain patent claims, where the exclusion order covered the same goods based
on infringement of other patent claims). Accordingly, the Commission has decided to take no
position on the issues concerning infringement of claim 1. 10
IV.

REMEDY, THE PUBLIC INTEREST, AND BONDING
A.

Remedy

Where a violation of section 337 has been found, the Commission must consider the issues
of remedy, the public interest, and bonding. Section 337(d)(1) provides that “[i]f the Commission
determines, as a result of an investigation under this section, that there is a violation of this section,

10

The Notice of Review also solicited briefing on “whether and how the ‘single entity’ test of
Akamai Technologies, Inc. v. Limelight Networks, Inc., 797 F.3d 1020, 1022 (Fed. Cir. 2015)
should be applied and whether the final ID’s application of that test to claim 1 of the ’011 patent,
see Final ID at 271, is correct.” Notice of Review at 4. Akamai allows liability for performance
of certain method claims where one party’s partial performance of the claims can fairly be
attributed to the other party’s partial performance. The parties agree that Akamai is limited to
method claims, and therefore does not affect claim 9. Rovi Br. at 15; Rovi Reply Br. at 16;
Comcast Reply Br. at 15.
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it shall direct that the articles concerned, imported by any person violating the provision of this
section, be excluded from entry into the United States, unless, after considering the [public interest],
it finds that such articles should not be excluded from entry.” 19 U.S.C. § 1337(d)(1). The
Commission has “broad discretion in selecting the form, scope, and extent of the remedy.”
Viscofan, S.A. v. US. Int’1 Trade Comm’n, 787 F.2d 544, 548 (Fed. Cir. 1986).
1.

Limited Exclusion Order

Rovi requests the entry of an LEO against Comcast and requests that the LEO
specifically recite Comcast’s suppliers, ARRIS and Technicolor, who import STBs on Comcast’s
behalf. 11 Rovi Br. at 16. While Comcast does not dispute that an LEO is the appropriate
remedy, Comcast requests that non-party suppliers be excluded from the order, and Comcast
further requests the addition of certain provisions in the order, including a certification provision
and an exception for warranty and repair. Comcast Br. at 26-29. OUII agrees that an LEO is the
appropriate remedy. OUII Br. at 5-8. The Commission has determined to issue an LEO as to
Comcast’s infringing digital video receivers and hardware and software components thereof.
The Commission addresses below the parties’ arguments concerning the appropriate content of
the exclusion order.
a)

Certification Provision

Comcast requests that the LEO include a certification provision that allows Comcast to
certify that its imported STBs are being used with the two redesigns that the Commission found
do not infringe. Comcast Br. at 26. Comcast argues that this is necessary because it is not

11

ARRIS and Technicolor refer to Technicolor SA; Technicolor USA, Inc.; Technicolor
Connected Home USA LLC; ARRIS International plc; ARRIS Group Inc.; ARRIS Technology,
Inc.; ARRIS Enterprises LLC; ARRIS Solutions, Inc.; ARRIS Global Ltd.; and Pace Americas;
or any of their affiliated companies, parents, subsidiaries, agents, or other related business
entities, or their successors or assigns.
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readily apparent from inspecting the STBs whether or not they infringe, especially because the
accused functionality resides on domestic servers. Id. Rovi does not object to inclusion of a
certification provision. Rovi Reply Br. at 17. The RD also recommended a certification
provision enabling Comcast to certify that the imported X1 STBs will be used as part of a
noninfringing system. RD at 314.
The Commission will include a certification provision that will allow persons seeking to
import adjudicated noninfringing digital video receivers and hardware and software components
thereof that are potentially subject to exclusion to certify that, to the best of their knowledge and
belief, the products being imported are not subject to exclusion. This certification allows persons
seeking to import XI STBs to certify that, to the best of their knowledge and belief, the XI STBs
will be used as part of an adjudicated noninfringing system. Respondents may only submit a
certification regarding products for use in a system for which there is a prior adjudication of no
infringement. For example, the Commission has already adjudicated two alternative Comcast
redesigns not to infringe. Notice of Review at 1-3. The Commission is including the following
language to address these issues in its LEO:
At the discretion of U.S. Customs and Border Protection (“CBP”) and pursuant to
the procedures it establishes, persons seeking to import digital video receivers and
hardware and software components thereof that are potentially subject to this
Order may be required to certify that they are familiar with the terms of this
Order, that they have made appropriate inquiry, and thereupon state that, to the
best of their knowledge and belief, the products being imported are not excluded
from entry under paragraph 1 of this Order, including because the products will be
used as part of a redesign adjudicated by the Commission in the violation
investigation not to infringe, and thus the products cannot be used in a manner
that infringes the claim of the patent that is the subject of this Order. At its
discretion, CBP may require persons who have provided the certification
described in this paragraph to furnish such records or analyses as are necessary to
substantiate this certification.
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b)

Warranty and Repair

Comcast argues that it is well settled that exclusion orders are not meant to retroactively
punish customers who already obtained their devices. Comcast Br. at 27. In addition, Comcast
argues that it is undisputed that its STBs are subject to existing service and warranty contracts.
Id. Accordingly, Comcast requests that the exclusion order include an exemption for warranty
and repair. Id. Rovi does not object to inclusion of an exemption for warranty and repair. Rovi
Reply Br. at 17. OUII recommends that there be an exception for replacement parts. OUII Br. at
7. The RD recommends the inclusion of a limited exception for service and repair under existing
warranty and service contracts to avoid unnecessary disruption caused by an LEO. RD at 31415. In light of the fact that it is undisputed that Comcast’s STBs are subject to existing service
and warranty contracts, the Commission has determined to include an exemption to the remedial
order for replacement parts used to repair previously-imported STBs under warranty. Tr. at
935:3-6; ID at 314-14. See Certain Sleep-Disordered Breathing Treatment Sys. & Components
Thereof, Inv. No. 337-TA-890, Comm’n. Op. at 47 (Jan. l6, 2015).
c)

Non-Parties

Finally, Comcast disagrees that any exclusion order should cover non-party suppliers,
ARRIS and Technicolor. Comcast Br. at 28-9. Rovi argues that they should be included because
they are the vehicle that Comcast uses to import its products into the United States. Rovi Br. at
17. Rovi points out that in the 1001 Investigation, the Commission expressly named ARRIS and
Technicolor in the LEO that issued. Rovi Br. at 18. The RD, however, did not recommend
including ARRIS or Technicolor within the scope of the LEO. RD at 313.
The exclusion order that issued in Inv. No. 1001 includes the following provision:
Digital video receivers and hardware and software components-thereof that
infringe one or more of claims 1, 2, 14, and 17 of United States Patent No.
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8,006,263 or one or more of claims 1, 3, 5, 9, 10, 14, and 18 of United States
Patent No. 8,578,413 that are manufactured by, or on behalf of or are imported by
or on behalf of the Respondents or any of their affiliated companies, parents,
subsidiaries, agents, or other related business entities, or their successors or
assigns, including ARRIS and Technicolor to the extent they import such products
on behalf of Respondents, are excluded from entry…
The Federal Circuit in Comcast affirmed the Commission’s decision to name ARRIS and
Technicolor in the LEO that issued in that investigation. Comcast, 951 F.3d at 1310.
As discussed earlier, and is replete in the factual record of this investigation and in the
1001 Investigation (such factual findings were not challenged on appeal), the X1 STBs, inter
alia, are designed by and for Comcast, apparently work only on Comcast’s network, are
preloaded by ARRIS and Technicolor with Comcast’s software, and cannot be sold or marketed
to persons other than Comcast without Comcast’s permission. See, e.g., Order No. 47 at 10-13,
15; 1001 Investigation, Final ID at 10-12. The Commission finds, based upon the same
relationship between ARRIS, Technicolor, and Comcast in this investigation as in the 1001
Investigation, including the same supply relationships, that ARRIS and Technicolor act on behalf
of Comcast in the importation of Comcast’s infringing STBs.
The Commission recognizes that the express inclusion of ARRIS and Technicolor, to the
extent that they act on behalf of Comcast, ought to have no legal effect, and ought to be
unobjectionable to Comcast. Yet, Comcast steadfastly opposes the naming of ARRIS and
Technicolor in the LEO here. It has been standard for decades that Commission limited
exclusion orders extend to infringing articles that are “manufactured by, or on behalf of, or are
imported by, or on behalf of” the infringing respondent. 12 The ALJ found and the Commission
12

See, e.g., Stainless Steel Rod Treating Apparatus and Components Thereof, No. 337-TA-97,
Comm’n Op., 1981 WL 50445, at *35 (Dec. 10, 1981). In 1994, Congress codified Commission
practice by recognizing the Commission’s issuance of limited exclusion orders and adopting the
Commission’s requirements for issuance of general exclusion orders. Uruguay Round
[Footnote continued on next page]
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determined not to review that, based on the record of the present investigation, including
Comcast’s relationship to ARRIS and Technicolor, that Comcast is liable as an importer of its
X1 STBs. See Order No. 47 at 8-21.
The Commission has named ARRIS and Technicolor in the exclusion order to provide
clarity to Customs, the parties, and the public that Comcast’s X1 STBs that are made by ARRIS
or Technicolor are subject to the terms of the exclusion order, so long as ARRIS or Technicolor
acts on Comcast’s behalf. Although the record of the present investigation standing alone
provides adequate basis for the Commission’s decision to name ARRIS and Technicolor, the
Commission further notes that given that the limited exclusion order in the 1001 Investigation
expressly named ARRIS and Technicolor, there would be risk of confusion if the terms of the
two orders were disparate and ARRIS and Technicolor were not named in the present exclusion
order. For the foregoing reasons, the Commission has determined that it is appropriate to name
ARRIS and Technicolor in the exclusion order in this investigation in order to assist CBP with
enforcement. To be clear, even absent such express inclusion, ARRIS and Technicolor would be
covered by the order regardless through the statement “manufactured abroad for or on behalf of,
or imported by or on behalf of Comcast or any of their affiliated companies, parents,
subsidiaries, or other related business entities or their successors or assigns.” Accordingly,
infringing STBs imported by or on behalf of Comcast, but manufactured by other parties, such as
ARRIS and Technicolor, are prohibited from entry. The Commission notes that the LEO would
not reach ARRIS and Technicolor were those companies not to act on Comcast’s behalf.

Agreements Act, Pub. L. No. 103-465, § 321, 108 Stat. 4809, 4944-45 (1994), codified at 19
U.S.C. § 1337(d)(2).
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2.

Cease and Desist Order

Section 337(f)(1) provides that in addition to, or in lieu of, the issuance of an exclusion
order, the Commission may issue a CDO as a remedy for violation of section 337. See 19 U.S.C.
§ 1337(f)(1). CDOs are generally issued when, with respect to the imported infringing products,
respondents maintain commercially significant inventories in the United States or have
significant domestic operations that could undercut the remedy provided by an exclusion order. 13
See, e.g., Certain Table Saws Incorporating Active Injury Mitigation Technology & Components
Thereof (“Table Saws”), Inv. No. 337-TA-965, Comm’n Op. at 4-6 (Feb. 1, 2017); Certain
Protective Cases & Components Thereof, Inv. No. 337-TA-780, USITC Pub. No. 4405, Comm’n
Op. at 28 (Nov. 19, 2012) (citing Certain Laser Bar Code Scanners & Scan Engines,
Components Thereof & Prods. Containing Same, Inv. No. 337-TA-551, Comm’n Op. at 22 (June
24, 2007)). Rovi requests CDOs against all of the Comcast entities. Comcast argued that CDOs
are unnecessary because it holds zero inventory of STBs that run the accused functionality.
Comcast Br. at 30. Comcast does not dispute its inventory levels in its submissions to the
Commission. Rather, Comcast suggested that it disabled the functionality, so the STBs in
inventory no longer infringe. OUII supported the imposition of CDOs. OUII Br. at 8-10. The
RD found that Comcast maintains commercially significant levels of inventory and

13

When the presence of infringing domestic inventory or domestic operations is asserted as the
basis for a CDO under section 337(f)(1), Commissioner Schmidtlein does not adopt the view that
the inventory or domestic operations needs to be “commercially significant” in order to issue the
CDO. See, e.g., Certain Magnetic Tape Cartridges and Components Thereof, Inv. No. 337-TA1058, Comm’n Op. at 65, n.24 (Mar. 25, 2019); Table Saws, Comm’n Op. at 6-7, n.2 (Feb. 1,
2017). In Commissioner Schmidtlein’s view, the presence of some infringing domestic
inventory or domestic operations, regardless of its commercial significance, provides a basis to
issue a CDO. Id.
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recommended that the Commission issue CDOs to Comcast with a limited exception for service
and repair. RD at 316-17.
The Commission has determined to issue CDOs against Comcast Corporation; Comcast
Cable Communications, LLC; Comcast Cable Communications Management, LLC; Comcast
Business Communications, LLC; Comcast Holdings Corporation; and Comcast Shared Services,
LLC. All of these entities are domestic entities. The Commission agrees with the RD that Rovi has
shown that Comcast maintains commercially significant U.S. inventories of its STBs. 14 RD at 31617. The Commission has also determined to include an exemption to the CDOs for replacement
parts used to repair previously-imported STBs.
B.

The Public Interest

Section 337 requires the Commission, upon finding a violation of section 337, to issue an
LEO “unless, after considering the effect of such exclusion upon the public health and welfare,
competitive conditions in the United States economy, the production of like or directly
competitive articles in the United States, and United States consumers, it finds that such articles
should not be excluded from entry.” 19 U.S.C. § 1337(d)(l). Similarly, the Commission must
consider these public interest factors before issuing a CDO. 19 U.S.C. § 1337(f)(1).
The statute requires the Commission to consider and make findings on the public interest
in every case in which a violation is found regardless of the quality or quantity of public interest
information supplied by the parties. 19 U.S.C. § 1337(d)(l) & (f)(l). Thus, the Commission
publishes a notice inviting the parties as well as interested members of the public and interested
government agencies to gather and present evidence on the public interest at multiple junctures

Commissioner Schmidtlein supports issuance of the CDOs due to the presence of some
infringing domestic inventory, regardless of the commercial significance.

14
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in the proceeding. 19 U.S.C. § 1337(d)(l) & (f)(l). In this investigation, the Commission
received comments from Rovi on the public interest. Rovi argued that public interest concerns
favor enforcement of U.S. intellectual property rights in the United States and that there is no
reason not to issue an exclusion order. Rovi Br. at 19-23. Comcast did not present any
arguments indicating that the public interest should preclude issuance of an exclusion order.
The Commission also received comments from the following organizations asserting that
robust enforcement of section 337 is in the national interest: Tea Party Patriots Action;
Americans for Limited Government; Frontiers of Freedom Institute; Market Institute; and
Conservatives for Property Rights (joined by 60 Plus Association, and Americans for Limited
Government). The Commission also received similar comments concerning the importance of
patent rights from Rep. Peter King (R-N.Y.), Jackie Speier (D-Cal.), and Steve Stivers (R-Ohio).
Neither they nor the parties raise any public interest concerns that would preclude the issuance of
relief in this investigation.
For the reasons set forth below, the Commission finds that these factors do not warrant
denying a remedy against Comcast.
1.

Public Health and Welfare

Specifically, the Commission has historically examined the first factor, effect of the
remedy on the public health and welfare, by looking to whether “an exclusion order would
deprive the public of products necessary for some important health or welfare need[.]” Spansion,
Inc. v. Int’l Trade Comm’n, 629 F.3d 1331, 1360 (Fed. Cir. 2010). The Commission has already
determined that two Comcast redesigns do not infringe, and the Commission will allow Comcast
to certify that the imported STBs are being used with the non-infringing redesigns. Both of those
redesigns modify Comcast’s servers to prevent the display of highlighted search results to users.
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ID at 80-83. The Commission finds that this factor does not weigh against the issuance of a
remedy as there is no unfilled need by virtue of the exclusion order.
2.

Competitive Conditions in the United States Economy

With respect to the effect of the remedy on competitive conditions in the United States
economy, the Commission finds no evidence in the record that this factor would weigh against
the issuance of a remedy.
3.

Production of Like or Directly Competitive Articles in the United States

The third public interest factor is the effect of the remedy on the production of like or
directly competitive articles in the United States. No party has argued that this factor weighs
against a remedy. Accordingly, the Commission finds that this factor does not weigh against
issuing an LEO or CDOs against Comcast’s products.
4.

United States Consumers

As to the effect of the remedy on United States consumers, the Commission finds that
this factor does not weigh against the issuance of a remedy. The Commission finds that United
States consumers will continue to have noninfringing options for Comcast STBs. The
Commission has already adjudicated two noninfringing redesigns. Moreover, the Commission
concludes that there are no public interest concerns from the non-highlighting of search results.
Accordingly, the public interest factors do not preclude issuance of an exclusion order in this
investigation.
C.

Bonding

If the Commission enters an exclusion order or a cease and desist order, a respondent
may continue to import and sell its products during the 60-day period of Presidential review
under a bond in an amount determined by the Commission to be “sufficient to protect the
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complainant from any injury.” 19 U.S.C. § 1337(j)(3); see also 19 C.F.R. § 210.50(a)(3). When
reliable price information is available in the record, the Commission has often set the bond in an
amount that would eliminate the price differential between the domestic product and the
imported, infringing product. See Certain Microsphere Adhesives, Processes for Making Same,
& Prods. Containing Same, Including Self-stick Repositionable Notes, Inv. No. 337-TA-366,
USITC Pub. No. 2949, Comm’n Op. at 24 (Jan. 16, 1996). The Commission also has used a
reasonable royalty rate to set the bond amount where a reasonable royalty rate could be
ascertained from the evidence in the record. See, e.g., Certain Audio Digital-to-Analog
Converters & Prods. Containing Same, Inv. No. 337-TA-499, Comm’n Op. at 25 (Mar. 3, 2005).
Where the record establishes that the calculation of a price differential is impractical or there is
insufficient evidence in the record to determine a reasonable royalty, the Commission has
imposed a 100 percent bond. See, e.g., Certain Liquid Crystal Display Modules, Prods.
Containing Same, & Methods Using the Same, Inv. No. 337-TA-634, Comm’n Op. at 6-7 (Nov.
24, 2009). The complainant, however, bears the burden of establishing the need for a bond.
Certain Rubber Antidegradants, Components Thereof & Prods. Containing Same, Inv. No. 337TA-533, USITC Pub. No. 3975, Comm’n Op. at 40 (July 21, 2006).
The parties dispute the amount of any bond during the period of Presidential review.
Consistent with its argument to the ALJ, Rovi requests that the bond be set at “approximately
$35.46 to $39.62 per product, or a reasonable royalty of no less than $0.22 per subscriber per
month.” Rovi Br. at 28. The RD found that a zero percent bond is appropriate because Rovi failed
to establish a well-founded basis to support a bond based on price differential or reasonable royalty
rates. RD at 319-22. The RD further noted that the Commission imposed a zero percent bond in
the 1001 Investigation. Id.
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The Commission agrees with the RD’s conclusion that Rovi failed to justify the need for a
bond, including that Rovi did not establish an appropriate price differential in view of the absence
of reliable pricing information, RD at 320-21, or royalty rate, where Rovi failed to show the role of
these patents in the portfolio patent licenses Rovi put forward, RD at 321-22. Accordingly, the
Commission has determined to set the bond during the period of Presidential review in the amount
of zero percent of entered value.
V.

CONCLUSION
For the reasons set forth herein, the Commission determines that Rovi established a

violation of section 337 by Comcast with respect to claim 9 of the ’011 patent. The Commission
determines that the appropriate remedy is an LEO and CDOs directed to the Comcast
respondents, the public interest does not preclude that remedy, and the bond during the period of
Presidential review is set in the amount of zero percent of entered value. Accordingly, the
investigation is terminated with a finding of a violation of section 337.
By order of the Commission.

Issued: May 13, 2020

Lisa R. Barton
Secretary to the Commission
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CERTAIN DIGITAL VIDEO
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Investigation No. 337-TA-1103

NOTICE OF COMMISSION DECISION '
TO REVIEW IN PART A SUMMARY DETERMINATION
AND TO REVIEW IN PART A FINAL INITIAL DETERMINATION;
SCHEDULE FOR FILING WRITTEN SUBMISSIONS ON THE ISSUES UNDER
REVIEW AND ON REMEDY, THE PUBLIC INTEREST, AND BONDING
AGENCY:

U.S. International Trade Commission.

ACTION:

Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review in part the presiding administrative law judge’s (“ALJ’s”) summary
determination (“SD”) (Order No. 47) conceming importation and sale after importation and to
review in part a ﬁnal initial determination (“ID” or “ﬁnal ID”) ﬁnding a violation of section 337
of the Tariff Act of 1930, as amended, with respect to U.S. Patent No. 7,779,011 (“the ’011
patent”). The Commission requests brieﬁng from the parties on certain issues under review, as
set forth in this notice. The Cormnission also requests brieﬁng from the parties, interested
persons, and government agencies on the issues of remedy, the public interest, and bonding.

FOR FURTHER INFORMATION CONTACT: SidneyA. Rosenzweig, Ofﬁce of the General
Counsel, U.S. International Trade Commission, 500 E Street SW., Washington, DC 20436,
telephone (202) 708-2532. Copies of non-conﬁdential documents ﬁled in connection with this
investigation are or will be available for inspection during ofﬁcial business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street
SW., Washington, DC 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Intemet server (httgs://www.usitc. gov). The
public record for this investigation may be viewed on the Commission’s Electronic Docket
Information System (“EDIS”) (htggs://edis.usitc.gov). Hearing-impaired persons are advised that
information on this matter can be obtained by contacting the Commission’s TDD tenninal,
telephone (202) 205-1810.

SUPPLEMENTARY INFORIVIATION: On March 16, 2018, the Cormnission instituted this
investigation based on a supplemented complaint ﬁled on behalf of Rovi Corporation of San
Jose, California; Rovi Guides, Inc. of San Jose, Califomia; and Veveo, Inc. of Andover,
Massachusetts (collectively, “Rovi”); as Wellas Rovi Technologies Corporation of San Jose, CA.
The supplemented complaint alleges violations of section 337 of the Tariff Act of 1930, as
amended, 19 U.S.C. 1337 (“section 337”), based upon the importation into the United States, the
sale for importation, and the sale within the United States after importation of certain digital
video receivers and related hardware and software components by reason of infringement of one
or more claims of the ’01l patent; and one or more claims of U.S. Patent Nos. 7,937,394 (“the
’394 patent”); 7,827,585 (“the ’585 patent”); 9,294,799 (“the 7799 patent”); 9,396,741 (“the ’741
patent”); 9,578,363 (“the ’363 patent”); 9,621,956 (“the ’956 patent”); and 9,668,014 (“the ’014
patent”). 83 FR 11792 (Mar. 16, 2018). The Commission’s notice of investigation named as
respondents Comcast Corporation of Philadelphia, Pennsylvania; Comcast Cable
Communications, LLC of Philadelphia, Pennsylvania; Comcast Cable Communications
Management, LLC of Philadelphia, Pennsylvania; Comcast Business Communications, LLC of
Philadelphia, Pennsylvania; Comcast Holdings Corporation of Philadelphia, Pennsylvania; and
Comcast Shared Services, LLC of Chicago, Illinois (collectively, “Comcast”). Id The Ofﬁce of
Unfair Import Investigations was also named as a party in this investigation. Id.
The Commission previously terminated the investigation as to complainant Rovi
Technologies Corporation; as to the ’956, ’394, ’014, ’799, and ’363 patents in their entirety; and
as to certain claims of the ’011, ’585, and ’74l patents. Order No. 12, unreviewed, Notice (July
24, 2018); Order No. 33, unreviewed, Notice (Sept. 19, 2018); Order 39, unreviewed, Notice
(Oct. 25, 2018).
On June 3, 2019, the presiding ALI issued Order No. 47, the subject SD, which, inter
alia, granted Rovi’s motions for summary determination as to importation and sale after
importation. On June 11, 2019, Comcast ﬁled a petition for review of the SD. On June 18,
2019, Rovi responded to Comcast’s petition. On June 25, 2019, the Commission investigative
attorney (“IA”) responded to Comcast’s petition.
On June 4, 2019, the ALJ issued the ﬁnal ID. On June 17, 2019, Comcast and Rovi each
ﬁled a petition for review of the ﬁnal ID. On June 25, 2019, Comcast and Rovi responded to
each other’s petition, and the IA responded to both.

In addition, the Cormnission has received comments from Rovi on the public interest
pursuant to Commission Rule 210.50(a)(4). The Commission also received comments from the
following organizations in response to the Commission notice soliciting public interest
comments, 84 FR 27804 (June 14, 2019): Tea Party Patriots Action; Americans for Limited
Government; Frontiers of Freedom Institute; Market Institute; and Conservatives for Property
Rights (joined by 60 Plus Association, and Americans for Limited Government).
On June 26, 2019, the Commission extended the deadline for Whetherto review the SD to
be commensurate with the deadline for the ﬁnal ID. On July 24, 2019, the Commission extended
the deadline for whether to review the SD and the ﬁnal ID from August 5, 2019 to August 15,
2019.
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With respect to the subject SD, having reviewed the record of this investigation,
including the SD and the parties’ submissions to the ALJ and to the Commission, the
Conrrnission has determined to review in part the SD. In particular, the Commission has
determined to review and take no position on whether Comcast’s alleged reimportations satisfy
the importation requirement of section 337; the SD made no ﬁndings on the issue. The
Commission has determined not to review the remainder of the SD.
With respect to the subject ﬁnal ID, having reviewed the record of the investigation,
including the ﬁnal ID and the parties’ submissions to the AL] and to the Commission, the
Commission has determined to review in part the ﬁnal ID as follows:
For the ‘011 patent, the Commission has determined to review the ﬁnal ID’s
ﬁndings on direct and indirect infringement of claims 1 and 9 of the ’0ll patent by
Comcast’s non-redesigned system. The Cormnission has determined not to review the
remainder of the ﬁnal ID’s ﬁndings as to the ‘O11patent, including the ﬁnal ID’s ﬁndings
that Comcast’s two redesigns do not infringe claims 1 and 9 of the ’01l patent.

For the ’585 patent, the Commission has determined to review anditake no
position as to the ﬁnal ID’s ﬁndings on the contingent noninfringement issues raised in
Comcast’s petition for review of the ﬁnal ID, particularly whether the ﬁnal ID erred in
ﬁnding no disavowal by Rovi of settings that do not control how programs are to be
digitally stored; whether the accused “auto pad recordings” functionality infringes claims
1 and 15; and whether the accused “start,” “stop,” and “HD Preferred” functionality
infringes claims 8, ll, and 22. The Commission has detennined not to review the
remainder of the ﬁnal ID’s ﬁndings as to the ’585 patent, including the ﬁnding that the
asserted claims are invalid in view of the ReplayTV prior art.

For the ’74l patent, the Commission has determined to review and take no
position as to the ﬁnal ID’s ﬁndings on the contingent invalidity issues raised in
Comcast’s petition for review of the ﬁnal ID, particularly whether U.S. Patent
Application Publication US 2002/0095510 to Sie (RX-69) anticipates claims 1, 8, and l4
of the ’74l patent and whether, under Rovi’s claim construction, U.S. Patent No.
7,073,189 to McElhatten (RX-71) anticipates Claims 1, 8, and 14 of the ’741 patent. The
Commission has determined not to review the remainder of the ﬁndings as to the ’741
patent, including the ALJ’s construction of “speciﬁed time” in the Markman order,
Order No. 41 (Oct. 15, 2018), the ﬁnal ID’s ﬁnding of noninfringement, and the fmal
ID’s waiver determination with respect to the “Restart Reminder" feature.

Comcast’s petition for review of the ﬁnal ID questioned the ﬁnal ID’s ﬁndings as to
whether the accused products are “articles that—infringe” the asserted patents, 19 U.S.C.
l337(a)(1)(B) & (a)(1)(B)(i), and the scope of the Commission’s authority to ﬁnd an unfair trade
act based upon Comcast’s direct infringement. Such issues fall within the scope of the
Cornmission’s review of infringement as to the ’Oll patent, and the Commission will address
Co1ncast’sarguments based upon the Commission’s infringement ﬁndings as to the ’01l patent.
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In connection with its review, the Cormnission requests responses to the following
questions based in part on Comcast’s assertion in its petition for review of the ﬁnal ID that the
ﬁnal ID “is not entirely clear as to whether it found a violation of Section 337 on the basis of
direct infringement of claim 9 of the ’01l Patent by way of Comcast’s use of the claimed
system.” Comcast Pet. 20. The parties are requested to brief their positions with reference to the
applicable law and the existing evidentiary record.[1] In addition, the parties are to take as true:
all of the ﬁnal ID’s ﬁndings as to the structure, function, and operation of Comcast’s X1 system;
and Comcast’s inducement of its users’ conduct. Comcast did not petition the Commission for
review of any of those ﬁndings. The questions below reﬂect the Federal Circuit’s understanding
that certain “persons’ actions” constitute infringement under 35 U.S.C. 271. Suprema, Inc. v.
ITC, 796 F.3d 1338, 1347 (Fed. Cir. 2015) (en banc) (emphasis omitted).

1. Please explain, with attention to the statutory language of 35 U.S.C. 27l(a) and any
differences in claim language between claims 1 and 9 of the ’0l1 patent, the
circumstances in which each act of direct infringement by Comcast occurs for each
claim. (For example, is there direct infringement by Comcast’s testing or other use of
its system, by a Comcast user’s own searching, or both.)

2. Please explain, with attention to the statutory language of 35 U.S.C. 27l(a) and any
differences in claim language between claims 1 and 9 of the ’01l patent, the
circumstances in which Comcast’s users directly infringe either claim. In connection
with your response to this question please explain whether and how C0mcast’s users
can directly infringe claim 9 but not claim 1, or vice versa.
3. Based on your answers to questions 1 and 2, please explain for claims 1 and 9 of the
’0ll patent whether and how the “single entity” test ofAkamai Technologies, Inc. v.
Limelight Networks, Ina, 797 F.3d 1020, 1022 (Fed. Cir. 2015) should be applied and
whether the ﬁnal ID’s application of that test to claim 1 of the ’()11patent, see Final
ID at 271, is correct.
In CO1'1.1'1€C'[l0l'l
with the ﬁnal disposition of this investigation, the Commission may

(1) issue an order that could result in the exclusion of the subject articles from entry into the
United States, and/or (2) issue a cease and desist order that could result in the respondent being
required to cease and desist from engaging in unfair acts in the importation and sale of such
articles. Accordingly, the Commission is interested in receiving written submissions that address
the form of remedy, if any, that should be ordered. If a party seeks exclusion of an article from
entry into the United States for purposes other than entry for consumption, the party should so
indicate and provide information establishing that activities involving other types of entry either
are adversely affecting it or likely to do so. For background, see Certain Devicesfor Connecting
[1]In seeking brieﬁng on these issues, the Commission has not determined to excuse any
party’s noncompliance with Commission rules and the ALJ’s procedural requirements, including
requirements to present issues in pre-hearing and post-hearing submissions. See, e.g., Order No.
2 (Mar. 28, 2018) (ground rules). The Commission may, for example, decline to disturb certain
ﬁndings in the ﬁnal ID upon ﬁnding that issue was not presented in a timely manner to the ALJ.
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Computers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No. 2843, Comm’n Op. at 7
10 (Dec. 1994).

If the Commission contemplates some form of remedy, it must consider the effects of that
remedy upon the public interest. The factors the Commission will consider include the effect
that an exclusion order and/or cease and desist order would have on (1) the public health and
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers.
The Commission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.
If the Commission orders some form of remedy, the U.S. Trade Representative, as
delegated by the President, has 60 days to approve or disapprove the Commission’s action. See
Presidential Memorandum of July 21, 2005, 70 FR 43251 (July 26, 2005). During this period,
the subject articles would be entitled to enter the United States under bond, in an amount
determined by the Commission and prescribed by the Secretary of the Treasury. The
Commission is therefore interested in receiving submissions concerning the amount of the bond
that should be imposed if a remedy is ordered.

WRITTEN SUBMISSIONS: The parties to the investigation are requested to ﬁle written
submissions limited to the enumerated questions above. The parties’ opening submissions
should not exceed 40 pages, and their reply submissions should not exceed 30 pages. Parties to
the investigation, interested govemment agencies, and any other interested parties are
encouraged to ﬁle written submissions on the issues of remedy, the public interest, and bonding.
Such submissions should address the recommended determination by the ALJ on remedy and
bonding. Complainant and the Commission investigative attorney are also requested to submit
proposed remedial orders for the Commission’s consideration. Complainant is also requested to
state the date that the asserted patents expire and the HTSUS numbers under which the accused
products are imported, and provide identiﬁcation information for all known importers of the
subject articles. Initial written submissions and proposed remedial orders must be ﬁled no later
than close of business on Thursday, August 29, 2019. Reply submissions must be ﬁled no later
than the close of business on Tuesday, September 10, 2019. No further submissions on these
issues will be permitted unless otherwise ordered by the Commission. Persons ﬁling written
submissions must ﬁle the original document electronically on or before the deadlines stated
above and submit 8 true paper copies to the Ofﬁce of the Secretary by noon the next day
pursuant to section 210.4(i) of the Commission’s Rules of Practice and Procedure (19 CFR
210.4(t)). Submissions should refer to the investigation number (Inv. No. 337-TA-1103) in a
prominent place on the cover page and/or the ﬁrst page. (See Handbook for Electronic Filing
Procedures, fgjps://www.usitc.gov/documents/handb00k_0n_ﬁlingApr0cedurespdf). Persons
with questions regarding ﬁling should contact the Secretary at (202) 205-2000.
Any person desiring to submit a document to the Commission in conﬁdence must request
conﬁdential treatment. All such requests should be directed to the Secretary to the Commission
and must include a full statement of the reasons why the Commission should grant such
treatment. See 19 CFR 201.6. Documents for which conﬁdential treatment by the Commission
is properly sought will be treated accordingly. All infonnation, including conﬁdential business
information and documents for which conﬁdential treatment is properly sought, submitted to the
5

Commission for purposes of this investigation may be disclosed to and used: (i) by the
Commission, its employees and Ofﬁces, and contract personnel (a) for developing or
maintaining the records of this or a related proceeding, or (b) in internal investigations, audits,
reviews, and evaluations relating to the programs, personnel, a_ndoperations of the Commission
including under 5 U.S.C. Appendix 3; or (ii) by U.S. government employees and contract
personnel,[2]solely for cybersecurity purposes. All nonconﬁdential written submissions will be
available for public inspection at the Ofﬁce of the Secretary and on EDIS.

The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (l9 U.S.C. 1337), and in Part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR part 210).

By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: August l5, 2019

[2]All contract personnel will sign appropriate nondisclosure agreements.
i
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by entering numbers on the remote' s keypad that has overloaded keys. (CDX-0008C.0030-31 ;
CX-0062.0001-3.). When a number is pressed, the STB relays the information to -

----------------------------

. (Tr.

(Bovik) at 568:9-570:8; CDX-0008C.0041 ; JX-0107C (Srikanth Kallurkar Dep. Tr.) (June 21 ,
2018)) 33 at 154:5-155 :13.). Search results are returned with each overloaded key entry, and .

-----------------

the letters in the title mapped to the string of

unresolved keystrokes, as shown in Figure 11 . (Tr. (Bovik) at 596: 17-597: 17.).
Figure 11: REX Search Results
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(CDX-0008C.0042 (showing the Xl user entering the unresolved, overloaded keystrokes 3-4-7
in that order)).).
The displayed results are

----------------

. (Tr. (Bovik) at

597:25-598:24; RX-0541C; CDX-0008C.0044.). Although the algorithm runs on Comcast
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At the time of his deposition on June 21 , 2018, Mr. Srikanth Kallurkar was the Vice President of
Procurement at Comcast. (RPSt. at 5.). Comcast identified Mr. Kallurkar as a fact witness to testify
about the Accused Products, the purchase ofSTBs from suppliers, and the rental and deployment of the
Accused Products to customers. (Id) .
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consisting of claims 8, 22, and 11 , pertain to the program-specific selection of "storage options"
controlling "how" a "program" (singular) selected from the IPG is stored. (JX-0004 (' 585
patent), els. 8, 22, 11 ; CDX-0006C.0007.). The asserted claims remain in these two (2) groups
for the infringement and technical prong of domestic industry analyses that follow.

Figure 23: Rovi's Depiction of Groupings for the Asserted Claims ('585 Patent)
'585 Patent: Claims 1/15 and 8/22 Have Different Scopes

!9alll■II-II

Global (1/15)

Program Specific (8/22)

I . A methnd for 11lk,"in3Hu- erll"l&eloc1 11ontgeop1 ionsfor
sloring f')f'OlVams using un inlcrac livc 1ek:Msion progrmn
a uidc implemented on user television equipment, the method

8. A method for recording programs using nn in1emc1ive
1elevis,on program @Uide implemcoted on user 1elevision
equipmenl, the method c:omprising:
disph1yios in a display icrb."11 m leas, one prosmm li 1ing
relating lo 111 lc:m one program:
prov idin¥ a u11cr wit.h au o pponwiity hl indicnh: a program
10 bo reconled on o random occes1 dip.ilol storogc device
by tclecling o program liiti~ from the UI least o ne
displayed program Iisling. wherein the xlcctcd prognun
lis1ins com.~pood:a 10 the prosnuo 10 be n.-.;ordcd;
pro"idmg the usc.rwnhan Ol"'JK:l'l1Urutv to select 01 lcastonc
'i:lltr.lM¢ npl~)IJ for Sh1nng @hc rruimm)to be recorded,
\\lwri."m the i.1 k:as1oncsiorageop1,on rela"-'S to at least
one iloro~e k-tla11s cotlll@Ured to control how (the proii"r.iinl is In 1k: diijU;tlly i.1ored n11 dtt: r.mdnm acCds
~ lilOr'Jt!,C device;
in rcsponse torcccivin_g theU$Ct'sclcction ortbeot ltusl one
stotage option. modifying Ult' at lenit oue 11orageseuing
lor the proivam to be ,u:ordcd; and
n."a»'tling the progrnm on lhcrandom awcssdigilttl tonigc
deYtce baaed otl the nxxlificahon o r the 111 least on~

comprising:
providing thi' user" ith an opyn~o
&ion:igc option for 11tormg e

rlect at Wost one

m 10 bl: recordt;xl,

Whert'Jn lhe Bl l~a&I on.till). . Of)IIOO ntlat
one ston.ge ~ling t,.'OOfigurod 10 control ho

10 UI . ,
DJ
1,11n

ore to be Wguully storud on a rondow occ ,
,tomgc device;

in response 10 a ui,er K-l«tion of the at le.ail ooe s1orag~
uptiun, mot.liryi1111 lhc 111 k:-.tit uuc slOrllgc Scll iui,
displuying in the inlllrnt.1ive lel'--v;sion program gtride ul
lcastoooprognun bslmg re.la led to 01l~i.t ooo program;
providing Lbc user with un oppo11u11ily to iela.1 u pn>jmm
list111g rmm thcut k..,lltl oncdi1pluycd proxrum li5tinK for
recording on 1hc modom occcss digikll siomgc device,
and
rt."CordUlltbePfOBJ'81UOnthenuxklruaccessdigj1alsiorage
<L""'icc boscd on the modifica1 ian o r lbc at lcas1 one
,1oragc sctlins,
JX-0004

SIOl"'JH~ !U!llif~ for the pn.~ Jfll .

"programs"

Plural

"the J>rogram"

Singular

Contains Confidential Business Information Subject to Protective Order

COX-0006C.8

(CDX-0006C at 8 (introduced during the testimony of Dr. Balakrishnan).).

a)

Claims 1 (Method) and 15 (System)

As shown below in Figure 24, claims 1 and 15 are parallel in structure. (Tr.
(Balakrishnan) at 787:12-792:12 (discussing CDX-0006C.0081-93 and similarities between
claims 1 and 15).). For the most part, when operating in the Xl System, the Accused 585
Products practice claim 15 for the same reasons, and based upon the same evidence, as set forth
for claim 1. (Id. at 788:3-20.). In addition to the limitations of claim 1, claim 15 requires only
"a display screen" and "an IPG implemented, at least partially on circuitry." (Id. at 787: 12792:12.).
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Figure 24: Rovi's Depiction of the Similarity Between Claims 1 and 15
'585 Patent, Claim 1 and Claim 15 Comparison
1. A mcthod'for allm ing a usertn select stomgeoptionsJor
storing programs using an intcmctive television program
guide implemented on user television equipment the method
comprising;

roviding the user with an opportunity to select at least one
lilOrage option for 1toring a program to be reconled,
wherein the at least one storage option relates to at least
one storage setting configured to control bow programs
are 10 be digi
stored
:::.1111&.11...-11;a1;~access digltal
storage device;

io response to a user selection of the at least one s10ra e
option. modifying the at least one s10rage setting;
....
illleracClve
DD~

~Hltidil,.id'• •ut~~in~I

providing the user with an opportunity 10 select a program
listing from the at least one displayed program listlng for
recording oo the random access digital storaae device;
and

IS. A system for all wing a user 10 select storage. options

for storing pro11,rams. the system comprising:
a display screen;
a ra ndo m access d igital sto rage device; and
an in teractive television progrnm guide implemented at
leas t partially on circuitry, wherein the interactive te levision program guide is progranuued to:
P!'OVide 1he userwilli an opportunity 10 select at least one
storage option for SlOring a program lo be recorded,

wherein 1111id at least one storage option relatea to al
1....t one storage setting configured lo control bow
programs are to be digitally lloied oo the nmdom
access digital storage device;
m respoose to a u- selection of the at leatt one storage
lion, modify the at last one llorap Nlling;

Contains Confidentia l Business Information Subject to Prot ective Order

CDX-0006C.82

(CDX-0006C.0082 (introduced during the testimony of Dr. Balakrishnan).).
i.

Preamble [claim 1): "A method/or allowing a user to select
storage options for storing programs using an interactive
television program guide implemented on user television
equipment, the method comprising"; Preamble [claim 15]: "A
system for allowing a user to select storage options for storing
programs, the system comprising"; 15/a]: "a display screen";
15/c]: "an interactive television program guide implemented
at least partially on circuitry, wherein the interactive television
program guide is programmed to"

The Private Parties appeared to agree that the preambles of claims 1 and 15 are limiting.
(Order No. 41 (Claim Construction) at 28; CBr. at 39; RRBr. at 70.). However, the Private
Parties disputed whether, when operating in the XI System, the Accused 585 Products satisfy all
of the elements found in the preambles of claims 1 and 15 in addition to limitations 15[a] and
15[c]. Rovi contended that the Accused 585 Products satisfy all of these elements. (CBr. at 3947, 51-52.). Comcast asserted that "there is no interactive television program guide

---------------------------- as required by the preamble of
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Figure 28: Rovi's Screen Shots of Comcast's Xl System's User Interface
'585 Patent, Claim l[pre]: User Selection of Auto Pad Storage Option

EnhallCed Texl Readability Ott

Claim l[pre]
A method for allowing
a user to select st orage
option s for storing
programs

Auto Pad Recordings: On
Wt.o1 ....,.1,ibil•, 1.-..u11l•1og1, "Ill t. s.<IWduled wHh a llltla a.1U• llme at Ina tlell end al"d M ■ n&Qe 5111ft, 5top I m•1 Ir ,

a-°'"d 0pu.,.

11

CX-1051C.l (XGlvl); see also CX-1056C.1 (XG1v3), CX-1063(.1 (XG2v2), CX·1066C.1 (XiD)
Conta ins Confldentlal Busi ness Information Subject to Protective Order

COX 0006C.24

'585 Patent, Claim l[pre]: "Interactive Television Program Guide"

Claim l[pre]

using an
interactive television
program guide

CX· lOSlC.20 (XGlvl); see also CX-1056C.22 (XG1v3); CX-1063(.18 (XG2v2); CX-1066C.28 (XI O)
Conta ins Confldentlal Busi ness Information Subject to Protective Order

COX-0006C. 25

(CDX-0006C0024-25 (introduced during the testimony of Dr. Balakrishnan).).
As reiterated below in Figure 29, Comcast engineer John Robinson 68 stated very clearly

68

When he testified during his deposition on August 29, 2016, Mr. Robinson was a Comcast engineer
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(McCann) at 1408:35-1409:2 1; Tr. (Allinson) at 1487:21-1488:6.) .

____________

.._

-

___, . (Tr. (McCann) at 1409:14-1411 :1.) .

-------

· (CX-1051C.0001 (XI lM-585-1-26 Screenshots); Tr. (Albonesi) at 1889:5-21 ; Tr.

(Balakrishnan) at 765 : 12-22.). In this context, it is clear that these the start and end variables
correspond to the modified "storage settings" of the asserted claims.
Figure 37: Rovi's Depiction of Toggling the Auto Pad Recordings Option in the IPG of the
Xl System
'585 Patent, Claim l[b]: Selection of Global Storage Option

Claim l[b)
in response to a use r
selectio n of the at least
one storage option,

CX-l 0S lC.18 (Left), 19 (Rleht) (XGlvl);
see also CX-1056C.l , 2 (XG1v3 ); CX-1063C.1, 17 (XG2v2); CX-1066C.18, 19 (XiD)

Contains Confide ntial Business Information Subject to Protective Order

(CDX-0006C.0060 (introduced during the testimony of Dr. Balakrishnan).).
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Figure 38: Rovi Depicting Modification of the Auto Pad Recordings Setting (When a User
Turns "On" the Auto Pad Recordings Option) in the IPG of the Xl System
'585 Patent, Claim l[b]: Modifying the Global Storage Setting

Claim l[b]

modifying the at least
one storage setting;

CX-1051C.21 (XGlvl); see also CX-1056C.27, 28 (XG1v3); CX-1063C.25 (XG2v2); CX -1066C.29 (XID)
Conta ins Confidentlal Business Information Subject to Protective Or~er

<DX-0006C 61

(CDX-0006C.0062 (introduced during the testimony of Dr. Balakrishnan).).
Comcast attempted to resuscitate its "lack of storage settings" argument by citing to case
law about the perils of inferring the presence of a claim limitation in an accused product. (RRBr.
at 66.). Most of the cases to which Comcast cites are non-binding. The one Federal Circuit case
Comcast cited is inapplicable here. That is because the expert in the Federal Circuit case, who
addressed infringement under the doctrine of equivalents, "did not supply any of the details
necessary to identify an infringing device." Intellectual Sci. and Tech. , Inc. v. Sony Elecs., Inc.,
589 F.3d 1179, 1186 (Fed. Cir. 2009). The expert in that case failed to state whether a "signal
selector" was a multiplexer that possessed a specific feature required by the asserted claims, that
is, whether the "signal selector" outputted a signal that "simultaneously transmitted a plurality of
information sets," as required for infringement. (Id. at 1185.).
Here, by contrast, in the context of Comcast's alleged literal infringement, Dr.
Balakrishnan specifically addressed the presence of the claimed modified "storage setting,"
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offered observed evidence of its existence, and effectively stated, "I know as a computer scientist
that the system must contain this setting." Moreover, unlike in Intellectual Science and
Technology, here engineers of the accused infringer, Comcast, have bolstered an already

adequate evidentiary record by revealing specific variables of the Auto Pad Recordings feature
modified within the Xl System that correspond to the claimed "storage settings."
Against this backdrop, it is apparent that Comcast's "lack of storage settings" argument is
illusory. Comcast did not dispute Rovi's screenshot, in Figure 37, showing the Auto Pad
Recordings option. (See also CX-1051C.0018-21; CX-1056C.0001-2, 22, 27-28; CX1063C.0001, 17-18, 25; CX-1066C.0018-19, 28-29.). Comcast did not dispute Rovi's
screenshot, in Figure 38, showing that, when a user turns "on" the Auto Pad Recordings option,
the IPG verifies that extra recording time is added to the start and end of the program targeted for
recording. Comcast did not dispute that start and end variables are settings that change when a
user toggles the Auto Pad Recordings option from "one" to "off' and vice versa. Thus, Comcast
cannot reasonably dispute that the weight of the evidence proves, by a preponderance of the
evidence, that, when operating in the Xl System, the Accused 585 Products satisfy limitations
1[b] and 15[e].
iv.

lfc}: "displaying in the interactive television program guide at
least one program listing related to at least one program";
15fj]: "display in the display screen at least one program
listing related to at least one program"

Dr. Balakrishnan testified that, when operating in the Xl System, the Accused 585
Products satisfy this limitation. (Tr. (Balakrishnan) at 781 : 1-782: 19.). Screenshots in evidence
show display, in the IPG, of at least one program listing related to at least one program. (Id. at
781:16-782:15; see also CX-0161; CX-1051C.0020; CX-1056C.0022; CX-1063C.0018; CX-
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1066C.0028.).

Figure 39: Rovi's Depiction of Displaying At Least One Program Listing in Xl System

'585 Patent, Claim l[c]: The Display of Program Listings in the Guide

Claim

l[c]

displaying in t he
interactive t elevision
program guide at least
one program list ing
rel at ed t o at least one
program;

CX· 1051 C.20 (XGl v l ); see also CX- 1056C.22 (XG1v3); CX-1063C.18 (XG2v2 ); CX- 1066C.28 (Xi D)

Contains Confidential Bu siness Information Subject to Protective Order

CDX-0006(.66

(CDX-0006C.0066 (introduced during the testimony of Dr. Balakrishnan).).
Comcast did not offer rebuttal arguments or evidence with respect to limitations 1[c] and
l5[f] in its Post-Hearing Briefs and has thus waived any such argument pursuant to Ground Rule
10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the Xl
System, the Accused 585 Products satisfy limitations l[c] and 15[f] of the '585 patent.

v.

l[d): ''providing the user with an opportunity to select a
program listing from the at least one displayed program listing
for recording on the random access digital storage device";
15[g): ''provide the user with an opportunity to select a
program listing from the at least one displayed program listing
for recording on the random access digital storage device"

Dr. Balakrishnan testified that, when operating in the Xl System, the Accused 585
Products satisfy this limitation. (Tr. (Balakrishnan) at 782:20-784: 18. Screenshots in evidence
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show that the Accused 585 Products provide a user with an opportunity to select a program
listing ("Living Single-Whose Date Is It Anyway?") for recording on the hard drive from the
program listings displayed in the grid guide. (Id. at 783:11-784:14; CX-1051C.0020; CX1056C.0022; CX-1063C.0018; CX-1066C.0028.). Screenshots in evidence also show that the
selected program is recorded on the hard drive. (Tr. (Balakrishnan) at 783: 14-22 ("If the user
selects that record button, that record option, recording will occur off that listing"); CX1051C.0018-21; CX1056C.0001-2, 22, 27-28; CX-1063C.0001, 17-18, 25; CX-1066C.0018-19,
28-29.). The recording-including with the additional user-specified time added before and after
the scheduled broadcast time in connection with the "Auto Pad Recordings" storage option-is
performed on a hard drive (which is random access digital storage device): either locally on an
XGl STB or remotely in the case of the XG2 STB. (Id. at 784:3-14 (testifying regarding the
location and functionality of recording programs on hard drives on an XG 1 STB or in the
cloud).).
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Figure 40: Rovi's Depiction of Selection of Program Listing in Xl System

'585 Patent, Claim l[d]: Selection of Program Listing for Recording

Claim l[d)
providing the user with
an opportunity to
select a program listing
from the at least one
displayed program
listing for recording

CX-1051C.20 (XG l vl ); see also CX-1056C.22 (XG1v3); CX-1063C.18 (XG2v2); CX-1066C.28 (XID)

Contains Confident ial Business Information Subj ect to Protective Order

CDX-0006C. 70

(CDX-0006C.0070 (introduced during the testimony of Dr. Balakrishnan).).
Comcast did not offer rebuttal arguments or evidence with respect to limitations 1[d] and_
15[g] in its Post-Hearing Briefs and has thus waived any such argument pursuant to Ground Rule
10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the Xl
System, the Accused 585 Products satisfy limitations l[d] and 15[g] of the ' 585 patent.

vi.

l[e): "recording the program on the random access digital
storage device based on the modification of the at least one
storage setting"; 15/h): "record the program on the random
access digital storage device based on the modification of the
at least one storage setting"

Dr. Balakrishnan testified that, when operating in the Xl System, the Accused 585
Products meet this limitation. (Tr. (Balakrishnan) at 784:19-787:6 (discussing CX-1051C.002021 (XGl), CX- 1063C.0018, 25 (XG2), CX-1066C.0028-29 (XiD)).). Screenshots in evidence
show that the normal broadcast time of the "Living Single" program is from 8:30 a.m. to 9:00
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a.m. and, that after the "Auto Pad Recordings" option is selected, the recording time changes to
be from 8:29 to 9:01 a.m. {Tr. (Balakrishnan) at 785:12-786:13; CX-1051C.0018-21; CX1056C.0001-2, 22, 27-28; CX-1063C.0001, 17-18, 25; CX-1066C.0018-19, 28-29.). The Xl
system performs the recording with user-selected padding on a hard drive (random access digital
storage device) either locally on an XGI STB or remotely. (Tr. (Balakrishnan) at 784:3-14.).
Figure 41: Rovi' s Depiction of Selection of Program Listing in Xl System

'585 Patent, Claim l[e]: Recording Based on Modification of Storage Settings

Claim l[e]
recording t he program

,,
bas ed on th e
mod ification of the
at least one storage
setting.

CX·105 1C.21 (XG1v1); see a lso CX·1056C.27, 28 (XG1v3); CX·1063C.25 (XG2v2); CX· 1066C.29 (XI D)
Contains Conf idential Business Informat ion Subject to Protective Order

CDX-0006C. 76

(CDX-0006C.0076 (introduced during the testimony of Dr. Balakrishnan).).
Comcast did not offer rebuttal arguments or evidence with respect to limitations 1[e] and
15[h] in its Post-Hearing Briefs and has thus waived any such argument pursuant to Ground Rule
10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the Xl
System, the Accused 585 Products satisfy limitations l[e] and 15[h] of the '585 patent.
Based on the discussion of the evidence and the weight of the evidence, Rovi has proven
by a preponderance of the evidence that, when operating in the XI System, the Accused 585
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Products satisfy claims 1 and 15 of the ' 585 patent.

b)

Claims 8 (Method) and 22 (System)

As shown below in Figure 42, claims 8 and 22 are parallel in structure. (Tr.
(Balakrishnan) at 819:2-921 :19 (discussing similarities between claims 8 and 22 and evidence
supporting both).). As discussed below, for the most part, the Accused 585 Products satisfy
claim 22 for the same reasons, and based upon the same evidence, as set forth for claim 8. (Id. at
788:3-20.). In addition to the limitations of claim 8, claim 22 requires "a display screen" and "an
IPG implemented at least partially on circuitry." (Id. at 819:12-24.).

Figure 42: Rovi's Depiction of the Similarity Between Claims 8 and 22

'585 Patent, Claim 8 and Claim 22 Comparison
8. A method for recording programs osin!I an interactive
television program guide iJnplcmtl!ltcd 011 ser television
e uipmenf. the method comprisi ng:
~ t o~oe
~ =='-=""~ ..I
displaying in a display screen al leaa
relating to el least one program:
providing e user with an opportunity to indicale a program
to be reconled one random access digital storage device
by selecting a progn,m listing from the at least one
displayed program listing, wherein the selected program
listing corresponds to the program 10 be recorded;
~~witlianeppq.illiii_iijtdaelecta leait.one
st6rigeiopdmi b: storiDg fbe ~'-recorded,
wberebi,1bi:a~Olle ~aoonllltea to at least

i;iie 8IOl8ge ~c:eaft~ (oJcoilliil how tbeprosiomt on die rimilom
cligic.1'&10rage device

sfanl is » be digi

in response to receiving the user selection of the at least one
storage option, modifying the at least one store e sett in
for lhe program to be recorded; end ..__,,.__ __
reeordiagtheJIIOIP'lllllottdulrandom
di11talstorege
devic:c based CJll die modlficatioJ1 of die at least one
lltonl

seal

tor the

22 . A sysfemJar n..>cording programs the system comprising:
.
a display screen;
a random access digital storage device; and
"an interactive television program guide implemented at
least patt ially on circuitry, wherein the interactive television program guide is programmed to:
display in the display screen at least one program listing
; ;;-·- - . , - , , , - - - related to at least one ro!!!:..am
rovide a user with the opportunity to indicate a program
to be reconled on the random access diailal storage
device by selecting a program listing from the at least
one displayed program listing, wherein the selected
program list!!}g corres ods to the row.!!!! to be

recorded;

providethelli«with an opportunity to select at least one
storage option fur storing a program to be m:orded,
wherein the at least one storage option relales to at
least one storaae sening configuredtooontrol bow the
program is to be digitall stored on the random access
.,.1 d,!8_i_!al stores_e device

moc&Ji sid4 &t,leut O

BID

'du,erM)eotion;

in response to receiving the user selection of the at least
one storage option, modify the at least one stora c
setting for the program to be recorded; end

Contains Confi dent ia l Business Information Subject to Protect ive Order

(CDX-0006C.0132 (introduced during the testimony of Dr. Balakrishnan).).
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1.

Preamble [claim 8]: "A method/or recording programs using
an interactive television program guide implemented on user
television equipment, the method comprising"; Preamble
[claim 22]: "A system for recording programs, the system
comprising"; 22/a]: "a display screen"; 22/c]: "and an
interactive television program guide implemented at least
partially on circuitry, wherein the interactive television
program guide is programmed to"

Claim S' s preamble is satisfied by the Accused 585 Products for the same reasons as the
Accused Products satisfy claim l 's preamble. (Tr. (Balakrishnan) at 794:21-796:20 (discussing
CX-1063C.0002 (XG2), CX-1051C.0020 (XGl), CX-l056C.0022 (same), and CX-1066C.0002
(XiD)).). The preamble of claim 22 and limitations 22[a] and 22[c] are satisfied by the Accused
585 Products for the same reasons as articulated with respect to claim 8 and as described above
in the context of system claim 15. (Id. at 819:12-24 (discussing CDX-0006C.0131-43).).
With respect to these limitations, Comcast did not offer additional rebuttal arguments or
evidence in its Post-Hearing Briefs and has thus waived any such argument pursuant to Ground
Rule 10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the XI
System, the Accused 585 Products satisfy the preambles of claims 8 and 22, and limitations
22[a] and 22[c], of the '585 patent.
11.

8/a]: "displaying in a display screen at least one program
listing relating to at least one program"; 22/d]: "display in the
display screen at least one program listing related to at least
one program"

When operating in the XI System, the Accused 585 Products satisfy these limitations for
the same reasons as discussed above for claim l[c]. (Tr. (Balakrishnan) at 794:21-797: 17
(discussing CX-1063C.0002 (XG2), CX-1051C.0020 (XGl), CX-1056C.0022 (same), CX1066C.0002 (XiD)).). Figure 43 below shows the program listing "Live with Kelly and Ryan,"
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is related to the program "Live with Kelly and Ryan," that is displayed on a display screen. (Id.
at 793:21-797: 17.).

Figure 43: Rovi's Depiction of Displaying Program Listing in Xl System
'585 Patent, Claim S[a]: Displaying a Program Listing in a Display Screen
Same as Claim B[pre]

XOD

Claim S[a]
displaying in a displ ay
screen at least one
progra m listing relating
t o at least one program;

"'""

•

:r;i

,i

1!
tli "'"'

-·
~ HD

I,, ,'.,t

I'

"""
100,

CX-1063C.2 (XG2v2 ); see also CX-1051C.20 (XGlvl ); CX-1056C.22 (XG1v3); CX-10 66C.2 (Xi D)

Contains Confidential Business Informat ion Subject to Protective Order

CDX·0006C.102

(CDX-0006C.0102 (introduced during the testimony of Dr. Balakrishnan).).
With respect to t~ese limitations, Comcast did not offer rebuttal argument in its PostHearing Briefs and has thus waived any such argument pursuant to·Ground Rule 10.1. (Id. at 5674.).
Thus, Ravi has proven by a preponderance of the evidence that, when operating in the Xl
System, the Accused 585 Products satisfy limitations 8[a] and 22[d] of the ' 585 patent.
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111 .

8/b]: "providing a user with an opportunity to indicate a
program to be recorded on a random access digital storage
device by selecting a program listing from the at least one
displayed program listing, wherein the selected program listing
corresponds to the program to be recorded"; 22/e] ''provide a
user with the opportunity to indicate a program to be recorded
on the random access digital storage device by selecting a
program listing from the at least one displayed program listing,
wherein the selected program listing corresponds to the
program to be recorded"

When operating in the Xl System, the Accused 585 Products satisfy these limitations for
the same reasons discussed above with respect to limitation 1[d]. (Id. at 797: 18-799:21
(discussing CX-1063C.0003 (XG2), CX-1051C.0022 (XGl), CX-1056C.0023 (same), CX1066C.0003 (XiD)).).
Figure 44 below shows that Comcast Grid Guide users have the option to select a
program for recording, in this case "Live with Kelly and Ryan." (Id. at. 765:12-766:6, 798:10799:6, 800:21-808:3, 809: 12-812: 17.). Once selected, the program records to a hard disk locally
on a STB ( e.g. , XG 1 STB) or remotely to a XRE server (e.g., hard drives in Comcast's cloud).
(Id. at 799:7-21.).
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Figure 44: Rovi's Depiction of Indicating a Program to Record in Xl System
'585 Patent, Claim S[b]: Indicating Program to Be Recorded

Claim S[b]
providing a user w ith an
opportu nity to indicate a
program to be recorded

1'011

I

by selecti ng a program
list ing fro m t he at least
one displayed program
listing, wherein t he
selected program listing .
correspond s to th e
program t o be recorded;

CX-1063C,3 (XG2v2);

RC'u•c.>1••u"'
j\ !

'.'. 1'

I f\t

I

(i

(·,

!ii

I
Jus• lh

~

ep1soJe

see also CX-1051C,22 (XGlvl); CX- 1056C,23 (XG1v3); CX-1066C.3 (Xi D)

Contains Confidentia l Business Information Subject to Protective Order

CDX-OOOGC.106

(CDX-0006C.0106 (introduced during the testimony of Dr. Balakrishnan).).
With respect to these limitations, Comcast did not offer rebuttal arguments in its PostHearing Briefs and has thus waived any such argument pursuant to Ground Rule 10.1 . (Id. at 56-

74}
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the XI
System, the Accused 585 Products satisfy limitations 8[b] and 22[e] of the ' 585 patent.

1v_

8{c]: ''providing the user with an opportunity to select at least
one storage option for storing the program to be recorded,
wherein the at least one storage option relates to at least one
storage setting configured to control how the program is to be
digitally stored on the random access digital storage device;";
22[b]: "a random access digital storage device"; 22{.i:
''provide the user with an opportunity to select at least one
storage option for storing a program to be recorded, wherein
the at least one storage option relates to at least one storage
setting configured to control how the program is to be digitally
stored on the random access digital storage device"

The Accused 585 Products satisfy these limitations for many of the same reasons
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discussed above with respect to limitations l[a] , l[b], and l[d]. (Tr. (Balakrishnan) at 799:22913 :7 (discussing CX-1063C.0005, 7, 11 , 13 (XG2), CX-1051C.0005-7, 10, 12, 25-26 (XGI),
CX-1056C.0006-8, 10, 12, 29-30 (same), CX-1066C.0005-8, 11 , 13 (XiD)).).
Here, however, "storage options" are not "global" in terms of applying to multiple
programs, as they were in the context of claim 1. Instead, limitations 8[c] and 22 [b] require
program specific storage options. (JX-0004 ('585 patent) at els. !("control how programs are to
be digitally stored"), 8(control how the program is to be digitally stored) (emphasis added).).
Dr. Balakrishnan testified that the "Start" (specified start time), "Stop" (specified stop time),
"Keep" (kept until the time expires) and "HD Preferred" (recording a HD stream) are userselectable, program-specific "how" storage options in the Accused 585 Products. (Tr.
(Balakrishnan) at 765 :12-766:6, 800:21-808:3, 809:12-812:17; CX-1063C.0005, 7, 11 , 13.).
Figure 45 below provides an example of the "Start" and " Stop" options.

Figure 45: Rovi's Depiction How Storage Option Selection Pertaining to
One Program in Xl System
'585 Patent, Claim 8[d] : User Selection of the "How" Storage Option

Claim S[d)
in response t o receiving
the use r selection of t he
at least one sto rage
option,

.

'
CX-1063C.1 2 (left), 13 (richt) (XG2v2);
see al so CX-1051 C. 11, 12 (XG l vl); CX-1056C.11, 12 (XG 1v3); CX-1066C.12, 13 (XiD)

Same rationale applies to other storage options shown for Claim B[c}
Contains Confidential Business Information Subject lO Protecthle OrdN
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'585 Patent, Cla im 8[d]: Modification of the "How" Storage Setting

Claim S[d)
,

t

modifyi ng t he at
least one storage setting
for the program t o be
recorded; and

CX-1063C.16 (XG2v2)

Same rationale applies to other storage options shown for Claim B{c]
Contains Confidenti• Business nform•tion Subject to Protective Order

COX-0006C.123

(CDX-0006C.01 2 1, 123 (introduced during the testimony of Dr. Balakrishnan).).
In rebuttal, Comcast argued that these are "what" storage options, not "how" storage
options. (RRBr. at 67-70.). Comcast also asserted that Rovi "failed to show that there are any
storage settings to which these storage options relate." (Id. at 70.). For this second point,
Comcast appears to resurrect its argument that Rovi and Dr. Balakrishnan must examine source
code to prove the existence of a storage setting that relates to a storage option. (Id. ; CBr. at 54.).
Comcast's non-infringement arguments here are not persuasive. For example, Comcast
acknowledges the "Start" and "Stop" storage options as "similar to 'Auto Pad Recordings' in that
they can be used to change the start and stop time of a particular recording." (RRBr. at 67.). As
explained above in Section VIIl.A.3(a)(ii), Auto Pad Recordings is both a "what" and "how"
storage option and thus the "Start" and "Stop" options identified by Dr. Balakrishnan satisfy
limitations 8[c] and 22[f] of the ' 585 patent. Likewise, recording a stream in HD versus another
video format is a quintessential example of a "how" storage option, as shown in Figure 14 of the
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the same reasons as discussed above for claim 1[e]. (Tr. (Balakrishnan) at 817 :2-818: 17
(discussing CX-1063C.0014, 16 (XG2), CX-1051C.0011-12, 20 (XGl), CX-1056C.0011-12
(same), CX-1066C.0002, 12-13 (XiD)).). As shown above in Figure 44, the normal broadcast
time for "Live with Ryan and Kelly" is 9:00 a.m. to 10:00 a.m. (CX-1063C.0014, 16.).
However, after modifying the " Start" and "Stop" storage settings for "2 minutes early" and "3
minutes late," respectively, the recording of "Live with Ryan and Kelly" starts at 8:58 a.m. and
ends at 10:03 a.m. (Id). At least for the "Start," "Stop," and "HD Preferred" storage options,
Rovi presented evidence that user selection of each results in the modification of a storage
setting controlling "how" programs are to be digitally stored on a hard drive. (Tr. (Balakrishnan)
at 818: 1-7.).
Figure 46: Rovi's Depiction of Recording Based on Storage Setting Modification in Xl
System
'585 Patent, Claim S[e]: Recording Based on the Modification

Claim S[e]
recording the program
on the random access
digita l storage device
based on the
modification of the at
least one storage setting
for the program.
CX- 1063C.14 (left), 16 (right) (XG2v2)

Same rationale applies to other storage options shown for Claim B[c]

Cont ains Confidential Business Informa tion Subject to Protective Order

lDX-0006C. 127

(CDX-0006C.0127 (introduced during the testimony of Dr. Balakrishnan).).
With respect to these limitations, Comcast did not offer rebuttal arguments or evidence in
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its Post-Hearing Briefs and has thus waived any such argument pursuant to Ground Rule 10.1.

(Id. at 56-74.).
I

Thus, Rovi has proven by a preponderance of the evidence that, when operating in the X 1
System, the Accused 585 Products satisfy limitations 8[e] and 22[i] of the '585 patent.
Based on the above, Rovi has proven by a preponderance of the evidence that, when
operating in the XI System, the Accused 585 Products satisfy claims 8 and 22 of the '585 patent.

c)

Claim 11 (Method)
i.

"The method of claim 10 [The method of claim 8 wherein the
at least one storage option is for selecting at least one video
format for recording.] wherein the at least one video format
comprises at least one of high definition television, normal
television and a digital format. "

When operating in the XI System, the Accused 585 Products satisfy these limitations for
the same reasons as discussed above for claims 8 and 22. (Tr. (Balakrishnan) at 821 :20-823:24
(discussing CX-1063C.0005-6 (XG2), CX-1051C.0005, 25-26 (XGl), CX-1056.0006, 29-30
(same), CX-1066C.0005, 6 (XiD)).). In particular, as shown below in Figure 47, the Accused
585 Products provide a HD Preferred video format storage option, as required by claim 11. (Id.
at 822: 13-823: 19 (testifying how HD preferred storage option allows the user to select a video
format and thus modify the related video format storage setting).).
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Figure 47: Rovi's Depiction of SD and HD Storage Options in Xl System
'585 Patent, Claim 11: High Definition Video Format
Claim 10

Same as "HD preferred" in Claim B[c}

The method of claim
8 wherein the at least
one storage option is for
selecting at least one
video format for
recording.

Claim 11
The method of cla im
10 wherein the at least
one vi deo format
comprises at least one
of high definition
television, normal
television and a digital
format.

CX·1063C.5 (XG2 v2); see also CX·1051C.5, 25, 26 (XGlvl); CX-1056.6, 29, 30 (XG 1v3); CX·1066C.5, 6 (Xi D)

Contains Con(ldential Business lnforrnatJon Subject to Protective Order

COX-0006C.148

'585 Patent, Claim 11: Standard Definition Video Format
Claim 10
The method of claim
8 where in the at least
one storage option is for
selecting at least one
video format for
recording.

Claim 11
The method of claim
10 wherein the at least
one video format
comprises at least one
of high defin ition
television, normal
television and a digital
fo rmat.

CX-1063C. 6 (XG2v2) ; see also CX·1051C.5, 25, 26 (XGlvl); CX· 1056C.6, 29, 30 (XG1v3); CX·1066C.5, 6 (XiD)

Contains Confidential Business Information Subject to Protective Order

CDX-0006C. 149

(CDX-0006C.0148-49 (introduced during the testimony of Dr. Balakrishnan).).
With respect to claim 11 , Comcast did not offer rebuttal arguments or evidence in its
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Figure 49: Rovi's Depiction of 585 DI Products Satisfying Preambles of Claims 8 and 22
'585 Patent, Claim 8[pre]: Interactive Television Program Guide
I-Gulde

CX-107 1.6; see also
CX-1028C.1

Claim S[pre)
A met hod for recording
programs using an
interactive television
program guide
implemented on user
televisi on equipment,
the method comprising:

Passport

CX-1071.24; see
also CX- 1038(. 1

Contains Confidential Business Information Subject to Protective Order

LOX 0006< .! JI

'585 Patent, Claim 8[pre] : Interactive Television Program Guide
NextGen

A met hod for recording
programs using an
interactive t elevision
program guide
implemente d on user
televisi on equipment,
the method comprising:

CX-1071.44; see
also CX-1035C.1

iD·, • 9(:as

Claim S[pre)
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Contains Confidential Business Information Subject to Protective Order
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CX-1071.58; see
also CX-1024C.2

,___...

____

COX-0006C .173
- - - - --~ - - - - - - --~

(CDX-0006C.0171 , 173 (introduced during the testimony of Dr. Balakrishnan).).
With respect to these limitations, Comcast did not offer any new rebuttal arguments in its
Post-Hearing Briefs that have already been addressed and rejected above in the context of
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infringement. Comcast has thus waived any such arguments pursuant to Ground Rule 10.1. (Id.
at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the X 1
System, the 585 DI Products satisfy the preambles of claims 8 and 22, and limitations 22[a] and
22[c] of the ' 585 patent.
11.

8/a): "displaying in a display screen at least one program
listing relating to at least one program;" 22/d): "display in the
display screen at least one program listing related to at least
one program"

When operating in the Xl System, the 585 DI Products satisfy these limitations. (Tr.
(Balakrishnan) at 837:12-838:10 (discussing CX-1071.0006 & CX-1028C.0001 (i-Guide); CX1071.0024 & CX-1038C.0001 (Passport); CX-1071.0044 & CX-1035C.0001 (Next-Gen); CX1071.0058 & CX-1024C.0002 (TiVo Bolt)).). As shown below in Figure 50, the 585 DI
Products display at least one program listing relating to at least one program in a grid guide. (Id.;
CDX-0006C.0173.).
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Figure 50: Rovi's Depiction of 585 DI Products Displaying Program Listings
'585 Patent, Claim S[a]
I-Gulde

CX-10 71 .6; see also
CX-1028C. 1

Claim S[a]
displaying in a d isplay
screen at least one
program listing relating
to at least one program;

Passport

CX-1071.24; see
also CX-1038C.1

Contains Confidential Business Information Subject to Protective Order

'585 Patent, Claim 8[a]
NextGen

CX-1071.44; see
also CX- 103SC. l

Claim S[a]
d isplayi ng in a d is play
screen at least one
program list ing relat ing
to at least one program;

Bolt

CX-1071.58; see
also CX-1024( .2

Contains Confidential Business Information Subject to Protective Order

COX-0006C.178

(CDX-0006C.0177-78 (introduced during the testimony of Dr. Balakrishnan).).
With respect to these limitations, Comcast did not offer any new rebuttal arguments or
evidence in its Post-Hearing Briefs that have already been addressed and rejected above in the
context of infringement. Comcast has thus waived any such arguments pursuant to Ground Rule
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10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the Xl
System, the 585 DI Products satisfy limitations 8[a] and 22[d] of the '585 patent.
111.

8[b]: "providing the user with an opportunity to indicate a
program to be recorded on a random access digital storage
device by selecting a program listing from the at least one
displayed program listing, wherein the selected program listing
corresponds to the program to be recorded,·" 22[e]: "provide a
user with the opportunity to indicate a program to be recorded
on the random access digital storage device by selecting a
program listing from the at least one displayed program listing,
wherein the selected program listing corresponds to the
program to be recorded"

When operating in the Xl System, the 585 DI Products satisfy these limitations. (Tr.
(Balakrishnan) at 838:11-840:8; CX-1071.0009 & CX-1028C.0002-3 (i-Guide); CX-1071.0026
& CX-1038C.0002 (Passport); CX-1071.0046 & CX-1035C.0002 (Next-Gen); CX-1071.0060 &

CX-1024C.0003 (TiVo Bolt).). As shown below in Figure 51, the 585 DI Products provide a
user the opportunity to indicate a program to be recorded on a random access digital storage
device by selecting a program listing from the at least one displayed program listing, wherein the
selected program listing corresponds to the program to be recorded. (Id.; CDX-0006C.0182.).
The 585 DI Products store programs on hard disk drives. (Id.; CX-0860C.0082 (i-Guide
contains a hard drive); CX-0859.0019, 333, 518, 523 (Passport contains a hard drive); CX-0854
(Next-Gen contains a hard drive); CX-0229 (TiVo Bolt contains a hard drive).).
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Figure 51: Rovi's Depiction of585 DI Products and User Selection of a Program to Record
'585 Patent, Claim S[b]: Indicating a Program to Be Recorded
I-Gulde

Claim S[b]
provid ing a user with an
opportunity to indicate a
program to be recorded
on a random access
digital storage device by
selecting a program
listing from the at least
one displayed program
listing, wherein the
selected program listing
corresponds to the
program to be recorded;

CX- 1071.9; see also
CX-1028C.2-3

Passport

CX- 1071.26; see
also CX-1038C.2

Contains Confiden tial Business Information Subject to Protective Order

lOX-0006C.181

'585 Patent, Claim B[b]: Indicating a Program to Be Recorded
NextGen

Claim S[b]
providing a user with an
opportunity to indicate a
program to be recorded
on a random access
digital storage device by
selecting a program
listing from the at least
one displayed program
listing, wherein the
selected program listing
corresponds to the
program to be recorded;

CX-1071.46; see
also CX-1035C.2

Bolt

CX-1071.60; see
also CX-1024C.3

Contains Confidential Business Information Subject to Protective Order

CDX-0006C. 182

(CDX-0006C.0181-82 (introduced during the testimony of Dr. Balakrishnan).).
With respect to these limitations, Comcast did not offer any new rebuttal arguments or
evidence in its Post-Hearing Briefs that have already been addressed and rejected above in the
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context of infringement. Comcast has thus waived any such arguments pursuant to Ground Rule
10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the XI
System, the 585 DI Products satisfy limitations 8[b] and 22[e] of the '585 patent.
1v.

8/c]: "providing the user with an opportunity to select at least
one storage option for storing the program to be recorded,
wherein the at least one storage option relates to at least one
storage setting configured to control how the program is to be
digitally stored on a random access digital storage device;"
22/b]: "a random access digital storage device"; 22UJ:
"provide the user with an opportunity to select at least one
· storage option for storing a program to be recorded, wherein
the at least one storage option relates to at least one storage
setting configured to control how the program is to be digitally
stored on the random access digital storage device;"

When operating in the XI System, the 585 DI Products satisfy these limitations. (Tr..
(Balakrishnan) at 840:9-843:6; CX-1071.0010 & CX-1028C.0007 (i-Guide); CX-1071.0028 &
CX-1038C.0005 (Passport); CX-1071.0046 & CX-1071.0047, CX-1035C.0003, 6 (Next-Gen);
CX-1071.0060, CX-1071.0061, CX-1024C.0003, 6 (TiVo Bolt).). As shown below in Figure 52,
a user can select storage options that each relate to at least one storage setting configured to
control how the selected program is to be digitally stored on a random access digital storage
device (i.e., the hard disk drive of the 585 DI Products). (Id.; CDX-0006C.0186-90 (citing CX1071.0046 showing the Next-Gen guide "how" storage options of "start recording," and "stop
recording" are applied to the program).). Comcast agreed that "the settings found in [the 585 DI
Products] are similar to the 'record options' in Comcast's system." 71 (RRBr. at 76-77.). Finally,

71

By way ofreview based on the analysis provided above in the context of infringement, while "Start
recording," "Stop recording," and "Record as" are "how" storage options that each satisfy the asserted
claims, "Save Until" is merely a "what" storage option and thus does not satisfy the asserted claims.
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the 585 DI Products include hard drives for storing programs as discussed above with respect to
limitation 8[b]. The 585 DI Products thus meet these limitations for the same reasons that the
Accused 585 Products infringe. (Tr. (Balakrishnan) at 840:9-843:6.).
Figure 52: Rovi's Depiction of 585 DI Products and User Selection of Storage Options
'585 Patent, Claim S[c]: Selection of "How" Storage Options
I-Gulde

Claim S[c]
providing the user with
an opportunity to select
at least one storage
option for storing the
program to be recorded,
wherein the at least one
storage option relates to
at least one storage
setting configured to
control how the
program is to be digitally
stored on the random
access digital storage
device;

CX-1071.10; see also CX-1028C.7

Contains Confidential Business Information Subject to Protective O<der

CDX-0006C.186

(CDX-0006C.0186 (introduced during the testimony of Dr. Balakrishnan).).
With respect to these limitations, Comcast did not offer any new rebuttal arguments or
evidence in its Post-Hearing Briefs that have already been addressed and rejected above in the
context of infringement. Comcast has thus waived any such arguments pursuant to Ground Rule
10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the XI
System, the 585 DI Products satisfy limitations 8[c], 22[b], and 22[f] of the '585 patent.
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v.

8/d]: "in response to receiving the user selection of the at least
one storage option, modifying the at least one storage setting
for the program to be recorded;" 22/g]: "modify said at least
one storage setting in response to said user selection;" 22/h]:
"in response to receiving the user selection of the at least one
storage option, modify the at least one storage setting for the
program to be recorded;" and

When operating in the XI System, the 585 DI Products satisfy these limitations. (Tr.
(Balakrishnan) at 843:7-846:5; CX-1071.0010 & CX-1028C.0007 (i-Guide); CX-1071.0028 &
CX-1038C.0005 (Passport); CX-1071.0046, CX-1071.0047 & CX-1035C.0003, 6 (Next-Gen);
CX-1071.0060, CX-1071.0061 & CX-1024C.0003, 6 (TiVo Bolt).). As shown below in Figure
53, in response to receiving the user selection of a "how" storage option ( e.g., "start recording,"
"stop recording"), the 585 DI Products modify the corresponding storage setting for the program
to be recorded. (Id.; CDX-0006C.0193-99 (citing CX-1028C.0021 showing the i-Guide
modified storage settings for "Eyewitness News").). Comcast agreed that the "settings found in
the [585 DI Products] are similar to the allegedly infringing 'record options' in Comcast's
system." (RRBr. at 76-77.). It appears that the 585 DI Products satisfy these limitations for the
same reasons that the Accused 585 Products infringe. (Tr. (Balakrishnan) at 843:7-846:5.).
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Figure 53: Rovi's Depiction of 585 DI Products Modifying "How" Storage Settings
'585 Patent, Claim S[d]: User Selection of "How" Storage Option
I-Gulde

CX-1071.10; see
also CX·1028C.7

Claim S[d]
receiving

the user selection of the
at least one storage

option,
I

Passport

•
CX-1071.28; see
also CX·1038C. 5

Contains Confidential Business Information Subject to Protective Order

COX-0Xl6C.193

'585 Patent, Claim S[d]: User Selection of "How" Storage Option
NextGen

CX-1071.46; see
also CX-1071.47;
CX-1035C.3, 6

Claim S[d]

receiving
the user selection of the
at least one storage
option,

Bolt

CX-1071.60; see
a lso CX-1071.61;
1024C.3, 6

Contains Confidential Business Information Subject to Protective Order
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'585 Patent, Claim S[d]: Modification of Storage Setting (i-Guide Example)

Claim 8[d]
in response to

r
t1P

modifying the at
least one storage setting
fo r the program to be
recorded; and

CX-1028C.21

Contains Confidential Business Information Subject to Protective Order

CDX-0006C.199

(CDX-0006C.0193-94, 199 (introduced during the testimony of Dr. Balakrishnan).).
With respect to these limitations, Comcast did not offer any new rebuttal arguments or
evidence in its Post-Hearing Briefs that have already been addressed and rejected above in the
context of infringement. Comcast has thus waived any such arguments pursuant to Ground Rule
10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the Xl
System, the 585 DI Products satisfy limitations 8[d], 22[g] , and 22[h] of the '585 patent.
Vt.

8/e]: "recording the program on the random access digital
storage device based on the modification of the at least one
storage setting/or the program;" 22/i]: "record the program
on the random access digital storage device based on the
modification of the at least one storage setting for the
program;"

When operating in the XI System, the 585 DI Products satisfy these limitations. (Tr.
(Balakrishnan) at 846:6-846:24; CX-1071.0010 & CX-1028C.0007 (i-Guide); CX-1071.0028 &
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CX-1038C.0005 (Passport); CX-1071.0046, CX-1071.0047 & CX-1035C.0003 , 6 (Next-Gen);
CX-1071.0060, CX-1071.0061 & CX-1024C.0003 (TiVo Bolt).). As shown abave in Figure 53,
the 585 DI Products record the program on a random access digital storage device (hard drive)
based on the modification of the at least one storage setting. (Id.; CDX-0006C.0203 (citing CX1071.0046 showing Next-Gen modified storage settings for "Jeopardy").). The 585 DI Products
include hard drives for storing programs as discussed above in the context oflimitation 8[b].
With respect to these limitations, Comcast did not offer any new rebuttal arguments or
evidence in its Post-Hearing Briefs that have already been addressed and rejected above in the
context of infringement. Comcast has thus waived any such arguments pursuant to Ground Rule
10.1. (Id. at 56-74.).
Thus, Rovi has proven by a preponderance of the evidence that, when operating in the XI
System, the 585 DI Products satisfy limitations 8[e] and 22[i] of the '585 patent.
Based on the above, Rovi has proven by a preponderance of the evidence that, when
operating in the XI System, the 585 DI Products satisfy claims 8 and 22 of the '585 patent.
b)

Claim 11
1.

The method of claim 10 wherein the at least one video format
comprises at least one of high definition television, normal
television and a digital format.

When operating in the XI System, the 585 DI Products satisfy claim 11. (Tr.
(Balakrishnan) at 847:5-848:12; CX-1071.0014 (i-Guide); CX-1071.0043 (Passport); CX1071.0050 (Next-Gen); CX-1071.0061 (TiVo Bolt). In addition to the analysis above showing
that the 585 DI Products satisfy claim 8, one of the storage options provided in the 585 DI
Products is recording in the "High Definition" or "HD" video format. (Id.; see CX-1024C.0006
(Screenshots ofTiVo Bolt Operation); CX-1028C.0007 (Screenshots ofRovi Guides
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Operation).).

Figure 54: Rovi's Depiction of 585 DI Products Offering Storage in HD Video
'585 Patent, Claim 11
I-Gulde

Claim 10
CX-1071.14

The method of claim
8 wherein the at least one
storage option is for
selecting at least one video
format for recording.

Claim 11

Passport

The method of claim
10 wherein the at least one
video format comprises at
least one of high definition
television, normal
television and a digital
format.

CX-1071.43

Contains Co nfidential Business Informatio n Subject to Protective Order

--

-

CDX-0006C. 208

'585 Patent, Claim 11
NextGen

Claim 10
CX-1071.50

The method of cla im
8 wherein the at least one
storage option is for
selecting at least one video
format for recording.

Claim 11

Bolt

The method of claim
10 wherein the at least on
video format comprises at
least one of high definition
television, normal
television and a digital
format.

CX- 1071.61

Contains Confidential Business Information Subject to Protec.live Order

CDX-0006C. 209

(CDX-0006C.0208-09 (introduced during the testimony of Dr. Balakrishnan).).
With respect to claim 11 , Comcast did not offer any new rebuttal arguments or evidence
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Figure 58: Comcast's Depiction of How ReplayTV 893 Discloses a Program Guide
Implemented on Circuitry

ReplayTV 893 Discloses A Digital VCR For Recording Digital Video
8. A method for :coii:hng progra111s using an 111lcmct1ve
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ReplayTV 893 Discloses Implementing The Application On Circuitry
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See also, e.g., R eployTV 893 (RX-0008) a t ,i,i 28, 30, 42-43, 47, 51, 56,

su Pa,.,,u, Claim 8(JX-0004.41) 68, 70, 85, 87-88, 91, 93-94; Fig. 5; Abstn 1ct
A
COMCAST

(RDX-000IC.0017-19 (introduced during the testimony of Dr. Albonesi).).
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As shown below in Figure 59, the "digital VCR application 330" is an "interactive
television program guide" as construed in the Markman Order. "[D]igital VCR application 330"
generates a "channel guide display" that presents the user "with a visual representation of
information contained in the channel guide database" (i.e., "television program listings"). (RX0008 (ReplayTV 893) ,r 87, Fig. 5; Tr. (Albonesi) at 1816:12-1817:5, 1819:16-1820:6.).
"[D]igital VCR application 330" also "forwards commands received from the user," allowing a
user to navigate through and interact with those television program listings. (RX-0008
(ReplayTV 893) ,r,r 46, 82, 93; RDX-000lC.0019, 23; Tr. (Albonesi) at 1818:23-1820:11,
1838: 1-19.). "[D]igital VCR application 330" provides a "list of options" to a user including, for
example, whether to record one episode or all episodes of the selected show. (RX-0008
(ReplayTV 893) ,r 93 ("While the channel guide display 500 is on the screen, pressing the Select
button 256 on the remote control 22" displays "a list of options ... (e.g., tune to the highlighted
show's channel, record one episode of the highlighted show, record all episodes of the
highlighted show)."); Tr. (Albonesi) at 1838:1-19.). "[T]he user issues all commands using the
remote control 22," and the remote control is used to "select choices in on-screen menus." (RX0008 (ReplayTV 893) ,r,r 18, 82.).
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Figure 59: Comcast's Depiction of How ReplayTV 893's Program Guide Is An
"Interactive Television Program Guide"

ReplayTV 893 Discloses An Application That Generates A Display Of
Program Listings On The Digital VCR
8. A method for
1i'<hng programs usrng rn1 mteracti,c
telC\ i ion program guide implemen1ed on user televl ion
equipment, the method comprising:
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[0014) FIG. 3 is a block diagram of digital VCR system
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585 Patent 11 Claim 8 (JX--0004.41 )

-
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F11. J (RX-0008.4)
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Id I.( I ( 1()1!
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A

·,

COMCAST

(RDX-000lC.0018 (introduced during the testimony of Dr. Albonesi).).
With respect to these limitations, Rovi did not offer rebuttal argument or evidence in its
Post-Hearing Briefs and has thus waived any such argument pursuant to Ground Rule 10.1.
(CRBr. at 16-42.).
Based on the discussion and explanation above, Comcast has proven by clear and
convincing evidence that ReplayTV 893 satisfies limitations l[pre], 8[pre], 15[c], and 22[c] of
the '585 patent.
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general sense, yes, it's a part of the configuration.").). Thus, as shown below in Figure 60, these
passages expressly teach that a user is given the opportunity to select an option, "quality," that
has a related setting, "megabits per second," and that controls how a program is digitally stored
to "hard disk space" on a random access digital storage device. (Tr. (Albonesi) at 1829:41831 :3; RDX-000lC.0037-40.).
Figure 60: Comcast's Depiction of ReplayTV 893's Disclosure of a Storage Options That
Relates to a Setting That Controls "How" a Program Is Stored

ReplayTV 893 Discloses Providing A User With An Option
To Select A Recording Quality
[0105] The user can s ecif the uality (in, e.g., megabits
per sea :md) at which content should be recorded on a

th

----------------------------------------provtd uttt lhcu r"nhano
11un11yll, cl Utica tone
'°"

,1ora c o
for s10nng the program 10 be recoroed,
wherein . eat lcasl one , 1orage option relates to at leas1
one slorage setting configured 10 conuol how 1he progmm is to be digitally stored on u,e random acces
digilnl s1omge device;

----------------------------------------I
l\u.

m1111lkra1

,11

.t

1t 11i.:

m,r\.1...,Jhu~11s,,11•i:

1t

~ I l,.,•t-.1

personal channel. The user can also specify that a particular
number of episodes of a show are to be reoorded on a
personal channel. When a personal channel is created, the
user can be notified of the hard disk space that will be needed
to store all shows that are scheduled to be reoorded on the
personal channel.
R,pbyTV 193 "

105 (RX.0008.ll)

,
For example, the user can specify a show to be
recorded on a personal channel by specifying the show' s
start time, end time, live television channel, and a recording
quality. I
I ~
0
,
Rq,layTV 893 at 108 (RX.0008 .ll)

1 I •

l8' PalUllatCllim l(JX-0004.41)

afk
MCA T

(RDX-000IC.0037 (introduced during the testimony of Dr. Albonesi).).
Rovi asserted that ReplayTV 893 fails to disclose these limitations for two (2) reasons.
First, according to Rovi, "there has been no showing that the ReplayTV References teach (or
otherwise suggest or disclose) using an IPG to select how storage options [i.e., options relating
to settings that control 'how' programs are stored] ; rather, the ReplayTV References only discuss
selecting a program (or programs) for recording (the what) from the IPG and nothing more."
(CRBr. at 21 (emphasis added).). Second, "[t]he ReplayTV References do not teach the global
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Figure 62: Comcast's Depiction of How ReplayTV 893's Discloses in the Prior Art
Features that Rovi Accuses of Infringement in Comcast's Xl System

ReplayTV 893 Also Discloses What Rovi Accuses
•

Record a single episode or all episodes

,,,

2018-07-0l B111ak:ri1hna.n Op. Rpc. 11 i, s

•

When to delete recordings
2018..07-02 Balakrilhnatt Op. Rpt. at 1.!8. 159-160

Padding: add time to start and end of
recording

RcplayTV 893 at 129 (R..'X-0008.2 5)

I

Similarly, Ibo user can specify 1h11 lhe
oldest content reco
on a peroooal cbaooel be deleted
when oecessary to make room for new oooteot.
RcplayTV 89l

ot

102 (RX-0008.l l)

0096) Opuona y, !hi dig11a
can gm recordmg
a ow 11 a selected tlllJe (•-a-, lhru minutt/5) before lhe
show is sch<duled to bt broadcast aod stop recordmg lhe
show at a lected ume after the show IS scheduled to 6n1Sh
broadcuun

2018--07.02 Balakridlnan Op. Rp1. al 158 . 159-160

. ,
f(! )I. 1}0(11!

11

,'

~Ii
COMCAST

•. ,

(RDX-000IC.0041 (introduced during the testimony of Dr. Albonesi).).
To sidestep what appears to be a fatal analytical inconsistency, Rovi attempted to draw
distinctions between program padding in the accused XI System and program padding in
ReplayTV 893. Rovi asserted that ReplayTV 893 disclosed "program padding" as a feature of
personal channels and that personal channels are separate from the claimed IPG. (CRBr. at 22
("ReplayTV 893 describes personal channels at length in paragraphs 95 through 111, including
setting and evaluating recording criteria, naming and numbering personal channels, managing
personal channel storage, and viewing personal channels- but none of these paragraphs
n;ientions or otherwise discloses accomplishing any of this functionality from the IPG."). Rovi
applied the same "personal channel" argument to the above-mentioned "how" storage option that
a "user can specify a recording quality (in, e.g., megabits per second) at which content should be
recorded on a personal channel." (RX-0008 (ReplayTV 893) ,r 105.). In other words, although
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storing programs to a hard drive. (Tr. (Albonesi) at 1839:18-1842:5; RX-0008 (ReplayTV 893)
174; RDX-000lC.0049; see also RX-0008 (ReplayTV 893) 1118, 61 , Figs. 3, 5.).
Figure 63: Comcast's Depiction of ReplayTV 893's Disclosure of Modifying a Setting in
Response to User Selection of a "How" Storage Option
ReplayTV 893 Discloses Preference Files That Contain Modifications To
Recording Settings, Like Encoding Bit Rate, In Response To User Selection
I

thll h.'I

,111

I

inrcspon:ictorcccivmgrhcu er •1

ltono

ll>I

lhcul l\.'a,tonc

1tlorngeup11on, moJ1f} ing the 1.11 lca~t one :.1,1ragc ~umg
IOr the ru~m lo be recorded; and

----------------------------------------g

, (0058) Tiie files stored on the bard disk drive 142 include
MPEG program streams, database files, preferences files,
and program code files. The MPEG program streams can
contain recorded broadcast data, stored as MPEG-2 Program
ystem treams, with video and audio Packetised Elementary treams (PES) multiplexed together. Preferences files
can contain data describmg e way in which the user has
configured the system, such as the preferred encoclin bit
rate, favorite channels, and ersonal channels. Program code
files contain binary code for applications, system modules,
DLI.s, etc. The OMFS 350 supports filenames that are long
enough to provide differentiation between files, e.g., 16
characters.
Rq,layTV 891" 58 (RX-0008. t8J
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ReplayTV 893 Discloses The MPEG Encoder Changing Settings, Like
Recording Bit Rate and Encoding Resolution, In Response To User Selection

1 11
I. fl The
com onents of the MPEG encoder subsystem respond to
external commands to stop and stan recording, change the
recording bit rate, cban e the encodin resolution, save the
current stream position as a bookmark, and res nd to other
user actions.
R.cplayTV89l ar 4 (RX-0008.19)

l

...

tr
11

r

I

I

~,

1

See als o, e.g., ReplayTV 893 (R..X-0008) al

18, 61; Figs. 3, 5
Ilk

MCAST

(RDX-000IC.0048-49 (introduced during the testimony of Dr. Albonesi).).
During the Hearing, Rovi 's expert, Dr. Balakrishnan, did not contest that ReplayTV 893
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teaches these limitations. The testimony of Dr. Albonesi, Comcast's expert, went unchallenged
on cross-examination. Rovi did not rebut Dr. Albonesi 's evidence in Post-Hearing Briefs. Thus,
Rovi waived any argument on this issue under Ground Rule 10.1.
Based on the above, Comcast has proven by clear and convincing evidence that
ReplayTV 893 satisfies limitations l[b] , 8[b], 15[e], 22[h], and 22[g] of the '585 patent.

d)

ReplayTV 893 Application (RX-0008) Teaches Limitations
l[c]/8[a]/1S[a]/1S[t]/22[a]/22[d]-l[c] displaying in the
interactive television program guide at least one program
listing related to at least one program; 8[a] displaying in a
display screen at least one program listing relating to at least
one program; lS[a] a display·screen; lS[t] display in the
display screen at least one program listing related to at least
one program; 22[a] a display screen; 22[d] display in the
display screen at least one program listing related to at least
one program:

ReplayTV 893 discloses a display screen that displays an interactive television program
guide and program listings. (Tr. (Albonesi) at 1819:10-1820:16; RDX-000lC.0022-24.). As
shown above in Figure 55, ReplayTV 893 discloses a "channel guide display" that is displayed
"on screen." (RX-0008 (ReplayTV 893) at Fig. 5, 1182, 46, 87; Tr. (Albonesi) at 1819:101820: 11. ). The channel guide display includes various program listings such as "ER" and "The
Big Help." (Tr. (Albonesi) at 1819:25-1820:6; RX-0008 (ReplayTV 893) at Fig. 5.).
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Figure 64: Comcast's Depiction of ReplayTV 893's Disclosure of Displaying a Program
Listing in an Interactive Television Program Guide

ReplayTV 893 Discloses A Channel Guide Displayed On A Screen
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See also, e.g., Repl.ayTV 893 (R,'X-0008) at 1 46, 86-88, 91 , 93-94

A

COMCAST

(RDX-000lC.0023 (introduced during the testimony of Dr. Albonesi).).
During the Hearing, Rovi ' s expert, Dr. Balakrishnan, did not contest that ReplayTV 893
teaches these limitations. Instead, Dr. Balakrishnan agreed that Figure 5 teaches an "interactive
television program guide" that displays program listings. (Tr. (Balakrishnan) at 2114: 15-19).
The testimony of Dr. Albonesi, Comcast's expert, went unchallenged on cross-examination.
Rovi did not rebut Dr. Albonesi ' s evidence in Post-Hearing Briefs. Thus, Rovi waived any
argument on this issue under Ground Rule 10.1.
Based on the discussion of the evidence and arguments above, Comcast has proven by
clear and convincing evidence that ReplayTV 893 satisfies limitations l[c] , 8[a] , 15[a], 15[f],
22[a] and 22[d] of the '585 patent.
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e)

ReplayTV 893 Application (RX-0008) Teaches Limitations
l[d]/8[b]/15[g]/22[e]-l[d] providing the user with an
opportunity to select a program listing from the at least one
displayed program listing for recording on the random access
digital storage device; 8[b] providing a user with an
opportunity to indicate a program to be recorded on a random
access digital storage device by selecting a program listing
from the at least one displayed program listing, wherein the
selected program listing corresponds to the program to be
recorded; 15[g] provide the user with an opportunity to select a
program listing from the at least one displayed program listing
for recording on the random access digital storage device; and
22[e] provide a user with the opportunity to indicate a
program to be recorded on the random access digital storage
device by selecting a program listing from the at least one
displayed program listing, wherein the selected program listing
corresponds to the program to be recorded:

ReplayTV 893 provides the user with an opportunity to select a program listing for
recording on a random access digital storage device. (Tr. (Albonesi) at 1820:17-1824:5,
1826:18-1828:18; RDX-000lC.0025-34.). ReplayTV 893 teaches that a user can select program
listings for recording by selecting a program displayed in the guide. (RX-0008 (ReplayTV 893)

,r,r 88, 91 , 93-94, 101 , 128-129, Fig. 5; Tr. (Albonesi) at 1821 :2-1822:11, 1828:9-15.).
ReplayTV 893 records selected programs to a hard drive, which is a "random access digital
storage device." (RX-0008 (ReplayTV 893) ,r 105; Tr. (Albonesi) at 1827:23-1828:8.).
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Figure 65: Comcast's Depiction of ReplayTV 893's Disclosure of User Selection from a
Display of a Personal Channel Program for Recording
ReplayTV 893 Discloses Using The Channel Guide To Select Programs
For Personal Channels
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COMCAST

(RDX-000lC.0030 (introduced during the testimony of Dr. Albonesi).).
Rovi argued that "there is no reference to user selection of a how storage option using the
remote control while the IPG is displayed." (CRBr. at 17-18, 23.). Rovi is mistaken. For
starters, the asserted claims say nothing of remote controls. Additionally, as shown above in
Figure 62, paragraph 108 ofReplayTV 893 explicitly states that "a user can specify that all
shows named 'National Geographic ' be recorded on a personal channel.
A show name can be selected by ... selecting a show from the Channel Guide grid."
(RX-0008 (ReplayTV 893) ,r 101.). Moreover, in the context of a discussion of "interface
states," and, in particular, a user tuning "to a live television channel" and pressing record,
paragraph ReplayTV 893 states that "after pressing the Record button 408, the digital VCR 10
(1 ) assigns a p ersonal channel to the current channel; (2) saves the data that has been recorded

in the rewind buffer, so that the entire show being viewed on the current channel can be
recorded, and (3) changes the interface state to Recording 600d." (Id. at 129.). In other words,
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ReplayTV 893 explicitly discloses two ways in which a user selects a program from a guide
display, such that the program is subject to personal channel "how" storage options and settings
such as image quality.

'

Based on the discussion and evidence above, Comcast has proven by clear and
convincing evidence that ReplayTV 893 satisfies limitations l[d], 8[b], 15[g], and 22[e] of the
'585 patent.
t)

ReplayTV 893 Application (RX-0008) Teaches Limitations
l[e]/8[e]/15[b]/15[h]/22[b]/22[i]-l[e] recording the program
on the random access digital storage device based on the
modification of the at least one storage setting; 8[e] recording
the program on the random access digital storage device based
on the modification of the at least one storage setting for the
program; 15[b] a random access digital storage device; 15[h]
record the program on the random access digital storage
device based on the modification of the at least one storage
setting; 22[b] a random access digital storage device; and 22[i]
record the program on the random access digital storage
device based on the modification of the at least one storage
setting for the program:

ReplayTV 893 discloses recording the program to a random access digital storage device.
(Tr. (Albonesi) at 1843:4-1844:25; RDX-000lC.0051-56.). ReplayTV 893 teaches that the
I

MPEG encoder subsystem "save[s] the program to the hard drive," which is a "random access
digital storage device." (RX-0008 (ReplayTV 893) 174; RDX-000lC.0053; Tr. (Albonesi) at
1843:8-17.). ReplayTV 893 also discloses that, in the alternative, the digital VCR could store
programs to random access memory. (Tr. (Albonesi) at 1843:18-1844:4; RX-0008 (ReplayTV
893) 1143; RDX-000lC.0054.).
Additionally, ReplayTV 893 discloses the recording of personal channel programs based
on the modification of a storage setting, such as recording quality in terms of megabits per
second. (Tr. (Albonesi) at 1844:5-15; RX-0008 (ReplayTV 893) 174; RDX-000lC.0055; see
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also RX-0008 (ReplayTV 893) ,r,r 5, 51, 56-57, 60, 95-96, 102-103, 105, 108, 128-129, 145,
Figs. 2-5; Tr. (Albonesi) at 1844:16-21; RDX-000lC.0054.). In the context of the "how"
storage option related to recording quality and the corresponding setting of "megabits per
second" at which to record, ReplayTV 893 discloses that "[t]he components of the MPEG
encoder subsystem [which control 'sav[ing] the program stream to the hard disk drive'] respond
to external commands to stop and start recording, change the recording bit rate, change the
encoding resolution, save the current stream position as a bookmark, and respond to other user

actions." (RX-0008 (ReplayTV 893) ,r 74.).
Figure 66: Comcast's Depiction of ReplayTV 893's Disclosure of Recording a Program
Based on the Modification of a "Personal Channel" Storage Setting

ReplayTV 893 Discloses Recording The Program Based On The
Modification Of The At Least One Storage Setting
! h.

I l

ti .

1.,

1

1,

pn
1

,

I~ I 11·

1ti..

r1.t

11

I

1 1,

r

11

h,11111

h: 11

rI
11

ti
1

\;

1

1h1.:

n

'

l

\

ru 1

11..: dl

II

L

pr

h

11

i,,,

h

fll.

Ill

I

I

)1 1

f,'fl

I

rd ...

m.d 11
, ru 1

pl ,11
I I

Ii

11 ,.

1

IL

l,IIL'

1!

I h, \

L

1, 11,

1:-..1

r•

.. -...·,

I I

'iO

The

com onents of the MPEG encoder subsystem respond to
external commands to stop and start recording, change the
recording bit rate, chan e the encodin re50]ution, save the
current st.ream position as a bookmark, and respond to other
user actions.
Rq,layTV 893 at 4 (RX-0008.19)

l'

th,.;

1
I

pr

I I< r

ii

In ,

t11t,11 l'l
Oil~

II\

d1 ,.i

r '-'-

1
lll h.
d1 11

r, 11, rttu111, , 1 1 "l 11 I J--1 l 11 •
1111),! 1h"
11 ~r.11\ It h•ni.
h.\.l

!i11

11 I I~!

111, 1,-..1 1w

L II

I

h,.

1l I

r

l\h1.: ~11'.lu.' (.'1.'l'll•ipt

I ,
1 ,,

11111

11

•1

,

• ,w

r"f,Ull

Ill O!"lp( r1llllll\

I\ 11

• n.:,r

U l-' ,..

1\h

n

1!1•c.:dpll~J111h

\ 1, 111

k..i

uc.:1,..:1 • ,

1/11,;

b, ru i !",I 111
d ... 1u , ., 'n

11

"'

11,1

111

t,, .,1 h 1

h:l.11111

ll

11

1

1

1

t,

I

'

d

recording ihe rogram 0 11 the random access digital storn e
device baS<.-d on 1hc modification of 1hc al lca,,1 one
slorage i,.ctung for 1hc program.
S&S Pa1enrat Claim 8 (JX.()()(M.41 )

See also, e.g., ReplayTV 893 (RX-0008) at 1 5, 51 , 56-57, 60, 95-96,
102-103, 105, 108, 128-129, 145; F igs. 2-5

aflL
COMCAST

(RDX-000lC.0055 (introduced during the testimony of Dr. Albonesi).).
During the Hearing, Rovi 's expert, Dr. Balakrishnan, did not contest that ReplayTV 893
teaches these limitations. Rovi did not rebut Dr. Albonesi's evidence in Post-Hearing Briefs.
Thus, Rovi waived any argument on this issue under Ground Rule 10.1.
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Comcast has proven by clear and convincing evidence that ReplayTV 893 satisfies
limitations l[e], 8[e], 15[b], 15[h], 22[b], and 22[i] of the '585 patent.
Based on the discussion and evidence, Comcast has proven by clear and convincing
evidence that ReplayTV 893 anticipates claims 1, 8, 15 and 22 of the '585 patent.

g)

ReplayTV 893 Application (RX-0008) Teaches the Additional
Limitations Required by Claim 11 (which depends from claim
10)-10. The method of claim 8 wherein the at least one
storage option is for selecting at least one video format for
recording; 11. The method of claim 10 wherein the at least one
video format comprises at least one of high definition
television, normal television and a digital format:

As shown below in Figure 67, ReplayTV 893 discloses a storage option for selecting "at
least one video format" including "at least one of a high definition television, normal television,
and a digital format" as required by claim 11. (Tr. (Albonesi) at 1845:12-1847:24; RDX000lC.0058-63.). In the context of personal channels with "how" storage options and settings,
ReplayTV 893 discloses allowing a user to specify a recording quality "e.g., megabits per
second)." (RX-0008 (ReplayTV 893) 11105, 74; Tr. (Albonesi) at 1845:17-1846:5; RDX000lC.0059.). In addition, ReplayTV 893 teaches receiving video in NTSC, PAL, and HDTV
video formats (of varying quality), and the digital VCR displaying a HDTV video output. (RX0008 (ReplayTV 893) 11147; Tr. (Albonesi) at 1845: 17-1846:5.). 77

77

To the extent that the order in which users select storage options and programs is relevant (which it is
not according to this Initial Determination, for the reasons set forth above), ReplayTV 893 appears to
disclose the selection of this record quality option after program selection. (Tr. (Albonesi) at 1846: 121847: 11; RX-0008 (ReplayTV 893) ,r,r 93, 108; RDX-000lC.0037-43, 45 .).
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Figure 67: Comcast's Depiction of ReplayTV 893's Disclosure of the Opportunity of a User
to Select a Video Format as a "Personal Channel" Storage Setting
ReplayTV 893 Discloses Providing The User With An Opportunity To
Select The Digital Video Format Of A Recording

I

10. The melhodof claim8 wherein 1he at least one s1orj c.
op11on 1s for M:lcc,;llng a1 Jcw,1 one \-ick.'tl !Omli.II for recording.

[0105] The user can specify the quality (in, e.g., megabits
per second) at which content should be recorded on a
personal channel.
1,
Rq,loyTV 893

11 . The mc1h.od ofclalm JOwhc.rcm the at ll"lbl one video
Jormat compnses Iii lea.st one of lugh cklin,11011 1c:lc\. 1~1on.
nonnal 1clcv1sion and a d1g11al fo nnm

01

I

105 (RX-0008.23) )

I 4 Video can be received in NTSC, PAL,
HDTV, or any other broadcast standard format. The digital
VCR 10 can display video output on a high-definition
television (HDTV). I
I
' IO
I

I

Rq,loyTV 193" 147 (RX-0008 27)

I
m

P11a,1• Claim, 10-11 (JX--000<.◄ IJ

II The
components of the MPEG encoder subsystem respond LO
external commands LO stop and start recording, chan e the
recordin bit rate, chan e the eocodin resolution save the
current slream position as a bookmark, and res od LO other
user actions.

See also, e.g., ReplayTV 893 (RX-0008) ot

30, 58, 83, 103, 108, F ig. 3

afk
COMCAST

(RDX-000lC.0059 (introduced during the testimony of Dr. Albonesi).).
During the Hearing, Rovi ' s expert did not contest that ReplayTV 893 teaches these
limitations. Ravi did not rebut Dr. Albonesi ' s evidence in Post-Hearing Briefs. Thus, Ravi
waived any argument on this issue under Ground Rule 10.l.
Based on the evidence and the discussion of it, Comcast has proven by clear and
convincing evidence that ReplayTV 893 satisfies and therefore anticipates claim 11 of the ' 585
patent. 78

78

Given the above analysis, it is apparent that the asserted claims of the ' 585 patent are invalid. The ' 585
patent was a prime candidate for withdrawal from Rovi 's case in the weeks preceding the Hearing.
Rovi 's withdrawal of the ' 585 patent from the Investigation would have streamlined the Hearing and
spared everyone's resources.

Page 216 of 325

Public Version

5.

ReplayTV 338 (RX-0006) Does Not Anticipate Claims 1, 8, 15, and 22
of the '585 Patent Because ReplayTV 338 Fails To Disclose "How"
Storage Options and Related Settings

Comcast asserted that, much like Replay 893, ReplayTV 338 anticipates claims 1, 8, 15,
and 22 of the '585 patent. 79 (RBr. at 40.). In rebuttal, Rovi argued that "Comcast does not argue
or provide any evidence that ReplayTV 338 teaches any "how" storage options- much less a
how storage option being selected from an interactive television program guide." (CRBr. at 29
n.8.).
Rovi is correct. As shown below in Figure 68, Comcast identifies two (2) purportedly
"how" storage options disclosed by ReplayTV 338: (1) the number of shows in a series to
record; and (2) whether to record reruns or, alternately, record new episodes only. (RX-0006
(ReplayTV 338) at 4:66-5:6, 5:59-65, 3:21-26, 7:15-20; Tr. (Albonesi) at 1855:10-1857:21;
RDX-000lC.0084.).
However, as explained above, "how" storage options pertain only to the particulars of
actually storing a program on a digital storage device. It appears clear that, based on the
prosecution history of the ' 585 patent, mere specification of the "what," the program to record
and store, without more, does not satisfy the "setting configured to control how programs are to
be digitally stored" limitation required by the claims. (CRBr. at 15 ("the '585 Patent makes an
explicit distinction between what is being recorded (e.g., the program or programs to be
recorded) and user-selectable storage options related to how those program(s) are digitally stored
on a hard drive."); RRBr. at 58 ("both Ravi's and Comcast's experts agreed that the ' control

79

ReplayTV 338 is cited on the face of the ' 585 patent and ostensibly was considered by the examiner
during prosecution of the '585 patent. (JX-0004 at 3-4 (' 585 Patent) at 2-3 (listing references); JX-0010
('585 Patent Prosecution History) at 5125-26; Tr. (Albonesi) at 1945:9-1946:9.). However, there is no
mention of ReplayTV 338 in the prosecution history. (RBr. at 44 n.13.).
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how' language of the claims cannot be met by the selection of what data to record").).
Here, ReplayTV 338 discloses only "what" storage options. The number of shows in a
series to record pertains exclusively to "what" gets recorded, not how those shows get recorded.
Likewise, whether to record reruns or only new episodes pertains exclusively to "what" gets
recorded, not how those shows get recorded.
In other words, Comcast has failed to prove by clear and convincing evidence that
ReplayTV 338 discloses the "how" storage option and setting limitations found in claims 1, 8,
15, and 22 of the ' 585 patent (and downstream limitations that refer back to "how" storage
option and setting limitations).
Therefore, ReplayTV 338 does not anticipate these claims based on the present record.
Figure 68: Comcast's DepictiJn of ReplayTV 338's Disclosure of "How" Storage Options,
Selected by a User, That Relate to a "How" Storage Settings for Recorded Programs

ReplayTV 338 Discloses Storage Options Accused Of Infringement By Rovi
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RcplayTV 338 at 4:66-l:6 (RX-0006. 11-12)
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p
l8l Patent at Claim 8 (JX-0004.41 )

See also, e.g., Ret>layTV 338 (RX-0006) at A bst.-acl, 1:32-35, 1:37-52, 2:3655, 4:8-18, -t:59-5:6, 5:42-6:7, 7:1-56, Figs. 1-J , 7-9

~k
COMCAST

(RDX-000IC.0084 (introduced during the testimony of Dr. Albonesi).).
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adaptively generating a program representative datastream in user selectable, encrypted or
nonencrypted form," neither Figure 1 nor text describing Figure 1 addresses whether the abovementioned "guide" or "on-screen menu" in Blatter is implemented as an application or, in part,
"at a user site on television equipment .... "
By contrast, Figure 3 of the clearly anticipatory ReplayTV 893 reference clearly discloses
an "interactive television program guide" application running on a "digital VCR" in a user's
hotne. (R.X-0008 (ReplayTV 893) at Fig. 3, ,r 19 ("The digital VCR 10 includes a modem 148
(FIG. 2) (RC336ACFA) which is connected to a telephone line 20 and which may be used to
send and receive information about upcoming television shows and other information, as
described in more detail below.").).

Figure 69: Comcast's Depiction of ReplayTV 338's Alleged Disclosure of the Claimed
Interactive Television Program Guide
Blatter Discloses An On-Screen Menu (Program Guide)
For Selecting Programs To Record
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Blatter Discloses An Application Running On Circuitry For Generating
Program Information On The Video Receiver System
8. A method for record ing programs u ing an interactive
television program guide ,mplcnn:.ntc on UM!r 1clc\f1~ion
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invention, for adaptively geneming a program representative dalastream in user selectable, encrypted or oooeocrypted form .
Blan-er at 2:.5:!~H (RX-0004 6)
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I

See also, e.g., Bla tt er (RX-0004) a l I :1 4-3 1, 2:66-3: 12, 3 : 14-50, 4: 14-43,
8:8-17,8:62-9: 17, 12:40-44, 12:49-67, 14:40-52 , Flgs. 1-3

A
COMCAST

(RDX-000lC.0103 , 107 (introduced during the testimony of Dr. Albonesi).)
Blatter also fails to disclose the limitation of claim 11 because encryption is not a "video
format. " Claim 11 requires "one storage option[] for selecting at least one video format" and "at
least one video format comprises at least one of high definition television, normal television and
a digital format. " (JX-0004 ('585 patent) at els. 10-11.). The '585 patent teaches that a "user
may also set . .. video formats for playback" and that "[t]he program guide will either store all of
the supplied video formats and languages, or store only the variant that matches the current
viewer profile preferences." (Id. at 9:27-29, 16:1-2.). The ' 585 patent does not mention security
or encryption and appears to distinguish "video format" from encryption by presenting the
former in terms of something that affects "playback" and can be specified by a user with an
interactive television program guide. In the context of the '585 patent, it seems farfetched that
user would use a guide to select a particular type of encryption for storage and "playback."
Therefore, Blatter does not anticipate claims 1, 8, 11, 15, and 22 of the '585 patent.
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Rovi failed to offer compelling rebuttal evidence. In rebuttal, Dr. Balakrishnan testified
about what "the authors or writers" of the "ReplayTV references" had or had not contemplated
and opined that selecting "how" storage options "through an IPG would not have been well
known, because that did not exist prior to that time frame." (Tr. (Balakrishnan) at 2095: 12096: 14.). However, this testimony is oflimited value because it omits a nuanced analysis of
what each ReplayTV reference discloses and what a person of ordinary skill in the art would
have or have not found obvious based on a combination of the ReplayTV references.

Figure 70: Comcast's Depiction of Motivation to Combine the ReplayTV References

Motivations To Combine ReplayTV 338 and ReplayTV 893:
Same Guide
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i.

(RDX-000lC at 137 (introduced during the testimony of Dr. Albonesi); see also id. at 133-40.).
In short, Comcast met its burden of providing clear and convincing evidence that

ReplayTV 893 and ReplayTV 338 collectively disclose all the elements of the asserted claims of
the ' 585 patent and that a person of ordinary skill in the art would have been motivated to
combine ReplayTV 893 and ReplayTV 338.
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9.

Secondary Considerations Support an Obviousness Finding

With respect to secondary considerations of non-obviousness, Rovi bore the burden of
production. ZUP, LLC v. Nash Mfg., Inc., 896 F.3d 1365, 1373 (Fed. Cir. 2018). Rovi failed to
meet that burden. Rovi did not produce any evidence of secondary considerations of nonobviousness.

Figure 71: Comcast's Depiction of Secondary Considerations

Secondary Considerations
Obviousness

✓contemporaneous invention by others

✓Technology or market changes

,fd 1;< 1~11,11

14,1

A

~

COMCAST

(RDX-000lC.0142 (introduced during the testimony of Dr. Albonesi).).
On the other hand, Comcast adduced some secondary consideration evidence in support
of a finding at the asserted claims are obvious. With respect to technology or market changes,
Dr. Albonesi testified that combining an "electronic program guide with digital storage" as
described in the ' 585 patent was driven by the density and reduced the cost of digital storage
devices, and was not the product of any leap of inventiveness made by the inventors of the '585
patent. (Tr. (Albonesi) at 1886:11-1887:13.). With respect to the contemporaneous "invention"
by others, Dr. Albonesi testified that the ReplayTV inventors and others arrived at the same
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1515:6 (specifically constraining non-infringement opinion to "Comcast's mini info screen and
grid guide restart features").).

Figure 72: Rovi's Depiction of the "Grid Guide" Embodiment

'741 Patent, Claim l[d]: Comcast's Xl System Accesses a Database

Claim l[d]
access a database to
determine whether
an archived copy
corresponding to the
video is ava ilable to a
use r after the start
time

CX-1052C.2 (XGlvl); see also e .g ., CX-1064C.2 (XG2v2); CX-1069C.2 (XiD); CX-1132C (XG l vl
Video); CX-1137( (XG1v3 Video); CX-1149( (XG2v2 Video); CX-1155( (XiD Video)
Contains Confidential Business Information Subject to Prot ective Order

CDX 0006C.H5

(CDX-0006C .0335 (introduced during the testimony of Dr. Balakrishnan).).

relating to whether the Rovi DI products practice the Asserted Patents and, relatedly, whether Rovi
satisfies the technical prong of the domestic industry for the Asserted Patents; other issues in connection
with the alleged infringement, validity, enforceability, and any other technical issue that may arise with
respect to the Asserted Patents. Dr. Karger may also be called to rebut the testimony of Complainant's
experts or fact witnesses, should any be presented, regarding any of the areas described above." (Id.).
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Figure 73: Rovi's Depiction of the "Mini Info Overlay" Embodiment

'741 Patent, Claim l[d]: Comcast's Xl System Accesses a Database

Claim 1[d]
access a database to
determine whether
an arch ived copy
corresponding to the
video is available to a
user after the start
time

CX-1052C.4 (XG l vl); see also CX-1064( .4 (XG2v2); CX-1069(.5 (XiO)

Contains Confidential Business Information Subject to Protective Order

CDX-0006C.337

(CDX-0006C.0337 (introduced during the testimony of Dr. Balakrishnan).).
However, shortly after Rovi filed its Complaint in this Investigation, Comcast removed
the "Restart Reminder" embodiment (Figure 74 below) from the XI System. (RRBr. at 91-92.).
Rovi nevertheless argued that "Comcast presented no evidence disputing Rovi' s ... showing that
this embodiment infringes" the asserted claims. (CBr. at 68.). Although Comcast has removed
the "Restart Reminder" embodiment, Rovi seeks remedies directed at this embodiment. (Id.).
(CDX-0006C.0337 (introduced during the testimony of Dr. Balakrishnan).).
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Figure 74: Rovi's Depiction of the "Restart Reminder" Embodiment

'741 Patent, Claim l[d]: Comcast's Xl System Accesses a Database

Claim l[d]
access a database to
determine whether
an archived copy
corresponding to the
video is ava ilable to a
user after the start
time

CX-8 15C.71 (Comcast Xt C
_ _ _ _ _ _.......__......,........,.................,......,] ; see also CX-8 15C. 72-73

Contains Confidential Business Information Subject to Protective Order

CDX-0006C. 3 38

(CDX-0006C.0338 (introduced during the testimony of Dr. Balakrishnan).).

a)

Claim 1
1.

Preamble: "A system comprising"

The preamble of claim 1 is not limiting. The preamble defines claim 1 as a system claim.
(Tr. (Balakrishnan) at 1039:21-1040:4.).
11.

l[a}: "storage circuitry for storing archived copies of videos"

The Accused 741 Products satisfy this limitation. By agreement of the parties, this
phrase means "a circuit or system of circuits for storing archived copies of videos." (Markman
Order at 35.). The Markman Order construed "archived copies" to mean "real or virtual copies
of programs retained by the system." (Id. at 36.). Rovi ' s expert, Dr. Balakrishnan, testified that
Comcast's XI system

---------------

. (Tr. (Balakrishnan) at 1040:25-

1041:19; CDX-0006C.0318-21.). According to Dr. Balakrishnan,

I
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(Tr. (Balakrishnan) at 1042:7-10; CX-0815C.0069

system

------------------------------

-----------------

86

(Tr. (Balakrishnan) at 1043:12-1045:5.).

In its Post-Hearing briefs, Comcast did not present any argument in rebuttal and thus has
waived any such argument pursuant to Ground Rule 10.1.
Thus, Rovi has proven by a preponderance of the evidence that the Accused 741 Products
satisfy limitation 1[a] of the '741 patent.
111.

l[b]: "control circuitry configured to"

The Accused 7 41 Products satisfy this limitation. The Markman Order construed
"control circuitry configured to" to mean "a processor or processors configured to." (Markman
Order at 45.). There is no dispute that the Accused 741 Products include

------

(Tr. (Balakrishnan) at 1045:20-1046:12 (identifying

-----

-----------

_ _ _ _ _ _ ___,); CDX-0006C.0324-325.). Dr. Balakrishnan testified that ■

(Tr. (Balakrishnan)
at 1045:20-1046:12.).
In its post-hearing briefs, Comcast did not present any argument in rebuttal and thus has
waived any such argument pursuant to Ground Rule 10.1.

85

The acronym

86

According to Dr. Balakrishnan,

---------------

(CBr. at iv.).

------------------------

(Balakri
.......shnan) at 1045:1-5.).
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Thus, Rovi has proven by a preponderance of the evidence that the Accused 741 Products
satisfy limitation 1[b] of the ' 741 patent.

1v.

1/c]: "transmit a video to a plurality of user equipment,
wherein the transmitting begins at a start time and ends at an
end time"

The Accused 741 Products satisfy this limitation. As shown below in Figure 75, the
Accused Products include

{Tr. (Balakrishnan) at 1047:14-1048:13;
CDX-0006C.0329-31; CX-1052C.0004; CX-1064C.0004; CX-1069C.0005.). Dr. Balakrishnan
testified that

(Tr.

(Balakrishnan) at 1048: 14-1050: 14 (describing

________

_. ;

CDX-0006C.0330.).

------------------

Figure 75: Rovi's Depiction of the Xl System Transmitting Video
'741 Patent, Claim l[c]: Comcast's Xl System Transmits Video

Claim l[c]
transm it a video to a
plurality o{ user
equ ipment, wherein
the transmitting
begins at a start
time and ends at an
end time;

Video:
"Southern Charm"
Scheduled start time:
S:OOp
Scheduled end time :
6:00p

CX- 1052C.4 (XGlv l); see also CX- 1064C.4 (XG2v2); CX-1069C.5 (XiD)

Contains Confidential Business Information Subject to Protective Order
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v11.

lfD: "receive a user response to the indication that is
displayed"

The Accused 741 Products satisfy this limitation. As shown below in Figure 77, the
Accused 741 Products

---------------------

. (Tr. (Balakrishnan) at 1077:7-

1080:4 (discussing CX-1052C.0004 (Mini Info Overlay), CX-1052C.0002 (Grid Guide), and

CX-1074.0002 (Restart Reminder)); CDX-0006C.0359 (Mini Info Overlay); CDX-0006C.0360
(Grid Guide); CDX-0006C.0361 (Restart Reminder).).

------------

(Id. at 1077:21-1078:17; CX-1027C.0001 (XI Setup).).

Figure 77: Rovi's Depiction of Indications Eliciting User Responses in the Xl System

'741 Patent, Claim l[f]: Response to the Indication

Claim l[f]
receive a user
response to the
indication that is
displayed

CX- 1052C.4 (XGlvl); see also CX- 1064C.4 (XG2v2); CX-1069C.5 (XiD)

Contains Confidential Busi ness Information Subject to Protective Order

COX-0006C.359

(CDX-0006C.0359 (introduced during the testimony of Dr. Balakrishnan).).
In its post-hearing briefs, Comcast did not present any argument in rebuttal and thus has
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waived any such argument pursuant to Ground Rule 10.1.
Thus, Rovi has proven by a preponderance of the evidence that the Accused 741 Products
satisfy limitation 1[fJ of the ' 741 patent.
v 111.

l[g]: "based on the received user response, retrieve,from the
storage circuitry, the archived copy"

The Accused 741 Products satisfy this limitation. As illustrated below in Figure 78, the
Accused 741 Products
(Tr. (Balakrishnan) at 1080:19-1083:4; CX1052C.0008; CDX-0006C.0366, 368; CX-1137C.).
Figure 78: Rovi's Depiction of User Retrieval of an Archived Copy in the Xl System

'741 Patent, Claim 1[g]: Control Circuitry in X1 System for Claim 1[g]

control circuitry
configured to:

Claim

l[g]

based on the received
user response,
retrieve, from the
storage circuitry, the
archived copy

Contains Conf idential Business Informat ion Subject to Protective Order

CDX -0006C.370

(CDX-0006C.0370 (introduced during the testimony of Dr. Balakrishnan).).

In its post-hearing briefs, Comcast did not present any argument in rebuttal and thus has
waived any such argument pursuant to Ground Rule 10.1.
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Thus, Rovi has proven by a preponderance of the evidence that the Accused 7 41 Products
satisfy limitation 1[g] of the '741 patent.
Based on the above, Rovi has not met its burden of proving by a preponderance of the
evidence that the Accused 741 Products satisfy claim 1 of the ' 741 patent.

b)

Claim 8
1.

A method comprising: transmitting a video to a plurality of
user equipment, wherein the transmitting begins at a start time
and ends at an end time; accessing a database to determine
whether an archived copy corresponding to the video is
available to a user after the start tim.e; based on the
determining, causing an indication corresponding to the
archived copy to be displayed simultaneously with the video
after a specified time after the start time, but before the end
time, wherein the specified time was configured prior to the
start time; receiving a user response to the indication that is
displayed; and based on the received user response, retrieving
from storage the archived copy.

As shown below in Figure 79, claim 1 contains each limitation found in claim 8. (Tr.
(Balakrishnan) at 1083: 10-17.). If the Accused 7 41 Products satisfy claim 1, they also satisfy
claim 8. (Id. at 1083:14-20.). However, as discussed above, the Accused 741 Products do not
satisfy every limitation of claim 1. Specifically, they fail to satisfy limitation l(e], which
requires display of an indication "after a specified time after the start time, but before the end
time, wherein the specified time was configured prior to the start time." Consequently, the
Accused 741 Products also fail to satisfy limitation 8[c], limitation l[e]'s counterpart.
Thus, Rovi has not met its burden of proving by a preponderance of the evidence that the
Accused 741 Products satisfy claim 8 of the ' 741 patent.
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Figure 79: Rovi's Depiction of Similarities Between Claims 1 and 8
'741 Patent, Claim 1 and Claim 8 Comparison

Contains Confidential Business Information Subject to Protective Order

COX-0006C.373

(CDX-0006C.0373 (introduced during the testimony of Dr. Balakrishnan).).

c)

Claim 14
i.

"The method of claim 8, further comprising: removing the
archived copy from the storage device at an end of a retention
period, wherein the archived copy on the storage device is
associated with the retention period. "

As shown below in Figure 80, the Accused 741 Products satisfy this additional limitation
required by claim 14. In some instances, the Accused 741 Products

-----------

. (Tr. (Balakrishnan) at 1084:12-1085:2; CX0815C.0075

Overview) (evidencing

--------------------

---------------------).).
However, claim 14 depends from claim 8, which the Accused 741 Products do not satisfy
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as explained above. Thus, Rovi has not met its burden of proving by a preponderance of the
evidence that the Accused 741 Products satisfy claim 14 of the '741 patent.
B.

Technical Prong of Domestic Industry
1.

Technical DI Overview

Based on the analysis below, the 741 DI Products do not satisfy the technical prong of
domestic industry for the same reasons that the Accused 741 Products do not·infringe.
2.

Rovi's 741 DI Products Do Not Practice Claim 1 or 8 of the '741
Patent

Rovi asserted that the 741 DI Products practice claims 1 and 8 of the '741 patent. (CBr.
at 85-90.). The 741 DI Products consist ofRovi's Next-Gen and TSI's Bolt with Experience 4.0
systems. (Id. at 85.). Comcast disagreed that the 741 DI Products practice claims 1 and 8 for the
same reason it contended that the Accused 741 Products did not infringe, namely that the 741 DI
Products failed to satisfy limitations l[e] and 8[c]. (Id. at 89-90.).
For the reasons discussed below, Rovi has proven by a preponderance of the evidence
that the 741 DI Products satisfy every limitation of claims 1 and 8 except limitations 1[e] and
8[c] . (CBr. at 85-90.). Rovi presented unrebutted evidence to this effect. (Id.) . Comcast did not
dispute Rovi's arguments or evidence or assert a contrary position in its post-hearing briefs and
has thus waived any such opportunity pursuant to Ground Rule 10.1.
With respect to limitations l[e] and 8[c], there also appears to be no dispute as to how the
restart indicators operate in the 741 DI Products. As shown below in Figure 81 , the Next-Gen
and Bolt systems present "A start over" indication corresponding to the archived copy of a video
that is displayed simultaneously with the video. (Tr. (Balakrishnan) at 1092:18-1093:12; CDX0006C.0417-18; CX-1036C.0002 (Next-Gen Screenshot); CX-1025C.0001 (Bolt Screenshot).).
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The Next-Gen and Bolt systems display the relevant restart indication automatically after
a user tunes into a program. (Tr. (Balak:rishnan) at 1094: 1-4 ("Q. In this example, what
triggered the display of the indication? A. The enter key that resulted in the tuning to that video,
and then that indication shows up afterwards.").). Additionally, the Next-Gen and Bolt systems
display restart indications following the user pressing the "Info" button on the remote. (Id. at
1094: 19-22 (after "the user presses the info button, and when the info button is pressed, this
overlay shows up after a specific duration of time that also displays the restart indicator at the top
right."); CX-1119C (Next-Gen Video) at 0:41-0:44; CX-1112C (Bolt Video) at 0:34-0:38.).

Figure 81: Rovi's Depiction of 741 DI Products Displaying Restart Indicators
'741 Patent, Claim l[e]: Restart Indication+ Video
Claim l[e]
based on determining
that the archived copy is
available to the user
after the start t ime,
cause an indication
corresponding to the
archived copy to be
displayed simultaneously
with the video

CX-1036C. 2 (Next-Gen)

CX-1025C.l (Bolt)

I
11 t

01 t

t

Contains Confidential Business Information Subject to Protective Order

CDX·0006C.4l 7

(CDX-0006C.0417 (introduced during the testimony of Dr. Balak:rishnan).).
With respect to the satisfaction of limitations l[e] and 8[c] by the 741 DI Products, Rovi
and Comcast have equated the manner in which the Accused 741 Products and 741 DI Products
operate. In other words the Accused 741 Products and the 741 DI Products rise and fall together
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Figure 83: Comcast's Unpersuasive Depiction of Sie Satisfying the "Determine" and
"Display Indication" Limitations of the '741 Patent
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(RDX-0003C.0033-34 (introduced during the testimony of Dr. Karger).).
Based upon the discussion and reasoning provided above, Comcast has failed to prove by
clear and convincing evidence that Sie anticipates claims 1, 8, and 14 of the ' 741 patent.

b)

RX-0069 (McElhatten) Does Not Anticipate Claims 1, 8, and 14
of the '741 Patent

Comcast next argued that McElhatten anticipates claims 1, 8, and 14 of the '741 patent.
(RBr. at 63-70.). McElhatten is undisputed pre-AIA § 102(e) prior art. (RX-0071 (McElhatten)
at Cover; JX-0173 (Stip. re: Undisputed Issues) at 1 10.). McElhatten discloses systems and
methods for storing "reservable programs," which support functionalities such as restart. (RX0071 (McElhatten) at 15:65-16:5; Tr. (Karger) at 1566:21-1568:17; RDX-0003C.0045-47.).
McElhatten's "reservable programs" are television programs that are recorded and stored
at a cable headend that can be accessed by users after the shows have been broadcast. (RX-0071
(McElhatten) at 15:59-16:13; Tr. (Karger) at 1566:21 -1568:17, 1569:11-23.). When a user
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watches a broadcast program, the user can issue a "reserve command." (RX-0071 (McElhatten)
at 15:59-62, Fig. 12; Tr. (Karger) at 1573:19-1574:2.). If the program is reservable (as
determined by the Sfstem), a user will see additional functionality including the ability to restart
the program. (RX-0071 (McElhatten) at 12:59-65, 15:56-16:3; Tr. (Karger) at 1573:19-1574:15,
1575:5-20, 1577:8-20, 1581:9-1582:10.).

Figure 84: Comcast's Depiction of Restarting a "Reservable" Program
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(RDX-0003C.0053 (introduced during the testimony of Dr. Karger).).
Comcast framed McElhatten' s presentation of a restart notification when a user issues a
"reserve command" as "analogous to the functionality accused of infringement, where a Comcast
user presses the ' info ' key and is then presented with an information screen with a restart
option." (RBr. at 64.). In so doing, Comcast attempted to establish that the Accused 741
Products and McElhatten should rise and fall together in terms of infringement and invalidity,
respectively. Rovi disagreed, arguing that McElhatten failed to disclose several limitations.
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Figure 87: Tabulation of Usage Results
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(CDX-0012C.0014.).
For instance, he was asked why certain numbers of users in the "Familiarity" column,
i.e., users who were not familiar with the feature or familiar but never used the feature, were not
consistent with numbers in the "Frequency of Use" column specifying the number of customers
who used the feature 3 times or less in the last 12 months. 95 (See, e.g., Tr. (Shamos) at 400:13401:21, 405 :12-18; RDX-0016C.00012.). Although Dr. Shamos acknowledged that he may have
made some errors in tabulating the results (see, e.g. , Tr. (Shamos) at 407:4-11), this provides at
least some evidence that after Rovi filed the Complaint in this Investigation, at least one Comcast
customer in the U.S. made post-importation use of the Accused Products to infringe claim 9 of
the ' 011 patent, and claims 15 and 22 of the '585 patent. 96

95

For example, with regard to the overloaded key search, if there were 12 unfamiliar users and 4 users
who were familiar with the feature but never used it, the number of users who used the feature less than 3
times in the last 12 months (far right column) should be 16, not 8.

96

Dr. Shamos also testified that he used the Accused Products in his home in Pittsburgh to perform the
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Comcast could circumvent the LEO for approximately two months. (CDX-0016C.0066.).
Finally, this Initial Determination recommends that the CDO contain a limited service
and repair exception. Comcast appears to have requested this exception by asserting that "Any
Remedial Relief Should Include Certification Provisions and Warranty and Replacement Part
Provisions." (RRBr. at 112.). This CDO exception is warranted for the same reasons articulated
above for the recommended issuance of a LEO. A limited service and repair exception would
protect Comcast consumers who use Comcast' s Accused Products under existing service and
warranty contracts.
Figure 88: Rovi's Depiction of Accused Products Warehoused in the U.S.

How Does Comcast Store the Accused Products?

As of May 2018, Comcast
maintained an Inventory of about
1.58 ml/I/on Accused Xl set-top
boxes In Its Hub and Spoke
warehouses
SOU RCE: CX-0873C; CX-0939C
Contains Confidential Business Information Subject to Protective Order
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How Does Comcast Store the Accused Products?
~-

'

• Set-top Boxes are also kept in supplier
warehouses
Hub warehouses

Supplier warehouses

As of March 2018, ARRIS and

Technicolor maintained an
Inventory of about 1.93 mllllon
Accused Xl set-top boxes
SOURCE: CX-0873C; CX-0939C; JX-0116C at 32 :12 - 34:17
CDX•0016C.71

(CDX-16C.0069, 71 (introduced during the testimony of Dr. Putnam).).

D.

A Bond During the Presidential Review Period Is Not Warranted

· Rovi requested a recommendation that the Commission impose a bond during the
Presidential Review Period. According to Rovi, it "is harmed by Comcast's direct competition
in the syndication market, where Rovi and Comcast offer IPG software to regional cable
providers." (CBr. at 123 (citing Tr. (Putnam) at 1284:9-19 and Tr. (Armaly) at 149:22-150:25).).
Rovi also asserted that Comcast "injures Rovi by failing to pay for the use of Rovi's patentsroyalties that are paid by Comcast' s competitors, including every other major Pay-TV provider."

(Id.). Based upon these arguments, Rovi proposed two (2) bond calculations purportedly driven
by market conditions: (1) the "imputed" price differential between a domestic industry product
and the imported infringing product; and (2) a reasonable royalty rate per subscriber. (Id. at 12324). Alternatively, Rovi has requested a 100% bond. (Id. at 125.).
Relying heavily upon the Commission' s Opinion in Inv. No. 337-TA-1001, Comcast
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington,D.C.
In the Matter of
CERTAIN DIGITAL VIDEO RECEIVERS
AND RELATED HARDWARE AND
SOFTWARE COMPONENTS

ORDER NO.47:

Inv. No.337-TA-1103

INITIAL DETERMINATION GRANTING COMPLAINANT
ROVI'S MOTION FOR SUMMARY DETERMINATION OF
SALE AFTER IMPORTATION[MOTION DOCKET NO.
1103-0311; DENYING COMCAST'S MOTION FOR
SUMMARY DETERMINATION OF NO SALE AFTER
IMPORTATION[MOTION DOCKET NO.1103-0201;
GRANTING ROVI'S MOTION FOR SUMMARY
DETERMINATION ON IMPORTATION[MOTION
DOCKET NO. 1103-0231
(June 3, 2019)

I.

INTRODUCTION AND BACKGROUND
On September 6,2018,I held a hearing("MSD Hearing")on three(3)summary

determination motions("MSD"),identified below, in which the parties had the opportunity to
fully litigate their issues separately, and before, the evidentiary hearing ("Hearing"). (See
MSD Hearing Transcript("MSD Hr. Tr."), Doc. ID Nos. 655117(confidential) and 655116
(public)(Sept. 6,2018).). The MSD Hearing was held at the request of Respondents Comcast
Corporation, Comcast Cable Communications, LLC,Comcast Cable Communications
Management, LLC,Comcast Business Communications, LLC (collectively,"Comcast")at
least in part because the summary determination motions involve unsettled issues oflaw. One
'This Order also grants Motion Dkt. No. 1103-021, Rovi's Motion for Leave to Exceed Page Limit for Attachments
to Rovi's Motion for Summary Determination Regarding Importation(Motion Dkt. No. 1103-021 (July 27,2018);
and Motion Dkt. No. 1103-032, Rovi's Unopposed Motion for Leave to File Excerpted Replacement Exhibits in
Support of Rovi's Motion for Summary Determination Regarding Importation. (Aug. 29,2018).

Page 1 of38

Public Version

such issue, i.e., whether Comcast is an "importer" within the meaning of Section 337, is
pending in the Federal Circuit. (See MSD Hr. Tr. at 10, 11.). The Commission has not yet
addressed the second issue on an extensive discovery record, i.e., whether a charge Comcast
zequires its subscribers to pay if they do not return their set-top boxes("STB")constitutes a
"sale" within the meaning of Section 337.
On September 10, 2018, the Parties filed "A Stipulation Regarding Unreturned Set-Top
Boxes"("Stipulation")that sets forth facts that Comcast and Rovi accept as true. (Doc. ID No.
655209(Sept. 10, 2018); Stipulation at 1-3.). The Stipulation includes Comcast's
acknowledgement that it has imported at least one ofeach ofthe set-top box models at issue in
this Investigation, within certain pertinent dates, and that at least one subscriber paid a charge
(that varied by model)for an unreturned set-top box for each ofthe models at issue in this
Investigation. Id. at 1-3.
While I advised the Parties and Staff orally during a pre-evidentiary hearing conference
ofthe decisions I had reached with respect to each ofthe summary determination motions,this
written Order explains the rationale for each decision.
The three(3)summary determination motions are:
(1)

Comcast Respondents' Motion for Summary Determination of No Sale After
Importation with Respect to All Accused Products("No Sale MSD")and the
accompanying Memorandum in Support(also "No Sale MSD"), with Statement
of Undisputed Material Facts("SMF"),filed on July 27, 2018. .(Motion Docket
No. 1103-020.);2

2 On August 6, 2018, Comcast filed Comcast Respondents' Notice of Withdrawal of Sections ofIts
Motion for Summary Determination of No Sale after Importation with Respect to All Accused Products,
in which it withdrew Sections IV(A)and IV(C)of its Motion for Summary Determination of No Sale
after Importation. (Motion Dkt. No. 1130-020(Aug.6, 2019.).
On August 13, 2018,Complainants Rovi Corporation, Rovi Guides, Inc., Rovi Technologies Corporation,
and Veveo,Inc.(collectively,"Rovi" and with Comcast,"the Parties")filed Rovi's Opposition to
Comcast's Motion for Summary Determination of No Sale after Importation with Respect to All Accused
Page 2 of38
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(2)

Rovi's Motion for Summary Determination Regarding Importation ("Importation
MSD")with an accompanying Memorandum of Law in Support(also
"Importation MSD"),and Statement of Undisputed Material Facts("SMF"),filed
on July 27, 2019. (Motion Docket No. 1103-023);3 and

(3)

Rovi's Motion for Summary Determination of Sale after Importation ("Sale
MSD"), with accompanying Memorandum of Law in Support(also "Sale MSD"),
and with a Statement of Undisputed Material Facts("SMF"), a cross-motion Rovi
filed on August 17, 2019. (Motion Docket No. 1103-031).4

The first dispute discussed and decided in this Order,that is, whether Comcast is an
"importer" within the meaning of Section 337, was answered in the affirmative in a companion
case in which Rovi and Comcast were the parties, and the accused products included many ofthe

Products("No Sale Opposition") and an accompanying Memorandum of Law in Support("No Sale
Opposition") with a Response to Comcast's SMF. (Doc. ID No.652847(Aug. 13, 2018).
On August 8, 2018, Commission Investigative Staff("Staff")filed Commission Investigative Staff's
Response("Staff Response")to Comcast Respondents' Motion for Summary Determination of No Sale
after Importation with Respect to all Accused Products("Staff No Sale Resp.") with Staff's Response to
Comcast's("SUMF"). (Doc. ID No. 652481(Aug. 8,2018). It should be noted that Staff played a limited
role in this Investigation. Staff was involved in briefing and arguing the issues addressed in this Order
and in briefing the issue ofjurisdiction. Because of Staff's limited participation, Staff is not included in
the definition ofthe "the Parties."
On August 8, 2018,Stafffiled Commission Investigative Staff's Response to Rovi's Motion for
Summary Determination Regarding Importation and Rovi's Motion for Leave to Exceed Page Limits for
Attachments to Rovi's Motion for Summary Determination Regarding Importation, with accompanying
Memorandum of Law ("Staff's Response"), and Staff's Response to Rovi's SMF. (Doc.ID No.652484
(Aug. 8, 2018).
On August 8, 2018, Comcast filed Respondents' Opposition to Complainants' Motion for Summary
Determination Regarding Importation and Request for Oral Argument on Same ("Importation
_
Opposition"), with accompanying Memorandum of Law,and Comcast's Response to Rovi's SMF. (Doc.
ID No.652512(Aug. 8, 2018).
On August 21, 2018,Comcast filed Respondents' Opposition to Complainants' Motion for Summary
Determination of Sale after Importation with Memorandum of Law in Support("Sale Opposition") with
Comcast's Response to Rovi's SUMF. (Doc. ID No.653553(Aug. 21,2018).
4

On August 21, 2018, Stafffiled Commission Investigative Staff's Response to Rovi's Motion for
Summary Determination of Sale after Importation ("Staff's Response"), with a Memorandum ofLaw,and
Staff's Response to Rovi's SUMF. (Doc. ID No. 053538(Aug. 21, 2018.).
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same accused STBs as in this Investigation.5 See Certain Digital Video Receivers and Hardware
and Software Components Thereof Inv. No. 337-TA-1001 ("1001 Investigation"), Initial
Determination("ID")at 13-14(May 26, 2017)("1001 ID")(finding that Comcast is an importer
for purposes of Section 337.). .
The Commission affirmed the 1001 Investigation ID by finding that Comcast is an
importer within the meaning of Section 337 because Comcast is "sufficiently involved with the
design, manufacture, and importation ofthe accused products" even though Comcast is not
technically the "importer of record." See Certain Digital Video Receivers and Hardware and
Software Components Thereof Inv. No. 337-TA-1001, Conun'n Op. at 10(Nov. 21,2017).
Although this Order adopts the finding ofthe 1001 Investigation and the Commission
affirmance that Comcast is an "importer" within the meaning of Section 337, the Commission
decision is pending before the Federal Circuit. See Comcast Corp., etal., v. ITC,2018-1450,
2018-1653(Fed. Cir. 2018). Oral argument on Comcast's appeal to the Federal Circuit was held
on March 6, 2019. The Federal Circuit's ruling will affect the finding of this Order.
The second dispute discussed and decided in this Order is whether Comcast "sells"
certain accused STBs after importation within the meaning of Section 337 by charging its
customers retail sales prices for unreturned set-top boxes. Comcast collects money above and
beyond the price that covers the cost ofthe equipment that Comcast initially rents to its
subscribers,

In the 1001 Investigation, the Commission found Comcast to be an importer of at least the following
Accused Products that are also accused in this Investigation: XG1,XG2,XiD,and Xi5 STBs. In
addition to those identified STBs from the 1001 Investigation, the 1103 Investigation also includes
Commist's Xi6 STB and the XR11 and XR15 voice remote controls at least for purposes of Rovi's
Inwortation MSD.
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,in exchange for its customers' retention ofcertain accused STBs. This issue was
addressed but not decided in the 1001 ID or by the Commission in the 1001 Investigation. (See
No Sale MSD at 16; see also 1001 Investigation Conun'n Op. at 10("[t]he Commission also
takes no position on whether Comcast sells the accused products after importation").). The
evidentiary record on this dispute was developed more extensively through discovery in this
Investigation than in the 1001 Investigation. Thus,the 1001 Investigation ID on this point is
distinguishable, contrary to Comcast's argument.
In a different investigation, i.e., the 1010 Investigation, although Comcast was a party,
the disputed issue that was specifically addressed was:"whether the rental of products by
Comcast constitutes a sale after importation." See In the Matter ofCertain Semiconductor
Devices, Semiconductor Device Packages, & Prods. Containing Same("1010 Investigation"),
Order No.69(Feb. 27, 2017), not reviewed, Conun'n Notice(Mar. 27, 2017). In the 1010
Investigation, the finding was that renting the products at issue is not a sale after importation.
(See Sale MSD at 17, 18 (citing id. at 2, 5, 7).).
However, the finding in the 1010 Investigation was based almost solely on evidence from
the language ofthe Comcast Subscriber Agreements. The 1010 Investigation did not develop the
more extensive evidentiary record as can be found in this Investigation either.
Unlike in either the 1001 or the 1010 Investigations, the evidentiary record in this
Investigation includes information such as, inter alia:(1)the actions Comcast takes after
subscribers do not return their STBs;(2) the additional charges Comcast charges and collects
from its subscribers in lieu ofthe returned STBs;(3)how Comcast invoices its subscribers when
a STB is not returned;(4)how Comcast treats the tureturned STBs on its balance sheets; and(5)
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Comcast's actions if at some time later a subscriber asks to re-subscribe with Comcast after
having retained, and paid for, an unreturned STB.
As a result, both the 1001 and 1010 Investigations' findings are both limited and
distinguishable from the finding in this Investigation.
II.

SUMMARY DETERMINATION ON IMPORTATION AND SALE AFTER
IMPORTATION
A.

Summary Determination Legal Standard

Summary determination under Commission Rule 210.18 is analogous to summary
judgement under Federal Rule of Civil Procedure 56,and may be granted only where'the
evidence shows "that there is no genuine issue as to any material fact and that the moving party
is entitled to summary determination as a matter oflaw." See 19 C.F.R. § 210.18(b). "Any party
may move with any necessary supporting affidavits for a summary determination in [its] favor
upon all or any part of the issues to be determined in the investigation." 19 C.F.R. § 210.18(a);
see also Certain Digital Processors and Digital Processing Sys., Components Thereof and
Prods. Containing Same, Inv. No. 337-TA-559,2006 ITC LEXIS 522, at *6, Order No. 13(Sept.
6,2006)(collecting cases). The party moving for summary determination bears the initial
burden of establishing that there is an absence of a genuine issue of material fact and that it is
entitled to judgment as a matter oflaw. Celotex Corp. v. Catrett, 477 U.S. 317,323(1986).
If the movant satisfies its initial burden, the burden then shifts to the non-movant to
demonstrate specific facts showing that there is a genuine issue for trial. Anderson v. Liberty
Lobby, Inc., 477 U.S. 242, 255(1986). When evaluating a motion for summary determination,
the evidence must be examined in a light most favorable to the non-moving party, and all
justifiable inferences are to be drawn in its favor. Anderson, 477 U.S. at 255(1986). The nonmoving party "must set forth specific facts showing there is a genuine issue offact." Certain
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Agricultural Tractors Under 50 Power Take-OffHorsepower,Inv. No. 337-TA-380, Order No.
40 at 3,(August 8, 1996)(citing Anderson,477 U.S. at 248). Summary determination should
therefore be granted when a hearing on the matter at issue would serve no useful purpose and the
movant is entitled to judgement as a matter of law. See Certain Recombinant Eyythropoietin,
Inv. No. 337-TA-281, U.S.I.T.C. Pub. No. 2186, Initial Determination at 70(Jan. 10, 1989).
B.

Importation Legal Standard

Section 337 of the Tariff Act of 1930, as amended, declares as unlawful "Wile
importation into the United States, the sale for importation, or the sale within the United States
after importation by the owner,importer, or consignee" of articles that infringe valid intellectual
property rights. 19 U.S.C. §1337(a)(1)(b). The Commission "hasjurisdiction to act if there is
some nexus between a respondent's activities and the importation ofthe products accused of
infringement." Certain Cigarettes & Packaging Thereof Inv. No. 337-TA-643, Comm'n Op. at
8(Oct. 1, 2009)(citing Certain Digital Satellite System (DSS)Receivers and Components
Thereof Inv. No. 337-TA-392, USITC Pub. No. 3418, Notice of Comm'n. Decision to
Terminate the Investigation and to Vacate Portions of Initial Determination at 14(U.S.I.t.C.
April 2001)). A complainant "need only prove importation of a single accused product to satisfy
the importation requirement." Certain Purple Protective Gloves, Inv. No. 337-TA-500, Order
No. 17 at 5(Sept. 23, 2004). The importation requirement may be established through a
summary determination motion and irrespective ofany finding ofinfringement ofthe patents-at
issue. See Certain Wireless Commc'ns Equip., Articles Therein, & Prods. Containing Same,Inv.
No. 337-TA-577, Order No. 18 at 3(Feb. 22, 2007). The importation requirement can also be
met by a "sale within the United States after importation" where the "owner,importer, or
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consignee" sells the infringing product. Suprema, Inc. v. Intl Trade Comm 'n, 796 F.3d 1338
(Fed. Cir. 2015)(en hanc)("Suprema").
As is discussed in some detail below, I have found, based upon evidence and precedent,
that Comcast is an "importer" within the meaning of Section 337. (See Section II.D(1).).
Also, as is discussed in some detail below, I have found, based upon the evidence and
precedent, that Comcast sells certain STBs after importation within the meaning of Section 337
when it charges and collects retail sales prices from its customers, and, in exchange, those
customers retain possession ofthe paid-for STBs. (See Section III.B.).
C.

Parties' Statements of Facts
1.

Rovi's Statement of Facts

In its response to the Complaint, Comcast acknowledged that certain Accused Products
have been imported into the United States. Specifically, Comcast acknowledged that it imports
ARRIS,Technicolor, Samsung and UEI imports, all of whom are Comcast suppliers, and all of
whom import into the United States STBs or voice enabled remote controls that provide "video
services to certain customers." (See Comcast's response to Rovi's Complaint at

200-201,

204;see also CX-0560C(ARRIS Imports); CX-0899C (Technicolor Imports); CX-0929C
(Samsung Imports); CX-0870C(UEI Imports). The STBs are Comcast's XG1,XG2,XiD,Xi5
and XiT, together with the voice-enabled remote controls XR11 and XR15 (collectively,
"Accused Products").
In its Importation MSD,and during its presentation on September 6, 2018, Rovi noted,
with factual support, that ARRIS or companies that work at ARRIS' direction, is the importer of
record of millions of accused ARIS X1 STBs imported into the United States, on or after April 1,
2016. All these XI STBs were manufactured abroad,came into the United States through
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various ports ofentry, and all were made available to Comcast in the United States. (See
Importation MSD at 4, 5; SMF 3-5; Exh. 1C to MSD on Importation Dep. Tr.(Rouseau)at 77:25, 78:7-12, 78:17-79:5, 85:7-12, 92:16-93:14); Exh. 2C(ARRIS0000003);see also, e.g. MSD
Hr. Tr. at 52:1-57:2; 37:1-44: 25; see also Stipulation at 1-3).).
Similarly, Technicolor, Samsung and UEI have the same type of relationship with
Comcast as ARR1S,i.e., they are the importers ofrecord ofeither STBs or voice enable remote
controls or they direct the companies that are the importers of record. However,the Technicolor
accused STBs were manufactured in China and imported into California either by Technicolor or
companies working for it. (See Importation MSD at 4; SMF 6-8; Exh. 3C,Dep. Tr.(Moseley)at
21:3-22:8, 37:20-38:16); Exh.4C to Moseley Dep. Tr., Exh. 5C(TECH-ITC1103-0006869);
Exh.6C Dep. Tr.(Zhang)at 18:13-22).). The Samsung STBs were manufactured in Indonesia
and imported into the U.S. by Samsung, or by other companies at Samsung's direction, through
multiple entry ports. (See SMF 9-11; Exh. 7C, Dep. Tr.(Westrick) at 27:5-9, 92:12-93:18); Exh.
8C at 1 SEA_ITC1103_SUBP0001120).). UEI,or companies working at its direction, imported
accused UEI X1 voice remotes that were manufactured in China, and imported into the United
States through ports of entry in Texas and California. (See SMF 12-14; Exh. 9C,Dep. Tr.
(Abitia) at 36:8-10, 41:20-43:3, 46:14-18, 50:12-20); Exh. 10C(UEI0000030); Exh. 11C
(UEI0000032); Exh. 13C (UEI0000007).).
Rovi drew upon and quoted from copies of Comcast's "Supply Agreements"for each of
the identified suppliers, above, which describe in detail the requirements and specifications by
which Comcast's suppliers must abide. (See MSD Hr. Tr. at 37:1-44.). Rovi argued that the
language in the Supply Agreements proves that Comcast has a different seller/buyer relationship
with its suppliers(identified above)than that ofan independent contractor with. (See
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Importation MSD at 6(citing SMF 18-21 and identifying each supply agreement exhibit
number).). Among the other facts or factors Rovi identified that Rovi argued prove Comcast is
in control and, in practice is an "importer" are:
(1)
(2)

.6

Comcast's suppliers

(3)

Comcast's RFI's include hardware requirements for

(4)

Comcast requires that the Accused Products be designed for Comcast's X1
system,

(5)

Comcast requires that its supplier original equipment manufacturers("OEM")
load

, . The Comcast written code was described as

6 See Importation

MSD at 7(citations omitted).

'See id. at 11 (citing SMF 32; Each. IC, Dep. Tr.(Rousseau)at 51:18-52:9, 53:15-54:16); Exh. 54C at 1
(ARRIS0015208); Exh. 55C at 35(COMC_1001ITC01322517,Section 12.2.8).).
'
See Importation MSD at 5 (citing SMF 15; Exh. 14C, Dep. Tr.(Folk)at 29:18-30:4); Exh. 16C at 13-15
(ARRIS0012836);see also MSD at 11
MSD at 7(citing SMF 23-24; Exh. 6C, Dep. Tr. (Zhang) at 23:4-24:8, 31:21-32:6,
83:17-84:20, 86:3-88:13) Exh. 15C, Dep. Tr.(Stockton) at 20:7-24, 33:6-35:17); Ddi. 39C, Dep.
Tr.(Williamson)at 34:24-35:10, 37:16-38:14); Exh. 40C, Dep. Tr.(Parsons)at 20:11-25); Exh. 14C,
Dep. Tr.(Folk)at 145:16-149:1); Exh. 41C).).

9 See Importation
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(6)

When Comcast is satisfied with the
,

(7)

According to its supply agreements, Comcast also

(8)

Comcast reserves the right to

:

12

13

(9)

Comcast suppliers cannot

(10)

•Comcast requires that the Accused Products must pass

.

15

'° See Importation MSD at 8,9(citing Exh. 46C, Dep. Tr.(D'Souza) at 14:12-21:14, 23:7-24:4, 27:2528:25, 31:14-32:4); Exh. 39C(Williamson Dep. 19:12-20:18 34:21-35:5 (Sept. 8,2016); Exh. 14C(Folk
Dep. 118:10-120:16); Exh.47C, Dep. Tr. (Robinson)at 10:11-11:21); Exh.6C,Dep. Tr.(Zhang)at 49:151:15, 85:12-19Xother citations omitted).).
'I See Importation MSD at 9(citing Exh. 41C, Dep. Tr. (Allinson) at 65:25-66:5).).
12 See

Importation MSD at 9(citing SMF 27; Exh. 50C, Dep. Tr.(Sallas) at 40:9-41:5, 48:7-51:17).).

"See, Importation MSD at 8(citing e.g., SMF 25; Exh. 18C at 5(COMC_1001ITC01183624, Sections
2.04 and 2.05); Exh. 44C at 1(ARRIS0003590)(identifying multiple Accused Products as "Comcast's
products"); see also Exh. 25C at 3-4(COMC_1103ITC00642158, Sections 2.04 and 2.05); Exh. 28C
(COM-SDNY-9278 00859556, Sections 2.04 and 2.05); Exh. 31C at 3-4(COMC 1001ITC01435261,
Sections 2.04 and 2.05).
14 See Importation

MSD at 18.

15 See Importation MSD at 10(citing SMF 29; Exh. 18C at 32-34(COMC 1001ITC01183624, Section
9.01); Exh. 19C at 17(COMC 1001ITC01184245, Section 4.01); Exh. 25-a at 32
(COMC I 103ITC00642158, Section 9.01); Exh. 26C at 9-10(COMC 11031TC00642387, Section 4.01);
Exh. 28C(COM-SDNY-9278 00859556, Section 9.01); Exh. 30C at COMC_1103ITC00640109, Section
4.01); Exh. 31C at 24(COMC 1001ITC01435261, Section 9.01); Exh. 34C at 5-6
(COMC_11031TC00597399, Section 4.01); see also Exh. 51C, Dep. Tr.(Shank)at 120:17-121:9); Exh.
7C, Dep. Tr.(Westrick)at 52:9-53:9); Exh. 14C, Dep. Tr.(Folk)at 132:5-17); see also. Exh. 20C at 1-3

Page 11 of38

Public Version

(11)

At all phases of production,
516

(12)

With respect to shipment, Comcast requires
I,
-

(13)

Comcast dictates all
18

(14)

Comcast specifies the
19

(15)

For purposes ofensuring timely production in the event of shortages or
production problems and delivery,
.LU

As Rovi argued, the identified requirements from the Supply Agreements,supra, not all
of which are replicated here, unequivocally show the dedee ofcontrol that Comcast exercises
over all aspects of manufacture and shipping, leaving its suppliers as little more than "shippers"
in name only who have virtually no discretion. Rovi argued that Comcast meets the definition of

(COM-SDNY-9278_00818072, Section 1(1) Notes); Exh. 21C at 1-3;(COMC_1103ITC00000381,
Section 1(i) Notes); Exh. 26C at 9(COMC_11031TC00642387, Section 4.01(a)).
16 See Importation MSD at 13; see also e.g., Exh. 14C, Dep. Tr.(Folk)at 74:10-75:5); Exh. 58C at 1-2, 79(ARRIS0017557); Exh. 59C at 2, 10, 12(COM-SDNY- 9278_00993139); Exh.#(TECH-ITC11030002955);see also SMF 34-35 (other citations omitted).).

17 See Importation MSD at 14(citing SMF 38; Exh. 18C at 8-9(COMC_1001ITC01183624, Section
4.01); Exh. 25C at 7(COMC_1103ITC00642158, Section 4.01); Exh. 28C(COM-SDNY9278_00859556, Section 4.01); Exh. 31C at 7(COMC_1001ITC01435261, Section 4.01).).

"See Importation MSD at 14(citing SMF 39; Exh. 18C at 4, G-1 (COMC_1001ITC01183624, Section
2.02(c)and Exhibit G (other citations omitted).).
19 See Importation MSD at 15, 16(citations omitted).).
2°See Importation MSD at 17(citing Exh. 19 at 5(COMC_10011TC01184245, Section 1.03(vii)); Exh.
26C at 3(COMC_1103ITC00642387, Section 1.12); Exh. 28C(COM-SDNY-9278_00859556,Section
5.04).
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an "importer." (Accord, Staff Resp. at 8; see also Hr. Tr. at 52:1-63:15.).
2.

Comcast's Statement of Facts

Comcast contended that there are material disputes offact that preclude summary
determination. (Importation Opp'n at 1, 15).21 Comcast also contends that Rovi ignored
additional facts that Comcast produced and asked that Rovi's Importation MSD be denied in
order to permit the development ofa "fulsome record." (Importation Opp'n. at 1, 4, 15.).
However,a "fulsome record" was created as a result ofthe September 6,2018 MSD Hearing.
In a second argument, Comcast contends that Rovi's "facts," as identified above,"do not
connote Comcast's control ofthe importation ofthe Accused Products, but rather evidences the
relationship Comcast has with its suppliers that Comcast says involves standard business activity
with a specific intent by the parties that they maintain an independent, non-exclusive
relationship." (Id. at 8(citing Exh. I §§ 14.10, 14.13(Samsung Agmt.)Exh. J §§ 14.10, 14.13
(ARR1S Agmt.); Exh. K §§ 14.09, 14.12(Technicolor Agmt.); Exh. L §§ 14.10, 14.13(UEI
Agmt.).).
To that end, Comcast argued that it has provided additional facts, inter alia, not all of
which are replicated here, which Comcast says counter those facts that Rovi produced, and that
preclude summary determination as follows:
(1)

Comcast contends that it does not
;(Importation Opp'n at 17, CSMF No. 55
(citations omitted);

(2)

Comcast contends that its OEM Supply Agreements

21 Comcast filed its own Response to Rovi's Undisputed Statement of Material Facts("CSMF"). (See
Importation Opp'n at page 28, re-paginated as page 1. Comcast disputes or disputes Rovi's SMF as
follows: 2, 5, 8, 11, 14, 15, 18-29, 31-34, 36-39,43, and 44. Comcast offers its own SMF as Nos. 45-62.
(Importation Opp'n at repaginated 1-16.).
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(3)

41111111111111111111111Pm

Comcast says that its
!3

(4)

Comcast submits
;24

(5)

Comcast says the

(6)

OEM's are required to improve the Accused Products on their own initiative
(emphasis in original);26

(7)

Comcast says its Supply Agreements acknowledge that an.OEM

(8)

25

Comcast says that OEMs

ritita

While there are other facts that Comcast offers, they tend to be recitations from additional
provisions of Comcast's Supply Agreements with its OEMs that Comcast contends counter
Rovi's asserted facts. (See Importation Opp'n,SMF at re-paginated 1-16.).

Importation Opp'n at 16(citing Exh. I § 4.10(Samsung Agmt.); Exh. J § 14.10 (ARRIS Agmt.); Exh.
K § 14.09(Technicolor Agmt.); Exh. I, Exh. F § 2(d)(Samsung Agmt.).

22

23

Importation Opp'n at 15, 16, 18(citations omitted); see also CSMF No. 46,

24 Importation Opp'n at 17, 18, 23(citations omitted); see also CSMF at 47.
25

Importation Opp'n at 16-19(citations omitted); see also CSMF at Nos. 46-49.

26

Importation Opp'n at 18(citations omitted); see also CSMF No.49.

27 Importation Opp'n at 18 Exh. I § 2.07(Samsung Agmt.); Exh. J § 2.07(ARRIS), Exh. K § 2.07
(Technicolor Agmt.); Exh. L § 2.07(UEI Agmt.).

"Importation Opp'n at 23(citations omitted); see also CSMF No. 56.
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D.

Legal Analysis and Discussion
1.

Commission,Supreme Court and Federal Circuit Definitions of
"Importer" Apply

Rovi and Staff agree that there are no genuine, material facts in dispute and that Rovi is
entitled to summary determination that Comcast is an "importer." (Importation MSD at 1; Staff
Resp. at 5.). Comcast disagrees.
However, while there are facts that Comcast says undermine Rovi's contention that it is
importer, and thereby preclude summary determination, the facts and the opposition Comcast
offers are largely recitations from provisions of Comcast's Supply Agreements with its OEMs
that do not undermine, or even leave in dispute, Rovi's SMF. (Importation Opp'n at 15-18; SMF
at re-paginated 1-16.).
Instead of revealing the true independence ofthe relationships, the additional provisions
to which Comcast cites in the Supply Agreements with its suppliers are designed to show that
Comcast and its suppliers have certain options, which Comcast says supports its description that
it has an arms-length relationship with its suppliers.(Id.). Comcast appears to use the additional
provisions to which it cited to support its contention that it is not an importer and does not have
the degree ofcontrol or involvement in the manufacture and importation of the Accused Products
as Rovi contends.
Comcast has not successfully negated the degree ofcontrol Comcast exerts over its
suppliers in the design, manufacture, and specification requirements. (See Section II.C.1,
supra.). There is no reason to deviate from the Commission's determination and finding that
Comcast is an importer.
As undisputed facts suggest,

Page 15 of38

Public Version

. (Id., supra.). For the most part, Comcast's arguments appear to be based upon its
disagreement with Rovi's legal theories and Rovi's interpretation ofthe facts. (Importation
Opp'n at 1, 2,6, 7,9,SMF re-paginated pages 1-6). Neither Colincast's arguments, nor its
recitation of what it calls disputed facts, nor its interpretation ofthe undisputed fats, prevails
here.
The Commission has found that Comcast is an importer within the meaning of Section
337 in the companion 1001 Investigation based upon the same types ofcontrol and importation
activity that occurred in the 1001 Investigation that has continued to occur and is the subject of
this Investigation. Most ofthe accused STBs are involved and accused in this Investigation as
were involved and accused in the 1001 Investigation. The Supply Agreements are the same. See
Certain Digital Video Receivers and Hardware and Software Components Thereof, Inv. No.
337-TA- 1001 ("1001 Investigation"), Comm'n Op. at 10(Nov. 21, 2017)(the Commission
affirmed the AL's finding that Comcast is an importer because Comcast is "sufficiently
involved with the design, manufacture, and importation ofthe accused products" even though
Comcast is not technically the "importer ofrecord")affirming Certain Digital Video Receivers,
Inv. No. 337-TA-1001, Initial Determination at 8-12(May 26, 2017)("1001 ID")(finding that
Comcast is an importer for purposes of Section 337; accord Importation MSD at 1; Staff Resp. at
5.).
The Commission's finding in the 1001 Investigation that Comcast is an "importer"
applies here. In the 1001 Investigation, Comcast argued, as it has here, that it did "not meet the
importation requirement, because 'Section 337 forbids only three types ofconduct with respect
to 'articles that infringe:'(1)importation into the U.S.,(2)sale for importation, and(3)sale after
importation, and it does not engage in those activities," and because Comcast did "not exercise
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any control over the Accused Products' importation." Id. at 10, 12. Administrative Law Judge
("AU"or "Judge")Shaw rejected Comcast's arguments as I do here. Judge Shaw cited to
extensive evidence that Comcast was heavily involved (or to be exact "sufficiently involved")in
the design, manufacture, and importation ofthe Accused Products in the 1001 Investigation to be
considered an importer. Id. The Commission affirmed Judge Shaw's ID and his conclusions
that Comcast imports the Accused Products into the United States. See 1001 Investigation,
Comm'n Op. at 10. (See MSD Hr. Tr. at 11:1-13:14; 41:1-50:8; 52:1-55:25.).
One ofthe primary cases upon which Judge Shaw and the Commission relied to find
Comcast to. be an importer is Hooven & Allison Co. v. Evatt, 324 U.S. 652(1945X"Hooven")in
which the Supreme Court held that a party that causes goods to be brought into the United States
is an "importer." Id at 658. Rovi and Staff relied upon the same case here.
In Hooven, the Supreme Court defined an "importer" as a party who is the "efficient
cause of[the] importation," with no requirement that the party be the "importer ofrecord." See
Hooven at 324 U.S.-658-654(a U.S. rope maker with a contract to purchase hemp fibers from
overseas was "the efficient cause of[the] importation, the purpose and effect of which was [that
party's] acquisition ofthe merchandise," and was therefore deemed to be "the importer"). As
Rovi notes, the Court in Hooven rejected the argument that the rope maker was a mere
"purchaser ofthe merchandise[] after it had been imported into this country." (See Importation
MSD at 20(citing id at 659,664(emphasis added).)."Performance ofthe contract[s]," the Court
explained,"call[ed] for, and necessarily result[ed] in, importation of the merchandise from its
country of origin to the United States." Id. at 661. To the Supreme Court, that left"no doubt
that the [rope maker] not only cause[d] the importation but that the purpose and necessary
consequence of[the importation was]to supply [the rope maker] with the raw material for its
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manufacture of[rope] at its factory in Ohio." Id Because the rope maker was "the efficient
cause of[the] importation, the purpose and effect of which was [that party's] acquisition ofthe
merchandise," that party "was the importer." Hooven at 664.29
Similarly, the Federal Circuit has adopted the Hooven definition of"importer." (See
Importation MSD (citing Terry Haggerty Tire Co., Inc. v. United States, 899 F.2d 1199, 1201
(Fed. Cir. 1990)("Terry Haggerty")(finding party to be an "importer," where tires were shipped
from abroad by a separate company, pursuant to party's specific order, because the party was the
"inducing cause ofthe tires being brought to the United States")
Comcast described Rovi's reliance upon the ALJ's ID and the Commission's Opinion in
the 1001 Investigation as "clear error." (Importation Opp'n at 1-2, 8-9.). Comcast argued that
Judge Shaw's newly articulated "sufficiently involved" standard dramatically expanded what it
means to be an "importer" under Section 337 without having support for such an expansion.
(See Importation Opp'n at 7.). Comcast argued that "[U]nder Rovi's extreme interpretation [i.e.
in applying the same definition of"importer" as the Commission], it would be difficult for any ,
arms-length transaction in which a U.S. entity purchases products to escape the broad brush of
"importation" with which the 1001 Investigation paints."(Id. at 8.). Comcast contends now that
the new definition completely changes the ordinary meaning of;importer" which contracting
parties have relied upon commercially as a standard business practice. (Id.). Comcast also
contended that the definition of"importer that both Judge Shaw and the Commission adopted in
the 1001 Investigation should not be given precedential value because it departs from longstanding Commission precedent. (Id. at 1, 2, 3, 8-9.).

29 The Supreme Court later overruled

a different holding in Hooven. See Limbach v. Hooven et Allison
Co., 466 U.S. 353, 360-61 (1984). That did not undermine the fundamental holding applied here.
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Comcast's argument that Judge Shaw and the Commission had little precedent to support
their expanded meaning of"importer" is also not quite accurate. (Id. at 9.). There is
Commission precedent dating back almost 40 years that provides a framework and at times, a
similar result if not the same articulation of, the criteria for an "importer" under Section 337.
(See Importation MSD at 20, 21 (citing Certain Cigarettes & Packaging Thereof Inv. No. 337TA-643, Conun'n Op. at 8(U.S.I.T.C., Oct. 1_, 2009)(noting that the Commission has held that it
has jurisdiction to act "if there is some nexus between a respondent's activities and the
importation ofthe products accused ofinfringement"). To be "sufficiently involved in the
manufacture and importation" ofthe infringing product "meet[s] the importation requirement,
even if[a third-party] was the importer of record." Certain Digital SetTop Boxes and
Components Thereof Inv. No. 337-TA-712, Initial Determination, 2011 ITC LEXIS 1070, at *24
(U.S.I.T.C., May 20, 2011)(considering the purchaser ofthe products, the party that caused the
manufacture and importation, the place where and how the products were repaired, and the place
where the accused software was downloaded);see also MSD Hr. Tr. at 13; Interactive Program
Guide, Inv. No. 337-TA-845, Comrn'n Op. at 10(U.S.I.T.C., Dec. 11, 2013)(considering the
software at issue and whether it was imported, to whom the accused software functionality was
attributable, whether the accused software was simply copied onto the products, and whether the
software was modified by others); Certain Large Video Matric Display Systems and Components
Thereof Inv. No. 337-TA-75, Order No. 14, 1980 WL 140805, at *1-*2(U.S.I.T.C., June 30,
1980)(finding that the Milwaukee Brewers baseball club may be found responsible for
importing a custom scoreboard manufactured abroad even where the club did not take title to the
scoreboard until after importation into the United States); Certain Plastic-Apped Decorative
Emblems, Inv. No. 337-TA-121, Order No. 11, 1982 ITC LEXIS 26, at *3(deeming respondent
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"the importer" where he "caused the importation to occur" but was not the importer ofrecord)
(U.S.I.T.C., Oct. 1, 1982).
While Comcast rejects the Commission's affirmance of what Comcast calls Judge Shaw's
newly articulated,"sufficiently involved" test, here Comcast is the "efficient cause" ofthe
importation ofthe Accused STBs and video remotes at least within the meaning ofHooven,and
as Hooven explains it. The Commission's application ofthe term "importer" would apply to
Comcast whether it relied on Hooven alone or in conjunction with collateral estoppel principles.
Clearly, Comcast has an incontrovertible connection to and control over the manufacture, design,
and importation ofthe Accused Products, even if it does not place the accused products onto
ships.
Since April 1, 2016,the date a license agreement between the Parties expired(see Rovi's
Complaint at 5 fn.2,67 fn.13), Comcast has continued to control the conception, design,
specifications, testing, and the volume ofimports before they are imported. Comcast "forecasts"
its needs, and while clearly the suppliers have their own forecasts, Comcast receives the STBs or
remotes to meet its needs according to its purchase orders and its own forecasts. (Importation
MSD at 1, 3, 16-17(citations omitted).). This aspect of matching forecasts between supply and
purchase does not undermine the level ofcontrol Comcast has. (Id.). Comcast controls the
location ofimportation and the delivery and pick up ofthe Accused STBs and remotes after they
are imported into the United States. Comcast controls the sites to which the goods will be
shipped and provides packaging and labels. (Importation MSD at 1, 13, 15, 19, 22-23,25
(citations omitted);see also Section II.C.1.).
As Staff notes, that Comcast requires its suppliers to handle all importation
formalities, such as "all fees and documentation necessary to import the Products into the

Page 20 of38

Public Version

United States," and to deliver the Accused Products to specific "delivery sites" located in
the United States does not change the degree of control it exercises, or that it is the
"efficient cause" ofthe importation ofthe STBs and audio remotes. (See Staff Resp. at 8
(citing SMFs 38-42).).
Comcast did not provide evidence that its relationship with its suppliers, or
Comcast's Supply Agreements have changed since the 1001 Investigation so as to
warrant a different finding from that ofthe 1001 Investigation, i.e. that Comcast is not an
"importer." From the standpoint solely oflabeling Comcast as an "importer" under an
"efficient cause" or "sufficiently involved" test it is largely irrelevant whether all the
STBs and remote controls that were adjudicated in the 1001 Investigation are the same as
those litigated in this Investigation. The focus is on the facts involving the degree and
type of Comcast's control and involvement with its suppliers; not on the suppliers or the
Accused Products.
2.

Issue Preclusion Applies as an Alternative Legal Theory

Rovi argued that "issue preclusion" applies here in view ofthe Commission's finding in
the 1001 Investigation that Comcast is an importer. (Importation MSD at 27; see also, MSD Hr.
Tr. at 11, 12.). As Rovi noted, correctly, issue preclusion applies to administrative agencies.
(Id., citing MaxLinear, Inc. v. CF CRESPE LLC,880 F.3d 1373, 1376(Fed. Cir. Jan. 25,2018);
see also B&B Hardware, Inc. v. Hargis Indus., Inc., 134 S. Ct. 1293, 1303(2015).)."Under the
doctrine of issue preclusion, also called collateral estoppel, ajudgment on the merits in a first
suit precludes relitigation in a second suit ofissues actually litigated and determined in the first
suit." In re Freeman,30 F.3d 1459, 1465(Fed. Cir. 1994). As Rovi also noted, when the same
claim or issue is litigated in two cases, the first to reach judgment may give rise to preclusion in
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the second,"even while an appeal ofthe firstjudgment is pending."(Importation MSD at 27
(quoting Certain 3G Mobile Handsets and Components Thereof Inv. No. 337-TA-613, Comm'n
Op, at 12(Sept. 21, 2015)(citing SSIH Equipment S.A. v. United States Intl Trade Comm 'n, 718
F.2d 365, 370(Fed. Cir. 1983)). Moreover, the Commission has recognized that, under Federal
Circuit law, the doctrine ofissue preclusion applies when: "(1)the issue is identical to one
decided in the first action;(2)the issue was actually litigated in the first action;(3)resolution of
the issue was essential to a final judgment in the first action; and(4)the [parties] had a full and
fair opportunity to litigate the issue in the first action." (Id. at 27.).
Comcast argued that it could not have anticipated that what it thought was its "armslength" relationship with its suppliers reflected more indicia ofcontrol over them and the
importation ofthe Accused Products, than Comcast thought or as its contracts with its suppliers
seemed to specify. (Importation Opp'n at 1,2, 8.). Or,to state the argument another way,
Comcast says it could not have anticipated Judge Shaw's test, a test that had yet to exist. (Id.).
Thus, according to Comcast, collateral estoppel cannot serve as a basis to grant Rovi's motion,
because there is not an "identity of issues," and Comcast did not have "a full and fair opportunity
to litigate the issues" in the 1001 Investigation. Staff and Comcast disagree. (Id. at 2,5, 7,8; but
see contra, MSD Hr. Tr. at 12:8-13:14, 15:1-16:20,46:18-63:25.).
Comcast argued that to the extent that Rovi invokes the application of collateral estoppel
or issue preclusion here, that there "would have been no way for Comcast to know it should
develop evidence to defend itself under such previously unarticulated criteria" between the 1001
Investigation and this Investigation. (Importation Opp'n. at 2,4.). In these circumstances,
Comcast argued, that collateral estoppel cannot apply as a theory here. (Id. at 5 (citing Certain
Network Devices, Related Software, and Components Thereof(II), Inv. No. 337-TA-945, Order
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No. 10 at 9-10(Jan. 18, 2018).). Rovi and Staff disagree. (See MSD Hr. Tr. at 12:8-13:14, 15:116:20, 46:18-63:25.). Moreover, Comcast also argued that that it is incontrovertible that the Xi6
set-top boxes and voice remotes accused in this Investigation were not accused in the 1001
Investigation. (Id.(citingMem. at 3 fn.1.); Exh. H,Dep. Tr.(Mosley)at 25:26:2(other citations
omitted)). Thus, according to Comcast,there is not an identity ofissues between the 1001 and
this Investigation.
While Comcast has legitimate points with respect to the likely surprise it may have s
experienced from Judge Shaw's application of a "sufficiently involved" standard, Comcast says
that it has developed additional facts in this Investigation that it did not establish in the 1001
Investigation, and that these should be litigated fully. (Id. at 2.). However,the facts introduced
in this Investigation also have been aired or litigated fully. (See MSD Hr. Tr, generally at 11:113:14, 49:15-51:24, 95:8-109:25.).
Judge Shaw and the Commission defined(or redefined) Comcast's relationship with its
suppliers differently than Comcast expected or as Comcast defined that relationship. Judge
Shaw's decision applied law to established facts. He and the Commission apparently found
Comcast's description of its relationship with its suppliers to be legally erroneous in view ofthe
facts.
The Supply Agreements that Comcast has with its suppliers are largely the same in this
Investigation as they were,apparently, in the 1001 Investigation. The suppliers appear to be the
same except for one. Many ofthe Accused Products are the same,even if not all. (See n. 4,
infra.). While Comcast argued that the lack of"identity of issues," would preclude the
application ofcollateral estoppel, Comcast does not spell out in any detail in a point by point
comparison between the two(2)Investigations just which issues are different. (Importation
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Opp'n at 8.). Indeed, while the patents in the 1001 Investigation and this Investigation may be
different as are the infringement and invalidity contentions, Comcast's methods ofdesigning the
Accused Products, or how it specifies design, manufacture and importation apparently have not
changed between the 1001 and this Investigation. The extent ofComcast's involvement with and
control over its suppliers does not appear to have changed. Comcast's supplier requirements
apparently have not changed, or at least Comcast did not point to any such changes. Again, it is
on the facts with respect to Comcast's relationship with its suppliers that leads to a fmding here
that Comcast is an importer.
E.

Conclusion and Order

For the foregoing reasons, Rovi's Motion for Summary Determination that
Comcast is an importer within the meaning of Section 337, Motion Docket 1103-021, is
granted.
III.

SUMMARY DETERMINATION ON SALE AFTER IMPORTATION
A.

Comcast's Accused Products Are Imported

As noted in Section II.B, above, under Section 337(a)(1)(C), a complainant "need only
prove importation ofa single accused product to satisfy the importation requirement." See Sale
MSD at 9, 10(citing 19 U.S.C. 19 U.S.C. § 1337(a)(1)(C)) as cited in Certain Purple Protective
Gloves, Inv. No. 337-TA-500, Order No. 17 at 5(Sept. 23,2004); 19 U.S.C.
§ 1337(a)(1)(C); Certain Integrated Circuits, Processesfor Making Same, & Prod Containing
Same,Inv. No. 337-TA-450 Order No. 15 at 6(Nov. 2, 2001); Certain Trolley Wheel
Assemblies, Inv. No 337-TA-161, Conun'n Op. at 7-8, USITC Pub. 1605(Nov. 1984).
Alternatively, a complainant may prove just a single sale for importation, or sale within
the United States after importation. Certain Crawler Cranes and Components Thereof Inv. No.
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337-TA-887, Comm'n Op. at 10-14(Apr. 16,2015). Comcast has acknowledged that it imports,
or as Comcast describes it, works with its suppliers to import Comcast's XG1,XG2,XiD,and
Xi5 set-top boxes. (See Section II.C.1; see also Stipulation at 1-3.). Comcast has acknowledged
that it has charged and collected at least one, unreturned equipment fee for each ofthe
unreturned Accused Products that is Comcast's XG1,XG2,XiD,and Xi5 STBs. (See Sale MSD
at 10(citing SMF Nos. 12-17; see also Stipulation at 1-3.). 30 Comcast also did not dispute that
many of its customers did not later return the Comcast equipment for which they paid. (Id.
(citing SMF Nos. 13-17.).).
While Comcast did not have data for the entire United States at the time it produced the
information that was required by a discovery-related Order, in the areas of Pennsylvania and
other states that are part of Comcast's Keystone region alone, Comcast subscribers made some
payments in unretumed equipment fees for the unreturned, accused SIBS in a
. (See Sale MSD at 6-7(citing SMF Nos. 27-28);see also Confidential Telephonic
Management Conference at 44, 50-51 (July 17, 2018).).
B.

Rovi Is Entitled to Summary Determination on Its Cross-Motion That
Comcast Sold Certain Accused, Unreturned Set Top Boxes [Motion Docket
No. 1103-0311

Although Comcast objected and filed its own motion for summary determination that it
does not sell and title does not pass for its STBs,3I this Order substantiates the oral finding that
there is no genuine dispute that Comcast has sold, either contractually or through conversion,
certain imported, accused unreturned STBs to its customers in the United States after the

3° As noted above, Comcast has produced invoices it issued to its customers for unreturned accused XG1,
XG2, Xi5 and XiD STBs. containing a sales charge in lieu of the return ofthe STBs.
31 See

p. 2,supra.
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subscribers paid for their unreturned STB, paid the retail price ofthe equipment, and terminated
their rental service with Comcast.32 (See Section III.B(1)-(5).).
This Order simply applies the law of"sale" and "conversion" to facts Comcast could not
refute reasonably and resolves Rovi's Sale MSD and Comcast's No Sale MSD.
Accordingly, it is a finding that Comcast has sold the following unrettuned accused STBs
as follows: Comcast's XG1,XG2,XiD,and Xi5 set-top boxes. This finding does not include
either the Xi6 STB model, or to the XR11 and XR15 voice remote controls which Rovi did not
include in its No Sale MSD.
1.

STBs That Its Customers Do Not Return Are Construed Here as
"Sales"

The Federal Circuit concluded that with respect to the term "sale" that" Congress
intended to give the term its ordinary meaning, thereby making an explicit definition
unnecessary." Enercon GmbH v. ITC, 151 F.3d 1376, 1381 (Fed. Cir. 1998)("Enercon"). The
Federal Circuit in Enercon explicitly rejected attempts to "restrict[]...the term 'sale'to
require the "delivery of title and control ofthe goods to the buyer" despite Comcast's argument.
(Id. at 1382; accord Sale MSD at 10, 11, 15; Staff Resp. at 6, 7; see also contra, MSD Hr. Tr. at
75:15-77:14.). The Commission has adopted the Enercon holding stating that a sale "includes
those situations in which a contract has been made between two parties who agree to transfer title
and possession of specific property for a price." See Certain Prods. Containing Interactive

In the 1001 Investigation, Rovi accused Comcast's XG1,XG2, RNG150,Xi3, XiD, and XIS STBs of
infringing certain Asserted Patents. In this Investigation, Rovi initially accused Comcast's XG1,XG2,
RNG150, Xi3, XiD, Xi5, and X16 STBs,as well as Comcast's XR11 and )CR15 voice remote controls, of
infringing certain Asserted Patents. On August 1, 2018, Rovi filed a Notice of Withdrawal of Certain
Accused Products, in which it withdrew the RNG150 and Xi3 STBs as Accused Products. (Doc. ID No.
651870(Aug. 1, 2018).). Therefore, the remaining Accused Products are Comcast's XGI,XG2,XiD,
Xi5, and Xi6 STBs,as well as the XR11 and XR15 voice remote controls.
32
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Program Guide & Parental Control Tech., Inv. No. 337-TA-845, Conun'n Op., at 10(Dec. 11,
2013)(citing Enercon GmbH v. In:'1 Trade Comm 'n, 151 F.3d 1376, 1382(Fed. Cir. 1998)).
The Uniform Commercial Code defines a "sale" as "the passing oftitle from the seller to
the buyer for a price." Uniform Commercial Code § 2-106. (Staff Resp. at 6.). Black's Law
Dictionary defines sale as a "transfer of property or title for a price." (See Sale MSD at 11
(citing Sale, Black's Law Dictionary(9th ed. 2009).). Because the term "sale" is not limited to a.
transfer oftitle, a sale can occur where there is a "transfer of property or title for a price." (See
Sale MSD at 11 (citing Sale, Black's Law Dictionary (9th ed. 2009).).
2.

Evidence Reflects That Comcast's Customer Payments for
Unreturned STBs Are Sales

It is undisputed that the Comcast's STBs are manufactured overseas and then imported
into the United States within the meaning of Section 337. (See Section II.C(1).). When
subscribers want certain services with Comcast,they enter into what Comcast calls a "Subscriber
Agreement" for the STBs they receive. (Sale Opp'n at 2, 10.). The Comcast Subscriber
Agreement applies to the Accused Products at issue here: Comcast's XG1,XG2,XiD,and Xi5
STBs. As Comcast describes it, Comcast's business model is to "rent" the STBs to subscribers.
(Id. at 2, 3.). The initial Subscriber Agreement is styled as a "lease agreement." (See Sale Opp'n
at 2,8(citing Comcast's CSMF Nos. 20,25, 32).).
According to Comcast's Subscriber Agreement, when a customer's cable services are
terminated, the customer is required to return the STB to Comcast. In those instances in which
customers do not return the STBs, Comcast charges those customers an "unreturned equipment
fee" for the customers' violation oftheir Subscriber Agreement to return the leased STBs. (See
Sale Opp'n at 2, 8.).
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According to Comcast, its Subscriber Agreement is "clear that Comcast retains title to the
accused STBs provided to Comcast's subscribers." (Id. at 2, 3(citing Exh. A to Sale Opposition
at § 6(a)(Comcast's Agreement for Residential Services("Subscriber Agmt."))("[A]11 Xfinity
Equipment belongs to [Comcast] or other third parties," see also, id. citing Ddi. F to Sale
Opposition, Neil Shank Rebuttal Witness Statement at Q/A 63(337-TA-1001)(Comcast
"maintains ownership of CPE(customer premises equipment including set-top boxes and voices
remotes) rented to customers, including set-top boxes, and [Comcast] specifically retains title to
such equipment);see also Exh. E, Dep. Tr.(Shank) at 93:15-17 )("Q. Does[Comcast]retain title
even when it goes to the customers? A. Yes.).).
Comcast's description of its relationship to its.subscribers is not completely accurate.
Neither Comcast's description of its Subscriber Agreement nor the fees it charges match what
happens or the way Comcast treats subscriber fees in fact.
This is another instance(as with the importation requirements with its suppliers) in which
Comcast relied upon documents it created to try to call its relationship with its subscribers one
thing by contract, while what happens, in fact and legally is something else.
It is what the Comcast "unreturned equipment fee" represents legally, and what happens if
the subscriber later returns the STB it initially kept that is the focus ofRovi's MSD,and Comcast's
SDM of"No Sale" After Importation.
Comcast has acknowledged that it transfers physical possession ofthe accused products
(defined in fn. 32, infra)to its customers when they sign up for the Comcast cable services and
equipment described in Comcast's "Subscriber Agreement." (See Sale MSD at 12(citing SMF
No. 4.). Comcast produced invoices after being ordered to do so that reflects how customers are
charged. (See Exhs. 7C-19C (Invoices) to Sale MSD).
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When Comcast customers terminate their cable service, Comcast then charge and
collects a specific fee, over and above the rental fee, or a "retail price" 33 for the =returned STBs
from customers who do not return them. The separate charge is the price Comcast subscribers
pay for keeping the equipment rather than returning it to Comcast. (See Sale Opposition at 8;see
also Sale MSD at 5 (citing SMF No.6;see also, e.g., Exh. 5 at 6(Subscriber Agreement, Section
9(d)(3)); Ex.6C,Dep. Tr.(Bernard) at 193:5-20(payments are in lieu of returning equipment);
WI.26C, Dep. Tr.(Simon)at 49:3-6(Comcast is entitled to payments or equipment); see also
SMF No. 6;see also Exhs. 7C-19C (Invoices)to Sale MSD).).
Rovi described at length the various places in Comcast's Subscriber Agreement
specifically where it warns Comcast subscribers that"[Thu will be charged the retail price for a
new replacement." (See id. at 4(citing Exh. 6C, Depo. Tr.(Bernard II) at 193:5-20;see also
explanations of similar Comcast Subscriber Agreement provisions advising Comcast customers
what they must pay if they retain the equipment at Sale MSD at 7,8, 11, 13-5, 21-22).).
Comcast's Subscriber Agreement also warns that the "retail payment" is "a fee that you may pay
in lieu of returning your equipment." (See Sale MSD at 4(citing Exh. 26C,Depo. Tr.(Simon)at
49:3-6
;see also Sale MSD at 8, 12, 14).).
After a Comcast subscriber pays the =returned equipment charge to purchase an
=returned STB from Comcast,the subscriber does not continue to pay a monthly leasing or

33 "Retail" is defined as the "sale of goods or commodities to ultimate consumers, as opposed to the sale
for further distribution or processing."(See Sale MSD at 11, fn.7(citing Retail, Black's Law Dictionary
(9th ed. 2009)); accord, Staff Resp. at 7-9.). "Price" is defined as "the cost at which something is bought
or sold." Price, Black's Law Dictionary(9th ed. 2009). (See Sale MSD at 11, fn.7.). As Rovi states:
"together, Comcast's decision to define the charge by reference to the 'retail price' for accused set-top
boxes that are already in customers' possession shows that it views the transaction as a sale. (See Sale
MSD at 11, fn. 7.).
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rental fee for the Comcast equipment she has kept. (See Sale MSD at 12 fn.8 (citing Exh. 10C .
(Invoice) at 2)(showing that pre-paid leasing fee for"TV Box" refunded after customer
disconnects service, but unretumed equipment charge added).
As Rovi argued, and as Staff agreed, and contrary to Comcast's argument,any Comcast
customer who pays the retail fee for the STB and then retains possession ofthe STB after it pays
the fee has engaged in a "sale" within the Black letter law defmition ofa "sale." (See Sale MSD
at 12; see also Rovi SMF Nos. 4,6 and 7; Staff Resp. at 7, 8.). At that point, there is transfer of
property ofthe unreturned STBs from Comcast to its customers in exchange for the customer's
payment ofthe price Comcast charges. (Id.). At that point, also, the subscriber no longer pays a
"lease" fee. (See Sale MSD at 12, fn.8.).
3.

The "Retail Price" Comcast Charges Is the Paid-Up Price of the Equipment Plus
The "retail price" Comcast charges includes its cost for the unreturned STB and
that the FCC allows and which the

equipment. It may also include up to a

FCC calls a "reasonable profit." (See Sale MSD at 12(citing Rovi's SMF Nos.8 and 9; and
Comcast's Opposition to Rovi's Motion to Compel, Motion No. 1103-011, Doc. No.650648, at
5(July 18, 2018); see also MSD Hr. Tr. at 37:1-44:25).). This is so regardless ofthe age of, or
the depreciation on the unreturned STBs domcast takes on,the tmretumed STBs. (See Sale
MSD at 6.). Additionally, as Rovi noted, Comcast records the money it receives from the
unreturned STBs as an
(See Sale MSD at 6(citing SMF Nos. 10, 12;see also Exh. 23C to Sale MSD(Comcast
Equipment Charge Schedule).).
According to the pertinent FCC regulation,"A cable operator may sell customer premises
equipment to a subscriber. The equipment price shall recover the operator's cost ofthe
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equipment... plus a reasonable profit." (See Sale MSD at 12 citing 47 CFR 76.923(i); Cost
Order,9 FCC Rcd. 4527,4540-41 (1994)(prescribing under the Cable Act of 1992"an overall
cost of capital of 11.25%" to provide "cable operators the opportunity to earn 'a reasonable
profit' while "protecting subscribers" from a lack of"effective competition").
Comcast argued that the permission granted for pricing is not required and the FCC
regulation does not describe the up-charge or retail price it charges as necessarily part ofa sale.
(Sale Opp'n at 13.). Comcast also argued that the collection of additional money from its
subscribers to cover the cost of its equipment does not transform that retail charge transaction
into a sale. (Id.; see also MSD Hr. Tr. at 69:1-75:15.). Comcast considers the charge to be the
cost ofequipment, and basically, as recovery for "bad debt." (See Sale Opp'n at 15.). Moreover,
Comcast explained that if the subscriber re-subscribes, Comcast returns the charge for the
previously unreturned STB and recommences a lease arrangement. (Id.(citations omitted); see
also MSD Hr. Tr. at 113:2-116-4.). While Comcast may not recognize the transaction as a sale
does not mean it is not. (See MSD Hr. Tr. at 115:2-8; 116:3-4.).
Comcast's explanation does not undermine the fmding that the charge for an =returned
STB is a sale. If viewed according to the definition of a sale consistent with Black's Law
Dictionary or the UCC,the facts of the transaction, together with at least one explicit provision
ofthe Comcast Subscriber Agreement, indisputably demonstrate that Comcast has sold the
unreturned STBs in the United States after importation. Pursuant to the Subscriber Agreement,
Comcast no longer owns the equipment once the customer pays the retail price: "You agree that
exceptfor . . equipmentpurchased by youfrom us, all Xfinity Equipment belongs to us...."
(See Staff Resp. at 8(citing Rovi SMF No. 5; Exh. 5 to Sale MSD at 4(Section 6(a), Xfmity
Equipment(emphasis added).).
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Rovi argued that once a subscriber pays the up-charge or retail pripe for the STB,and
then keeps the STB,

1111111111111111.1111111111111
jergall111111.11111111111;. (See Sale MSD at 13(citing

SMF Nos. 23-26(other citations omitted)). Comcast disputed that point. Comcast said that

. At that point, Comcast noted that it is a business decision that it does not
wish to take the time or make the effort to retrieve the STB. (See MSD Hr. Tr. at 112:16-113:9.).
That may be a dispute, but it is a minor one. Comcast admitted that it
: the dispute is over
,not ifit does so. (See Id.).

when Comcast

There are other indicia that reflect that a sale has occurred with respect to the unreturned
STBs. Comcast does not

. (See Staff Resp. at 9(citing Rovi SMF Nos. 23-26;see also Ddi.
20C,Depo. Tr. (Bernard I)at 151:7-15(Comcast does not attempt to

1

Exh,6C,Depo. Tr.(Bernard II) at 213:15-21
(Comcast knows its set-top boxes are being

); Exh. 27C, Depo.

Tr. (Shank)at 129:5-130:10(Comcast does not include
Exh. 28(2016 Comcast SEC Form 10-K)at 94(reporting that Comcast removes the cost of
equipment it sells and recognizes a gain and impairs or writes down equipment that it can no
longer recover).).
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Moreover, as Rovi noted, after a Comcast subscriber pays the unreturned equipment
charge, that Comcast(now former)subscriber does not
. (See Sale MSD at 12, n. 8(citing Exh. IOC (Invoice) at 2

..). In other words, the transactions between Comcast and
its subscribers that involve the unretunied STBs,including invoicing and the payment ofa
separate charge, reflect concrete changes from the original rental price and agreement.
The final zero balance invoices that Comcast sends to its former subscribers is silent on
whether Comcast retains legal title to the equipment or that the subscriber is still required to
return the equipment. (See Staff Resp. at 8-9(citing Rovi SMF Nos. 19, 20).). Comcast also
admits that many of its subscribers or customers
:. (See Staff Resp. at 8-0; see also Rovi
SMF Nos. 13-17). Comcast's actions, and its documents, support a finding that Comcast no
longer owns certain unreturned STBs. (See Rovi SMF No. 5). Given these indisputable facts, it
as an appropriate finding that there is a sale after importation ofcertain accused, unreturned
STBs under Section 337.
4.

The Subscriber Payments for the Unreturned STBs Are Not Liquidated
Damages
Comcast attempted to characterize the unreturned equipment charge as a "liquidated

damage." (See Sale Opp'n at 9, 10(other citations omitted, including references to CSMF);see
also MSD Hr. Tr. at 83:2-84:16; 93:2-95:3; 95:16- 101:25;113:10-116:4.). As Rovi pointed out,
Comcast cites to a completely different and unrelated contractual clause which explicitly
discusses liquidated damages, and identifies the dollar amounts, and when they apply. The
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existence of a separate liquidated damages provision that does not apply to the =returned STBs
undermines Comcast's theory. (See Sale MSD at 20(citing Sale Opp'n at 3-4, 10).).
The liquidated damages provision in the Subscriber Agreement that Comcast cites deals
with damages "for tampering with any XFINITY Equipment or any other part ofour cable
network or for receiving unauthorized Service(s)," not the charge for =returned equipment. (Id.
(citing SMF Nos. 29-30); compare Exh. 5 to Sale Opp'n at 4-5 (Subscriber Agreement, Section
6(b)(3), No Unauthorized Devices or Tampering)(noting liquidated damages in "No
Unauthorized Devices or Tampering" Section)) with id. at 6(Section 9(d)(3), Your Obligations
Upon Termination)(noting that customer is charged "retail price" for unretumed equipment).).
Moreover, as Rovi pointed out, the =returned equipment charge provision in the Subscriber
Agreement is in an entirely different section ofthe Subscriber Agreement that does not label the
charge as a "liquidated damage," and does not recite comparable introductory clauses. (See Sale
MSD at 21,22(citing Exh. 5 to Sale MSD at 6(Section 9, Termination of This Agreement)
(demonstrating that Section 9 does not reference liquidated damages).
Because Comcast includes an explicit liquidated damages provision in another provision
ofthe Subscriber Agreement that does not deal with tmretumed STBs or other equipment, it is
evident that Comcast knew how to include a liquidated damages provision when it wanted to and
chose not to include such a provision in the section concerning =returned equipment charges.
There is no other language or support to which Comcast can cite for its liquidated damages
theory.
Finally, the unreturned equipment charge is contained in invoices that do not describe
the charge as liquidated damages. (See Sale MSD at 21,22(citing Rovi's SMF Nos.6, 10 and
31; Exhs. 7C-19C); see also MSD Hr. Tr. at 109:11-110:13.). Interestingly, if a subscriber who
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has kept and paid for equipment re-subscribes with Comcast, Comcast does not keep

. Instead, Comcast returns the money it charged for the retail price ofthe STB to the
subscriber and commences a new Subscriber Agreement. Comcast then starts recharging a lease
fee. A new Subscriber Agreement reinstates the property as Comcast's. (See MSD Hr. Tr. at
117:2-120:1).
5.

Even If a Sale Does Not Occur,a Conversion Does Occur

Even if a voluntary "sale" does not occur in the transactions described above, arguably,
as both Rovi and Staff argued, a "forced sale" governed by the law ofconversion, does occur.
(Accord Staff Resp. at 9, 10;see also Sale MSD at 14-15 (citing Restatement(Second)of Torts §
222A comment c.(Am. Law Inst. 1965)(noting that when a conversion takes place, "title to the
chattel passes [to the converter], so that he is in effect required to buy it at a forced judicial
sale").).34
Conversion is the "intentional exercise ofdominion and control over personal property or
a chattel that so seriously interferes with the right of another to control that property that the
tortfeasor may justly be required to pay the other the full value ofthe property." 18 Am. Jur. 2d
Conversion § 1. And "[t]he law regards a conversion as a forced sale ofthe converted property.
Once conversion occurs, title passes to the converter, whose continued possession thereafter is
entirely lawful." 35 (See Staff Resp. at 10, 11 and Sale MSD at 14-15 (citing Duggan v. Keto,

The point was made during the MSD Hearing that Rovi was not asserting, and does not assert, that it
has standing to a recovery on a theory ofconversion. However, Rovi does have standing to raise the issue
that conversion occurs by operation of law. (See MSD Hr. Tr. at 120:7-14.).
34

"The point was made during the MSD Hearing that the discussion of"title" or passing oftitle was used
in two(2)different respects. One meaning(of course)is when a piece of paper passes to show that
ownership as wells as title to the ownership ofthe good in question has passed. However,the word title
was also used in another sense. An analogy was made to a purchase at a store such as Best Buy, when a
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554 A.2d 1126, 1138(D.C. App. 1989)(citation omitted); see also Baram v. Farugia,606 F.2d
42,46(3rd Cir. 1979)("On receipt by Dr. Baram ofthe $3,000 from Fredella, and
acknowledgment that this sum reflected the true value ofthe horse, a common law forced sale
was effected, passing title from the legal owner to the converter at the time and place ofthe
original conversion."); Wilkinson v. United States, 564 F.3d 927,932(8th Cir. 2009)(noting that
conversion is "the equivalent of a forced sale"); Iglesias v. United States, 848 F.2d 362,365(2d
Cir. 1988)(noting that, when payment has been made,"title vests in [the converter] as ofthe
time ofthe conversion"); Restatement(Second)of Torts § 222A comment c.(noting that, when a
conversion takes place,"title to the chattel passes [to the converter], so that he is in effect
required to buy it as a forced judicial sale").).
Since Comcast's Subscriber Agreement is governed by the law ofPennsylvania,the
authority from the Third Circuit, applying Pennsylvania law, would apply here. (See supra.). In
this case, whether called a voluntary sale or a forced sale through conversion, it is evident that
once a subscriber pays the charge for the unreturned Comcast equipment, the equipment in the
possession ofthe subscriber belongs to the subscriber and Comcast ceases all interactions with
the subscriber. As Rovi noted, the transfer ofthe rights in the property, including title, passes

customer buys an item, pays for it, leaves the store with the item and the receipt, but there is no piece of
paper that says that title has passed. It is presumed by the facts that the individual has the purchased item
and the receipt for the purchased item. (See MSD Hr. Tr. at 120:19-121:12.). It is the latter example that
applies here.
For another example, Staff used the analogy of the "bull in the china shop" as an application ofthe law of
conversion that applies here. Comcast is analogized as the store owner, while the Comcast Subscriber
Agreement is the sign in the owner's store that reminds the customer,"Mr. Bull," that if he handles and
break the china bowl, Mr. Bull must pay for it. Mr. Bull picks up a china bowl and drops it. It breaks.
Even if broken, the broken china bowl belongs to Mr. Bull. (See MSD Hr. Tr. at 96:4-98:7.). Mr. Bull is
required to pay the price for the china even though the china is useless. Nonetheless, title passed. Id. So
too, once a Comcast subscriber pays the Comcast charge for the unreturned STB, it belongs to the now
former subscriber even though, as Comcast argued,the STB is "dead" and can no longer be used. (See
MSD at 111:24-112:19.). The subscriber has paid for the STB.
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from Comcast to the subscriber. (See Sale MSD at 15 (citing Baram,606 F.2d at 46; Wilkinson,
564 F.3d at 932; Duggan,554 A.2d at 1138).). This constitutes a "sale" within the ordinary
meaning of the term "sale" as used in Section 337. See Enercon, 151 F.3d at 1381-82; Sale,
Black's Law Dictionary(10th ed. 2014). (Accord, Staff Resp. at 6,7; Sale MSD at 15.).
C.

Conclusion and Order

For the foregoing reasons, Rovi's Motion for Summary Determination that the fee
Comcast charges its subscribers for unreturned(accused) STBs and equipment constitute
sales after importation within the meaning of Section 337, Motion Docket 1103-021,is
I granted.
For the same reasons, Comcast's Motion for Summary Determination that the fee
that Comcast charges its subscribers for unreturned (accused)STBs and equipment do not
constitute sales after importation, Motion Docket No. 1103-20, is denied.
Within fourteen(14)days ofthe date ofthis document, Rovi, Comcast and Staff shall
submit to the Office of Administrative Law Judges ajoint statement whether they wish to have
any portion of this document deleted from the public version. The Parties' subnlission shall be
made by hard copy and must include a copy ofthis ID with yellow highlighting, with or without
red brackets, indicating any portion asserted to contain CBI to be deleted from the public
version. The submission shall also include a chart that: (i)contains the page number of each
proposed redaction; and (ii) states(next to each page number)every sentence or phrase, listed
separately, that the party proposes be redacted; and (iii) for each such sentence or phrase that the
party proposes be redacted, a citation to case law with an explanation as to why each proposed
redaction constitutes CBI consistent with case law. Any proposed redaction that is not explained
may not be redacted after a review.
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The Parties' submission concerning the public version ofthis document need not be filed
with the Commission Secretary.
SO ORDERED.
MaryJoan cNamara
Administrative Law Judge
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