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UNITED STATES INTERNATIONAL TRADE COMMISSION
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In the Matter of
CERTAIN UV CURABLE COATINGS
FOR OPTICAL FIBERS, COATED
OPTICAL FIBERS, AND PRODUCTS
CONTAINING SAME

Investigation No. 337-TA-1031

NOTICE OF THE COMMISSION'S FINAL DETERMINATION FINDING NO
VIOLATION OF SECTION 337; TERMINATION OF INVESTIGATION
AGENCY:

U.S. International Trade Commission.

ACTION:

Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission (the
"Commission") has determined, upon review of the final initial determination (the "ID"), that the
complainants have not shown a violation of section 337 of the Tariff Act of 1930, as amended, in
connection with the asserted patents. This investigation is terminated.
FOR FURTHER INFORMATION CONTACT: Ron Traud, Office of the General Counsel,
U.S. International Trade Commission, 500 E Street SW., Washington, DC 20436, telephone 202205-3427. Copies of non-confidential documents filed in connection with this investigation are
or will be available for inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the
Office of the Secretary, U.S. International Trade Commission, 500 E Street SW., Washington,
DC 20436, telephone 202-205-2000. General information concerning the Commission may also
be obtained by accessing its Internet server at htips://14,ww. usitc.gov. The public record for this
investigation may be viewed on the Commission's electronic docket ("EDIS") at
https://edis.usitc.gov. Hearing-impaired persons are advised that 'information on this matter can
be obtained by contacting the Commission's TDD terminal, telephone 202-205-1810.
SUPPLEMENTARY INFORMATION: On December 5, 2016, the Commission instituted this
investigation based on a complaint filed by DSM Desotech, Inc. of Elgin, IL; and DSM IP Assets
B.V. of Heerlen, Netherlands (collectively, "DSM"). 81 FR 87588-89 (Dec. 5, 2016). The
complaint alleges violations of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C.
1337 ("section 337"), based upon the importation into the United States, the sale for importation,
or the sale within the United States after importation of certain UV curable coatings for optical
fibers, coated optical fibers, and products containing same by reason of infringement of one or
more of claims 1-8, 10-15, and 18-22 of U.S. Patent No. 6,961,508 ("the '508 patent"); claims 110 and 13-15 of U.S. Patent No. 7,171,103 ("the '103 patent"); claims 2-4,9, 11-12, and 15 of
U.S. Patent No. 7,067,564; and claims 1-3, 9, 12, 16-18, 21, and 30 of U.S. Patent No. 7,706,659
("the '659 patent"). Id. The Commission's Notice of Investigation named as respondents

Momentive UV Coatings (Shanghai) Co., Ltd. of Shanghai, China ("MUV"); and OFS Fitel,
LLC of Norcross, Georgia ("OFS") (collectively, "Respondents"). Id. The Office of Unfair
Import Investigations ("OUII") was also named as a party in this investigation. Id.
Prior to the evidentiary hearing, DSM withdrew its allegations as to certain patent claims.
See Order 12 (Apr. 12, 2017), unreviewed, Notice of Commission Determination Not to Review
an Initial Determination Granting Complainants' Unopposed Motion to Terminate this
Investigation with respect to One Patent Claim (May 11, 2017); Order 50 (Aug. 25, 2017),
unreviewed, Notice of Commission Determination Not to Review An Initial Determination
Withdrawing from the Complaint Certain Allegations Regarding U.S. Patent No. 7,067,564
(Sept. 15, 2017). DSM proceeded at the evidentiary hearing on the following patents and claims:
claims 1-8, 11-15, 18-19, 20-21, and 22 of the '508 patent; claims 1-10 and 13-15 of the '103
patent; and claims 1-3, 9, 12, 16-18, 21, and 30 of the '659 patent.
On February 15, 2018, the presiding administrative law judge ("AU") issued the ID,
which finds only MUV in violation of section 337, and only as to the '508 and '103 patents. On
February 27-28, 2018, OUII, DSM, MUV, and OFS filed petitions for review of the ID, and on
March 7-8, 2018, the parties filed responses to the petitions. On March 19, 2018, the private
parties filed statements on the public interest. The Commission also received comments on the
public interest from members of the public.
On April 16, 2018, after considering the parties' petitions and responses thereto, the
Commission determined to review the following issues:
Whether respondent OFS imports respondent MUV's accused
(1)
KS1-043/048 coating.
Whether claim 30 of '659 patent is invalid for lack of written
(2)
description.
(3)
Whether claims 1-8, 11, 15, and 18-19 ofthe '508 patent are
invalid for lack of written description and enablement.
Whether claim 21 of the '508 patent and claims 1-10 and 13-15 of
(4)
the '103 patent are invalid for lack of written description and enablement.
Whether the accused products infringe the '508, '103, and '659
(5)
patents.
Whether the technical and economic prongs of the domestic
(6)
industry requirement have been met for the '508, '103, and '659 patents.
The Commission had determined to not review the remainder of the ID and did not request any
briefing.
On review, the Commission has now determined that DSM has not shown that
Respondents have violated section 337. As to the issues under review and as explained more
fully in the related Commission Opinion, the Commission has determined to affirm with
2

modifications in part, reverse in part, and take no position as to certain issues under review.
More particularly, the Commission has determined to affirm with modified reasoning the ID's
conclusion that claims 1-8, 11, 15, and 18-19 of the '508 patent are invalid for lack of written
description. The Commission has also determined to supplement the ID's reasoning as to its
conclusion that claim 30 of the '659 patent is invalid for lack of written description. The
Commission has further determined to reverse the ID's conclusion that claim 21 of the '508
patent and claims 1-10 and 13-15 of the '103 patent are not invalid for lack of written
description. The Commission has additionally determined to modify the ID to include a finding
that respondent OFS imports respondent MUV's accused KS1-043/048 coating. Finally, the
Commission has determined not to take a position as to whether claims 1-8, 11, 15, 18-19, and
21 of the '508 patent and claims 1-10 and 13-15 of the '103 patent are invalid for lack of
enablement; whether the accused products infringe the '508, '103, and '659 patents; and whether
the technical and economic prongs of the domestic industry requirement have been met for those
patents.
This action is taken under the authority of section 337 of the Tariff Act of 1930, as
amended (19 U.S.C. 1337), and in part 210 of the Commission's Rules of Practice and Procedure
(19 CFR part 210).
By order of the Commission.

Lisa R. Barton
Secretary to the Commission
Issued: May 8, 2018
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FOR OPTICAL FIBERS, COATED
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CONTAINING SAME

Investigation N0. 337-TA-I031

COMMISSION OPINION
~

This investigation is before the Commission for a ﬁnal determination on review of the

ﬁnal initial determination (the “ID”) in this investigation. The Commission, upon review, has

detennined that Respondents have not violated section 337 of the Tariff Act of 1930, as
amended (19 U.Sl.C. § 1337) (“Section 337”).

-

I.

BACKGROUND

On December'5, 2016, the Commission instituted this investigation based on a
complaint ﬁled by DSM Desotech, Inc. of Elgin, IL and DSM IP Assets B.V. ofHeer1en,
Netherlands (collectively, “DSM”). 81 Fed. Reg. 87588-89 (Dec. 5, 2016). The complaint

alleges violations of Section 337 based upon the importation into the United States, the sale for
importation, or the sale Withinthe United States after importation of certain UV curable

coatings for optical ﬁbers, coated optical ﬁbers, and products containing same by reason of
infringement of one or more of claims 1-8, 10-15, and 18-22 of U.S. Patent No. 6,961,508 (“the
’508 patent”); claims 1-10 and 13-15 of U.S. Patent No. 7,171,103 (“the ’103 patent”); claims

2-4, 9, 11-12, and 15 ofU.S. Patent No. 7,067,564 (“the ’564 patent”); and claims 1-3, 9, 12,

PUBLIC VERSION

16-18, 21, and 30 ofU.S. Patent No. 7,706,659 (“the ’659 patent”). Id. The Commission’s

Notice of Investigation named as respondents Momentive UV Coatings (Shanghai) Co., Ltd. of
Shanghai, China (“l\/TUV”)and OPS Fitel, LL_CofNorcross, Georgia (“OPS”) (collectively,

“Respondents”). Id. The Ofﬁce of Unfair Import Investigations (“OUII”) was also named as a
party. Id.

I

DSM Desolech, Inc. is a Delaware corporation with its principal place of business in
Elgin, Illinois. Complaint at 1]8 (hereinafter, “Compl.”). DSM lP Assets B.V. is a Netherlands

corporation with a registered place of business in the Netherlands. Id. at 119. DSM develops

and manufactures curable coating products for use by its customers in the manufacture of coated
optical ﬁbers. DSM Post-Hearing Brief at 8 (hereinafter, “DSM Post-Hrg. BL”). DSM sells
“coatings, as well as matrix materials and inks, to their customers who apply the coatings to

optical ﬁbers in draw towers, and use related matrix materials and inks to make and sell coated
optical ﬁbers.” Id.

I

MUV is a joint venture formed Lmderthe laws of the People’s Republic of China with a
principal place of business in China. E.g., Compl. at 1113. 'MUV is the successor in interest to

Borden Chemical, lnc., which was a leading producer of ultra-violet (“UV”) coatings for the
ﬁber optic industry and obtained numerous patents on its coatings. ID at 12. MUV develops

and manufactures UV curable acrylate coatings for optical ﬁbers and sells those coatings to

optical ﬁber manufacturers. Id. Like DSM, MUV does not manufacture optical ﬁbers. Id

OFS is a Delaware limited liability company with its principal place of business in
Norcross, Georgia. E.g. , Compl. at 1116. MUV manufactures optical ﬁber coatings in China

and imports them into the United States and sells them to OFS, among others. DSM Post-Hrg.

Br. at 8. OFS also imports MUV’s accused coating compositions. See inﬁa, section II.D.

2
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Unlike the other private parties, OFS manufactures optical ﬁbers in the United States using
MUV-supplied coatings. See id. at 8-9 (citing Hearing Transcript. at 103811-14, 1325:16

]326:10 (hereinafter, “Tr.”)). OFS sells its coated optical ﬁbers in the United States, including

products it manufactures in the United States, as well as products that are coated outside the
United States, but which are then imported into the United States. Id. at 8-9.
The ’508 and ’103 patents are both titled “Coated Optical Fibers” and are referred to

herein collectively as the “Cure Dose Patents.” The ’103 patent is a continuation of the ’508

patent and shares the same speciﬁcation. These two patents are directed to coating

compositions for optical ﬁbers and coated optical ﬁbers that exhibit “reduced attenuation,” that
is, they attempt to minimize the loss of optical power as light travels down the ﬁbers caused by
the “microbending” of the ﬁbers. JX-0001 at 1:29-33, 2:21-23.
The coatings on optical ﬁbers
_\

allow those ﬁbers to survive testing and the rigors of cabling and installation. DSM’s Claim
Construction Brief at 7. Id. Currently, most ﬁber optic cable ﬁbers have two coatings: (i) a

primary coating that is soft and touches the ﬁber optic glass; and (ii) a secondary or outer
coating, which is hard. See JX-0009.

The ’659 patent is also titled “Coated Optical Fibers” and is referred to herein as the

“Cavitation Patent.” This patent relates generally to optical ﬁber coatings that display increased
resistance to formation defects, or cavitations. Cavitations degrade the ﬁber optic coatings,

which then can result in the loss of signals during transmission through the optical ﬁbers.
Compl. at 1]37. “Soft” optical ﬁber coatings typically provide better protection to optical ﬁbers,

but they decrease the strength of the coating. Id. The Cavitation Patent aims to identify

coatings that would be resistant to developing cavitations and that would exhibit beneﬁcial
physical properties.

i

i
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A more detailed discussion of the three asserted patents relevant tothis opinion can be
found in the ID at pages 17-25.

DSM accused MUV’s primary coating products KlearShie1d (“KS”) 1-043 (also known
as KS1-048) and KS1-037 (also knovsmas KS1-049) ' (collectively, “Accused MUV Coatings”)

of infringing the following claims of the ’508, ’103, and ’659 patents.

Accused MUV Coatings

’508 patent

i ’103 patent

1

’659 patent

MUV’s KS1-V043/048 Coating

20-22

i 1-10, 13-15

I

1-5, 9, 12, 16-21, 30

' --

F

1

1-5, 9, 16-21, 30

MUV’s KS1-037/049

--

DSM accused all models of OFS’s single-mode and multi-mode coated optical ﬁb6I'S2

that are manufactured using MUV’s 1-O43/048primary coating composition (“Accused OFS
Fibers”) of infringing the following claims of the ’508, ’103, and ’659 patents.

Accused OFS Fibers

’508 patent

I ’103 patent

i

OFS’s Coated Optical Fibers

20-22

i 1-10, 13-15

I 1-5, 9, 12, 16-21, 30

OFS’s Single-Mode Coated
Optical Fibers

1-8, 11-15, 1819

__

’659 patent

__

A discussion of the products relied on by DSM to satisfy Section 337’s domestic industry

requirement can be found at pages 26-27 of the ID.

1KS1-O43 is the same formulation as KS1-048. CX-0302C (MUV Resp. to Request for
Admission (“RFA”) No. 56). KS1-037 is the same formulation as KS1-049. CX-0310C "
(MUV Resp. to Interrog. No. 6).

_



2 Single-mode ﬁbers are of narrower ﬁber dimension and transmit light injust one “mode.”
CX-0192. Multi-mode ﬁbers are thicker and can transmit light in several “modes.” CX-0193
4
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. On April 13, 2017, a Markman hearing and a technical tutorial were held, and on May

10, 2017, the presiding administrative law judge (“ALI”) issued a Markman Order construing
disputed claim terms. See Order No. 17 (May 10, 2017). The evidentiary hearing was held

from July 31, 2017, through August 4, 2017, and recommenced from August 14, 2017, through
August 15, 2017.

On February 15, 2018, the AL] issued the ID, which ﬁnds only MUV in violation of
Section 337, and only as to claim 21 of the ’508 patent and claims 1-10 and 13-15 ofthe ’l03

patent. The ID also includes recommendations on remedy and bond and the public interest, if

the Commission finds a violation of Section 337.3 A summary of the ID’s ﬁndings and

conclusions on the issues presented is provided in the table below.

3 The ’564 patent and claim 10 of the ’508 patent were terminated earlier in the investigation.
Order No. 50 (Aug. 25, 2017), unreviewed, Notice of Commission Determination Not to
Review An Initial Determination Withdrawing from the Complaint Certain Allegations
Regarding U.S. Patent No. 7,067,564 (Sept. 15, 2017)); Order No. 12 (Apr. 12, 2017),
unreviewed, Notice of Commission Determination Not to Review an Initial Determination
Granting Complainants’ Unopposed Motion to Terminate this Investigation with respect to
One Patent Claim (May 11, 2017). The ID includes a more detailed discussion of the
procedural history of this investigation. See ID at 4-9.
.
5
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Product

Patent

Determination

Cla ims

Violation: claim 21

’508 patent

No violation: claims 20 and 22 found invalid
under 35 U.S.C. § 112 (written description and
enablenient).

20-22

Importation: MUV imports the coating
composition. No ﬁnding as to whether OFS
imports this composition.
Violation: claims 1-10 and 13-15.
MUV’s KS1
O43/048 Coating
Composition

’103 patent

1-10,1 3-15

’659 patent

1-3, 9, 12
16-18, 21

9

9

and 30

Importation: MUV imports the coating
composition. No ﬁnding as to whether OFS
imports this composition.
No violation: claims 1-3, 9, 16-18, and 21 found
invalid under 35 U.S.C. § 102 and 35 U.S.C. §
112 (indeﬁniteness, enablement, and written
description). Claims 12 and 30 found invalid
under 35 U.S.C. § 112 (written description).
Importation: MUV imports the coating
composition. No ﬁnding as to whether OFS
imports this composition.

MUV’s KS1-037
049 Coating
Composition

OFS’s Single
Mode Coated
Optical Fibers

OFS’s Coated _

’659 patent

N0 violation: claims 1-3 and 9 found invalid
under 35 U.S.C. § 102 and 35 U.S.C. § 112
(indeﬁniteness, enablement, and written
description).

1-3 and9

Importation: MUV imports the coating
composition.

’508 patent

All Asserted
Optical Fibers
(Single-Mode and Patents
Multi-Mode)

1-8, 11-15,
and 18-19

No violation: claims 1-8, 11-15, and 18-19
found invalid under 35 U.S.C. § 112 (written
description and enablement).

Importation: OFS imports the accused coated
ﬁbers.

All cl ai m S
shown abOV6
for KS 1
043/04 8

No violation: OFS’s accused optical ﬁbers do
not infringe any of th_easserted claims directed to
“primary coating composition[s].” Claims 9 and
21 found invalid under 35 U.S.C. § 102 and 35
U.S.C. § 112 (indeﬁniteness, enablement, and
written description). Claims 21 and 30 found
invalid under 35 U.S.C. § 112 (written
description)).
Importation: OFS imports the accused coated
ﬁbers.

6
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,
DSM S
DI

Coatings

Technical
Prong
All
Asserted
Patents

Satisﬁed based on claim 21 of the ’508 patent and claims 1-10,
13-15 of the ’103 patent. The ID also concludes that if its
validity ﬁndings as to claims 20 and 22 of the ’508 patent and
claims 1-5, 9, 12-13, 16-22, and 30 ofthe ’659 patent are
reversed, DSM would have also satisﬁed the technical prong as
to those claims.
.

V
Economic
. Prong

I



Satisﬁed based on 19 U.S.C. § 337(a)(3)(A), (B), and/or (C) and
the ’508 and ’l03 patents. The ID also concludes that if its
validity ﬁndings as to claims 20 and 22 of the ’508 patent and
claims 1-5, 9, 12-13, 16-22, and 30 ofthe ’6_59patent are
reversed, DSM would have also satisﬁed the economic prong as
to those claims.

On February 27, 2018, OUII ﬁled a petition for review of the ID, and on February 28,
2018, DSM, MUV, and OFS each ﬁled petitions for review. On March 8, 2018, the parties
ﬁled respective responses to those petitions.“

II.

p

ISSUES UNDER REVIEW

On April 16, 2018, the Commission determined to review whether claim 21 of the ’508
patent and claims 1-10 and 13-15 of the ’103 patent are invalid for lack of written description.

Notice of Commission Determination to Review in Part a Final Initial Determination Finding a
Violation of Section 337; Extension of Target Date (Apr. 16, 2018). On review, the

‘

Commission. has determined to reverse the ID’s conclusion that those claims are not invalid.

The Commission also determined to review whether claim 30 of the’659 patent and claims 1-8,
11, 15, and 18-19 of the ’508 patent are invalid for lack of written description. On review, the

4 OUII’s petition for review and petition response are cited herein as “OUII Pet.” and “OUII
Resp.,” respectively; DSM’s petition for review and petition responses are cited herein as
“DSM Pet.,” “DSM Resp. to MUV Pet.,” and “DSM Resp. to OFS Pet.,” respectively; MUV’s
petition forreview and petition response are cited herein as “MUV Pet.” and “MUV Resp.,”
respectively; and OFS’s petition for review and responses are cited herein as “OFS Pet.,” OFS
Resp. to OUII Pet,” and “OFS Resp. to DSM Pet,” respectively.
7
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Commission has determined to affirm the ID’s conclusion that those claims are invalid based
upon modiﬁed reasoning.

'

The Commission additionally detennined to review whether respondent OFS imports
respondent MUV’s accused KS 1-043/O48coating. On review, the Commission has determined

to ﬁnd that OFS imports that coating. The Commission further detennined to review whether
claims 1-8, 11, 15, 18-19, and 21 ofthe ’508 patent and claims 1-10 and 13-15 ofthe ’103

patent are invalid for lack of enablement. On review, the Commission has determined to take
no position as to these issues. Finally, the Commission determined to review whether the

accused products infringe the ’508, ’l03, and ’659 patents; and whether the technical and

economic prongs of the domestic industry requirement have been met for the ’508, ’103, and
’659 patents. Given the Commission’s ultimate conclusion that the above claims are invalid, we
do not reach these issues.

3-



These determinations result in a ﬁnding of no violation of Section 337. The

Commission adopts the ID to the extent that it does not conﬂict with this opinion or to the
extent that it is not expressly addressed in this opinion.

A.

Whether Claim 21 0f the ’508 Patent and Claims 1-10 and 13-15 of the ’103 Patent
Are Invalid for Lack of Written Description
u“MUVpetitioned the ID’s conclusion that claim 21 of the ’508 patent and claims 1-10

and 13-15 of the ’103 patent are not invalid for lack of written description support. ID at 228.

On review, the Commission has determined to reverse the ID.
35 .U.S.C. § 112 declares, “The speciﬁcation shall contain a written description of the

invention, and of the manner and process of making and using it, in such full, clear, concise, and
exact tenns as to enable any person skilled in the art to which it pertains, or with which it is
most nearly connected, to make and use the same. . . .” “[T]his statutory language mandates
I
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satisfaction of two separate and independent requirements: an-applicant must both describe the
claimed invention adequately and enable its reproduction and use.” Amgen Inc. v. Hoechst
Marion Roussel, Ina, 314 F.3d 1313, 1330 (Fed. Cir. 2003) (citing Vas-Cath Inc. v. Mahurkar,

935 F.2d 1555, 1563 (Fed. Cir. 1991)). The purpose of the written description requirement is to

“ensure that the scope of the right to exclude, as set forth in the claims, does not overreach the

scope of the inventor’s contribution to the ﬁeld of art as described in the patent speciﬁcation.”
'

1

Univ. Q/‘Rochester v. G.D. Searle & C0., 358 F.3d 916, 920 (Fed. Cir. 2004). It is part ofthe

quid pro quo of the patent grant and ensures that the public receives a meaningful disclosure in
exchange for being excluded from practicing an invention for a period of time. See Enzo
Biochem, Inc. v. Gen-Probe Inc., 323 F.3d 956, 970 (Fed. Cir. 2002).

To comply with the written description requirement, a patent applicant must “convey
with reasonable clarity to those skilled in the art that, as of the ﬁling date sought, he or she was
in possession of the [claimed] invention.” Vas-Cath, 935 F.2d at 1563-64 (emphasis omitted).

The test for written description “requires an objective inquiry into the four corners of the

speciﬁcation from the perspective of a person of ordinary skill in the art.” Ariad Pharm., Inc. v.
Eli Lilly & C0., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en bane). “[T]he applicant [for a patent]

may employ ‘such descriptive means as Words, structures, ﬁgures, diagrams, formulas, etc., that

fully set forth the claimed invention.” In re Skvorecz, 580 F.3d 1262, 1269 (Fed. Cir. 2009)
(citing In re Alton, 76 F.3d 1168, 1172 (Fed. Cir. 1996)); see also Enzo Biochem, 323 F.3d at

964 (declaring that the written description may also be met by other “sufﬁciently detailed,
relevant identifying characteristics,” such as “physical and/or chemical properties, functional

characteristics when coupled with a known or disclosed correlation between function and

structure, or some combination of such characteristics”) (emphasisomitted)). Compliance with

9
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the written description requirement is a question of fact, and in order to overcome the

presumption of validity, a party must set forth clear and convincing evidence. Centocor Ortho
Biotech, Inc. v. Abbott Laban, 636 F.3d 1341, 1347 (Fed. Cir. 2011).

The determination of whether a “patent complies with the written description
requirement will necessarily vary depending on the context.” Ariad, 598 F.3d at 1351 (citing
Capon v. Eshhar, 418 F.3d 1349, 1357-58 (Fed.Cir.2005)).

Speciﬁcally, the level of detail required to satisfy the written description
requirement varies depending on the nature and scope of the claims and
on the complexity and predictability of the relevant technology. [Cap0n,
418 F.3d at 1357-58]. For generic claims, Wehave set forth a number of
factors for evaluating the adequacy of the disclosure, including “the
existing knowledge in the particular ﬁeld, the extent and content of the
prior art, the maturity of the science or technology, [and] the
predictability of the aspect at issue.” 1d. at 1359.
'

Id. For example, “[t]he character and amount of evidence needed may vary, depending on
whether the alleged operation described in the application appears to accord with or to

contravene established scientiﬁc principles or to depend upon principles alleged but not
generally recognized.” In re Chilowsky, 229 F.2d 457, 462 (C.C.P.A. 1956).

There are no “bright-line rules governing, for example, the number of species that must
be disclosed to describe a genus claim, as this number necessarily changes with each invention,

and it changes with progress in a ﬁeld,” but the speciﬁcation must demonstrate that the
inventors were in possession of the full scope of the invention that is claimed. Ariad, 598 F.3d
at 1351-52._To satisfy the written description requirement, a claim directed to a genus must

allow of person of ordinary skill in the art to “visualize or recognize” the members of the
claimed genus. Id. at 1350. “[W]hen a genus is claimed but the speciﬁcation only describes a

part of that genus[,] that is insufficient to constitute a description of the genus.” AbbVie
Deulschland GmbH& C0., KG v. Janssen Biotech, Ina, 759 F.3d 1285, 1299 (Fed. Cir. 2014).
10
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The written description requirement is not satisﬁed when the patentee “merely draws a

fcnce around the outer limits of a purported genus” without providing a supporting disclosure,
Ariad, 598 F.3d at 1350; or by a “mere wish or plan for obtaining [a] claimed chemical
invention.” Regents ofthe Univ. 0fCalif v. Eli Lilly & C0., 119 F.3d 1559, 1566 (Fed. Cir.

1997) (citing Fiers v. Revel, 984 F.2d 1164, 1171 (Fed.Cir.l993)). “The written description

requirement prohibits a patentee from leaving the industry to complete an unﬁnished invention.
Novozymes A/S v. DuPont Nutrition Biosciences APS, 723 F.3d 1336, 1350 (Fed. Cir. 2013)

(internal quotations and citations omitted).
Claims 1-10 and 13-15 ofthe ’103 patent and claim 21 ofthe ’508 patent are directed to

inner primary coating compositions for optical ﬁbers having certain physical properties. Claim
1 of the ’103 patent, the sole independent claim, is reproduced below.

1. An inner primary coating composition having:

(a) an in-situ modulus (after cure) of less than 0.6 MPa;

(b) a cure dose to attain 95% of the maximum attainable modulus of less
than 0.65 I/cm2; and

‘

(c) a modulus retention ratio (after cure) of at least 0.6 after hydrolytic
aging; wherein said composition comprises:
_

(i) 20-98 wt. % relative to the total weight of the composition of a
radiation curable urethane (meth)acrylate oligomers having
polyether polyol backbone;

5The claim term “oligomer” -wasconstrued in the context of all asserted patents to mean
“molecules composed of repeating structural units, wherein the molecules must include
acrylate or methacrylate.” See Order No. 17, Appendix A at 23-24, 35-36 (May 10, 2017).

11
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(ii) O-80%wt. % relative to the total weight of the composition of
one or more reactive diluents;6

(iii) 0.1-20 wt. % relative to the total weight of the composition of
one or more photoinitiators; and
(iv) O-5wt. % relative to the total weight of the composition of
additives.

JX-0003 at 13:14-32. This claim includes three physical property limitations (i.e., limitations
(a), (b), and (c))7 and four chemical compositional limitations (i.e., limitations (i) through (iv).

Claim 21 of the ’508 patent (and claim 20, from which it depends) are reproduced
below.

20. An inner primary coating composition having:
(a) an in-situ modulus (after cure) of less than 0.6 MPa;
i

(b) a cure dose to attain 95% of the maximum attainable modulus
ofless than 0.65 J/cmz; and

(c) a modulus retention ratio (after cure) of at least 0.6 after
hydrolytic aging.

'_

21. The composition of claim 20, wherein said composition
comprises a radiation-curable oligomer selected from the group
consisting of:

.,

6 The parties agreed that the term “reactive diluents” means “polymerizable vinyl or acrylate
monomers.” See Order No. 17 at 7, Appendix A at 44.

7DSM asserts, as to each asserted patent, that the 1D errs in considering these limitations to be
functional limitations. See, e.g., DSM Resp. to MUV Pet. at 9-10; DSM Pet. at 15 n.2
(addressing the ’659 patent). We are not convinced, however, that the nature of these
disputed limitations, whether they are physical properties or functional, is meaningful as to the
outcome of this ease. There are no “bright-line rules” governing the written description
requirement. Ariad, 598 F.3d at 1351-52 (citing and comparing Eli Lilly, 119 F.3d at 1567,
with In re Wallach, 378 F.3d 1330, 1334 (Fed.Cir.2004)). As explained in this opinion, in
light of the record Weﬁnd that the disclosures for the asserted patents do not show that the
inventors were in possession of the full scope of the claimed inventions.
12
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(i) radiation-curable oligomers having a backbone derived from
one or more polyether polyols; and

(ii) radiation-curable oligomers having a backbone derived from
one or more polyether polyols in combination with one or
more polyester polyols.
JX-0001 at 13:1-14:3. Claim 21 also includes, through dependency on claim 20, three physical
property limitations (i.e., limitations 20(a), (b), and (c)) and one chemical compositional

limitation (i.e., limitation 2l(i) / (ii)).
Respondents have set forth clear and convincing evidence that claims 1-10 and 13-15 of
the ’103 patent and claim 21 of the ’508 patent lack adequate written description support under
§ 112‘. Looking at the claim language itself, these claims are directed to a broad genera of

coating compositions that exhibit certain physical attributes —i.e., exhibit in-situ modulus, cure

dose, and modulus retention ratio properties. The claims contain compositional limitations that
broadly recite the chemical families to be used in the claimed coating compositions. However,

the record indicates that the compositional limitations are so broad that they fail to place any
meaningful limit on the scope of the claims. Tr. 1144:1-11, 1157:1-8. For example, claim 1 of
the ’103 patent includes Wide Weight percentage ranges for the four chemical families:

oligomer (20-98 wt. %), reactive diluent (O-80wt. %), photoinitiators (0.1-20 wt. %), and

additives (0-5 wt. %). Claim 21 of the ’5()8patent does not even limit the weight percentage of

oligomer (or any chemical type). Additionally, each of these generic chemical compositional
limitation can be met by a wide variety of different chemical species. See, e.g., JX-0001 at

3:32-5:17; Tr. at 114815-l146:l8, 1l47:ll-1152:2O, 115519-21,13l3:3-13l4:2, l7l3:2-15,
1714:13-16 ((dec1aring, e.g., that “oligomers could come from a huge - - a broad family of base

chemicals”; that as to the polyether polyol limitation, “any two polyols can be reacted together
to make a polyether polyol,” so that limitation is “Wideopen”; that polyester polyols are “a
13
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broad family of building blocks”; that there are “hundreds of choices” for reactive diluents; that

there are various classes of photoinitiators; and that “there’s a functionally broad range of

additives”); RX-21880008-14; RDX-0004.28.
Despite the breadth of the claims, the speciﬁcation fails to provide guidance on how to
choose from among all of the possible chemical components to form a primary coating that will
meet the physical properties claimed. Tr. 1154:8-l l . DSM argues that, in assessing the

adequacy of the disclosure as to the asserted claims, an important aspect to consider is that each

of the claimed physical property limitations must exist simultaneously, which DSM .views as
signiﬁcantly narrowing the scope of the claims. See, e.g., DSM Pet. at 17 (arguing that Mr.

Overton misapprehends the physical property limitations by not considering the simultaneous

presence of two different physical properties); 26-28 (arguing that the ALJ failed to consider the

“interplay between all the limitations of the claims at issue which properly deﬁne the narrow
scope of the claim”). We agree. Thus, one important aspect of the invention is the

simultaneous presence of each of the claimed physical property limitations, and the

unpredictability of that aspect, discussed below, is relevant for the Commission to consider in
evaluating the adequacy of the written description.
However, we also agree with MUV that the record shows the unpredictability of
obtaining a primary coating having the relevant physical properties simultaneously present. See
Ariad, 598 F.3d at 1351. Regarding that simultaneous presence, Respondents’ expert witness,
Mr. Overtong, testiﬁed as follows at the evidentiary hearing.

8The ID ﬁnds the overall testimony of Mr. Overton, the only expert in this investigation who
has actually formulated primary coating compositions, to be “reliab[le] and credib[le].” ID at
149 n.67.
14
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Q Now, how would you characterize the complexity of the claimed
invention [of the Cure Dose Patents], then?
A It’s complex, yes.
Q And why?

A Well, you -- it’s not straightforward at all to change any one of the
components of a coating formulation when you are attempting to achieve
a certain properly and achieve that property without ruining others.
There’s -- everything must always be tested, and it must be formulated,
compounded, tested and then examined to see what’s next, because we
will not arrive at the answer with one round of experiments.
Q Okay. S0 with regard to the technology in the cure dose pa-tents,do
you think that is a predictable ﬁeld of technology?

A Only in the most general sense. Again, it may be known in a general
way that using one kind of oligomer versus another kind of oligomer will
result in a change of modulus. But all the other parameters that might
change have to be thoroughly investigated. And always, there are
adjustments that have to be made with rounds of designed experiments.
Tr. at ll43:1-22 (emphasis added), 1141:20-1 142125. -Mr.Overton further asserts that that Cure

Dose Patents themselves do not remedy that unpredictability:

Q Now, in your expert opinion, was thereany known or disclosed
correlation between the claimed combination ofphysical properties in
claim 20 and the primary coating compositions needed to obtain them?
A

No.

Tr. at ll52:2l-25

~

(emphasis added).

_



DSM argues that “the chemistry of formulating coating compositions based on acrylate
1

oligomers was well-known and fairly predictable.” DSM Resp. to MUV Pet. at 12; see also id.
l

at 12-16. DSM further argues that “the claimed physical properties varyin known ways with
underlying structural features of the optical ﬁber coating.” Id. at 12. DSM points out, for

example, that it was known that “modulus” is “essentially proportional to cross-linking

density”; that the “molecular weight of the oligomer ‘can be selected to achieve the desired
Viscosity, modulus, solvent resistance, oxidative stability, and other important prope1ties”’; that
15
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“reactive diluents ‘function to adjust the mechanical properties and crosslink density of the
compositions,’ and that ‘diluents with long chain alkyl groups also tend to soften the

composition”; and that the “disclosure within the Cure Dose Patents teaches that
‘[m]ultifunctional diluents like trimethylolpropane triacrylate can increase cure speed and
crosslink density.”’ Id. at 12-14. However, DSM’s evidence does not directly address Mr.

Overlon’s point that whether certain physical properties of a coating will remain when others
are changed is unpredictable. Tr. at 1143:1-22. Mr. van Eekelen, an inventor on the Cure Dose

Patents, acknowledged this unpredictability. He testiﬁed that it took DSM years to develop a

primary coating composition that practiced all of the elements of the claims—even though he
said they “knew exactly where to go.” Tr. at l35:l2-136:2, 154:8-155:8. He also testiﬁed that
it gave them “quite some headache” because the claimed physical characteristics were “in
conﬂict” with each other. Id. . Mr. van Eekelen’s testimony is thus consistent with Mr.

Overton’s statement that the amount of experimentation required to arrive at the invention
having the properties of claim 21 was “i1nlimited.” Tr. l154:8-l l.

,

_

Despite the unpredictability and claim breadth discussed above, the speciﬁcation

provides little in the way of a supporting disclosure, including Working examples. As to claim
breadth, c_laim1-of the ’103 patent includes wide weight percentage ranges for the four

chemical families: oligomer (20-98 wt. %), reactive diluent (0-80 Wt.%), photoinitiators (0.1
20 wt. %), and additives (0-5 wt. %). Claim 21 of the ‘S08 patent does not even limit the

weight percentage of oligomer (or any chemical type). As to working examples and claim 21 of
the ’508 patent and claims 1-10 and 13 of the ’103 patent, the speciﬁcation provides, at most,
only two Working examples (examples 4 and 7) of the claimed invention. See, e.g., JX-0001 at
Table 2; Tr. at ll53:l-8,

115619-11, 1157122-24, 1731:21-1732114. There are no working
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examples of claims 14-15 of the ’l03 patent. Tr. at 1733:2-12, 1l69:20-24. Further, the two

working examples provided in the speciﬁcation have similar compositions and describe a very
narrow range of primary coating compositions that are not representative of each widely variant
genus covered by claim 21 of the ’508 patent and claims 1-10 and 13 of the “I03 patent. For

example, both of the working examples use the same oligomer (i.e., “Oligomer 1”) in
essentially the same amount (i.e., 74.1 wt. % and 70.6 wt. %), which is nowhere near the lower
limit of 20 wt. % or the upper limit of 98 wt. %. See, e.g., JX-0001 at Table 2 (examples 4 and

7) (reproduced below).
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Both working examples of the compositions of claim 21 of the ’508 patent and claims 1
10 and 103of the ’103 patent use essentially the same amount of reactive diluent (i.e., 20 wt. %

and 23.5 wt. %), which is nowhere near the lower limit of 0 wt. % or the upper limit of 80
wt. %. Id. Both use the same two photoinitiators in the same amounts (1.3 wt. %_and 1.8

wt. %, respectively, for a total of 3.1 wt. %), which is nowhere near the lower limit of 0.1 wt. %

or the upper limit of 20 wt. % of photoinitiator. Id. And both use basically the same additives
in the same amounts (2.8 wt. %), which is nowhere near the lower limit of Owt. % or the upper

limit of 5 Wt.%. Id. There are no working examples of a primary coating composition that

contain only approximately 20 wt. % of an oligomer and/or approximately 80 wt. % of reactive
diluents. E.g., JX-0001 at Table 2. Similarly, there are no working examples that are

representative of a primary coating composition containing only 0.1 wt. % of photo initiator
and/or 0 Wt. % of additive. Id.

0

'

'

Moreover, both working examples also have very similar physical properties. For
example, the in-situ moduli of the working examples are 0.54 and 0.59 MPa, respe'ctively;‘the

cure doses to obtain 95%iof the maximum attainable modulus of the working examples are 0.51
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and 0.4-0.5 J/cmz, respectively; and the modulus retention ratios of the two working examples
are 0.64 and 0.80, respectively. Id.

1

Furthermore, as Mr. Overton explained, a person of ordinary skill in the art would

understand that the inventors needed the additives and photoinitiators in the two working
examples to achieve the claimed combination of physical properties. Tr. at ll4i5:6-24, 1150:13
1152:6, 1l53:20-1 154115. Yet the claims cover compositions that, unlike the two working

examples, have no additives and use as little as 0.1 wt. % of photoinitiator, but still have a high

modulus retention ratio and a fast cure speed. Id. Claim 21 of the ’508 patent does not even

limit the claims by requiring additives or photoinitiators. JX-0001 at 13:1-14:3. As Mr.

Overton testiﬁed, this makes no sense and is probably not even possible. Id.

DSM argues that MUV incorrectly discounts the value of other examples (both those
that are allegedly working examples and those that are non-working examples) in the
speciﬁcation of the Cure Dose‘Patents. DSM Resp. to MUV Pet. at 21 (citing Tr. at 1688:16

l689:5). DSM asserts that, as “Dr. Bowman testiﬁed, because they lie near the outer boundaries
of the claims’ scope, they provide valuable guidance to a person of ordinary skill to visualize
the species falling within the claims’ scope.” Id. However, even these examples that are

allegedly just outside the outer boundaries of the relevant claims’ scope are nowhere near the

outer boundaries of the claimed compositional ranges. For example, in terms of oligomer,
examples 1-3, 5, and 6 go only as low as 66 Wt.%, which is still nowhere near the lower

boundary of 20 wt. %. See IX-0001 at Table 2. And, even the non-working examples go only
as low as approximately 52 wt. %.- See JX-0001 at Table 1. Thus, Respondents have shown

that DSM “merely dr[ew] a fence around the outer limits of a purported genus,” without

19
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providing a supporting disclosure, /triad, 598 F.3d at 1350, and/or merely “provided a wish or
plan for obtaining the claimed chemical invention.” Eli Lilly, 119 F.3d at 1566.

DSM argues that, because the claims include physical properties limitations’and

chemical compositional limitations that limit the oligomers to the common structural features of

certain classes of polymeric backbones, the claims satisfy the written description requirement.
DSM Resp. at 7-1 1. However, as discussed above, the evidence, including the four corners of

the speciﬁcation, shows that the physical property limitations are merely the drawing of a line
around certain desirable traits or properties. Ariad, 598 F.3d at 1350-51 (declaring that the test

for written description “requires an objective inquiry into the four comers of the speciﬁcation

from the perspective of a person of ordinary skill in the art,” and that the written description
requirement is not satisﬁed when the patentee “merely draws a fence around the outer limits of
a purported genus”). And, as to the common backbone, any ability that a person of ordinary
skill in the art may have to “visualize or recognize” the members of the claimed genera is

greatly outweighed by the clear and convincing evidence discussed above showing a lack of
written description. See Cenlocor, 636 F.3d at 1347 (declaring that the written description

requirement is a question of fact, and in order to overcome the presumption of validity, a party
must set forth clear and convincing evidence); Ariad, 598 F.3d at 1350 (declaring that to satisfy

the written description requirement, a claim directed to a genus must allow a person of ordinary
skill in the art to “visualize or recognize” the members of the claimed genus).



Considering the evidence as a whole, we ﬁnd that the aspect of the claimed invention

wherein the claimed compositions simultaneously contain different physical property limitations
is unpredictable. This unpredictability, together with the exceedingly broad scope of the claims
and the limited disclosure in the speciﬁcation, supports a ﬁnding that the patents fail to convey
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_

possession of the full scope of the claimed invention. See Ariad, 598 F.3d at 1358. We

therefore ﬁnd that Respondents have shown by clear and convincing evidence that these claims
lack the written description required by § 112. See, e.g., Abb Vie, 759 F.3d at 1299 (“[W]hen a

genus is claimed but the speciﬁcation only describes a part of that genus[,] that is insufficient to
constitute a description of the genus”); Boston Sci. Corp. v. Johnson & Johnson, 647 F.3d
1353, 1364 (Fed. Cir. 2011) (declaring that “examples are not always required toisatisfy the

written description requirement,” but the “lack of any disclosure of examples may be considered
when detennining whether the claimed invention is adequately described”).

B.

Whether claims 1-8, 11, 15, and 18-19 of the ’508 Patent are Invalid for Lack of
Written Description
_
DSM petitioned the ID’s conclusion that claims 1-8, 11, 15, and 18-19 of the ’508 patent

are invalid for lack of written description. On review, the Commission has determined to affirm
the ID, but provides its own reasoning.

_

Claims 1-8, 11, 15, and 18-19 of the ’508 patent are directed to coated optical ﬁbers

having certain physical properties. Claim 1 of the ’508 patent, the sole independent claim at
issue, is reproduced below.
1. A coated optical ﬁber comprising:

(i) an optical ﬁber;
(ii) a primary coating; and
(iii) a secondary coating;

wherein
(a) said coated optical ﬁber has an attenuation increase of less
than 0.650 dB/km at 1550 nm;
(b) said primary coating has a modulus retention ratio after
hydrolytic aging of at least 0.5 and/or a glass transition
temperature (Tg) below -35° C.; and
21
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(c) said primary coating is obtained by curing a primary
coating composition having a cure dose to attain 95%
of the maximum attainable modulus of less than 0.65
J/cm2.

JX-0001 at 12:2-16. This claim includes three physical property limitations (i.e., limitations (a)
(b), and (c)) and three structural limitations (i.e., limitations (i), (ii), and (iii)). The evidence

shows that the claimed attenuation increase correlates with and/or is a rough proxy for in-situ

modulus, a physical property limitation included in the claims discussed in the previous section,
claim 21 ofthe ’508 patent and claims 1-10 and 13-15 ofthe ’l03 patent. JX-0001 at 13:1-14:3
JX-0003 at 13:14-32; Tr. 1677:12-24, 1853122-186418;DSM Pet. at 26. Thus, there is

similarity between the claims addressed in this section and those addressed in the previous
section. Indeed, our analysis is quite similar. Some of the claims that depend on claim 1

provide additional physical property limitations and/or narrower ranges for those physical
property limitations. JX-0001, claims 2-3 and 15. Other asserted dependent claims include
further chemical compositional limitations. Claims 18 and 19 limit the optical ﬁber and the

secondary coating, respectively. The dependent claims are reproduced below.
2. The coated optical ﬁber of claim 1, wherein said primary
coating has an in-situ modulus of less than 0.60 MPa.
3. The coated optical ﬁber of claim 1, wherein said primary
coating has an in-situ modulus of less,than 0.56 MPa.

4. The coated optical ﬁber of claim 1, wherein said attenuation
increase is less than 0.5 dB/km.
5. The coated optical ﬁber of claim 1, wherein said primary
coating composition comprises an ethylenically unsaturated oligomer.
6. The coated optical ﬁber of claim 5, wherein said oligomer is
prepared by reacting the following components:
‘

(1) one or more polyisocyanates;
(2) one or more polyols; and
22
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(3) one or more hydroxyfunctional (meth)acrylates.
7. The coated optical ﬁber of claim 6, wherein said one or more
polyols includes polypropylene glycol.
8. The coated optical ﬁber of claim 6, wherein said one or more
polyols consists essentially of polypropylene glycol.
11. The coated optical ﬁber of claim 6, wherein said one or more
hydroxyfunctional (meth)acrylates includes hydroxyethyl acrylate.
15. The coated optical ﬁber of Claim 1, wherein said cure dose is
below 0.55 J/cmz.
1

18. The coated optical ﬁber of claim 1, wherein said secondary
coating has:

(a) a Tg of at least 40° C.;

(b) a secant modulus of at least 400 MPa; and
(c) an elongation at break of at least 10%.
19. The coated optical ﬁber of claim 1, wherein said an optical
ﬁber is an optical glass ﬁber.

In our view, Respondents have set forth clear and convincing evidence that these claims
lack adequate written description support under § 112. Like claim 21 of the ’508 patent and
claims 1-10 and 13-15 ofthe ’l03 patent, claims 1-8, 11, 15, and 18-19 ofthe ’508 patent are

also each directed to a genus. DSM argues that the use of “primary coating” in these claims
implies in the context of the ’508 patent’s disclosure that the coating comprises oligomers,

_

reactive diluents, photoinitiators, and additives. DSM Pet. at 29. Yet, even if DSM is correct,
those claims would each still be directed to a genus at least for the reasons noted above for
claim 21 of the ’508 patent and claims 1-10 and 13-15 of the ’103 patent. And, even the

.

dependent claims including express chemical compositional limitations (claims 5-8 and ll) are
directed to genera. For example, claim 6 recites,

6. The coated optical ﬁber of claim 5, wherein said oligomer is
prepared by reacting the following components:
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(1) one or more polyisocyanates;
(2) one or more polyols; and

(3) one or more hydroxyfunctional (meth)acrylates.

Thus, in claim 6, one component of the primary composition, the oligomer, is formed
from three different classes of materials, each of which includes different species. See, e.g., Tr.

1152:7-16 (declaring that “we still have dozens of isocyanates, hundreds of polyols that can be
used”); Tr. 1160-:1-1 1 (“[W]e’ve still got the isocyanates and the hydroxyl functional acrylates,

the broad families there.”). Dependent claims 7, 8, and 11 limit at most one of those three

classes of materials; thus, at least two of those classes are generic in each of those claims. JX
0001, at claim 7 (limiting only the “one or more polyols” to include “polypropylene glycol”);

JX-0001, at claim 8 (limiting only the “one or more polyols” to “c0nsist[ ] essentially of
polypropylene glycol”); JX-0001, at claim 11 (limiting only the “one or more hydroxyfunctional

(meth)acrylates” to include “hydroxyelthyl acrylate”). Accordingly, all of the relevant claims
are directed to a genera of coated optical ﬁbers.
Like claim 21 of the ’508 patent and claims 1-10 and -13-15of the ’103 patent discussed

above, an important aspect of the inventions of claims 1-8, 11, 15, and 18-19 of the ’508 patent

is that the claimed physical property limitations exist simultaneously, and the evidence shows

that obtaining a primary coating having the simultaneous presence of the several physical
property limitations contained in claims 1-8, 11, 15, and 18-19 of the ’508 patent is
unpredictable. See, e.g., Tr. at 114331-22, 1141:20-1 142:25, 1152121-25. This unpredictability,

coupled with the limited disclosure in the written description, supports a ﬁnding that claims 1-8,
11, 15, and 18-19 of the ’508 patent lack sufﬁcient written description support. See Ariad, 598
F.3d at 1358.

"
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Similar to the discussion in the preceding section, the written description fails to provide

guidance on how to choose from the universe of possible components to achieve coatings with
the claimed physical properties. See, e.g., Tr. at 1152121-25, 115418-11. In terms of working

examples, the speciﬁcation provides at most four similar working examples, which are not 7

representative of the breadth of each claimed genus. For example, the speciﬁcation provides
extremely broad weight percentage ranges for the chemical components that the inventors
described as comprising the primary coatings. The speciﬁcation states that “[t]he primary

coating composition of the present invention generally comprises” (A) 20-98% by wt. of at least
one oligomer having a molecular weight of about 1000 or higher; (B) 0-80% by wt. of one or
more reactive diluents; (C) 0.1-20% by Wt. of one or more photoinitiators; and (D) 0-5% by wt.
of additives. See e.g., JX—OO01
at 3:11-23. And, each of these working examples has strikingly

similar compositions. For example, working examples 1, 4, 5, and 7 comprise oligomer in

amounts of 66.15, 74.10, 66.4, and 70.60

%, respectively. These weight percentages are

nowhere near the lower limit of 20 wt. % or the upper limit of 98 wt. %. See JX-0001 at Table
2. Working examples 1, 4, 5, and 7 comprise photoinitiators in the total amounts of 3.3, 3.1,

3.3, and 3.1 wt. %, respectively. Id. These weight percentages are nowhere near the lower limit
of 0.1 wt. % or the upper limit of 20 wt. %. Id. And, again, the working examples have similar

physical properties. Id. Furthermore, photoinitiators are needed in the working examples to

achieve, for example, a high cure speed, Tr. at l145:6-24, l150:13-1 152:6, l153:20-1154:15,
yet the claims cover compositions that, unlike the working examples, use as little as 0.1 wt. %

of photoinitiator, but still have the claimed combination of physical properties. Id Dependent
claims 2-8, 11, 15, and 18-19, althoughnarrower in other aspects, are not narrower in this

important aspect. Accordingly, those claims are exceedingly broad for these same reasons.
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Given the unpredictability as to important aspects of the claimed inventions, the broad
scope of the claims, and the limited disclosure in the patent, we ﬁnd that Respondents have
shown by clear and convincing evidence that these claims lack the written description support
required by § 112. DSM’s argument regarding the value of the other examples (both those that

are allegedly working examples and those that are non-working examples) in the speciﬁcation
of the Cure Dose Patents is unpersuasive for the same reasons discussed above.

C.

Whether Claim 30 of ’659 patent is Invalid for Lack of Written Description
DSM petitioned the ID’s conclusion that claim 30 of ’659 patent is invalid for lack of

written description. On review, the Commission has determined to afﬁrm the ID and
supplement the ID with the following reasoning.

Claim 30 of ’659 patent is directed to primary coating compositions for optical ﬁbers
having certain physical properties. Claim 30 is reproduced below.
30. Primary coating having an equilibrium modulus, as measured
according to ASTM D5026-95a, of about 1.2 MPa or less and a
. i _
calculated volumetric thennal expansion coefficient (123of 6.85><l0'4K'1
or less, wherein said primary coating is obtained by curing a composition
comprising:

(a) 20-98% by wt. of at least one oligomer having a molecular
weight of 1000 or higher;
(b) O-80%by wt; of one or more reactive diluents;

(c) 0.1-20% by Wt. of one or more photoinitiators; and
.

(d) O-5% by wt. of additives.

This claim includes two physical property limitations in the body of the claim and four
chemical compositional limitations (i.e., limitations (a), (b), (c) and (d)).

Respondents have set forth clear and convincing evidence that claim 30 of the ’659
patent lacks adequate written description support under § l 12. First, as with the claims in the
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Cure Dose Patents, claim 30 the ’659 patent is also directed to a broad genus. And like the Cure

Dose Patents, the compositional limitations fail to place any meaningful limit on the scope of
the claim. For example, the claim is not limited to any particular primary coating material.

'

Thus, factors for the Commission to consider in evaluating the adequacy of the written

description include the predictability of the technology and whether DSM described a sufficient
number of species to properly claim this genus. Ariad, 598 F.3d at 1351.

Similar to the claims in the Cure Does Patents, an important aspect of the invention at

issue is that the claimed physical property limitations must exist simultaneously. And, also as

noted above, the evidence shows that obtaining a primary coating having the simultaneous
presence of different physical property limitations is unpredictable. See Tr. at 1215:5-l4
(declaring that the same unpredictability analysis for the Cure Dose Patents also applies to
the ’659 patent). _Here, the physical properties at issue are the “equilibrium modulus” and the

“calculated volumetric thermal expansion coefficient.” DSM argues, with respect to the ’659
patent, that the “inventors? discovery yielded such predictability of “behaviorthat they described

how coating designers could simply calculate the physical property at issue here using
commercially available software.” DSM Pet. at 10. DSM further argues that the inventors

upended the prevailing classical understanding that those properties were linked, and instead
have taught that “these physical properties are linked to different underlying structural features
of the coating.” Id. at 13.

Yet, merely qualitatively linking the properties at issues to other features of the coating

is not sufﬁcient to establish possession of the full scope of the claimed invention, especially

given the heightened evidentiary requirement when an invention allegedly “contravene[d]
established scientiﬁc principles.” In re Chilowsky, 229 F.2d at 462. For example, the
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speciﬁcationdoes not provide any quantitative guidance as to those relationships. See generally
JX-0004. DSM itself acknowledges the limited effect of the inventors’ contribution to the
predictability in the art: the “teaching of these structure-property correlations upends the

i

classical understanding of optical ﬁber coatings, and allows coating designers, at least to some
extent, to independently manipulate the modulus and thermal expansion coefﬁcient by

controlling the underlying structtual features (network density and cohesive energy density
respectively) of the coating.” DSM Pet. at 14 (emphasis added). Mr. Overton afﬁrmed that

there was no “known or disclosed correlation between the claimed combination of physical
properties and the claimed ranges of chemical components.” Tr. at 1830121-24. The absence of

any working examples in the patent (see below) would appear to belie DSM’s assertion that the

inventors provided predictability to this aspect of the invention.
Furthermore, despite the claim encompassing an extremely broad genus of widely

variant chemical species, the speciﬁcation provides no working examples. For example, the

speciﬁcation provides extremely broad weight percentage ranges for the chemical
compositional limitations: (A) 20-98% by wt. of at least one oligomer having a molecular
weight of about 1000 or higher; (B) 0-80% by wt. of one or more reactive diluents; (C) 0.]-20%
by wt. of one or more photoinitiators; and (D) 0-5% by wt. of additives. E.g., JX-0004 at 11:9
21; Tr. 1145112-1l46.:18",.l 147:1 1-l 152:2() (declaring, e.g., that “oligomers could eome from a

huge - - a broad family of base chemicals,” that there are “hundreds of choices” for reactive

diluents, that there are various classes of photoinitiators, and that “there’s a functionally broad
range of additives); RDX-0004.28.
Given the unpredictability as to important aspects of the claimed inventions, the

_

exceedingly broad scope of the claims, and the limited disclosure, including the fact that there

28

PUBLIC VERSION

are no working examples, Respondents have shown by clear and convincing evidence that these
claims lack the written description required by § 112.

D.

Whether Respondent OFS Imports Respondent MUV’s Accused KS1-043/048
Coating
The Commission determined to review the issue of whether OFS imports MUV’s

accused KS1-043/O48 coating. This issue was not decided in the ID and was petitioned by both

OUII and DSM. On review, the Commission ﬁnds that OFS imports that coating.

DSM has shown by a preponderance of the evidence that OFS imported and used KS1
043, which meets the limitations of claim 21 of the ’508 patent and claims 1~10and 13-15 of the

’103 patent. OFS acknowledged that it imported accused MUV coating compositions:

Provided below are the currently known statistical data on the quantity i
and shipment value of Accused Products imported into the United States
from

.

'

[During this period OFS imported Momentive coating in both Kilogram
and Liter measuresz]
.
[ Liter Amount:
$

9; Value: USD

l

[ Kilogram Amount:

; Value: USD $

]

OFS Response to Complaint at Conﬁdential Ex. 1 (December 20, 2016) (EDIS Doc. ID

598631). Furthermore, the evidence shows that OFS uses the KS1-O43 coating composition for
its coated optical ﬁbers (Tr. at 1428:2-4); that MUV sells KS1-O43 to OFS, (Tr. at 929:2-6;

CX-234C (Purchase Agreement between OFS and MUV)); CX-293C (Amendment No. 5 to

9 This number is as it appears in the response to the complaint. We understand this number to
include a typographical error in the form of an extra “9.” When the extra 9 is removed from
the liter amount, the value in USD of the coating composition in both liters and kilograms is _
‘approximately the same, as we would expect.
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Purchase Agreement between OFS and MUV)); that OFS imports

coating

compositions that are applied domestically to its optical ﬁbers (CX-1426C at 49:22-50: 12); that
OFS does not obtain coating compositions from

OFS received shipments from MUV

(Id.); and that

, and is responsible

for those shipments (CX-266C (showing importation records); Tr. at 931:16-19). This evidence

is sufﬁcient to meet the preponderance of the evidence standard. OFS argues that it is possible

that the imported coating compositions do
use cured

or that all of its offerings that

to optical ﬁbers prior to importation (such that a coating or a

coated optical ﬁber is imported, rather than a coating composition), but the preponderance of
the evidence standard does not require absolute certainty.

E.

Whether Claims 1-8, 11, 15, 18-19, and 21 of the ’508 Patent and Claims 1-10 and
13-15of the ’103Patent are Invalid for Lack of Enablement
On review, the Commission has determined to take no position as to whether claims 1-8,

11, 15, 18-19, and 21 of the ’508 patent and claims 1-10 and 13-15 ofthe ’103 patent are invalid
for lack of enablement. See Beloit Corp. v. Valet Oy, 742 F.2d 1421, 1423 (Fed. Cir. 1984).

F.

Whether the Accused Products Infringe the ’508, ’103, and ’659 Patents; and
Whether the Technical and Economic Prongs of the Domestic Industry
Requirement Have Been Met for the ’508, ’103, and ’659 Patents
,
The Commission detennined to review whether the accused products infringe the ’508,

’103, and ’659 patents; and whether the technical and economic prongs of the domestic industry
requirement have been met for the “S08, ’103, and ’659 patents. Given the Commission’s

ultimate conclusion that those claims are invalid, the Commission has determined not to reach
these issues. See Beloit Corp. v. Valet Oy, 742 F.2d 1421, 1423 (Fed. Cir. 1984). 
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By order of the Commission.

7%
Lisa R. Barton
Secretary to the Commission
Issued: June 7, 2018

_
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INITIAL DETERMINATION FINDING A VIOLATION OF SECTION 337;
EXTENSION OF TARGET DATE
AGENCY:

U.S. International Trade Commission.

ACTION:

Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission (the
"Commission") has determined to review in part the final initial determination (the "ID") issued
by the presiding administrative law judge ("AU") on February 15, 2018, finding a violation of
section 337 of the Tariff Act of 1930, as amended, in connection with certain asserted patents.
The Commission has also determined to extend the target date for the completion of this
investigation from June 18, 2018, to June 25, 2018.
FOR FURTHER INFORMATION CONTACT: Ron Traud, Office of the General Counsel,
U.S. International Trade Commission, 500 E Street SW., Washington, DC 20436, telephone 202205-3427. Copies of non-confidential documents filed in connection with this investigation are
or will be available for inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the
Office of the Secretary, U.S. International Trade Commission, 500 E Street SW., Washington,
DC 20436, telephone 202-205-2000. General information concerning the Commission may also
be obtained by accessing its Internet server at https://www. usitc.gov. The public record for this
investigation may be viewed on the Commission's electronic docket ("EDIS") at
https://edis.usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission's TDD terminal, telephone 202-205-1810.
SUPPLEMENTARY INFORMATION: On December 5, 2016, the Commission instituted this
investigation based on a complaint filed by DSM Desotech, Inc. of Elgin, IL; and DSM IP Assets
B.V. of Heerlen, Netherlands (collectively, "DSM" or "Complainants"). 81 FR 87588-89 (Dec.
5, 2016). The complaint alleges violations of section 337 of the Tariff Act of 1930, as amended,
19 U.S.C. 1337 ("section 337"), based upon the importation into the United States, the sale for
importation, or the sale within the United States after importation of certain UV curable coatings
for optical fibers, coated optical fibers, and products containing same by reason of infringement
of one or more of claims 1-8, 10-15, and 18-22 of U.S. Patent No. 6,961,508 ("the '508 patent");

claims 1-10 and 13-15 of U.S. Patent No. 7,171,103 ("the '103 patent"); claims 2-4,9, 11-12,
and 15 of U.S. Patent No. 7,067,564 ("the '564 patent"); and claims 1-3, 9, 12, 16-18, 21, and 30
of U.S. Patent No. 7,706,659 ("the '659 patent"). Id. The Commission's Notice of Investigation
named as respondents Momentive UV Coatings (Shanghai) Co., Ltd. of Shanghai, China
("MUV"); and OFS Fitel, LLC of Norcross, Georgia ("OFS") (collectively, "Respondents"). Id.
The Office of Unfair Import Investigations ("OUII") was also named as a party in this
investigation. Id.
Prior to the evidentiary hearing, DSM withdrew its allegations as to certain patent claims.
See Order 12 (Apr. 12, 2017), unreviewed, Notice of Commission Determination Not to Review
an Initial Determination Granting Complainants' Unopposed Motion to Terminate this
Investigation with respect to One Patent Claim (May 11, 2017); Order 50 (Aug. 25, 2017),
unreviewed, Notice of Commission Determination Not to Review An Initial Determination
Withdrawing from the Complaint Certain Allegations Regarding U.S. Patent No. 7,067,564
(Sept. 15, 2017). DSM proceeded at the evidentiary hearing on the following patents and claims:
claims 1-8, 11-15, 18-19, 20-21, and 22 of the '508 patent; claims 1-10 and 13-15 of the '103
patent; and claims 1-3, 9, 12, 16-18, 21, and 30 of the '659 patent.
On February 15, 2018, the All issued the ID, which finds only MUV in violation of
section 337, and only as to the '508 and '103 patents. The AUJ recommended that the
Commission issue a limited exclusion order directed to MUV's infringing products. The AUJ
also recommended a bond of forty percent of entered value during the Presidential review period.
See 19 U.S.C. 1337(j)(3).
On February 27-28, 2018, OUII, DSM, MUV, and OFS filed petitions for review of the
ID, and on March 7-8, 2018, the parties filed responses to the petitions. On March 19, 2018, the
private parties filed statements on the public interest. The Commission also received comments
on the public interest from members of the public.
Having examined the record in this investigation, including the ID, the petitions for
review, and the responses thereto, the Commission has determined to review the ID in part. In
particular, the Commission has determined to review the following:
(1)
Whether respondent OFS imports respondent MUV's accused
KS1-043/048 coating.
(2)
Whether claim 30 of '659 patent is invalid for lack of written
description.
(3)
Whether claims 1-8, 11, 15, and 18-19 of the '508 patent are
invalid for lack of written description and enablement.
Whether claim 21 of the '508 patent and claims 1-10 and 13-15 of
(4)
the '103 patent are invalid for lack of written description and enablement.
Whether the accused products infringe the '508, '103, and '659
(5)
patents.

2

(6)
Whether the technical and economic prongs of the domestic
industry requirement have been met for the '508, '103, and '659 patents.
The Commission has determined to not review the remainder of the ID. The Commission does
not request any briefing at this time.
This action is taken under the authority of section 337 of the Tariff Act of 1930, as
amended (19 U.S.C. 1337), and in part 210 of the Commission's Rules of Practice and Procedure
(19 CFR part 210).
By order of the Commission.

Lisa R. Barton
Secretary to the Commission
Issued: April 16, 2018
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN UV CURABLE COATINGS

1nv_N0_337_TA_1()31

FOR OPTICAL FIBERS, COATED
OPTICAL FIBERS, AND PRODUCTS
CONTAINING SAME

CORRECTED
ORDER NO. 32?

INITIAL DETERMINATION GRANTING RESPONDENT
MUV’s MOTION FOR SUMMARY DETERMINATION
THAT COATINGS [
1AND [
1no NOT
INFRINGE U.S. PATENT N0. 7,067,564 [MOTION
DOCKET NO. 1031-027]
(July 7, 2017)

I.

INTRODUCTION
On May 22, 2017, pursuant to Commission Rule 210.18 and Ground Rule 2, Respondent

Momentive UV Coatings (Shanghai). Co., Ltd. (“MUV”), ﬁled a motion for summary
determination (“Motion”) that MUV’s accused coatings [

] and [

] do not

infringe the asserted claims 2-4, 9, 11, 12 and 15 ofU.S. Patent N0. 7,067,564 (“the ’564

patent”) because they do not contain at least “two oligomers” as required by that patent. (Motion
Docket No. 031-027; Mot. at 1; Memorandum (“Mem.”) at 1-2; Statement of Undisputed
Material Facts (“SUMF”).).2 On June 1, 2017, Complainants DSM Desotech, Inc. and DSM IP

1The caption of Order no. 32, as originally ﬁled (Doc. ID No. 616164), inadvertently included the phrase
“because of indeﬁniteness,” which has been deleted from Corrected Order No. 32.

2MUV certiﬁed pursuant to Ground Rule 2.2 that it consulted with Complainants DSM Desotech, Inc.
and DSM IP Assets B.V. (collectively, “DSM”); Respondent OFS Fitel, LLC (“OPS”); and Commission
Investigative Staff (“Staff”) at least two (2) business days before it ﬁled its Motion in an effort to resolve
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Assets B.V. (collectively, “DSM”) ﬁled their opposition (“Opposition”) to MUV’s Motion.
(Doc. ID N0. 613328; Opp’n at 1.). Commission Investigative Staff (“Staff”) ﬁled a response in

support of the Motion (“Staff Response”) on June 5, 2017. (Doc. ID No. 613438; Staff Resp. at
1.). Respondent OFS Fitel, LLC (“OFS”) did not ﬁle papers.

II.

LEGAL STANDARDS

A.‘

Summary Determination

Summarydetermination under Commission Rule 210.18 is analogous to summary
judgement under Federal Rule of Civil Procedure 56, and may be granted only where the
evidence shows “that there is no genuine issue as to any material fact and that the moving party

is entitled to summary detennination as a matter of law.” See 19 C.F.R. § 210.18(b). The party

moving for summary determination bears the initial burden of establishing that there is an

absence of a genuine issue of material fact and that it is entitled to judgment as a matter of law.
Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986). Even if the moving party meets this burden,

summary determination must be denied where the non-moving patty “set[s] forth speciﬁc facts
showing that there is a genuine issue for trial.”‘ Anderson v. Liberty Lobby, Inc., 477 U.S. 242,

256 (1986) (“Anderson”). Courts must examine all the evidence in the light most favorable to

the non-moving party. Id. at 255. All “justifiable inferences” are to be drawn in the non-moving
party’s favor. Id.

B.

Infringement

Infringement must be proven by a preponderance of the evidence. See, e.g., Cross Med.
Prods, Inc. v. Medtronic Safamor Danek, Inc., 424 F.3d 1293, 1310 (Fed. Cir. 2005).

disputes reﬂected in its Motion. (Mot. at 2.). MUV reported that DSM said it would oppose the Motion,
OFS did not oppose the Motion, and Staff said it would reserve its position until it had an opportunity to
review the Motion and supporting papers. (Id.).
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Determining patent infringement is a two-step process. First, the claims rnust be construed.
Second, the construed claims are compared to the accused product. See, e.g., Tessera, Inc. v. Int’!
Trade Comm ’n, 646 F.3d 1357, 1364 (Fed. Cir. 2011); Adv. Cardiovascular Sys. v. SciMed Ljﬁa

Sys., Inc., 261 F.3d 1329, 1336 (Fed. Cir. 2001). Literal infringement under 35 U.S.C. §271(a)

exists only when each and every element of the claim reads on the accused product. See, e.g.,
Abraxis Bioscience, Inc. v. Mayne Pharma (USA) Corp, 467 F.3d 1370, 1378 (Fed. Cir. 2006);
Allen Eng ’g Corp. v. Bartel] Indus, 299 F.3d 1336, 1345 (Fed. Cir. 2002); Amgen, Inc. v.

Hoﬂfman-La Roche Ltd, 580 F.3d 1340, 1374 (Fed. Cir. 2009).

III.

ISSUE AND SELECTED SUMMARY ARGUMENTS
MUV argues that because each asserted claim of U.S. Patent N0. 7,067,564 (“the ’564

patent”) requires “two oligomers,” accused coatings [
infringe the ’564 patent [

] and [

] cannot literally

] (Mot. at 1.). Staff agrees.

(Staff Resp. at 2 (citing (Mot. at Exs. G, P_l)).).

The Markman Order, Order No. 17, construed the term “oligomer” (both singular and

plural) to mean “molecules composed of repeating structural units, wherein the molecules must
include acrylate or mcthacrylate.” (Order No. 17 at 23-24; 35-36 (May 10, 2017).). However,

MUV notes that the deﬁnition of “oligomers” provided in the Markman Order does not resolve
the meaning of “at least two oligomers.” (Mem. at 5-6.). MUV asserts that Respondents and

Staff proposed as part of their Markman supplemental brieﬁng that “two oligomers” means “at
least two oligomers with different repeating structures, which was not addressed in the
Markman Order. (Id. at 5 (emphasis in original).). MUV notes that the chemical compositions

of the accused products are not in dispute: merely the meaning of the term “at least two
oligomers.” (Id.).

6
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Moreover, MUV explains that [

]

MUV explains that [

] However,

MUV notes that prior to this Investigation, [

3 Figure 2, depicted below as Staff”s depiction of the GPC plot, is the same as MUV’s depiction in its
Memorandum at 9.
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] So, MUV agrees that while the [

"] the claim element requiring “at least one oligomer having a number average

molecular weight of about 1000 or higher,” because [

] MUV also notes that “none of
DSM’s experts provided any opinions that [

_

] contain ‘at least two

oligomers’ under the construction of the phrase proposed by Staff and MUV.” (Id. at ll.).4
Staff notes that the [
] Staff also notes that based on evidence,
the differences [

] Staff notes that
[

] Staff provided the [
] as follows:

4That may be true, but DSM says its experts did apply the plain and ordinary meaning of “two
oligomers.” (Opp’n at 5.). Nonetheless, the patent speciﬁcation dictates meaning; not the experts.
Phillips v. AWH Corp, 415 F.3d 1303 (Fed. Cir. 2005) (en bane). lt appears that DSM’s experts may
have strayed from the context of the patent speciﬁcation.
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Given the information DSM has provided, Staff agrees with MUV that the [

.l

Staff also agrees with MUV that it is undisputed that asserted claims 2-4, 9, 11, 12 a.nd 15

of the ’564 patent all require a composition that includes: “at least two oligomers at least one of
said oligomers having an average molecular Weightthat is at least twice the average molecular

weight of another of said at least two oligomers, at least one oligomer having a ntunber average
molecular weight of about 1000 or higher.” (Id. at 3 (emphasis in original) (citations omitted).)

Staff notes, and it appears to be unrebutted as a genuine dispute, that during prosecution

of the ’564 patent, the patent examiner “repeatedly rejected” DSM’s application claims based on
a prior art reference, U.S. Patent No. 6, 215,934, to Alosio et.al. (“Alosio”). (Id. (citing

Complaint, App. E-Certified File History USP 7,067,564 (“Patent Prosecution File History”),

Page 6 of 13

Public Version

Ofﬁoe Actions ofAug. 11, 2003, March 8, 2004, Oct. 25, 2004, and May 9, 2005); see also

Mem. at 14-20.). After the disallowance of the claims by the patent examiner, DSM ﬁnally

amended the application regarding claim 2 to incorporate the “two oligomer” subject matter of
dependent claim 26, as well as a new application claim 33 (Which issued as claim 15 of the ’564

patent) with the same “at least two oligomer” limitation. (Id. at 4 (citing ’564 Patent Prosecution

File History, Amendment and Response, Aug. 9, 2005).). As a result of DSM’s amendments, the

patent examiner allowed the “twooligomer” patent claims. (Id. (citing Notice of Allowance,
Nov. 22, 2005 (other citations omittcd).). Staff contends that DSM is relying “entirely” on the
[

.

] As Staff interprets the referenced [
] but

there is no support in the ’564 patent speciﬁcation [
] Alternatively, as MUV expresses the

issue: the claim language implies that the difference between two oligomers contained in the
’564 patent at 14:5-11 means “more than just the variation in chain length and associated
molecular weight of the oligomer molecules.” (Mem. at 16; see generally id. at 14-20.).

MUV also notes that DSM made representations to the European Patent Ofﬁce that the .

’564 patent discloses compositions “contain[ing] only one oligorner” and that “[t]he commercial
coating used for example 1 does not contain at least two oligomers with a different molecular
weight.” (Mem. at 22-23 (citing RXM-0004 at 7:4-9; 8:24-25; SUMF at 1132).).

MUV and Staff agree that the patent speciﬁcation suggests that if one of the chemicals,
that is an oligomer with a deﬁned identity and repeating unit structure, were to be selected from
the list DSM submitted that is reproduced as Ex. 1 to MUV’s Motion, that would be one

i

‘
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oligomer; and if two of the listed oligomers (that is two (2) chemicals) were to be selected, that
would be two oligomers. (See Mem. at 17 (citing Staffs Suppl. Markman Br.'at 6-7, Doc. ID
No. 609331 (April 21, 2017)); See also id. at 5-8, 9 n.5.).

Staff argued in its Supplemental Markman Brief that she did not think there was one
deﬁnition of “two oligomers” that would resolve the parties’ dispute. (See Staff Suppl. Markman
Br. at 9 n.5.). However, Staff also noted in her Supplemental Markman Brief that given the history
of the ’564 patent, (which she describes again in the her Staff Response), that DSM should not be
allowed to “read out the two oligomer limitations in claims 2 and 15” of the ’564 patent and have

those claims cover compositions that, like Alosio, use only one oligomer in combination with
reactive monomer diluents. (Id. at 9.). Accordingly, the Staff submits that the “at least two
oligomers” limitation in claims 2 and 15 of the ’564 patent requires “at least two oligomers with
different repeating unit structure.” (Id.). Staff makes the same argument here.

_

DSM’s position is that claim construction is complete, and therefore, the Investigation is

at the second stage of claim construction, that is whether the ’564 patent’s properly construed
claims read on [

] and [

] which are issues of fact. (Opp’n at 2.). DSM also

takes the position that the Markman Order deliberately did not construe the term “at least two
oligomers.” (Id. at 6.). DSM contends that while Respondents’ expert, Mr. Overton, never

applied the court’s construction in his infringement opinions, DSM’s experts Dr. Bowman and
Dr. Sancaktar did, and that creates a dispute. (Id. at 5.).

'

However, DSM appears to equate the deﬁnition that MUV originally proposed for “at 1

least two oligomers” to include “of a certain type” to be the same as “different repeating unit

structure” and because the Markman Order rejected the former, it necessarily rejected the latter.
(Id. at 7 (citations omitted).). DSM would give the tenn “at least two oligomers” its plain and
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ordinary meaning that does not need more. (Id. at 6.). However, other than noting that ultimate

conclusions conﬂict, DSM appears not to address the problem that if its chemical composition in
[

] and [

] does not contain “at least two oligomers” it (they) does not read on

the asserted claims of the ’564 patent.

IV.

ANALYSIS AND ORDER

-

DSM contends that summary determination is not possible because there are material

disputes of fact with respect to the meaning of the claim tenn “two oligomers” since that term
was not construed during the Markman proceedings, even after supplemental brieﬁng was
allowed. (Mot. at 1; Mem. at 5-6.). All parties acknowledge that the tenn “oligomers” in the

singular or plural was construed in the Markman Order as “molecules composed of repeating
structural units, wherein the molecules must include acrylate or methacrylate.” (Order No. 17,
Appx. A at 23-24, 35-36 (May 10, 2017.).

While it is true that MUV’s proposed construction of the tenn “two oligomers of a certain
type” as a modifying phrase to “molecules” was rejected as part of the Markman Order, it was

rejected because that phrase is extraneous to the speciﬁcation language, does not describe what
“of a certain type” means, and is vague. (Opp’n at 7; see also Order No. 17, Appx. A at 25.).

That complete explanation may not have been provided in the Markman Order, but it is evident

that none of the claim language of the ’564 patent, which the parties have quoted at length

throughout their summary determination briefs, includes the phrase “of a certain type.” It is
impossible to know how to construe “of a certain type.”
Construing the term “at least two oligomers” now as MUV’s Motion requests, does not

implicate new claim construction that contravenes the Markman Order, cven though DSM makes
a legitimate point. (Opp’n at 7.). However, contrary to DSM’s argument, there is nothing
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inconsistent in reading the term “two oligomers” in the context of the asserted claims 2-4, 9, 11,
12, and 15 of the ’564 patent to require a composition that includes “at least two oligomers at

least one of said oligomers having an average molecular weight that is at least twice the average

molecular weight of another of said at least two oligomers, at least one oligomer having a
number average molecular weight of about 1000 or higher.” (See MUV’s SUMF at 111]
2, .5

(emphasis added) (citing Complaint, Ex. 3 (’564 patent) at 12:1-10); see id. at 14:5-11.). See

also Phillips, 415 F.3d at 1312-13. Accordingly, the term “at least two oligomers” as construed

now means “more than one” and that there must be “different repeating unit structures.” (See
e.g. Mot, Ex. L (WO 99/08975) at 11:6-29; SUMF at 118; see also Mot., Ex. K (WO 98/19189)
at 9-20; SUMF at 1 11.).

An issue also addressed in MUV’s Motion is whether the chemical coatings [

and [

]

] contain the formulation of a least two oligomers with the different molecular

weights described in the speciﬁcation, and not the meaning per se of just the term “two
oligomers” by itself.5 (See e.g. SUMF at {[11
27-32, 38-39, 51-53; Mot., EX. I (Bowman Dep.) at
332:15—333:16.).

As should be evident, if the failure to resolve a claim term that would resolve the dispute
occurred (as apparently occurred here), then it is the Court’s “duty to resolve it.” 02 Micro Int ’l
Ltd. v. Beyond Innovation Tech C0., 521 F.3d 1351, 1362 (Fed. Cir. 2008). It would be a waste

5The word “two” or the phrase “at least two,” does not need construction, let alone by experts. It has a
plain meaning that any person understands, including a person of skill in the art. Phillips v. AWHC0rp.,
415 F.3d 1303 (Fed. Cir. 2005) (en bane). lt means more than one. In this instance, the Court disagrees
with DSl\/I’sargument (although DSM makes a good point) that this is only a matter of repeat “claim
construction” at the wrong stage of the proceeding. (See Mot. at 1, 6; Opp’n at 6, 9, 11-12, 15-16.). The
chemical structure of the composition of the coatings is at issue and apparently could have been resolved
earlier during the Markman proceedings. Claim construction is a matter of law, supported by underlying
facts. (See Mem. at 14 n.5 (citing Teva Pharms. USA,Inc. v. Sondoz, Inc., 135 S. Ct. 831 (20l5)).).
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of resources and trial time not to construe a term that very likely should have been construed
during Mar/cman proceedings.

If as Staff, MUV and DSM all seem to agree, DSM’s own coating speciﬁcations

“consistently identiﬁes oligomers with more than one repeating unit structure,” [

] then there cannot be any genuine disputed facts here; merely extrinsic expert

arguments that do not all reﬂect the intrinsic evidence in the patent speciﬁcation or patent
history. Therefore, the construed claim term, above, should resolve the ﬁrst dispute. The
chemical composition is Whatit is regardless of how the experts may try to ﬁt it into a deﬁnition

that may not be applicable in the context of the plain speciﬁcation language of the ’564 patent.
(See Staff Resp. at 6.).

Therefore, even viewing the facts in a light most favorable to DSM, the matter of

infringement of the asserted claims of the ’564 patent is ripe for summary determination.
Anderson, 477 U.S. at 255. (See also Mem. at l3 (citing Athletic Alternatives, Inc. v. Prince
Mfg, Inc., 73 F.3d 1573, 1578 (Fed. Cir. 1996); U.S. v. Esnault-Pelterie, 303 U.S. 26, 30 (1938)

(“We are not Lmmindfulof the rule that Where, with all the evidence ‘before the court, it appears

that no substantial dispute of fact is presented, and that the case may be determined by a mere

comparison of structures and extrinsic evidence is not needed for purposes of explanation, or

evaluation of prior art, or to resolve questions of the application of descriptions to subject-matter,
the questions of invention and infringement may be determined as questions of laW.”).
Staff notes that DSM and its experts [
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] (Staff Resp. at 7; see also Mem. at 24-25).

They are trying to.make such an argument even though it is [

] The tenn
“two oligomers” cannot be divorced from the patent speciﬁcation or from the structure of the
chemical composition. See Aventis Pharms. Inc. v. Amino Chems. Ltd., 715 F.3d 1363, 1375

(Fed. Cir. 2013); see also Phillips, 415 F.3d at 1312-13.

The Tessera holding requires that the construed claim must be compared against each
claim of the patent speciﬁcation. Tessera, 646 F.3d at 1364. Regardless of any other arguments,
the chemical composition of [

] and [

] cannot literally infringe claims 2-4, 9,

11, 12 and 15 of the ’564 patent because they do not contain at least “two oligomers” as required

by that patent. “If any claim limitation is absent from the accused device, there is no literal
infringement as a matter of law.” Amgen, 580 F.3d at 1374.

I It is equally telling that DSM argued to the European Patent Office that the same

chemical formulation DSM now says contains two oligomers was reported or argued as having
only one. (Mem. at 22-23 (citing RXM-0004 at 7:4-9, 8:24-25; SUMF at 1132) (other citations

omittcd).). Accordingly, DSM is precluded under the doctrine of patent prosecution history
estoppel from claiming that claims 2-4, 9, 11, 12 and 15 of the ’564 patent are infringed by

equivalents since DSM is attempting to make a different argument now. See F esto Corp. v.
Shoketsu Kinzoku Kogg/0Kabushiki Co., 535 U.S. 722, 741 (2002).

For the reasons explained above, there are no genuine material facts in dispute. Given

the construction of “two oligomers” and the analysis provided, and considering all supporting

documents and materials the parties provided in a light most favorable to DSM, MUV’s Motion
that accused coatings [

] and [

] do not infringe the asserted claims 2-4, 9, 11,
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12 and 15 of U.S. Patent No. 7,067,564, that is Motion Docket No. 031-027, is granted.

»

Within seven (7) days of the date of this document, each party shall submit to the Ofﬁce
of the Administrative Law Judges a statement as to whether or not it seeks to have any portion of
this document deleted from the public version. The parties’ submissions must be made by hard
copy by the aforementioned date. Any party that does not respond will be considered to have
waived its rights to redact information.

.

Any party seeking to have any portion of this document deleted from the public version

thereof must submit to this ofﬁee a copy of this document Withred brackets clearly indicating

any portion asserted to contain conﬁdential business information by the aforementioned date.

The parties’ submission concerning the public version of this document need not be ﬁled
with the Commission Secretary.

S0 ORDERED.
Mary] 0 t cNamara
Admin strative Law Judge

/
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN UV CURABLE COATINGS
- FOR OPTICAL FIBERS, COATED
OPTICAL FIBERS, AND PRODUCTS
CONTAINING SAME

l““ N°- 337'TA'1°31

COMMISSION OPINION '
On July 7, 2017, the presiding Administrative Law Judge (“ALJ”) in the above-identiﬁed
investigation issued Corrected Order No. 32, an initial determination (“ID”) granting Respondent

Momentive UV Coatings (Shanghai) Co., Ltd.’s (“MUV”) motion for summary detennination that
MUV’s accused coatings [

] and [

] do not infringe the asserted claims of U.S. Patent

No. 7,067,564. The ID ﬁnds “no genuine material facts in dispute” with respect to the
infringement issue. See ID at 12-13. Instead, the dispute between the parties centers on the

claim construction of the term “at least two oligomers,” which the ID resolves in favor of MUV.
See id. For the reasons set forth below, the Commission has determined to review the ID, and on

review, to affirm the ID’s ultimate conclusions on claim construction and non-infringement but to
provide its own analysis and set aside the ID’s analysis. .

I.

BACKGROUND

A.

_

Procedural Background

By publication in the Federal Register on December 5, 2016, the Commission instituted
Investigation No. 337-,TA-103.1,based on a complaint ﬁled by Complainants DSM Desotech, Inc.

of Elgin, Illinois and DSM IP Assets B.V. of Herleen, Netherlands (collectively, “DSM” or
“Complainants”).

See 81 Fed. Reg. 87588-9 (Dec. 5, 2016). The Complaint alleges violations

1

ofsection 337 based upon the importation into the United States, the sale for importation, and the

sale within the United States after importation of certain UV curable coatings for optical ﬁbers,
coated optical ﬁbers, and products containing same by reason of infringement of claims 1-8,
10-15, and 18-22 of U.S.'Patent No. 6,961,508 (“the ’508 patent”),1 claims 1-10 and 13-15 ofU.S.
Patent No. 7,171,103, claims 2-4, 9, 11, 12, and 15 ofU.S. Patent No. 7,067,564 (“the ’564
patent”),2 and claims 1-3, 9, 12, 16-18, 21, and 30 of U.S. Patent No. 7,706,659.

See id. The

notice of investigation identiﬁes two respondents: Momentive UV Coatings (Shanghai) Co., Ltd.
of Shanghai, China (“MUV”) and OFS Fitel, LLC of Norcross, Georgia (“OPS”) (collectively,
“Respondents”). See id. In addition, the Ofﬁce of Unfair Import Investigations is a party in this
investigation. See id

'

On May 10, 2017, the ALJ issued Order No. 17, construing certain terms of the asserted

claims. In particular, the ALJ construed “oligomer (plural or singular)” as “molecules composed

of repeating structural units, wherein the molecules must include acrylate or mcthacrylate.” See
Order No. 17, App. A at 23-24, 35-36 (May 10, 2017). The ALJ also construed “average

molecular weight” as “number average molecular weight.” Id. at 36-38. The ALJ did not in
Order No. 17 construe the term at issue here, namely, “at least two oligomers.”

On May 23, 2017, MUV ﬁled a motion for summary determination that its accused
coatings [

] and [

] do not infringe the asserted claims of the ’564 patent (hereinafter,

1 Claim 10 of the ’508 patent was subsequently terminated from the investigation.
12 (Apr. 13, 2017), unreviewed, Comm’n Notice (May 11, 2017).

See Order No.

2 As used hereinafter, the “asserted claims” for this opinion are claims 2-4, 9, 11, 12, and 15 of the
’564 patent.

2

“MUV’s Mot.”).3 Along with its motion, MUV also ﬁled a memorandum in support thereof
(“MUV‘s Mem.”) and a statement of undisputed material facts (“SMF”). On June 1, 2017, DSM
ﬁled an opposition to MUV’s motion (“DSM’s Opp’n”) and on June 5,‘2017, the Commission

Investigative Attorney (“IA”) ﬁled a response in support of MUV’s motion (“IA’s Resp”).
On July 7, 2017, the ALJ issued the subject ID (Corrected Order No. 32), granting MUV’s

motion. On July 13, 2017, DSM ﬁled a petition for review of the subject ID (“DSM’s Pet”) and
on July 20, 2017, Respondents and the IA ﬁled responses to DSM’s Petition (respectively,

“Respondents’ Pct. Resp.” and “lA’s Pet. Resp”).

B.

4

Overview of the ’564 Patent

The ’564 patent, entitled “Coated Optical Fibers,” issued on June 27, 2006, from a U.S.

Patent Application ﬁled November 21, 2001 with the United States Patent and Trademark Ofﬁce
(“USPTO”). The ’564 patent claims priority (as a continuation-in-part) to a U.S. Patent

Application ﬁled November 22, 2000 (now abandoned). The ’564 patent generally relates to

'

“coated optical ﬁbers comprising soft primary coatings . . . having a sufﬁcient high resistance

against cavitation.” See ’564 patent at Abstract. The ’564 patent explains that “[t]he primary

coating generally will be a radiation curable coating based on (meth)acrylatc functional oligomers
and radiation—curablemonomers with photoinitiator(s) and additives.” See id. at 11:1-4. The

’564 patent further explains that, “[i]n contrast to the normal practice in radiation curable oligomer

3 MUV’s motion was actually ﬁled on May 22, 2017 at 5:36 pm (after the 5:15:59 p.m. deadline
for electronic ﬁling) and therefore the effective ﬁling date is the following business day, i.e., May
23, 2017. See Handbook on Filing Procedures, available at
www.usitc.gov/secretary/documents/handbook_on_ﬁling_procedures.pdf. The ALJ granted
leave for MUV to ﬁle its motion out of time. See Order No. 20 (May 23, 2017).

4 Respondent OFS did not ﬁle a response to MUV’s motion but joined MUV in its response to
DSM’s petition.

~

3

synthesis wherein the low Mw-fractions’ are restricted to a minimum or avoided, it 1spreferred

according to the present invention to modify the Mw-distribution by introducing a suftlcien
amount of a low MWoligomer or multifunctional monomer to obtain the desired cavitation
strength and/or strainhardening.” See id. at 13:65-14:4.

The asserted claims include independent claims 2 and l5 and claims 3, 4, 9 ll and 12
which depend (directly or indirectly) from claim 2. Claims 2 and l5 recite:

2.
Primary coating composition when cured having an
equilibrium modulus of 1.2 MPa or less, a storage modulus at 23° C.
(E’23)and a cavitation strength at which a tenth cavitation appears
(owmv)of at least about 1.0 MPa as measured at a deformation rate
of 0.20% min", said cavitation strength being at least about 1.4
times said storage modulus at 23° C., wherein said primary coating
composition comprises:
(a) 20-98% by wt, relative to the total weight of components (a)
through (d), of at least two oligomers at least one of said oligomers
having an average molecular weight that is at least twice the average
molecular weight of another of said at least two oligomers, at least
one oligomer having a number average molecular weight of about
1000 or higher;

(b) 0-80% by wt, relative to the total weight of components'(a)
through (d), of one or more reactive diluents;
(c) 0.1-20% by wt, relative to the total weight of components (a)
through (d), of one or more photoinitiators for initiation of a radical
polymerization reaction; and
(d) optionally, one or more additives selected from the group
consisting of amines, antioxidants, UV absorbers, light stabilizers,
silane coupling agents, coating surface improvers, heat
polymerization inhibitors, leveling agents, surfactants, colorants,
preservatives, plasticizers, lubricants, solvents, ﬁllers, aging
prcventives, and wettability improvers.

15. A coated optical ﬁber comprising a glass optical ﬁber, a
primary - coating - applied -thereon,’ as secondary coating, and
optionally an ink composition subsequently applied thereon,
wherein said primary coating is obtained by curing a primary
coating composition comprising:
‘Mw” 1nthe context of the ’564 patent speciﬁcation refers to “molecular Weight.”

4
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(a) 20-98% by wt, relative to the total weight of components (a)
through (d), of at least two oligomers at least one of said oligomers
having an average molecular weight that is at least twice the average
molecular weight of another of said at least two oligomers, at least
one oligomer having a number average molecular weight of about
1000 or higher;

(b) 0-80% by wt, relative to the total weight of components (a)
through (d), of one or more reactive diluents;


(c) 0.1-20% by wt, relative to the total weight of components (a)
through (d), of one or more photoinitiators for initiation of a radical
polymerization reaction;
wherein the primary coating has a storage modulus at 23°C. (E33),
has an equilibrium modulus of 1.2 MPa or less, and a cavitation
strength at which a tenth cavitation appears (clam) of at least about
1.0 MPa as measured at a deformation rate of 0.20% min“, said
cavitation strength being at least about 1.4 times said storage
modulus at 230C[sic].

_

All the asserted claims include the disputed “at least two oligomers” claim term.6 In that

regard, the parties generally agree that an “oligomer” in the context of the ’564 patent means

“[m]olecules composed of repeating structural units, wherein the molecules must include acrylate
or methacrylate groups.” See Revised Joint Claim Construction List at 5-6 (EDIS Doc. ID No.

609384). However, the parties disagree on the meaning of the claim phrase “at least two
oligomers.”

See id. at 5-6, 6 n.2; see also ID at 3. In particular, the parties dispute whether the

term “at least two oligomers” must include different repeating unit structures or whether oligomer
molecules having the same repeating unit structures but different chain lengths can satisfy the ‘Fat

least two oligomers” limitation. See ID at 3; inﬂa sections V(iB)(l)-(2).

6 As noted supra p. 4, claims 3, 4, 9, ll, and l2 depend from claim 2 and thereby include the “at
least two oligomers” claim limitation indirectly.
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C.
‘

Accused Coatings I

‘ DSM accused MUV’s pr0ducts'['

I and I
'

I

'

] of infringing

the asserted claims of the ’564 patent.7 See ID at 4. I

]. See Respondents’ Pet. Resp. at 5; SMF at1I1I38, 39, 44 (undisputed by DSM, see DSM’s
Opp’n, Ex. J). I

]. See DSM’s Pet. at 6. [

]. See SMF at ‘,I50; Respondents’ Pet. Resp., Ex. 2, at 4 I

].
[

]
[

7

.

[

.

]. See SMF at '|I1I38-39 (undisputed by DSM, see DSM’s Opp’n, Ex. J).
6

.\ . - \-

,~\

].

See DSM’s Pet.'at 8, 10 [

'

*]; SMF at W 38, 40-42, 47, 48 (undisputed

by DSM, see DSM’s Opp’n, Ex. J).
[

A

1

In other words, DSM argues that oligomer molecules having the same repeating unit

structures can satisfy the “at least two oligomers” limitation as long as the oligomer molecules
differ in their chain lengths.

II.

LEGAL STANDARDS

A.

Standard of Review

The Commission may review an ID either upon petition by one ofthe parties or on its own
motion. See 19 C.F.R. §§ 210.43, 210.44. Review‘will be ordered ifit appears:

(i)

that a ﬁnding or conclusion of material fact is clearly
erroneous;

(ii)

that a legal conclusion is erroneous, Without governing
precedent, rule or law, or constitutes an abuse of discretion;
or '

(iii)

that the determination is one affecting Commission policy.

See 19 C.F.R. § 210.43(b)(1), (d)(2).

7

-

iln addition, the Commission will “order review of an initial determination or certain issues

therein when at least one of the participating Commissioners votes for ordering review.” See 19
C.F.R. § 210.43(d)(3).

B.

'

‘Summary Determination Standard I

Under Commission Rule 210.18, summary determination “shall be rendered if
pleadings and any depositions, answers to interrogatories, and admissions on ﬁle, together with the

affidavits, if any, show that there is no genuine issue as to any material fact and that the moving
party is entitled to a summary determination as a matter of law.” 19 C.F.R. § 210.18(b).

“[l]n deciding a motion for summary judgment, ‘the evidence of the nonmovant is to be
believed, and all justifiable inferences are to be drawn in his favor?”

Liebel-Flarsheim C0. v.

Medrad, Inc., 481 F.3d 1371, 1377 (Fed. Cir. 2007) (citing Anderson v. Liberty Lobby, Inc., 477

U.S. 242, 255 (1986)). “The summary judgment movant [] has the initial responsibility of

identifying the legal basis of its motion, and of pointing to those portions of the record that it
believes demonstrate the absence of a genuine issue of material fact.” Novartis C0rp., v. Ben
VenueLabs, Inc., 271 F.3d 1043, 1046 (Fed. Cir. 2001) (citing Celotex Corp. v. Catrett, 477 U.S.

317, 323 (1986)).8 “Once the movant has made this showing, the burden shifts to the nonmovant

to designate speciﬁc facts showing that there is a genuine issue for trial.” Id. (citation omitted).

“‘[M]ere denials or conclusory statements are insufﬁcient’ to survive summaryjudgment.”

Enzo

Biochem, Inc. v. Applera Corp, 599 F.3d 1325, 1337 (Fed. Cir. 2010) (citation omitted).

In addition, “[w]here . . . the parties do not dispute any relevant facts regarding the accused

product but disagree over [claim _interpretation],.the_questionof literal infringement collapses to

8 The standards for summary judgment in district courts apply to summary determinations at the
U.S. International Trade Commission. See Amgen Inc. v. Int 'l Trade Comm ‘n,565 F.3d 846, 849
(Fed. Cir. 2009) (citing Hazani v. United States Int ’l Trade Comm ’n, 126 F.3d 1473, 1476 (Fed.
Cir. 1997)).

K
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one of claim construction and is thus amenable to summaryjudgment.”

Athletic Alternatives, Inc.

v. Prince Mfg, 1116.,73 F.3d 1573, 1578 (Fed. Cir.‘ 1996); see also Howes v. Med. Components,

'

Inc., 814 F.2d 638, 643 (Fed. Cir. 1987) (“Claim construction is a question of law and the mere

existence of a dispute as to that legal issue does not preclude summaryjudgmentf’).

C.

Claim Construction

Claim construction is a “matter of law exclusively for the court.” Markman v. Westview
Instruments, Inc, 52 F.3d 967, 970-71 (Fed. Cir. 1995) (en bane), q/j"d, 517 U.S. 370 (1996).

Claim construction focuses on the intrinsic evidence, which consists of the claims themselves, the
speciﬁcation, and the prosecution history. See Phillips v.AWH Corp, 415 F.3d 1303, 1314 (Fed.

Cir. 2005) (en banc). In construing disputed terms, the Court should ﬁrst look at the claims

themselves, for “[i]t is a ‘bedrock principle’ of patent law that ‘the claims of a patent deﬁne the
invention to which the patentee is entitled the right to exclude.”

See Phillips, 415 F.3d at 1312

(quoting Innova/Pure Water, Inc. v. Safari Water Filtration Sys, Inc., 381 F.3d 1111, 1115 (Fed.

Cir. 2004)).

In addition, the claims “must be read in view of the speciﬁcation, of which they are a part.”
Id. at 1315 (quoting Markman, 52 F.3d at 979). As the Federal Circuit explained in Phillips, the

speciﬁcation “is always highly relevant to the claim construction analysis. Usually, it is
dispositive; it is the single best guide to the meaning of a disputed term.” Id. (quoting Vitronics
Corp. v. Conceptranic, Inc, 90 F.3d 1576, 1582 (Fed. Cir. 1996)). The Federal Circuit concluded

that “[t]l1econstruction that stays true to the claim language and most naturally aligns with the
patent’s description of.the inventionwill be, in_theend, the correct construction.”

Id. at 1316

(quoting Renishaw PLC v. Marposs Sociela 'per Azioni, 158 F.3d 1243, 1250 (Fed. Cir. 1998)).

9

.

In addition to the speciﬁcation, courts “should also consider the patent’s prosecution
history, if it is in evidence.” VId. at l3l7 (quoting Markman, 52 F.3d’at 980). The Federal Circuit

explained that the prosecution history which is “part of the intrinsic evidence, consists of the
complete record of the proceedings before the [USPTO] and includes the prior art cited during the
/

examination of the patent.” Id. (citation omitted). The Federal Circuit cautioned that “because
the prosecution history represents an ongoing negotiation between the [USPTO] and the applicant,

rather than the ﬁnal product of that negotiation, it often lacks the clarity of the speciﬁcation and
thus is less useful for claim construction purposes.” Id. (citation omitted). “Nonetheless, the

prosecution history can often inform the meaning of the claim language by demonstrating how the
inventor understood the invention and Whetherthe inventor limited the invention in the course of
prosecution, making the claim scope narrower than it would otherwise be.” Id. (citation omitted).
While extrinsic evidence “can shed useful light on the relevant art,” it is “less significant”

than the intrinsic record in determining the legally operative meaning of claim language.” See
Phillips, 415 F.3d at l3 l7 (quoting C.R. Bard, Inc. v. U.S. Surgical C0rp., 388 F.3d 858, 862 (Fed.

Cir. 2004)). Importantly, the extrinsic evidence may not be used to contradict the claim language
or the patent speciﬁcation.

See Vitronics, 90 F.3d at 1584 (“[E]xtrinsic evidence . . . may be used

only to help the court come to the proper understanding of the claims; it may not be used to vary or

contradict the claim language. Nor may it contradict the import of other parts of the

speciﬁcation”) (citations omitted).

'

The construction of a claim term is generally guided by its ordinary meaning. However,
courts may deviate from the ordinary.meaning when: (1.)“theintrinsic evidence shows that the

patentee distinguished that term from prior art on the basis of a particular embodiment, expressly
disclaimed subject matter, or described a particular embodiment as important to the invention”; or

10

(2) “the patentee acted as his own lexicographer and clearly set forth a deﬁnition of the disputed
claim term in either the speciﬁcation or prosecution history.” Edw'ards’Lifesciences LLC v. Cook
Inc., 582 F.3d 1322, 1329 (Fed. Cir. 2009); see also Omega Eng ’g,Inc., v. Raytek Corp, 334 F.3d

1314, 1324 (Fed. Cir. 2003) (“[W]here the patentee has unequivocally disavowed a certain

meaning to obtain his patent, the doctrine of prosecution disclaimer attaches and narrows the
ordinary meaning of the claim congruent with the scope of the surrendcr.”); Rheox, Inc. v. Entact,

Inc., 276 F.3d 1319, 1325 (Fed. Cir. 2002) (“The prosecution history limits the interpretation of

claim terms so as to exclude any interpretation that was disclaimed during prosecution”).
Nevertheless, there is a “heavy presumption that a claim term carries its ordinary and customary
meaning.”

CCS Fitness, Inc. v. Brunswick Corp, 288 F.3d 1359, 1366 (Fed. Cir. 2002) (citations

omitted). The standard for deviating from the plain and ordinary meaning is “exacting” and
requires “a clear and unmistakable disclaimer.” See Thorner v. Sony Computer Entm ’tAm. LLC,
669 F.3d 1362, 1366-67 (Fed. Cir. 2012); see also Epistar Corp. v. Int ’l Trade Comm ’n, 566 F.3d

1321, 1334 (Fed; Cir. 2009) (requiring “expressions of manifest exclusion or restriction,

representing a clear disavowal of claim scope” to deviate from the ordinary meaning) (citation
omitted).

Courts are not required to construe every claim limitation of an asserted patent. See 02
Micro Intern. Ltd. v. Beyond Innovation Technology Co, 521 F.3d 1351, 1362 (Fed. Cir. 2008)
(citations omitted); see also ‘US.Surgz'cal~Corp. v. Elhicon, Ina, 103 F.3d 1554, 1568 (Fed. Cir.

1997) (stating that claim construction “is not an obligatory exercise in redundancy.”). Rather,

“claim construction is a matter of resolution of disputed meanings and technical scope, to clarify.
and when necessary to explain what the patentee covered by the claims, for use in the
determination of infringement.”

O2 Micro, 521 F.3d at 1362 (quoting U.S'.Surgical, 103 F.3d at

1 1

1568); see also Embrex, Inc. v. Serv. Eng "gC0rp.,.216 F.3d 1343, 1347 (Fed. Cir. 2000) (“The

construction of claims is"simply a'way'ofelaborating the normally terse claim language in order to
understand and explain, but not to change, the scope of the claims”) (citation omitted). In
addition, “[a] determination that a claim term ‘needs no construction’ or has the ‘plain and

ordinary meaning’ may be inadequate when a tenn has more than one ‘ordinary’ meaning or when
reliance on a term’s ‘ordinary’ meaning does not resolve the parties’ dispute.” O2 Micro, 521
F.3d at 1361.

III.

ANALYSIS
The Commission has determined to review the ID, and on review, to affirm the ID’s

ultimate conclusions with respect to claim construction and non-infringement but to provide its
own analysis and set aside the ID’s analysis. Speciﬁcally, we agree with the ID that the

construction of the tenn “at least two oligomers” means “more than one [oligomer],” with
“different repeating unit structures.” See ID at 10. And we agree with the ID’s conclusion that

under the adopted claim construction of the tenn “at least two oligomers,” MUV’s accused
coatings [

] and [

] do not infringe the asserted claims of the ’564 patent. See id. at

12. The Commission’s reasoning follows below.

A.

Claim Construction

I

l

The ID correctly concludes that “at least two oligomers” means “more than one

[oligomer],” with “different repeating unit structures.” However, as stated above, the

Commission has determined to provide its own reasoning and set aside the ID’s analysis.
..

. First, the_c1aimlanguage supports the ID’s constructionand is inconsistent with DSM’s __

proposed construction that “two molecules should be classed as.different ‘oligomers’ either if they
have different chain lengths, or if they have different structural repeating units.” See DSM’s Pet.

12
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at 12; see also Phillips, 415 F.3d at 13l2 (“lt is a ‘bedrock principle’ of patent law that ‘the claims

of a patent deﬁne the invention to which the patentee is entitled the right to exclude.”’) (citation
omitted). The asserted claims recite “20-98% by Wt . . . of at least two oligomers at least onc of

said oligomers having an average molecular weight that is at least twice the average molecular
weight of another of said at least two oligomers, at least one oligomer having a number average
molecular weight of about 1000 or higher.” See supra section I(B). Speciﬁcally, the claim
language requires “Z0-98% by wt . . . of at least two oligomers” and requires each oligomer to have

a certain “average molecular weight.” This claim language shows that “oligomer” does not refer

to a discrete oligomer molecule, as suggested by DSM, but to a number or population of oligomer
molecules having a certain average molecular Weight. Typically, the molecular weight

distribution proﬁle of an oligomer includes a range of different sizes or molecular weights and can
include more than onc peak for multimodal distribution proﬁles. See, e.g., ’564 patent at

13:55-59; supra section I(C) (GPC plot 0f[

]); see also Respondents’ Pet.

Resp., Ex. 11, Overton Decl. at 1]9 (“[The] ‘nmnber average molecular weight’ [] is one type of

average molecular weight measurement for the mixture of different sized molecules in the
oligomer.”).
DSM relies on the GPC plot of [

] and

argues that each peak represents a separate oligomer. See DSM’s Pet. at 8, 10. However, this

argument (which relies on extrinsic evidence) cannot be reconciled with the claim language which
requires “Z0-98% by wt . . . of at least two oligomers . . . , at least one oligomer having a number

average molecular weightof about 1000 or higher”. _Indeed,tnowheredoes.the claim language (or
anything in the intrinsic record) refer to individual oligomer molecules or to individual peaks in a
molecular weight distribution proﬁle.

I
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Nor does the claim language recite actual molecular weight or even a peak average
molecular weight to lend any credence to DSM’s arguments. Rather, the claim language

speciﬁcally requires “number average molecular weight”; and “average molecular weight” was
construed as “number average molecular weight.”9 See DSM’s Pet. at 7 n.2 (“The parties all
agree, and the ALJ ruled in the Markman Order, that ‘average molecular weight’ in the ’564 Patent

refers to the number average molecular weight”) (citing Order No. 17) (emphasis added); see also
Respondents’ Pet. Resp., Ex. ll, Overton Decl. at ‘,19.

.

The claim language (as well as the entire intrinsic record) also nowhere discloses selecting

discrete molecular weight fractions from the molecular weight distribution proﬁle, assigning each
fraction to an individual oligomer, and calculating the average molecular weight of that individual
fraction/oligomer as DSM suggests. Rather, the evidence shows that the number average
molecular weight can be delennined in a manner that does not discriminate between individual 
molecules or fractions of molecules (i.e., the entire sample is considered to calculate the number
average molecular weight). See, e.g., Respondents’ Pet. Resp., Ex. 6, PCT Publication WO

9 See also Teva Pharm. USA, Inc. v. Sandoz, Inc, 789 F.3d 1335, l338 (Fed. Cir. 2015) (“There
are three different measures of molecular weight relevant to this appeal: peak average molecular
weight (Mp), number average molecular weight (Mn), and weight average molecular weight (MW).
Each measure is calculated in a different manner. . . and in atypical polymer sample, Mp, Mn, and
MWhave different values”).
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98/33081 at 12:27-30 (describing the number average molecular weight for certain oligomers
being determined by vapor pressure osmometry (“VPO”))l0; see also SMF at 1]17 (“VPO does not

provide a molecular weight distribution”) (undisputed by DSM, see DSM’s Opp’n, Ex. J);
Respondents’ Pet. Resp, Ex. 11, Overton Decl. at 1]12 (“[A person having ordinary skill in the art]

would understand that the claimed oligomer cannot refer to an individual molecule or some

fraction of the molecules that make up the claimed oligomer because it is impossible to determine
the claimed molecular weight of any individual molecule using th[e] [VPO] rnethod.”). On the

other hand, there is no evidence anywhere in the intrinsic record to require the use of the GPC“

technique or to support DSM’s assertion that “[t]he number average molecular weight for each
peak can be individually extracted from [] GPC plots.” See DSM’s Pet. at 8.

Thus, the Commission ﬁnds that the “number average molecular weight” of an oligomer is

the average molecular weight measurement for the mixture of different-sized oligomer molecules
having the same repeating unit structure. See Overton Decl. at 1]9; see also ’564,patent at

12:1-10, 14:5-22, 26:38-44. Accordingly, the Commission agrees with the ID that the plain and

ordinary meaning of the term “at least two oligomers,” in light of the surrounding claim language

further reﬁning each of the claimed oligomers by reference to their “average molecular weight,”
requires the “at least two oligomers” to have “different repeating unit structures.” In other words,
the “at least two oligomers” must be distinguished based not on their chain length or molecular

weight, but rather on the chemical structure of their repeating units.
The speciﬁcation also supports the ID’s conclusion. For example, the patent speciﬁcation

providesthat; W ..

..

..

..

..

..

..

..

..

..

..

..

‘° wo 98/33031 corresponds to EP-A-0894277, which was incorporated in the ’5o4 patent
speciﬁcation at 13:31~39. See SMF at 1]15 (undisputed by DSM, sec DSM’s Opp’n, Ex. J).
H “GPC” refers to Gel Permeation Chromatography which is a technique used to detennine the
“distribution of sizes of the oligomer molecules.” See DSM’s Pet., Ex. D, Bowman Decl. at 1142.

15
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Suitable coating compositions preferably contain one or more ofthe
following constituents: . one or more oligomers selected from the
group consisting ‘of polyether (urethane) ‘acrylate, ‘polyester
(urethane) acrylate, polyether/polycarbonate copolymer based
(urethane) acrylate, polyether/polyester copolymer based (urethane)
a acrylate and the like, of which, an ethylene oxide/butylene oxide
based urethane acrylate and a polyether/polycarbonate copolymer
based urethane acrylate are preferred.
See ’564 Patent at 19:57-20:3. Thus, the speciﬁcation characterizes oligomers and distinguishes

between them based on the chemical structure of their repeating units. See also id at 14:5-7
(“This can be achieved . . . by using at least two oligomers, preferably, oligomer diacrylates, with a
different average molecular weight . . . .”) (emphasis added); id. at 11:29-31 (“Preferably, the

oligorner (A) is a urethane (meth)acrylate oligomer.”); MUV’s Mot., Ex. L, PCT12 Publication

No. WO 99/08975 at,1l:6-16 (“The polymer which is the component (A) preferably contains a
polyether polyol urethane-based polymer.

. . . Examples of [] other polymers meeting the

category of the component (A) include polyester polyol urethane-based polymers,
polycaprolactone polyol urethane-based polymers, and the 1ike.”)(incorporated in the ’564 patent
at 13:34-39); MUV’s Mot., Ex. K, PCT Publication No. WO 98/19189 at 9-20 (describing the

oligomer component as a “mercapto-terrninated urethane oligomer [] in combination with one or

more acrylate- or methacrylate- terminated oligomers”) (incorporated in the ’564 patent at
13:31-39 via its counterpart EP-A-0895606, see SMF at 1]10‘(undisputed by DSM, see DSM’s
Opp’n, Ex. J)); SMF at $111 (undisputed by DSM, see DSM’s Opp’n, Ex. J). Notably, nowhere

does the speciﬁcation teach or suggest that two oligomers (plural) can be distinguished based on

their molecular weight alone.

12The Patent Cooperation Treaty (“PCT”) is an international patent law treaty, providing a uniﬁed
procedure for ﬁling patent applications in each contracting country.
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A review of the prosecution history also contradicts DSM’s position and supports the

conclusion that the plain and ordinary meaning of “at'least twooligomers” requires “more than one
oligomer,” with “different repeating unit structures.” The history of the claim amendments shows
that the patentee was unable to overcome the prior art when claim 2 recited “at least one oligomer.”

See Compl., App. E, Amendment and Response ﬁled December ll, 2003 and Office Action
mailed March l5, 2004 at 3 (rejecting claim 2 over Aloisio et al. U.S. Patent N0. 6,215,934

(“Aloisio”), which discloses urethane acrylate oligomer). Subsequently, DSM overcame the
rejections over the Aloisio prior-art by amending claim 2 to recite “at least two oligomers.” See
Compl., App. E, Amendment and Response ﬁled August 9, 2005. At no time did the patentee
contradict the Examiner or clarify that “at least two oligomers” can include two oligomer

.

molecules having the same repeating unit but different chain lengths (as suggested by DSM, see,
e.g. , DSM’s Pet. at 13). In addition, under such an interpretation, “at least two oligomers” would

also be disclosed by Aloisio (see, e.g., MUV’s Mot., Ex. N, Aloisio at column 7, Formulation D,

which includes “ARU-339[,] a difunctional urethaneacrylate oligomer which is commercially
available from the Echo Resins Corp.”). Indeed, as admitted by DSM’s own expert, “it is

common, and well understood by persons of ordinary skill in the art, that the oligomer component
[(such as ARU-339)] included in a primary coating composition is described not by a single
molecular weight, but instead by a molecular weight distribution . . . .” See DSM’s Markman Br.
(EDIS Doc. ID No. 607958), Ex. CXM-0002, Declaration of Prof. Erol Sancaktar at 1]23; see also
IA’s Pet. Resp. at 3-4; SMF 1i43 (“The synthesis of a target oligomer will generally result in a

distribution_of reactive oligomersf’) (citing MUV?s Mot., EX.F, Initial Report of Prof. Christopher

N. Bowman (“Bowman”), at 20) (undisputed by DSM, see DSM’s Opp’n, Ex. J). The back and

forth communications between the patentee and the Examiner during prosecution is consistent

l7

.. ...4...
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with an interpretation that the two oligomers are distinguished based on the chemical structure of
their repeating units rather than their chain lengths or molecular weights.

'

’

'

‘

Similarly, during the prosecution of EPl274662 (the European counterpart of the ’564
patent, see DSM’s Pet. at 5, 9, 18; see also SMF at $[26 (undisputed by DSM, see DSM’s Opp’n,

Ex. J)), DSM broadly argued that “[t]he commercial coating.used for example 1 doesnot contain at

least two oligomers with a different molecular weight.” See DSM’s Pet, Ex. G, EPO Prosecution

Excerpt at 3. DSM never qualiﬁed its broad argument to the EPO or clariﬁed that under speciﬁc
circumstances the one oligomer component could satisfy the “at least two oligomers” limitation,
e.g., based on individual peaks in a molecular weight distribution proﬁle. See Gillette C0. v.

Energizer Holdings, Ina, 405 F.3d 1367, 1374 (Fed. Cir. 2005) (ﬁnding an admission before the
EPO can support a holding that those skilled in the art would construe the claims -ofthe [asserted]

patent to encompass certain embodiments).

'

Moreover, the bimodality feature disclosed in the ’564 patent does not support DSM’s

position that “at least two oligomers” can mean oligomers with the same repeating unit structure

but different molecular weights. Bimodality has nothing to do with the plain meaning of “at least
two oligomcrs” but simply means that “the system network contains chains of at least two different
lengths between the junctions of the network.” See ’564 patent at 13:62-64. In addition,

nowhere does the speciﬁcation (or any portion thereofcited in DSM’s petition) teach or suggest
that bimodality converts an oligomer (singular) into oligomers (plural). Furthermore, the

Examiner recognized (and DSM did not deny) that the Aloisio prior art also disclosed a
composition with a multi-modal molecular weight distribution. See Compl., App. E,.Ofﬁce . _

Action mailed August 13, 2003 at 6 (recognizing that Aloisio teaches a primary coating

composition comprising a difunctional crosslinking component ([.e., hexanediol diacrylate) that
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introduces bimodality into the composition) (citing Aloisio at column 7 (Formulation D), attached
as MUV’s Mot., Ex. N); see also Amendment and Response ﬁled December 11, 2003 at 10.

Notably, hexanediol diacrylate is one of the crosslinking components exempliﬁed in the ’564
patent speciﬁcation as introducing a bimodal distribution into the composition. See ’564 patent at
15:31-47; id. at claims 5 and 6; see also DSM’s Pet., Ex. D, Bowman Dec]. at fl 48 (“[B]imodality

can arise from a single crosslinking component”).

This further underscores that a person of

ordinary skill in the art would understand, as the Examiner and DSM did, that the “at least two

oligomers” are distinguished based on their repeating unit structures and not on the presence of
multi-modal or bimodal features in the molecular weight distribution proﬁle. At a minimum, it is

well-settled law that a claim scope cannot encompass embodiments which were distingiished
during prosecution.

See Edwards Lzfesciences, 582 F.3d at 1333.

Outside the context of this litigation, in 2013, prior to this investigation, DSM itself
recognized that [

'
]. See

Respondents’ Pet. Resp., Ex. 2, at 4-5 [

] and Figure

6 (reproduced below).'3

13This exhibit (Respondents’ Pet. Resp., Ex. 2), produced in this investigation as
DSM-lTCOO399l65-73, is DSM’s competitive analysis of [
]. See Respondents’ Pet.
Resp. at 6-7; SMF at 1i49 (undisputed by DSM, see DSM’s Opp’n, Ex. J).
19
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Thus, DSM itself recognized that multi-modality does not convert an oligomer (singular)
into oligomers (plural). Rather, consistent with the claim language, the speciﬁcation, and the
prosecution history, an oligomer in the context of the ’564 patent is characterized by the chemical

structure of its repeating units. Accordingly, the Commission ﬁnds that the ID correctly
concludes that “at least two oligomers” means “more than one [o1igomer,]” with “different
repeating unit structures.”14

14The Commission also notes that it was not inappropriate for the ID to construe the term “at least
two oligomers” at the summary determination stage even though the ALJ did not construe that
term during the Markman proceedings. DSM’s argtunent that “on motion for summary
determination, the ALI should have credited evidence provided by DSM’s expert . . . over the
extrinsic evidence provided by Respondents” (see DSM’s Pet. at 17-18) is without merit. DSM
was on notice of the IA and MUV’s position that the claimed “at least two oligomers” have
different repeating unit structures. See Respondents’ Markman Br. at 18 (EDIS Doc. ID No.
607956); see also Revised Joint Claim Construction List at 5-6 (EDIS Doc. ID N0. 609384); see
also id. at 6 n.2; Markman Tr. at l32:l6-23 (EDIS Doc. ID No. 609068). And DSM recognized
that “[t]he actual dispute surrounding the construction of th[e] claim term [oligomer(s)] lies in the
context of Claims 2 and 15 of the ’564 Patent, which call for ‘at least two oligomers.”’ See
DSM’s Markman Br. at 58 (EDIS Doc. ID No. 607958); DSM’s Suppl. Markman Br. at 2 (EDIS
Doc. ID No. 609381); DSM’s Pet., Ex. D, Bowman Decl. at 1[39. Therefore, DSM had ample
opportunity to respond to the IA and MUV’s position with respect to the “at least two oligomers”
claim term. See, e.g., DSM’s Pet., Ex. D, Bowman Decl. at W 39-49. Thus, the ID properly
resolves the claim construction dispute with respect to the term “at least two oligomers” at this
juncture, ‘inthecontext'of MUV’s motionfor summary determinationof non-infringement. ' See
Athletic Alternatives, 73 F.3d at 1578 (“Where . . . the parties do not dispute any relevant facts
regarding the accused product but disagree over [claim interpretation], the question of literal
.
infringement collapses to one of claim construction and is thus amenable to summary judgment”);
Howes, 814 F.2d at 643 (“Claim construction is a question of law and the mere existence of a
dispute as to that legal issue does not preclude summary judgment”).
20

B.

Infringement

As discussed supra section I(C), DSM does not dispute the composition or chemical
structure of the accused [

'

’

]. And

DSM does not dispute that its infringement theory fails under the ID’s claim construction.
Rather, DSM disputes whether [

] should be considered a single oligomer or “at

least two oligomers” [

].

See DSM’s Pet. at 8, I0; SMF at W 38, 40-42, 47, 48 (undisputed by DSM, see DSM’s Opp’n, Ex.

J). In such context, “[w]here . . . the parties do not dispute any relevant facts regarding the

accused product but disagree over [claim interpretation], the question of literal infringement
collapses to one of claim construction and is thus amenable to summary judgment.” Athletic
Alternatives, 73 F.3d at-1578.

l

i

I

Having found that the term “at least two oligomers” means “more than one oligomer, with
different repeating unit structures,” we also agree with the ID that the accused coatings [
and [

] with [

patent.”

]

] oligomer do not literally infringe the asserted claims of the ’564

Indeed, DSM failed to identify more than one oligomer with different repeating unit

structures in the [

] and [

] accused coatings.

-

_

Accordingly, the Commission agrees with the ID’s conclusion that under a construction of
the term “at least two oligomers” as “more than one [oligomer]” with “different repeating tmit
structures,” MUV’s accused coatings [

] and [

] do not infringe the asserted claims of

the ’564 patent.

15DSM does not and cannot assert infringement under the doctrine of equivalents. See DSM’s
Pet. at I8; Fesm Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Ca, 535 U.S. 722, 736 (2002)
(“[Prosecuti0n history] [e]stoppel arises when an amendment is made to secure the patent and the
amendment narrows the patent’s scope”).
'
.
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IV.

CONCLUSION

‘

For the foregoing reasons, the Commission has deterrnined to review the ID, and on ’

review, to afﬁnn the lD’s ultimate conclusions on claim construction and non-infringement but to
set aside the ID’s analysis. The Commission provides its own reasoning as explained above.

ﬁgg

By order of the Commission.

'
Issued:

August 16, 2017

Lisa R. Barton
Secretary to the Commission
’
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UNITED STATES I N T E R N A T I O N A L T R A D E C O M M I S S I O N
Washington, D . C .

I n the Matter of
CERTAIN UV CURABLE COATINGS
FOR OPTICAL FIBERS, COATED
O P T I C A L F I B E R S , AND P R O D U C T S
CONTAINING SAME

Inv. No. 337-TA-1031

COMMISSION OPINION
On July 6, 2017, the presiding Administrative Law Judge ("ALJ") i n the above-identified
investigation issued Order No. 33, an initial determination ("ID") granting Respondent
Momentive U V Coatings (Shanghai) Co., Ltd.'s motion for summary determination that claims
1

16-18, 2 1 , and 30 o f U.S. PatentNo. 7,706,659 ("the '659 patent") are invalid for indefiniteness
under 35 U.S.C. § 112, f 2.

The I D finds "no genuine disputes o f material fact" that the term

"molecular weight" is indefinite. See Order No. 33 at 1, 2, and 9.

For the reasons set forth

below, the Commission has determined to review the I D and on review, to reverse and vacate the
ID.
I.

BACKGROUND
A.

Procedural Background

B y publication i n the Federal Register on December 5, 2016, the Commission instituted
Investigation No. 337-TA-1031, based on a complaint filed by Complainants D S M Desotech, Inc.
o f Elgin, Illinois and D S M IP Assets B . V . o f Herleen, Netherlands (collectively, " D S M " or
"Complainants").

See 81 Fed. Reg..87588-9

(Dec. 5, 2016).

The Complaint alleges violations .

o f section 337 based upon the importation into the United States, the sale for importation, and the

1

The I D , at pages 1 and 9, mistakenly refers to U.S. Patent N o . 7,076,659 instead o f U.S. Patent
No. 7,706,659.

1

sale within the United States after importation o f certain U V curable coatings for optical fibers,
coated optical fibers, and products containing same by reason o f infringement of claims 1-8,
2

10-15, and 18-22 o f U.S. PatentNo. 6,961,508 ("the '508 patent"), claims 1-10, and 13-15 o f U.S.
PatentNo. 7,171,103, claims 2-4, 9, 11, 12, and 15 o f U.S. PatentNo. 7,067,564 ("the '564
patent"), and claims 1-3, 9, 12, 16-18, 2 1 , and 30 o f U.S. PatentNo. 7,706,659 ("the '659
patent").

See id.

The notice o f investigation identifies two respondents: Momentive U V

Coatings (Shanghai) Co., Ltd. o f Shanghai, China ( " M U V " ) and OFS Fitel, L L C o f Norcross,
Georgia ("OFS").
investigation.

See id.

I n addition, the Office of Unfair Import Investigations is a party i n this

See id.

On May 10, 2017, the A L J issued Order No. 17 construing certain terms o f the asserted
claims.

I n particular, the A L J construed "molecular weight" as "the sum o f the atomic weights o f

the atoms i n the molecule." See Order No. 17, A p p . A at 38-39 (May 10,2017).

The A L J also

found that "[wjhether the scope o f any claim containing this limitation is indefinite is left to be
determined after all necessary evidence has been developed and submitted." Id. at 39.
On May 22, 2017, M U V filed a motion for summary determination that claims 16-18, 2 1 ,
and 30 o f the '659 patent are invalid for indefiniteness under 35 U.S.C. § 112, ^[2 (hereinafter,
" M U V ' s Mot.").

Along w i t h its motion, M U V also filed a memorandum i n support thereof

( " M U V ' s Mem.") and a statement o f undisputed material facts ("SMF"). On June 1, 2017, D S M
filed an opposition to M U V ' s motion ("DSM's Opp'n") and on June 5, 2017, the Commission
Investigative Attorney ( " I A " ) filed a response i n support o f M U V ' s motion ("IA's Resp.").

2

•

•

Claim 10 of the '508 patent was subsequently terminated f r o m the investigation. See Order No.
12 (Apr. 13, 2017), unreviewed, C o m m ' n Notice (May 11, 2017).
Claims 1-3, 9, and 12 o f the '659 patent are not the subject o f Order No. 33 or M U V ' s motion.
The "relevant claims" herein are claims 16-18, 2 1 , and 30 o f the '659 patent.

2

On July 6, 2017, the A L J issued the subject I D (Order No. 33) granting M U V ' s motion.
On July 14,2017, D S M filed a petition for review o f t h e subject I D ("DSM's Pet.") and on July 2 1 ,
2017, Respondents filed a response to D S M ' s Petition ("Respondents' Pet. Resp.").
2017, the I A also filed a response to D S M ' s Petition ( " I A ' s Pet. Resp.").
B.

4

On July 24,

5

Overview of the '659 Patent

The '659 patent, entitled "Coated Optical Fibers," issued on A p r i l 27, 2010, f r o m a U.S.
Patent Application filed November 9, 2005 with the United States Patent and Trademark Office
("USPTO").

The '659 patent claims priority (as a continuation) to the '564 patent and (as a

continuation-in-part) to a U.S. Patent Application filed November 22, 2000 (now abandoned).
The '659 patent generally relates to "coated optical fibers comprising soft primary coatings . . .
having a sufficient high resistance against cavitation." See '659 patent at Abstract.

The '659

patent explains that "[t]he primary coating generally w i l l be a radiation curable coating based on
(meth)acrylate functional oligomers and radiation-curable monomers with photoinitiator(s) and
additives."

See id, at 10:61-64.

The '659 patent further explains that, " [ i ] n contrast to the
6

normal practice i n radiation curable oligomer synthesis wherein the low Mw-fractions are
restricted to a minimum or avoided, it is preferred according to the present invention to modify the
Mw-distribution by introducing a sufficient amount o f a l o w M w oligomer or multifunctional
monomer to obtain the desired cavitation strength and/or strainhardening."

See id, at 13:57-63.

Respondent OFS did not file a response to M U V ' s motion but joined M U V i n its response to
D S M ' s petition.
5

On July 19, the Chairman granted the I A ' s request for a one-day extension o f time to file a
response to D S M ' s petition. See Secretary's Letter dated July 19, 2017 (EDIS Doc. I D No.
617588).
6

" M w " i n the context o f the '659 patent specification refers to "molecular weight."

3

Respondents allege that the term "molecular weight" i n claims 16-18, 2 1 , and 30 (the
relevant claims) o f the '659 patent is indefinite. See M U V ' s M e m . at 2.

Claims 16 and 30 o f the

'659 patent are independent and claims 17, 18, and 21 depend f r o m claim 16.

Claims 16 and 30

recite:
16. Primary coating composition when cured having an
equilibrium modulus, as measured according to A S T M D5026-95a,
of about 1.2 MPa or less, a storage modulus at 2 3 ° C. (E'23) and a
cavitation strength at which a tenth cavitation appears (o )
o f at
least about 1.0 MPa as measured at a deformation rate o f 0.20 min" ,
said cavitation strength being at least about 1.4 times said storage
modulus at 23° C , wherein said primary coating composition
comprises:
l0

cav

1

(a) 20-98% by wt. o f at least one oligomer having a
weight o f about 1000 or higher;
(b)

0-80% by wt. o f one or more reactive diluents;

(c)

0.1-20% by wt. o f one or more photoinitiators; and

(d)

0-5% by wt. o f additives.

molecular

30. Primary coating having an equilibrium modulus, as measured
according to A S T M D5026-95a, o f about 1.2 MPa or less and a
calculated volumetric thermal expansion coefficient (X23 o f
6.85xl0" K" or less, wherein said primary coating is obtained by
curing a composition comprising:
4

1

(a) 20-98% by wt. o f at least one oligomer having a
weight o f 1000 or higher;
(b)

0-80% by wt. o f one or more reactive diluents;

(c)

0.1-20% by wt. o f one or more photoinitiators; and

(d)

0-5% by wt. o f additives.

molecular

Each o f claims 16-18, 2 1 , and 30 requires "at least one oligomer having a
weight o f about 1000 or higher."

7

molecular

D S M and the I A argued, and the A L J agreed, that the term

"molecular weight" should be construed as "the sum o f the atomic weights o f the atoms i n a

7

Claims 17, 18, and 21 depend f r o m claim 16 and thereby include the "molecular weight" claim
limitation indirectly.

4

molecule."

See Order No. 17, App. A at 38-39.

However, the I D agrees w i t h M U V and the I A

that the terni "molecular weight" is indefinite. See I D at 9.
of 'molecular weight' i n the Markman

The I D reasons that "[t]he definition

Order does not resolve the meaning o f 'average molecular

weight' or 'number average molecular weight' or whether any o f those terms refers to one
oligomer or to a distribution o f oligomers." See id. at 8.

I n its petition for review, D S M states

that the adopted construction refers to actual molecular weight and as such, it is not indefinite.
See, e.g., D S M ' s Pet. at 4-6.

The I A and M U V disagree and argue that the claims are indefinite

because it is unclear as to whether "molecular weight" refers to an average molecular weight, a
theoretical molecular weight, or an actual molecular weight. See Respondents' Pet. Resp. at 1;
I A ' s Pet. Resp. at 7.
II.

L E G A L STANDARDS
A.

Standard of Review

The Commission may review an I D either upon petition by one of the parties or on its o w n
motion.

See 19 C.F.R. §§ 210.43, 210.44.

Review w i l l be ordered i f it appears:

(i)

that a finding or conclusion o f material fact is clearly
erroneous;

(ii)

that a legal conclusion is erroneous, without governing
precedent, rule or law, or constitutes an abuse o f discretion;
or

(iii)

that the determination is one affecting Commission policy.

See 19 C.F.R. § 210.43(b)(1), (d)(2).
In addition, the Commission w i l l "order review o f an initial determination or certain issues
therein when at least one o f the participating Commissioners votes for ordering review." See 19
C.F.R. § 210.43(d)(3).

5

B.

Summarv Determination Standard

Under Commission Rule 210.18, summary determination "shall be rendered i f
pleadings and any depositions, answers to interrogatories, and admissions on file, together with the
affidavits, i f any, show that there is no genuine issue as to any material fact and that the moving
party is entitled to a summary determination as a matter of law."

19 C.F.R. § 210.18(b).

"[I]n deciding a motion for summary judgment, 'the evidence of the nonmovant is to be
believed, and all justifiable inferences are to be drawn in his favor.'" Liebel-Flarsheim Co. v.
Medrad, Inc., 481 F.3d 1371, 1377 (Fed. Cir. 2007) (citing Anderson

v. Liberty Lobby, Inc., 477

U.S. 242, 255 (1986)). "The summaiy judgment movant [] has the initial responsibility of
identifying the legal basis of its motion, and of pointing to those portions of the record that it
believes demonstrate the absence of a genuine issue of material fact." Novartis Corp., v. Ben
Venue Labs., Inc., 271 F.3d 1043,1046 (Fed. Cir. 2001) (citing Celotex Corp v. Catrett, All U.S.

317, 323 (1986)).

8

"Once the movant has made this showing, the burden shifts to the nonmovant

to designate specific facts showing that there is a genuine issue for trial." Id. (citation omitted).
"' [MJere denials or conclusory statements are insufficient' to survive summary judgment."
Biochem,

Inc. v. Applera

C.

Enzo

Corp., 599 F.3d 1325, 1337 (Fed. Cir. 2010) (citation omitted).

Claim Construction

Claim construction is a "matter of law exclusively for the court." Markman v. Westview
Instruments,

Inc., 52 F.3d 967, 970-71 (Fed. Cir. 1995) (en banc), a f f ' d , 517 U.S. 370 (1996).

Claim construction focuses on the intrinsic evidence, which consists of the claims
. . themselves, .the specification, and the prosecution history. . See.Phillips v.. AWE Corp., 415. F.3d .

8

*

*

•

The standards for summaiy judgment in district courts apply to summary determinations before
the Commission. See Amgen Inc. v. Int 'l Trade Comm % 565 F.3d 846, 849 (Fed. Cir. 2009)
(citing Hazani v. United States Int'l Trade Comm % 126 F.3d 1473, 1476 (Fed. Cir. 1997)).

6

1303,1314 (Fed. Cir. 2005) (en banc).

I n construing disputed terms, the Court should first look at

the claims themselves, f o r " [ i ] t is a 'bedrock principle' o f patent law that 'the claims o f a patent
define the invention to which the patentee is entitled the right to exclude.'" See Phillips, 415 F.3d
at 1312 (quoting Innova/Pure

Water, Inc. v. Safari Water Filtration

Sys., Inc., 381 F.3d 1111,1115

(Fed. Cir. 2004)).
I n addition, the claims "must be read i n view o f the specification, o f which they are a part."
Id. at 1315 (quoting Marhnan,

52 F.3d at 979). As the Federal Circuit explained in Phillips,

specification "is always highly relevant to the claim construction analysis.

the

Usually, it is

dispositive; it is the single best guide to the meaning o f a disputed term." Id. (quoting Vitronics
Corp. v. Conceptronic,

Inc., 90 F.3d 1576,1582 (Fed. Cir. 1996)).

The Federal Circuit concluded

that "[t]he construction that stays true to the claim language and most naturally aligns w i t h the
patent's description o f the invention w i l l be, i n the end, the correct construction." Id. at 1316
(quoting Renishaw

PLC v. Marposs

Societa'per

Azioni,

158 F.3d 1243, 1250 (Fed. Cir. 1998)).

I n addition to the specification, courts "should also consider the patent's prosecution
history, i f it is i n evidence."

Id. at 1317 (quoting Markman,

52 F.3d at 980). The Federal Circuit

explained that the prosecution history which is "part o f the intrinsic evidence, consists o f the
complete record o f the proceedings before the [USPTO] and includes the prior art cited during the
examination o f the patent."

Id. (citation omitted).

The Federal Circuit cautioned that "because

the prosecution history represents an ongoing negotiation between the [USPTO] and the applicant,
rather than the final product o f that negotiation, i t often lacks the clarity o f the specification and
thus is less.useful for claim construction.purposes." Id. (citation omitted).

"Nonetheless, the . .

prosecution history can often inform the meaning o f the claim language by demonstrating how the
inventor understood the invention and whether the inventor limited the invention i n the course o f

7

prosecution, making the claim scope narrower than it would otherwise be." Id. (citation omitted).
While extrinsic evidence "can shed useful light on the relevant art," it is "less significant
than the intrinsic record in determining the legally operative meaning of claim language." See
Phillips, 415 F.3d at 1317 (quoting CR. Bard, Inc. v. U.S. Surgical Corp., 388 F.3d 858, 862 (Fed.

Cir. 2004)). Importantly, the extrinsic evidence may not be used to contradict the claim language
or the patent specification. See Vitronics, 90 F.3d at 1584 ("[EJxtrinsic evidence . . . may be used
only to help the court come to the proper understanding of the claims; it may not be used to vary or
contradict the claim language.

Nor may it contradict the import of other parts of the

specification.") (citations omitted).
The construction of a claim term is generally guided by its ordinary meaning. However,
courts may deviate from the ordinary meaning when: (1) "the intrinsic evidence shows that the
patentee distinguished that term from prior art on the basis of a particular embodiment, expressly
disclaimed subject matter, or described a particular embodiment as important to the invention"; or
(2) "the patentee acted as his own lexicographer and clearly set forth a definition of the disputed
claim term in either the specification or prosecution history." Edwards Lifesciences LLC v. Cook
Inc., 582 F.3d 1322, 1329 (Fed. Cir. 2009); see also OmegaEng'g,

Inc., v. RaytekCorp.,

334 F.3d

1314, 1324 (Fed. Cir. 2003) ("[Wjhere the patentee has unequivocally disavowed a certain
meaning to obtain his patent, the doctrine of prosecution disclaimer attaches and narrows the
ordinary meaning of the claim congruent with the scope of the surrender."); Rheox, Inc. v. Entact,
Inc., 276 F.3d 1319, 1325 (Fed. Cir. 2002) ("The prosecution history limits the interpretation of
claim terms so as to exclude any interpretation that was disclaimed during prosecution.")
Nevertheless, there is a "heavy presumption that a claim term carries its ordinary and customary
meaning." CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359,1366 (Fed. Cir. 2002) (citations

8

omitted).

The standard for deviating f r o m the plain and ordinary meaning is "exacting" and

requires "a clear and unmistakable disclaimer."

See Thorner v. Sony Computer

Entm V Am. LLC,

669 F.3d 1362, 1366-67 (Fed. Cir. 2012); see also Epistar Corp. v. Int'l Trade Comm'n,

566 F.3d

1321,1334 (Fed. Cir. 2009) (requiring "expressions o f manifest exclusion or restriction,
representing a clear disavowal o f claim scope" to deviate f r o m the ordinary meaning) (citation
omitted).
1).

Indefiniteness

Statutory defmiteness requires that the patent "specification [] conclude with one or more
claims particularly pointing out and distinctly claiming the subject matter which the applicant
regards as his invention."

See 35 U.S.C. § 1 1 2 , | 2 .

9

" [ A ] patent is invalid for indefiniteness

i f its claims, read i n light o f the specification delineating the patent, and the prosecution history,
fail to inform, w i t h reasonable certainty, those skilled i n the art about the scope of the invention."
Nautilus,
III.

Inc. v. BiosigInstruments,

Inc., 572 U.S. --, 134 S. Ct. 2120, 2124 (2014).

ANALYSIS
The Commission has determined that the I D errs by applying the common dictionary

definition o f "molecular weight." The record evidence demonstrates that "molecular weight" and
"average molecular weight" are used interchangeably i n the context o f the '659 patent
specification and that a person having ordinary skill i n the art would understand "molecular
weight," i n the context o f an oligomer component o f the claimed primary coating composition, to
mean "average molecular weight." I n addition, because the '659 patent discloses one method o f
measuring average molecular weight only, namely "number average molecular weight," the . .

9

The effective date o f the '659 patent pre-dates the America Invents Act ( " A I A " ) enacted by
Congress on September 16, 2011. Thus, the pre-AIA version o f the cited statute applies to the
asserted patents.

9

Commission has determined to construe the claim term "molecular weight" as "number average
molecular weight." Based on its construction, the Commission has further determined that the
term "molecular weight" is not indefinite. Accordingly, the Commission has determined to
review the I D , and on review, to reverse and vacate the I D .
A.

Claim Construction

The Commission finds that the I D errs by applying the common dictionary definition o f
"molecular weight," as adopted i n the Markman

Order dated May 10, 2017.

See Order No. 17,

App. A at 38-39 ("Complainants' and S t a f f s construction which reflect a common dictionary
definition (including chemical dictionary definitions), is adopted here.").

While the common

dictionary definition ("the sum o f the atomic weights o f the atoms i n the molecule") may be proper
i n other contexts (e.g., a discrete oligomer molecule, small molecules), it is inconsistent with the
'659 patent's claim language, the specification, and the extrinsic evidence.

Indeed, the intrinsic

evidence, supported by relevant extrinsic evidence, shows that the claimed oligomer is a
component or ingredient i n the primary coating composition and that the oligomer exists i n a range
or distribution o f molecular weights.

The record evidence (as discussed more f u l l y below) also

demonstrates that "molecular weight" and "average molecular weight" are used interchangeably i n
the context o f the '659 patent, and that a person o f ordinary skill i n the art would understand, w i t h
reasonable certainty, that "molecular weight," i n the context o f an oligomer component o f the
claimed primary coating composition, means "number average molecular weight."

10

The Markman "Order adopts the definition o f a [person o f ordinary skill i n the art] that
Complainants [] and Staff have agreed upon," i.e., "[a] person o f ordinary skill i n the art would
have at least a B.S. i n Chemistry, Chemical Engineering, Materials Science or a related field,
approximately three to five years o f postgraduate experience, including some experience in one or
more o f photopolymerization reactions, molecular synthesis, polymer characterization, polymer
chemistry, and optical fibers." See Order N o . 17 at 13,15.

10

First, the claim language is inconsistent with the I D ' s "common dictionary definition"
construction ("the sum o f the atomic weights o f the atoms i n the molecule") and with D S M ' s
position that the term molecular weight means actual molecular weight. See Phillips, 415 F.3d at
1312 ("It is a 'bedrock principle' o f patent law that 'the claims o f a patent define the invention to
which the patentee is entitled the right to exclude.'") (citation omitted). The relevant claims
recite a "[primary coating] composition comprising]:
(a) 20-98% by wt. of at least one oligomer
weight of about 1000 or higher,

having a

(b)

0-80% by wt. o f one or more reactive diluents;

(c)

0.1-20% by wt. o f one or more photoinitiators; and

(d)

0-5% by wt. o f additives."

molecular

Based on the claim language as well as the intrinsic and extrinsic evidence, it is evident that the
claimed "at least one oligomer" does not refer to a single discrete oligomer molecule, but to an
oligomer ingredient or component o f the claimed primary coating composition (along with other
ingredients including reactive diluents, photoinitiators, and/or additives), i.e., a mixture or
population o f oligomer molecules.

Accord

C o m m ' n Op. at 13 (reviewing I D on summary

determination o f non-infringement) (Aug. 4, 2017).

Thus, i n the context o f the relevant claims,

"molecular weight" cannot refer to "actual molecular weight," as suggested by D S M , but instead
refers to an average molecular weight which is how oligomer components o f primary coatings are
characterized by those skilled i n the art. See, e.g., M U V ' s Mot., Ex. A , Nairn Decl. at 119 ("A
person o f ordinary skill i n the art would understand, based on the plain language o f the claims, that
the claimed oligomer refers to a distribution o f molecules arid that the molecular weight is an
average molecular weight."); D S M ' s Pet., Ex. E, Sancaktar Decl. at f 23 ("[E]ach oligomer
molecule i n a sample o f oligomer may be made up o f a different number o f repeating structural

11

units. Naturally then, each oligomer molecule may have a different number o f atoms within it,
and therefore a different molecular weight.

Accordingly, it is common, and well understood by

persons o f ordinary skill i n the art, that the oligomer component included i n a primary coating
composition is described not by a single molecular weight, but instead by a molecular weight
distribution . . . . " ) ; Comm'n Op. at 17 (reviewing I D on summary determination o f
non-infringement) (Aug. 4, 2017) ("The synthesis o f a target oligomer w i l l generally result i n a
distribution o f reactive oligomers.") (citing Initial Report o f Prof. Christopher N . Bowman); see
also TevaPharm.

USA, Inc. v. Sandozlnc,

789 F.3d 1335, 1338, 1341 (Fed. Cir. 2015) ("Tew/")

(although the patent claims recite "molecular weight" o f a polymer component, the court noted
that the parties agree it means "average molecular weight"). I n the context o f the claimed
oligomer component or ingredient o f the primary coating composition, "molecular weight"
necessarily refers to an average molecular weight because the oligomer component exists i n a
range o f individual oligomer molecules, having different chain lengths and corresponding actual
molecular weights.

A n d while "actual molecular weight" can properly refer to the molecular

weight o f an individual oligomer molecule, this term is inadequate to characterize an oligomer
component.
This inteipretation is consistent with the '659 patent specification, which uses "molecular
weight" and "average molecular weight" interchangeably.

For example, the specification

explains that "[p]referably, the oligomer is a urethane (meth)acrylate oligomer" {see '659 patent at
11:23-24) and that "[pjreferred oligomers are polyether based acrylate oligomers, polycarbonate
acrylate oligomers, polyester acrylate oligomers, alkyd acrylate oligomers and acrylated acrylic .
oligomers" (see id. at 12:12-15).

The specification further explains that:

The number
average
molecular
weight
o f the urethane
(meth)acrylate used i n the composition o f the present invention is

12

preferably i n the range f r o m about 1,200 to about 20,000, and more
preferably f r o m about 2,200 to about 10,000. I f the number
average
molecular weight of the urethane (meth) acrylate is less than about
1000, the resin composition tends to vitrify at room
temperature;
on the other hand, if the number average molecular weight is
larger than about 20,000, the viscosity of the composition
becomes
high, making handling of the composition
difficult.
See id. at 11:62-12:4 (emphasis added).

The specification also states that:

The at least one oligomer preferably has a molecular weight of
about 4000 or more, more in particular of about 5000 or more.
Generally, in view of viscosity requirements,
the molecular
weight
is about 20,000 or less, preferably about 15,000 or less, more
preferably about 10,000 or less. A n y oligomer can be used, but
wholly aliphatic polyether urethane oligomers are preferred. Also,
polyether/polyester
and
polyether/polycarbonate
combined
urethane acrylate oligomers are preferred.
11

See id, at 15:38-46 (emphasis added); see also id. at 28:44-57 (claim 16) ("20-98% by wt. o f at
least one oligomer having a molecular

weight of about 1000 or higher") (emphasis added); id.

20:41-43 ("Coatings D to F each contain as the oligomer, an aliphatic polyether-polycarbonate
based urethane acrylate oligomer having an average Mw of4000....")

(emphasis added); claim 2

o f t h e '564 patent (which recites "number average molecular weight o f about 1000 or higher," and,
as recognized by D S M , "otherwise parallels the '564 Patent's limitation," see D S M ' s Pet. at 2 ) .

12

Thus, the references to the same lower (1,000) and upper (20,000) boundaries below which "the
resin composition tends to v i t r i f y at room temperature" and "above which the viscosity o f t h e
composition becomes high, making handling o f the composition difficult," i n the context o f both
"molecular weight" and "average molecular weight," shows that the specification uses "molecular
For instance, in Example 3, "[a] primary coating composition was formulated using 38.8 w t %
o f an aliphatic polyether-polycarbonate based urethane acrylate oligomer having an average M w
o f 4000 . . . ." See '659 patent at 26:26-28 (Example 3).
12

D S M contrasts the '564 patent claims which "expressly refer[] to 'number average molecular
weight," see D S M ' s Pet. at 2 (emphasis i n original), but claim differentiation is "a rule o f thumb
that does not trump the clear import o f the specification." See Eon-Net LP v. Flagstar
Bancorp,
653 F.3d 1314, 1323 (Fed. Cir. 2011).

13

weight" and "average molecular weight" interchangeably.

A n d this interchangeable use o f

"molecular weight" and "average molecular weight" is also consistent with the understanding of
persons having ordinary skill i n this art.

See, e.g., M U V ' s Mot., Ex. A , Nairn Decl. at f 19 ("A

person o f ordinary skill i n the art would understand, based on the plain language o f the claims, that
the claimed oligomer refers to a distribution o f molecules and that the molecular weight is an
average molecular weight."); Teva, 789 F.3d at 1338, 1341 (although the patent claims recite
"molecular weight" o f a polymer component, the court noted that the parties agree it means
"average molecular weight"); Edwards,

582 F.3d at 1329 ("The interchangeable use o f the two

terms is akin to a definition equating the two.").
D S M ' s argument that "molecular weight" refers to a "molecular weight fraction" is not
supported by the intrinsic evidence.

First, the claims require a "molecular weight" not a

"molecular weight fraction." I n fact, the only portion o f the specification that refers to a
molecular weight fraction (which D S M cites) is inconsistent w i t h D S M ' s position. See '659
Patent at 13:57-63 ("In contrast to the normal practice i n radiation curable oligomer synthesis
wherein the l o w Mw-fractions are restricted to a m i n i m u m or avoided, it is preferred according to
the present invention to m o d i f y the Mw-distribution by introducing a sufficient amount o f a l o w
M w oligomer or multifunctional monomer to obtain the desired cavitation strength and/or strain
hardening.").

Indeed, the specification shows that the patentee merely distinguished the practice

o f avoiding " l o w Mw-fractions" and explained that the invention actually shows that "a sufficient
amount o f a l o w M w oligomer" improves cavitation strength and/or strain hardening.

See id. at

.13:57-63. . Here, "a low Mw.oligomer" logically refers to an oligomer component having " l o w
average molecular weight" because "a l o w actual molecular weight oligomer" does not make
sense in the context o f a mixture or population o f oligomer molecules.
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Moreover, nowhere does

the specification, or any o f t h e disclosed embodiments, support characterizing or selecting the
molecular weight o f an oligomer based on a fraction o f the molecular weight distribution.
e.g., SMF at f 19; see also SanDisk Corp. v. Memorex

See,

Prods., Inc., 415 F.3d 1278,1285 (Fed. Cir.

2005) ("A claim construction that excludes a preferred embodiment, moreover, 'is rarely, i f ever,
correct.'") (citation omitted).

Instead, " [e] ach of the oligomer molecular weight values described

i n the 'Examples' o f t h e '659 patent is an 'average M w ' (average molecular weight) or 'theoretical
molecular weight.'" See SMF at f 19 (citing '659 patent at 25:40 (Comparative Experiment A ) ,
26:13 (Example 2), 26:28 (Example 3), 26:42 (Comparative Experiment C)); see also Phillips, 415
F.3d at 1316 ("The construction that stays true to the claim language and most naturally aligns
with the patent's description o f the invention w i l l be, i n the end, the correct construction.")
(quotation omitted). I n addition, European patent application EP-A-0894277, which is
incoiporated i n the '659 patent specification at 13:24-32, teaches measuring the number average
molecular weight o f oligomers by vapor pressure osmometry ("VPO"), /. e., i n a manner that does
not discriminate between individual molecules or fractions o f molecules (i. e., the entire sample is
considered to calculate the number average molecular weight).
*

See C o m m ' n Op. at 14-15, 15

*

13

n.10 (reviewing I D on summary determination o f non-infringement) (Aug. 4, 2017).
The two references to "theoretical molecular weight" i n the '659 specification (see '659
patent at 25:39-40 ("A coating was prepared using 0.50 w t % o f a polyether urethane acrylate
(theoretical molecular weight~9000). . . .") (Comparative Experiment A ) , 26:40-41 ( " A coating
was prepared using 60 w t % o f a polyether urethane acrylate (theoretical molecular weight~4000 .
. . . ) " . (Comparative Experiment C)) do not diminish our analysis (or render the claims indefinite as
1^

The discussion o f the V P O technique i n EP-A-0894277 (incoiporated i n the '659 patent
specification at 13:24-32) also contradicts D S M ' s assertion (based on extrinsic evidence) that Gel
Permeation Chromatography ("GPC") is required to determine the claimed molecular weight o f
the claimed oligomer component. See D S M ' s Pet. at 3-4.

15

Respondents and the I A contend) because the relevant claims do not recite "theoretical molecular
weight," but "molecular weight." I n fact, those references further support our conclusion that
"molecular weight" means "average molecular weight" i n the context o f t h e '659 patent claims
and specification, and further contradict D S M ' s position that "molecular weight" refers to "actual
molecular weight" or to a "molecular weight fraction." Indeed, a "theoretical molecular weight"
of about 4000 or 9000 i n the context o f an oligomer refers to a "theoretical average

molecular

weight," rather than a "theoretical actual molecular weight," given the nature o f the oligomer
component which includes a distribution o f molecules w i t h different chain lengths.

See, e.g.,

D S M ' s Pet., Ex. E, Sancaktar Decl. at f 23 ("[I]t is common, and well understood by persons o f
ordinary skill i n the art, that the oligomer component included i n a primary coating composition is
described not by a single molecular weight, but instead by a molecular weight distribution . . . . " ) ;
compare

'659 patent at 26:9-10 ("A coating was formulated using 69.7 w t % o f a polyether

urethane acrylate oligomer having a polyether backbone comprising on average two blocks
polypropylene glycol having an average M w o f about 4000 . . . .") (Example 2).
I n sum, "average molecular weight" is "[f]he construction [of'molecular weight'] that
stays true to the claim language and most naturally aligns w i t h the patent's description of the
invention."

See Phillips,

415 F.3d at 1316 (quotation omitted). On the other hand, the common

dictionary definition o f "molecular weight" adopted by the A L J , which corresponds to "actual
molecular weight" (see D S M ' s Pet. at 4), is inconsistent with the intrinsic evidence and may even
lead to inoperable embodiments.

See AIA Eng'g Ltd. v. Magotteaux

Int'l S/A, 657 F.3d 1264,

.1278 (Fed. Cir. 2011) ( " [ A ] construction that renders the claimed invention inoperable should be .
viewed with extreme skepticism.").

For example, according to D S M , a primary coating

composition comprising 20% by wt. o f an oligomer fraction having an actual molecular weight o f

16

about 1000 or higher would satisfy the "20-98% by wt. o f at least one oligomer having a molecular
weight o f about 1000 or higher" limitation.

See D S M ' s Pet. at 3. However, i n that case, the

average molecular weight o f the oligomer component i n the primary coating composition may still
be below 1000 i f a larger fraction o f the oligomer component has an actual molecular weight o f
less than 1000.

Consequently, the primary coating composition may be inoperable as it would

tend to " v i t r i f y at room temperature."

See '659 patent at 11:66-12:l ( " I f the number average

molecular weight o f the urethane (meth)acrylate is less than about 1000, the resin composition
tends to v i t r i f y at room temperature . . . . " ) .
Thus, a person having ordinary skill i n the art would understand, based on the language o f
the claims and i n the context o f the '659 patent specification, with reasonable certainty, that the
plain meaning o f "molecular weight" is "average molecular weight." I n addition, "average
molecular weight" was construed as "number average molecular weight" i n the parent '564 patent
and no other method o f measuring average molecular weight is described or identified i n the '659
and '564 patents.

14

See Cloud Farm Assoc. LP v. Volkswagen

Grp. of Am., Inc., 674 Fed. Appx.

1000, 1006 (Fed. Cir. 2017) ("The same term should be construed consistently throughout the
same patent and any related patents sharing a common specification.") (citing CVI/Beta
Inc. v. TuraLP,

Ventures,

112 F.3d 1146, 1159 (Fed. Cir. 1997)); see also D S M ' s Opp'n, Ex. D , D S M ' s

Resp. to SMF at f 5 ( " M U V conceded during the Marhnan

proceedings that all references to

"average molecular weight" mean "number average molecular weight.") (citing Respondents'
Markman

Br. at 30). Accordingly, the Commission has determined to construe the claim term

"molecular, weight" as "number average molecular weight."

"Theoretical molecular weight" is distinct f r o m a "measured value" as recognized by
Respondents' expert, see M U V ' s Mot., Ex. A , Nairn Decl. at \ 23.

17

B.

Indefiniteness

In view o f our construction o f the claim term "molecular weight" as "number average
molecular weight," the Commission has also determined to reverse and vacate the I D ' s findings on
indefiniteness.

Indeed, none o f the parties argued that the term "molecular weight," i f construed

as "number average molecular weight," would be indefinite. Nor did they argue that the same
term i n the context o f the parent '564 patent was indefinite.

Compare

Teva, 789 F.3d at 1344-45

(finding the term "molecular weight" indefinite where the term could mean peak average
molecular weight (Mp), number average molecular weight (Mn), or weight average molecular
weight ( M w ) , and "[t]he claims do not indicate which measure to use").
IV.

CONCLUSION
For the foregoing reasons, the Commission has determined to review the I D and on review,

to reverse and vacate the I D .
B y order o f the Commission.

Lisa R. Barton
Secretary to the Commission
Issued:

August 11, 2017
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OPTICAL FIBERS, AND PRODUCTS
CONTAINING SAME

I

NOTICE OF COMMISSION DETERMINATION TO REVIEW AN
INITIAL DETERMINATION GRANTING RESPONDENT’S MOTION
FOR SUMMARY DETERMINATION THAT COATINGS KS1-043 AND KS1-048
DO NOT INFRINGE U.S. PATENT No. 7,067,564, AND ON REVIEW, TO AFFIRM THE
INITIAL DETERMINATION BUT SET ASIDE THE ANALYSIS
AGENCY:

U.S. International Trade Commission.

ACTION:

Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review an initial determination (“ID”) (Corrected Order No. 32) of the presiding
administrative law judge (“ALJ”) granting Respondent Momentive UV Coatings (Shanghai) Co.,
Ltd.’s (“MUV”) motion for summary determination that MUV’s accused coatings KS1-043 and
KS1-048 do not infringe the asserted claims of U.S. Patent No. 7,067,564. As explained in the
Commission Opinion, the Commission has determined to review the ID, and on review, to affirm
the ALJ’s ultimate conclusions with respect to claim construction and non-infringement but to
set aside the ALJ’s reasoning.

FOR FURTHER INFORMATION CONTACT: Houda Morad, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street SW., Washington, DC 2043 6,
telephone (202) 708-4716. Copies of non-conﬁdential documents ﬁled in connection with this
investigation are or willbe available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Ofﬁce of the Secretary, U.S. International Trade Commission, 500 E Street SW.,
Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its lnternet server at httgs://www.usitc. gov. The
public record for this investigation may be viewed on the C0mmission’s electronic docket (EDIS)
at httgs://edis.usitc. gov. Hearing-impaired persons are advised that infonnation on this matter
can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
December 5, 2016, based on a complaint ﬁled by Complainants DSM Desotech, Inc. of Elgin,
Illinois and DSM IP Assets B.V. of I-Ierleen,Netherlands (collectively, “DSM” or
“Complainants”). See 81 Fed. Reg. 87588-9 (Dec. 5, 2016). The Complaint alleges violations of
section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. 1337, based upon the importation

1

into the United States, the saleifor importation, and the sale within the United States after
.
importation of certain UV curable coatings for optical ﬁbers, coated optical ﬁbers, and products
containing same by reason of infringement of claims 1-8, 10-15, and 18-22 of U.S. Patent No.
6,961,508, claims 1-10 and 13-1'5ofU.S. Patent No. 7,171,103, claims 2-4, 9, 11, 12, and 15 of
U.S. Patent No."7,067,564 (“the ’564 patent”), and claims 1-3, 9, 12, 16-18, 21, and 30 ofU.S.
Patent No. 7,706,659. See id The notice of investigation identiﬁes two (2) respondents, namely
Momentive UV Coatings (Shanghai) Co., Ltd. of Shanghai, China (“MUV”) and OFS Fitel, LLC
of Norcross, Georgia (“OFS”) (collectively, “Respondents”). See id. The Ofﬁce of Unfair
Import Investigations is also a party in this investigation. See id.

On May 23, 2017, Respondent MUV ﬁled a motion for summary determination that its
accused coatings KS 1-043 and KS1-048 do not infringe the asserted claims of the ’564 patent.
On June 1, 2017, DSM ﬁled an opposition to MUV’s motion and on June 5, 2017, the
Commission Investigative Attorney (“IA”) ﬁled a response in support of MUV’s motion.
On July 5, 2017, the ALJ issued the subject ID (Order No. 32) (corrected July 7, 2017)
granting MUV’s motion. OnlJuly 13, 2017, DSM ﬁled a petition for review of the subject ID
and on July 20, 2017, Respondents and the IA ﬁled responses to DSM’s Petition.

As explained in the Commission Opinion, the Commission has determined to review the
ID, and on review, to afﬁnn the ALJ’s ultimate conclusions with respect to claim construction
and non-infringement but to set aside the ALJ’s reasoning.
__

The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Com1nission’s Rules of
Practice and Procedure ( 19 CFR part 210).
l

By order of the Commission.
,

'

""

-

Lisa R. Barton
Secretary to the Commission
Issued: August 4, 2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN UV CURABLE COATINGS
FOR OPTICAL FIBERS, COATED
OPTICAL FIBERS, AND PRODUCTS
CONTAINING SAME

. .
Investigation No. 337-TA-1031

"NOTICE OF COMMISSION DETERMINATION TO REVIEW AN
INITIAL DETERMINATION GRANTING RESPONDENT’S MOTION FOR
SUMMARY DETERIVIINATION THAT CLAIMS 16-18, 21, AND 30 OF U.S. PATENT
No. 7,-706,659ARE INVALID FOR INDEFINITENESS UNDER 35 U.S.C. § 112, 112, AND

ON REVIEW, TO REVERSE AND VACATE THE INITIAL DETERMINATION
AGENCY:

ACTION:

U.S. Intemational Trade Commission.

Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review an initial determination (“ID”) (Order No. 33) of the presiding
administrative law judge (“ALI”) granting Respondent Momentive UV Coatings (Shanghai) C0.,
Ltd.’s motion for summary determination that claims 16-18, 21, and 30 of U.S. Patent No.
7,706,659 are invalid for indefiniteness under 35 U.S.C. § 112, 1|~
2. As explained in the
forthcoming Commission Opinion, the Commission has cletennined to review the ID, and on
review, to reverse and vacate the ID.

FOR FURTHER INFORMATION CONTACT: Honda Morad, Ofﬁce of the General
Counsel, U.S. International Trade Commission, 500 E Street SW., Washington, DC 20436,
telephone (202) 708-4716. Copies of non-conﬁdential documents ﬁled in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street SW.,
Washington, D.C. 20436, telephone (202) 205-2000. General information conceming the
Commission may also be obtained by accessing its Intemet server at httgs."//www.usitc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket (EDIS)
at httgs://edis. usitc.gov. Hearing-impaired persons are advised that infonnation on this matter
can be obtained by contacting the Con1mission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
December 5, 2016, based on a complaint ﬁled by Complainants DSM Desotech, Inc. of Elgin,
Illinois and DSM IP Assets B.V. of Herleen, Netherlands (collectively, “DSM” or
“C0mplainants”). See 81 Fed. Reg. 87588-9 (Dec. 5, 2016). The Complaint alleges violations of
section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. 1337, based upon the importation
into the United States, the sale for importation, and the sale within the United States after
1

importation of certain UV curable coatings for optical ﬁbers, coated optical ﬁbers, and products
containing same by reason of infringement of claims 1-8, 10-15, and 18-22 of U.S. Patent No.
6,961,508, claims 1-10 and 13-15 ofU.S. Patent No. 7,171,103, claims 2-4, 9, 11, 12, and 15 of
U.S. Patent No. 7,067,564, and claims 1-3, 9, 12, 16-18, 21, and 30 ofU.S. Patent No. 7,706,659
(“the ’659 patent”). See id, The notice of investigation identiﬁes two respondents, namely:
Momentive UV Coatings (Shanghai) Co., Ltd. of Shanghai, China (“MUV”) and OFS Fitel, LLC
of Norcross, Georgia (“OPS”) (collectively, “Respondents”). See id. The Ofﬁce of Unfair
Import Investigations is also a party in this investigation. See id
On May 22, 2017, Respondent MUV ﬁled a motion for summary determination that
claims 16-18, 21, and 30 of the ’659 patent are invalid for indeﬁniteness under 35 U.S.C. § 112,
1]2. On June 1, 2017, DSM ﬁled an opposition to MUV’s motion and on June 5, 2017, the
Commission Investigative Attomey (“IA”) ﬁled a response in support of MUV’s motion.
On July 6, 2017, the ALJ issued the subject ID (Order No. 33) granting MUV’s motion.
On July 14, 2017, DSM ﬁled a petition for review of the subject ID and on July 21, 2017,
Respondents ﬁled a response to DSM’s Petition. On July 24, 2017, the IA ﬁled a response to
DSM’s Petition.

_

As explained in the forthcoming Commission Opinion, the Commission has determined
to review the ID, and on review, to reverse and vacate the ID.
The authority for the Commission’s detemiination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of
Practice and Procedure (19 CPR part 210).
By order of the Commission.
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Lisa R. Barton
Secretary to the Commission

Issued: August 7, 2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION
i

Washington, D.C.

In the Matter of
CERTAIN UV CURABLE COATINGS

]nv_ N0_337_TA_1[)31

FOR OPTICAL FIBERS, COATED
OPTICAL FIBERS, AND PRODUCTS
CONTAINING SAME

ORDER NO. 33:

INITIAL DETERMINATION GRANTING MUV’S MOTION
FOR SUMMARY DETERMINATION THAT CLAIMS 16-18,
21 AND 30 OF U.S. PATENT NO. 7,076,659 ARE INVALID
UNDER 35 U.S.C. § 112 [MOTION DOCKET NO. 1031-022]
(July 6, 2017)

I.

INTRODUCTION
On May 22, 2017, Respondent Momentive UV Coatings (Shanghai) Co., Ltd. (“MUV”)

moved for summary detennination (“Motion”) that asserted claims 16-18, 21, and 30 of U.S.
Patent No. 7,706,659 (“the ’659 patent”) are invalid for claim indeﬁniteness under 35 U.S.C.
§112, 1 2. (Motion Docket No. 1031-022; Mot. at 1.).] On June 1, 2017, Complainants DSM

Desotech, Inc. and DSM IP Assets B.V. (collectively, “DSM”) ﬁled its opposition
(“Opposition”). (Doc. ID No. 613428; Opp’n” at 1.). On June 5, 2017, Commission

Investigative Staff (“Staff”) ﬁled its response (“Staff Response”) in which it supports MUV’s
Motion. (Doc. ID No. 613431; Staff Resp. at 1.). OFS did not ﬁle a brief. Because there are no

1MUV certiﬁed pursuant to Ground Rule 2.2 that it attempted to resolve the issues in this Motion with
Complainants DSM Desotech, Inc. and DSMIP Assets B.V. (collectively, “DSM”), who said they would
oppose MUV’s Motion; with Commission Investigative Staff (“Staff”) who said she would reserve her
position until she saw the papers; and with Respondent OFS, Fitel LLC (“OPS”) whom MUV asserted
does not oppose MUV’s Motion. (Mot. at 2.).
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genuine disputes of material fact, for the reasons explained below, MUV’s Motion is granted.

II.

THE CLAIM LANGUAGE AT ISSUE: SELECTED FACTS AND POSITIONS
The ’659 patent, entitled “Coated Optical Fiber” claims primary coatingcompositions

and primary coatings. (MUV’s Statement of Undisputed Material Facts (“SUMF”) at 1]2.).

MUV contends that asserted claims 16-18, 21 and 30 of the ’659 patent are invalid for claim
indeﬁniteness pursuant to 35 U.S.C. § 112, ‘H2 because claims 16-18, 21 and 30 ofthe ’659

patent require a primary coating composition that comprises: “20-98% by wt. of at least one
oligomer having a molecular Weight of about 1000 or higher.” (Memorandum (“Mem.”) at 2
(citing SUMF at 113).). Claims 16 and 30 are independent claims. (Id). Claims 17, 18 and 21
depend from claim 16. (1d.).



The disputed claim language at the heart of MUV’s Motion and DSM’s Opposition, is
quoted from claim 16 of the ’659 patent as follows, with the disputed language in bold:

16. Primary coating composition when cured having an equilibrium modulus, as
measured according to ASTM D5026-95a, of about 1.2 MPa or less, a storage
modulus at 23° C. (E'23) and a cavitation strength at which a tenth cavitation
appears (o1Ocav) of at least about 1.0 MPa as measured at a deformation rate of
0.20 min—1,said cavitation strength being at least about 1.4 times said storage
modulus at 23° C.,>wherein said primary coating composition comprises: _
(a) 20-98% by Wt. of at least one oligomer having a molecular
Weight of about 1000 or higher;
(b) 0-80% by Wt. of one or more reactive diluents;
(c) 0.1-20% by Wt.of one or more photoinitiators; and
(d) 0-5% by wt. of additives.
(Mem. at 2-3 (citing SUMF at Tl4) (emphasis added).).

According to MUV, the ’659 patent speciﬁcation never deﬁnes the term “molecular
weight.” (Id. at 2.). The speciﬁcation of the ’659 patent describes the molecular weight of the
claimed oligomer as ta single value. For example, the speciﬁcation at 1l:62—12:4describes yet

another measurement, here a number average molecular Weight, for the oligomer as:
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' The number average molecular Weight of the urethane (meth)acrylate used in the
composition of the present invention is preferably in the range from about 1,200
to about 20,000, and more preferably from about 2,200 to about 10,000. If the
number average molecular weight of the urethane (meth)acrylate is less than
about 1000, the resin composition tends to vitrify at room temperature; on the V
other hand, if the number average molecular weight is larger than about 20,000,
the viscosity of the composition becomes high, making handling of the
composition difficult.
(Id. at 3 (citing SUMF at 1]5 (Compl. at Ex. 4 at ll:62—l2:4).).

MUV cites to a number of passages in the ’659 patent speciﬁcation where there are

different molecular weight measurement terms used to describe the measurements. (Id (citing
Compl. at Ex. 4 at 26:10-13 (“A coating was formulated using 69.7 Wt% of a polyether urethane

acrylate oligomer having a polyether backbone comprising on average two blocks polypropylene
glycol having an average MW of about 4000 . . . .”); 26:26-28 (“A primary coating composition

was formulated using 38.8 wt % of an aliphatic polyether-polycarbonate based urethane acrylate
oligomer having an average Mw of4000 . . . .”); SUMF at {[1]5-7).).

As MUV notes, the speciﬁcation also describes a theoretical molecular weight for the
oligomer as follows:
A coating was prepared using 0.50 wt % of a polyether
urethane acrylate (theoretical l11Ol8Cl1lal’W6igl‘lf~900Q),
about

20 wt % of 8 times cthoxylated nonylphenol acrylate, 20 wt %
laurylacrylate, 6 wt % of N-vinylcaprolactam, 1.5 wt %
Lucmne TPO, 0.8 wt % Irganox I035, 0.3 wt % dielhanola
mine and 0.3% Seesorb 102.
(Id. at 3—4(citing Compl. at Ex. 4 at 25:39-44; id. at 26:40-45 (“A coating was prepared using 60
wt ~% of a polyether urethane acrylate (theoretical molecular wt w 4000 . . . .”); SUMF 111]
8~9).).

V

According to MUV, as shown in the claim language quoted above, the “molecular

weight” of the ‘claimedoligomer can be determined by different measurements, including

“number average molecular weight,” “average molecular weight,” or in certain places in the
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claims, by “theoretical molecular weight of an individual molecule in the oligomer.” (Id. at 2
3.).

Staff points to certain language of claim 30 of the ’659 patent which is the same as the
following claim 16 language:

(a) 20-98% by wt. of at least one oligomer having a molecular weight of
about 1000 or higher;
(b) 0-80% by Wt. of one or more reactive dilucnts;
(c) 0.1-20% by Wt. of one or more photoinitiators; and
(d) 0-5% by Wt. of additives.

(Staff Resp. at 2 (citing to claim 30 of ’659 patent) (emphasis added).).

Staff notes that the Markman construction adopted for “molecular Weight” means “the
sum of the atomic weights of the atoms in a molecule.” (Id. (citing Order No. 17 at 38-39); see

also Opp’n at 4.). As Staff describes, oligomers “usually exist in a distribution of molecules
with varying molecular weights.” (Staff Resp. at 2.). As Staff notes, however, agreeing with
MUV, there are “at least two vastly different possible meanings” for the claim term “molecular
weight” even given its construction: (1) a reference to the actual molecular weight of the
individual oligomer molecules; or (2) a.naverage molecular weight for the oligomer taken as a
whole (e'.g., number average molecular weight). (Id. at 4.). Staff observes that DSM has elected

the fonner deﬁnition whereas the patent speciﬁcation includes support for the second
interpretation. (Id. (citing ’659 patent at ll:66—l2:l).). According to Staff, this results in

“irreconcilably different claim scopes.” (Id).
Because of the differences in those various meanings as described above, MUV also
argues that depending upon which term is used and calculated within the claim speciﬁcations,
the outcomes would be different, and therefore, the patentees have failed to inform with
reasonable certainty about the scope of the invention. (Mem. at 2.). MUV argues that DSM’s
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interpretation of the claims excludes the preferred embodiments. (Id. at 8.).

DSM contends there are disputes of genuine fact that should be resolved during the

evidentiary hearing and relies on the Markman Order’s language that “with respect to all claim

scopes Respondents claim are indeﬁnite, no ﬁnal determination will be made with respect to
their invalidity for indeﬁniteness until all necessary evidence has been submitted. (Opp’n at 5
(citing Markman Order (Order N0. 17) at 12) (emphasis in original).).

DSM also argues that MUV’s claim construction position on “average molecular weight’
undercuts Dr. Naim’s declaration (RXM-0003), which MUV relies on in its Motion. (Id. (citing
SUMF 111]11-12).). DSM argues that MUV conceded during the Markman proceedings that

“average molecular Weight” as used in the ’659 patent means “number average molecular”
Weight, and therefore, Dr. Naim’s opinions on the ambiguity of which average to use is moot.
(Id. (citing Resp’ts Markman Br. at 30; RXM-0003).). With respect to that portion of the ’659 '

patent speciﬁcation that MUV and Dr. Nairn cite as reﬂecting the ambiguity in terms, DSM says
that Whilethe theoretical molecular weight of the oligomer is simply provided as a number, there
is no instruction to use any theoretical molecular weight as a measurement technique on already
synthesized oligomers. (1d.).

With respect to a possible ambiguity, DSM argues that the Markman construction of
molecular weight does not call for any type of “average molecular weight.” (Id. at 8.).
DSM argues that DSM’s experts. Dr. Sancaktar and Dr. Bowman, have opined that a

person of ordinary skill in the art would use Gel Permeation Chromatography (“GPC”) to
characterize the molecular weight distribution of the oligomers of the ’659 patent. (Id. at 7
(citing EX. A at 1]93; Ex. B at W 41-48).).
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III.
A

LEGAL STANDARDS
A.

Summary Determination

Summary determination under Commission Rule 210.18 is analogous to summary
judgement LmderFederal Rule of Civil Procedure 56, and may be granted only where the

evidence shows “that there is no genuine issue as to any material fact and that the moving party
is entitled to summary determination as a matter of law.” See 19 C.F.R. § 210.18(b). The party

moving for summary determination bears the initial burden of establishing that there is an

absence of a genuine issue of material fact and that it is entitled to judgment as a matter of law.
Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986). Even if the moving party meets this burden,

summary detemiination must be denied where the non-moving party “set[s] forth speciﬁc facts
showing that there is a genuine issue for trial.” Anderson v. Liberty Lobby, Inc., 477 U.S. 242,

256 (1986). Courts must examine all the evidence in the light most favorable to the non-moving
party. Id. at 255. All “justifiable inferences” are to be drawn in the non-moving party’s favor.
Id.

'

B.

Indeﬁniteness

“A patent is invalid for indeﬁniteness if its claims, read in light of the speciﬁcation
delineating the patent, and the prosecution history, fail to inform, with reasonable certainty, those
skilled in the art about the scope of the invention.” Nautilus, Inc. v. Biosig Instruments, Ina, 134
S. Ct. 2120, 2124 (2014). “When a claim term ‘depends solely on the unrestrained, subjective

opinion ofa particular individual practicing the invention,’ Without sufﬁcient guidance in the
speciﬁcation to provide objective direction to one of skill in the art, the term is indefinite.” DDR
Holdings, LLC v. H0tels.c0m, L.P.,'773 F.3d 1245, 1260 (Fed. Cir. 2014) (quoting Data/nize,

LLC v, Plumtree Software, Ina, 417 F.3d 1342, 1350 (Fed. Cir. 2005). “A claim may, for
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example, prove indeﬁnite if its language ‘might moan several different things’ and the patent

itself identiﬁes ‘no informed and conﬁdent choice . . . among the contending deﬁnitions?”
Otsuka Pharm. C0. v. Zydus Pharms. USA, 151 F. Supp. 3d 525, 545 (D.N.J. 2015) (quoting

Nautilus, 134 S. Ct. at 2130 n.8). Thus, the level of ordinary skill in the art plays an important

role in an indeﬁniteness analysis.” TinrzusEnterprises, LLC v. Telebrands Corp, 846 F.3d 1190,

1206 (Fed. Cir. 2017). To aid in determining the understanding of a skilled artisan, “a court

considering an allegation of indeﬁniteness may rely on extrinsic evidence . . . including expert
and inventor testimony, dictionaries, and learned treatises.” Hamilton Pr0ds., inc. v. O’Neill,
492 F. Supp. 2d 1328, 1337 (M.D. Fla. 2007) (citing Datamize, 417 F.3d at 1348; Markman v.
Westview Instruments, Ina, 52 F.3d 967, 980 (Fed. Cir. 1995)).).

IV.

1

ANALYSIS AND ORDER
MUV and Staff note that claims are indeﬁnite when the scope of a claim depends on a

given measurement but the patent speciﬁcation does not specify which measurement to use,
which, in turn, leads to inconsistent results—as in this case. (See Mem. at 5-6 (citing Dow
Chem. C0. v. NOVA Chems. C0rp., 803 F.3d 620, 630 (Fed. Cir. 2015.); StaffResp. at 3-4.).

MUV and Staff both rely on Teva Pharmaceuticals USA, Inc. v. Sandoz [nc., 789 F.3d 1335,
1338-45 (Fed. Cir. 2015) as being analogous to this case. (Mem. at 6; Staff Resp. at 4.). In

Teva, the court found that “molecular weight” could refer to peak average molecular weight (Mp)
to number average molecular weight (Mn) or to weight average molecular weight (l\/lw)_(Mem. at

6.). Like Staff, MUV notes that whether a calculation using “number average molecular weight”
or “molecular weight” ofa given oligomer will result in different claim scopes. (1d. at 7; Staff
Resp. at 4.). Staff notes that in this Investigation with the ’659 patent, as in Teva, supra, there

are uncertainties as to what form of molecular Weightmeasurement would be used to determine
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the claimed molecular Weightof the oligomer. (Staff Resp. at 5.). Staff also notes that DSM’s

deﬁnition of a “molecular weight” that refers to the actual molecular weight of an individual
oligomer molecule and not to any form of average molecular weight, is not supported. Staff
notes that the ’659 speciﬁcation continually refers to an average weight for an oligomer. (Id.).

DSM argues that the indeﬁniteness inquiry should wait until the hearing because there
are additional underlying facts. (Opp’n at 1.). However, it would appear that the facts are in,

and it is a matter of looking at the claim speciﬁcation to determine if the claim scope uses
different measurements that lead to different results. See Dow Chemical C0., 803 F.3d at 630.

DSM argues that whether the scope of the “Z0-98% by wt. of at least one oligomer

having a molecular weight of 1000 or higher” is reasonably certain. (Opp’n at 4-6.). But that
does not appear to be the issue of concern by itself; the problem seems to be that in various

places in the same speciﬁcation of the ’659 patent, different molecular tenns for measurement
are used without necessarily suggesting why different measurements are used, and without

deﬁning them. (See Section II, supra.) The deﬁnition of “molecular weight” in the Markman
Order does not resolve the meaning of “average molecular weight” or “number average
molecular Weight” or Whether any of those tenns refers to one oligomer or to a distribution of
oligomers.
Moreover, it also does not seem to be an issue or in dispute whether Gel Permeation

Chromatography (“GPC”) is the appropriate method to use to determine the molecular weight
distribution of a an oligomer. (Opp’n at 6.). As DSM itself notes, there is not a “single actual

data set characterizing the molecular weight distribution of an oligomer across all of the

thousands of documents produced by any party to this Investigationthat is performed using
anything other than GPC.” (Id.). So, clearly there is no dispute there despite DSM’s seeming
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attempt to make it an issue where none exists.
Finally, it is not necessary for experts to replicate testing, or as DSM suggests, to perform

actual experiments to eliminate a claimed dispute of fact.‘ (See Opp’n at 7.). If the patent claim
speciﬁcation, as it does here, and as the Teva court found, gives a variety of different

measurement terms in the same speciﬁcation without stating whether the measurement is the
“average” of the oligomer or co-polymer, or the weight that is not an “average,” there is '
uncertainty. (See, e.g., Staff Resp. at Ex. 1.). Here, as in Teva, the claim scopes leave it unclear

as to which measurement is deﬁning the scope of the claims. Therefore, for the forgoing
reasons, asserted claims 16-18, 21, and 30 of U.S. Patent No. 7,076,659 are invalid for claim
indeﬁniteness under 35 U.S.C. §l 12, {I2 and MUV’s Motion, Motion Docket No. 1031-022, is

granted.
Within seven (7) days of the date of this document, each party shall submit to the Ofﬁce

of the Administrative Law Judges a statement as to whether or not it seeks to have any portion of
this document deleted from the public version, The parties’ submissions must be made by hard
copy by the aforementioned date. Any party that does not respond will be considered to have
Waived its rights to redact information.

Any party seeking to have any portion of this document deleted from the public version

thereof must submit to this ofﬁce a copy of this document with red brackets clearly indicating
any portion asserted to contain conﬁdential business information by the aforementioned date.

The parties’ submission concerning the public version of this document need not be ﬁled
with the Commission Secretary.

\

SO ORDERED.
Mary an McNamara
Administrative Law Judge
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