
U.S. International Trade Commission
Publication 4928 September 2019 

Washington, DC 20436

In the Matter of

CERTAIN AUTOMATED TELLER 
MACHINES, ATM MODULES, 

COMPONENTS THEREOF, AND 
PRODUCTS CONTAINING THE 

SAME 

Investigation No. 337-TA-989



U.S. International Trade Commission

COMMISSIONERS 

Rhonda Schmidtlein, Chairman 
 David Johanson, Vice Chairman 
Irving Williamson, Commissioner 

Meredith Broadbent, Commissioner 

Address all communications to 
Secretary to the Commission 

United States International Trade Commission 
Washington, DC 20436



U.S. International Trade Commission

Publication 4928 September 2019

Washington, DC 20436 
www.usitc.gov

In the Matter of

CERTAIN AUTOMATED TELLER 
MACHINES, ATM MODULES, 

COMPONENTS THEREOF, AND 
PRODUCTS CONTAINING THE 

SAME 

Investigation No. 337-TA-989



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN AUTOMATED TELLER Investigation No. 337-TA—989
MACHINES, ATM MODULES, (Enforcement)
COMPONENTS THEREOF, AND
PRODUCTS CONTAINING THE SAME

NOTICE OF A COMMISSION DETERMINATION NOT TO REVIEW THE
ENFORCEMENT INITIAL DETERMINATION AND TO TERMINATE THE

ENFORCEMENT PROCEEDING

AGENCY: U.S. International Trade Commission.

ACTION: Notice.

SUMMARY: Notice is hereby given that U.S. International Trade Commission (“Commission”)
has determined not to review the Enforcement Initial Determination (“EID”) issued in the
underlying enforcement proceeding and to terminate the enforcement proceeding.

FOR FURTHER INFORMATION CONTACT: Carl P. Bretscher, Office of the General
Counsel, U.S. International Trade Cormnission, 500 E Street SW, Washington, DC 20436,
telephone 202-205-2382. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 pm.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street SW,
Washington, DC 20436, telephone 202-205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server (htggs://www.usitc.gov). The
public record for this investigation may be viewed on the Cornmission’s Electronic Docket
Information System (“EDIS”) (httgs://edis.usz'tc.gov). Hearing-impaired persons are advised that
information on this matter can be obtained by contacting the Commission’s TDD terminal,
telephone 202-205-1810.

SUPPLEMENTARY INFORMATION: On March 14, 2016, the Commission instituted the
original investigation based on a complaint filed by Nautilus Hyosung Inc. (now Hyosung TNS
Inc.) of Seoul, Republic of Korea, and Nautilus Hyosung America Inc. of Irving, Texas
(collectively, “Hyosung”). 81 FR 13149 (Mar. 14, 2016). The complaint alleged a violation of
19 U.S.C. 1337, as amended (“Section 337”), in the importation, sale for importation, or sale in
the United States after importation of certain automated teller machines (“ATM”), ATM
modules, components thereof, or products containing same that infringe one or more claims of
U.S. Patent No. 8,523,235 (“the ’235 patent”). The notice of investigation named Diebold
Nixdorf, Incorporated, and Diebold Self-Service Systems, both of North Canton, Ohio
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(collectively, “Diebold”) as Respondents. The Office of Unfair Import Investigations (“OUII”)
was not narned as a party.

On July 14, 2017, the Commission found Diebold in violation of Section 337 as to the
’235 patent and issued a limited exclusion order and cease and desist orders (the “Remedial
Orders”). Diebold appealed the final determination to the U.S. Court of Appeals for the Federal
Circuit (“Federal Circuit”).

On December 22, 2017, the Commission instituted the subject enforcement proceeding
based on a complaint filed by Hyosung accusing Diebold of violating the Remedial Orders. 82
FR 60762 (Dec. 22, 2017). OUII was named as a party to the enforcement proceeding. On
August 15, 2018, during the course of the enforcement proceeding, the Federal Circuit reversed
the Com1nission’s violation determination, finding that the asserted claims of the ’235 patent are
invalid as indefinite. Diebold Nixdozjf Inc. v. International Trade Comm ’n, 899 F.3d 1291 (Fed.
Cir. 2018).

On November 13, 2018, Diebold petitioned the Commission to rescind the remedial
orders in view of the Federal Circuit’s indefiniteness determination, and moved to terminate the
enforcement proceeding. Hyosung opposed both the petition and the motion, and moved instead
to reopen the record for the limited purpose of receiving new evidence on claim construction and
indefiniteness. OUII opposed Hyosung’s motion and supported Diebold’s termination motion in
relevant part.

On December 11, 2018, the Commission determined to institute a rescission proceeding
and to rescind the Remedial Orders and denied Hyosung’s motion to reopen the record as moot.
83 FR 64599 (Dec. 17, 2018). During this period of time, the Commission also extended the
target date for completion of this investigation in order to take into account any motions for
rehearing before the Federal Circuit and issuance of the Federal Circuit’s mandate in the above
referenced appeal. Comm’n Notice (Dec. 11, 2018); Comrn’n Notice (Nov. 5, 2018); Comm’n
Notice (Sept. 14, 2018).

On December 21, 2018, the presiding administrative law judge (“ALJ”) issued an
enforcement initial determination, in which he denied Diebold’s motion to terminate the
rescission proceeding due to its failure to comply with the agreement disclosure provisions of
Commission Rule 210.21, 19 CFR § 210.21. EID at 12-13, 17. The ALJ also found that no
violation of any remedial order could occur, and no enforcement measures should be taken,
following the Federal Circuit’s indefiniteness ruling and the Commission’s subsequent rescission
of its remedial orders. Id. at 16-17.

As a result of the partial government shutdown, the Commission subsequently extended
the date for determining whether to review the subject EID to March 15, 2019, and the target
date for completion of this investigation to May 1, 2019. Com1n’nNotice (Feb. 6, 2019).
Hyosung filed its petition for review on January 30, 2019. Both Diebold and OUII filed their
respective oppositions to Hyosung’s petition on February 6, 2019.
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Having reviewed the record in this enforcement proceeding, including the ALJ’s EID, the
petition for review, and responses thereto, the Commission has determined not to review the
subject EID and to terminate the enforcement proceeding.

The authority for the Commission’s determination is contained in Section 337 of the
TariffAct of 1930, as amended (19 U.S.C. 1337), and in Sections 210.43 and 210.51 ofthe
Commission’s Rules of Practice and Procedure (19 CFR §§ 210.43, 210.51).

By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: March 11, 2019

3



CERTAIN AUTOMATED TELLER MACHINES, ATM Inv. N0. 337-TA-989
MODULES, COMPONENTS THEREOF, AND PRODUCTS (Enforcement)
CONTAINING SAME

PUBLIC CERTIFICATE OF SERVICE

I, Lisa R. Barton, hereby certify that the attached NOTICE has been served by hand
upon the Commission Investigative Attorney, Yoncha Kundupoglu, Esq., and the following
parties as indicated, on March 12, 2019.

%%£
Lisa R. Barton, Secretary
U.S. International Trade Commission
500 E Street, SW, Room 112
Washington, DC 20436

On Behalf of Complainants Hvosung TNS Inc. and Nautilus
Hyosung America, Inc.:

Kevin C. Wheeler, Esq. Uvia Hand Delivery
LATHAM & WATKINS LLP
555 Eleventh Street, NW U Via Express Delivery
Suits 1000 [Z Vla F11‘S’[Class Mall

Washington, DC 20004 [I Other;

On Behalf of Respondents Diebold Nixdorf, Incorporated and
Diebold Self-Service Systems:

Adam D- swam ES¢1- []Via Hand Delivery
ALSTON & BIRD LLP U V. E D 1.
950 F Street, NW 1*‘ "P“‘sS e ‘WY
Wasmngton, DC 20004 Via Fl1"S’[Class Mail

ElOther:



UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

In the Matter of 

CERTAIN AUTO MA TED TELLER 
MACHINES, ATM MODULES, 
COMPONENTS THEREOF,AND 
PRODUCTS CONTAINING THE SAME 

Investigation No. 337-TA-989 
(Rescission Proceeding) 

NOTICE OF COMMISSION DETERMINATION TO INSTITUTE A RESCISSION 
PROCEEDING, TO RESCIND THE REMEDIAL ORDERS, AND TO TERMINATE 

THE RESCISSION PROCEEDING 

AGENCY: U.S. International Trade Commission. 

ACTION: Notice. 

SUMMARY: Notice is hereby given that the U.S. International Trade Commission ("the 
Commission") has detennined to institute a rescission proceeding, to rescind a limited exclusion 
order and two cease-and-desist orders, and to terminate the rescission proceeding. 

FOR FURTHER INFORMATION CONTACT: Robert J. Needham, Esq., Office of the 
General Counsel, U.S. International Trade Commission, 500 E Street SW, Washington, DC 
20436, telephone 202-205-2382. Copies of non-confidential documents filed in connection with 
this investigation are or will be available for inspection during official business hours (8:45 a.m. 
to 5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street 
SW., Washington, DC 20436, telephone 202-205-2000. General information concerning the 
Commission may also be obtained by accessing its Internet server athttps:l/www.usitc.gov. The 
public record for this investigation may be viewed on the Commission's electronic docket 
("EDIS") at https://edis. usitc.gov. Hearing-impaired persons are advised that information on this 
matter can be obtained by contacting the Commission's TDD terminal, telephone 202-205-1810. 

SUPPLEMENTARY INFORMATION: On March 14, 2016, the Commission instituted the 
original investigation based on a Complaint filed by Nautilus Hyosung Inc. (now Hyosung TNS 
Inc.) of Seoul, Republic of Korea, and Nautilus Hyosung America Inc. oflrving, Texas 
(collectively, "Complainants"). The Notice of Investigation named Diebold Nixdorf, 
Incorporated, and Diebold Self-Service Systems, both of North Canton, Ohio (collectively, 
"Respondents") as Respondents. The Complaint alleged Respondents were violating section 337 
of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, by importing into the United States, 
selling for importation, or selling within the United States after importation certain automated 
teller machines, A TM modules, components thereof, and products containing same that infringe 



one or more of claims 1-3, 6, 8, and 9 ("the asserted claims") of U.S. Patent No. 8,523,235 (''the 
'235 patent"). The Office of Unfair Import Investigations ("OUil") was not named as a party. 

On July 14, 2017, the Commission found Respondents in violation of section 337 with 
respect to the asserted claims of the '235 patent, and issued a limited exclusion order and two 
cease-and-desist orders with respect to the asserted claims ("the remedial orders"). Respondents 
appealed the Commission's detennination to the U.S. Court of Appeals for the Federal Circuit 
("Federal Circuit"). 

On August I 5, 2018, the Federal Circuit issued an opinion finding the asserted claims of 
the '235 patent invalid for indefiniteness pursuant to 35 U.S.C. § 112(6), and reversing the 
Commission's determination that Respondents violated section 337. Diebold Nixdorf Inc. v. 
International Trade Comm 'n, Appeal No. 2017-2553, 899 F.3d 1291 (Fed. Cir. 2018). The 
mandate issued on November 9, 2018. 

On November 13, 2018, Respondents petitioned the Commission to rescind the remedial 
orders based on the Federal Circuit ruling that the asserted claims are invalid. On November 23, 
2018, Complainants opposed the petition, and argued that the Commission should instead reopen 
the record for further evidence on indefiniteness. 

Also on November 13, 2018, Complainants moved to reopen the record for the limited 
purpose of admitting evidence relating to indefiniteness. On November 23, 2018, Respondents 
opposed the motion, arguing that the Federal Circuit invalidity ruling is binding on the 
Commission. Respondents also argued Complainants should have to show cause why they 
should not be sanctioned for a frivolous filing. On November 29, 2018, Complainants moved for 
leave to file a reply in support of their motion. 

Having considered the petition and response, the Commission has determined to institute 
a rescission proceeding, and finds that the Federal Circuit's ruling that the asserted claims are 
invalid is a changed circumstance that warrants rescinding the remedial orders. The Commission 
therefore has determined to rescind the remedial orders. 

In light of the Commission's determination to rescind the remedial orders, the 
Commission has also determined to deny as moot Complainants' motion to reopen the record. 
The Commission also denies Respondents' request for sanctions, and denies Complainants' 
motion for leave to file a reply. The rescission proceeding is hereby tenninated. 

The authority for the Commission's determination is contained in Section 337 of the 
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Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Com.mission's Rules of 
Practice and Procedure ( 19 CFR part 210). 

By order of the Commission. 

Lisa R. Barton 
Secretary to the Commission 

Issued: December 11, 2018 
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CERTAIN AUTOMATED TELLER MACIDNES, ATM 
MODULES, COMPONENTS THEREOF, AND PRODUCTS 
CONTAINING SAME 

Inv. No. 337-TA-989 
(Modification) 

PUBLIC CERTIFICATE OF SERVICE 

I, Lisa R. Barton, hereby certify that the attached NOTICE has been served by hand 
upon the Commission Investigative Attorney, Yoncha Kundupoglu, Esq., and the following 
parties as indicated, on December 11, 2018. 

Lisa R. Barton, Secretary 
U.S. International Trade Commission 
500 E Street, SW, Room 112 
Washington, DC 20436 

On Behalf of Complainants Hyosung TNS Inc. and Nautilus 
Hyosung America, Inc.: 

Kevin C. Wheeler, Esq. 
LATHAM & WATKINS LLP 
555 Eleventh Street, NW 
Suite 1000 
Washington, DC 20004 

On Behalf of Respondents Diebold Nixdorf, Incorporated and 
Diebold Self-Service Systems: 

Adam D. Swain, Esq. 
ALSTON & BIRD LLP 
950 F Street, NW 
Washington, DC 20004 

□Via Hand Delivery 

D Via Express Delivery 

IZI Via First Class Mail 

□Other: ------

□Via Hand Delivery 

D Via Express Delivery 

IZI Via First Class Mail 

□Other: ------



UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

In the Matter of 

CERTAIN AUTOMATED TELLER 
MACHINES, ATM MODULES, 
COMPONENTS THEREOF, AND 
PRODUCTS CONTAINING THE SAME 

Inv. No. 337-TA-989 
(Enforcement Proceeding) 

ENFORCEMENT INITIAL DETERMINATION 

I. Background 

By publication of a notice in the Federal Register on March 14, 2016, pursuant to 

subsection (b) of section 337 of the Tariff Act of 1930, as amended, the Commission instituted 

an investigation to determine: 

[W]hether there is a violation of subsection (a)(1)(B) of section 337 in the 
importation into the United States, the sale for importation, or the sale within the 
United States after importation of certain automated teller machines, ATM 
modules, components thereof, and products containing the same by reason of 
infringement of one or more of claims 1-3 and 5 of the '551 patent [U.S. Patent 
No. 7,891,551]; claims 1 and 6 of the '655 patent [U.S. Patent No. 7,950,655]; 
claims 1-4, 6, and 7 of the '165 patent [U.S. Patent No. 8,152,165]; and claims 1-
3, 6, 8, and 9 of the '235 patent [U.S. Patent No. 8,523,235], and whether an 
industry in the United States exists as required by subsection (a)(2) of section 337. 

81 Fed. Reg. 13419 (Mar. 14, 2016). 

The named complainants were Nautilus Hyosung Inc. of Seoul, Republic of Korea and 

Nautilus Hyo sung America Inc. of Irving, Texas. The named respondents were Diebold, 

Incorporated of North Canton, Ohio and Diebold Self-Service Systems of North Canton, Ohio. 

Id. The Office of Unfair Import Investigation was not named as a party to the investigation on 

the question of violation. Id. On February 6, 2017, the administrative law judge issued an initial 



determination granting an "Unopposed Motion to Amend the Complaint and Notice of 

Investigation to Reflect a Corporate Name Change such that the name Diebold, Incorporated be 

amended to recite Diebold Nixdorf, Incorporated." See Order No. 32 (Feb. 6, 2017); Notice of 

Commission Detellnination Not to Review an Initial Determination Amending the Complaint 

and Notice of Investigation to Reflect a Corporate Name Change (Mar. 8, 2017). 

On July 27, 2016, the Commission determined not to review an initial determination 

terminating all asserted claims of U.S. Patent Nos. 7,891,551 and 8,152,165. Order No. 11 (June 

30, 2016); Notice of Commission Determination Not to Review an Initial Determination 

Terminating the Investigation in Part As to U.S. Patent Nos. 7,891,551 and 8,152,165 (July 27, 

2016). On August 16, 2016, the Commission determined not to review an initial determination 

terminating all asserted claims of U.S. Patent No. 7,950,655. Order No. 17 (July 21, 2016); 

Commission Determination Not to Review an Initial Determination Teiminating the 

Investigation in Part As to U.S. Patent No. 7,950,655 (Aug. 16, 2016). Accordingly, only claims 

of U.S. Patent No. 8,523,235 ("the '235 patent") remained at issue. See id.; Commission 

Determination Not to Review an Initial Determination Temiinating the Investigation in Part As 

to U.S. Patent No. 7,950,655 (Aug. 16, 2016). 

On March 13, 2017, the administrative law judge issued an initial determination finding 

that a violation of section 337 had occurred with respect to U.S. Patent No. 8,523,235. 

On July 14, 2017, the Commission found a section 337 violation as to '235 patent, and 

issued a limited exclusion order ("LEO"), as well as cease and desist orders ("CDOs"). 82 Fed. 

Reg. 33513-14 (July 20, 2017). The LEO prohibits the unlicensed entry of automated teller 

machines, ATM modules, components thereof, and products containing the same that infringe 

one or more of claims 1-3, 6, 8, and 9 of the '235 patent that are manufactured by, or on behalf 
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of, or are imported by or on behalf of Diebold Nixdorf, Incorporated, Diebold Self-Service 

Systems ("Diebold"), or any of their affiliated companies, parents, subsidiaries, agents, or other 

related business entities, or their successors or assigns. Id. The CDOs prohibit, among other 

things, the importation, sale, and distribution of infringing products by Diebold. Id. 

On November 17,2017, Nautilus filed a complaint requesting that the Commission 

institute a formal enforcement proceeding under 19 C.F.R. § 210.75(b) to investigate alleged 

violations of the remedial orders by Diebold. On December 18, 2017, the Commission ordered 

that a formal enforcement proceeding be instituted to determine whether Diebold is in violation 

of the July 14, 2017, remedial orders issued in the original investigation, and what, if any, 

enforcement measures are appropriate. The Commission ordered that the administrative law 

judge issue an enforcement initial determination ("EID"). The Commission's Office of Unfair 

Import Investigations ("OUII" or "Staff') was named as a party in the enforcement proceeding. 

See Commission Order at 2-3 (Dec. 19, 2017); 82 Fed. Reg. 60762 (Dec. 22, 2017) (notice of 

institution). 

On December 27, 2017, the administrative law judge determined that the EID would be 

due on September 24, 2018, and that the target date for completion of this proceeding would be 

December 24, 2018, i.e., 12 months after institution of the proceeding. See Order No. 35 (setting 

target date) at 1-2. 

On June 22, 2018, the administrative law judge issued an initial determination granting a 

request to amend the complaint and notice of enforcement proceeding so that complainant 

Nautilus Hyosung Inc. is replaced with Hyosung TNS Inc., to reflect a corporate name change. 

Order No. 46 (initial determination), Notice of Commission Determination Not to Review an 

Initial Determination Amending the Complaint and Notice of Enforcement Proceeding to Reflect 
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a Corporate Name Change (July 17, 2018). 

On August 15, 2018, United States Court of Appeals for the Federal Circuit issued an 

opinion in Diebold Nixdorf, Inc. et al. v. Intl Trade Comm 'n, Case No. 2017-2553 (Fed. Cir. 

Aug. 15, 2108), in which the Federal Circuit held that the claims of the '235 patent that were 

asserted in the underlying investigation are invalid as indefinite, and reversed the Commission's 

finding of a section 337 violation. 

On August 24, 2018, the administrative law judge issued an initial determination (Order 

No. 47) extending the target date in this enforcement proceeding by one month to January 24, 

2019, thus extending the deadline for the BID to October 24, 2018. See Commission 

Determination Not to Review an Initial Determination Extending the Target Date (Sept. 14, 

2018). In that order, it was explained that "the target date of this proceeding should be extended 

to allow an opportunity for a rehearing to be requested, for the Federal Circuit's mandate to 

issue, and for the Commission to act on the mandate, before the undersigned issues the [EID]."1 

Order No. 47 at 2. On October 18, 2018, the administrative law judge issued an initial 

determination (Order No. 48) extending the target date in this enforcement proceeding by one 

month to February 27, 2019, thus extending the deadline for the EID to November 27, 2018. See 

Notice of Commission Determination Not to Review an Initial Determination Extending the 

Target Date (Nov. 2, 2018). On November 19, 2018, the administrative law judge issued an 

initial determination (Order No. 49) extending the target date in this enforcement proceeding to 

March 27, 2019, and thus making the BID due by December 27, 2018. See Notice of 

1  On September 26, 2018, the Commission issued its Notice of Commission Determination to 
Deny Respondents' Petition to Temporarily Rescind Remedial Orders Pending Issuance of the 
Federal Circuit's Mandate. 
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Commission Determination Not to Review an Initial Determination Extending the Target Date 

for the Completion of the Investigation (Dec. 11, 2018). 

On October 1, 2018, Hyosung TNS, Inc. and Nautilus Hyosung America Inc. 

("Hyosung") filed a petition for rehearing or rehearing en banc of the Federal Circuit's opinion. 

On November 2, 2018, the Federal Circuit issued an order denying Hyosung's requests, and 

indicating that the mandate of the court would issue on November 9, 2018. See Diebold's Notice 

of Suppl. Authority (filed Nov. 6,2018), Ex. A. 

On November 13, 2018, Diebold filed a petition with the Commission to "rescind the 

July 14, 2017 Limited Exclusion Order and Cease and Desist Orders, pursuant to 19 U.S.C. § 

1337(k) and 19 C.F.R. § 210.76(a)." See Respondents' Petition to Rescind Remedial Orders 

(EDIS Doc. ID No. 661649) (Nov. 13, 2018). On the same date, Hyosung filed a motion with 

the Commission to "re-open the record for the limited purpose of receiving new evidence 

identified by the Federal Circuit as relevant to claim construction and indefiniteness under the 

legal standard adopted by the Court." See Complainants' Motion to Re-Open the Record (EDIS 

Doc. ID No. 661654) (Nov. 13, 2018). On December 11,2018, the Commission issued its 

Notice of Commission Determination to Institute a Rescission Proceeding, to Rescind the 

Remedial Orders, and to Tel ninate the Rescission Proceeding. Notice of Commission 

Determination (Dec. 11, 2018). The Commission stated, in part: 

On August 15, 2018, the Federal Circuit issued an opinion finding the 
asserted claims of the '235 patent invalid for indefiniteness pursuant to 35 U.S.C. 
§ 112(6), and reversing the Commission's determination that Respondents 
violated section 337. Diebold Nixdorf, Inc. v. International Trade Comm 'n, 
Appeal No. 2017-2553, 899 F.3d 1291 (Fed. Cir. 2018). The mandate issued on 
November 9, 2018. 

On November 13, 2018, Respondents petitioned the Commission to 
rescind the remedial orders based on the Federal Circuit ruling that the asserted 
claims are invalid. On November 23, 2018, Complainants opposed the petition, 
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and argued that the Commission should instead reopen the record for further 
evidence on indefiniteness. 

Also on November 13, 2018, Complainants moved to reopen the record 
for the limited purpose of admitting evidence relating to indefiniteness. On 
November 23, 2018, Respondents opposed the motion, arguing that the Federal 
Circuit invalidity ruling is binding on the Commission. Respondents also argued 
Complainants should have to show cause why they should not be sanctioned for a 
frivolous filing. On November 29, 2018, Complainants moved for leave to file a 
reply in support of their motion. 

Having considered the petition and response, the Commission has 
deteimined to institute a rescission proceeding, and finds that the Federal Circuit's 
ruling that the asserted claims ate invalid is a changed circumstance that warrants 
rescinding the remedial orders. The Commission therefore has determined to 
rescind the remedial orders. 

In light of the Commission's determination to rescind the rethedial orders, 
the Commission has also determined to deny as moot Complainants' motion to 
reopen the record. The Commission also denies Respondents' request for 
sanctions, and denies Complainants' motion for leave to file a reply. The 
rescission proceeding is hereby terminated. 

Id. at 2. 

On November 13, 2018, Diebold filed a motion to terminate this enforcement proceeding, 

and a memorandum in support thereof Motion Docket No. 989-47. On November 23, 2018, 

Hyosung filed an opposition to Diebold's motion to terminate this enforcement proceeding. On 

November 23, 2018, OUII filed a response to Diebold's motion to terminate this enforcement 

proceeding. 

Analysis and Determination 

Diebold has moved "to terminate this enforcement proceeding under Rule 210.21." Mot. 

at 1; Mem at 2 ("Thus, termination of this enforcement proceeding is now appropriate under 

Rule 210.21."). Diebold opposes termination of this proceeding in the manner requested by 

Diebold, but does not specifically address Diebold's reliance on Commission Rule 210.21 (19 

C.F.R. § 210.21). OUII states, "Provided that Enforcement Respondents supplement the motion 

6 



to comply with Commission Rule 210.21, the Staff supports the motion to terminate." QUIT 

Resp. at 1. QUIT points out, "The motion relies on Commission Rule 210.21, which provides for 

termination for 'good cause.' 19 C.F.R. § 210.21. This Rule requires that the movant either 

state that there are no agreements between the parties or to provide a copy of any agreement. 

Id." Id. at 1 n.l. 

Commission Rules 210.21 consists of parts (a) through (e). Parts (b), (c) and (d) contain, 

respectively, provisions specifically addressing termination by settlement, consent order and 

arbitration, while part (e) addresses the effect of a determination under the Rule (which is that 

termination by the administrative law judge shall constitute an initial determination). Thus, it 

appears that Diebold relies on part (a). In any event, it is the only provision of the Rule that 

could be applicable given the facts surrounding, and the relief requested by, the pending motion. 

Commission Rule 210.21(a) provides: 

§ 210.21 Termination of investigations. 

(a) Motions for termination. 

(1) Any party may move at any time prior to the issuance of an initial 
determination on violation of section 337 of the Tariff Act of 1930 to terminate 
an investigation in whole or in part as to any or all respondents, on the basis of 
withdrawal of the complaint or certain allegations contained therein, or for 
good cause other than the grounds listed in paragraph (a)(2) of this section. A 
motion for termination of an investigation based on withdrawal of the 
complaint, or for good cause, shall contain a statement that there are no 
agreements, written or oral, express or implied between the parties concerning 
the subject matter of the investigation, or if there are any agreements 
concerning the subject matter of the investigation, all such agreements shall be 
identified, and if written, a copy shall be filed with the Commission along with 
the motion. If the agreement contains confidential business information within the 
meaning of § 201.6(a) of this chapter, at least one copy of the agreement with 
such information deleted shall accompany the motion, in addition to a copy of the 
confidential version. On motion for good cause shown, the administrative law 
judge may limit service of the agreements to the settling parties and the 
Commission investigative attorney. The presiding administrative law judge may 
grant the motion in an initial determination upon such terms and conditions as 
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he deems proper. 

(2) Any party may move at any time to terminate an investigation in whole or in 
part as to any or all respondents on the basis of a settlement, a licensing or other 
agreement, including an agreement to present the matter for arbitration, or a 
consent order, as provided in paragraphs (b), (c) and (d) of this section. 

19 C.F.R. 210.21(a) (emphasis added). 

Thus, in order to grant Diebold's motion, it must be found that good cause exists for 

termination, and that Diebold has complied with the requirements concerning the question of 

whether or not there are agreements concerning the subject matter of the investigation. 

Furthermore, the administrative law judge may grant termination upon such terms and conditions 

as are deemed proper. 

In its motion, Diebold argues: 

On November 9, 2018 the Federal Circuit's mandate in the appeal of the 
underlying investigation issued, finalizing the Federal Circuit's judgment that the 
asserted claims of U.S. Patent No. 8,523,235 ("the 235 patent") are invalid as 
indefinite and reversed the Commission's finding of a violation in this 
investigation. 

The Federal Circuit's final ruling necessitates the termination of this 
enforcement proceeding for at least three distinct and independent reasons. First, 
the determination that the 235 patent is invalid-as-indefinite defeats any claim that 
the 235 patent could ever be infringed. Thus, the remedial orders cannot be 
violated as there can be no infringement. Second, the remedial orders themselves 
are extinguished as a result of the Federal Circuit's reversal of the underlying 
violation. Commission precedent is unequivocal that when a finding of violation 
is reversed, the remedial orders are rescinded and not enforceable. Third, this 
enforcement proceeding is moot given that any civil penalties recommended by 
the AU would be set aside upon rescission. The Federal Circuit has conclusively 
held that the ITC's civil penalties are indeed civil fines, not criminal sanctions. 
Thus, under Supreme Court precedent, they must be set aside when the underlying 
order is overturned as it was here. Accordingly, for at least these three reasons, 
this enforcement proceeding should be terminated. In the alternative, Respondents 
respectfully request that the All stay the enforcement proceeding pending 
rescission of the remedial orders by the Commission. 

Mot. at 1-2. Diebold's memorandum discusses facts and law relevant to the arguments made in 
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its motion. 

In the opening of its opposition, Hyosung argues: 

Diebold's arguments for tei nination of this enforcement action are based 
on the misguided view that the Federal Circuit's decision immediately 
extinguishes the basis for the present enforcement proceeding. That view 
fundamentally misunderstands both the Federal Circuit's decision in this case and 
the nature of Commission enforcement proceedings, and is also contrary to 
Federal Circuit case law. 

Diebold's motion is premised on the notion that the Federal Circuit's 
decision itself invalidates the claims at issue and rescinds the Commission's cease 
and desist orders ("CDOs") that Diebold has violated. It does not. As Hyosung 
explained to the Commission in its petition to reopen the record in the underlying 
investigation, when a federal court of appeals deteimines that an agency action is 
not supported by the record, the ordinary course is for the matter to return to the 
agency, which can then dete -mine whether to take additional evidence. See 
Motion Docket No. 989-19-04 at 4-6 (Nov. 13, 2018) (citing Florida Light & 
Power Co., 470 U.S. 729, 744 (1985)). And here, that course is particularly 
appropriate because the Federal Circuit's decision added clarity and nuance to the 
legal standard for determining the definiteness of terms such as "cheque standby 
unit" and identified the types of evidence that could be offered to satisfy that 
standard. In fact, Diebold itself has recognized that the CDOs will remain 
effective until the Commission itself determines the appropriate next steps. See 
Diebold Petition to Rescind Remedial Orders. As a result, there is no basis to 
terminate these proceedings. At most, the All may wish to extend further the 
enforcement target date to allow the Commission sufficient time to determine 
whether to grant Hyosung's motion and conduct supplementary evidentiary 
proceedings. Should it do so, the target date for the enforcement action then be 
further extended pending completion of those proceedings. 

Diebold's motion also misapprehends the nature of the Commission's 
enforcement authority, suggesting that Commission enforcement proceedings, and 
the penalties that result therefrom, are analogous to civil contempt proceedings, 
which cannot be sustained following the invalidation of a patent (or, as here, the 
reversal of a finding of validity). Commission enforcement proceedings, however, 
are instead akin to criminal contempt proceedings, as the Federal Circuit 
explained in DeLorme Publishing Co., Inc. v. Intl Trade Corn'n, 805 F.3d 1328, 
1336 n.4 (Fed. Cir. 2015). And criminal contempt proceedings, unlike civil 
contempt proceedings, can (and should) be sustained even following the reversal 
of the order giving rise to a finding of contempt. See, e.g., ePlus, Inc. v. Lawson 
Software, Inc., 789 F.3d 1349, 1356 (Fed. Cir. 2015); see also U.S. v. United Mine 
Workers of America, 330 U.S. 258, 294 (1947). 

Opp'n at 1-2 (emphasis in original). Hyosung's opposition proceeds to argue, "given that claim 

9 



construction is not before the All in this enforcement proceeding, the AU must apply the claim 

construction under which the Commission issued the remedial orders. To do otherwise would be 

to allow Diebold to flout the Commission's orders and disregard its authority based on a later-

decided claim construction." Id. at 6. Further, Hyosung details its argument that even rescinding 

the remedial orders does not absolve Diebold's past alleged violations. Id. at 6-10. 

OUII states that it is "of the view that when the Federal Circuit, in a direct appeal from 

the underlying investigation, finds that a respondent has not violated Section 337, it is not 

appropriate to proceed with an enforcement action against that respondent." OUII Resp. at 1. 

Further, it is argued, in part: 

In view of the Federal Circuit decision in the underlying investigation, 
which has now become final and unappealable, this enforcement proceeding 
should be terminated. As discussed below, precedent indicates that when the 
Federal Circuit overturns a Commission remedial order (as opposed to, for 
example, invalidating a patent in a collateral action), an enforcement proceeding 
based on the voided order is improper. This is particularly true when a claim is 
held to be indefinite, because, by definition, it cannot be determined whether or 
not the claim is infringed and thus whether the remedial order has been violated. 
And finally, based again on Federal Circuit precedent, it is no longer clear that 
Complainants have any basis for continuing with this proceeding. Under the 
circumstances, termination is appropriate. 

The Federal Circuit's opinion in DeLorme Publishing Co., Inc. v 
Trade Comm 'n, 805 F.3d 1328 (Fed. Cir. 2015), explains the relevant case law 
and sets out the applicable legal standards. In DeLorme, the respondent had 
entered into a consent order, which it then violated. Id. at 1331-32. The 
Commission therefore imposed a civil penalty of over $6 million. Id. at 1332-33. 
After the Commission issued its decision, a U.S. District Court found that the 
patent at issue was invalid for anticipation and obviousness. Id. at 1333. On 
appeal, the respondent argued that because the patent had been invalidated, the 
civil penalty must be vacated. Id. The Court first analyzed the consent order, 
and then affirmed the Commission decision, finding that although a civil 
contempt sanction can be reversed when the decision on which it is based is still 
subject to review, the consent order at issue in DeLorme was final, and the 
penalty would not be lifted. Id. at 1335-36. 

More specifically, the Federal Circuit held that the "critical" distinction 
between situations in which the civil contempt sanction (or here the civil penalty) 
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may be set aside and those in which it may not be is whether the underlying 
order is final and unappealable — if the order is final, sanctions may be 
appropriate, but if it is not final, sanctions are not appropriate. Id. And here, 
there can be no question that the remedial orders were not final and unappealable. 
Diebold clearly appealed and, indeed, prevailed on appeal. Moreover, the private 
parties' arguments over whether civil penalties are more analogous to civil 
sanctions or criminal contempt and thus fall within Footnote 4 of DeLorme (see, 
e.g., Mem. at 13-16) need not be resolved in this proceeding. Footnote 4, by its 
plain language, refers to whether a penalty may be "set aside." DeLorme, 805 
F3d at 1336. Here, there is no penalty to set aside — the enforcement proceeding 
is still ongoing, and no penalty has yet been assessed. The only question is 
whether the Commission should continue with the proceeding and attempt to 
impose a penalty based on a claim construction that the Federal Circuit has held 
is wrong and on conduct that the Federal Circuit has found not to violate Section 
337. Even if the Commission could, the Staff submits that the Commission 
should not. See, e.g., Pennsylvania v. Wheeling & Belmont Bridge Co., 59 U.S. 
421 (1855) (denying, inter alia, motion for contempt for violation of an 
injunction that had been legislatively overruled) (cited in ePhts, Inc. v. Lawson 
Software, Inc., 789 F.3d 1349, 1354 (Fed. Cir. 2015)). 

This principle has particular force in the current situation, in which the 
Federal Circuit has not invalidated the patent based on prior art, but has instead 
held that the claims are indefinite. As the Enforcement Respondents correctly 
point out, the fact that claims are indefinite will ordinarily preclude an 
infringement finding, and thus a finding that the remedial orders have been 
violated. (Mem. at 4-8). Complainants have previously argued that claim 
construction is not properly before the Judge during an enforcement proceeding. 
See Complainants' Opposition to Respondents' Motion to Extend the Target 
Date Pending Issuance of the Federal Circuit's Mandate and Request for 
Shortened Response Time at 6 (EDIS Doc. ID 659148). But this is exactly the 
point. The Federal Circuit's decision on claim construction is binding. 

Finally, the Staff submits that, under the circumstances, it is unclear what 
Complainants hope to gain by continuing the enforcement proceeding or whether 
they have any right to do so. Even if a civil penalty could be imposed and 
collected, it would go to the U.S. Treasury, not to Complainants. 19 U.S.C. § 
1337(f)(2). And unlike in an ordinary enforcement proceeding, there is no need 
to determine whether the importation of the redesigned products violates the 
existing orders — these orders cannot be enforced going forward. See DeLorme, 
805 F.3d at 1336 ("Of course, if subsequent events warrant vacating the 
injunction, such as invalidation of the patent claims, then the injunction is 
vacated prospectively."). 

OUII Resp. at 3-5 (footnote omitted, including quotation from DeLorme opinion). OUII states 

that while Hyosung has moved the Commission to reopen the record in the underlying 
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investigation, it is not a party to the underlying investigation and has not taken a position on this 

issue. Yet, it is argued, even if the Commission were to grant that request, it would be necessary 

to conduct additional proceedings, and "Minding a new violation based on new evidence would 

result in new or modified orders, and would not somehow vacate the Federal Circuit 

determination." Id. at 6 n.3. 

In the parties' pleadings related to Diebold's pending motion to terminate this 

enforcement proceeding, only OUII directly addresses the express requirements of Commission 

Rule 210.21, upon which the motion is based. As indicated above, OUII's support of the 

pending motion was conditioned upon Diebold supplementing its motion. See OUII Resp. at 1 & 

n.1 . Indeed, the Rule on termination requires that a movant either state that it has no agreements 

with other parties concerning the subject matter of an investigation, or disclose any agreement. 

Diebold's motion is in fact deficient with respect to that requirement. Yet, despite the fact that 

its motion is deficient, and the deficiency was pointed out in the response of another party, 

Diebold did not supplement its motion. Consequently, Diebold's Motion No. 989-47 to 

terminate cannot be granted. 

Inasmuch as this enforcement proceeding cannot be terminated on the basis of Diebold's 

motion, the administrative law judge continues this analysis and determination within the 

framework of the required ETD. In particular, the Commission ordered: 

4. The AU, in his or her discretion, may conduct any proceedings 
deemed necessary, including issuing a protective order, holding hearings, taking 
evidence, ordering discovery, and seeking documents from other agencies 
consistent with Commission rules to issue the EID. The EID will rule on the 
question of whether the respondents have violated the July 14, 2017, remedial 
orders issued in the above-captioned investigation. All defenses not barred by 
claim preclusion may be raised in this proceeding. 

5. The ALJ shall also recommend to the Commission what 
enforcement measures are appropriate if any enforcement respondent is found 

12 



to have violated the remedial orders. The AU, in his or her discretion, may 
conduct any proceedings deemed necessary, including taking evidence and 
ordering discovery, to issue recommendations on appropriate enforcement 
measures. The recommended dete -mination shall issue concurrently with the EID. 

Commission Order at 3 (emphasis added). 

With respect to "the question of whether the respondents have violated the July 14, 2017, 

remedial orders issued in the above-captioned investigation," it is noted that both the LEO and 

the CDOs prohibited acts (such as importation, sale or distribution) only with respect to products 

that infringe one or more of the asserted claims of the '235 patent. See, e.g., 82 Fed. Reg. 60762 

(Dec. 22, 2017). When the enforcement complaint was filed, and when the enforcement 

proceeding was instituted, the underlying investigation was on appeal. The Federal Circuit 

subsequently held that all asserted claims are "invalid for indefiniteness," and reversed the 

Commission's finding of violation. See Diebold Nixdorf Inc. v. Intl Trade Comm 'n, 899 F.3d 

1291, 1294, 1303 (Fed. Cir. 2018) ("Diebold v. ITC"). Consequently, at least for the reason that 

all asserted claims are indefinite and invalid, it is not possible to determine that any asserted 

claim covers any product. It cannot be found that any product infringed or infringes any asserted 

claim. Thus, it cannot be found that any violation of any remedial order has occurred. These 

circumstances cannot change at least for the reason that, as discussed above, the Commission has 

both rescinded the remedial orders, and has denied Hyosung's request to reopen the record. 

The order instituting this enforcement proceeding presented the question of "what 

enforcement measures are appropriate if any enforcement respondent is found to have violated 

the remedial orders." The administrative law judge recommends that no enforcement measure be 

taken with respect to any enforcement respondent because, as indicated above, under the Federal 

Circuit's rulings, and the Commission's determinations, the asserted claims cannot be construed, 

no violation of section 337 has occurred, and no violation of the remedial orders can be found. 
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As reflected in Hyosung's briefing (quoted in part above) on Diebold's motion to 

terminate, and even in Hyosung's initial opposition to extension of the target date of this 

enforcement proceeding pending issuance of the Federal Circuit mandate (see Order No. 47 at 2 

n.3), Hyosung has taken the position that Diebold should be subject to a penalty, regardless of 

the Federal Circuit's ruling that the asserted patent claims are invalid for indefiniteness, and 

regardless of the Federal Circuit's reversal of the finding of a section 337 violation. It is unclear 

whether Hyosung still takes that position in view of the Commission's recent determinations of 

the Commission to rescind the remedial orders, and especially to deny Hyosung's request to 

reopen the record. In any event, in connection with the motion resulting in a target date 

extension of the target date and the motion to terminate, the administrative law judge has 

considered the legal authorities relied upon by Hyosung, and finds it appropriate to address the 

issue in connection with this EID.2 

As discussed above, Hyosung has argued that although asserted patent claims may be 

held invalid, "Commission enforcement proceedings, however, are instead akin to criminal 

contempt proceedings, as the Federal Circuit explained in DeLorme Publishing Co., Inc. v. Intl 

Trade Com 'n, 805 F.3d 1328, 1336 n.4 (Fed. Cir. 2015)." Opp'n to Mot. to Terminate at 2. 

Further, Hyosung has argued, "criminal contempt proceedings, unlike civil contempt 

proceedings, can (and should) be sustained even following the reversal of the order giving rise to 

a finding of contempt. See, e.g., ePlus, Inc. v. Lawson Software, Inc., 789 F.3d 1349, 1356 (Fed. 

2  Diebold's appeal to the Federal Circuit was pending during this enforcement proceeding. 
Hyosung's posthearing brief in this enforcement proceeding was filed before issuance of the 
relevant Federal Circuit opinion. Hyosung does not argue in its posthearing brief that Diebold 
should be penalized even if the Federal Circuit were to reverse the Commission in the underlying 
investigation on the question of violation. 
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Cir. 2015); see also US. v. United Mine Workers of America, 330 U.S. 258, 294 (1947)." Id. 

(emphasis in original). 

In DeLorme Publishing Co., Inc. v Intl Trade Comm 'n, 805 F.3d 1328 (Fed. Cir. 2015) 

("DeLorme"), a case central to Hyosung's argument, the Federal Circuit considered the appeal of 

a respondent in a section 337 investigation that had entered into a consent order, which it 

subsequently violated. 805 F.3d at 1331-32. The Commission imposed a civil penalty. Id. at 

1332-33. Thereafter, it was found in a district court that the patent at issue was invalid due to 

anticipation and obviousness. Id. at 1333. In appealing the penalty to the Federal Circuit, the 

respondent argued that inasmuch as the patent had been invalidated, the civil penalty must be 

vacated. Id. The Federal Circuit interpreted the consent order, and then affirmed the 

Commission determination. The court held that although a civil contempt sanction can be 

reversed when the decision on which it is based is still subject to review, the consent order at 

issue in DeLorme was final, and the Commission did not abuse its discretion by imposing a civil 

penalty. Id. at 1331, 1335-36. Yet, in this instance, the remedial orders were not final. The 

Federal Circuit reversed the Commission during the pendency of this enforcement proceeding. 

That the remedial orders issued by the Commission in the underlying investigation were 

not final is clear upon reading how the court in DeLorme addressed its decision in ePlus, Inc. v. 

Lawson Software, Inc., 789 F.3d 1349, 1356 (Fed. Cir. 2015) and the Supreme Court's decision 

in US. v. United Mine Workers of _America, 330 U.S. 258, 294 (1947), two cases upon which 

Hyosung also relies. The court explained: 

ePlus held that a civil contempt sanction can be set aside when the 
underlying injunction, upon which the sanction is based, is still itself non-final or 
reviewable. As we explained in ePlus, "The rule for civil contempt for violating a 
provision of an injunction that is not final, i.e., that is still subject to litigation 
over the propriety of its issuance, is that "[t]he right to remedial relief falls with 
an injunction which events prove was erroneously issued." 789 F.3d at 1356 

15 



(quoting United States v. United Mine Workers of Am., 330 U.S. 258, 295, 67 
S.Ct. 677, 91 L.Ed. 884 (1947)). In ePlus, we determined that the injunction was 
not final (it was still subject to appellate review) at the time we were reviewing 
the civil contempt sanction and thus when the patent claims were cancelled, both 
the injunction and civil contempt sanction had to be vacated. Id. at 1361. In this 
case, in contrast, there is no question that the underlying Consent Order was final 
and not appealable. The Consent Order itself states that "DeLorme shall be 
precluded from seeking judicial review or otherwise challenging or contesting 
[its] validity." Consent Order IT 2. Neither party has argued that the Consent 
Order in this case, like the injunction in ePlus, was not final or appealable. 
Therefore, we reject DeLorme's argument that ePlus permits us to reject the civil 
penalty assessed in this case. If the underlying order upon which a civil penalty 
or civil contempt sanction is based is final and no longer subject to appeal, the 
penalty or sanction cannot be vacated by subsequent events such as invalidation 
of the claims. Of course, if subsequent events warrant vacating the injunction, 
such as invalidation of the patent claims, then the injunction is vacated 
prospectively. ePlus, 789 F.3d at 1356. But such prospective relief (vacating the 
injunction) is not a basis for setting aside civil contempt sanctions. Likewise, the 
Consent Order by its terms will no longer apply prospectively once the 
invalidation is final and non-reviewable. Given that the Consent Order itself is 
already final and unappealable, this case is not governed by ePlus. The Consent 
Order was final and no longer subject to review at the time of the violation, thus 
we cannot set aside the penalty for that violation. This distinction is critical. 
Finally, ePlus is inapplicable here because ePlus involved the Patent Office's 
cancellation of claims, which voids claims "ab initio." See, e.g., Fresenius USA, 
Inc. v. Baxter Intl, Inc., 721 F.3d 1330, 1346 (Fed.Cir.2013). 

DeLorme, 805 F.2d at 1336 (footnotes omitted). 

In this enforcement proceeding, the remedial orders were not final within the framework 

discussed in DeLorme. Further, there is no penalty to set aside. Diebold was not precluded from 

appealing the Commission's determination in the underlying investigation. Rather, Diebold did 

appea1,3  and the appeal at the Federal Circuit was decided during this enforcement proceeding, 

with the court invalidating the asserted claims and reversing the Commission's deteithination of 

3  "The Commission, after undertaking review of the ALJ's Initial Decision on issues not 
involving the 'cheque standby unit,' issued its Final Determination finding a violation of § 337, 
in addition to a Limited Exclusion Order and Cease and Desist Orders. Diebold appeals." 
Diebold v. ITC, 899 F.3d at 1296. Indeed, the remedial orders issued in the underlying 
investigation, and at issue in this enforcement proceeding, are precisely of the sort discussed in 
ePlus and DeLorme, whose remedial relief must fall when it is determined that the injunction 
was erroneously issued. See DeLorme, 805 F.3d at 1136 (quoted in the text above). 
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violation of section 337. Subsequently, the Commission rescinded the remedial orders. The 

administrative law judge finds no basis to proceed against the enforcement respondents. The 

administrative law judge finds no basis to recommend a penalty as to any enforcement 

respondent. 

Accordingly, it is the enforcement initial determination of the administrative law judge 

that it cannot be found that any respondent has violated any remedial order issued in the 

underlying investigation. It is the recommended determination of the administrative law judge 

that no enforcement measure be taken. Further, this BID and the record of this proceeding is 

certified to the Commission. 

David R Shaw 
Administrative Law Judge 

Issued: December 21, 2018 
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. '

In the Matter of

CERTAIN AUTOMATED TELLER Investigation No. 337-TA-989
MACHINES, ATM MODULES,
COMPONENTS THEREOF, AND
PRODUCTS CONTAINING SAIVIE

NOTICE OF THE COMMISSION ’S FINAL DETERMINATION FINDING A
VIOLATION OF SECTION 337; ISSUANCE OF A LIMITED EXCLUSION ORDER
AND CEASE AND DESIST ORDERS; TERMINATION OF THE INVESTIGATION

AGENCY: U.S. International Trade Corrnnission.

ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has found a
violation of section 337 in this investigation and has (1) issued a limited exclusion order
prohibiting importation of infringing automated teller machines, ATM modules, components
thereof, and products containing the same and (2) issued cease and desist orders directed to
Diebold Nixdorf, Incorporated and Diebold Self-Service Systems both of North Canton, Ohio.
The investigation is terminated.

FOR FURTHER INFORMATION CONTACT: Panyin A. Hughes, Office of the General
Counsel, U.S. International Trade'Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone 202-205-3042. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone 202-205-2000. General information conceming the
Commission may also be obtained by accessing its Internet server (httgs://www.usitc. gov). The
public record for this investigation may be viewed on the Comrnission"s electronic docket
(EDIS) at httgs://edis. usitc.gov. Hearing-impaired persons are advised that infonnation on this
matter can be obtained by contacting the Commission’s TDD terminal on 202-205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
March 14, 2016, based on a complaint filed by Nautilus Hyosung Inc. of Seoul, Republic of
Korea and Nautilus Hyosung America Inc. of Irving, Texas (collectively, “Nautilus”). 81 Fed.
Reg. 13149 (Mar. 14, 2016). The complaint alleges violations of section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337), in the importation into the United States, the sale for
importation, and the sale Withinthe United States after importation of certain automated teller
machines, ATM modules, components thereof, and products containing the same by reason of
infringement of one or more of claims 1-3 and 5 of U.S. Patent No. 7,891,551 (“the ’551



patent”); claims 1 and 6 of U.S. Patent No. 7,950,655 (“the ’655 patent”); claims 1-4, 6, and 7 of
U.S. Patent No. 8,152,165 (“the ’l65 patent”); and claims 1-3, 6, 8, and 9 ofU.S. Patent No.
8,523,235 (“the ’235 patent”). Id. The notice of investigation named the following respondents:
Diebold, Incorporated of North Canton, Ohio and Diebold Self-Service Systems of North
Canton, Ohio (collectively, “Diebold”). Id. The Office of Unfair Import Investigations is not a
party to the investigation. .

" On Jtme 30, 2016, the ALJ granted a motion by Nautilus to terminate the investigation as
to all asserted claims of the ’55l patent and the ’165 patent. See Order No. 11 (June 30, 2016).
The Commission determined not to review Order No. 11. ‘SeeNotice of non-review (July 27,
201 6).

On July 21, 2016, the ALJ granted a motion by Nautilus to terminate the investigation as
to all asserted claims of the ’655 patent. See Order No. 17 (July 21, 2016). The Commission
determined not to review Order No. 17. See Notice of non-review (Aug. 16, 2016).

On February 6, 2017, the ALJ granted a motion to amend the complaint and notice of
investigation to reflect a corporate name change of Diebold, Incorporated to Diebold Nixdorf,
Incorporated. See Order No. 32 (Feb. 6, 2017). The Corrnnission detennined not to review
Order No. 32.

On March 13, 2017, the AL.I issued his final ID, finding a violation of section 337 by
Diebold in connection with claims 1-3, 6, 8, and 9 of the ’235 patent. Specifically, the ID finds
that the Commission has subject matterjurisdiction, in rem jurisdiction over the accused
products, and in personam jurisdiction over Diebold. ID at 9, 104-107. The ID finds that
Nautilus satisfied the importation requirement of section 337 (19 U.S.C. § 1337(a)(1)(B)). Id.
The ID finds that the accused products directly infringe asserted claims 1-3, 6, 8, and 9 of the
’235 patent, and that Diebold contributorily infringes those claims. See ID at 111-160, 163-172.
The ID, however, finds that Diebold failed to establish that the asserted claims of the ’235 patent
are invalid for indefiniteness, anticipation, or obviousness. ID at 232-311. Finally, the ID finds
that Nautilus established the existence of a domestic industry that practices the asserted patent
under 19 U.S.C. § l337(a)(2). See ID at 212.

The ALJ’s recommended determination on remedy and bonding issued concurrently with
the final ID. RD at 330-40. The ALJ recommends that in the event the Commission finds a
violationsof section 337, the Commission should,issue a limited exclusion order prohibiting the
importation of Diebold’s automated teller machines, ATM modules, components thereof, and
products containing the same that infringe the asserted claims of the ’235 patent. RD at 335.
The ALJ also recommends issuance of cease and desist orders based on the presence of
Diebold’s commercially significant inventory in the United States. RD at 338. With respect to
the amount of bond that should be posted during the period of Presidential review, the ALJ
recommends that the Commission set a bond in the amount of zero (i.e., no bond) during the
period of Presidential review because Nautilus “did not attempt any type of price comparison.”
RD at 341. . .
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On March 27, 2017, Diebold filed a petition for review of the ID. On April 4, 2017,
Nautilus filed a response to Diebold’s petition for review. '

On May 15, 2017, the Commission determined to review the final ID in part and
requested the parties to brief certain issues. See 82 Fed. Reg. 23064-66 (May 19, 2017). On
May 25, 2017, the parties filed submissions to the Commission’s question and on remedy, the
public interest, and bonding. On June 1, 2017, the parties filed reply submissions.

Having examined the record of this investigation, including the final ID, and the parties’
submissions, the Commission has detennined to (1) affirm the AL.l’s finding that the accused
products and domestic industry products satisfy the claim limitation “horizontally transfer sheets
along the main transfer path” and (2) reverse the ALJ’s finding that certain prior art does not
disclose the preamble to claim 1: “automatic depositing apparatus for automatically depositing a
bundle of banknotes including at least one cheque.” The Commission adopts the ID’s findings to
the extent they are not inconsistent with the Commission opinion issued herewith.

Having found a violation of section 337 in this investigation, the Commission has
determined that the appropriate form of relief is: (1) a limited exclusion order prohibiting the
unlicensed entry of automated teller machines, ATM modules, components thereof, and products
containing the same that infringe one or more of claims 1-3, 6, 8, and 9 of the ’235 patent that
are manufactured on or behalf of, or imported on or behalf of Diebold or any of their affiliated
companies, parents, subsidiaries, or other related business entities, or their successors or assigns,
except under license of the patent owner or as provided by law, and except for service or repair
articles imported for use in servicing or repairing automated teller machines, ATM modules,
components thereof, and products containing the same, for identical articles that were imported
as of the date of this Order. This exception does not permit the importation of automated teller
machines to replace such articles that were previously imported; and (2) cease and desist orders
prohibiting Diebold from conducting any of the following activities in the United States:
importing, selling, marketing, advertising, distributing, transferring (except for exportation), and
soliciting U.S. agents or distributors for, automated teller machines, ATM modules, components
thereof, and products containing the same covered by one or more of claims 1-3, 6, 8, and 9 of
the ’235 patent. The proposed cease and desist orders include the following exemptions: if in a
written instrument, the owner of the patents authorizes or licenses such specific conduct, such
specific conduct is related to the importation or sale of covered products by or for the United
States, or such specific conduct is related to service or repair articles imported for use in
servicing or repairing automated teller machines, ATM modules, components thereof, and
products containing the same, for identical articles that were imported as of the date of this
Order. This exception does not permit the importation of automated teller machines to replace
such articles that were previously imported.

The Commission has also determined that the public interest factors enumerated in
section 337(d) and (t) (19 U.S.C. §§ 1337(d) and (1‘))do not preclude issuance of the limited
exclusion order or cease and desist orders. Finally, the Commission has detennined that a bond
in the amount of zero is required to permit temporary importation during the period of
Presidential review (19 U.S.C. § 1337(1))of automated teller machines, ATM modules,
components thereof, and products containing the same that are subject to the remedial orders.
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The Commission’s orders and opinion were delivered to the President and to the United States
Trade Representative on the day of their issuance. V

The authority for the Commissi0n’s detennination is contained in section 337 of the
TariffAct of 1930, as amended (19 U.S.C. § 1337), and in Part 210 ofthe Commissi0n’s Rules
of Practice and Procedure (19 C.F.R. Part 210).

By order of the Commission.

Lisa’R. Barton
‘ Secretary to the Commission

Issued: July 14, 2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, I_).C. ' ' i 1 _

In the Matter of

CERTAIN AUTOMATED TELLER Investigation No. 337-TA-989
MACHINES, ATM MODULES, v
COMPONENTS THEREOF, AND "
PRODUCTS CONTAINING SAME

, LIMITED EXCLUSION ORDER i

The United States International Trade Commission (“Commission”) has determined that

there is a violation of Section 337 of the Tariff Act of 193O,as amended (19 U.S.C. § 1337), in

the unlawful importation, sale for importation, or sale Withinthe United States after importation

by respondents Diebold Nixdorf, Incorporated and Diebold Self-Service Systems (collectively,

“Resp0ndents”) of certain automated teller machines, ATM modules, components thereof, and

products containing the same covered by one or more of claims 1-3, 6, 8, and 9 of U.S. Patent

N0. 8,523,235.

Having reviewed the record of this investigation, including the written submissions of the

parties, the Commission has made its determination on the issues of remedy, public interest, and

bonding. The Commission has determined that the appropriate form of relief is a limited

exclusion order prohibiting the unlicensed entry of covered automated teller machines, ATM

modules, components thereof, and products containing the same manufactured by or on behalf of

the Respondents or any of their affiliated companies, parents, subsidiaries, or other related

business entities, or their successors or assigns. ‘ '

The Commission has also determined that the public interest factors enumerated in l9



U.S.C. § l337(d) do not preclude the issuance of the limited exclusion order, and that the bond

during the Presidential review period shall be in the amount of zero percent of the entered value

for the

1.

2.

covered products (i.e. no bond).

Accordingly, the Commission hereby ORDERS that:

Automated teller machines, ATM modules, components thereof, and products containing

the same that infringe one or more of claims 1-3, 6, 8, and 9 of U.S. Patent No. 8,523,235

that are manufactured by, or on behalf of, or are imported by or on behalf of Diebold

Nixdorfl Incorporated or Diebold Self-Service Systems or any of their affiliated

companies, parents, subsidiaries, agents, or other related business entities, or their

successors or assigns, including Wincor Nixdorf AG, are excluded from entry for

consumption into the United States, entry for consumption from a foreign-trade zone, or

withdrawal from a warehouse for consumption, for the remaining tenn of U.S. Patent N0.

8,523,235, except under license of the patent owner or as provided by law, and except for

service or repair articles imported for use in servicing or repairing automated teller

machines, ATM modules, components thereof, and products containing the same, for

identical articles that were imported as of the date of this Order. This exception does not

permit the importation of automated teller machines to replace such articles that were

previously imported.

Notwithstanding paragraph 1 of this Order, the aforesaid automated teller machines,

ATM modules, components thereof, and products containing the same are entitled to

entry into the United States for consumption, entry for consumption from a foreign trade "

zone, or withdrawal from a warehouse for consumption, under bond in the amount of

zero percent of the entered value (i.e., no bond) of imported automated teller machines,

2



ATM modules, components thereof, and products containing the same pursuant to

subsection (i) of Section 337 ofthe TariffAct of 1930, as amended (19 U.S.C. § 1337(i)),

and the Presidential Memorandum for the United States Trade Representative of July 21,

2005 (70 Fed. Reg. 43251), from the day after this-Order is received by the United States

Trade Representative, and until such time as the United States Trade representative

notifies the Commission that this action is approved or disapprovedbut, in any event, not

later than sixty (60) days after the issuance of receipt of this action.

At the discretion of U.S. Customs and Border Protection (“CBP”) and pursuant to the

procedures it establishes, persons seeking to import automated teller machines, ATM

modules, components thereof, and products containing the same that are potentially

subject to this Order may be required to certify that they are familiar with the terms of

this Order, that they have made appropriate inquiry, and thereupon state that, to the best

of their knowledge and belief, the products being imported are not excluded from entry

under paragraph 1 of this Order. At its discretion, CBP may require persons Whohave

provided the certification described in this paragraph to furnish such records or analyses

as are necessary to substantiate this certification. '

In accordance with 19 U.S.C. § 1337 (1),the provisions of this Order shall not apply to

infringing automated teller machines, ATM modules, components thereof, and products

containing the same that are imported by or for the use ofthe United States, or imported

for and to be used for, the United States with the authorization or consent of the

Government. . ' e

The Commission may modify this Order in accordance with the procedures described in

Rule 210.76 of the Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.76).

3



6. The Secretary shall serve copies of this Order upon each party of record in this

hivestigation and upon U.S. Customs and Border Protection.

7. Notice of this Order shall be published in the Federal Register.

By order of the Commission.

7%‘?
Lisa R. Barton
Secretary to the Commission

Issued: July 14, 2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION
- Washington, D.C.

In the Matter of 4

CERTAIN AUTOMATED TELLER Investigation N0. 337-TA-989
MACHINES, ATM MODULES,
COMPONENTS THEREOF, AND '
PRODUCTS CONTAINING SAME

CEASE AND DESIST ORDER

IT IS HEREBY ORDERED THAT RESPONDENT Diebold Nixdorf, Incorporated, of

5995 Mayfair Road, North Canton, OH, 44720 (“Respondent”), cease and desist from

conducting any of the following activities in the United States: importing, selling, marketing,

advertising, distributing, transferring (except for exportation), and soliciting U.S. agents or

distributors for, automated teller machines, ATM modules, components thereof, and products

containing the same covered by one or more of claims 1-3, 6, 8, and 9 of U.S. Patent No.

8,523,235 (“the Asserted Patent”) in violation of Section 337 of the Tariff Act of 1930, as

amended (19 U.S.C. § 133_7).

I.
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Complainants” shall mean Nautilus Hyosung Inc. of South Korea and Nautilus I

Hyosung America Inc. of Irving, Texas.

(C) “Respondent” shall mean Diebold Nixdorf, Incorporated of Canton, Ohio.



(D) “Person” shall mean an individual, or any non-governmental partnership, finn,

association, corporation, or other legal or business entity other than Respondent or its

majority-owned or controlled subsidiaries, successors, or assigns.

(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(F) The terms “import” and “importation” refer to importation for entry for consumption

under the Customs laws of the United States.

(G) The term “covered products” shall mean automated teller machines, ATM modules,

i components thereof, and products containing the same covered by one or more of claims

1-3, 6, 8, and 9-of the Asserted Patent. Covered products shall not include articles for

which a provision of law or license avoids liability for infringement of certain claims of

the Asserted Patents. l

II.
Applicability

The provisions of this Cease and Desist Order shall -applyto Respondent and to any of its

principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether

by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,

including Wincor Nixdorf AG, and to each of them, insofar as they are engaging in conduct

prohibited by section III, infra, for, with, or otherwise on behalf of, Respondent.

III.
Conduct Prohibited

The following conduct of Respondent in the United States is prohibited by this Order.

For the remaining terms of the Asserted Patent, the Respondent shall not:

(A) import or sell for importation into the United States covered products;

2



(B) market, distribute, sell, or otherwise transfer (except for exportation), in the United

States imported covered products;

(C) advertise imported covered products;

(D) solicit U.S. agents or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after importation,

transfer, or distribution of covered products.

' IV.
Conduct Permitted

Notwithstanding any other provision of this Order, Respondent shall be permitted:

(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a

written instrument, the owner of the Asserted Patent licenses or authorizes such specific

conduct; A

(B) to engage in specific conduct otherwise prohibited by the tenns of this Order if such

specific conduct is related to the importation or sale of covered products by or for the

United States; or

(C) to engage in such specific conduct related to service or repair articles imported for use in

servicing or repairing automated teller machines, ATM modules, components thereof,

and products containing the same, for identical articles that were imported as of the date

of this Order. Exception (C) does not permit the importation of automated teller

machines to replace such articles that were previously imported.

V V.

_ Reporting

For purposes of this requirement, the reporting periods-shall commence on July 1 of each

year and shall end on the subsequent June 30. The first report required under this section shall

( 3



cover the period from the date of issuance of this order throughluly 1, 2018. This reporting

requirement shall continue in force until such time as Respondent has truthfully reported, in two

consecutive timely filed reports, that it has no inventory of covered products in the United States.

Within thirty (30) days of -thelast day of the reporting period, Respondent shall report to

the Commission: (a) the quantity in units and the value in dollars of covered products that it has

(i) imported and/or (ii) sold in the United States after importation during the reporting period,

and (b) the quantity in units and value in dollars of reported covered products that remain in

inventory in the United States at the end of the reporting period. When filing written

submissions, Respondent must file the original document electronically on or before the

deadlines stated above and submit eight (8) true paper copies to the Office of the Secretary by

noon the next day pursuant to section 210.4(f) of the Commission’s Rules of Practice and

Procedure (l9 C.F.R. § 210.4(1)). Submissionswshouldrefer to the investigation number (“Inv.

No. 337-TA-989”) in a prominent place on the cover pages and/or the first page. (See Handbook

for Electronic Filing Procedures, http:/ /www.usitc.gov/secretary/fed_reg_ notices/

rules/handbook_on_electronic_filing.pdf). Persons with questions regarding filing should contact

the Office of the Secretary (202-205-2000). If Respondent desires to submit a document to the

Commission in confidence, it must file the original and a public version of the original with the

Office of the Secretary and must serve a copy of the confidential version on Complainants’

counsel] .

Any failure to make the required report or the filing of any false or inaccurate report shall

constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

1Complainants must file a letter with the Secretary identifying the attomey to receive reports p
associated with this order. The designatedtattorney must be on the protective order entered in the
investigation.
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VI.
Record-Keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent sha.llretain any and

all records relating to the sale, offer for sale, marketing, or distribution in the United

States of covered products, made and received in the usual and ordinary course of

business, whether in detail or in summary form, for a period of three (3) years from the

close of the fiscal year to which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no other

purpose, subject to any privilege recognized by the federal courts of the United States,

and upon reasonable written notice by the Commission or its staff, duly authorized

representatives of the Commission shall be permitted access and the right to inspect and

copy, in Resp0ndent’s principal office during office hours, and in the presence of cotmsel

or other representatives if Respondent so chooses, all books, ledgers, accounts,

correspondence, memoranda, and other records and documents, in detail and in summary

form, that must be retained under subparagraph VI(A) of this Order.

‘ VII.
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen days after the effective date of this order, a copy of this Order upon

each of its respective officers, directors, managing agents, agents, and employees who

have any responsibility for the importation, marketing, distribution, or sale of imported

covered products in the United States; _

(B) Serve, within fifteen days after the succession of any persons referred to in subparagraph

VII(A) of this order, a copy of the order upon each successor; and
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(C) Maintain such records as will show the name, title, and address of each person upon

whom the order has been served, as described in subparagraphs VII( A) and VII(B) of

this order, together with the date on which service was made.

The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until the

Asserted Patent expires.

VIII.
Confidentiality

Any request for confidential treatment of information obtained by the Commission

pursuant to section V - VI of this order should be made in accordance with section 201.6 of the

Commission’s Rules of Practice and Procedure (19 C.P.R. § 201.6). For all reports for which

confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the

Commission’s Rules of Practice and Procedure (19 C.P.R. -§210.75), including an action for

civil penalties under section 337(fl of the Tariff Act of 1930 (19 U.S.C. § 1337(1)),as well as

any other action that the Commission deems appropriate. In determining whether Respondent is

in violation of this order, the Commission may infer facts adverse to Respondent if it fails to

provide adequate or timely information.
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X.
Modification

The Commission may amend this order on itsown motion or in accordance with the

procedure described in section 210.76 of the Con1mission’s Rules of Practice and Procedure (19

C.F.R. §21o.76). 1

XI.
Bonding

The conduct prohibited by Section III of this order may be continued during the sixty-day

period in which this order is under review by the United States Trade Representative, as

delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s

posting of a bond in the amount of zero percent of the entered value of the covered products (i.e.,

no bond). This bond provision does not apply to conduct that is otherwise pennitted by section

TVof this order. Covered products imported on or after the date of issuance of this order are

subject to the entry bond set forth in the exclusion order issued by the Commission, and are not

subject to this bond provision. §

The bond is to be posted in accordance with the procedures established by the

Commission for the posting of bonds by complainants in connection with the issuance of

temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying

documentation are tobe provided to and approved by the Commission prior to the

commencement of conduct that is otherwise prohibited by section III of this order. Upon the

Secretary’s acceptance of the bond, (a) the Secretary will serve anacceptance letter on all

paities, and (b) Respondent must serve a copy of the bond and any accompanying documentation

on Complainants’ counsel.2

2 See Footnote 1.
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l The bond is tobe forfeited in the event that the United ‘Statestrade representative .

approves this order (or does not disapprove it within the review period), unless the U.S. Court of

Appeals for the Federal Circuit, in a final judgment, reverses any Commission final

determination and order as to Respondent on appeal, or tmless Respondent exports or destroys

the products subject to this bond and provides certification to that effect that is satisfactory to the

Commission.

The bond is to be released in the event the United States Trade Representative

disapproves this order and no subsequent order is issued by the Commission and approved (or

not disapproved) by the United States Trade Representative, upon service on Respondent of an

order issued by the Commission based upon application therefore made by Respondent to the

Commission. ._ _ 

By order of the Cormnission.

Lisa Barton

A Secretary to the Commission _
Issued: July 14, 2017
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of 

CERTAIN AUTOMATED TELLER Investigation No. 337-TA-989
MACHINES, ATM MODULES,_ .
COMPONENTS THEREOF, AND

' PRODUCTS CONTAINING SAME

CEASE AND DESIST ORDER

IT IS HEREBY ORDERED THAT RESPONDENT Diebold Self-Service Systems,

5995 Mayfair Road, North Canton, OI-I,44720 (“Respondent”), cease and desist from

conducting any of the following activities in the United States: importing, selling, marketing,

advertising, distributing, transferring (except for exportation), and soliciting U.S. agents or

distributors for, automated teller machines, ATM modules, components thereof, and products

containing the same covered by one or more of claims 1-3, 6, 8, and 9 of U.S. Patent No.

8,523,235 (“the Asserted Patent”) in violation of Section 337 of the Tariff Act of 1930, as

amended (19 U.S.C. § 1337).

I.
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Complainants” shall mean Nautilus Hyosung Inc. of South Korea and Nautilus

Hyosung America Inc. of Irving, Texas.

(C) “Respondent” shall mean Diebold Self-Service Systems of Canton, Ohio.



_ (D) “Person” shall mean an individual, or any non-govemmental partnership, firm,

association, corporation, or other legal or business entity other than Respondent or its

majority-owned or controlled subsidiaries, successors, or assigns. ,

(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(F) The terms “import” and “importation” refer to importation for entry for consumption

under the Customs laws of the United States.

(G) The term “covered products” shall mean automated teller machines, ATM modules,

components thereof, and products containing the same covered by one or more of claims

1-3,"6,8, and 9 of the Asserted Patent. Covered products shall not include articles for

which a provision of law or license avoids liability for infringement of certain claims of

the Asserted Patents.

II.
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its

principals, stockholders, officers, directors, employees, agents, distributors, controlled (whether

by stock ownership or otherwise) and majority-owned business entities, successors, and assigns,

including Wincor NiXdorfAG, and to each of them, insofar as they are engaging in conduct

prohibited by section III, infra, for, with,ior otherwise on behalf of, Respondent.

III.
Conduct Prohibited

The following conduct of Respondent in the United States is prohibited by this Order.

For the remaining terms of the Asserted Patent, the Respondent shall not:

(A) import or sell for importation into the United States covered products;
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(B) market, distribute, sell, or otherwise transfer (except for exportation), in the United

States imported covered products;

(C) advertise imported covered products;

(D) solicit U.S. agents or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after importation,

transfer, or distribution of covered products.

IV.
Conduct Permitted

Notwithstanding any other provision of this Order, Respondent shall be permitted:

(A) to engage in specific conduct otherwise prohibited by the terms of this Order if, in a

written instrument, the owner of the Asserted Patent licenses or authorizes such specific

conduct; i ' V

(B) to engage in specific conduct otherwise prohibitedby the terms of this Order if such

specific conduct is related to the importation or sale of covered products by or for the

United States; or i ‘

(C) to engage in such specific conduct related to service or repair articles imported for use in

servicing or repairing automated teller machines, ATM modules, components thereof,

and products containing the same, for identical articles that were imported as of the date

of this Order. Exception (C) does not permit the importation of automated teller machines

to replace such articles that were previously imported.

r V.

Reporting

For purposes of this requirement, the reporting periods shall commence on July l of each

year and shall end on the subsequent June 30. The first report required under this section shall
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cover the period from the date of issuance of this order through July 1, 2018. This reporting

requirement shall continue in force until such time as Respondent has truthfully reported, in two

consecutive timely filed reports, that it has no inventory of covered products in the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to

the Commission: (a) the quantity in units and the value in dollars of covered products that it has

(i) imported and/or (ii) sold in the United States after importation during the reporting period,

and (b) the quantity in units and value in dollars of reported covered products that remain in

inventory in the United States at the end of the reporting period. When filing Written

submissions, Respondent must file the original document electronically on or before the

deadlines stated above and submit eight (8) true paper copies to the Office of the Secretary by

noon the next day pursuant to section 2l0.4(f) of the Comn1ission’sRules of Practice and

Procedure (19 C.F.R. § 210.4(1)). Submissions should refer to the investigation number (“Inv.

No. 337-TA-989”) in a prominent place on the cover pages and/or the first page. (See Handbook

for Electronic Filing Procedures, http:/ /www.usitc.gov/secretary/fed_reg_ notices/

rules/handbook_on_electronic_filing.pdf). Persons with questions regarding filing should contact

the Office of the Secretary (202-205-2000). If Respondent desires to submit a document to the

Commission in confidence, it must file the original and a public version of the original with the

Office of the Secretary and must serve a copy of the confidential version on Complainants’

counsel.‘

Any failure to make the required report or the filing of any false or inaccurate report shall

constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of l8 U.S.C. § 1001.

1Complainants must file a letter with the Secretary identifying the attomey to receive reports
associated with this order. The designated attomey must be on the protective order entered in the
investigation. _
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VI.
Record-Keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and

all records relating to the sale, offer for sale, marketing, or distribution in the United

States of covered products, made and received in the usual and ordinary course of

business, whether in detail or in summary form, for a period of three (3) years from the

close of the fiscal year to which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no other

purpose, subject to any privilege recognized by the federal courts of the United States,

and upon reasonable Writtennotice by the Commission or its staff, duly authorized

representatives _ofthe Commission shall be permitted access and the right to inspect and

copy, in Respondent’s principal office during office hours, and in the presence of counsel

or other representatives if Respondent so-chooses, all books, ledgers, accounts,

correspondence, memoranda, and other records and documents, in detail and in summary

form, that must be retained under subparagraph VI(A) of this Order.

VII.
Service of Cease and Desist Order

Respondent is ordered and directed to: i

(A) Serve, within fifteen days after the effective date of this order, a copy of this Order upon

each of its respective officers, directors, managing agents, agents, and employees who

have any responsibility for the importation, marketing, distribution, or sale of imported

covered products in the United States;

(B) Serve, within fifieen days after the succession of any persons referred to in subparagraph

VII(A) of this order, a copy of the order upon each successor; and . '
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(C) Maintain such records as will show the name, title, andaddress of each person upon

whom the order has been served, as described in subparagraphs VII( A) and VII(B) of

this order, together with the date on which service was made. I

The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until the

Asserted Patent expires.

VIII.
Confidentiality

Any request for confidential treatment of infonnation obtained by the Commission _

pursuant to section V - VI of this order should be made in accordance with section 201.6 of the

Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which

confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted. »

IX.
Enforcement

Violation of this order may result in any of the actions specified in section 210.75 ‘ofthe

Commission’s Rules of Practice and Procedure (19 C.P.R. § 210.75), including an action for

civil penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as

any other action that the Commission deems appropriate. In determining whether Respondent is

in violation of this order, the Commission may infer facts adverse to Respondent if it fails to

provide adequate or timely information. '

6



X.
Modification

The Commission may amend this order on its own motion or in accordance with the

procedure described in section 210.76 of the Con1mission’s Rules of Practice and Procedure (19

C.F.R. §210.76).

XI.
Bonding

The conduct prohibited by Section III of this order may be continued during the sixty-day

period in which this order is under review by the United States Trade Representative, as

delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondenfs

posting ofa bond in the amount of zero percent of the entered value of the covered products (i.e.,

no bond). This bond provision does not apply to conduct that is otherwise permitted by section

IV of this order. Covered products imported on or after the date of issuance of this order are

subject to the entry bond set forth in the exclusion order issued by the Commission, and are not

subject to this bond provision. y 1

The bond is to be posted in accordance with the procedures established by the

Commission for the posting of bonds by complainants in connection with the issuance of

temporary exclusion orders. See 19 C.F.R. § 210.68, The bond and any accompanying

documentation are to be provided to and approved by the_Commission prior to the

commencement of conduct that is otherwise prohibited by section III of this order. Upon the

Secretary’s acceptance of the bond, (a) the Secretary will serve an acceptance letter on all

parties, and (b) Respondent must serve a copy of the bond and any accompanying documentation

on Complainants’ counsel.2

2See Footnote l.
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The bond is to be forfeited in the event that the United States trade representative

approves this order (or does not disapprove it within the review period), unless the U.S. Court of

Appeals for the Federal Circuit, in a final judgment, reverses any Commission final

determination and order as to Respondent on appeal, or unless Respondent exports or destroys

the products subject to this bond and provides certification to that effect that is satisfactory to the

Commission. .

The bond is to be released in the event the United States Trade Representative

disapproves this order and no subsequent order is issued by the Commission and approved (or

not disapproved) by the United States Trade Representative, upon service on Respondent of an

order issued by the Commission based upon application therefore made by Respondent to the

Commission.

By order of the Commission.

- Lisa R. Barton
- Secretary to the Commission

Issued: July 14, 2017
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950 F Street, NW
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of _

CERTAIN AUTOMATED TELLER Investigation N0. 337-TA-989
MACHINES, ATM MODULES, 
COMPONENTS THEREOF, AND
PRODUCTS CONTAINING SAME

NOTICE OF COMMISSION DETERMINATION TO REVIEW IN PART A FINAL
INITIAL DETERMINATION FINDING A VIOLATION OF SECTION 337; SCHEDULE
FOR FILING WRITTEN SUBMISSIONS ON THE ISSUES UNDER REVIEW AND ON

REMEDY, THE PUBLIC INTEREST AND BONDING

AGENCY: U.S. Intemational Trade Commission.

ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
detennined to review in part the final initial determination (“ID”) issued by the presiding
administrative lawjudge (“ALJ”) on March 13, 2017 (served on March 14, 2017), finding a
violation of section 337 ofthe TariffAct of 1930, as amended (19 U.S.C. § 1337), as to the
pending patent claims in this investigation.

FOR FURTHER INFORNIATION CONTACT: Panyin A. Hughes, Office of the General
Counsel, U.S. Intemational Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone 202-205-3042. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone 202-205-2000. General infom1ation concerning the
Commission may also be obtained by accessing its Internet server (httggs://www.usitc. <1,0v). The
public record for this investigation may be viewed on the Commission’s electronic docket
(EDIS) at httgs://edis. usitc.gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal _on202-205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
March 14, 2016, based on a complaint filed by Nautilus Hyosung Inc. of Seoul, Republic of
Korea and Nautilus Hyosung America Inc. of Irving, Texas (collectively, “Nautilus”). 81 Fed.
Reg. 13149 (Mar. 14, 2016). The complaint alleges violations of section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337), in the importation into the United States, the sale for
importation, and the sale within the United States after importation of certain automated teller
machines, ATM modules, components thereof, and products containing the same by reasonxof



infringement of one or more of claims 1-3 and 5 of U.S. Patent No. 7,891,551 (“the ’551
patent”); claims 1 and 6 of U.S. Patent No. 7,950,655 (“the ’655 patent”); claims 1-4, 6, and 7 of
U.S. Patent No. 8,152,165 (“the ’l65 patent”); and claims 1-3, 6, 8, and 9 of U.S. Patent No.
8,523,235 (“the ’235 patent”). Id. The notice of investigation named the following respondents:
Diebold, Incorporated of North Canton, Ohio and Diebold Self-Service Systems of North
Canton, Ohio (collectively, “Diebold”). Id. The Office of Unfair Import Investigations is not a
party to the investigation.

On June 30, 2016, the ALJ granted a motion by Nautilus to terminate the investigation as
to all asserted claims of the ’551 patent and the ’165 patent. See Order No. 11 (June 30, 2016).
The Commission determined not to review the ID. See Notice of non-review (July 27, 2016).

On July 21, 2016, the ALJ granted a motion by Nautilus to tenninate the investigation as
to all asserted claims of the ’655 patent. See Order No. 17 (July 21, 2016). The Commission
detennined not to review the ID. See Notice of non-review (Aug. 16, 2016).

On March 13, 2017, the ALJ issued his final ID, finding a violation of section 337 by
Diebold in connection with claims 1-3, 6, 8, and 9 of the ’235 patent. Specifically, the ALJ
found that the Commission has subject matter jurisdiction, in rem jurisdiction over the accused
products, and inpersonam jurisdiction over Diebold. ID at 9, 104-107. The ALJ also found that
Nautilus satisfied the importation requirement of section 337 (19 U.S.C. § 1337(a)(1)(B)). Id.
The ALJ further found that Diebold’s accused products directly infringe asserted claims 1-3, 6,
8, and 9 of the ’235 patent, and that Diebold also contributorily infringes those claims. See ID at
111-160, 163-172. The ALJ also found that Diebold failed to establish that the asserted claims
of the ’235 are invalid for (1) indefiniteness (2) anticipation, or (3) obviousness. ID at 232-311.
Finally, the ALJ found that Nautilus established the existence of a domestic industry that
practices the asserted patents under 19 U.S.C. § 1337(a)(2). See ID at 212.

The final ID contains the ALJ’s recommended determination on remedy and bonding. ID
at 330-340. The ALJ recommends that in the event the Commission finds a violation of section
337, the Commission should issue a limited exclusion order prohibiting the importation of
Diebold’s automated teller machines, ATM modules, components thereof, and products
containing the same that infringe the asserted claims of the ’235 patent. ID at 335. The ALJ also
recommends issuance of cease and desist orders based on the presence of Diebold’s '
commercially significant inventory in the United States. ID at 338. With respect to the amount
of bond that should be posted during the period of Presidential review, the ALJ recommends that
the Commission set a bond in the amount of zero (i.e., no bond) during the period of Presidential
review because Nautilus “did not attempt any type of price comparison.” ID at 341.

On March 27, 2017, Diebold filed a petition for review of the ID, challenging a number
of the ALJ’s findings. See Respondents’ Petition for Review and Contingent Petition for
Review. Specifically, Diebold questions the ALJ’s construction of certain claim limitations,
infringement findings, and the ALJ’s finding that asserted claims are not invalid. Id.

On April 4, 2017, Nautilus filed a response to Diebold’s petition for review. See
Complainants’ Response to Respondents’ Petition for Review. , ‘
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Having examined the record of this investigation, including the ALJ’s final ID, the
petition for review, and the response thereto, the Commission has determined to review the final
ID in part. Specifically, the Commission has determined to review (1) the ALJ’s finding that the
accused products and domestic industry products satisfy the claim limitation “a main transfer
unit coupled to the bundle separator and configured to horizontally transfer the individual sheets
of the banknotes along a main transfer path” and (2) the ALJ’s finding that certain prior art does
not disclose the preamble to claim l: “automatic depositing apparatus for automatically
depositing a bundle of banknotes including at least one cheque.”

In connection with its review, the Commission is interested in responses to the following

question:

' 1. Do the main transfer paths in the accused and domestic
industry products deviate sufficiently from horizontal such that
they do not fall within the claim limitation: “a main transfer
unit coupled to the bundle separator and configured to
horizontally transfer the individual sheets of the banknotes
along a main transfer path”? Please consider the doctrine of
equivalents in your answer.

The parties are requested to brief only the discrete issue above, with reference to the
applicable law and evidentiary record. The parties are not to brief other issues on review, which
are adequately presented in the parties’ existing filings.

In connection with the final disposition of this investigation, the Commission may '

(1) issue an order that could result in the exclusion of the subject articles from entry into the
United States, and/or (2) issue one or more cease and desist orders that could result in the
respondent being required to cease and desist from engaging in unfair acts in the importation and
sale of such articles. Accordingly, the Commission is interested in receiving written submissions
that address the fonn of remedy, if any, that should be ordered. If a party seeks exclusion of an
article from entry into the United States for purposes other than entry for consumption, the party
should so indicate and provide information establishing that activities involving other types of
entry either are adversely affecting it or likely to do so. For background, see Certain Devicesfor
Connecting Computers via Telephone Lines, lnv. No. 337-TA-360, USITC Pub. No. 2843
(December I994) (Commission Opinion).

V If the Commission contemplates some form of remedy, it must consider the effects of that
remedy upon the public interest. The factors the Commission will consider include the effect
that an exclusion order and/or cease and desist orders would have on (l) the public health and
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers.
The Commission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.
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If the Commission orders some fonn of remedy, the U.S. Trade Representative, as
delegated by the President, has 60 days to approve or disapprove the Cornmission’s action. See
Presidential Memorandum of July 21, 2005. 70 Fed. Reg. 43251 (July 26, 2005). During this
period, the subject articles would be entitled to enter the United States under bond, in an amount
determined by the Commission and prescribed by the Secretary of the Treasury. The
Commission is therefore interested in receiving submissions concerning the amount of the bond
that should be imposed if a remedy is ordered.

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written
submissions on the issues identified in this notice. Parties to the investigation, interested
government agencies, and any other interested parties are encouraged to file written submissions
on the issues of remedy, the public interest, and bonding. Such submissions should address the
recommended detennination by the ALJ on remedy and bonding. Complainants are requested to
submit proposed remedial orders for the Commission’s consideration. Complainants are also
requested to state the date that the patent expires and the HTSUS numbers under which the
accused products are imported. Complainants are further requested to supply the names of
known importers of the Nautilus products at issue in this investigation. The written submissions
and proposed remedial orders must be filed no later than close of business on May 25, 2017.
Reply submissions must be filed no later than the close of business on June 1, 2017. Opening
submissions are limited to 50 pages. Reply submissions are limited to 25 pages. Such
submissions should address the ALJ’s recommended detenninations on remedy and bonding.
No further submissions on any of these issues will be pennitted unless otherwise ordered by the
Commission. '

Persons filing written submissions must file the original document electronically on or
before the deadlines stated above and submit eight true paper copies to the Office of the
Secretary by noon the next day pursuant to section 210.4(l) of the Commission’s Rules of
Practice and Procedure (19 C.F.R. 210.4(f)). Submissions should refer to the investigation
number (“Inv. N0. 337-TA-989”) in a prominent place on the cover page and/or the first page.
(See Handbook for Electronic Filing Procedures,
http://www.usitc.gov/secretary/fed_reg_notices/rules/ handbook_on_electronic_filing.pdt).
Persons with questions regarding filing should contact the Secretary (202-205-2000).

Any person desiring to submit a document to the Commission in confidence must request
confidential treatment. All such requests should be directed to the Secretary to the Commission
and must include a full statement of the reasons why the Commission should grant such
treatment. See 19 CPR 201.6. Documents for which confidential treatment by the Commission
is properly sought will be treated accordingly. All information, including confidential business
information and documents for which confidential treatment is properly sought, submitted to the
Commission for purposes of this Investigation may be disclosed to and used: (i) by’the
Commission, its employees and Offices, and contract personnel (a) for developing or
maintaining the records of this or a related proceeding, or (b) in internal investigations, audits,
reviews, and evaluations relating to the programs, personnel, and operations of the Commission
including under 5 U.S.C. Appendix 3; or (ii) by U.S. government employees and contract
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personnelm, solely for cybersecurity purposes. All nonconfidential written submissions will be
available for public inspection at the Office of the Secretary and on EDIS.

The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in Part 210 of the Commission’s Rules
of Practice and Procedure (19 C.F.R. Part 210).

Lisa R. Barton
Secretary to the Commission

By order of the Commission.

Issued: May 15, 2017

——
U]All contract persomiel will sign appropriate nondisclosure agreements.
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