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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.
In the Matter of
CERTAIN AUTOMATED TELLER Investigation No. 337-TA-989
MACHINES, ATM MODULES, (Enforcement)
COMPONENTS THEREOF, AND
PRODUCTS CONTAINING THE SAME

NOTICE OF A COMMISSION DETERMINATION NOT TO REVIEW THE
ENFORCEMENT INITIAL DETERMINATION AND TO TERMINATE THE
ENFORCEMENT PROCEEDING

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that U.S. International Trade Commission (“Commission”)
has determined not to review the Enforcement Initial Determination (“EID”) issued in the
underlying enforcement proceeding and to terminate the enforcement proceeding.

FOR FURTHER INFORMATION CONTACT: Carl P. Bretscher, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street SW, Washington, DC 20436,
telephone 202-205-2382. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street SW,
Washington, DC 20436, telephone 202-205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server (Attps.//www.usitc.gov). The
public record for this investigation may be viewed on the Commission’s Electronic Docket
Information System (“EDIS”) (https.//edis.usitc. gov). Hearing-impaired persons are advised that
information on this matter can be obtained by contacting the Commission’s TDD terminal,
telephone 202-205-1810.

SUPPLEMENTARY INFORMATION: On March 14, 2016, the Commission instituted the
original investigation based on a complaint filed by Nautilus Hyosung Inc. (now Hyosung TNS
Inc.) of Seoul, Republic of Korea, and Nautilus Hyosung America Inc. of Irving, Texas
(collectively, “Hyosung™). 81 FR 13149 (Mar. 14, 2016). The complaint alleged a violation of
19 U.S.C. 1337, as amended (“Section 337”), in the importation, sale for importation, or sale in
the United States after importation of certain automated teller machines (“ATM”), ATM
modules, components thereof, or products containing same that infringe one or more claims of
U.S. Patent No. 8,523,235 (“the °235 patent”). The notice of investigation named Diebold
Nixdorf, Incorporated, and Diebold Self-Service Systems, both of North Canton, Ohio



(collectively, “Diebold”) as Respondents. The Office of Unfair Import Investigations (“OUII”)
was not named as a party.

On July 14, 2017, the Commission found Diebold in violation of Section 337 as to the
’235 patent and issued a limited exclusion order and cease and desist orders (the “Remedial
Orders”). Diebold appealed the final determination to the U.S. Court of Appeals for the Federal
Circuit (“Federal Circuit”).

On December 22, 2017, the Commission instituted the subject enforcement proceeding
based on a complaint filed by Hyosung accusing Diebold of violating the Remedial Orders. 82
FR 60762 (Dec. 22, 2017). OUII was named as a party to the enforcement proceeding. On
August 15, 2018, during the course of the enforcement proceeding, the Federal Circuit reversed
the Commission’s violation determination, finding that the asserted claims of the *235 patent are
invalid as indefinite. Diebold Nixdorf, Inc. v. International Trade Comm’n, 899 F.3d 1291 (Fed.
Cir. 2018).

On November 13, 2018, Diebold petitioned the Commission to rescind the remedial
orders in view of the Federal Circuit’s indefiniteness determination, and moved to terminate the
enforcement proceeding. Hyosung opposed both the petition and the motion, and moved instead
to reopen the record for the limited purpose of receiving new evidence on claim construction and
indefiniteness. OUII opposed Hyosung’s motion and supported Diebold’s termination motion in
relevant part.

On December 11, 2018, the Commission determined to institute a rescission proceeding
and to rescind the Remedial Orders and denied Hyosung’s motion to reopen the record as moot.
83 FR 64599 (Dec. 17, 2018). During this period of time, the Commission also extended the
target date for completion of this investigation in order to take into account any motions for
rehearing before the Federal Circuit and issuance of the Federal Circuit’s mandate in the above-
referenced appeal. Comm’n Notice (Dec. 11, 2018); Comm’n Notice (Nov. 5, 2018); Comm’n
Notice (Sept. 14, 2018).

On December 21, 2018, the presiding administrative law judge (“ALJ”) issued an
enforcement initial determination, in which he denied Diebold’s motion to terminate the
rescission proceeding due to its failure to comply with the agreement disclosure provisions of
Commission Rule 210.21, 19 CFR § 210.21. EID at 12-13, 17. The ALJ also found that no
violation of any remedial order could occur, and no enforcement measures should be taken,
following the Federal Circuit’s indefiniteness ruling and the Commission’s subsequent rescission
of its remedial orders. Id. at 16-17.

As a result of the partial government shutdown, the Commission subsequently extended
the date for determining whether to review the subject EID to March 15, 2019, and the target
date for completion of this investigation to May 1, 2019. Comm’n Notice (Feb. 6, 2019).
Hyosung filed its petition for review on January 30, 2019. Both Diebold and OUII filed their
respective oppositions to Hyosung’s petition on February 6, 2019.



Having reviewed the record in this enforcement proceeding, including the ALJ’s EID, the
petition for review, and responses thereto, the Commission has determined not to review the
subject EID and to terminate the enforcement proceeding.

The authority for the Commission’s determination is contained in Section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in Sections 210.43 and 210.51 of the
Commission’s Rules of Practice and Procedure (19 CFR §§ 210.43, 210.51).

By order of the Commission.

Lisa R. Barton
Secretary to the Commission

Issued: March 11, 2019



CERTAIN AUTOMATED TELLER MACHINES, ATM Inv. No. 337-TA-989
MODULES, COMPONENTS THEREOF, AND PRODUCTS (Enforcement)
CONTAINING SAME

PUBLIC CERTIFICATE OF SERVICE

I, Lisa R. Barton, hereby certify that the attached NOTICE has been served by hand
upon the Commission Investigative Attorney, Yoncha Kundupoglu, Esq., and the following

parties as indicated, on March 12, 2019.
CIRZF

Lisa R. Barton, Secretary

U.S. International Trade Commission
500 E Street, SW, Room 112
Washington, DC 20436

On Behalf of Complainants Hyosung TNS Inc. and Nautilus
Hyosung America, Inec.:

Kevin C. Wheeler, Esq. [IVia Hand Delivery
LATHAM & WATKINS LLP . .

555 Eleventh Street, NW L1 Via Express Delivery
Suite 1000 X Via First Class Mail
Washington, DC 20004 OOther:

On Behalf of Respondents Diebold Nixdorf, Incorporated and
Diebold Self-Service Systems:

Adam D. Swain, Esg. OVia Hand Delivery
ALSTON & BIRD LLP O Via B Deli

950 F Street, NW }a ?ipress e 1vejry
Washington, DC 20004 Via First Class Mail

[Other:




UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN AUTOMATED TELLER Investigation No. 337-TA-989
MACHINES, ATM MODULES, (Rescission Proceeding)

COMPONENTS THEREOF, AND
PRODUCTS CONTAINING THE SAME

NOTICE OF COMMISSION DETERMINATION TO INSTITUTE A RESCISSION
PROCEEDING, TO RESCIND THE REMEDIAL ORDERS, AND TO TERMINATE
THE RESCISSION PROCEEDING

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission (“the
Commission™) has determined to institute a rescission proceeding, to rescind a limited exclusion
order and two cease-and-desist orders, and to terminate the rescission proceeding.

FOR FURTHER INFORMATION CONTACT: Robert J. Needham, Esq., Office of the
General Counsel, U.S. International Trade Commission, 500 E Street SW, Washington, DC
20436, telephone 202-205-2382. Copies of non-confidential documents filed in connection with
this investigation are or will be available for inspection during official business hours (8:45 a.m.
to 5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street
SW., Washington, DC 20436, telephone 202-205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at ht{ps:-/www.usitc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket
(“EDIS”) at https://edis. usitc. gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal, telephone 202-205-1810.

SUPPLEMENTARY INFORMATION: On March 14, 2016, the Commission instituted the
original investigation based on a Complaint filed by Nautilus Hyosung Inc. (now Hyosung TNS
Inc.) of Seoul, Republic of Korea, and Nautilus Hyosung America Inc. of Irving, Texas
(collectively, “Complainants™). The Notice of Investigation named Diebold Nixdorf,
Incorporated, and Diebold Self-Service Systems, both of North Canton, Ohio (collectively,
“Respondents™) as Respondents. The Complaint alleged Respondents were violating section 337
of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, by importing into the United States,
selling for importation, or selling within the United States after importation certain automated
teller machines, ATM modules, components thereof, and products containing same that infringe



one or more of claims 1-3, 6, 8, and 9 (“the asserted claims™) of U.S. Patent No. 8,523,235 (“the
’235 patent™). The Office of Unfair Import Investigations (“OUII”’) was not named as a party.

On July 14, 2017, the Commission found Respondents in violation of section 337 with
respect to the asserted claims of the *235 patent, and issued a limited exclusion order and two
cease-and-desist orders with respect to the asserted claims (“the remedial orders™). Respondents
appealed the Commission’s determnination to the U.S. Court of Appeals for the Federal Circuit
(“Federal Circuit”).

On August 15, 2018, the Federal Circuit issued an opinion finding the asserted claims of
the 235 patent invalid for indefiniteness pursuant to 35 U.S.C. § 112(6), and reversing the
Commission’s determination that Respondents violated section 337. Diebold Nixdorf. Inc. v.
International Trade Comm 'n, Appeal No. 2017-2553, 899 F.3d 1291 (Fed. Cir. 2018). The
mandate issued on November 9, 2018.

On November 13, 2018, Respondents petitioned the Commission to rescind the remedial
orders based on the Federal Circuit ruling that the asserted claims are invalid. On November 23,
2018, Complainants opposed the petition, and argued that the Commission should instead reopen
the record for further evidence on indefiniteness.

Also on November 13, 2018, Complainants moved to reopen the record for the limited
purpose of admitting evidence relating to indefiniteness. On November 23, 2018, Respondents
opposed the motion, arguing that the Federal Circuit invalidity ruling is binding on the
Commission. Respondents also argued Complainants should have to show cause why they
should not be sanctioned for a frivolous filing. On November 29, 2018, Complainants moved for
leave to file a reply in support of their motion.

Having considered the petition and response, the Commission has determined to institute
a rescission proceeding, and finds that the Federal Circuit’s ruling that the asserted claims are
invalid is a changed circumstance that warrants rescinding the remedial orders. The Commission
therefore has determined to rescind the remedial orders.

In light of the Commission’s determination to rescind the remedial orders, the
Commission has also determined to deny as moot Complainants® motion to reopen the record.
The Commission also denies Respondents’ request for sanctions, and denies Complainants’
motion for leave to file a reply. The rescission proceeding is hereby terminated.

The authority for the Commission’s determination is contained in Section 337 of the



Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR part 210).

By order of the Commission.

e

Lisa R. Barton
Secretary to the Commission

Issued: December 11, 2018
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Kevin C. Wheeler, Esq. [IVia Hand Delivery
LATHAM & WATKINS LLP

555 Eleventh Street, NW L1 Via Express Delivery
Suite 1000 X Via First Class Mail
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.
In the Matter of
CERTAIN AUTOMATED TELLER Inv. No. 337-TA-989.
MACHINES, ATM MODULES, , (Enforcement Proceeding)
COMPONENTS THEREOF, AND
PRODUCTS CONTAINING THE SAME

ENFORCEMENT INITIAL DETERMINATION

L Background

By publication of a notice in the Federal Register on March 14, 2016, pursuant to
subsection (b) of section 337 of the Tariff Act of 1930, as amended, the Commission instituted
an investigation to determine:

[W]hether there is a violation of subsection (a)(1)(B) of section 337 in the
importation into the United States, the sale for importation, or the sale within the
United States after importation of certain automated teller machines, ATM
modules, components thereof, and products containing the same by reason of
infringement of one or more of claims 1-3 and 5 of the ‘551 patent [U.S. Patent
No. 7,891,551]; claims 1 and 6 of the ‘655 patent [U.S. Patent No. 7,950,655];
claims 1-4, 6, and 7 of the 165 patent [U.S. Patent No. 8,152,165]; and claims 1-
3, 6, 8, and 9 of the ‘235 patent [U.S. Patent No. 8,523,235], and whether an
industry in the United States exists as required by subsection (a)(2) of section 337.

81 Fed. Reg. 13419 (Mar. 14, 2016).

The named complainants were Nautilus Hyosung Inc. of Seoul, Republic of Korea and
Nautilus Hyosung America Inc. of Irving, Texas. The named respondents were Diebold,
Incorporated of North Canton, Ohio and Diebold Self-Service Systems of North Canton, Ohio.
Id. The Office of Unfair Import Investigation was not named as a party to the investigation on

the question of violation. Id. On February 6, 2017, the administrative law judge issued an initial



determination granting an “Unopposed Motion to Amend the Complaint and Notice of
Investigation to Reflect a Corporate Name Change such that the name Diebold, Incorporated be
amended to recite Diebold Nixdorf, Incorporated.” See Order No. 32 (Feb. 6, 2017); Notice of
Commission Determination Not to Review an Initial Determination Amending the Complaint
and Notice of Investigation to Reflect a Corporate Name Change (Mar. 8,2017).

On July 27, 2016, the Commission determined not to review an initial determination
terminating all asserted claims of U.S. Patent Nos. 7,89‘1,551 and 8,152,165. Order No. 11 (June
30, 2016); Notice of Commission Determination Not to Review an Initial Determination
Terminating the Investigation in Part As to U.S. Patent Nos. 7,891,551 and 8,152,165 (July 27,
2016). On August 16, 2016, the Commission determined not to review an initial determination
terminating all asserted claims of U.S. Patent No. 7,950,655. Order No. 17 (July 21, 2016);
Commission Determination Not to Review an Initial Determination Terminating the
Investigation in Part As to U.S. Patent No. 7,950,655 (Aug. 16, 2016). Accordingly, only claims
of U.S. Patent No. 8,523,235 (“the ‘235 patent”) remained at issue. See id.; Commission
Determination Not to Review an Initial Determination Terminating the Investigation in Part As
to U.S. Patent No. 7,950,655 (Aug. 16, 2016).

On March 13, 2017, the administrative law judge issued an initial determination finding
that a violation of section 337 had occurred with respect to U.S. Patent No. 8,523,235.

On July 14, 2017, the Commission found a section 337 violation as to 235 patent, and
issued a limited exclusion order (“LEO”), as well as cease and desist orders (“CDOs”). 82 Fed.
Reg. 33513-14 (July 20, 2017). The LEO prohibits the unlicensed entry of automated teller
machines, ATM modules, components thereof, and products containing the same that infringe

one or more of claims 1-3, 6, 8, and 9 of the ‘235 patent that are manufactured by, or on behalf




of, or are imported by or on behalf of Diebold Nixdorf, Incorporated, Diebold Self-Service
Systems (“Diebold”), or any of their affiliated companies, parents, subsidiaries, agents, or other
related business entities, or their successors or assigns. Id. The CDOs prohibit, among other
things, the importation, sale, and distribution of infringing products by Diebold. Id.

On November 17,2017, Nautilus filed a complaint requesting that the Commission
institute a formal enforcement proceeding ﬁnder 19 C.F.R. § 210.75(b) to investigate alleged
violations of the remedial orders by Diebold. On December 18, 2017, the Commission ordered
that a formal enforcement proceeding be instituted to determine whether Diebold is in violation
of the July 14, 2017, remedial orders issued in the original investigation, and what, if any,
enforcement measures are appropriate. The Commission ordered that the administrative law
judge issue an enforcement initial determination (“EID”). The Commission’s Office of Unfair
Import Investigations (“OUII” or “Staff”’) was named as a party in the enforcement proceeding.
See Commission Order at 2-3 (Dec. 19, 2017); 82 Fed. Reg. 60762 (Dec. 22, 2017) (notice of
institution).

On December 27, 2017, the administrative law judge determined that the EID would be
due on September 24, 2018, and that the target date for completion of this proceeding would be
December 24, 2018, i.e., 12 months after institution of the proceeding. See Order No. 35 (setting
target date) at 1-2,

On June 22, 2018, the administrative law judge issued an initial_determination granting a
request to amend the complaint and notice of enforcement proceeding so that complainant
Nautilus Hyosung Inc. is replaced with Hyosung TNS Inc., to reflect a corporate name change.
Order Né. 46 (initial determination); Notice of Commission Determination Not to Review an

Initial Determination Amending the Complaint and Notice of Enforcement Proceeding to Reflect



a Corporate Name Change (July 17, 2018).

On August 15, 2018, United States Court of Appeals for the Federal Circuit issued an
opinion in Diebold Nixdbrf, Inc. et al. v. Int’l Trade C’omm 'n, Case No. 2017-2553 (Fed. Cir. -
Aug. 1‘;5, 2108), in which the Federal Circuit held that the claims of the ‘235 patent that were
asserted in the underlying investigation are invalid as indefinite, and reversed the Commission’s
ﬁrid'mg of a section 337 violation.

On August 24, 2018, thé administrative law judge issued an initial determination (Order
No. 47) ex‘;ending the target date in this enforcement proceeding by one month to January 24,
2019, thus extending the deadline for the EID to October 24, 2018. See Commission
Determination Not to Review an Initial Determination Extending the Target Date (Sept. 14,
2018). In that order, it was explained that “the target date of this proceeding should be extended
to allow an opportunity for a rehearing to be requested, for the Federal Circuit’s mandate to
issue, and for the Commission to act on the mandate, before the undersigned issues the [EID].”!
Order No. 47 at 2. On October 18, 2018, the administrative law judge issued an initial
determination (Order No. 48) extending the target date in this enforcement proceeding by one
month to February 27, 2019, thus extending the deadline for the EID to November 27, 2018. See
Notice of Commission Determination Not to Review an Initial Determination Extending the
Target Date (Nov. 2, 2018). On November 19, 2018, the administrative law judge issued ’an
initial determination (Ofder No. 49) extending the target date in this enforcement proceeding to

March 27, 2019, and thus making the EID due by December 27, 2018. See Notice of

! On September 26, 2018, the Commission issued its Notice of Commission Determination to
Deny Respondents’ Petition to Temporarily Rescind Remedial Orders Pending Issuance of the
Federal Circuit’s Mandate.



Commission Determination Not to Review an Initial Determination Extending the Target Date
for the Completion of the Investigation (Dec. 11, 2018).

On October 1, 2018, Hyosung TNS, Inc. and Nautilus Hyosung America Inc.
(“Hyosung”) filed a petition for rehearing or rehearing en banc of the Federal Circuit’s opinion.
On November 2, 2018, the Federal Circuit issued an order denying Hyosung’s requests, and
indicating that the mandate of the court would issue on November 9, 2018. See Diebold’s Notice
of Suppl. Authority (filed Nov. 6, 2018), Ex. A.

On November 13, 2018, Diebold filed a petition with the Commission to “rescind the
July 14, 2017 Limited Exclusion Order and Cease and Desist Orders, pursuaﬁt to 19 U.S.C. §
1337(k) and 19 C.F.R. § 210.76(a).” See Respondents’ Petition to Rescind Remedial Orders
(EDIS Doc. ID No. 661649) (Nov. 13, 2018). On the same dgte, Hyosung filed a motion with
the Commission to “re-open the record for the limited purpose of receiving new evidence
identified by the Federal Circuit as relevant to claim construction and indefiniteness under the
legal standard adopted by the Court.” See Complainants’ Motion to Re-Open the Record (EDIS
Doc. ID No. 661654) (Nov. 13, 2018). On December 11, 2018, the Commission issued its
Notice of Commission Determination to Institute a Rescission Proceeding, to Rescind the
Remedial Orders, and to Terminate the Rescission Proceeding. Notice of Commission
Determination (Dec. 11, 2018). The Commission stated, in part:

On August 15, 2018, the Federal Cifcuit issued an opinion finding the

asserted claims of the *235 patent invalid for indefiniteness pursuant to 35 U.S.C.

+§ 112(6), and reversing the Commission’s determination that Respondents
violated section 337. Diebold Nixdorf, Inc. v. International Trade Comm’n,

Appeal No. 2017-2553, 899 F.3d 1291 (Fed. Cir. 2018). The mandate issued on
November 9, 2018,

"~ On November 13, 2018, Respondents petitioned the Commission to
rescind the remedial orders based on the Federal Circuit ruling that the asserted
claims are invalid. On November 23, 2018, Complainants opposed the petition,




and argued that the Commission should instead reopen the record for further
evidence on indefiniteness.

. Also on November 13, 2018, Complainants moved to reopen the record
for the limited purpose of admitting evidence relating to indefiniteness. On
November 23, 2018, Respondents opposed the motion, arguing that the Federal
Circuit invalidity ruling is binding on the Commission. Respondents also argued
Complainants should have to show cause why they should not be sanctioned for a
frivolous filing. On November 29, 2018, Complainants moved for leave to file a
reply in support of their motion.

Having considered the petition and response, the Commission has
determined to institute a rescission proceeding, and finds that the Federal Circuit’s
ruling that the asserted claims ate invalid is a changed circumstance that warrants
rescinding the remedial orders. The Commission therefore has determined to
rescind the remedial orders.

In light of the Commission’s determination to rescind the rerhedial orders,
the Commission has also determined to deny as moot Complainants’ motion to
reopen the record. The Commission also denies Respondents’ request for

sanctions, and denies Complainants’ motion for leave to file a reply. The
rescission proceeding is hereby terminated.

Id. at 2.

On November 13, 2018, Diebold filed a motion to terminate this enforcement proceeding,
and a memorandum in support thereof. Motion Docket No. 989-47. On November 23, 2018,
Hyosung filed an opposition to Diebold’s motion to terminate this"enforcement proceeding. On
November 23, 2018, OUII filed a response to Diebold’s motion to terminate this enforcement
proceeding,.

1L Analysis and Determination

Diebold has moved “to terminate this enforcement proceeding under Rule 210.21.” Mot.
at 1; Mem at 2 (“Thus, termination of this enforcement proceeding is now appropriate under
Rule 210.21.”). Diebold opposes termination of this proceeding in the manner requested by
Diebold, but does not specifically address Diebold’s reliance on Commission Rule 210.21 (19

C.FR. §210.21). OUII states, “Provided that Enforcement Respondents supplement the motion



to comply with Commission Rule 210.21, the Staff supports the motion to terminate.” OUII
Resp. at 1. OUII points out, “The motion relies on Commission Rule 210.21, which provides for
termination for ‘good cause.” 19 C.F.R. § 210.21. This Rule 1'64uires that the movant either
state that there are no agreements between the parties or to provide a copy of any agreement.

. 1d” Id. at 1 n.1.

Commission Rules 210.21 consists of parts (a) through (e). Parts (b), (c) and (d) contain,
respectively, provisions specifically addressing termination by settlement, consent order and
arbitration, while part (¢) addresses the effect of a determination under the Rule (which is that
termination by the administrative law judge shall constitute an initial determination). Thus, it
appears that Diebold relies on part (a). In any event, it is the only provision of the Rule that
could be applicable given the facts surrounding, and the relief requested by, the pending motion.

Commission Rule 210.21(a) provides:

§210.21 Termination of investigations.

(a) Motions for termination.

(1) Any party may move at any time prior to the issuance of an initial
determination on violation of section 337 of the Tariff Act of 1930 to terminate
an investigation in whole or in part as to any or all respondents, on the basis of
withdrawal of the complaint or certain allegations contained therein, or for
good cause other than the grounds listed in paragraph (a)(2) of this section. A
motion for termination of an investigation based on withdrawal of the
complaint, or for good cause, shall contain a statement that there are no
agreements, written or oral, express or implied between the parties concerning
the subject matter of the investigation, or if there are any agreements
concerning the subject matter of the investigation, all such agreements shall be
identified, and if written, a copy shall be filed with the Commission along with
the motion. If the agreement contains confidential business information within the
meaning of § 201.6(a) of this chapter, at least one copy of the agreement with
such information deleted shall accompany the motion, in addition to a copy of the
confidential version. On motion for good cause shown, the administrative law
judge may limit service of the agreements to the settling parties and the
Commission investigative attorney. The presiding administrative law judge may
grant the motion in an initial determination upon such terms and conditions as



he deems proper.

(2) Any party may move at any time to terminate an investigation in whole or in
part as to any or all respondents on the basis of a settlement, a licensing or other
agreement, including an agreement to present the matter for arbitration, or a
consent order, as provided in paragraphs (b), (c) and (d) of this section.

19 C.F.R. 210.21(a) (emphasis added).

Thus, in order to grant Diebold’s motion, it must be found that good cause exists for
termination, and that Diebold has complied with the requirements concerning t_he question of
whether or not there are agreements concerning the subject matter of the investigation.
Furthermore, the administfative law judge may grant termination upon such terms and conditions
as are deemed proper.

In its motion, Diebold argues:

On November 9, 2018 the Federal Circuit’s mandate in the appeal of the
underlying investigation issued, finalizing the Federal Circuit’s judgment that the
asserted claims of U.S. Patent No. 8,523,235 (“the 235 patent”) are invalid as
indefinite and reversed the Commission’s finding of a violation in this
investigation.

The Federal Circuit’s final ruling necessitates the termination of this
enforcement proceeding for at least three distinct and independent reasons. First,
the determination that the 235 patent is invalid-as-indefinite defeats any claim that
the 235 patent could ever be infringed. Thus, the remedial orders cannot be
violated as there can be no infringement. Second, the remedial orders themselves
are extinguished as a result of the Federal Circuit’s reversal of the underlying
violation. Commission precedent is unequivocal that when a finding of violation
is reversed, the remedial orders are rescinded and not enforceable. Third, this
enforcement proceeding is moot given that any civil penalties recommended by
the ALJ would be set aside upon rescission. The Federal Circuit has conclusively
held that the ITC’s civil penalties are indeed civil fines, not criminal sanctions.
Thus, under Supreme Court precedent, they must be set aside when the underlying
order is overturned as it was here. Accordingly, for at least these three reasons,
this enforcement proceeding should be terminated. In the alternative, Respondents
respectfully request that the ALJ stay the enforcement proceeding pending
rescission of the remedial orders by the Commission.

Mot. at 1-2. Diebold’s memorandum discusses facts and law relevant to the arguments made in



its motion.
In the opening of its opposition, Hyosung argues:

Diebold’s arguments for termination of this enforcement action are based
on the misguided view that the Federal Circuit’s decision immediately
extinguishes the basis for the present enforcement proceeding. That view
fundamentally misunderstands both the Federal Circuit’s decision in this case and
the nature of Commission enforcement proceedings, and is also contrary to
Federal Circuit case law.

Diebold’s motion is premised on the notion that the Federal Circuit’s
decision itself invalidates the claims at issue and rescinds the Commission’s cease
and desist orders (“CDOs”) that Diebold has violated. It does not. As Hyosung
explained to the Commission in its petition to reopen the record in the underlying
investigation, when a federal court of appeals determines that an agency action is
not supported by the record, the ordinary course is for the matter to return to the
agency, which can then determine whether to take additional evidence. See
Motion Docket No. 989-19-04 at 4-6 (Nov. 13, 2018) (citing Florida Light &
Power Co., 470 U.S. 729, 744 (1985)). And here, that course is particularly
appropriate because the Federal Circuit’s decision added clarity and nuance to the
legal standard for determining the definiteness of terms such as “cheque standby
unit” and identified the types of evidence that could be offered to satisfy that
standard. In fact, Diebold itself has recognized that the CDOs will remain
effective until the Commission itself determines the appropriate next steps. See
Diebold Petition to Rescind Remedial Orders. As a result, there is no basis to
terminate these proceedings. At most, the ALJ may wish to extend further the
enforcement target date to allow the Commission sufficient time to determine
whether to grant Hyosung’s motion and conduct supplementary evidentiary
proceedings. Should it do so, the target date for the enforcement action then be
further extended pending completion of those proceedings.

Diebold’s motion also misapprehends the nature of the Commission’s
enforcement authority, suggesting that Commission enforcement proceedings, and
the penalties that result therefrom, are analogous to civil contempt proceedings,
which cannot be sustained following the invalidation of a patent (or, as here, the
reversal of a finding of validity). Commission enforcement proceedings, however,
are instead akin to criminal contempt proceedings, as the Federal Circuit
explained in DeLorme Publishing Co., Inc. v. Int’l Trade Com’n, 805 F.3d 1328,
1336 n.4 (Fed. Cir. 2015). And criminal contempt proceedings, unlike civil
contempt proceedings, can (and should) be sustained even following the reversal
of the order giving rise to a finding of contempt. See, e.g., ePlus, Inc. v. Lawson
Software, Inc., 789 F.3d 1349, 1356 (Fed. Cir. 2015); see also U.S. v. United Mine
Workers of America, 330 U.S. 258, 294 (1947). '

Opp’n at 1-2 (emphasis in original). Hyosung’s opposition proceeds to argue, “given that claim



construction is not before the ALJ in this enforcement proceeding, the ALJ mﬁst apply the claim
construction under which the Commission issued the remedial orders. To do otherwise would be
to allow Diebold to flout the Commission’s orders and diSregard its authority based on a later-
decided claim construction.” Id. at 6. Further, Hyosung details its argument that even rescinding
the remedial orders does not absolve Diebold’s past alleged violations. Id. at 6-10.

OUII states that it is “of the view that when the Federal Circuit, in a direct appeal from
the underlying investigation, finds that a respondent has not violated Section 337, it is not
appropriate to proceed with an enforcement action against that respondent.” OUII Resp. at 1.
Further, it is argued, in part:

In view of the Federal Circuit decision in the underlying investigation,
which has now become final and unappealable, this enforcement proceeding
should be terminated. As discussed below, precedent indicates that when the
Federal Circuit overturns a Commission remedial order (as opposed to, for
example, invalidating a patent in a collateral action), an enforcement proceeding
based on the voided order is improper. This is particularly true when a claim is
held to be indefinite, because, by definition, it cannot be determined whether or
not the claim is infringed and thus whether the remedial order has been violated.
And finally, based again on Federal Circuit precedent, it is no longer clear that
Complainants have any basis for continuing with this proceeding. Under the
circumstances, termination is appropriate. o

The Federal Circuit’s opinion in DeLorme Publishing Co., Inc. v Int’l
Trade Comm’n, 805 F.3d 1328 (Fed. Cir. 2015), explains the relevant case law
and sets out the applicable legal standards. In DeLorme, the respondent had
entered into a consent order, which it then violated. Id at 1331-32. The
Commission therefore imposed a civil penalty of over $6 million. Id. at 1332-33.
After the Commission issued its decision, a U.S. District Court found that the
patent at issue was invalid for anticipation and obviousness. Id. at 1333. On
appeal, the respondent argued that because the patent had been invalidated, the
civil penalty must be vacated. Id. The Court first analyzed the consent order,
and then affirmed the Commission decision, finding that although a civil
contempt sanction can be reversed when the decision on which it is based is still
subject to review, the consent order at issue in DeLorme was final, and the
penalty would not be lifted. Id. at 1335-36.

More specifically, the Federal Circuit held that the “critical” distinction
between situations in which the civil contempt sanction (or here the civil penalty)
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may be set aside and those in which it may not be is whether the underlying
order is final and unappealable — if the order is final, sanctions may be
appropriate, but if it is not final, sanctions are not appropriate. Id. And here,
there can be no question that the remedial orders were not final and unappealable.
Diebold clearly appealed and, indeed, prevailed on appeal. Moreover, the private
parties’ arguments over whether civil penalties are more analogous to civil
sanctions or criminal contempt and thus fall within Footnote 4 of DeLorme (see,
e.g., Mem. at 13-16) need not be resolved in this proceeding. Footnote 4, by its
plain language, refers to whether a penalty may be “set aside.” DeLorme, 805
F3d at 1336. Here, there is no penalty to set aside — the enforcement proceeding
is still ongoing, and no penalty has yet been assessed. The only question is
whether the Commission should continue with the proceeding and attempt to
impose a penalty based on a claim construction that the Federal Circuit has held
is wrong and on conduct that the Federal Circuit has found not to violate Section
337. Even if the Commission could, the Staff submits that the Commission
should not. See, e.g., Pennsylvania v. Wheeling & Belmont Bridge Co., 59 U.S.
421 (1855) (denying, inter alia, motion for contempt for violation of an
injunction that had been legislatively overruled) (cited in ePlus, Inc. v. Lawson
Software, Inc., 789 F.3d 1349, 1354 (Fed. Cir. 2015)).

This principle has particular force in the current situation, in which the
Federal Circuit has not invalidated the patent based on prior art, but has instead
held that the claims are indefinite. As the Enforcement Respondents correctly
point out, the fact that claims are indefinite will ordinarily preclude an
infringement finding, and thus a finding that the remedial orders have been
violated. (Mem. at 4-8). Complainants have previously argued that claim
construction is not properly before the Judge during an enforcement proceeding.
See Complainants’ Opposition to Respondents’ Motion to Extend the Target
Date Pending Issuance of the Federal Circuit’s Mandate and Request for
Shortened Response Time at 6 (EDIS Doc. ID 659148). But this is exactly the
point. The Federal Circuit’s decision on claim construction is binding.

Finally, the Staff submits that, under the circumstances, it is unclear what
Complainants hope to gain by continuing the enforcement proceeding or whether
they have any right to do so. Even if a civil penalty could be imposed and
collected, it would go to the U.S. Treasury, not to Complainants. 19 U.S.C. §
1337(f)(2). And unlike in an ordinary enforcement proceeding, there is no need
to determine whether the importation of the redesigned products violates the
existing orders — these orders cannot be enforced going forward. See DeLorme,
805 F.3d at 1336 (“Of course, if subsequent events warrant vacating the
injunction, such as invalidation of the patent claims, then the injunction is
vacated prospectively.”).

OUII Resp. at 3-5 (footnote omitted, including quotation from DelLorme opinion). OUII states

that while Hyosung has moved the Commission to reopen the record in the underlying

11



investigation, it is not a party to the underlying investigation and has not taken a position on this
issue. Yet, it is argued, even if the Commission were to grant that request, it would be necessary
to conduct additional proceedings, and “[f]inding a new violation based on new evidence would
result in new or modified orders, and would not somehow vacate the Federal Circuit
determination.” Id. at 6 n.3.

In the parties’ pleadings related to Diébold’s pending motion to terminate this
enforcement proceeding, only OUII directly addresses the express requifements of Commission
Rule 210.21, upon which the motion is based. As‘ indicated above, OUII’s support of the
pending motion was conditioned upon Dieboid supplementing its motion. See OUIl Resp. at 1 &
n.1. Indeed, the Rule on termination requires that a movant either state that it has no agreements
with other parties concerning the subject matter of an investigation, or disclose any agreement.
Diebold’s motion is in fact deficient with respect to that requirement. Yet, despite the fact that
its motion is deficient, and the deficiency was pointed out in the response of another party,
Diebold did not supplement its motion. Consequently, Diebold’s Motion No. 989-47 to
terminate cannot be granted.

Inasmuch as this enforcement proceeding cannot be terminated on the basis of Diebold’s
motion, the administrative law judge continues this analysis and determination within the
framework of the required EID. In particular, the Commission ordered:

4, The ALIJ, in his or her discretion, may conduct any proceedings
deemed necessary, including issuing a protective order, holding hearings, taking
evidence, ordering discovery, and seeking documents from other agencies
consistent with Commission rules to issue the EID. The EID will rule on the
question of whether the respondents have violated the July 14, 2017, remedial
orders issued in the above-captioned investigation. All defenses not barred by

claim preclusion may be raised in this proceeding.

5. The ALJ shall also recommend to the Commission what
enforcement measures are appropriate if any enforcement respondent is found
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to have violated the remedial orders. The AlLJ, in his or her discretion, may

conduct any proceedings deemed necessary, including taking evidence and

ordering discovery, to issue recommendations on appropriate enforcement

measures. The recommended determination shall issue concurrently with the EID.
Commission Order at 3 (emphasis added).

With respect to “the question of whether the respondents have violated the July 14, 2017,
remedial orders issued in the above-captioned investigation,” it is noted that both the LEO and
the CDOs prohibited acts (such as importation, sale or distribution) only with respect to products
that infringe one or more of the asserted claims of the ‘235 patent. See, e.g., 82 Fed. Reg. 60762
(Dec. 22, 2017). When the enforcement complaint was filed, and when the enforcement
proceeding was instituted, the underlying investigation was on appeal. The Federal Circuit
subsequently held that all asserted claims are “invalid for indefiniteness,” and reversed the
Commission’s finding of violation. See Diebold Nixdorf, Inc. v. Int’l Trade Comm 'n, 899 F.3d
1291, 1294, 1303 (Fed. Cir. 2018) (“Diebold v. ITC”). Consequently, at least for the reason that
all asserted claims are indefinite and invalid, it is not possible to determine that any asserted
claim covers an§lf product. It cannot be found that any product infringed or infringes any asserted
claim. Thus, it cannot be found that any violation of any remedial order has occurred. These
circumstances cannot change at least for the reason that, as discussed above, the Commission has
both rescinded the remedial orders, and has denied Hyosung’s reciuest to reopen the record.

The order instituting this enforcement proceeding presented the question of “what
enforcement measures are appropriate if any enforcement respondent is found to have violated
the remedial orders.” The administrative law judge recommends that no enforcement measure be
taken with respect to any enforcement respondent because, as indicated above, under the Federal

Circuit’s rulings, and the Commission’s determinations, the asserted claims cannot be construed,

no violation of section 337 has occurred, and no violation of the remedial orders can be found.

13



As reflected in Hyosung’s briefing (quoted in part above) on Diebold’s motion to
terminate, and even in Hyosung’s initial opposition to extension of the target date of this
enforcement proceeding pending issuance of the Federal Circuit mandate (see Order No. 47 at 2
n.3), Hyosung has taken the position that Diebold should be subject to a/penalty, regardless of
the Federal Circuit’s ruling that the asserted patent claims are invalid for indefiniteness, and
regardless of the Federal Circuit’s reversal of the finding of a section 337 violation. It is uncléér

| whether Hyosung still takes that position in view of the Commission’s recent determinations of
the Commission to rescind the remedial orders, and especially to deny Hyosung’s request to
reopen the record. In any event, in connection with the motion resulting in a target date
extension of the target date and the motion to terminate, the administrative law judge has
considered the legal authorities relied upon by Hyosung, and finds it appropriate to address the
issue in connection with this EID.*

As discussed above, Hyosung has argued that although asserted patent claims ﬁlay be
held invalid, “Commission enforcement proceedings, however, are instead akin to criminal
contempt proceedings, as the Federal Circuit explained in DeLorme Publishing Co., Inc. v. Int’l
Trade Com’n, 805 F,3d 1328, 1336 n.4 (Fed. Cir. 2015).” Opp’n to Mot. to Terminate at 2.
Further, Hyosung has argued, “criminal contempt proceedings, unlike civil contempt
proceedings, can (and should) be sustained even following the reversal of the order giving rise to

a finding of contempt. See, e.g., ePlus, Inc. v. Lawson Sofiware, Inc., 789 F.3d 1349, 1356 (Fed.

2 Diebold’s appeal to the Federal Circuit was pending during this enforcement proceeding.
Hyosung’s posthearing brief in this enforcement proceeding was filed before issuance of the
relevant Federal Circuit opinion. Hyosung does not argue in its posthearing brief that Diebold
should be penalized even if the Federal Circuit were to reverse the Commission in the underlying
investigation on the question of violation.
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Cir. 2015); see also U.S. v. United Mine Workers of America, 330 U.S. 258, 294 (1947).” Id.
(emphasis in original).

In DeLorme Publishing Co., Inc. v Int’l Trade Comm n, 805 F.3d 1328 (Fed. Cir. 2015)
(“DeLorme”), a case central to Hyosung’s argument, the Federal Circuit considered the appeal of
a respondent in a section 337 investigation that had entered into a consent order, which it
subsequently violated. 805 F.3d at 1331-32. The Commission imposed a civil penalty. Id. at
1332-33. Thereafter, it was found in a district court that the patent at issue was invalid due to
anticipation and obviousness. Id. at 1333. In appealing the penalty to the Federal Circuit, the
respondent argued that inasmuch as the patent had been invalidated, the civil penalty must be
vacated. Id. The Federal Circuit interpreted the consent order, and then affirmed the
Commission determination. The court held that although a civil contempt sanction can be
reversed when the decision on which it is based is still subject to review, the consent order at
issue in DeLorme was final, and the Commission did not abuse its discretion by imposing a civil
penalty. Id. at 1331, 1335-36. Yet, in this instance, the remedial orders were not final. The
Federal Circuit reversed the Commission during the pendency of this enforcement proceeding.

That the remedial orders issued by the Commission in the underlying investigation were
not final is clear upon reading how the court in DeLorme addressed its decision in ePlus, Inc. v.
Lawson Software, Inc., 789 F.3d 1349, 1356 (Fed. Cir. 2015) and the Supreme Court’s decision
in U.S. v. United Mine Workers of America, 330 U.S. 258, 294 (1947), two cases upén which
Hyosung also relies. The court explained: |

ePlus held that a civil contempt sanction can be set aside when the

underlying injunction, upon which the sanction is based, is still itself non-final or

reviewable. As we explained in ePlus, “The rule for civil contempt for violating a

provision of an injunction that is not final, i.e., that is still subject to litigation

over the propriety of its issuance, is that “[t]he right to remedial relief falls with
an injunction which events prove was erroneously issued.”” 789 F.3d at 135