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PUBLIC VERSION
UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN BASEBAND PROCESSOR CHIPS AND
CHIPSETS, TRANSMITTER AND RECEIVER
(RADIO) CHIPS, POWER CONTROL CHIPS, AND
PRODUCTS CONTAINING SAME, INCLUDING
CELLULAR TELEPHONE HANDSETS

Inv. No. 337-TA-543

INITIAL DETERMINATION ON VIOLATION OF SECTION 337 AND
RECOMMENDED DETERMINATION ON REMEDY AND BOND

Administrative Law Judge CharlesAE. Bullock
(October 10, 2006)

Pursuant to the Notice of Investigation' and Rule 210.42(a) of the Rules of Practice and
Procedure of the United States International Trade Commission, this is the Administrative Law
Judge’s Initial Determination in the matter of Certain Baseband Processor Chips and Chipsets,
Transmitter and Receiver (Radio) Chips, Power Control Chips, and Products Containing Same,
Including Cellular Telephone Handsets, Investigation No. 337-TA-543.

The Administrative Law Judge hereby determines that a violation of Section 337 of the Tariff
Act of 1930, as amended, has 1Lxeen found in the importation into the United States, the sale for
importation, or the sale within the United States after importation of certain baseband processor

chips and chipsets, transmitter and receiver (radio) chips, power control chips, and products

170 Fed. Reg. 35,707 (June 21, 2005).



containing same, including cellular telephone handsets in connection with claims 1, 4, 8,9, and 11
of U.S. Patent No. 6,714,983, and that a violation of Section 337 has not been found in connection
with claims 1-5, 7, 8, 13, 14, and 16-19 of U.S. Patent No. 6,374,311; claims 14 and 17-24 of U.S.
Patent No. 6,714,983; and claims 33 and 35 of U.S. Patent No. 6,583,675. Furthermore, the
Administrative Law Judge hereby determines that a domestic industry in the United States exists that

practices U.S. Patent Nos. 6,374,311; 6,714,983; and 6,583,675.



DISCUSSION

I Introduction

A. Procedural History

OnMay 19,2005, Complainant Broadcom Corporation (“Broadcom”) filed a complaint with
the Commission pursuant to Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.
The complaint was supplemented on June 7 and 10, 2005. The complaint, as supplemented, asserts
unfair methods of competition and unfair acts in violation of Section 337 by Respondent Qualcomm
Incorporated (“Qualcomm”) in connection with the importation, sale for importation, and sale within
the United States after importation of certain baseband processor chips and chipsets, transmitter and
receiver (radio) chips, power control chips, and products containing same, including cellular
telephone handsets.

The complaint, as supplemented, accuses Qualcomm’s products of infringing various claims
of the following five U.S. Patents owned by Broadcom: claims 1-5; 7,8,13, 14, and 16-19 of U.S.
Patent No. 6,3 74,31 1 (“the ‘311 patent™); claims 1, 4, 8, 9, 11, 14, and 17-24 of U.S. Patent No.
6,714,983 (“the ‘983 patent™); claim 2 of U.S. Patent No. 5;682,379 (“the ‘379 patent”); claims 8-11
and 13 of U.S. Patent No. 6,359,872 (“the ‘872 patent”); and ciaims 33, 35, and 38% of U.S. Patent
No. 6,583,675 (“the ‘675 patent”). The complaint further alleges that there exists a domestic industry
with respect to the patents-at-issue. Broadcom seeks, among other things, a limited exclusion order
of the infringing chips, as well as all cellular telephones and other electronic devices that incorporate

the infringing chips.

% Although the complaint alleges infringement of claim 38 of the ‘675 patent, the parties did
not address claim 38 at all and is therefore waived and will not be discussed.
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On June 16, 2005, the Commission issued a notice of investigation that was subsequently
published in the Federal Register on June 21, 2005.> On June 21, 2005, the undersigned set a
fourteen-month target date for the investigation, or August 22, 2006.* Respondent filed a response
to the complaint and notice of investigation on July 11, 2005.

On October 12, 2005, Qualcomm filed a motion [543-002] to extend the target date, which
was granted in part by Order No. 4, issued on October 26, 2005. That order extended the target date
to fifteen months, or September 21, 2006.

OnDecember 23,2005, Broadcom filed a motion for summary determination [543-023] that
Broadcom has satisfied the economic prong of the domestic industry requirement under 19 U.S.C.
§ 1337 (a)(3)(C) with respect to the asserted patents. On January 24, 2006, the undersigned issued
an initial determination granting the motion.> On February 17,2006, the Commission issued a notice
of its decision not to review the initial determination.

On February 14, 2006, Broadcom filed a motion [543-059] to withdraw its allegations of
infringement regarding U.S. Patent Nos. 5,682,379 and 6,359,872 and to terminate this investigation
in part as to those patents. On February 15, 2006, the undersigned issued an initial determination
granting the motion.® On February 24, 2006, the Commission issued a notice of its decision not to
review the initial deteﬁnination granting Complainant’s motion to terminate the investigation in part.

On January 31, 2006, non-party Cellco Partnership d/b/a Verizon Wireless (“Verizon”) filed

a motion [543-035] to intervene, to amend the schedule for submission of certain materials, along

3 See Notice of Investigation, 70 Fed. Reg. 35,707 (June 21, 2005).
4 See Order No. 2 (June 21, 2005). '

3 See Order No. 19 (January 24, 2006).

¢ See Order No. 26 (February 15, 2006).



with a shortened response time. On February 2, 2006, non-party LG Electronics Mobilecomm
US.A., Inc. (“LG”) filed a motion [543-046] to intervene, along with a request for shortened
response time and expedited consideration. On February 3, 2006, non-party Kyocera Wireless Corp.
(“Kyocera”) filed a motion [543-047] to intervene. On February 3, 2006, non-party Motorola, Inc.
(“Motorola”) filed a motion [543-048] to intervene for the limited purpose of presenting evidence
relating to remedy, along with a shortened response time. On February 8, 2006, non-party Sprint
Nextel Corporation (“Sprint”) filed a motion [543-051] to intervene, to amend the schedule for
submission of certain materials, along with a request for shortened response time. On February 10,
2006, non-party Samsung Electronics Co., Ltd. (“Samsung”) filed a motion [543-054] to intervene
for the limited purpose of presenting evidence relating to remedy, along with a request for shortened
response time. On February 15, 2006, the undersigned issued an initial determination granting the
motions to intervene for the limited purpose of remedy, bifurcating the investigation for liability and
remedy, and extended the target date to eighteen months, or December 21, 2006.” On March 16,
2006, the Commission issued a notice of its decision not to review the initial determination.

On February 22, 2006, Verizon filed a motion [543-061] to intervene in the liability phase
of this investigation and for suspension of the proceedings to afford Verizon an opportunity to
prepare to participate in this phase, and (ii) to disqualify Wilmer Cutler Pickering Hale and Dorr,
LLP (“Wilmer Hale”) as counsel for Broadcom. On March 9, 2006, the undersigned issued Order
No. 29, denying the motion.® On March 13, 2006, Verizon filed a request for leave to appeal the

portion of Order No. 29, denying the motion to disqualify Broadcom’s counsel, Wilmer Hale. The

7 See Order No. 27 (February 15, 2006).
8 See Order No. 29 (March 9, 2006).



undersigned denied leave to appeal on March 28,2006 in Order No. 30. On March 16,2006, Verizon
filed an application for review of Order No. 29, denying the motion to intervene in the liability
phase. On May 24, 2006, the Commission issued a notice denying the application for review of
Order No. 29.

The parties have stipulated as to certain material facts.” Particular stipulated facts that are
relevant to this Initial Determination are cited accordingly.

An evidentiary hearing on liability was conducted before the undersigned from February 14-
22, March. 1, and March 13-21, 2006. In support of its case-in-chief and rebuttal case, Broadcom

called the following witnesses:

Dr. Ray Nettleton (Broadcom expert for the ‘983 and CX-1664C (Nettleton Direct)
‘311 patents) [RFF 44]

CX-1979C (Nettleton Rebuttal)

Steven Koenck (one of the named inventors of the <311 CX-1339 (Koenck Direct)
and ‘383 patents) [RFF 34]

Dr. Linda Milor (Broadcom expert for the ‘675 patent) CX-1662C (Milor Direct)
[RFF 43]

CX-1978C (Milor Rebuttal)

Ramon Gomez (inventor of the ‘675 patent, Broadcom CX-1337C (Gomez Direct)
senior principal scientist in the RF and analog
department) [RFF 19]

In support of its case-in-chief and rebuttal case, Qualcomm called the following witnesses:

? See Joint Stipulation of Facts filed on January 27, 2006 as JX-121C, revised on April 3,
2006 (to eliminate references to MSM 6100, 6125, 6150, which relate to the Bluetooth patents that
were terminated from this investigation), see Gonzalez, Tr. 2649 (3/21/06); and Joint Stipulation
filed on July 11, 2006 as SX-16C. ' '



Matthew Grob (Qualcomm senior vice president of
technology in the corporate research and development
division) [RFF 20]

RX-843C (Grob Direct)

JX-24C (Grob Dep)

Ed Tiedemann (Qualcomm senior vice president of
engineering) [RFF 61]

RX-830 (Tiedemann Direct)

Robbin Hughes (Qualcomm principal engineer) [RFF
27]

RX-832C (Hughes Direct)

Marie-Bernadette Pautet (fact witness regarding GSM)
[RFF 46]

RX-828 (Pautet Direct)!

Robert Fraser (fact witness regarding Mobitex) [RFF 15]

RX-846 (Fraser Direct)

James Hutchinson (vice president of technology for
Qualcomm’s CDMA Technologies division) [RFF 28]

RX-831C (Hutchinson Direct)

Robert Reeves (director of engineers for Qualcomm’s
CDMA Technologies division) [RFF 55]

RX-833C (Reeves Direct)

Jeremy Dunworth (manager in Qualcomm’s RF analog
group)

RX-844C (Dunworth Direct)

Dr. John Proakis (Qualcomm expert for the ‘983 and
311 patents) [RFF 54]

RX-838C (Proakis Direct)

RX-922C (Proakis Rebuttal)

Dr. German Gutierrez (Qualcomm expert for the ‘675
patent) [RFF 24]

RX-839C (Gutierrez Direct)

RX-923C (Gutierrez Rebuttal)

The following witness statements were also received into evidence, although the persons who

! During the hearing, the parties stipulated that the following change should be made to the
transcript during Madame Pautet’s testimony at page 1790, lines 2-3: “It is not a mandatory feature.
It would say ‘sure’/‘should’ otherwise” is corrected to read “It is not a mandatory feature. It would
say ‘shall” otherwise.” Gonzalez, Tr. 2590 (3/21/06). Apparently, when the change was discussed
on March 21, 2006, the parties were working off the draft transcript, which referred to the above
testimony as being on page 1789 of the transcript, rather than pagel790 of the transcript, and that

the word “sure” in the draft was actually transcribed as “should” in the final transcript.
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prepared those statements did not provide live testimony at the hearing:

Professor Jerry Gibson (Broadcom expert) CX-1336C (Gibson Direct)

Scott Bibaud (Broadcom general manager of the wireless | CX-1332 (Bibaud Direct)
personal area networking business unit)

Nelson Sollenberger (Broadcom senior director within CX-1667C (Sollenberger Direct)
the mobile communications business unit)

Raymond Hayes (Broadcom principal scientist in WLAN | CX-1338C (Hayes Direct)
software group of the home and wireless networking
business unit)

Sanjay Jha (president of Qualcomm’s CDMA RX-827C (Jha Direct)
Technologies group) [RFF 31]

JX-25C (Jha Dep)

In addition, the following deposition testimony was received into evidence in lieu of direct witness

statements or live testimony:

Jaesung Ahn (Samsung senior software engineer) [RFF JX-12C & JX-123C (Ahn Dep)
9]

Don Andrus (Qualcomm senior staff engineer) [RFF 10] | JX-14C (Andrus Dep)

James Anetsburger (director of device management and | JX-15C (Anetsburger Dep)
logistics at U.S. Cellular)

Mark Brazeal (Broadcom vice president and deputy JX-60C (Brazeal Dep)-
general counsel)

Gregory Bullard (Qualcomm employee) JX-17C (Bullard Dep)

David Bush (senior vice president of sales at Qualcomm | JX-19C (Bush Dep)
CDMA Technologies)

William Croughwell (Ericsson employee) [RFF 11] JX-64C (Croughwell Dep)

Richard Dean (Qualcomm employee) JX-20C (Dean Dep)

Matthew Delgiorno (Broadcom employee) JX-65C & JX-66C (Delgiorno
Dep)




Paul Dent (Ericsson employee)

JX-67C (Dent Dep)

Jeremy Dunworth (Qualcomm senior staff engineer
manager in the RF analog group) [RFF 12]

JX-21C (Dunworth Dep)

Brian Finnerty (Sprint employee) [RFF 14]

JX-122C (Finnerty Dep)

Timothy Froehling (Motorola employee)

JX-23C (Froehling Dep)

Selvaraj Jaikumar (Qualcomm staff engineer) [RFF 30]

JX-119C (Jaikumar Dep)

Timothy Johnson (Motorola employee)

JX-26C (Johnson Dep)

Patrick Kinney (Kinney Consulting Limited employee,
consultant for Broadcom) [RFF 32] '

JX-69C (Kinney Dep)

Jay Kirchoff (Broadcom director of marketing for cable
modems) [RFF 33]°

JX-70C (Kirchoff Dep)

Steven Kohn (Motorola global category manager for
semiconductors in the mobile devices group)

JX-28C (Kohn Dep)

Garish Konganda (Qualcomm senior staff engineer
manager) [RFF 37]

JX-29C (Konganda Dep)

Wayshing Lee (senior director of engineering at
Qualcomm CDMA Technologies division) [RFF 38]

JX-32C (W. Lee Dep)

Neil Levine (UTStarcom Personal Communications,
LLC vice president of operations )

JX-33C (Levine Dep)

Marc Lubelski (Alaska Communication Systems
employee) [RFF 39]

JX-34C (Lubelski Dep)

Louis Lupin (Qualcomm employee)

JX-35C (Lupin Dep)

Ronald Luse (Rockwell-Collins employee)

JX-~118C (Luse Dep)

Vincent Maduakor (Alaska Communications Systems
employee) [RFF 40]

JX-37C (Maduakor Dep)

Robert Meier (Cisco Systems employee) [RFF 41]

JX-~71C (Meier Dep)

Hailu Mengistu (NEC America employee) [RFF 42]

JX-72C (Mengistu Dep)

Steven Mollenkopf (Qualcomm vice president of
engineering)

JX-38C (Mollenkopf Dep)

Upendra Patel (formerly Qualcomm vice president of
engineering) [RFF 45]

JX-40C (Patel Dep)




Louis Pineda (senior vice president of marketing and
product management for Qualcomm CDMA
Technologies division)

JX-41C (Pineda Dep)

Robert Rango (Broadcom senior vice president mobile
and wireless)

JX-73C (Rango Dep)

Brian Redding (Motorola distinguished member of the
technical staff) :

JX-43C (Redding Dep)

Jim Reilly (Qualcomm director of applications
engineering group)

JX-44C (Reilly Dep)

Ramin Rezaiifar (Qualcomm director of engineering)
[RFF 57]

JX-45C (Rezaiifar Dep)

Hank Robinson (Qualcomm vice president of sales for
the Americas)

JX-46C (Robinson Dep)

Roger Schultz (Velocita Wireless employee) [RFF 58]

JX-75C (Schutz Dep)

John Sherman (self employed)

JX-74C (Sherman Dep)

Sten Sjoberg (Ericsson employee) [RFF 59]

JX-76C (Sjoberg Dep)

Per-Erik Sundstrom (Mobitex Technology, Inc.
employee) [RFF 60]

JX-77C (Sundstrom Dep)

Jim Tran (Qualcomm senior director of product
management)

JX-50C (Tran Dep)

Simon Turner (director of engineering at Qualcomm
CDMA Technologies) [RFF 61A]

JX-52C (Turner Dep)

Brett Walker (Qualcomm director of engineering for the
power management group) [RFF 62]

JX-120C (Walker Dep)

Jonathan Weiser (Qualcomm vice president, division
counsel)

JX-53C (Weiser Dep)

David Wilding (Qualcomm senior product manager)

JX-54C (Wilding Dep)

David Wood (Alltell Corporation employee) [RFF 63]

JX-124C (Wood Dep)

Thomas Zeran (Kyocera vice president of product

JX-58C (Zeran Dep)

management) [RFF 64]

After the hearing, post-hearing briefs and reply briefs, together with proposed findings of
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fact, conclusions of law and rebuttals to the same, were filed on April 3, 2006 and April 12, 2006,

respectively.

An evidentiary hearing on remedy was conducted before the undersigned on July 6-11,2006.

The following witnesses were called by Broadcom:

Carla Mulhern (Broadcom expert)

CX-2409C (Mulhern Direct)

CX-2569C (Mulhern Rebuttal)

Dr. William Lehr (Broadcom expert)

CX-2408C (Lehr Direct)

CX-2570C (Lehr Rebuttal)

The following witnesses were called by the Intervenors:

Jerry Hausman (LG/Motorola/Samsung expert)

SAMX-130C (Hausman Direct)

SAMX-131C (Hausman Rebuttal)

Richard Lynch (Verizon executive vice president and
chief technical officer)

VX-300C (Lynch Direct)

JX-455C (Lynch Dep)

James Straight (Verizon vice president for product
development and management)

VX-302C (Straight Direct)

Rosemary Garavaglia (Verizon director of device
planning and strategy)

VX-299C (Garavaglia Direct)

JX-454C (Garavaglia Dep)

Steven Smith (Verizon staff vice president of strategic
and financial planning)

VX-301C (Smith Direct)

JX-456C (Smith Dep)

Dennis Carlton (Verizon expert)

VX-327C (Carlton Direct)

VX-331C (Carlton Rebuttal)

Mark Yarkowsky (Sprint director of CDMA access
technology architecture)

SNX-53C (Yarkowsky Direct)

Steven Paisner (Sprint director in financial operations)

SNX-54C (Paisner Direct) -
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SNX-84C (Paisner Rebuttal)

JX-452C (Paisner Dep)
Chetan Sharma (Sprint expert) SNX-51C (Sharma Direct)

SNX-52C (Sharma Rebuttal)
Dan Gralak (LG vice president of sales) LGX-135C (Gralak Direct)

JX-269C (Gralak Dep)

Alan Sanders (Kyocera director of financial planning and | KX-183C (Sanders Direct)
analysis)

JX-245C (Sanders Dep)

Thomas Zeran (Kyocera vice president of product KX-246C (Zeran Direct)
management)

KX-244C (Zeran Rebuttal)

JX-259C & JX-264C (Zeran Dep)

Paul Meyer (Kyocera expert) KX-245C (Meyer Direct)
KX-226C (Meyer Rebuttal)

In addition, the following deposition testimony was received into evidence in lieu of direct

witness statements or live testimony:

Jaesung Ahn (Samsung senior soﬂWme engineer) JX-328C (Ahn Dep)

William Alberth (Motorola employee) JX-309C (Alberth Dep)

Liat Ben-Zur (Qualcomm field applications engineer) JX-463C (Ben-Zur Dep)

Mark Brazeal (Broadcom in-house attorney) JX-443C & JX-444C (Brazeal
Dep)

David Bush (Qualcomm senior vice president of sales) JX-459C (Bush Dep)

Bryan Chase (Broadcom senior marketing manager) JX-206C (Chase Dep)

Yossi Cohen (Broadcom senior vice president and JX-208C (Cohen Dep)
general manager for the mobile platform business unit)
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Brian Finnerty (Sprint employee)

JX-441C & JX-442C (Finnerty
Dep)

Timothy Froehling (Motorola employee)

JX-447C (Froehling Dep)

Timothy Johnson (Motorola senior director of global
commodity managemerit)

JX-448C (Johnson Dep)

Jong Wan Kim (LG Electronics employee in charge of
technical licensing research and development)

JX-279C (J. Kim Dep)

Kourosh Kohanteb (Broadcom senior director of
financial planning and analysis)

JX-219C (Kohanteb Dep)

Chris Lambrecht (Sprint director of financial planning
and analysis)

JX-440C (Lambrecht Dep)

Hakju Lee (Samsung senior manager in wireless
division)

JX-334C (H. Lee Dep)

Victoria Lee (Qualcomm employee)

JX-445C (V. Lee Dep)

Dennis Olis (Motorola senior director of finance for the
CDMA division)

JX-320C (Olis Dep)

Seung Joon Park (LG director of technology planning)

JX-282C (Park Dep)

Jose Piazza (Verizon director of business planning)

JX-465C (Piazza Dep)

Robert Rango (Broadcom senior vice president of the
wireless connectivity group)

JX-221C (Rango Dep)

Brian Redding (Motorola employee)

JX-449C (Redding Dep)

Hank Robinson (Qualcomm vice president of sales for
the Americas)

JX-460C (Robinson Dep)

Nelson Sollenberger (Broadcom senior director within
the mobile communications business unit)

JX-242C (Sollenberger Dep)

Sung-Tae Song (LG international purchasing officer)

JX-284C (Song Dep)

After the remedy hearing, post-hearing remedy briefs and reply briefs, together with proposed

findings of fact, conclusions of law and rebuttals to the same, were filed on July 21, 2006 and July

31, 2006, respectively.
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On August 14,2006, Broadcom filed amotion [543-096] to admit into evidence of intervenor
Sprint’s press release announcing launch of 4G data network. On August 24, 2006, Staff filed a
response in support. On August 24, 2006, Sprint filed an opposition. Also on August 24, 2006,
Qualcomm and various intervenors filed a joint opposition to the motion. Based on a review of the
motion and oppositions thereto, the undersigned hereby denies the motion.

On August 15, 2006, the undersigned issued Order No. 53: Initial Determination extending
the target date by fifty days, or until February 9, 2007. On August 18, the Commission issued a
notice that it would not review the initial determination.

B. The Parties

1. Corﬁplainant

Complainant Broadcom Corporation (“Broadcom”) is a California corporation with its

principal place of business in Irvine, California.!
2. Respondent
Respondent Qualcomm Incorporated (“Qualcomm™) is a Delaware corporation with
headquarters in San Diego, California.'?
3. Intervenors
a. Manufacturer Intervenors
§)) Kyocera
Kyocera Wireless Corporation (“Kyocera™) is a Delaware corporation with its principal place

of business at 10300 Campus Point Drive, San Diego, California 92121."

' CFF 6, CX-1332C (Bibaud Direct) at 2, 5.
12 RFF 2, RX-872C (Jha Direct) at 1-2.
B SX-16C, § 2.

14



2 LG
LG Electronics MobileComm USA (“LG”)is a California corporation with its principal place
| of business at 10101 Old Grove Road, San Diego, California 92131."
&) Motorola
Motorola Corporation (“Motorola”) is a Delaware corporation with its principal place of
business at 1303 E. Algonquin Road, Schaumberg, Illinois 60196."
) Samsung
Samsung Electronics Co., Ltd. (“Samsung”)is a Korean corporation with its principal place
of business at Samsung Main Building, 250-2-Ka, Taepyung-Ro Chung-Ku, Seoul, Korea, 100-
7421
b. Wireless Network Opera.‘tor Intervenors‘
(1) - Sprint
Sprint Nextel Corporation (“Sprint”) is a Kansas corporation with its principal place of
business at 2001 Edmund Halley Drive, Reston, Virginia 20191."7
) Verizén
Cellco Partnership d/b/a Verizon Wireless (“Verizon™) is a general partnership of Verizon
Communication and Vodafone Group Plc organized under the laws of Delaware and having a

principal place of business at One Verizon Way, Basking Ridge, New Jersey 07920."®

14 §X-16C, 9 5.
15 §X-16C, 9 3.
16 SX-16C, § 4.
17 §X-16C, 1 6.
18 §X-16C, ] 7.
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C. Overview of the Technology

At issue in this investigation are certain baseband processor chips and chipsets, transmitter
and receiver (radio) chips, power control chips, and products containing same, including cellular
telephone handsets. The technology at issue in the ‘311 and ‘983 patents relate to wireless
telecommunications systems, which are radio data networks that facilitate communication between
host computers and radio frequency (RF) terminals. Specifically, the ‘983 patent stems from
research related to mobile device capabilities and power management, while the ‘311 patent
addresses concerns of network integrity and optimal efficiency. The technology at issue in the ‘675
patent relates to “gain control in a phase lock loop, and more specifically to phase lock loop gain
control using scaled unit current sources.” A phase lock loop, or “PLL,” is a closed loop feedback
system in which a portion of the output is compared to a reference input in order to make the output
phase identical to the reference phase and the output frequency identical to or a multiple of the
reference frequency.

D. The Patents at Issue

1. The ¢ 311 Patent

The 311 patent is entitled “Communication Network having a Plurality of Bridging Nodes
which Transmit a Beacon to Terminal Nodes in Power Saving State that it has Messages Awaiting
Delivery” which was issued on April 16, 2002, based on Application Serial No. 09/060,287, filed
on April 14, 1998. The named inventors are Ronald L. Mahany, Robert C. Meier, and Ronald E.
Luse, and the patent was assigned to Intermec IP Corp. Broadcom is the current owner of the ‘311

patent by assignment. The ‘311 patent has a total of 31 claims. Two independent claims, claims 1
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and 16, are at issue here. Also at issue are dependent claims 2, 3, 4,,5,7, 8, 13, '14, 17,18 and 19.7
2. The ¢ 983 Patent
The <983 patent is entitled “Modular, Portable Data Processing Terminal for use in a
Communication Network™ which was issued on March 30, 2004, based on Application Serial No.
08/513,658, filed on August 11, 1995. The named inventors are Steven E. Koenck, Patrick W.
Kinney, Ronald L. Mahany, Robert C. Meier, and Phillip Miller. Broadcom is the owner of the ‘983
patent by assignment. The ‘983 patent has a total of 25 claims. Two independent claims, claims 1
and 14, are at issue here. Also at issue are dependent claims 4, 8,9, 11, 17, 18, 19, 20, 21,22, 23,
and 24.%°
3. The ¢ 675 Patent
The ‘675 patent is entitled “Apparatus and Method for Phase Lock Loop Gain Control Using
Unit Current Sources” which was issued on June 24, 2003, based on Application Serial No.
09/811,611, filed on March 20, 2001. The named inventor is Ramon A. Gomez. Broadcom is the
owner of the ‘675 patent by assignment. The ‘675 patent has a total of 39 claims. One independent
claim, claim 33, is at issue here. Also at issue is dependent claim 35.%!
E. The Products at Issue
1. Broadcom’s Products
Broadcom develops and supplies chips and related hardware and software applications for

every major broadband communications market. In particular, Broadcom has emerged as an industry

19 See JX-3 (“the ‘311 patent™); JX-5 (“the ‘311 prosecution history”).
2 See JX-5 (“the ‘983 patent”); JX-10 (“the ‘983 prosecution history”).
1 See JX-4 (“the “675 patent”); JX-9 (“the ‘675 prosecution history”).
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. leader in the fields of Wireless Local Area Network (“WLAN”) and Bluetooth applications.”
Broadcom asserts that the following products satisfy the technical prong of the domestic industry

requirement for the asserted patents:

the ‘311 patent® | BCM4317
Single-Chip transceiver for an IEEE 802.11b (Wi-Fi) system that

incorporates low power design.”*

BCM4318E

Second-generation WLAN solution that combines a high-performance
2.4GHz radio and front end, an IEEE 802.11a/g baseband processor, and
medium access controller (MAC) on a single chip.”

BCM4320
“System-on-a-chip” (SOC) wireless LAN solution that can be used as a

wireless card that connects to a device through a cable.?®

BCM4712 ‘
Microprocessor chip and memory, specifically for the router market that
supports IEEE 802.11 wireless and Ethernet capability.*’

the ‘983 patent”® | BCM2132 :
“Single-Chip” baseband processors that supports GSM, GPRS, and EDGE,

and includes direct interfaces for a microphone, speaker, display, and
keypad.”

BCM2121
Single-Chip baseband processor that contains processing functions for
GSM and GPRS, but does not contain processing functions for EDGE.*

22 CFF 7, CX-1332C (Bibaud Direct) at 3-4.

B CIBS.

24 CX-1338C (Hayes Direct) at 4; CX-1268C.

 CX-1338C (Hayes Direct) at 7; CX-1513C.

26 CX-1338C (Hayes Direct) at 7; CX-1521C.

27 CX-1338C (Hayes Direct) at 8; CX-1623C.

28 CIB 4-5.

2 CX-1667C (Sollenberger Direct) at 4, 9; CX-1219C; CX-332C; CX-1613C.
30 CX-1667C (Sollenberger Direct) at 8.
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BCM2133
Same functions as BCM2132, but is smaller, faster, and consumes less

power.*!

BCM2140
Wideband code division multiple access baseband (w-CDMA) baseband

chip.*

the ‘675 patent™

BCM3440
Digital satellite tuner chip that is found in the digital receiver and decoder

of a set-top box in satellite television systems.**

2.

Qualcomm’s Products

Qualcomm develops, manufactures, and sells integrated circuits and integrated circuit

products, including “Mobile Station Modem” (MSM) cell phone baseband processors, radio chips,

and power management chips (which can be sold individually or in combination as chipsets).*

Broadcom accuses the following Qualcomm chips of infringing the asserted patents:

| the <311 patent

MSM5500, MSM6500, MSM6550, MSM6800, and MSM7500%

the ‘983 patent

MSM6200, MSM6225, MSM6245, MSM6250, MSM6255, MSM6260,
MSM6275, MSM6280, MSM6300, MSM6500, MSM 6550, MSM6800,
and MSM7500°’

the ‘675 patent

RFT6100, RFT6102, RFT6120, RFT6150, RET6170, RTR6200,
RTR6250, and RTR6300%

3.

Intervenors’ Products

The products at issue in the remedy phase of this investigation include downstream telephone

31 CX-1667C (Sollenberger Direct) at 4, 9; CX-1219C; CX-332C; CX-1613C.
32 CX-1667C (Sollenberger Direct) at 9; CX-1712C.

3 CIB 4.

3 CX-1662C (Milor Direct) at 4; CX-1290C at 3; CX-1337C at 11; Gomez, Tr. 951.
3 CFF 12, RX-827C (Jha Direct) at 2, 6.

36 CIB 93; CRIB 9-10.

37 CIB 76-77;CRIB 9-10.

** CRIB 10.
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handsets that incorporate at least an accused baseband processor or radio chip, but does not include
converged devices (i.e. PDAs and Smartphones) or data cards.*
II. Jurisdiction and Importation

Section 337 confers subject matter jurisdiction on the International Trade Commission to
investigate, and if appropriate, to provide a remedy for, unfair acts and unfair methods of
competition in the importation of articles into the United States. In order to have the power to decide
a case, a court or agency must have both subject matter jurisdiction, and jurisdiction over either the
parties or the property involved.*

A. Subject Matter Jurisdiction

The complaint alleges that Qualcomm has violated Subsection 337(a)(1)(A) and (B) in the
importation and sale of products that infringe the asserted patent. Broadcom and Qualcomm have
stipulated that Qualcomm has imported into the United States, has sold to third parties who later
imported into the United States, and/or has sold within the United States after importation the
following accused chips or chipsets rﬁanufactured by or on behalf of Qualcomm: MSM6200,
MSM6225, MSM6250, MSM6255, MSM6275, MSM6280, MSM6300, MSM6500, MSM6550,
MSM6800, MSM7500, RFT6100,RFT6102,RFT6120,RFT6150, RFT6170,RTR6200, RTR6250,
and RTR6300.*! Accordingly, the Commission has subject matter jurisdiction over Qualcomm in

this investigation.*?

* CRIB 1, 9-10. '

%19 US.C. § 1337; also see Certain Steel Rod Treating Apparatus and Components
Thereof, Inv. No. 337-TA-97, Commission Memorandum Opinion, 215 U.S.P.Q. 229, 231 (1981)
(“Steel Rod”).

M JX-121C at § 2.

2 See Amgen, Inc. v. U.S. Int’l Trade Comm’n, 902 F.2d 1532, 1536 (Fed. Cir. 1990)

(“Amgen”™).
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B. Personal Jurisdiction

Qualcomm has responded to the complaint and notice of investigation, participated in the
investigation, including participating in discovery, made an appearance at the hearing, and submitted
post-hearing briefs, thereby submitting to the personal jurisdiction of the Commission.*
III.  Relevant Law

A. Claim Construction

Analyzing whether a patent is infringed “entails two steps. The first step is determining the
meaning and scbpe of the patent claims asserted to be infringed. The second step is comparing the
properly construed claims to the device or process accused of infringing.”** The first step is a
question of law, whereas the second step is a factual determination.** Concerning the first step of
claim construction, “[i]t is well-settled that, in interpreting an asserted claim, the court should look
first to the intrinsic evidence of record, i.e., the patent itself, including the claims, the specification
and, if in evidence, the prosecution history . . . . Such intrinsic evidence is the most significant
source of the legally operative meaning of disputed claim language.”*

“In construing claims, the analytical focus must begin and remain centered on the language

of the claims themselves, for it is that language that the patentee chose to use to ‘particularly point

® See Certain Miniature Hacksaws, Inv. No. 337-TA-237, U.S.I.T.C. Pub. No. 1948, Initial
Determination (unreviewed by Commission in relevant part) at 4, 1986 WL 379287 (U.S.I.T.C.,

October 15, 1986) (“Miniature Hacksaws”).

“  Dow Chem. Co. v. United States, 226 F.3d 1334, 1338 (Fed. Cir. 2000) (“Dow
Chemical”), citing Markman v. Westview Instruments, Inc., 52 F.3d 967, 976 (Fed. Cir. 1995) (en
banc), aff’d, 517 U.S. 370 (1996) (“Markman™).

* Markman, supra. .

% Bell Atlantic Network Serv., Inc. v. Covad Communications Group, Inc., 262 F.3d 1258,
1267 (Fed. Cir. 2001) (“Bell Atlantic”). See also Phillips v. AWH Corp., 415 F.3d 1303, 1312-17
(Fed. Cir. 2005) (“Phillips™), cert. denied, 126 S.Ct. 1332.
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[ ] out and distinctly claim [ ] the subject matter which the patentee regards as his invention.””*’

“Quite apart from the written description and the prosecution history, the claims themselves
provide substantial guidance as to the meaning of particular claim terms.”*® Usage of a term in both
the asserted and unasserted claims is “highly instructive” in determining the meaning of the same
term in other cla.irn's.49 “Furthermore, a claim term should be construed consistently with its
appearance in other places in the same claim or in other claims of the same patent.”*

“While not an absolute rule, all claim terms are presumed to have meaning in a claim.””! If
the claim language is not clear on its face, “[t}hen we look to the rest of the intrinsic evidence,
beginning with the specification and concluding with the prosecution history, if in evidence” for the
purpose of “resolving, if possible, the lack of clarity.”*?

There is a “heavy presumption” that claim terms are to be given “their ordinary and
accustomed meaning as understood by one of ordinary skill in the art,” and in aid of this
interpretation, “[d]ictionaries and technical treatises, which are extrinsic evidence, hold a ‘special

place’ and may sometimes be considered along with the intrinsic evidence when determining the

ordinary meaning of claim terms.”® Caution must be used, however, when referring to non-

7 Interactive Gift Express, Inc. v. Compuserve Inc., 256 F.3d 1323, 1331 (Fed. Cir. 2001)
(“Interactive Gift Express”), citing 35 U.S.C. § 112, 2.

* Phillips, 415 F.3d at 1314 citing Vitronics Corp. v. Conceptronic Inc.,90 F.3d 1576,1582
(Fed. Cir. 2003) (“Vitronics™).

49 Id

0 Rexnord Corp. v. Laitram Corp.,274F.3d 1336, 1342 (Fed. Cir. 2001) (“Rexnord”) citing
Phonometrics Inc. v. Northern Telecom Inc., 133 F.3d 1459, 1465 (Fed. Cir. 1998)
(“Phonometrics™).

U Innova/Pure Water, Inc. v. Safari Water Filtration Sys., 381 F.3d 1111, 1119 (Fed. Cir.
2004) (“Innova™)).

52 Id

33 Bell Atlantic, 262 F.3d at 1267-68.
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scientific dictionaries “lest dictionary definitions . . . be converted into technical terms of art having
legal, not linguistic significance.”**

The presumption in favor of according a claim term its ordinary meaning is overcome “(1)
where the patentee has chosen to be his own lexicographer, or (2) where a claim term deprives the
claim of clarity such that there is ‘no means by which the scope of the claim may be ascertained from
the language used.””* In this regard, “[t]he specification acts as a dictionary ‘when it expressly
defines terms used in the claims or when it defines terms by implication.’”*

The specification is considered “always highly relevant” to claim construction and “[u]sually,
it is dispositive; it is the single best guide to the meaning of a disputed term.””” The prosecution
history is also examined for a claim’s scope and meaning “to determine whether the patentee has
relinquished a potential claim construction in an amendment to the claim or in an argument to
overcome or distinguish a reference.”*®

“[1]f the meaning of the claim limitation is apparent from the intrinsic evidence alone, it is
improper to rely on extrinsic evidence other than that used to ascertain the ordinary meaning of the
claim limitation. [citation omitted] However, in the rare circumstance that the court is unable to
 determine the meaning of the asserted claims after assessing the intrinsic evidence, it may look to

additional evidence that is extrinsic to the complete document record to help resolve any lack of

clarity.”®

> Id. at 1267 (internal quotation marks omitted).
> Id. at 1268. '

56 Id. See also Phillips, 415 F.3d at 1316.

57 ]d
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“Extrinsic evidence consists of all evidence external to the patent and prosecution history
..’ Tt includes “such evidence as expert testimony, articles, and inventor testimony.”®' But,
“[i]f the intrinsic evidence resolves any ambiguity in a disputed claim, extrinsic evidence cannot be

»62 “What is disapproved of is an

used to contradict the established meaning of the claim language.
attempt to use extrinsic evidence to arrive at a claim construction that is clearly at odds with the
claim construction mandated by the claims themselves, the written descriptibn, and the prosecution
history, in other words, with the written record of the patent.”®

In interpreting particular limitations within each claim, “adding limitations to claims not
required by the claim terms themselves, or unambiguously required by the specification or
prosecution history, is impermissible.”® Usually, a patent is not limited to its preferred
embodiments in the face of evidence of broader coverage by the claims.®’ A claim construction that
excludes the preferred embodiment in the specification of a patent, however, is “rarely, if ever,

correct.”®

On the other hand, “there is sometimes ‘a fine line between reading a claim in light of the

0 Markman, 52 F.3d at 980.

! Bell Atlantic, 262 F.3d at 1269.

82 DeMarini Sports, Inc. v. Worth, Inc., 239 F.3d 1314, 1322-23 (Fed. Cir. 2001)
(“DeMarini”).

8 Markman, 52 F.3d at 979.

% Dayco Prod., Inc. v. Total Containment, Inc., 258 F.3d 1317, 1327 (Fed. Cir. 2001)
(“Dayco Products™), citing Laitram Corp. v. NEC Corp., 163 F.3d 1342, 1347 (Fed. Cir. 1998)
(“Laitram”) (“a court may not import limitdtions from the written description into the claims”).

8 Acromed Corp. v. Sofamor Danek Group, Inc., 253 F.3d 1371, 1382-83 (Fed. Cir. 2001)
(“Acromed”); Electro Med. Sys. S.A. v. Cooper Life Sci., Inc., 34 F.3d 1048, 1054 (Fed. Cir. 1994)
(“Electro Med”) (“particular embodiments appearing in a specification will not be read into the
claims when the claim language is broader than such embodiments™).

8 Vitronics, 90 F.3d at 1583-34.
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specification, and reading a limitation into the claim from the specification.””®’ In order to negotiate
this “fine line,” one guideline is that features of embodiments in the specification do not restrict
patent claims “unless the patentee has demonstrated a clear intention to limit the claim scope using
‘words or expressions of manifest exclusion or restriction.”*® Another guideline is that features of
an embodiment in the specification do not restrict claims unless the speciﬁcation defines the claim
terms “by implication” as may be “found in or ascertained by a reading of the patent documents.”®
For the specification to limit the claims, there must be “a clear case of the disclaimer of subject
matter that, absent the disclaimer, could have been considered to fall within the scope of the claim
language.””

Claims amenable to more than one construction should, when it is reasonably possible to do

so, be construed to preserve their validity.”" A claim cannot, however, be construed contrary to its

plain language.” Claims cannot be judicially rewritten in order to fulfill the axiom of preserving

§7 Bell Atlantic, 262 F.3d at 1270.

88 Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 906 (Fed. Cir. 2004) (“Liebel-
Flarsheim™).

5 Irdeto Access, Inc. v. Echostar Satellite Corp., 383 F.3d 1295, 1300 (Fed. Cir. 2004)
(“Irdeto™).

™ Liebel-Flarsheim, 358 F.3d at 907. The Federal Circuit “has expressly rejected the
contention that if a patent describes only a single embodiment, the claims of the patent must be
construed as being limited to that embodiment.” Liebel-Flarsheim, supra, 358 F.3d at 906 (emphasis
added); also see, e.g., Golight, Inc. v. Wal-Mart Stores, Inc., 355 F.3d 1327, 1331 (Fed. Cir. 2004)
(“Golight); Bio-Technology General Corp. v. Duramed Pharmaceuticals, Inc.,325F.3d 1356, 1362
(Fed. Cir. 2003) (“Bio-Technology™) (aspects of only embodiment described in specification not read
into claims). The Liebel-Flarsheim panel further held that even where a patent describes only a
single embodiment, claims will not be “read restrictively unless the patentee has demonstrated a
clear intention to limit the claim scope using ‘words or expressions of manifest exclusion or
restriction.”” Id.

" Karsten Mfg. Corp. v. Cleveland Golf Co., 242 F.3d 1376, 1384 (Fed. Cir. 2001)
(“Karsten™).

2 See Rhine v. Casio, Inc., 183 F.3d 1342, 1345 (Fed. Cir. 1999) (“Rhine™).
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their validity; “if the only claim construction that is consistent with the claim’s language and the
written description renders the claim invalid, then the axiom does not apply and the claim is simply
invalid.”” |

Pursuant to 35 U.S.C. § 112, § 6, “[a]n element in a claim for a combination may be
expressed as a means or step for performing a specified function without the recital of structure,
material, or acts in support thereof, ahd such claim shall be construed to cover the corresponding
structure, material, or acts described in the specification and equivalents thereof.” An applicant may
therefore “claim an element of a combination functionally, withoﬁt reciting structures for performing
those functions.”” To invoke this rule, “a claim limitation that actually uses the word ‘means’ will
invoke a rebuttable presumption that § 112 § 6 applies. By contras?, a claim term that does not use
‘means’ will trigger the rebuttable presumption that § 112 9 6 does not apply.”” In general, the
words “circuit” and “circuitry” connote sufficient structure in and of themselves so as not to be
deemed as “means-plus-function” elements.”

B. Infringement

1. Literal Infringement
Literal infringement is a question of fact.”” Literal infringement requires the patentee to

prove that the accused device contains each limitation of the asserted claim(s). Each element of a

73 Id

™ Apex Inc. v. Raritan Computer, Inc., 325 F.3d 1364, 1371 (Fed. Cir.), cert. denied, 540
U.S. 1073 (2003) (“Apex”).

" Linear Technology Corp. v. Impala Linear Corp., 379 F.3d 1311, 1319 (Fed. Cir. 2004)
(“Linear”).

76 See Linear, supra; Apex, 325 F.3d at 1374.

" Tegal Corp.-v. Tokyo Electron Am., Inc., 257 F.3d 1331, 1350 (Fed. Cir. 2001) (“Tegal ),
cert. denied, 535 U.S. 927 (2002). '
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claim is considered material and essential, and in order to show literal infringement, every element
must be found to be present in the accused device.”® If any claim limitation is absent from the
accused device, there is no literal infringement of that claim as a matter of law.”

2. Indirect Infringement

To establish a claim for induced infringement, a complainant must show that a respondent
has actively induced a person to make, use, or sell a product or use a method that falls within the
scope of the claims of the patent at issue.** The required elements of a claim of induced
infringement are: “(1) anact of direct infringement; (2) the accused infringer actively induced a thifd
party to infringe the patent; and (3) the accused infringer knew or should have known that his actions
would induce infringement.”®!

Under 35 U.S.C. § 271(c), a seller of a component of an infringing product can be held liable
for contributory infringement if: “(1) there has been an act of direct infringement by a third party;
(2) the accused contributory infringer knows that the combination for which its component was méde
was both patented and infringing; and (3) there are no substantial non-infringing uses for the

component part, i.e., the component is not a ‘staple article’ of commerce.”®

"8 London v. Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991) (“London™).

" Bayer AG v. Elan Pharm. Research Corp., 212 F.3d 1241, 1247 (Fed. Cir. 2000)
(“Bayer”).

%035U.S.C. § 271(b).

81 Certain Flash Memory Circuits and Products Containing Same, Inv. No. 337-TA-382,
U.S.I.T.C. Pub. 3046, Commission Opinion on the Issues Under Review and on Remedy, the Public
Interest, and Bonding, at 16, 1997 WL 817778 (U.S.I.T.C., July 1997) (“Flash Memory”) citing
Manville Sales Corp. v. Paramount Sys. Inc., 917 F.2d 544, 553 (Fed. Cir. 1990) (“Manville”). See
also Certain Headboxes and Papermaking Machine Forming Sections for the Continuous
Production of Paper, and Components Thereof, Inv. No. 337-TA-82, USITC Pub. No. 1138 at 18-
19 (1981) (“Headboxes™).

8 Flash Memory, Commission Opinion at 9-10.
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C. Domestic Industry - Technical Prong

In a patent-based complaint, a violation of Section 337 can be found “only if an industry in
the United States, relating to the articles protected by the patent . . . concerned, exists or is in the
process of being established.”® This “domestic industry requiremenf” has an “economic” prong and
a “technical” prong.

A complainant in a patent-based Section 337 investigation must demonstrate that it is
practicing or exploiting the patents at issue.** In order to find the existence of a domestic industry
exploiting a patent at issue, it is sufficient to show that the domestic industry practices any claim of
that patent, not necessarily an asserted claim of that patent.® Fulfillment of this so-called “technical
prong” of the domestic industry requirement is not determined by a rigid formula, but rather by the
articles of commerce and the realities of the marketplace.®

The test for claim coverage for the purposes of the technical prong of the domestic industry

requirement is the same as that for infringement.®” “First, the claims of the patent are construed.

B19U.S.C. § 1337(2)(2).

8 See 19 U.S.C. § 1337(a)(2) and (3); also see Certain Microsphere Adhesives, Process for
Making Same, and Products Containing Same, Including Self-Stick Repositionable Notes, Inv. No.
337-TA-366, Commission Opinion at 8, 1996 WL 1056095 (U.S.LT.C., January 16, 1996)
(“Microsphere Adhesives™), affd sub nom. Minnesota Mining & Mfg. Co. v. US. Int'l Trade
Comm’n, 91 F.3d 171 (Fed. Cir. 1996) (Table) (“3M”); Certain Plastic Encapsulated Integrated
Circuits, Inv. No. 337-TA-315, U.S.I.T.C. Pub. No. 2574 (November 1992), Commission Opinion
at 16, 1992 WL 813959 (“Encapsulated Circuits™).

8 Microsphere Adhesives, Commission Opinion at 7-16.

8 Certain Diltiazem Hydrochloride and Diltiazem Preparations, Inv. No. 337-TA-349,
U.S.LT.C. Pub. No. 2902, Initial Determination at 138, 1995 WL 945191 (U.S.I.T.C., February 1,
1995) (unreviewed in relevant part) (“Diltiazem”); Certain Double-Sided Floppy Disk Drives and
Components Thereof, Inv. No. 337-TA-215, 227 U.S.P.Q. 982, 989 (Commission Opinion 1985)
(“Floppy Disk Drives™).

87 Certain Doxorubicin and Preparations Containing Same, Inv. No. 337-TA-300, Initial
Determination at 109, 1990 WL 710463 (U.S.I.T.C., May 21, 1990) (“Doxorubicin™), aff'd, Views
of the Commission at 22 (October 31, 1990).
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Second, the complainant’s article or process is examined to determine whether it falls within the
scope of the claims.”® As with infringement, the first step of claim construction is a question of
law, whereas the second step of comparing the article to the claims is a factual determination.® To
prevail, the patentee must establish by a preponderance of the evidence that the domestic product
practices one or more claims of the patent either literally or under the doctrine of equivalents.*

D. Validity

A patent is presumed valid.”® The party challenging a patent’s validity has the burden of
overcoming this presumption by clear and convincing evidence.”” Since the claims of a patent
measure the invention at issue, the claims must be interpreted and given the same meaning for
purposes of both validity and infringement analyses. As with an infringement analysis, an analysis
of invalidity involves two steps: the claim scope is first determined, and then the properly construed
claim is compared with the prior art to deterrhine whether the claimed invention is anticipated and/or
rendered obvious.”

1. Anticipation, 35 U.S.C. §§ 102 (a), (b) and (e)

A patent may be found invalid as anticipated under 35 U.S.C. § 102(a) if “the invention was

known or used by others in this country, or patented or described in a printed publication in this

country, or patented or described in a printed publication in a foreign country, before the invention

88 ]d

¥ Markman, 52 F.3d at 976.

% See Bayer, 212 F.3d at 1247.

°135 U.S.C. § 282; Richardson-Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 1480 (Fed. Cir.
1997) (“Richardson-Vicks”™).

%2 Richardson-Vicks Inc., supra; Uniroyal, Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044 (Fed.
Cir.) (“Uniroyal”), cert. denied, 488 U.S. 825 (1988).

% Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 F.3d 1343, 1351 (Fed. Cir. 2001)
(“Amazon.com™). ' '
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thereof by the applicant for patent.” 35 U.S.C. § 102(a). A patent may be found invalid as anticipated
under 35 U.S.C. § 102(b) if “the invention was patented or described in a printed publication in this
or a foreign country or in public use or on sale in this country, more than one year prior to the date
of the application for patent in the United States.” Anticipation is a question of fact.”®

Under the foregoing statutory provision, a claim is anticipated and therefore invalid when
“the four corners of a single, prior art document describe[s] every element of the claimed invention,
either expressly or inherently, such that a person of ordinary skill in the art could practice the
invention without undue experimentation.”® To be considered anticipatory, the prior art reference
must be enabling and describe the applicant’s claimed invention sufficiently to have placed it in
possession of a person of ordinary skill in the field of the invention.”” But, the degree of enabling
detail contained in the reference does ndt have to exceed that contained in the patent at issue.”®

Further, the disclosure in the prior art reference does not have to be express, but may
anticipate by inherency where the inherency would be appreciated by one of ordinary skill in the
art.”® To be inherent, the feature must necessarily be present in the prior art.'® Inherency may not

be established by probabilities or possibilities. The mere fact that a certain thing may result from

#35U.S.C. § 102(b). |
% Texas Instruments, Inc. v. U.S. Int’l Trade Comm’n, 988 F.2d 1165, 1177 (Fed. Cir. 1993)

(“Texas Instruments II).
% Advanced Display Sys., Inc. v. Kent State Univ., 212 F.3d 1272, 1282 (Fed. Cir. 2000),

cert. denied, 532 U.S. 904 (2001) (“Advanced Display Systems™). _

7 Helifix Ltd. v. Blok-Lok, Ltd., 208 F.3d 1339, 1346 (Fed. Cir. 2000) (“Helifix”); In re
Paulsen, 30 F.3d 1475, 1478 (Fed. Cir. 1994) (“Paulsen”™).

%% Paulsen, 30 F.3d at 1481 n.9. »

% Glaxo Inc. v. Novopharm Ltd., 52 F.3d 1043, 1047 (Fed. Cir.), cert. denied, 516 U.S. 988

(1995) (“Glaxo™).
19 See Finnigan Corp. v. U.S. Int’l Trade Comm’n, 180 F.3d 1354, 1365-66 (Fed. Cir. 1999)

(“Finnigan™).
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a given set of circumstances is not sufficient. If, however, the disclosure is sufficient to show that
the natural result flowing from the operation as taught would result in the performance of the
questioned function, it seems to be well settled that the disclosure should be regarded as sufficient.
This modest flexibility in the rule that “anticipation” requires that every element of the claims appear
in a single reference accommodates situations where the common knowledge of technologists is not
recorded in the reference; that is, where technological facts are known to those in the field of the
invention, albeit not known to judges.'"!
2. Anticipation, 35 U.S.C. § 102(g)

Section 102(g) provides that a person is not entitled to a patent if “before such person’s
invention' thereof, the invention was made in this country by another inventor who had not
abandoned, suppressed, or concealed it.” An inventor can establish that she was the first to iﬂvent
under §102(g) by demonstrating either that she was the first to reduce the invention to practice or
that she was the first to conceive of the invention and then, prior to the other party’s conception,
exercised reasonable diligence in reducing the invention to practice.'® “To prove actual reduction
to practice, an inventor must establish that he actually prepared the composition and knew it would
work."’103 Priority of invention under 102(g) and its constituent issues of conception and reduction

to practice are questions of law predicated on subsidiary factual findings.'**

101 See Cont’l Can Co. v. Monsanto Co., 948 F.2d 1264, 1268-69 (Fed. Cir. 1991)
(“Continental Can ™); Finnigan, 180 F.2d at 1365.

192 Union Carbide Chemicals & Plastics Technology Corp. v. Shell Oil Co., 308 F.3d 1167
(Fed. Cir. 2002) (“Union Carbide”); Griffin v. Bertina, 285 F.3d 1029, 1032 (Fed. Cir. 2002)
(“Griffin”).

19 Estee Lauder Inc. v. L’Oreal, S.A., 129 F.3d 588, 592, (Fed. Cir. 1997) (“Estee Lauder”).

1% Singhv. Brake,317F.3d 1334, 1340 (Fed. Cir. 2003) (“Singh”), citing Brownv. Barbacid,
276F.3d 1317, 1332 (Fed. Cir. 2002) (“Brown™); Hitzemanv. Rutter,243F.3d 1345,1353 (Fed. Cir.
2001) (“Hitzeman”).
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3. Obviousness, 35 U.S.C. § 103 (a)

Under 35U.S.C. § 103(a), a patent is valid unless “the differences between the subject matter
sought to be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which said
subj ect matter pertains.”'®® The ultimate question of obviousness is a question of law, but “it is well
understood that there are factual issues underlying the ultimate dbviousness decision.”%

Once claims have been properly construed, “[t]he second step in an obviousness inquiry is
to determine whether the claimed invention would have been obvious as a legal matter, based on
underlying factual inquiries including : (1) the scope and content of the prior art, (2) the level of
ordinary skill in the art, (3) the differences between the claimed invention and the prior art ; and (4)
secondary considerations of non-obviousness” (also known as “objective evidence”).!””  In order
to prove obviousness, the patent challenger must demonstrate, by clear and convincing evidence, that
“there is a reason, suggestion, or motivation in the prior art that would lead one of ordinary skill in
the art to combine the references, and that would also suggest a reasonable likelihood of success.”!%

When an obviousness determination relies on the combination of two or more references, “[t]he

suggestion to combine may be found in explicit or implicit teachings within the references

1%35U.S.C. § 103(a).

1% Richardson-Vicks Inc., 122 F.3d at 1479; Wang Lab., Inc. v. Toshiba Corp., 993 F.2d 858,
863 (Fed. Cir. 1993) (“Wang Laboratories™).

7 Smiths Indus. Med. Sys., Inc. v. Vital Signs, Inc., 183 F.3d 1347, 1354 (Fed. Cir. 1999)
(“Smiths Industries™), citing Graham v. John Deere Co., 383 U.S. 1, 17 (1966) (“Graham”).

198 Smiths Industries, 183 F.3d at 1356; also see U.S. Surgical Corp. v. Ethicon, Inc., 103
F.3d 1554, 1564 (Fed. Cir. 1997) (“U.S. Surgical”), cert. denied, 522 U.S. 950 (1997); Certain
Integrated Circuit Telecommunication Chips and Products Containing Same, Including Dialing
Apparatus,Inv. No. 337-TA-337, Commission Opinion at 18 (August 3, 1993) (“Integrated Circuit
Telecommunication Chips™).
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themselves, from the ordinary knowledge of those skilled in the art, or from the nature of the
problem to be solved . . . the question is whether there is something in the prior art as a whole to
suggest the desirability, and thus the obviousness, of making the combination.”®

A single reference can render a claim obvious. Motivation to combine, however, is sﬁll
required when obviousness is based upon a single reference."'® The motivation, suggestion or
teaching may come explicitly from statements in the prior art, the knowledge of one of ordinary skill
in the art, or, in some cases the nature of the problem to be solved.''! In addition, the teaching,
motivation or suggestion may be implicit from the prior art as a whole, rather than expressly stated
in the references.'’> The test for an implicit showing is what the combined teachings, knowledge of
one of ordinary skill in the art, and the nature of the problem to be solved as a whole would have
suggested to those of ordinary skill in the art."” Broad conclusory statements, standing alone, are
not “evidence.”*

“Secondary considerations, also referred to as “objective evidence of non-obviousness,” such
as “commercial success, long felt but unsélved needs, failure of others, etc.” may be used to

understand the origin of the subject matter at issue, and may be relevant as indicia of obviousness

or non-obviousness.'”® Secondary considerations may also include copying by others, prior art

19 WMS Gaming, Inc. v. Int’l Game Tech., 184 F.3d 1339, 1355 (Fed. Cir. 1999) (“WMS
Gaming”).

"% In re Kotzab, 217 F.3d 1365, 1370 (Fed. Cir. 2000) (“Even when obviousness is based on
a single prior art reference, there must be a showing of a suggestion or motivation to modify the
teachings of that reference.”) (“Kotzab”). See also B.F. Goodrich Co. v. Aircraft Braking Sys. Corp.,
72 F.3d 1577, 1582, 37 USPQ2d 1314, 1318 (Fed.Cir.1996) (“B.F. Goodrich ™).

"' In re Dembiczak, 175 F.3d 994, 999 (Fed. Cir. 1999) (“Dembzczak’)

"2 WMS Gaming, 184 F.3d at 1355.

3 In re Keller, 642 F.2d 413, 425 (Fed. Cir. 1981) (“Keller”).

" Dembiczak, 175 F.3d at 999.

5 Graham, 383 U.S. at 17-18.
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teaching away, and professional acclaim.''®

Evidence of “objective indicia of non-obviousness,” also known as “secondary
considerations;” must be considered in evaluating the obviousness of a claimed invention, but the
existence of such evidence does not control the obviousness determination. A court must consider
all of the evidence under the Graham factors before reaching a decision on obviousness.'"” In order
to accord objective evidence substantial weight, its proponent must establish a nexus between the
evidence. and the merits of the claimed invention, and a prima facie case is generally made out “when
the patentee shows both that there is commercial success, and that the thing (product or method) that
is commercially successful is the invention disclosed and claimed in the patent.””'® Once the patentee
has made a prima facie case of nexus, the burden shifts to the challenger to show that the commercial
success was caused by “extraneous factors other than the patented invention, such as advertising,
superior workmanship, etc.”'*
4. Enablement/Written Description, 35 U.S.C. § 112

Section 112, § 1 of Title 35 requires that the specification describe the manner and process

of making and using the invention “in such full, clear, concise, and exact terms as to enable any

16 See Perkin-Elmer Corp. v. Computervision Corp., 732 F.2d 888, 894 (Fed. Cir. 1984)
(“Perkin-Elmer”), cert. denied, 469 U.S. 857 (1984); Avia Group Int'l, Inc. v. L.A. Gear California,
853 F.2d 1557, 1564 (Fed. Cir. 1988) (“Avia”) (copying by others); In re Hedges, 783 F.2d 1038,
1041 (Fed. Cir. 1986) (“Hedges”) (prior art teaching away; invention contrary to accepted wisdom);
Kloster Speedsteel AB v. Crucible Inc., 793 F.2d 1565 (Fed. ir. 1986) (“Kloster”), cert. denied, 479
U.S. 1034 (1987).(wide acceptance and recognition of the invention).

W7 Richardson-Vicks Inc., 122 F.3d at 1483-84.

- " Inre GPAC Inc.,57F.3d 1573, 1580 (Fed. Cir. 1995) (“GPAC”); Demaco Corp. v. F. Von
Langsdorff Licensing Ltd., 851 F.2d 1387, 1392 (Fed. Cir. 1988), cert. denied, 488 U.S. 956 (1988)
(“Demaco”); Certain Crystalline Cefadroxil Monohydrate, Inv. No. 337-TA-293, Commission
Opinion (March 15, 1990),15 U.S.P.Q.2d 1263, 1270 (“Crystalline Cefadroxil Monohydrate”).

19 Id. at 1393. '
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person skilled in the art to which it pertains, or with which it is most nearly connected, to make and
use the same.”

The issue of whether a disclosure is enabling is a matter of law.”*® “To be enabling, the
specification of a patent must teach those skilled in the art how to make and use the full scope of the
claimed invention without ‘undue experimentation.””**! “Patent protection is granted in return for
an enabling disclosure of an invention, not for vague, intimations of general ideas that may or may
not be workable.”'?? Although a specification need not disclose minor details that are well known
in the art, “[i]t is the specification, not the knowledge of one skilled in the art, that must supply the
novel aspects of an invention in order to constitute adequate enablement,” and in so doing the
specification cannot merely provide “only a starting point, a direction for further research.”?* On
the other hand, “[i]t is not fatal if some experimentation is needed, for the patent document is not
intended to be a production specification.”* “Undue experimentation” is “a matter of degree” and
“not merely quantitative, since a considerable amount of experimentation is permissible, if it is
merely routine, or if the specification in question provides a reasonable amount of guidance with
»125

respect to the direction in which the experimentation should proceed ....

It is well-settled that in order to be enabling under Section 112, “the patent must contain a

120 gpplied Materials, Inc. v. Advanced Semiconductor Materials America, Inc., 98 F.3d
1563, 1575 (Fed. Cir. 1996) (“Applied Materials”).

21 Genentech, Inc. v. Novo Nordisk, A/S, 108 F.3d 1361, 1365 (Fed. Cir. 1997)
(“Genentech”).

12 Id. at 1366.

123 ]d.

124 Northern Telecom, Inc. v. Datapoint Corp.,908 F.2d 931,941 (Fed. Cir. 1990) (“Northern
Telecom™).

125 PPG Industries, Inc. v. Guardian Industries Corp., 75 F.3d 1558, 1564 (Fed. Cir. 1996)
(“PPG Industries™). ’
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description sufficient to enable one skilled in the art to make and use the full scope of the claimed
invention.”'? Section 112 requires that the scope of the claims must bear a reasonable correlation
to the scope of enablement provided by the specification to such persons.'?’
IV.  The ‘311 Patent

A. Claim Construction

1. Asserted Claims

Independent claim 1 and dependent claims 2-5, 7, 8, 13, and 14, as well as independent claim
16 and dependent claims 17-19 are asserted, and read as follows (with the disputed terms highlighted
in bold):

1. A communication network supporting wireless communication of messages, said
communication network comprising;:

a first terminal node having a wireless receiver operable in a normal state;

a second terminal node having a wireless receiver operable in a power saving
state;

an access point that attempts to immediately deliver messages destined for the first
terminal node; _

the access point attempts to deliver messages destined for the second terminal node
by transmitting at predetermined intervals beacons that identify that a message
awaits delivery;

the second terminal node synchronizes operation of its wireless receiver to receive
the beacons from the access point; and

the second terminal node determines from the received beacons that it has a message

126 United States v. Teletronics, Inc., 857 F.2d 778, 785 (Fed. Cir. 1988) (“Teletronics™); see
also Amgen, Inc. v. Chugai Pharmaceutical Co., Ltd., 927 F.2d 1200, 1213 (Fed. Cir. 1991)
(“Chugai”) (inventor’s disclosure must be “sufficient to enable on skilled in the art to carry out the

invention commensurate with the scope of his claims™).
27 Application of Fischer, 427 F.2d 833, 839 (C.C.P.A. 1970) (“Fischer™).

36




13.

14.

16.

awaiting delivery and directs further operation of its wireless receiver to receive
the message.

The communication network of claim 1 wherein the first terminal node selectively operates
in one of the normal mode and a power saving state and while operating in the power saving
state the first terminal node synchronizes operation of its wireless receiver to receive the
beacons from the access point.

The communication network of claim 1 wherein the second terminal node directs further
operation of its receiver to receive the message during a time period that follows one of the

received beacons.

The communication network of claim 3 wherein the time period immediately follows the one
of the received beacons.

The communication network of claim 3 ‘wherein the time period follows the one of the
received beacons during an awake time window.

* % ok

The communication network of claim 3 wherein the second terrriinal node has a wireless
transmitter that is used to request the message awaiting delivery.

The communication network of claim 5 wherein the second terminal node has a wireless
transmitter that is used to request that the message awaiting delivery be delivered during the
awake time window.

The communication network of claim 3 wherein the second terminal node synchronizes
operation of its wireless receiver to receive the beacons from the access point even when one
or more of the beacons from the access point have not been received.

The communication network of claim 1 wherein the second terminal node comprises a
battery-powered, roaming device.

A communication network supporting wireless communication. of messages, said
communication network comprising:

a first terminal node operating in a first state;
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17.

18.

19.

below.

a second terminal node operating in a second state in which attempts are made to
minimize power consumption by the wireless receiver

a bridging node having a wireless transceiver to support wireless communication to
the first and second terminal nodes;

the bridging node attempts to deliver messages destined for the second terminal node
by transmitting at predetermined intervals beacons that identify a message awaiting
delivery;

the second terminal node synchronizing operation of its wireless receiver to
receive the beacons from the bridging node and determining from the received
beacons that it has a message awaiting delivery and responding to an awaiting
message by directing further operation of its wireless receiver to receive the message;
and

the bridging node delivering messages to the first terminal node without requiring the
first terminal node to determine from the beacons that it has messages awaiting
delivery.

The communication network of claim 16 wherein the second terminal node directs further
operation of its receiver to receive the message during a time period that follows one of the
received beacons.

The communication network of claim 17 wherein the time period immediately follows the
one of the received beacons.

The communication network of claim 17 wherein the timie period follows the one of the
received beacons during an awake time window.

2. Disputed Claim Terms and Their Interpretation

There are a total of seven disputed claim terms in the asserted claims, discussed in detail

a. “first terminal node having a wireless receiver operable in a
normal state” and “second terminal node having a wireless
receiver operable in a power saving state”

The disputed phrases “first terminal node having a wireless receiver operable in a normal

state” and “second terminal node having a wireless receiver operable in a power saving state” are
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recited in claim 1. According to Staff, these phrases require claim 1 to comprise “a first terminal
node in which the wireless receiver is capable of receiving messages at full power and a second
terminal node in which the wireless receiver is powered down but still capable of receiving beacons
at periodic intervals.”'*® Broadcom construes these phrases as referring to a first terminal node in
which the wireless receiver is powered on, and a second terminal node in which the wireless receiver
is powered off.'” Qualcomm construes these phrases as referring to a first terminal node that
continuously monitors transmissions from an access point without ever sleeping, and a second
terminal node that spends at least part of the time not monitoring transmission from the access
point.'®

In advocating their proposed constructions for the disputed phrases, the parties have raised
three central issues which are detailed in sections (1)-(3) below. The first issue is whether the terms
“normal” and “power saving” refer to the state of the “terminal node” or the “wireless receiver.” The
second issue is the definition of “normal” and “power saving” state. The third issue is whether claim
1 requires each terminal node to be in two different immutable states, i.e., “normal” or “power
saving,” or whether proper construction of claim 1 allows the terminal node to cycle between the
“normal” and “power saving” state.

1) “normal” and “power saving” refer to the state of the
“terminal node,” not the “wireless receiver”

Broadcom and Staff assert that “normal” and “power saving”refer to the state of the wireless

receiver. Although Staff concedes that the specification does not describe the power state of the

128 SIB 61.
12% CIB 48.
1% RIB 38-39.
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wireless receiver but instead describes differences between a sleeping versus non-sleeping terminal
node, Staff, as well as Broadcom, argue that the plain language of the claim uses “normal” and
“power saving” in reference to the state of the wireless receiver, not the terminal node."”*! Broadcom
further argues that an opposite construction, in which “normal” or “power saving” referé to the state
of the terminal node, would effectively read out the term “wireless receiver” from the claim thereby
“depriving express claim language of any meaning.””*> Under Broadcom’s and Staff’s construction,
claim 1 requires a first terminal node having a wireless receiver that is in a “normal” state, and a
second terminal node having a wireless receiver that is in a “power saving” state.

Qualcomm asserts that “normal” and “power saving” refer to the state of the terminal node,
not the wireless receiver, and argues that the language of dependent claims 2 and 10 supports its
assertion. Qualcomm points to the explicit language of dependent claim 2, which states that the first
terminal node selectively operates in a normal or power saving state, and the explicit language of
dependent claim 10, which states that the second terminal node operates in a power saving state.
Thus, under Qualcomm?’s construction, claim 1 requires a first terminal node in a “normal” state and
a second terminal node in a “power saving” state, wherein each terminal node has a wireless
receiver.

The undersigned finds that the terms “normal” and “power saving” refer to the state of the
terminal node, not the wireless receiver. The undersigned finds that the language of claims 2 and 10
is highly persuasive in determining that these states refer to the terminal node. “Other claims of the

patent in question, both asserted and unasserted, can also be valuable sources of enlightenment as

BISIB 61-62.
2 CRB 18-19.

40



to the meaning of a claim term.”"** As highlighted in bold underline below, the first limitation
recited in claim 2 (“first terminal node selectively operates in one of the normal mode and power
saving state™) states that the first terminal node, not the wireless receiver, operates in either a
“normal” or “power saving” state. The second limitation recited in claim 2 (“while operating in the
power saving state the first terminal node synchronizes operation of its wireless receiver to receive
the beacons from the access point”) further clarifies that the first terminal node, not the wireless
receiver, operates in the “power saving” state.
2. The communication network of claim 1 wherein the first terminal node

selectively operates in one of the normal mode and power saving state

and while operating in the power saving state the first terminal node
synchronizes operation of its wireless receiver to receive the beacons from
the access point.

In addition, claim 10 also recites a limitation (“whether the second terminal node operates in the
power saving state”) confirming that “power saving” refers to the terminal node’s state of operation.
10.  The communication network of claim 1 wherein the second terminal node

communicates to the access point an indication of whether the second
terminal node operates in the power saving state. :

‘Therefore, the undersigned finds that adopting a construction in which the terms “normal” and
“power saving” refer to the state of the terminal node, and not the wireless receiver, is consistent
with the language and context of dependent claims 2 and 10.

Furthermore, the undersigned’s construction is also consistent with the way in which terminal
nodes are claimed in asserted independent claim 16 (“a first terminal node operating in a first state”
and “a second terminal node operating in a second state™), unasserted independent claim 20 (“said

second node selectively entering and remaining in a low power state™), and unasserted independent

133 See Phillips, 415 F.3d at 1314 citing Vitronics, 90 F.3d at 1582.
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claim 26 (“said second node synchronizing with the timed intervals to selectively enter and remain
in a low power state”). The undersigned’s construction is also consistent with the way “normal” and
“power saving” are used to describe the state of a terminal node in the claims of related U.S. Patent
No. 5,740,366 (“the ‘366 patent”). The ‘366 patent is related to the ‘311 patent as a parent
continuation application,”* and the two patents share the same written description. Independent
claim 5 of the ‘366 patent, and its dependent claims 6 and 12, refer to a terminal node, not a wireless
receiver, as being in a “normal” or “power saving” state. These claims are provided below and the
relevant limitations are highlighted in bold underline:

5. A communication network supporting wireless communication of messages,
said communication network comprising:

a plurality of terminal nodes each having a wireless
receiver operable in a normal state or in a power
saving state;

a plurality of bridging nodes each having a wireless
transceiver to support wireless communication to the
plurality of terminal nodes;

the plurality of bridging nodes attempt to immediately
deliver messages destined for those of the plurality of
terminal nodes that operate in the normal state;

each of the plurality of bridging nodes attempt to
deliver messages destined for those of the plurality of
terminal nodes that operate in the power saving
state by transmitting at predetermined intervals
beacons that identify those of the plurality of wireless
terminal nodes operating in the power saving state
that have a message awaiting delivery;

those of the plurality of wireless terminal nodes that

134 See JX-3 (the ‘311 patent) at BCMITC238394 (priority information reported in the
Certificate of Correction of the ‘311 patent). ‘
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operate in the power saving state synchronize
operation of their receivers to receive the beacons
from at least one of the plurality of bridging nodes;
and

each of those of the plurality of wireless terminal
nodes_operating in the power saving state that
determines from the received beacons that it has a
message awaiting delivery directs further operation of
its receiver to receive the message.

6. The communication network of claim 5 wherein at least one of the plurality
of terminal nodes communicate to at least one of the plurality of bridging
nodes an indication of whether the at least one of the plurality of terminal
nodes operates in the power saving state.

12. The communication network of claim 9 wherein at least one of those of the
plurality of wireless terminal nodes that operate in the power saving state
synchronize operation of their receivers to receive the beacons from the at
least one of the plurality of bridging nodes even when one or more of the
beacons from the at least one of the plurality of bridging nodes have not been
received.

Although the 366 patent is not at issue in the present case, construing the terms “normal”
and‘_“power saving” in a manner consistent with both the ‘311 and ‘366 patents is appropriate
because the same terms appear in the claims of both patents, the patents are related, and they share
the same written description.”*® The fact that the claims of the ‘366 patent use the terms “normal”

and “power saving” to refer to the terminal node and not the wireless receiver further bolsters the

135 See Arthur A. Collins, Inc. v. Northern Telecom Ltd., 216 F.3d 1042, 1044 (Fed. Cir.
2000) (“Collins) (because two patents “share the same written description,” and the second patent
“is a continuation of” the first patent, a district court “determined that a common construction of”
a limitation in the claims of the two patents “was appropriate.”); see also AbTox, Inc. v. Exitron
Corp., 131 F.3d 1009, 1010 (Fed. Cir. 1997) (“4bT0x”), modifying 122 F.3d 1019 (Fed. Cir.1997)
(“In the parent application, [claims directed to different embodiments] both ... used the term ‘gas-
confining chamber.” As issued, both sets of claims still use this term. Although these claims have
since issued in separate patents, it would be improper to construe this term differently in one patent
than another, given their common ancestry.”) (footnote omitted).
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undersigned’s construction.

Moreover, this construction is supported by the ‘311 patent specification. As pointed out by
Staff, the specification does not describe the power state of a wireless receiver. Instead, the
specification describes two different powered states of a terminal node, an energy saving “sleeping”
state, and an energy expending “awake” state.'*
Accordingly, the undersigned finds that “normal” and “power saving” refer to the state of the

“terminal node,” not the “wireless receiver.”

2) “power saving” does not refer to a powered off state, but
instead refers to a powered down, energy saving state

Tﬁe second issue regarding the parties’ proposed constructions is the definition of “normal”
and “power saving.” Broadcom asserts that “power saving” refers to the receiver being in a powered
off state to conserve power.””” Focusing on the term “operable” within the phrase “a wireless
receiver operable in a power saving state,” Broadcom argues that the disputed phrase only requires
the wireless receiver to be capable of being turned off."*® Broadcom cites the specification and
prosecution history as alleged support for its contention that the wireless receiver transitions between
| 139

a powered off state, and a powered on state to receive signals from access points.

Staff and Qualcomm reject Broadcom’s construction. Staff argues that Broadcom’s

136 See, e.g., JX-3 (the ¢311 patent) at col. 19:19-25 (“The use of the seed, and pseudo random
offset generation, allows the terminal to ‘sleep’ (enter an energy and CPU saving mode) between
HELLO message and be able to ‘wake up’ (dedicate energy and CPU concentration on RF reception)
and stay awake for the minimal time needed to receive the next HELLO message.” (emphasis
added)).

137 CIB 49-50.

138 CRB 20.

139 CRB 19. See JX-3 (the ‘311 patent) at col. 15:45-47 (“A SLEEPING node can power-
down with an active timer interrupt to wake it just before the next expected hello message.”); see
also JX-8 (the ‘311 prosecution history) at BMITC71415 of Appendix C.
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construction fails to properly consider the term “operable,” emphasizing that under Broadcom’s
construction, the recéiver would have to be operable (i.e., able to receive RF transmissions) when
powered off. Staffargues that Broadcom’s construction is not supported by the specification, which
fails to describe a receiver capable of operating without power.'* Staff also cites the testimony of
Dr. Proakis, in which he stated that a receiver which has no power cannot receive messages or
beacons.'!

Qualcomm argues that Broadcom’s construction should not be adopted because if the
wireless receiver is interpreted as being powered off when in a power saving state, it would not be
able to perform all the required functions of a terminal node in a power saving state as recited in
claim 1, i.e., synchronizing operation of its wireless receiver to receive beacons from an access point,
determining from the received beacons that a message is awaiting delivery, and directing further
operation of its wireless receiver to receive messages.

Staff asserts that “power saving” refers to the receiver being in a powered down state so that
 the receiver is in a sleep cycle in which the receiver alternates between sleeping and periodically
awakening to listen for beacons.'*? Stéff cites the following passage of Dr. Proakis’ testimony as
alleged support for its construction:

Q. But the one thing we can agree is, the claims themselves tell us that a single
terminal can have two modes, at least; correct?

A. Well, I don’t know about “at least,” but certainly it would have two modes,
one mode corresponding to fully powered and the other mode corresponding
to the power-saving mode.'*?

140 SRB 21.

11 proakis, Tr. 2198-99.
142 SRB 23.

43 proakis, Tr. 2099.
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Qualcomm asserts that “power saving” refers to the terminal node being in a powered down
state in which it sleeps and periodically awakens to listen for beacons. Qualcomm contends that its
construction of “power saving” is consistént with the specification which associates the term “power
saving” with sleeping terminals. Qualcomm cites the following passages from the specification to
support its contention that “power saving” should be interpreted as a cyclical state in which the

terminal node alternates between periods of active monitoring of RF transmissions and periods of

inactivity:'

® A SLEEPING node can power-down with an active timer interrupt to wake it just before

the next expected hello message;'*

® “SLEEPING terminals can power down for a large percentage of the expected propagation
delay before waking up to receive the response message;'* and

® “The use of the seed, and pseudo rand offset generation, allows the terminal to ‘sleep’
(enter an energy and CPU saving mode) between HELLO messages and be able to “wake up’
(dedicate energy and CPU concentration on RF reception) and stay awake for the minimal
time needed to receive the next HELLO message.'"’

As additional support, Qualcomm cites the following passage of Dr. Proakis’ testimony in
which he explained that a power saving terminal turns on its receiver to receive beacons and “does
so in synchronization with the time at which the beacon transmission is expected”:*®

Q. Do any of the other claims shed light on whether Dr. Nettleton’s
construction is plausible?

A. Yes. Claim 2 states that “while operating in the power saving state
the first terminal node synchronizes operation of its wireless receiver
to receive the beacons from the access point.”

144 RRB 24.

15 JX-3 (the ‘311 patent) at col. 15:45-47 (emphasis added).
146 7X-3 (the ‘311 patent) at col. 17:13-15 (emphasis added).
147 7X-3 (the ‘311 patent) at col. 19:20-21 (emphasis added).
148 RIB 39.
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If that passage refers to operating the receiver, which I think it plainly
does, Dr. Nettleton’s construction cannot be correct. Dr. Nettleton
tries to save his construction by arguing that this claim refers only to
setting a timer which will cause the terminal to power on at a later
time and to turn on its receiver, but if that was the intent, this claim
language is a very poor way to say that. A much more normal way to
read this passage is that a “power saving” terminal turns on its
receiver to receive beacons and does so in synchronization with the
time at which the beacon transmission is expected.'*

Regarding the definition of “normal” state, Broadcom and Staff assert that “normal” refers
to the wireless receiver being in a powered up state so that it is awake and capable of receiving
messages.'*® Qualcomm asserts that “normal” refers to the terminal node being in a powered up state
in which it continuously monitors transmissions to receive messages from the access point without
ever sleeping.’

As a first note, the undersigned has previously determined that the terms “normal” and
“power saving” refer to the state of the terminal node and not the wireless receiver. Under all of the
proposed constructions for the term “normal,” the parties agree at least to “normal” as referring to
a fully powered state so that RF transmissions (including beacons and messages) can be received.
Therefore, the undersigned finds that the disputed phrase “a first terminal node having a wireless
receiver operable in a normal state” means that the first terminal node, with a wireless receiver, is
capable of operating in a powered state sufficient for the receiver to receive beacons and messages.

With regard to “power saving,” the undersigned finds that the language of the claims

contravenes Broadcom’s construction in which “power saving” refers to a powered off state because

149 RX-922C (Proakis Rebuttal) at 1-2.
130 CIB 49; SIB 61.
131 RIB 39.
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a powered off terminal node is not able to receive beacons or messages. Claim 1 requires the second

terminal node in a “power saving” state to receive beacons from an access point; claim 1 recites “the

second terminal node synchronizes operation of its wireless receiver to receive the beacons from the
access point...” and “the second terminal node determines from the received beacons that it has a
message awaiting delivery...”"* The inability of a powered off receiver to operate and receive
beacons is corroborated by Dr. Proakis’ testimony in which he stated:

Q. Would you tell the Court if it is the terminal node or the receiver that must
be operable in a normal state and in a power saving state?

A. It is, yes, the elements of the first two elements of claim 1 are addressed to
two different terminal nodes, the first terminal node and second terminal
node. And the first is -- so there are two terminal nodes that are described
there in this claim and the first terminal node is operable in a normal mode
and the second terminal node is operable in a power saving mode. That's my
interpretation of it, that there are two separate nodes, not two separate states.
That it is not one terminal operating in two separate states. It is two different
terminal nodes, one of which operates in a normal state and the second one
operates in a power saving state. Did I answer your question? I'm not sure if
that answers your question.

Q. In the second element of claim 1 of the '311 patent, is the receiver in the
second terminal node in a power-saving state?

A. The receiver is operating so as to save power, so that that receiver in my
interpretation of the claim is that that receiver is, will turn itself off for a
period of time and save power. And when it needs to wake up to receive a
signal, it will then power up.

Q. And in the first element of claim 1 of the '311 patent, is the receiver in a
normal state?

A. The receiver is in a normal state, yes.
Q. Can a receiver operate if it has no power?
132 Emphasis added.
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A. The receiver can shut down. It would be -- it would not be operating if it
were completely shut down, no.

Q. Can a receiver receive messages if it has no power?

A. No, ma'am, it cannot.'*?
In addition, dependent claims 2, 3, and 13 also recite limitations in which a terminal node that is in
a “power saving” state receives beacons. Provided below are the claims with the relevant limitations

in bold underline:

2. The communication network of claim 1 wherein the first terminal node
selectively operates in one of the normal mode and a power saving state and
while operating in the power saving state the first terminal node
synchronizes operation of its wireless receiver to receive the beacons
from the access point.

3. The communication network of claim 1 wherein the second terminal node
directs further operation of its receiver to receive the message during a
time period that follows one of the received beacons.

13. The communication network of claim 3 wherein the second terminal node
synchronizes operation of its wireless receiver to receive the beacons
from the access point even when one or more of the beacons from the access
point have not been received.

The specification does not describe a powered off terminal node or receiver that is capable
ofreceiving beacons or messages. Contrary to Broadcom’s assertion that the ‘311 prosecution history
describes a powered off receiver that is capable of receiving messages, this document instead
contains the following passage which states that a sleeping terminal node can receive saved messages
by examining a message list:

A terminal learns that it must request unsolicited saved message by examining the
pending message list in the HELLO response packet. This implementation enables

SLEEPING terminals to receive unsolicited messages and relaxes the timing

133 Proakis, Tr. 2197-99.
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constraints for transaction oriented messages.'**

The undersigned construes the term “power saving” as referring to a terminal node being in
an energy saving, powered down state. Although the term “power saving” state (and “normal” state
- for that matter) is not mentioned anywhere in the ‘311 patent specification, the specification does
describe a sleeping terminal node as being in an “energy and CPU saving mode” or capable of being
“powered down.”'”® The undersigned declines, however, to incorporate the features and functions
described in the specification of a sleeping terminal node into the definition of a “power saving”
terminal node because the claims do not include any such limitations. Because a sleeping terminal
is merely an embodiment of a terminal node in a “power saving” state, including all the features and
functions described in the specification of a sleeping terminal node into the definition of a terminal
node in a “power saving” state is unduly limiting.

Accordingiy, the disputed phrase “a first terminal node having a wireless receiver operable
in a normal state” means that the first terminal node, with a wireless receiver, is capable of operating

in a powered state sufficient for the receiver to receive beacons and messages.

13 JX-8 (the ‘311 prosecution history) at BCMITC0000071415 (emphasis added).
15 See JX-3 (the 311 patent):

* “The use of the seed, and pseudo random offset generation, allows the terminal to ‘sleep’
(enter an energy and CPU saving mode) between HELLO messages and be able to ‘wake
up’ (dedicate energy and CPU concentration on RF reception) and stay awake for the
minimal time needed to receive the next HELLO message.” (col. 19:19-25) (emphasis

added);

*“A SLEEPING node can power-down with an active timer interrupt to wake it just before
the next expected hello message.” (col. 15: 45-47) (emphasis added); and

*“SLEEPING terminals can power down for a large percentage of the expected propagation
delay before waking up to receive the response message.” (col. 17:13-15) (emphasis added).
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A3 claim 1 does not require the terminal node to immutably
be in either a “normal” or “power saving” state

Qualcomm contends that claim 1 requires two terminal nodes wherein each is in a different
immutable mode of operation, i.e., “normal” or “power saving” state. According to Qualcomm,
claim 1 requires a first terminal node in a “normal” state that continuously monitors transmissions

from the access point without ever sleeping, and a second terminal node in a “power saving” state

that spends at least part of the time not monitoring transmissions from the access point. Under
Qualcomm’s construction of claim 1, the first terminal node is immutably in a “normal” state and
cannot cycle between the “normal” and “power saving”’states.'*®

Staff and Broadcom disagree that claim 1 requires two fixed states for the terminal nodes,

and argue that Qualcomm’s construction imports limitations not recited in the claims. Staff and

Broadcom contend that claim 1 only requires at any given time, there be one terminal node in a
normal state and another terminal node in a power saving state."”’ Thus, Staff and Broadcom
contend that claim 1 does not prohibit a terminal node from alternating between the normal and
power saving states.

Looking first to the claims, the undersigned finds that the plain language of claim 1 doeé not
require the first terminal node to solely exist in a “normal state.” Claim 1 does not expressly
exclude embodiments in which a terminal node spends some time in a “normal” state, and other
periods in a “power saving” state. Claim 1 only requires that the network comprise a terminal node
in a normal state at some point in time, not necessarily at all times. The undersigned’s interpretation

is further bolstered by dependent claim 2, which states that the first terminal node can selectively

1% RIB 38-39.
137 SRB 23; SIB 62; CRB 19.
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operate in either the “normal” or “power saving” state. Broadcom’s construction requiring the first
terminal node in a “normal state” to continuously monitor transmissions from the access point
without ever sleeping is rejected.

Accordingly, the phrase “a first terminal node having awireless receiver operable inanormal
state” simply requires that, at some point in time, the first terminal node be in a “normal” state and
have an operable wireless receiver while the node is in the “normal” state. Likewise, the phrase “a
second terminal node having a wireless receiver operable in a “power saving” state only requires
that, at some point in time, the second terminal node be in a “power saving” state and have an
operable wireless receiver while the node is in a “power saving” state. Therefore, the undersigned
finds that claim 1 does not require the terminal node to immutably be in either a “normal” or “power

saving” state.

b. “access point that attempts to immediately deliver messages
destined for the first terminal node”

Broadcom contends that the disputed phrase requires the access point to merely try, but not
necessarily be successful in delivering messages to the first terminal node at the earliest opportunity
possible. Under Broadcom’s construction, actual delivery need not occur immediately so long as
the attempt to deliver messages occurs immediately.'*® Broadcom cites various passages in the ‘311
specification,'® to support its contention that even when a network entity stores a message prior to

actual delivery, it still satisfies the “attempt[s] to immediately deliver messages” limitation because

158 CIB 51; CRB 21. See JX-3 (‘311 patent) at col. 15:46-52.

139 CIB 51 citing JX-3 (the ‘311 patent) at col. 7:29-38; CIB 52 citing JX-3 (the ‘311 patent)
at col. 7:42-47, CIB 52 citing JX-8 (the ‘311 prosecution history) at BCMITC71403,
BCMITC71411,BCMITC71418-19 of Appendix C, which is cited in the ‘311 patent at col. 19: 41-
45; CRB 21 citing JX-3 (the ‘311 patent) at col. 15:51-52.
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storage prior to delivery is but one task performed within a network protocol to ensure delivery at

the first available opportunity:

The network entity in base station nodes can store messages for SLEEPING nodes
and transmit them immediately following the hello messages. This implementation
enables SLEEPING terminals to receive unsolicited messages. (Note that the network
layer always tries to deliver messages immediately, before storing them.) Retries for
pending messages are transmitted in a round-robin order when messages are pending
for more than one destination.'*

Broadcom further argues that for a terminal node that has its receiver powered off, the “access point

95161 and

must wait until the next time the wireless receiver is powered up before a_lttempting delivery,
this mandatory waiting period is yet another task performed within a network protocol to ensure ‘;he
message is delivered to a powered off receiver at the first available opportunity. Therefore, according
to Broadcom, the access point can perform any task(s) consistent within a network protocol to ensure
delivery of a message at the first available opportunity and still satisfy the “immediacy” element in
the term “attempts to immediately deliver messages.”

Qualcomm contends that the term “immediately deliver” prohibits the access point from
adding deliberate delays, except for those inherent in wireless communication, when delivering a
message to the terminal node.'® According to Qualcomm, the term “immediately deliver” excludes
network protocols which store a message prior to delivery for the sake of transmitting it later in time,
such as “store and forward” network protocols, because such storage intentionally delays

transmission of the message thereby failing to satisfy the “immediacy” element in the disputed

phrase."® Qualcomm contends that “immediate delivery” should only be used in reference to

190 JX-3 (the ‘311 patent) at col. 15:47-52 (emphasis added).
161 CIB 50.

12 RIB 40.

18 RIB 41; RRB 26.
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messages bound for a “normal” terminal node that has a fully powered receiver, and not in reference

to a “power saving” terminal node which must store the message until after a beacon is transmitted.

Qualcomm argues that the specification supports a contextual distinction in the way “immediate

delivery” is used because the following passages in the specification distinguish between a message

that is delivered immediately and a message that is saved because it cannot be delivered

immediately, such as when delivery is made to a sleeping terminal node. In support ofits contention,

Qualcomm cites to the specification:

The bridging layer provides a service for storing packets for SLEEPING terminals. Packets
which cannot be delivered immediately can be saved by the bridging entity in a parent node
for one or more HELLO times;'®*

The network layer provides a service for storing messages for SLEEPING terminals.
Messages which cannot be delivered immediately can be saved by the network entity in a
parent node for one or more hello times;'®

Note that the network layer always tries to deliver messages immediately, before storing
them;"*® and

When the DLC layer reports a failure to deliver a message to the network layer, the network
layer can 1) save messages for SLEEPING terminals for later attempts, or 2) DETACH the
node from the spanning tree.'®’

Staff appears to take no position regarding whether “immediately deliver” excludes steps by

the network protocol to store a message prior to delivering it to a sleeping terminal node until after

a beacon is transmitted. But Staff disagrees with Qualcomm’s proposal that the specification

excludes certain types of scheduling tasks, particularly “first-in first-out” queues, performed by the

164 1X-3 (the ‘311 patent) at col. 9:47-51.

165 yX-3 (the ‘311 patent) at col. 10:32-36.
166 JX-3 (the ‘311 patent) at col. 15:51-52.
167 7X-3 (the ‘311 patent) at col. 17:24-27.
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network protocol.'®

The undersigned finds that the term “attempts to immediately deliver messages” does not
include storing a message prior to delivery because the network’s act of storing the message
intentionally delays transmission and thus, fails to meet the immediacy element recited in the
disputed phrase. First, claim 1 distinguishes between immediate delivery of messages bound for a
first terminal node in a normal state (“access point that attempts to immediately deliver messages
destined for the first terminal node™) versus delivery of messages bound for a second terminal node
in a power saving state (“access point attempts to deliver messages destined for the second terminal
node”). Taken in context with the specification’s teaching that messages destined for a sleeping
terminal are saved prior ;co delivery, and considering that sleeping terminals are embodiments of
“power saving” terminal nodes, the undersigned finds that storing a message prior to delivery is
included in “attempts to deliver” messages to the “power saving” second terminal node, but not
included in “attempts to immediately deliver” messages to the “pormal” first terminal node.'®®
Furthermore, with respect to Broadcom’s citation to documents in the prosecution history as alleged
support for its construction, the ﬁndersigned notes that these documents do not state that the network
layer must perform certain tasks prior to delivery in order to achieve “immediate delivery.”'”
Instead, these documents describe beneficial tasks, e.g., bridging layer routing, polling schemes, and

queuing of message, that may be performed to achieve optimal transmission of messages throughout

the network. In sum, the term “immediately deliver” does not include the act of storing a message

1% SIB 65.
19 See JX-3 (the ‘311 patent) at cols. 9:46-51, 10:32-37, 13:38-41, 14:15-18, 15:47-52,
17:23-28. :

10 CIB 52. See JX-8 (the ‘311 prosecution history) at BMITC71403, BMITC71411,
BMITC71418, and BMITC71419 of Appendix C.
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prior to delivery to a first terminal node in a “normal” state.

Accordingly the term “immediately deliver” is construed as prohibiting the access point from
adding deliberate delays, except for those inherent in wireless communication, when delivering a
message to the terminal node.

c. “beacons”

The disputed term “beacon” is recited in the context of the phrase “access point attempts to
deliver messages destined for the second terminal node by transmitting at predetermined intervals
beacons that identify that a message awaits delivery” in claim 1. Staff and Broadcom propose that
the term “beacons” generically refers to signals, and the phrase “beacons that identify that a message
awaits delivery” refers to a signal that indicates there is a message to be delivered."”! Qualcomm
proposes that “beacons” means “messages transmitted regularly by a wireless network access point
for the purpose of identifying the presence of a base station to any mobile device that may be within

its radio coverage.”!”?

Staff and Broadcom argue that the claim language and the contekt in which “beacons” isused
in the claim supports their proposition that “beacons” réfers to any generic signal. Broadcom argues
that while “[t]he word ‘beacon’ standing along has no single meaning in the field of wireless
communications. . . . the proper meaning of ‘beacon’ is clear from the context of claim 1, which

states that the function of a ‘beacon’ is to alert the second terminal node that a message is awaiting

9173

delivery.

Qualcomm contends that the term “beacons” means more than just signals. Qualcomm

1 CIB 53; SIB 66.
12 RIB 42.
17 CIB 53.
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asserts that the claim language, specification, prosecution history, and extrinsic evidence support the
proposition that “beacons,” like HELLO messages described in the specification, are messages
transmitted regularly to identify the presence of a base station to any mobile device that may be
within radio coverage. First, Qualcomm argues that “beacons” cannot only mean “signals” because
the two words are not synonyms and cannot be presumed to have the same meaning. Second,
Qualcomm cites to the specification'™ as alleged support for the notion that terminals rely on
beacons “to be appfised of which base stations are accessible” in addition to being notified that the
terminal has a message awaiting delivery. Qualcomm further notes that the specification discloses
“significant advantages from combining the functions of notifying a mobile terminal of the presence
of a base station arid notifying the terminal of a message.”'”

Qﬁalcomm also turns to the prbsecution history of the parent application of the ‘311 patent
in which the Examiner added, by way of Examiner’ s amendment, claims 30-57 which recite the term
“beacons.”” Qualcomm argues that because the added claims use the term “beacons” and because
those claims were subsequently found to be allowable over the prior art of record,'”” a construction

which defines “beacons” as meaning “signals” without further limitations violates the presumption

that the Examiner’s amendment was performed for “substantial reasons related to patentability.” In

174 RIB 42. “Typically, the RF terminal is attached to the bridge closest to the host computer.
However, RF terminals are constantly listening for HELLO and polling messages from other bridges
and may attach to, and then communicate with, a bridge in the table of bridges that is close to the
particular RF terminal.” JX-3 (the ‘311 patent) at col. 7: 3-8.

1 RIB 42.

17 The parent application of the ‘311 patent is U.S. application serial no. 08/395,555, which
issued as U.S. Patent No. 5,740,366. Claims 30-57 of the 08/395,555 application corresponds to
issued claims 5-32 of U.S. Patent No. 5,740,366. Qualcomm cites RX-638 (the ‘555 application
prosecution history) at QBE001689.

177 See RX-638 (the ‘555 application prosecution history) at QBE001689, Examiner’s
comments in Interview Summary.
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support of this argument, Qualcomm cites Schoenhaus v. Genesco Inc."’®

In addition, Qualcomm further argues that in accordance with various extrinsic references,
including the 1997 version of a IEEE 802.11 technical dictionary, the term “beacons” was known
to one of ordinary skill in the art of wireless communication as having a specific purpose of
“identifying each basfc service set and the access point that are accessible to each wireless device.”'”
The undersigned finds that within the context of the language of claim l,lthe term “beacons”

refers to a generic signal. First, the undersigned notes that “beacons” appears in the following

phrases of claim 1 (highlighted in bold):

] “beacons that identify that a message awaits delivery”;
] “beacons from the access point”; and
] “beacons that it has a message awaiting delivery”.

Additionally, independent claim 16 recites the following phrases:

° “beacons that identify a message awaiting delivery”;
] “beacons from the bridging node”; and
] “beacons that it has a message [or messages] awaiting delivery.”

The explicit language of independent claims 1 and 16, and its dependent claims, do not require a
specific function(s) to be read into the meaning of “beacons” because, as illustrated above, the term
“beacons” is followed by modifying phrases within the claim that explicitly indicate the source and

function of the “beacons.” That is, the word “beacons” generically refers to signals, and without any

178 Schoenhaus v. Genesco Inc., 440 F.3d 1354, 1359 (Fed. Cir. 2006) (“Schoenhaus”)
(quoting Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 32-33 (1997) (“Warner-
Jenkinson™)).

" RIB 44.

58



modifying phrases or limitations, “beacons” can refer to signals from any source and having any
function. Because “beacons” must be construed in context with the modifying phrases explicitly
recited in the claim, the undersigned finds that the disputed phrase does not encompass any type of
signal, but is instead concerned with a particular type of signal, i.e., those that are transmitted from
an access point that identify to the second terminal node that a message is awaiting delivery.

The specification fails to provide any mention, let alone definition, for the term “beacons.”
The specification describes HELLO messages and HELLO packets, which the parties concede as
being exemplary of “beacons.” The undersigned declines, however, to require the features and/or
functions of HELLO messages and/or HELLO packets into the definition of “beacons” because
doing so would improperly import limitations described in the specification not present in the claim
language. As noted by Qualcomm, the specification discloses advantages in employing HELLO
messages and/or HELLO packets, which in addition to notifying a mobile terminal that a message
awaiting delivery, also notifies a mobile terminal about the presence of a base station. These
advantages, however, are present in the exemplary HELLO messages and/or HELLO packets, but
are not required features of “beacons.”

Regarding the prosecution history, the undersigned notes that the term “beacons” first appears
in claims added by Examiner’s amendment in U.S. Application Serial No. 08/395,555 (issued as
U.S. Patent No. 5,740,366),'*° which is the immediate parent of the ‘311 patent. In this amendment,

the Examiner added 27 new claims (corresponding to then pending claims 30-57) which was

'8 See RX-638 (the 555 application prosecution history) at QBE001693- QBE001703,
Examiner’s Amendment of June 20, 1997. '
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authorized by the then applicant during a telephonic interview.'®! In the Interview Summary (which
is allocated to describing the nature of any agreement reached between Applicant and the Examiner),
the following comments were made by the Examiner:

The difference between the claimed invention and the references were discussed.

Applicant agreed to cancel claims 21-29 without prejudice and reserve the right to

file the same claims in another application‘if so desire [sic] in order to expediate [sic]

the prosecution of this application. Applicant has also allow [sic] examiner to add

claims 30-57 in an examiner’s amendment which are allow [sic] over prior art

of record.'®
Beyond the general comment that claims 30-57 are allowable over the prior art of record, the
Examiner did not provide any specific reasons for allowing these claims. The prosecution history
does not reveal why these claims were added by the Examiner, let alone what, if any, significance
was attached to the term “beacons” when allowing these claims. Thus, Qualcomm’s argument that
the Examiner would not have found these claims allowable over the prior art if the term “beacons™
was intended to mean generic signals is speculative at best and unsupported by the sparse, general,
and ambiguous comments made by the Examiner in the prosecution history.

Qualcomm’s citation to Warner-Jenkinson, which addresses the scope of equivalents
surrendered as a consequence of claim amendments made by a patent applicant during the course of
prosecution, is not instructive in the present claim construction dispute. Warner-Jenkinson held that
where the file history does not reveal the reason why a claim was amended in a particular fashion,

“the court should presume that the patent applicant had a substantial reason related to patentability

for including the limiting element added by amendment. Inthose circumstances, prosecution history

181 See RX-638 (the ‘555 application prosecution history) at QBE001691, Notice of

Allowability.
182 Gee RX-638 (the ‘555 application prosecution history) at QBE001689, Interview Summary

(emphasis added).
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estoppel would bar the application of the doctrine of equivalents as to that element.”'® Here, the
issue does not pertain to the scope of equivalents falling under the term “beacons”, but whether the
meaning of “beacons” should include further limitations described in the specification but not recited
in the claims.

Testimony from experts of both parties corroborate that one of skill in the art would
understand that HELLO messages are exemplary of, but not equivalent to, “beacons.” Dr. Proakis
stated “[t]he specification of the ‘311 patent describes ‘HELLO messages’ that perform a
beaconing function.”® Additionally, Dr. Nettleton stated “[a]s the passage at column 12, lines 11-
13 and 36-39 specifies, these beacons take the form of ‘hello’ messages that contain, among other
information, a list of the terminal nodes with pending messages.”'® While both experts agree that
the specification describes HELLO messages as exemplary forms of “beacons,” the statements above
indicate that these experts do not believe HELLO messages to be equivalent to “beacons.”

Although various references, including the IEEE 802.11 technical dictionary, were proffered
by Dr. Proakis to advocate that one of skill in the WiFi art in 1997 would adopt Qualcomm’s
construction for the term “beacons,” the proffered extrinsic evidence does not establish that one of
skill in the art would understand the term “beacons” to mean anything more than “signals” when
reading the language of the claims as a whole, and in pérticular, when considering the context in
which the term “beacons” is used with the recited modifying phrases surrounding the term in the
claims. Moreover, as noted in Phillips, fhe Court “ha[s] viewed extrinsic evidence in general as less

reliable than the patent and its prosecution history in determining how to read claim terms” because,

18 Warner-Jenkinson, 520 U.S. at 33 (emphasis added).
184 RX-838C (Proakis Direct) at 13 (emphasis added).
185 CX-1664C (Nettleton Direct) at 81 (emphasis added).
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in part, “there is a virtually unbounded universe of potential extrinsic evidence of some marginal
relevance that could be brought to bear on any claim construction question.”'* Dr. Proakis’ proffered
references, including the IEEE 802 technical dictionary, fall within the category of unreliable
extrinsic evidence and are therefore rejected.

Accordingly, the term “beacons™ is construed as a generic signal.

d. “predetermined intervals”

The term “predetermined intervals” is recited within the phrase “the access point attempts
to deliver messages d_estined for the second terminal node by transmitting at predetermined intervals
beacons that identify that a message awaits delivery.”'®’

Qualcomm proposes that “predetermined i_ntervals” means time intervals that are determined
in Aadvance by using a known algorithm.'®® Qualcomm’s proposed construction is premised on the
notion that “beacons” should contain the features and limitations of HELLO messages described in
the specification. According to Qualcomm, the term “prede;cermined intervals” should be construed
as a “time interval that is determined in advance by using a known algorithm” because the
specification states that HELLO messages are transmitted in time intervals called “hello slots”,
which are calculated using well known randomization algorithms.

In contrast, Broadcom argues that “predetermined intervals” does not require use of aknown
9189

algorithm, and that the claim only requires “beacons” to be transmitted at “regular times.

First, the language of the claims does not require that “predetermined intervals™ be calculated

18 phillips, 415 F.3d at 1318.
187 Emphasis added.

188 RIB 45.

189 CRB 24.
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using a known algorithm. Additionally, the specification does not mention, let alone define, the term
“predetermined intervals.” Instead, the specification describes exemplary HELLO messages and
HELLO packets being transmitted or broadcasted at “calculated intervals” or “calculated time
intervals” called “hello slots.”**® Hello slots, as well as the algorithms used to calculate the hello
slots, are not required features of “predetermined intervals” but are instead exemplified embodiments
of “calculated intervals™ or “calculated time intervals.” Furthermore, the prosecution history does
not provide any comments or amendments relating to the term “predetermined intervals.” Thus, the
intrinsic evidence does not provide guidance in construing the term “predetermined intervals.”

Turning then to the plain and ordinary meaning, the undersigned finds that the term
“predetermined intervals” means intervals determined in advance, which may or may not be
calculated using particular algorithms. Within the context of the claim, the plain reading indicates
that the intervals are determined prior to transmission of the “beacons.” Although this determination
can involve calculations which employ ai gorithms, the undersigned finds that the plain and ordinary
meaning of the word “predetermined” does not require the use of a particular calculation or
algorithm.

Accordingly, the term “predetermined intervals™ is cbnstrued as intervals determined in -
advance, which may or may not be calculated using particular algorithms.

e. “the second terminal node synchronizes operation of its wireless
receiver to receive the beacons from the access point”

The disputed phrase “the second terminal node synchronizes operation of its wireless receiver

to receive the beacons from the access point” is recited in claim 1 and dependent claim 13.

10 See JX-3 (the €311 patent) at cols. 12:13-56, 15:18-19.
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Staff asserts that plain meaning of the disputed phrase dictates a construction in which the
second terminal node, with its receiver in the “power saving” state, times the sleep-wake cycles of
the receiver to be awake in order to receive every expected beacon from the access point.”' Thus,
under Staff’s construction, the term “synchronizes operation” refers to timing the sleep-wake cycles
of the receiver. Staff’s construction requires the second terminal node to synchronize its receiver -
to receive every expected beacon and, in support of this limitation, Staff cites the following sentence
from the specification:

A SLEEPING node can power-down with an active timer interrupt to wake it just
before the next expected hello message.'

According to Staff, the word “expected” in “next expected hello message” indicates that the second
terminal node cannot decide to skip certain hello messages but instead, is obliged to time its receiver
to be awake for every expected hello message.

Broadcom construes the disputed phrase to mean that the second terminal node determines
for itself when to transition its wireless receiver from the “power saving” to the “normal” state to
receive beacons from the access point. Under Broadcom’s construction, the term “synchronizes
operation” refers to the transitioning of the wireless receiver from a “power saving” to “normal”
state. Broadcom argues that the word “its” in “synchronizes operation of its wireless receiver”
implies that the terminal node is intelligent and can decide on its own when to transition the state
of the wireless receiver. Broadcom contends that the language of claim 13, which states that the
second terminal nodes synchronizes operation of its wireless receiver even when one or more of the

beacons have not been received, reinforces a construction in which the second terminal node can

1 SIB 69-70.
192 7X-3 (the €311 patent) at col. 15:45-47 (emphasis added).
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decide on its own which beacons will be received and which beacons will be missed.’®®> Thus,
according to Broadcom’s construction, the second terminal node is not obliged to time its receiver
to be awake for every incoming transmission. Broadcom cites the same sentence in the specification
highlighted by Staff in support of its construction, but contrary to Staff’ s interpretation, Broadcom
argues that this sentence means that the terminal node is intelligent and can determine for itself when
to switch the state of wireless receiver because the terminal node is able to set its own timer
interrupt. For additional support, Broadcom cites to the specification, which purportedly describes
calculations used by the terminal node to decide when to transition the power state of the wireless
receiver.'**

Broadcom’s construction is rejected by Staff and Qualcomm on two grounds. First, Staffand
Qualcomm argue that nothing in the claims or specification suggests that the second terminal node
can choose on its own which beacons the receiver will be awake for and which beacons it will
remain asleep through.'*’ Secona, Staff argues that Broadcom’s construction is inconsistent with
the second element of claim 1 requiring “a second terminal node having a wireless receiver operable
in a power saving state” because “the only way for the terminal not to miss beacons would be to
remain continuously awake or in other words not enter the power-saving state.”'*® Staff dismisses
Broadcom’s contention that the specification'’ supports its construction because Staff argues that

the i+1 calculation is an algorithm supplied by the access point, not the terminal node.

193 CIB 55-56.

194 JX-3 (the ‘311 patent) at col. 15:55-56 (“Note that a child node that misses i hello
messages, can calculate the time of the i+1 hello messages.”)

195 SRB 27-28.

1% SRB 27.

97 JX-3 (the ‘311 patent) at col. 15:55-56 (“Note that a child node that misses i hello

messages, can calculate the time of the i+1 hello messages.”)
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Qualcomm construes the disputed phrase as meaning that the second terminal node uses “its
receiver to monitor radio communications from the access point at the time that the terminal knows
that beacons will be transmitted.”*® Under Qualcomm’s construction, the term “synchronizes
operation” refers to monitoring of radio communications by the wireless receiver. Qualcomm also
cites the same sentence in the specification highlighted by Broadcom and Staff to support its
construction, and agrees with Staff in interpreting the word “next” in “next expected hello message” |
as meaning that the terminal node cannot decide on its own to intentionally miss beacons.
Qualcomm’s construction, however, allows the terminal node to accidentally, but not intentionally,
miss a beacon due to a faulty radio frequency connection, for example.

Qualcomm’s construction is rejected by Staff and Broadcom on the same grounds. Both
contend that the express claim language requires the second terminal node to do more than merely
monitor radio communications under the term “synchronizes operation,” as Qualcomm proposes.
Staff and Broadcom argue that Qualcomm’s construction fails to give any meaning to the term
“synchronizes.”"

For the reasons discussed below, the undersigned finds that “the second terminal node
synchronizes operation of its wireless receiver to receive the beacons from the access point” refers
to the second terminal node, while in a “power saving” state, coordinating its wireless receiver in
a manner sufficient to facilitate reception of incoming beacons from the access point. Thus, the

undersigned finds that “synchronizes operation” refers to coordination of the wireless receiver by

the second terminal node to receive incoming beacons.

198 RIB 45.
1% CRB 25; SRB 28.
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The undersigned’s construction is supported by the plain language of the claims. None of
the claims, asserted or unasserted, require the second terminal node to do anything more than
coordinate its wireless receiver to receive beacons under the term “synchronizes operation.” As
discussed previously in section (a)(2) above, the undersigned declines to extend the limitations
described in the specification of a sleeping terminal node into the definition of a “power saving”
terminal node. Therefore, the undersigned declines to adopt Staff’s construction in which
“synchronizes operation” refers to the second terminal node interrupting the sleep-wake cycles of
its sleeping wireless receiver because Staff’s construction adds limitations that are appropriate only
when considering embodiments where the “power saving” terminal node is a sleeping terminal node.

The undersigned also rejects Broadcom’s proposition that “synchronizes operation” refers
to the transitioning of the wireless receiver from a “power saving” to “normal” state. The disputed
phrase does not require the wireless receiver to actually receive the incoming beacons; instead, the
claim language only requires the second terminal node to coordinate its wireless receiver in a manner
sufficient to facilitate reception of the incoming beacons. Because actual reception of incoming
beacons is not required and because the second terminal node can coordinate its wireless receiver
to receive incoming beacons without having to transition the wireless receiver to a “normal” state,
Broadcom’s construction is rejected as being unduly limiting in light of the plain claim language.

With regard to whether the second terminal node can decide on its own to intentionally miss
some beacons, the undersigned finds that the disputed phrase does not require the second terminal
node to choose which beacons will be received and which beacons will not be received. Contrary
to Broadcom’s assertion, the undersigned finds that the word “its” in “second terminal node

synchronizes operation of its wireless receiver’” does not imply or suggest that a terminal node, of
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its own volition, can receive some beacons and miss other beacons. Moreover, the undersigned also
rejects Staff’s proposition that the second terminal node is required to receive .each and every
incoming beacon. The plain language of the disputed phrase merely requires the second terminal
node to coordinafe its wireless receiver in a manner sufficient to receive at least one beacon, but not
necessarily every incoming beacon.

The undersigned also rejects Qualcomm’s proposition that the term “synchronizes operation”
refers to monitoring of incoming beacons by the wireless receiver because mere monitoring, without
performing any other task, is insufficient to facilitate reception of incoming beacons by a terminal
node in a “power saving” state. The claim language makes clear that the second terminal node must
“synchronize[] operation” of its wireless receiver, not just monitor for incoming beacons. To
construe the term “synchronizes operation” as meaning monitoring would effectively read out
“synchronizes” from the construction of the disputed phrase.

Accordingly, the term “the second terminal node synchronizes operation of its wireless
receiver to receive the beacons from the access point” refers to the second terminal node, while in
a “power saving” state, coordinating its wireless receiver in amanner sufficient to facilitate reception
of incoming beacons from the access point.

f. “the second terminal node... directs further operation of its
wireless receiver to receive the messages”

The disputed phrase is recited in claim 1 in the context of “the second terminal node
determines from the received beacons that it has a message awaiting delivery and directs further
operation of its wireless receiver to receive the message.”

Staff argues that plain meaning dictates that the disputed phrase refers to the second terminal
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node, after being notified by a beacon that a message awaits delivery, directs the wireless receiver
to wake from its power-saving sleep state in order to receive the forthcoming message. According
to Staff, the term “directs further operation” requires the second terminal node to direct its receiver
to cease operation in the “power saving” state and initiate operation in a continuously-on “normal”
state until the message is received.

Qualcomm argues that the plain meaning of “directs further operation” only requires the
second terminal node to use its wireless recei\{er to receive an incoming message. According to
Qualcomm, the following passage in the specification supports its construction:

The network entity in base station nodes can store messages for SLEEPING nodes

and transmit them immediately following the hello messages. This implementation

enables SLEEPING terminals to receive unsolicited messages.2®

Qualcomm’s construction of the disputed phrase is rejected by Staff on the grounds that it
fails to add any meaning to “directs further operation” above that of the other recited claim elements.
Staff argues that under Qualcomm’s construction, the wireless receiver passively receives the
messages without needing to perform any steps. Broadcom rejects Qualcomm’s construction on
similar grounds, arguing that the express claim language of “directs further operation” requires the
second terminal node to do more than simply monitor beacons and receive them when they come in.

Broadcom asserts that the term “directs further operation” within the disputed phrase refers
to the process of the wireless receiver transitioning from a “power-saving” state to a “normal” state
in order to receive an incoming message. Arguing that the “structure of the claim compels

Broadcom’s construction,” Broadcom contends that the disputed phrase means that the second

terminal node, after receiving a beacon indicating a message awaits, transitions its wireless receiver

200 7X-3 (the ‘311 patent) at col.15:47-51.
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from a “power-saving”state to a “normal” state in order to receive an incoming message. Broadcom
cites the following passage from the ‘311 prosecution history in support of its construction:

A terminal learns that it must request unsolicited saved messages by examining the

pending message list in the HELLO response packet. This implementation enables

SLEEPING terminals to receive unsolicited messages and relaxes the timing

constraints for transaction oriented messages.*"!
Broadcom’s construction is rejected by Qualcomm on the grounds that the claim language does not
require the second terminal node to transition between a “power saving” and “normal” state. Staff
also rejects Broadcom’s construction of “directs further operation” on the grounds that it fails to add
any meaning above its proposed construction of “synchronizes operation” because Broadcom’s
construction does not require the second terminal node to do anything besides continue its operation,
i.e., maintain the wireless receiver in a powered on state, to receive the incoming message.

The undersigned finds that the disputed phrase refers to the second terminal node, while in
a “power saving” state and after receiving the incoming beacons, initiating transition from a “power
saving” to a “normal” state in order for its wireless receiver to receive incoming messages. Thus,
the undersigned finds that the term “directs further operation” refers to transitioning from a “power
saving” to a “normal” state by the second terminal node.

First, the undersigned notes that none of the claims, asserted or unasserted, expressly state
that the second terminal node transitions the power state of its wireless receiver under the term
“directs further operation.” Turning to the specification, the following passages confirm that in order

for a sleeping terminal to receive an incoming message, its receiver must be awake:

SLEEPING terminals can power down for a large percentage of the expected

201 1X-8 (the ‘311 prosecution history) at BCMITC71415 of Appendix 3.
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propagation delay before waking up to receive the response message.”

The use of the seed, and pseudo random offset generation, allows the terminal to

“sleep” (enter an energy and CPU saving mode) between HELLO messages and be

able to “wake up” (dedicate energy and CPU concentration on RF reception) and

stay awake for the minimal time needed to receive the next HELLO message ™

In light of undersigned’s previous finding that “normal” refers to the terminal node being in
an awake, powered up state and that a sleeping terminal node is an embodiment of a “power saving”
terminal node, the above passages teach that a terminal node in a “power saving” state must
transition its wireless receiver to a “normal” state in order to receive incoming messages. This
teaching corroborates the undersigned’s construction that “directs further operation of its wireless
receiver” refers to the second terminal node transitioning from a “power saving” to a “normal” state
so that its wireless receiver can receive incoming messages.

The undersigned rejects Qualcomm’s proposition that “directs further operation” refers to
the second “power saving” terminal node doing no more than using its wireless receiver to receive
an incoming message. As noted from the teachings of the specification provided above, a terminal
node in a “power saving” state, such as a sleeping node, is not able to receive incoming messages.
The sleeping terminal node must wake up, and therefore transition from a “power saving” to
“normal” state, in order for its receiver to receive incoming messages.

Accordingly, the term “directs further operation” is construed as referring to transitioning

from a “power saving” to a “normal” state by the second terminal node.

22 JX-3 (the 311 patent) at col. 17:13-15 (emphasis added).
283 JX-3 (the ‘311 patent) at col. 19:19-25 (emphasis added).
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g. “second state in which attempts are made to minimize power
consumption by the wireless receiver”

The disputed phrase is recited in independent claim 16 within the context of “second terminal
node operating in a second state in which attempts are made to minimize power consumption by the
wireless receiver.”

Staff and Qualcomm submit that the plain meaning of the claim dictates a construction in
which the second terminal node operating in a second state is the same as the “power saving” state
in claim 1. They contend that interpreting the “second” state as being equivalent to the “power
saving” state is consistent with the specification which only describes two states relating to a
terminal node, eifher sleeping or non-sleeping.”® Staff’s and Qualcomm’s construction is rejected
by Broadcom as being contrary to the express language of the disputed phrase, arguing that the
claims explicitly distinguish the “second” from the “power saving” state.?*

Broadcom asserts that the context of the claim refers to “second” state as being a state in
which attempts are made to reduce power consumption by the wireless receiver to an extent
consistent with desired operation, and that the amount of power consumed by a wireless receiver
varies depending on the operation that is being performed.”® Broadcom contends that the
specification discloses embodiments in which the wireless receiver is in various different power
modes, such as a default mode, power saving mode, delivery mode, or sleeping mode. Broadcom

argues that within the context of the teaching of the specification, one of ordinary skill would

understand that “minimize” refers to the wireless receiver reducing power consumption to an extent

204 STB 71-72; RIB 46.
25 CRB 26.
206 CIB 58-59.

72



consistent with a desired operation.

Broadcom’s construction is rejected by Staff as lacking support in the specification. Staff
argues that “there is no description or suggestion in the ‘311 specification or prosecution history of
a terminal node reducing the power used by the receiver in any manner other than by
‘SLEEPING.”””

The undersigned finds that the term “second state” within the disputed phrase is not the same
as “power saving” state recited in claim 1. Equating “second state” to “power saving state”
contradicts the express language of independent claim 16 (“a second terminal node operating in a
second state™) and independent claim 1 (“a second terminal node... operable in a power saving
state”), which explicitly refers to each state of the second terminal node by a different name.
Likewise, independent claims 20 and 26 refer to the second terminal node being in a “low power
state,” which, by virtue of express claim language, is also distinguishable from the “second” and
“power saving” states. In contrast to claim 1, in which the term “power saving” stands alone, the
term “second” state recited in independent claim 16 is followed by the phrase “in which attempts are
made to minimize power consumption by the wireless receiver” that describes the nature of the
“second” state. Whereas “power saving” reférs to a terminal node that already is in an energy saving,
powered down state, the “second” state is one in which the terminal node is attempting to be in an
energy saving, powered down state by minimizing the amount of power consumed by the wireless
receiver.

Accordingly, the term “second terminal node operating in a second state in which attempts

are made to minimize power consumption by the wireless receiver” is not the same as “power

207 SRB 29.
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saving” state recited in claim 1; rather it is construed as a state in which the terminal node is
attempting to be in an energy saving, powered down state by minimizing the amount of power
consumed by the wireless receiver.

B. Infringement

Broadcom alleges induced and contributory infringement of claims 1-5,7, 8, 13, 14, and 16-
19 (collectively referred to as the “asserted claims”) of the ‘311 patent by Qualcomm in connection
with the incorporation of MSM6500, MSM 6550, MSM6800, and MSM7500 chipsets (collectively
referred to as the “accused chipsets”) into handsets that operate on an evolution data only or
evolution data optimized (“EV-DO”) wireless network. Broadcom further asserts that Qualcomm
directly infringes by building and using test networks that infringe the asserted claims.

1. Products at Issue

The accused chipsets comprise a receiver chip, a transmitter chip, and a power management

chip.?® The accused chipsets are incorporated into certain handsets, including
] Samsung’s MM-A920, A900, and A940, | 1

and Motorola’s RZR V3C. Handsets containing the accused chipsets are compatible for use on
domestic networks that comply with a wireless communication standard called “EV-DO,” which
stands for “evolution-data only” or “evolution-data optimized.” Broadcom alleges that networks
operating under the EV-DO standard (referred to as “EV-DO networks™) directly infringe the
asserted network claims of the ‘311 patent.

Qualcomm initiated development of the EV-DO standard in 1996.2% The EV-DO standard

28 CIB 93.
2 RX-843C (Grob Direct) at Q. 9.
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was designed to facilitate more rapid and efficient transmission of data in comparison to previous
cellular standards.’’® EV-DO networks allow users of cellular phones that contain the accused
chipsets to receive internet web pages and send and receive data files, such as einail, pictures, and
video clips.?'' The EV-DO standard was adopted by the Telecommunications Industry Association
under the name “TIA/EIA/IS-856” or “IS-856” standard.?'? The IS-856 standard was later revised,
and renamed as the “TIA-856-A” or “TIA-856 Draft A,” standard to provide for improved voice
transmission and enhanced data transmission over the EV-DO networks. Specifications for the IS-
856 and the TTA-856-A standards are published, and was entered into evidence as CX-1705 and RX-
606, respectively.

Summarized herein are uncontested portions of Matthew Grob’s testimony regarding the
requirements of the EV-DO standard relevant to the infringement issues in this investigation. First,
the EV-DO standard is based upon a “CDMA” (code division multiple access) system, in which
traffic and control channels are carried at the same time on a shared frequency range.?’* Under the
EV-DO standard, traffic channels only facilitate voice and data transmissions from the network to
an “access terminal,” i.e., a handset containing the accused chipset, whereas the network exclusively
sends signals, pages, and non-data or non-voice transmissions to an access terminal through control
channels.”’* While in a “connected state” to the network, the EV-DO sfandard requires the access

terminal to be active on a traffic channel to send or receive data from the network.2’> After a certain

219 RX-843C (Grob Direct) at Q. 13.

211 CFF 28.

212 RX-843C (Grob Direct) at Q. 10-12.
213 RX-843C (Grob Direct) at Q. 17.

214 RX-843C (Grob Direct) at Q. 18.

215 R X-843C (Grob Direct) at Q. 20, 24.
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period of inactivity in which the access terminal neither transmits nor receives data in the connected
state, the access terminal is released from the traffic channel and enters into an “idle state.””?'®* While
in the idle state, the access terminai only monitors the control channel (and not the traffic channel),
but does not do so continuously.?!” Instead, the access terminal monitors the control channel at
certain time intervals which correspond to the particular access terminal’s “control channel slot.”?'®
The access terminal is considered to be in a “monitor state” while monitoring the control channel
in the idle state, and in a “sleep state” when not monitoring the control channel in the idle state. In
order for the network to transmit data to an access terminal that is in an idle state, the network must
first send a “page” to the access terminal over the control channel to alert the access terminal that
a voice or data transmission is awaiting deliv’ery.219 In response to the received page, the access

220

terminal transitions from the idle to the connected state. Once the access terminal is in a

connected state, it can receive the voice or data transmission from the network through an assigned

traffic channel.??!

2. Legal Standards and Analysis for Infringement
Listed below are Broadcom’s various allegations of infringement by Qualcomm. Following
abrief summary of the required legal showing in order for Broadcom to prevail under each asserted
theory, the undersigned’s determination on each of Broadcom’s infringement assertions is discussed

in each respective section.

216 RX-843C (Grob Direct) at Q. 24.
217 RX-843C (Grob Direct) at Q. 24.
218 RX-843C (Grob Direct) at Q. 28, 32.
219 RX-843C (Grob Direct) at Q. 24.
20 RX-843C (Grob Direct) at Q. 24.
221 RX-843C (Grob Direct) at Q. 24.
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a. Direct Infringement

Broadcom alleges that Qualcomm directly infringed the asserted claims by operating devices
that incorporate the accused chipsets on certain “test networks” compliant with the EV-DO
standard.** As proof that these “test networks” directly infringe the asserted claims, Broadcom
proffers evidence including a press release,” testimony from Mr. Grob,”** and results from
Qualcomm’s testing on a 1x EV-DO network.””* Broadcom further alleges, in one cursory sentence,
that the accused chipsets “when used in handsets operating on a 1x EV-DO wireless network”
infringe the asserted claims literally and/or under the doctrine of equivalents.?

Qualcomm and Staff contend that Broadcom has failed to bring forth evidence demonstrating
that Qualcomm’s test networks infringe each element of the asserted claims. In particular,
Qualcomm and Staff emphasize that the press release (CX-1654) proffered by Broadcom fails to
show whether any of the handsets in the test networks operated in a “power saving” mode, as
required by the disputed claim phrase “a second terminal node having a wireless receiver operable
in a power saving state,” or whether the referenced test included the slotted sleep feature.?*’

The complainant has the burden of demonstrating infringement by a preponderance of the

evidence.”® In order to prove direct infringement, “the patentee must show that the accused device

222 CIB 107.

23 CX-1654 (press release) at BMITC314221 and BMITC314222.

24 JX-24C (Grob Dep) at 61-63; Grob, Tr. 996-97, 1001-02.

22 CX-1660C (results).

226 CIB 93.

227 SRB 37-38; RRB 45-46.

228 Carroll Touch, Inc. v. Electro Mech. Sys., Inc., 15 F.3d 1573, 1578 (Fed. Cir. 1993)
(“Carroll Touch”) (“The burden is on the patent owner to prove infringement by a preponderance
of the evidence.”). ' ’
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meets each claim limitation, either literally or under the doctrine of equivalents.”” An accused
device literally infringes a patent claim if it meets every limitation recited in the claim.”® Where
literal infringement is not found, infringement nevertheless can be found under the doctrine of
equivalents.?! In order to show that the accused device is equivalent to the claim element, the
complainant must show that the differences between the two are insubstantial, or show that the
accused device performs substantially the same function, in substantially the same way, with
substantially the same result as the claim element.??

In order to prevail on direct infringement, Broadcom must show by a preponderance of the
evidence that Qualcomm’s test network meets, literally or under the doctrine of equivalents, each
and every limitation of the asserted claims. Based on the evidence presented, the undersigned finds
that Broadcom has failed to meets its burden on infringement. First, with regard to literal
infringement, Broadcom has not presented any specific direct evidence regarding testing of
Qualcomm’s test network in a manner that infringes all the asserted claim limitations. In particular,
there is no evidence that Qualcomm’s test networks contain “a second terminal node hgving a
wireless receiver operable in a power saving state,” as recited in claim 1, or “a second terminal node
operating in a second state in which attempts are made to minimize power consumption by the

wireless receiver,” as recited in independent claim 16. The press release proffered by Broadcom

2 Liquid Dynamics Corp. v. Vaughan Co., 355 F.3d 1361, 1367 (Fed. Cir. 2004) (“Liquid
Dynamics”™).

20 Litton Sys., Inc. v. Honeywell, Inc., 140 F.3d 1449, 1454 (Fed. Cir. 1998) (“any deviation
from the claim precludes a finding of literal infringement™) (“Litton Sys.”). See also Tex.
Instruments, Inc. v. Cypress Semiconductor Corp., 90 F.3d 1558, 1563 (Fed. Cir. 1996) (“Tex.
Instruments”) (“To literally infringe, the accused device or process must contain every limitation of

the asserted claim.”).
B Comark Commc ’ns, Inc. v. Harris Corp., 156 F.3d 1182, 1188 (Fed. Cir. 1998).
22 Warner-Jenkinson Co. v. Hilton-Davis Chem. Co., 520 U.S. 17, 40 (1997).
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lacks any disclosure demonstrating that the test networks employed handsets containing the accused
chipsets which operate in a “power saving” state. In addition, the testimony of Mr. Grob does not
include evidence that the above two claim limitations are met. Accordingly, the undersigned finds
that Broadcom has not satisfied its burden in establishing that Qualcomm’s test networks literally
infringe each element of the asserted claims.

Second, with regard to infringement under the doctrine of equivalents, the undersigned finds
that Broadcom has also failed to meets its burden. A single cursory sentence alleging that the accused
chipsets in handsets infringe under the doctrine of equivalents is insufficient as Broadcom has failed
to identify particular features of Qualcomm’s test networks that function in the substantially the same
way with substantially the same result as each element of the asserted claims, as required under
Warner-Jenkinson. Accordingly, the undersigned finds that Broadcom has not satisfied its burden
in establishing that Qualcomm’s test networks infringe each element of the asserted claims under
the doctrine of equivalents.

b. Induced Infringement

Broadcom alleges that EV-DO networks operated by third-party carriers and used by its
subscribers directly infringe the asserted claims. Broadcom alleges that Qualcqmm induced
subscribers of the EV-DO networks to infringe the asserted claims through various acts including
the creation and promotion of the EV-DO -standard,z” promotion of the EV-DO standard to network

carriers,”* promotion of services supported by the EV-DO standard to network subscribers,?

23 CIB 108.
34 CIB 108.
23 CIB 108.
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marketing and sale of the accused chipsets to mobile phone manufacturers,”® promotion and sale of
EV-DO compatible chipsets to base station manufacturers,”’ and development of design partnerships
with EV-DO network carriers, handset manufacturers, and base station manufactures that involve
system design to ongoing support technical field support.”®

Staff alleges that the record evidence demonstrates that at least Sprint’s EV-DO network
directly infringes the asserted claims.*® In addition, Staff further alleges that Qualcomm induces
infringement of the asserted claims through acts including urging and supporting development and
adoption of networks that use the EV-DO standard,?® partnering with handset manufacturers and
network providers to ensure that the function of certain features on the accused chipsets result in
direct infringement of the asserted claims,**' establishing partnerships with vendors during the design
process of a new phone to ensure that the accused chipsets are correctly designed into products,?*?
collaborating with network providers to choose functions and features for mobile phone handsets,
and providing support services to vendors and network providers,?* such as (i) field testing to ensure
that the accused chipsets are compliant with EV-DO standard,** (ii) providing software that allows

the accused chipsets to implement functions required by the EV-DO standard,?® (iii) providing

software and updates for the accused chipsets,** (iv) making personnel available to answer questions

26 CIB 109.
27 CIB 109.
28 C[B 109.
29 SRB 39 citing SIB 88-89.
240 1B 89.
21 1B 90.
22 SIB 90.
23 SIB 90.
24 STB 90.
245 SIB 90.
26 SIB 90.
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regarding the.accused chipsets,”” and (v) providing troubleshooting services to network providers
and telephone manufacturers to identify and solve problems relating to phones using the accused
chipsets.?*®

Qualcomm argues that Broadcom cannot prevail under a theory of induced infringement
because Broadcom has failed to show at least one specific instance of direct infringement, as

® Qualcomm contends that

required under Dynacore Holdings Co}p. v. US. Phillips Corp.**
Broadcom has not shown that compliance with the EV-DO standard necessarily results in
infringement of the asserted claims. Specifically, Qualcomm contends that the EV-DO standard does
not require handsets to operate in a “power saving” state. In addition, Qualcomm contends that pages
sent from the network to notify the access terminal that a voice or data transmission is awaiting
delivery, as required under the EV-DO standard, does not meet Qualcomm’s proposed construction
of “beacons.”

Furthermore, Qualcomm asserts that Broadcom has failed to show that at least one EV-DO
network as actually operated by a third party carrier, directly infringes every element of the asserted
claims. In particular, Qualcomm argues that Sprint’s EV-DO network does not have a paging
channel and therefore does not meet the “beacons” limitation recited in independent claims 1 and

16.%*° In addition, Qualcomm argues that Broadcom has not brought forth evidence showing whether

the prioritized routing schedule used in [ ] EV-DO networks would meet the “immediate

47 SIB 90.
8 SIB 90.
% RRB 46; Dynacore Holdings Corp. v. U.S. Phillips Corp.,363 F.3d 1263 (Fed. Cir. 2004)

(“Dynacore”).
*ORRB 48.
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delivery” of messages limitation, as required in claim 1.

A finding of induced infringement requires a showing of direct infringement and a showing
of intent.”* The Federal Circuit has historically required a showing of either general or specific level
of intent.*”®> Intent does not necessarily need to be proven through direct evidence, but rather, can
be shown through circumstantial evidence.?**

In order to prevail on induced infringement, Broadcom must show by a preponderance of the
evidence that (1) Qualcomm had general or specific intent to induce network carriers or subscribers
of network carriers to make, use, or sell a network that infringes the asserted claims, and (2)
compliance with the EV-DO standard necessarily results in a EV-DO network that directly infringes,
or that at least one EV-DO network as actually made, used, or sold by a third party carrier directly
infringes the asserted claims. With regard to intent, Broadcom must show that Qualcomm’s acts
were directed at inducing carriers or subscribers to infringe the asserted claims. Thus, Broadcom
will not be able to prove the requisite intent if it merely shows that Qualcomm induced carriers to
operate a network under a standard that doesn’t require each and every limitation of the asserted

claims to be practiced.

1 RRB 48.

52 Insituform Techs., Inc. v. Cat Contracting, Inc., 385 F.3d 1360, 1377 (Fed. Cir. 2004)
(“Insituform™).

23 Fuji Photo Film Co., Ltd. v. Jazz Photo Corp.,394 F.3d 1368, 1377 (Fed.Cir. 2005) (“Fuji
Photo Film”) (citing Hewlett-Packard Co. v. Bausch & Lomb, Inc., 909 F.2d 1464, 1469 (Fed.
Cir.1990) (“HP”) (“[P]roof of actual intent to cause the acts which constitute the infringement is a
necessary prerequisite to finding active inducement.”), and citing Manville, 917 F.2d at 553 (“The
plaintiff has the burden of showing that the alleged infringer’s actions induced infringing acts and
that he knew or should have known his actions would induce actual infringements.”)).

254 See Water Techs. v. Calco, Ltd., 850 F.2d 660, 668 (Fed. Cir.1988) (“Water Techs”)
(noting that “circumstantial evidence may suffice” in proving intent).
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(1) Certain Third-Party EV-DO Networks Directly Infringe
(a) Claim 1 (disputed claims)

The undersigned finds that Broadcom’s proffered evidence is insufficient to prove, by a
preponderance of the evidence, that compliance with the EV-DO standard alone necessarily results
in direct infringement of the two asserted independent claims. The undersigned does find, however,
that Broadcom has met its burden in proving that certain EV-DO networks, as actually operated by
certain third party carriers, directly infringe independent claim 1.

Discussed below are the three claim limitations disputed among the parties in relation to
infringement.

i) “a first terminal node having a wireless
receiver operable in a normal state; a
second terminal node having a wireless
receiver operable in a power saving state”

Broadcom argues that handsets containing the accused chipsets operate its wireless receiver
in a powered on “normal” state when: (1) monitoring control channels in the “idle state” or (2) in
the “connected state” (i.e., while receiving or transmitting data on traffic channels).””* Broadcom
further argues that handsets containing the accused chipsets operate its wireless receiver in a
powered down “power saving” state when in a “sleep state” of the “idle state™ (i.e., not monitoring

control channels).”*® In support of its contention, Broadcom proffers, in part, the following excerpts

from Matthew Grob’s testimony on cross-examination:

[

25 CIB 94-95.
256 Id
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]257

Staff alleges that, under the EV-DO standard, networks have at least one telephone handset
with a wireless receiver in a fully powered “normal” state and another telephone handset with a
wireless receiver in a powered-down “power-saving” state.®® In support of its contention, Staff

proffers, in part, the following testimony:

[

]259

57 Grob, Tr. 982-85.
28 SIB 87.
2%9 1X-124C (Wood Dep) at 43.
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2) Deposition of Brian Finnerty of Sprint Nextel:

[

]260

Qualcomm argues that the “connected state” and “idle state” under the EV-DO standard
differ from their proposed construction of the claim terms *normal” and “power saving” states,
respectively, because Qualcomm’s construction requires the wireless receiver of the terminal node
to be capable of receiving messages while in both the “normal” and “power saving” states, whereas
the EV-DO standard does not allow a terminal node to receive messages while in the “idle state.”?*!
Further, Qualcomm argues that because the EV-DO standard does not specify whether a particular
terminal node is immutably operating either the “normal” or “power saving” state, as required under
Qualcomm’s proposed construction, the EV-DO standard does not meet the limitations of “normal
or “power saving.”

Additionally, Qualcomm argues that the EV-DO standard does not meet the limitation of “a
second terminal node having a wireless receiver operable in a power saving state” recited in claim
1 or “a second terminal node operating in a second state in which attempts are made to minimize
power consumption by the wireless receiver” recited in independent claim 16.%* Qualcomm argues
that the EV-DO standard optionally allows, but does not require, a handset in the idle state to power
down its receiver.

First, the undersigned finds that the EV-DO standard requires networks to have, at some

260 7X-122C (Finnerty Dep) at 155.
%1 RIB 76.
262 RRB 47.
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point in time, at least one terminal node in a powered-up “normal” state in which a handset in a
connected state actively sends or receives voice or data files to the network, which is supported by
the deposition designations from David Wood at Alltel Corp. and Brian Finnerty at Sprint Nextel. 2

Secondly, the undersigned finds that certain manufacturers of EV-DO compliant handsets,
notably Samsung, LG and Motorola, utilize battery saving protocols in addition to the EV-DO
standard which meet the limitation of “a second terminal node having a wireless receiver operable
in a power saving state.””® The undersigned finds Matthew Grob’s testimony persuasive in
establishing that, while not required by the EV-DO standard to do so, at least some third party
networks follow a protocol in which handsets power down its receiver while the handset is in i:he

sleep state:

[

]265

The undersigned finds, however, that compliance with the EV-DO standard alone does not
necessarily result in a network that meets the limitation of “a second terminal node having a wireless
receiver operable in a power saving state” since Broadcom has failed to show that the EV-DO

standard requires use of a battery saving protocol.

263 See JX-124C (Wood Dep) at 43; JX-122C (Finnerty Dep) at 155.
264 See Grob, Tr. 983.
35 Grob, Tr. 981 (emphasis added).
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The undersigned rejects Qualcomm’s proposed construction that a wireless receiver must be
able to receive messages while in the “power saving” state. According to the claim construction set
forth by the undersigned, a terminal node in a “power saving” state is only required to be capable of
receiving beacons. Therefore, the fact that the EV-DO standard does not allow a terminal to receive
messages while in the idle state but does allow a terminal to receive “pages”, which is exemplary of
beacons, is consistent with the undersigned’s construction of “second terminal node having a
wireless receiver operable in a power saving state.”

With respect to Qualcomm’s argument that the EV-DO standard does not specify the
existence of two separate terminal nodes operating in either the “normal” or “power saving” state,
the undersigned has already determined that the immutable existence of two separate states is not
required under the undersigned’s construction of “normal” and “power saving” states. Moreover, the
depositions of | ] and Brian Finnerty from Sprint Nextel illustrate that,
irrespective of whether the EV-DO standard specifies such an existence, these networks have at any
given time at least one terminal node in a “connected state” and at least another terminal node in an
“idle state.”

ii) “access point that attempts to immediately
deliver messages destined for the first
terminal node”

Broadcom contends that the EV-DO standard meets this claim limitation because the EV-DO
standard requires the access point to immediately deliver a message addressed to a handset that is
in the connected state, which corresponds to a terminal node in a powered-up “normal” state.

Broadcom further argues that even when the first step of delivery involves placing the message into

a prioritized routing schedule, the attempt to immediately deliver starts when the message is placed
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into the routing schedule. As support, Broadcom cites to Mr. Grob and Dr. Nettleton’s testimony.**

Staff also cites Dr. Nettleton’s testimony in support of its contention that the EV-DO standard
requires the access point to immediately deliver messages to a terminal node that is in a connected
state, i.e., when traffic channels are opened to facilitate transmission between the handset and the
access point.”’ Thus, Staff argues that the limitation of “access point that attempts to immediately
deliver messages destined for the first terminal node” is met by the EV-DO standard.

Qualcomm argues that the EV-DO standard does not meet the limitation of “an access point
that attempts to immediately deliver messages destined for the terminal node” recited in claim 1
because the EV-DO standard does not require a message to be “immediately delivered.” Instead,
| Qualcomm argues that network carriers set their own prioritized routing schedule, deciding on their
own whether transmission of certain messages to certain handsets will be intentionally delayed 2®
Additionally, Qualcomm argues that Broadcom has failed to bring forth evidence proving that any
particular EV-DO network operating under its routing schedule meets the “immediately delivered”
limitation.

The undersigned finds that because the requirements of the EV-DO standard meet the
limitation of “attempts to immediately deliver messages destined for the first terminal node,” third
party networks that are compliant with the EV-DO standard necessarily meet that limitation as well.
According to the undersigned’s construction, “attempts to immediately deliver messages” does not
include acts by the network to intentionally delay transmission of a message. As summarized in Dr.

Nettleton’s testimony, the EV-DO standard requires the base station to try to immediately deliver

26 See Grob, Tr. 995-96; Nettleton, Tr. 2556-57; CX-1664C (Nettleton Direct) at 91-94.
%7 SIB 88 citing CX-1664C (Nettleton Direct) at 91-92.
%8 RRB 46.
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messages to an access terminal that is in the powered-up connected state:

That in the 1XEV-DO networks in which the MSM6500 chipset is especially adapted
to operate, access points will attempt to immediately deliver messages destined for
an MSM6500 enabled mobile phone when its wireless receiver is operating in the
normal state. Subscribers to 1xEV-DO networks who use the MSM6500 chipset in
their mobile phone, and thereby take beneficial advantage of the IXEV-DO network
access points, directly infringe this claim element.

[...]

As noted above, an access point is a network element that transmits and receives RF
signals. Terminal nodes are a final node or element in a communication network. In
contrast to a terminal node, an access point is not, therefore, a final node in a
communication network. As discussed in the claim construction section, an access
point that attempts to deliver messages immediately means that the access point
attempts to deliver messages for the first terminal at the first opportunity consistent
with the protocols utilized by the communication network.

Base stations operating on 1XxEV-DO networks meet this limitation with respect to
MSM6500 enabled mobile phones. This is demonstrated int he TIA-856 standard’s
discussion of the Default Connected State Protocol, which appears at pages
BCMITC000300397-000300405 of Exhibit CX-1671. As these passages require, if
a 1x-EV-DO base station transmits a first message to an MSM6500 enabled phone,
the base station and the phone transition to the Default Connected State Protocol. In
the Default Connected State, a traffic channel is opened between the mobile phone
and the base station. This traffic channel will remain open for a period of time after
completion of the transmission. If a second message is transmitted prior to the traffic
channel being closed, the transmission will occur “right away,” without any
handshaking between the access point and the terminal node. During the course of
the transmission of the first and second messages, the wireless receiver will remain
powered to receive the transmissions, and will not revert to the Default Idle State
Protocol. (CX-1671 at BCMITC000300000-301087).¢°

The undersigned rejects Qualcomm’s argument that the EV-DO standard does not meet the
“immediately deliver” limitation because a network carrier, not the EV-DO standard, determines
whether delivery of a message is intentionally delayed according to a prioritized routing schedule.

The claim limitation only requires atfempts be made to immediately deliver the message, and not that

269 CX-1664C (Nettleton Direct) at 91-92.
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the messages actually be delivered immediately. Therefore, even though Broadcom failed to show
that a particular EV-DO network which utilizes its particular priority routing schedule meets the
“immediately delivered” limitation, the portions of Dr. Nettleton’s testimony cited by Broadcom are
sufficient to show that the EV-DO standard alone meets the “immediately delivered” limitation.?”
Thus, the undersigned finds that networks compliant with the EV-DO standard will meet the
“immediately delivered” limitation because the requirements of the EV-DO standard itself meet that

limitation.

iii) “beacons that identify that a message
awaits delivery”

Broadcom and Staff argue that the limitation “beacons that identify that a message awaits
delivery” is met by the EV-DO standard, which requires the access point to send pages to a sleeping
access terminal in order to notify that a message awaits delivery.””! Specifically, Broadcom argues
that the paging messages sent to an access terminal in a sleeping state falls within the meaning of
“beacons.” Broadcom and Staff proffer the testimony of Mr. Grob, Dr. Nettleton, Dr. Proakis, and
Mr. Lee in support of its assertion that networks compliant with the EV-DO standard meet the
“beacons” limitations.””” Broadcom further argues that even if the paging message are not literally
covered by “beacons,” the limitation would be covered under the doctrine of equivalents.

Qualcomm argues that the pages used in the EV-DO standard do not meet the .“beacons”
limitation because the pages do not fall under its proposed construction of “beacons”, which is a

signal that identifies an available network to a terminal and also identifies that a message awaits

210 CX-1664C (Nettleton Direct) at 91-92.
211 CIB 97-99; SIB 88-89.
272 Grob. Tr. 986-89; CX-1664C (Nettleton Direct) at 95; RX-838C (Proakis Direct) at 17-18;

JX-32C (W. Lee Dep) at 83.
90



delivery.””

In light of the undersigned’s construction that the term “beacons” refers to any generic signal
without any additional limitations, the undersigned finds that the paging messages required by the
EV-DO standard that notify a sleeping access terminal that a message awaits delivery meet the
“beacons” limitation. Thus, the undersigned finds that any network compliant with the EV-DO
standard necessarily meets the “beacons” limitation. Broadcom’s argument that paging messages
are equivalent to “beacons” is moot in light of the undersigned’s finding that this term is literally
infringed.

Discussed below are the remaining claim elements which Broadcom and Staff assert as being
met by the EV-DO standard, and these assertions are uncontested by Qualcomm.

(b) Claim 1 (undisputed claim) “the second terminal
node synchronizes operation of its wireless receiver
to receive the beacons from the access point; and
the second terminal node determines from the
received beacons that it has a message awaiting
delivery and directs further operation of its
wireless receiver to receive the message”

As summarized above from Mr. Grob’s testimony, the EV-DO standard requires an access
point to transmit pages to an access terminal that is in the idle state in order to notify the terminal
that a message awaits delivery. Under the EV-DO standard, the access terminal monitors the control
channel at certain predetermined time slots to receive incoming pages from the access point. For

example, Sprint Nextel set its EV-DO network according |

1#"* Thus, the EV-DO standard meets the

273 RIB 77.
274 JX-122C (Finnerty Dep) at 111-13.
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limitation of “the second terminal node synchronizes operation of its wireless receiver to receive the
beacons from the access point” as construed by the undersigned. Accordingly, networks compliant
with the EV-DO standard also meet the “the second terminal node synchronizes operation of its
wireless receiver to receive the beacons from the access point” limitation.

Also summarized above from Mr. Grob’s testimony, is that the EV-DO standard requires the
access terminal to transition from the idle state to the connected state after receiving a page in order
to receive a voice or data transmission through a traffic channel. Thus, the EV-DO standard meets
the limitation of “directs further operation of its wireless receiver to receive the message” as
construed by the undersigned. Accordingly, networks compliant with the EV-DO standard also meet
the “directs further operation of its wireless receiver to receive the message” limitation.

In sum, the undersigned finds that the EV-DO standard alone does not meet all of the
limitations of claim 1 because the EV-DO standard does not require “a second terminal node having
a wireless receiver operable in a power saving state.” Broadcom has presented evidence sufficient
to show, however, that certain handset manufacturers, notably Samsung and LG, utilize a battery
saving protocol in addition to the EV-DO standard, and when employed together the resulting
network directly infringes the asserted claims. Therefore, the undersigned finds that certain EV-DO
networks, as actually operated by particular third-party carriers, do directly infringe the asserted
claims.

2) Broadcom failed to show that Qualcomm had the requisite
intent to induce infringement by others

In addition to proving direct infringement, Broadcom must show that Qualcomm intended

to induce third party carriers or its subscribers to infringe the asserted claims in order to prevail on
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atheory of induced infringement. Broadcom must bring forth evidence showing that Qualcomm did
more than induce others to practice the EV-DO standard because compliance with the requirements
of the EV-DO standard alone does not necessarily result in infringement of the asserted claims.
Afterreviewing the evidenée proffered by Broadcom and Staff, the undersigned finds that Broadcom
has not sufficiently met its burden in proving that Qualcomm had the requisite intent to induce others
to infringe.

Broadcom alleges that Qualcomm induced subscribers of EV-DO networks to infringe
through the following acts, including creation and promotion of the 1x EV-DO standard, promotion
of the 1x EV-DO standard to network carriers, promotion of services supported by the 1x EV-DO
standard to network subscribers, marketing and sale of the accused chipsets to mobile phone
manufacturers, promotion and sale of 1x EV-DO compatible chipsets to base station manufacturers;
and, development of design partnerships with 1x EV-DO network carriers, handset manufacturers,
and base station manufactures that involve system design to ongoing support technical field
support.?”

Staff alleges that Qualcomm induced infringement of the asserted claims through the
following acts including: urging and supporting development and adoption of networks that use the
1x EV-DO standard, partnering with handset manufacturers and network providers to ensure that the
function of certain features on the accused chipsets result in direct infringement of the asserted
claims, establishing partnerships with vendors during the design process of a new phone to ensure
that the accused chipsets are correctly designed into products, collaborating with network providers

to choose functions and features for mobile phone handsets, and providing support services to

%5 CIB 108-09.
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vendors and network providers.?”

After reviewing those portions of the record evidence proffered by Broadcom and Staff, the
undersigned finds that there is insufficient proof to show that Qualcomm intended to induce
infringement of the particular asserted claims. The undersigned finds that the above acts by
Qualcomm’s were directed towards complying with the EV-DO standard.””” As discussed above,
the undersigned found that compliance with the EV-DO standard itself does not necessarﬂy result
ininfringement of the asserted claims. Broadcom’s and Staff’s proffered evidence, particularly those
pertaining to Qualcomm’s design partnerships with third party carriers and handset manufacturers,
do not prove by a preponderance that Qualcomm’s acts were directed to anything more than assisting
and ensuring that the networks and handsets comply with the requirements of the EV-DO standard.*”®
Because the undersigned finds that Broadcom has failed to bring forth evidence demonstrating that
Qualcomm exhibited the requisite intent, the undersigned accordingly finds that Broadcom has not
established its prima facie case of induced infringement.

c. Contributory Infringement

Broadcom alleges, through one cursory sentence, that Qualcomm contributed to infringement

of the asserted claims by others.?”

Qualcomm and Staff contend that Broadcom failed to set forth any substantive arguments

276 SIB 89-91.

277 Spe Grob, Tr. 996-99, 1003-04, 1011, 1021-22; JX-122C (Finnerty Dep) at 79-80, 84-87;
RX-838C (Proakis Direct) at 16.

278 See Grob, Tr. 1002-04; JX-122C (Finnerty Dep) at 80, 82-85; CX-1675C (Press Release)

at BMITC314212; RX-838C (Proakis Direct) at 16.
7 CIB 108-09, particularly at 108 (“Qualcomm also has induced and contributed to infringement of the
‘311 patent by others, including EV-DO network subscribers.”) ’
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advocating contributory infringement.* In particulai‘, Qualcomm argues that Broadcom has failed
to show that the accused chips have no substantial non-infringing uses, as is required under Alloc
v. IT.C*®

A seller of a component of an infringing product can be held liable for contributory
infringement under 35 U.S.C. §271(c) if: (1) there is an act of direct infringement by another person;
(2) the accused contributory infringer knows its component is included in a combination that is
patented and infringing; and (3) there are no substantial non-infringing uses for the accused
component part.??

Although Broadcom has presented arguments to establish that certain carriers or subscribers
make, use, or sell a network that directly infringes the asserted claims (such as LG and Samsung, as
discussed above in the induced infringement section), Broadcom has not presented arguments or
proffered any evidence to establish that Qualcomm knew or should have known that the accused
chipsets are incorporated into handsets that are used on a network that infringes the asserted claims
or that there are no substantial non-infringing uses for the accused chipsets. Accordingly, the’
undersigned accordingly finds that Broadcom has not established its prima facie case of contributory
infringement.

C. Domestic Industry

1. Economic Prong

The undersigned has previously granted Broadcom’s motion for partial summary

28 SRB 40; RRB 50.
2 Alloc, Inc. v. U.S. Int’l Trade Comm’n, 342 F.3d 1361, 1374 (Fed. Cir. 2003) (“4lloc”™).
282 Id
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determination that economic prong was satisfied for all of the asserted patents.?®?

2. Technical Prong

Broadcom and Staff agree that Broadcom practices claim 1 of the ‘311 patent. Broadcom
further asserts that it also practices claims 2-4, 7, 13, and 14 of the ‘311 patent. Qualcomm and Staff
do not dispute Broadcom’s assertions advocating satisfaction of technical prong.

The undersigned finds that Broadcom's network testing of its wireless LAN products to
ensure conformity to the IEEE 802.11 standards meets the limitations of claim 1.2** As supported
by the direct testimony of Mr. Hayes and summarized by Staff, Broadcom’s testing of an IEEE
802.11 communication network employs [ ] In this test

network, some of the LAN products contain Broadcom BM4317 chips that have [

28 See Order No. 19 (January 24, 2006).
28 CX-1338C (Hayes Direct) at 5-6.
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]
D. Validity
1. Ordinary Skill in the Art
Broadcom asserts that a person of ordinary skill in the art with regard to the 311 patent
would have a Bachelor’s degree in electrical engineering with a few years of experience in wireless
telecommunications.?®* Qualcomm asserts that a person of ordinary skill in the art with regard to the
‘311 patent would have: 1) a Bachelor’s degree in electrical éngineering with 5-7 years work
experience directly related tot he design, implementation and programming of radio communication
devices in the telecommunications industry, 2) a Master’s degree in electrical engineering with a
specialty in communications and two years work experience directly related to radio communications
in the telecommunications industry, or 3) a Ph.D. in electrical engineering with a specialty in
telecommunicati(.)ns.286 The undersigned finds that Qualcomm has not provided any justification for
~ proposing such a high level of skill in the art and the undersigned finds that a person of ordinary skill
in the art has a Bachelor’s degree in electrical engineering with a few years of experience in wireless
telecommunications.
2. | Anticipation
a. Mobitex Terminal Specification.

Qualcomm asserts that the Mobitex Terminal Specification (“MTS”, corresponding to RX-

285 CX-1664C (Nettleton Direct) at 7. Staff agrees. SIB 58.
2% See RX-838C (Proakis Direct) at 52; Proakis, Tr. 2199-2201.
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336) and its addeﬁdum battery saving protocol (“MTS Addendum”, corresponding to RX-337;
jointly referred herein as the “MTS documents™) anticipates all of the asserted claims under § 35
U.S.C. 102(a) and 102(b).

First, Broadcom and Staff contend that the MTS documents are not prior art because they
were subject to confidentiality restrictions and therefore, do not qualify as “printed publications.”?*
Secondly, Broadcom argues that even if the MTS documents do qualify as prior art, they fail to
disclose a “wireless receiver operable in anormal state,” “wireless receiver operable in power saving
state,” or “a terminal node synchronizes operation of its wireless receiver” limitations because the
MTS documents do not explicitly or inherently disclose operations of a wireless receiver.?®

Specifically, Broadcom argues that the MTS documents were subject to confidentiality
restrictions based on the following disclosure in the MTS specification:

Numbered copies of this specification will be issued on request to the above.

Revision material will be periodically issued and sent to each registered holder of the
specification.

Transfer of a numbered specification within a company should be reported to Cantel
at the above address so revision material will be sent to the proper person. Copies
made of this specification must be internally controlled since revision material
will only be sent to registered holders of the specification. Copies may not be
distributed outside the organization to which the specification was originally
issued.?®

Broadcom further points to the following deposition designations of Erik Sundstrom from Mobitex:

[

287 CIB 134-37, SIB 123.
288 CIB 137 (emphasis in original).
% RX-~336 (MTS specification) at QBB567802 (emphasis added).
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]290

Qualcomm argues that the disclosure in the MTS specification demonstrates that the MTS
documents would have been issued to anyone requesting it and therefore, it is not subject to any
confidentiality restrictions. Further, Qualcomm cites to the testimony of Mr. Fraser, the author of
the above text, in which he states that his intent in writing the above text was to try to maintain
organization of addendums to the protocol.®®® As further corroboration that the MTS documents
were available to anyone who requested it, Qualcomm cites the following deposition designations

of Sten Sjoberg from Ericsson:

[

292

]293

Qualcomm further cites the following deposition designations of Roger Schultz from Velocita

20 1X-77C (Sundstrom Dep) at 50-51.
21 Fraser, Tr. 1305.

292 7X-76C (Sjoberg Dep) at 12-13.

23 JX-76C (Sjoberg Dep) at 48-49.
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Wireless:

[

]294

Lastly, Qualcomm cites the following deposition designations of Erik Sundstrom from Mobitex:

[

]295

(
The undersigned finds that Qualcomm has not shown, by clear and convincing evidence, that the

MTS documents were “publicly accessible.” Irrespective of his desire to organize addendums to the
MTS, Mr. Fraser admitted he limited access of the MTS to certain people to prevent it from being

“sent to anybody who requested them™:
Q. And you wrote that specifically; correct?

A. Yes. At the time, things were really quite disorganized. The specifications
were basically being sent to anybody who requested them. So [ was trying
to force a protocol so that I could maintain a way of adding addendums to
these specifications.**®

24 JX-75C.(Schultz Dep) at 41-42 (objections omitted).
2% JX-77C (Sundstrom Dep) at 22 (objection omitted).
2% Fraser, Tr. 1305 (emphasis added).
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Q. And this one, when you sent it out, you said, quote, “Copies may not be
distributed outside the organization to which the specification was originally
issued.” Correct? '

A. That’s because I wanted to maintain some control over who had a copy,
so that I could update it in the future.”’

The undersigned finds that Qualcomm’s citations to the depositions of Sten Sjoberg, Erik
Sundstrom, and Roger Schultz do not sufficiently refute the testimony of Mr. Fraser, the person who
controlled dissemination of the MTS documents and who wrote the restriction provisions on the

| MTS documents. First, the above cited designations from Sten Sjoberg’s deposition do not clearly
establish exactly whether the referred “timeframe” refers to a time period that precedes the priority
date of the ‘311 patent. Secondly, when asked whether confidentiality restrictions were placed on
the MTS documents, both Erik Sundstrom and Roger Schultz did not say no but instead, said that
they weren’t aware of any. Weighing all of the proffered evidence in sum, the undersigned finds that
Qualcomm has failed to prove by clear and convincing evidence that the MTS documents were
“publicly accessible,” therefore, it is not considered “prior art” and cannot anticipate the ‘311 patent.
b. GSM Technical Specification

Qualcomm asserts that the Global System for Mobile Communications (“GSM”) standard
is prior art to the ‘311 patent. According to Qualcomm, the GSM standard is a single standard
composed of many technical specifications that are worked out in subcommittees with special
interest in each area. Qualcomm asserts that the specifications relevant to the ‘311 patent include:

RX-476 (GSM 03.13), RX-477 (GSM 04.08), RX-654 (GSM 05.01), and RX-465 (GSM 05.02),

#7 Fraser, Tr. 1305-06 (emphasis added).
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which were all part of the “Phase 1” release that was published by October 1, 1990.® Qualcomm
argues that, “[t]he fact that the subparts of the GSM standard are not given consecutive page
numbers or bound together does not mean that they are not part of a single published standard.”**

Broadcom asserts that the GSM specification does not anticipate the ‘311 patent because Dr.
Proakis’ anticipation analysis relied on four versions of the GSM technical specifications, which
were not publicly available before October 1991 and were not implemented in any network in the
United States until the late 1990s, along with additional arguments as to the limitations in the
claims.*®

Staff asserts that Qualcomm has failed to show, by clear and convincing evidence, that the
GSM technical specification anticipates the asserted claims of the 311 patent.*®" Staff also asserts
that Qualcomm has failed to allege that the entire Phase 1 release of the GSM standard was available
as prior art, or that Qualcomm has provided any legal authority or rationale for considering these four
particular technical specifica