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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN OPTICAL DISK CONTROLLER CHIPS " Inv. No. 337-TA-506 |
AND CHIPSETS AND PRODUCTS CONTAINING
SAME, INCLUDING DVD PLAYERS AND PC OPTICAL
STORAGE DEVICES

AN N NI N )

NOTICE OF COMMISSION DETERMINATION TO RESCIND REMEDIAL ORDERS
AGENCY: U.S. intemational Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to rescind the remedial orders issued in the above-captioned investigation.

FOR FURTHER INFORMATION CONTACT: Clara Kuehn, Esq., Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 205-3012. Copies of the Commission orders, the Commission opinion in
support thereof, and all other nonconfidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone 202-205-2000. '

General information concerning the Commission may also be obtained by accessing its
Internet server (http://www.usitc.gov). The public record for this investigation may be viewed on
the Commission's electronic docket (EDIS-ON-LINE) at http://edis.usitc.gov. Hearing-impaired
persons are advised that information on this matter can be obtained by contacting the
Commission’s TDD terminal on 202-205-1810.

SUPPLEMENTARY INFORMATION:

The Commission instituted this investigation on April 14, 2004, based on a complaint filed
on behalf of Zoran Corporation (“Zoran”) and Oak Technology, Inc. (“Oak”) both of Sunnyvale,
California (collectively “‘complainants™). 69 Fed. Reg. 19876. The complaint, as supplemented,
alleged violations of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, in the
importation into the United States, the sale for importation, and the sale within the United States
after importation of certain optical disk controller chips and chipsets and products containing
same, including DVD players and PC optical storage devices, by reason of infringement of



claims 1-12 of us. Patent No. 6,466,736 (“the ‘736 patent™), claims 1-3 of U.S. 'Patent No.
6,584,527 (“the ‘527 patent”), and claims 1-35-of U.S. Patent No. 6,546,440 (“the ‘440 patent”).
Id.

The notice of investigation identified 12 respondents. 69 Fed. Reg. 19876. On June 7,
-2004, the presiding administrative law judge (“ALJ”) issued an initial determination (“ID”")
(Order No. 5) terminating the investigation as to two respondents on the basis of a consent order
and settlement agreement. On June 22, 2004, the ALJ issued an ID (Order No. 7) granting
complainants’ motion to amend the complaint and notice of investigation to add nine additional
respondents. Those IDs were not reviewed by the Commission.

On December 22, 2004, the ALI issued an ID (Order No. 33) granting complainants’
motion to terminate the investigation in part with respect to claims 2—6 and 8-11 of the ‘736
patent and claims 24, 6,9, 11, 12, 15-18, 20, and 22-35 of the ‘440 patent. On January 28,
2005, the ALJ issued an ID (Order No. 37) granting complainants’ motion to terminate the
~ investigation in part with respect to claim 12 of the ‘736 patent. Neither ID was reviewed by the
Commission. Thus, at the time that Order No. 37 issued, the claims remaining for determination
on the merits were claims 1.and 7 of the ‘736 patent; claims 1, 5 7, 8,10, 13, 14, 19, and 21 of
the. ‘440 patent; and claims 1-3 of the ‘527 patent.

An eight-day evidentiary hearing was held on February 7-12, and 14-15, 2005.

On May 16, 2005, the ALJ issued his final ID, findings of fact and conclusions of law,
and recommended determination on remedy and bonding. The ALJ concluded that there was'a
violation of section 337 based on his findings that: (a) the accused products infringe claim 3 of
the ‘527 patent, (b) the ‘527 patent is not unenforceable, (c) claim 3 of the ‘527 patent is not
invalid, and (d) complainants have satisfied the domestic industry requirement with respect to the
‘527 patent. Although the ALJ found that the other asserted claims of the ‘527 patent (claims 1
and 2) are not invalid, he found that the accused products do not infringe those claims. The ALJ
found no violation with respect to the other patents in issue. He found that the accused products
do not infringe any asserted claim of the ‘440 or ‘736 patents and that complainants have not
satisfied the domestic industry requirement with respect to those patents. He also found that the
asserted claims of the ‘440 and ‘736 patents are not invalid and that those patents are not
unenforceable.

On May 27, 2005, complainants and nineteen respondents each petitioned for review of
portions of the final ID. On July 19, 2005, the Commission determined to review the ID in part.
70 Fed. Reg. 42589-91. Specifically, the Commission determined to review the ID’s findings of
fact and conclusions of law with respect to the ‘527 and ‘440 patents. Id. The Commission
determined not to review the ID’s findings of fact and conclusions of law with respect to the ‘736
patent, thereby adopting them. Id.. Accordmgly, the Commission found no violation of section
337 with respect to the “736 patent. Id. The Commission also determined to review and modify
the ID to clarify that respondents accused of infringing only the asserted claims of the ‘736 patent
(viz., respondents Audiovox Corporation; Initial Technology, Inc.; Mintek Digital, Inc.; Shinco
International AV Co., Ltd.; Changzhou Shinco Digital Technology Co., Ltd.; Jiangsu Shinco
Electronic Group Co., Ltd.; Terapin Technology Pte., Ltd. [formerly known as Teraoptix d/b/a
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Terapin Technology] of Singapore; and Terapin Technology U.S. [formerly also known as
Teraoptix]) are not in violation of section 337. Id.

On review, the Commission determined that there was a violation of section 337 asto
claim 3 of the ‘527 patent, but no violation of the statute as to the remaining claims in issue of
the ‘527 patent (viz., claims 1 and 2) and no violation as to the claims in issue of the ‘440 patent
(viz., claims 1, 5,7, 8, 10, 13, 14, 19, and 21). 70 Fed. Reg. 57620. On September 28, 2005, the .
Commission determined that the appropriate form of relief is a limited exclusion order
prohibiting the unlicensed entry of chips or chipsets covered by claim 3 of the ‘527 patent
manufactured abroad or imported by or on behalf of MediaTek, Inc. of Hsin-Chu City, Taiwan,
and optical storage devices containing such covered chips or chipsets that are manufactured
abroad or imported by or on behalf of Artronix Technology, Inc. of Brea, California; ASUSTek
Computer, Inc. of Taipei, Taiwan; ASUS Computer International of Fremont, California; MSI
Computer Corporation of City of Industry, California; TEAC America Inc. of Montebello,
California; EPO Science and Technology, Inc. of Taipei, Taiwan; LITE-ON Information
Technology Corp. of Taipei, Taiwan; Micro-Star International Co., Ltd. of Taipei Hsien, Taiwan;
TEAC Corp. of Tokyo, Japan; or Ultima Electronics Corp. of Taipei Hsien, Taiwan (collectively,
with MediaTek, Inc. “respondents™). Id. The Commission also determined to issue cease and
desist orders directed to Artronix Technology, Inc.; ASUSTek Computer, Inc.; ASUS Computer
International; MSI Computer Corporation; TEAC America Inc.; EPO Science and Technology,
Inc.; and LITE-ON Information Technology Corp. Id.

On February 10, 2006, complainants Zoran and Oak and respondent MediaTek filed,
pursuant to 19 U.S.C. § 1337(k) and Commission rule 210.76(a) (19 C.F.R. § 210.76(a)), a joint
petition for rescission of the limited exclusion order and the cease and desist orders issued in the
investigation based on a settlement agreement that resolves the underlying dispute between all of
the parties, including all of the other respondents. On February 22, 2006, the Commission
investigative attorney filed a response supporting the joint petition.

Having reviewed the parties’ submissions, the Commission has determined that the
settlement agreement satisfies the requirement of Commission rule 210.76(a)(1), 19 C.F.R.
§ 210.76(a)(1), for changed conditions of fact or law. The Commission therefore has issued an
order rescinding the remedial orders previously issued in this investigation.

This action is taken under the authority of section 337 of the Tariff Act of 1930 (19 ‘
U.S.C. § 1337) and section 210.76(a)(1) of the Commission’s Rules of Practice and Procedure
(19 C.F.R. § 210.76(a)(1)).

By order of the Commission.

Issued: March 17, 2006






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN OPTICAL DISK CONTROLLER CHIPS " Inv. No. 337-TA-506 |
AND CHIPSETS AND PRODUCTS CONTAINING
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ORDER

The Commission instituted this investigation on April 14, 2004, based on a cdmplaint
filed on behalf of Zoran Corporation (‘;Zoran”) and Oak Technology, Inc. (“Oak”) both of
Sunnyvale, Ca]ifomia (collectively “complainants™). 69 Fed. Reg. 19876. The compiaint, as
suﬁplementeq, alleged violations of section 337 of the Tariff Act of 1930 in the importation into
the United States, the sale for importation, and the sale within the United States after importation
of certain optical disk controller chibs and chipsets and products containing same, including
DVD players and PC optical storage devices, by reason of infringement of certain claims of U.S.
Patent Nos. 6,466,736 (“the ‘736 pétent”); 6,584,527 (“the ‘_527 patent”); and 6,546,440 (“the
‘440 patent™). Id. | |

On May 16, 2005, the presiding admini‘strative law judge (“ALJ”) issued his final inifial
determination (“ID”) finding a violation of section 337 with respect to the ‘527 patent, but no
violation with respect to the “736 and ‘440 patents. |

On July 19, 2005, the Commivssioﬁ determined to review the ID’s findings of fact»and

conclusions of law with respecf to the ‘527 and ‘440 patents. 70 Fed. Reg. 42589-91. The



Commission determined not to review the ID’s findings of fact and conclusions ef law with
respecf to the ‘736 patent, thereby adopting them. /d. Accordingly, the Corﬁmission found no
viblation of section 337 witﬁ respect to the 736 pateﬁtv. 1d |

On review, the Comnﬁssion determined that there-is a violation of section 337 as to claim
3 of the ‘527 patent, but no violation of the statute as to the remaining claims in issue of the ‘527
patent (viz., claims 1 and 2) and no violation és to the elaims in issue of the ‘440 patent (viz.,
claims 1, 5; 7,8,10, 13, 14, 19, and 21); 70 Fed. Reg. 57620. On September 28, 2005, the
Commission issued a limited exclusion order prohibiting the unlicensed entry of chips or chipsets
covered by claim 3 of the ‘527 patent manufactured abroad or imported by or on behalf of
respondent MediaTek, Inc., and optical storage devices coﬁtaining such covered chips or chipsets
that are manufactured abroad or imported by or on behalf of respondents Artronix chhnology,
Inc; ASUSTek Computer, Inc.; ASUS Compﬁter International; MSI Computer Corporation;
TEAC Americe Inc.; EPO Science and Technology, Inc.; LITE-ON Information Technology
Corp.; Micro—Star‘ International‘ Co., Ltd.; TEAC Corp.; or Ultima Electronics Corp (collectively,
with MediaTek, Inc. “respondents”). Id. The Commission also determined to issue cease and
desist orders directed to Artronix Technology, Inc.; ASUSTek Computer, Inc.; AS.US Computer
International; MSI Computer Corporation; TEAC America Inc.; EPO Science and Technology,
Inc.; and LITE-ON Information Teehno]ogy Cerp. Id.

Qn February 10, 2006, complainants Zoran and QOak and respondent MediaTek filed,
pursuant to 19 U.S.C. § l337(k) and Commission rule 210.76(a) (19 C.F.R. § 210.76_(3)), ajoint
pet_ition for rescission of the limited exclusion order and the cease and desist orders issued in the

investigation on the basis of a settlement agreement that resolves the underlying dispute between



all of the partiéé, including ail of the other respondents. On February 22, 2006, the Commission
investigative attorney filed a response supporting the joint petition. | |

Having reviewed the parties’ submissions, thé Commission has determined ihat the
settlement agreement satisfies the rcquiremeﬁt of Commiésion rule 210.76(a)(1), 19 C.FR.
§ 210.76(a)(1), for changed cpnditions of fact or law. The Commission therefore has determined
to rescind the remedial orders previously issued in thi§ investigation.

Acéordingly, the Commission hereby ORDERS that:

1. The joint petition for rescission of the limited exclusion order and the cease and
desist orders previously issued in this investigation is granted.

2. The Secretary shall serve copies of this Order upon each party of record in this
investigation and the Secretary of the Treasury.

b bOIt ) i ':

to the Comm1ssxon

By Order of the Commission.

Issued: March 17, 2006



CERTAIN OPTICAL DISK CONTROLLER CHIPS AND CHIPSETS 337-TA-506
AND PRODUCTS CONTAINING SAME, INCLUDING DVD PLAYERS
AND OPTICAL STORAGE DEVICES

CONFIDENTIAL CERTIFICATE OF SERVICE
I, Marilyn R. Abbott, hereby certify that the attached NOTICE OF COMMISSION DETERMINATION TO

RESCIND REMEDIAL ORDERS was served upon the Commission Investigative Attorney, Karen Norton, Esq., and
all parties via first class mail and air mail on March 17, 2006.

Washington, DC 20436

ON BEHALF OF COMPLAINANT ZORAN ON BEHALF OF TEAC CORPORATION AND
CORPORATION AND OAK TECHNOLOGY, TEAC AMERICA, INC.:
INC.: .
Mark S. Zolno, Esq.
John Allcock, Esq. KATTEN MUCHIN ZAVIS ROSENMAN
Mark Fowler, Esq. 525 West Monroe Street
DLA PIPER RUDNICK GRAY CARY USLLP Suite 1600
2000 University Avenue Chicago, Illinois 60661-3693
East Palo Alto, CA 94303 ON BEHALF OF ASUSTEK COMPUTER. INC.;
P-650-833-2113 CREATIVE TECHNOLOGY, LTD.; CREATIVE
F-650-833-2001 LABS, INC.; JIANGSU SHINCO ELECTRONIC
GROUP CO., LTD.; LITE-ON INFORMATION
Stanley J. Panikowski, Esq. TECHNOLOGY CORPORATION; MEDIA TEK,
DLA PIPER RUDNICK GRAY CARY USLLP INC.; MINTEK DIGITAL; SHINCO!
401 B Street INTERNATIONAL AV CO., LTD.;: TEAC
Suite 1700 CORPORATION; TEAC AMERICA, INC.;
San Diego, CA 92101-4297 TERAPIN TECHNOLOGY CORPORATION
P-619-699-2643 AND TERAPIN TECHNOLOGY:
F-619-699-2701
Michael A. Ladra, Esq.
Linda M. Weinberg, Esq. James C. Otteson, Esq.
DLA PIPER RUDNICK GRAY CARY USLLP WILSON SONSINI GOODRICH & ROSATI
1200 Nineteenth Street, N.W. 650 Page Mill Road
Washington, D.C. 20036-2412 Palo Alto, CA 94306
P-202-861-6673 _ P-650-493-9300
F-202-223-2085 F-650-493-6811
Smith R. Brittingham IV, Esq. ON BEHALF OF MEDIA TEC, INC.:
Elizabeth A. Niemeyer, Esq.
FINNEGAN, HENDERSON, FARABOW, William H. Wright, Esq.
GARRETT & DUNNER LLP HOGAN AND HARTSON LLP
901 New York Avenue, NW 500 South Grand Avenue
Washington, DC 20001-4413 Los Angeles, CA 90071

P-202-408-4000
F-202-408-4400



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN OPTICAL DISK CONTROLLER CHIPS Inv. No. 337-T.§§SO&;;
AND CHIPSETS AND PRODUCTS CONTAINING
SAME, INCLUDING DVD PLAYERS AND PC OPTICAL
STORAGE DEVICES

' o o = N N N

NOTICE OF FINAL DETERMINATION; ISSUANCE OF LIMITED EXCLUSION
ORDER AND CEASE AND DESIST ORDERS; TERMINATION OF INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has found a
violation of section 337 of the Tariff Act of 1930 (19 U.S.C. § 337) based on the infringement of
one asserted claim of one asserted patent and has issued a limited exclusion order and cease and
desist orders in the above-captioned investigation.

FOR FURTHER INFORMATION CONTACT: Clara Kuehn, Esq., Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 205-3012. Copies of the Commission orders, the Commission opinion in
support thereof, and all other nonconfidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone 202-205-2000.

General information concerning the Commission may also be obtained by accessing its
Internet server (http://www.usitc.gov). The public record for this investigation may be viewed on
the Commission's electronic docket (EDIS-ON-LINE) at http.//edis.usitc.gov. Hearing-impaired
persons are advised that information on this matter can be obtained by contacting the
Commission’s TDD terminal on 202-205-1810.

SUPPLEMENTARY INFORMATION:

The Commission instituted this investigation on April 14, 2004, based on a complaint filed
on behalf of Zoran Corporation and Oak Technology, Inc. both of Sunnyvale, CA (collectively
“complainants”). 69 Fed. Reg. 19876. The complaint, as supplemented, alleged violations of
section 337 of the Tariff Act of 1930 in the importation into the United States, the sale for



importation, and the sale within the United States after importation of certain optical disk
controller chips and chipsets and products containing same, including DVD players and PC
optical storage devices, by reason of infringement of claims 1-12 of U.S. Patent No. 6,466,736
(the ‘736 patent), claims 1-3 of U.S. Patent No. 6,584,527 (the ‘527 patent), and claims 1-35 of
U.S. Patent No. 6,546,440 (the ‘440 patent). Id

The notice of investigation identified 12 respondents. 69 Fed. Reg. 19876. On June 7,
2004, the ALJ issued an ID (Order No. 5) terminating the investigation as to two respondents on
the basis of a consent order and settlement agreement. On June 22, 2004, the ALJ issued an ID
(Order No. 7) granting complainants’ motion to amend the complaint and notice of investigation
to add nine additional respondents. Those IDs were not reviewed by the Commission.

On December 22, 2004, the ALJ issued an ID (Order No. 33) granting complainants’
motion to terminate the investigation in part with respect to claims 2—6, 8—10, and 11 of the ‘736
patent and claims 24, 6, 9, 11, 12, 15-18, 20, 22-34, and 35 of the ‘440 patent. On January 28,
2005, the ALJ issued an ID (Order No. 37) granting complainants’ motion to terminate the
investigation in part with respect to claim 12 of the ‘736 patent. Neither ID was reviewed by the
Commission. Thus, at the time that Order No. 37 issued, the claims remaining for determination
on the merits were claims 1 and 7 of the ‘736 patent; claims 1, 5, 7, 8, 10, 13, 14, 19, and 21 of
the ‘440 patent; and claims 1, 2, and 3 of the ‘527 patent.

An eight-day evidentiary hearing was held on February 7—-12, and 14-15, 2005.

On May 16, 2005, the ALJ issued his final ID, findings of fact and conclusions of law,
and recommended determination on remedy and bonding. The ALJ concluded that there was a
violation of section 337 based on his findings that (a) the accused products infringe claim 3 of
the €527 patent, (b) the ‘527 patent is not unenforceable, (c) claim 3 of the ‘527 patent is not
invalid, and (d) complainants have satisfied the domestic industry requirement with respect to the
‘527 patent. Although the ALJ found that the other asserted claims of the ‘527 patent (claims 1
and 2) are not invalid, he found that the accused products do not infringe those claims. The ALJ
found no violation with respect to the other patents in issue. He found that the accused products
do not infringe any asserted claim of the ‘440 or ‘736 patents and that complainants have not
satisfied the domestic industry requirement with respect to those patents. He also found that the
asserted claims of the ‘440 and ‘736 patents are not invalid and that those patents are not
unenforceable.

On May 27, 2005, complainants and respondents each petitioned for review of portions of
the final ID. On June 6, 2005, complainants, respondents, and the IA filed responses to the
petitions for review.

On July 19, 2005, the Commission determined to review the ID in part. 70 Fed.
Reg. 42589-91. Specifically, the Commission determined to review the ID’s findings of fact and
conclusions of law with respect to the ‘527 and ‘440 patents. Jd. The Commission determined
not to review the ID’s findings of fact and conclusions of law with respect to the 736 patent,
thereby adopting them. Id Accordingly, the Commission found no violation of section 337 with
respect to the ‘736 patent. /d. The Commission also determined to review and modify the ID to
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clarify that respondents accused of infringing only the asserted claims of the 736 patent (viz.,
respondents Audiovox Corporation; Initial Technology, Inc.; Mintek Digital, Inc.; Shinco
International AV Co., Ltd.; Changzhou Shinco Digital Technology Co., Ltd.; Jiangsu Shinco
Electronic Group Co., Ltd.; Terapin Technology Pte., Ltd. [formerly known as Teraoptix d/b/a
Terapin Technology] of Singapore; and Terapin Technology U.S. [formerly also known as
Teraoptix]) are not in violation of Section 337. Id.

In its notice of review, the Commission invited the parties to file written submissions on
the issues under review, posed briefing questions for the parties to answer, and invited interested
persons to file written submissions on the issues of remedy, the public interest, and bonding. Id.

All parties filed initial submissions on August 1, 2005. Also on August 1, 2005,
respondents filed a letter requesting clarification of the scope of briefing question 3(a) in the
Commission’s notice of review, and permission to brief new issues not previously raised. On
August 8, 2005, all parties filed reply submissions.

The Commission has determined to deny respondents’ August 1, 2005, letter request for
permission to brief new issues that were not previously raised, and respondents’ August 8, 2005,
request under 19 C.F.R. § 210.45(a).

Having examined the record in this investigation, including the submissions and
responses thereto, the Commission has determined that there is a violation of section 337 as to
claim 3 of the ‘527 patent, but no violation of the statute as to the remaining claims in issue of
the ‘527 patent (viz., claims 1 and 2) and no violation as to the claims in issue of the ‘440 patent
(viz., claims 1, 5, 7, 8, 10, 13, 14, 19, and 21).

The Commission has determined that respondents waived their arguments (1) that the
asserted claims are invalid under 35 U.S.C. § 102(f) for non-joinder of Western Digital engineers
other than Shishir Shah and (2) concerning the respective dates of reduction to practice for
Western Digital’s HISIDE chip and the claims of the ‘440 and ‘527 patents.

The Commission has determined to adopt the ID with the following modifications and
exceptions. The Commission has determined to modify the ID’s construction of “controller” to
reflect that, although the limitation “optical drive controller” means “a device or group of devices
to control data communications between a host computer and the optical disk drive electronics”
(ID at 80), configurations wherein a “controller requires a translator card or other intervening
circuitry between the controller and the IDE bus to translate or manipulate command data” were
disclaimed during prosecution. The Commission has determined to affirm the balance of the
ID’s claim construction.

The Commission has determined to vacate the ID’s finding that there is a conception date
of the asserted claims of the ‘527 and ‘440 patents at least by April 21, 1993, (see ID at 129 n.45,
142), and has further determined to vacate the statement (ID at 142) that expressly relies on the
April 21, 1993, conception date to make an alternate finding, viz., “[e]ven assuming that
conception of a transport mechanism that attached a CD-ROM drive to an IDE/ATA bus was
relevant, there is no contemporaneous documentation showing conception in December 1992 or a



coriception even before the April 1993 conception of the claimed inventions in issue.”

The Commission has determined to vacate the ALJ’s infringement findings with respect
to the MT1528, MT1558, and MT1668 because the record does not support such findings.

The Commission has determined to clarify that complainants met the economic prong of
the domestic industry requirement based on “substantial investment” in “engineering, research
and development,” rather than through licensing. The Commission has also determined to
correct certain typographical errors on pages 75-76, 129, and 156 of the ID.

The Commission also made determinations on the issues of remedy, the public interest,
and bonding. The Commission determined that the appropriate form of relief is a limited
exclusion order prohibiting the unlicensed entry of chips or chipsets covered by claim 3 of U.S.
Patent No. 6,584,527 manufactured abroad or imported by or on behalf of Mediatek, Inc. of
Hsin-Chu City, Taiwan, and optical storage devices containing such covered chips or chipsets
that are manufactured abroad or imported by or on behalf of Artronix Technology, Inc. of Brea,
CA; ASUSTek Computer, Inc. of Taipei, Taiwan; ASUS Computer International of Fremont,
CA; MSI Computer Corporation of City of Industry, CA; TEAC America Inc. of Montebello,
CA; EPO Science and Technology, Inc. of Taipei, Taiwan; LITE-ON Information Technology
Corp. of Taipei, Taiwan; Micro-Star International Co., Ltd. of Taipei Hsien, Taiwan; TEAC
Corp. of Tokyo, Japan; or Ultima Electronics Corp. of Taipei Hsien, Taiwan. The Commission
has also determined to issue cease and desist orders directed to Artronix Technology, Inc.;
ASUSTek Computer, Inc.; ASUS Computer International; MSI Computer Corporation; TEAC
America Inc.; EPO Science and Technology, Inc.; and LITE-ON Information Technology Corp.

The Commission also determined that the public interest factors enumerated in 19 U.S.C.
§ 1337(d) and (f) do not preclude issuance of the remedial orders, and that the bond during the
Presidential period of review shall be set at 100 percent of the entered value for any covered
chips or chipsets and $4.43 per unit for any optical storage device containing covered chips or
chipsets.

The authority for the Commission's determinations is contained in section 337 of the Tariff
Act of 1930, as amended (19 U.S.C. § 1337), and in sections 210.45 - 210.51 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. §§ 210.45 - 210.51).

By order of the Commission.

Y.
Marilyn R. A
Secretary ts

: ¢ Commission
Issued: September 28, 2005



CERTAIN OPTICAL DISK CONTROLLER CHIPS AND CHIPSETS 337-TA-506
AND PRODUCTS CONTAINING SAME, INCLUDING DVD PLAYERS

AND OPTICAL STORAGE DEVICES

PUBLIC CERTIFICATE OF SERVICE

I, Marilyn R. Abbott, hereby certify that the attached NOTICE OF FINAL DETERMINATION;
ISSUANCE OF LIMITED EXCLUSION ORDER AND CEASE AND DESIST ORDERS;
TERMINATION OF INVESTIGATION was served upon the Commission Investigative Attorney,
‘Karen Norton, Esq., and all parties via first class mail and air mail on September 28, 2005.

ON BEHALF OF COMPLAINTANT
ZORAN CORPORATION AND OAK
TECHNOLOGY, INC.:

John Allcock, Esq.

Mark Fowler, Esq.

Gray Cary Ware & Freidenrich LLP
2000 University Avenue

East Palo Alto, CA 94303

- Smith R. Brittingham IV
Elizabeth A. Niemeyer
Finnegan, Henderson, Farabow,

Garrett & Dunner, LLP
901 New York Avenue, NW
Washington, DC 20001-4413

ON BEHALF OF TEAC CORPORATION

AND TEAC AMERICA, INC.:

John Smirnow, Esq.

Mark S. Zolno, Esq.

Katten Muchin Zavis Rosenman
525 West Monroe Street

Suite 1600

Chicago, Illinois 60661-3693

Do £ Lbett-

Marilyn R. Abbot/ Secretary

U.S. International Trade Commission
500 E Street, SW — Room 112
Washington, DC 20436

ON BEHALF OF ASUSTEK COMPUTE
INC.: JTANGSU SHINCO ELECTRONIC
GROUP CO.. LTD.; LITE-ON
INFORMATION TECHNOLOGY
CORPORATION: MEDIA TEK, INC.;
MINTEK DIGITAL: SHINCO
INTERNATIONAL AV CO., LTD.; TEAC
CORPORATION: TEAC AMERICA, INC.;
TERAPIN TECHNOLOGY
CORPORATION AND TERAPIN
TECHNOLOGY:

Michael A. Ladra, Esq.

James C. Otteson, Esg.

Wilson Sonsini Goodrich & Rosati
650 Page Mill Road

Palo Alto, CA 94306-1050

ON BEHALF OF MEDIA TEC, INC.:

William H. Wright, Esq.
Hogan and Hartson LLP
500 South Grand Avenue
Los Angeles, CA 90071

RESPONDENTS:

Artronix Technology, Inc.
350 Ranger Avenue, Unit C
Brea, California 92821

ASUS Computer International
44370 Nobel Drive
Fremont, California 94538
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Audiovox Corporation
150 Marcus Boulevard
Hauppauge, New York 11788

EPO Science & Technology, Inc.
4F. 310 Chukwang Road
Taipei, Taiwan

Initial Technology, Inc.
1839 Yeager Avenue
LaVeme, CA 91750

Micro-star International Co., Ltd.
No. 69, Li-De Street

Jung-He City

Taipei Hsein, Taiwan

MSI Computer Corp.
901 Canada Court
City of Industry, CA 91748

Shinco Digital Technology, Ltd.
No. 1, Gufang (E) Road

Hutang Town

Changzhou, Jiangsu China 213104

Ultima Electronics Corp.

9F. 18 Alley 1, Lane 768, Sec. 4
Pa Te Road

Taipei, Taiwan



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN OPTICAL DISK CONTROLLER CHIPS Inv. No. 337-TA-506
AND CHIPSETS AND PRODUCTS CONTAINING
SAME, INCLUDING DVD PLAYERS AND PC OPTICAL
STORAGE DEVICES

N N N N/ N N N’ N

LIMITED EXCLUSION ORDER

The Commission has determined that there is a violation of section 337 of the Tariff Act
of 1930 (19 U.S.C. § 1337) in the unlawful importation, sale for importation, and sale after
importation by MediaTek, Inc. of optical disk controller chips and chipsets that infringe claim 3
of U.S. Patent No. 6,584,527 (“the ‘527 patent”). In addition, the Commission has determined
that fhere is a violation of Section 337 in the unlawful importation, sale for importation and sale
after importation of optical storage devices incorporating optical disk controller chips and
chipsets that infringe claim 3 of the ‘52.7 patent by Artronix Technology Inc.; ASUSTek
Computer Inc.; ASUS Computer International; EPO Science & Technology, Inc.; LITE-ON
Information Technology Corp.; Micro-Star International Co., Ltd.; MSI Computer Corp.; TEAC
America, Inc.; TEAC Corp.; and Ultima Electronics Corp. (collectively, “Respondents”).

Having reviewed the record in this investigation, including the written submissions of the
parties, the Commission has made its determination on the issues of remedy, the public interest,

and bonding. The Commission has determined that the appropriate form of relief is a limited



exciusion ordzr prohibiting the unlicensed entry of covered chips and chipsets manufactured by
or on behalf of MediaTek and covered optical storage devices manufactured by or on

behalf of any of the Respondents. The Commission has also determined to issue cease and desist
orders directed to Artronix Technology Inc.; ASUSTek Computer, Inc.; ASUS Computer
International; EPO Science & Technology, Inc.; LITE-ON Information Technology Corp.; MSI
Computer Corp.; and TEAC America, Inc.

The Commission has determined that the public interest factors enumerated in 19 U.S.C.
§ 1337 (d) and (f) do not preclude issuance of the limited exclusion order o;' the cease and desist
orders, and that the bond during the Presidential review period shall be in the amount of 100% of
the entered value for any covered chips or chipsets imported separately or within circuit board
modules or carriers and $4.43 per unit for any optical storage device containiﬁg covered chips or
chipsets.

Accordingly, the Commission hereby ORDERS that:

1. Chips or chipsets, including chips or chipsets incorporated into circuit board modules
and carriers, that are covered by claim 3 6f U.S. Patent No. 6,584,527 and are manufactured
abroad or imported by or on behalf of Mediatek, Inc. or any of its affiliated companies, parents,
subsidiaries, contractors, or other related business entities, or their successors or assigns, and
optical storage devices containing same that are manufactured abroad or imported by or on behalf
of Respondenté or any of their affiliated companjes; parents, subsidiaries, contractors, or other
related business entities, or their successors or assigns, are excluded from entry for consumption
into the United States, entry for consumption from a foreign-trade zone, or withdrawal from a .

warehouse for consumption, for the remaining term of the patent except under license of the



patent owner or as provided by law.

2. Chips and chipsets, including chips or chipsets incorporated into circuit board modules
and carriers, and optical storage devices containing covered chips or chipsets described in
paragraph 1 of this Order are entitled to entry for consumption into the United States, entry for
consumption from a foreign-trade zone, or withdrawal from a warehouse for consumption, under
bond in the amount of one hundred (100) percent of entered value for covered chips or chipsets
imported separately or within circuit board modules or carriers, or $4.43 per optical storage
device containing covered chips or chipsets, pursuant to subsection (j) of section 337 of the
Tariff Act of 1930, as amended, 19 U.S.C. § 1337(j), and the Presidential Memorandum for the
United States Trade Representative of July 21, 2005 (70 Fed. Reg. 43251), from the day after this
Order is received by the United States Trade Representative until such time as the United States
Trade Representative notifies the Commission that he approves or disapproves this action but, in
any event, not later than sixty (60) days after the date of receipt of this action.

3. When the U.S. Bureau of Customs and Border Protection (Customs) is unable to
determine by inspection whether chips or chipsets, including chips or chipsets incorporated into
circuit board modules and carriers, or optical storage devices fall within the scope of this Order,
it may, in its discretion, accept a certification, pursuant to procedures specified and deemed
necessary by Customs, from persons seeking to import said chips or chipsets, including chips or
chipsets incorporated into circuit board modules and carriers, or optical storage devices that they
are familiar with the terms of this Order, that they have made éppropriate inquiry, and thereupon
state that, to the best of their knowledge and belief, the products being imported are not excluded

from entry under paragraph 1 of this Order. At its discretion, Customs may require persons who



have provided the certiﬁcétion described in this paragraph to furnish such records or analyses as
are necessary to substantiate the certification.

4. In accordance with 19 U.S.C. § 1337(1), the provisions of this Order shall not apply to
chips or chipsets, including chips or chipsets iricorporated into circuit board modules and
carriers, or optical storage products containing same that are imported by and for the use of the
United States, imported for, and to be used for, the United States with the authorization or
consent of the Government.

5. The Commission may modify this Order in accordance with the procedures described
in Rule 210.76 of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.76.

6. The Secretary shall serve copies of this Order upon each party of record in this
investigation and upon the Department of Health and Human Services, the Department of
Justice, the Federal Trade Commission, and Customs.

7. Notice of this Order shall be published in the Federal Register.

By Order of the Commission.

Issued: September 28, 2005



 UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. '

In the Matter of

CERTAIN OPTICAL DISK
CONTROLLER CHIPS AND CHIPSETS
AND PRODUCTS CONTAINING SAME,
INCLUDING DVD PLAYERS AND PC
OPTICAL STORAGE DEVICES

Investigation No. 337-TA-506

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT Artronix Technology, Inc., 350 Ranger Avenue, Unit
C, Brea, California, (“Resi)ondent” or “Artronix”), cease and desist from conducting any of the
following activities in the United States: importing, selling, distributing, marketing, consigning,
transferring (except for exportation), offering for sale in the United States and soliciting U.S.
agents or distributors for optical storage devices containing certain optical disk controller chips
and chipsets in violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.

I
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Zoran” shall mean Zoran Corporaﬁon, 1390 Kifer Road, Sunnyvale, California.

(C) “Oak” shall mean Oak Technology, Inc., 1390 Kifer Road, Sunnyvale, California.

(D) “Complainants” shall mean Zoran and Oak.



(E) “Respondent” and “Artronix” shall mean Artronix Technology, Inc., 350 Ranger
Avenue, Unit C, Brea, Califomia.

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm,
association, corporation, or other legal or business entity other than the Respondent or its
majority owned or controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(H) The terms “import” and “importation” refer to importation for entry for
consumption, entry for consumption from a foreign-trade zone, and withdrawal from warehouse
for consumption under the Customs laws of the United States.

(I) The term “covered product” shall include, without limitation, optical storage devices
incorporating optical disk controller chips and chipsets that are covered by claim 3 of U.S. Patent
No. 6,584,527,

1L
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, contractors,
distributors, controlled (whether by stock ownership or otherwise) and majority owned business
entities, successors, and assigns, and to each of them, insofar as they are engaging in conduct

prohibited by Section III, infra, for, with, or otherwise on behalf of Respondent.



.
Conduct Prohibited

The following conduct of Respondent in the United States is prohibited by the Order. For
the remaining term of U.S. Patent No. 6,584,527, Respondent shall not:

(A) import or sell for importation into the United States covered product except under
license of the patent owner;

(B) market, distribute, offer for sale, sell, consign, or otherwise transfer (except for
exportation) in the United States imported covered product except under license of the patent
owner;

(C) solicit U.S. agents or distributors for covered product except under license of the
patent owner; or

(D) aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered product in the United States except under license
of the patent owner.

Iv.
Conduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
No. 6,584,527 licenses or authorizes such specific conduct, or such specific conduct is related to

the importation or sale of covered product by or for the United States.



V.
Reporting

For purposes of this reporting requirement, the yearly reporting periods shall commence
on July 1 of each year and shall end on the subsequent June 30. However, the first yearly report
required uncier this section shall cover the period from the date of issuance of this Order through
June 30, 2006.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission the quantity in units and the value in dollars of covered product that Respondent
has imported or sold in the United States after importation during the reporting period and the
quantity in urﬁts and value in dollars of reported covered product that remain in inventory in the
United States at the end of the reporting period. This reporting requirement shall continue in
. force until such time as Respondent will have truthfully reported, in two consecutive timely filed
yearly reports, that it has no inventory of covered product in the United States.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VI.‘
Record-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any

and all records relating to the exportation to and importation into the United States and the sale,

offer for sale, marketing, or distribution in the United States of covered product, made and



received in the usual and ordinary course of business, whether in detail or in summary form, for a
period of two (2) yearé from the close of the fiscal year to which they vertain.

(B) For the purposes of determining or securing compliance with this Order and for no
other pufpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent's principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

VIIL.
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, mérketing, distribution, or sale of imported
covered product in the United States;

(B) Serve, within fifteen (15) days after the successiqn of any persons referred to in
subparagraph Vﬁ (A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this Order,

together with the date on which service was made.



The obligations set forth in sﬁbparagraphs VII(B) and VII(C) shall remain in eifect until

June 22, 2014, the date of expiration of U.S. Patent No. 6,584,527.
VIIIL
Confidentiality

Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of the Order should be in accordance with section 201.6 of the
Commission Rules of Practice and Procedure. 19 C.F.R. § 201.6. For aﬂ reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
peﬁalties in accordance with section 337(f) of the Tariff Act 0f 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if

Respondent fails to provide adequate or timely information.



X.
Modification

The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. §210.76.

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the sixty
(60) day period in Which this Order is under review by the United States Trade Representative
pursuant to section 337(j) of the Tariff Act of 1930, 19 U.S.C. § 1337(j), and the Presidential
Memorandum for the United States Trade Representative of July 21, 2005 (70 Fed. Reg. 4325 1),
subject to Respondent posting a bond of $4.43 per unit for covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order. -
Covered product imported on or after the date of issuance of this order is subject to the entry
bond as set forth in the limited exclusion order issued by the Commission, and is not subject to
this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporafy exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation is to be provided to and approved by the Commission prior to the commencement
of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative



approves, or does not disapprove within the Presidential review period, this Order, unless the
U.S. Court of Appeals for the Federal Circuit, ir a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

By Order of the Commission.

-

L2
Marilyn R. ﬂ
Secretary td the’Commission

Issued: September 28, 2005



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN OPTICAL DISK
CONTROLLER CHIPS AND CHIPSETS
AND PRODUCTS CONTAINING SAME,
INCLUDING DVD PLAYERS AND PC
OPTICAL STORAGE DEVICES

Investigation No. 337-TA-506

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT ASUSTek Computer, Inc., 150.Li-Te Road, Peitou,
Taipei, Taiwan 112 (“Respondent” or “ASUSTek™), cease and desist from conducting any of the
following activities in the United States: importing, selling, distributing, marketing, consigning,
transferring (except for exportation), offering for sale in the United States and soliciting U.S.
agents or distributors for optical storage devices containing certain optical disk controller chips
and chipsets in violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.

L |
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Zoran” shall mean Zoran Corporation, 1390 Kifer Road, Sunnyvale, California.

(C) “Oak” shall mean Oak Technology, Inc., 1390 Kifer Road, Sunnyvale, California.

(D) “Complainants” shall mean Zoran and Oak.



(E} “Respondent” and “ASUSTek” shall mean ASUSTek Computer, Inc., 150 Li-Te
Road, Peitou, Taipei, Taiwan 112.

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm,
association, corporation, or other legal or business entity other than the Respondent or its
majority owned or controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(H) The terms “import” and “importation” refer to importation for entry for
consumption, entry for consumption from a foreign-trade zone, and withdrawal from warehouse
for consumption under the Customs laws of the United States.

(I The ierm “covered product” shall include, without limitation, optical storage devices
incorporating optical disk confroller chips and chipsets that are covered By claim 3 of U.S. Patent
No. 6,584,527.

1L |
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, contractors,
distributors, controlled (whether by stock ownership or otherwise) and majority owned business
entities, successors, and assigns, and to each of them, insofar as they are engaging in conduct

prohibited by Section III, infr-a, for, with, or otherwise on behalf of Respondent.



I11.
Conduct Prohibited

The following conduct of Respondent in the United States is prohibitedAby the Order. For
the remaining term of U.S. Patent No. 6,584,527, Respondent shall not:

(A) import or sell for importation into the United States covered product except under
license of the patent owner;

(B) market, distribute, offer for sale, sell, consign, or otherwise transfer (except for
exportation) in the United States imported covered product except under license of the patent
owner;

(C) solicit U.S. agents or distributors for covered product except under license of the
patent owner, or

(D) aid or abet other entities in the impoftétion, sale for importation, sale after
importation, transfer, or distribution of covered product in the United States except under license
of the patent owner.

Iv.
Conduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
No. 6,584,527 licenses or authorizes such specific conduct, or such specific conduct is related to

the importation or sale of covered product by or for the United States.



V.
Reporting

For purposes of this reporting requirement, the yearly reporting periods shall commence
on July 1 of each year and shall end on the subsequent June 30; However, the first yearly report
required under this section shall cover the period from the date of issuance of this Order through
June 30, 2006.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission the quantity in units and the value in dollars of covered product that Respondent
has imported or sold in the United States after importation during the reporting period and the
quantity in units and value in dollars of reported covered product that remain in inventory in the
United States at the end of the reporting period. This reporting requirement shall continue in
force until such time as Respondent will have truthfully reported, in two consecutive timely filed
yearly reports, that it has no inventory of covered product in the United States.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VI
Record-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any

and all records relating to the exportation to and importation into the United States and the sale,

offer for sale, marketing, or distribution in the United States of covered product, made and



received in the usual and ordinary course of business, whether in detail or in summary form, for a
period of two (2) years from the close of the fiscal year to which they pertain.

(B) For the purpdsés of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable Written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent's principal offices during office hours, and in the presence of counsel or oﬂ;er
representatives if Respondent so chooses, all books, ledgers, accounts, corfespondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

VIIL
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, w1thm fifteen (15) days after the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered product in the United States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII (A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this Order,

together with the date on which service was made.



The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

June 22, 2014, the date of expiration of U.S. Patent No. 6,584,527.
VIIIL.
Confidentiality

Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of the Order should be in accordance with section 201.6 of the
Commission Rules of Practice and Procedure. 19 C.F.R. § 201.6. For all reports for which
. confidential treatment is sought, Respondent must provide a public version of such repdrt with

confidential information redacted.

IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Comxﬁission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if

Respondent fails to provide adequate or timely information.



X.
Modification

The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. § 210.76.

XI.
Bonding

The conduct prohibited by Section II of this Order may be continued during the sixty
(60) day period in which this Order is under review by the United States Trade Representative
pursuant to section 337(j) of the Tariff Act of 1930, 19 U.S.C. § 1337(j), and the Presidential
Memorandum for the United States Trade Representative of July 21, 2005 (70 Fed. Reg. 43251),
subject to Respondent posting a bond of $4.43 per unit for covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order.
Covered product imported on or after the date of issuance of this order is subject to the entry
bond as set forth in the limited exclusion order issued by the Commission, and is not subject to
this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation is to be provided to and approved by the Commission prior to the commencement
of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative



approves, or does not disapprove within the Presidential review period, this Order, unless the
U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

By Order of the Commission.

Issued: September 28, 2005



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN OPTICAL DISK
CONTROLLER CHIPS AND CHIPSETS
AND PRODUCTS CONTAINING SAME,
INCLUDING DVD PLAYERS AND PC
OPTICAL STORAGE DEVICES

Investigation No. 337-TA-506

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT EPO Science & Technology, Inc., 4F, 310 Chukwang
Road, Taipei, Taiwan (“Respondent” or “EPO”), cease and desist from conducting any of the
following activities in the United States: importing, selling, distributing, marketing, consigning,
transferring (except for exportation), offering for sale in the United States and soliciting U.S.
agents or distributors for optical storage devices containing certain optical disk controller chips
and chipsets in violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.

L
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Zoran” shall mean Zoran Corporation, 1390 Kifer Road, Sunnyvale, California.

(C) “Oak” shall mean Oak Technology, Inc., 1390 Kifer Road, Sunnyvale, California.

(D) “Complainants” shall mean Zoran and Oak.

(E) “Respondent” and “EPO” shall mean EPO Science & Technology, Inc., 4F, 310



Chukwang Road, Taipei, Taiwan.

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm,
association, corporation, or other legal or business entity other than the Respondent or its
majority owned or controlled s_ubsidiaries,'their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(H) The terms “import” and “importation” refer to importation for entry for
consumption, entry for consumption from a foreign-trade zone, and withdrawal from warehouse
for consumption under the Customs laws of the United States.

(I) The term “covered product” shall include, without limitation, optical storage devices
incorporating optical disk controller chips and chipsets that are covered by claim 3 of U.S. Patent
No. 6,584,527. |

IL
Applicability .

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its.
principals, stockholders, officers, directors, employeés, agents, licensees, contractors,
distributors, controlled (whether by stock ownership or otherwise) and majority owned business
entities, successors, and assigns, and to each of them, insofar as they are engaging in 'conduct ‘

prohibited by Section I, infra, for, with, or otherwise on behalf of Respondent.



1.
Conduct Prohibited

The following conduct of Respondent in the United States is prohibited by the Order. For
the remaining term of U.S. Patent No. 6,584,527, Respondent shall not:

(A) import or sell for importation into the United States covered product except under
license of the patent owner;

(B) market, distribute, offer for sale, sell, consign, or otherwise transfer (except for
exportation) in the United States imported covered product except under license of the patent
owner;

AN

(C) solicit U.S. agents or distributors for covered product except under license of the
patent owner; or

(D) aid or abet other entities in the importation, sale for importation, sale after

importation, transfer, or distribution of covered product in the United States except under license
of the patent owner.
IV.
Conduct Permitted
Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner ‘of U.S. Patent
No. 6,584,527 licenses or authorizes such specific conduct, or such specific conduct is related to

the importation or sale of covered product by or for the United States.



V.
Reporting

For purposes of thls reporting requirement, the yearly reporting periods shall commence
on July 1 of each year and shall end on the subsequent June 30. However, the first yearly report
required under this section shall cover the period from the date of issuance of this Order through
June 30, 2006. |

Within thirty (3 0) days of the last day of the reporting period, Respondent shall report to
the Commission the quanﬁty in units and the value in dollars of covered product that Respondent
has imported or sold in the United States after importation during the reporting period and the
quantity in units and value in dollars of reported covered product that remain in inveﬂtory in the
United States at the end of the reporting period. This reporting requirement shall continue in
force until such time as Respondent will have truthfully reported, in two consecutive timely filed
yearly reports, that it has no inventory of covered product in the United States.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VL
vRecord-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the exportation to and importation into the United States and the sale,

offer for sale, marketing, or distribution in the United States of covered product, made and



received in the usual and ordinary course of business, whether in detail or in summary form, for a
period of two (2) years from the close of the fiscal vear to which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent's principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary foﬁn as are
required to be retained by subparagraph VI(A) of this Order.

VII
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Order upon éach of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered product in the United States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII (A) of thxs Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address ’of‘ each person upon
whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this Order,

. together with the date on which service was made.



The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

Jwne 22, 2014, the date of expiration of U.S. Patent No. 6.584,527.
VIIL
Confidentiality

Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of the Order should be in accordance with section 201.6 of the
Commission Rules of Practice and Procedure. 19 C.F.R. § 201.6. For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and .
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if

Respondent fails to provide adequate or timely information.



X.
Modification

The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. § 210.76.

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the sixty
(60) day period in which this Order is under review by the United States Trade Representative
pursuant to section 337(j) of the Tariff Act of 1930, 19 U.S.C. § 1337(j), and the Presidential
Memorancium for the United States Trade Representative of July 21, 2005 (70 Fed. Reg. 43251),
subject to Respondent posting a bond of $4.43 per unit for covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order.
Covered product imported on or after the date of issuance of this order is subject to the entry
bond as set forth in the limited exclusion order issued by the Commission, and is not subject to
this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation is to be provided to and approved by the Commission prior to the commencement
of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative



approves, or does not disapprove within the Presidential review period, this Order, unless the
U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

By Order of the Commission.

Secretary o the Commission

Issued: September 28, 2005



UNITED STATES INTFRNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN OPTICAL DISK
CONTROLLER CHIPS AND CHIPSETS
AND PRODUCTS CONTAINING SAME,
INCLUDING DVD PLAYERS AND PC
OPTICAL STORAGE DEVICES

Investigation No. 337-TA-506

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT LITE-ON Information Technology Corp., 14F, No.
392, Ruey Kuang Road, Neihu, Taipei 114, Taiwan, (“Respondent” or “LITE-ON™), cease and
desist from conducting any of the foIIoWing activities in the United States: importing, selling,
distributing, marketing, consigning, transferring (except for exportation), offering for sale in the
United States and soliciting U.S. agents or distributors for optical storage devices containing
certain optical disk controller chips and chipsets in violation of section 337 of the Tariff Act of
1930, as amended, 19 U.S.C. § 1337.

L
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Zoran” shall mean Zoran Corporation, 1390 Kifer Road, Sunnyvale, California.

(C) “Oak” shall mean Oak Technology, Inc., 1390 Kifer Road, Sunnyvale, California.

(D) “Complainants” shall mean Zoran and Oak.



(E) “Respondent” and “LITE-ON” shall mean LITE-GN Information Technology Corp.,
14F, No. 392, Ruey Kuang Road, Neihu, Taipei 114, Taiwan.

(F) “Person” shall mean an individual, or any nongovernmental partnership, ﬁl;m,
association, corporation, or other legal or business entity other than the Respondent or its
majority owned or controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the ﬁfty States, the District of Columbia, and Puerto
Rico.

(H) The terms “import” and “importation” refer to importation for entry for
consumption, entry for consumption from a foreign-trade zone, and withdrawal from warehouse
for consumption under the Customs laws of the United States. |

(D) The term “covered product” shall include, without limitation, optical storage devices
incorporating optical disk controller chipsv and chipsets that are covered by claim 3 of U.S. Patent
No. 6,584,527.

II.
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, contractors,
distributors, controlled (whether by stock ownership or otherwise) and majority owned business
entities, successors, and assigns, and to each of them, insofar as they are engaging in conduct

prohibited by Section III, infra, for, with, or otherwise on behalf of Respondent.



1.
Conduct Prohibited

The following conduct of Respondent in the United States is prohibited by the Order. For
the remaining term of U.S. Patent No. 6,584,527, Respondent shall not:

(A) import or sell for importation into the United States covered product except under
license of the patent owner;

| (B) market, distribute, offer for sale, sell, consign, or otherwise transfér (except for

exportation) in the United States imported covered product except under license of the patent
owner; |

(C) solicit U.S. ageﬁts or distributors for covered product except under license of the
patent owner; or

(D) aid or. abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered product in the United States except under license

of the patent owner.
Iv.
Conduct Permitted
Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the tenﬁs of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
No. 6,584,527 licenses or authorizes such specific conduct, or such specific conduct is related to

the importation or sale of covered product by or for the United States.



V.
Reporting

For purposes of this reporting requirement, the yearly reporting periods shall commence
on July 1 of each year and shall end on the subsequent June 30. However, the first yearly report
required under this section shall cover the period from the date of issuance of this Order through
June 30, 2006.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission the quantity in units and the value in dollars of covered product that Respondent
has imported or sold in the United States after importation during the reporting period and the
quantity in units and value in dollars of reported covered product that remain in inventory in the
United States at the end of the reporting périod. This reporting requiremént shall continue in
force until such time as Respondent will have truthfully reported, in two consecutive timely filed
yearly reports, that it has no inventory of covered product in the United States.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VI. |
Record-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any

and all records relating to the exportation to and importation into the United States and the sale,

offer for sale, marketing, or distribution in the United States of covered product, made and



recéived in the usual and ordinary course of business, whether in detail or in summary form, for a
period of two (2) years from the close of the fiscal year to which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent's principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all bobks, iedgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

VIL
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered product in the United States;

(B) Serve, within ﬁftéen (15) days after the succession of any persons referred to in
subparagraph VII (A) of this O;der, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this Order,

together with the date on which service was made.



The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

June 22, 2014, the date of expiration of U.S. Patent No. 6,584,527.
VI
Confidentiality

Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI Qf the Order should be in accordance with section 201.6 of the
Commission Rules of Practice and Procedure. 19 C.F.R. § 201.6. For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practic¢ and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
ié in violation of this Order, the Commission may infer facts adverse to Respondent if

Respondent fails to provide adequate or timely information.



X.
Modification

The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Ruleg of Practice and Procedure, 19
C.F.R. §210.76.

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the sixty
(60) day period in which this Order is under review by the United States Trade Representative
pursuant to section 337(j) of the Tariff Act of 1930, 19 U.S.C. § 1337(j), and the Presidential
Memorandum for the United States Trade Representative of July 21, 2005 (70 Fed. Reg. 43251),
subject to Respondent posting a bond of $4.43 per unit for covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this- Order.
Covered product imported on or after the date of issuance of this order is subject to the entry
bond as set forth in the limited exclusion order issued by the Commission, and is not subject to
this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation is to be provided to and apprbved by the Commission prior to the commencement
of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative



approves, or does not disapprove within the Presidential review period, this Order. uniess the
U.S. Court of Apneals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
‘Commission.

By Order of the Commission.

Secretary to-tHe Commission

Issued: Se_ptcmber 28,2005



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN OPTICAL DISK
CONTROLLER CHIPS AND CHIPSETS
AND PRODUCTS CONTAINING SAME,
INCLUDING DVYD PLAYERS AND PC
OPTICAL STORAGE DEVICES

Investigation No. 337-TA-506

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT ASUS Computer International, 44370 Nobel Drive,
Fremont, California, (“Respondent” or “ASUS Computer”), cease and desist from conducting
any of the following activities in the United States: importing, selling, distributing, marketing,
consignjhg, transferring (except for exportation), offering for sale in the United States and
Soliciting U.S. agents or distributors for optical storagé devices containing certain optical disk
controller chips and chipsets in violation of section 337 of the Tariff Act of 1930, as amended, 19
U.S.C. § 1337.

I
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Zoran” shall mean Zoran Corporation, 1390 Kifer Road, Sunnyvale, California.

(C) “Oak” shall mean Oak Technology, Inc., 1390 Kifer Road, Sunnyvale, California.



(D) “Complainants” shal’ mean Zoran and Oak.
(E) “Respondent” and “ASUS Computer” shall mean ASUS Computer International,
| 44370 Nobel Drive, Ffemont, California.

* (F) “Person” shall mean an individual, or any nongovernmental partnership, firm,
associatiop, corporation, or other legal or business entity other than the Respondent or its
majority owned or controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(H) The terms “import” and “importation” refer to importation for entry fof
consumption, entry for consumption from a foreign-trﬁde zone, and withdrawal from warehouse
for consumption under the Customs laws of the United States.

(I) The term “covered product” shall include, without liﬁﬁtation, optical storage devices
incorporating optical disk controller chips and chipsets that are covered by claim 3 of U.S. Patent
No. 6,584,527.

IL
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, contractors,
distributors, controlled (whether by stock ownership or otherwise) and majority owned business
entities, successors, and assigns, and to each of them, insofar as they are engaging in conduct

prohibited by Section I1, infra, for, with, or otherwise on behalf of Respondent.



IIL.
Conduct Prohibited

The following conduct of Respondent in the United States is prohibited by the Order. For
the remaining term of U.S. Patent No. 6,584,527, Respondent shall not:

(A) import or sell for importation into the United States covered product except under
license of the patent owner;

(B) market, distribute, offer for sale, sell, consign, or otherwise transfer (except for
exportation) in the United States imported covered product except under license of the patent
owner;

(C) solicit U.S. agents or distributors for covered product except under license of the
patent owner; or

(D) aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered product in the United States except under license
of the patent owner.

V.
C(;nduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
No. 6,584,527 licenses or authorizes such specific conduct, or such specific conduct is related to

the importation or sale of covered product by or for the United States.



Y.
Reporting

For purposes of this reporting requirement, the yearly reporting periods shall commence
on July 1 of each year and shall end on the subsequent June 30. However, the first yearly report
required under this section shall cover the period from the date of issuance of this Order through
June 30, 2006.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission the quantity in units and the value in dollars of covered product that Respondent
has imported or sold in the United States after impbrtation during the reporting period and the
quantity in units and value in dollars of reported covered product that remain in in;'entory in the
United States at the end of the reporting period. This reporting reqﬁirement shall continue in
force until such time as Respondent will have truthfully reported, in two consecutive timely filed
yearly reports, that it has no inventory of covered product in the United States.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VI
Reéord-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any

and all records relating to the exportation to and importation into the United States and the sale,

offer for sale, marketing, or distribution in the United States of covered product, made and



received in the usual and ordinary course of business, whether in detail or in summary form, for a
period of two (2) years from the close of the fiscai year to which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent's principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

VIL
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Orde; upon each of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered product in the United States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII (A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this Order,

together with the date on which service was made.



The obligations set forth in subparagraphs VII(B) and VII(C} shall remain in effect until

June 22, 2014, the date of expiration of U.S. Patent No. 6,584,527.
VIIIL.
Confidentiality

Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of the Order should be in accordance with section 201.6 of the
Commission Rules of Practice and Procedure. 19 C.F.R. § 201.6. For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

conﬁdential information redacted.

IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if

Respondent fails to provide adequate or timely information.



X.
Modification

The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. §210.76.

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the sixty
(60) day period in which this Order is under review by the United States Trade Representative
_ pursuant to section 337(j) of the Tariff Act of 1930, 19 U.S.C. § 1337(j), and the Presidential
Memorandum for the United States Trade Representative of July 21, 2005 (70 Fed. Reg. 43251),
subject to Respondent posting a bond of $4.43 per unit for covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order.
Covered product imported on or after the date of issuance of this order is subject to the entry
bond as set forth in the limited exclusion order issued by the Commission, and is not subject to
this bond pfovision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any accompanying
documentation is to be provided to and approved by the Commission prior to the commencement
of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative



approves, or does not disapprove within the Presidential review period, this Order, unless the
U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determinatién and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the

. Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made b y Respondent to the
Commission.

By Order of the Commission.

| Secretary to the Commission

Issued: September 28, 2005



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN OPTICAL DISK
CONTROLLER CHIPS AND CHIPSETS
AND PRODUCTS CONTAINING SAME,
INCLUDING DVD PLAYERS AND PC
OPTICAL STORAGE DEVICES

Investigation No. 337-TA-506

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT MSI Computer Corporation, 901 Canada Court, City
of Industry, California, (“Respondent” or “MSI”), cease and desist from conducting any of the
following activitiés in the United States: importing, selling, distributing, marketing, consigning,
transferring (except for exportation), offering for sale in the United States and soliciting U.S.
agents or distributors for optical storage devices containing certain optical disk controller chips
‘and chipsets in violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.

L
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Zoran” shall mean Zoran Corporation, 1390 Kifer Road, Sunnyvale, California.

(C) “Oak” shall mean Oak Technology, Inc., 1390 Kifer Road, Sunnyvale, California.

(D) “Complainants” shall mean Zoran and Oak.



(E) “Respondent” and “MSI” shall mean MSI Computer Corporation, 901 Canada Court,
City of Industry, California.

)] “i’erson” shall mean an individual, or any nongovernmental partnership, firm,
association, corporation, or other legal or business entity other than the Respondent or its
majority owned or controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(H) The terms “import” and “importation” refer to importation for entry for
consumption, entry for consumption from a foreign-trade zone, and withdrawal from warehouse
for consumption under the Customs laws of the United States.

(I) The term “covered product” shall include, without limitation, optical storage devices
incorporating optical disk controller chips and chipsets that are covered by claim 3 of U.S. Patent
No. 6,584,527.

IL
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, contractors,
distributors, controlled (whether by stock ownership or otherwise) and majority owned business
entities, successors, énd assigns, and to each of them, insofar as they are engaging in conduct

prohibited by Section III, infra, for, with, or otherwise on behalf of Respondent.



II1.
‘Conduct Prohibited

The following conduct of Respondent in the United States is prohibited by the Order. For
the remaining term of U.S. Patent No. 6,584,527, Respondent shall not:

(A) import or sell for importation into the United States covered product except under
license of the patent owner;

(B) market, distribute, offer for sale, sell, consign, or otherwise transfer (except for
exportation) in the United States imported covered product except under license of the patent
owner; |

(C) solicit U.S. agents or distributors for covered product except under license of the
patent owner; or

(D) aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered product in the United States except under license
of the patent owner.

Iv.
Conduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
No. 6,584,527 licenses or authorizes such specific conduct, or such specific conduct is related to

the importation or sale of covered product by or for the United States.



V.
Reporting

For purposes of this reporting requirement, the yearly reporting periods shall commence
on July 1 of each year and shall end on the subsequent June 30. However, the first yeérly report
required under this section shall cover the period from the date of issuance of this Order through
June 30, 2006.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission the quantity in units and the value in dollars of covered product that Respondent
has imported or sold in the United States after importation during the reporting period and the
quantity in units and value in dollars of reported covered product that remain in inventory in the
United States at the end of the reporting period. This reporting requirement shall continue in
force until such time as Respondent will have truthfully reported, in two consecutive timely filed
yearly reports, that it has no inventory of covered product in the United States.

- Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Depértment of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VI.
Record-keeping and Inspection

(A) For the purpose of securing compliance with this Ordér, Respondent shall retain any

~and all records relating to the exportation to and importation into the United States and the sale,

offer for sale, marketing, or distribution in the United States of covered product, made and



received in the usual and ordinary course of business, whether in detail or in summary form, for a
period of two (2) years from the close of the fiscal year to which they pertain.

(B) For the purposes of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent's principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so chooses, all books, ledgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

VIL
Service of Cease and Desist Order

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered product in the United States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII (A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this Order,

together with the date on which service was made.



fhe obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until

June 22, 2014, the date of expiration of 1].S. Patent No. 6,584,527. \
VIIIL
Confidentiality

Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of the Order should be in accorda.nce with section 201.6 of the
Commission Rules of Practice and Procedure. 19 C.F.R. § 201.6. For all reports for which
confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.

IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if

Respondent fails to provide adequate or timely information.



X.
Modification

The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. §210.76.

XI.
Bonding

The conduct prohibited by Section III of this Order may be continued during the siXty
(60) day period in which this Order is under review by the United States Trade Representative
pursuant to section 337(j) of the Tariff Act of 1930, 19 U.S.C. § 1337(j), and the Presidential
Memorandum for the United States Trade Representative of July 21, 2005 (70 Fed. Reg. 43251),
subject to Respondent posting a bond of $4.43 per unit for covered products. This bond
provision does not apply to conduct that is otherwise permitted by S.ection IV of this Order.
Covered product imported on or after the date of issuance of this order is subject to the entry
bond as set forth in the limited exclusion order issued by the Commission, and is not subject to
* this bond provision.
The bond is to be posted in accordance with the procedures established by the
. Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any a_tccompanying
documentation is to be provided to and approved by the Commission prior to the commencement
of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative



approves, or does not disapprove within the Presidertial review period, this Order, unless the
U.S. Court of Appeals for the Federal Circvit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the

| Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

By Order of the Commission.

ot 24

O
ommission

Issued: September 28, 2005



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN OPTICAL DISK
CONTROLLER CHIPS AND CHIPSETS
AND PRODUCTS CONTAINING SAME,
INCLUDING DVD PLAYERS AND PC
OPTICAL STORAGE DEVICES '

Investigation No. 337-TA-506

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT TEAC America Inc., 7733 Telegraph Ro_ad,
Montebello, California (“Respondent” or “TEAC”), cease and desist from conducting any of the
following activities in the United States: importing, selling, distributing, marketing, consigning,
transferring (except for exportation), offering for sale in the United States and soliciting U.S.
égents,or distributors for optical storage devices containing certain optical disk controller chips
and chipsets in violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.

L |
Definitions
Asusedin this Order:

(A) “CoMssion” shall mean the United States International Trade Commission.

B) ;‘Zoran” shall méan Zoran Corporation, 1390 Kifer Road, Sunnyvale, California.

v(C) “Qak” shall mean Oak Technology, Inc., 1390 Kifer Road, Sunnyvale, California.

(D) “Complainants™ shall mean Zoran and Oak.



() “Respondent” and “TEAC” shall mean TEAC America, Inc., 7733 Telegraph Road,
Montebello, California.

€3] “Person” shall mean an individual; br any nongovernmentallpartnership, firm,
association, corporation, or other legal or busingss entity other than the Respdndent or its
majority owhed or controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto

“Rico. | |

(H) The terms “import” and “importation” refer to importation for entry for
consumption, entry for consumption from a foreign-trade zone, and withdrawal from warehouse
for consux'nption under the Customs iaws of the United States.

(I) The term “covered product” shall include, without limitation, optical storage devices
incorporating optical disk controller chips and chipsets that are covered by claim 3 of U.S. Patent
No. 6,584,527.

II.
Applicability

The provisions of this Cease and Desist Order shall apply td Respondent »and to any of its
pﬁncipals, stockholders, officers, directors, employees, agents, licensees, contractors,
distﬂbutors, controlled (whetﬁer by stock ownership or otherwise) and majority owned business
entities, successors, and aséigns, and to each of them, insofar as they are engaging in conduct

prohibited by Section III, infra, for, with, or otherwise on behalf of Respondent.



IIL.
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by the Order. For
the remaining term of US Patent No. 6,584,527 , Respondent shall not:
(A) import or sell for importaﬁon into the United States covered product except under
license of the patent owner;

- B) market, distribute, offer for sale, sell, coﬁsign, or otherwise transfer (except for
exportation) in the United States imported covéred product except under license of the patent
owner; |

(C) solicit U.S. agents or distributors for covered product except under license of fhe
patent owner; or
(D) aid or abet other entities in the impdrtation, sale for importation, sale after
impoﬁation, transfer, or distribution of covered product in the United States except under license
“of the patent owner.
Iv.
Conduct Permitted
Notwithstanding any oiher provision of this Order, specific conduct otherWise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
No. 6,584,527 licenses or authorizes such specific conduct, or such specific conduct ié related to

the importétion or sale of covered product by or for the United States.



V.
Repgrting-

For purposes of this réporting requirement, the yearly reporting periods shall commence
on July 1 of each year and shall end on the subsequent June 30. However, the. first yearly report
required under this section shall cover the period from the date of issuance of this Order through
June 30, 2006. |

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission the quantity in units and the value in dollars of covered product that Respondent
has imported or sold in the United States after importation duﬁng the reporﬁng period and the
quantity in units and value in dollars of reported covered product that remain in inventory in the
United States at the end of the reporting period. This reporting requirement shall continue in
force until such time as Respondent will have truthfully reported, in two consecutive timely filed
yearly repofts, that it has no inventory of covered prodﬁct in the United States.

Any failure to make the required report or the filing of any false or inaccurate report shgll
constitute a violation of this Order, and the submissiqn of a false or inaccurate report may be
referréd to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

Record.-keeping and Inspection

(A) Forthe purpose of securing cémpliance with this Order, Respondent shall retain any

and all records relating to the exportation to aﬁd importation into the United States and the sale,

offer for sale, marketing, or distribution in the United States of covered product, made and



receivec in the usual and ordinary course of business, whether ir: detail or in summary form, fora -
period of two (2) years from the close .of the fiscal year to which they pertain.

(B) For the purposes of determining or securing compliance .with this 6rder and for no
other purpose, and subject to any privilege recognized by the federal couﬁs of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent's principal offices during office hours, and in the presence of counsel or other
repfesentatives if Respondent so chooses, all books, ledgers, accounts, corréspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagrai)h VI(A) of this Order.

Service of Cease and Desist Order
- Respondent is ordered and directed to: |

(A) Serve, within fifteen (15) days aftef the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, agents, and employees
§vho have any respdnsibility for the importation, marketing, distribution, or sale of impofted
covered product in the United States;' | |

(B) Serve, withjn fifteen (1 5) days after the successién of any persons referred to in
subparagraph VII (A) of this Order, a copy of the Order upon each successor; and

(€) Maintain such records as will show the name, title, and address of each person upoﬁ

“whom the Order has been served, as described in éubparagraphs VII(A) and VII(B) of this Ordef,

together with the date on which service was made. |



The obligations set forth in sﬁbparagraphs VII(B) and VH(C) shall remain in effect until
. Jm;ZZ, 2014, the date of expiration of U.S. Patent No. 6,584,527. |
VIIL.
~ Confidentiality

Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of the Order should be in écco‘rdance with section 201.6 of the
Commission Rules. of Practice and ?rocedure. 19CF R §201 6. Forall reports for.which
confidential treatment is sought, Respondent mqsf provide a public version of such report with

confidential information redacted.

IX.
| * Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure; 19 CF.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and .
any other aétiox_l as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Corhmission may infer facts adverse to Respondent if

Respondent fails to provide adequate or timely information.



X.
Modification

The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.i?.R. § 210.76. |

XI.
Bonding

The conducf. prohibited by Section III of this Order may be continued during the sixty-
(60) day period in which this Order is under review by the United States Trade Representative
pursuant to section 337(j) of the Tariff Act of 1930, 19 U.S.C. § 1337(j), and the Presidential | :
Memorandum for the United States Trade Representative of july 21, 2005 (70 Fed. Reg. 43251),
subJ; ect to Respondent posting a bond of $4.43 per unit for covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order.
Covered product imported on or aﬁer'the déte of issﬁance of this order is subject to the entry
| bond as set forth in the limited exclusion order issued by the Commission, and is not subject to
this l;ond provision.

'I;he bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with thf: issuance (;f
temporary exclusion orders. See 19 C.F.R. § 210.68. The bond and any acconipanying
documentation is to be provided to and approved by the Commission ‘prior to the commencement
of conduct which is otherwise prohibited by Section ITI of this Order.

* The bond is to be forfeited in the event that the United States Trade Representaﬁve
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approves, or does not disapprove within the Presidential review period, this Order, unless the
U.S. Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to- Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission. |

- The bond is to be released in the event the United States Tradé Representative
disapproves this Order and no s;ubsequent Qrder is issued by the Commission and approved, or
not disapproved, by the United States Trade Representaﬁ;'e,' upon service on Respondent of an
order issued by the Commission based upon applicatiéh therefore made by Respondent to the
Commission. |

By Order of the Commission.

Secretary to-tite Commission

Issued: September 28, 2005
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN OPTICAL DISK CONTROLLER CHIPS Inv. No. 337-FA-58¢6
AND CHIPSETS AND PRODUCTS CONTAINING
SAME, INCLUDING DVD PLAYERS AND PC OPTICAL

STORAGE DEVICES -

" N e e N N e e

COMMISSION OPINION

This section 337 iﬁvesi'i gation is before the Comxtlission for final disposition of the issues

. under review and, if ne_cessary, for detejx_minattone on remedy, ‘th'e'i'public inte‘rest,. and Bonding,
We have determined that there isa violatioﬁ of section 337 of the Tariff Act.of 1930 (19 U.S.C.
§ 1337) as to claim 3 of U S Patent No 6 584 527 (“the ‘527 patent ’) but no v101at10n of the
statute as to the remaining claims in issue of the 527 patent (vzz claims 1 and 2) and no '
violanon as to the claims in issue of U.S. Patent No. 6,546,440 (“the “440 patent”) (viz., claims 1,
5,7,8, 10, 13, 14, 19, and 21)" ' | |
| We have determined that the éppropn'ate fotm of relief is a limited exclusion order

| prohibiting the unlicensed entty ef covered ehips and chipsets ltlanufactured By or on betlalf of
respondent MediaTek, inc. and covered optieal storage devices m,anufectured by or ;m ' |

behalf ef any of respondents. Artronix Teehnology Inc.; ASUSTek Computer Inc.; ASU S

The Commission prevxously found no violation of sectlon 337 w1th respect to U.S.
Patent No. 6,466,736. 70 Fed. Reg. 42589-91.
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Computer International; EPO Science and Technology, Inc.; LITE-ON Information Technology
Corp.; Micro-Star International Co., Ltd.; MSI Computer Corp.; TEAC America, Inc.; TEAC
Corp.; and Ultima Electronics Corp. We have also determined to issue cease and desist orders
.directcd to Artronix Technology Inc.; ASUSTek Computer, Inc.; ASUS Computer International;
EPO Science and Technology, Inc.; LITE-ON Information Technology Corp.; MSI Computer
Corp.; and TEAC America, Inc. We have determined that the bublic interest factors enumerated
in 19 U.S.C. § 1337 (d) and (f) do not preclude issuance of the limited exclusion order or the
cease and desist orders, and that the bond during the Presidential review period shall be in the
amount of 100% of the entered value for any covered chips or chipsets imported separately or »
within circuit board modules or carriers and $4.43 per unit for any optical storage device
containing covered chips or chipsets.

PROCEDURAL HISTORY

On May 16, 2005, the presiding administrative law judge (“ALJ”) issued his final initial
determination (“ID”) in this investigation. The procedural history up to that time is summarized
in the ID at pages 1—4.

The ALJ concluded that there was a violation of section 337 based on his findings that (a)
the accused products infringe claim 3 of the ‘527 patent, (b) the ‘527 patent is not unenforceable,
(c) the claim at issue is not invalid, and (d) complainants have satisfied the domestic industry
requirement with respect to the ‘527 patent. Although the ALJ found that the other asserted
claims of fhe ‘527 patent (claims 1 and 2) are not invalid, he found that the accused products do

not infringe those claims. The ALJ found no violation with respect to the other patents in issue.

2
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He found that the accused products do not infringe any asserted claim of the ‘440 patent or any
asserted claim of U.S. Patent No. 6,466,736 (the ‘736 patent), and that complainants had not
satisfied the domestic industry requirement of section 337 with respect to those patents. He also
found that the asserted claims of the ‘440 and *736 patents are not invalid and that those patents
are not unenforceable.

On May 27, 2005, complainants aﬁd respondehts each petitioned for review of portions of
the ID. On June 6, 2005, complainants, respondents, and the Commission investigative attorney
(“IA”) filed responses to the petitions for review. On June 27, 2005, respondents filed a letter
replying to an argument raised in thé IA’s response. The IA and complainants each filed
responsive letters on June 28 and 29, 2005, respectively.

On July 19, 2005, the Commission determined to review the ID in part. 70 Fed. Reg.
42589-91. Specifically, the Commission determined to review the ID’s findings of fact and
conclusions of law with respect to the ‘527 and ‘440 patents. Id. However, the Commission
determined not to review the ID’s findings of fact and conclusions of law with respect to the ‘736
patent, thereby adopting those findings and conclusions. /d. Thus, the Commission has already
found no violation of section 337 with respect to the ‘736 patent. Id. The Commission further
determined to review and modify the ID to clarify that respondents accused of infringing only the
asserted claims of the ‘736 patenf (viz., respondents Audiovox Corporation; Initial Technology,
Inc.; Mintek Digital, Inc.; Shinco International AV Co., Ltd.; Changzhou Shinco Digital
Technology Co., Ltd.; Jiangsu Shinco Electronic Group Co., I._.td.;ATerapin Technology Pte., Ltd.

[formerly known as Teraoptix d/b/a Terapin Technology] of Singapore; and Terapin Technology

3
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U.S. [formerly also known as Teraoptix]) are not in violation of Section 337. Id.

In its notice of review, the Commission invited the parties to file written submissions on
the issues under review, and invited interested persons to file written submissions on the issues
of remedy, the public interest, and bonding. Id. The Commission also requested briefing from
the parties on six questions directed to the issues under review. Id.

Initial submissions in response to the Commission’s notice of review were filed on
August 1,2005.2 Also on August 1, 2005, respondents filed a letter requesting clarification of
the scope of briefing question 3(a) in the Commission’s notice of review and requesting
permission to brief new issues not previously raised. On August 8, 2005, all parties filed reply
submissions.’ :

| Having examined the record in this investigation, including the submissions and the
replies thereto, we have determined that there is a violation of section 337 in the unlawful

importation, sale for importation, and sale after importation by MediaTek, Inc. of optical disk

controller chips and chipsets that infringe claim 3 of the ‘527 patent, but no violation of the

’The IA’s submission (“IA’s submission”) addressed the issues under review and remedy,
the public interest, and bonding. Complainants filed a submission addressing the issues under
review (“complainants’ submission”) and a separate submission concerning remedy, the public
interest, and bonding (“complainants’ remedy submission”). Respondents filed a single joint
submission (“respondents’ submission”) that addressed the issues under review and remedy, the
public interest, and bonding.

*Complainants filed two reply submissions, one addressing the issues under review
(“complainants’ reply” and another addressing remedy, the public interest, and bonding
(“complainants’ remedy reply”). Respondents filed two joint reply submissions, one addressing
the issues under review (“respondents’ reply”’) and another addressing remedy, the public
interest, and bonding (“respondents’ remedy reply”’). The IA filed a single reply submission
(“IA’s reply”’) addressing the issues under review and remedy, the public interest, and bonding.

4
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statute as to the remaining claims in issue of the ‘527 patent (viz., claims 1 and 2) and no
violation as to the claims in issue of the ‘440 patent (viz., claims 1, 5, 7, 8, 10, 13, 14, 19, and
21). In addition, we have determined that there is a violation of Section 337 in the unlawful
importation, sale for importation and sale after importation of optical storage devices
incorporating optical disk controller chips and chipsets that infringe claim 3 of the ‘527 patent by
Artronix Technology Inc.; ASUSTek Computer Inc.; ASUS Computer International; EPO
Science and Technology, Inc.; LITE-ON Information Technology Corp.; Micro-Star Internzﬁional
Co., Ltd.; MSI Computer Corp.; TEAC America, Inc.; TEAC Corp.; and Ultima Electronics
Corp., but no violation of the statute as to the remaining claims in issue of the ‘527 patent (viz.,
claims 1 and 2) and no violation as to the claims in issue of the ‘440 patent (viz., claims 1, 5, 7, 8,
10, 13, 14, 19, and 21).
STANDARDS ON REVIEW

This investigation is before us pn review of the ALJ’s final ID on violation, which issued
on May 16, 2005. Commission rule 210.45(c), 19 .C.F.R. § 210.45(c) states:

On review, the Commission may affirm, reverse, modify, set aside or remand for

further proceedings, in whole or in part, the initial determination of the

administrative law judge. The Commission also may make any findings or

conclusions that in its judgment are proper based on the record in the proceeding.
Once the Commission determines to review an ID, it reviews the determination under a de novo
standard. Certain Acid-Washed Denim Garments and Accessories, Inv. No. 337-TA-324,
Commission Opinion at 4-5 (August 28, 1992) (the Commission examines for itself the record
on the issues under review); accord, Certain Flash Memory Circuits and Products Containing
Same, Inv. No. 337-TA-382, Commission Opinion at 14 (January 9, 1997). Commission practice

5
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is consistent with the Administrative Procedure Act, 5 U.S.C. >§ 1 et seq. (APA). The APA
provides that once an initial agency decision is taken up for review, “the agency has all the
powers which it would have in making the initial decision except as it may limit the issues on
notice or by rule.” 5 U.S.C. §557(b). This statutory provision and Commission rule 210.45(c)
reflect the fact that the Commission is not an appellate court, but the body responsible for making
the final agency decision. On appeal, only the Commission’s final decision is at issue. Fischer
& Porter Co. v. United States Int'l Trade Comm'n, 831 F.2d 1574, 1576-77 (Fed. Cir. 1987).

As stated in the Commission's notice of review, the Commission determined to review in
part the ALJ's final ID. The Commission thereby adopted as its own the unreviewed portions of
the ID. With respect to the portions of the ID that are under review, the ALJ's findings,
conclusions, and supporting analysis that are inconsistent with this opinion are nét adopted by the
Commission. Any findings, conclusions, and supporting analysis by the ALJ that are not
inconsistent with this opinion are adopted by the Commission.

ISSUES UNDER REVIEW

L Respondents’ Joint Letter Request for Permission to Brief New Issues Not
Previously Raised

On August 1, 2005, counsel for respondents ﬁléd a letter seeking clarification from the
Commission as to the scope of the briefing question 3(a) in the Commission’s notice of review.
Specifically, they requested clarification from the Commission as to whether they were permitted
to brief two new claim construction issues that were not previously raised. The IA and
complainants oppose allowing respondents to brief new claim construction issues.

Respondents seek permission to brief two claim construction issues that were not

6
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previously raised. First, respondents “request that they be permitted to argue in briefing to the
Commission that claim 3 of the ‘527 patent should be limited to a controller for CD-ROM
(optical) media that encodes data in compliance with the Yellow Book,” and therefore the claim
“must be limited to a controller that must first perform error correction followed by error
detection.” Respondents’ August 1, 2005, letter at 2. Respondents’ argument on this issue relies
on Oak Tech., Inc. v. United States Int’l Trade Comm’n, 248 F.3d 1316, 1319-20 (Fed. Cir.
2001), and the bspeciﬁcations of the ‘527 and ‘440 patents. Respondents also seek to raise ti1e
issue that “the claimed IDE/ATA drive controller must return the contents of the ATA status
register whenever the host computer attempts to read any of the ATA command block registers
when the BSY bit is set.” Respondents’ August 1, 2005, letter at 2. Respondents’ argument on
this second issue relies on the ‘527 and ‘440 patent specifications. Respondents state that they
“did not raise these issues earlier because they appeared precluded based on the earlier-applied
claim construction framework” and “feel compelled, in light of the change in claim construction
law represented by t‘he Phillips decision as well as the Commission’s Question No. 3.A, to raise
these issues with the Commission.” Respondents’ August 1, 2005, letter at 3 (referencing
Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005)).

The Commission’s July 19, 2005, notice of review included briefing question 3(a), which
reads as follows: “What is the impact, if any, of the July 12, 2005, en banc decision of the U.S.
Court of Appeals for the Federal Circuit in Phillips v. AWH Corporation on the ID's construction
of the asserted claims of the ‘527 and ‘440 patents?” 79 Fed. Reg. 42589-91 (question 3(a)).

Claim construction issues that were never presented to the ALJ are not part of the ID’s
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construction of the asserted claims. Thus, arguments concerning such issues are not within the
scope of this question. Although respondents assert that “[t]he Phillips court placed fundamental
importance on the patent specification for purposes of claim construction, which is a
fundamentally different legal framework than that used to date in this Investigation”
(Respondents’ August 1, 2005, letter at 2), the Philiips court stated that “[t]his court and its
predecessors have long emphasized the importance of the specification in claim construction.”
Phillips, 415 F.3d at 1315. Respondents have not explained why they “appeared precluded”
from previously raising either of the claim construction issues. Accordingly, respondents’
request for permission to brief two claim construction issues that were not previously raised is
denied.
1I. Claim Construction and Related Issues

As stated above, we determined to review all of the ID’s findings of fact and conclusions
of law with respect to the ‘527 and ‘440 patents. The ALJ’s resolution of claim construction
issues raised by the parties concerning the asserted claims of the ‘527 and ‘440 patents is found |
in the ID at 77-110.

As discussed below, we have determined to modify the ALJ’s construction of the claim
term “controller” to reflect that, although the limitation “optical drive controller” means “a
device or group of devices to control data communications between a host computer and the
optical disk drive electronics” (ID at 80), configurations wherein a “controller requires a
translator card or other intervening circuitry between the controller and the IDE bus to translate

or manipulate command data” were disclaimed during prosecution. We affirm the balance of the
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ALJ’s claim constructions concerning the asserted claims of the ‘440 and ‘527 patents.

A. The ID’s Construction of the Claimed Phrases “Optical Drive Device,” “Optical
Drive Controller,” and “Directly”

Each of the three claims at issue of the ‘527 patent includes the terms “optical drive
device” and “optical drive controller.” The latter phrase, “optical drive controller,” is found in
each of asserted independent claims 1 and 14 of the ‘440 patent. The ALJ’s construction of these
terms is presented in the ID at 77-80. The ALJ’s construction of the term “directly” is presented
in the ID at 108-09.

Respondents petitioned for review of the ALJ’s interpretation of the claim term “optical
drive,” and the IA and complainants opposed review. Complainants petitioned for review of the
ALJ’s construction of the claim term “controller,” and the IA and respondents opposed review.
Respondents petitioned for review of the ALJ’s construction of the “directly” limitation, and the
IA and complainants opposed review.

1 The Phrase “Optical Drive”

The ALJ construed the phrase “optical drive device” as “a device for operating a disk that
is written and read by laser light, and is not limited to compact disks,” and adopted a consistent
interpretation of “optical drive” in the phrase “optical drive controller.” ID at 78-79. He
reasoned as follows:

There is expert testimony that in the 1993-94 time frame, “optical,” as that

term is used in “optical drive device” and “optical drive controller,” would refer to

the usage of light as a mechanism for reading stored data, and that “optical drive

device” would refer to a device operating a disk that is written and read by laser light.

(Samuels, Tr. at 222-25; Buscaino, Tr. at 2583-84.) It is undisputed that DVD

technology did not exist at the time of the inventions of the ‘527 and ‘440 patents.
(Samuels, Tr. at 506-97; Buscaino, Tr. at 2583.) However, there is no express

9
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limitation in the claims to restrict optical drives to devices for CD-ROMs. Moreover,

at the time of the invention, optical disks other than CD-ROMs were known in the

art. (See SX-3, The Computer Glossary (5th ed. 1991) at 423.) Thus, the

administrative law judge finds that optical disc (and correspondingly optical drive)

had an ordinary and accustomed meaning in the art that was broader than just a CD-

ROM. Accordingly, the administrative law judge finds that the proper interpretation

of “optical drive device” is a device for operating a disk that is written and read by

laser light, and is not limited to compact disks.
ID at 78-79.
a. Positions of the Parties

Relying on Phillips, respondents argue that the ALJ’s construction of ‘optical drive
device’ is erroneous because he inappropriately relied on extrinsic evidence, viz., a dictionary’s
list of types of optical disks. They assert that the ‘440 and ‘527 patent specification defines the
term “optical disk drive” to mean CD-ROM drive. They argue that the ALJ erred in relying on
only extrinsic evidence that contradicted the clear definition found in the patent specification.
Respondents also contend that the claim term cannot encompass technology developed after the
effective filing date of the asserted patents.

Complainants and the IA support the ALJ’s construction. Complainants argue that the
ALJT’s construction is supported by the claim language, the specification, and the prosecution
history. The IA states that Phillips does not prohibit use of a technical dictionary to understand
the meanin'g of a claim term, and argues that the ALJ’s construction is supported by the 527
patent specification.
b. Analysis

We affirm the ALJ’s construction of the term “optical drive device.”

In its recent en banc Phillips decision, the Federal Circuit stated that the claim
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construction methodology adopted in Texas Digital Systems, Inc. v. Telegenix, Inc., 308 F.3d
1193 (Fed. Cir. 2002), “placed too much reliance on extrinsic sources such as dictionaries . .\ .
and too little on intrinsic sources, in particular the specification and prosecution history.”
Phillips, 415 F.3d at1320. The Federal Circuit stated, however, that —

we do not intend to preclude the appropriate use of dictionaries. Dictionaries or
comparable sources are often useful to assist in understanding the commonly
understood meaning of words and have been used both by our court and the Supreme
Court in claim interpretation. See Exhibit Supply Co. v. Ace Patents Corp., 315 U.S.
126, 134, 62 S.Ct. 513, 86 L.Ed. 736 (1942) (relying on dictionaries to construe the
claim term “embedded”); Weber Elec. Co. v. E.H. Freeman Elec. Co., 256 U.S. 668,
678,41 S.Ct. 600, 65 L.Ed. 1162 (1921) (approving circuit court’s use of dictionary
definitions to define claim terms); Renishaw [PLC v. Marposs Societa’ per Azioni,
158 F.3d 1243, 1247-53 (Fed. Cir. 1998)] (approving the use of dictionaries with
proper respect for the role of intrinsic evidence). A dictionary definition has the
value of being an unbiased source “accessible to the public in advance of litigation.”
Vitronics [Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1585 (Fed. Cir. 1996)]. As we
said in Vitronics, judges are free to consult dictionaries and technical treatises

at any time in order to better understand the underlying technology

and may also rely on dictionary definitions when construing claim

terms, so long as the dictionary definition does not contradict any

definition found in or ascertained by a reading of the patent

documents.

Id. at 1584 n. 6.

Phillips, 415 F.3d at 1322-23. We disagree with respondents’ contention that the ALJ relied on
an extrinsic dictionary definition to contradict the clear definition provided by the specification
of the ‘440 and ‘527 patents. Contrary to respondents’ argument, the specification supports the
ALJ’s construction.

The claims refer to “optical drive” and “optical disk drive” rather than the more

restrictive term “CD,” “CD-ROM,” or “CD drive.” The ‘527 patent specification states that —
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[tlhis invention relates generally to the access of digital data from optical storage
media by a personal computer. Optical storage methods allow information to be
recorded and recovered from a given material by using light.
‘527 patent, col. 1:12-15. It is only after this broad description of “optical storage” as recording
and recovering information using light that the specification acknowledges that CDs are the
particular optical storage media “currently used in optical recording.” ‘527 patent, col.1:15-18
(emphasis added). By referring to different types of disks, including “CD-ROMSs” (see, e.g., ‘527
patent, col. 1:45-48) and recordable CDs (see, e.g., ‘527 patent, col. 1:53-55 (“CD drives which
are capable of writing information to the CD”), the specification demonstrates that the inventors
were aware of the different scope of the terms “optical,” “CD,” and “CD-ROM.” Thus, the
specification supports the ALJ’s construction of “optical drive device” as “a device for operating
a disk that is written and read by laser light, and is not limited to compact disks” (ID at 79).
2. The Claim Terms “Controller”. and “Directly”

The ALJ construed the phrase “optical drive controller” as “a device or group of devices
to control data communications between a host computer and the optical disk drive electronics.”
ID at 80. He construed the term “directly” as meaning “without intervention,” reasoning as
follows:

Complainants’ expert Samuels in testifying about the prosecution history of

the ‘527 patent made reference to the statements of the applicants’ attorney to the

effect that the directly limitation cannot be met when there is a translator card or

some other intervening circuitry between the controller and the IDE bus that
translates or manipulates the data in order to cause the controller to properly handle

ATA commands. Samuels agreed that those statements support Samuels’ plain and

ordinary meaning of the word “directly” as it is used in the claims of the ‘527 patent.

(Tr. at 275-76.) According to respondents’ expert Buscaino, the claimed phrase

“directly” means that the controller has the ability to directly drive and receive

signals on the IDE/ATA bus. Based on the testimony of the experts, the
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administrative law judge finds that a person of ordinary skill in the pertinent art

would interpret “directly” as used in the claims of the ‘527 patent as “without

intervention.”
ID at 109.

In its notice of review, the Commission included several briefing questions relatihg to
claim construction. These questions included: “How should the terms ‘controller’ and ‘directly’
be constrﬁed?” 70 Fed. Reg. 42589-91 (question 3(d)). The Commission requested that, in their
answers, the parties “identify any finding of fact or conclusion of law with respect to
infringement, the technical prong of the domestic industry requirement, unenforceability, or
invalidity in the ID rendered clearly erroneous or legally erroneous under [their] proposed claim
construction,” and further requested that parties provide supporting citations to the record. 70
Fed. Reg. 42589-91 (question 3).

a. Submissions of the Parties

Controller. In their submissions to the Commission; the IA and respondents supported -
the ALJ’s construction of the claimed “controller” as “a device or group of devices to control
data communications between a host computer and the optical disk drive electroniés” (ID at 80).

Although complainants agree that “a controller may consist of a device or group of
_ devices to control data communications between a host computer and the optical disk drive
electronics,” they contend that the claim language, the speciﬁcatibn, and the prosecution history
compel construing the claimed “controller” to mean “a device or group of devices, apart from

intervening translation circuitry, to control data communications between a host computer and

the optical drive electronics.” Complainants’ submission at 56, 58-59 (emphasis added).

13
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Complainants assert that “[t]he specification teaches that the controller is a single chip
device.” Id. at 57 (citing ‘527 patent, Figs. 1-3, col 1, 11. 56-60; col. 2, 11. 37-58; col. 2, 1. 61-col.
3, 1. 14; col. 5, 11. 39-56; col. 5, 1. 57-col.6, 1. 14; col. 6, 11. 15-63; col. 7, 11. 24-32). They also
argue that “the specification unambiguously confirms that the controller is distinct from
intermediary translation circuitry, such as an adapter card.” Id. at 57 (citing ‘527 patent, col. 2,
11. 38-43; col. 5, 11. 42-50).

Relying on Omega Eng’g, Inc. v. Raytek Corp., 334 F.3d 1314, 1326 (Fed. Cir. 2003),
complainants argue that the prosecution history “precludes a construction of a ‘controller’ that
encompasses both a controller and separate translation circuitry.” Id. at 58. They assert that “in
the February 28, 2002, Response, the patent attorney overcame a prior art rejection by arguing
that the claim language could not be met by the prior art (the Kikinis patent and the Mitsumi
prototype) ‘where a controller requires a translator card or other intervening circuitry betwegn the
controller and the IDE bus to translate or rhanipulate command data.”” Id. at 58 (citing CX-10 at
ZC001816-1817).

Directly. In their initial submissions, the IA and complainants supported the ALJ’s
construction of “directly” as meaning “without intervention” (ID at 109). Respondents argued
that the term “directly” means that “the host interface of the controller has the ability to directly
drive and receive signals on the IDE/ATA bus.” Respondents’ submission at 81. They contend
that this construction is confirmed by statements in the patent specification, and is consistent
with expert testimony. |

The IA asserts that the “parties’ experts agreed with the ID’s construction of ‘directly’ as
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‘without intervention.”” IA’s reply at 29.

Complainants contend that the experts of the private parties “agree that the plain
meaning, ‘nothing intervening,’ controls.” Complainants’ submission at 59. Complainants
further state that this plain meaning is “confirmed by numerous dictionaries.” Id. (citing CX-282
(Merriam-Webster’s Collegiate Dictionary at 328 (10th ed. 1993)) (defining “directly” as “in a‘
direct manner” and “in immediate physical contact), CX-283 (New Riverside University
Dictionary (1988)) (defining “directly” as “without intervention”), CX-284 (Webster’s 1I New
College Dictionary at 321 (1995)) (defining “directly” as “without intervention”), CX-285 (The
American Heritage Dictionary of the English Language at 527 (3d ed. 1992)) (defining
“directly” as “without . . . anything intervening”)). Complainants go on to argue that the ALJ’s
constrﬁction is supported by the specification and the prosecution history, reasoning that —

[t]he lack of intervening devices, such as a translator board, as suggested by those.
definitions, is also consistent with the description of the invention in the patent
specification. Specifically, the specification notes that “[t]he output buffers of the
invention can directly drive an IDE/ATA bus” ([*527 patent], col. 6, 1. 56-58; [*440
patent], col. 6, 11. 58-60), and that “[t]he drive controller can drive IDE interface
signal lines directly” ([‘527 patent], col. 7, 11. 47-48; ‘440 patent], col. 7, 11. 48-49).
Those statements confirm that the inventive controller could communicate over the
IDE/ATA bus without needing to translate or manipulate those signals from one type
to another. In other words the controller chip could send and receive native IDE
signals. Of course, like all controllers some level of internal signal manipulation is
necessary, and the inventors were not suggesting by their word choice that a
controller could not perform any translation. To the contrary, the inventors intended
only to exclude intervening translation circuitry between the controller chip itself
and the host computer. This intent is evidenced by statements in both the
“Background of the Invention” and “Detailed Description of the Invention” sections
of the specification . . . that the advantage of this direct connection is that it “would
obviate the need for an additional host adapter card and associated electronics” and
reduce the cost of a CD drive by “eliminating the need for a host adaptor and/or
additional ISA bus interface electronics.” ([‘527 patent], col. 2, 11. 41-43, col. 5, 11.
45-48; [ ‘440 patent], col. 2, 11. 43-45, col. 5, 11. 48-50 (emphasis added).) Thus, the
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specification confirms that the controller communicate directly with the host
computer over the IDE bus without any intervening translation circuitry.

On this point the file history is directly relevant. Thus, it is an important and
compelling source to consider for claim construction. Ballard Medical Products v.
Allegiance Healthcare Corp., 268 F.3d 1352, 1358-1359 (Fed. Cir. 2001)
(prosecution history is an important aid to claim construction, especially where
patentee disclaimed a particular claim interpretation). In the prosecution history, the
prosecuting attorney highlighted the advantage of the direct connection stating:

[Tlhe limitations cannot be met where a controller requires a
translator card or other intervening circuitry between the controller
and the IDE bus to translate or manipulate command data due to the
inability of the controller to properly handle native ATA commands.

(CX-10, at ZC001817 (emphasis in original).)

That distinction is inescapable. The plain meaning of the words used, the
specification, and the file history all support complainants’ interpretation that this
claim term covers only a direct connection to the IDE/ATA data bus without any
translation or other intervening circuitry to translate or manipulate information over
the IDE/ATA bus.

Complainants’ submission at 60-61.

Respondents contend that the specification does not support construing “directly” to

“exclude a controller that uses ‘translation’ circuitry.” Respondents’ submission at 82. They

argue that the statements in the specification concerning elimination of a “host adapter card” or

“additional ISA bus interface electronics” does not relate to translation circuitry. Id.

Respondents further argue that the prosecution history “demonstrates that the exclusion of

‘translation’ circuitry cannot possibly be a proper limitation of the claim term ‘directly’” because
the patent examiner rejected the “Applicant[’s] attempt[] to overcome a rejection by arguing that

the cited prior art, Kikinis, did not meet the requirements of a direct connection due to its use of

translation circuitry.” Id. at 82.

Respondents contend that under their proposed construction of the terms “directly” and
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“controller,” the Mitsumi prototype anticipates the asserted claims of the ‘527 patent. They
argue that the Mitsumi prototype combination of the OTI-012 chip and daughterboard satisfies
the “directly” limitation, when that limitation is construed as “requir[ing] a host interface that can
directly drive and receiye signals on the IDE/ATA bus.” Id. at 85. According to respondents —

the Mistsumi prototype, consisting of a Mitsumi drive with an OTI-012 chip that was
connected to a daughterboard with IDE host interface circuitry, controlled
communication with the host computer over the IDE/ATA bus. This function was
accomplished by the combination of the front-end host interface circuitry on the
daughterboard and the OTI-012 chip located in the drive itself. Although the
prototype implemented this functionality in two separate devices, the fact remains
that the combination of the daughterboard and the OTI-012 performed the function
of an optical drive controller that could directly communicate over the IDE bus.
Complainants’ assertion that the Mitsumi prototype did not have a direct
connection hinges on a construction of “controller” that is limited to the OTI-012
portion of the prototype — excluding the front-end host interface on the
daughterboard. This position is based on a flawed interpretation of the term
“controller.” As stated above, all parties agree that the “drive controller” is the
group of devices that controls the communication between the drive electronics and
the host computer. There is no legitimate reason for restricting the type of devices
~ that could be combined to accomplish. function. There is absolutely no basis for
excluding the daughterboard as one of the devices that combines to perform the
function of an IDE/ATA controller.

Id. at 86-87 (internal citations and footnote omitted) (emphasis added).
b. Reply Submissions

In their reply submission, respondents take issue with complainants’ analysis of the
specification and prosecution history. Respondents argue that the claimed controller is not
limited to a single device or a single chip. They reiterate that, contrary to complainants’
assertions, the statements in the specification concerning eliminating the “additional host adapter
card” or “additional ISA bus interface electronics” are unrelated to translation or translation

circuitry. Respondents’ reply at 42-43. Respondents argue that complainants’ interpretation of
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the prosecution history is incofrect because, after the argument was made by the patent attorney,
the Examiner reaffirmed his rejection of the claims over the Kikinis prior art. They also argue
that “the Mitsumi prior art was never cited by the Examiner as a basis for rejection and thus
could not be ‘overcome’ by the applicant.” Id. at 40.

The IA supported complainants’ view of the prosecution history, but criticized
.complainants’ proposed claim construction as vague.
c. Analysis

We have determined to modify the ALJ’s construction of the claim term “controller” to
reflect that, although the claim phrase “optical drive controller” means “a device or group of
devices to control data communications between a host computer and the optical disk drive
electronics” (ID at 80), configurations wherein a “controller requires a translator card or other
intervening circuitry between the controller and the IDE bus to translate or manipulate command
data” were disclaimed during prosecution. We affirm the ALJ’s construction of the claim term
“directly.”

| Respondents and the IA agree that the preferred embodiment is a single chip device. The

portions of the ‘527 patent cited by complainants in support of their assertion that the
specification teaches a single chip controller do not discuss, however, whether a controller is
limited to a single chip device. We see nothing in the specification that suggests that controller is
restricted to a single chip device. However, we agree with complainants and tﬁe IA that during
prosecution, the applicants disclaimed a “controller [that] requires a translator card or other

intervening circuitry between the controller and the IDE bus to translate or manipulate command
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data.” (CX-10, at ZX001816-1817).

In determining that complainants satisﬁ'ed the domestic industry requirement, the ALJ
found that the OTI-9510 and SC-2120B chips practice claim 3 of the ‘527 patent. ID at 162.
The record demonstrates that these chips practice claim 3 of the ‘527 patent using thé
Commission’s modified construction of the term controller. The OTI-9510 and SC-2120B chips
are optical storage controller chips that contain a host interface that connects directly to the IDE
bus of a host computer. Trans. (Samuels) at 564; CX-1260C at SUN00511, SUN00513,
SUN00541-3; CX-241C at SUN01454, SUN01456, SUN01481. The ALJ also found it
“undisputed that the MediaTek chips accused of infringing the ‘527 patent are designed to
control the communication of data between an optical drive and a host computer over the IDE
bus of a personal computer; and that said accused chips contain host interface logic with output
pins that connect the controller and the host directly via an IDE/ATA bus.” ID at 122 (citing

Staff proposed findings 310, 312 (undisputed)).* Thus, the record demonstrates that these chips®

“The undisputed proposed findings read as follows:

The MediaTek chips accused of infringing the ‘527 patent are designed to control the
communication of data between an optical drive and a host computer over the IDE
bus of a personal computer. Staff proposed finding 310 (citing Trans. (Samuels) at
450).

The accused MediaTek chips contain host interface logic with output pins that
connect the controller and the host directly via an IDE/ATA bus. Staff proposed
finding 312 (citing Trans. (Samuels) at 510-12; see, e.g., CX-806C at MTK-ITC-
108942-3).

5As discussed further below, however, the Commission has determined to vacate the ID’s
infringement findings as to the MT1528, MT1558, and MT1668 chips because the record does
not support such findings as to these three chips.
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infringe claim 3 of the ‘527 patent using the Commission’s modified construction of the term
controller. See also Trans. (Samuels) at 742:25 — 743:2 (“the elements that infringe the claims
[of the ‘527 patent] are contained within the MediaTek chip itself”), 742:3 — 743:17; CDX-22.

The ALJ’s findings in his ID at 149-50 demonstrate that the Mitsumi prototype does not
anticipate any claim of the ‘527 patent. He found that the daughterboard, which “sat between the
OTI-012 controller and the IDE/ATA bus,” “translated information coming from the IDE/ATA
bus so -that it could be understood by the Mitsumi interface, and translated Mitsumi proprietary
signals into signal that could be used by the ATA/IDE bus.” ID at 149, 150. The applicants,
however, disclaimed intervening translator cards during prosecution, and therefore, the Mitsumi
prototypé does not anticipate any claim of the ‘527 patent.

Respondents also argue that, even under complainants’ construction of the limitations
“controller” and “directly,” the Mitsumi prototype renders the claims of the ‘527 patent obvious.
They assert that “integrating the daughte;board and OTI-012 chip would certainly be obvious to
one of ordinary skill in the art.” Respondents’ reply at 46. They argue that “[t]he evidence
demonstrated that Mitsumi’s intent in developing the prototype from the very beginning was to
have the functionality of the prototype integrated onto a single chip.” Id. at 46. However,
respondents presented their argument that the Mitsumi prototype by itself renders the claims of
the ‘527 patent obvious in their reply submission to the submissions on review, and respondents
had never before raised this obviousness issue in this investigation. Respondents did not raise
this oBviousness issue in their petition for review, and never presented it to the‘ALJ . See

Respondents’ petition for review at 130-38; respondents’ amended pre-hearing statement at 51-
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53, 58-60; respondents’ post-hearing brief at 120-26. By failing to raise this issue before the
ALJ, respondents have -waived it. Hazaniv. U.S. Int’l Trade Comm’n, 126 F.3d 1473, 1476-77
(Fed. Cir. 1997).

Even if the obviousness issue were properly before the Commission, respondents’
argument is not persuasive. Obviousness is a legal conclusion based on underlying factual
inquiries including: (1) the scope and content of the prior art, (2) the level of ordinary skill in the
art, (3) the differences between the claimed invention and the prior art, and (4) secondary
considerations, if any, of nonobviousness. Golight, Inc. v. Wal-Mart Stores, Inc., 355 F.3d 1327,
1335-36 (Fed. Cir. 2004). Although a patent claim may be rendered obvious by a single prior art
reference, “there must be a showing of a suggestion or motivation to modify the teachings of that
reference to fhe claimed invention in order to support the obviousness conclusion.” SIBIA
Neurosciences, Inc. v. Cadus Pharm. Corp., 225 F.3d 1349, 1356 (Fed. Cir. 2000). Because a
patent is presumed valid, obviousness must be demonstrated with clear and convincing evidence.
Catalina Lighting Inc. v. Lamps Plus, Inc., 295 F.3d 1277, 1287 (Fed. Cir. 2602)’.

Respondents argue that integrating the daughterboard and the OTI-012 chip would have
been obvious to one of ordinary skill in the art who reviewed the Mitsumi prototype becausé
Mitsumi developed the prototype with the intention of integrating the functionality of the
prototype onto a single chip. While respondents support this argument with Ithe deposition
testimony of Sugie, who was at one time chief engineer for Mitsumi (ID at 147), and citations to
documentary exhibits (e.g., CX-540C, CX-1525C, CX-567C), the question is not what Mitsumi

intended in developing the prototype but whether there is a suggestion, motivation, or teaching in
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the prior art that would lead one of ordinary skill in the art to modify the prototype to make the
claimed invention. See Golight, 355 F.3d at 1336; SIBIA Neurosciences, 225 F.3d at 1356.
Although the suggestion, motivation, or teaching need not be express in the prior art reference,
and “‘may come from the prior art, as filtered through the knowledge of one skilled in the art,””
the showing must be “clear and particular.” Brown & Williamson Tobacco Corp. v. Philip
Morris Inc., 229 F.3d 1120, 1125 (Fed. Cir. 2000) (quoting Motorola, Inc. v. Interdigital Tech.
Corp., 121 F.3d 1461, 1472 (Fed. Cir. 1997)). Respondents have failed to make such a showing
here. Furthermore, the ALJ found objective indicia of nonobviousness including the failure of
others to offer for sale an optical drive controller that could directly connect to the host computer
via the IDE/ATA data bus; the commercial success of the Oak OTI-011, which embodied the
claimed invention; and Oak’s ability to leverage the value of its invention through the licensing
of its patent portfolio, which included its patents relating to the OTI-011. ID at 151.
Consequently, even if this argument were properly before us, respondents have not established by
clear and convincing evidence, that the asserted claims of the ‘527 patents are obvious under 35
U.S.C. § 103 in view of the Mitsumi prototype.
B. The ID’s Construction of Other Claim Terms: “Data Error Detection and

Correction Circuitry,” “Precluded from Accessing,” “Access . . . Is Precluded,”

“ATA Transfer Protocol,” and “An ATA Command Block Register Address at

Which to Store Sequentially Contiguous Bytes of Command Data, That Are Part of

the Same Command, Transmitted From the Host Computer in a Single Command

Transfer”

In their petition for review, complainants requested review of the ALJ’s construction of
the following claim language: “data error detection and correction circuitry” (see ID at 86-99),

“precluded from accessing” and “access . . . is precluded” (see ID at 104-08). The IA and
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respondents opposed review. We affirm the ALJ’s construction of this claim language.

In their petition for review, respondents requested review of the ALJ’s construction of the
following claim language: “ATA transfer protocol” (see ID at 109-10) and “sequentially
contiguous bytes” (see ID at 83-85). The IA and complainants opposed review. We affirm the
ALJ’s construction of this claim language.

II.  Invalidity

In an earlier Commission investigation involving the ‘715 patent, the Commission
concluded that the named inventors of the ‘715 patent had conceived of their invention no later
than April 1993. Certain CD-ROM Controllers and Products Containing the Same-II, Inv. No.
337-TA-409, Commission Opinion at 65, USITC Pub. No. 3251 (Oct. 1999) (“the ‘409
investigation”). In their petition for review, respondents asserted that the ALJ erred in relying on
the 1993 conception date as the conception date for the inventions of the ‘527 and ‘440 patents,
and argued that the Commission must independently address the issue of the conception date of
the asserted claims. Respondents contend that they established a prima facie case of invalidity of
the asserted claims of the ‘527 and ‘440 patents based on Western Digital’s June 10, 1993,
ATAPI document,® and therefore that complainants were required to prove an earlier conception
date. Respondents éontend that the June 10, 1993, ATAPI document presents a prima facie case
of invalidity because it is either a fully anticipatory derivation reference or an obviousness

reference under 35 U.S.C. §§ 102(f),103. Respondents also argue that they presented a prima

%The ATAPI specification “defines a standard method for interfacing to a CD-ROM Drive
utilizing the existing ATA host computer hardware and cabling.” (CX-1249 at{ 1.1).

23



PUBLIC VERSION

facie case of invalidity under 35 U.S.C. § 102(f) for non-joinder of “engineers at Western Digital,
primarily Shishir Shah,” who “contributed key elements of the ‘527 and ‘440 claims.”
Respondents’ submission at 104.

As discussed below in part A, we determine to vacate (1) the ALY’s finding that the
conception date of the asserted claims of the ‘527 and ‘440 patents is at least as early as April 21,
1993 (see ID at 129 n.45, 142) and (2) the statement in the ID at 142, where the ALJ relies on the
April 21, 1993, conception date to make an alternate finding, viz., “[e]ven assuming that
conception of a transport mechanism that attached a CD-ROM drive to an IDE/ATA bus was
relevant, there is no contemporaneous documentation showing conception in December 1992 or a
conception even before the April 1993 conception of the claimed inventions in issue.”

In his ID, the ALJ rejected respondents’ invalidity and unenforceability contentions with
respect to the ‘527 and ‘440 patents (see ID at 128-156), and, with the exception of the
conception findings previously identified as vacated, we affirm. As discussed below in part B,
we find re;e,pondcnts’ argument that ATAPI presents a prima facie case of invalidjfy unpersuasive
‘because the ALJ correctly found that the June 10, 1993, ATAPI document did not disclose every
element of the claimed invention and because respondents’ obviousness argument is insufficient
as a matter of law. As discussed below in part C, we have determined that respondents waived
their argument that the ‘527 and ‘440 patents are invalid under 35 U.S.C. § 102(f) for non-
joinder of any Western Digital engineers other than Shishir Shah by failing properly to present
the argument to the ALJ at the appropriate time. Consequently, we i'eject respondents’ argument

that it is necessary to determine the conception date of the asserted claims of the ‘527 and ‘440
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patents in order to resolve the issues that are properly before us.

In part D, we address respondents’ challenge to thé ALJ’s rejection of their contention
that the asserted claims are invalid under 35 U.S.C. § 102(g)(2) (see ID at 139-42).
A. The ID’s Conception Date Finding

In its notice of review, the Commission asked the parties to brief the following question:
“Should the asserted claims of the ‘440 and ‘527 patents be accorded the conception date found
by the Commission in the 409 investigation for the claims of the ‘715 patent? Why or why not?
In your answer, address any relevant admission(s) by respondents. (See ID at 129 n.45).” 70
Fed. Reg. 42589-91 (question 6). The ID’s footnote 45 begins on page 129, and reads as follows:

Respondents have admitted that the Commission in its opinion in CD-ROM
Controllers II found that the named inventors on the ‘527 and ‘440 patents had
completed conception of their invention, at least by April 21, 1993. ([Respondents’
post-hearing reply brief] at 3.) Complainants’ position is that the inventors
conceived the claimed inventions of the ‘557 [sic] and ‘440 patents in January 1993
or at least in March 1993 or in April 1993 as the Commission has found.
([Complainants’ post-hearing brief] at 87; [complainants’ post-hearing reply brief] .
at 78.) Respondentsin this investigation appear to take the position that the inventors
on the ‘440 and ‘527 patents conceived the claimed inventions on June 14, 1993.

Respondents’ position is that the conception date found by [the] Commission
is “manifestly false.” Respondents refer to the following portion of the Commission
opinion in CD-ROM Controllers II: ’

The ATAPI specification is dated June 10, 1993, and
describes a detailed command set that enables communication
between a CD-ROM drive and a host PC over an IDE bus. It also
provides detailed information for the reduction to practice of such a -
controller. The ‘715 patent discusses the ATAPI commands in
considerable detail and many of those commands are essential to the
functioning of the claimed host interface means.

(CX-513C [Certain CD-ROM Controllers and Products Containing the Same (1),
Inv. No. 337-TA-409, Commission Opinion (confidential version Oct. 4, 1999)] at
60-61 (emphasis added by respondents).) Respondents then concluded that the
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Commission’s use of the word “essential” meant that “many of those commands”

must be part of the conception of the invention and hence the Commission’s

statement that the named inventors had completed conception of their invention at

least by April 21, 1993, which is prior to the date of the ATAPI specification, is

“manifestly false.” ([Respondents’ post-hearing reply brief] at 4.) The

administrative law judge, however, finds that the Commission’s statement that there

is a conception date at least by April 21, 1993 is not “manifestly false.”
ID at 129 n.45.
1. Positions of the Parties

Respondents argue that the doctrines of collateral estoppel and res judicata are
inapplicable. They also state that the only “admission” referred to in footnote 45 of the ID is the
ALDJ’s statement that “[r]lespondents have admitted that the Commission in its opinion in CD-
ROM Controllers II found that the named inventors on the ‘527 and ‘440 patents had completed
conception of their invention, at least by April 21, 1993. ([Respondents’ post-hearing reply
.brief] at 3).” Respondents’ submission at 102-03. Respondents state that they “merely
acknowledged that the Commission had found a particular conception date” for the claims of the
~ “715 patent at issue in the 409 investigation. Id. at 102.

ThelA agreed that collateralAestoppel is inapplicable, and argued that the Commission’s
determination as to conception date of the ‘715 patent claims in the ‘409 investigation should
therefore be given no deference. However, the IA also took the position that there was no reason
for the ALJ to determine the conception date of the asserted claims in this investigation. In her
submission on review, the IA reiterated her view that it is unnecessary to determine the

conception date of the asserted claims.

Complainants acknowledge that the Commission’s conception date finding in the
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previous 409 investigation is not binding under theories of collateral estoppel or res judicata, and
represent that they have never so ;argued. Complainants further argued that the ALJ did not have
to reach the conception issue because respondents failed to make a prima facie case of invalidity.

However, complainants also characterized the ID as having concluded, after consideration
of the evidence in the present record, that the named inventors conceived the inventions of the
‘527 and ‘440 patents no later than April 1993 — the same conception date that the Commission
found with respect to the ‘715 patent in issue in the ‘409 investigation.

2. Analysis

We have determined to vacate the ALJ’s finding that the conception date of the asserted
claims of the ‘527 and ‘440 patents is at least as early as April 21, 1993, because that finding
lacks a sufficiently articulated basis in fact. See ID at 129 n.45, 142.

Complainants contend, relying on the ALJ’s footnote (ID at 129 n.45), that the ALJ
" considered the conception evidence in the present record in finding that the inventors conceived
of their invention at least by April 21, 1993. We disagree with complainants’ characterization of
the evidentiary basis for the ALJ’s conception date finding because the footnote makes no
reference to such evidence.

The Commission’s briefing question concerning the conception date issue also directed
the parties to address in their responses “any relevant admission(s) by respondents.” 79 Fed.
Reg. 42589-91 (question 6). Complainants contend that —

respondents concede that the claims of the ‘527 and ‘440 patents are either essentially

the same in scope as the means-plus-function claims in the ‘715 patent, or are

broader. (See [respondents’ post-hearing reply brief at 4 n.3]) In their post-hearing
reply brief, respondents conceded that “any conclusions concerning conception of the
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‘715 [patent] would apply equally to one or more claims of the ‘440 and ‘527

patents.* Id. Butconception of the “715 patent is not at issue here. That finding was

made many years ago, supported by contemporaneous corroborating documentation,

and its accuracy was never challenged. Based on respondents’ unmistakable

concession, the inquiry should end there.
Complainants’ submission at 72.

Before the ALJ, respondents took the position that there could be no res judicata or
collateral estoppel based on the Commission’s opinion in the 409 investigation and therefore that
the opinion had no application to the instant investigation. After reiterating that position before
the ALJ in their post-hearing reply brief, respondents alternatively argued that the Commission’s
409 opinion supported their position on inventorship.” In the course of that argument,
respondents noted that —

[t]he potential argument that the prior Commission Opinion concerned the ‘715

patent, not the continuation patents at issue here is of no consequence. . . . [T]he

Commission’s construction of the “715 host interface . . . shows that it is identical to

the ‘440 claim 1, and that all claims of the ‘527 patent are a broader subset. Thus,

any conclusions concerning conception of the ‘715 would apply equally to one or

more claims of the ‘440 and ‘527 patents.

Respondents’ post-hearing reply at 4 n.3. However, the parties agree that collateral estoppel and
res judicata are inapplicable, and the ID did not rely on these doctrines.

Notwithstanding the statements of respondents concerning the respective scope of the
claims of the “715, ‘440, and ‘527 patents, we decline to apply our previous findings and

conclusions concerning conception of the ‘715 patent claims from the 409 investigation to the

instant investigation. Thus, we vacate the ALJ’s finding that there is a conception date at least by

"In footnote 45, the ALJ rejects respondents’ argument.
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April 21, 1993, of the asserted claims of the ‘527 and ‘440 patents (e.g., ID at 129 n.45, 142),
because that finding lacks a sufficiently articulated basis in fact. We also vacate the statement in
the ID at 142, where the ALJ relies on thé April 21, 1993, conception date to make an alternate
finding, viz., “[e]ven assuming that conception of a transport mechanism that attached a CD-
ROM drive to an IDE/ATA bus was relevant, there is no contemporaneous documentation
| showing conception in December 1992 or a conception even before the April 1993 conception of
the claimed inventions in issue.”®
B. Western Digital’s June 10, 1993, ATAPI Document
1. The ID

The AI.J found that respondents have not established by clear and convincing evidence
that the June 10, 1993, draft ATAPI specification was a printed publication under 35 U.S.C.
§ 102(b) before the June 22, 1993, critical date. ID at 128-33. He further found that, even
assuming arguendo that respondents had establisﬁed that the draft ATAPI specification was a
printed publication under section 102(b), respondents have not established by clear and
convincing evidence that the draft ATAPI specification anticipates the asserted claims of the
€527 and ‘440 patents. ID at 133-35.
2. Submissions of the Parties

Respondents argue that the June 10, 1993, ATAPI document presents a prima facie case

3This statement is found in part VI.D.3 of the ID. In part VL.D.3 the ID discusses
respondents’ argument that the asserted claims of the ‘527 and ‘440 patents are invalid under 35
U.S.C. § 102(g)(2). ID at 139-42. Respondents’ argument that the ALJ applied the wrong legal
analysis to the section 102(g)(2) issues is discussed below in part D.
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of invalidity because it is either a fully anticipatory derivation reference or renders the patent
obvious under 35 U.S.C. §§ 102(f),103. They assert that “[t]he only allegedly novel element” of
the claims in issue “is the IDE/ATA host interface for a CD-ROM device” and “ATAPI discloses
each and every limitation of the claimed host interface, thus rendering the claims invalid.”
Respondents’ submission at 66. They contend that the ALJ erred by “ignor[ing] the
overwhelming evidence of anticipation.” Id. at 66, 66-73. They further argue that “to the extent
any particular claim limitation [of the asserted claims of the ‘440 or ‘527 patents] is found to be
missing frqm ATAPI, it still renders the claims obvious by itself.” Id. at 71 (citing Trans.
(Buscaino) at 2776:20-2777:2), 73 (citing Trans. (Buscaino) at 2779:10-15).
2. Reply Submissions

In response, the IA argues that the ALJ correctly found that the ATAPI gpeciﬁcaﬁon did
not anticipate any asserted claim because it “is directed to a method for interfacing to a CD-ROM
drive rather than an optical drive controller.” IA’s response to petifions for review at 38-39
(citing ID at 133-35); IA’s reply at 26-27 (cross-referencing IA’s response to petitions for
review).

Complainants argue that the ATAPI specification does not anticipate the asserted claims.
They contend that the ID did not err in finding that ATAPI was “only a ‘protocol,’” and respond
in detail to rgspondents’ argument on this point. Complainants’ reply at 53. With respect to
obviousness, complainants state that —

[r]lespondents’ entire showing on this issue consists, as to each of the [ ‘440 and ‘527]

patents, of Mr. Buscaino’s single affirmative response to a single question as to

whether the ATAPI specification renders the asserted claims obvious. Mr. Buscaino
was not asked for, and did not give, any further explanation. Such a conclusory
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showing fails as a matter of law.

Id. at 61. Complainants also argue that evidence of secondary considerations establishes that the
claimed invention is not obvious.
3. Analysis

We see no error in the ID’s finding that respondents did not establish, by clear and
convincing .evidence, that the ATAPI specification anticipates the asserted claims. See ID at 128-
35. The ALJ found that the ATAPI specification is directed to a method for interfacing to a CD-
ROM drive, and does not describe the claimed optical disk controller. ID at 133-35. The ALJ’s
finding is supported by substantial evidence. For the same reason, i:espondents’ derivation
argument also fails. Under Eaton Corp. v. Rockwell Int’l Corp., 323 F.3d 1332, 1344-45 (Fed.
Cir. 2003), derivation requires prior conception of thé invention by another, and an enabling
communication of the conception to the patentee. Although respondents argue that ATAPI was
communicated to the inventor Verinsky, the ALJ found that ATAPI did not disclose every
element of the claimed invention.

We determine that respondents’ argument that the ATAPI specification renders the
asserted claims obvious also fails. Respondents’ evidentiary showing on this issue is limited to
the affirmative response of respondents’ expert (Buscaino) to the question as to whether the
ATAPI specification renders the asserted claims of each of the two patents obvious. See
Respondents’ submission at 71 (citing Trans. (Buscaino) at 2776:20-2777:2), at 73 (citing Trans.
(Buscaino) at 2779:10-15). This showing is legally insufficient. Upjohn Co. v. Mova Pharm.

Corp., 225 F.3d 1306, 1311 (Fed. Cir. 2000).
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As discussed above, the ALJ correctly found that ATAPI did not disclose every element
of the claimed invention and respondents’ obviousness argument is insufficient as a matter of
law. Consequently, we find respondents’ argument that ATAPI presents a prima facie case éf
invalidity unpersuasive.
C. Non-Joinder of Inventors

Respondents argue that they presented a prima facie case of invalidity for non-joinder of
“engineers at Western Digital, primarily Shishir Shah,” who “contributed key elementé of the
‘527 and ‘440 claims.” Respondents’ submission at 104. However, as we explain below,

| respondents waived their argument that the ‘527 and ‘440 patents are invalid under 35 U.S.C.

§ 102(f) for non-joinder of Western Digital engineers, other than Shishir Shah, by failing to raise
the argument properly before the ALJ.

In its notice of review, the Commission requested briefing on the following question:

Have respondents waived the argument that the ‘527 and ‘440 patents are invalid

under 35 U.S.C. § 102(f) for non-joinder of unidentified “Western Digital engineers”

as co-inventors by failing to present it to the ALJ? (See respondents’ petition for

review at 51.) Identify with citations to previous briefing where this specific

argument and any supporting evidence was presented to the ALJ.
70 Fed. Reg. 42589-91 (question 1). Respondents contend that they raised the issue of invalidity
under section 102(f) for non-joinder of one or more Western Digital inventors. The IA and

complainants argue that respondents'waived the issue of invalidity under section 102(f) for non-

joinder of Western Digital inventors other than Shishir Shah.
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1. Submissions of the Parties
a. IA’s Submission

Relying on Hazani v. United States International Trade Commission, 126 F.3d 1473,
1476-77 (Fed. Cir. 1997), the IA states that the Federal Circuit has upheld the Commission’s
long-standing practice of declining to consider on review arguments that were not timely raised
before the ALI . She states that “[t]he standard for properly raising an issue before the Judge is
whether the issue' has been ‘raised with sufficient specificity and clarity that the [Judge] is aware
that [he or she] must decide the issue.”” IA’s submission at 3 (quoting Wallace v. Dept. of the
Air Force, 879 F.2d 829, 832 (Fed. Cir. 1989). | |

The IA concedes that respondents stated in their pre-hearing brief that “the authors of
ATAPI at Western Digital” “who conceived and developed the ATAPI IDE CD-ROM
specification are rightfully joint inventors.” I¢ at 3-4 (quoting respondents’ pre-hearing brief at
43, 45). She argues that respondents waived that argument, however, because in their post-
hearing brief respondents argued only that the patents were invalid for non-joinder under 35
U.S.C. 102(f) for failure to name Shah as an inventor. She acknowledges in a footnote that
respondents’ proposed conclusions of law included the following: “The ‘527 and ‘440 patents
failed to name the correct inventors, including Shishir Shah and/or others from Western Digital.
Therefore, they are invalid under 35 U.S.C. § 102(f).” Id. at 5 n.3 (quoting respondents’
proposed conclusions of law at 5).

The IA argues, however, that while respondents did state in their post-hearing brief that

“‘[t]here was one final change which Mr. Verinsky and Mr. Case made which proves that Mr.
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Shah and Western Digital are the true inventors,”” respondents went on to “conclude and
summarize their argument as relating to co-inventorship solely with respect to Mr. Shah.” Id. at
4-5 (quoting respondents’ post-hearing brief at 77 (emphasis added by 1A) and citing
respondents’ post-hearing brief at 78). She contends that —

[a]t no point in the Posthearing Brief did Respondents argue that the authors of the

ATAPI CD-ROM specification or anyone other than Mr. Shah were joint inventors

of the invention claimed in the ‘527 and ‘440 patents. Rather, Respondents argued

that the ATAPI specification anticipates the ‘527 and ‘440 claims “under 35 U.S.C.

§§ 102(f) and/or (b)” inasmuch as the ATAPI specification is a prior conception of

the complete invention from which Oak derived its embodiment.
Id. at 5 (footnote omitted) (citing Respondents’ post-hearing brief at 78-84). The IA contends
that “in their Posthearing Reply Brief, Respondents argue for the first time that the ATAPI
specification should be considered independently and that ‘the Western Digital disclosures have
created a prima facie case of invalidity due to improper inventorship under 35 U.S.C. § 102(f).’”
Id. at 6 (quoting respondents’ post-hearing reply brief at 8 and citing generally respondents’ post-
hearing reply brief at 6-30).

The IA argues that, notwithstanding respondents’ argument in their post-hearing reply
brief concerning the Western Digital disclosures, respondents waived the issue because (1) “it is
not proper to raise an argument for the first time in a reply brief” and (2) “[e]ven in their

Posthearing Reply Brief, Respondents continue to confound the issues of Mr. Shah’s co-inventor

status with Western Digital more generally.” Id. at 7.
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b. Complainants’ Submission

Complainants assert that “[a]rguments that are not raised in a timely fashion are waived.””®
Complainants argue that respondents “either waived the non-joinder issue altogether, or, at a
minimum, waived the argument that Shishir Shah and other unnamed Western Digital inventors
should have been joined as inventors.” Complainants’ submission at 7. Complainants state that
the ALJ ’s ground rules provide that contentions not set forth in detail in a party’s pre-hearing
statement are waived. They also note that in ALJ Order No. 35 (requiring submissions from the
parties), the ALJ stated that while a party’s position with respect to a required submission may
change, absent notification to the ALJ and the other parties “in a timely manner, by letter” “the
party is committed to the position stated in its original submission.” Id. at 4 (quoting ALJ Order
No. 35 at 1-2). According to complainants, while “[rJespondents asserted generally in |
Respondents’ Written Submission Pursuant To Order 35 — Item 6 (‘Respondents’ Item 6
Brief”), filed on January 21, 2005, and their amended prehearing statement, filed on January 24,
2005, that one or more Western Digital employees invented some or all of the asserted claims of

the ‘527 and ‘440 patents,” respondents did not identify Shah or any other alleged Western

Complainants’ submission at 2 (citing 19 C.F.R. 210.43(a)(2); Kinik Co. v. United States
International Trade Comm’n, 362 F.3d 1359, 1367 (Fed. Cir. 2004); Hazani v. United States
International Trade Comm’n, 126 F.3d 1473, 1479 (Fed. Cir. 1997); Certain Gel-Filled Wrist
Rests and Products Containing Same, 337-TA-456, Commission Opinion at 32 (Jan. 23, 2003);
Certain Display Controllers with Upscaling Functionality and Products Containing Same and
Certain Display Controllers and Products Containing Same, consolidated Inv. Nos. 337-TA-481
and 337-TA-491, Commission Opinion at 36 (Feb. 4, 2005)).
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Digital employee as an unnamed inventor.'® Complainants argue that since respondents could
have, but did not, specifically identify Shishir Shah as the alleged inventor in their pre-hearing
papers, they waived the section 102(f) issue in its entirety under ALJ ground rule 9(e).

Complainants characterize respondents’ post-hearing brief as presenting the argument
“that the ‘527 and ‘440 patents are invalid for failure to name Shishir Shah — and only Shishir
Shah — as an inventor.” Complainants’ submission at 5. They assert that Respondents “never
argued in their post-hearing brief that other unnamed. Western Digital employees also were
omitted.” Id. Complainants argue that because respondents did not present, in their post-hearing
brief or proposed findings of fact, their argument that Western Digital employees other than Shah
were not joined as inventors, as a practical matter it was “impossible for complainants and [the
IA] to address” any such argument in their post-hearing reply briefs and rebuttal findings of fact.
Id. at 6.

According to complainants, “[i]Jt was not until respondents’ post-hearing reply brief that
they changed course again and argued that some other unnamed Western Digital employees and
Shishir Shah also should have been named as inventors.” Id. at 6. They characterize
respondents’ post-hearing reply brief as referring, for example, to “Mr. Shah’s and Western
Digital’s critical inventive ideas” and “Shishir Shah and Western Digital were omitted

inventors.” Id. (citing respondents’ post-hearing reply brief at 6, 8, 28, 29). Complainants argue

17d. at 4-5 (citing Respondents’ Item 6 Brief, at 10, 12; Respondents’ Amended Pre-
Hearing Statement, at 41-43). In their reply, respondents note that in the outline of witness
testimony presented in their pre-hearing statement at 129-40, they stated that “Mr. Shah is
expected to testify about his conception of an IDE/ATA interface for CD-ROM.” Respondents’

reply at 6.
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that because respondents never submitted a letter explaining their various new positions,
“specifically, that unnamed Western Digital employees and Shishir Shah should have been
named as an inventor,” they never complied with Order No. 35. Id. at 6. Thus, complainants
argue that respondents “waived the argument that Shishir Shah and other unnamed Western
Digital inventors should have been joined as inventors.” Id. at 7.
c. Respondents’ Sui)mission

Respondents argue that they raised the defense that the ‘527 and ‘440 patents are invalid
for improper inventorship under section 102(f) in their pre-hearing statement, introduced
evidence relating to the defense at the hearing, and argued the defense in their post-trial briefing.
They argue that, because they “thoroughly address[] the issue of non-joinder of the proper
inventors in both their pre-hearing statement and post-trial briefing,” the issue was not waived.
Respondents’ submission at 15. Respondents also argue that there was no waiver because their
pre-hearing statement and post-trial briefing complied with the ground rules for the investigation.
Respondents further state that they raised their impr,opef inventorship defense in their pre-hearing
statement.

In response to the Commission’s second briefing question,' respondents state that “the

Western Digital co-inventors were not ‘unidentified,” as contended by Complainants.” Id. at 21

'The Commission’s second briefing question reads as follows: “May a patent be held
invalid for non-joinder of an unidentified co-inventor under 35 U.S.C. § 102(f)? If so, did
respondents present to the ALJ the required clear and convincing evidence to support a prima
facie case? In addition to supporting your answer with citations to the evidentiary record and
legal authority, address Gemstar v. Int’l Trade Comm’n, 383 F.3d 1352, 1382-83 (Fed. Cir.
2004), and Solomon v. Kimberly-Clark Corp., 216 F.3d 1372, 1381-82 (Fed. Cir. 2000).” 70
Fed. Reg. 42589-91. :
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(“Oak failed to join at least one Western Digital co-inventor (Shishir Shah) and perhaps others
(Rutledge and Worrell)”); see also respondents’ reply at 10 (“Contrary to Complainants’
dishonest characterization of the evidence, there are no ‘unidentified co-inventors’ in this case.
All of the possible contributors to Western Digital’s invention either testified at trial (Messrs.
Shah, Worrell and Hanan) or by deposition (Mr. Rutledge). The only other related trial witness,
Ramezani, was clearly only a corroborating non-inventor. In addition, Messrs. Rutledge and
Hanan essentially disavowed any claim to inventorship, but corroborated the contributions of
Shah and Worrell”).
2. Replies
The IA characterizes respondents’ submission as largely unresponsive to the
Commission’s briefing questions. She states that the question was not “whether Respondents
waived ‘improper inventorship’ under 35 U.S.C. § 102(f), but whether Respondents waived the
argument of non-joinder of unidentified Western Digital engineers under 35 U.S.C. § 102(f).”
IA’s reply at 3-4.
The IA states that —
[i]n contrast to Respondents’ extensive post-hearing briefing that Mr. Shah was an
unnamed co-inventor of the ‘527 and ‘440 patents, the only portion of their Post-
hearing Brief that Respondents have cited to support their position that they did not
waive non-joinder of “unidentified Western Digital engineers” is:
In the present case, as will be demonstrated below, the evidence is
clear and convincing that, at a minimum, Shishir Shah contributed
critical ideas that became part of the invention of the ‘527 and ‘440
patents as claimed. He was thus an inventor and the failure to name

him invalidates the ‘527 and ‘440 patents.

Id. at 2-3 (quoting Respondents’ submission at 19 (quoting Respondents’ post-hearing brief at
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67) (italics added by respondents in respondents’ submission)) (underlining added by IA). The
IA argues that this language does not support respondents’ position. She contends that —

the “at a minimum” language is ambiguous and may reasonably be read as referring

to Mr. Shah’s contributions. Respondents’ subsequent sentence limited to Mr. Shah

supports that interpretation. This cited portion did not clearly and specifically give

notice that Respondents were arguing that Western Digital employees other than Mr.

Shah were co-inventors and that the patent is invalid for failure to name these

unidentified persons.
Id. at3.

In their reply, complainants reiterate the IA’s argument that respondents waived their
argument for non-joinder of unidentified Western Digital engineers as co-inventors because they
presented it for the first time in their post-hearing reply brief. They point out that respondents
failed to discuss ALJ Order No. 35 and the cases concerning waiver that were cited by the IA and
c'omplainants. |

In their reply submission, respondents do not respond to the IA’s submission. They argue
that, contrary to complainants’ contention, “[r]espondents’ pre-hearing statement provide[s] a
detailed description of Mr Shah’s conception of critical aspects of the ‘527 and ‘440 invention.”
Respondents’ reply at 4. They reiterate their previous argument that because they complied with
the ground rules for the investigation, their argument was not waived.

3. Analysis

We have determined that respondents waived their méument that the ‘527 and ‘440
patents are invalid under 35 U.S.C. § 102(f) for non-joinder of any “Western Digital engineers”
other than Shishir Shah. Although respondents raised a broader non-joinder argument in their

pre-hearing statement, their post-hearing brief argued only that Shah was improperly not joined
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as an inventor. It was not until their post-hearing reply brief that respondents argued non-joinder
of any alleged co-inventors other than Shishir Shah.

We have consistently declined to consider on review arguments that were not timely
raised before the ALJ."? In Integrated Circuits, Commission Opinion at 44-45, we specifically
declined to consider on review an issue that had been raised for the first time in a post-hearing
reply brief on the ground that the issue had not been properly raised before the ALJ. In finding
waiver in that investigation, we noted that “[t]his is not a new rule.” Id. at 45 (quoting Above-
Ground Swimming Pools, Inv. No. 337-TA-25, Recommended Determination, 1977 WL 52319
(Feb. 10, 1977)). Allowing a party to faise an issue in a reply brief is unfair because such action
denies the party’s opponent an opportunity to respond. Furthermore, requiﬁng the ALJ to
address issues not raised until the reply brief would fhreaten the integrity of Commission
proceedings in that such a practice would require the ALJ to decide issues that were not fully
briefed.

Thus, we determine that respondents waived their argument that the ‘527 and ‘440
patents are invalid under 35 U.S.C. § 102(f) for non-joinder of any “Western Digital engineers”
other than Shishir Shah by failing properly to present the argumeht to the ALJ at the appropriate

time.

See, e.g., Certain Display Controllers with Upscaling Functionality and Products
Containing Same and Certain Display Controllers and Products Containing Same, consolidated
Inv. Nos. 337-TA-481 and 337-TA-491, Commission Opinion at 36 (Public Version, Feb. 4,
2005); Certain Integrated Circuits, Processes for Making Same, and Products Containing Same,
Inv. No. 337-TA-450, USITC Pub. No. 3624, Commission Opinion at 32, 44-45, 54-55 (Public
Version, July 24, 2003)) (“Integrated Circuits”).
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D. The ID’s Section 102(g)(2) Analysis
1. The ID

The ALJ found (ID at 139-42) that respondents failed to establish by clear and convincing
evidence that the asserted claims of the ‘527 and ‘440 patents are invalid under 35 U.S.C.
§ 102(g)(2), which provides that a patent is invalid if “before [the patent applicant’s] invention
thereof, the inventioﬁ was made in this country by another inventor who had not abandoned,
suppressed,‘or concealed it.” He stated that “[rJespondents argued that the ‘527 and ‘440 patents
are anticipated by Western Digital’s HISIDE chip, which has the benefit of an earlier conception
date and hence the asserted claims are invalid under 35 U.S.C. § 102(g)(2). ([Respondents’ post-
hearing brief] at 85-104).” ID at 139. He stated that “[a]ccording to respondents, Shah of
Western Digital in December 1992 conceived a transport mechanism that attached a CD-ROM
drive to an IDE/ATA bus. ([Respondents’ post-hearing brief] at 89.)” ID at 140. The ALJ
found, however that “the clajms of the ‘527 and ‘440 patents are directed to an optical drive
controller and Shah himself testified that he did not conceiyc an optical drive controller.” ID at
140-42 (citing Trans. (Shah) at 2522-23, 2326-27).
2. Respondents’ Petition for Review

In their petition for review, respondents argued that the ALJ applied the wrong legal
analysis to the issues concerning section 102(g)(2). Relying on Mahurkar v. C.R. Bard, Inc., 79
F.3d 1572, 1577 (Fed. Cir. 1996), respondents assert that “[t]he threshold issue in determining
priority of invention is identifying the earliest reduction to practice.” Respondents’ petition at

112. They contend that the ALJ legally erred by failing to determine the respective dates of
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reduction to practice for Western Digital’s HISIDE chip and the invention claimed in the asserted
claims of the ‘440 and ‘527 patents.

According to respondents, “the earliest reduction to practice date that should be accorded
any claim of the ‘440 and ‘527 patents is [the] June 22, 1994, actual filing date” of the parent
“715 patent application, because complainants “did not allege, argue or offer evidence” in
support of an earlier date. Id. at 113. Respondents argue that because the record demonstrates
that the HISIDE product was actually reduced to practice in the United States by May 1994, the
asserted claims of the ‘527 and ‘440 patents are invalid over the HISIDE prior art.

3. Submissions of the Parties in Response to the Commission’s Notice of Review

In its notice of review, the Commission requested briefing on the following question:

Have respondents waived their argument that the ALJ erred in failing to make a

determination concerning the date of actual reduction to practice of the HISIDE

product by failing to raise that argument before him? (See respondents’ petition for
review at 112-13: “there is no initial determination of the date of reduction to
practice for any claim of the ‘440 and ‘527 patents and there is no initial
determination of the date of actual reduction to practice of [Western Digital’s]

HISIDE product that Respondents showed anticipates the claims of the ‘440 and ‘527

patent [sic]l.”) Identify with citations to previous briefing where this specific

argument and any supporting evidence was presented to the ALJ.
70 Fed. Reg. 42589-91 (question 4).

Respondents argue that because they “have consistently set out a case of prior invention
under 35 U.S.C. § 102(g)(2), [they] havé not waived their argument that the claims of the ‘527
and ‘440 patent[s] are invalid over Western Digital’s prior art HISIDE. The administrative law

judge consequently erred in not determining the date of actual reduction to practice of Western

Digital’s HISIDE and the respective priority of invention between Western Digital’s HISIDE and
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the ‘527 and ‘440 patents.” Respondents’ submission at 89-90. Respondents contend that the
issue of reduction to practice of the HISIDE product, and conception and diligence in reduction
to practice, was raised in their amended pre-hearing statement at 530-57, in their February 1, 2005,
identification of witnesses, in their post-hearing brief at 16-20, 85-104, and in their proposed
findings of fact RFF716-852 and RFF920-922.

The IA replies that “[r]espondents cite to no previous argument that there was any prior
reduction to practice by Western Digital.” IA’s reply at 32. The IA asserts that respondents
alleged that “the evidence of record consequently establishes that Mr. Shah and Western Digital
had reduced the inventions of the ‘527 and ‘440 patents to practice earlier than [the named
inventors] Messrs. Verinsky and Case” for the first time in their petition for review. IA’s
submission at 18 (quoting respondents’ petition for review at 113). She characterizes that
contention as contradicting the argument respondents previously made in their post-hearing brief.
Id. at 18 (citing respondents’ post-hearing brief at 96 (‘;Where, as is the case between Western
Digital and Oak, the first to conceive party is second to reduce to practice, the first to conceive
party need only show diligence from slightly before the second to conceive party’s date of
conception”) (emphasis added)). The IA states that “[r]ather than presenting evidence of prior
reduction to practice, Respondents argued that the .later reduction to practice of the HISIDE chip
showed diligence on the part of Western Digital.” Id. at 19 (citing respondents’ post-hearing
brief at 97; RFF 952, 1642).

Complainants argue that respondents waived their argument by failing to identify a

potential dispute over reduction to practice in their submission in response to ALJ Order No. 35.
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They further argue that the issue is waived under ALJ ground rule 9(e) because respondents
alleged only prior conception by Mr. Shah, but did not allege prior reduction to practice..
Complainants argue that given respondents’ silence on the issue and respondents’ admission (in
connection with respondents’ own argument that it was diligent in reduction to practice) that Oak
reduced the OTI-011 to practice in August 1993, “complainants and [the IA] had no reason to
believe that respondents were challenging Oak’s reduction to practice of the claims of the ‘527
and ‘440 patents.” Complainants’ submission at 63.

Complainants argue that respondents raised their “legal argument regarding the role of
reduction to practice in the [section] 102(g)(2) analysis for the first time in their reply post-
hearing brief.” Id. at 63. They argue that, by raising the issue in the reply brief, “respondents
made it, as a practical matter, impossible for complainants or [the IA] to respond to this new
argument. Respondents thus waived the argument.” Id. at 63. In their reply submission,
complainants argue that —

[w]hile respondents alleged HISIDE was reduced to practice by as early as May 1994

in their posthearing reply briefing, they never explain why the OTI-011 is not a

reduction to practice of the ‘527 or ‘440 patents in any of their submissions to the

ALJ or the Commission. Even in their posthearing reply brief, where they raised this

issue for the first time, respondents did not argue that the OTI-011 was not a

reduction to practice of the ‘527 and ‘440 patents, but rather relied upon general

allegations of failure of proof by complainants.
Complainants’ reply at 79.
4. Analysis

We determine that respondents have waived their argument concerning the respective

dates of reduction to practice for Western Digital’s HISIDE chip and the inventions claimed in
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the ‘440 and ‘527 patents by failing to raise the issue properly before the ALJ.

Respondents argue that they “unambiguously raised the issue of the reduction to practice
of the HISIDE product in their prehearing and post-hearing briefing and in their identification of
witnesses for the hearing.” Respondents’ submission at 92. In support, respondents cite to their
amended pre-hearing statement at 53-5’; (section II.E); their February 1, 2005, list of witnesses
and outline of witness testimony; their post-hearing brief at 16-20, 85-104; and their proposed
findings of fact RFF 716-852 and RFF 920-922. We have examined the portions of the
documents cited by respondents, and find no support for their position.

ALJ ground rule 9 states that the pre-hearing statement contains, inter alia, “[a] statement
of the issues to be considered at the hearing that sets forth with particularity a party’s contentions
on each of the proposed issues . . . . Any contentions not set forth in detail as required herein
shall be deemed abandoned, or withdrawn, except for contentions of which a party is not aware
and could not be aware in the exercise of reasonable diligence at the time of filing the pre-
hearing statements.” ALJ ground rule. 9(e) (Notice Relating To Ground Rules (June 15, 2004)).
In their pre-hearing statement, and in their post-hearing brief, respondents presented their section
102(g)(2) defense based on a theory of prior conceptioﬁ by Shishir Shah and diligent reduction to
practice.”

In their post-hearing brief, respondents étated that “[i]n light of the relative timing of the

Western Digital and Oak activities, it is important to note that a party who first conceives of an

BSee respondents’ amended pre-hearing statement at 53-57; respondents’ post-hearing
brief at 85-104. As noted above, the ID correctly found that Shah did not conceive the claimed

invention (ID at 140-42).
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invention and diligently reduces the invention to practice is the first inventor under section
102(g), éven if that party reduces the invention to practice later than the other inventor.”
Respondents’ post-hearing brief at 87 (emphasis added). In arguing in their post-hearing brief
that Shah’s allegedly prior conception of the inventions of the ‘440 and ‘527 patents was
diligently reduced to practice, respondents stated that “[w]here, as is the case between Western
Digital and Odk, the first to conceive party is second to reduce to practice, the first to conceive
party need only show diligence from slightly before the second to conceive party’s date of
conception.” Id. at 96 (emphasis added). Consequently, we find that respondents’ argument that
they raised the issue of relative reduction to practice dates in the cited material to be
unpersuasive.

In their submission on review, complainants state that respondents —

changed course in their reply post-hearing brief and asserted for the first time that

complainants had not “allege[d], argue[d] or offer[ed] evidence of reduction to

practice of the alleged inventions of the ‘527 and ‘440 patents that predates the

constructive reduction to practice of the June 22, 1994 filing date” of the parent ‘715

patent application. ([Respondents’ post-hearing reply brief] at 74.) Respondents also

made the (incorrect) legal argument regarding the role of reduction to practice in the

[35 U.S.C. §] 102(g)(2) analysis for the first time in their reply post-hearing brief.

(Id., quoting Chisum and Mahurkar.) Just as with the non-joinder issue . . .

respondents made it, as a practical matter, impossible for complainants or [the IA]

to respond to this new argument. Respondents thus waived the argument.
Complainants’ submission at 63. We agree that it is improper for parties to raise new issues in a
post-hearing reply brief because opposing parties are denied the opportunity to respond. See
Certain Integrated Circuits, Processes for Making Same, and Products Containing Same, Inv.
No. 337-TA-450, Commission Opinion at 44-45 (Oct. 7, 2002).

Respondents argue that *“‘fairness considerations” should ultimately govern, and may
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sometimes require that arguments be considered even if not previously raised, e.g., if a party
lacked the practical opportunity to raise an argument earlier.” Respondents’ reply at 47 (citing
Commission Action on an Initial Determination Designating Investigation More Complicated,.
USITC GC-83-139, 1983 WL 206917 (Sept. 12, 1983)). Respondents, however, offer no
explanation for their failure to raise this argument earlier than their post-hearing reply brief.

For the reasons discussed above, we believe that this argument was not properly raised
before the ALJ, and consequently, that respondents have waived it.
IV. Infringement

As discussed below, we have determined to vacate the ALJ’s infringement findings with
reépect to the MT1528, MT1558, and MT1668 chips. We affirm the balance of the ALJ’s
infringement findings with respect to the asserted claims of the ‘527 and ‘440 patents.
A. The MT1528, MT1558, and MT1668 Chips

The MI‘1528, MT1558, and MT1668 chips were among the accused chips identified in
complainants’ pre-hearing statement. See Complainants’ pre-hearing statement at 127-28 and
- 218-19. Respondents and the IA contend, however, that the record does not support a finding of
infringement with respect to these three chips. Complainants have represented to the
Commission that these chips “were not among the chips that Zoran and Oak accused by the time
the trial came about. As a result, there was no effort to prove they infringed.” Complainants’
submission at 71. We agree that the record does not support a finding of infﬁngement ‘as to
these chips. Accordingly, we have determined to vacate the ID’s infringement findings with

respect to the MT1528, MT1558, and MT1668 chips.
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B. The MT1189 Chip
1. Positions of the Parties

Complainants contend that —

the ALJ erred in omitting the MT1189 from the list of accused MediaTek chips. And

since the ALJ’s conclusion of law stated merely that “Respondents’ accused products

infringe the asserted claim 3 of the ‘27 patent” (ID at 187, [conclusion of law] 4), the

result is that the MT1189 was not among the chips found to have been infringed.

The Commission should correct that error, which complainants submit is most likely

the result of confusion or a typographical error in light of the large number of

products.

Complainants’ submission at 64-65.

Complainants contend that they identified the MT1189 chip as an accused product in
their pre-hearing statement. They also contend that the chip was listed as an accused product in
their post-hearing submissions. Complainants further argue that, at the hearing, counsel for
respondents “made it clear that the MT1189 was among the accused chips,” as did counsel for
complainants. Id. at 65.

Complainants state that their expert (Samuels) testified that he analyzed the products
listed on demonstrative exhibit CDX-19, which included the MT1189. They argue that their
expert “testified generally about the accused products,” and that while his “testimony focused in
more detail on several specific chips, including the MT1199, he never testified that the MT1189 -
was not among the chips on which he was opining.” Id. at 66.

Complainants assert that “[t]he only place where the MT1189 was omitted from a list of

accused products is in [the IA’s] posthearing brief.” Id. (citing IA’s post-hearing brief at 55).

They speculate that the ID copied the paragraph containing the list from the IA’s post-hearing
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brief, and thus, that the ALJ’s omission of the MT1189 chip from the list of accused products
was inadvertent. Complainants argue that since the MT1189 chip was among the accused
products, and for infringement purposes, the accused products “have been treated the same by
both complainants and respondents,” the MT1189 chip should have also been found to be
infringing. Id. at 67. They assert that “[t]here is nothing in the record suggesting a relevant
difference between the MT1189 and any of the other chips found to have infringed, and
respondents made no effort either at the trial or during briefing to differentiate between any of
their accused optical storage chips or argue that some lacked certain features or required a
different infringement analysis.” Id.

Complainants concede, however, that “the precise evidence in the record regarding the
MT1189 .. .is ... less robust than the evidence concerning chips with other product
designations.” Id. at 69. They go on to state that —

[i]n this record, there is no technical documentation about the MT1189. Instead, all

that is known about the MT1189 is that according to MediaTek’s own interrogatory

answers, MediaTek uses that product designation to describe [confidential business
information deleted] (CX-972 at 7-8). It appears, in fact, that MediaTek uses a number

of different model numbers to describe the MT1199 controller, two of which are

[confidential business information deleted] (CX-972C at 8.)

There is abundant evidence describing the MT1199, including schematics

(CX-135C and CX-1194C), data sheets (CX-387C — CX-389C, and CX-891C),

register maps (CX136C), and servo controller descriptions (CX-138C and CX-386C).

(See also CX-355, CX-1791C through CX-1797, CPX-65C, and RDX-203 —

RDX205, all of which address the MT1199.) Mr. Samuels’ infringement testimony

concerning the MT1199 was summarized in a demonstrative exhibit—CDX-21 (see

Samuels, Tr. 451)—and he relied expressly on CX-1195C (an MT1199 data sheet)
and CX-1196C (an MT1199 register map). (See Samuels, Tr. 446,452, and 482-84.)

- Id. at 70.
Complainants argue that the evidence of infringement by the MT1189 chip is the same as
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the evidence of infringement by the MT1199 chip because “the MT1189 is an MT1199 chip.”
Complainants’ reply at 84 (emphasis omitted). They state that respondents did not object to

complainants’ proposed finding of fact CFF52, which reads “ [ confidential

business information deleted

] (CX-972C, at p. 8.)” Id. at 83

(emphasis added by complainants). Citing a paséage in respondents’ post-hearing brief to the
ALJ, they contend that “[h]aving argued to the Judge that all the accused chips, including the
MT1189, have ‘almost identical structure and operation,” and having identified the MT1189 as
one type of MT1199, respondents can hardly cry foul if the MT1189 is found to infringe along
with all the other accused chips.” Id. at 84 (citing respondents’ post-hearing brief at 56).

Respondents and the IA contend that the ALJ did not err in omitting the MT1189 chip
from the list of chips accused of infringing the asserted claims of the ‘440 and ‘527 patents.
They assert that there is no evidence in the record to support an infringement analysis of the
MT1189 chip.
2. Analysis

We have determined to affirm the ID with respect to the MT1189 chip. We disagree with
complainants’ contention that they identified the MT1189 as an accused chip in their pre-hearing
statement. Although the MT1189 chip is included in a list of allegedly infringing chips found in
an appendix (Appendix D), the MT1189 chip is not identified as an allegedly infringing chip in
the body of the pre-hearing statement (e.g., complainants’ pre-hearing statement at 127-28, 218-

19, 135-213). While the parties’ post-hearing papers indicate that all parties recognized that the
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MT1189 chip was accused of infringing the asserted claims of the ‘440 and ‘527 patents, the ID
includes no infringement findings as to the.MTl 189 chip.

Complainants have not identified evidence in the record to support a finding of
infringement as to this chip. Although complainants’ expert testified that he reviewed the
MT1189 chip, he did not identify any documentary exhibits or material specific to the MT1189
chip, nor have complainants cited to an infringement claim chart for the MT1189 chip.

See Trans. (Samuels) at 438-39, 445-48. Indeed complainants concede that “[i]n this record,
there is no technical documentation about the MT1189.” Complainants’ submission at 70.
Rather, complainants assert that “the evidence of infringement by the MT1189 is the same
evidence as the evidence of infringement by the MT1199 because, according to MediaTek, the
MT1189 is an MT1199 chip.” Complainants’ reply at 84 (emphasis by complainants). Although
respondents indicated in an interrogatory response that [

confidential business information deleted ] (see also respondents’
| proposed rebuttal findings of fact at 9 (“no objection” to complainants’ proposed finding of fact

CFF52)), complainants have not identified anything in the record that [
confidential business information deleted

] We therefore affirm the ID with respect to the MT1189 chip because

complainants have not identified evidence in the record to support a finding of infringement as to

this chip.
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V. Domestic Industry
To satisfy the economic prong of the domestic industry requirement, the complainant in a
patent-based 337 investigation must show that an industry exists or is being established. See 19
U.S.C. § 1337(a)(1)(B), (a)(2). The criteria for meeting the economic prong are set out in the
statute, which reads in relevant part as follows:
[A]n industry in the United States shall be considered to exist if there is in the
United States, with respect to the articles protected by the patent . . . concerned —
(A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or
(C) substantial investment in its exploitation, including engineering,
research and development, or licensing.
19 U.S.C. § 1337(a)(3).
The ALJ found that “[a]lthough Sunext Design has [
" confidential business information deleted
1™ ID at 160. He further
found that “[f]rom April to the end of 2003, Sunext through Sunext Design performed research
and development and commercialization on the next generation OTI-9510 optical disk controller
chip, the SC-2120B-2.” ID at 160. The ALJ identified evidence in the record concerning Sunext

Design’s employment in Sunnyvale, California of individuals and independent contractors in

research and development and technical support relating to those chips, and evidence of Sunext’s

See ID at 158-60 (discussing relationship between these corporations). Sunext Design is
a wholly-owned subsidiary of Sunext Technology Co., Ltd. (Sunext), which is a wholly-owned
subsidiary of Oak’s licensee SunPlus Technology Co., Ltd (SunPlus). ID at 158. Sunext was
founded in March 2003 as a wholly-owned subsidiary of SunPlus for the purpose of operating the
optical storage business acquired by SunPlus from complainant Oak Technology, Inc. ID at 159.

52



PUBLIC VERSION
investments in “engineering, research and development, design, testing and support activities”
related to the chips through invoices from Sunext Design to Sunext. ID at 161. Before the ALJ,
respondents argued that complainants could not rely on the activities of Sunext Design to
establish the economic prong of the domestic industry requirement. The ALJ rejected
respondents’ argument and went on to state that —

[slection 337(a)(3)(C) specifically provides that a domestié industry can be

established through licensing. Hence, the administrative law judge finds that

complainants have satisfied the economic prong of the domestic industry requirement

with respect to the ‘557 and ‘440 patents.

ID at 161-62.

Respondents contend that the record does not support a finding of substantial investment
in the exploitation of the ‘527 patent through licensing because complainants did not present
evidence concerning a licensing program. In response, complainants state that they never argued
that a domestic industry was based on a licensing program. The IA characterizes the ID as
“somewhat ambiguous with respect to the basis for finding the economic prong of [the] domestic
industry.” IA’s response to petitions for review at 49. She agrees with respondents that “the
record cannot support a domestic industry based solely on a licensing program.” Id. at 48—49.

We clarify that complainants met the economic prong of the domestic industry
requirement based on “substantial investment” in “engineering, research and development,”
rather than through licensing, and affirm -thc ID’s conclusion that complainants have satisfied the
domestic industry requirement under section 337(a)(3)(C) with respect to the ‘527 patent. The
evidence of record demonstrates substantial investments in the United States by Sunext Design in
“engineering, research and development, design, and testing and support activities” relating to

53



PUBLIC VERSION

two chips (OTI 9510 and SC-2120B) that practice claim 3 of the ‘527 patent.’* ID at 161-62.
The ALJ found that “[a]ithough Sunext Design has [

confidential business information deleted

]” ID at 160. Sunext Design is a wholly-owned subsidiary of Sunext, and Sunext is a

wholly-owned subsidiary of Oak’s licensee SunPlus. ID at 158-60. Thus, the evidence supports
finding the existence of a domestic industry based on “substantial investment” in “engineering,
research and development,” rather than on licensing.
VI.  Other Issues

We have identified three typographical errors in the ID, and we correct them as set forth
below.

The third sentence in the block quotation from Oak Technology Inc. v. United States
International Trade Commission, 248 F.3d 1316, 1318-19 (Fed. Cir. 2001), which begins on
page 75 of the ID and continues to pége 76 is corrected to read: “A host computer in the context
of this case contains a CD-ROM drive, which manages the communication of data between the
CD-ROM disk and the host computer.”

In the ID, in line 3 on page 129, the phrase “June 22, 1993 filing date” is corrected to read
“June 22, 1993 critical date”.

In the ID, in lines 3, 4, and 5 on page 156, the concluding senteﬂce of section VI is

corrected to read: “Hence, he finds that respondents have not established, by clear and

'“We affirm the ALJ’s finding that the OTI-9510 and SC-2120B do not practice claim 14
of the ‘440 patent and that complainants therefore have not established the technical prong of the
domestic industry requirement as it relates to the ‘440 patent. See ID at 163-64.
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-convincing evidence, that the ‘527 and ‘440 patents are unenforceable.”
VII. Remgdy, the Public Interest, and Bonding

Having found a violation of section 337, we must consider the issues of remedy, the
public interest, and bonding. 19 U.S.C. §§ 1337(d), (f), and (j). The ALJ issued his
recommended determination (“RD”) on remedy and bonding, along with his final ID in this
investigation, on May 16, 2005.'

A. Remedy
1. The Limited Exclusion Order.

In the event that the Commission found a violation of section 337, the ALJ recommended
issuance of a limited exclusion order under section 337(d) “directed to respondent MediaTek’s
infringing optical disk controller chips” (and “circuit board modules and carriers containing said
chips”), and “further directed to the infringing products of the remaining respondents that contain
those infringing MediaTek chips, including DVD players and PC optical storage devices, as well
as circuit board modules and caniefs.” ID at 168. Complainants did not seek a general exclusion
order in this investigation.

Upon considering the record in this investigation including the submissions by the
parties, we determine to adopt the ALJ’s recommendation that we issue a limited exclusion order
prohibiting the entry for consumption into the United States of “[c]hips or chipsets, including

chips or chipsets incorporated into circuit board modules and carriers, that are covered by claim 3

1The RD is found in the ID at pages 165-70. The ALJ did not address the issue of the
public interest in accordance with Commission rule 210.50(b)(1).
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of U.S. Patent No. 6,584,527 and are manufactured abroad or imported by or on behalf of
MediaTek, Inc.” and “optical storage devices containing same that are manufactured abroad or
imported by or on behalf” of the remaining respondents. Limited Exclusion Order, paragraph 1.
The record does not support a finding that Media-Tek imports optical storage devices or that the
other respondents import the chips or chipsets including chips and Ship sets incorporated into
circuit board modules and carriers. However, if a respondent attempts to import infringing chips
on behalf of MediaTek, such chips would i)e covered by paragraph 1. Thus, paragraph 1 of the
limited exclusion order provides complainants with full relief while balancing the burden on the
U.S. Bureau of Customs and Border Protection (Customs) of administering the order.
Respondents sought an exemption froxh any limited exclusion order for the MT1888 chip
because complainants withdrew their infringement allegations as to that chip. ID at 110 n.35.
Moreover, respondents assert that the MT1888 chip was “designed so as not to infringe
Complainants’ patents.” Respondents’ submission at 125. However, neither the ALJ nor the
Commission found that the MT1888 chip does not infringe or, in fact, made any infringement
determination as to the MT1888 chip. Consequently, we find no basis for specifically exempting
this chip from the limited exclusion order. “The Commission’s long-standing practice is to direct
its remedial orders to all products covered by the patent claims as to which a violation has been
found, rather than limiting its orders only to those specific models selected for the infringement
analysis. . . . [W]hile individual models may be evaluated to determine importation and
infringement, the Commission’s jurisdiction extends to all models of infringing products that are

imported at the time of the Commission’s determination and to all such products that will be
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imported during the life of the remedial orders.” Certain Hardware Logic Emulation Systems
and Components Thereof, Inv. No. 337-TA-383, Commission Opinion at 16 (Public Version)
(March 31, 1998). Moreover, the Commission’s long-standing practice has been to avoid using
mode;l numbers in its exclusion orders because such model numbers can be changed, and the
exclusion order circumvented. Cértain Cellular Radiotelephones and Subassemblies and
Component Parts Thereof, Inv. No. 337-TA-297, Commission Opinion on Remedy, the Public
Interest, and Respondent’s Bonding at 5 (issued Aug. 29,' 1989), USITC Pub. No. 2361 (Feb.
1991).

We also determine that the record does not support an exemption for chips used in service
and repair, as respondents requested. The record does not contain evidence regarding the
burdens or expenses that would be imposed on third parties in the absence of such an exemption.
We note that none of respondents’ customers filed comments concerning any anticipated adverse
effect of the ALJ’s recommended limited exclusion order on the public interest. Unlike the
expensive machines at issue in Certain Sortation Systems, Parts Thereof, and Product
Containing Same, Inv. No. 337-TA-460, where such an exemption was provided, the products at
issue here are relatively inexpensive optical disc drives. Further, unlike Certain Automated
Mechanical Transmissions for Medium and Heavy Duty Trucks, Inv. No. 337-TA-503, where the
Commission’s exclusion order exempted replacement parts used in the repair of transmissions,
there are no significant safety issues involved in the use of optical disk drives.

We have included a certification provision in the Limited Exclusion Order. Limited

Exclusion Order, paragraph 3. The IA points out that “[t]he patent claim at issue relates to the
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internal structure and functioning of computer chips, which is not possible to ascertain by an
inspection of the product.” IA’s submission at 31 n.26. The IA submits that “it is impossible to
distinguish an infringing chip from a non-infringing chip without reverse engineering the chip
and examining the physical circuit.” IA’s reply at 35. Neither Complainants nor respondents
disputed these statements. In the IA’s view, a certification provision is necessary because
Customs cannot determine by inspection whether a product falls within the limited exclusion
order and requiring Customs to reverse engineer MediaTek chips that might be imported into the
United States would be overly burdensome. We agree, and accordingly, have included the’

- following certification provision in the Limited Exclusion Order:

3. When the U.S. Bureau of Customs and Border Protection (Customs) is unable
to determine by inspection whether chips or chipsets, including chips or chipsets
incorporated into circuit board modules and carriers, or optical storage devices fall
within the scope of this Order, it may, in its discretion, accept a certification,
pursuant to procedures specified and deemed necessary by Customs, from persons
seeking to import said chips or chipsets, including chips or chipsets incorporated
into circuit board modules and carriers, or optical storage devices that they are
familiar with the terms of this Order, that they have made appropriate inquiry, and
thereupon state that, to the best of their knowledge and belief, the products being
imported are not excluded from entry under paragraph 1 of this Order. At its
discretion, Customs may require persons who have provided the certification
described in this paragraph to furnish such records or analyses as are necessary to
substantiate the certification. ‘

This certification provision differs from past Commission certification provisions'” in that it

7 Cf., Certain Display Controllers with Upscaling Functionality and Products
Containing Same and Certain Display Controllers and Products Containing Same, Inv. Nos.
337-TA-481, 337-TA-491 (consolidated), Limited Exclusion Order (Aug. 20, 2004); Certain
Integrated Circuits, Processes for Making Same, and Products Containing Same, Inv. No. 337-
TA-450, Limited Exclusion Order (Oct. 7, 2002); Certain Integrated Repeaters, Switches,
Transceivers and Products Containing Same, Inv. No. 337-TA-435, Limited Exclusion Order
(Oct. 24, 2001); Certain EPROM, EEPROM, Flash Memory, and Flash Microcontroller
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gives Customs more discretion in determining whether it will allow importation based on
certifications from importers. Should Custorhs be inclined to reverse engineer potentially
infringing MediaTek chips, rather than accept a certification from an importer, the provision will
allow Customs to do so. This provision also puts importers on notice that certification alone may
not be sufficient to support the importation of goods that are potentially covered by the Limited
Exclusion Order.
2. Cease and Desist Order

Under Commission precedent, cease and desist orders are warranted against respondents
with significant inventories of infringing goods in the U.S. See'e.g. Certain Crystalline
Cefadroxil Monohydrate, Inv. No. 337-TA-293, Comm’n Opinion at 6 (January 19, 1990). The

ALJ found that [

confidential business information deleted

]See ID at 168, 182-85 (FF55-72). No party has
challenged these findings. Accordingly, we determine to issue cease and desist orders against
these respondents prohibiting them from importing, selling, distributing, marketing, consigning,

transferring (except tor exportation), offering for sale in the United States and soliciting U.S.

Semiconductor Devices and Products Containing Same, Inv. No. 337-TA-395, Limited
Exclusion Order (Oct. 16, 2000).
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agents or distributors of the goods found to be in violation of section 337. Cease and Desist
Order, paragraph III.

Respondents argue that any cease and desist order should exclude the MT1888 chip. We
find no basis for excluding this chip from the scope of the Commission’s cease and desist orders
for the same reason that we did not include.such an exemption in the Limited Exclusion Order.

Respondents request that they be allowed to export existing inventory under any cease
and desisf order, the IA agrees, and Complainants do not oppose such a provision. Accordingly,
the cease and desist orders allow exportation of exi_sting inventory to other countries. Cease and
Desist Order, paragraph IIL.B.

The cease and desist orders contain a reporting requirement that continues in force only
“until such time as [the subject] Respondent will have truthfully reported, in two consecutive
timely filed yearly reports, that it has no inventory of covered product in the United States.”
Cease and Desist Order, paragraph V.

B. The Public Interest

Sections 337(d) and (f) direct the Commission to consider public interest factors before
issuing remedial orders, including the effect of any such remedial order on the “public health and
welfare, competitive conditions in the United States econoiny, the production of like or directly
competitive articles in the United States, and United States consumers.” 19 U.S.C. §§ 1337(d)
and (f). In this investigation, we determine that there is no evidence that the entry of permanent
relief would adversely affect the public interest factors enumerated in the statute.

Respondents argue that the public interest favors a remedy that promotes legitimate
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marketplacé competition by maintaining customer choice and competitive conditions. They
argue that the public interest favors a remedy that does not affect chips containing the “design
around circuitry” of the MT1888 by “depriv[ing] consumers of the choice of competitive and
popular products.” Respondents’ submission at 129. They argue that a service and repair
exemption in the remedial orders is in the public interest because it protects the investments of
existing customers, and therefore protects the interests of consumers. Complainants submit that
“the public interest favors the protection of U.S. intellectual property rights by excluding
infringing imports.” Complainants’ remedy submission at 11.

We find that the limited exclusion order and cease and desist orders recommended by the
ALJ do not raise any statutory public interest concerns. The subject products are not the type of
product that raise any particular public interest concerns. There is also nothing in the record
regarding whether respondents’ customers will incur undue burdens if they are denied coﬁtinued
access to infringing products. Moreover, there is no evidence that the U.S. demand for the
covered products cannot be met by other entities, .including the Complainants. Thus, we are
aware of no public interest concerns in this investigation that would prevent issuance of remedial
orders.
C. Bonding

Pursuant to section 337(j)(3), the bond during the 60-day period of Presidential review.is
to be set “in an amount determined by the Commission to be sufficient to protect the complainant
from any injury.” 19 U.S.C. § 1337(j)(3). The President has delegated his functions under

section 337 to the United States Trade Representative. 70 Fed. Reg. 43251 (July 26, 2005).
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o _ The A]_J %ecomm?nded tﬁat, in the event that a violation of section 337 is found, the

: Comnnssxon impése abond duﬁng the period of Presidential review in the amount of 100

. percent éf fﬁe eﬁte}rAe'dvAalue of the imported chié_s based on the disparate pricing of the ac.cu_sed
. chips,® and a per unit bor'xd of $4.43 for all of the rémaining fespondenté’ products containing
cov;ared chips based upon the average sélling’ pric_e; of ﬂ;e Med;'aTek chips. ID at 170. The IA,
complm:na.nts, and respondents supported the ALJ ’s rgédm"mendcd determination on bonding,
énd we see no reason to reject his recommendation.

We determine that the bond during the peﬁod of 'Presidcntial reviev} be set in the amount
of 100 percent ;)f the entered value of covered MediaTek chips and chipsets including those
incorporated in circuit board modules and carriérs, and a.bSﬂd of $4.43 for all of the remaﬂﬁné ,
respondents’ _oﬁtical storage devjces that incorporate s‘aid chips. |

By Order of the Commission.

Secretary

Issued: September 28, 2005

A

i

18 See Certain Oscillating Sprinklers,-Sprinkler Components, and Nozzles, Inv. No. 337-
TA-448, Limited Exclusion Order at 4 (March 2002)(where disparate pricing exists, the
. Commission will set a bond of 100 percent during the period of Presidential review).
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN OPTICAL DISK CONTROLLER CHIPS

AND CHIPSETS AND PRODUCTS CONTAINING
SAME, INCLUDING DVD PLAYERS AND PC OPTICAL
STORAGE DEVICES

Inv. No. 337-TA-506

N N N g T N e N

NOTICE OF COMMISSION DECISION TO REVIEW PORTIONS
OF AN INITIAL DETERMINATION FINDING A VIOLATION OF
SECTION 337 OF THE TARIFF ACT OF 1930

AGENCY: U.S. International Trade Commission.

ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review certain portions of a final initial determination (“ID”) of the presiding
administrative law judge (“ALJ”) finding a violation of section 337 of the Tariff Act of 1930, as
amended, in the above-captioned investigation.

FOR FURTHER INFORMATION CONTACT: Clara Kuehn, Esq., Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 205-3012. Copies of the public version of the ALJ’s ID and all other
nonconfidential documents filed in connection with this investigation are or will be available for
inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the Office of the Secretary,
U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436, telephone
202-205-2000. . :

General information concerning the Commission may also be obtained by accessing its
Internet server (htip.//www.usitc.gov). The public record for this investigation may be viewed on
the Commission's electronic docket (EDIS-ON-LINE) at kttp://edis.usitc.gov. Hearing-impaired
persons are advised that information on this matter can be obtained by contacting the
Commission’s TDD terminal on 202-205-1810.

SUPPLEMENTARY INFORMATION:
The Commission instituted this investigation on April 14, 2004, based on a complaint filed
on behalf of Zoran Corporation and Oak Technology, Inc. both of Sunnyvale, CA (collectively



“complainants”). 69 Fed. Reg. 19876. The complaint, as supplemented, alleged violations of
section 337 of the Tariff Act of 1930 in the importation into the United States, the sale for
importation, and the sale within the United States after importation of certain optical disk
controller chips and chipsets and products containing same, including DVD players and PC
optical storage devices, by reason of infringement of claims 1-12 of U.S. Patent No. 6,466,736
(the “736 patent), claims 1-3 of U.S. Patent No. 6,584,527, and claims 1-35 of U.S. Patent No.
6,546,440 (the ‘440 patent). Id

The notice of investigation identified 12 respondents. 69 Fed. Reg. 19876. On June 7,
2004, the ALJ issued an ID (Order No. 5) terminating the investigation as to two respondents on
the basis of a consent order and settlement agreement. On June 22, 2004, the ALJ issued an ID
(Order No. 7) granting complainants’ motion to amend the complaint and notice of investigation
to add nine additional respondents. Those IDs were not reviewed by the Commission.

On December 22, 2004, the ALJ issued an ID (Order No. 33) granting complainants’
motion to terminate the investigation in part with respect to claims 2-6, 8—10, and 11 of the ‘736
patent and claims 24, 6, 9, 11, 12, 15-18, 20, 22-34, and 35 of the ‘440 patent. On January 28,
2005, the ALJ issued an ID (Order No. 37) granting complainants’ motion to terminate the
investigation in part with respect to claim 12 of the ‘736 patent. Neither ID was reviewed by the
Commission. The claims remaining in issue are claims 1 and 7 of the ‘736 patent; claims 1, 5, 7,
8,10, 13, 14, 19, and 21 of the ‘440 patent; and claims 1, 2, and 3 of the ‘527 patent.

An eight-day evidentiary hearing was held on February 7-12, and 14-15, 2005.

On May 16, 2005, the ALJ issued his final ID, findings of fact and conclusions of law,
and recommended determination on remedy and bonding. The ALJ concluded that there was a
violation of section 337 based on his findings that (a) the accused products infringe claim 3 of
the ‘527 patent, (b) the ‘527 patent is not unenforceable, (c) claim 3 is not invalid, and (d)
complainants have satisfied the domestic industry requirement with respect to the ‘527 patent.
Although the ALJ found that the other asserted claims of the ‘527 patent (claims 1 and 2) are not
invalid, he found that the accused products do not infringe those claims. The ALJ found no-
violation with respect to the other patents in issue. He found that the accused products do not
infringe any asserted claim of the ‘440 or ‘736 patents and that complainants have not satisfied
the domestic industry requirement with respect to those patents. He also found that the asserted
claims of the ‘440 and ‘736 patents are not invalid and that those patents are not unenforceable.

On May 27, 2005, complainants and respondents each petitioned for review of portions of
the final ID. On June 6, 2005, complainants, respondents, and the IA filed responses to the
petitions for review.

Having examined the record in this investigation, including the ID, the petitions for
review, and the responses thereto, the Commission has determined (1) to review the ID’s
findings of fact and conclusions of law with respect to the ‘527 and ‘440 patents and (2) not to
review the ID’s findings of fact and conclusions of law with respect to the ‘736 patent. Thus, the
Commission finds no violation of section 337 with respect to the ‘736 patent. The Commission
has further determined to review and modify the ID to clarify that respondents accused only of
infringing asserted claims of the ‘736 patent (viz., respondents Audiovox Corporation; Initial
Technology, Inc.; Mintek Digital, Inc.; Shinco International AV Co., Ltd.; Changzhou Shinco



Digital Téchnology Co., Ltd.; Jiangsu Shinco Electronic Group Co., Ltd.; Terapin Technology
Pte., Ltd. [formerly known as Teraoptix d/b/a Terapin Technology] of Singapore; and Terapin
Technology U.S. [formerly also known as Teraoptix]) are not in violation of Section 337.

In connection with its review, the Commission is particularly interested in responses to
the following questions, with all answers supported by citations to legal authority and the
evidentiary record:

1. Have respondents waived the argument that the ‘527 and ‘440 patents are invalid under 35
U.S.C. § 102(f) for nonjoinder of unidentified “Western Digital engineers” as co-inventors by
failing to present it to the ALJ? (See respondents’ petition for review at 51.) Identify with
citations to previous briefing where this specific argument and any supporting evidence was
presented to the ALJ. ’

2. May a patent be held invalid for nonjoinder of an unidentified co-inventor under 35 U.S.C.

§ 102(f)? If so, did respondents present to the ALJ the required clear and convincing evidence to
support a prima facie case? In addition to supporting your answer with citations to the
evidentiary record and legal authority, address Gemstar v. Int’l Trade Comm’n, 383 F.3d 1352,
1382-83 (Fed. Cir. 2004), and Solomon v. Kimberly-Clark Corp., 216 F.3d 1372, 1381-82 (Fed.
Cir. 2000).

3. The following questions relate to claim construction. In your answers, identify any finding of
fact or conclusion of law with respect to infringement, the technical prong of the domestic
industry requirement, unenforceability, or invalidity in the ID rendered clearly erroneous or
legally erroneous under your proposed claim interpretation. Provide supporting citations to the
record.

(a) What is the impact, if any, of the July 12, 2005, en banc decision of the U.S. Court of
Appeals for the Federal Circuit in Phillips v. AWH Corporation on the ID's construction of the
asserted claims of the ‘527 and ‘440 patents?

(b) Did respondents waive their argument that the host interface limitations of the
asserted claims should be construed to require support for eight ATA command block registers
plus a separate multi-byte command buffer at the same time by failing to raise this argument
before the ALJ? Identify where this specific argument was presented to the ALJ with citations to
previous briefing. }

(c) Assume that the description of the digital signal processor interface in the summary of
the invention section of the ‘527 patent (e.g., ‘527 patent, col. 3, 11. 15 - 28) is understood as a
description of the “storage medium interface” (claims 1 and 2 of the 527 patent). Does the
summary of the invention section (‘527 patent, col. 3, 11. 20-28) demonstrate a clear intention to
limit the scope of the data error detection and correction circuitry limitations of claims 1 and 2?
Why, or why not? In your answer, address the following claim language: “data error detection
and correction circuitry including . . . error correction circuitry for performing error correction on
data received from said interface” (claim 1) and “data error detection and correction circuitry
coupled to said storage medium interface” (claim 2).



(d) How should the terms “controller” and “directly” be construed?

4. Have respondents waived their argument that the ALJ erred in failing to make a determination
concerning the date of actual reduction to practice of the HISIDE product by failing to raise that
argument before him? (See respondents’ petition for review at 112-13: “there is no initial
determination of the date of reduction to practice for any claim of the ‘440 and ‘527 patents and
there is no initial determination of the date of actual reduction to practice of [Western Digital’s]
HISIDE product that Respondents showed anticipates the claims of the ‘440 and ‘527 patent
[sic].”) Identify with citations to previous briefing where this specific argument and any
supporting evidence was presented to the ALJ.

5. Did the ALJ err in omitting the MT1189 from the list of MediaTek OSC chips accused of
infringing the asserted claims of the ‘440 and ‘527 patents (ID at 110) or err in including the
MT1528, MT1558, or MT1668 in that list? Why or why not? Identify with specificity evidence
in the record that would support a finding that the MT1189, MT1528, MT1558, or MT1668
infringe any asserted claim of the ‘527 or ‘440 patents.

6. Should the asserted claims of the ‘440 and 527 patents be accorded the conception date found
by the Commission in the 409 investigation for the claims of the ‘715 patent? Why or why not?
In your answer, address any relevant admission(s) by respondents. (See ID at 129 n.45.)

In connection with the final disposition of this investigation, the Commission may issue
(1) an order that could result in the exclusion of the subject articles from entry into the United
States, and/or (2) cease and desist orders that could result in respondents being required to cease
and desist from engaging in unfair acts in the importation and sale of such articles. Accordingly,
the Commission is interested in receiving written submissions that address the form of remedy, if
any, that should be ordered. If a party seeks exclusion of an article from entry into the United
States for purposes other than entry for consumption, the party should so indicate and provide
information establishing that activities involving other types of entry either are adversely
affecting it or are likely to do so. For background information, see the Commission Opinion, In
the Matter of Certain Devices for Connecting Computers via Telephone Lines, Inv. No. 337-TA-
360. A

If the Commission contemplates some form of remedy, it must consider the effects of that
remedy upon the public interest. The factors the Commission will consider include the effect
that an exclusion order and/or cease and desist orders would have on (1) the public health and
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers.
The Commission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.

If the Commission orders some form of remedy, the President has 60 days to approve or
disapprove the Commission’s action. During this period, the subject articles would be entitled to
enter the United States under a bond, in-an amount to be determined by the Commission and
prescribed by the Secretary of the Treasury. The Commission is therefore interested in receiving



submissions concerning the amount of the bond that should be imposed.

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written
submissions on the issues under review. The submission should be concise and thoroughly
referenced to the record in this investigation, including references to exhibits and testimony.
Additionally, the parties to the investigation, interested government agencies, and any other
interested persons are encouraged to file written submissions on the issues of remedy, the public
interest, and bonding. Such submissions should address the ALJ’s May 16, 2005, recommended
determination on remedy and bonding. Complainants and the Commission investigative attorney
are also requested to submit proposed remedial orders for the Commission’s consideration.
Complainants are requested to supply the expiration dates of the patents at issue and the HTSUS
numbers under which the accused products are imported. The written submissions and proposed
remedial orders must be filed no later than the close of business on August 1, 2005. Reply
submissions must be filed no later than the close of business on August 8, 2005. No further
submissions will be permitted unless otherwise ordered by the Commission.

Persons filing written submissions must file with the Office of the Secretary the original
and 12 true copies thereof on or before the deadlines stated above. Any person desiring to submit
a document (or portion thereof) to the Commission in confidence must request confidential
treatment unless the information has already been granted such treatment during the proceedings.
All such requests should be directed to the Secretary of the Commission and must include a full
statement of the reasons why the Commission should grant such treatment. See 19 C.F.R
§ 201.6. Documents for which confidential treatment is granted by the Commission will be
treated accordingly. All nonconfidential written submissions will be available for public
inspection at the Office of the Secretary.

This action is taken under the authority of section 337 of the Tariff Act of 1930, as
amended (19 U.S.C. § 1337), and in sections 210.42 - .46 of the Commission’s Rules of Practice
and Procedure (19 C.F.R. § 210.42 - .46).

By order of the Commission.

Secretary to the Commission

Issued: July 19, 2005
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Final Iﬁitial and Recommended Determinations
This is the administrative law judge’s Final Initial Determination under Commission rule
210.42. The admiqistrative law judge, after a review of the record developed, finds that claim 3
of U.S. Patent No. 6,584,527 is not invalid; that said patent is énforceable; and that sajdbclaim 3
is infringed. Thus, he finds that a violation of section 337 of the Tariff Act of 1930, as amended,
19 U.S.C. § 1337, has occurred. As for claims 1 and 2 of U.S. Patent No. 6,584,527 and the
asserted claims of U.S. Patent Nos. 6,466,73;6 and 6,546;440, while he. finds that the asserted
claims are.not invalid and that said patents are enforceable, he finds that the asserted claims of
said patents é.re not infringed. Moreover, he finds that complainant has not established a
domestic industry with respect to U.S. Patent Nos. 6,466,736 and 6,546,440.

This is also the administrative law judge’s Recommended Determination on remedy and
bonding, pursuant to Commission rules 210.36(a) and 210.42(a)(1)(ii). The administrative law
judge recommends that the Commission issue limited exclusion orders and cease and desisf
orders. He further recommends that any bond, duﬁng the Presidential review period, be in the

amount of 100 percent of the entered value for any importation involving infringing products.
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