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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

)
In the Matter of )
)
CERTAIN FLOORING PRODUCTS ) Inv. No. 337-TA-443

)
)

NOTICE OF FINAL DETERMINATION OF S

NO VIOLATION OF SECTION 337 =
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N

N

AGENCY: U.S. International Trade Commission. ay

N [

ACTION:  Notice. ~ ¥

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has found no
violation of section 337 of the Tariff Act of 1930, 19 U.S.C. § 1337, in the above-referenced
investigation.

FOR FURTHER INFORMATION CONTACT: David 1. Wilson, Esq., Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 708-2310. Hearing-impaired persons are advised that informatiort on this matter
can be obtained by contacting the Commission’s TDD terminal on 202-205-1810. General
information concerning the Commission may also be obtained by accessing its Internet server
(http://www.usite.gov).

Copies of the pubhc version of the ALJ’s ID and all other nonconfidential documents
filed in connection with this investigation are or will be available for inspection during official
business hours (8:45 a.m. to 5:15 p.m.) in the Office of the Secretary, U.S. International Trade
Commission, 500 E Street, S.W., Washington, D.C. 20436, telephone 202-205-2000.

SUPPLEMENTARY INFORMATION:

The Commission ordered the institution of this investigation on December 27, 2000,
based on a complaint filed on behalf of Alloc, Inc., Racine, Wisconsin; Berry Finance N.V.,
Oostrozebeke, Belgium;-and Vilinge Aluminum AB, Viken, Sweden (collectively
“complainants™). 66 Fed. Reg. 1155 (2001). The notice of investigation was published in the
Federal Register on January 5, 2001. Jd. The complaint, as supplemented, alleged violations of
section 337 in the importation, the sale for importation, and the sale within the United States
after importation of certain flooring products by reason of infringement of claims 1-3, 5-6, 8-12,
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14-15, 17-36, and 38-41 of U.S. Letters Patent 5,860,267 (“the '267 patent”) and claims 1-14 of
U.S. Letters Patent 6,023,907 (“the '907 patent”). Jd. The Commission named seven
respondents: Unilin Décor N.V., Wielsbeke, Belgium; BHK of America, Inc., Central Valley,
NY; Meister-Leisten Schulte GmbH, Riithen, Germany (collectively, Unilin); Pergo, Inc.,
Raleigh, NC (“Pergo™); Akzenta Paneele + Profile GmbH, Kaisersesch, Germany (“Akzenta™);
Tarkett, Inc., Whitehall, PA; and Roysol, Saint-Florentin, France (“Roysol™).

On March 5, 2001, the ALJ issued an ID (ALJ Order No. 8) granting complainants’
motion to amend the complaint and notice of investigation to add allegations of infringement of
claims 1, 8, 13-14, 21, 26-27, 34, 39-41, and 48 of U.S. Letters Patent 6,182,410 (“the '410
patent”).- On July 10, 2001, the ALJ issued an ID (ALJ Order No. 26) granting complainants'
motion for summary determination on the economic prong of the domestic industry requirement.
Those IDs were not reviewed by the Commission. An evidentiary hearing was held from July 26,
2001, through August 1, 2001. The ALJ heard closing arguments on October 16, 2001. On
October 19, 2001, the ALJ issued an ID (ALJ Order No. 30) granting complainants' unopposed
motion to terminate the investigation with respect to claims 1-3, 5-6, 8-12, 14-15, 17-18, 20-22,
24-36, 38, and 40-41 of the '267 patent; claims 4-14 of the '907 patent; and claims 8, 13-14, 21,
27, 34, and 40 of the '410 patent. On October 25, 2001, the ALJ issued an ID (ALJ Order No.
31) terminating the investigation as to respondent Tarkett, Inc. Those IDs were not reviewed by
the Commission. The only asserted claims remaining in the investigation are claims 19, 23, and
39 of the 267 patent, claims 1-3 of the '907 patent, and claims 1, 26, 39, 41, and 48 of the '410
patent.

The ALJ issued his final ID on November 2, 2001, concluding that there was no violation
of section 337, based on the following findings: (a) complainants have not established that any of
the asserted claims are infringed by any of the respondents; (b) respondents have failed to
establish that the asserted claims of each of the ‘267, ‘907, and ‘410 patents are not valid; (¢) no
domestic industry exists that exploits any of the ‘267, ‘907, and ‘410 patents; and (d) it has not
been established that complainants misused any of the patents in issue. The ALJ also made
recommendations regarding remedy and bonding in the event the Commission concludes there is
a violation of section 337.

On November 15, 2001, complainants and the Commission investigative attorney (“IA”)
petitioned for review of the ID. On November 23, 2001, rcspondents Unilin, Pergo, Roysol, and
Akzenta, and complainants filed responses to the petitions for review. On December 20, 2001,
the Commission determined to review: (1) the ID’s construction of the asserted claims of the
‘410 patent; (2) the ID’s construction of the asserted claims of the 267 and '907 patents, except
not to review the ID's construction of those claims apart from 35 U.S.C. § 112, § 6; (3) the ID’s
infringement conclusions with respect to the ‘410, '267, and '907 patents, except not to review
the ID’s conclusions that (a) the asserted claims of the '267 and '907 patents are not infringed
when those claims are construed apart from 35 U.S.C. § 112, § 6 and (b) complainants have not
established that there are no substantial noninfringing uses for the accused products and hence
there is no contributory infringement; (4) the ID’s validity conclusions with respect to the ‘267,
'410, and '907 patents, except not to review the ID's validity conclusions when the asserted claims
of the '267 and '907 patents are construed apart from 35 U.S.C. § 112,9 6; and (5) the ID’s
conclusions with respect to the technical prong of the domestic industry requirement with respect



to the '410, 267, and '907 patents, except not to review the ID's conclusions that complainants
have failed to establish the technical prong of the domestic industry requirement when the
asserted claims of the '267 and '907 patents are construed apart from 35 U.S.C. § 112, §6. The
Commission also determined to review the procedural question of whether complainants waived
the issue of whether the accused products infringe the asserted claims of the patents in
controversy to the extent that the asserted claims are construed under 35 U.S.C, § 112, 6 to
cover equivalents of the structure disclosed in the specification, viz., equivalents of a mechanical
joint with play, by failing to raise the issue before the ALJ. The Commission determined not to
review the remainder of the ID. The Commission also determined to extend the target data for
completion of the investigation to March 7, 2002. The Commission subsequently determined to
further extend the target date to March 21, 2002. In accordance with the Commission’s
directions, the parties filed main briefs on January 10, 2002, and reply briefs on January 17,
2002.

Having examined the record in this investigation, including the briefs and the responses
thereto, the Commission determined that there is no violation of section 337. More specifically,
the Commission found that there is no infringement of any claims at issue of the ‘410, '267, and
'907 patents; no domestic industry exists with respect to the ‘410, '267, and '907 patents; and that
the ‘410, 267, and '907 patents are not invalid. The Commission also determined that the
complainants waived the issue of whether the accused products infringe the asscrted claims of
the *410, 267, and '907 patents to the extent that the asserted claims are construed under 35
U.S.C, § 112, 9 6 to cover equivalents of the structure disclosed in the specification.
Nonetheless, the Commission examined the issue and determined that, even if the argument had
been timely raised, it would not have led to a different result. The Commission determined that
complainants waived the issue of whether the accused products infringe the asserted claims of
the ‘410, ‘267 and ‘907 patents under the doctrine of equivalents.

This action is taken under the authority of section 337 of the Tariff Act of 1930, 19
U.S.C. § 1337, and sections 210.45-210.51 of the Commission’s Rules of Practice and
Procedure, 19 C.F.R. §§ 210.45-210.51.

By order of the Commission.

Mafilyn bott
Secretary

Issued: March 22, 2002
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PUBLIC VERSION

UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN FLOORING PRODUCTS Inv. No. 337-TA-443

COMMISSION OPINION ON THE ISSUES UNDER REVIEW
| INTRODUCTION
Except as indicated herein, the Commission adopts the administrative law judge’s
(“ALJ”) final initial determination (“ID”).! Specifically, the Commission adopts the ID with
respect to its findings that there is no violation of section 337 of the Tariff Act of 1930, 19
U.S.C. §1337, in this investigation because respondents do not infringe (a) claims 1 or 26 of U.S.
Letters Patent 6,182,410 (“the ‘410 patent™), (b) claims 1, 2, or 3 of U.S. Letters Patent 6,023,907
(“the ‘907 patent™), or claims 19, 23, or 39 of U.S. Letters Patent 5,860,267 (“the ‘267 patent”).
The Commission also adopts the ID’s finding that complainants do not practice the asserted
claims of the ‘267, ‘410, and ‘907 patents and consequently they do not meet the domestic

industry requirement of section 337(a)(3),? and the ID’s finding that the asserted claims are not

1. Any factual findings of the ALJ that support this opinion are hereby adopted and any factual
findings that are inconsistent with this opinion are rejected.

2. The domestic industry requirement is traditionally viewed as having two “prongs:” the
economic prong and the technical prong. Complainants must show that an industry exists, the

1



invalid.> Finally, the Commission also makes additional findings regarding the corresponding
structures in the specification needed to perform the functions of claims 1 and 26 of the ‘410
patent, claim 1 of the ‘907 patent, and claims 19, 23, and 39 of the ‘267 patent, when these
claims are construed under 35 U.S.C.§ 112, 96 (“§112, §6").

The Commission also finds that respondents’ accused products do not infringe claims 1,
26, and 39 of the ‘410 patent, if those claims are not construed under §112, g6, but does not
adopt the ID with respect to certain functions identified for those claims. The Commission also
does not adopt the ID’s finding regarding the function of the “means for locking” limitation of
claim 39 (and dependent claims 41 and 48) of the ‘410 patent when construed under §112, Y6,
but finds that claim 39 has different limitations that are not infringed. The Commission finds
that complainants abandoned the argument that respondents infringe the asserted claims of the
patents in issue under the doctrine of equivalents or under §112, §6 equivalents. The
Commission also finds that, wefe we to cohsider equivalents under §i 12, 96, we would find that

respondents do not infringe any of the claims of the patents at issue

economic prong, and that they practice at least one claim of the patents at issue, the technical |
prong. Certain Variable Wind Turbines and Components Thereof, Inv. No. 337-TA-376,
Commission Opinion (Sept. 23, 1996). The ALJ and the Commission previously found that
complainants have satisfied the economic prong, ALJ Order No. 26 (July 19, 2001) (Unreviewed
ID). However, the ALJ found that complainants did not satisfy the téchnical prong of the
domestic industry requirement because they do not practice the patents in controversy. The
Commission also finds, based on its construction of the asserted claims, that complainants do not
practice those patents.

3. Respondents contend that the claims in controversy are invalid only if they are construed as
not requiring play (see, e.g., Akzenta’s Rev. Br. at 20-30); thus, since the Commission has
determined that the claims in issue do require play, respondents’ arguments are not applicable
and the patents are not invalid based on the arguments presented to the Commission.

2



L PROCEDURAL HISTORY

This investigation was instituted on January 5, 2001, based on a complaint filed by Alloc,
Inc., Racine, Wisconsin; Berry Finance N.V., Oostrozebeke, Belgium AB; and Vilinge
Aluminum, Viken, Sweden (collectively “complainants™). 66 Fed. Reg. 1155 (Jan. 5, 2000). The
complaint alleged a violation of section 337 in the importation and sale of certain flooring
products by reason of the infringement of claims of the ‘267 pate;lt and claims of the ‘907 patent.
The complaint named seven respondents: (1) Unilin Decor N.V., Wielsbeke, Belgium; (2) BHK
of America, Inc., Central Valley, NY; (3) Meister-Leisten Schulte GmbH, Ruthen, Germany
(collectively “Unilin”); (4) Pergo, Inc., Raleigh, NC (“Pergo”); (5) Akzenta Paneele+ Profile,
Kaisersecsch, Germany, (“Akzenta”); (6) Tarkett, Inc. (“Tarkett”), Whitehall, PA;* and (7)
Roysol, Saint-Florentin, France (“Roysol”).

On March 5, 2001, the ALJ issued an ID (ALJ Order No. 8) granting complainants’
motion to amend the complaint to add allegations of infringement of claims of the ‘410 patent.

An evidentiary hearing was held from July 26, 2001 through August 1, 2001, and closing
arguments were heard on October 16, 2001. The ALJ issued his ﬁnﬁl ID on November 2, 2001,
concluding that there was no violation of section 337 because (1) complainants have not

established that any of the asserted claims of the ‘267, ‘410, and ‘907 patents are infringed by

4. Tarkett was subsequently terminated from the investigation on the basis of a consent order.
Order No. 31 (Oct. 25, 2001) (Unreviewed ID).



any of respondents’ accused products; (2) respondents have failed to establish that the asserted
claims are not valid; and (3) no domestic industry exists that exploits any of the patents in
controversy.

Petitions for review of the ID were filed by complainants and the Commission
investigative attorney (“IA”). Respondents Akzenta, Pergo, Roysol, and Unilin, and
complainants filed responses to the petitions for review. On December 20, 2001, the
Commission determined to review:

(1) the ID’s construction of the asserted claims of the ‘410 patent, both under §112, g6
and apart from that statute;

(2) the ID’s construction of the asserted claims of the 267 and ‘907 patents, except not to
review the ID’s construction of those claims apart from §112, 6;

(3) the ID’s infringement conclusions with respect to the ‘267, ‘410, and ‘907 patents,
except not to review the ID’s conclusions that (a) the asserted claims of the ‘267 and ‘907
patents are not infringed when those claims are construed apart from §112, §6, and (b)
complainants have not established that there are no substantial non-infringing uses for the
accused products and hence there is no contributory patent infringement;

(4) the ID’s validity conclusions with respect to the ‘267, ‘410, and ‘907 patents, except
not to review the ID’s validity conclusions when the asserted claims of the ‘267 and ‘907
patents are construed apart from §112, 6; and

(5) the ID’s conclusions with respect to the technical prong of the domestic industry
requirement with respect to the ‘410, ‘267, and ‘907 patents, except not to review the
ID’s conclusions that complainants have failed to establish the technical prong of the
domestic industry requirement when the asserted claims of the ‘267 and ‘907 patents are
construed apart from §112, 6. 66 Fed. Reg. 67302, 67303 (Dec. 28, 2001).

The Commission raised specific questions concerning the above issues and also sought

briefing on the question of whether complainants waived the issue of whether the accused

~ products infringe the asserted claims of the patents in controversy to the extent that the asserted



claims are construed under §112, 96 to cover equivalents of the structure disclosed in the
specification, viz., the equivalents of a mechanical joint with play, by failing to raise the issue
before the ALJ.
II. THE PATENTS AT ISSUE

Two of the patents at issue, the ‘267 patent and the ‘907 patent, are method patents that
concern methods for the laying and mechanically joining together of building panels, especially
floor panels. The third patent, the ‘410 patent, concerns a system, i.e., an apparatus, for
mechanically locking together adjacent floor panels. The asserted.claims of the ‘410 patent are
directed to an edge lock (claims 1 and 26) and to a flooring system (claims 39, 41, and 48). All
three patents have essentially the same specification, which is based on a Patent Cooperation
Treaty application. ID at 4.
III. NO VIOLATION OF SECTION 337

A. Claims 1 and 26 of the ‘410 Patent

We adopt the ID’s construction of claims 1 and 26 of the ‘410 patent under §112, §6, but
also make additional findings regarding the structures corresponding to the claimed functions.
Specifically, claim 1 of the ‘410 patent recites a “locking means” that has the function of (a)
“forming a first mechanical connection for locking said adjacent edges to each other in a vertical
direction,’; (b) “forming a second mechanical connection for locking said adjacent edges to each
other in a horizontal direction at right angles to said edges,” (c) “operat[ing] as a one-way snap
lock in said horizontal direction,” and (d) “enabl[ing] said adjacent panels,” when connected by

the first and second connections, to be rotated “so as to move the locking element out of the



locking groove in order to unlock said one-way snap lock.” ‘410 patent at column 10, line 42-
column 11, line 8.

As stated above, we adopt the ID’s finding that, if construed under §112, 16, claim 1 of
the ‘410 patent provides no structure concerning how the panels are connected such that they can
be turned to allow for the rotation needed to disengage the locking element from the locking
groove (the disassembly function).” ID at 56-58. However, although the ID found that “play” is
an essential element of the corresponding structure, it did not explicitly identify all of the
corresponding structures in the specification.’ ID at 63. We find that the corresponding structure
to the claimed function of the locking means to be rotated in relation to each other to unlock the
snap lock (‘410 patent at column 11, lines 1-8) is also found in the specification of the ‘410
patent at column 9, lines 4-12, which states:

[T]he locking surface 10 is so located relative to the joint edge 3 that when the

groove panel 2, starting from the joined position in FIG. 2c, is pressed

horizontally in the direction D2 against the strip panel 1 and is turned angularly up

from the strip 6, the maximum distance between the axis of rotation A of the

groove panel 2 and the locking surface 10 of the locking groove is such that the

locking element 8 can leave the locking groove 14 without coming into contact
with it.

5. Because claims 1 and 26 use the term “locking means,” the rebuttable presumption is that the
locking means limitation is a means-plus-function limitation. Greenberg v. Ethicon Endo-
Surgery, 91 F.3d 1580, 1584 (Fed. Cir. 1996). This presumption has not been overcome because
the claims do not provide sufficient structure to perform the entire function. Rodine PLC v.
Seagate Tech. Corp., 174 F.3d 1294, 1304 (Fed. Cir. 1999).

6. Kemco Sales, Inc. v. Control Papers Co., Inc., 208 F.3d 1352, 1361 (Fed. Cir. 2000) (a
means-plus-function limitation must be construed to determine what the claimed function is and
what structure is disclosed in the specification that corresponds to the means for performing that
function.) - :



The corresponding structure requireé play. We note that the ID cites to this section of the
specification (ID at 27and 61) and find that it identifies said structure implicitly, if not explicitly.

As with claim 1, claim 26 uses the term “locking means” and does not provide sufficient
structure to perform the entire claimed disassembly function; claim 26 does not recite how the
locking groove and locking strip permit the locking panels to be released. ID at 58-59. As with
claim 1, the ID does not explicitly identify all of the structures corresponding to the claimed
function in claim 26 of the ‘410 patent. We find that the corresponding structures for the
“releasably locking” limitation are recited in the specification at column 9, lines 4-12, which
recites play.” Similarly, as discussed below, the prosecution history of the ‘410 patent shows that
play is part of the locking grove and locking element that perform the claimed disassembly

function. ID at 42-45.%

7. The Commission finds it appropriate to use the phrase “releasably locking” from the preambie
to claim 26 in interpreting claim 26 because doing so is “necessary to give life, meaning and
vitality” to the claim. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305 (Fed.
Cir. 1995). Moreover, the preamble refers to the edge lock for mechanically and releasably
locking together adjacent first edges of pairs of flooring panels . ...” (‘410 patent at column 12,
lines 67 to column 13, lines 8-9) (emphasis added) and the body of claim 26 refers to “locking
said adjacent first edges” throughout the claim. Thus, the preamble statement regarding
“releasably locking” the adjacent first edges “is intimately meshed with the ensuing language in
the claim.” Pitney Bowes, Inc., 182 F.3d at 1306.

8. The Federal Circuit has held that “whether §112, 96 is invoked involves an analysis of the
patent and the prosecution history . . . .” Personalized Media v. U.S. Intern. Trade Com’n, 161
F.3d. 696, 704 (Fed. Cir. 1998). Moreover, the prosecution history shows that play is an
unclaimed element of the corresponding structure needed to perform the disassembly and
displacement functions. The support for invoking §112, 96 is found in the prosecution history,
which is also broadly applicable to the other asserted claims and to interpreting these claims.



Finally, the ID also states that, regardless of whether claims 1 and 26 of the ‘410 patent
are construed under §112, 96, they contain the limitation of play because play “enabl{es] specific
objects of the invention directed to displacement.” ID at 88. However, we find that the mutual
displacement of joined panels along the joint edge is not a requirement of claim 1 or claim 26.
Nevertheless, as discussed in our analysis of the claims under §112, §6, those claims contain a
“releasably locking” limitation and, as stated above, the specification and prosecution history of
the ‘410 patent show that the claimed disassembly function requires play between the claimed
locking grove and locking element. Thus, we adopt the ID’s finding that because respondents’
accused products lack play, they do not infringe claims 1 or 26 of the ‘410 patent.

B. Claim 39 (and Dependent Claims 41 and 48) of the ‘410 Patent

We disagree with the ID’s construction of claim 39 and dependent claims 41 and 48 of
the ‘410 patent in three respects. First, the ID identified the “means for locking” in claim 39 as
including “lock[ing] the panels together in the horizontal and vertical directions.” ID at 60-61.
The relevant limitation reads:

said floor panels being provided with means for mechanically locking together their long

edges as well as their short edges in a first direction at right angles to a principal plane of

the panels, thereby forming first mechanical connections between the panels .... (‘410
patent at column 14, lines 17-21).

Thus, the above limitation refers only to mechanically locking in the first direction, viz., the
vertical direction.

The ID also identifies the function of the “means forvlocking"’ in claim 39 as includ‘ing
“allow[ing] the panels to rotate relative to one another, so that at some point during this rotation

the locking element will disengage from locking.” ID at 60-61. However, claim 39 identifies the



“rotate and unlock” function with the second, not the first, mechanical connection. ‘410 patent at
column 14, lines 42-46.°

Finally, the ID concludes that “allow[ing] mutual displacement of the panels in the
direction of the long edges” is a function of the “locking means.” ID at 61. The “mutual
displacement” limitation, i.e., “the first and the second mechanical connections are so
constructed as to allow mutual displacement of the panels in the direction of the long edges,”
does not, however, recite the term “locking means.” ‘410 patent at column 14, lines 39-41.

Nevertheless, we find that play is a limitation of the structﬁres for performing the
functions of mutual displacement and disassembly recited in the two claimed functions of (1)
mutual displacement function, and (2) rotate/disassembly function, which are recited in two “so
constructed as to allow” means-plus-function limitations. ‘410 patent at column 14, lines 39-41
(mutual displacement) and ‘410 patent at column 14, lines 42-46 (rotate/disassembly function).!
Claim 39 does not provide sufficient structure to show how these functions are to be performed.
The Commission finds the corresponding structure to the claimed function of rotation/unlocking

is disclosed in the specification of the ‘410 patent at column 7, lines 38-45, which states:

9. The second mechanical connection “lock{s] the panels to each other in a second direction
parallel to the principal plane . . ..” (emphasis added). ‘410 patent at column 14, lines 33-34.

10. This case is analogous to Raytheon v. Roper, 724 F.3d 951, 957 (Fed. Cir. 1 9§3), wherein it
was held that a functional claim recital introduced by the phrase “so that” was a means-plus-
function recital.



When the panels 1 and 2 are joined together, they can however occupy such a relative

position in the direction D2 that there is a small play a between the locking surface 10

and the locking groove 14. This mechanical connection in the direction D2 allows

mutual displacement of the panels 1, 2 in the direction of the joint, which considerably

facilitates the laying and enables joining together the short sides by snap action.
See also ‘410 patent at column 9, lines 4-12; ID at 42-44. The corresponding structure for the
mutual displacement function is shown at column 7, lines 38-45 of the ‘410 patent’s
specification.

We also find that, even were we not to construe these claims under §112, 46, they contain
a play limitation in the mutual displacement and disassembly elements based on an examination
of the claims, the specification, and, as discussed below, the prosecution history. Vitronics Corp.
v. Conceptronic Inc., 90 F.3d, 1576,1582 (Fed. Cir. 1996).

Based on the above claim construction, we find that respondents do not infringe claim 39
(or dependent claims 41 and 48) of the ‘410 patent because, as the ID found, respondents’
accused products do not have play. 1D at 89-99.

C. Claim 1 (and Dependent Claims 2 and 3) of the ‘907 Patent and Claims 19,

23, and 39 of the ‘267 Patent

We adopt the ID’s construction of claim 1 (and dependent claims 2.and 3) of the ‘907

patent under §112, 96, but also make additional findings regarding the structures corresponding

to the claimed functions. Specifically, claim 1 of the ‘907 patent contains the limitation that “the

two panels are . . . mechanically locked to each other in a second direction that is at right angles .

10



. . . .to the adjacent joint edges, and the limitation that the two panels are “displaceable in relation
to each other in the direction of the adjacent joint edges. . ..” ‘907 patent at column 10, lines 39-
51. The critical claimed functions in claim 1 are that the two panels are “(iii) mechanically
locked to each other in a second direction, that is at right angles to said first direction and to the
adjacent joint edges, as a result of a first locking member disposed at one of the adjacent edges
being connected to a second locking member disposed at the other one of the adjacent edges, and
(iv) being displaceable in relation to each other in the direction of the adjacent joint edges. . . .”
‘907 patent at column 10, lines 44-51. |

We adopt the ID’s finding that, if construed under §112, §6, claim 1 of the ‘907 patent
provides no structure corresponding to the means for performing the displacement function
recited in the claim. However, although the ID finds that play is an essential element of the
corresponding structure, it does not explicitly identify all of the corresponding structures in the
specification. We find that, in addition to the disclosed play, the corresponding structures
necessary to perform the claimed function are recited in the specification of the ‘907 patent at
column 7, lines 38-45, which portion of the specification is cited in the ID, but not explicitly
identified as corresponding structure. (ID at 25). We adopt the ID’s finding that, because
respondents’ accused products do not have play, they do not infringe claim 1 of the ‘907 patent.

Likewise, claims 19, 23, and 39 of the ‘267 patent do not provide sufficient structure to

perform the displacement function recited in those claims. The specification of the ‘267 patent
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shows that the cofresponding structure to the claimed mutual displacement function in claims 19,
23, and 39 of the ‘267 patent is a mechanical connection in the direction D2 where there is a
small play between the locking surface 10 and the locking groove 14. ‘267 patent at column 7,
lines 38-45. We adopt the ID’s finding that, because respondents’ accused products do not have
play, they do not infringe claims 19, 23, and 39 of the ‘267 patent. ID at 89-99.

D. Complainants’ Equivalents Arguments

The Commission finds that complainants have waived their right to have the Commission
consider infringement under the judicial doctrine of equivalents c;r infringement on the basis of
§112, 96 equivalents. First, as to the doctrine of equivalents, complainants did not raise the
doctrine of equivalents in their petition for review as an issue for which they sought review, and
they have thus waived the issue pursuant to rule 210.43(b)(2), 19 C.F.R. §210.43(b)(2)."" In their
petition for review, the only equivalency issues identified by complainants were those concerning
§112, 96 equivalents. |

Second, as to §112, 96 equivalents, complainants sought Commission review of whether
the ALJ erred by not considering §112, §6 equivalents for the purpose of determining whether

respondents’ accused products, and/or instructions, or the methods used by the purchaser of

11. Commission rule 210.43(b)(2) provideé that any issues not raised in a petition for review are
“deemed to have been abandoned by the petitioning party and may be disregarded by the
Commission in reviewing the initial determination . . ..”
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respondents’ products, meet the limitations of the asserted claims. The Commission finds that
complainants failed to raise the issue of §112, 46 equivalents in a timely fashion before the ALJ
by (a) not identifying the issue with particularity in their pre-hearing brief, in accordance with the
ALJ’s Ground Rules," (b) not having any witness testify on whether respondents’ products
(and/or instructions) and methods are §112, 96 equivalents of the asserted claims, and (¢) not

otherwise supporting a §112, 6 equivalents infringement case."?

12. ALJ Ground Rule 9(d) provides that pre-hearing statements “shall include a statement of
issues to be considered at the hearing that sets forth with particularity a party’s contentions on
each of the proposed issues, including citations to legal authorities in support thereof. Any
contention not set forth in detail as required herein shall be deemed abandoned or withdrawn ..
..” ALJ Order No. 1 to which the Ground Rules are attached. Cf MANUAL FOR COMPLEX
LITIGATION (THIRD) §21.641 at 122 (1995), which provides for an analogous procedure when
pre-hearing statements are required, and requires that a party list in its pre-hearing statement the
facts it intends to establish at trial and the supporting evidence and that “[n]o evidence not
included in the statement would be permitted at trial.”

13. Complainants argued during closing argument, but only with respect to the ‘410 patent, that
if the ALJ were to find that §112, 96 applied, he should find that respondents’ products have the
“same or equivalent structure” and are thus infringing. However, this brief statement made no
factual argument as to why respondents’ products allegedly have an “equivalent” structure. Tr. at
2272-73. Complainants made no mention of §112, g6 in their Post-Hearing Statement (corrected
copy Sept. 4, 2001), but did briefly mention it in their Post-Hearing Rebuttal Statement at 95-96
(Sept. 7, 2001), where they argued without citation to the record or citation to legal authority, that
“[t]here is no substantial difference in the methods used by Respondents and those claimed in the
‘907 and, regardless of whether the subject panel joints are found to have ‘play.” This
demonstrates equivalents both under the doctrine of equivalents and also under Section 112, Par.
6.” No mention was made of the asserted claims of the ‘410 patent and no factual support was
proffered.
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In any event, had complainants timely raised arguments regarding §112, 96 equivalents,
we find that the outcome of this investigation would not change. See Hazani v. U.S. Intern.
Trade Com’n, 126 F.3d 1473, 1476-79 (Fed. Cir. 1997). Implicit throughout the ID is the finding
that play is so central to all the claims at issue that there could be no §112, Y6 equivalent to any
of the claims that did not have play. The ID found that, even under a §112, §6 claim
construction, the accused products did not infringe because they lacked play. Implicit in the ID is
the notion that an equivalent cannot be interpreted so broadly as to effectively eliminate from
these claims the essential element of play and that the accused products, even were they to be
construed as equivalents, would still lack play and could not infringe. The ID found for all the
claims in issue that:

[Pllay is an irhplicit limitation provided in the written description, which is part of the

definition of the claim terms such as “locking element,” “locking member,” “locking

strip,” and “locking groove” set forth in the specification. Those elements exhibit play
when in the locked position, as shown and described throughout the written description of
the three patents at issue.' ID at 87. ‘ ‘
In the ID’s view, play is described in both the specification and the prosecution history of the
claims at issue as “critical to the practice of the invention.” ID at 88. An equivalent without
play, therefore, would clearly eliminate an essential claim element in its entirety.
During prosecution of the application that resulted in the patents in controversy, the

inventor distinguished a prior art reference by indicating that, unlike the prior art, his invention

had play, which enabled mutual displacement of panels and disassembly of the panels. ID at 42-
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43. Moreover, after he amended his claims to overcome a rejection by the PTO examiner, the
inventor indicated in remarks to the examiner that the new independent claim was substantially
the same as the prior claim, “except that it does not define the play that exists between the
locking groove and the locking surface.” ID at 44. During prosecution of the patents, the
-applicant also disavowed flooring panel structures without play because of their inability to
achieve the desired result of the invention -- mutual displacement and disassembly. The
applicant pointed out to the PTO examiner that the prior art was incapable of mutual
displacement and disassembly “because it specifically prevents th.e claimed play.” ID at 43. Of
particular concern to the applicant was that the prior art acted to “hold the boards closely together
so as to prevent play from occurring between the two boards.” ID at 43. In other words, the prior
art, like respondents’ accused products, had pretension, i.e., they “hold the boards closely
together.” Thus, the applicant disavowed flooring panels that lacked play during prosecution,
arguing that such flooring panels were incapable of achieving the objects of the claimed
invention.

It is inconsistent for the patentee to argue before the PTO examiner that the claimed
flooring products with play are patentable over flooring products without play, and then to argue
to the Commission that flooring products without play are equivalent to flooring products with
play. Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1457 (Fed. Cir. 1998), quoting Alpex

Computer Corp. v. Nintendo Co., 102 F.3d 1214, 1221 (Fed. Cir. 1996) (“just as prosecution
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history estoppel may act to estop an equivalence argument under the doctrine of equivalents,
positions taken before the PTO may bar an inconsistent position on claim construction under
§112, 96.”). Ballard Medical Prods. v. Allegiance Healthcare Corp., 268 F.3d 1352, 1359 (Fed.
Cir. 2001), citing Signtech USA, Ltd. v. Vutek, Inc., 174 F.3d 1352, 1357 (Fed. Cir. 1999)
(“[s]tatements detailing the shortcoming of the relevant prior art have often proved useful in
construing means-plus-function claims™). Having disavowed flooring panels without play,
complainants cannot now assert that such flooring panels are the equivalents of flooring panels
with play. See J&M Corp. v. Harley-Davidson, 269 F.3d 1360, 1.367 (Fed. Cir. 2001).

In sum, complainants are estopped from seeking to apply §112, §6 equivalents to
respondents’ accused products that do not have play in view of the applicant’s disavowal during
prosecution of prior art structures without play and his statements that flooring products without
play are incapable of achieving the objects of his invention. Indeed, it has been held that even
under the judicial doctrine of equivalents, where equivalence may be interpreted more broadly
than under §112, 6, that the doctrine of equivalents “is not allowed such broad play as to
eliminate [an] element in its entirety.” Warner-Jenkinson Co., Inc. v. Hilton Davis Chem. Co.,
520 U.S. 17,29 (1997). - .

Moreover, as discussed below, there are substantial differences between the claimed
invention and each of the respondents’ accused products. Chiuminatta Concrete Concepts, Inc.

v. Cardinal Industries, Inc., 145 F.3d 1303, 1309 (Fed. Cir. 1998) (the test for showing under

16



§112, 96 that the accused product is equivalent is “whether the differences between the structure
in the accused device and any disclosed in the specification are insubstantial.”)
1. Complainants’ Equivalents Arguments Concerning Unilin’s
Accused Products

Complainants argue that, because the amount of pretension, or negative play, in
respondent Unilin’s products is so small, 0.017 mm (citing Tr. at 1963-64), and the amount of
play stated in the specification is “less than 0.2 mm,” the pretension is subsumed by the
manufacturing tolerances for Unilin’s products. Complainants’ kev. Br., Tab 2 at 15-16. First,
as to the alleged amount of pretension, this measurement was made from a series of computer-
aided drawings that Dr. Boe, respondent Pergo’s expert, made from a tooling diagram.'* The ID
found that the actual dimensions of the accused Unilin product differ from the tooling diagram
and that it was inappropriate to use the tooling diagram as a basis for analyzing play. ID at 89-

91. We agree.

14. Complainants mischaracterize Dr. Boe’s testimony as indicating that the amount of negative
play in the accused Unilin product “has no reality to the world, the real world” (Tr. at 1966-67),
and that “the amount of negative play is nil.” Tr. at 1966. Complainants argue that this testimony
means that the negative play in the accused Unilin product “has no meaningful effect on the
working properties of the panels.” Complainants’ Rev. Br., Tab 2 at 15. Dr. Boe testified that
his calculation lacked reality because the computer drawings he had made was “an attempt to
explain what I mean by negative play [and] has nothing to do with actual dimension[s].” Tr. at
1975. Given that the calculation is based on the tooling drawings that the ID found were
inaccurate for the purpose of measuring play and the nature of Dr. Boe’s testimony, we find that
Dr. Boe’s testimony is not a sufficient basis for proving complainants’ contention.
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Second, as to complainants’ argument that the amount of play in the asserted claims is 0.2
mm (Complainants’ Rev. Br., Tab 2 at 15), this figure refers to the specification of the patents in
controversy, which states that “disassembly can be achieved even if the aforementioned play
between the locking groove and the locking surface is not greater than 0.2 mm.” ‘410 patent at
column 5, lines 28-30. Thus, the specification does not state the amount of play is 0.2 mm; it
merely states that disassembly can occur even if the amount of play is as little as 0.2 mm. Thus,
0.2 mm should not be used as the measure of play in the patents in controversy, as the passage in
the specification makes clear that the amount of play can be lmgér than 0.2 mm, which appears to
be the minimum amount of play necessary for disassembly and certainly not the maximum
amount of play.

Third, complainants contend that the manufacturing tolerances for the accused Unilin

product

It thus appears that the actual dimensions of the Unilin product are depéndent on all of
the above variables and not just on the manufacturing tolerances.
In any event, the statistics used by complainants regarding (a) the amount of Unilin’s
pretension and (b) the amount of play in the invention m méking their “subsuming” argument --

that the negative play in the Unilin product is so small as to be subsumed by the 'manufacturing ‘
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tolerances for the Unilin product -- are not accurate statistics for comparing the amount of
pretension in Unilin’s accused product and the amount of play in the patented claims in
controversy.

Moreover, Pergo’s expert made actual measurements of randomly-selected Pergo
products (which are essentially identical to the Unilin products, ID at 93) and none of those
products showed play. Tr. at 1903-1918. In addition, as the ID found, respondent Unilin’s
expert tested samples of Unilin’s accused products and determined that they did not have play.
ID at 92-93. |

Complainants argue that there are open spaces in the Unilin joint that are known to be
interchangeable with play and with other design factors that allow displacement of the panels.
Complainants cite testimony from Dr. Loferski, Unilin’s expert, for the proposition that
incorporating open spaces into a joint so as to reduce the amount of surface area and friction is an
alternative to play. Tr. at 1590-92. In fact, a review of the cited testimony shows that Dr.
Loferski stated only that, if the amount of contact in the surface areas in the joint is reduced, that
would reduce somewhat the amount of friction and make displacement easier, and that the Unilin
joint is capable of displacement “[i]f you push it hard enough.” That testimony cannot properly

be characterized as indicating that open spaces in the Unilin joint are an alternative to play. Tr. at

1592.
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Complainants contend that the high density fiberboard (“HDF’) used in Unilin’s accused
product makes it readily slideable, which is the equivalent of a profile with play. Complainants’
Rev. Br.,, Tab 2 at 18. Complainants reach this conclusiqn based on a citation to Dr. Loferski’s
testimony where he answered “Perhaps, yes” to the following question: “So there’s going to be
some material that’s going to make displacement possible or easy as opposed to other materials
that’s going to make it difficult or maybe impossible; right?” Tr. at 1589. Complainants also
argue that Mr. Theirs testified that Unilin’s accused product follows U.S. Letter Patent
6,006,486, whose specification indicates that HDF or mutual density fiberboard (“MDF”’) can be
“shifted readily alongside each other in interlocked condition, even when engaged with a
tensioning force.” RX-138, column 3, lines 48-53; Tr. at 1497-98. In fact, Mf. Theirs testified
that the displacement can occur “when you use a hammer and a block.” Tr. at 1498. We find that
this testimony is not a sufficient basis for showing that the use of HDF or MDF is equivalent to
play.

Complainants argue thaf the Uﬁilin accused product uses wax, a “sliding agent,” which

creates play or the equivalent to play.'” Complainants’ Rev. Br., Tab 2 at 19-21. There is,

15. Complainants also argue that the use of wax falls within the scope of the claimed function
because the specification mentions the use of wax at column 9, lines 40-54. The ID found that
portion of the specification unclear because it refers to a “recess 26," which is not depicted in the
patent drawings. ID at 30. We agree. Thus, complainants’ contention that the use of wax falls
within the scope of the function has not been established.



however, unrebutted testimony that the amount of force needed to move flooring panels with wax
is approximately 2.5 times greater than the amount of force needed to move flooring panels
without wax. Tr. at 1094, CX-124. In any event, we agree with the IA that, to the extent wax
makes mutual displacement and/or disassembly possible, wax constitutes a different way of
accomplishing the result sought than a structure with play. IA’s Rev. Br. at 12-13. Thus,
complainants have not shown that the use of wax is the equivalent of play.

Complainants argue that the Unilin product includes a small play (0.007-0.14 mm)
between the locking element and locking strips, according to a méasurement made by
complainants’ expert. Complainants’ Rev. Br, Tab 2 at 21. This argument is based on an
analysis of Unilin’s 8.0 mm panels and a review of Unilin drawings, CX-1583. Complainants
assert that the Unilin drawings “are not just a representation for tooling purposes . . . but the
dimensions on those drawings are really what make up the measurement that are done on the
product after it’s produced.” Tr. at 2054-2055.

The Commission finds this argument unpersuasive because the ID found that the tooling
drawings are used to make the tools that are used to make the Unilin product, ID at 90, and that
the actual dimensions of the Unilin product differ from the drawings for four reasons, including
the facts that the positioning of the tools in the cutting machine is subject to adjustment and that
the MDF used in making the product is a wood-based product that reacts to being cut by

springing back. ID at 90. Moreover, the ID found that Dr. Limbert’s analysis was flawed
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because, among other reasons, it contained basic errors in algebra. ID at 92. Consequently, the
Commission finds that complainants have not shown that the Unilin product has play or the
equivalent of play.

2. Complainants’ Equivalents Arguments Concerning Akzenta’s
Accused Products

Complainants argue that the Akzenta panels have play or the equivalent of play under
§112, 96 because, while the Akzenta panel is designed for a theoretical exact fit, the tolerances of
the Akzenta product are such that “there is no substantial difference for purposed [sic] of
equivalents under §112, 6 between panels with a tiny amount of play and panels with a
theoretical exact fit.” Complainants’ Rev. Br., Tab 2 at 31. Complainants argue that the
manufacturing tolerances of Akzenta’s products are such that at least some of the products will
have a clearance between the tongue and the locking groove. Id. at 32.

The design specification for Akzenta’s products calls for a “line-to line” design, i.e., an
exact fit between the tongue and groove portions of adjoining panels with no space between
them. ID at 94-95. Accordingly, 'asv the ALJ fourid, the locking elements used in the Akzenta
product are designed to be exactly the same size as the locking grooves. ID at 95. Complainants,
however, argue that because Akzenta has a manufacfurir;g tolerance of plus or minus 0.03 mm
(ID at 95), some of Akzgnta’s products will have play. This argument has two flaws. First,

complainants refer to the “tiny amount of play that is described in the patent specification”
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Complainants Rev. Br., Tab 2 at 31. The only reference in the patent specification to the amount
of play is the statement that “disassembly can be achieved even if the aforementioned play
between the locking groove and the locking surface is not greater than 0.2 mm.” ‘410 patent at
column 5, lines 28-30. Thus, the specification does not specify the maximum amount of play
that can exist for disassembly to occur and complainants lack a basis for making the assumption
that the amount of play is 0.2 mm.

Second, the record shows that the actual tolerances of the machines used to make the
Akzenta products are much better than the tolerance standard. ID at 96. Most important,
Akzenta’s expert found a lack of play in his observation of multiple samples of the Akzenta
panels. ID at 96-97 The ID found that complainants failed to produce even one test finding play
in any Akzenta panel. ID at 97-99. The Commission thus finds that complainants have not
proven that Akzenta’s panels have play or the equivalent of play.

3. Roysol’s Accused Products

Complainants did not argue that Roysol’s accused products have play or the equivalent of
play. Complainants’ Rev. Br. at 31-37. The ID found that complainants “did not raise any
arguments or cite to any evidence showing that the accused Roysol products had play.” ID at 94.
Consequently, the Commission finds that complainants have not shown that Roysol’s accused

products have play or the equivalent of play.
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4. Complainants’ Other Equivalents Arguments Are Unavailing as
They Do Not Show Insubstantial Differences

Complainants argue that factors other than play can be used in flooring panels, such as the
frictional characteristics of the material, the amount of interference, how well-machined the
edges are, whether there has been any surface treatment of the material, and the geometry of the
joint.'® Complainants’ Reply Br. at pp. 18, 35, and 51.

The Commission finds that respondents’ accused products, which lack play, do not
accomplish the mutual displacement and disassembly functions in substantially the same way as
do the corresponding structures disclosed in the patent specification. The corresponding
structure disclosed in the specification accomplishes the claimed mutual displacement and
disassembly functions with play, i.e., a gap between the locking surface and the locking groove.

In contrast, respondents’ accused products, which have contact between the locking surface and

16. With respect to complainants’ argument that “the geometry of a joint, such as the extent of
the places where panels contact each other, is interchangeable with play” (Complainants’ Reply
Br. at 18) complainants rely on testimony by their expert. Dr. Limbert answered a question as
to the effect on a flooring panel if play were removed from it by stating that removing play
“could increase the frictional forces that are occurring at the joint and the amount of that
interference and the elastic properties of the materials and the joint geometry, and several other
things I’'m probably forgetting about, that will determine how much interference we have, how
much normal forces are generated as a result of that interference, and then how much additional
frictional forces could occur.” Tr. at 891. We find that Dr. Limbert’s testimony does not
support the assertion that “geometry of a joint, such as the extent of the places where the panels
contact each other, is interchangeable with play.” Complainants’ Reply Rev. Br. at 18.
Complainants’ other arguments are simply variations on those that are discussed above or in the
ID, and as discussed therein, they are not supported by the record.
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the locking groove, accomplish the mutual displacement and disassembly functions by reducing
friction in other ways. The Commission finds that complainants have not shown that the ways
used in respondents’ accused products, which lack play, accomplish the displacement and
disassembly functions in substantially the same as the way used in the corresponding structure
disclosed in the specification.”

Indeed, the antithesis of a claim limitation cannot be an equivalent of that limitation. See
Moore U.S.A., Inc. v. Standard Register Co., 229 F.3d 1091, 1106 (Fed. Cir. 2000) (finding that
where the claim was for strips of adhesive that would extend the ﬁajority of the lengths of said
longitudinal marginal portions, an accused product would not be construed under the doctrine of
equivalents to cover strips that extend only a minority of the length) (emphasis added). The
Federal Circuit has stated that “it would defy logic to conclude that a minority -- the very
antithesis of a majority -- could be insubstantially different from a claim limitation requiring a
majority . . ..” Accord, Scimed Life Systems, Inc. v. Advanced Cardiovasc;ular Systems, Inc., 242
F.3d 1337, 1345-46 (Fed. Cir. 2001) (finding that the patentee, having disclaimed the dual lumen
structure and having stated it was inferior to the claimed coaxial lumen configuration, would not

be permitted to apply the doctrine of equivalents to dual lumen structures). Similarly,

17. The Commission also notes that complainants have failed to meet their burden under §112,
96 of showing that the alleged equivalent structures to the ones disclosed in the specification
were available at the time of the issuance of the patents in issue. A41-Site Corp. v. VSI Int’l, 174
F.3d 1308, 1320 (Fed. Cir. 1999).
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respondents’ accused products, which lack play, cannot constitute equivalents to the claimed
limitations, which require play.
IV. CONCLUSION

The Commission affirms the ID regarding its findings that section 337 of the Tariff Act of
1930 has not been violated because respondents’ accused products do not infringe the asserted
claims of the ‘410 patent, the ‘907 patent, or the ‘267 patent. However, the Commission
modifies the ID with respect to claims 1 (and dependent claims 2 and 3) and claims 26 and 39 of
the ‘410 patent, and finds non-infringement on a different basis ﬁom the ID both under §112, §6
and apart from §112, 6. In addition, the Commission finds that complainants do not meet the
domestic industry requifement of section 337(a)(3) and that the asserted claims are not invalid on

the basis of the arguments presented to the Commission.
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OPINION
I. Procedural History

By notice, which issued on December 29, 2000, the Commission instituted an
investigation, pursuant to subsection (b) of section 337 of the Tariff Act of 1930, as amended,
to determine whether there is a violation of subsection (a)(1)(B) of section 337 in the
importation into the United States, the sale for importation into the United States, or the sale
within the United States after importation of certain flooring products by reason of
infringement of claims 1-3, 5, 6, 8-12, 14, 15, 17-36, 38-40 or 41 of U.S. Letters Patent
5,860,267 (the ‘267 patent) and claims 1-!3 or 14 of U.S. Letters Patent 6,023,907 (the ‘907
patent) and whether there exists an industry in the United States as required by subsection
(a)(2) of section 337. The notice of invesiigation was published in the Federal Register on
January 5, 2001 (66 Fed. Reg. No. 4 at 1155-56).

Complainants identified in the Commission notice were Alloc, Inc. (Alloc), Berry
Finance N.V. (Berry) and Vilinge Alumirum AG. (Vilinge). As respondents, the following
were named in the notice: Unilin Décor N.V., BHK of America, Inc., and Meister-Leisten
Schulte GmbA (collectively Unilin), Akzenata Paneele + Profile GmbH (Akzenta) and Tarkett,
Inc. (Tarkett) and Roysol.

Order No. 5, which issued on January 25, 2001, set a target date of February 5, 2002,
Order No. 8 was an initial determination granting complainants’ Motion No. 443-6 to amend
the complaint and the notice of investigation to add allegations of infringement of claims 1, 8,

13, 14, 21, 26, 27, 34, 39, 40, 41 and 48 of U.S. Patent No. 6,182,410 (the ‘410 patent).



(Motion Docket No. 443-6).! The Commission determined not to revigw Order No. 8 on
March 21.

Order No. 26, which issued on July 10, 2001, was an initial determination which found
that complainants had satisfied the economic prong of the domestic industry requirement under
Section 337. The Commission determined not to review Order No. 26 on July 30, 2001.

Complainants, on August 22, 2001, moved to strike the opening testimony of Unilin’s
expert, Joseph Loferski. (Motion Docket No. 443-76). On August 22 respondents jointly
moved to strike certain testimony of complainants’ expert, Douglas Limbert. (Motion Docket
No. 443-75). On August 22, respondent Roysol moved to strike certain testimony and exhibits
and to move into evidence limited deposition testimony of W. Jack Lewicki. (Motion Docket
No. 443-74). On August 22, respondent Akzenta moved to strike certair of complainants’
exhibits. (Motion Docket No. 443-73). (On August 28, respondent Royso! moved to amend its
motion to strike which was filed on August 22. (Motion Docket No. 44%-77). Those motions
are dealt with in Order No. 32, which issued on November 2.

On October 19, 2001, pursuant to Commission rule 210.21, complainants and
respondents Tarkett and Akzenta jointly moved to terminate the investigation as to Tarkett.

(Motion Docket No. 443-84). Order No. 31, which issued on October 25, was an initial

! Complainants, at the hearing in late July, 2001, asserted only claims 19. 23 and 39 of
the ‘267 patent, claims 1, 2 and 3 of the ‘907 patent and claims 1, 26, 39, 41 and 48 of the
‘410 patent. (Tr. at 678-681, 774). Order No. 30, which issued on October 19, 2001, was an
initial determination granting complainants’ unopposed motion to terminate the investigation
with respect to claims 1-3, 5-6, 8-12, 14-15, 17-18, 20-22, 24-36, 38 and 40-41 of the ‘267
patent, claims 4-14 of the ‘907 patent and claims 8, 13-14, 21, 27, 34 and 40 of the ‘410
patent.



determination granting said motion.

On July 26, 2001, the hearing commenced and continued on July 27, 28, 30, 31 and
August 1. Post hearing submissions have been made. In addition, closing arguments were
heard on October 16. The matter is now ready for decision.

This final initial determination is based on the record compiled at the hearing and the
exhibits admitted into evidence.? The administrative law judge has also taken into account his
observation of the witnesses who appeared before him during the hearing. Proposed findings
submitted by the parties not herein adopted, in the form submitted or in substance, are rejected
as either not supported by the evidence or as involving an immaterial matter and/or as
irrelevant. The findings of fact included herein have references to supporting evidence in the
record. Such references are intended to serve as guides to the testimony and exhibits
supporting the findings of fact. They do ot necessarily represent complete summaries of the
evidence supporting said findings.

IL Parties

See FF 1 to 75.
III.  Importation

Respondents, with the exception of Roysol, admitted to importation (Tr. at 2221). See
also FF 15. Respondent Roysol took no position on importation and argued that, while it did
not suggest complainants have not met their burden, complainants have the burden of proving

importation. The administrative law judge finds that complainants have met their burden. See

2 Complainants, on August 7, 2001, inoved for leave to file their revised final hearing
exhibit lists. (Motion Docket No. 443-70). Motion No. 443-70 is granted.

3



FF 78, 79, 80, 81.
IV.  Patented Subject Matter In Issue

In issue are (1) claims 1, 2 and 3 of the ‘907 patent, (2) claims 1, 26, 39, 41 and 48 of
the ‘410 patent and (3) claims 19, 23 and 39 of the ‘267 patent. All three of the patents in
issue (CX-3, CX-4 and CX-5) are based on essentially the same specification,’ which is based
on a PCT application filed on April 29, 1994 in the name of Tony Pervan (PCT/SE94/00386)
(RX 348), now abandoned. The patents in issue claim priority to a Swedish patent application
filed in Sweden on May 10, 1993 (RX 184). The three patents in issue have the same parent
application, Serial Application No. 08/43¢,224, which was filed on May 17, 1995, and is now
U.S. Pat. No. 5,706,621 (the ‘621 patent). The ‘621 patent (CX-1) is currently before the
U.S. Patent & Trademark Office (PTO) in reissue q.nd reexamination proceedings. (RX-366).

The ‘907 patent issued on Februarv 15, 2000 on Application Serial No. 09/193,687
filed November 18, 1998, which is a continuation of Application Serial No. 09/003,499 filed
January 6, 1998, which issued on January 19, 1999 as U.S. Pat. No. 5,860,267 (the ‘267
patent).* U.S. Pat. No. 6,162,410 (the ‘410 patent) issued on February 6, 2001 on Serial No.
09/356,563 filed July 19, 1999, which is a continuation of Serial No. 09/193,687. The face of

the ‘410 patent states that the ‘410 patent js subject to a terminal disclaimer based on the ‘621

* There are differences in the specification for each of the three patents in issue that affect
column and line citations. Compare col. 1, lines 1-10 of each oi the patents in issue. Also the
abstracts of said three patents differ, as do "Related U.S. Application Data,"” "Foreign
Application Priority Data," "Field of Search" and "References Cited."

4 Serial No. 09/003,499 is a divisional of Seriai No. 08/436,224, which issued as the ‘621
patent. ‘



patent. (FF 97).

As the titles of the ‘267 and ‘907 patents state, those patents are directed to methods for
joining building boards, as are the claims in issue of those patents. (CX-3, CX-4). The title of
the ‘410 patent indicates that that patent is directed to a system for joining building boards.
Each of independent claims 1 and 26 of the ‘410 patent is directed to an edge lock.

Independent claim 39 is directed to a flooring system. (CX-5).
V. Claim Construction

Claim construction is a question of law. Markman v. Westview Instruments. Inc., 52

F.3d 967, 978, 34 U.S.P.Q.2d 1321, 1328 (Fed. Cir. 1988). The construction of the language
of a claim should be made independently of what is being alleged to infringe the claim. See
Donald S. Chisum, Chisum on Patents § 18.03 (2000).

Proper claim construction requires that

the intrinsic evidence of record [be considered first], i.e,, the patcent itself,

including the claims, the specification and if in evidence the prosccution history.

Such intrinsic evidence is the most significant source of the legally operative

meaning of disputed claim language.

Vitronics Corp. v. Conceptronic Inc., 90 F.3d 1576, 1582, 39 U.S.P.Q.2d 1573, 1576 (Fed.

Cir. 1996). To construe the claims of a patent, "a court principally consults the evidence
intrinsic to the patent, including the claims, the written description, and the relevant
prosecution history." Watts v. XL Sys. Inc., 232 F.3d 877, 882 (Fed. Cir. 2000). Words in a
claim are generally given their ordinary and customary meaning. That the claim terms will be
given their ordinary meaning is a "heavy presumption” to be overcome. Johnson Worldwide

Assocs., Inc. v. Zebco Corp., 175 F.3d 985, 988, 989, 50 U.S.P.Q.2d 1607, 1610 (Fed. Cir.




1999); In re Hiniker Co., 150 F.3d 1362, 1369 (Fed. Cir. 1998). The scope of a patent is
defined by the claims, and not by the description of the preferred embodiment in the drawings
and in the specification. Gart v. Logitech. Inc., 254 F.3d 1334, 59 U.S.P.Q.2d 1290, 1296
(Fed. Cir. 2001). For claim construction purposes, the written description may act as a sort of
dictionary, which explains the invention and defines terms used in the claims. A patentee
however is free to be his own lexicographer, although any special definition given to a word
must be clearly defined in the specification. Markmah, 52 F.3d at 978, 979, 34 U.S.P.Q.2d at
1328, 1329; Vitronics, 90 F.3d at 1580.

When construing the claims, a court must look first to the words of the claims, both
asserted and unasserted, to define the scope of the patented invention. Vitronics, 90 F.3d at
1582, 39 U.S.P.Q.2d at 1576. However, the claims are always to be construed in light of the
specification of which they are a part. Markman, 52 F.3d at 979, 34 U.S.P.Q.2d at 1329;
Slimfold Mfg. Co. v. Kinkead Indus., 810 F.2d 1113, 1116, 1 U.S.P.Q.2d 1563, 1566 (Fed.
Cir. 1987). Words defined in the specification must be given the same meaning when they are
used in the claims. In fact, a patentee is bound by the specification in interpreting his patent
claims when his specification requires a narrower interpretation of the claims than the patentee

desires. See Fonar Corp. v. Johnson & Johnson, 821 F.2d 627, 3 U.S.P.Q.2d 1109 (Fed. Cir.

1987). However, a claim must recite a term that is in dispute or in need of a definition before
the written description may be used to provide a definition. Repishaw v. Marposs Societa’ Per
Azioni, 158 F.3d 1243, 1248 (Fed. Cir. 1998). Specifically, limitations that appear in the
specification should not be read into the claims, absent an invitation to do so by the language

of the claims. Vanguard Prod. Corp. v_. PParker Hannifin Corp., 234 F.3d 1370, 57
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U.S.P.Q.2d 1087 (Fed. Cir. 2000); Intervet Am., Inc. v, Kee-Vet Lab., Inc.. 887 F.2d 1050,

1053 (Fed. Cir. 1989). Also, in construing claims, review of the prosecution history is
necessary to determine if the patentee has defined certain disputed terms or provided arguments

as to the meaning of claim terms. Southwall Techs., Inc. v. Cardinal IG Co.. 54 F.3d 1570,

1578, 34 U.S.P.Q.2d 1673, 1678 (Fed. Cir. 1995).

The administrative law judge may, in his discretion, receive extrinsic evidence to aid
him in coming to a correct conclusion as 1o the true meaning of language employed in a patent.
Markman, 52 F.3d at 981, 34 U.S.P.Q.2¢ at 1331. Extrinsic evidence consists of all evidence
external to the patent and prosecution history, including expert and inventor testimony,
dictionaries and learned treatises. This evidence may be helpful to explain scientific
principles, the meaning of technical terms. and terms of art that appear in the patent and
prosecution history. It may also demonstrate the state of the prior art at the time of the
invention. Extrinsic evidence, however, is not for the purpose of clarifying ambiguities in
claim terminology. Markman, 52 F.3d at 980, 34 U.S8.P.Q.2d at 1331. Moreover, neither the
patentee nor the alleged infringer may utilize extrinsic evidence to vary or contradict the terms
of the claims. Id. at 981, 34 U.S.P.Q.2d at 1331. Thus

where the public record unambigucusly describes the scope of the patented

invention, reliance on any extrinsic evidence is improper. The claims.

specification, and file history, rather than extrinsic evidence, constitute the

public record of the patentee’s claiin, a record on which the public is entitled to

rely.

Vitronics, 90 F.3d at 1583, 39 U.S.P.Q.2d at 1577. The testimony of an inventor on the
proper construction of claims, based on the text of the patent, is entitled to no deference

because it amounts to no more than legal opinion as to the process of construction that the
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administrative law judge must undertake. No inquiry as to the subjective: intent of the inventor
or of the Patent Office is appropriate or even possible in the context of a patent infringement
action. In fact, commonly the claims are drafted by the inventor’s patent solicitor, and they
may even be drafted by the patent examiner in an examiner’s amendment subject to the
approval of the inventor’s solicitor. Markman, 52 F.3d at 985, 34 U.S.P.Q.2d at 1335.
Only the disputed claim elements reed to be interpreted by the administrative law
judge. See In the Matter Certain Hardware Logic Emulation Systems and Components
Thereof, Inv. No. 337-TA-383, (July 31, 1997) (Hardware Logic); and In the Matter of
Certain lon Trap Mass Spectrometers and Components Thereof, Inv. 337-TA-393 at p. 24-25
(February 25, 1998).°
A. The ‘907 Patent
Claims 1, 2 and 3 of the ‘907 patent, which are in issue, read:
1. A method of laying and mechanically joining flcor
panels in parallel rows, wherein relative positions of the panels
during the method can be dcfined as including first and second
mutual positions, a first mutual position in which (i) the two
panels are held in an anglec¢ position relative to each other and (ii)
upper portions of adjacent edges of the two panels are in mutual

contact, and a second mutual position ip which the two panels are

(i) located in a common plane, (ii) mechanically locked to each
other in a first direction that is at right angles to the common

5 This course of action has been sanctioned by the Court of Appeals for the Federal
Circuit, which, when referring to Hardware Logic, stated that "by agreeinent, the appeal turns
on the proper construction of certain disputed terms in the three asserted claims. The
operation and structure of the accused device are neither uncertain nor disputed. In sum we
adopt the claim construction of the Commission which was correct and dzrived according to
our case law on appropriate methodology." Mentor Graphics Co. v. United States Intl’ Trade
Comm, 124 F.3d 226 (Fed. Cir. 1997). ' o




plane, (iii) mechanically locked to each other in a second
direction, that is at right angles to said first direction and to the
adjacent joint edges, as a result of a first locking member
disposed at one of the adjacent edges being connected to a second
locking member disposed a: the other one of the adjacent edges.
and (iv) being displaceable in relation to each other in the
direction of the adjacent joint edges, wherein said method
comprises the steps of:

(a) bringing a new one of the panels into an intermediary
position where (i) a previously laid first one of the panels is
located in a first row, (ii) a second one of the panels is located in
a second row and is in said first mutual position in relation to the
first panel, and (iii) the new panel is located in the second row
and is in said second mutual_position in relation to the second
panel and is in a position relative to the first panel such that a
mutual distance is present between the upper portions of the
adjacent joint edges of the new panel and the first panel;

(b) while maintaining said second mutyal position
between the new panel and the second panel, displacing the new
panel relative to the second panel into said first mutual position in
relation to the first panel; and

(c) angling the new panel and the second panel together
into said second mutual position in relation to the first panel.

2. The method according to claim 1, wherein the first
locking member is a locking groove and the second locking
member is a locking element which is received in the locking
groove,

3. The method according to claim 1, wherein said step of
bringing the new panel into the intermediary position comprises
the step of bringing the new panel and the second panel into said
first mutual position in relation to each other and then angling the
new panel into said second mutual position in relation to the
second panel.

(Emphasis added). Asserted independent claim 1 of the ‘907 patent describes a method for

"laying and mechanically joining floor panels in parallel rows" where a new panel is brought



into "an intermediary position" where (1) a previously laid panel is in the first row (first panel)
and (2) a previously laid panel is in the second row (second panel) (3) and the second panel is
in an angled position relative to the first panel, (4) so that the upper portions of the adjacent
edges of the first and second panels are in mutual contact, (5) the new panel is located in the
second row and (6) is in a common plane with the second panel, (7) with which the new panel
is locked to by a locking member located on each of the panels’ adjacent edges in both the
horizontal direction perpendicular to the joint edge and vertical direction. (8) but so that the
new and second panels are displacable along their joint edge in relation to each other, and (9)
so that ‘there is a space between the upper portions of the adjacent edges of the first and new
panels. While remaining (1) in a common plane with the second panel (2) and locked to the
second panel in both the vertical direction and the horizontal direction perpendicular to the
joint edges, (3) the new panel is then displaced towards the first panel so that it (4) is in an
angled position relative to the first panel. The new panel and second panel are then angled
downward together so that they are (1) in 2 common plane, (2) mechanically locked to the first
panel by a locking member located on each of the panels’ adjacent edges in both the vertical
direction and horizontal direction perpendicular to the joint edge on the second panel, and (3)
displaceable with respect to the first panel

Claim 2 discloses the same method as is disclosed in claim 1, except it specifies that
one of the locking members used to lock the panels together is a "locking groove", whereas the
other locking member is a "locking element” that is received into the groove.

Claim 3 is identical to claim 1 except that the step of bringing the new panel into
intermediary position comprises the steps of bringing the new panel in a position so that it is

10



(1) in an angled position relative to the second panel, and (2) so that the upper portions of the

adjacent edges are in mutual contact, and then angling the new panel so :hat it comes (3) into a
common plane with the second panel, and becomes (4) mechanically locked to the second panel
by a locking member located on each of the panels’ adjacent edges in both the vertical direction
and horizontal directions perpendicular to joint edge, such that (5) the two panels are
displaceable with respect to each other along the joint edge.

As seen from the emphasized portion, supra, of independent clairn 1, said claim, with
respect to a "second mutual position,” includes steps calling for the panels to be displaceable
relative to one another along the joined edge when they are mechanically locked together. It
was for this reason, that the Examiner found allowable subject matter in the claimed subject
‘matter in issue. Thus, the Examiner stated (FF 96):

3. The following is a statement of reasons for the indication of
allowable subject matter: the prior art of record fails to teach the
method for laying and mechanically joining parallel rows of
rectangular building panels: wherein when the panels are
interlocked, they are mechanically locked in a first direction that
is at right angle to the plane of the panels, they are mechanically

locked in a second direction that is at a right angle to the adjacent
joint edges and to the first mechanically locked direction, such

that when the panels are interlocked they can still [be] displaced
in a direction adjacent the joint edges.

(Emphasis added)
1. Play And 35 U.S.C. § 112, 6
Unilin contends that certain limitat:ons of the asserted claims, viz., "first locking

member" and "second locking member," should be interpreted under 35 U.S.C. § 112, { 6 as

11



means-plus function limitations® and thus require play and that while the limitations are not in
the classic "means-plus-function" format, they describe a function, rather than a generally
understood structure for performing that function. (RUPost at 30). Coriplainants argued that
the asserted method claims, which Unilin seeks to have treated under 35 U.S.C. § 112, § 6,
contain no recitation of any function. (CRe at 25). The staff argued that sufficiently definite
structure is set forth in the claims themselves "with respect to the term locking member recited
in claim 2 of the ‘907 patent." (SPost at 15).

Complainants, in support of their position, argued that "nothing in respondents’
argument for inclusion of ‘play’ in interpreting and ultimately construing the claim language
avoids the bedrock principle that the claini construction inquiry begins and ends in all cases

with the actual words of the claim." (CPost at 20, citing Renishaw, 158 F.3d at 1248). That

"bedrock principle,” however, refers mercly to the proposition that it is ianifest that a claim
must explicitly recite a term in need of definition before a definition may enter the claim from
the written description. Id. Moreover, Renishaw and other recent Federal Circuit cases

demonstrate that while one may not read a limitation into a claim from the written description,

s 35U.S.C. § 112, § 6 provides guidclines for interpreting means-plus-function
limitations. This section of the patent statute states:

An element in a claim for a combination may be expressed as a means or step

for performing a gpecified function without the recital of structure, material, or
acts in support thereof, and_such ¢laim shall be construed to cover the
corresponding structure, material, or acts described in the specification and
equivalents thereof.

(Emphasis added).
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one may look to the written description to explicitly or implicitly define a term already in a

claim limitation, (Bell Atlantic Network Servs., Inc. v, Covad Communications_Group, Inc.,

262 F.3d 1258, 59 U.S.P.Q.2d 1865, 1870-71 (Fed. Cir. 2001); Vitronics, 90 F.3d at 582, 39

U.S.P.Q.2d at 1577), for a claim must be read in view of the specification of which the claim

is a part. Renishaw, 158 F.3d at 1248;” Markman, 52 F.3d at 979, 34 U.S.P.Q.2d at 1329.
Complainants argued that treating the limitations of method claims, which do not use

"means for" language, under 35 U.S.C. § 112, {6 is "rare," citing O.I, Corp. v. Tekmar Co.,

115 F.3d 1576, 1583 (Fed. Cir. 1997). (CRe at 30). The administrative law judge however
finds no language in the statute nor in casc law prohibiting method claims to be so treated. In
Q.1. Corp., while the plaintiff argued that the district court erred in relying upon the broad
recital of a purpose in a claim preamble as a function that requires application of § 112, {6 to
a series of process steps, the plaintiff also argued that § 112, § 6 "only applies to steps having
an individually associated function, and to steps wi@out recited acts in support thereof." Id. at
1582. In Q.I. Tech, the Court stated:

Here, the language in question is "the step[s] of . . . passing the
analyte slug through a passage." The district court considered the

7 In Renishaw, the issue was the interpretation of the term "when" as used in claim 2 of
the asserted patent (the ‘904 patent). The Court stated that the claim does not exist in rarefied
air, but rather is surrounded by a patent disclosure of singular purpose; that as evidenced by
the multiple meanings of "when," the term is patently ambiguous as used in the ‘904 patent;
that the written description provides evidence to guide a proper interpretation of "when"; and
that the plaintiffs proferred construction of "when" is so broad that it would require the Court
to ignore the abounding statements in the written description that point decidedly the other way
to a narrow construction. Id. at 1251, 1252. Thereafter, the Court affirmed the district court’s
ruling that claim 2 was not infringed because the district court properly found that one
limitation of claim 2 was not satisfied. Id. at 1245.

13



statement which appears in the preamble, "removing water vapor
from an analyte slug" as a tfunction which invokes application of
section 112, § 6. We do not agree. The preamble statemznt of
the purpose of the overall process does not constitute an
associated function for the two "passing"” steps of claim 9.
Performing a series of steps inherently produces a result, in this
case the removal of water vapor from the analyte slug, bu: a
statement in a preamble of a result that necessarily follows from
performing a series of steps does not convert each of thosc steps
into step-plus-function clauses. The steps of "passing” arc not
individually associated in the claim with functions performed by
the steps of passing. . . . If we were to construe every process
claim containing steps described by an "ing" verb, such ac
passing, heating, reacting, iransferring, etc. into a step-plus-
function limitation, we would be limiting process claims in a
manner never intended by Congress. Accordingly, we conclude
that the "passing” limitations of claim 9 are not step-plus-function
limitations subject to the requirements of section 112, § 6.

Id. at 1583 (Emphasis added).
The Court however earlier stated, referring to 35 U.S.C. § 112, { 6:

This statutory provision clearly applies to claims for a
combination. It is well-established of course that. in
combinations that are apparatus claims, means for performing a
specified function are subject to this paragraph when they lack
recital of definite structure or material. Logically, structure and
material make up the various means of apparatus. However
"[t]he word ‘combination’ in this paragraph includes ‘not only a
combination of mechanical clements, but also 3 combination of
substances in a composition claim, or steps in a process claims.”"
In re Fuetterer, 319 F.2d 259, 264, 138 U.S.P.Q. 217, 222
(C.C.P.A. 1963) (quoting I'.J. Federico, Commentary on the
New Patent Act, 35 U.S.C.A. Vol. 1 p. 25 (1954), reprinted in,
75 J. Pat. & Trademark Oft, Soc’y 161, 186 (Mar. 1993)).

Id. at 1582 (Emphasis added).

In Generation Il Orthotics [nc. v. Med. Tech. Inc. 261 F.3d 1356, 59 U.S.P.Q.2d 1919

(Fed. Cir. 2001), the Court, in referring to method claims, stated that "each limitation of each
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claim must be independently reviewed to determine if it is subject to the requirement of § 112,
paragraph 6." Id. at 1368, 59 U.S.P.Q. a1 1929. In Generation II, the Court did not preclude
application of § 112, § 6 to method claims. It simply stated that the mere fact that a method
claim is drafted with language that is similar to the language of an apparatus claim (that has
limitations construed as means-plus-function clauses) does not automatically invoke § 112, § 6
analysis of the method claim limitations. }d. (citing O.1. Corp., 115 F.3d at 1583, 42 U.S.P.Q.
at 1782).

In Caterpillar Inc. v. Detroit Diesel Corp., 961 F.Supp. 1249 (N.D. Ind. 1996) in issue
was a method claim. The district court specifically found that 35 U.S.C. § 112, § 6 applies to
method claims. Id. at 1253. In so finding, the district court relied on the language of 35
U.S.C. § 112, 9 6, commentary by P.J. Federico — one of paragraph six’s drafters — and PTO
claim-drafting guidelines. Id. at 1254. The administrative law judge finds that the authorities
cited by the district court fully support the conclusion that 35 U.S.C. § 112, § 6 may apply to
method claims, though the Federal Circuit has not yet construed a method claim limitation
under § 112, { 6.

Complainants are correct that the word "play" does not appear in any of the asserted
claims of the ‘907 patent in issue. Also, the failure to use the word "means” in a claim
element creates a rebuttable presumption that 35 U.S.C. § 112, § 6 does not apply.
Personalized Media Comm. LLC v. U.S. Int’l Trade Comm’n 161 F.3d 696, 703-04 (Fed.
Cir. 1998). However, though a claim limitation does not recite means for performing a
particular function, it may still be construed under § 112, § 6 if there is a functional term in
the claim that should be accorded the same legal effect as the conventional means-plus-function
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language. Interspiro USA Inc. v. Figgie Int’l Inc., 815 F. Supp. 1488, 1504 27 U.S.P.Q.2d

1321, 1329 (D. Del. 1993), aff’d, 18 F.3d 927, 30 U.S.P.Q.2d 1070 (Fed. Cir. 1994). If the
claim is found to nevertheless recite a function, it must then be determined whether the claim
recites sufficiently definite structure in the claim for performing that function. so that § 112, §
6 does not apply. Rodime v. Seagate Teci., Inc., 174 F.3d 1294, 1302, 50 U.S.P.Q.2d 1429
(Fed. Cir. 1999); Cole v. Kimberly-Clark Corp., 102 F.3d 524, 531, 41 U.S.P.Q.2d 1001,
1006 (Fed. Cir. 1996).

Greenberg v. Ethicon-Endo Surgery Inc., 91 F.3d 1580, 1583 (Fed. Cir. 1996) has
been cited by complainants for the conclusion that 35 U.S.C. §112, § 6 does not apply to the
method claims in issue. Respondent Unilin argued that Greenberg is "on point" for the
opposite conclusion. In Greenberg, in iss:e was claim 1 of the asserted patent (the ‘501
patent) which was directed to

[a] surgical instrument comprising ... a sleeve ... a pair of handle

members ..., a radically enlarged wheel on said sleeve and said

wheel and said one handle having a cooperating detent

mechanism defining the corjoint rotation of said shafts in

predetermined intervals...." |Emphasis added]
In Greenberg, the district court had concluded that the claimed element containing that term set
forth a means for performing a specified function and thus was subject to the provisions of 35
U.S.C. § 112, § 6. The Federal Circuit disagreed .with the district court’s conclusion. In
reversing the district court, the Court stated first that the fact that a particular mechanism, viz.
a "detent mechanism," is defined in functional terms, is not sufficient to convert a claim
element containing that term into a "means for performing a specified function" within the

meaning of 35 U.S.C. § 112, { 6; that many devices take their names frem the functions that
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they perform, and the examples of which are innumerable, such as “filter,” "brake," "clamp,"

"screwdriver," or "lock;" that several of the devices at issue in Greenberg have names that

describe their functions, such as "graspers," "cutte;s," and "suture applicators” and that
"detent" (or its equivalent, "detent mechanism") is just such a term; that dictionary definitions
make clear that the noun "detent" denotes a type of device with a generally understood
meaning in the mechanical arts, even though the definitions are expressed in functional terms,

citing Random House Unabridged Dictionary 541 (2d ed. 1993) ("a mechanism that

temporarily keeps one part in a certain position relative to that of another, and can be released
by applying force to one of the parts"), Webster’s Third New International Dictionary 616
(1968) ("a part of a mechanism (as a catch, pawl, dog, or click) that locks or unlocks a
movement") and G.H.F. Nayler, Dictionary of Mechanical Engineering (4th ed. 1996) ("A
catch or checking device, the removal of which allows machinery to work such as the detent
which regulates the striking of a clock."); that whilé the term "detent" does not call to mind a
single well-defined structure, the same could be said of other commonplace structural terms
such as "clamp" or "container;" and that what is important is not simply that a "detent” or
"detent mechanism” is defined in terms of what it does, but that the term. as the name for

structure, has a reasonably well understood meaning in the art. Id. at 1583. Hence, an issue in

this investigation is whether the claim terms "first locking member" and "second locking
member" are reasonably understood in the art to mean that when the menbers are locked,
there is displaceability "in relation to each other in the direction of the adjacent joint edge."
(Claim 1 of the ‘907 patent).

The Court, in Greenberg, as a second point; did not agree: with the district court that
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the term "detent mechanism" in the ‘501 patent should be treated as synonymous with the term
"detent means" simply because the patent uses the term "detent means” in place of "detent
mechanism" twice in the "summary of the invention" portion of the specification. It noted that
the drafter of the application that matured into the ‘501 patent appeared to have been enamored
of the word "means," as the word was used repeatedly in the summary of the invention and
that the Court’s reading of the specification revealed that the terin was used in that portion of
the patent simply as a shorthand way of referring to each of the key structural elements of the
invention with each of those elements subsequently described in detail, without the use of the
term "means"” in the "description of the invention" portion of the specification, and each was
subsequently claimed without the use of the term "means” in claim 1 of the patent in issue. Id.
at 1583-84. Hence, the administrative law judge finds that under Greenberg the specification
of the ‘907 patent should be used in determining whether 35 U.S.C. § 112, { 6 applies to the
terms "first locking member" and "second locking member."

The Court in Greenberg, as a final point, disagreed with the district court that the
decision in Interspiro, 815 F.Supp. at 1488 was on point there. The Court further stated that
one of the claimed elements in Interspiro was a "detent means . . . for moving and maintaining
[the] movable member"” in a breathing regalator fof a fireman’s mask, and that the district
court in Interspiro characterized that element as containing means-plus-function language and
therefore invoking 35 U.S.C. § 112, §6, (Id. at 1504, 27 U.S.P.Q.2d at 1329), a
characterization with which the Court concurred on appeal (Greenberg, 91 F.3d at 930-31, 30
U.S.P.Q.2d at 1072). The Court noted that while the language in Interspiro was in classic
"means-plus-function” format, the language in the patent at issue in Greenberg was not; that 35
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U.S.C. § 112, § 6 provides that an element in a claim for a combination "may be expressed" as
a means for performing a function, which indicates. that the patentee is afforded the option of
using the means-plus-function format; and that the question then is whether, in the selection of
claim language, the patentee had exercised that option. The Court also stated that while in the
Interspiro case the patentee’s choice of "means-plus-function” language made it clear that the
patentee had elected to invoke 35 U.S.C. § 112, § 6, in Greenberg, by contrast, the element in
question did not use conventional "means-plus-function" language, no other element of the
claim was in means-plus-function form, and there was nothing cited to the Court from the
prosecution history or elsewhere that suggested that the patentee intendec to claim in that
fashion. Greenberg, 91 F.3d at 1583, 1584. Therefore, pursuant to Gregnberg, the
administrative law judge should consider the prosecution history of the ‘007 patent, in
determining the intent of the patentee before the present controversy commenced.

The Court in Greenberg, moreover, did not suggest that 35 U.S.C. § 112, 6 is
triggered only if the claims use the word "means.” Thus, it stated that the PTO had already
rejected the argument that only the term "means" will invoke said section, citing 1162 O.G. 59
n.2 (May 17, 1994), a decision with which the Court agreed, citing Raytheon Co. v. Roper
Corp., 724 F.2d 951, 957, 220 U.S.P.Q. 592, 597 (Fed. Cir. 1983), cert. denied, 469 U.S.
835 (1984) (construing functional language introduced by "so that" to be equivalent to "means
for" claim language). The Court concluded that, because it had not found a reason to depart
from the general principle that the use of the term "means" generally invoke 35 U.S.C. § 112,
9 6 and that the use of a different formulation genefal!y does not involve 35 U.S.C. § 112, § 6,
the phrase "cooperating detent mechanism defining the conjoint rotation of said shafts in
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predetermined intervals" was not intended to invoke 35 U.S.C. § 112, { 6 and should not be
constrﬁed to do so. Greenberg 91 F.3d at 1584.

Based on Personalized Media and (ireenberg, the language of the asserted claims, the
specification of the ‘907 patent including iis embodiments, and the history of the ‘907 patent
should be examined to determine whether 35 U.S.C. § 112, § 6 applies to the terms "first
locking member" and "second locking member" of the asserted claims.

(a) Asserted Claims

The terms in issue are the phrases "first locking member” and "second locking

"8

member."® Moreover the claims in issue have the critical language:

two panels are ... (iii) mechanicallv locked to ¢ach other in a second direction, .
. . as of result of a first locking member disposed at one of the adjacent edges

being connected to a second locking member disposed at the other one of the

® Here the preamble aids in reading and understanding the claim, and contains a
description of certain elements of the invention not provided in the body of the claim such as
"first locking member" and "second locking member." Cf, Marstop v, J.C, Penney Co., 353
F.2d 976, 986, 148 U.S.P.Q. 25, 33 (4th Cir. 1965) (holding that the prcamble should not be
used in construing the claims because it states a purpose or intended use and the remainder of
the claim completely defines the invention independent of the preamble). “"When the claim
drafter chooses to use both the preamble and the body to define the subject matter of the

claimed invention, the invention so defined . . . is the one the patent protects.” Bell
Communications v. Vitalink Communication Corp., 55 F.3d 615, 620, 34 U.S.P.Q.2d 1816,

1820 (Fed. Cir. 1995) (citing In re Paulsea, 30 F.3d 1475, 1479, 31 U.S.P.Q.2d 1671, 1673
(Fed. Cir. 1994)). Also, the preamble to claim 1 provides relational information on the
structures used to practice the claimed method. For example, the preamble defines the location
of the panels in the "first mutual position" and the "second mutual position” and the claim
provides the steps of laying and mechanically joining the floor panels and in doing so refers
back to the "said" first and second mutual positions of the preamble. Therefore, although
those elements reside in the preamble, the preamble of claim 1 of the ‘907 patent "breathes life
and meaning" into the claim, and thus may be used to interpret the meaning and scope of the
asserted claims of the ‘907 patent. See Kropa v. Robje, 187 F.2d 150, 152, 88 U.S.P.Q. 478,
480-81 (C.C.P.A. 1951).
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adjacent edges, and (iv) being displaceable in relation to each other in the

direction of the adjacent joint edges.

(Emphasis added). The administrative law judge finds that each of the terms "first locking
member" and "second locking member" is functional language. While the fact that the "first
locking member" and the "second locking member" are defined in functional language is not
sufficient to convert said claim elements into a "means for performing a specified function”
within the meaning of 35 U.S.C. § 112, § 6, with respect to the claimed term "locking
member," the term has the word "locking." viz., the associated function of locking. Webster’s

Third New International Unabridged Dictionary (1965) at 1328 defines "lock" as "to hold fast

or inactive," and "to make fast by or as if by the interlacing or interlocking of parts <~ ing
arms across the table >." Neither complainants nor the staff has cited any dictionary
definition which provides that the claimed locking members involve displaceabilty.

Claim 1 of the ‘907 patent discloses " [a] method for laying and mechanically joining
floor panels in parallel rows," wherein the mechanical connections joining adjacent floor
panels are formed, in part, by a "first locking member" and a "second locking member". ‘907
patent, col. 10, In, 35-52. The "first lock:ng member" and the "second locking member" are
located on the opposing edges of adjacent floor panels. Id. at col. 10, In. 47-50. According to
the method disclosed in claim 1, a new panel is connected to an adjacent panel in the same row
as the new panel is being laid in (the second panel), and the new panel is then connected to a
previously laid panel in the row preceding the row in which the new panel is being laid (the
first panel). Id. at col. 10, In. 53-col. 11, in. 3. The new panel is connected to both the first

panel and the second panel, so that it is mcchanically locked to the adjacent panels in a "first
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direction that is at right angles to the common plane" (i.e,, in the vertica! direction) and "a
second direction, that is at right angles to said first direction and to the adjacent joint edges"”
(i.e., in the horizontal direction perpendicular to the joint edges). The panels being locked
together in the second direction is a "result" of the "first locking membe: " being connected to
the "second locking member." Id. at col. 10, In. 45-50. No description of the structures used
to effect the locking of the adjacent panels in the vertical direction is provided in claim 1; nor
is there any description of how the "first" and "second locking member[s]" are to be
connected.

Although locked in the "first direction" and the "second direction” on one side to the
second panel and on another side to the first panel, the new panel is displaceable along the
adjacent joint edges in the relation to the first panel and the second panels. 1d. at col. 10, In
50-col. 11, In. 3. Furthermore, the new panel and the second panel can »e locked with the
first panel in the vertical and the horizontal direction perpendicular to the adjacent joint edges
by holding the new and second panels in an angled position to the first panel, so that the upper
portions of the adjacent edges of the panels are in contact with each othes, and then angling the
second and new panels down so that they Jay flat relative to the first panel. Id. at col. 10, In.
39-col. 11, In. 3.

Therefore, other than the disclosur: of a "first locking member" and a "second locking
member", no other structures are recited cr described in claim [ to allow adjacent panels to be
mechanically locked together in the horizoatal direction perpendicular to the adjacent joint
edges or in the vertical direction. No description of the "first" and "second locking member[s]"
is provided in claim 1, other than to descr:be them as being located on acjacent joint edges.
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Their geometry and dimensions are compietely undisclosed. The "first” and "second locking
member[s]" can be connected in an indeterminate manner, so as to lock adjacent panels in the
horizontal direction perpendicular to the adjacent joint edge.

Claim 2 of the ‘907 patent is dependent on claim 1, and describes the "first locking
member" as a "locking groove" and the "second locking member" as a "iocking element which
is received in the locking groove." 1d. at col. 11, In. 4-7. No description is provided of the
structure of either the "locking groove" or the "locking element”. Claim 2 specifies that the
“locking element" is to be received by the "locking groove," but offers no description as to
how, or with what specific structures, that is to occur. Furthermore, claim 2 does not recite
any structure which allows adjacent panels. to be locked together in the vertical direction.

Claim 3 of the ‘907 patent depends on claim 1, and provides further description of the
structures used for locking adjacent panels together other than that provided in claim 1.

(b) Specification

The abstract, which is separate from the specification, is set forth in the additional
findings. (FF 108). The administrative law judge finds that the language of the abstract
discloses no structure for allowing mutual displacement of the joined panels other than what is
disclosed in the claims in issue, the administrative law judge has found this claim language
lacking in description of the locking structure.

Referring to what is disclosed in the ‘907 patent as "Technical Field," while it is stated
under that subheading that the locking device comprises a locking groove which extends
paralle] to and spaced from the joint edge of one of the panels, and said locking groove is open
at the rear side of said one panel (FF 109). the administrative law judge finds nothing in that
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language which defines any structure with respect to enabling the claimed displaceability.
Likewise, the language in the ‘907 patent under the subheading "Background Of the Invention”
(FF 110, 111) is devoid of any descriptior of structures which would enzble displacement.

The first reference to any displacement in the ‘907 patent is found under the sub-
heading "Technical Problems And Objects Of The Invention” (FF 114). Thus, it is stated
therein:

Thus, the invention provides a sysiem for making a joint along adjacent joint
edges of two building panels, especially floor panels, in which joint: the
adjacent joint edges together form a first mechanical connection locking the joint
edges to each other in a first direction at right angles to the principal plane of
the panels, and a locking device arranged on the rear side of the panels forms a
second mechanical connection locking the panels to each other in a second
direction parallel to the principal plane and at right angles to the joint edges, . .

. said system being characterised in . . . that the panels. when joined together,
can occupy a relative position in said second direction where a play exists

between the locking groove and a Jocking surface on the locking ¢lement that is
facing the joint edges and is operative in said second mechanical connection,

that the first and the second mechanical connection both allow mutual
displacement of the panels in the d:rection of the joint edges.

(Emphasis added). As to the "play" referred to, supra, it is later stated in the specification that
disassembly can be achieved even if that "play" between the locking groove and the locking
surface is not greater than 0.2 mm. (FF 115). The administrative law judge finds that the
above portion (FF 114) of the ‘907 patent discloses that "play" is required for the claimed
displacement.

The ‘907 patent, under the subheacding "Description Of Drawing Figures" has language
(FF 117) that briefly describes a first embodiment (FIGs. 1a and 1b), a second embodiment

(FIGs. 2a-c, FIGs. 4a and 4b), another mcthod for mechanically joining the floor panels of

24



FIGs. 2a-c (FIGs. 2a-c), a third embodiment (FIG. 5),° a final variant for mounting a strip on a
floor panel (FIG. 6) and a second variant for mounting a strip on a floor panel (FIG. 7). The
administrative law judge finds no language in that portion of the ‘907 patent which recites any
structure.

The ‘907 patent, under the subheading "Description Of Preferred Embodiments" (FF
118), makes reference to "play" in the following passage:

When the panels 1 and 2 are joined together, they can however occupy such a

relative position in the direction D2 that there is a small play 4 between the

locking surface 10 and the locking groove 14. This mechanical connection in

the direction D2 allows mutual displacement of the panels 1, 2 in the direction
of the joint, which considerably facilitates the laying and enables joining
together the short sides by snap action.

(Emphasis added). This passage refers to FIGs. 1a and 1b (the first embodiment) which show
said "small play a between the locking surface 10 and the locking groove 14." Moreover the
administrative law judge finds that this portion of the specification of the ‘907 patent teaches to
one of ordinary skill in the art that play allows for mutual displacement.

Complainants contended that the specification contained embodiments that did not have
play. Complainants, in support, argued that FIGs. 2 and 3 of the specification are
embodiments which do not necessarily contain play. (CRe at 9). Complainants continued to
assert this position at closing arguments (Tr. at 2440), despite the fact that their only expert
witness, Limbert, and the inventor, Pervan, both admitted that the drawings clearly depicted a

gap between the locking surface and the locking element in both figures. (Pervan, Tr. at 358-

* Although FIG. 5 is the only embodiment of the method for installing floor panels
disclosed in the ‘907 patent, the locking function of the FIG. 5 embodiment is the same as in
the other embodiments disclosed in the ‘X)7 patent. See CX-4 col. 9, Ins. 65-66.
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61; Limbert, Tr. at 933-34, 945; see also FF 125, 126). Pervan also adinitted that play is a

"very, very tiny, very tiny gap," (Pervan, Tr. at 291), a view adopted by complainants at the
closing arguments when complainants’ counsel observed that "I think we all agree that play is
the gap, the air space.” (Tr. at 2442). Pervan further testified that although there may be
situations where the amount of play in a joint is too small to sce, whenever Pervan could see
play "then there is a play" in the joint. (Pervan, Tr. at 291).

Complainants’ sole basis for asserting that FIGs. 2 and 3 could be: interpreted to depict
a joint without play was because the gap or space which is clearly present in those figures, is
not labeled with the delta sign (A), which is meant to indicate play, in contrast to the space or
gap in FIG. 1. (CPost at 10). The administrative law judge rejects complainants’ argument
for several reasons. First, although it is true that the embodiments shown in FIGs. 2 and 3
have gaps or spaces between the locking surface of the locking element and the locking groove
which are not labeled with the delta sign, gaps are clearly depicted between the locking surface

of the locking element and the locking groove. This is in stark contrast 10 FIG. 4 of Pervan’s

1 The staff, in its post hearing brief, argued that "the drawings, by tbemselves disclose to
one of ordinary skill in the art embodimerts without ‘play’. For example Figure 1(b) shows a
mechanical connection with play, which is. marked by a A sign, while Figures 2-7 do not
expressly show play." (SFF 31). Therefore, one of ordinary skill could readily interpret those
figures as teaching an embodiment without play. (SPost at 10-11). This position is directly
contrary to the staff’s later position in its posthearing brief that the "only" structure expressly
disclosed in the Pervan specification is a structure that requires play, and therefore any claims
that are to be interpreted in accordance to 35 U.S.C. § 112, § 6 should be interpreted as
containing play. (SPost at 16). At closing arguments, when the staff was asked about the
contradictory positions taken in its brief, the staff disavowed the earlier position stating that the
statement on pages 10 and 11 of its brief "just didn’t get written the way I wanted it to with the
time crunch. What I was trying to say, Your Honor, is that I agree with respondents that there
are no embodiments shown in the Pervan specification that lack play." (1. at 2482-83).
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Swedish patent application which clearly cepicts a j'oint with no visible gap or space between
the locking surface of the locking element or the locking groove. (RX-1359, Fig. 4). Said
drawing of a joint without a gap or a space at that location, as even Pervan admitted, depicts a
Jjoint without play, even though the lack o1 gap or a space between the locking groove and the
locking surface of the locking element is not called out. (Pervan, Tr. at 353). The
embodiments in FIGs. 2 and 3 are similar in appearance to the embodiment depicted in FIG. 1.
The gaps or spaces that appear in FIGs. 2 and 3 are in the same location and are roughly the
same size as the gap that appears in FIG. |. The administrative law judge finds that in such a
situation, the fact that a feature is explicitly identified in the first drawing and not explicitly
identified in subsequent figures, does not :ndicate that the feature is opticnal in the subsequent
figures, as complainants argued, but rathe- that the patentee Pervan after explicitly identifying
the feature in the first drawing did not bel.eve it was necessary to explicitly identify the exact
same feature, in subsequent drawings depicting similar embodiments. Such an interpretation is
supported by the fact that the specification of the ‘907 patent explicitly calls out the presence of
a space between the locking surface of the locking element and the locking groove in FIG. 2:

Preferably, the locking surface 10 is so located relative to the joint edge 3 that

when the groove panel 2 is, starting from the joined position in FIG. 2C is

pressed horizontally in the direction D2 against the strip panel 1 and is turned
angularly up from the strip 6, the maxi distance between xis of

rotation of the groove panel 2 and the locking surface 1Q of the locking groove'!
is such that the locking element 8 c-an leave the locking groove without coming

!t Although this passage refers to the locking surface 10 being part of the locking groove,
the administrative law judge finds, from FIG. 2, that the locking surface 10 is part of the
locking element 8 not the locking groove. To avoid any confusion the locking surface 10 will
be referred to as the locking surface of the locking element, not the locking surface of the
locking groove.
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into contact with it.

(CX-5, Col. 9, In. 4-12). (Emphasis added). The administrative law judge finds that the
passage, supra, makes it clear that there is a maximum distance between the axis of rotation
and the locking surface of the locking element, implying that there are other distances less than
the maximum distance between those two features and that this maximum distance is achieved
when the groove panel is pressed towards the strip panel. As FIGs. 1, 2, and 3 of the ‘907
patent make clear, if a play exists in the joint between the locking surface of the locking
element and the locking groove the play there can be eliminated if the panels are shifted away
from each other, but a new space, a play, would be created in between the edges of the panels’
upper surfaces.

Complainants argued at closing arguments that the panels could b= shifted apart so as to
eliminate the play between the locking surface of the locking element and the locking groove.
(Tr. at 2451). However that action would create a new gap in between the edges of the two
joined panels. The administrative law judge finds furthermore that the size of the gap would
continue to increase as the panels are shifted apart until the locking surface of the locking
element and locking groove come into contact with each other. This position would represent
the maximum distance separating the surfaces of the two adjacent surface panels and the
minimum distance between the upper surface edge of the groove panel and the locking surface
of the locking element. At this point the administrative law judge finds it would be impossible

to rotate the locking element out of the locking groove without the two coming into contact, as
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the two would already be in contact with ¢ach other in the beginning of any such rotation.'?
Complainants relied upon two passages from the specifications to support their
contention that the specification contain erabodiments without play. The first passage is:
Within the scope of the invention, there may thus exist means, such as glue or
mechanical devices, that can count:ract or prevent such displacement or upward
angling.
(CX-5, Col. 4, In. 46-49). Complainants argued that this is a reference to an embodiment
without play and that in such an embodiment play could be eliminated and displacement and
upward angling need only be counteracted and not prevented. (Tr. at 2240). Accordingly,
complainants argued that counteracting displacement or upward angling could mean to
"impede" such movement, rather than "stopping it all together". (Tr. at 2240). The word

"counteract” is defined as "to make ineffective or restrain or neutralize the usu. ill effects by

an opposite force." Webster’s Ninth New Collegiate Dictionary 297 (1983). Therefore, even

if the administrative law judge were to accept that that portion of the specification relied upon
by complainants is a reference to an embodiment without play, which he does not, in such an
embodiment displacement and upward angling would be "mal[de| ineffective”, "restrain[ed]" or

"neutraliz[ed]". Such a finding would support respondents’ arguments that play is needed for

12 The space between the panels could be eliminated by pressing the panels together,
causing the creation of play between the locking surface of the locking element and the locking
groove at the same time as the space betw:en the panels diminishes. The space in between the
upper surfaces of the panels would disapp-ar when those surfaces come into contact with each
other, the upper edge of the surface of the groove panel would not be able to move further
away from the locking surface of the locking element at this point and therefore this would be
the maximum distance between the locking: groove and the locking surface of the locking
element. At this point the maximum amount of play would exist between the locking surface
of the locking element and the locking groove.
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displacement and upward angling. In addition, it is not clear that this passage is a reference to
an embodiment without play because, as e¢ven complainants’ counsel so admitted during closing
arguments, no structure is disclosed. (Tr. at 2444). For instance, as FIGs. 1. 2, and 3 of the
‘007 patent make clear, if one were to glue the uppér surfaces of two adjacent panels together,
it would not necessarily eliminate the play between the locking groove and locking surface of
the locking element, as such gluing would only decrease the amount of play at that point by the
thickness of the glue used to glue the upper surfaces together.

The second passage of the specification complainants relied on as support for the
disclosure of an embodiment without play reads:

If the floor panels consist of compiict laminate and if silicone or any other

sealing compound, a rubber strip cr any other sealing device is applied prior to

laying between the flat projecting part of the strip 6 and the groove panel 2

and/or in recess 26 a moisture proof floor is obtained.
(CX-5, Col. 9, In. 48-53)." The adminisirative law judge finds no structure disclosed in this
passage. In fact, there is no recess 26 depicted in the figures. While complainants theorized
that recess 26 was actually a reference to the space between the upper surfaces of the floor
panels arguing:

Well, if you put a sealant or a rubber strip in the space which is 28, which is the

top surface of the floor where the two panels come together, that’s going to

cause the panels, that’s going to fill what would otherwise be a gap there, and

what is shown as play is going to disappear because panel E is going to move -

the panel on the right is going to move slightly to the right when you close the
gap, when you close the panels together, and that’s exactly what would happen

*  Complainants cited no other portions of the specification to support their argument that

the specification contained embodiments without play. (Tr. at 2452).
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(Tr. at 2451), there is no mention of the dimensions of the rubber strip or the characteristics of
the sealants. Furthermore, complainants’ own expert, Limbert, admitted that if the space at 28
were filled with an elasticized or rubberized material so as to seal that gap, such material
would become compressed when the joint edges slide against it, allowing for the creation of
play between the locking groove and the locking surface of the locking element. (Tr. at 2137).
The administrative law judge finds no specific structure disclosed by this passage other than
the presence of a piece of rubber or of another unidentified sealant of indeterminate
dimensions. In fact, complainants’ argument that a piece of rubber, or cther substance, can be
fitted into the space between two panels so as to eliminate the play in that joint is premised on
the joint disclosed in the ‘907 patent which would allow the panels to be forced apart upon the
insertion of rubber or other material and between the panels because the joint of the ‘907
patent has play.

Complainants and the staff argued that the portions of the specification where the word
"play" is used (FF 114, 115, 118) do not state that the joining of panels require play but rather
use the permissive language "can." (CPost at 24-27, SPost at 8-9). However neither
complainants nor the staff have pointed to any plausible support in the specification for an
alte;native structure that does not require play. Furthermore, "can" is defined as "be
inherently able or designed to", Webster’s Ninth New Collegiate Dictionary at 200 (1984), and
should not be used as a substitute as "may." The Elements of Style, Strunk & White at 42 (3rd

ed. 1979)." The patentee of the asserted patents in this investigation appears to have been

** Even those situations where it has been noted that "can" is used most commonly as a
substitute for "may" are inapposite to the instant situation. As noted in Webster’s Ninth New
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aware of the differences in the proper use of "may" and "can", as the following sentence
illustrates:

Within the scope of the invention, there may thus exist means, such as glue and

mechanical devices, that can counteract or prevent such displacement and/or

upwardly angling.
(‘907 patent, col. 4, In. 45-48). As even complainants’ expert, Limbert, admitted, at least
within the context of the preceding sentence, the patentee used "can" to mean "to be capable
of", whereas he used "may" to indicate permissive language. (Tr. at 2177). Nor is defining
"can" as "be[ing] inherently able or designed to" inconsistent with the use of "can" as it is used
with play in the specification, as "can" is able to be substituted by "be[ing] inherently able or
designed to" yielding the following grammatically correct language:

that the panels, when joined together, [are inherently able or designed to]

occupy a relative position in said second direction where a play exists between

the locking groove and a locking surface on the locking element that is facing

the joint edges and is operative in the said second mechanical connection . . . .
(‘907 patent, col. 4, In. 15-20);

Such a disassembly [is inherently able or designed to] be achieved even if the

aforementioned play between the locking groove and the locking surface is not

greater than 0.2mm.

(Id. at col. 5, In. 27-29); and

Collegiate Dictionary at 200, "can" and "mnay" are frequently used interchangeably when

denoting possibility; because the possibility of one’s doing something may
depend on another’s acquiescence, they have also become interchangeable in the
sense of denoting permission.

The existence or non-existence of permiss.on is irrelevant to an inanimate joint, as is
"another’s acquiesence. "
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When panels 1 and 2 are joined together, they [are inherently ablz or designed

to] however to occupy such a relative position in the direction DZ that there is a

small play between the locking surface 10 and the locking groove 14.

(Id. at col. 7, In. 37-41).

Complainants and the staff argued during closing arguments that there was no
inconsistency in that all of asserted claims. except claim 1 of the ‘410 patent, called for the
panels to be connected or locked in the vertical direction and in the horizontal direction
perpendicular to the joint edges, while allowing the panels to retain their displacability in the
horizontal direction running parallel to the: joint edges. (Tr. at 2501-08) However the
asserted claims fail to provide sufficient information for one of ordinary skill in the art to
implement such a structure without undue experimentation. As stated inira, with respect to
each of ‘907, ‘410, and ‘267 patents, the usserted claims give no informstion regarding the
structures that are to be used to lock the panels in the vertical direction, vet allow the panels to
be displaced along their joint edges while being also locked in the horizontal direction running
perpendicular to the joint edge. One seek:ng to practice the inventions in the asserted claims,
and who did not resort to the specifications, would have no indication on how to arrive at a
locking mechanism that locked only in the vertical direction and allowed a new panel to be
connected in a second direction by angling it in relation to a previously liid panel and then
lowering it down. The problem with the usserted claims of the ‘267 patent are even more
pronounced as those claims fail to specify which direction the "second direction” even lies,
only stating that in this unknown direction the panels are connected and that they can be
displaced along their joint edges while locked together in the vertical direction. See, infra.

At closing arguments, the staff argued that the "there is sufficient information in the
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specification that would teach a person of ordinary skill that would sufficiently enable such
embodiments [without play]." (Tr. at 2482-83). Although the staff admitted that there was no
~ other language in the specification to teach one of ordinary skill in the art a structure without
play, other than the aforementioned language that complainants cited, it argued that the case
law cited by complainants has held that a patentee does not need to show every single
embodiment that the claims could cover, especially in mechanical cases where the patentee
discloses only one embodiment, and wherz one of ordinary skill in the art would understand
that other embodiments existed. (Tr. at 2484).

Cedarapids. Inc. v. Nordberg, Inc., 121 F.3d 727, 1997 WL 452801 (Fed. Cir. 1997)
(unpublished and nonprecedential)® was cited by the complainants as support for the
proposition that, in the mechanical arts, a broad claim can be enabled by a disclosure of single
embodiment. Besides being nonprecedential, that case is also inapposite as the Court found in
Cedarapids that the disputed claim was enabled because:

All that is claimed is a method to increase productivity of rock crushers by
simultaneously increasing speed and throw. While it may require

15 Cedarapids is listed on the table beginning on 121 F.3d 725 with the following
disclaimer:

[t]he following opinions, judgments of affirmance without opinion and dismissal
orders will not be published in a printed volume because they do not add
significantly to the body of law and are not of widespread interest. They are

public record. They are not citable as precedent. [Emphasis adde«]

Despite the listing of Cedarapids in the table, complainants saw fit not ouly to cite Cedarapids
in their post hearing brief, in disregard of the Federal Circuit’s Rule 47.6, bur they also
miscited the case in both the body of their brief and in the table of authorities. failing to
acknowledge the nonprecedential nature of the case. See Burke, Inc. v. Bruno Independent
Living Aids, Inc., 183 F.3d 1334, 1337-38 (Fed. Cir. 1999).
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experimentation to arrive at the optimum level of the simultaneous increases for
various size crushers, we have never held that a patent must disclose
information sufficient to manufacture a commercial product incorporating the
invention.

The district court recognized that the specification enabled one skilled in the art
to practice the invention on a seven foot crusher in that it disclosed clearly that
throw can be increased by as much as 40% and speed can be increased by as
much as 100% over standard settings. The failure to recite the optimal amount
of increase and relationship betwecn speed and throw for crushers of various
other sizes does not render the non-enabling. The district court found that the
specified values for any conical cnisher were readily ascertainable, that persons
of skill in the art knew the characteristics of crusher performance, and that
persons of skill in the art knew how to increase speed and/or throw.

Id. at *3 (Emphasis added). As seen froni the foregoing, all that was claimed in Cedarapids
was "a method to increase productivity of rock crushers by simultaneously increasing speed
and throw." The Court found that the patent covered other embodiments that were not
specifically disclosed in the patent, since those embodiments would be implemented by
increasing their speed or throw. Therefore, the patent in Cedarupids clearly discloses the
principal with which these embodiments operated. In the instant investigation, the disputed
patents teach only how to implement the claimed inventions by employing a joint with play,
and there is no disclosure of a joint without play, or of the basic principles that one of ordinary
skill in the art could utilize to implement the claimed method using joints without play.
Complainants relied on In re Vickers, 141 F.2d 522, 526-27 (1944) for stating the
general rule that "in a mechanical case an applicant may generally draw a broad claim on a
single construction." Complainants’ reliance on Vickers is likewise misplaced. The Court in

Vickers construed the claim to cover an etnbodiment of an oil well pumping apparatus that
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used a single piston to operate the valves, even though the single embodiment in the patent
used two pistons to operate the valves, finding that:

It was apparent from the quoted excerpt that the accumulator piston may be used
not only to effect normal reversal of the directional valve, but also to delay the
operation of that valve for the purpose of replenishing the system Accordingly,
it is plainly suggested in appellants’ specification that the accumulator piston
alone may operate the valves for the purposes set forth in_the appcaled claims.

Id. at 990-91. (Emphasis added) The administrative law judge has found that in contrast to the

finding in Vickers, a joint without play is not "plainly suggested” by the specification.

In In re Newton, 414 F.2d 1400 (1969) cited by complainants, the Court, while
observing the general rule that "an applicant in a mechanical case is allowed claims, when the
art permits, which cover more than the sp=cific embodiment shown," stated that "‘[t]he
specification must set forth the precise invention for which a patent is solicited in such manner
as to distinguish it from other inventions and from what is old.’" Id. at 1470-71 (quoting Patent
Office Rule 71(b)). The administrative law judge finds that the patents in issue set forth the
precise invention solicited, viz., embodiments utilizing a joint with play.
© Development Of Inventions In Issue Including Related Applicatioas

The patents in issue claim priority to an original Swedish application SE9,301,595,
filed in Sweden on May 10, 1993. (FF 76). Prior to the filing of the Swedish application, the
conventional laminate flooring products that were on the market had a tongue and groove
which formed a lock. (Tr. at 239). Whitc glues were typically used to join the laminate panels
that were made with a tongue and groove. (Tr. at 239). Tony Pervan is the sole named
inventor of each of the patents in issue. The record establishes that the inventor’s father
related to the inventor in early 1993 how cffective and ineffective the typical glues were in
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joining the compact laminate panels which the father was thinking about making a product out
of and further told Tony Pervan that he had started up a project and wanied Tony Pervan to
work on the problem of joining the panel: together. According to the inventor, his father
implicitly asked him to develop a method -f joining panels together. (Tr. at 240). The
inventor was not told what method to study and the inventor’s father made no suggestion of
any particular method to devise to connect the panels together. All Tony Pervan was told in
early 1993 by his father was that the conventional standard method of gluing the floor panels
together with the groove and tongue did not work. Tony Pervan agreed to undertake the
project for his father. (Tr. at 241). Because Tony Pervan always used his computers to solve
problems, he went to his computer and started to work on the problem. Using the computer
and his favorite software, he started to draw out the floor boards and to think and work with
the computer model. (Tr. at 242).

Tony Pervan, in early 1993, worked on the project full-time for approximately three
weeks and then he presented to his father 4 solutiont which included sending him approximately
20 drawings that had been created with Tony Pervan’s software. (Tr. at 244-5). Some of the
drawings sent to the father ended up in the: Swedish priority application (RX 1359) for the
three patents in issue. (Tr. at 245). Whar Tony Pervan presented to his father was a solution
of how to join panels mechanically on all four sides and the angle slide snap method of
installing such panels. (Tr. at 247). Thereafter Tony Pervan’s father suggested that a patent
should be pursued. (Tr. at 248). The suggestion resulted in the filing of the Swedish priority
document on May 10, 1993 in Sweden. Each of the patents in issue claim priority to this
document. (FF 76). (Tr at 249). The Swedish priority document (RX 1359) had one

37



independent claim which read:

1.

(Emphasis added). The description of the drawings in the Swedish patent was as follows:

A joint for thin floating hard floors consisting of grooves
(3), afillet (4) a layer of glue of doubie-adhesive tape
or glue (5), characterized in that grooves (3) are provided
on the bottom side of the long sides and the short sides of
the floor sheets, so 1hat the distance from the surface (6)
of the floor sheets to the groove always maintains a
constant measure being somewhat smaller than the
minimum thickness of the floor sheets, said fillet (4)
having a layer of glue (5) and a width corresponding to
the double groove width and having a thickness including
the layer of glue which is somewhat larger than the
maximum difference: between the thinnest (1) and the
thickest (2) floor sheet, and said fillet being glued on the
bottom side of one floor sheet (2) so that half the width of

the fillet, being coated with glue or double-adhesive tape.
projects, and on which projection, upon floor-laying, the

other floor sheet (1) will be arranged edge to edge, so
that, in the joint, both floor sheets rest on the fillet along.

Fig. 1 represents joining the thin floating hard floor with ¢lue and
double-adhesive tape.

Fig. 2 represents joining of thin floating hard floors with glue and
double-adhesive tape, the joint edges being bevelled for the
transfer of lifting force to shearing force.

Fig. 3 represents joining of thin floating hard floors with glue and
double- iv , grooves being formed in joint edges for
mechanical locking of upward motion.

Fig. 4 represents joining of thin floating hard floors with
mechanical locking in all directions

(Emphasis added). As seen from independent claim 1 and description of the drawings supra,
glue and double-adhesive tape were emphiisized. In the drawings the only mechanical locking

joint that did not use glue and tape was depicted in the Fig. 4 and it did not have play. (Tr. at
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On April 29, 1994, Tony Pervan f:led PCT Application No. PCT/SE94/00386 which
claimed priority to the Swedish priority document. . (FF 78). The PCT application forms the
basis of each of the three patents in issue and the PCT specification is common to the
specification of said patents. (FF 78). The FIGs. of the PCT application are identical to the
figures in the patents in issue which the administrative law judge finds show the existence play.
Significantly the PCT application does not mention the double-sided tape inventions described
and claimed in the original Swedish prioriry document, and the PCT application excluded the
only drawing of a mechanical locking joint without play found in said Swedish application.
(Tr. at 353, 354, 361, FF 79).

In an "International Preliminary Examining Report," dated Marck 27, 1995 of the
European Patent Office (FF 86), with respect to claims 1-19 that were submitted in the PCT
application, it was stated that none of the cited art describes a system whare a play exists
between the locking groove (14) and the locking element (8), where the connection allows
mutual displacement of the panels in the direction of the joint edges and where the connection
is so conceived as to allow the locking element to leave the groove (14) if the groove panel (2)
is turned about its joint edge angularly away from the strip. (FF 80). In addition, it was
represented on behalf of Tony Pervan, in a4 submission dated June 26, 1997 to the European
Patent Office, that the limitation in the claimed invention of the PCT application that the panels
when joined together can occupy a relative: position in the second direction where a play exists
between the locking groove and the locking surface of the locking element was introduced into
the claim mainly in order to distinguish the invention from prior art sprirg clips, where the
spring clips are biased towards the adjacent joint edges. (FF 81).
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The disadvantage of spring clips was pointed out in the patents in issue. Thus the
specification of the ‘907 patent, under the subheading "Background Of The Invention,"
commented on the prior art stating that using clips, as mentioned in SE 450,141, or similar
techniques, have certain drawbacks (see FF 111) and are not a viable alternative and that
certain biased clips, at least, cannot be used for joining panels as thin as 3 mm. (FF 112).

Each of the ‘907 patent, the ‘267 patent and- the ‘410 patent has the same parent
Application Serial No. 08/436,224 which was filed on May 17, 1995 and is now the ‘621
patent.'® (FF 82). The sole original independent claim 1 of Serial No. 08/436.224 included the
language (FF 84):

that the panels, when joined together, can occuypy a relative position in said

second direction (D2) where a play (a) exists between the locking groove (14)

and a locking surface (10) on the locking element (8) that is facing the joint

edges and is operative in said second mechanical connection.

On June 14, 1996 the Examiner rejected certain of the claimed subject matter based on U.S.
Patent No. 4,819,932, (Trotter). (FF 87, 88). Applicant Tony Pervan, in a response received

in the Patent Office on October 15, 1996, (FF 91) argued:

Trotter also does not teach or suggest g system wherein two panels,

16 The claims of the ‘621 patent (CX-1) include the same (and in some cases, synonymous)
claim terms that are in dispute, e.g. "locki:ng element” and "locking groove.” Hence the ‘621
file history directly bears on the interpretation of the claim terms in dispute. See Biovail Corp.
Int’l v. Andrex Pharm., Inc., 239 F.3d 1297, 1301 (Fed. Cir. 2001). The file history of the
‘621 patent, which is not being asserted in these proceedings, can be used in construing the
asserted claims, given the common specification of the ‘621 patent and the three patents in
issue. See Watts, 232 F.3d at 884 (applying the prosecution history arguments made in
relation to a parent application to a CIP and the two other patents in suit that had a common
specification).
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when joined together, occupy a relative position where a play exists between a
locking groove and a locking surface on a locking element that is facipg the joint
edges. Specifically, Trotter uses spring clips to hold the boards together so as
to prevent play from occurring between the two boards. The clajmed "play" of
the present invention js important for two reasons. One, it enables the panels to
slide movably with respect to each other along the direction of the: joint edge.
which is specifically claimed in the penultimate paragraph of claim 1. This
movability allows the short ends of the panels to be placed adjacent each other
when installing the floor. Second. the play further enables disassembly of the
floor when required.

In contrast to the claimed "play” of the present invention, Trotter
specifically states that an intention of his invention is to use the spring clips to
hold the boards close together in order to prevent pinching. Thus, Trotter
specifically prevents the claimed play. Furthermore, the spring clips of Trotter
also further prevent the claimed mutual displacement of the panels in the
direction of the joint edges.

To further distinguish Trotter from the claimed "mutual displacement” feature
of the present invention, the Examner’s attention is directed to column 4, lines 10-15,
wherein the cleats 39 are describe¢. As set forth in the specification of Trotter, the
cleats 39 are intended to lock the soring clips 33 into the groove of the board in which
the clip is attached. Thus, the cleats 39 clearly prevent any mutual displacement. Even
without the cleats 39, the springlike force of the clips 33 and the edges thereof would
clearly prevent any mutual displacement of the panels in a direction of the joint edges.

The Examiner, in an Office Actior dated January 6, 1997 and responding to the
October 15, 1996 response (FF 91), stated that claims 1-20 would be allowable if rewritten or
amended to overcome certain rejections under 35 U.S.C. § 112, It was then stated:

6. The following is a statement of reasons for the indication of aliowable subject
matter: the prior art of record fails to teach the use of adjacent joint floor
paneling wherein the floor panels are interconnected by a locking element
located within a groove formed on the underside in such a way so as to allow
for displacement of the panels in a direction tgward the joints and to allow for
the locking member to be released from the groove when the panel is rotated
about the joint. [Emphasis added]

Applicant Tony Pervan thereafter, in a response received by the Patent Office on June 6, 1997,
amended certain claims that recited play including independent claim 1 and further submitted
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independent claims 21-22 and 23 which did not contain the word "play". (FF 92). However
in the remarks applicant Tony Pervan stated (FF 92):

To further define the protection to which applicant is entitled.
new claims 21-23 are submitted herewith. New independent
claim 21 is substantially similar to claim 1 except that it defines
the strip as being integrally formed with the second edge of each
of the building panels. Accordingly, claim 21 is also in condition
for allowance.

New independent claim 22 is substantially the same as
independent claim 1 except that it does ‘not define the play that
exists between the locking groove and the locking surface. As
such, displacement of the panels is still facilitated in a direction
along the joints which is what is believed to be meant by the
Examiner’s Statement of Reasons for the indication of allowable
subject matter. Accordingly, claim 22 is also patcntable over the
cited prior art.

New independent claim 23 is similar to dependenti claim 7
rewritten in independent form, except that it has omitted a couple
of details of the original claim 1. Nevertheless, it is clear that the
subject matter of new independent claim 23 is clearly pateatable
over the cited prior for the same reasons that apply to claim 1.

Accordingly, new independent claim 23 is also in condition for
allowance.

(Emphasis added). Significantly claim 1 recited the word "play” (FF 92;. Moreover inventor
Tony Pervan supra stated that while new claim 22 daes not define play, "the play exists
between the locking groove and the locking surface." On July 7, 1997, the Examiner issued a
notice of allowability of claims 1-23 of Serial No. 08/436,224 (FF 99). The "621 patent issued

on January 13, 1998. (FF 100)."” A Request for Reexamination of the ‘621 patent in light of

' The application leading to the ‘907 patent was filed on November 18, 1998, as a
continuation of the application that led to the ‘267 patent. Anp apparatus claim in the ‘907
application was rejected on double patenting in view of the ‘621 patent. Following withdrawal
of the apparatus claim and submission of a new set of method claims, the: Examiner issued a
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prior art was filed on May 17, 1995 (RX-366).

Given the prosecution history of the applications that rclate to the patents at issue,
specifically the original Swedish priority application SE9301595 and PCT" Application No.
PCT/SE94/00386, which claimed priority to the Swedish application, the administrative law
judge finds that the applicant’s actions and arguments made in relation to those applications
further support the interpretation of claim: 1, 2 and 3 of the ‘907 patent 1o cover only joints
with play. The applicant utilized the play aspect to overcome a prior art rejection based on
the Trotter patent (FF 87, 88, 91), the prior art taught the use of biased spring clips (FF 81),
the International Preliminary Report stated that none of the cited prior art references describes
a system where play exists (FF 86), and the Examiner specifically stated that mutual
displacement was among the reasons for allowance of the claims. (FF S1). Those facts show
that play was argued and believed to be part of the invention set forth in the PCT application
and the patents at issue, which have a common specification with the PCT application.

(d) Conclusion

Based on the foregoing the administrative law judge finds that 35 U.S.C. § 112, §6

notice of allowability and gave the following statement for indication of allowable subject
matter (FF 95, 96):

3. The following is a statement of reasons for the indication of aliowable subject
matter: the prior art of record fails to teach the method for laying and
mechanically joining parallel rows of rectangular building panels; wherein when
the panels are interlocked, they arc mechanically locked in a first direction that
is at right angle to the plane of the panels, they are mechanically locked in a
second direction that is at a right angle to the adjacent joint edges and to the first
mechanically locked direction, such that when the pancls are interlocked they
can still [be] displaced in a direction adjacent the joint edges.
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applies to the claimed terms "first locking member" and "second locking member." He further
finds that those structures are defined in the specification and in the relevant prosecution
history as having play.
B. The ‘410 Patent
The ‘410 patent has a specification that in substance is identical to the specification of
the ‘907 patent. Moreover, like the ‘907 patent, the ‘410 patent recites Swedish Application
SE 9301595 as its priority document and also relies on PCT/SE94/00386 for priority. (FF 76,
78). Also, both the ‘410 patent and the ‘907 patent are children of the application that issued
as the ‘621 patent.
Claims 1, 26, 39, 41 and 48 of the ‘410 patent, which are in issuc, read:
1. An edge lock for use in a flooring system having a
plurality of floor panels, the edge lock for mechanically and
releasably locking together adjacent edges of pairs of adjacent
floor panels during assembiy of the flooring system and when
said adjacent floor panels are laying flat on a subfloor with upper
corner portions of said adjacent edges being mutually spaced
apart, said edge lock comprising:
locking means for forming a first mechanical connection
for locking said adjacent edges to each other ip a vertical
direction, and for forming A second mechanical connection for

locking said adjacent edges to each other in a horizontal direction
at right angles to said edges, said locking means including:

(i) a locking groove extending parallel to and spaced from
a first one of the adjacent edges of one of the adjacent floor
panels and being open at a rear side of said one adjacent floor
panel, and

(ii) aflexible and resilient locking strip integrated with
another of the adjacent flocr panels, said locking strip extending
throughout substantially an entire length of an edge of the another
adjacent floor panel, said locking strip being provided with a
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locking element projecting from the locking strip, said locking
means being constructed so as to operate as a one-way snap lock
in said horizontal direction during the assembly of said flooring
system when displacing saidl adjacent edges towards each other by
resiliently urging the flexible locking strip downwards until the
upper corner portions of said adjacent edges have been brought
into complete engagement with each other and the locking
element thereby snaps into 1he locking groove to prevent drifting
apart of said adjacent edges, and said locking means also being
constructed so as to_enable said adjacent panels. while they are
mechanically connected to cach other by said fijrst and second
mechanical connections. to be turned in relation to each other
about said upper corner portions of thejr locked-together edges in
an angular direction so_as to move the Jocking element out of the

locking groove in order to unlock said pne-way snap lock.
[Emphasis added]

26. An edge lock for use in a flooring system having a
plurality of floor panels arranged in parallel pane] rows and
having pairs of opposite first edges and pairs of opposite second
edges, the edge lock for mechanically and releasably locking
together adjacent first edges of pairs of adjacent floor pancls in a
new row during assembly cf the flooring system when sail
adjacent floor panels are already mechanically joined to a
common second edge of a iloor panel in an adjacent panel row
and are laying flat on a subfloor with upper corner portions of
said adjacent first edges being mutually spaced apart, said edge
lock comprising:

locking means for forming a first mechanjcal congection
for locking said adjacent first edges to each other in a vertical
direction, and for forming 3 second mechanical connection for
locking said adjacent short edges to each other in a horizontal

direction at right angles to said first édges, said locking means
including:

(i) a locking groove extending parallel to and spaced from
a first one of the adjacent first edges of one of the adjacent floor
panels and being open at the rear side of said one adjacent floor
panel, and

(ii) a flexible and rzsilient locking strip integrated with
another of the adjacent floor panels, said locking strip extending
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throughout substantially an entire length of a first edge of the
another adjacent floor pantl, said locking strip being provided
with a locking element projecting from the locking strip, said
locking means being constructed so as to operate as a one-way
snap lock in said horizontal direction during the assembly of said
flooring system when displacing said adjacent first edges towards
each other by resiliently urging the flexible locking strip
downwards until upper corner portions of said adjacent fi-st
edges have been brought irto complete engagement with each
other and the locking element thereby snaps into the locking
groove for preventing drifting apart of said adjacent first edges.

39. A flooring system comprising a plurality of
rectangular floor panels which are mechanically connectable to
each other in parallel rows along adjacent long edges and short
edges, respectively, of the panels, said floor panels being
provided with means for mechanically locking together their long
edges as well as their short edges in a first direction at right
angles to a principal plane of the panels, thereby forming first
mechanical connections between the panels, each panel, a: a rear
side thereof, being provided:

(i) with a locking strip at one long edge and at one short
edge, each locking strip exsending throughout substantially an
entire length of the corresponding edge of the panel and being
provided with a projecting iocking element, and

(ii) with a Jocking groove at an opposite long edge and at
an opposite short edge, each locking groove extending parallel to
and spaced from the corresponding edge and being open at the
rear side of the panel, said locking strips and locking grocives
forming second mechanical connections locking the panels _to
each other in a second direction parallel to the principal piane and
at right angles to the joint edges such that a locking strip of a first
one of two joined panels projects on the rear side of the second
panel with its locking element received in the locking groove of
the second panel, the first and the second mechanical conriections
are so constructed as to allow mutual displacement of the panelis
in the direction of the long edges, the second mechanical
connection along the long edges is so constructed as to allow the

locking element to leave the locking groove if the panel
associated with the locking groove is turned about its long edge
angularly away from the strip, and each locking strip at the short
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edges is flexible and resilient such that two of the floor panels,
having already been mechanically joined to a common long edge
of a third of the floor paneis, can be mechanically joined together
at their adjacent short edges by displacing said two panels
horizontally towards each other, while resiliently urging the
flexible strip at one of said short edges downwards, until said
adjacent short edges of the two panels have been brought into
complete engagement with each other horizontally and the locking
element at said one short edge thereby snaps into the locking
groove at the adjacent short edge.

41. The flooring system as claimed in claim 39, wherein
the first mechanical connection as well as the second mechanical
connection along the long ¢dges are such that they allow the
locking element to leave the locking groove if the panel
associated with the groove is turned about its joint edge angularly
away from the strip while holding the upper part of the joint edge
of the panel associated with the groove in contact with the upper
part of the joint edge of the¢. adjacent panel associated with the
strip.

48. The flooring system as claimed in claim 39, wherein
each locking strip is integrally formed in one piece with the
respective panel and forming an extension of a lower part of the
corresponding edge of the respective panel.
(Emphasis added).'® Claim 1 discloses an edge lock that can "mechaniczlly and releaseably"
lock together adjacent edges of floor panels, where the edge lock has locking means for

forming the first mechanical connection that locks the panels together vertically, and for

forming the second mechanical connection for locking the panels together horizontally

1 Each of the emphasized portions, supra, of independent claims 1, 26, 39 and 41 calls for
a mechanical connection that allows for the panels to be locked together vertically and another
mechanical connection that allows the panels to be locked together in the horizontal direction
perpendicular to the joint edge by a flexible locking strip. In addition, the emphasized
portions, supra, of independent claims 1, 39 and 41 further specify that the panels be able to
"undergo an angular turning" so as to release the connection made through the flexible locking
strip.
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perpendicular to the joint edges. The locking means includes (1) a locking groove on one of
the panels which extends parallel to and spaced from the edge and is open at the rear side, and
(2) a flexible and resilient locking strip, extending substantially over the length of the edge of
the opposing adjacent edge. Said locking strip has an locking element, and is constructed so as
to operate as a one way snap lock, so that when the adjacent panels are displaced towards each
other the locking strip is urged downwarc until the upper corners of the edges of the adjacent
panels are in complete engagement, whercupon the locking element snaps up into the locking
groove to prevent the adjacent panels froin drifting apart. The locking element can be
disengaged by angling the panels so as to move the locking element out of the locking groove.

Claim 26 is the same as claim 1, except that it specifies that it is a method for
assembling a plurality of floor panels in parallel rows and deletes the requirement that the snap
lock be able to be disengaged through angling the panels. Claim 26 does state that it is a
system for "releaseably" locking adjacent panels together, it does not, however, specify any
particular manner in which they can be released.

Claim 39 specifies that panels can be locked together along their long and short edges.
The panels can be angled along their long edge so as to disengage the locking element from the
locking groove (the second mechanical connection). The locking strip on the short edge allows
adjacent short edges to be connected when the panels are already connected to other panels
along their long edges, so that when the panels are displaced horizontallvy along the joint edge
towards on opposing panel the resilient strip on one of the two panels’ short edges acts as a
snap lock.

Claim 41 adds the additional limitation to ciaitn 39 that the panel with the groove can
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be turned angularly along its long edges while it is locked to another parel, so that when its
upper joint edge comes into contact with the upper joint edge of the adjacent panel, the locking
element of the opposing panel can leave the groove. Claim 48 adds the !imitation to claim 39
that the locking strips be integral to the pznels.

The Examiner found allowable the claimed subject matter in issuc because the prior art
failed to teach the use of a flooring system having a plurality of panels which included a "first
mechanical locking {means] that locks the panels together vertically" ancd "a second locking
means that lock together horizontally.” (FF 101).

1. Play And 35 U.S.C. § 112_96

Respondent Unilin argued that the "locking means" in asserted claims 1 and 26 of the
‘410 patent, the "locking element" in claims 1, 26 and 39 of the ‘410 patent and the "means for
mechanically locking" in claim 39 of the ‘410 patent must be construed under 35 U.S.C. §
112, § 6 as covering only a joint with play, or its equivalent. (RUPost at 30). It was argued
that the claims of the ‘410 patent include :neans-plus-function elements directed at the function
of "construct [ing]" the locking means so as to enable particular functions.

Complainants argued that the lock:ng means limitations of the ‘410 patent are "so full
of structural recitations that it is quite clear that the presumption of applicability of 35 U.S.C.
§ 112, 1 6, has been completely rebutted; " that, for example, the "locking means" of
independent claims 1 and 26 is said to have a "locking groove extending parallel to and spaced
from a first one of the adjacent edges” and to have "a flexible and resilient locking strip
integrated with another of the adjacent floor panels;" and that, in independent claim 39 in
issue, the "means for mechanically locking together" is followed "by the recitation of
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numerous and very detailed structural limitations, all of which clearly define the ‘means’
referred to in the early part of the claim.” (CRe at.34, 35). Complainants further argued that
"the ‘constructed so as to enable’ languag? of claims 1 and 26 of the ‘413 patent merely sets
forth additional functional language relating to structures previously set forth in the claims."
(CRe at 31).%

The staff argued that claims 1, 39, 41, and 48 of the ‘410 patent, "which each recite the
language ‘constructed so as to,” should be construed, pursuant to 35 U.S.C. § 112, §6, as
requiring ‘play’." (SPost at 16). The staff however argued that there is sufficient structure
recited in claim 26 and hence 35 U.S.C. & 112, § 6 is not applicable to claim 26. (Tr. at
2478).

Respondent Pergo argued that each asserted claim of the ‘410 patent is set forth in
"means plus function" language; that for cxample claim 1 of the ‘410 patent requires a
"locking means for forming" with "said locking means being construed so as to operate” and
"said locking means also being constructed so as to enable" and that the recitation of the term
“means” triggers a presumption that § 112!, § 6 applies, and the association of a function
without describing any definite structure confirms that the element is a means-plus-function
element. It is also argued that no structure is associated with the functional term "one-way
snap lock" in claims 1 and 26 of the ‘410 patent. Respondent Pergo alsc argued that for the

same factual reasons that all the asserted claims should be interpreted to require play based on

¥ Independent claim 26 does not contain the language "constructed 5o as to enable." It
does have the language "constructed so as to operate."
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the recitation of the locking implements, the fact that the only corresponding structure
disclosed in the specification of the ‘410 patent to which "locking means" can be related calls
for play; that no embodiment of a joint without play is disclosed in the specification; that there
is no basis on which the structure disclosed in the specification could be deemed equivalent to
that which is its direct opposite, viz., a joint without play; and that therefore each of the
asserted claims of the ‘410 patent is limited to flooring systems which have a locking element
receivable into a locking groove where a play exists between said locking element and said
locking groove, such that the displaceability, disassembly, and "one-way snap lock" required
by the invention can be enabled under 35 U.S.C. § 112, { 1. (RPost at 40).

Respondent Roysol argued that the "locking means" recitations ot each of claims 1 and
26 in issue are plainly "means plus function" elements within the meaning of 35 U.S.C. § 112
¢ 6 such that the coverage of said recitaticns is limited to the embodiments in the specification
which require, inter alia, play. (RRPost at 15, 17). It was argued that claims 39, 41 and 48
are similarly limited by a means plus function recitation that the claimed floor panels have
"means for mechanically locking together their long e'dges in a first direction at right angles to
a principle plane of the panels, thereby forming first mechanical connect:ons between the
panels." Hence it was argued that the means for mechanically locking of claims 39, 41, and 48
must be construed to be limited to the structures described in the specification for performing
that first mechanical connection and their equivalents. (RRPost at 18).

(@) Asserted Claims

Complainants admit that there is a presumption of applicability of 35 U.S.C. § 112, §6
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to the claims in issue because of the recitution of "means."® Hence any structural recitations
in claim 1, 26, 39, 41 and 48 have to be cxamined to determine if the presumption is rebutted.
Claim 1 of the ‘410 patent recites an edge lock with a locking means which is capable
of forming two mechanical connections once locked. The "first mechanical connection" locks
the adjacent panels together in a vertical direction, while the "second mechanical connection”
locks the adjacent panels together in the horizontal direction.” (CX-5, col. 10, In. 42-47).
Claim 1 then provides some explanation of the structure needed to form the second mechanical
connection which holds the panels together in the horizontal direction. Such structural
description includes a "locking groove," which is spaced from the edge and parallel to the edge
of one of the adjacent panels. (Id. at col. 10, In. 48-50). Furthermore, this groove is open at
the "rear side". (Id. at col. 10, In. 50-51). However as even complainants admit, the
specification must be used to understand the term "rear side” as the pateatee acted as his own

lexicographer and defined it to "‘be considered to comprise any side of the panel located

* Claim 1 of the ‘410 patent recites "locking means" for forming the first and second
mechanical connections. Claim 26 also recites "locking means® for forming a first and a
second mechanical connections and which operates as a one-way snap jock. Claim 39 provides
that the flooring system has panels with means for mechanically locking together "the long and
short edges of the panels. Since claims 41 and 48 depend from claim 39, the analysis of the
means language in claim 39 will apply to the construction of claims 41 and 48 as well.

2t 1t is unclear from the claim language itself whether the terms "first mechanical
connection" and "second mechanical conpection" are meant to connote that the "first
mechanical connection” is formed prior to the "second mechanical connection”, or whether the
drafter of the claim had arbitrarily chosen to refer to the mechanical connection that locks the
adjacent panels together in the vertical direction first. However, from the specification it is
apparent that the mechanical connection locking the adjacent panels together in the vertical
direction is formed before the engagement of the mechanical connection locking the panels
together in the horizontal direction.
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behind underneath the front side of the panel.’"* (Tr. at 2399 (quoting CX-5, col. 4, In. 28-
30)).

The locking means used to make the second mechanical connection is further described
in the claim as consisting of an integral "locking strip” located on the opposing adjacent panel.
(CX-5, col. 10., In. 52-53). This locking strip is both flexible and resilient. and extends
"throughout substantially” the entire length of the edge of the opposing panel. (Id. at col. 10,
In. 52-55). Furthermore, the locking strip is described as having a "locking clement"
projecting from it. (Id. at col. 10, In. 56-57).

Claim 1 of the ‘410 patent continues in describing how the lockir:g strip with its locking
element operates in conjunction with the locking groove in that as the adjacent edges of two
panels are moved together, viz., one edge with the locking groove and the edge on the
opposing panel with locking strip with locking element, the locking mea1s acts like a "one-way
snap lock in the horizontal direction.” (Id. at col. 10, In. 58-59). It does so because as the
opposing panels are pushed towards each other the v"ﬂexible locking strip” is "resiliently
urgfed] . . . downwards." (Id. at col. 10. In. 60-62). The locking strip is continued to be
pressed downwards until the upper portions of the edges of the opposing panels come into
"complete engagement with each other”, whereupon the locking element "snaps” into the
locking groove to prevent the panels from drifting apart. (Id. at col. 10, In. 62-66).

Furthermore, claim 1 of the ‘410 specifies that the locking means allows the panels,

2 Although the patentee defines the "rcar side" of the panel as any side which is "behind
underneath the front side”, he does not give any indication which part of the panel should be
considered to be the "front side".
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while they are joined in the vertical direction and the horizontal direction perpendicular to the
joint edges, to be turned in relation to each about the upper corner portions of their locked
edges. (Id. atcol. 11, In. 2-6). This angular rotation results in the locking element moving
out of the locking groove, thus releasing the lock on the adjacent joint edges. (Id. at col. 11,
In. 6-8).

Upon review of the recited structure, the administrative law judg: finds that the only
claimed structure of the locking means as it relates to the second mecharical connection is that
it consists of a "flexible locking strip" with a "locking element" and a "locking groove."
There is no mention of the shape or dimensions of ;he locking strip, the locking element or the
locking groove. Yet when the locking element is engaged with the locking groove thus locking
the panels together in the horizontal direction, those structures, along with the unclaimed
structures that make up the portion of the locking medns necessary to effect the first
mechanical connection, see infra, must allow the panels to be rotated in relation to each other.
Furthermore, the locking strip, locking elcment, and locking groove must be such a size and
shape, as to not only allow this rotation to occur, but also to allow at a cartain point during the
rotation the locking element to disengage {rom the locking groove. The administrative law
judge finds that such structure is missing from the description of the locking means contained
in claim 1 of the ‘410 patent.

Furthermore, even if the contention were acbepted that claim 1 provides a sufficiently
detailed description of the mechanism needed for the second mechanical onnection joining the
panels in the horizontal direction, so as to allow that connection to perform ali the functions
delegated to it under claim 1, the administrative law judge finds no description of the structures
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needed to effect the first mechanical connection. Under claim 1 the first mechanical
connection does not simply join the panels together in the vertical direction, but once engaged
it must allow the panels to be rotated suffiziently so as to allow for the disengagement of the
second mechanical connection. The administrative law judge finds no structure described in
claim 1 that allows for the performance of either task with respect to the first mechanical
connection.”

Furthermore, it is also a fact that claim 1 recites an edge lock comprising a

locking means for forming a first mechanical connection for locking said
adjacent edges to each other in a vertical direction, and for forming a second
mechanical connection for locking said adjacent edges to each other in a
horizontal direction at right angles to said first edges . . . said locking means
also being constructed so as to enable said adjacent panels, while they are
mechanically connected to each other by said first and second mechanical
connection, to be turned in relation to each other about said upper corner
portions of their locked together edges in an angular direction so as to move the
locking element out of the locking groove in order to unlock said one - way snap
lock.

(Emphasis added). The administrative law judge rejects complainants’ argument that the

» Complainants argued during closing arguments that the recitation of claim 1 concerning
a flexible locking strip related to the first inechanical connection as that recitation "describe[s]
a structure which prevents one panel from moving downward in relation to each other. That’s
vertical locking." (Tr. at 2475). However, claim 1 describes the locking strip as being
flexible and resilient so that it is "resiliently urg[ed] downwards" as the panel are being pushed
together. The administrative law judge finds such a structure, which is designed to bend, is
insufficient to vertically lock the floor panels so that they would not be displaced downwards,
but rather as counsel for Roysol pointed out during closing arguments "the structure that
prevents . . . one panel from moving downward relative to the other is called the floor." (Tr.
at 2476). Moreover, even if the administrative law judge were to accept complainants’
argument that the recitation of the locking strip is a description of the structure’s first
mechanical connection, such a description as even complainants admitted, is incomplete. (Tr.
at 2475). The administrative law judge finds no structure described in claim 1 that would act,
once engaged, to prevent the locked panel:. from drifting apart in the vertical, upward
direction.
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language, with respect to the "being const-ucted" clause supra relates to structures previously
set forth in the claim. Thus the phrase spccifically states "said locking means alsg being
constructed" (Emphasis added). The admnistrative law judge finds no siructural language in
the claim as to how said adjacent panels are connected such that they can be turned in relation
to each other to unlock the one-way snap lock. Accordingly, complainants’ attempt to rebut
the presumption of the applicability of 35 U.S.C. § 112, § 6 as to "locking means" as recited
in claim 1 is rejected.

Similarly, complainants’ attempt to rebut the presumption of the applicability of 35
U.S.C. § 112, 9 6 to claim 26 of the ‘410 patent is .rejected. As with claim 1, claim 26 recites
a locking means that is "releasabl|e]" and is capable of forming two mechanical connections.?
(CX-5, col. 12, In. 67 to col. 13, In. 13). The first mechanical connection is in the vertical
direction, while the second mechanical connection is the horizontal direction perpendicular to
the joint edge. (Id. at col. 13, In. 7-13). The structures recited to effect the second
mechanical connection are identical to those recited in claim 26 for the second mechanical
connection (i.e., a locking groove running parallel to the edge of one of the panels, and a
flexible and resilient locking strip with a locking element). (Id. at col. 13, In. 12-22). Again,
the second mechanical connection is engaged in the same manner as in claim 1 (as the adjacent

edges are pushed together the "flexible and resilient” locking strip is depressed until the upper

* The language of claim 26 of the ‘410 patent relating to the "releasably locking" function
of the locking means is present in the claira preamble. The administrative law judge finds that
the preamble of claim 26, like that of claim 1 of the ‘907 patent, should be used in construing
the claim. The preamble defines the edge lock as being releasable and this further defines the
claimed "locking means” as being releasable.
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edges of the panels’ surfaces come into contact so that the locking element "snaps into the
locking groove.") (Id. at col. 13, In. 23-32). Furthermore, as with claim 1 of the ‘410 patent,
the locking means, including those making the first and second mechanical connections, must
be "releasabl[e]". Unlike claim 1, claim 26 does not disclose how the locking means is to be
released. (Id. at col. 12, In. 67).

Therefore, the administrative law judge finds that the only recitation of the structure of
the locking means in claim 26 of the ‘410 patent as it relates to the second mechanical
connection, is that it consists of a flexible locking strip with a locking element and a locking
groove. There is no mention in claim 26 of the shape or dimensions of the locking strip, the
locking element or the locking groove. Yect when the locking element is engaged with the
locking groove - locking the panels together in the horizontal direction perpendicular to the
joint edge - those structures, along with the unclaimed structures that make up the portion of
the locking means necessary to effect the first mechanical connection, see¢ infra, must allow the
panels to be released in an undisclosed manner.

Furthermore, even if complainants contention were accepted, that claim 26 provides a
sufficiently detailed description of the structure needed for the second mechanical connection
joining the panels in the horizontal direction, so as to allow that connection to perform all the
functions delegated to it under claim 26, as with claim 1, the administrative law judge finds no
description of the structures needed to effect the first mechanical connection. Under claim 26
the first mechanical connection does not simply join the panels together in the vertical
direction, but once engaged it allows the panels to be released. No structure is described in
claim 26 that allows the performance of either task with respect to the first mechanical

59



connection.

Claim 26 further provides that the second pair of edges "are already mechanically
joined to a common second edge of a floor panel in an adjacent panel row" before the first
edges are displaced towards each other. (CX-5, col. 13, In, 3-5, 25-26). The administrative
law judge finds that no description of the «.tructure needed to allow the necessary displacement
of the first edges, while being mechanically joined to a common panel in an adjacent row, is
provided.

Therefore, for the same reasons that the deséription of corresponding structures recited
in claim 1 was found to be deficient, the description in claim 26 is found by the administrative
law judge to be insufficient to rebut the przsumption of applicability with regards to 35 U.S.C.
§ 112, g 6.

Claim 39 of the ‘410 patent recites that the floor panels bave a "means for locking
together their long edges as well as their short edges" and that this means be capable of once
again forming a first mechanical connecticn locking the panels together in the vertical direction
and a second mechanical connection locking panels together in the horizontal direction. (CX-
5, col. 14, In 17-35). The structures for effecting the second mechanical connection are
identical to those described in claim 1.* Not only is no further structure described, the locking

means is given an additional function over that which is described in claim 1, not only must the

% In response to complainants’ argumet that the locking strip described in claim 1 is part
of the structure needed to effect the first mechanical connection (seg footnote immediately
preceding this footnote), claim 26 identifies the locking strip and locking groove as being part

of the structure for the second mechanical connection, not for the first mechanical connection.
(CX-5, col. 14, In. 31-33).
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locking means lock the panels together in the horizontal and vertical directions, and allow the
panels to rotate relative to one another, s¢ that at some point during this rotation the locking
element will disengage from locking, the locking méa’ns must also "allow mutual displacement
of the panels in the direction of the long edges." Id. at col. 14, In. 39-41.

Therefore, in light of the previous findings regarding claim 1, the administrative law
judge finds that the descriptions of structure contained in claim 39 are insufficient to take it
outside of 35 U.S.C. § 112, € 6.

Claim 41 depends on 39 and does ot provide any further description of the structures
involved in forming the first and second niechanical connection, only adding the limitation that
the second mechanical connection is able to be disengaged by a particular type of angular
rotation. Therefore, the administrative law judge finds that claim 39 is yvithin the purview of
35 U.S.C. § 112, Q6.

Claim 48 depends on claim 39 and limits the locking strip as being integral to the
associated panel. As such, this additional limitation is found by the administrative law judge to
be insufficient to take this claim out of 35 U.S.C. §112, 6.

(b) Specification

Since the specification of the ‘410 patent is identical in substance to the specification of
the ‘907 patent,” the findings of the administrative law judge as to the specification of the ‘907
patent supra apply to the analysis of the ‘410 patent.

© Development Of Inventions In Issue Including Related Applications

% The application for the ‘410 patent was a continuation of the application which issued as
the ‘907 patent. (FF 97).
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The ‘410 patent claims priority to -he same Swedish document as did the ‘907 patent.
Moreover the application which resulted in the ‘410 patent is related to the same PCT
application and to the application from which the ‘621 patent issued as was the ‘907 patent
application. Hence the findings of the adininistrative law judge under the ‘907 patent, supra,
as to said Swedish priority application, thc PCT application, the application which resulted in
the ‘621 patent and the development of the: invention apply to the ‘410 patent.

In the prosecution of the ‘410 patent (FF 974101) a terminal disclaimer was filed to
overcome a double patenting rejection in view of the ‘621 patent. (FF 97). Also one of the
claims of the ‘410 patent, viz., dependent claim 49 which is not in issue, mentions the word
"play.” (FF 100). Complainants argued that because the limitation "play" is found in a claim
that depends from asserted claim 39, it would violate the doctrine of claim differentiation to
read the limitation "play” into asserted claim 39 of the ‘410 patent. The doctrine of claim
differentiation however can not broaden claims beyond the scope that is supported by the
specification. See ATD Corp. v. Lydall, Inc., 159 F.3d 534, 541 (Fed. Cir. 1998). Also
claim differentiation has limited applicability to means-plus-function clauses. See, ¢.g., IMS
Technology, Inc. v. Haas Automation, Inc., 206 F.3d 1422, 1431 (Fed. Cir. 2000); Laitram
Corp. v. Rexnord, Inc., 939 F.2d 1533, 1538 (Fed. Cir. 1991); Q.1. Corp., 115 F.3d at 1582
(noting construction of claims "is not base. solely upon the language of other claims; the
doctrine cannot alter a definition that is otherwise clear from the claim language, description,
and prosecution history"); Toro Co. v. White Consolidated Indys., Inc., 199 F.3d at 1295,
1302 (Fed. Cir. 1999) (noting that the docirine cannot be used to broaden claims beyond their
meaning in light of the specification and does not override clear statements in the specification

62



and the prosecution history); _Hormone Rasearch Found Inc. v. Genentech Inc., 904 F.2d
1558, 1567 n.15, 15 U.S.P.Q.2d at 1039. 1047 n.15 (Fed. Cir. 1990). See also Kraft Foods,
Inc. v. Int’l Trading Co., 203 F.3d 1362, 1368 (Fed. Cir. 2000) (observing that claim
differentiation is not a "hard and fast rule of construction,” and cannot be relied upon to
"broaden claims beyond their correct scope”). Thus, since the structure disclosed in the
specification of the ‘410 patent that performs the locking function has play, the doctrine of
claim differentiation has been trumped by the mandate that claims, construed under 35 U.S.C.
§ 112 9§ 6, cover the structure disclosed in the specification and equivalents thereof.

(d) Conclusion

Based on the foregoing the administrative law judge finds that the presumption of
applicability of 35 U.S.C. § 112, {6 to the asserted claims of the ‘410 patent has not been
rebutted by complainants. He further finds that the 35 U.S.C. § 112, § o structure applicable
to the asserted claims requires play.

C. The ‘267 Patent

The ‘267 patent has a specification that in substance is identical to the specification of
the ‘907 patent. Moreover it has the same Swedish priority document and PCT application as
the ‘907 patent. Also, the parent application of the ‘267 patent is Serial No. 08/436,224, which
issued as the ‘621 patent.

Claims 19, 23 and 39 of the ‘267 patent, which are in issue, read:

19. A method for laving and mechanically joining
rectangular building panels in parallel rows, the method
comprising the steps of:
(a) placing a new one of the panels adjacent to a long edge
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of a previously laid first one of the panels in a first row and to a
short edge of a previously laid second one of the panels ip an

adjacent second row, such that the new one of the panels is in the
second row, while holding the new one of the panels at an angle
relative to a principal plane of the first panel, guch that the new
one of the panels is spaced from its final longitudinal position
relative to said second panel and such that a long edge of the new
panel is provided with a locking groove which is placed upon and
in contact with a locking strip at the adjacent long edge of the first
panel;

(b) subsequently angling down the new one of the panels so
as to accommodate a locking element of the strip of the first panel
in the locking groove of th¢ new panel, whereby the new panel
and the first panel are mechanically connected with each other in a
second direction with respect to the thus connected long edges,
wherein the long edges, in the angled down position of the new
panel, are in engagement with each other and thereby
mechanically locked together in a first direction also; and

(c) displacing the new one of the panels in its longitudinal
direction relative to the first panel towards a final longitudinal
position until a locking elernent of one of the short edges of the
new one of the panels and the second panel snaps up into a locking
groove of the other one of the short edges, whereby the new one
of the panels and the second panel are mechanically connected
with each other in both the first direction and in the second
direction with respect to the: thus connected short edges.

23. A method for laying and mechanically joining
rectangular building panels in parallel rows, the method
comprising the steps of:

(2) placing a new one of the panels adjacent to a long edge

of a previously laid first on: of the panels in a first row and to a
short edge of previously laid second one of the panels in an

adjacent second row, such that the new one of the panels is in the

second row, while holding ihe new one of the papels at an angle
relative to a principal plane of the first panel, such that the new
one of the panels is spaced from its final longitudinal position
relative to_the second panel and such that a first locking element
provided at a long edge of the new one of the panels is inserted
under the adjacent long edgz of the first panel being provided with
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a second locking element;

(b) subsequently angling down the new one of the panels so
as to accommodate the locking element of the new one of the

panels in the locking element of the first panel, whereby the new
one of the panels and the first panel aré mechanically connected

with each other in a second direction with respect to the thus
connected long edges, wherein the long edges, in the angled down
position of the new one of the panels, are in engagement with each
other and thereby mechanically locked together in a first direction
also; and

(c) displacing the new one of the panels in its longitudinal
direction relative to the firs: panel towards the final position until
a locking element of one of the short edges of the new one of the
panels and the second panel snaps up into a locking groove: of the

other one of the short edges, whereby the new one of the panels
and the second panel are m:chanically connected with each other

in both in the first direction and in second direction with rzspect to
the thus connected short edy:es.

39. A method for laving and mechanically joining
rectangular building panels in parallel rows, the method
comprising the steps of:

(a) placing a new one of the pariels adjacent to one edge of
a previously laid first one of the panels in a first row and 1o
another edge of previously iaid second one of the panels in an
adjacent second row, while holding the new panel at an angle
relative to a principal plane of the first panel, such that the new
panel at an angle relative to a principal plane of the first panel,
such that the new panel is spaced from its final position reiative to
the second panel in a direction parallel to said principal plane and
such that a first locking meinber provided at one edge of the new
panel is inserted under the :.djacent one edge of the first pinel
being provided with a secor:d locking member;

(b) subsequently angling down the new panel so as to
engage the first locking meinber of the new panel with the second
locking member of the first panel, whereby the new panel and the
first panel are mechanically connected with each other in a second
direction with respect to the thus connected edges of the new panel
and the first panel, wherein the connected edges. in the angled
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down position of the new panel, are in engagement with each other
and thereby mechanically locked together in a first direction that is
at right angles to the principal plane of the first panel also: and

(c) displacing the new panel relative to the first panel in a
direction parallel with the connected edges of the new pancl and
the first panel towards a final position until a locking element of
one of an another edge of the new panel and the another edge of
the second panel snaps up into a locking groove of the other one of
the another edges, whereby the new panel and the second panel
are mechanically connected with each other in both in the first
direction and in the second direction with respect to the thus
connected edges of the new panel and the second panel.

(Emphasis added).” Claim 19 of the ‘267 patent discloses "[a] method for laying and
mechanically joining rectangular building nanels in parallel rows" by positioning a new panel so
that its long edge is adjacent to the long edge of a previously laid panel in the first row and the
short edge is adjacent to a previously laid panel in the second row. The new panel is held so
that it is at an angle to the first panel and s in contact with the first pane!, so that the locking
groove on the long edge of the new panel is in contact with the locking sirip on the long edge of
the first panel. The new panel is then angled down so that the first panel’s locking element is

accommodated into the new panel’s locking groove, thus mechanically locking the new panel

?  Each of independent claims 19, 23 and 39 of the ‘267 patent has a step that calls for
joining the panels by "angling" them together and a step calling for panels to be displaced
relative to one another, along the joined edge, when they are mechanically locked together, as
does each of the claims in issue in the ‘907 patent, supra. However, the ‘267 patent differs
from the ‘907 patent in that, as the emphasized portions, supra indicate, the new panel is
placed in an angled position relative to the first panel, while unconnected to the second panel in
the second row. Additionally, referring to the emphasized portions, supra, of the asserted
claims of the ‘267 patent, after the new panel is angled down so as to lock it with the first
panel, it is then displaced towards the second panel, until such displacement results in the
locking element on the short edge of the new panel or of the second pane! snapping into the
locking groove of the other panel. The method disclosed in the ‘907 patent does not feature
this "snap action."

66



and the first panel together in both the horizontal direction perpendicular to the joint edge and
the vertical direction. At this point, the ncw panel is not yet mechanically locked with the
second panel in either the horizontal direciion perpendicular to the joint edge or vertical
direction. The new panel is then displaced towards the short edge of the second panel, until the
locking element on the short edge of either the new panel or the second panel. "snaps up into a
locking groove" on the other panel thus locking the new panel with the second panel.

Claim 23 of the ‘267 patent discloses the same process as is disclosed in claim 19 except
that the new panel has the locking element on its long side, which is ultimately accommodated
by the locking groove located on the long side of tﬁe first panel when the new panel is angled
down.

Claim 39 of the ‘267 patent is the same as claims 19 and 23, except that claim 39 does
not specify that either the long edge of the new panel or the long edge of the first panel has a
locking element or a locking groove, but rather states that locking members are located on
either panel’s long edge, and that the new panel is angled down "so as to engage the first
locking member of the new panel with the second locking member of the first panel."”

1. Play And 35 U.S.C. § 112, {6

Respondent Unilin argued that the means-plus elements of the asscrted claims of the
‘267 patent include the following limitations: "first locking member" and "second locking
member" in claim 39 of the ‘267 patent, "iocking element" in claims 19 and 39 of the ‘267
patent and "first locking element" and "sec:ond locking element” in claims 23 of the ‘267 patent
which must be construed pursuant to 35 U.S.C. § 112, §6. As was done, supra, with the
asserted method claims of the ‘907 patent, based on Personalized Media and Greenberg the
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language of the asserted method claims, the specification of the 267 patent including its
embodiments and the history of the ‘267 patent should be looked at to determine whether 35
U.S.C. § 112, § 6 applies to said limitations.

(a) Asserted Claims

The asserted claims do recite the phrases "locking element" and "locking member." The
words element and members are associated with the word locking, viz., the associated function
of locking. Moreover claim 19 has the language:

such that a long edge of the new panel is provided with a locking
groove which is placed upon and in contact with a locking strip at
the adjacent long edge of the first panel...

whereby the new panel and the first panel are mechanically
connected with each other ia a second direction with respect to the
thus connected long edges, wherein the long edges, in the angled
down position of the new panel, are in engagement with each other
and thereby mechanically locked together in a first direction also;
and

(c) displacing the new one of the panels in its longitudinal
direction relative to the firsi panel towards a final longitudinal
position until a locking element of one of the short edges of the
new one of the panels and the second panel snaps up into a locking
groove of the other one of the short edges,

Claim 23 has the language:

such that a first locking eleinent provided at a long edge ot the
new one of the panels is inserted under the adjacent long edge of
the first panel being provided with a second locking element;

(b) subsequently angling down the new one of the panels so
as to accommodate the locking element of the new one of the
panels in the locking element of the first panel, whereby the new
one of the panels and the first panel are mechanically conrected
with each other in a second direction with respect to the thus
connected long edges, wherein the long edges, in the angled down
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position of the new one of the panels, are in engagement with each
other and thereby mechanically locked together in a first direction
also; and

(c) displacing the new one of the panels in its longitudinal
direction relative to the first panel towards the final position ...

Claim 39 has the language:

a first locking member provided at one edge of the new panel is

inserted under the adjacent one edge of the first panel being

provided with a second locking member; . . .

whereby the new panel and the first pahel are mechanically

connected with each other in a second direction with respect to the

thus connected edges of the new panel and the first panel, wherein

the connected edges, in the angled down position of the new panel,

are in engagement with each other and thereby mechanically

locked together in a first direction that is at right angles to the

principal plane of the first panel also; and

(c) displacing the new panel relative to the first panel in a

direction parallel with the connected edges of the new pancl and

the first panel towards a final position
The language, supra, as with language of ihe asserted claims of the ‘907 patent, supra, involves
a structure such that when two panels are locked by a mechanical connection with the first and
second locking members the two panels are able to slide movably with respect to each other
along the direction of the joint edge. The administrative law judge finds no language in said
claims to define the structure that performs the recited functiou.

Claim 19 of the ‘267 patent also discloses a method for *laying and mechanically joining

rectangular building panels in parallel,” where the long edge of the panel being laid is equipped

with a locking groove and one of the prev:ously laid panels is equipped with a locking strip.

(col. 13, In. 43-57). The locking groove und locking strip are located on their respective panels
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such that they can come into contact with each other if the new panel is held at an angle against
the previously laid panel. (Id. at col. 13, In. 50-57). The locking strip of the previously laid
panel has a locking element, which becomes accommodated in the locking groove when the new
panel is angled down, and, as a result, the two panels become "mechanically connected”
together in a "second direction” and in this angled down position the panels are in engagement
along their long edges such that the panels are "mechanically locked" together in a "first
direction”. (Id. at col. 13, In. 58-66). Claim 19 does not identify the actual directions that the
"first direction" and "second direction" arz along (i.e,, whethcr they are in the horizontal or
vertical directions or along the z axis, or up or down, or left or right).

Claim 19 further specifies that the panels, while being "mechanicilly connected” in the
"second direction” and "mechanically locked" in the first direction, can still be displaced along
their common joint edge of such that the short edge of the panel can be displaced towards the
short edge of a second previously laid panel. (Id. at col. 14, In. 1-10). Such displacement
allows the locking element of one of the short edges to be "snapiped] up” into the locking
groove of the opposing short edge and thus connecting the short edges together in the "first
direction" and the "second direction”. (Id.) Again, the administrative law judge finds that no
description of the first and second directions is provided by the claim language.

The administrative law judge further finds that the locking structures which the method
disclosed in claim 19 depends upon, are inadequately disclosed. Claim 19 of the ‘267 patent
lists a series of steps in which functions are performed, but provides only sketchy, if not
outright contradictory information regarding how those functions are to performed. For
instance, in step (b) of claim 19 the long edges of two panels are to be connected in a "second
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direction" and then locked in a "first direction", and while so connected. the panels are to be
displaceable along the joint. From the cli.im language only it is impossible to know what
direction the first direction is in or what cirection the second direction is in. Furthermore, it is
unclear as whether any difference is meart in referring to the panels to be "locked" in the "first
direction" while only "connected" in the 'second direction"”. The administrative law judge finds
that claim 19 only provides the most rudiinentary details concerning the structures used to
enable the panels to be joined in only those two directions along their long edges. The new
panel has a locking groove along its long =dge, while a previously laid panel has a locking strip
with a locking element along its long edge. The locking groove of the new panel is such that
the locking element can be accommodated in the locking groove of the previously laid panel,
but otherwise there is no indication as to the shape or dimensions of the locking strip, the
locking element, or the locking groove. 7The administrative law judge finds no indication as to
how the accommodation of the locking element into the locking groove results in the connection
of the panels in the "second direction" as there is no indication of which direction the "second
direction” is, or what is meant by the broad term "mechanically connected”. While this
connection is sufficient to bring the long sides of th’e opposing panels into "engagement" so that
they are mechanically locked together in the "first direction", there is no indication as to how
this engagement and locking together occur or what structures are used to effect it.
Additionally, step (c) of claim 19 specifies that the new panel be displaced while being
“"connected” in the "second direction" and "locked" in the "first direction”. Yet there is no
indication as how the panels were able to 1etain their displaceability before they became
engaged.
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Furthermore, with respect to the locking mechanism located on the short edges of the
two panels, claim 19 recites that the locking element of one of the short edges "snaps up into"
the locking groove of the opposing panel, but there is no description of how this "snap[ping]
up" is to occur, other than it is to be the result of displacing the new panel along the joined
edge. The administrative law judge finds it unclear how this "snap[ping| up" of the locking
element is to connect the panels in both the "first" and "second" directions. Also from the
claim language itself it is indiscernable which directions the "first" and "second" directions lie.

The administrative law judge finds that the language contained in claim 23 of the ‘267
patent is even less detailed than that contained in claim 19, as claim 23 is virtually identical with
claim 19 except for the substitution of the locking groove on the new panel’s long side in claim
19 for a "first locking element" and similarly the locking strip with a locking element on the
long side of the previously laid panel in claim 19 has been substituted for a "second locking
element". (Col. 14, In. 40-44). Thereforz, in addition to all the inadequacies of the recitation
of claim 19, the recitation of claim 23 presents a new problem: the "seccnd locking element” on
the long edge of the previously laid panel is capable of accommodating the "first locking
element" on the long side of the new panel. (Id. at col. 14, In. 45-48). Thus, the term "locking
element” in claim 23 is found to refer to a different structure than the term "locking element"
referred to in claim 19 because the "locking element” of claim 19 refererced a protrusion on the
locking strip capable of fitting into a locking groove. The administrative law judge finds that
the "locking element” in claim 23 cannot refer to tﬁe same structure referenced in claim 19

because the "second locking element" would be unable to accommodate the "first locking
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element."* However claim 23 is found tc recite no alternative structure for either the "first
locking element" or the "second locking element”.

The administrative law judge finds that the description of the lock ing mechanisms along
the long edges of the panels in claim 39 or the ‘267 patent to be even more deficient than that
contained in claims 19 and 23 of said patent. No longer are the panels connected in the "second
direction" so that the long sides can come into engagement by the action of the locking element
being accommodated by the locking groove (as in claim 19) or by a first locking element being
accommodated by a second locking elemeat (as in claim 23), but instead by two locking
members "engag[ing]" each other. Additionally, the description recited in claim 39 of the 267
patent contains the same deficiencies that were described with respect to the description recited
in claim 19 except for the fact that the "first direction” is identified. However, there is still no
description of the "second direction”.”

(b) Specification

Because the specification of the ‘267 patent is identical in substance to the specification

% From the language of claim 19, the locking element of claim 19 is accommodated in a
locking groove while claim 23 does not even recite the presence of any "locking groove."
Accordingly, claim 23 of the ‘267 patent falls within the scope of 35 U.S.C. § 112, ] 6.

» The "first direction” is described by claim 39 as being perpendicular to the principal
plane of the first panel, which would, in the case of floor panels, make the "first direction" the
vertical direction. Even if one were to assume that the "second directior:" must then be the
horizontal direction, the panels are capablz of being shifted in two directions in the horizontal
plane: along the joint edge or perpendicularly from the joint edge (i.e., when pushing the long
edges together or pulling them apart). The administrative law judge finds that the claim
language gives no indication as to which l:orizontal direction that the parels are to be
connected in.
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of the ‘907 patent, the findings of the administrative law judge as to the specification of the ‘907
patent apply here.
(c) Development Of Inventions In Issue Including Related Applications
The ‘267 patent claimed priority to the same Swedish document as did the ‘907 patent.
Also, as with ‘907 patent application, the application which resulted in the ‘267 patent is related
to the application from which the ‘621 patent issued. Hence the findings of the administrative
law judge under the ‘907 patent, as to said Swedish priority application, the PCT application,
the application which resulted in the ‘621 patent and the development of the claimed invention,
supra, apply to the ‘267 patent.®
(d)  Conclusion
Based on the foregoing, the administrative law judge finds that 35 U.S.C. § 112, § 6
applies to the claimed locking members and Jocking elements. He further finds that once those
elements are construed under 35 U.S.C. ¢ 112, § 6, the disclosed structures that correspond to
the locking means and locking members require play.
D. Each Asserted Claim Of The ‘907, ‘410 and ‘267 Patents Requires
The Limitation Of Play In Addition To Having Play When
Construed Under 35 U.S.C. § 112, § 6
Complainants argued that the lang.uage of independent method claim 1 and dependent

claims 2 and 3 and the specification of th¢: ‘907 patent do not support reading a "play" limitation

into said claims. (CPost at 20). The staff argued that the asserted claims do not require play.

* In the prosecution of the ‘267 pateni (FF 102-106), following an interview with the
Examiner, dependent claims were rewrittcn, formal abjections overcome and new claims
added. The Examiner issued a notice of allowance oh November 3, 1998,
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(SPost at 13).

Respondent Pergo argued that "[bJased on the claim language, specification and
prosecution histories of the patents in suit. the claimed locking implemerts must be interpreted
to require ‘play’" and that play enables displacement. (RPPost at 2). It was argued that it does
not matter if one calls any claim in issue & 35 U.S.C. § 112, § 6 means plus function claim, as
the terms in issue do not have a customarv and ordinary meaning and onz must go to the
specification to define those terms anyway. (Tr. at 2339, 2488).

Respondent Unilin argued that the "asserted claims should be construed to cover a joint
with play, because that is what Pervan invented and disclosed in his specification.” (RUPost at
25). Roysol argued that "all of the asserted claims require play." (RRPost at 14). Respondent
Akzenta also argued that "the Asserted Claims must be interpreted to require ‘play’." (RAPost
at4).

In the foregoing, the administrative law judge has found that the specifications of each
of the ‘907 patent, ‘410 patent and the ‘207 patent explain that play is required to practice the
claimed invention in issue. He has also found that said specifications disclose that play
overcomes drawbacks in the prior art; that panels having play are the only panels disclosed in
said specification; that the prosecution history confirms that the asserted claims of the three
patents in issue require play; and that inventor Pervan designed non-play embodiments but
affirmatively chose to exclude them from the PCT application on which the three patents in
issue are based.

In addition, each of the asserted claims of the ‘410 patent recite a "locking means”
(claims 1 and 26) or a "means for mecharically locking together" (claims 39 and 41) which
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consist, in part, of opposing "locking grocves" and "locking strips" with "locking elements”.
As stated above, the "locking means" and the "means.for mechanically locking" are capable of
forming two mechanical connections betwzen adjacent floor panels: the horizontal direction
perpendicular to the joint edge and the vertical direction. Seg, supra. The "locking means,"
while forming these two mechanical conncctions, also allows the panels to be rotated so that the
locking element can leave the locking groove (claim 1) or can allow the panels to be released in
an unspecified manner (claim 26). Claim: 1 and 26 are ambiguous as to the locking means
employed, because, inter alia, of the failure to disclose any structure relating to the first
mechanical connection. See, supra. Accordingly, the specification must be examined to
determine what is meant by "locking means" and the only embodiments that are described in the
specification are edge locks with play. Similarly, the "means for mechanical locking" of claims
39 and 41 are capable of forming two mechanical connections, one in the horizontal direction
perpendicular to the joint edge and the other in the vertical direction. The "means for
mechanically locking" is designed so as to allow while engaged the turning of the panels
angularly so as to disengage the "locking element" and to allow displacement along the joint
edge. Again no description of the structures needed to form the first mechanical connection are
disclosed in the claims. See, supra. The specification reveals anly "means for mechanically
locking" in both the horizontal direction perpendicular to the joint edge and the vertical
direction which include play.

Also, each of the asserted claims of the ‘907 patent and ‘267 patent recite methods of
laying the floor panels to make a floor by angling and sliding the floor panel, wherein the
panels have either a "locking groove," "locking member," or "locking element”. As set forth
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supra, the specifications, prosecution histories of the patents in issue and development of the
inventions teach that play is required to displace panels relative to one another when locked
together. Every asserted claim of the ‘907 and ‘267 patents requires such displacement, thus
confirming that the "locking groove," "locking member," and "locking element” of those claims
must exhibit play. No method of installation of panels with locking implements lacking play is
disclosed in said specification. Thus, in view of the ynambiguous intrinsic evidence and the
governing law of claim construction, the asserted method and composition of matter claims of
the patents in issue must be construed to require play. The administrative law judge finds that
the recent Federal Circuit case law cited by the parties supports this conclusion.

Thus in Watts the patents in issue were directed to joints and joint couplings for pipes

used in oil wells. The claim language in dispute is underlined below:

A high efficiency connection for joints of oilwell tubing or the

like, comprising: at least two pipes joined together and forming

joints of pipe, . . .; the joints each having a second end formed

with tapered external threads dimensioned such that one such joint

may be sealingly connecteg directly with another such joint; . . . .
The accused infringer argued that the "sealingly connected" term should be limited to such
connections having only misaligned taper angles. The patentee contended that no such
limitation appears in the claims, and therefore "sealingly connected” should not be limited to
misaligned taper angles. The Court held that "sealingly connected" is limited to structures
using misaligned taper angles. Watts, 232 F.3d at 885. It relied on the fact that "[t]he
specification only describes one method in which ‘tapered external threads |are] dimensioned’ to
achieve the sealing connection.” Id. at 883. The Court first determined that the disputed terms

were not clear on their face, and thereforc the specification must be consulted to determine
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whether the patentee has defined any of those terms. ld. (citing Vitronics, 90 F.3d at 1582, 39
U.S.P.Q.2d at 1576). The specification in Watts limited the invention to structures that utilize
misaligned taper angles by stating that the "present invention utilizes [the varying taper angle]

feature.” Moreover, the patentee argued in Watts that the specification was not limiting and
that one of ordinary skill in the art would be aware of several ways to effect a sealing
connection. "While this is true” the Court stated, "it does not overcome the tact that the
specification specifies that the invention uses misaligned taper angles.” 1d. (citing O.L Corp.,
115 F.3d at 1581, 42 U.S.P.Q.2d at 1781; Wang Labs., Inc. v. Am. Opline, Inc., 197 F.3d
1377, 1382-83, 53 U.S.P.Q.2d at 1161, 1164-65 (Fed. Cir. 1999); Mod ne Mfg. Co. v. United
States Int’l Trade Comm’n, 75 F.3d 1545. 1551, 37 U.S.P.Q.2d 1609, 1612 (Fed. Cir. 1996)).
The Court thus first determined that the specification did not explicitly discuss an embodiment
without misaligned taper angles and then reviewed the prosecution history of the claims.

The Court in Watts then reviewed the prosecution history of the claims, finding that the
claims at issue were similarly limited in the prosecution history, in which the patentee
distinguished the primary prior art reference based on the invention’s misaligned taper angles,
arguing that the reference taught away from using misaligned taper angles. Id. at 883. Though
this argument was made in relation to ancther claim, the Court found it "irrelevant in this case
whether Watts’” prosecution history remarks were directed to [this claim] specifically because
there is no clear indication that it is not." Id, (citing Southwall, 54 F.3d at 1579, 34
U.S.P.Q.2d at 1679). The Court further applied this argument in construing the claims of all
three patents in suit because the common specification of the patents provided the same
statements used by the Court to limit the claim to cover the only disclosed embodiment and the
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distinguishing remarks in the prosecution 1istory applied to the asserted claim of a continuation-
in-part (CIP) because the same limitation was present in the independent claim of that the CIP
and the prosecution history of the CIP cortained nothing to the contrary. Id. at 884.

Similarly, the administrative law judge has found that the Pervan specification only describes
one method - play - in which floor panel joints are dimensioned to achieve mutual

displacement. Also Watts supports the us of the prosecution history of the Swedish

application, the PCT application, and the 621 patent in construing the asserted claims of the
three patents in issue.

In O.1. Corp., the patents in suit were directed to an apparatus and a method for
removing water vapor from a sample. The sample was to be analyzed in a gas chromatograph,
wherein the sample travels through a "passage”. The Federal Circuit determined that the
disputed "passage" structures in this claim did not have an ordinary and accustomed meaning,
and limited the term to the preferred embcdiments set forth in the specification for several
reasons. First, the specification described all of the passing structures as either being "non-
smooth" or conical in shape. Second, the written description expressly distinguished over prior
art passages by stating that the prior art passages are smooth-walled, whereas the present
invention contemplates a number of geome:tries that have irregular shaped surfaces or
noncylindrical shape. O.l. Corp., 115 F.3d at 1581. Thus, one skilled in the art, upon reading
the specification, would have concluded that the term "passage,” as used in the apparatus and
method claims, does not encompass smooth-walled structures that are completely cylindrical,
like the one used by the accused infringer. Also, tﬁe Court dismissed th¢: patentee’s argument
that the construction of this language to exclude smooth-walled was improper under the doctrihe
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of claim differentiation, noting that the construction of claims "is not based solely upon the
language of other claims; the doctrine cannot alter a definition that is otherwise clear from the
claim language, description, and prosecution history." Id. at 1582 (citing Hormone Research
Found., 904 F.2d 1567 n.15, 15 U.S.P.Q 2d 1047 n.15). Thus, the clear language of the
claims and the description provided a clea- meaning of the disputed language of the claims, and
trumped the doctrine of claim differentiation. Id. -

In Toro Co., the claim construction dispute centered on whether the claims should be
limited to a restriction ring permanently attached to an air inlet cover for a leaf blower. The
following claim language was in dispute:

A convertible vaccum-blower comprising: . . .

said cover including means for increasing the pressure [, i.e., a
restriction ring,] developed by said vacuum-blower during
operation as a blower when air is being supplied to said impeller

through said apertured cover . . .

Toro Co., 199 F.3d at 1298. The Court iaterpreted this clause to mean that the claims are

limited to having restriction rings permanently attaqhed to the cover. Though the claim
language did not call out this limitation, the Court relied on the fact that "[t]he specification and
drawings show the restriction rings as ‘part of and permanently attached to the cover. No other
structure is illustrated or described." Id. a: 1301. Thus, the Court distinguished its narrow
construction based on the only described i‘vention fram constructions that involve limiting
claims to the preferred embodiment of an nvention that has been more broadly disclosed and
from constructions limiting the claim to immaterial details of a broader invention set forth in the
specification. See SRI Int’l v. Matsushita Elec. Corp., 775 F.2d 1107, 1118, 227 U.S.P.Q.
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577, 583 (Fed. Cir. 1985). Also, the patentee arguéd that the claim is entitled to a broader
scope because a dependent claim which specifically recited the restriction ring as being carried
by the cover, in contrast to the broader "including” language of the claim in dispute. The Court
rejected this argument based on claim differentiation, noting that the docirine "does not serve to
broaden claims beyond their meaning in light of the specification ... and does not override clear
statements of scope in the specification and the prosecution history." Torg, 199 F.3d at 1302
(citations omitted). Similarly, the Pervan patent specification and the drawings therein show
play as part of the space between the locking element and locking groove. Cf. Torog, 199 F.3d
at 1301 ("Nowhere in the specification, including its twenty-one drawings, is the cover shown
without the restriction ring attached to it.")

In Cultor Corp. v. A.E. Staley Mfg, Co., 224 F.3d 1328 (Fed. Cir. 2000), the claim
language referred broadly to dissolving polydextrose in water. The specification disclosed that
the water-soluble polydextrose contemplatzd by the invention was polydetrose "prepared using a
citric acid catalyst." Id. at 1331. Despite claim language broadly directed to "polydextrose”,
the Court found that this statement in the specification required the claims to be limited to
polydextrose prepared with citric acid and "effected a disclaimer of the other prior art acids. "
Id.

In Oak Tech., Inc. v. U.S. Int’] Trade Comm’n, 248 F.3d 1316 (Fed. Cir. 2001), the

claim limitation in dispute was the term "said assembled data". The patentee asserted that the
term simply refers to data on the CD-ROM that is sent from the CD-ROM drive to the
controller one bit at a time and does not refer to any particular amount of data. In support of its
claim construction the patentee pointed to a portion of the specification that disclosed assembled
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data without specifying any particular amount of data. See Id. at 1326-27. The accused
infringer argued that the term should be limited to assembled data that represents an entire
sector of data. The Court agreed with the accused infringer’s argument and found that the term
"said assembled data" was limited to data in amounts of 2048 bytes.

The invention described and claimed in the patent related to an improved CD-ROM
drive controller which provided faster and simplified data communication. The dispute centered
around whether the accused devices met the limitations of claim 1 that required "performing
error correction on said assembled data and . . . detecting errors in said assembled data after
correction of said data by said correction circuitry." The Court noted that the plain language of
the claim explicitly described a sequential process: The "assembled data” is processed by the
"error correction circuitry” and converted into "corrected assembled datz, * and the claim
specified that the cyclic redundancy checkzr operates on the output of the "error correction
circuitry.” Id. at 1325. The Court recognized that one of ordinary skill in the art would know
that assembled data could mean less than « full sector for purposes of error correction and error
detection, but found that the patentee had provided an alternative definition in the specification.
Id. at 1326. The Court relied on the fact that "the only embodiment described" in the patent
specification was one where data was organized into "pages" of memory having 2048 bytes of
data. See id. at 1327. The Court rejected plaintiff’s argument that this construction amounted
to an impermissible importation of limitations from the preferred embodiment into the claims,
because the sequential limitation was imposed by the claim language itself, while the written
description simply confirmed that the Court’s interpretation was proper. Id. at 1328-29.
("There is no discussion anywhere in the intrinsic record of embodiments of ‘error detection

82



and correction means’ which do not operate in a straightforward sequential manner.")*

In SciMed Life Systems, Inc. v. Advanced Cardiovascular Systems, Inc., 242 F.3d

1337, 58 U.S.P.Q.2d 1059 (Fed. Cir. 20C1) the Court held that the comunon specification of the
three patents at issue expressly limited the recited "lumen” structures in the claimed catheters to
coaxial lumens, finding that the applicant <lisclaimed the alternate distal lumen structure in the
written description. The specification described the coaxial structure as the "basic sleeve
structure for all embodiments of the preseat invention contemplated and disclosed herein." Id.
at 1339. The district court and the Federal Circuit read this language as evidencing an intention
to disclaim the alternative dual lumen or side-by-side structure practiced by the accused party.
Also, the alternative dual lumen structure was discussed in the specification with disfavor, as
having disadvantages not found with the coaxial lumen. Id. at 1342-43. The Court found that
this discussion supported the district court’s conclusion that the claims should not be read so as
to encompass the distinguished prior art structure. Id, at 1343 (citing Tronzo v Biomet, Inc.,
156 F.3d 1154, 1159, U.S.P.Q.2d 1829, 1833 (Fed. Cir. 1998)). There was nothing pertinent

to the claim construction issue in the prosccution history.

In SciMed, the Court rejected the plaintiff’s argument that the district court had read a

limitation from the written description into the claim, finding that the lower court had simply

3 Also, the meaning of the term "after” was in issue, and the plaintiff argued that the
claimed "cyclic redundancy checker[s]" stould be interpreted to cover any circuitry that
performs a cyclic redundancy check. The Court, however, determined that the claim only
covers "cyclic redundancy checker[s]" that operate on the sector of assembled data after the
sector has been processed by the "error ccrrection circuitry”, due to the use of "after” in the
claim language, thus connoting a sequence. of events. Id. at 1329-30.

83



read the claims in light of the teachings of the specification as required by Markman. "Where
the specification makes clear that the invention does not include a particular feature" the court
stated, "that feature is outside of the scope of the claims of the patent.” $ci Med., 242 F.3d at
1343-44, Though there was broad claim language related to the lumen embodiments that on its
face could have been read to encompass more embodiments than were disclosed by the
specification, the Court determined that the specification limited the scope that the claim was
entitled to. Read together, those portions of the common specification led the Court to conclude
that the references in the asserted claims to an inflation lumen "separate from" the guide wire
lumen must be understood as referring to <oaxial lumens, and thus the asserted claims therefore
did not read on the accused device which uses a distal lumen structure.

In Wang Labs., the Court found that the patentee had defined a "frame" in the claims,
which are directed towards a system for providing computer users with information from
remote computer databases, as limited to character-based systems though the ordinary meaning
of the term would include both character-based and bit-mapped display systems. The Court
found that the only system described and enabled was character-based and any references to bit-
mapped systems did not describe these systems as part of the present invention. Like the dual
lumen structure in SciMed, at the time the invention claimed in patent in issue in Wang was
conceived, both bit-map and character-based protocols were commonplace and known in the
art. Both parties agreed that the ordinary meaning of the term "frame" included both protocols.
However, the specification described the claimed system as storing "alphanumeric and graphic
characters,” and all other references to the system also used the term "characters."
Additionally, one of the patent figures which depicted a software flow chart showed only
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character-based protocols. Thus, the Court concluded that the only system described and
enabled in the specification and drawings was one that used character-based protocols. Other
protocols were mentioned in the background section of the patent at issuc. However, both the
district court and Federal Circuit determined that those references to other protocols were
acknowledgments of the state of the prior art, not of potential alternative embodiments. The
Court held that the claimed system in Wang could not utilize bit-map protocols, and the Court
accordingly held that inclusion of those protocols within the scope of the construed claims
would violate the enablement requirement of § 112, § 1. The Court stated that when the
preferred embodiment is described as the invention itself, the claims are 210t entitled to a scope
beyond the preferred embodiment.

The prosecution history also supported the limitation of frame to character-based
protocols in Wang. An information disclosure statement (IDS) was submiitted distinguishing a
reference on the basis that the reference did not encode information on the character level.
Though this information was filed in a parent application, from which the patent in issue in
Wang issued from a CIP applications, the subject matter cited was common to the two
applications, so the IDS was deemed part of the relevant prosecution history of the patent in
issue in Wang. Finally, the claims construed unde: § 112, § 6 were limiied to character-based
structures, as the only structures described in the specification. Bit-map systems were found to
be not equivalent under § 112, § 6 to the disclosed character-based structures because of the
argument in the parent file history that these protocols were different and the patentee’s inability
to implement the system using bit-map structures prior to filing the application.

Complainants cited Gart for the assertion that the claims-at-issue should not be read to
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require "play." In Gart, the Federal Circuit held that the district court construed the single
claim at issue, which related to ergonomically shaped computer mouses that reduce muscle
fatigue, as having the limitation of an "angular medial surface" that included a "ledge." It was
not clear to the court whether the lower court construed the "angular ledge" to include a
concave depression or curved undercut arca to support the fingers in an enclosed or folded
configuration, however, the Court stated that it would also be improper to read a "concave
depression” limitation into the asserted claim.

The claim language at issue in Gart simply recited "an angular medial surface for
supporting the three remaining fingers in « wrapped configuration with flexion of the distal,
middle, and proximal phalanges of the ulnar fingers." Gart, 59 1J.S.P.Q.2d at 1292 (quoting
‘165 patent, col. 8, 1. 40-47) (emphasis added). The specification contained three drawings
that included a ledge and undercut area to support the fingers while wrapped around the mouse.
Also, the applicant distinguished three prior art references, stating that the references fail to set
forth an undercut area for the fingers to rest. Additionally, the examiner’s reasons for
allowance stated that the prior art failed to teach the "details of the shapes and surfaces" taught
by the claims. Finally, the written description described a "medial ledge undercut,” and this
ledge was not defined as a preferred embodiment. The Court determined that given the facts of
this case, it would be improper to limit the claim at issue to cover only embodiments with an
angular ledge because the written description "does not explicitly limit the subject matter of the
patent to the ledge configuration set forth n the drawings." Id. at 1295. The district court’s
construction improperly imported a limitation appearing in the specification and the drawings
which did not appear in the unambiguous ianguage 'of the claim. The Court then determined
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that the specification simply exemplifies one embodiment of the invention that would be
comfortable for the user of the ergonomic mouse. Additionally, though the prior art was
distinguished because it did not include the "undercut curved areas,” there were other bases on
the record for distinguishing the prior art. Finally, the examiner did not state that the
patentable difference over the prior art was the concave undercut area, and the court stated that
drawing inferences from an examiner’s silence is not a proper basis for construing a claim. Id.
at 1296.

Therefore, Gart is distinguishable {rom this case for several reasons. In Gart, the Court
found that the district court was importing limitations from the specification into the claims
because "the written description does not cxplicitly limit the subject matter of the patent to the
ledge configuration set forth in the drawings." Id. at 1295. However, the written description
may provide an explicit or implicit definitron of the terms set forth in the claims, "thereby
dictating the manner in which the claims are to be construed, even if the guidance is not
provided in explicit definitional format." Bell Atlantic, 59 U.S.P.Q.2d at 1870 (quoting
SciMed, 242 F.3d at 1344, 58 U.S.P.Q.2d at 1065). In this investigation, the administrative
law judge has found that "play" is an implicit limitation provided in the written description,
which is part of the definition of the claim terms such as "locking element," "locking member, "
"locking strip," and "locking groove" set forth in the specification. Those elements exhibit play
when in the locked position, as shown and described throughout the written description of the
three patents in issue. Thus, said claim terms are being interpreted in light of the teachings of
Watts, SciMed, Cultor and Wang, where the disputed terms or limitations were construed to be
no broader than the teachings of the specification.
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Moreover, the prosecution history of the ‘621 patent, which is parent to the patents in
issue and in which prior art locking flooring systems and methods were distinguished based on
the fact that they do not have play, further supports this result. See O.I. Corp., 115 F.3d at
1581 (holding that where the written description expressly distinguished over prior art passages
by stating that the prior art passages are simooth-walled, whereas the present invention
contemplates a number of geometries that have irregular shaped surfaces or noncylindrical
shape, the patentee will has disclaimed smooth-wall passages); SciMed, 242 F.3d at 1343
(holding that claims should not be read so as to encompass the distinguished prior art structure);
Tronzo, 156 F.3d at 1159.

Complainants argued that the doctrine of claim differentiation, referring to dependent
claim 49 of the ‘610 patent, applies so as to preclude a construction of the asserted claims to
include play. However the doctrine of claim differentiation may not be used to overcome the
clear meaning of the disputed claim terms provided in the specification and the prosecution
history,** and here the terms are implicitly defined in the specification and the prosecution
history as having play.

The administrative law judge finds that the above cases are fully consistent with his
interpretation of the claims in issue as requiring the specific limitation of "play" which has
been described by the specification and the prosecution history of the patents in issue as being
critical to the practice of the invention, including enabling specific objects of the invention

directed to displacement.

% See Section V B (c) supra.
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VI.  Infringement

A. Direct Infringement

1. The ‘907 Patent

Complainants have argued that even with the administrative law judge’s construction of
the asserted claims at issue - i.g., all of the asserted claims require play between the locking
element and the locking surface - that the Unilin, Pergo and Akzenta products still infringe the
asserted claims of the ‘907 patents becausc the joints of those accused products from those
respondents contain play. (See CPost at 50-53). Unilin, Pergo and Akzenta have claimed that
their products do not have such play. Coniplainants have the burden of proving infringement by
a preponderance of the evidence, Certain Variable Speed Wind Turbines. Inv. No. 337-TA-
376, Initial Determination at 58 (May 30, 1996), and hence they have the burden of proving
that each of the Unilin, Pergo and Akzenta products have the requisite play for each claim in
issue. Certain Excimer Laser Systems, 337-TA-419, Comm’n Op. at 14 (April 14, 2000).

(@) Unilin

Complainants’ allegation that the Unilin product has the requisite play is based on the
analysis of their expert, Limbert, of the drawing shown in the document numbered U12971 in
RX-2131, which is a drawing of the Unilin joint for the tool makers to make the tools that are
used to make the Uniclic joint for the long side of Unilin’s 8.0 millimeter panels. (Thiers, Tr.
at 1437-1443; RX-2131 at U12971). Limbert, relying on the depiction of the long side of the
Uniclic joint contained in this series of drawings, performed a series of calculations regarding
whether an interference or a clearance existed between the surfaces of the locking groove and
the locking element for the Unilin panels when they are connected with the upper corner
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portions abutted and in plane. (Limbert Tr. at 879-80; CX-209). Limbert used the second page
of CX-1583 (U12971) as the basis for his analysis of the geometry of the Unilin joint profile.
(Limbert Tr. at 1154). Limbert's analysis of the Unilin 8.0 millimeter panels revealed that
when the long side of the panels are connected and are in a plane with their upper corner
portions abutted, there is a clearance of 0.007 or 0.014 millimeters between the locking surface
of the groove and the locking surface of the locking element that fits into that groove. (Limbert
Tr. at 879-80; CX-209).

The administrative law judge rejects Limbert’s analysis because the record shows that
Limbert assumed that the engineering drawings upon which he based his work were drawings of
the Uniclic joint as it actually exists, when, in fact, these were drawings of the joint for the
purpose of making the tools that are used :0 make the Uniclic joint. (Thiers, Tr. at 1437-43;
Loferski, Tr. at 1369-73; RX-2131 at U12971). The actual dimensions of the joint differ from
those of the tool drawings for four reasons. (Thiers, Tr. at 1437-43; Loferski, Tr. at 1369-73;
RX-2131 at U12971). First, the relative positioning of the tools in the cutting machine is
subject to adjustment, resulting in a product profile different from that which is represented by
the tool drawings. (Thiers, Tr. at 1437-43; Loferski, Tr. at 1369-73; RX-2131 at U12971).
Second, the medium density fiberboard (MDF) used in making the panels is a wood based
material that reacts to being cut by springing back. (Thiers, Tr. at 143743 Loferski, Tr. at
1369-73; RX-2131 at U12971). Third, cutting the MDF draws fibers to the surface of the
board. (Thiers, Tr. at 1437-43; Loferski, Tr. at 1’.’;69_-73; RX-2131 at U12971). Fourth, a

layer of paraffin is applied to the joint during the production process. (Thiers, Tr. at 1437-43;
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Loferski, Tr. at 1369-73; RX-2131 at U12971).%

% During complainants’ rebuttal case I.imbert attempted to defend his use of the drawings
in RX-213 testifying, concerning Thiers’ carlier testimony that the drawings were not of the
joint but of the tools used to make the joirt:

[Complainants’ Counsel]:

Did that testimony give any relation to the opinions or analysis that you
have done in connection with the Uniclic product?

A Yes, it does.
Q Could you explain to the Court the connection?

A After the Uniclic product is produced on some regular basis, it goes
through not only the subjective hand test that Mr. Thiers discussed, but at
another level, and I don't recall how often this is done, but panels from the
boxes are measured using a coordinate measuring machine.

And in some of the documents that I've been provided. there are drawings of

the Uniclic product with, that call out the [quality control] measurements_that
are done by either Unilin or for the Uniclic product.

Those drawings are the same as the drawings that 1 have been provided
except that with regard to their dimensions, except that they illustrate these
other measurements that are done for . . . [quality control] purposes.

So therefore, the drawings are 10t just a representation for tocling purposes
as was suggested in some earlier testimony, but the dimensions on those
drawings are really what make up the measurements that are done on the
product after it's produced. [Emphasis added]

However, Limbert failed to identify th> drawings that he had been provided that illustrated
the measurements that are done for quality control purposes and which he testified as being
identical to the drawings contained in RX-2131. Hence, what those draw ings were are
unknown to the administrative law judge and were not identified by Limbert during rebuttal
cross examination by respondents.
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Furthermore, even if the drawings contained in RX-2131 were correct depictions of the
Unilin product’s joint as it exists, Limbert’s analysis would still be rejecied as flawed, as his
calculations were mathematically incorrec for three reasons. (Limbert, Tr. at 2136-47;
CX-209). First, although Limbert based his calculations on drawings where the measurements
were carried to one or two digits to the right of a decimal point, Limbert carried his answers to
three digits to the right. (Limbert, Tr. at 2136-47; CX-209). Second, Limbert assumed the
existence of an ideal surface. (Limbert, Tr. at 2136-47; CX-209).>* Third, Limbert's work
contained basic errors in algebra. For example, at page S of his calculations Limbert
incorrectly reaches a figure of negative 11.715, instead of negative 11.713. This is particularly
significant in view of his testimony that even small alternations in the numbers used in the
calculations can have a disproportionate impact on the final resuit. (Limbert, Tr. at 2136-47;
CX-209).

In contrast to Limbert’s theoretical work, Unilin’s expert, Loferski, actually tested the
Unilin panels for play, including testing Uniclic panels for the presence of play using a
universal testing machine at the Unilin factory in Belgium. (Loferski, Tr. at 1575-76; Thiers,
Tr. at 1432). Although Loferski performed the test approximately six to eight times, he never
found play in any of the Quick-Step Uniclic panels so tested. (Loferski, Tr. at 1575-76; Thiers,

Tr. at 1432).

% This is in particular contrast to Limbert’s testimony concerning ideal planes, in which he
stated that "as an engineer, I have a concept of an ideal plane, and in mathematics we work
with that concept a lot. When you are dealing with practical problems you deal with non-ideal
planes that we all experience every day. The floor in this courtroom is a plane but it is not a
mathematically ideal plane." (Limbert, Tr. at 657-58).
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Loferski also examined small samples of the Unilin product in order to determine
whether or not there was any play. (Loferski, Tr. at 1572). Loferski described this test and his
results accordingly:

I assembled them with my hands. [ examined them. I tried to displace them. 1

pulled them apart. When I pulled :hem apart - I have small samples of them and

I pulled them apart a little bit when I create enough displacement so that a small

gap occurs between the top surface of the two panels and I release the panels,

they spring back together, the gap closes, and this tells me that there is

pretension in this joint, that there is no play.

(Loferksi, Tr. at 1572).

Accordingly, the administrative law judge finds that complainants have failed to meet
their burden in proving that the accused Unilin products have the necessary play. As such, the
administrative law judge finds that complainants have not established thai the accused Unilin
products infringe the asserted claims of the ‘907 patent.

(b) Pergo

Complainants claimed that the accused Perg§ products had play and therefore infringed
the asserted claims of the ‘907 patent even under the administrative law judge’s construction of
those patents as requiring play. However, complainants’ sole basis for asserting that the Pergo
products contained play is that the joint uszd in the Pergo products was identical to that used in
the accused Unilin products. Complainanis cited no additional evidence than what they had
cited to in support of their contention that the Unilin products had play. Therefore, for the
same reasons that the administrative law judge rejected complainants’ arguments with respect

to the Unilin product, the administrative law judge rejects those argumenis in connection with

the accused Pergo products and finds that omplainants did not meet their burden of proof in
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proving that the accused Pergo products did not have play. Accordingly, in light of
complainants’ failure to prove that the accused Pergo products have the play required for them
to practice the asserted claims of all three patents, the administrative law judge finds that
complainants have not established that the Pergo products in issue infringe any of the asserted
claims of the ‘907 patents.

© Roysol

Complainants did not raise any arguments or cite to any evidence showing that the
accused Roysol products had play. (See (‘Post at 53—56). Therefore, the: administrative law
judge finds that complainants have not met their burden of proof in proving that the accused
Roysol products have play. Accordingly, in light of complainants’ failure to prove that the
accused Roysol products have the play recuired for them to practice the asserted claims of the
‘907 patent, the administrative law judge tinds that the Roysol products in issue do not infringe
any of the asserted claims of the ‘907 patent.

(d) Akzenta

The design of the Akzenta product is a line-to-line design and is designed to have no
interference between and no separation berween surfaces when the product is in its assembled
and locked condition. (Limbert, Tr. at 875-76). As a line-to-line design, the Akzenta joint is
constructed so that it has no separation beiween the locking element and the surface with which
it comes in contact when the Akzenta panels are assembled and in their locked position.
(Limbert, Tr. at 875-76). When the speci‘ications for the new Akzenta design were set, there
was intended to be no space between the tongue and groove portions of the mechanical. (JX-3
at 24-28; RX-3040). The design specificarions call for an exact fit between the tongue portion
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and the groove portion of the flooring products with no space whatsoever between them.

(JX-3 at 23; Limbert, Tr. at 875-76). Accordingly, the locking element used in the Akzenta
product should be exactly the same size as the locking groove. (1d.) If the locking element is
smaller than the locking groove, then play will exist. Id. If the locking element is larger than
the locking groove, then interference will exist. However, complainants argued that even
though the accused Akzenta products are designed not to have piay, the Akzenta milling
tolerances are + 0.03 millimeters, and because of these milling tolerances, the locking element
of Akzenta’s product can be up to 0.03 millimeters smaller than designed while the locking
groove can be up to 0.03 millimeters larger than designed, thus creating a potential for a play
of 0.06 millimeters to exist in the Akzenta product. (Limbert, Tr. at 875-76).

The milling tolerance of the machines used to make the locking element and locking
groove for the accused Akzenta product have a theoretical manufacturing tolerance of plus or
minus 0.03 millimeters. (JX-3 at 5§9-61, 69-70; RX-3014 at AK13608). That milling tolerance
is the maximum deviation allowed under & "Factory Supply Agreement” entered into by
Akzenta, under which Akzenta received a "Quality Guarantee" and a "Tolerance Guarantee”
that the equipment used to manufacture the accused Akzenta product would be able to make the
"Tongue / groove offset" within "+-0.030 mm/marked by hand/." (RX-3014 at AK13608).

Additionally, at least every ten minutes during a production run, Akzenta checks the
product being produced, using several different measuring devices to make sure that the profile
of its product comes within the milling tolerances. (JX-3 at 61-64). Akrenta continuously
monitors the entire length of the edges of the panels where the tongue contacts the lower
groove edge. (JX-3 at 68-69). Akzenta performs constant quality control checks to determine
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trends. (JX-3 at 68-69). By understanding these trends, Akzenta can undertake appropriate
corrective action. Product that does not meet specification and fall within acceptable
tolerances is not sold. (JX-3 at 68-69). The milling tolerance of +.03 mm is 2 minimum
standard, as the actual tolerances of the machines used to make the floor panels are actually
much better than +.03 millimeters. (JX-J at 67). Complainants introduced no evidence
concerning the actual deviation found in the Akzenta product from the specifications. The
+.03 millimeters milling tolerance is simply the raﬁge for acceptable deviation in the actual
Akzenta product. (JX-3 at 59-64). Whil: a deviation of .03 m:llimeters comes within this
range, so does a deviation of zero.

Furthermore, the manufacturing tolerances are just as likely to cause an interference at
a random point on a joint edge as they are to cause a separation at a random point on a joint
edge. (Limbert Tr. at 1102-03). In fact, milling tolerances may cause a separation at one
point on an edge while causing interferences at other points along the same edge. (Limbert,
Tr. at 1103).

Additionally, tolerances within the processed wood that 1s used in the manufacture of
the Akzenta product can in and of themseives cause a very small pressure or at least contact
between two surfaces along the profile. (JX-3 at 66). These tolerances within the material
itself are another reason why quality cont-ol checks are made every ten minutes during
production. (JX-3 at 67). The tolerance of the machine is actually much better than .03
millimeters, but Akzenta also has to take into consideration the tolerances of the material itself.
(JX-3 at 67). That is typical for this type of high-density fiber material, which is not perfectly
flat because of changes in temperature and humidity which cause the high-density fiber
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material to change. (JX-3 at 66-67). Such changes can cause a very small pressure or an
absence of pressure between two surfaces along the profile. (JX-3 at 66-67).

Dr. Scott Bair, a Principal Research Engineer at the Georgia Institute of Technology,
has confirmed the absence of play in the Akzenta product. (Bair, Tr. at 2001-03). Bair’s
physical inspection of multiple samples of the Akzenta panels revealed no space between the
locking element of the Akzenta panels and the surface with which it comes into contact. (Bair,
Tr. at 2001).

The administrative law judge rejects complainants’ arguments that the accused Akzenta
products have play. The arguments that complainants advanced in their post-hearing
submissions are the same that were summarized by Limbert in the following testimony:

Q Dr. Limbert, if the claims are interpreted to require play, would the
Akzenta products still be covered by the claims?

A Yes, they would.

Q Can you explain the basis for that opinion?

A We've done an analysis of the Akzenta drawings, and they tcll us that the
nominal design of the Akzenta product is a line-to-line design, that is, that the

nominal product, without any tolerances, would have no interference and no
separation of surfaces when the product is in its assembled and locked condition.

However, the deposition of, I belicve it was a Mr, Eiserman, told us that the
Akzenta tolerances are, I think my n I collection is plus or minus
0.03 millimeters along the -- in the: geometry of the Akzenta joint, and what that

tells me is that they will make some products that have that clearance between
the locking surface and they will make some products that has interference
between those surfaces.

So it is -- it is my opinion that there is Tarkett product that has play.

JUDGE LUCKERN: Let me just ask you a question and then you started out
your answer, "we've done an analysis."
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"We've," I take it that's Complainants, whoever, "we've done an analysis,"
maybe you could tell me what you meant, by who you mean by "we" and then
you say "we've done an analysis of the Akzenta drawings drawing and they tell
us," and I'm wondering what you had in mind when you said "they tell us," and
who's "we," that's all. You don'' repeat yourself, just whatever. I want to
make sure this is crystal clear.

THE WITNESS: I'm sorry.

JUDGE LUCKERN: I'm not being critical, under a lot of pressuare and not
doing any -- go ahead.

THE WITNESS: By "we," I meant me and some othcr people on our staff in
the Phoenix office, that's what we refer to, me and other engineers did that
analysis.

JUDGE LUCKERN: And who is "they," and they tell us --

THE WITNESS: And "they tell us," the antecedent of that pronoun were or are
the Akzenta drawings.

Tr. at 875-77 (Emphasis added).

Limbert so maintained this position, despite admitting during cross-examination that the
same milling tolerances that he relied upon as a basis for asserting that the Akzenta product
had play are as equally likely to result in ihe exact opposite of play, viz. interference. (Tr. at
1102-03). Limbert also admitted that while the milling tolerances could result in play at one
point of the joint edge, they could at another point on the same edge result in interference.
(Tr. at 1102-03). Although, Limbert later asserted that, despite the fact that the milling
tolerances that he was relying on could result in a joint edge with interference. or a joint edge
where interference existed at certain points and where play existed at other points, the milling
tolerances could result in a joint which had play along the entire length of the joint, he did not
attempt to quantify the likelihood of such in occurrence through statistical analysis. (Tr. at
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1102-03).

Furthermore, it is clear from the record that Limbert assumed that the milling tolerance
of +.03 millimeters was the actual deviation found in the production of the Akzenta product.
This is despite the fact that the basis for l.imbert’s adoption of this number was Eiserman’s
deposition (JX-3), (Tr. at 875-77), in wh:ch Eiserman stated that although the milling tolerance
was .03 millimeters, the actual tolerance was much lower. (JX-3 at 67). Finally,
complainants have not produced one test which has found play to exist in any of the accused
Akzenta products.

Accordingly, the administrative law judge finds that complainants have failed to meet
their burden of proving that the accused Akzenta products have the necessary play. As such,
the administrative law judge finds that cornplainants have not established that the accused
Akzenta products infringe the asserted claims of the ‘907 patent.

2. The ‘410 And ‘267 Patents

In view of the findings of the administrative law judge that (1) the claimed edge lock
and flooring system in issue in the ‘410 patent and the claimed methods in issue in the ‘267
patent must be construed as involving a mechanical joint with play and (2) the accused
products do not involve play, the adminisirative law judge finds that complainants have not
established that the accused products in issue infringe the asserted claims of the ‘410 and ‘267
patents.

B. Induced And Contributory !nfringement Of The ‘907 and ‘267 Patents

Complainants argued that before June 2000, Unilin, BHK and Meister-Leisten were
made aware that their methods of installation infringed the method patents in issue, but yet
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they still presently disseminate instructions which clearly guide customers to install Uniclic
panels in ways which result in infringement of both the ‘907 and ‘267 method patents. (CPost
at 86). It was argued that Pergo was made aware of both the ‘267 and ‘907 patents well
before June 2000, and that under the name Presto, Pergo sells the Uniclic brand of
mechanically locking flooring panels; anc that sales of the Presto product in recent years have
been substantial.  (CPost at 87). Complainants argued that Akzenta have made substantial
sales of its infringing products, despite having been aware of its infringement of the method
patents in issue, and like the other respondents Akzenta has not put forth any evidence that
would rebut the testimony that the only way to install its glueless panels is by the methods of
the asserted claims of the ‘267 and ‘907 patents. (CPost at 89). It was argued that Roysol
induces infringement of, and that the customers that install the Snap Floor panels of Roysol
contributorily infringe, the asserted claim: of the ‘907 patent and the ‘267 patent; that Roysol’s
instructions, which Roysol intends its customers to follow, clearly show that the method of
installation of the Snap Floor panels infrirge claims 1-3 of the ‘907 patent; that Limbert has
also demonstrated the ability of Roysol’s product to be installed using the methods of the
asserted claims of the ‘267 patent; and that the methods disclosed in asserted claims of the ‘267
and ‘907 patents are the only practical ways of installing a floor using the mechanical locking
panels at issue in this case. (CPost at 90).

The staff argued that respondents contributorily infringe the ‘907 and ‘267 patent and
induce the infringement of said patents. (SPost at 25-28).

Respondents have denied that they contributory infringe or induce infringement of the
asserted claims of the ‘907 and ‘267 patents.
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In order to show that an accused party induces infringement, therc must be proof of
direct infringement by another. "[T]here can be no inducement of infringement... in the

absence of direct infringement." Standards Havens Prods., Inc. v. Gencor Indus. . Inc., 953

F.2d 1360, 1374 (Fed. Cir. 1991), cert denied, 506 U.S. 817 (1992). "In the absence of direct
infringement, [a person] cannot be liable for inducing infringement under § 271 (b)."
Moleculon Research Corp. v. CBS. Inc., 372 F.2d 407 410 (Fed. Cir. 1987); see also Arthur
A, Collins, Inc. v. Northern Telecom, Ltd. 216 F.3d 1042, 1048 (Fed. Cir. 2000) ("To
establish [an accused infringer’s] liability for inducing infringement, [a patentee] must show a
direct infringement of the . . . patents [in suit]."). Moreover, as with induced infringement,
there is no liability for contributory infringement in the absence of direct infringement by a
third-party. "Absent direct infringement of the claims of patent, there can be neither
contributory infringement nor inducement of infringement." Carborundum Co. v. Molten

Metals Equipment Innovations, Inc., 72 F.3d 872, 876 n.4 (Fed. Cir. 1995). The

administrative law judge has found no direct infringement by any of the accused products.
Hence he finds that complainants have not established any contributory infringement or
induced infringement of the ‘907 and ‘267 patents.

Assuming there was direct infringement in that respondents’ accused products showed
play, section 271 (b) provides that "[w]hocver actively induces infringement of a patent shall
be liable as an infringer." However it must be established that the accused infringer possessed
specific intent to encourage another’s infringement and not merely that the accused infringer
had knowledge of the acts alleged to constitute inducement. Also, complainants have the
burden of showing that the alleged infring>r’s actions induced infringing acts and that it knew
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or should have known its actions would ipduce actual infringements. Miinville Sales Corp. v.

Paramount Systems. Inc. 917 F.2d 544, 553 (Fed. Cir. 1990).

Unilin has been in the laminate flooring business since 1989. (Thiers, Tr. at 1416,
1420). As an industry player, Unilin regularly participates in trade shows. The most
important of those is the Domotex show, which is held in Hanover, Gerraany. (Thiers, Tr. at
1417). Unilin had a booth at the Domotex trade show in 1996. (Thiers, Tr. at 1418). A few
months after Domotex 1996, Unilin launched a project to develop a new kind of mechanically
locking laminate flooring. (Thiers, Tr. at 1422). Bernard Thiers was in charge of the project.
(Thiers, Tr. at 1423). The goal of the project was to "make a joint, without play, milled
directly out of the MDF" and to develop a product "completely different” from past
developments and to make sure Unilin had "a very tight contact." (Thiers, Tr. at 1422, 1423,
1521). Unilin’s first prototype was never commercialized. (Thiers, Tr. at 1426). In the
spring of 1997, a solution was found which sidestepped the problems of maintaining zero-play
and zero-play was abandoned in favor of a product with pretension, i.e., a joint design that
ensures the edges of the panels are pressed (or biased) against each other. (Thiers, Tr. at
1427). Unilin commercially introduced the product with pretension in October 1997. (Thiers,
Tr. at 1431). The market reaction to the product was immediately very positive. (Thiers, Tr.
at 1432). The commercial name of the joint is "Uniclic". The commercial name of Unilin’s
floor panel product is Quick-Step. (Thiers, Tr. at 1432). Licensed products incorporating the
Uniclic technology are also sold under other brand names including, inter alia, Pergo Presto,
Meister Leisten Tongue and Groove Snap, Meister Leisten Moderna, Mcister Leisten Prestige
Systema Silence, and BHK of America’s Quick-Step. (Lofeski. Tr. at 1382; JX-9 at 45-46;
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JX-8 at 26).

Complainant argued that Unilin was put on notice as early as January 1997 of the
potential for conflict between the Uniclic product and Vilinge’s patent rights. (CFF 1920).
However, Unilin in March 1997 came to the conclusion that its product was completely
different from what was claimed in the Vilinge patents and has patented its product. (See CX-
1579).%

Referring to respondent Roysol, cemplainants acknowledged that Roysol claims it is
incapable of infringing because of the "un:que design" of Roysoi’s Snap Floor product. (See
CRRFF126C). Respondent Akzenta had been advised that the Pervan patents would likely not
withstand opposition; that the Terbrack patent invalidated the Pervan patents; and that
Akzenta’s floor panels and method of installation do not infringe the Pervan patents. (See RX-
3016, RX-3020 and RX-3021).

Based on the foregoing, assuming direct infringement has been established regarding
any respondents, which it has not, the administrative law judge finds that complainants have
not established a specific intent by each of the respondents to cause anotber to infringe and
hence finds no induced infringement.

Referring to complainants’ allegation of con&ibutory infringemen: complainants argued
that there are only two ways by which to install a floor with the mechanically locking flooring

products at issue in this investigation, viz., the method of the ‘267 patent ("angle-slide-snap")

3 Unilin has initiated an infringement suit in the U.S. District Court for the District of
Columbia to enforce U.S. Pat. No. 6,006,486 against complainants. See Order No. 26 at 4.
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and the method of the ‘907 patent ("angle -slide—anglé”). (CPost at 86).

Under the express terms of § 271(c), liability for contributory infringement cannot be
| 'pr;d'iczited on importation or sale of a product that is "a staple article of commerce suitable for
substantial noninfringing use."” 1d.; see g_ .R. Bard Inc. v. Advanced Cardiovascular Systems,
Inc., 911 F.2d 670, 674-75 .(Fed. Cir. 1990); Universal Electronics. Inc. v. Zenith Electronics
Corp., 846 F.Supp. 641, 651-52 (N.D. 11l.), aff’d, 41 F.3d. 1520 (Fed. Cir. 1994).

Morever the record establishes that there are many ways to install Pergo Presto panels
other than the methods claimed in the ‘907 and ‘267 patents. (Wennerth, Tr. at 517-520; '
Limbert, Tr. at 897-899, 1030-1031; JX-54 at 783-785). Thus Mr. Wennerth admitted that
one non-infringing way td install Pergo Presto is the "slide-slide" method described in Pergo’s

installation instructions. (Wennerth, Tr. at 517-520). {

} Also while complainanrs argued that a June
21, 2000 letter from legal counsel for respondent Akzenta to Claus Wennerth describes the
methods of installation of the Akzenta mechanically-locking flooring product as the angle-slide-

angle and the angle-slide-snap methods (CFF 2022) the June 21. 2000 letter describes {

In addition complainants’ expert Limbert testified (Tr. at 897 to 899):
Q Sure. You've talked about two different methods
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of installation, and we used some shorthand. One
of them you referred to as the
"angle-displace-angle” and the other one, the
"angle-slide-snap.” Do you recall that?

Yes, I do.

Now. those aren't the only two ways to install
floor paneling, correct?

I believe there are other ways to install floor
panels, ves.

Indeed there are many ways. correct?

That's probably a fair statement, yes.

We can do the snap-snap method, are you familiar
with that?

Well, just to be surc that we're speaking the same

language, Mr. DiMatteo, by "spap-snap,”® are you
referring to an in-plane assembly procedure in

which one assembles one set of edges in plane and
then displaces that p-anel in plane to connect the
other set of edges? ' '

Exactly.

Then yes.

We could put a whole row in using the angle on
the short side; you understand what I'm referring
to?

Yes.

And then I can take another row, angle on the
short side, you understand me so far?

1 think so.
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A

And then I could take that whole row and angle it
into the first row, correct?

Well, you could try, yes.

That's one way. | could also snap that row in?
Yes.

And then there are many different combinations
between snapping and angling you can envision in
installing an entire floor, correct?

And [ presume we're talking about pancls with
mechanical locking systems along their edges?

.

€S.

<

Now, I listened very carefully during your direct
testimony and I didn't hear any testimony on your
direct about how mv client Meister-Leisten
instructs its purchasers on how to install floor

-panels, correct?

Wéll, I don't know what you heard.

You offered no direct testimony on the
Meister-I eisten's instructions for installation: that
is correct?

That's correct.

And vou also had no direct testimony about the
Meister-Leisten product, correct?

I think that's correct.

(Emphasis added). As seen from the foregoing, complainants’ expert testified before this

administrative law judge that there are other ways to install floor panels other than the "angle-

displace-angle” ("angle-slide angle") and the "angle-slide-snap” methods. Moréover, he
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agreed that it was a fair statement to say :hat there are many other ways of installing the
accused mechanically locking flooring panels than those taught in the asserted claims of the
‘267 and ‘907 patents. In addition, as secn from the foregoing he offered no direct testifnony
on the Meister-Leisten’s instructions for installation.

Based on the foregoing, even assuming direct infringement by any of the accused
products had been established which it has not, the administrative law judge finds that
complainants have not established that there are no substantial noninfringing uses for the
accused products and hence he would find no contributory infringefnent.

VII. Domestic Industry

The administrative law judge has ulready determined that complainants satisfied the

economic prong of the domestic industry -equirement, see Order No. 26 (July 10, 2001).

Complainants, however, must still satisfy the technical prong of the domestic industry. Certain

Microsphere Adhesives, Process for Mak:ng Same, and Products Containing Same. Including

Self-Stick Repositionable Notes, Inv. No. 337-TA-366, Comm. Op. at 8 (Dec. 15, 1995), aff’d

sub nom, Minnesota Mining & Manufacturing Co. v. U.S, Int’l Trade Comm., 91 F.3d 171

(Fed. Cir. 1996). The test for claim coverage for the purposes of a domestic industry under
section 337 is the same as that for infringement. Certain Doxorubicin and Preparations
Containing Same, Inv. No. 337-TA-300, :nitial Determination at 22 (Oct. 22, 1990).
The administrative law judge has already construed the claims and found that the
existence of play is involved in the asserted claims of each of the 267, ‘907 and ‘410 patents.
Complainants rely on three producis to prove domestic industry for all of the asserted
patents. (Wennerth, Tr. at 449). The first is called Alloc Original; the second one is Alloc
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Home; and the third one is Lock-It, sold under three different brand names. (Wennerth, Tr.

at 449). Installation instructions for thesc products are provided with the products to the
consumer at the point of sale. (Wennerth, Tr. at 449). Alloc also distributes other
instructional materials for installation of its products. (Wennerth, Tr. at 455-57). Alloc makes
available to the end-user of its Alloc Hone mechanically-locking flooring system a video of its
recommended installation instructions. (Wennerth, Tr. at 455-57). This video, CPX-2,
visually demonstrates and audibly instrucis how to install the Alloc Home product using at
least three methods. (Wennerth, Tr. at 455-57).

CX-18 is a copy of Alloc's installution instructions found in packages of Alloc
products. (Wennerth, Tr. at 449-50; CX: 18). Pictﬁrles 1-5 of CX-18 describe the "angle slide
angle method" of installing Alloc boards, while pictures 9 and 10 of CX-18 describe the "angle
slide snap method" of installing Alloc boards. (Wennerth, Tr. at 454; CX-18 at 4). When
installing panels under a threshold or under a door, Alloc's installation instructions also allow
the panels are to be slid together on both ihe long and short sides. (Wennerth, Tr. 518; CX-18
at 5, 9 and 10).

CX-40 is a set of installation instructions for the Armstrong Swifi-Lock product,® taken
from the Armstrong website. (Limbert, Tr. at 825). The Alloc instructions direct the installer
to place the long edge of a board at an angle against the long edge of a board in the previous

row, and then press down and forward at the same time. (CX-17 at Step 6). The Alloc

% At closing arguments the parties admitted that the Alloc products are distributed by
Armstrong under the name Swift-Lock. (Tr. at 2524-26).
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instructions then direct that the installer next place the short side of the new board at an angle
to the short side of a previously positioned board and lay the new board into place. (CX-17 at
Step 7). The Alloc instructions next direct the installer to lift the board and the adjacent board
in the same row approximately 1 and 1/12 inch, and push the long side of the new panel into
the prior row. (CX-17 at Step 8).

In the first method shown on CX- 18, the Alloc instructions direct the installer to place
the long edge of a board at an angle agairst the long edge of a board in the previous row, and
then press down and forward at the same time. (CX-18 at Step 3). The Alloc instructions then
direct that the installer next place the short side of the new board at an angle to the short side
of a previously positioned board and lay the new board into place. (CX 18 at Step 4). The
Alloc instructions next direct the installer to lift the board and the adjacent board lying in the
same row approximately 30 millimeters and press the long side against the above row and then
put them down when the boards are tight against each other. (CX-18 at 4).

In an alternative method to the me:hod of installation shown by sieps 4 and 5 (and
figures 4-5), the Alloc instructions direct that an installer first push the long side of the board
at an angle against the previous row and then lay the new board into place. (CX-18 at Step 9).
The Alloc instructions then direct an installer to place the tapping block on top of the locking
mechanism of the short edge and lightly t:p the short edges together until the locking element
snaps into the locking groove. (CX-18 at Step 10). The Alloc instructions state that a board
can be easily removed or uninstalled by lifting that board and tapping along the joint. (CX-18
at Step 6).

The Alloc installation video, CPX-2, shows two methods of instailing the Alloc
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mechanically locking floor product. (CP3.-2). With the first method of installing the Alloc
Home product, the installation video, CPX-2, shows the following steps: (1) the installer
completes the first row by pressing down the short ends of the planks together; (2) to connect
the planks in the second row, the installer places the board at an angle against the previous row
and presses down and forward at the same time; (3) the installer then places the short side of
the new board and angles and lays it into place against the short side of the first board in the
second row; and (4) the installer then lifts the new board and also the first board approximately
1 and % inch and pressing the long sides against the first row, putting them down when the
boards are tight against each other. (CPX-2). The Alloc installation vidco also teaches the
method of installing the Alloc Home product by using a hammer and the Alloc tapping block.
In order to use this method, the installer (1) connects the longside of the planks first, (2) then
places the tapping block against short end, and (3) then gently taps the tapping block with a
hammer until the short ends of the planks are connected. (CPX-2).

None of the Alloc installation instructions mention or reference the concept of play
existing between the surfaces of the locking groove and the locking element of complainants’
products.

A, The ‘907 Patent

Complainants argued that their products practice all of the asserted claims of the ‘907
patent. In support of their contention that their products practice claim 1 of the ‘907 patent they
rely on the following testimony by Limbert:

Q Do you have an opinion as to whether or not the Alloc installation

instructions are covered by claim 1 of the '907 patent?
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A 1do.
Q And are they -- and please explain the basis.

A The installation instructions for the Alloc glueless laminate flooring product
are covered by the limitations in claim 1 of the '907 patent.

The reason for that is the same as for all these others, that they illustrate or talk
about both the first and second mutual positions and then they describe the
procedure of assembling the panels by the three steps of bringing, displacing
and angling,.

(Tr. at 782-83).

However, Limbert has asserted that the complainants’ products practice claim 1 of the
‘907 patent and need not have play as that term is defined in the ‘907 patent. Thus, he
testified:

JUDGE LUCKERN: Let me ask you just a little question about claim 1 of the

'907 patent. And I believe you may have already testified to that point

yesterday. But I don't want to take time to review the transcript, Doctor.

But if you look at claim 1 of the '907 patenf -- do you have that there in front
of you?

MR. O'BRIEN: CDX-1, for the rccord.
THE WITNESS: I have it.

JUDGE LUCKERN: And if you look at the item B,which is at column 10,
starts maybe line 64, you see B:

While maintaining said second mutual position between a new panel and the
second panel, displacing the new panel relative to the second pancl; do you see
that language?

THE WITNESS: Yes, I do.

JUDGE LUCKERN: Is it your opinion that someone of ordinary skill of the
art, reading this particular clause and looking at the specification, would come
to the conclusion that that displaceinent does not require play?
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THE WITNESS: I'm not sure if rcading that particular claim, that one would
come to that determination.

JUDGE LUCKERN: How about looking at the specification of the patent,
somebody of ordinary skill in the art looking at the specification that receives
this that precedes this claim?

THE WITNESS: Well, this patent is one of the two method pateuts.
JUDGE LUCKERN: Correct.
THE WITNESS: And not one dealing with the structure.

JUDGE LUCKERN: But in a method you have to require a particular
structure, you're making something by the method, aren't you? I'm not being
argumentative.

THE WITNESS: Yes, I think I understand.

JUDGE LUCKERN: There's a structure that you end up with and you use a
method, you perform all these steps and you end up with a structure, and my
point is in performing this step B while maintaining said such second mutual
position between the two panels and displacing the new panel relative to the
second panel, that one of ordinary skill in the art looking at this claim, looking
at the specification, would come to the conclusion that you don't need play to do
that?

THE WITNESS: I believe that is correct. One does not need play to perform
that operation. One needs to have a joint jn which the amount of force required
to displace the panels is not so_greut as to cause some damage or be undoable by
one who is installing the panels.

As we discussed yesterday, there are three places in the specification for these
patents where the -- where the word "play" is -- where the word "play” exists.
In two of those, it is preceded by the word "can," so that, to me, and | think to
anyone doesn't mean that it must exist. And one of those cans requires some --
involves some other work such as pressing the upper edges of the panels
together.

So I think that's certainly one indication that play is not required in order to
perform this displacing step of B in claim 1 of '907.
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I can also point out that with regard to the use of the term "can," that further in
a specification there is some description relating -- related to an underlayment,
that the design can include an underlayment with the panels. And there has
been no discussion of requiring underlayment with the panels in the methods of
instructions here. So that's dealing with the term "can" associated with "play."

I further note that there -- that what we really need to be able to do here is
displace the panels. And I would point to -- let me get the reference for you.
I'll refer you to column 4.

(Tr. at 783-85) (Emphasis added).

Based on the foregoing, the administrative law judge finds that Limbert’s testimony
provides no evidence to support a finding that complainants’ commercial products involve
play. Also complainants do not proffer any other eyidence that their products involve play, as
they rely solely on Limbert’s testimony ard the aforementioned instructions. Accordingly, the
administrative law judge finds that complainants have not met their burden of proof with
respect to claim 1 of the ‘907 patent.

Similarly, with respect to claims 2 and 3 of the ‘907, which are dependent on claim 1,
complainants rely solely on the instructiors and the excerpt of Limbert’s testimony cited
above. Accordingly, complainants have failed to have provided any evidence that their
products have play and therefore the administrative law judge finds that complainants have not
met their burden of proof with respect to claims 2 and 3 of the ‘907 patent.

B. The ‘267 Patent

Complainants argued that their products praéticed claims 19, 23 and 39 of the 267
patent. In support of this contention they again rely solely on the testimony of Limbert and the
aforementioned instructions. In particular. Limbert testified:

It is my opinion that the Armstron;; Swift-Lock laminate flooring installation
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instructions are covered by the liinitations in claim 19 of the ‘267 patent. The

basis for that is similar to that as described previously for the Uailin and Pergo

products.
(Tr. at 825).

In Limbert’s previous testimony concerning the Unilin and Pergo products and whether
they practiced claim 1 of the ‘267 patent. Limbert made no mention of play. (See FF 122).
Therefore Limbert’s testimony provides no evidence that complainants’ products have play,
and hence complainants have not met ther burden of proof with respect to claim 19 of the ‘267
patent. Complainants cite to no additional evidence in the record to support their claim that
their products practice claims 23 and 39 of the ‘267 patent, than what they cited to in relation
to claim 19. Accordingly, there is no evidence that their products involve play and therefore
complainants have not met their burden of proof with respect to claims 23 and 39 of the ‘267
patent.

C. The ‘410 Patent

Complainants asserted that their products meet all the required limitations of the
asserted claims for the ‘410 patent. In support of their assertion, complainants rely solely on
the following testimony by Limbert:

Q Now with respect to the Armstrong product and claimfs] 1, 26 and 39 of

the ‘410 patent, is the same - do you have an opinion as to whether that

product is covered by those claims?

A Yes, I believe that the Armstrong Swift-Lock product is covered by the
claim - by claim[s] 1, 20 ~ by the ~

1,26 and 397

A By 1, 26 and 39 of the ‘410 patent, yes.
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Q And is your opinion - _is the bases for your opinion regarding the
Armstrong product any dilferent than the bases for your opinions which

you’ve given just previously with respect to the Unilin product?

A Well, except that it’s based upon the Armstrong product as opposed to
the Unilin Uniclic product.

Q But you can find the same elements in the Armstrong product that you
testified to with respect to the Unilin product; is that correct?

A Yes.

(Tr. at 813) (Emphasis added).

In Limbert’s testimony concerning, why he believed that the Unilin product infringed
claims 1, 26 and 39 of the ‘410 patent, which is the reason why he testified the Armstrong
product practices the asserted claims, the existence of play in the Unilin joint was not one of
his bases for asserting that the Unilin product infringed. (See FF 123). Therefore, the sole
evidence relied upon by complainants for asserting that their products practice claims 1, 26 and
39 of the ‘410 provides no basis to support a finding that their product has a joint with play.
Furthermore, although complainants argucd that their products also practice claims 41 and 48
of the ‘410, they cite to no further evidence than the portion of Limbert’s testimony cited to in
connection with claims 1, 26, and 39 of the ‘410 patent. Accordingly, the administrative law
judge finds that complainants have not met their burden of proot of showing that their products
involve play, as required by the asserted claims of the ‘410 patent.

VIII. Prior Art

Patents are presumed valid. 35 U.S.C. § 282. That presumption remains with the
patent owner and can be overcome only by clear and convincing evidence. Hybritech Inc. v.
Monoclonal Antibodies, Inc., 802 F. 2d 1367, 1375 (Fed. Cir. 1986), cert. denied 480 U.S.
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947 (1987).

Respondent Akzenta has cited U.S. Patent No. 4,426,820 to Terbrack et al. (Terbrack),
Japanese Patent No. 3,169,967 to Hayashi et al. (Hayashi) and U.S. Parent No. 2,142,305 to
Davis (Davis) as the "most important relcvant prior art."” It argued that Terbrack anticipates
each of the asserted claims of the ‘907 patent; that Hayashi and Davis each anticipates each of
the asserted claims of the ‘410 patent; and that Terbrack in view of Hayashi and Terbrack in
view of Davis renders obvious to a person of ordinary skill in the art®® each of the asserted
claims of the ‘267 patent. (RAPost at 24 -47).

A. The ‘907 Patent

Terbrack, relied on by Akzenta for anticipating each of asserted claims 1, 2 and 3 of
the ‘907 patent, was one of the references cited by the Examiner. The Examiner allowed the
asserted claim over the prior art, which included Terbrack, because the prior art failed to teach
a method for laying and mechanically joining parallel rows of rectangular building panels
wherein when the panels are interlocked, so that they are mechanically locked in a first
direction that is at a right angle to the plane of the panels, and are mechanically locked in a
second direction that is at a right angle to the adjacent joint edges and to the first mechanically

locked direction, such that when the panels are interlocked they can still be displaced in a

direction adjacent the joint edges. (FF 101) (Emphasis added).

¥ The other respondents have joined in the submissions of Akzenta regarding prior art
(RUPost at 82, RPPost at 85, RRPost at 24-25).

*® A person of ordinary skill in the ar: would be a person who has, for example, a BS in
engineering or wood science or somebody who has at least three to four years of experience
working in a mechanical trade or designing joints. (Loferski, Tr. at 1252).
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Terbrack at col. 1 lines 39-66 under the subheading Summary Of The Invention, in
describing the embodiment having conventional tongue and groove connections in one
direction, expressly states that the connections in the other direction (i.e., the connections
illustrated in Figs. 2-5) prevent displacement. Thus it discloses (RX-31):

According to the present invention, this object is achieved in that
said panel includes, in the Y direction, means to form a groove
and tongue joint with an adljacent panel, that a connection or joint
preventing displacement is provided between adjacent panels in
the direction. The connection comprises a recess or groove
formed in the edge of one of the adjacent panels above which a
protruding nose or lug is provided which joins said recess
through an inclined face such that said recess defines a cavity
having the shape of a truncated wedge surface. Between said
recess and said panel edge there is provided a raised part the
upper edge of which extends in parallel with the panel surface
and which terminates in an inclined face in front of said recess.
The edge configuration of the adjacent panel is such that this
panel engages into the edge configuration of the first mentioned
panel in such a manner that, for example, the projection engages
into said recess of said first mentioned panel. This defines
between both panels a joint preventing displacement between both
panels. Furthermore, said edge has formed therein the X
direction, in front of the end face of said panel, a recess
approximately in the regior of the neutral zone of said panel. A
clip or clamp is adapted to be driven into said recess, which
clamp simultaneously engages into a carresponding or
complementary engages into a corresponding or complementary
recess of the laterally adjoining panels, so as to form a clamping
connection between the adjacent or adjoining panels in the X
direction.

(Emphasis added). The Terbrack patent specification states (RX-31, col. 2, Ins. 9-15) that:

The technical advance of the invention resides in the fact that
problems in the production of the panels, regarding their shape
and the connector means, are avoided, and that assembly of the
sports ground is extremely casy, while the panels are secured to
each other in such a manner that relative displacement cannot
occur.
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Hence, as seen from the above, Terbrack teaches away from any displacement which
involves play as the asserted claims have been construed.” Moreover respondent Akzenta does
not contest the validity of the asserted claims as they have been construed by the administrative
law judge. (Tr. at 2360). Thus Akzenta argued that only when the feature of play is removed
from the claims of the ‘907 patent is the asserted claims invalid over Terbrack. (RAPost at 34-
35; Tr. at 2360).

B. The ‘410 Patent

Respondent Akzenta argued that the ‘410 patent is drawn towards a particular joint
construction enabling the joining of floor panels mechanically and releasably and that every
feature of the asserted claims of the ‘410 patent is anticipated by each of Hayashi and Davis
(RAPost at 38). The claims in issue have been found to require play. Thus Akzenta does not
challenge the validity of the asserted claims. (Tr. at 2360).

C. The ‘267 Patent

Respondent Akzenta argued that each of the-asserted claims of the: ‘267 patent is
obvious in view of Terbrack in combination with either Hayashi or Davis and that although
both the Terbrack and Hayashi references were before the Examiner during the examination of
those patents, such examination was carried out on inventions that required play; and that
"removing play from the claims of the ‘267 patent removes the sole feature that distinguished

the invention, and thus renders the asserted claims obvious and invalid." (RAPost at 43). The

% Construction of a claim must be the same in determinipg both validity and infringement.
Medtronic, Inc. v. Cardiac Pacemakers, Inc., 721 F.2d 1563, 1583 (Fed. Cir. 1983).
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asserted claims in issue have been found to involve‘pl‘ay and Akzenta doc¢s not challenge the
validity of those claims. (Tr. at 2360).
IX. Patent Misuse

Roysol argued that complainants have misused the patents in issue: and hence lost their
rights to "defend their patents” (RRPost at 35). However the administrative law judge finds
that Roysol has failed to meet its burden in establishing bad faith, or and an expansion of the
scope of the protection afforded by the patents in issue and an anticompetitive effect on the
market for glueless laminated flooring products.

Patent misuse is an equitable defense to an accusation of patent infringement, the
successful assertion of which "requires that the alleged infringer show that the patentee has
impermissibly broadened the ‘physical or temporal’ scope of the patent grant with

anticompetitive effect.” Windsurfing Int’], Inc. v. AME, Inc,, 782 F.2d 995. 1001, 228

U.S.P.Q. 562, 566 (Fed. Cir. 1986) (quoting Blonder-Tounge Lab.. Inc. v. Univ. of Ill.
Found., 402 U.S. 313, 342 (1971)). The concept of patent misuse arose to restrain practices
that do not violate existing substantive law, but "dr[a]w anticompetitive strength from the
“patent right," and are thus contrary to public policy. Mallinckrodt, Inc. v Medipart, Inc., 976
F.2d 700, 704 (Fed. Cir. 1992). In essence, the doctrine of patent misuse has been confined to
situations in which the patentee is attempting to extend the patent grant beyond its limits as
provided in the patent statute. However, a party’s assertion of its patent rights is accorded a
presumption of good faith, and this presumption is only overcome if the party asserting that
such activity constitutes patent misuse presents sufficient evidence of bad faith. C.R. Bard,
157 F.3d at 1369.
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There are situations in which the activities of a patentee or patent owner have been
found to constitute per se patent misuse, such as price-fixing and tying restrictions associated
with patented inventions or licensing of patents. See. e.g.. Morton Salt Co. v.Suppiger, 314
U.S. 488, 491 (1942) (holding that the tying arrangement where a licensc under the patent for
salt container is conditioned on the purchase of salt from the patentee, which is a separate
staple good in commerce, is per e illegal); Motion Picture Patents Co. v, Universal Film Mfg.
Co., 243 U.S. 502 (1917) (holding that license notice that was attached to patented movie
projectors which stated that purchaser of projector had right to use the machine only with
photographic film leased from the patentec is illegal tie-in subject to per se analysis); Straus v.

Victor Talking Mach, Co., 243 U.S. 490 (1917) (stating that attachment of notice to patented

phonographic machines requiring a minimum transfer price is per se¢ illegal); Bauer & Cie. v.
O’Donnell, 229 U.S. 1 (1913) (holding that sale of patented product with notice stating that
product is licensed, but with restriction that it cannot be sold by licensee at less than a dollar is
price-fixing restriction subject to per se analysis).

However, if an activity is not patent misuse per se, it must then be determined whether

the activity is excluded from misuse analysis under 35 U.S.C. § 271(d) {1994).* This

“ 35 U.S.C. § 271 (d) reads in part:

No patent owner otherwise entitled to relief for infringement or contributory
infringement of a patent shall be denied relief or deemed guilty of misuse of
illegal extension of patent right by reason of his having done one or more of the
following . . .

(3) sought to enforce his patent rights against infringement or contributory
infringement . . . .
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statutory section provides that there are czrtain activities of a patentee that do not constitute
misuse. Finally, if the activity in question does nof fall under § 271(d) and is not patent
misuse per se analysis, then a court must determine whether the activity "is reasonably within
the patent grant, i.e., that it relates to subject matter within the scope of the patent claims."
Virginia Panel Corp. v. MAC Papel Cory:., 133 F.3d 860, 869 (Fed. Cir. 1997) (quoting
Mallinckrodt, 976 F.2d at 708). If the activity of the patent owner or patentee has the effect of
broadening the scope of the patent claims. and does so with an anticompetitive effect, then that
activity must be analyzed under the "rule of reason." Virginia Panel, 133 F.3d at 869. Under
the rule of reason analysis, "the finder of fact must decide whether the questioned practice
imposes an unreasonable restraint on competition, taking into account a variety of factors,
including specific information about the rclevant business, its condition before and after the
restraint was imposed, and the restraint’s history, nature, and effect.”" State Oil Co. v. Kahn,
522 U.S. 3 (1997), cited in Virginia Pane!, 133 F.3d at 869.

Roysol argued that complainants misused their patent rights. Misuse occurs when the
patentee uses their patents to obtain a bencfit more extensive in scope than that granted by the
PTO. See Mallinckrodt, 976 F.2d at 704. Roysol has admitted that the alleged activities
forming to basis for its misuse defense do not fit within any of the categories of anticompetitive
activities that require a per se analysis, (Tr. at 2534), and therefore the activities that Roysol
alleges to constitute patent misuse are to be analyzed under the rule of reason.

Roysol asserted that Norwegian Wood was shut down as a direct result of
complainants’ threats, that there were threats made against others in the laminate flooring
business that caused them to abandon the laminate flooring business, and argued implicitly that
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this loss of competition has increased the scope of subject matter protection atforded

complainants under their patents. The administrative law judge however finds no indication
from the record that complainants’ attempts to pursue potential infringers has resulted in an
unlawful increase in the scope of protection afforded under complainants’ patents.

Under the rule of reason analysis, a good faith belief that complainants’ patents are
being infringed "violates no protected right when it so notifies infringers." Virginia Panel,
133 F.3d at 869. A patentee must be ablc to assert its rights against parries that it believes are
infringing its patents without being subject to patent misuse claims. Roysol argued that
complainants contacted Norwegian Wood and issued threats and warnings for the purpose of
forcing it out of the entire laminate flooring regardless of the method of installation used by
Norwegian Wood and whether the method was covered under any of the patents owned by
complainants. (RFF 12.1, 12.5, 12.6, 12.7). The administrative law judge finds that there is
no evidence of bad faith in complainants’ actions in relation to Norwegian Wood or sufficient
evidence of an attempt to force it out of the entire market or to keep it from entering the
market. Rather he finds that the record indicates that complainants placed Roysol and
Norwegian Wood on notice as to the existence of complainants’ U.S. patents and
complainants’ belief that Norwegian Wood’s distribution activities infrinzed one or more of
those patents. (JX-23 at 255). Likewise, the record does not indicate that complainants "took
the position with Norwegian Wood that the limited number of U.S. patents owned by
complainants prevented any other company from selling glueless laminate flooring". The fact
that complainants were aware that U.S. customers and potential customesrs were looking for
alternative laminate flooring products (RX-4012; RFF 12.3) is irrelevant for the purpose of
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this patent misuse inquiry because this fact does not help establish bad faith, expansion of the
scope of complainants’ patent protection, or mticorhpetitive effect in the relevant market.
Roysol relied heavily on a letter written by{
} (RX-4012) to support its allegation that

complainants attempted to restrain competition in bad faith. The letter stated:

{

}

The administrative law judge finds no language in RX-4012 to support Roysol’s assertions

{

}

To the contrary he finds that the letier does not indicate that complainants have done anything
which goes beyond normal steps that a party takes to enforce its patent rights. Also, the
{

} when read in context of the entire
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record, is found not to evidence bad faith, or anticompetitive activities on the part of
complainants, but rather is a request that Norwegian Wood announce that they have switched
to Norske Skog Flooring products. (RX-4061). Roysol alleged that Pervan threatened to bring
"vastly superior economic force" against Norwegian Wood to make it abandon the entire
market. (RFF 12.11, 12.15). However, he administrative law judge finds that the discussion
by Pervan of Norwegian Wood’s legal options and the potential costs of those options (RX-
4055; RX-4061; JX-23 at 242) and a{

} are permissible activities by complainants who suspected that Norwegian Wood was
infringing complainants’ U.S. patents. See Yirginia Panel, 133 F.3d at 869.

Roysol cited Kobe, Inc. v. Dempsey Pump Co., 198 F.2d 416, 421 (10" Cir.), cert.

denied, 344 U.S. 837 (1952) (Kabe) in support of its position that complainants have attempted

to expand the scope of protection provided under their patents in bad faith. In Kobe the

plaintiff told the defendant that no one could build a pump without infringing at least one of a
pool of patents owned by the plaintiff, even though the plaintiff knew that the defendant’s
pump outperformed its own, cost less, and would be competitive against its own pump. Here,
the administrative law judge finds no indication that complainants told Norwegian Wood that it
was infringing, knowing that the accused product distributed by Norwegian Wood was a better
or noninfringing product.

Roysol, to demonstrate the anticompetitive effect necessary to satisfy the rule of reason
analysis, argued that "[t]here is evidence of anti-competitive motivation for the over assertion
of the limited rights . . . Darko Pervan’s announced concern was to prevent potential price
competition from Roysol." (RPost at 32). A letter sent to Bogaard (Co-CEO of Norwegian
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Wood) on October 6, 1999 from Otto von Ubisch (of Norske Skog Flooring), however, stated
that Otto had advised Norwegian Wood not to enter the field of laminate flooring due to the

extensive patent position of complainants. (RX-4044). The lettcr went on to cite the ‘621 and

‘267 patent, which Ubisch believed were infringed by Norwegian Wood’s distribution
activities in the United States. (RX-4044).

Additionally, the testimony of Bogaard and the letters sent to Norwegian Wood
demonstrate that there is a language conversion problem which cautions against taking "get out
of the field" as a literal anticompetitive threat or anything more than an attempt to permissibly
assert the patent rights in good faith. (JX- 23 at 277, 11.3-24). In addition, Bogaard testified
that "he [von Ubisch] basically implied thiit you should stop all sale of self-locking glueless
laminate flooring because all of the systems that existed supposedly infringe the patent." (JX-
23 at 255).

Roysol alleged that Norwegian Wood’s contract with Roysol was terminated because of
the warnings issued by complainants. However, the administrative law judge finds that the
testimony of Bogaard indicates that Roysol terminated its relationship with Norwegian Wood

because Norwegian Wood did not fulfill the volume requirement under the distributorship

agreement. (JX-23 at 41). Furthermore, Norwegian Wood is still in the business of
distributing flooring products, just not "mechanically locking" flooring products. (JX-23 at
40). Also, when Bogaard was asked whether Norwegian Wood was "precluded” from
distributing mechanical flooring products, Bogaard did not respond that Norwegian Wood had
been kept out of that market by some affirmative action on the part of complainants, but that
Norwegian Wood no longer had a contract with Roysol because Roysol terminated it. (JX-23
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at 40-41). Additionally, Bogaard stated that, "We were thrown out of our only customer due
to issues we have discussed today. And without a customer ... you have to stop." (JX-23 at
285). Further, the administrative law judge finds that Menards (Norwegian Wood’s only
customer), terminated its distribution contract with Norwegian Wood and Roysol as a result of
threats about patent infringement, not as a result of any anticompetitive behavior by
complainants. (JX-23 at 200-04).*' Accordingly, Roysol has not satisfied its burden of
demonstrating the anticompetitive gffect of complainants’ activities. See Virginia Panel, 133
F.3d at 869 (stating that if the activity of the patent' owner or patentee has the effect of
broadening the scope of the patent claims, and does so with an anticompctitive effect, then that
activity constitutes patent misuse).

Roysol, relying on RX-4010, RX-4021 and RX-4036, asserted that the activities of
complainants were based on their desire tc restrict price competition in the laminate flooring
market. The administrative law judge finds that the cited documents do not support this
argument. RX-4021 is an indication by complainants that "judges"” may find that Unilin does
not infringe complainants’ patents. The administrative law judge finds that RX-4010 and RX-
4036 merely pertain to complainants’ view of activities of competitors as cheapening the
overall perception of laminate flooring products.

X. Remedy

Based on the record the administrative law judge has found no violation of section 337

4 Regarding the alleged anticompetitive effect, the administrative law judge notes that in a
recent 12 month period the approximate value of Pergo’s imports of accused products was
{ } See XI Bonding infra.
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by any of the respondents. Hence he is not recommending any remedy. Assuming the
Commission should determine that there is a violation of section 337, the Commission "shall
direct that the articles concerned . . . be excluded from entry into the United States," unless
public interest factors specified within the statute afe considered to counsel against it. 19
U.S.C. § 1337(d).** Under the statute the Commission has the authority to issue an exclusion
order, a cease and desist order, or both. 19 U.S.C. § 1337(d) and (f).

Complainants argued that that the Commission should issue a limited exclusion order
barring entry of any infringing products, including the instructions of respondents Unilin,
BHK, Meister-Leisten, Pergo, Akzenta, and Roysol or any of their affliated companies,
parents, subsidiaries, contractors, or other related business entities, or their successor or
assigns and further should issue a cease and desist order prohibiting respondents’ continued
and contemplated activities in the United States relating to their infringing products. (CPost at
110).

Complainants also argued that any exclusion order must cover Unilin’s alleged
infringing Uniclic products, including infringing instructions, and not be specifically limited to
the products as they have been named in this investigation; and that as Unilin licenses its
infringing products to BHK, Meister-Leisien, and Pergo, an exclusion order applicable to
Unilin would necessarily cover each of those other alleged infringing respondent licensees of
the Uniclic tcchﬁology. (CPost at 111-112).

Complainants, referring specifically to respondent Akzenta, argued that the exclusion

“ The issue of public interest concerns is reserved for the Commission. See Commission
rules 210.42 and 210.50.
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order should cover all infringing products of Akzenta and Classen, which is related to
Akzenta. Moreover, it was argued that the products should not be limited to the products as
they have been named in the investigation. (CPost at 112-114).

Complainants, referring specifically to Roysol, argued that it is the intent of Roysol to
resume importation and/or sales of the accused Snap Floor product or another product under a
different name in the United States in the months following the section 337 administrative
hearing and that the exclusion order should encompass all Roysol products incorporating the
patented technology at issue. (CPost at 114).

Complainants, in addition, argued that any effective remedy must include a cease and
desist order prohibiting respondents or ary of their affiliates from importing, renaming,
selling, advertising, distributing, marketing, transferring, or offering for sale respondents’
accused products inside the United States or outside the United States for sale in the United
States, (CPost at 115-116).

Respondent Unilin argued that if the Commission determines that Uniiin does violate
section 337, complainants would not be entitled to relief because of their continuing
infringement of Unilin’s patents.*” Morecver it was argued that should the Commission
determine to issue a cease and desist order to the Unilin respondents, the terms of any such
order should clearly differentiate between domestic and foreign made Unilin products.

(RUPost at 82-83, 85).

“  Any alleged infringement of a Unil:n patent, such as U.S. Patent No. 6,006,486, was
not in issue in this investigation.
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Akzenta argued that the limited exclusion order and cease and desist order proposed by
complainants is overly broad. (ARe at 61). Roysol argued that no cease and desist order is
warranted against Roysol as complainants failed to _eStablish't]mt Roysol maintains a
commercially significant inventory in the United States and that any limited exclusion order
should be an order which instructs the U.S. Customs Service to exclude from entry all articles
which infringe the involved property right and that originate from a company that was a party
to the Commission investigation. (RRe at 36-37). Pergo argued that complainants have
overstated the relief warranted. (PRe at 60-61).

The staff argued that if a violation of section 337 is found, the appropriate remedy is a
limited exclusion order prohibiting the entry of each of respondents’ flooring panels that
infringe the claims of the patents upon which the finding of violation is based. It argued that
cease and desist orders are warranted primarily when a respondent maintains a commercially
significant inventory of the accused products in the United States and that the evidence
indicates that at least some of the domestic respondents (Unilin and BHK) maintain a
significant inventory of accused flooring panels in the United States. Accordingly, if a
violation by any of those domestic respondents is found, a cease and desist order would be
appropriate as to those respondents.

The administrative law judge has found that there has been importation by each of the
respondents of the accused flooring panels. However, he has found no violation of section 337
by said respondents and hence he is not recommending any reinedy. Should the Commission
find a violation, it is recommended that at most a limited exclusion order issue which prohibits
entry of flooring panels of each of the respondents and their affiliates which the Commission
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determines to infringe any of the claims in issue of the asserted patents.

As to any cease and desist order, as of November 30, 2000, BHK of America had in
inventory{ } worth of Uniclic product (CX-1332). Classen US, which is affiliated
with Akzenta (FF 65, 66, 67), maintains an inventory in the United States of its mechanically
locking flooring products. (CX-852; CX-886). Hence, should the Commission determine
there is a violation of section 337 by BHK of America and Akzenta, the administrative law
judge recommends a cease and desist order issue against BHK of America and Classen US.
XI. Bonding

Section 337 provides that the bond during the Presidential review period should be set
at an amount "sufficient to protect the complainant from any injury” 19 U.S.C. 1337()(3).
Based on the record the administrative law judge has found no violation of section 337 by any
of the respondents. Hence he is not recommending any bond. Assuming the Commission
determines that a violation of section 337 has occurred complainants argued that the
Commission routinely sets bonds at 100 percent and has set them as high as 460 percent of
entered value and that a bond at 100 percent of the entered value of the alleged infringing
flooring panels should be set. (CPost at 116).

Respondent Unilin argued that the Commission has determined that a reasonable royalty
rate is an appropriate measure to estimate the amount of bond necessary to offset any
competitive advantage resulting from the unfair method of competition or unfair acts enjoyed
by persons benefitting from the importation. Accordingly it argued that :he bond should not
exceed{ } of imported product, which is the{

} (RUPost at 86). Akzenta argued that an
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appropriate bond, if necessary, is the{

} (ARe at 62). Roysol argued that it currently
has no distributor and therefore the likelihood of injury to the complainarts from sales of Snap
Floor in the United States is negligible. Hence, Roysol argued that the Commission should set
no bond for Roysol. (RRe at 37).

The staff argued that given the number of respondents, the wide range of products
involved in this investigation and their disparate prices, the most appropriate bond is 100
percent of entered value. (SPost at 39).

Respondents are in the U.S. market. Thus the quantity of Pergo's imports of the
accused Presto product was approximately{ } in the 12-month period ending
December 31, 2000. The approximate value of those imports, in terms cf their cost to Pergo,
was{ } in the same period. (Pergo Resp. to Complaint, Additional Information
Required by Rule 210.13(B), at {1 1, p. 16). Also, Pergo’s records available as of
approximately February 2001 indicate thar Pergo héd sold{ } worth of Presto

product in the United States. (CX-2015 a1 25). Moreover royalty rates have{

} In view of the large amount of accused products being importec into the United States
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and the fluctuation in royalty rates, should the Commission determine that there is a violation
of section 337, the administrative law judge recommends a bonding of 100 percent of the

entered value.
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XII.  Additional Findings

A. The Parties

1. Complainant Berry Finance N.V. (Berry) is a Belgian corporation with its
principal place of business in Qostrozebeke, Belgium. (CX-300 at p. 3).

2. Berry is a holding company with many different subsidiaries in Belgium and
France that make up the Berry Group, which includes complainant Alloc. Inc. (Alloc). (JX-
51C, De Smet, Tr. at 7-14). Alloc is a Declaware corporation with its principle place of

business in Racine, Wisconsin. (Wemerth Tr. at 446-447).

3. Hans De Smet is the managing director of the Berry Group. (JX-51, De Smet,
Tr. at 7).
4, Complainant Vilinge Aluminum AF (Vilinge) is a Swedish Corporation,

headquartered at Kyrograndenl, S-26040, Viken, Sweden. (CX-300 at 3).

5. The Berry Group has an exclusive license for the Vélinge patents. (JX-51, De
Smet, Tr. at 30; RX-266; RX-1463).

6. RX-1463, the license agreement between Berry and Vilinge, grants a license to
Berry to make, use, and sell the products solely in association with the manufacture, sale use,
promotion or distribution of laminate or wood flooring. (RX-1463 at 1-3; RX-266 at 1-3).

7. Tony Pervan of Stockholm_ Sweden is a part owner and actually owns 25
percent of Vilinge. (Pervan, Tr. at 222, 223, 279).

8. Vilinge was formed to finance the Flooring 2000 project. (Pervan, Tr. at 255).

9. As an employee of Vilinge, Tony Pervan's duties include providing engineering
expertise and technical support to the company's licensees. (Pervan, Tr. at 223, 271-272).
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10.  Tony Pervan assigned the rights of Swedish patent applicarion SE 9301595 to
Vilinge on December 26, 1993. (T. Pervan, Tr. at 254- 255; CX-11).

11, Respondent Unilin Décor N.V. (Unilin) is a Belgium corporation with its
principal place of business at Ooigenstraat 3, B-8710, Wielsbeke, Belgium. (Unilin Response
to Complaint at 3, §3.1).

12.  Unilin is in the business of designing, manufacturing and selling flooring
products including laminate flooring. (Unilin Response to Complaint at 3, § 3.1).

13.  Unilin manufactures its finished flooring products in Belgium in one large plant
and one small plant. (Thiers, Tr. at 1433).

14.  Unilin manufactures its Uniclic product in Wielsbeke, Belgium. (JX-14,
Huyghe, Tr. at 35; Thiers, Tr. at 1432).

15.  Unilin does not deny that Quick-Step Uniclic and Modern: product have been
imported into the United States or sold in the United States. (CX-1558 at 6-7, and 9; Kamp,
Tr. at 1780).

16.  Frans De Cock and Bernard Thiers are co-managing directors of Unilin.
(Thiers, Tr. at 1480).

17. In 1996, Bernard Thiers wiis in cllarge of product development. (Thiers, Tr. at
p. 1480).

18.  Piet Huyghe is the Export Director for North America at Unilin. (JX-14,
Huyghe, Tr. at 6).

19.  The purpose of Quick-Step Flooring is to sell Quick-Step Uniclic product
manufactured by Unilin in the United States. (JX-15, De Cock, Tr. at 53, Thiers, Tr. at
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1432).

20.  Unilin has signed a letter of intent to acquire a small company in the United
States. (Thiers, Tr. at 1433-1434; CX-1£83 at U13013-14).

21.  Unilin intends to manufacture product incorporating its Uniclic joint at the
newly acquired manufacturing facility in the United States. (Thiers, Tr. at 1434).

22.  Unilin expects to begin manufacturing Quick-Step Uniclic product in the United
States as soon as the newly acquired plant is tooled to make the Uniclic profile, which will be

shortly after the acquisition is complete. [Thiers, Tr. at 1434).

{

25.  Respondent BHK of America (BHK) is a New Jersey corporation with its
principal place of business in 11 Bond Street, Central Valley, New York. BHK also has
offices in South Boston. (Kamp, Tr. at 1779; JX-9, Kamp, Tr. at 10; CX-1400 at 5-6).

26. BHK is a subsidiary of BHK Germany. (Kamp, Tr. at 1782). {

}

27.  BHK's manufacturing plant for furniture components is located in South Boston.
(JX-9, Kamp, Tr. at 15).

28.  Reiner Kamp is employed by BHK of America as its president. {

}
29.  BHK admits that it imports Quick-Step Uniclic products into the United States.
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(CX-1400 at 15).

30. Respondent Meister-Leisten is in the business of manufacruring and selling
laminate, veneer and cork floors. (JX-8, Schindler, Tr. at 24).

31.  Meister-Leisten is organized as a GmbH. There are three positions within the
first level of hierarchy: head of sales and marketing, head of operation and head of
administration. (JX-8 at 20).

32.  Meister-Leisten's main office is located in Ruthen/Mieste, Germany. (JX-8 at
23-24).

33.  Meister-Leisten's manufacturing facility is located in Ruthen/Mieste, Germany.
(JX-8 at 24).

34.  Ludger Schindler is presently the head of sales and marketing at
Meister-Leisten. As head of sales and marketing, Schindler is responsible for the organization
of the company's distribution force and has personal responsibility for the entire distribution

force including field force and marketing control. (JX-8 at 5-6).

{
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38.  The current license agreement between Meister-Leisten and Unilin, like the
agreement which preceded it, contemplates and acknowledges Meister-Leisten's ability to
change or improve the design, manufacture or use bf the product. (CX-1576 at 10-11; CX-
1129 at 10-11).

39.  Perstorp AB is headquartered in Perstorp, Sweden. Pergo AB is headquartered
in Trelleborg, Sweden. (JX-20 at 17).

40. Respondent Pergo, Inc. (Pergo) is a wholly-owned subsidiary of Pergo AB.
(IJX-20 at 5, 6).

41.  Pergo is located in Raleigh North Carolina. and maintains a manufacturing
facility in Garner, North Carolina. It is in the business of marketing and manufacturing,
selling, laminate flooring products and accessories. (Von Kantzow, Tr. at 1159).

42.  Pergo owns the laminate production facility in Garner, North Carolina. (JX-20

at 20).
{
}

44, Lars Johann Gustaf Von Kantzow is the President and CEO of Pergo, Inc. (Von

Kantzow, Tr. at 1158).

{

46.  Annette Lidman has been employed by Pergo AB{
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47.  Lidman is currently employed by Pergo AB as its "Chief Financial Officer."
(JX-20 at 12).

48.  Oliver Stanchfield has been employed by Pergo since December, 1994,
Stanchfield was initially employed at Pergo as a "technical advisor." As a technical advisor,
Stanchfield's duties were to train sales people and installers on the product, knowledge and
installation skills of Pergo flooring. (JX-21 at 5, 15, 17).

49.  Stanchfield is the Pergo employee most knowledgeable about the instructions for
installing Pergo's Presto product. (CX-2015).

50. Todd Mackenzie has been the Manager of Installation Services at Pergo since
May, 2000. (JX-19 at 5). Mackenzie's job duties include managing { } Pergo installation
training schools in North America. Pergo teaches the proper installation methods for Pergo
Presto to professional installers at the Peryo training schools. Mackenzic also teaches the
recommended installation procedure for Pergo Presto at the Pergo installation training schools.
(IX-19 at 8-9).

51.  Giana Noonan is employed by Pergo as the Manager of Interactive Marketing.
As Manager of Interactive Marketing, she is involved in anything that relates to business with
consumers, but her primary function is the website. (JX-16 at 8, 11).

52.  Ms. Hunneman helps in the design of point of sale materizls for Pergo. (JX-17
at 8-10).

53.  Point of sale information is the written information the consumer sees. (JX-17
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at 10).

54. Respondent Akzenta Panee! + Profile GmbH (Akzenta) is a German corporation
with its principal place of business in Kaicrsech, Germany. (Akzenta Response To Complaint
93.5).

55.  Classen is the parent compuny of Akzenta and Akzenta produces and distributes
products on behalf of Classen. (JX-2 at 14).

56.  Akzenta produces, packages and ships glueless mechanically locking laminate
flooring products that are destined for the United States. (JX-2 at 16).

57.  Akzenta U.S.A. LLC is now called Classen USA LLC. (JX-2 at 89).

58.  Eisermann is a Managing Director for development, research and production at
Akzenta. (JX-3 at 6, 7).

59. Eisermann is familiar with the specifications and manufacturing tolerances for
Akzenta's milling machinery. (JX-3 at 21-22).

60.  Elbracht is managing director, sales and marketing for Akzenta Wiparquet.
(IX-2 at 9).

61.  David Colmer is technical manager of Classen USA, LLC. (JX-1 at 10; JX-2 at
89).

62.  Akzenta is located at Werncr-von-Siemens-Strafle 18-20, 56759 Kaisersesch,
Germany. (CX-1000 at 5).

63.  Akzenta is also known under the names "Classen” and "Wiparquet.” (CX-1000
at 5).

64.  The Akzenta Quick Lock products are no longer imported for sale or
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distribution in the United States. (RX-3024; JX-6 at 27-28, 43, 80-81).

65.  Akzenta's distribution in the United States is administered by Classen USA.
(RX-3033).

66.  Classen is a supplier of flooring in Germany. (CX-948 at 25).

67.  Akzenta and Classen International are subsidiaries of Classen. (CX-948 at 25).

68.  Respondent Roysol is a French Societe Anonyme, formed May 1, 1997, but in
existence since 1995. (JX-24 at 12). Valcrie Roy is the Chairman and Chief Executive Officer
of Roysol, and has held that position since the founding of Roysol in 1957. (JX-24 at 14).
Valerie Roy reports directly to the Chief Iixecutive Officer of the Roy Group, her father, Alain
Roy. (JX-24 at 14-15).

69.  Roysol is located at 86, Ruc du Faubourg St-Martin, 89600, Saint —Florentin,
France. Roysol was incorporated May 5, 1997 in Saint-Floreutin France. (CX-447, Response
to Commission Staff Interrogatory No. 1(h)-(c), at 2, (NW 00362)).

70.  Roy Floor was formed in 1999. Valerie Roy is the sole officer of Roy Floor.
(JX-24 at 13).

71.  Valerie Roy appeared for deposition as the corporate representative of Roysol
and in her individual capacity. (JX-24 at 7, 9).

72.  During the period in which the accused Roysol product was imported into the
United States, Borge Bogaard was the Co-Chief Executive Officer of Norwegian Wood, of
Portsmouth, New Hampshire. (JX-23 at 21, 22, 219).

73.  Norwegian Wood was the exclusive distributor of the accused Roysol SnapFloor
product in the United States. Norwegian Wood distributed the accused Roysol SnapFloor
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product pursuant to an exclusive distributorship contract with Roysol from January 1999 until
the exclusive distributorship contract was terminated by Roysol in February 2001. (JX-23 at
30, 32; CX-402).

74.  Roysol began production of the accused SnapFloor product in 1999. (CX-447,
Response to Commission Staff Interrogatory No. 6(c), at 6, (NW 00366)).

75.  The U.S. Harmonized Tarif Schedule number under which the accused
SnapFloor product is imported into the United States is 4418-3099. (CX-447, Response to
Commission Staff Interrogatory No. 7(c), at 7, (NW 00367)). The Roysol Snap-Floor product
was manufactured by Roysol in France and imported into the United States by Norwegian
Wood. (CX-447).

B. The Swedish Application SIZ9301595

76.  The patents in issue all claim priority to an original Swedish application, SE
9301595, filed on May 10, 1993 in Sweden. (RX-1, RX-2, RX-3, RX-1359). It shows the
only drawing of a non-play joint. (RX-1359, FIG. 4, Pervan, Tr. at 353).

77.  The original Swedish application, SE 9301595, does not discuss play at all.
(RX-1359, T. Pervan, Tr. at 303-304, Loferski, Tr. at 1332).

C. The PCT Application

78.  On April 29, 1994 Tony Pervan filed PCT application No. PCT/SE94/00386
(RX-348), now abandoned, which claimed priority to original Swedish application SE
9301595. The specification to the PCT application is common to all three of the patents in
issue. (JX-54, D. Pervan, Tr. at 88, RX-348, RX-1, RX-2, RX-3).

79.  There are differences between original Swedish application SE 9301595 and
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PCT application No. PCT/SE94/00386. I‘or example, the PCT application does not mention

the double-sided tape inventions described and claimed in the original Swedish application

(RX-348, T. Pervan, Tr. at 351, Loferski. Tr. at 1332-1334). Also the no play drawing found

in Swedish Application SE 9301595 was excluded from the PCT application. (RX-348,

Pervan, Tr. at 353, 354, 361).

80.

In an "International Preliminary Examining Report" dated March 27, 1995, with

respect to the claims 1-19 that were submitted in the PCT application it was stated (RX-361):

The present invention related to a system for providing a joint along adjacent
joint edges of two building panels, especially floor panels.

The object of the invention is to provide a sYstem for joining together panels for
hard, floating floors, which allows using panels of a smaller overall thickness
than present-day floor panels and where glue is not required.

According to the invention a first mechanical connection locks the joint edges
(3, 4) of two panels to each other in a first direction (D1) at right angles to the
principal plane of the panels. A strip (6) is intégrated with one joint edge (3) and
has an upwardly protruding locking element (8) engaging a locking groove (14)
in the rear side of the other joint edge (4) to form a second mechzanical
connection locking the panels in a second direction (D2) parallel to the principal
plane of the panels.

WO 9313280 describes a device for joining floor boards comprising a plate
shaped body (1) with legs (2, 3 ) adapted to engage a longitudinal groove (14,
15) in each of the adjoining floor boards. WO 9313280 was published prior to
the international filing date but later than the priority date claimed.

US, A, 3 538 665 describes a joint between floor panels where a strip is inserted
in recesses (7) cut along the sides of the panels. The strip is fixed to the panels
by adhesive.

FR, 1 293 043 describes a connection between floor boards.

DE, 2 616 077 describes a connecting web for parquet floor panels.

However, none of the cited documents describe a system where a play exists
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between the locking groove (14) and the locking element (8), where the
connection allows mutual displaceiment of the panels in the direction of the joint
edges and where the connection is so conceived as to allow the locking element
to leave the groove (14) if the groove panel (2) is turned about its joint edge
angularly away from the strip.

The device claimed is therefore novel. It can also be considered 10 involve an
inventive step and to have industrial applicability.

81.  In a submission dated June 26, 1997 to the European Patent Office, the
applicant’s representative stated (RX-1351):

It is hereby confirmed that the claim feature relating to the mutua! displacement
of the panels in the direction of the joint edges is an intended limitation. This is
an essential feature of the invention representing an important functional
difference between prior-art panel connections using glue or spring clips.
Contrary to the present invention, these two conventional connection types do
not allow for any mutual displacement of the panels in the direction of the joint
edges.

The mutual displacement of the panels in the direction of the joint edges is
essential, because it makes it possible to mechanically connect not only e.g. the
only edges of the panels, but also the short edges. Thus, as described in the
application, when a new panel is to be connected, this is essentially performed
in a two-step operation. The first step consists of connecting the new panel at
its long edge to the long edge of ar adjacent panel already assembled on the
floor in a neighbouring row. As illustrated in the drawings, this first step can
be performed by first positioning the new panel adjacent to the panel on the
floor, while holding the new pane inclined upwards. Then, the ncw panel is
turned downwards into contact with the floor. The first step of the two-step
operation is then completed. The second step of the operation consists of
mechanically connecting one end edge of the new panel with an adjacent end
edge of a previously laid panel in the same row. This is done by displacing the
new panel along its long edge, in rclation to the adjacent panel in the
neighbouring row. Thereby, the two end edges can be brought together and be
mechanically connected to each other as disclosed in the application.
Accordingly, the mutual displacement of the panels in the direction of the joint
edge is an essential feature of the invention and makes it possible to perform the
above second step of the assembly operation.

However the limitation in the preceding paragraph of claim 1 - that the panels,
when joined together, can occupy 8 relative position in said second direction
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where a play exists between the locking groove and the focking surface of the
locking element - was introduced into claim 1 mainly in order to distinguish the
invention from prior-art spring clips, where the spring clips are biased towards
the panel material in groove provided in the lower side of the panels. The
prosecution of the present application clearly indicating that the combination of
the remaining features in claim 1 is both novel and inventive over the prior art,
it is hereby requested, as a primary request, that the application be granted
based on the enclosed new claims 1-20 with the heading "New claims - primary
request”. Claim 1 according to the primary request does not comprise the above
limitation regarding the play. It is submitted that this amendment does not
contravene Article 123(2) EPC.

As a secondary request, in case the claims according to the primary request
cannot be granted, the claims should be amended in accordance with the
enclosed amended claims [-20 with the heading New claims - secondary
request”. '

In the new claims, according to the primary as well as the secondary request, a
new claim 14 has been introduced. dependent from any one of claims 1-4.
According to new claim 14, the strip is integrally formed with the strip panel,
i.e. made in one piece with the strip panel. This embodiment according to new
claim 14 is disclosed in fig. 5 and is an alternative to the embodiment according
to claim 5, wherein the strip is made of a material different from that of the strip
panel and fixedly mounted on the strip panel at the factory. The support for
new claim 14 can be found in the application on page 12, lines 23 and 24
("alternatively, the strip 6 may be integrally formed with the strip panel 1") and
on page 17, line 34 to page 18, line 2 ("in the embodiment of fig. 5, the strip 6
and its locking element 8 are integrally formed with the strip panel 1, the
projecting part of the strip 6 thus forming an extension of the lower part of the
joint edge 3"). The cross-section of the embodiment disclosed in fig. 5 clearly
indicates that the strip 6 is made in one piece with the panel 1.

Moreover, new claims 10 and 11 according to the primary and secondary

requests have been corrected such that these claims now correctly are dependent
from claim 9 instead of claim 6. Claims 10 and 11 are directed to limitations on

a mechanical connection defined in claim 9.

D. Prosecution Of The ‘621 Patent

82.  On May 17, 1995, Tony Pervan, through his counsel, filed in the U.S. Patent

Office application 436,224 (*224 application) based on the PCT application and which is the
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parent application to each of the applications of the patents in issue. (CX-1).

83.

The file history of the ‘224 application which resulted in the ‘621 patent (parent

to the ‘267, ‘907 and ‘410 patents in issuc) is contained in CX-123.

84.  Original claims 1-19 of Ser. No. 436,224 read (CX-123):

1. A system for providing a joint along adjacent joint edges (3, 4) of
two building panels (1, 2), especially floor panels, in which joint:

the adjacent joint edges (3, 4) together form a first mechanical
connection locking the joint edges (3, 4) to each other in a first direction (D1) at
right angles to the principal plane of the panels (1, 2), and

a locking device (6, 8, 14) arranged on the rear side (18, 16) of the
panels (1, 2) forms a second mechanical connection locking the panels (1, 2) to
each other in a second direction (I)2) parallel to the principal plane and at right
angles to the joint edges (3, 4), said locking device (6, 8, 14) comprising a
locking groove (14) which extends parallel to and spaced from the joint edge (4)
of one (2) of said panels, termed groove panel, and which is open at the rear
side (16) of the groove panel (2), characterised in

that the locking device (6, 8, 14) further comprises a strip (6) integrated
with the other (1) of said panels, termed strip panel, said strip (6) extending
throughout substantially the entire length of the joint edge (3) of the strip panel
(1) and being provided with a locking element (8) projecting from the strip, such
that when the panels are joined together, the strip (6) projects on the rear side of
the groove panel (2) with its locking element (8) received in the locking groove
(14) of the groove panel (2),

that the panels, when joined together, can occupy a relative position in
said second direction (D2) where a play (a) exists between the locking groove
(14) and a locking surface (10) on the locking element (8) that is facing the joint
edges and is operative in said second mechanical connection.

that the first and the second mechanical connection both allow mutual
displacement of the panels (1, 2) ir: the direction of the joint edges (3, 4), and

that the second mechanical onnection is so conceived as to allow the

locking element (8) to leave the locking groove (14) if the groove panel (2) is
turned about its joint edge (4) angularly away from the strip (6).
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2. A system as claimed in claim 1, characterised in that when the groove
panel (2) is pressed against the strip panel (1) in said second direction (D2) and
is turned angularly away from the strip (6), the maximwun distance between the
axis of rotation of the groove panel (2) and the locking surface of the locking
groove (14) closest to the joint edges in such that the locking element (8) can
leave the locking groove (14) without contacting the locking surface of the
locking groove (14).

3. A system as claimed in claimed 1 or 2, characterised in that the
locking surface (10) of the locking element (8} is extended from the front side
(22) of the strip (6) through a height in said first direction that is less than or
equal to 2 mm.

4. A system as claimed in any one of the preceding claims, characterised
in that the first mechanical connection is provided by the joint edge (4) of the
groove panel (2) engaging, in said first direction, between the joint edge (3) of
the strip panel (1) and the front side of the strip (6).

5. A system as claimed in any one of the preceding claims, characterised
in that the strip (6) integrated with the strip panel (1) is made of a material
different from that of the strip panel (1) and fixedly mounted on the strip panel
(1) at the factory.

6. A system as claimed in ¢laim 5, characterised in that the strip (6), at
least for one of the two panels (1, 2), is received in a counter sunk groove (40,
42) in the rear side (18, 16) of this one panel (1, 2).

7. A system as claimed in claim 5 or 6, characterised in

that the strip (6) is mountec in an equalising groove (40) which is
countersunk in the rear side (18) of the strip panel (1) and exhibits an exact,
predetermined distance (E) from its bottom to the front side (21) of the strip
panel (1),

that the part of the strip (6) projecting behind the groove panel (2)
engages a corresponding equalising groove (42) which is countersunk in the rear
side (16) of the groove panel (2) and which exhibits the same exact,
predetermined distance (E) from its bottom to the front side (26) of the groove
panel (2), and

that the strip (6) has at leas' such a thickness that the rear side (44) of the
strip is flush with the rear sides (18, 16) of the panels.
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8. A system as claimed in c‘aim 7, characterised in that the strip (6) has
such a thickness that it is only partly received in the equalising grooves (40, 42).

9. A system as claimed in any one of claims 5-8, characterised in that the
strip (6) is fixed to the strip panel (1) by means of a mechanical connection.

10. A system as claimed in claim 6, characteriscd in that the mechanical
connection between the strip (6) and the strip panel (1) comprises a gripping
edge (52) defined by two recesses (24, 50) in the rear side (18) of the strip
panel, and tongues, lips or the like (54, 56) which are bent or punched from the
strip (6) and which press against opposite outer sides of the gripping edge (52).

11. A system as claimed in claim 6, characterised in that the mechanical
connection between the strip (6) and the strip panel (1) comprises a recess (58)
in the rear side (18) of the strip panel, and tongues, lips or the like (60) which
are bent or punched from the strip (6) and which press against opposing inner
sides of the recess (58).

12. A system as claimed in any one of claims §-11, characterised in that
the strip (6) is fixed to the strip panel (1) by means of a binder.

13. A system as claimed in any one of claims §-12, characterised in that
the strip (6) is made of a flexible, preferably resilient material, such as sheet
aluminum.

14. A system as claimed in any one of the preceding claims,
characterised in that the locking element (8) consists of a locking edge extending
continuously along the strip (6).

15. A system as claimed in any one of claims 1-13, characterised in that
the locking element (8) consists of a plurality of spaced-apart locking elements
distributed throughout the length of the strip (6).

16. A system as claimed in any one of the preceding claims,
characterised in that the panels (1, 2) are rectangular anl intended, at each of
their four edges (3, 4, 3', 4'), to be joined to a similar panel by a first
mechanical connection of the aforcmentioned type and a second mechanical
connection of the aforementioned type, each panel having a first pair of opposite
joint edges (3, 4), one of which is provided with a strip (6) of the
aforementioned type and the other of which is provided with a locking groove
(14) of the aforementioned type, and a second pair of opposite joint edges (3',
4"), one of which is provided witt: a strip (6') of the aforementioned type and
the other of which is provided with a locking groove (14') of the aforementioned
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type.

17. A system as claimed in any one of the proceeding claims,
characterised in that an underlay (46) of floor boards, foam, felt or the like is
fixed to the rear sides (18, 16) of the panels.

18. A system as claimed in claim 17, characterised in that the underlay
(46) is fixed so as to cover the strip (6) in said second direction at least up to the
locking element (8), such that a joint between the underlays (46) of the two
adjacent panels is offset in said second direction relative to the joint edges (3,
4).

19. A system as claimed in any one of the preceding claims,
characterised in that a sealing means, such as a sealing compound, a rubber strip
or the like, is provided on the front side (22) of the strip between the locking
element (8) and the joint edge (3) of the strip panel to seal against the groove
panel (2). '

85.  The Examiner, in the Office action dated June 14, 1996 acknowledged
applicant’s election without traverse of species (b) as shown in Figures 2a-c, 3a-c, 4a-b, 6 and
7 in Paper No. 5. It was also stated:

Claim 12 is withdrawn from further consideration by the examiner, 37 C.F.R. §

1.142(b) as being drawn to a nonelected species of systems for joining building

boards, as shown in Figures 1a-b. Election was made without traverse in Paper

No. 5.

86.  The Examiner in the Office action dated June 14, 1996 acknowledged receipt of
priority papers submitted under 35 U.S.C. § 119. (CX-123).

87.  Under the subheading "claim rejections- 35 U.S.C. § 102", the Examiner in the
June 14, 1996 Office action stated (CX-123):

8. Claims 1, 4, 6, and 14-18 are rejected under 35 U.S.C. § 102(b) as being

anticipated by TROTTER, Jr. [U.S. Patent No. 4,819,932] TROTTER, Jr.

teaches the use of a resilient floor system consisting of floor panels (21,23,25)

joined by tongue (47) and groove (49) connection and interconnected by spring

clip (33). The clip (33) of TROTTER, Ir. engages grooves (37,43) located on

the underside of floor panels (21,23,25) located on the underside of floor panels
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(21,23,25). Clip (33) of TROTTER, Jr. further comprises cleats (39) spaced
longitudinally along the locking leg (35). TRQTTER, Jr. further teaches the use
of an underlay (11) on which the resilient flooring system is to be placed.

88.  Under the subheading "claims rejections- 35 U.S.C. § 103," the Examiner in the
June 14, 1996 Office action stated (CX-123):

11, Claims 3,5,7-9, and 13 are rejected under 35 U.S.C. § 103 as being
unpatentable over TROTTER, Jr. TROTTER, Jr. discloses the basic claimed
device except for a positive recitation of the height and thickness of the clip
member. It would have been an obvious matter of design choice to designate the
height of the locking element to be less than or equal to 2 mm. Although
TROTTER, Jr. doesn’t specifically disclose this, it is clear that his clip height
falls within what is required by the applicant’s claimed device. In reference to
claim 3, the method of forming the device is not germane to the issue of
patentability of the device itself. Therefore, this limitation has not been given
patentable weight. In reference to claim 7, a large portion of the spring clip
(33) of TROTTER, Jr. is flush with the floor panels prior to weight being
applied. After weight is applied the spring clip member is totally flush with the
floor panels.

89.  The Examiner, in the June 14, 1996 Action, under the subheading "allowable
subject matter" stated (CX-123):

12. Claims 2,10,11,19 and 20 are objected to as being dependent upon a

rejected base claim, but would be allowable if rewritten in independent form

including all of the limitations of the base claim and any intervening claims.

13. The following is an Examiner 's statement. of reasons for the indication of

allowable subject matter: the prior art of record fails fo teach the use of a

resilient floor system wherein the locking element is able to exit the locking

groove without having contact with the side surfaces of the locking groove, and

wherein the system is further characterized by having a tongue and groove

arrangement on its underside for interlocking with the locking member.

90. The Examiner, in the Office action of June 14, 1996, under the subheading

"conclusion" listed the following prior art made of record and not relied upon but considered

pertinent to "applicant’s disclosure™ Hall U.S. Patent No. 1,988,201 and Bogatoj U.S. Patent
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No. 5,029,425, (CX-123).
91.  Applicant, in a response, received in the Patent Office on October 15, 1996, to
the Office elec tion dated June 14, 1996, amended original claims 1 to 20, and stated the

following (CX-123):

Prior Art Rejection:

Claims 1, 4, 6, and 14-18 have been rejected under 35 U.S.C. §102(b)
as being anticipated by U.S. Patent No. 4,819,931, issued to Trotter, Jr.
(hereinafter "Trotter").

There are several important distinctions between the floor system
disclosed by Trotter and the system of the present invéntion. In particular,
Trotter is intended to provide a springlike floor surface. In addition. it is not an
intention that Trotter be removable. In contrast to Trotter, it is not an intention
of the present invention to provide a springlike floor surface. In further contrast
to Trotter, it is an important object of the present invention to provide a
removable flooring system. With these distinctions in mind, several distinctions
between the claims of the present application and Trotter will now be discussed.

First, the system of claim 1 defines a strip that is integrated with one of

the panels. Trotter does not teach or suggest such a strip that is integrated with
a panel.

Furthermore, claim 1 further defines the strip as "extending throughout
substantially an entire length of the joint edge of the strip panel.” Not only does
Trotter not teach or suggest a strip integrated with another panel, it clearly does
not teach or suggest such a strip as extending throughout substantially an entire
length of the joint edge.

Trotter also does not teach or suggest a system wherein two panels,
when joined together, occupy a rejative position where a play exists between a
locking groove and a locking surface on a locking element that is facing the joint
edges. Specifically, Trotter uses spring clips to hold the boards together so as
to prevent play from occurring between the two boards. The claimed "play" of
the present invention is important for two reagons. One, it enables the panels to
slide movably with respect to each other along the direction of the joint edge,
which is specifically claimed in the pepultimate paragraph of claim 1. This
movability allows the short ends of the panels to be placed adjacent each other
when installing the floor. Second, the play further enables disassembly of the
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floor when required.

In contrast to the claimed "play” of the present invention, Trotter
specifically states that an intention of his invention is to use the spring clips to
hold the boards close together in order to prevent pinching. Thus, Trotter
specifically prevents the claimed play. Furthermore, the spring clips of Trotter
also further prevent the claimed mutual displacement of the panels in the
direction of the joint edges.

To further distinguish Trotter from the claimed "mutual displacement” feature
of the present invention, the Examiner’s attentjon is directed to column 4, lines 10-15,
wherein the cleats 39 are described. As set forth in the specification of Trotter, the
cleats 39 are intended to lock the spring clips 33 into the groove of the board in which
the clip is attached. Thus, the cleats 39 clearly prevent any mutual displacement. Even
without the cleats 39, the springlike force of the clips 33 and the =dges thereof would
clearly prevent any mutual displacecment of the panels in a direction of the joint edges.

Trotter also does not teach or suggest the feature of the present invention
that is defined in the last clause of claim 1, i.e., that the second mechanical
connection enables the locking el leave the i roove if the groove
panel is turned about its joint edge angularly away from the strip. This claimed
function is simply not possible in the floor system disclosed by Trotter.

Trotter’s system cannot be easily taken up after it is ipstalled. Subsequent to the
assembly of the Trotter floor system, the cleats 39 will effectively engage the
sides of the locking grooves, whereby any attempt to turn a floor pane! upwards
will fail.

Accordingly, it should now be clear that the system of Trotter is
completely different from that of the present invention. The Tro:ter patent does
not teach or suggest several of the important features that are defined in claim 1.
Accordingly, the Examiner is respectfully urged to reconsider and withdraw the
rejection of claim 1 based on Troter.

In view of the differences in the objects and performance of the claimed
floor system and the Trotter floor system, it should also be clear that the
claimed invention defined in claim 1 is also not obvious in view of Trotter.
Accordingly, the Examiner is respectfully requested to withdraw the rejection of
claim 1 based on Trotter.

The Examiner, in an Office action dated lanuary 6, 1997 and responding to the response on

October 15, 1996, stated:
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Claim Objections

[. Claims 1-11 and 13-20 are objected to because of the following informalities
the applicant is reminded to be consistent with the verb tense used in the claims
(i.e. providing, forming, comprising, etc.). Appropriate correction is required.

2. As per conversation with Mr. William C. Rowland on 12/16/96, the
examiner suggests that "locking device" in claim T, line 13, be substituted with
- building panels-.

Claim Rejections - 35 USC § 112

3. Claims 1-11 and 13-20 are rejected under 35 U.S.C. 112, second paragraph,
as being indefinite for failing to particularly point out and distinctly claim the
subject matter which applicant regards as the invention. The recitation of
"adjacent joint edges”, in claim 1, line 4, is repetitious and ultimately confusing
because it is not clear if applicant is introducing a second "adjacent joint edge"
or if he is merely building upon the "adjacent joint edge"” mentioned in line 2.
If applicant is intending to build o the specifies of the "adjacent joint edge"” in
line 2 of the claims’s preamble, - said - should precede the introduction thereof
to better clarify the claim. The phrases "termed groove panel" and "termed
strip panel" are not clear. If it is the applicant’s intent to introduce two separate
panels - a groove panel and a strip panel- he should introduce them initially in
the preamble to better clarify the claim and then build upon the specifics of each
individual panel. The examiner suggests that in order to make a distinction
between the two panels, the applicant delete the phrases "termed groove panel”
and "termed strip panel” and insert -a groove. panel and a strip panel - after
"comprising” in line 3 of claim 1; and continue with the description thereof
throughout the claims for clarity.

Allowable Subject Matter

4. The examiner is withholding the previous indication of allowance until the 35
USC § 112 problems indicated above are cleared.

5. Claims 1-20 would be allowable if rewritten or amended to overcome the
rejection(s) under 35 U.S.C. 112 set forth in this Office action.

6. The following is a statement of reasons for the indication of allowable subject
- matter: the prior art of record fails to teach the use of adjacent joint floor
paneling wherein the floor panels are interconnected by a locking element
located within a groove formed on the underside in such a way so as to allow
for displacement of the panels in « direction toward the joints and to allow for
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the locking member to be released from the groove when the pancl is rotated
about the joint.

92.  Applicant, in a response to the Office action of January 6, 1997, and received in
the Patent Office on June 6, 1997, amended claim 1-5, 7, 9-12, 16 and 18-19 as follows:

1. (Twice Amended) A system for providing a joint [along adjacent joint edges
of two] between adjacent building panels, [especially floor panels,] comprising:

[adjacent joint edges together form a first mechanical connection] each of
said building panels including a first edge and a second edge such that the first
edge of each of said building paneis forms a first mechanical connection with the

second edge of an adjacent one of the building panels Jocking the first and
second [joint] edges_of the building panels to each other in a first direction at
right angles to a principal plane of the panels, and

a locking device arranged cn a rear side of the byilding panels [forms]
forming a second mechanical connection locking the building panels to each
other in a second direction parallel to the principal plane and at right angles to
the [joint] first and second edges, «aid locking device {comprising] fitting within
a locking groove [which extends] gxtending parallel to and spaced apart from the
[joint] first edge of [one of] said building panels, [termed groove panel,] and
which locking groove is open at the rear side of the [groove panei] building
panels,

the locking device [further comprises] gomprising a strip integrated with
[another] the second edge of each of said building panels, [termed strip panel,]
said strip extending throughout substantially an entire length of the [joint]
second edge [of the strip panel] and being provided with a locking element
projecting from the strip, such that when [the] two adjacent building panels are
joined together, the strip projects from the rear side of the [groove panel]}
second edge of the panels with its iocking element received in the locking
groove of [the groove] an adjacent building panel,

the building panels, when joined together can occupy a relative position in said
second direction where a play exisis between the locking groove and a locking
surface on the locking element that is facing the [joint] first and second edges
and is operative in said second mechanical connection,

the first and the second mechanical connections both allow mutual
displacement of the building panel. in a direction of the |joint] first and second
edges, and
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the second mechanical connection enables the locking element to leave
the locking groove if the [groove] respective building panel is turned about its
[joint] first edge angularly away from the strip.

2. (Twice Amended) A system as claimed in claim 1, wherein when the
[groove panel] first edge is pressed against the [strip] second edge of the
adjacent panel in said second direction and is turned angularly away from the
strip, the maximum distance between the axis of rotation of the first edge
[groove panel] and the locking surface of the locking groove closct to the [joint]
first and second edges is such that the locking element can leave the locking
groove without contacting the locking surface of the locking groove.

Claim 3, line 3, change "the" to -a-.

4, (Twice Amended) A sysiem as claimed in claim 1, wherein the first
mechanical connection is provided by the first edge [of the groove panel]
engaging, in said first direction, between the [joint] second edge of the [strip]
adjacent panel and [the] a front side of the strip.

5. (Twice Amended) A system as claimed in claim 1, wherein the strip
[integrated with the strip panel] is made of a material different from that of the
[strip] panel and fixedly mounted on the [strip] panel at the factory.

7. (Twice Amended) A system as claimed in claim 5, wherein

the strip is mounted in an equalising groove which is countersunk in the
rear side of the [strip] panel and exhibits an exact, predetermined distance from
its bottom to the front side of the [strip] panel.

the part of the strip projecting behind the [groove| adjacent panel
engages a corresponding equalising groove which is countersunk in the rear side
of the [groove] adjacent panel and which exhibits the same exact, predetermined
distance from its bottom to the front side of the [groove] adjacent panel, and

the strip has at least such a thickness that the rear side of the strip is
flush with the rear sides of the panels.

Claim 9, line 3, delete "strip”.

Claim 10, line 3, delete "strip (second occurrence);
line 5, delete "strip”.

Claim 11, line 3, delete "strip" (second occurrence);
Line 4, delete "strip”.
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Claim 12, line 3, delete "strip".

16. (Twice Amended) A system as claimed in claim 1, wherein the
panels are rectangular and intended, at each of their four edges, to be joined to a
similar panel by a first mechanical connection of the aforementioned type and a
second mechanical connection of the aforementioned type, each panel having a
first pair of [opposite joint] first and second edges, one of which is provided
with a strip of the aforementioned type and the other of which is provided with a
locking groove of the aforementioned type, and a second pair of opposite [joint]
first and second edges, one of which is provided with a strip of the
aforementioned type and the other of which is provided with a locking groove of
the aforementioned type.

Claim 18, line 6, delete "joint" and insert - -first and second - -.

Claim 19, line 5, delete "joint" and insert - -first - -;
line 6, delete "groove" and insert
- -adjacent- -.

Please add the following new claims 21-23:

- - 21. A system for providing a joint between adjacent building panels,
comprising:

each of said building panels including a first edge and a second edge
such that the first edge of each of said building panels forms a first mechanical
connection with the second edge of an adjacent one of the building panels
locking the first and second edges of the building panels to each other in a first
direction at right angles to a principal plane of the pancls, and

a locking device arranged on a rear side of the building panels forming a
second mechanical connection locking the building panels to each other in a
second direction parallel to the principal plane and at right angles to the first and
second edges, said locking device fitting within a locking groove extending
parallel to and spaced apart from the first edge of said building panels, and
which locking groove is open at the rear side of the building panels,

the locking device comprising a strip integrally formed with the second
edge of each of said building panels, said strip extending throughout
substantially an entire length of the second edge and being provided with a
locking element projecting from the strip, such that when two adjacent building
panels are joined together, the strip projects from the rear side of the second
edge of the panels with its locking elements received in the locking groove of an
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adjacent building panel,

the first and the second mechanical connections both allow mutual
displacement of the building panels in a direction of the first and second edges,
and

the second mechanical connection enables the locking element to leave
the locking groove of an adjacent building panel,

22. A system for providing a joint between adjacent building panels,
comprising:

each of said building panels including a first edge and a second edge
such that the first edge of each of said building panels forms a first mechanical
connection with the second edge of an adjacent one of the building panels
locking the first and second edges of the building panels to each other in a first
direction at right angles to a principal plane of the panels, and

a locking device arranged cn a rear side of the building panels forming a
second mechanical connection locking the building panels to each other in a
second direction parallel to the principal plane and at right angles to the first and
second edges, said locking device fitting within a locking groove extending
parallel to and spaced apart from the first edge of said building panels, and
which locking groove is open at the rear side of the building pancls,

the locking device comprising a strip integrated with the second edge of
each of said building panels, said strip extending throughout substantially an
entire length of the second edge and being provided with a locking element
projecting from the strip, such tha: when two adjacent building panels are joined
together, the strip projects from the rear side of the second edge of the panels
with its locking element received in the locking groove of an adjacent building
panel,

the first and the second mechanical connections both allow mutual
displacement of the building panels in a direction of the first and second edges,
and

the second mechanical connection enables the locking element to leave
the locking groove if the respectivz building panel is turned about its first edge
angularly away from the strip.

23. A system for providing a joint between adjacent building panels,
comprising:
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each of said building panels including a first edge and a second edge
such that the first edge of each of said building panels forms a first mechanical
connection with the second edge of an adjacent one of the building panels
locking the first and second edges of the building panels to each other in a first
direction at right angles to a principal plane of the pancls, and

a locking device arranged cn a rear side of the building panels forming a
second mechanical connection locking the building panels to each other in a
second direction parallel to the principal plane and at right angles to the first and
second edges, said locking device fitting within a locking groove extending
parallel to and spaced apart from the first edge of said building panels. and
which locking groove is open at the rear side of the building panels.

the locking device comprising a strip integrated with the second edge of
each of said building panels, said strip being provided with a locking element
projecting from the strip, such thai when two adjacent building panels are joined
together, the strip projects from the rear side of the secand edge of the panels
with its locking element, received in the locking groove of an adjacent building
panel,

the first and the second mechanical connections both allow mutual
displacement of the building panels in a direction of the first and second edges,
and

the second mechanical connection enables the locking element to leave
the locking groove if the respective building panel is turned abou its first edge
angularly way from the strip;

wherein the strip is mounted in an equalizing groove which is
countersunk in the rear side of each of the building paunels and exhibits an exact,
predetermined distance from its bottom to the front side of a panel,

the part of the strip projecting behind the adjacent panel engages a
corresponding equalising groove which is countersunk in the rear side of the

adjacent panel and which exhibits the same exact, predetermined distance from
its bottom to the front side of the adjacent panel, and

the strip has at least such a thickness that the rear side of the strip is
flush with the rear sides of the panels. - -

In the remarks accompanying the amendnient of June 6, 1997, it was stated it part:
To further define the prote:tion to which applicant is entitled,
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new claims 21-23 are submitted herewith. New independent
claim 21 is substantially similar to claim 1 except that it defines
the strip as being integrally formed with the second edge of each
of the building panels. Accordingly, claim 21 is also in condition
for allowance.

New independent claim 22 is substantially the same as
independent claim 1 except that it does not define the play that
exists between the locking groove and the locking surface. As
such, displacement of the panels is still facilitated in a direction
along the joints which is what is believed to be meant by the
Examiner’s Statement of Reasons for the indication of allowable
subject matter. Accordingly, claim 22 is also patentable cver the
cited prior art.

New independent claim 23 is similar to dependent claim 7
rewritten in independent form, except that it has omitted a couple
of details of the original clzim 1. Nevertheless, it is clea- thai
the subject matter of new independent claim 23 is clearly
patentable over the cited prior for the same reasons that apply 0
claim 1. Accordingly, new independent claim 23 is also in
condition for allowance.

93. The Examiner, in response to the amendment of June 6, 1997, issued a notice of
allowability of claims 1-23 on July 7, 1997. (CX-123).

94.  The ‘621 patent issued on January 13, 1998, The abstract of said patent (CX-1)
is substantially identical to the abstract of the ‘907 patent, the only difference being that the last
sentence of the abstract states "connectiops” rather than "conpection.”

E. Prosecution Of The ‘907 Patent

95.  The application, viz. Ser. No. 09/193,687, leading to the ‘907 patent was filed
on November 18, 1998, as a continuation of the application which led to the ‘267 patent. An
originally filed claim in the ‘907 application was an apparatus claim. It was rejected in an

initial office action on the basis of double patenting in view of the ‘621 patent. (CX-6 at LEW
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04369). That claim was withdrawn and a new set of claims, all method claims, was filed.
(CX-6 at LEW 04372-79). The PTO ther issued a Notice of Allowability on September 13,
1999, (CX-6 at LEW 04438-40).

96. Inan office action dated September 13, 1999 (RX-1365), the Examiner gave the
following statement of reasons for the ind.cation of allowable subject matter:

3. The following is a statement of reasons for the indication of allowable subject

matter: the prior art of record fails to teach the method for laying and

mechanically joining parallel rows of rectangular building panels; wherein when

the panels are interlocked, they arc mechanically locked in a first direction that

is at right angle to the plane of the panels, they are mechanically locked in a

second direction that is at a right angle to the adjacent joint edges and to the first

mechanically locked direction, such that when the pancls are interlocked they

can still [be] displaced in a direction adjacent the joint edges.

F. Prosecution Of The ‘410 Patent

97.  The application for the ‘410 patent, viz., 09/356,563, was filed on July 19,
1999, as a continuation of application. no. 09/193,687 which issued as the ‘907 patent. The
claims presented for examination in the Preliminary Amendment filed October 28, 1999 only
included apparatus claims. (CX-7 at VA 96379-93). Those claims were rejected in an initial
office action dated November 10, 1999, on the basis of doublc patenting in view of the ‘621
patent which issued on January 13, 1998. (CX-7 at VA 06394-97). A tcrminal disclaimer was
filed to overcome the double patenting rejection. (CX-7 at VA 06403-04; VA 06412-13).

98.  The '410 application was assigned to the same examiner who examined the
'621, '267, and '907 patents, and was allowed without any substantive rcjection of the claims.

(RX-6; RX-1; RX-2; RX-3; CX-123; RX 1365; RX-1362).

99.  The '410 application presented claims directed to an edge lock which locks the
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panels in a one-way horizontal direction but must be rotated (turned angularly) to be released.
(RX-3; RX-6).

100. One of the claims of the '410 patent, vjz., dependent claim 49, mentions the
word "play”. (CX-5).

101. The Examiner, in a notice of allowability dated February 9, 2000, gave the
following statement of reasons for the ind:cation of allowable subject matter (CX-7 at
VA06418):

2. The following is a statement of reasons for the indication of aliowable subject
matter: the prior art of record fails to teach the use of a flooring system having a
plurality of panels with a first mechanical locking that locks the panels together
vertically, a second locking means that lock together horizontally, and a flexible
locking strip that further locks the adjacent panels on the underside thereof in a
one-way horizontal direction such that the panels have to underge an angular
turning in order to be released one from the other.

A notice of allowance issued on February 11, 2000 (CX-7 at VA 06419).

G. Prosecution Of The ‘267 Patent

102. The application, viz., Ser. No. 09/003,499, that issued as the ‘267 patent was
filed on January 6, 1998, as a divisional application of the application issuing as the ‘621
patent. (CX-8).

103. An interview was held with the Examiner on October 14, 1998. New art to be
made of record and prosecution in foreign applications were discussed. As to the general
nature of what was agreed to, it was statel:

The Examiner agreed with the proposed changes to correct the 35 U.S.C. 112

problems to prepare claims 20-39 for allowance already made of record. New

claims 40-61 were discussed with proposed amendments that would prepare

them for allowance over the prior art already made of record. Further

consideration will be made upon submission of the changes discussed and
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consideration of the newly submittd art.
(CX-8 at LEW 00072).
104. The dependent claims were then rewritten, the formal objcctions were overcome
and new claims were added for the Examiner’s consideration in a response received October 2,
1998. In the accompanying remarks it was stated in pertinent part (CX-& at LEW00103):
The foregoing amendments incorporate all of the correcticns and changes
requested by the Examiner during the interview on October 14, 1998.
Accordingly, the amendments overcome the pending rejections.
The new independent claims are similar to the pending independent
claims, except that they do not use "long" and "short" to distinguish the
different edges. The purpose of the new claims is to also cover a situation in
which the short edges are connected first and the long edges are connected
second, or wherein all of the edges are the same length. As a result of this
change, it was also necessary to remove a reference to the "second row" and

three references to "longitudinal”.

Other changes were made to clarify the claim language. For example, in
some cases, "direction” was clarified or further defined.

105. An information disclosure statement was filed on October 14, 1998. (CX-8 at
LEW 00075-80).

106. The Examiner issued a notice of allowance on November 3, 1998. (CX-8 at
LEWO00108).

H. The Title Pages And Specifications Of The Patents In Issue

107. Each of the ‘267 patent, the ‘907 patent and the ‘410 patent is based on
essentially the same specification. (CX-3. CX-4, CX-5).

108. The abstracts of each of the patents in issue differ. Thus the abstract of the ‘267

patent reads:
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A method for laying and mechanically joining rectangular
building panels in parallel rows includes the steps of (a) p'acing a
new one of the panels adjacent to a long edge of a previously laid
first one of the panels in a first row and to a short edge of a
previously laid second one of the panel is in an adjacent second
row, such that the new one of the panels is in the second row,
while holding the new one of the panels at an angle relative to a
principal plane of the first panel, such that the new one of the
panels is spaced from its final longitudinal position relative to
said second panel and such that the long edge of the new panel is
provided with a locking groove which is placed upon and in
contact with a locking strip at the adjacent long edge of the first
panel; (b) subsequently angling down the new one of the panels
so as to accommodate a locking element of the strip of the first
panel in the locking groove of the new panel, whereby the new
panel and the first panel are mechanically connected with gach
other in a second direction with respect to the thus connected long
edges, wherein the long edzes, in the angled down position of the
new panel, are in engagement with each other and thereby
mechanically locked together in a first direction also; and (c)
displacing the new one of the panels in its longitudinal direction
relative to the first panel towards a final longitudinal position
until a locking element of one of the short edges of the new one
of the panels and the second panel snaps up into a locking groove
of the other one of the shoirt edges, whereby the new one of the
panels and the second panel are mechanically connected with each
other in both in the first direction and in the second direction with
respect to the thus connected short edges.

The abstract of the ‘907 patent reads:

The invention relates to a system for laying and mechanically
joining building panels, especially thin, hard, floating floors.
Adjacent joint edges (3, 4) of two panéls (1, 2) engage each other
to provide a first mechanical connection locking the joint =dges
(3, 4) in a first direction (D1) perpendicular to the principal plane
of the panels. In each joint. there is further provided a strip (6)
which is integrated with ope joint edge (3) and which projects
behind the other joint edge (4). The strip (6) has an upwardly
protruding locking element (8) engaging in a locking grocve (14)
in the rear side (16) of the other joint edge (4) to form a second
mechanical connection locking the panels (1, 2) in a second
direction (D2) parallel to the principal plane of the panels and at
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right angles to the joint. Both the first and the second mechanical
connection allow mutual displacement of joined panels (1. 2) in
the direction of the joint. '

The abstract of the ‘410 patent reads:

An edge lock is provided for use in a flooring system having a
plurality of floor panels. The edge lock mechanically and
releasably locks together adjacent edges of pairs of adjacent floor
panels during assembly of the flooring system, and when said
adjacent floor panels are laying flat on a subfloor with upper
corner portions of said adjacent edges being mutually spaced
apart, the edge lock includes a lock for forming a first mechanical
connection for locking the adjacent edges to each other in a
vertical direction, and for forming a second mechanical
connection for locking the adjacent edges to each other in a
horizontal direction at right angles to the edges. The lock includes
a locking groove extending parallel to and spaced from a first one
of the adjacent edges of onc of the adjacent floor panels and being
open at a rear side of the one adjacent floor panel, and a flexible
and resilient locking strip integrated with another of the adjacent
floor panels.

109. The specification, (SPECIFICATION) common to the three patents in issue,
under the subheading "Technical Field" states in part (CX-3, col. 1, Ins. 8-25):

The invention generally relates to a system for providing a joint along adjacent
joint edges of two building panels, =specially floor panels.

More specifically, the joint is of the: type where the adjacent joint edges together
form a first mechanical connection locking the joint edges to each other in a first
direction at right angles to the principal plane of the panels, and where a locking
device forms a second mechanical connection locking the panels to each other in
a second direction parallel to the principal plane and at right angles to the joint
edges, the locking device comprisirg a locking groove which extends parallel to
and spaced from the joint edge of one of the panels, and said locking groove
being open at the rear side of this one panel.

110. The SPECIFICATION, under the subheading "Background Of The Invention,"

states (CX-3, col. 1, Ins. 32-63):
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A joint of the aforementioned type is known. e.g. {rom SE
450,141. The first mechanical connection is achieved by
means of joint edges having tongues and grooves. The ~
locking device for the second mechanical connecticn com-
prises two oblique locking grooves, one in the rear side of
each panel, and a plurality of spaced-apart spring clips
which are distributed along the joint and the legs of which
are pressed into the grooves, and which are biased so as to
tightly clamp the floor panels together. Such a joining
technique is especially useful for joining thick floor panels
to form surfaces of a considerable expanse.

Thin floor panels of a thickness of about 7—10 mm,
especially laminated floors, have in a short time taken a
substantial share of the market. All thin floor panels
employed are laid as "floating floors" without being
attached to the supporting structure. As a rule, the
dimension of the floor panels is 200x1200 mm, and their
long and short sides are formed with tongues and grooves.
Traditionally, the floor ~ is assembled by applying glue in
the groove and forcing the floor panels together. The
tongue is then glued in the groove of the other pancl. As a
rule, a laminated floor consists of an upper decorative
wear layer of laminate having a thickness of about 1| mm,
an intermediate core of laminate board Cr ss other board,
and a base layer to balance the construction. The core has
essentially poorer properties than the laminate, e.g in
respect of hardness and water resistance, but it is
nonetheless needed primarily for providing a groove and
tongue for assemblage. This means that the overall
thickness must be at least about 7 mm. These known
laminated floors using glued tongue-and-groove joints
however suffer from several inconveniences.

111. The following "inconveniences” of the prior art laminated floors using
glued tongue - and-groove joints were listed under "Background Of The Invention"

(CX-3, col. 1, In. 64-col. 2, In 43):
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First, the requirement of ar: overall thickness of at least about 7 mm
entails an undesirable restraint in connection with the laying of the floor,
since it is easier to cope with low thresholds when using thin floor
panels, and doors must often be adjusted in height to come clear of the
floor laid. Moreover, manufacturing costs are directly linked with the
consumption of material.

Second, the core must be made of moisture-absorbent S material to
permit using water-based giues when laying the floor. Therefore, it is
not possible to make the floors thinner 'using so-called compact laminate,
because of the absence of suitable gluing methods for such non-moisture-
absorbent core materials.

Third, since the laminate layer of the laminated floors is highly wear-
resistant, tool wear is a major problem when working the surface in
connection with the formation of the tongue.

Fourth, the strength of the joint, based on a glued tongue- and-groove
connection, is restricted by the properties of the core and of the glue as
well as by the depth and height of the groove. The laying quality is
entirely dependent on the gluing. In the event of poor gluing, the joint
will open as a result of the tensile stresses which occur e.g. in connection
with a change in air humidity.

Fifth, laying a floor with giued tongue-and-groove joints is time-
consuming, in that clue must be applied to every panel on both the long
and short sides thereof.

Sixth, it is not possible to cisassemble a glued floor once laid, without
having to break up the join's. Floor panels that have been taken up
cannot therefore be used again. This is a drawback particularly in rental
houses where the flat concerned must be put back into the initial state of
occupancy. Nor can damaged or worn-out panels be replaced without
extensive efforts, which would be particularly desirable on public
premises and other areas where parts of the floor are subjected to great
wear.

Seventh, known laminated tloors are not suited for such use as involves a

considerable risk of moisture penetrating down into the moisture-
sensitive core.
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Eighth, present-day hard, floating floors require, prior to laying the floor
panels on hard subfloors, the laying of a separate underlay of floorboard,
felt, foam or the like, which is to damp impact sounds and to make the
floor more pleasant to walk on. The placement of the unclerlay is
complicated operation, since the underlay must be placed in edge-to-edge
fashion. Different under-lays affect the properties of the :loor.

112.  Under "Background Of The Invention”, and as to the pricr art, the
SPECIFICATION states (CX-3, col. 2, In. 44- col. 4, In. 20):

There is thus a strongly-felt need to overcome the above-
mentioned drawbacks of the prior art. It is however not possible
simply to use the known joining technique with glued tongues
and grooves for very thin {loors, e.g. with floor thicknesses of
about 3 mm, since a joint based on a tongue-and-groove
connection would not be sufficiently strong and practically
impossible to produce for such thin floors. Nor are any cther
known joining techniques usable for such thin floors. Another
reason why the making of thin floors from e.g. compact laminate
involves problems is the thickness tolerances of the panels, being
about 0.2—0.3 mm for a panel thickness or about 3 mm. A 3-mm
compact laminate panel having such a thickness tolerance would
have, if ground to uniform thickness on its rear side, an
unsymmetrical design, entailing the risk of bulging. Morzover,
if the panels have different thicknesses, this also means that the
joint will be subjected to excessive load.

Nor is it possible to overcome the above-mentioned problcms by
using double-adhesive tape or the like on the undersides of the
panels, since such a connection catches directly and does not
allow for subsequent adjustment of the panels as is the case with
ordinary gluing.

Using U-shaped clips of the type disclosed in the above-
mentioned SE 450,141, or similar techniques, to overcome the
drawbacks discussed above is no viable alternative either.
Especially biased clips of this type cannot be used for joining
panels of such a small thickness as 3 mm. Normally, it is not
possible to disassemble the floor panels without having access to
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their undersides. This known technology relying on clips suffers
from the additional drawbzcks:

Subsequent adjustmerit of the panels in their
longitudinal direction is a complicated operation in
connection with laying, since the clips urge the panels
tightly against each other.

Floor laying using clips is time-consuming.

This technique is usable only in those cases where the
floor panels are resting on underlying joists with the
clips placed there between. For thin floors to be laid
on a continuous, flat supporting structure, such clips
cannot be used.

The floor panels can be joined together only at their long
sides. No clip connection is provided on the short sides.

113.  The SPECIFICATION under the subheading "Technical Problems And Objects
Of The Invention" states the following objects (CX-3, col. 3 Ins. 22-54):

A main object of the invention therefore is to provide a system
for joining together building panels, especially floor panels for
hard, floating floors, which allows using floor panels of a smailer
overall thickness than present-day floor panels.

A particular object of the invention is to provide a panel-joining
system which

makes it possible in a simple, cheap and rational way to provide a
joint between floor panels without requiring the use of glue,
especially a joint based primarily only on mechanical conrections
between the panels;

can be used for joining floor panels which have a smaller thickness
than present-day laminated floors and which have, because of the use
of a different core material, superior properties than present-day
floors even at a thickness of 3 mm;

167



makes it possible between thin floor panels to provide a joint that
eliminates any unevennesscs in the joint because of thickness
tolerances of the panels;

allows joining all the edges of the panels; reduces tool wear when
manufacturing floor panels with hard surface layers;

allows repeated disassembiy and reassembly of a floor previously
laid, without causing damage to the panels, while ensuring high
laying quality;

makes it possible to provide moisture-proof floors; makes it
possible to obviate the need of aceurate, separate placement of an
underlay before laying the floor panels; and

considerably cuts the time for joining the panels.
114. The SPECIFICATION, under the subheading "Technical Problems And Objects
Of The Invention," discloses, as to how the objects are achieved, the following (CX-3, col. 3,

In. 55- col. 4, In. 49):

These and other objects of the invention are achieved by means
of a panel-joining system having the features recited in the
pended claims.

Thus, the invention provides a system for making a joint along
adjacent joint edges of two building panels, especially floor
panels, in which joint:

the adjacent joint edges together form a first mechanical
connection locking the joint edges to each other in a first
direction at right angles to the principal plane of the panels, and

a locking device arranged on the rear side of the panels forms a
second mechanical connection locking the panels to each other in
a second direction parallel o the principal plane and at right
angles to the joint edges, suid locking device comprising a
locking groove which extends parallel to and spaced from the
joint edge of one of said panels, termed groove panel, and which
is open at the rear side of the groove panel, said system bcing
characterised in
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that the locking device further comprises a strip integrated with
the other of said panels, termed strip panel, said strip extending
throughout substantially the entire length of the joint edge of the
strip panel and being provided with a locking element projecting
from the strip, such that when the panels are joined together, the
strip projects on the rear side of the groove panel with its locking
element received the locking groove.of the groove panel,

that the panels, when joined together, can occupy a relative
position in said second dire:ction where a play exists betwzen the
locking groove and a lockiig surface on the locking element that
is facing the joint edges and is operative in said second
mechanical connection,

that the first and the second mechanical connection both allow
mutual displacement of the panels in the direction of the joint
edges, and

that the second mechanical connection is so canceived as to allow
the locking element to leave the locking groove if the groove
panel is turned about its joint edge angularly away from the strip.

The term "rear side” as uscd above should be considered to
comprise any side of the pinel located behind/underneath the
front side of the panel. The opening plane of the locking zroove
of the groove panel can thus be located at a distance from the
rear surface of the panel resting on the supporting structure.
Moreover, the strip, which in the invention extends throughout
substantially the entire length of the joint edge of the strip panel,
should be considered to encompass both the case where the strip
is a continuous, uninterrupted element, and the case where the
"strip” consists in its longitudinal direction of several parts,
together covering the main portion of the joint edge.

It should also be noted (i) rhat it is the first the sccond
mechanical connection as such that permit mutual displaczment
of the panels in the direction of the joint edges, and that (ii) it is
the second mechanical connection as such that permits the
locking element to leave the locking groove if the groove panel is
turned about its joint edge angularly away from the strip. Within
the scope of the invention, there may thus exist means, such as
glue and mechanical devices, that can counteract or prevent such
displacement and/or upward angling. [Emphasis added]
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The word "play" is found in the SPECIFICATION in the above emphasized portion.

115. The SPECIFICATION, under the subheading "Technical Problems And Objects
Of The Invention", discloses what the system makes possible (CX-3, col. 4, Ins. 50-col. 5, In.
29).

The system according to the invention makes it possible to
provide concealed, precise locking of both the short and long
sides of the panels in hard, thin floors. The floor panels can be
quickly and conveniently disassembled in the reverse order of
laying without any risk of damage to the panels, ensuring at the
same time a high laying quality. The panels can be assembled
and disassembled much faster than in present-day systems, and
any damaged or worn-out panels can be replaced by taking up
and re-laying parts of the fioor.

According to an especially preferred embodiment of the
invention, a system is provided which permits precise joining of
thin floor panels having, for example, a thickness of the order of
3 mm and which at the sanie time provides a
tolerance-independent smooth top face at the joint. To this end,
the strip is mounted in an equalising groove which is countersunk
in the rear side of the strip panel and which exhibits an exact,
predetermined distance from its bottom to the front side of the
strip panel. The part of the strip projecting behind the groove
panel engages a corresponding equalising groove, which is
countersunk in the of the groove panel and which exhibits the
same exact, predetermined distance from its bottom to the front
side of the groove panel. The thickness of the strip is at least so
great that the rear side of the strip is flush with, and preferably
projects slightly below the rear side of the panels. In this
embodiment, the panels will always rest, in the joint, with their
equalising grooves on a strip. This levels out the tolerance and
imparts the necessary strength to the joint. The strip transmits
horizontal and upwardly-directed forces to the panels and
downwardly-directed forces to the existing subfloor.

Preferably, the strip may consist of a material which is flexible,
resilient and strong, and cin be sawn. A preferred strip material
is sheet aluminum. In an aluminum strip, sufficient strength can
be achieved with a strip thickness of the order of 0.5 mm.
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In order to permit taking up previously laid, joined floor panels
in a simple way, a preferred embodiment of the invention is
characterised in that when the groove panel is pressed against the
strip panel in the second direction and is turned angularly away
from the strip, the maximum distance between the axis of
rotation of the groove pane! and the locking surface of the
locking groove closest to the joint edges is such that the locking
element can leave the locking groove without contacting the
locking surface of the locking groove. Such a disassembly can

be achieved even if the aforementioned play between the locking

groove and the locking surface is not greater thap 0.2 mm.
[Emphasis added]

The word "play" is found in the SPECIFICATION in the above emphasized portion.
116. Under the subheading "Technical Problems And Objects Of The Invention," the
SPECIFICATION states (CX-3, col. 5, In. 30- col. 6, In. 17):

According to the invention. the locking surface of the locking
element is able to provide a sufficient locking function even with
very small heights of the locking surface. Efficient locking of
3-mm floor panels can be achieved with a locking surface that is
as low as 2 mm. Even a 0.5-mm-high locking surface may
provide sufficient locking. The term "locking surface" as used
herein relates to the part of the locking element engaging the
locking groove to form the second mechanical connection.

For optimal function of the invention, the strip and the locking
element should be formed on the strip panel with high precision.
Especially, the locking surface of the locking element should be
located at an exact distance from the joint edge of the strip panel.

Furthermore, the extent of the engagement in the floor panels
should be minimised, since it reduces the floor strength.

By known manufacturing methods, it is possible to produce a
strip with a locking pin, for example by extruding aluminum or
plastics into a suitable section, which is thereafter glued to the
floor panel or is inserted in special grooves. These and all other
traditional methods do however not ensure optimum function and
an optimum level of economy. To produce the joint system
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according to the invention, the strip is suitably formed from sheet
aluminum, and is mechanically fixed to the strip panel.

The laying of the panels can be performed by first placing the
strip panel on the subfloor and then moving the groove panel
with its long side up to the long side of the strip panel, at an
angle between the principal plane of the groove panel and the
subfloor. When the joint edges have been brought into
engagement with each other to form the first mechanical
connection, the groove panel is angled down so as to
accommodate the locking element in the locking groove.

Laying can also be performed by first, placing both the strip
panel and the groove pane! flat on the subfloor and then joining
the panels parallel to their principal planes while bending the
strip downwards until the locking element snaps up into the
locking groove. This laying technique enables in particular
mechanical locking of both the short and long sides of the floor
panels. For example, the long sides can be joined together by
using the first laying technique with downward angling of the
groove panel, while the short sides are subsequently joined
together by displacing the groove panel in its longitudinal
direction until its short side is pressed on and locked to the short
side of an adjacent panel in the same row.

In connection with their manufacture, the floor panels can be
provided with an underlay of e.g. floor board, foam or felt. The
underlay should preferably cover the strip such that the joint
between the underlays is offset in relation to the joint between the
floor panels.

The above and other features and advantages of the invention will
appear from the appended claims and the following description of
embodiments of the invention.
117. The SPECIFICATION, under the sﬁbheading "Description Of Drawing
Figures," states (CX-3, col. 6, Ins. 2342):
FIGS. la and 1b schematically show in two stages how two floor

panels of different thickness are joined together in floating
fashion according to a first embodiment of the invention.
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FIGS. 2a-c show in three stages a method for mechanically
joining two floor panels according to a second embodimernt of the
invention.

FIGS. 3a-c show in three siages another method for mechanically
joining the floor panels of FIGS. 2a-c.

FIGS. 4a and 4b show a floor panel according to FIGS. 2a-c as
seen from below and from above, respectively.

FIG. 5 illustrates in perspective a method for laying and joining
floor panels according to a third embodiment of the invention.

FIG. 6 shows in perspective and from below a first variant for
mounting a strip on a floor panel.

FIG. 7 shows in section a second variant for mounting a strip on
a floor panel.

118. The SPECIFICATION, under the subheading "Description Of Preferred
Embodiments" and referring to FIGS. 1a and 1b and FIGS. 4a and 4b states (CX-3, col. 6, In.
45- col. 8, In. 27):

FIGS. 1a and 1b, to which reference is now made, illustrate a
first floor panel 1, hereinatter termed strip panel. and a sccond
floor panel 2, hereinafter termed groove panel. The terms "strip
panel" and "groove panel" are merely intended to facilitate the
description of the invention, the panels 1, 2 normally being
identical in practice. The panels 1 and 2 may be made from
compact laminate and may have a thickness of about 3 mimn with a
thickness tolerance of about . +-.0.2 mm. Considering this
thickness tolerance, the panels 1, 2 are illustrated with different
thicknesses (FIG. 1b), the strip panel 1 having a maximum
thickness (3.2mm) and the groove panel 2 having a minimum
thickness (2.8 mm).

To enable mechanical joining of the panels 1, 2 at opposing joint

edges, generally designated 3 and 4, respectively, the panels are
provided with grooves and strips as described in the following.
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Reference is now made primarily to FIGS. la and 1b, and
secondly to FIGS. 4a and 4b showing the basic design of the
floor panels from below, and from above, respectively.

From the joint edge 3 of the strip panel 1, i.e. the one long side,
projects horizontally a flat strip 6 mounted at thee factory on the
underside of the strip panel 1 and extending throughout the entire
edge 3. The strip 6, which is made of flexible, resilient sheet
aluminum, can be fixed mechanically, by means of clue or in any
other suitable a way. In FIGS. 1a and 1b, the strip 6 is glued,
while in FIGS. 4a and 4b it is mounted by means of a mechanical
connection, which will be described in more detail herein below.

Other strip materials can be used, such as sheets of other metals,
as well as aluminum or plastics sections. Alternatively, the strip
6 may be integrally formed with the strip panel 1. At any rate,
the strip 6 should be integrated with the strip panel 1 i.e. it
should not be mounted on the strip panel 1 in connection with
laying. As a non-restrictive example, the strip 6 may have a
width of about 30 mm and a thickness of about 0.5 mm.

As appears from FIGS. 4a and 4b, a similar, although shorter
strip 6' is provided also at one short side 3' of the strip panel 1.
The shorter strip 6' does however not extend throughout the
entire short side 3' but is otherwise identical with the strip 6 and,
therefore, is not described in more detail here.

The edge of the strip 6 facing away from joint edge 3 is formed.
with a locking element 8 extended throughout the entire strip 6.
The locking element 8 has a locking surface 10 facing the joint
edge 3 and having a height of e.g. 0.5 mm. The locking element
8 is so designed that when the floor is being laid and the strip
panel 2 of FIG. la is pressed with its joint edge 4 against the
joint edge 3 of the strip panel 1 and is angled down against the
subfloor 12 according to FIG. 1b, it enters a locking groove 14
formed in the underside 16 of the groove panel 2 and extending
parallel to and spaced from the joint edge 4. In FIG. 1b, the
locking element 8 and the locking groove 14 together form a
mechanical connection locking the panels 1, 2 to each other in
the direction designated D2. More specifically, the locking
surface 10 of the locking element 8 serves as a stop with respect
to the surface of the locking groove 14 closest to the joint edge 4.
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When the panels 1 and 2 are join ether, they can however
occupy such a relative position in the direction D2 that there is a
small play a between the locking surface 10 and the locking
groove 14. This mechanicy] connection in the direction D2
allows mutual displacement of the panels 1. 2 jn the direction of
the joint, which considerab!y faciljtates the laying and enables
joining together the short sides by snap action.

As appears from FIGS. 4a and 4b, each canal in the systein has a
strip 6 at one long side 3 and a locking groove 14 at the other
long side 4, as well as a strip 6' at one short side 3' and a locking
groove 14' at the other short side 4',

Furthermore, the joint edge: 3 of the strip panel 1 has in its
underside 18 a recess 20 extending throughout the entire joint
edge 3 and forming together with the upper face 22 off the strip 6
a laterally open recess 24. The joint edge 4 of the groove panel
2 has in its top side 26 a corresponding recess 28 forming a
locking tongue 30 to be accommodated in the recess 24 sc as to
form a mechanical connection locking the joint edges 3, 4 to each
other in the direction designated D1. This connection can be
achieved with other design: of the joint edges 3, 4, for example
by a bevel thereof such that the joint edge 4 of the groove panel 2
passes obliquely in underncath the joint edge 3 of the strip panel
1 to be locked between thar edge and the strip 6.

The panels 1, 2 can be taken up in the reverse order of laying
without causing any damage to the joint, and be laid again.

The strip 6 is mounted in a tolerance-equalising groove 4() in the
underside 18 of the strip piinel 1 adjacent the joint edge 3. In this
embodiment, the width of 1he equalising groove 40 is
approximately equal to hal+ the width of the strip 6, i.e. about 15
mm. By means of the equalising groove 40, it is ensured that
there ill always exist between the top side 21 of the panel 1 and
the bottom of the groove 40 an exact, predetermined distance E
which is slightly smaller than the minimum thickness (2.8 mm)
of the floor panels 1, 2. The groove panel 2 has a corresponding
tolerance-equalising surfacz or groove 42 in the underside: 16 of
the joint edge 4. The distance between the equalising surface 42
and the top side 26 of the groove panel 2 is equai to the
aforementioned exact distance E. Further, the thickness of the
strip 6 is so chosen that the underside 44 of the strip is situated
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slightly below the undersides 18 and 16 of the floor panels 1 and
2, respectively. In this manner, the entire joint will rest on the
strip 6, and all vertical downwardly-directed forces will be
efficiently transmitted to the subfloor 12 without any stresses
being exerted on the joint edges 3, 4. Thanks to the provision of
the equalising grooves 40, 42, an entirely even joint will be
achieved on the top side, despite the thickness tolerances of the
panels 1, 2, without having to perform any grinding or the like
across the whole panels. Especially, this obviates the risk of
damage to the bottom layer of the compact laminate, which might
give rise to bulging of the panels. [Emphasis added]

The word "play" is found in the SPECIFICATION in the above emphasized portion.

119. The SPECIFICATION, under the subheading "Description Of Preferred
Embodiment" and referring to FIGs. 2a-c. FIGs. 1a and 1b, FIG. 6 and FIG. 7, states (CX-3,
col. 8, In. 28-col. 9, In. 13):

Reference is now made to the embodiment of FIGs. 2a-c showing
in a succession substantially the same laying method as in FIGs.
la and 1b. The embodiment of FIGs. 2a-c primarily differs from
the embodiment of FIGs. 1a and 1b in that the strip 6 is mounted
on the strip panel 1 by means of a mechanical connection instead
of glue. To provide this mechanical connection, illustrated in
more detail in FIG. 6, a groove 30 is provided in the underside
18 of the strip panel 1 at a distance from the recess 24. The
groove 50 may be formed either as a continuous groove
extending throughout the entire length of the panel 1, or as a
number of separate grooves. The groove 50 defines, together
with the recess 24, a dovetuil gripping edge 52, the underside of
which exhibits an exact equalising distance E to the top side 21
of the strip panel 1. The aluminum strip 6 has a number of
punched and bent tongues 54, as well as one or more lips 56
which are bent round opposite sides of the gripping edge 52 in
clamping engagement therewith. This connection is shown in
detail from below in the perspective view of FIG. 6.

Alternatively, a mechanical connection between the strip 6 and
the strip panel 1 can be provided as illustrated in FIG. 7 showing
in section a cut-away part of the strip panel 1 turned upside
down. In FIG. 7, the mechanical connection comprises a dovetail
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recess 53 in the underside 18 of the strip panel 1, as well as
tongues/lips 60 punched and bent from the strip 6 and clamping
against opposing inner sides of the recess 58.

The embodiment of FIGs. 2a-c is further characterised in that the
locking element 8 of the strip 6 is designed as a component bent
from the aluminum sheet and having an operative locking surface
10 extending at right angles up from the front side 22 of the strip
6 through a height of e.g. 0.5 mm and a rounded guide surface
34 facilitating the insertion of the locking element 8 into the
locking groove 14 when angling down the groove panel 2
towards the subfloor 12 (FIG. 2b), as well as a portion 36 which
is inclined towards the subfloor 12 and which is not operative in
the laying method illustrated in FIGs. 2a-c.

Further, it can be seen from FIGs. 2a-c that the joint edge 3 of
the strip panel 1 has a lower bevel 70 which cooperates during
laying with a corresponding upper bevel 72 of the joint edge 4 of
the groove panel 2, such that the panels 1 and 2 are forced to
move vertically towards each other when their joint edges 3, 4
are moved up to each other and the panels are pressed together
horizontally.

Preferably, the locking surtace 10 is so located relative to the
joint edge 3 that when the groove panel 2, starting from the
joined position in FIG. 2c, is pressed horizontally in the direction
D2 against the strip panel 1 and is turned angularly up from the
strip 6, the maximum distance between the axis of rotation A of
the groove panel 2 and the locking surface 10 of the locking
groove is such that the locking element 8 can leave the locking
groove 14 without coming into contact with it.

120. The SPECIFICATION, under the subheading " Description Of Preferred
Embodiments" and referring to FIGs. 2a-¢ and FIGs. 3a-3b, states (CX-3, col. 9 Ins. 15-55):

FIGs. 3a-3b show another joining method for mechanically
joining together the floor panels of FIGs. 2a-c. The method
illustrated in FIGs. 3a-c relies on the fact that the strip 6 is
resilient and is especially useful for joining together the short
sides of floor panels which have already been joined along one
long side as illustrated in FIGs. 2a-c. The method of FIGs. 3a-c
is performed by first placing the two panels 1 and 2 flat on the
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subfloor 12 and then moving them horizontally towards each
other according to FIG. 3b. The inclined portion 36 of the
locking element 6 then serves as a guide surface which guides the
joint edge 4 of the groove panel 2 up on to the upper side 22 of
the strip 6. The strip 6 will then be urged downwards while the
locking element 8 is sliding on the equalising surface 42. When
the joint edges 3, 4 have been brought into complete engagement
with each other horizontally, the locking element 8 will snap into
the locking groove 14 (FIG. 3c), thereby providing the same
locking as in FIG. 2c. The same locking method can also be
used by placing, in the initial position, the joint edge 4 of the
groove panel with the equalising groove 42 on the locking
element 10 (FIG. 3a). The inclined portion 36 of the locking
element 10 then is not operative. This technique thus makes it
possible to lock the floor panels mechanically in all directions,
and by repeating the laying operations the whole floor can be laid
without using any glue.

The invention is not restricted to the preferred embodiments
described above and illustrated in the drawings, but several
variants and modifications :hereof are conceivable within the
scope of the appended clairms. The strip 6 can be divided into
small sections covering the major part of the joint length.
Further, the thickness of the strip 6 may vary throughout its
width. All strips, locking grooves, locking elements and recesses
are so dimensioned as to enable laying the floor panels with flat
top sides in a manner to rest on the strip 6 in the joint. If the
floor panels consist of compact laminate and if silicone or any
other sealing compound, a rubber strip or any other sealing
device is applied prior to laying between the flat projecting part
of the strip 6 and the groove panel 2 and/or in the recess 26, a
moisture-proof floor is obtxined.

121. The SPECIFICATION, under the subheading "Description Of Preferred
Embodiments" and referring to FIGs. 5 and 6, states (CX-3, col. 9, In. 56- col. 10, In. 34):

As appears from FIG. 6, an underlay 46, e.g. of floor board,
foam or felt, can be mount«d on the underside of the, pancls
during the manufacture thereof. In one embodiment, the
underlay 46 covers the strip 6 up to the locking element 8. such
that the joint between the underlay 46 becomes offset in relation
to the joint between the joint edges 3 and 4.
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In the embodiment of FIG. 5, the strip 6 and its locking element
8 are integrally formed with the strip panel 1, the projecting part
of the strip 6 thus forming an extension of the lower part of the
joint edge 3. The locking function is the same as in the
embodiments described above. On the underside 18 of the strip
panel 1, there is provided a separate strip, band or the likz 74
extending throughout the entire length of the joint and having, in
this embodiment, a width covering approximately the same
surface as the separate strip 6 of the previous embodiments. The
strip 74 can be provided directly on the rear side 18 or in a
recess formed therein (not shown), so that the distance from the
front side 21, 26 of the floor to the rear side 76, including the
thickness of the strip 74, always is at least equal to the
corresponding distance in the panel having the greatest thickness
tolerance. The panels 1, 2 will then rest, in the joint, on the strip
74 or only on the undersides 18, 16 of the panels, if these sides
are made plane.

When using a material which does not permit downward bending
of the strip 6 or the locking element 8, laying can be performed
in the way shown in FIG. 5. A floor panel 2a is moved angled
upwardly with its long side 4a into engagement with the long side
3 of a previously laid floor panel 1 while at the same time a third
floor panel 2b is moved with its short side 4b' into engagement
with the short side 3a' of the upwardly-angled floor panel 2a and
is fastened by angling the panel 2b downwards. 'The panel 2b is
then pushed along the shor side 3a' of the upwardly-angled floor
panel 2a until its long side 4b encounters the long side 3 of the
initially-laid panel 1. The rwo upwardly-angled panels 2a and 2b
are therefore angled down on to the subfloor 12 so as to bring
about locking.

By a reverse procedure the panels can be taken up in the reverse
order of laying without causing any damage to the joint, and be
laid again.

Several variants of preferred laying methods are conceivable. For
example, the strip panel can be inserted under the groove panel,
thus enabling the laying of panels in all four directions with
respect to the initial position.
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L.

122.

Domestic Industry

Limbert, making no mention of whether the Pergo and Unilin products

contained play, testified accordingly (Tr. at 820-26):

Q

And do you have an opinion as to whether the limitations of
claim 19 of the '267 patent can be found in the Unilin installation
instructions?

Yes, I do.

And do you provide that opinion and the basis for that opinion?
Yes, it's my opinion that a!l the limitations found in claim: --
found in claim 19 of the '247 patent are found in the Unilin
Uniclic installation instructions. The basis for that opinion is
illustrated in exhibit -- the =xhibit on the left on the screen -- |
don't see the number.

It's CX-125.

And CX-125.

JUDGE LUCKERN: That's the exhibit number, isn't it,
Doctor? That is the exhibit that you were referring to, correct?

THE WITNESS: Well I can't see the exhibit number on what
I'm looking at, so [ --

JUDGE LUCKERN: Oh. Make sure that he verifies whit you
said.

BY MR. O'BRIEN:
Can you turn to CX-125 in your book?

JUDGE LUCKERN: App:rently I can't find exhibit number on

THE WITNESS: I'm dealing with three different exhibits.
JUDGE LUCKERN: Off the record.
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JUDGE LUCKERN: Are back. Is that it, Doctor?
THE WITNESS: Yes.

JUDGE LUCKERN: And that's the exhibit number?
THE WITNESS: Yes, CX-125.

JUDGE LUCKERN: Thaik you.

THE WITNESS: Can you repeat the question, piease?

JUDGE LUCKERN: I'll repeat it, Doctor. Let me just -- let me
give you paraphrased a series of questions.

Question: And do you have an opinion as to whether the
limitations of claim 19 of the '267 patent can be found in the
Unilin installation instructions?

Answer: Yes, I do.

And could you provide that opinion or would you provide that
opinion or the basis for your opinion.

Yes, it's my opinion that all the limitations found -- that would
be claim 19 of the '267 patent are found in the Unilin Uniclic
installation instructions.

The basis for that opinion is illustrated in exhibit -- and they did
-- we don't know the number, but we ended up. the exhibit
would be what you later sa:d is CX-125. And that's it. Did you
have anything more to add to that answer?

THE WITNESS: Yes, Your Honor.
JUDGE LUCKERN: Go ahead.

THE WITNESS: The basis for that opinion is as follows: Claim
19 of the '267 patent describes a three-step method for laying and
joining of rectangular paneis. The first step involves placing a
new one adjacent to a long edge, and displaced from a second
panel, in the second row, auad then step B involves angling the
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new one down to accommecdate the locking element in the strip to
the locking groove of the new panel, and the third step involves
placing the new panel in its longitudinal direction so that the
short edges are -- become mechanically connected in the first and
second directions.

The Exhibit CX-125 uses illustrations from theUniclic website,
and points out the first and second direction, points out the
locking groove, locking element and locking strip. And then the
Uniclic instructions illustrate step A, that is, placing the new one
of the panels such that the aew panel is placed upon the
corresponding edge of the previous panel as illustrated in the
figure labeled A.

Subsequently angling the ncw one down, step B, is illustrated in
figure B of Exhibit CX-125%.

Finally, the step of displac:ng the new one is described in the
paragraph labeled B towards the bottom of Exhibit CX-125 along
with the smaller illustration labeled B at the bottom of CX-1285,
where the instructions describe methods to connect the panels
while laying flat.

Can you turn to CX-1297 And what is CX-129?

CX-129 is an exhibit that I prepared using iages from the Pergo
Presto website and some text from the Pergo Presto installation
instructions. And it compzres those instructions with the basic
elements of claim 19 of the '267 patent.

Do you have an opinion as to whether the Pergo installation
instructions are covered by claim 19 of the '267 patent?

I do.
And would you state your opinion and provide the basis for it?

It is my opinion that all of the limitations of claim 19 are
included in the Pergo Presto installation instructions. The: basis
for that is illustrated here ia figure -- excuse me, in Exhibit
CX-129, with the upper figure illustrating the structural parts of
this method claim as well as the three steps of installation. First
step A, placing a new one of the panel, placing upon a previously
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laid panel which is illustrated in the figure labeled E,
subsequently angling down the new one; step B. which is
illustrated in the next couple of illustrations.

And finally step C, displacing the new one where there is an
illustration, it's either I or L, and the next the paragraph labeled
L, where methods and techniques for displacing the new one into
the -- in a plane, are described.

123.  Limbert, concerning why he believed that the Unilin product infringe claims 1,
26 and 39 of the ‘410, testified (Tr. at 809-12):

Q Claim 1 is included as CX-176, for your reference. And could
you state your opinion regarding the comparison between the
Unilin product in claim 1 of the '410 patent and explain the basis
for your opinion?

A Claim 1 of the '410 patent covers an edge lock for use in a
flooring system that mechanically a releasable I locks togcther
floor, adjacent floor panels when those panels are laying flat on a
subfloor.

And the edge lock compriscs a locking means for forming a first
mechanical connection and a second mechanical connecticn, and
which the Unilin Uniclic product does. The locking means that
is described in claim 1 inclades a locking groove extending
parallel to a first edge, and the locking groove is pointed out in
the upper right-hand photograph of CX-152.

The locking means also includes a flexible and resilient locking
strip that also extends along; most of the length of an edge, and
that is illustrated in the upper left-hand corner of CX-152. at
least for the short edges of the Uniclic product.

The locking means also requires that the locking strip have a
locking element projecting from it, and that is also pointed out
there the upper left-hand corner photograph of CX-152.

The locking means is further constructed so as to operate as a
one-way snap lock when these panels are assembled in plane
when the adjacent edges ar: displaced towards one anothcr by
resiliently -- pardon me, by moving or urging the lower resilient
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locking strip downwards until the upper corner portions of the --
of the edges are brought inio complete engagement and thereby
the locking element snaps up into the locking groove, and that is
illustrated in the third photograph in CX-152 where we have the
adjoined short edges with the upper corner portions abutted and
the locking element positioned now in the locking groove.

Finally, claim 1 requires that they be constructcd as to enable
those panels to be rotated about the upper corner portions of
those locked-together edges in an angular direction to remove the
locking element from the locking groove in order to unlock the
one-way snap lock, and that is easily done with the Unilip
Uniclic product.

I'd like you to make the same comparison with claim 26 of the
'410 patent. If you could state your opinion and explain the basis
for your opinion as to whether the limitations of claim 26 are
found in the Unilin product.

We pointed out the differences between claim 26 and claim 1 of
the '410 patent, and -- yesterday, and the principal differences
have to do with the assembly of the product when adjacent floor
panels are already connected with another panel and are laying
flat on the subfloor, and that there's no requirement for the edge
to enable disassembly.

It is my opinion that all of :he claims of claim 26 are -- pardon
me -- all of the limitations of claim 26 of the '410 patent are
found in the Unilin Uniclic product.

And I'd like you to turn to CX-178, and begin make the same
comparison as to whether or not the limitations of claim 39 of the
'410 patent are found in the Unilin product.

Yesterday, we discussed the differences between claim 39 of the
'410 patent and claim 1 of <he '410 patent.

And claim 39 points out the long edges and short edges; it says
that the first and second mechanical connections are constructed
do allow mutual displacement in the direction of the long edges,
and the second mechanical connection allows the locking element
to be of the locking groove when one panel is rotated relative to
the other.
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It is my opinion that Unilir Uniclic product includes all of the
limitations of claim 39 of the '410 patent.

Q Now, do you have an opinion as to whether or not the structure
of the Pergo product is the same as the structure of the Unilin
product with reference to the claims we've been discussing?

A Yes, I do.

Q And what is your opinion comparing the structure of the Pergo
product with the structure of the Unilin product?

A The Pergo product has all of the same structures in almost the
same way, almost exactly the same way as the Unilin Uniclic
product. And I believe that it's licensed from Unilin.

Q So is your opinion any diffcrent or the bases for your opinion
with respect to Pergo any different than the opinions which you
have just provided with respect to Unilin?

A Well, my bases would include the -- for the Pergo product would
include their product as opposed to the Unilin product, but it was
my opinion that the Pergo Presto product is covered by al! the
claims, all the limitations of claim 1, 26 and 39 of the '410
patent.

Q And are there any other reasons than that which you have
provided with respect to the Unilin product?

A Not that I'm recalling.
J. Embodiments
124. Concerning whether or not play could be detected in a joint by seeing the play,
Tony Pervan testified:
Q And if you don't se« play, you don't have play?
A Okay. You're very trustworthy to the engineering
of my methods. But, still, I can't exclude play in
any way because I don't see it. That is too much

to say.
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But if I see play I trust, if [ couldn't — if I
could find play with_this method, that then there is
a play. But if you don't notice any play, that is
not evidence that the joint doesn't have play, you
can't exclude play with this method, because it
still it's a very sensitive operation. To brush away
all the fibers, you could have fibers stuck in the
small, you know, play is very, very tiny, very tiny
gap. It could be actually from zero to, well, 0.2
millimeters, that is nothing, that is a hair.

So a play could be so small that even though
that it's there, I can't see it in the microscope. So
there is no reason to exclude play because of that
you can't notice it in the microscope, when you dc
this procedure.

Q So even though you can't see it, your testimony is even though
you can't see it, it may be there?

A Of course. Zero is all -- above zero is still a play, and. you
know, you can -- we will have very small play, that is barely
visible.

(Pervan, Tr. at 291-92) (Emphasis added).
125. Concerning the figures included in the specifications, Tony Pervan testified:

Q Let's take a look at the drawing you decided to
include. You included figure 1B, right?

1B is there, yes.
And that's a joint with play?

That is a joint with play in it, delta.

o oo

And we can compare: that to -- do you see it up
there, the play? We can compare that to the figure
4 of your mechanica' lock?

A Figures 4.
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Of the PCT -- of your Swedish application?

Four.

I put it next to you up on the screen. Do you see that?
[ don't follow -- that's from tﬁe --

This is figure --

-- from the patent, the Swedish?

Right. Figure 4 of your Swedish application is up
top.

Okay.

And we compare tha: to figure 1 of your PCT
application.

¥ ¥k ok %
Do you see both up there?
Yes.
And they're differem, correct?
Yes.

In figure 4, we have no play; and in figure 1 of the
PCT, we show the play?

In the figure 1B therc, there is a delta which points
out the play in the first Swedish, if the drawing,
there is nothing that points out play.

Right. Let's take a lnok at figure 2 of your PCT
application. That shows a play in the joint also,

correct?

No, that is not correct.
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['m pointing out 2-C' in the locked position.

Yes.

And you show a gap there?

I show a gap on the drawing. But as far as [ know, this is
from the patent, the PCT application. And I can't see any
reference on this drawing to play. So this is a schematical
drawing of a joint which could have play or not play.

My question to you i1s: There's a gap in figure 2C, correct?

There is a gap in the picture between -- where exactly at.

Between the locking surface 10 and the Jocking 25 groove 14?

On the picture that J can see a small, small space
there.

Thank you. And thz same is true with figure 3?
Show the picture.

* k% ¥

We see the same gap, correct?

There is -- correct, there is a space on the drawing
in figure 3C.

Between the locking surface 10 and the locking
groove 14?

Well, on the drawing you can notice a space but still, it's
not meant to be -- it's not referred to anything as I know.

So every drawing you included in the PCT

application, you have a space between the locking
surface 10 and the locking groove 14?
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A Well, as I remember it, at least the cross-section
drawings had -- were drawn in that way so you
could find a space.
(Tr. at 358-61) (Emphasis added).
126.  Concerning the existence of a small gap between the locking surface of the

locking element and the locking groove in the embodiments depicted in FIGs. 1 and 2,

Limbert testified:

THE WITNESS: | would agree that figure 1

shows play associated with part of the second
mechanical connection.

% ¥ %k ¥

Q All right. And that exists in this picture between

the locking surface identified up above as 10, and
the locking groove 14, correct? '

A That's correct.

Q Now_ let's go to figure 2(c). And I believe your
testimony was that this was not a production

drawing, correct?
A [ may have said something like that, yes.

Q But you will agree with me that there's a gap here
between the locking groove 14 and the locking
surface 10?

A Yes. I would agree in this patent drawing, that
there's a separation between the left vertical
surface groove 14, and the surface 10 of the

element 8.

(Tr. at 933-34) (Emphasis added).
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128.  Although Limbert acknowledged previously that there was a gap
in between the locking surface of ihe locking element and the locking groove,
he refused to acknowledge this as play, testifying as follows:

Q And I'd like to compare figure 2(c) of the ‘410 patent to the
lower figure in RX- 1467. Do you see that.

Okay.
Now, there’s some similar layers, correct?
Yes, there are.

They both show a play in the joint, correct?

> 0 o O >

Well, again, the one on the right calls it out, there is nothing on
the drawing on the - there’s nothing in figure 2(c). the patent

drawing in figure 2(c). that calls out that clearance.

* ok k¥

THE WITNESS: Idon't here. And I don't see it in claim 2 or
claim 3 or in any of the claims of the '907 patent. But I do see,
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' yOu know, this idea of play in a few locations in the
specification.

JUDGE LUCKERN: Yeah. Well, I know, I pointed those out,
those places.

THE WITNESS: And I think there may be one or two more.
Those generally, to me, refer to specific embodiments of the
inventions.

JUDGE LUCKERN: Would you agree that the figures of figures
one, two and three, all show play, would you - maybe not, |
don't know. ['m only saying based on what you've heard some
people argue. But -- but as an expert, and you've been qualified
as an expert, would the figures, and ['m looking now at figure
1(b), we have this little delta sign, and I'm also looking at figure
2, 1 think we've got something there, someplace that has a -- or
maybe in the specification. And I think something in the
specification. Would you agree that that play this play that we
referenced in the specification, is shown in, say, figure 1(b)?

THE WITNESS: Yes, it is illustrated and called out in figure
1(b).

JUDGE LUCKERN: How about figure 2, is it -_is there any
play shown engineering in figure 2, in your opinion

THE WITNESS: Well, I would say that there is no play called
out in that drawing like it is_in figure =

JUDGE LUCKERN: Yeah, I don't see the delta sign there.
And -

THE WITNESS: Well, that's right and that's my point, it is not
called out.

JUDGE LUCKERN: Is it there by a number?

THE WITNESS: No, [ don't -- I don't - I don't think so. 1
mean, I'm interpreting these not as engineering drawings but as
patent drawings. And so if it's not pointing it out to me, then
I'm not sure that it's there. With regard to - I think you are
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asking something about play and how it relates to claim 1 of this
patent. Was] - was | -

%% K

JUDGE LUCKERN: And why doesn't [play] have to be there.
in order to make the method of claim ] work? And I'm not

trying to be argumentative. if ] am argumentative let's move on,
I'll certainly understand it.

THE WITNESS: Well, let me finish with why, with my opinion
regarding play in claim 1 of the '907 patent. 1 mentioned
previously that it's not called out in the claim. The secondly,
that when play normally shows up in the specification, it's
preceded by a can, not a must or does. I've also - you pointed
out that only figure 1(b) of all of the figures that are included in
the patent call out the play delta: it's not called out in any of the
other drawings. ‘

(Tr. at 933, 966-67, 969) (Emphasis added)
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CONCLUSIONS OF LAW

1. The Commission has in rem jurisdiction, subject matter jurisdiction and in
personam jurisdiction.

2. There has been an importaticn of certain flooring products which are the subject
of the alleged unfair trade allegation.

3. 35U.S.C. § 112, § 6 applies to the asserted claims of each of the ‘267, ‘907 and

‘410 patents and the 35 U.S.C. § 112, § 6 structure requires "play.”

4,  Each asserted claim of each of the ‘267, ‘907 and ‘410 patents requires the
limitation of "play."”

5. No domestic industry exists, as required by subsection (a) (2) of section 337, that
exploits each of the 267, ‘907 and ‘410 patents.

6. Respondents have failed to establish that the asserted claims of each of the ‘267,
‘907 and ‘410 patents are not valid.

7. Complainants have not established that the asserted claims of the ‘267, ‘907 and
‘410 patents are infringed by any of the respondents.

8. It has not been established that complainants misused the patents in issue.

9. Respondents are not in violation of section 337 based on any importation into the

United States, sale for importation, and sale within the United States after importation of

certain flooring products which are the subject of the alleged unfair trade allegations.
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ORDER

Based on the foregoing opinion, it is the administrative law judge’s final initial
determination that there has been no violation of section 337 in the importation into the United
States, sale for importation, and the sale within the United States after importation of certain
flooring products by any of the responder:ts.

The administrative law judge hereby CERTIFIES to the Commission his final initial
determination together with the record co-sisting of the exhibits admitted into evidence. The
pleadings of the parties filed with the Secretary and the transcript of the hearing, including
closing arguments, are not certified, since they are already in the Commission’s possession in
accordance with Commission rules.

Further it is ORDERED that:

1. In accordance with Commission rule 210.39, all material heretofore marked in

camera because of business, financial, and marketing data found by the administrative law
judge to be cognizable as confidential business information under Commission rule 201.6(a) is

to be given in camera treatment continuing after the date this investigaticn is terminated.

2. Counsel for the parties shall nave in the hands of the administrative law judge
those portions of the final initial determination which contain bracketed confidential business
information to be deleted from any public version of said determination, no later than
November 20, 2001. Any such bracketed version shall not be served by telecopy on the
administrative law judge. If no such bracketed version is received from a party it will mean
that the party has no objection to removing the confidential status, in its entirety, from this
initial determination.
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3.  This final initial determination, issued pursuant to Commission rule 210.42(h)(2),
shall become the determination of the Commission forty-five (45) days after the service
thereof, unless the Commission, within that period shall have ordered its review in its entirety
or certain issues therein, or by order has changed the effective date of szid initial

determination.

Paul J, Luckern
Administrative Law Judge

Issued: November 2, 2001
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