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In the Matter of
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CERTAIN AGRICULTURAL TRACTORS Investigation No. 337-TA-380 "~
UNDER 50 POWER TAKE-OFF

HORSEPOWER

NOTICE OF ISSUANCE OF GENERAL EXCLUSION ORDER
AND CEASE AND DESIST ORDERS

AGENCY: U.S. International Trade Commission.

ACTION: Notice.

SUMMARY:: Notice is hereby given that the U.S. International Trade Commission has
issued a general exclusion order and eleven cease and desist orders in the above-captioned

investigation.

. FOR FURTHER INFORMATION CONTACT: Shara L. Aranoff, Esq., Office of the
General Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington,
D.C. 20436, telephone 202-205-3090.

SUPPLEMENTARY INFORMATION: The authority for the Commission’s-determiratien is
contained in Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in
sections 210.45 and 210.50 of the Commission’s Rules of Practice and Procedure (19 C.F.R.
§§ 210.45 and 210.50).

‘This trademark-based section 337 investigation was instituted by the Commission on
February 14, 1996, based on a complaint filed by Kubota Tractor Corporation (“KTC”),
Kubota Manufacturing of America (“KMA”), and Kubota Corporation (“KBT”) (collectively
“complainants™). Complainants alleged unfair acts in violation of section 337 of the Tariff
Act of 1930 (19 U.S.C. § 1337) in the importation, sale for importation, and/or the sale
within the United States after importation, of certain agricultural tractors under 50 power
take-off horsepower, by reason of infringement of complainants’ four registered trademarks,
U.S. Reg. Nos. 922,330 (“KUBOTA" in block letters), 1,775,620 (“KUBOTA” stylized),
1,028,221 (Gear Design), and 1,874,414 (stylized “K”). The Commission’s notice of
investigation named 20 respondents: Eisho World Ltd., Nitto Trading Corporation, Nitto
Trading Co. Ltd., Sanko Industries Co., Ltd., Sonica Trading, Inc., Suma Sangyo, Toyo
Service Co., Ltd., Bay Implement Company, Casteel Farm Implement Co. of Monticello,
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Arkansas, Casteel Farm Implement Co. of Pine Bluff, Arkansas, Casteel World Group, Inc.,
Gamut Trading Co., Gamut Imports, Lost Creek Tractor Sales, MGA, Inc. Auctioneers,
Tom Yarbrough Equlpment Rental and Sales, Inc., The Tractor Shop, Tractor Company,
Wallace International Trading Co. and Wallace Import Marketing Co. Inc. 61 Fed. Reg.
6802 (Feb. 22, 1996).

On May 29, 1996, the Commission determined not to review an ID (Order No. 13)
finding respondents Tractor Company, Sonica Trading, and Toyo Service in default pursuant
to Commission rule 210.16 (19 C.F.R. § 201.16), and ruling that they had waived their
respective rights to appear, to be served with documents, and to contest the allegations at
issue in the investigation. On June 19, 1996, the notice of investigation was amended to add
Fujisawa Trading Company as a respondent. On September 25, 1996, the Commission
Yssued a ‘consent order términating the investigation as to respondent Nitto Trading
Corporation. On September 30, 1996, the Commission issued a consent order terminating
the investigation as to respondent Tom Yarbrough Equipment Rental and Sales, Inc.

On August 21, 1996, the Commission determined not to review an initial
determination (ID) (Order No. 40) granting complainants’ motion for summary determination
that complainants’ four trademarks are valid and that the “KUBOTA™ (block letters) and
Gear Design marks are incontestable. On September 6, 1996, the Commission determined
not to review an ID (Order No. 47) granting complainants’ motion for summary
determination that a domestic industry exists with respect to the “KUBOTA”™ (block letters)
and “KUBOTA?” (stylized) trademarks.

The presiding administrative law judge (ALJ) held an evidentiary bearing on the
merits between August 29 and September 7, 1996, and heard closing arguments on October
24, 1996. The ALJ issued his final ID finding a violation of section 337 on November 22,

- 1996. He found-that there had been imports of the accused products; that 24 specific models
of the accused tractors infringed the “KUBOTA” (block letters) trademark (U.S. Reg. No.
922,330); that one model of the accused tractors, the KBT L200, did not infringe the
“KUBOTA” (block letters) trademark; that none of the 25 accused KBT models considered
infringed the “KUBOTA” (stylized) trademark (U.S. Reg. No. 1,775,620); and that
complainants were no longer asserting violations of section 337 based on infringement of the
stylized “K” and “Gear Design” trademarks.

On January 9, 1997, the Commission determined to review (1) the finding of no
infringement and no violation with respect to the KBT model L200 tractor; and (2) the
decision to limit infringement analysis to 25 models of accused tractors rather than all models
of KBT tractors as to which there is evidence of importation and sale in the United States.
The Commission determined not to review the ID in all other respects. On review, the
Commission requested that the parties address the following issues:

(1) whether the fact that gray market KBT model L200 tractors are imported and sold
bearing Japanese-language labels constitutes a “material difference” from the
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authorized KTC model 1200 tractors sufficient to establish a likelihood of consumer
confusion;

(2) whether evidence on the record in this investigation demonstrates that specific
KBT models other than the 25 identified on [Staff Exhibit] SX-1 have been imported
and sold in the United States; and, if so,

(3) whether evidence on the record in this investigation demonstrates that any specific
KBT model identified in number (2) above was imported and- sold in the United States
bearing Japanese-language labels or is otherwise materially different than the closest
corresponding KTC model with respect to any of the differences found to be
“material” in the ID. '

In addition, the Commission requested written submissions on the issues of remedy, the
public interest, and bonding. 62 Fed. Reg. 2179 (Jan. 15, 1997).

Submissions and reply submissions on remedy, the public interest, and bonding and
on the issues under review were received from complainants, respondents, and the
Commission investigative attorney (IA). In addition, complainants filed a request for oral
hearing pursuant to Commission rule 210.45, complainants filed a request to strike pages 4-
20 of respondents’ brief on review, respondents filed a request to strike certain consumer
survey information submitted by complainants and to sanction complainants for submitting
that information, complainants filed a motion for leave to file a surreply brief in response to
the reply brief filed by the IA, and respondents filed an objection to complainants’ surreply
brief.

Having reviewed the record in this investigation, including the written submissions of
the parties, the.Cammission has determined (1) to reverse the ALJ’s finding of no
infringement and no violation by the KBT model L200 tractor; (2) to find a violation of
section 337 with respect to 20 models of KBT tractors in addition to the 25 models
considered by the ALJ; and (3) to deny complainants’ request for oral hearing, both requests
to strike, respondents’ request for sanctions, and complainants’ motion for leave to file a
surreply brief. The Commission has further determined that the appropriate form of relief is
a general exclusion order prohibiting the unlicensed entry for consumption of agricultural
tractors under 50 power take-off horsepower manufactured by Kubota Corporation of Japan
that infringe the federally-registered U.S. trademark “KUBOTA” (Reg. No. 922,330) and
eleven cease and desist orders directed to respondents Bay Implement Company, Casteel
World Group, Inc. (and related entities), Gamut Trading Co. (and related entities), Lost
Creek Tractor Sales, MGA, Inc. Auctioneers, The Tractor Shop, Tractor Company, and
Wallace International Trading Co. prohibiting the importation, sale for importation, or sale in
the United States after importation of agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe the federally-
registered U.S. trademark “KUBOTA” (Reg. No. 922,330).
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The Commission has also determined that the public interest factors enumerated in
subsections 1337(d) and (f) do not preclude the issuance of the general exclusion order and
cease and desist orders, and that the bond during the Presidential review period shall be in
the amount of 90 percent of the entered value of the articles in question.

Copies of the Commission’s order, the public version of the Commission’s opinion in
support thereof, and all other nonconfidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m.
to 5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E.
Street, S.W., Washington, D.C. 20436, telephone 202-205-2000. Hearing impaired persons
are advised that information on the matter can be obtained by contacting the Commission’s
TDD terminal at 202-205-1810.

By order of the Commission.

Bonn. Rl e

Donna R. Koehnke
Secretary

Issued: February 25, 1997



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

)
~ In the Matter of )
)
CERTAIN AGRICULTURAL TRACTORS ) Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF ) .
HORSEPOWER )
)

GENERAL EXCLUSION ORDER

This trademark-based section 337 investigation was instituted by the Commission on February 14,
1996, based on a complaint filed by Kubota Tractor Corporation (“KTC™), Kubota Manufacturing of America
(“KMA”), and Kubota Corporation (“KBT”) (collectively “complainants”). Complainants alleged unfair acts in
violation of section 337 of the Tariff Act of 1930 (19 U.S.C. § 1337) in the importation, sale for importation,
and/or the sale within the United States after importation, of certain agricultural tractors under 50 power take-
off horsepower, by reason of infringement of complairiams’ four registered trademarks, U.S. Reg. Nos.
922,330 (“KUBOTA" in block letters), 1,775,620 (“*KUBOTA? stylized), 1,028,221 (Gear Design), and
1,874,414 (stylized “K”). The Commission’s notice of investigation named 20 respondents: Eisho World Ltd.,
Nitto Trading Corporafion, Nitto Trading Co. Ltd:, Sanko Industries Co., Ltd., Sonica Trading, Inc., Suma
Sangyo, Toyo Service Co., Ltd., Bay Implement Company, Casteel Farm Implement Co. of Monticello,
Arkansas, Casteel Farm Implement Co. of Pine Bluff, Arkansas, Casteel World Group, Inc., Gamut Trading
Co., Gamut Imports, Lost Creek Tractor Sales, MGA, Inc. Auctioneers, Tom Yarbrough Equipment Rental and
‘Sales, Inc., The Tractor Shop, Tractor Company, Wallace International Trading Co. and Wallace Import
Marketing Co. Inc.. 61 Fed. Reg. 6802 (Feb. 22, 1996).
On May 29, 1996, the Commission determined not to review an ID (Order No. 13) finding respondents
Tractor Company, Sonica Trading, and Toyo Service in default pursuant to Commissibn rule 210.16 (19 C.F.R.
§ 201.16), and ruling that they had waived their respective rights to appear, to be served with documents, and

to contest the allegations at issue in the investigation. On June 19, 1996, the notice of investigation was
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amended to add Fujisawa Trading Company as a respondent. On September 25, 1996, the Commission issued a
consent order terminating the investigation as to respondent Nitto Trading Corporation. On September 30,
1996, the Commission issued a consent order terminating the investigation as to respondent Tom Yarbrough
Equipment Rental and Sales, Inc.

| Oﬂ August 21, 1996, the Commission deterﬁined not to review an initial determination (“ID”) (Order
No. 40) granting complainants’ motion for summary determination that complainants’ four trademarks are valid
and that the “KUBOTA”™ (block letters) and Gear Design marks are incontestable. On September 6, 1996, the
Commission determined not to review an ID (Order No. 47) granting complainants’ motion for summary
determination that a domestic industry exists with respect to the “KUBOTA” (block letters) and “KUBOTA"’
(stylized) trademarks.

The presiding administrative law judge (“*ALJ”) held an evidentiary hearing on the merits between
August 29 and September 7, 1996, and heard closing arguments on October 24, 1996. The ALJ issued his final
ID finding a violation of section 337 on November 22, 1996. He found that there had been imports of the
accused products; that 24 specific models of the accused tractors infringed the “KUBOTA” (block letters)
trademark (U.S. Reg. No. 922,330); thét one model of the accused tractors, thé KBT model L200, ‘did not
infringe the “KUBOTA"™ (block letters) trademark; that none of the 25 KBT models examined infringed the
“KUBOTA”™ (stylized)-trademark (U.S. Reg. No. 1,775,620); and that complainants were no longer asserting
violations of section 337 based on infringement of the stylized “K” and “Gear Design” trademarks.

On January 9, 1997, the Commission determined to review the ALJY’s final ID with regard to (1) the
finding of no infringement with respect to ﬁle KBT model L200 tractor; and (2) the decision to limit
infringement analysis to 25 models of accused tractors rather than all models of KBT tractors as to which there
is evidence of importation and sale in the United States. The Commission determined not to review the ID in
all other respects. On review, the Commission requested that the parties address the following issues:

(1) whether the fact that gray market KBT 1200 tractors are imported and sold bearing Japanese-

language labels constitutes a “material difference” from the authorized KTC model L200 tractors

sufficient to establish a likelihood of consumer confusion;

(2)- whether evidence on the record in this investigation demonstrates that specific KBT models other
than the 25 ider_xtiﬁed on [Staff Exhibit] SX-1 have been imported and sold in the United States; and, if
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(3) whether evidence on the record in this investigation demonstrates that any specific KBT model

identified in number (2) above was imported and sold in the United States bearing Japanese-language

labels or is otherwise materially different than the closest corresponding KTC model with respect to any

of the differences found to be “material” in the ID.

In addition, the Commission requested written submissions on the issues of remedy, the public interest, and
bonding. 62 F;ad. Reg. 2179 (Jan. 15, 1997).

Submissions and reply submissions on remedy, the public interest, and bonding and on the issues under
review were received from complainants, respondents, and the Commission investigative attorney (IA). In
addition, complainants filed a request for oral hearing pursuant to Commission rule 210.45, complainants filed a
request to strike pages 4-20 of respondents’ brief on review, respondents filed a request to strike certain
consumer survey information submitted by complainants and to sanction complainants for submitting that
information, complainants filed a motion for leave to file a surreply brief in response to the reply brief of the
IA, and respondents filed an objection to complainants’ surreply brief.

Having reviewed the record in this investigation, including the written submissions of the parties, the
Commission has determined (1) to reverse the ALJ’s finding of no infringement and no violation with respect to
the KBT model L200 tractor; (2) to find a violation of section 337 with respect to 20 models of KBT tractors in
addition to the 25 models considered by the ALJ; and (3) to deny complainants’ request for oral hearing, both
requests to strike, respondents’ request for sanctior;s, and complainants’ motion for leave to file a surreply brief.
The Commission has further determined tha; the appropriate form of relit;.f isa general ‘exclusiOn order
prohibiting the urﬂiéensed entry for consumption of agricultural tractors under 50 power take-off horsepower
manufactured by Kubota Corporation of Japan that infringe the federally-registered U.S. trademark “KUBOTA”
(Reg. No. 922,330) and eleven cease and desist orders directed to respondents Bay Implement Company,
Casteel World Group, Inc. (and related entities), Gamut Trading Co. (and related entities), Lost Creek Tractor
Sales, MGA, Inc. Auctioneers, The Tractor Shop, Tractor Company, and Wallace International Trading Co.,
prohibiting the importation, sale for importation, or sale in the United States after importation of agricultural
tractors under 50 power take-off horsepower manufactured by Kubota Corporation of Japan that infringe the

federaily-registered U.S. trademark “KUBOTA” (Reg. No. 922,330).
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The Commission has also determined that the public interest factors enumerated in subsections 1337(d)
and (f) do not preclude the issuance of the general exclusion order and cease and desist orders, and that the
bond during the Presidential review period shall be in the amount of 90 percent of the entered value of the
articles in question. -

Accordingly, the Commission hereby ORDERS that --

1. Agricultural tractérs under 50 power take-off horsepower that are manufactured by Kubota
Corporation of Japan and that infringe the federally-registered U.S. trademark “KUBOTA” (Reg. No. 922,330)"
- are excluded from entry for consumption into the United States for the remaining term of the trademark,
including any renewéﬂs, or, if sooner, until such time as the trademark is abandoned, except (1) if imported by,
under license from, or with the permission of the trademark owner; or (2) as provided by law.

2. The aforesaid agricultural tractors otherwisz excluded by paragraph 1 above are entitled tb
entry for consumption into the United States under bond in the amount of ninety (90) percent of the entered
value of such items pursuant to subsection (j) of section 337 of the Tariff Act of 1930, as amended (19 U.S.C.
§ 1337 (j)), from the day after this Order is received by the President until such time as the President notifies
" the Commission that he approves or disapfroves this action but, in any event, not later than sixty (60) days after
the date of receipt of this Order.

3. In accordance with subsection (1) of section 337 (19 U.S.C. § 1337(1)), the provisions of this
Order shall not apply to agricultural tractors imported by and for the use of the United States, or imported for,
and to be used for, the United States with the authorization or consent of the United States Government.

4, The Secretary shall serve copies of this Order upon each party of record in this investigation
and upon the Department of Health and Human Services, the Department of Justice, the Federal Trade
Commission, and the U.S. Customs Service.

5. The Commission may modify this Order in accordance with the procedure described in rule
210.76 of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.76 (1996).

6. Notice of this Order shall be published in the Federal Register.

! ~ A copy of Registration No. 922,330 is attached.



By Order of the Commission.

Donna R. Koehnke

Secretary

Issued: February 25, 1997



922,330
Kegistered Oct 19, 1971

" Jnited States Patent Office

PRINCIPAL REGISTER
Trademark

Ser. Nu. 385,074, filed Mar. 26, 1970

KUBOTA

i R : _ : i

Kubeta Tekko Kabushiki Kaiska (Kubo'a. 11d.) (Japa-
nese corporation?

Na. 22, 2-chome, Funade-cho

Naniwa-ku, Osaka, Japan

For: GASOLINE, KEROSENE AND DIFSEL [IN-
GINES., POWER TILLERS, FAEM TRACTORS,
GARDEN TRACTORS, SPRAYFRS, DUSTERS. HAR-
VESTERS., THRESHERS, HUL! ERS. RICE PI.ANT-
iNG MACHINES, SEEDERS. BENEUMAIC AND
ELECTROMAGNETICALLY HEATED GRAIN
DRYFPS: WEEDERS, RICE POULISHERS, FFRTILIZ-
ING MACHINES, BRUSH CUTTEKRS. MILKING MA-
CHINES, 1RRIGATION PUMPS AND ATTACH-
‘MENTS AND PARTS THEREFCR: HBELT C(ON.
VEYORS. PNEUMATIC CONVEYORS. SCRFEW CON-
YEYORS, ROLLER CONVEYORS., CHAIN CON.
VEYORS.. BUCKET ELEVATORS, APRON (ON-

.ROCK ° CRUSHERS,

VEYORS. CONVEYORS IN WHICH THE BELT

MEMBER IS FORMED OF PANS OR SLATS:
OVERHEAD TRAVELLING CRANES, WALL
CRANES, GANTRY CRANES, JIR CKANES, BRIDGE
CRANES, MOBILE CRANES, TkUCK CRANES,
POWER SHOVELS. .EXCAVATORS, TRENCHERS;
PLANERS. ROLL LATHES, MILLING MACHINES.
HORIZONTAL BORING AND MILLING MACHINES;
CONCRETE VIBRATORS:
WiNCHES., WINDLASSES: DIESEL ENGINES FOR
GENFRATORS, MARINE DIESEL: ENGINES: AND
PARTS THEREFOR, in CLAS'S 23 (INT. CLS, 7, 1Y,
and 121,

Owner of Japanese Reg. No. 634,179, dauted Jan. 16,
1964,

G. R. LEADER.. Examiner



UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, DC 20436

)
In the Matter of )
‘ )

CERTAIN AGRICULTURAL TRACTORS ) Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF )
HORSEPOWER )
)

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Bay Implement Company, P.O. Box 2001, Red Bay,
Alabama 35582, cease and desist from importing, selling for importation into the United States,
marketing, distributing, offering for sale, selling in the United States, or otherwise transferring
(except for exportation) certain agricultural tractors under 50 power take-off horsepower, as described
below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, except

as provided in Section IV.

L
(Definitions)

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chofne, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, and its successors and
' assigns.

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubota
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean Bay Implement Company, P.O. Box 2001, Red Bay, Alabama
35582.‘ |

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity other than Respondent or its majority owned_ or
controlled subsidiaries, their successors, or assigns. |

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

II.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and/or majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section III, infra,

for, with, or otherwise on behalf of Respondent.
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.
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, .the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not:

(A) import or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (except for exportation) in the

United States imported covered product.

Iv.
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized such specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997 through August 31, 1997. This reporting
requirement shall cohtinue in force until the expiration, or, if sooner, the abandonment, of the

trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of the
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Tariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of foreign-produced covered
product that Respondent has imported or sold in the United States during the reporting period or that
remains in inventory at the end of the perio&.

Any failure to make the required report shall constitute a violation of this Order.

VI
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered product made and received in the usual and
ordinary course of business, whether in detail or in summary form, for a period of two (2) years from
the close of the fiscal year to which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no other
purpose, and subject to any privilege recognized by the federal courts of the Uhited States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
;iuring office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and other record documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VII.
(Service of Cease and Desist Order)

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have any
responsibility for the marketing, distribution, or sale of imported covered product in the United
States;

(B) Ser;f'e, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shail remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIL.
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commiésion pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all :eports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.

(Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an ac;ion for
civil penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.F.R. § 210.76 (1996).

XI.
(Bonding)

The conduct prohibited by Section III of this Order may be continued during the period in
which this Order is under review by the Presidenf pursuant to section 337(j) of the Tariff Act of
1930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997 is subjebt to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Sgction II of this Order.

The bond is to be forfeited in the event that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
subsequent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Comunission.

By Order of the Commission.

S R Mhsduoke

Donna R. Koehnke
Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, DC 20436

)
In the Matter of )

)
CERTAIN AGRICULTURAL TRACTORS ) Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF )
HORSEPOWER )

)

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Casteel Farm Implement Company, 107 Highway 425
South, Monticello, Arkansas 71655, cease and desist from importing, selling for importation into the
United States, marketing, distributing, offering for sale, selling in the United States, or otherwise
transferriﬁg (except for exportation) certéin agricultural tractors under 50 power take-off horsepower,
as described below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §

1337, except as provided in Section IV.

I
(Definitions)

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Compla;inant in this investigation, and its successors and
assigns.

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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D) \“Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubéta
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean Casteel Farm Implement Company, 107 Highway 425 South,
Monticello, Arkansas 71655.

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity other than Respondent o_r' its majority owned or
controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Ricd.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

II.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and/or majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section IIl, infra,

for, with, or otherwise on behalf of Respondent.
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III.
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not: |

(.A) import or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (except for exportation) in the

United States imported covered product.

Iv.
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federallf-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized such specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August.. The first report required
under this section shall cover the period February 25, 1997, through August 31, 1997. This
reporting requirement shall continue in force untii the expiration, or, if sooner, the abandonment, of

the trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of
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the fariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the vaiue in dollars of foreign-produced covered
product that Respondent has imported or sold in the United States during the reporting period or that
remains in inventory at the end of the period.

Any failure to make the required report shall constitute a violation of this Order.

VI
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered product made and received in the usual and
ordinary course of business, whether in detail or in summary form, for a period of two (2) years from
the close of the fiscal year to which they pertain.

| ®) Eor the pﬁrpose of determining or securing compliance with this Order and for no other
purpose, and subject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
during office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and other record documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.



5
VIL

(Service of Cease and Desist Order)

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of.its respective officers, directors, managirig agents, agents, and employees who have any
responsibility for the marketing, distribution, or sale of imported covered product in the United
States;

(B) Serve, ‘within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIIL.
(Confidentiality)
Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
: 6f the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.
(Enforcement)

Violation of this Order_may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an action for
civil penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other actioﬁ as the Connnis;sion may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

" C.E.R. § 210.76 (1996).

XI.
(Bonding)

The conduct prohibited by Section III of this Crder may be continued during the period in
which this Order is under review by the President pursuant to section 337(j) of the Tariff Act of
1930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Cqmmission
prior to the commencement of c;onduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited'in the event that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orderg of February 25, 1997, or any
subséquent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued‘by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

L R Waa kit

Donna R. Koehnke
Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of

CERTAIN AGRICULTURAL TRACTORS
UNDER 50 POWER TAKE-OFF
HORSEPOWER

Investigation No. 337-TA-380

N Nt S ' w St St

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Casteel Farm Implement Company, 4110 Highway 65
South, Pine Bluff, Arkansas 71601, cease and desist from importing, selling for importation into the
United States, marketing, distributing, offering for sale, selling in the United States, or otherwise
transferring (except for exportation) certain agricultural tractors under 50 power take-off horsepower,
as described below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §

1337, except as provided in Section IV.

L
(Definitions)

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, and its successors and
assigns.

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubota
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean Casteel Farm _Implemént Company, 4110 Highway 65 South,
Pine Bluff, Arkansas 71601.

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity other than Respondent or its majority owned or
controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

1L
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlied
(whether by stock ownership or otherwise) and/or majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section N, infra,

for, with, or otherwise on behalf of Respondent.
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.
{Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, the abandonment, of the trademark identified in Section IC—I) above,
Respondent shall not:

(A) import or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (except for exportation) in the

United States imported covered product.

v,
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized such specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997, through August 31, 1997. This
reporting requirement shall continue in force until the expiration, or, if sooner, the abandonment, of

the trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of
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the Tariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days _of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of foreign-produced covered
product that Respondent has imported or sold in the United States during the reporting period or that
remains in inve;nory at the end of the period.

_ Any failure to make the required report shall constitute a violation of this Order.

VI.
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered prodhct made and received in the usual and
' ordinary course of business, whether in detail or in summary form, for a period of two (2) years from
the close of the fiscal year to which they pertain.

(E) For the purpose of determining or securing compliance with this Order and for no ‘other
purpose, and sﬁbject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
during office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and other record documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VIL

(Service of Cease and Desist Order)

Respondent is ordered and directed to: -

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective ofﬁc;ers, directors, managing agents, agents, and employees who have any
responsibility for the marketing, distribution, or sale of imported covered product in the United
States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made. |

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIL
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.

{Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an action for
civil penalties in accordance with section 337(f) of the Tariff Act of 1930, '19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respondent if Respohdgnt fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.F.R. § 210.76 (1996).

XI.
(Bonding)

The conduct prohibited by Section Il of this Order may be continued during the period in
which this Order is under review by the President pursuant to section 337(i) of the Tariff Act of
1930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Section.III of this Order.

”f‘he bond is to be forfeited in the ev;ent that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
subsequent. final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

o 0. Kok

Donna R. Koehnke
Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, DC 20436

)
In the Matter of )
)

CERTAIN AGRICULTURAL TRACTORS ) Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF )
HORSEPOWER )
; )

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Casteel World Group, Inc., 2896 Highway 83 North,
Monticello, Arkansas 71655, cease and desist from imbortin‘g, selling for importation into the United
States, marketing, distributing, offering for sale, selling in the United States, or otherwise transferring
(except for exportation) certain agricultural tractors under 50 power take-off horsepower, as described
below, in violation of Section 337 of the Tariff Act of 1930, as amendéd, 19 U.S.C. § 1337, except

as provided in Section IV.

I.
(Definitions)

As use& in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, and its successors and
assigns.

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubota
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean Casteel World Group, Inc., 2896 Highway 83 North, ,
Monticello, Arkansas 71655.

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity other than Respondent or its majority owned or
cont-rolled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

II.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwisé) and/or méjority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section I, infra,

for, with, or otherwise on behalf of Respondent.
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l.
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not:

(A) import or sell fof importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (excépt_ for exportation) in the

United States imported covered product.

v.
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized such specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997 through August 31, 1997. This reporting
requirement shall continue in force until the expiration, or, if sooner, the abandonment, of the

trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of the
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Tariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) .days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of foreign-produced covered
product that Respondent has imported or sold in the United States during the rei)orting period or that
remains Iin inventory at the end of the period.

Any failure to make the required report shall constitute a violation of this Order.

VI
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered product made and received in the usual and
_ ordinary course of business, whether in detail or in summary form, for a period of two (2) years from

the close of the fiscal year to which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no other
purpose, and subject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
during office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, iedgers, accounts, correspondence, memoranda, and other recqrd documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VII.
(Service of Cease and Desist Order)

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have any
responsibility for the marketihg, distribution, or sale of imported covered product in the United
States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VI
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.
(Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an action for
civil penalties in accofdance with section 337(f) of the Tariff Act of 1930, 19 U.-S.C. § 1337(), and
any othef action as the Commission may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend thi§ Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.F.R. § 210.76 (1996).

XI.-
(Bonding)

The conduct prohibited by Section III of this Order may be continued during the period in
which this Order is under review by the President pursuant to section 337(j) of the Tariff Act of
1930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
| of ninety (90) percent of the entered value of the articles in question. ThlS bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210'.68, 19 C.F.R. § 210.68 (1996).
Thg bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
subseéuent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appsal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be releaéed in the event the President disapproves this Order and no
subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

s Rt

Donna R. Koehnke
Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of

CERTAIN AGRICULTURAL TRACTORS Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF
HORSEPOWER

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Gamut Imports, 14354 Cronese Road, Apple Valley,’
California 92307, cease and desist from importing, selling for importation into the United States,
marketing, distributing, offering for sale, selling in the United States, or otherwise transferring
(except for exportation) certain agricultural tractors under 50 power take-off horsepower, as described
below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, except

as provided in Section IV.

L
(Definitions)

As used in thié Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Complaihant in this investigation, and its successors and
assigns. |

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns. -
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubota

Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

| (E) “Respondent” shall mean Gamut Imports, 14354 Cronese Road, Apple Valley, California
92307. | |

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity other than Respondent or its majority owned or
controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower ma.nufa.ctured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

II.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondeﬁt and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and/or majority-owned business entities, successors, and
;elssigns, and to each of them, insofar as they are engaging in conduct prohibited by Section IIl, infra,

for, with, or otherwise on behalf of Respondent.
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II.

(Conduct Prohibited)

The following conduct_ of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not:

(A) ixﬁport or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (except for exportation) in the

United States imported covered product.

Iv.
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized such specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997, through August 31, 1997. This
reporting requirement shall continue in force until the expiration, or, if sooner, the abandonment, of

the trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of
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the Tariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of foreign—produced_ covered
product that Respondent has hﬁported or sold in the United States during the reporting period or that
remains in inventory at the end of the period.

Any failure to make the required report shall constitute a violation of this Order.

VL.
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered product made and received in the usual and
ordinary course of business, whether in detail or in summary form, for a period of two (2) years from
the close of the fiscal year to which they pertaih.

(B) For the purpose of determining or securing compliance with this Order and for no other
purpose, and subject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
during office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and other record documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VIL
(Service of Cease and Desist Order).

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, agd employees who have any
responsibility for the marketing, distribution, or sale of imported covered product in the United
Statés;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the nare, title, and address of each person upon
whom the Order had been served, as described in subbaragraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIL
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.
(Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an action for
civil penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any othér action as the Commission may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respof_ldent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order-on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.F.R. § 210.76 (1996).

XI.
(Bonding)
The conduct prohibited by Section III of this Order may be continued during the period in

“which this Order is under review by the President pursuant to section 337(j) of the Tariff Act of
1930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusiqn orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or does not disapprove
within the Presidential review period, ghé Commission’s Orders of February 25, 1997, or any
subsequent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provicies certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

e R Mk

Donna R. Koehnke
Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of

CERTAIN AGRICULTURAL TRACTORS Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF
HORSEPOWER

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Gamut Trading Company, Inc., 13450 Nomwaket Road,
Apple Valley, California 92308, cease and desist from impdrting, selling for importation into the
United States, marketing, distributing, offering for sale, selling in the United States, or otherwise
transferring (except for exportation) certain agricultural tractors under 50 power take-off horsepower,
as described below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §

1337, except as provided in Section IV.

L
(Definitions)

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, am_l its successors and
assigns.

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubota
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean Gamui Trading Company, Inc., 13450 Nomwaket Road, Apple
Valley, California 92308. |

(F) “Person” shall méan an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity oﬂwr than Respondent or its majority owned or
controlled subsidiaries, their successors, or assigns.

G ;‘Unjted States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractofs under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

I.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and/or majority-owned business entities, successors, and
assigns, 'and to each of them, insofar as they are engaging in conduct prohibited by Section III, infra,

for, with, or otherwise on behalf of Respondent.
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Im.
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited by this Order. Until
the: expiration or, if sooner, the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not:

(A) import or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (except for exportation) in the

United States imported covered product.

Iv.
(Conduct Permitted)
Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized sucﬁ specific conduct, or

such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997, through August 31, 1997. This
reporting requirement shall continue in force until the expiration, or, if sooner, the abandonment, of

the tradémark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of
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the Tariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of foreign-produced covered
product that Respondent has imported or sold in the United States during the reporting period or that
remains in inventory at the end of the period. |

Any failure to make the required report shall constitute a violation of this Order.

VI.
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered product made and received in the usual and
ordinary course of busines;, whether in detail or in summary form, for a period of two (2) years from
the close of the fiscal year to which they pertain.

| (B) For the purpose of determining or securing compliance with this Order ‘and for no other
purpose, and subject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
dﬁring office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and-other record documents, both in detail

and in summary form, as are required to be rétained by subparagraph VI(A) of this Order.



5

VII
(Service of Cease and Desist Order)

Respondent is ordered a_.nd directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have any
responsibility f(;r the marketing, distribution, or sale of imported covered product in the United
States;

| (B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the.Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VH(C)‘ shall remain in effect until the

' date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIL.
(Confidentiality)

Any request fof confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19AC.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.

(Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an actipn for
civil penalties in accordance witt; section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent is in
vi‘olation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.E.R. § 210.76 (1996).

XL
(Bonding) -

The conduct prohibited by Section III of this Order may be continued during the period in
which this Order is under review by the President pursuant to section 337(j) of the Tariff Act of
1930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission m the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
. subsequent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

Donna R. Koehnke
Secretary :

Issued:  February 25, 1997



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of

CERTAIN AGRICULTURAL TRACTORS . Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF
HORSEPOWER

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Lost Creek Tractor Sales, 1050 South Nutmeg Street,
Bennett, Colorado 80102, cease and desist from importing, selling for importation into the United
States, marketing, distributing, offering for sale, selling in the United States, or otherwise transferring
(except for exportation) certain agricultural tractors under 50 power take-off horsepower, as described
below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, except

as provided in Section IV.

L
(Definitions)

As used in this ‘Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-

. chome, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, and its successors and

assigns.

(C) “Kubota Tractor Corporﬁtion” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns. -
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shéll mean Kubota
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean Lost Creek Tractor Sales, 1050 South Nutmeg Street, Bennett,
Colorado 801.02.

(F) “Person” shall mean an individﬁal, or any nongovernmental partnership, firm, association,

‘corporation, or other legal or business entity other than Respondent or its majority owned or
controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

II.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondeﬁt and to any of its
principals, stockholders, officers, diréctors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and/or majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section Ill, infra,

for, with, or otherwise on behalf of Respondent.
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II.

(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not:

(A) import or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (except for exportation) in the

United States imported covered product.

Iv.
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized such specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997 through August 31, 1997. This reporting
requirement shall continue in force until the expiration, or, if sooner, the abandonment, of the

trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of the
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Tariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of foreign-produced covered
product that Respondent has imi:orted or sold in the United States during the reporting period or that
remains in inventory at the end of the period.

Any failure to make the required report shall constitute a violation of this Order.

VI
(Recordkeeping and Inspection)

(A) For the purpose of securing éompliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States .of imported covered product made and received in the usual and
ordinary course of business, whether in detail or in summary form, for a period of two (2) years from
the close of the fiscal year to which they pertaiﬁ. |

(B} For the purpose of determining or securing compliance with this Order and for no other
purpose, and subject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and tﬁe right to inspect and copy in Respondent’s principal offices
during office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and other record documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VIL.

(Service of Cease and Desist Order)

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, angl employees who have any
responsibility for the marketing, distribution, or sale of imported covered product in the United
States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIL
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.

(Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an action for
civil penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U‘.S.C. § 1337(f), and
any othe'r action as the Commission may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.F.R. § 210.76 (1996).

XL
(Bonding)
The conduct prohibited by Section III of this Order may be continued during the period in

~which this Order is under review by the President pursuant to section 337(j) of the Tariff Act of
1930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry l?ond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Section HI of this Order.

The bond is to be forfeited in the event that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
subsequent final order issued after the completion of Investigation No. 337-TA-380, unless the U.:S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
subséquent order is issued by the Commission and approved, or not disapproved,‘ by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

e R Wt

Donna R. Koehnke
Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of

UNDER 50 POWER TAKE-OFF

)
)
)
CERTAIN AGRICULTURAL TRACTORS ) Investigation No. 337-TA-380
)
HORSEPOWER )

: )

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT MGA, Inc., 28999 Front Street, Suite 203, Temecula,
California 92590, cease and desist from importing, selling for importation into the United States,
marketing, distributing, offering for sale, selling in the United States, or otherwise transferring
(except for exportation) certain agricultural tractors under 50 power take-off horsepower, as described
below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, except

as provided in Section IV.

I
(Definitions)

As useci in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, and its successors and
assigns.

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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(D) “Kubota Manufacturing of America Corporatioﬂ” or “KMA” shall mean Kubota
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean MGA, Inc., 28999 Front Street, Suite 203, Temecula, '
California 92590. —

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm, association,
corboration, or other legal or business entity other than Respondent or its majority owned or
controlled subsidiaries, their SUCCEsSOrs, OT assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico. '

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Cofporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

II.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock éwnership or otherwise) and/or majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section IlI, infra,

for, with, or otherwise on behalf of Respondent.

1I1.

(Conduct Prohibited)
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The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not:

(A) import or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise tfansfer (expept for exportation) in the

United States imported covered product.

Iv.
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922;330) has licensed or authorized such specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the.reporting period shall commence cn the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997, through August 31, 1997. This
reporting requirement shall continue in force until the expiration, or, if sooner, the abandonment, of
the trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of
the Tariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he

receives this Order that he disapproves this Order.
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Within thirty (30) days of the last day of the reporting period, Respondent shall report to the

Commission the following: the quanﬁty in units and the value in dollars of foreign-produced covered

- product that Respondent has imported or sold in the United States during the reporting period or that
remains in inventory at the end of the period.

Any failure to make the required report shall constitute a violation of this Order.

VL
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered product made and received in the usual and
ordinary course of business, whether in detail or in summary form, for a period of two (2) years from ,
the close of the fiscal year to which they pertain. -

(B) For the purpose of determining or securing compliance with this Order and for no other
purpose, and subject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
during office hours, and in the presence of counsel or other representatives if Respondent so chooses,

.all books, ledgers, accounts, correspondence, memoranda, and other record documehts, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VII.

(Service of Cease and Desist Order)

Respondent is ordered and directed to:

(A) Serve, with_in ﬁftcen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have any
responsibility for the marketing, distribution, or sale of imported covered product in the United
States;, |

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIIL
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such repoft with |

confidential information redacted.
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IX.
(Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an action for
civil penaltieé in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other aciion as the Commission may deem appropriate. In determining whether Respondent is in
. violation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.E.R. § 210.76 (1996).

XI.
(Bonding)

The conduct prohibited by Section III of this Order may be continued during the period in
which this Order is under review by the President pursuant to section 337(j) of the Tariff Act of
i930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
subsequent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject td this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

Donna R. Koehnke

Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

)
In the Matter of )
)
CERTAIN AGRICULTURAL TRACTORS ) Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF ) '
HORSEPOWER )
' )

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Tractor Company, 8392 Meadowbrook Way S.E.,
Snoqualmie, Washington 98045, cease and desist from importing, selling for importation into the
United States, marketing, distributing, offering for sale, selling in the United States, or otherwise
transferring (except for exportation) certain agricultural tractors under 50 power take-off horsepower,
as described below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §

1337, except as provided in Section IV.

L
(Definitions)

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, and its successors and
assigns.

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubota
Manufacturing of America Corporation, Industrial Paﬂc North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean Tractor Company, 8392 Meadowbrook Way S.E., Snoqualmie,
Washington 98045. |

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity other than Respondent or its majority owned or
controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Coi'poration of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with -

the permission of the trademark owner.

II.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and/or mjority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section Ill, infra,

for, with, or otherwise on behalf of Respondent.
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I.
(Conduct Prohibited)
| The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not:
(A) import or sell for importation into the United States covered product; or
(B) sell, market, distribute, offer for sale, or otherwise txjansfer (except for exportation) in the

United States imported covered product.

CIV.
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized sucﬁ specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997, through August 31, 1997. This
reporting requirement shall continue in force until the expiration, or, if sooner, the abandonment, of

the trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of
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the Tariff Act of 1930, the President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of foreign-produced covered
product that Respondent has imported or sold in the United States during the reporting period or that
remains .in inventory at the end of the period.

Any failure to make the required report shall constitute a violation of this Order.

VI.
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered product made and received in the usual and
ordinary course of business, whether in detail or in summary form, for a period of two (2) years from

the close of the fiscal year to which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no other
purpose, and subject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or

its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
during office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and other recqrd documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VIL
(Service of Cease and Desist Order)

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have any
responsibility for the marketing, distribution, or sale of imported covered product in the United
States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIL.
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
whi;h confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.

(Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), jncluding an action for
civil penaltieé in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.F.R. § 210.76 (1996).

XL
(Bonding)

The conduct prohibited by Section III of this Order may be continued during the period in
which this Order is under review by the President pursuant to section 337(j) of the Tariff Act of
i930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
subsequent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
| subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

Boon RFchtbe

Donna R. Koehnke
Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, DC 20436

)
In the Matter of )

) _
CERTAIN AGRICULTURAL TRACTORS ) Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF ) ‘
HORSEPOWER )

' )

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT The Tractor Shop, 1804 Azalea, Wiggins, Mississippi
39577, cease and d_esist from importing, selling for importation into the United States, marketing,
distributing, offering for sale, selling in the United States, or otherwise transferring (except for
exportatioﬂ) certain agricultural tractors under 50 power take-off horsepower, as described below, in
violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, except as provided

in Section IV.

I
(Definitions)

As usea in this Order:

.(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation™ or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, and its successors and
assigns.

.(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevard, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubota
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
Georgia 30501, Complainant in this investigation, and its successors and assigns.

(E) “Respondent” shall mean The Tractor Shop, 1804 Azalea, Wiggins, Mississippi 39577.

(F) “Person” shall meax; an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity other than Respondent or its majority owned or
controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

IL.
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and/or majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are enggging in conduct prohibited by Section III, infra,

for, with, or otherwise on behalf of Respondent.
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ai.
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner, the abandonment, of the trademark identified in Section I(H) above,
Respondent shall not:

(A) import or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (except for exportation) in the

United States imported covered product.

Iv.
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized such specific conduct, or
such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

- V.
(Reporting)

For purposés of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997, through August 31, 1997. This
reporting requirement shall continue in force until the expiration, or, if sooner, the abandonment, of

the tradernark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of
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the Tariff Act of 1930, the President notifies the Cdmmission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of foreign-produced covered
product that Respondent has imported or sold in the United States during the reéorting period or that
remains ‘in inventory at the end of the period.

~ Any failure to make the required report shall constitute a violation of this Order.

VL
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transferring in the United States of imported covered product made and received in the usual and
ordinary course of business, whether in detail or in summary form, for a period of two (2) years from
the close of the fiscal year to which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no other
purpose, and subject to any privilege recognized by the federal courts of the United States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or

_its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
during office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and other recqrd documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VIIL

(Service of Cease and Desist Order)

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after. the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have any
responsibiljty for the marketing, distribution, or sale of imported covered producét in the United
States;

(B) Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIL
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.

(Enforcement)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an action for
civil penalties‘ in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.F.R. § 210.76 (1996).

XL
(Bonding)

The conduct prohibited by Section III of this Order may be continued-during the period in
which this Order is under review by the President pursuant to section 337(j) of the Tariff Act of
1§30, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of bonds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approvc;i by the Commission
prior to the commencement 'of conduct which is otherwise prohibited by Section I of this Order.

The bond is to be forfeited in .the event that the President approves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
subsequent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no

| subsequent order is issued by the Commission and approved, or not disapproved‘, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

FONIN Ay A

Donna R. Koehnke
Secretary

Issued: February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of

CERTAIN AGRICULTURAL TRACTORS Investigation No. 337-TA-380
UNDER 50 POWER TAKE-OFF

HORSEPOWER

N st wmnt Nt Nt s’

ORDER TO CEASE AND DESIST
IT IS HEREBY ORDERED THAT Wallace International Trading Company, 1197 Bacon
Way, Lafayette, California 94549, cease and desist from importing, selling for importation into the
United States, marketing, distributing, offering for sale, selling in the United States, or otherwise
transferring (except for exportation) certain agricultural tractors under 50 power take-off horsepower,
as described below, in violation of Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §

1337, except as provided in Section IV.

L
(Definitions)

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Kubota Corporation” or “KBT” shall mean Kubota Corporation, 2-47 Shikitsuhigashi 1-
chome, Naniwa-ku, Osaka 556, Japan, Complainant in this investigation, and its successors and
assigns.

(C) “Kubota Tractor Corporation” or “KTC” shall mean Kubota Tractor Corporation, 3401
Del Amo Boulevgrd, Torrance, CA 90503, Complainant in this investigation, and its successors and

assigns.
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(D) “Kubota Manufacturing of America Corporation” or “KMA” shall mean Kubota
Manufacturing of America Corporation, Industrial Park North, 2715 Ramsey Road, Gainesville,
- Georgia 30501, Complainant in this investigation, @d its successors and assigns.

(E) “Respondent” shall mean Wallace International Trading Company, 1197 Bacon Way,
Lafayette, California 94549. |

(F) “Person” shall mean an individual, or any nongovernmental partnership, firm, association,
corporation, or other legal or business entity other than Respondent or its majority owned or
controlled subsidiaries, their successors, or assigns.

(G) “United States” shall mean the fifty States, the District of Columbia, and Puerto Rico.

(H) The term “covered product” shall mean agricultural tractors under 50 power take-off
horsepower manufactured by Kubota Corporation of Japan that infringe federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330) and that are not imported by, under license from, or with

the permission of the trademark owner.

II.
(Applicability)

The provisions of this Cease and Desist: Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and/or majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section III, injra,

for, with, or otherwise on behalf of Respondent.
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1.
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited by this Order. Until
the expiration or, if sooner,'.the abandonmerit,, of the trademark identified in Section I(H) above,
Respondent shall not:

(A) import or sell for importation into the United States covered product; or

(B) sell, market, distribute, offer for sale, or otherwise transfer (except for exportation) in the

United States imported covered product.

Iv.
(Conduct Permitted)
Notwithstanding any other provision of this Order, specific conduct otherwise prohibited by
the terms of this Order shall be permitted if, in a written instrument, the owner of federally-registered
U.S. trademark “KUBOTA” (Reg. No. 922,330) has licensed or authorized such specific conduct, or

such specific conduct is related to the importation or sale of agricultural tractors by or for the United

States.

V.
(Reporting)

For purposes of this reporting requirement, the reporting period shall commence on the first
day of September, and shall end on the last day of the following August. The first report required
under this section shall cover the period February 25, 1997, through August 31, 1997. This
reporting requirement shall continue in force until the expiration, or, if sooner, the abandonment, of

the trademark specified in Section I(H) herein unless, pursuant to subsection (j)(2) of section 337 of
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the Tariff Act of 1930, th¢ President notifies the Commission within sixty (60) days after the date he
receives this Order that he disapproves this Order.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to the
Commission the following: the quantity in units and the value in dollars of fqreign—produced covered
product that 'Respondent has imported or sold in the United States during the reporting period or that
remains in inventory at the end of the period.

~ Any failure to make the required report shall constitute a violation of this Order.

VI
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent shall retain any and
all records relating to the importation, sale, offer for sale, marketing, distribution, or otherwise
transférring in the United States of imported covered product made and received in the usual and
ordinary course of business, whether in detail or in summary form, for a period of two (2) years from
the close of the fiscal year to which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no other
‘purpose, and subject to any privilege recognized by the federal courts of the Uﬁitcd States, duly
authorized representatives of the Commission, upon reasonable written notice by the Commission or
its staff, shall be permitted access and the right to inspect and copy in Respondent’s principal offices
‘during office hours, and in the presence of counsel or other representatives if Respondent so chooses,
all books, ledgers, accounts, correspondence, memoranda, and other record documents, both in detail

and in summary form, as are required to be retained by subparagraph VI(A) of this Order.
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VII.

(Service of Cease and Desist Order)

Respondent is ordered and directed to:

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and employees who have any
responsibility for the marketing, distribution, or sale of imported covered product in the United
States;

(Bj Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII(A) of this Order, a copy of the Order upon each successor; and

(C) Maintain such records as will show the name, title, and address of each person upon
whom the Order had been served, as described in subparagraphs VII(A) and VII(B) of this Order,
together with the date on which service was made.

The obligations set forth in subparagraph VII(B) and VII(C) shall remain in effect until the

date of expiration or, if sooner, abandonment, of the trademark specified in Section I(H) herein.

VIIL
(Confidentiality)

Any request for confidential treatment of information submitted to or obtained by the
Commission pursuant to Sections V and VI of the Order should be in accordance with section 201.6
of the Commission’s Rules of Practice and Procedure, 19 C.F.R. § 201.6 (1996). For all reports for
which confidential treatment is sought, Respondent must provide a public version of such report with

confidential information redacted.
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IX.
(Enforcemeﬁt)

Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure, 19 C.F.R. § 210.75 (1996), including an acgion for
civil penalties in accordance wil;h section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent is in
violation of this Order, the Commission may infer facts adverse to Respondent if Respondent fails to

provide adequate or timely information.

X.
(Modification)
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure, 19

C.F.R. § 210.76 (1996).

XI.
(Bonding)

The conduct prohibited by Section III of this Order may be continued during the period in
which this Qrder is under review by the‘President pursuant to section 337(j) of the Tariff Act of
1930, 19 U.S.C. § 1337(j), subject to Respondent posting a bond with the Commission in the amount
of ninety (90) percent of the entered value of the articles in question. This bond provision does not
'apply to conduct that is otherwise permitted by Section IV of this Order. Covered product imported
-on or after February 25, 1997, is subject to the entry bond as set forth in the limited exclusion order

issued by the Commission on February 25, 1997, and is not subject to this bond provision.
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The bond prescribed in this section is to be posted in accordance with the procedures
established by the Commission for the posting of b;)nds by complainants in connection with the
issuance of temporary exclusion orders. See Commission rule 210.68, 19 C.F.R. § 210.68 (1996).
The bond and any accompanying documentation is to be provided to and approved by the Commission
prior to the commencement of conduct which is otherwise prohibited by Sgction I of this Order.

The bond is to be forfeited in the event that the President api)roves, or does not disapprove
within the Presidential review period, the Commission’s Orders of February 25, 1997, or any
subsequent final order issued after the completion of Investigation No. 337-TA-380, unless the U.S.
Court of Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the President disapproves this Order and no
subsequent order is issued by the Commission and approved, or not disapproved, by the President,
upon service on Respondent of an Order issued by the Commission based upon application therefor

made to the Commission.

By Order of the Commission.

Donna R. Koehnke
Secretary

Issued:  February 25, 1997






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of

CERTAIN AGRICULTURAL TRACTORS
UNDER 50 POWER TAKE-OFF .
HORSEPOWER

Investigation No. 337-TA-380
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COMMISSION OPINION

INTRODUCTION

On January 9, 1997, the Commission determined not to review that portion of the
presiding administrative law judge’s (ALY’s) final initial determination (ID) finding that there
has been a violation of section 337 of the Tariff Act of 1930 (19 U.S.C. § 1337) in this
investigation. The ID found that 24 tractor models produced by Kubota Corporation of
Japan and imported used into the United States infringe the federally-registered U.S.
trademark “KUBOTA” (Reg. No. 922,330). The Commission determined, however, to
review other portions of the ID, and on February 24, 1997, the Commission reversed the
ALJ’s determination of no infringement and no violation with respect to one tractor (the KBT
model 1.200), and further modified the ID by finding a violation of section 337 with respect
to 20 additional tractor models not addressed by the ALJ. The Commission further
concluded that a general exclusion order is the appropriate remedy in this investigation, that
the public interest factors enumerated in section 337(d) do not preclude such a remedy, and
that the bond during the Presidential review period should be set in the amount of 90 percent
of the entered value of the articles in question.

PROCEDURAL BACKGROUND

This trademark-based section 337 investigation was instituted by the Commission on
February 14, 1996, based on a complaint filed by Kubota Tractor Corporation (“KTC”),
Kubota Manufacturing of America (“KMA”), and Kubota Corporation (“KBT”) (collectively
“complainants”). Complainants alleged unfair acts in violation of section 337 in the
importation, sale for importation, and/or the sale within the United States after importation,
of certain agricultural tractors under 50 power take-off horsepower, by reason of
infringement of complainants’ four registered trademarks, U.S. Reg. Nos. 922,330
(*KUBOTA” in block letters), 1,775,620 (stylized “KUBOTA”), 1,028,221 (Gear Design),



and 1,874,414 (stylized “K”).! The Commission’s notice of investigation named 20
respondents: Eisho World Ltd., Nitto Trading Corporation, Nitto Trading Co. Ltd., Sanko
Industries Co., Ltd., Sonica Trading, Inc., Suma Sangyo, Toyo Service Co., Ltd., Bay
Implement Company, Casteel Farm Implement Co. of Monticello, Arkansas, Casteel Farm
Implement Co. of Pine Bluff, Arkansas, Casteel World Group, Inc., Gamut Trading Co.,
Gamut Imports, Lost Creek Tractor Sales, MGA, Inc. Auctioneers, Tom Yarbrough
Equipment Rental and Sales, Inc., The Tractor Shop, Tractor Company, Wallace
International Trading Co. and Wallace Import Marketing Co. Inc.?

On May 29, 1996, the Commission determined not to review an ID (Order No. 13)
finding respondents Tractor Company, Sonica Trading, and Toyo Service in default pursuant
to Commission rule 210.16 (19 C.F.R. § 210.16), and ruling that they had waived their
respective rights to appear, to be served with documents, and to contest the allegations at
issue in the investigation. On June 19, 1996, the notice of investigation was amended to add
Fujisawa Trading Company as a respondent. On September 25, 1996, the Commission
issued a consent order terminating the investigation as to respondent Nitto Trading
Corporation. On September 30, 1996, the Commission issued a consent order terminating
the investigation as to respondent Tom Yarbrough Equipment Rental and Sales, Inc.

On August 21, 1996, the Commission determined not to review an ID (Order No. 40)
granting complainants’ motion for summary determination that complainants’ four trademarks
are valid and that the “KUBOTA” (block letters) and Gear Design marks are incontestable.
On September 6, 1996, the Commission determined not to review an ID (Order No. 47)
granting complainants’ motion for summary determination that a domestic industry exists
with respect to the “KUBOTA” (block letters) and “KUBOTA” (stylized) trademarks.

! The accused tractors are agricultural tractors under 50 power take-off horsepower that

are manufactured in Japan by complainant KBT and bear the Japanese-registered trademark
“KUBOTA.” KBT sells these tractors new to Japanese consumers through its Japanese
dealer network. Various trading companies, including the named foreign respondents in this
investigation, purchase used KBT tractors from Japanese consumers for export to the United
States. The domestic respondents import the used tractors into the United States or purchase
them from other importers for resale to U.S. consumers. FF 3, 7, 48, 52, 53, 57, 61, 64,
71, 74, 86-140. We refer to the accused tractors as “KBT tractors.” KBT also
manufactures agricultural tractors under 50 PTO horsepower for the United States market,
which bear the federally-registered U.S. trademark “KUBOTA.” These tractors are partially
assembled in the United States by complainant KTC and sold new to U.S. consumers by
KTC through KTC’s network of over 1100 authorized dealers. FF 11-19. We refer to the
authorized U.S. tractors as “KTC tractors.” Because the accused tractors are KBT products
intended by the manufacturer KBT for sale in Japan and imported into the United States
without its consent, we also refer to the accused KBT tractors as “gray market” or “parallel”
imports. See K Mart Corp. v. Cartier, Inc., 486 U.S. 281, 285 (1988).

2 61 Fed. Reg. 6802 (Feb. 22, 1996).



In his final ID, the ALJ found that there had been imports of the accused products;
that 24 specific models of the accused tractors® infringed the “KUBOTA” (block letters)
trademark (U.S. Reg. No. 922,330); that one model of the accused tractors, the KBT 1.200,
did not infringe the “KUBOTA” (block letters) trademark; that none of the 25 accused KBT
models considered infringed the “KUBOTA” (stylized) trademark (U.S. Reg. No.
1,775,620); and that complainants were no longer asserting violations of section 337 based
on infringement of the stylized “K” and “Gear Design” trademarks.

On January 9, 1997, the Commission determined to review (1) the finding of no
infringement and no violation with respect to the KBT model 1200 tractor; and (2) the
decision to limit infringement analysis to 25 models of accused tractors. The Commission
determined not to review the ID in all other respects. On review, the Commission requested
that the parties address the following issues:

(1) whether the fact that gray market KBT model 1200 tractors are imported and sold
bearing Japanese-language labels constitutes a “material difference” from the
authorized KTC model 1200 tractors sufficient to establish a likelihood of consumer
confusion;

(2) whether evidence on the record in this investigation demonstrates that specific
KBT models other than the 25 identified on [Staff Exhibit] SX-1 have been imported
and sold in the United States; and, if so,

(3) whether evidence on the record in this investigation demonstrates that any specific
KBT model identified in number (2) above was imported and sold in the United States
bearing Japanese-language labels or is otherwise materially different than the closest
corresponding KTC model with respect to any of the differences found to be
“material” in the ID.

In addition, the Commission requested written submissions on the issues of remedy, the
public interest, and bonding.*

Submissions and reply submissions on remedy, the public interest, and bonding and
on the issues under review were received from complainants, respondents, and the
Commission investigative attorney (IA). In addition, complainants filed a request for oral
hearing pursuant to Commission rule 210.45; complainants filed a request to strike pages 4-
20 of respondents’ brief on review; respondents filed a request to strike certain consumer
survey information submitted by complainants and to sanction complainants for submitting

3 The 24 KBT tractors which the ALJ found to infringe the KUBOTA trademark are
those described in Staff Exhibit 1 (“SX-1"), except for the KBT model L.200, which the ALJ
found not to infringe.

4 62 Fed. Reg. 2179 (Jan. 15, 1997).



that information; complainants filed a motion for leave to file a surreply brief in response to
the reply brief of the IA; and respondents filed an objection to complainants’ surreply brief.

This opinion explains the Commission’s final disposition of this investigation,
including our decisions: (1) to reverse the ALJY’s finding of no infringement and no violation
by the KBT model L200 tractor; (2) to find a violation of section 337 with respect to 20
models of KBT tractors in addition to the 25 models considered by the ALJ; (3) to deny
complainants’ request for oral hearing,’ both requests to strike, respondents’ request for
sanctions, and complainants’ motion for leave to file a surreply brief; (4) to issue a general
exclusion order prohibiting the unlicensed entry for consumption of agricultural tractors
under 50 power take-off horsepower manufactured by Kubota Corporation of Japan that
infringe the federally-registered U.S. trademark “KUBOTA” (Reg. No. 922,330) and eleven
cease and desist orders directed to respondents Bay Implement Company, Casteel World
Group, Inc. (and related entities), Gamut Trading Co. (and related entities), Lost Creek
Tractor Sales, MGA, Inc. Auctioneers, The Tractor Shop, Tractor Company, and Wallace
International Trading Co.; and (5) to set the bond during the Presidential review period at 90
percent of the entered value of the articles in question.®

DISCUSSION
I QUESTIONS UNDER REVIEW
A. ThelD
In gray market cases, trademark infringement (and thus a violation of section 337) is
established by proof that there are “material differences” between the accused imported

products and the products authorized for sale in the United States. The existence of material
differences creates a legal presumption that consumers are likely to be confused as to the

5 Complainants provide no justification for their request for oral hearing pursuant to

Commission rule 210.45, 19 C.F.R. § 210.45. The review and remedy issues in this
investigation have been fully briefed by the parties and, while the evidence they present is
conflicting on some issues, we have an adequate record to resolve the issues before us.
Accordingly, we see no reason to extend further the deadline for completion of the
investigation in order to schedule a hearing which would not, in our view, be of any
significant benefit to our decision-making process. The request for oral hearing is therefore
denied.
6 Commissioner Crawford voted not to review the ID on any violation issues.
Accordingly, she does not join the following discussion of the review issues. She does,
however, join the rest of this opinion. See Dissenting Views of Commissioner Carol T.
Crawford.



source of the gray market product, resulting in damage to the markholder’s goodwill.”

Applying this standard, the ALJ found that the evidence before him was sufficient to
assess the existence of material differences only with respect to 25 models of gray market
(KBT) tractors identified on SX-1.® In so concluding, the ALJ rejected complainants’
argument that all KBT models are materially different from all KTC models. His analysis
may be summarized as follows:

€y

@

3)

@

®)

Complainants claim that all KBT models differ from all KTC models with
respect to strength, availability of parts and service, and language of labels and
operator’s manuals.’

The testimony of complainants’ witness with respect to differences in strength
was actually limited to the 25 KBT and 18 KTC models on SX-1, and the
witness conceded that complainants had not in fact proved the existence of
strength differences for four of those KBT models (the 1200, L1240, L2000,
and L2600). Thus, complainants not only failed to prove that all KBT tractors
as a group are not as strong as all KTC tractors, but even failed to prove that
all KBT tractors listed on SX-1 are not as strong as the corresponding KTC
tractors listed on SX-1.1

The other differences that are asserted to exist between all KBT tractors on the
one hand and all KTC tractors on the other are non-physical, i.e., availability
of parts and service in the United States and availability of English-language
labels and manuals.!

These non-physical differences are only material with respect to a KBT model
for which there is no physically identical KTC model. Otherwise, parts,
service, labels and manuals for the identical KTC model will serve equally
well for the gray market KBT model. "

The evidence showed that the KBT model L2200 and the KTC model L200 are
physically identical. Therefore, not all KBT models are physically different

10

11

12

ID at 21-22.

ID at 18-19.

ID at 15-16.

ID at 18-19, 33-34, FF 153.

ID at 24-32.

ID at 24-25.



from all KTC models.?

(6)  Among a long list of physical differences between KBT and KTC models
proffered by complainants, no difference appeared in every KBT/KTC
comparison on SX-1 and each comparison resulted in a different combination
of differences and similarities. '

@) Therefore, material differences can only be demonstrated on a model-by-model
basis, through proof that there is no KTC model that is physically identical to
a particular KBT model that has been imported and sold in the United States.'

(8) The only KBT models as to which there is sufficient record evidence to make
the inquiry identified in (7) above are the 25 models identified on SX-1.1

Among those 25 KBT models, the ALJ found that one model, the KBT 1200, was
physically identical to the corresponding KTC L200. He concluded that, because there was
no evidence of structural differences between the gray market KBT L200 tractor and the
corresponding authorized KTC L200 tractor, any parts and service for the KTC L200
tractors, which are available in the United States from KTC dealers, would be
interchangeable with those required for the KBT L200 model. English-language manuals and
warning labels would likewise be available from KTC dealers. Therefore, the ALJ found no
material differences between the accused KBT L200 and the authorized KTC 1.200."

The ALJ found that there was no KTC model physically identical to any of the
remaining 24 KBT models on SX-1."® For those tractors, the ALJ found that only some of
the necessary parts would be interchangeable with those for KTC models. Because KTC
dealers do not have parts manuals for the accused KBT tractors, they are unable to determine
which parts are the same and which are different, and they are not trained to perform repairs
on KBT models.!” Thus, some KTC dealers are unwilling to provide service to KBT
tractors, and those that are willing are unable to provide the same level of parts and service
support as they do for KTC tractors. The ID also found that the accused KBT tractors differ

B ID at 25-26.
1 ID at 32-41.
15 ID at 18-19.
16 ID at 18-19.
17 ID at 25-26.
18 ID at 31.

1 ID at 26-27.



from KTC tractors because they are sold with Japanese-language safety labels and operator’s
manuals.? '

The ALJ found that consumers consider the availability of parts and service support to
be a significant factor in their purchasing decisions. He also found evidence that the absence
of parts and service support by KTC for KBT tractors has caused actual consumer confusion,
disappointment, and anger.” Similarly, he found that English-language labels and operator’s
manuals are important for the safe operation and maintenance of a tractor.?? Thus, the ALJ
concluded that each of these non-physical differences was a material difference sufficient to
create a presumption of a likelihood of confusion, and hence a violation of section 337, with
respect to each of the 24 models of accused KBT tractors.”

B. Review Issue (1): The ID’s Finding of No Infringement by the KBT 1.200

1. Arguments of the Parties

Complainants argue that the fact that gray market KBT 1.200 tractors are imported
and sold bearing Japanese-language labels constitutes a material difference from the
authorized KTC L200 model tractors sufficient to establish a likelihood of confusion.?* They
assert that there is no factual dispute among the parties that the KBT 1.200 tractor has
Japanese-language warning and instructional labels, whereas the KTC 1.200 has English-
language labels.” They argue that the proper inquiry is not whether circumstances “would
allow” a gray market dealer to use appropriate English-language labels on the KBT 1200, as
the ALJ appears to reason, but whether the tractors are materially different at the time of
importation. Thus, complainants request that the Commission reverse the ALY’s finding that

20 ID at 29-30. The ALJ found that some domestic respondents replace the Japanese-

language labels with English-language labels, but that the English-language labels applied are
intended either for non-corresponding KTC models or for non-Kubota tractors and therefore
contain erroneous safety and operating instructions. ID at 29 & n.27.

2 ID at 27-28.
2 FF 215.
2 ID at 30.

24 Complainants’ Brief on Review, Remedy, Bonding and Public Interest (Jan. 23, 1997)
(“Complainants’ Brief” or “CB”) at 5; Complainants’ Response to Respondents’ and the
Staff’s Briefs on Review, and Remedy, Bonding and Public Interest (Jan. 30, 1997) (“CR”)

at 5 n.6.

% . CB at 6, citing ID at 29.



the KBT L200 does not infringe complainants’ U.S. “KUBOTA” trademark.?

Respondents do not address any of the three review issues directly.”” They do
concede, however, that all of the accused tractors are imported bearing Japanese-language
labels. They reason that since the ID finds that Japanese-language labels on the KBT 1.200
do not create a material difference with the KTC L200, then those labels cannot be a material
difference with respect to any of the other 24 tractors on SX-1.2% Respondents also argue
that labels are not a permanent feature of the tractor, but rather an additional piece of
optional equipment that can be added at the discretion of the dealer or purchaser.?

The IA argues that the fact that KBT model L200 tractors are imported and sold
bearing Japanese-language operating and warning labels constitutes a material difference from
otherwise structurally identical KTC model L200 tractors bearing English-language labels.*
He disagrees with the ID’s conclusion that the KBT L1200 can be distinguished from the other
- models on SX-1 because suitable English-language labels for the identical KTC L200 are
available. In the IA’s view, the fact that a KBT L200 could be rendered non-infringing by
affixing English-language KTC 1200 labels, thereby eliminating any material differences
between the models, does not mean that a KBT L200 is non-infringing when it is imported
without the appropriate English-language labels.?!

% CB at 7.

z Respondents address most of the arguments in their briefs to findings in the ID which

the Commuission has already determined not to review and which are therefore no longer at
issue in this proceeding. See generally Respondents’ “Response to Commission” (Jan. 22,
1997) (“Respondents’ Brief” or “RB”); Respondents’ “Reply Submission to OUII and
Complainants’ Memorandum” (Jan. 29, 1997) (“Respondents’ Response” or “RR”).
Complainants urge us to strike pages 4-20 of respondents’ brief on the grounds that those
pages address issues the Commission has declined to review. CR at 1-2. Although we have
determined to deny complainants’ request to strike, we have disregarded those of
respondents’ arguments that are not relevant to the issues before us.

2 RB at 14.

2 RB at 15; RR at 11, 14.

30 Brief of the Office of Unfair Import Investigations on the Issues Under Review and on

Remedy, the Public Interest, and Bonding (Jan. 23, 1997) (“Staff Brief” or “SB”) at 4-5;
Reply Brief of the Office of Unfair Import Investigations on the Issues Under Review and on
Remedy, the Public Interest, and Bonding (Jan. 30, 1997) (“SR”) at 2-3.

3 SB at 6.



2. Analysis

, We agree with complainants and the IA and reverse the ALJY’s finding of no
infringement with respect to the KBT 1.200.

The ALJ found that KBT L200s are imported and sold with Japanese-language labels,
and that Japanese-language labels are materially different from English-language labels.*
The ALJ found that the KBT 1.200 tractor does not infringe Kubota’s trademark, however,
because it is physically identical to the KTC 1200, for which English-language labels are
readily available in the United States.*® The ALJ)’s finding of no infringement therefore rests
on his conclusions that the absence of English-language labels on the KBT L200 is a non-
physical difference and that non-physical differences are not material in the absence of
physical differences.

In our view, the labels attached to a tractor at sale are not non-physical or after-
market items like the availability of replacement parts, service, or operator’s manuals, but
rather an integral part of the tractor, i.e., a physical difference. Accordingly, we agree with
complainants and the IA that the fact that a KBT 1.200 could be rendered non-infringing by
affixing English-language KTC L200 labels after importation does not preclude a finding of
material differences. The unlawful act defined by section 337 is the “importation into the
United States, the sale for importation into the United States, or the sale within the United
States after importation” of an article that infringes a registered trademark. 19 U.S.C. §
1337(a)(1)(C). Thus, for purposes of establishing a violation of section 337, the question
whether an item is infringing should be determined at the time of its importation or sale, not
at some later point in time when the ultimate purchaser may have an opportunity to acquire
the proper labels.

A number of court decisions have considered language differences in labels and other
printed material associated with a trademarked product and have uniformly considered such
differences to be material.** Similarly, courts have uniformly found differences in label text

2 ID at 29-30.

3 ID at 25-26.

34

See, e.g., Fender Musical Instruments Corp. v. Unlimited Music Center Inc., 35
U.S.P.Q.2d 1053, 1056 (D. Conn. 1995) (gray market guitars with Japanese-language

owner’s manuals); PepsiCo v. Nostalgia Products Corp., 18 U.S.P.Q.2d 1404, 1405 (N.D.
Il. 1990) (Mexican PEPSI bottle labels were in Spanish and did not contain a list of
ingredients); Original Appalachian Artworks. Inc. v. Granada Electronics, Inc., 816 F.2d 68,
73 (2d Cir. 1987) (Spanish-language adoption papers and birth certificates included with gray
market Cabbage Patch Dolls); Osawa & Co. v. B & H Photo, 589 F. Supp. 1163, 1169
(S.D.N.Y. 1984) (camera equipment with foreign language instruction manuals).

9



and other content to be material.?® While none of the decided cases has addressed a situation
where the only proven difference between the gray market and authorized products was the
language of the label (or indeed where only a single difference of any kind was at issue), the
courts have stated that a single material difference is sufficient to establish trademark
infringement.

In this case, the ALJ found that, “because a high percentage of the users of these
tractors are non-professional weekend farmers, the absence of proper instructional labels in
English is a great concern.” In the absence of proper instructional and warning labels, the
operator would have to determine how to use the engine speed hand throttle, the
transmission, the four-wheel drive, the power take-off, the hydraulic power lift, and other
controls on the tractor “by experimentation.”*® We therefore find that the absence of
English-language warning and instructional labels on the KBT 1200 at the time of its
importation and sale constitutes a material difference from the otherwise identical KTC 1.200
and reverse the ALY’s finding of no violation by the KBT L.200.

C. Review Issues (2) and (3): Material Differences with Respect to Other
Imported KBT Models

1. Arguments of the Parties

Complainants identified 22 KBT models in addition to those identified on SX-1 which
they contend have been imported and sold in the United States as of July 1996.* They argue

3 See, e.g., Helene Curtis v. National Wholesale Liquidators, Inc., 890 F. Supp. 152,

155 (E.D.N.Y. 1995) (gray market Canadian hair care products were labeled in French as
well as English, and labels listed quantity in milliliters instead of ounces and did not contain
a list of ingredients as required by federal law); Ferrero U.S.A.. Inc. v. Ozak Trading. Inc.,
753 F. Supp. 1240, 1243-44 (D.N.J. 1991) (differences in the print and content of labels on
U.S. and U.K. TIC TAC mints); Dial Corp. v. Manghnani Inv. Corp., 659 F. Supp. 1230,
1234 (D. Conn. 1987) (gray market DIAL soap label did not list all of the individual
ingredients, as required of U.S. DIAL soap).

36 See, e.g., Societe des Produits Nestle, S.A. v. Casa Helvetia, Inc., 982 F.2d 633,
641 (1st Cir. 1992) (“the existence of any difference between the registrant’s product and the
allegedly infringing gray good that consumers would likely consider to be relevant when
purchasing a product creates a presumption of consumer confusion sufficient to support a
Lanham Trade-Mark Act claim™).

37 ID at 115, FF 215.
38 l.d_

39 Those models are: B1402, B1502, B1702, B1902, XB-1, L140, 1170, 1260, 1270,
(continued...)

10



further that record evidence shows that all KBT tractors differ from all KTC tractors with
respect to the language of the labels, and that all parties agree with this conclusion.*
Complainants also renew the argument, made in their petition for review, that all KBT
tractors are materially different from all KTC tractors with respect to the language of the
operator’s manuals, the overall strength of the tractor, and the availability of 100 percent
parts and service support, and continue to argue that a model-by-model comparison is not
legally required to find material differences.*

The IA argues that the record supports the conclusion that 19 KBT models in addition
to those listed on SX-1 have been imported and sold bearing Japanese-language labels.*> The
IA states that the record indicates that all KBT tractors that have been imported into the
United States are manufactured for the Japanese market, and that when they are imported,
they bear Japanese-language labels. In contrast, all KTC models are manufactured for the
United States, and when they are originally sold in the United States, they bear English-
language labels.”® According to the IA, the evidence further indicates that all KBT models
imported into the United States bear their original labels, with an occasional exception where
an older tractor has lost its original labels due to wear. He also points to evidence indicating
that, although some KBT tractors are affixed with English-language warning labels after
importation, they still bear Japanese-language instructional labels.* The IA argues that the
lack of English-language labels is a material difference between these 19 KBT models and

i (...continued)

L1280, 1350, L1511, 12602, 1.2802, 1.3202, L3500, L3602, 14202, L1-R26, M4000,
M4050, M4950. CB at 9. Complainants also agree with the IA that models L35, 1.3002,
and B15 are being imported. CR at 5.

%0 CB at 10-11.
4 CB at 12-16; CR at 6 n.9.

4 SB at 7; SR at 4 n.4. The models initially identified by the IA are: L1511, 1.2602,
L3202, L3500, L140, L280, L2500, L350, L4202, 13000, L3602, L35, L2001, L270,
12802, L3002, B1402, B1502, B1702, B1902, XB-1, B15, B700E. SB at 7, citing, ID at
69, FF 92; ID at 71, FF 106; ID at 71, FF 111; ID at 72, FF 115; ID at 73, FF 122, 125;
ID at 75, FF 137. The IA subsequently withdrew models B700E, L2500, L3000, and
L2001, based on complainants’ representation that no such KBT models exist. The IA also
indicated his understanding that the 1.35 may also be known as a KBT L135 or a GL35 and
that the B15 may be a KBT B1-15. SR at 4 n.4.

3 SB at 7.
“ SB at 8, citing ID at 115, FF 216; ID at 158, FF 315.
11



the closest corresponding KTC tractors.*

The IA argues that, with the exception of labeling, any other material differences
between the 19 models he has identified and the closest corresponding KTC tractor for each
of those models can only be established through a feature-by-feature comparison, and that
complainants did not present evidence sufficient to support such a model-by-model structural
comparison. Thus, the IA contends that the record will not support finding any additional
material 6differences between these 19 KBT tractor models and the closest corresponding KTC
models.* ‘

2. Analysis

On review, we have considered whether, if the lack of English-language labels
renders the KBT L1200 infringing, the same would not be true of other KBT models not listed
on SX-1. We conclude that we can find a violation of section 337 with respect to additional
KBT models not addressed by the ALJ if there is evidence: (1) that those models have been
imported and sold in the United States, and (2) that they bore Japanese-language labels (or no
labels) at the time of their importation. As noted above, the parties all agree that the second
condition is met: all imported KBT tractors are imported without English-language warning
and instructional labels.*” Complainants impliedly argue, however, that the first condition is
not necessary and that we should find a violation with respect to all KBT models based on
the label evidence alone.

We disagree. As noted above, the act that section 337 declares unlawful is the
importation or sale after importation of an article that infringes a registered trademark. 19

- U.S.C. § 1337(a)(1)(C). Thus, “[i]mportation (or at least a sale for importation) of the

infringing articles is an essential element of a violation of section 337” and a product which

43 SR at 5-6.

46

SB at 8-9; SR at 7-13. On February 11, 1997, complainants filed a motion for leave
to file a surreply brief in response to the reply brief of the IA. In their motion, complainants
assert that a surreply “is necessary to address new issues raised” in the IA’s brief with
respect to both the review issues and the appropriate remedy in this case. We conclude that
there are no new issues raised in the IA’s reply brief that would warrant granting
complainants a surreply. Rather, complainants’ motion is simply another of several attempts
on their part to have the last word on the issues before us. Moreover, as we explain further
in our discussion of the Jacoby survey, infra, it is disingenuous for complainants to accuse
the IA of raising new arguments with respect to a survey that complainants presented for the
first time in their brief on remedy. Accordingly, complainants’ motion for leave to file a
surreply brief is denied.

47 CB at 10-11; RB at 14; SB at 7; SR at 4.
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infringes, but which has not been imported, cannot be the basis for a finding of violation.*®
Since importation and infringement are separate elements of a violation of section 337,
complainants err in contending that the fact that all KBT tractors are labeled in Japanese (and
therefore infringing) supports a finding of violation with respect to all KBT models without
individualized proof of importation or sale in the United States. This conclusion has even
more force in a gray market case, because gray market goods are by definition legitimately
trademarked products until such time as they cross the U.S. border.* Therefore, in a gray
market case, even a finding of infringement depends upon importation into an unauthorized
territory.

The discovery responses, invoices, and other materials cited by the parties provide
record evidence that each of the following 20 KBT models, in addition to those listed on SX-
1, has been imported into and sold in the United States:

B-series: B1402, B1502, B1702, B1902, XB-1, B15 (or B1-15)

L-series: L35 (or L135 or GL35), L140, L.270, 1.280, L350, L1511, L2602,
12802, 13002, 13202, L3500, L3602, L4202, L1-R26*

The parties agree that all such models were imported bearing Japanese-language labels (or no
labels). We therefore find that these additional 20 KBT models are materially different from
KTC models and find a violation of section 337 with respect to each of the 20 additional
KBT models identified above.

8 Certain Integrated Circuit Telecommunication Chips and Products Containing Same
Including Dialing Apparatus, Inv. No. 337-TA-337, USITC Pub. 2670, Commission Opinion
at 24 (Aug. 1993) (where several models of chips produced by respondent UMC infringed
the patent at issue, but the only model that was shown to have been imported was specifically
found to be non-infringing, no violation of section 337 was proven against UMC).

N K Mart Corp. v. Cartier, Inc., 486 U.S. 281, 285 (1988).

%0 See FF 92, 106, 111, 115, 122, 125, and 137; CX240 at 15-16. Complainants assert
that KBT models L170 and 1.260 have also been imported and sold in the United States.
After reviewing all of the exhibits cited by complainants, we were unable to locate any
evidence of importation or sale of these two models, only evidence that Kubota has produced
tractors with these model numbers. CX64 (Attachment 1A-7). Complainants also argue that
there is evidence of importation or sale of M-series models M4000, M4050, and M4950.
The IA argues that we should not find a violation with respect to M-series tractors, since
complainants only asserted violations with respect to B~ and L-series tractors in their
complaint. Since the Commission instituted this investigation with respect to all KBT
tractors under 50 PTO horsepower, we could find a violation based on imports of M-series
tractors under 50 PTO horsepower. FF 139-140. However, complainants have not directed
us to any evidence of importation or sale of these models.
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We conclude, however, that the record does not support finding any further material
differences, aside from the absence of English-language labels, with respect to the 20
additional KBT models, and decline to find that any of the other material differences asserted
by complainants exists with respect to these 20 KBT models.

Labels aside, the ALJ found that one or more of the KBT models on SX-1 were not
materially different from the closest corresponding KTC models with respect to each of the
other physical or non-physical differences asserted by complainants in this investigation,
including overall strength, various operating and safety features, and the availability of parts,
service and English-language operator’s manuals.>® We did not determine that any of these
factual findings was clearly erroneous and they are not subject to review at this time.

Although complainants continue to press the argument, made before the ALJ and
again in their petition for review, that a model-by-model analysis is not legally required,
their argument misses the point. The ALJ never found that he was legally required to do a
model-by-model comparison.”> Rather, he found as a matter of fact that, because none of the
generalized differences asserted by complainants appeared in all 25 of the KBT models on
SX-1, the record could not support the inference that such differences would appear in all
other KBT models. Since the record did not support making generalized findings of material
differences (other than Japanese-language labels) that distinguish all KBT tractors from all
KTC tractors, material differences could only be demonstrated on a model-by-model basis.
Complainants do not dispute that the only models for which such a comparison is possible
are those listed on SX-1. We therefore find that evidence on the record does not
demonstrate that any of the 20 KBT models identified in response to review issue (2) is
materially different from the closest corresponding KTC model with respect to any of the
differences found to be “material” in the ID, aside from having Japanese-language labels.

II.  REMEDY, THE PUBLIC INTEREST, AND BONDING

Where a violation of section 337 has been found, the Commission must consider the
issues of remedy, the public interest, and bonding. Under subsections 337(d) and (f), the
Commission may issue an exclusion order, a cease and desist order, or both, depending on

31 ID at 18-19, 33-34 and FF 153 (no proof of strength differences for KBT 1200,
1.240, L2000 and 1.2600); ID at 32-41 (other physical features); ID at 24-25 (parts, service
and English-language manuals available for KBT L200).

52 Some courts have relied on generalized findings with respect to a group of products.

See, e.g., Ferrero, 753 F. Supp. at 1244; Nestle, 982 F.2d at 642; Nestle, 777 F. Supp.
161, 163-64 (D.P.R. 1991). Other courts have addressed differences on a product-by-
product basis. See, e.g., Helene Curtis, 890 F. Supp. at 155-156 (separate comparisons for
various hair care products, including various kinds of shampoo, after-shampoo treatment,
hair spray, spray gel, and mousse).

33 CB at 4.
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the circumstances. The Commission has broad discretion in selecting the form, scope, and
extent of the remedy in a section 337 proceeding.>* The Commission may make factual
determinations in the remedy phase of a section 337 investigation, to the extent necessary, in
order to reach its determination, which may be based on the evidence of record, or on the
basis of submissions of the parties on remedy, the public interest, and bonding.>

A. Remedy

There are two types of exclusion orders: general exclusion orders and limited
exclusion orders. A general exclusion order instructs the U.S. Customs Service to exclude
from entry all articles which infringe the involved trademarks, without regard to source.
Thus, a general exclusion order applies to persons who were not parties to the Commission’s
investigation and, indeed, to persons who could not have been parties, such as persons who
decide to import after the Commission’s investigation is concluded. A limited exclusion
order instructs the Customs Service to exclude from entry all articles which infringe the
involved trademarks and that originate from a firm that was a party to the Commission
investigation. A general exclusion order is the broadest type of relief available from the
Commission. Because of its considerable impact on international trade, potentially extending
beyond the parties and articles involved in the investigation, more than just the interests of
the parties is involved. Therefore, the Commission exercises caution in issuing general
exclusion orders and requires that certain conditions be met before one is issued.*®

In addition to exclusion orders, the Commission can also issue cease and desist
orders. A cease and desist order is an order to a person to cease its unfair acts and is
generally directed to respondents that maintain inventories of the accused product in the
United States. Unlike an exclusion order, a cease and desist order is enforced by the
Commission, through the courts, rather than by the Customs Service.

1. The RD

The ALJ’s recommended determination (RD) recommends that the Commission issue

>4 1scofan, S.A. v. U.S. Int’l Trade Com n, 787 F.2d 544, 548 (Fed. Cir. 1986)

(affirming Commission remedy determination in C cesses for the Manufacture of
Skinless Sausage Casings and Resulting Products, Inv. Nos. 337-TA-148 and -169, USITC
Pub. 1624 (Dec. 1984)); Hyundai Electronics [ dustries Co. v. U.S. Int’l Trade Comm’n,
899 F.2d 1204 (Fed. Cir. 1990) (affirming Commission remedy issued in Certain Erasable
Programmable Read-Only Memories., Components Thereof, Products Containing Such
Memories, and Processes for Making Such Memories, Inv. No. 337-TA-276, USITC Pub.
2196 (May 1989)).

% Sealed Air Corp. v. U.S, Int’l Trade Comm’n, 645 F.2d 976 (C.C.P.A. 1981).

56

See 19 U.S.C. § 1337(d); Certain Airless Paint Spray Pumps, Inv. No. 337-TA-90,
USITC Pub. 1199, Commission Opinion at 17-18 (Nov. 1981).
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a general exclusion order, and that the order apply to all infringing KBT models, rather than
just to those as to which the Commission makes a finding of violation.”” The RD
recommends, however, that the Commission’s general exclusion order permit infringing
tractors to enter the United States if each infringing tractor has affixed to it a permanent,
non-removable label, in the same location and size as the largest “KUBOTA” trademark
appearing on that tractor, containing the following information:

(1) that the tractor was not manufactured for sale or use in the United States and
differs from the tractors Kubota Corporation manufactures for sale in the United
States; '

(2) that Kubota Corporation has not authorized the sale of this tractor model in the
United States;

(3) that Kubota Corporation and authorized Kubota dealers are unable to provide parts
and service support for this tractor model in the United States;

(4) that accessories for Kubota tractors authorized for sale in the United States may
not be compatible with this tractor;

(5) that important English-language instructional and warning labels are not available;

(6) that English-language operator’s manuals are not available for this tractor model;
and

(7) that this tractor may not comply with U.S. industry standards for safety.®

The RD further recommends that the Commission issue cease and desist orders
prohibiting the sale of infringing KBT tractors by respondents Wallace, Gamut, The Tractor
Shop, Bay, Casteel, MGA, and Lost Creek unless those tractors are sold bearing the
prescribed label,” and that the cease and desist orders direct respondents to inform
consumers of gray market tractors of the information contained in the label and prohibit them
from suggesting that the label information should be ignored.® Finally, the RD recommends
that the respondents named in the orders be required to file quarterly reports with the
Commission on the number of infringing Kubota brand tractors, by model number, imported

57 RD at 43-44.
2 RD at 43-44.

% Some of these named respondents actually consistent of two or more related

businesses which the ALJ treated as single entities. FF 49-61, 66.
60 RD at 55.
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into the United States, sold after importation, or remaining in inventory.®

2. Arguments of the Parties

a. Complainants’ Position

Complainants contend that the appropriate remedy in this case is an unconditional
general exclusion order prohibiting the importation and sale of all KBT tractors coupled with
unconditional cease and desist orders directed to the domestic selling respondents prohibiting
the sale of all KBT tractors.”? They argue that gray market case law, general trademark law,
and Commission precedent all reject labeling as an appropriate remedy for consumer
confusion.® In addition, complainants submitted with their remedy brief a consumer survey
designed and conducted under the supervision of Dr. Jacob Jacoby, whom they present as a
leading expert in the field of consumer behavior. They also submitted a declaration
containing Dr. Jacoby’s expert opinion that consumers will not read, recall, or understand
the content of the ALJ’s proposed label and that such a label would be useless in preventing
consumer confusion.* Finally, complainants argue that the proposed label would exacerbate
consumer confusion, and that, as a practical matter, a labeling remedy would be impossible
to enforce.%

b. Respondents’ Position

Respondents oppose the imposition of any remedy on the grounds that there has been
no showing of trademark infringement and that Kubota is in the best position to remedy its
own problems by ending its refusal to service KBT tractors in the United States.%
Respondents state, however, that they are “not completely opposed” to a labeling
requirement, and propose the following label:

(1) This tractor was not manufactured for sale or use in the United States.

(2) Kubota Corporation has not authorized the sale for [sic] this tractor model in the
United States.

61 RD at 55-56.
62 CB at 16-22.
6 CB at 22-33; CR at 8-9.
& CB at 33-41.
6 CB at 42-54; CR at 9-11, 13-15.
66 RB at 21-23.
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(3) Parts and service may not be available in the United States.

(4) Accessories for Kubota tractors authorized for sale in the United States may not be
compatible with this tractor.

(5) English language operator’s manuals may not be available for this tractor model.%’

Respondents further contend that the required label should be smaller, non-permanent, less
prominently located, and affixed to the tractor prior to any sale in the United States rather
than at the time of importation.®® Respondents accept the idea of an annual reporting
requirement. %

c. The TA’s Position

The IA agrees that the prerequisites for issuance of a general exclusion order are
satisfied in this case and that there should be a labeling provision in the Commission’s
remedial orders.” The IA argues that the court and Commission decisions cited by
complainants for the proposition that labeling is not an appropriate remedy in gray market
cases are inapposite, because they do not deal with used goods that do not compete directly
with the trademark owner’s new product.” He argues that the Commission should give little
if any weight to the Jacoby survey and declaration submitted by complainants, since it is at
odds with record testimony and, in any event, does not prove that labels are ineffective.™
The IA disputes complainants’ claim that the proposed label wording is itself confusing or

67 RB at 23; RR at 13, 17.
68 RB at 23-24; RR at 17-18.
& RR at 16-18.

7 SB at 10-11, 15, 17. The IA argues that several of the proposed items in the label
should be modified to better reflect the record evidence. SB at 16-17. The 1A also states
that, “technically,” the order may be styled as a limited exclusion order, because the
infringing gray market products all originate from a single source, KBT. Because the
statutory requirements for a general exclusion order are met, however, and in order to make
clear that the order bars the importation of KBT tractors by all importers regardless of
whether they were parties to the investigation, the IA recommends that we style the order as
a general exclusion order. SR at 13 n.11.

n SR at 14-17.
& SR at 18-20.
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would create administrative difficulties for the Customs Service.”

The IA supports the ALJ’s recommendations that the Commission issue cease and
desist orders against the domestic respondents, and that the proposed cease and desist orders
contain the same labeling exception as the proposed general exclusion order.” The IA
disagrees, however, with the ALJ’s recommendations that the cease and desist order require
respondents to inform customers of the information set forth in the label and to refrain from
suggesting to customers that the information on the labels is erroneous or should be ignored.
Finally, the IA contends that the facts in this case do not warrant a quarterly reporting
requirement and proposes an annual requirement instead.”

3. Analysis
a. General Exclusion Order
i. Criteria for Issuance

We agree with complainants, the IA, and the ALJ that the prerequisites for issuance
of a general exclusion order are satisfied in this case.

, Section 337(d) provides that Commission exclusion orders “shall be limited to persons
determined by the Commission to be violating this section” unless the Commission finds the
existence of certain conditions that would undermine the effectiveness of a limited order.™
The legislative history to section 337(d) indicates that the statutory criteria for the issuance of
a general exclusion order do not “differ significantly” from the criteria previously applied by
the Commission in determining whether a general exclusion order is appropriate.” The
Commission first enunciated these criteria in Certain Airless Paint Spray Pumps.” In that
case, the Commission stated that it would “require that a complainant seeking a general
exclusion order prove both a widespread pattern of unauthorized use of its patented invention
and certain business conditions from which one might reasonably infer that foreign
manufacturers other than the respondents to the investigation may attempt to enter the U.S.
market with infringing articles.” Factors relevant to demonstrating whether there is a
“widespread pattern of unauthorized use” include:

3 SR at 21-23.

7 SB at 17-18.

s SB at 18-19.

76 19 U.S.C. § 1337(d).

77 S. Rep. No. 412, 103d Cong., 2d Sess. at 120 (1994).

8 Inv. No. 337-TA-90, USITC Pub. 1199, Commission Opinion at 17-18 (Nov. 1981).
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“(1) a Commission determination of unauthorized importation into the United States
of infringing articles by numerous foreign manufacturers;

(2) the pendency of foreign infringement suits based upon foreign patents which
correspond to the domestic patent in issue; or

(3) other evidence which demonstrates a history of unauthorized foreign use of the
patented invention.””

Factors relevant to showing whether “certain business conditions” exist include:

“(1) an established demand for the patented product in the U.S. market and conditions
of the world market;

(2) the availability of marketing and distribution networks in the United States for
potential foreign manufacturers;

(3) the cost to foreign entrepreneurs of building a facility capable of producing the
patented article;

(4) the number of foreign manufacturers whose facilities could be retooled to produce
the patented article; or

(5) the cost to foreign manufacturers of retooling their facility to product the patented
articles. "%

With respect to the first criterion, a “widespread pattern of unauthorized use,” we
find that a large number of foreign parties are engaged in the exportation and importation of
infringing tractors, including a number of entities other than the named foreign respondents.
Since the accused tractors are used goods, the foreign parties of concern are not the foreign
manufacturer KBT, but rather the exporters who have directed KBT tractors to the United
States market.

We likewise find that market conditions exist from which one might reasonably infer
that foreign exporters and domestic importers other than the named respondents to the
investigation may attempt to enter the U.S. market with infringing articles. First, there is

79 &

8 See, e.g., FF 123, 126, 330, 332, 335, 342, 344-46, 348.
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considerable demand for used KBT tractors in the United States.®? Second, there are
extensive dealer networks for the distribution of gray market KBT tractors.®®* Third, the
initial investment for entities entering into the business of exporting or importing KBT
tractors is minimal.® Collectively, these factors strongly suggest that importation of low-cost
used Kubota tractors is an attractive business opportunity.

Therefore, it is reasonable under Spray Pumps to infer that additional exporters and
importers may attempt to enter the United States with infringing KBT tractors. Accordingly,
unless a general exclusion order is issued, it may become necessary to institute repeated
section 337 investigations each time a new exporter is identified.®* Thus, in our view, the
interest in granting an effective remedy requires the issuance of a general exclusion order in
this investigation.

ii. Type of Entry

As the Commission stated in Certain Devices for Connecting Computers Via
Telephone Lines, although the Commission’s remedial authority is quite broad, it has applied
this authority “in measured fashion and has issued only such relief as is adequate to redress
the harm caused by the prohibited imports.”* Here, complainants have provided no
evidence that they are likely to be affected by entries other than for consumption of the
accused infringing tractors.*” We therefore conclude that the general exclusion order should
be directed to entries for consumption only.

iii. Whether to Limit the Order to Models as to Which A
Violation Has Been Found

As recommended by the ALJ, we have not limited our exclusion order (or our cease
and desist orders) in this investigation to those KBT tractor models which we specifically
found to violate section 337. In Certain Cellular Radiotelephones and Subassemblies and
Component Parts Thereof, the Commission stated that, in a case where multiple models of a

82 FF 347.
8 See, e.g., FF 116-119.

8 See CX 601 (Kinoshita witness statement) at 19, §54; Hearing Tr. at 2442-44
(DePue).

85

See Spray Pumps at 18 (complainant should not be compelled to file a series of
complaints as it becomes aware of new foreign participants in the market; such a result
wastes the resources of both complainant and the Commission).

86 Inv. No. 337-TA-360, Commission Opinion, December 12, 1994 at 9.

¥ Accord SB at 11 1.6.
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product are at issue, “[a]n exclusion order or cease and desist order which specifically lists
the models to which it applies merely invites an unscrupulous respondent to change the
model numbers to circumvent the order.”% The Commission clarified that its decision was
not dependent on proof that any of the respondents in that investigation would behave in such
a fashion. It simply saw “no reason to issue orders listing specific models, given the
potential for circumvention and abuse.” Because there are over a hundred existing KBT
models, new models are introduced every year, and respondents do not appear to use model
numbers accurately in some instances,® we find that the rationale of Cellular
Radiotelephones applies in this case.

iv. Whether to Include a Labeling Exception

We conclude that our general exclusion order in this investigation should not include
the labeling exception recommended by the ALJ and supported by respondents and the IA.
- As discussed below, we disagree with complainants’ assertion that there is a legal prohibition
against the use of such a label, but conclude that an exclusion order with a labeling exception
would not be effective in preventing the likelihood of confusion established in this case.

(a)  Legal Status of Labeling Remedies

While the remedy in a trademark infringement case should substantially alleviate the
likelihood of confusion, complete elimination of any possibility of consumer confusion is not
required.® There are a large number of court cases discussing labels, disclaimers, and other
measures short of an injunction that may alleviate consumer confusion. The only
generalization that can fairly be made about these cases is that courts decide whether a label
or disclaimer substantially eliminates any likelihood of confusion based on the particular facts
of each case. :

The ALJ relied principally on two Supreme Court decisions, Prestonettes. Inc. v.
Coty and Champion Spark Plug Co. v. Sanders. In Coty,*! a French manufacturer of loose
face powder claimed that Prestonettes was infringing its trademark by using Coty’s name to
sell genuine Coty powder which defendant had combined with a binder and placed in a
compact. The Supreme Court upheld the defendant’s right to sell the compacts, so long as
the container was marked with a label prescribed by the lower court, which indicated, in

58 Inv. No. 337-TA-297, USITC Pub. 2361, Commission Opinion at 5 (Aug. 29, 1989).

8 For example, respondents admitted to having imported at least 4 KBT models that
complainants indicate do not exist. SR at 4 n.4.

% See, e.g., Home Box Office, Inc. v. Showtime/The Movie Channel, 832 F.2d 1311,
1315 (24 Cir. 1987) (“We have found the use of disclaimers to be an adequate remedy when
they are sufficient to avoid substantially the risk of consumer confusion.”).

o 264 U.S. 359 (1924).
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letters of the same size, color, type and general distinctiveness, that “Prestonettes, Inc., not
connected with Coty, states that the compact of face powder herein was independently
compounded by it from Coty’s . . . loose powder and its own binder.” The Court observed
that a trademark, unlike a copyright, does not confer a monopoly over a word or words but
merely the right to prohibit confusing uses. “When the mark is used in a way that does not
deceive the public we see no such sanctity in the words as to prevent its being used to tell the
truth. ” %2

In Champion,” the Supreme Court rejected the claim that a label was not an adequate
remedy for infringement of Champion’s mark by a company that was using the mark to sell
reconditioned, used Champion plugs. The Court agreed that there was ample evidence that a
used spark plug does not perform as well as a new one, but concluded that the reconditioning
was not so extensive as to suggest that the plugs were not still genuine Champion products.
The Court found that consumers expect used goods to be inferior to new ones and generally
pay less for them, but that inferiority is immaterial so long as the product is clearly and
distinctly sold as repaired or used rather than new. The Court reasoned that “[f]ull
disclosure gives the manufacturer all the protection to which he is entitled.” Thus, the
Court upheld the lower court’s order that defendant clearly mark all the spark plugs as used.

Neither of the cases relied on by the ALJ, nor any other case we have found, deals

%2 Id. at 368. Numerous decisions since Coty have affirmed the principle that a

trademark may be used to truthfully identify the source of inputs to a further processed or
assembled product. See, e.g., William Grant & Sons 1.td. v. European Beverages Co., 668
F. Supp. 1421 (C.D. Cal. 1987) (despite differences between Glenfiddich whiskey and
defendant’s whiskey, permitting defendant to use a label stating that it is an independent
bottler not associated with the distiller but has bottled a product originally distilled at the
Glenfiddich Distillery, but specifying that the product was not bottled under the supervision
of the distiller and that the distiller is not responsible for the product); Caterpillar. Inc. v.
Nationwide Equipment, 877 F. Supp. 611, 617 (M.D. Fla. 1994) (importer of equipment
produced mostly from genuine Caterpillar parts and assembled in Turkey permitted to use the
Caterpillar marks in connection with sale of the equipment in the U.S. so long as it does
falsely suggest that the products are genuine Caterpillar or that they are sponsored or
approved by the trademark owner).

Complainants argue that in Lever Bros. Co. v. United States, 877 F.2d 101, 108
(D.C. Cir. 1989), the court found the rationale of Coty to be inapplicable in the gray market
context. In Lever, the court found that use of Lever’s “Sunlight” and “Shield” trademarks
on materially different gray market goods was not “truthful” in the sense of Coty, since the
words did not connote the same product in the two countries. The Lever court did not
consider whether a label specifically identifying the differences between authorized and gray
market goods could eliminate the likelihood of confusion.

% 331 U.S. 125 (1947).
84 Id. at 130.
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with the exact situation in this case. Coty is not directly on point, because it deals with the
fair use of a trademark by a processor of a downstream product, while in this case
respondents are not using KBT tractors to make another product. Champion is not directly
on point because the courts were trying to remedy confusion between the new product and
the used product, whereas no one in this case is misrepresenting the fact that the KBT
tractors are used. These cases do, however, support the general principle that a label may be
an appropriate remedy if it can be fashioned in such a way that it truthfully identifies the
original manufacturer of a trademarked product while effectively disassociating the
manufacturer/markholder from that product when used in a context that the markholder does
Dot Sponsor or approve.

Complainants, on the other hand, rely on a number of cases in which courts have
found that labels did not adequately eliminate a likelihood of confusion. These cases stand
for the proposition that bare disclaimers stating that the seller is not associated with the
markholder are inadequate to avoid confusion if they are contained in fine print nowhere near
the offending mark, or are otherwise insufficient to bring the necessary disclaimers to the
attention of the typical purchaser.” Contrary to complainants’ representations, none of these
cases states that labels or disclaimers are a disfavored remedy, but only that inadequate and
ineffective labels are disfavored. Moreover, none of these cases deals with a label as large,
detailed, and conspicuously located as the one recommended by the ALJ here.

Similarly, case law does not support complainants’ claim that labels are never an
appropriate remedy against confusion caused by gray market imports. Most of the gray
market cases do not discuss labels in the context of remedy, but rather consider whether the
presence of some kind of distinguishing label is a defense to the claim of infringement.
Thus, for example, in PepsiCo Inc. v. Giraud,% the court found that “fine print” indicating
that the product was imported from Venezuela was insufficient to demonstrate the absence of
infringement where the bottles were marked with the familiar Pepsi logo but were materially

% See, e.g., Omega Importing Corp. v. Petri-Kine Co., 451 F.2d 1190, 1194 (2d Cir.

1971) (stamping defendant’s EXAKTA cameras “made in Japan” not adequate to avoid
confusion with plaintiff’s German EXAKTA cameras); Boston Professional Hockey Ass’n v.
Dallas Cap and Emblem Mfg.. Inc., 597 F.2d 71, 77 (5th Cir. 1979) (disclaimer on
defendant’s unauthorized NHL team emblems inadequate because it was located where no
one was likely to see it prior to purchase); United States Jaycees v. Philadelphia Jaycees, 639
F.2d 134, 412 (3d Cir. 1981) (use of adjective “Philadelphia” plus disclaimer that
Philadelphia Jaycees are not associated with the national organization insufficient to remedy
likelihood of confusion); International Kennel Club of Chicago. Inc. v. Mighty Star, Inc.,
846 F.2d 1079, 1093 (7th Cir. 1989) (rejecting a disclaimer that was used in advertising but
not on the products themselves, the accompanying literature, or in-store advertisements).

% 7 U.S.P.Q.2d 1371 (D.P.R. 1983).
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different from the Puerto Rican bottler’s product.”’” The only gray market case cited by
complainants that does discuss labels as a remedy is Helene Curtis.”® In that case, one of the
material differences between the authorized and gray market hair care products identified by
the courts was that the labels on the gray market product did not meet FDA requirements for
listing ingredients and other factors. Defendant argued that the appropriate remedy would be
to require the labels to meet FDA requirements. The court rejected this suggestion,
reasoning that the proposed labels would do nothing to address the likelihood of confusion
arising out of material differences in composition and quality control between the products.
Overall, none of the gray market cases on which complainants rely has considered the
efficacy a label of the kind proposed here.”

Moreover, although the Commission has discussed labels in several prior cases, none
has involved the kind of label proposed here. In Certain Alkaline Batteries,'® the
Commission considered whether it should exclude all gray market batteries, or merely
require that they be repackaged to comply with the requirements of the Fair Packaging and
Labeling Act, which requires that instructions, warnings and guarantees be in English. In
other words, the label at issue in Batteries was not an additional label used to point out the
differences between the gray market and authorized products, but instead was one that would
actually mask one of those differences by translating the foreign labels into English without
addressing the other differences at all.’”! The Commission concluded that neither Coty nor
Champion supported the proposed labeling remedy. The Commission distinguished those

4 Similarly, in Nestle, 982 F.2d at 639, the court found that use of the PERUGINA
trademark and overall package design could cause confusion even though the gray market
chocolates were labeled “made in Venezuela” in the “fine print” while the real ones said
“made in Italy”. In Ferrero U.S.A.. Inc. v. Ozak Trading, Inc., 753 F. Supp. 1240 (D.N.J.
1991), also cited by complainants, the court found that the statement “Ferrero U.K. is the
sole importer for the U.K.” was a material difference between the authorized and gray
market goods and did not even consider the question whether the disclaimer was an
ameliorating factor.

% 890 F. Supp. at 160 n.11.

» By contrast, in Bell & Howell: Mamiya Co. v. Masel Supply Co., 719 F.2d 42, 46

(2d Cir. 1983), not cited by complainants, the court denied a request for a preliminary
injunction against gray market imports on the grounds that, since the only identified
difference was the lack of a warranty for the gray market products, and since consumers
could be made aware that the gray market camera equipment was sold without a warranty by
the use of labels, the need for any injunction had not been shown.

100 Inv. No. 337-TA-165, USITC Pub. 1616, Commission Opinion at 39-41 (Nov. 1984).

101 See also Certain Cube Puzzles, Inv. No. 337-TA-112, USITC Pub. 1334 at 22 n.82
(1982) (label merely indicating manufacturer of the accused goods not a defense to the claim
of trademark infringement where use of the label had not prevented actual confusion).
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cases from the situation in Batteries because (1) in those cases, the mark was not being used
to deceive the public but rather to inform the public, and (2) in those cases the infringer’s
product was not sold in direct competition with the markholder’s product.'® The
Commission also concluded that, because of the strength of the DURACELL trademark, the
low value of the product, and the fact that the imported batteries were being sold in the same
trade dress, consumers were unlikely to invest the time in reading label disclosures.'®

In Certain Nut Jewelry and Parts Thereof,'™ by contrast, the Commission did issue a
labeling remedy. Nut Jewelry involved claims of false designation of origin, unfair
competition, and passing off by importers of kukui nut jewelry who were using labels and
trade dress to suggest falsely that their products were made in Hawaii. The Commission
issued a general exclusion order which allowed importation of the accused jewelry if three
conditions were met: (1) the jewelry bore a foreign origin label attached “as permanently as
possible” and did not use the phrase “genuine kukui nuts” except in close proximity to the
origin label; (2) labels on the product did not contain any representation, depiction, symbol,
characteristic feature, or scene of the state of Hawaii; and (3) the country of origin label
included the warning: “Removal of this disclosure of foreign origin prior to final sale may
be punishable by law under 19 U.S.C. § 1304(e).” While complainants are correct that Nut
Jewelry was not a gray market case, or even a trademark case, it does stand for the
proposition that labeling can be an appropriate remedy under section 337 if the label will
substantially eliminate the violation. -

Based on the preceding analysis, we conclude that there is no legal prohibition against
the issuance of a labeling remedy in a gray market case, including this case.

(b)  Effectiveness of the Proposed Labeling Remedy

Complainants contend that a labeling remedy, even if legally permissible, would not
succeed in eliminating the likelihood of confusion established in this investigation. They
argue first that a consumer confronted with the proposed label is still likely to be confused,
and second, that consumers will not have the opportunity to consider the proposed label,
since it is likely to be removed from the tractor prior to sale. We disagree with the first

102 The Commission relied on the same reasoning in Certain Soft Sculpture Dolls

Popularly Known as “Cabbage Patch Kids.” Related Literature and Packaging Therefor, Inv.
No. 337-TA-231, USITC Pub. 1923, Commission Opinion at 23-24 (Nov. 1986). We note,
however, that Cabbage Patch Kids was a copyright case, and that “truthful” use of
copyrighted material is not a defense to copyright infringement.

103 Two concurring Commissioners argued that labeling would be an adequate remedy, so

long as the label was in English and contained a disclaimer stating that the gray market
batteries were not sponsored by Duracell, and so long as respondents ceased using Duracell’s
trade dress. Views of Chairwoman Stern and Commissioner Rohr at 34-35.

104 Inv. No. 337-TA-229, USITC Pub. 1929, Commission Opinion at 20-21 (Nov. 1986).
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objection, but agree that the second presents a serious enforceability problem.

(i) Will Consumers Understand the I.abel?

In support of their argument that the proposed label will not alleviate consumer
confusion, complainants submitted the survey and declaration prepared by Dr. Jacoby. We
accord little weight to the Jacoby survey and declaration.!® Although we have no record
basis for questioning Dr. Jacoby’s qualification as an expert in the field of consumer
behavior or his survey design, a search of the literature reveals that Dr. Jacoby is well
known for his view that labels are virtually never an appropriate remedy for trademark
infringement.'® Given his apparent predisposition to find fault with any proposed labeling
remedy and the inability of respondents, the ALJ, or the IA to test his conclusions through
discovery or cross-examination, we do not view those conclusions as controlling or even
compelling. As the IA points out, the survey results actually show that a large number of
participants did recall the labels, and it is reasonable to assume that prospective purchasers
would be even more attentive if they were about to spend thousands of dollars rather than
just participate in a survey. In addition, Dr. Jacoby’s description of a careless, uninformed
tractor purchaser who might even buy a tractor sight unseen over the telephone is at odds
with the evidence in this case that the typical gray market tractor purchaser is a weekend
farmer making an expensive, once-in-a-lifetime purchase.'” Finally, we do not agree with
Dr. Jacoby’s assertion that a label is not an effective remedy if there is any possibility that
some purchaser may read and fully understand the label but nevertheless choose to disregard
or discount its warnings.!® As noted above, a label need only substantially eliminate the
likelihood of confusion; it need not guarantee that even the most obtuse of purchasers will

105 Respondents have requested that we strike the Jacoby survey on the grounds that it is

“a contrived survey designed to reach a preconceived result.” They have also asked us to
sanction complainants for submitting allegedly false information in the study. RR at 6-9.
Survey evidence is routinely submitted in trademark infringement cases, and we may
consider such evidence in the remedy phase of an investigation. Thus, we decline to strike
the survey or sanction complainants for submitting it. We caution parties in section 337
investigations, however, that survey evidence should, whenever possible, be presented to the
ALJ, so that its accuracy and probative value can be evaluated by the ALJ and other parties
prior to its presentation to the Commission in the remedy phase of the investigation.

106 See, e.g., Jacoby and Szybilli, “Why Disclaimers Fail,” 84 Trademark Reporter 224

(1994); Jacoby and Raskopf, “Disclaimers in Trademark Infringement Litigation: More
Trouble than They are Worth?,” 76 Trademark Reporter 35 (1986). Cf. Home Box Office,
832 F.2d at 1315-16 (noting that these authors have concluded that disclaimers “are
frequently not effective™).

107 FF 215; SR at 18, citing Complainants’ Proposed Finding of Fact No. 481.
108 CB, Attachment F at 4-5.
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not disregard it.!%®

Complainants also criticize the RD’s reliance on Kubota’s “Buyer Beware” program
as evidence that labels will alleviate consumer confusion. Before the ALJ, complainants’
senior vice president for sales and marketing (Mr. Killian) and the manager of its Tractor
Engineering Department (Mr. Kashihara), complainants’ expert (Dr. Leviticus), and
complainants’ witness Mr. Tomlinson (a purchaser of a gray market KBT tractor) all testified
that labels identifying the accused tractors as gray market products would enable consumers
to make an informed decision.!’® Complainants now argue that we should not rely upon this
testimony, because Kubota’s “Buyer Beware” program did not work.'' What complainants
fail to mention is that the success of the “Buyer Beware” program at eliminating consumer
confusion was severely constrained by Kubota’s inability to educate gray market purchasers
at the actual point of sale. As Mr. Killian conceded, the “Buyer Beware’ program consisted
of warning notices distributed by authorized KTC dealers at their parts counters, through
advertising, and through direct mailings to existing customers.!’> Thus, the lesson of the
“Buyer Beware” program is not that educational labels failed to eliminate the actual
consumer confusion found in this case, but that information must be presented to prospective
purchasers at the point of sale if it is to inform their purchasing decisions.

Complainants also argue that the specific factual statements in the proposed label are
insufficient to eliminate the likelihood of confusion in this case. We disagree. Contrary to
complainants’ assertion, it is not necessary for the labels to answer all of a prospective
purchaser’s questions. The point of the label is to make prospective purchasers aware that
they are purchasing a gray market tractor and that the purchase of a gray market tractor may
have certain consequences. Once they have that information, they can make an informed
decision regarding whether it is worthwhile to purchase the KBT tractor, perhaps after
seeking further information from respondents, authorized KTC dealers, or other sources. To
fully answer every conceivable question about gray market tractors would require the label to
contain a large part of the record in this investigation. That much information is simply
unnecessary to. achieve the label’s purpose. Similarly, we are not persuaded by
complainants’ argument that the proposed statements do not go far enough to deter
purchasers from buying equipment that may be unsafe due to the absence of English-language
instructions, safety equipment, and model-appropriate implements. The Commission’s

109 Home Box Office, 832 F.2d at 1315 (“a disclaimer can avoid the problem of

objectionable infringement by significantly reducing or eliminating consumer confusion”); see
generally McCarthy on Trademarks and Unfair Competition (3d ed. 1996) at §23:3
(“likelihood” of confusion means confusion is probable, not merely possible, as to some
significant number of people).

110 RD at 52-54; FF 301-310, 312, 315.
m CB at 50.
12 FF 301.
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statutory obligation is to substantially eliminate any likelihood of confusion, not to make sure
that the accused imports are made perfectly safe. Although all parties in this investigation
agree that older tractors are generally less safe than newer tractors, there is no law requiring
that used tractors be retrofitted to any particular safety standard, and the evidence shows that
used KTC models (as well as other manufacturers’ tractors) are also sold without current
safety equipment.’® Nothing in section 337 forbids a consumer from purchasing a product
that is not completely safe, so long as he is not acting under any misimpression resulting
from a violation of the statute.

@) Will Consumers Get to See the Labels?

In our view, the most serious concern complainants raise about the efficacy of the
recommended remedy is the possibility that the required labels will be removed between the
time of importation and the time of sale to the ultimate consumer. Thus, while we disagree
with their legal analysis and with their objections to the label itself, we agree that the remedy
proposed by the ALJ is unworkable.

A number of domestic respondents have testified that they routinely remove the
original Japanese-language instructional and warning labels from KBT tractors as part of the
refurbishing process. Sometimes they replace these labels with English-language KTC labels
for non-corresponding KTC models, or even with labels for non-Kubota tractors.'* Labels
can also become obliterated over time.'"> Indeed, respondents concede that there is no such
thing as a “permanent” label in this context.''¢

In addition, the record demonstrates that gray market tractors may be sold several
times within the United States prior to the first sale to a consumer, and that consumers
themselves sometimes resell their KBT tractors as well.!'” In our view, the clear inference to
be drawn from this evidence is that most, if not all, of the accused tractors will pass through
the hands of a seller, dealer, auctioneer or other middleman that was not a party to this
investigation prior to their sale to consumers and may pass through such hands again upon
resale by consumers. '

A Commission exclusion order is effective at the border, and we could order that the
accused tractors be permitted entry only if they bear the recommended labels at the time of

13 FF 262, 263A, 265, 274, 287, 288, 294.
114 FF 198, 210; CX592 at 41.

15 FF 217.

16 RBat 15.

w7 FF 107, 116-120, 123, 125-26, 133, 136, 335-36, 345-46; CX530 at K012884;
Hearing Tr. at 1159 (Tomlinson).
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importation. An exclusion order does not, however, have any effect after importation and
cannot be used to require that the labels stay on the accused tractors at all times. Thus, the
proposed exclusion order could not prohibit the domestic respondents from removing the
prescribed labels from the tractors, along with the original warning and instructional labels,
in the course of refurbishing the tractors, nor could it require them to reaffix the required
labels afterwards.

As we noted above in our discussion of the “Buyer Beware” program, labels and
disclaimers aimed at consumers are only effective if they are brought to the consumer’s
attention at the point of sale.!® Respondents concede this point, arguing that the Commission
should require the labels to be affixed to the tractor after rehabilitation and prior to sale to a
consumer, not at the time of importation, when they will only have to be removed again.'
Our ability to order that accused tractors bear the required labels ar the time they are sold to
consumers is extremely limited. As discussed in the next section below, the prerequisites for
issuing cease and desist orders are met with respect to eleven domestic respondents. In those
cease and desist orders, we could require that the named respondents cease and desist from
- selling accused tractors unless the appropriate labels are affixed. We could also order those
eleven respondents not to tell their customers that the information in the labels is false or
should be ignored, as the ALJ has recommended. Those respondents, however, are likely to
resell the tractors to other dealers or middlemen, who would not be bound by the
Commission’s orders. Moreover, not all, and perhaps not even a majority of, KBT tractors
sold in the United States pass through the hands of these eleven respondents.

 Given that removing labels is evidently a normal practice in the gray market tractor
industry, and that the Commission’s remedial orders cannot control the actions of many
industry participants, not to mention consumer/resellers, we conclude that a labeling remedy
would be ineffective to prevent confusion in the marketplace. Accordingly, while we believe
that the proposed labels could substantially eliminate the likelihood of consumer confusion if-
they were always affixed to the tractor at the time of sale, because such affixation cannot be
guaranteed, we decline to adopt a labeling exception in this case.

V. Specific Provisions of the Exclusion Order

The general exclusion that we issued on February 25, 1997, orders the Customs
Service to exclude from entry for consumption into the United States agricultural tractors
under 50 power take-off horsepower that are manufactured by Kubota Corporation of Japan

18 Gee generally Int’l Kennel Club of Chicago. Inc. v. Mighty Star, Inc., 846 F.2d
1079, 1093 (7th Cir. 1988) (disclaimer ineffective if not used on the product itself and where

parties subject to order cannot control use of disclaimer by their distributors); LeSportsac,
Inc. v. K Mart Corp., 754 F.2d 71, 80 (2d Cir. 1985) (label not effective if contained on an
easily removable “hang tag”).

119 RR at 17.
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and infringe the “KUBOTA” trademark (U.S. Reg. No. 922,330).1° Under the terms of the
exclusion order, accused tractors may be imported for consumption into the United States
only: (1) if they are imported by, under license from, or with the permission of the
trademark owner (that is, KBT and its licensees KTC and KMA); (2) as otherwise provided
by law; or (3) if the importer demonstrates to the satisfaction of the Customs Service that the
particular tractor at issue is non-infringing.**

b. Cease and Desist Orders

As recommended by the ALJ, we have issued cease and desist orders prohibiting the
sale of infringing KBT tractors by respondents Wallace, Gamut, The Tractor Shop, Bay,
Casteel, MGA, and Lost Creek and related entities, for a total of ten cease and desist
orders.’ [In addition, we have issued an eleventh cease and desist order prohibiting sale of
infringing KBT tractors by respondent Tractor Company, which the ALJ found to be in
default pursuant to Commission rule 210.16. In general, cease and desist orders are
warranted with respect to domestic respondents that maintain commercially significant U.S.
inventories of the infringing product.'® In this case, the record demonstrates that each of the
domestic respondents remaining in the case maintains a commercially significant inventory of

120 Because the “KUBOTA” (block letters) trademark registration covers use of the
trademark “KUBOTA” in any kind of type, tractors bearing the new stylized version of the
“KUBOTA?” trademark (U.S. Reg. No. 1,775,620) are also covered by the exclusion order.
ID at 20.

121 In accordance with the ID, as modified by our discussion of labels, supra, an accused

tractor is non-infringing if it is structurally identical to a KTC model and the original
Japanese-language labels have been replaced with English-language labels for the
corresponding, identical KTC model prior to importation. For example, a KBT 1200 to
which English-language KTC L200 warning and instructional labels had been properly
attached prior to importation would not be infringing.

122 The ALJ uses the term “Casteel” to refer to three related entities: Casteel Farm
Implement Co. of Montincello, Arkansas, Casteel Farm Implement Co. of Pine Bluff,
Arkansas, and Casteel World Group, Inc. FF 49. The ALJ uses the term “Gamut” to refer
to two related entities: Gamut Trading Co. and Gamut Imports. FF at 54. The ALJ uses the
term “Wallace” to refer to two entities: Wallace International Trading Co. and its
predecessor Wallace Import Marketing Co., Inc. FF 66. Since Wallace Import Marketing
Co., Inc. changed its name to Wallace International Trading Co. in 1993, the former no
longer exists. '

123 See, e.g., Certain Crystalline Cefadroxil Monohydrate, Inv. No. 337-TA-293, USITC
Pub. 2391, Commission Opinion at 37-42 (June 1991).
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infringing KBT tractors in the United States.'?*

The cease and desist orders do not contain a labeling exception. As noted above, the
evidence indicates that most, if not all, of the accused tractors will pass through the hands of
a seller, dealer, auctioneer, or other middleman that was not a party to this 'investigation
prior to their sale to consumers, and may pass through such hands again upon resale by
consumers. Thus, using cease and desist orders to require eleven respondents, most of
which act at least in part as wholesalers supplying other tractor dealers, to sell their gray
market tractors with labels affixed would not prevent those respondents’ customers from
removing the labels prior to sale to consumers. Nor would a labeling requirement contained
in the cease and desist orders have any effect at all on the unknown, but possibly
considerable, volume of gray market tractors that never pass through the hands of those
respondents. Accordingly, even putting the labeling requirement in cease and desist orders
would not substantially increase the likelihood that such labels will still be affixed to the
tractors at the time they are sold to consumers.

Finally, while we concur with the ALJ’s recommendation that we impose a reporting
requirement on the eleven respondents named in the cease and desist orders, we have
specified that the reports should be annual rather than quarterly. Although the Commission
has discretion to order quarterly reports, neither the ALJ nor complainants provided any
justification for requiring quarterly reports and we are not aware of any.'”

B. The Public Interest

Prior to issuing relief, the Commission is required to consider the effect of such relief
on the public health and welfare, competitive conditions in the U.S. economy, the production
of like or directly competitive articles in the United States, and U.S. consumers. 19 U.S.C.
§§ 1337(d) and (f). If the Commission finds that a proposed remedy is not in the public
interest, then the proposed remedy will not be ordered.

124 FF 125, 137, 318-320, 351, 352. Tractor Company, which the ALJ found to be in
default pursuant to Commission rule 210.16, is not permitted to contest the allegation that it
has violated section 337, which in our view includes the collateral presumption that Tractor
Company maintains significant inventories of infringing tractors in the United States. Of the
other respondents named in our notice of investigation, two have been terminated from the
investigation pursuant to consent orders and the rest are foreign respondents whose activities
will be covered by the general exclusion order.

125

Compare Certain Variable Speed Wind Turbines and Components Thereof, Inv. No.
337-TA-376, USITC Pub. 3003 (Nov. 1996) (quarterly reporting necessitated by

complainant’s recent bankruptcy); Certain Plastic Encapsulated Integrated Circuits, Inv. No.
337-TA-315, USITC Pub. 2710, Commission Opinion at 8-10 (July 2, 1993) (quarterly
reporting required in connection with a license ceiling).
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The Commission has found the public interest concerns to be overriding in only three
cases to date. In Certain Automatic Crankpin Grinders,!?® the Commission found that
issuance of an exclusion order would deprive the domestic automotive industry of a tool
needed to supply the domestic market with parts for fuel efficient automobile engines. In
Inclined Field Acceleration Tubes,"?’ the Commission determined that continuing basic
atomic research using high quality imported acceleration tubes was an overriding public
concern and declined to issue an exclusion order. In Fluidized Support Apparatus,'?® the
Commission found that the domestic manufacturer was unable to meet the demand for the
patented hospital beds for burn patients and that no comparable product was available.

In contrast, in Telecommunication Chips,'? the Commission held that public interest
considerations did not preclude the issuance of a remedy, since the infringing tone dialer
chips and low end telephone sets which were to be excluded were not products that affected
the general health and welfare, and complainant, its licensees, and other manufacturers of
like goods had sufficient manufacturing capacity to supply the needs of U.S. consumers.
The Commission also stated that the public interest in protecting intellectual property rights
of complainants in section 337 proceedings outweighed the added expense encountered by
domestic manufacturers or the harm to their competitive positions by being prevented from
disposing of their inventories of cheap infringing telecommunication chips.*

1. Arguments of the Parties

Complainants argue that, in this investigation, the public interest factors mandate that
infringing KBT tractors be totally excluded and demonstrate that a restrictive remedy, such
as labeling, would adversely affect the public interest.’®® Complainants contend that an
unconditional exclusion order would benefit the public health and welfare because it will
prevent physical injuries to United States consumers who might purchase used KBT tractors

126 Inv. No. 337-TA-60 (1978).

127 Inv. No. 337-TA-67, USITC Pub. 1119 (1980).

128 Inv. Nos. 337-TA-182/-188, USITC Pub. 1667 (1984).

129 Inv. No. 337-TA-337 (1993), Commission Opinion at 38-39.

130 Accord Certain Acid-Washed Denim Garments and Accessories, Inv. No. 337-TA-
324, USITC Pub. 2576 (Nov. 1992) (general exclusion order issued); Certain Plastic
Encapsulated Integrated Circuits, Inv. No. 337-TA-315, USITC Pub. 2574 (Nov. 1992)
(limited exclusion order issued despite arguments that relief would undermine U.S.
competitiveness, threaten U.S. jobs, and cripple customers requiring product, including a
defense contractor); Certain Tape Dispensers, Inv. No. 337-TA-354, USITC Pub. 2786 (June
1994).

131 CB at 56.
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that lack various safety features or English-language operating instructions.'* Complainants
argue that there are plenty of other sources of used tractors available to U.S. consumers,
such that competitive conditions will not be adversely affected by exclusion of KBT
tractors. 1*3

Respondents argue that, although the accused tractors are part of a larger used tractor
industry in the United States, “[t]here is no other source of these small tractors at a modest
price than these imported Japanese tractors. There is [sic] no equivalent tractors produced or
available to [sic] U.S. consuming public.” RB at 24.

The IA argues that in intellectual property cases, public interest considerations
generally weigh in favor of a remedy to enforce the rights at issue, and that, in this case,
there are no public interest factors which would suggest that the Commission refrain from
issuing the recommended remedy.® However, the IA disputes complainants’ claim that
- reduction of physical injuries is a valid reason for preferring an unconditional exclusion order
to a labeling remedy.'

2. Analysis

In addressing the statutory public interest factors, the Commission is charged to
consider whether public interest considerations suggest that, despite a violation of section
337, the Commission should not issue any remedy at all. The only such contention was
raised by the respondents, who argue that there is no adequate substitute for KBT tractors
available to U.S. consumers at such a modest price. In fact, however, the record indicates
that there are numerous other sources of new and used tractors available to U.S. consumers.
Respondents themselves testified that respondent and non-respondent suppliers would
continue to import other brands of used tractors.’* Authorized KTC dealers and other
manufacturers’ dealers also sell used tractors.®” Thus, we conclude that the exclusion order
and cease and desist orders will have limited economic impact in the United States and that
there will continue to be considerable competition in the U.S. market for small tractors --
including the market for used tractors -- even if infringing KBT tractors are excluded from
the market entirely.

132 CB at 57-61.
B3 CB at 62.
134 SB at 19-20.
13 SR at 23-24.
136 Hearing Tr. at 2366-67; FF 320.
137 FF 307; Hearing Tr. at 1421-25.
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Rather than addressing whether any remedy should be issued, complainants’ principal
argument goes to whether the public interest factors are better served by an unconditional or
conditioned exclusion order. Because we have issued a general exclusion order that does not
contain a labeling exception, we need not reach this issue.

C. Bonding

Section 337(j) provides for the entry of infringing articles upon the payment of a bond
during the 60-day Presidential review period.!*® The bond is to be set at a level sufficient to
“protect complainant from any injury” during the Presidential review period.'

The RD recommends that we set the amount of the bond during the 60-day
Presidential review period at 90 percent of the entered value of the KBT tractor.'®
Complainants agree that the bond should be set in the amount of 90 percent of the entered
value of KBT tractors and the IA has no objection to the proposed rate.*! Respondents do
not address the issue of bonding.

Based on the comparative pricing evidence of record, complainants’ statement that a
bond of 90 percent would adequately protect their interests, and the absence of objection by
any other party, we have ordered that the bond during the 60-day Presidential review period
be set at 90 percent of the entered value of the KBT tractors.

138 19 U.S.C. § 1337()); 19 C.F.R. §210.50(2)(3).
139 I_d_

140 RD at 56. This recommendation is based on a comparative advertisement run by
respondent Lost Creek offering an accused 22.5 HP, 4x4 KBT tractor for $6100, while an
authorized KTC dealer would offer a comparable 21 HP, 4x4 KTC tractor for $11,500. FF
320. The 90 percent bond derives from the fact that the amount by which the price of the
KTC tractor exceeds that for the KBT tractor ($5400) comes to nearly 89 percent of the
value of the KBT tractor.

141 CB at 55; SB at 20-21.
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DISSENTING VIEWS OF COMMISSIONER CAROL T. CRAWFORD

My colleagues have decided to review the initial determination of the Administrative
Law Judge and have determined that the KBT L200 model tractor, and an additional 20
models of KBT tractors, infringed on Complainant’s trademark in violation of section 337. I
respectfully dissent.

In his Initial Determination, Judge Luckern reasonably determined that the sale and
importation of the KBT L200 did not result in trademark infringement. At pages 25-29 of
his Initial Decision, the Judge explains that there are no structural differences between the
accused KBT L200 and the corresponding model KTC L200 tractor. Because the two tractor
models are identical, the Judge reasons that the English language manuals, warning labels,
and parts manuals for the KTC L200 can be used for the accused KBT L200. Judge Luckern
made a reasonable determination that warning labels and service manuals are non-physical
differences. He reasons further that the differences between the KBT L200 and KTC L1200
tractors associated with the language used in warning labels and service manuals should not
confuse the consumer as to the source of the tractor and, therefore, those differences are not
material.

Some courts have required a showing of physical differences in order to find
infringement, while others have held that non-physical differences may also be material and
justify a finding of infringement. But this is not the case here. Here, Judge Luckem has
examined both the physical and non-physical aspects of the accused tractor and has
determined, based upon the evidence presented in the case, that there are non-physical
differences but that they are not material. The only evidence in the record as to any
difference between the 20 additional models of KBT tractors and KTC tractors relates to
warning labels, a difference Judge Luckern reasonably determined to be non-physical, and
not material.

The Commission’s authority to review an initial determination is not wholly
discretionary, but rather is defined by the Commission’s rules [19 CFR 210.43]. Under the
terms of the Commission’s rules, the Commission may review an initial determination only if
it appears that:

(i) a finding or conclusion of material fact is clearly erroneous;

(ii) a legal conclusion is erroneous, without governing precedent, rule or law, or
constitutes an abuse of discretion; or

(iii) the determination is one affecting Commission policy, or if the petition raises a
policy matter connected with the initial determination, which the Commission
thinks it necessary or appropriate to address.

This initial determination does not fall within the parameters set by the Commission’s
rules. Our rules do not provide for review simply because one or more Commissioners
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might have reached a different finding or conclusion. Our rules empower the Administrative
Law Judges to make findings and conclusions. Unless their initial determinations raise
questions that fit within the criteria set forth in the rules, I believe it inappropriate and
impermissible for the Commission to second guess those determinations.
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC
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In the Matter of ) -
) =2
CERTAIN AGRICULTURAL ) Investigation No. 337-TA-380 - S
TRACTORS UNDER 50 POWER ) s [N
TAKE-OFF HORSEPOWER ) ¥ =o
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&=
Initial and Recommended Determinations =
Paul J. Luckern, Administrative Law Judge =
o

Pursuant to .the Notice of Investigation (61 Fed. Reg. 6802 (February 22, 1996)), this
is the administrative law judge’s initial final determination, under Commission rule
210.42(a)(1)(i). The administrative law judge hereby determines, after a review of the
record developed, that there is a violation of subsection (a)(1)(B)(i) of the Tariff Act of 1930,
as amended (19 U.S.C. § 1337), in the importation into the United States, the sale for
importation, or the sale within the United States after importation, of certain agricultural
tractors under 50 power take-off horsepower. | |

This is also the administrative law judge’s recommended determination on issues
concerning permanent relief and bonding under Commission rule 210.42(a)(1)(i1). The
administrative law judge hereby recommends, after a review of the record deveioped, that a
general exclusion order should issue which would permit importation of the infringing
tractors if they have certain labels. He further recommends that cease and desist orders

should issue against certain respondents which orders should have certain reporting



requirements and should permit those respondents to import and sell the infringing tractors
- provided said tractors have certain labels. The administrative law judge additionally
recommends a bond of ninety percent (30%) of the entered value of unlabeled infringing

" tractors.



APPEARANCES

For Complainant KUBOTA TRACTOR CORPORATION, KUBOTA
MANUFACTURING OF AMERICA CORPORATION AND KUBOTA
CORPORATION:

Rory J. Radding, Esq.
PENNIE & EDMONDS
1155 Avenue of the Americas
New York, New York 10036

Marcia Sundeen, Esq.
PENNIE & EDMONDS
1667 K Street, N.-W.
Suite 1000 _
Washington, D.C. 20006

Richard O. Briggs, Esq.
879 West 190th Street
Suite 270

Gardena, California 90248

For Respondents GAMUT TRADING CO., GAMUT IMPORTS, WALLACE
INTERNATIONAL TRADING CO., WALLACE IMPORT MARKETING CO., INC,,
BAY IMPLEMENT COMPANY, SUMA SANGYO, EISHO WORLD LTD., SANKO
INDUSTRIES CO., LTD., CASTEEL FARM IMPLEMENT CO. (Monticello,
Arkansas), CASTEEL FARM IMPLEMENT CO. (Pine Bluff, Arkansas), CASTEEL
WORLD GROUP, INC., THE TRACTOR SHOP, and FUJISAWA TRADING
AGENCY: '

Lioyd J. Walker, Esq.
ATTORNEY AT LAW

P.O. Box 1923

131 Second Street West

Twin Falls, Idaho 83303-1923

Lloyd W. Walker, Esq.
116 Peachtree Ct.
Fayettville, Georgia 30214



APPEARANCES - Cont’d.

For Respondent MGA Inc. Auctioneers:

John D. Speciale

SPECIALE & BURTON

21300 Victory Boulevard, Suite 1170
Woodland Hills, California 91367

Respondents:

Nitto Trading Co. Ltd.
1-9-5 Shinmoji Moji-ku
Kita-Kyushu-shi, 800-01 Japan

Lost Creek Tractor Sales
1050 S. Nutmeg
Bennett, Colorado 80102

For the U.S. International Trade Commission

Kent R. Stevens, Esq.
USITC, Suite 401

500 E Street, S.W.
Washington, D.C. 20346



TABLE OF CONTENTS

PROCEDURAL HISTORY .. .... 'ttt tteeeeeoeneconasonnonsannnss 2
OPINIONON VIOLATION .....cctteevencsans Cer e e s e et e 7
L The Alleged Unfair Act . . o o v e e vt v eveanns Ceestecsseaseaaen 7
A, Uncontroverted Facts . ......c.c00vitivteennccnnenns 8

.B. Exhaustion Doctrine . .......... Ceetaeeaete s 9

C. Goodwill ...........c000uen Ceseeses e e e ee e 12

D. Competition . .......... .ottt 13

II. The Goods IN ISSUE . ... .ttt tt it tneteoeanneonnoseansonees 14
IoI. U.S. Reg. No. 1,775,620 (Stylized Kubota Trademark) .............. 19
IV. "Material Differences ........c00iiteieeeeeeennocecaaonnas 20
A. Differences at ISSU€ . . o« ¢ c v ettt overttevecnosscessnosas 22

1. Parts and Service, Operators’ Manuals and Labels ........ 24

2 PTOShields . ... ...ttt tietnneoccecaseassones 32

3 Stren ................................... 33

4 drauhc BlockOutlet . .........00iteiieirnneean 35

S LY 1 35

6 PTO S ds ................................. 36

7 Wheelbase/Treadwidth ...........cc00etieeeennn 37

V. Remedy Recommendations ..........ccc0eveeeoecccocsnnccs 42
A. General Exclusion Order ......... 0000 cevveecseecacens 42

B. Cease and Desist Orders ........ Ceeseessens et 54

B/ SR ;7 Vi T . 56
FINDINGSOFFACT ............ et e e et it et e e e st eaneans 57
L. Parties . ....ccvieviecennocenens Ceesesecstececeoes e S7
A. Complainants .. ....civieeeereeeennoesonccnccnsens 57

B. Respondents .......00ceceeeenscecesasaseosnanscnese 62

1. The Walker Respondents ........................ . 62

2. Other Respondents . . . . vttt vevevesoenesosnnennnns 66

1I. TrademarksInIssue ............. . . 0 0iiiieiiiniinennnn 68
INI.  Importation And Sale . . .. oo v e vttt eeeeeneasonnosooeeses 68
IV. GoodsInlIssue .......co0eeeveceecennns ceesseas e e e e 76
CONCLUSIONS OF LAW . . . ...ttt ireeerroneaonnnns cececereans 168
ORDER .. ...ttt eeoonnsssesoseocssesecenosossas ceeesrsrens 169

iii



CB

CBR

CPFF

CPX

. CRFF

CRX
X

FF

RPX
RBR
RPFF

RRFF

SB
SBR
SPFF
SRFF
SX

Tr

ABBREVIATIONS

Complainants’ Posthearing Brief

Complainants’ Reply Brief
Complaihants’_Proposed Finding of Fact
Complainants’ Physical Exhibit

Complainants’ Proposed Reply Findipg of Fact
Complainants’ Rebuttal Exhibit

Complainants’ Documentary Exhibit

Findings of Fact

Walker Respondénts’ Posthearing Brief

Walker Respondents’ Physical Exhibit

Walker Respondents’ Reply Brief

Walker Respondents’ Proposed Finding of Fact
Walker Respondents’ Proposed Reply Finding of Fact
Walker Respondents’ Documentary Exhibit
Staff’s Posthearing Brief

Staff’s Reply Brief

Staff’s Proposed Finding of Fact -

Staff’s Proposed Reply Fiﬁding of Fact

Staff’s Documentary Exhibit

Transcript of Hearing, Including Closing Arguments

iv



PROCEDURAL HISTORY

On January 16, 1996, a complaint was filed by Kubota Tractor Corporation (KTC),
Kubota Manufacturing of America Corporation (KMA) and Kubota Corporation (KBT). The
complaint, as suppleniented on February 2, 1996, alleged violation of section 337 in the
importation into the United States, the sale for importation, and the sale within the United
States after importation of certain agricultural tractors under 50 power take-off horsepower
by reason of alleged infringement of U.S. Registered Trademark No. 922,330, No.
1,028,211, No. 1,775,620 or No. 1,874,414. The complaint further alleged that there exists
an industry in the United States as required by subsection (a)(2) of section 337. Based upon
the complaint, as supplemented, the Commission on February 13, 1996 instituted this
investigation, naming twenty companies as respondents. The Notice of Invesﬁgation was
published in the Federal Register on February 22, 1996 (61 Fed. Reg. 6802).

The respondents identified in the notice of investigation were Eisho World Ltd.
(Eisho), Nitto Trading Corporation, Nitto Trading Co. Ltd., Sanko Industries Co., Ltd.
(Sanko), Sonica Trading, Inc. (Sonica), Suma Sangyo (Suma), Toyo Service Co., Ltd.
(Toyo), Bay Implement Company (Bay), Casteel Farm Implement Co. of Monticello,
Arkansas, Casteel Farm Implement Co. of Pine Bluff, Arkansas, Casteel World Group, Inc.,
Gamut Trading Co., Gamut Imports, Lost Creek Tractor Sales (Lost Creek), MGA Inc.
Auctioneers (MGA), Tom Yarbrough Equipment Rental and Sales, Inc. (Y: arbrqugh), The
Tractor Shop, Tractor Company, Wallace International Trading Co. and Wallace Import

Marketing Co., Inc.!

! At the prehearing conference, counsel for the three Casteel respondents represented that the
“facility” of Casteel Farm Implement Co. of Pine Bluff, Arkansas “has been closed” and he is only
dealing with Casteel Farm Implement Co. of Monticello, Arkansas. However, he also represented that



An initial determination (Order No. 16) granted complainants’ motion to amend the
complaint and notice of investigation by adding Fujisawa Trading Agency (Fujisawa) as a
respondent. In a notice which issued on June 28, 1996 the Commission determined not to
reviev? that initial determination.?

An initial determination (Order No. 13) found Sonica, Toyo and the Tractor
Company in default pursuant to Commission rule 210.16 and to have waived their right to
- appear, to be served with documents and to contest the allegations at issue in the
investigation. In a notice, which issued on June 10, 1996 the Commission determined not to
review said initial determination.

An initial determination (Order No. 47), on complainants’ Motion Nos. 380-22 and
380-40, found that complainams have established a domestic industry that exploits each of
complainants’ U S. Registered Trademark Nos. 922,330 and 1,775,620. In a notice, which
issued on September 9, 1996, the Commission determined not to review said initial

determination.

Casteel World Group, Inc. is the umbrella group and that the real party in interest is Casteel World
Group, Inc. (Tr at 13 to 15). Complainants’ counsel argued that the complaint was sufficient to
identify Casteel Farm Implement Co. of Pine Bluff, Arkansas and indicated that it had past activities
and that he is prepared to present evidence to show that Casteel Farm Implement Co. of Pine Bluff,
Arkansas has violated section 337. (Tr at 17, 18).

2 Respondents Bay, Casteel Farm Implement Co. of Monticello, Arkansas, Casteel Farm
Implement Co. of Pine Bluff, Arkansas, Casteel World Group, Inc., Gamut Trading Co., Gamut
Imports, The Tractor Shop, Wallace International Trading Co., and Wallace Import Marketing Co.,
Inc. are represented by Lloyd J. Walker and are referred to as the “domestic Walker respondents.”
Mr. Walker also represents respondents Eisho, Sanko, Suma and Fujisawa. Those respondents as
well as the domestic Walker respondents are referred to as “the Walker respondents.”
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An initial determinétion (Order No. 50) terminated thé investigation, as to
Nitto Trading Corporation, based on a consent order. In a notice, which issued on
September 25, 1996, the Commission determined not to review said initial determination.

An initial determination (Order No. 54) also terminated the investigation, as to Yarbrough,
based on a consent order.  In a notice, which issued on September 30, 1996, the Commission
determined not to review said initial determination.

Order No. 44 granted in part complainants’ Motion No. 380-34 for sanctions against
Eisho, Sanko and Suma. Order No. 51 granted in part complainants’ Motion No. 38045
for sanctions against Nitto Trading Co., Ltd. Order No. 52 granted in part complainants’
Motion No. 380-49 for sanctions against the Walker domestic respondents. Order No. 53
granted in part complainants’ Motion No. 380-51 for sanctions against Fujisawa.

The evidentiary hearing in this investigation began on August 29, 1996, lasted nine
hearing days, and was completed on September 7, 1996. Following the filing of post-hearing
submissions, closing arguments were heard on October 24, 1996.3

Pursuant to Order No. 4, the initial determination on violation issues is due
November 22, 1996. Also pursuant to said order, the target date for completion of the

inveStiga_tion is February 24, 1997.

* On October 30, 1996 complainants filed a motion for leave to file a "Statement Clarifying
Closing Arguments” (Motion Docket No. 380-56). Respondents opposed Motion No. 380-56. The
staff took no position on Motion No. 380-56. Complainants had ample opportunity through their post
hearing submissions and at closing arguments, which lasted from 8:30 a.m. to 7:00 p.m. on October
24, to argue their case. Moreover, during closing arguments, the administrative law judge granted
Complainants’ Motion for Leave to File Supplemental Rebuttal Post-hearing Statement (Motion
Docket No. 380-55), and allowed the Walker respondents an additional 15 minutes of closing
argument to address any points raised in complainants’ supplemental rebuttal post-hearing statement
(Tr at 2672). Accordingly, Motion No. 380-56 is denied.
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The matter is now ready for a decision.

These initial and recommended determinations are based on the record compiled at the
hearing and the exhibits admitted into evidence. The administrative law judge has also taken
into account his observation of the witnesses who appeared before him during the hearing.
Proposed fmdings submitted by the parties not herein adopted, in the form submitted or in
substance, are rejected as either not supported by the evidence or as involving immaterial
matter and/or as irrelevant. The findings of fact included herein have references to
supporting evidence in the record. Such references are intended to serve as guides to the
testimony and exhibits supporting the findings of fact. They do not necessarily represent
complete summaries of the cviglence supporting said findings.

PARTIES

See FF1 to FF82 for identification of the private parties.

PRODUCTS IN ISSUE

The accused products in issue consist of certain agricultural tractors under 50 PTO
horsepower made in Japan and which have been used in Japan prior to importation to the
United Stétes.

TRADEMARKS IN ISSUE

See FF83 to FF8S.

IMPORTATION AND SALE

See FF86 to FF138.

JURISDICTION

In opening arguments, counsel for the Walker respondents represented (Tt at 55, 56):



JUDGE LUCKERN: Is it Respondents’ position that the Commission has no
jurisdiction over used goods?

MR. WALKER, SR.: Yes, Your Honor, that would be our position under the

law and under the complaint. It’s because of the proof that’s been established

and the terms of the complaint which refers again only to new tractors.
However, at closing argumeﬁts, counsel for the Walker respondents represented that the
Commission “izas Jurisdiction to inquire into the matters raised” and “[w]e are not contesting
you do not have that jurisdiction (Tr at 2865).

The complaint in this matter alleges that the respondents have violated subsection
337(a)(1X(C) in the importation and sale of products bearing complainants’ valid and
enforceable registered tradémarks, viz. U.S. Registered Trademark Nos. 922,330 and
1,775,620. In this regard, subsection 337(a)(1)(C) declares as uniawful:

The importation into the United States, the sale for importation, or the sale
within the United States after importation by the owner, importer, or
consignee, of articles that infringe a valid and enforceable United States
trademark registered under the Trademark Act of 1946.
19 U.S.C. § 1337(2)(1)(C). As the Federal Circuit held in Amgen Inc. v. USITC, 902 F.2d
1532 (Fed. Cir. 1990):
[the] jurisdictional requirements of section 1337 mesh with the factual
requirements necessary to prevail on the merits. In such a situation, the
Supreme Court has held that the tribunal should assume jurisdiction and treat
(and dismiss on, if necessary) the merits of the case.
Id. at 1536. Because section 337 declares unlawful the conduct that the complaint alleged,
i.e. that the respondents have been engaging in importation into the United Smws, the sale

for importation, or the sale within the United States after importation of articles that infringe

a valid U.S. Trademark, and makes no distinction between new and used articles, the



administrative law judge finds that the Commission has jurisdiction over the subject matter of
this investigation.

The Walker respondents, and MGA* have responded to the complaint and participated
in the investigation, and are thereby subject to the personal jurisdiction of the Commission.
Moreover, respondents Lost Creek, and Nitto Trading Co. Ltd. have responded to the
complaint and have participatéd in discovery in this investigation. Accordingly, the
administrative law judge finds that those respondents are subject to the personal jurisdiction
of the Commission.

The remaining respondents, viz. Tractor Company, Sonica, and Toyo, have been held
to have waived their ﬁght to appear, to be served with documents and to contest the

allegations at issue in this investigation (See Order No. 13).

4 Counsel for MGA did not appear at the hearing. MGA, however, through counsel did
submit a witness statement of Mr. Gorin, which was received into evidence as MGA-1.
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OPINION ON VIOLATION
L The Alleged Unfair Act

Complainants have accused respondents of infringing registered trademarks under
Section 32 of the Lanham Act, 15 U.S.C. §§ 1114, and unlawful importation of goods
bearing infringing trademarks under Section 42 of the Lanham Act, 15 U.S.C. § 11245 The
registered trademarks at issue are (1) KUBOTA®’, U.S. Reg. No. 922,330, and (2) KUBOTA
(Stylized)® U.S. Reg. No. 1,775,6.20,“'7 which are owned by KBT,[

Jand which are alleged to be infringed through respondents’

5 Section 32 of the Lanham Act declares unlawful:
¢)) Any person who shall, without the consent of the registrant —

(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a
registered mark in connection with the sale, offering for sale, distribution, or advertising of
any goods or services on or in connection with which such use is likely to cause confusion, or
to cause mistake, or to deceive

15U8.C. § 1114
Section 42 of the Lanham Act provides in relevant part:

no article of imported merchandise . . . which shall copy or simulate a trademark registered
in accordance with the provisions of this chapter . . . shall be admitted to entry at any
customhouse of the United States. . . .

15 U.S.C. § 1124.

¢ Complainants are no longer asserting either the gear design trademark, U.S. Reg. No.
1,028,221, or the K (stylized) trademark, U.S. Reg. No. 1,874,414 identified in the Commission’s
Notice of Investigation (CB at 12, fn 10).

7 Order No. 40, an initial determination granting in part complainants’ motion for summary
determination (August 8, 1996), found, inter alia, each of U.S. Reg. No. 922,330, and U.S. Reg.
No. 1,775,620 in issue valid, and found U.S. Reg. No. 922,330 in issue incontestable. On August
29, 1996, the Commission determined not to review that initial determination.

7



importation and/or sale of certain used agricultural tractors under 50 power take-off
horsepower (CBr at 12).2

A. ' Uncontroverted Facts

It is uncontroverted that all of the accused tractors are agricultural tractors under 50
power take-off horsepower manufactured and initially sold by KBT in Japan and then used in
Japan before being imported into the United States from Japan (Tr at 2802, 2803, 2804);
and that SX-1 is a document titled “25 [accused] Gray Market Tractors And U.S.
‘Equivalent’” which exhibit, including the title, was received by the staff from complainants
(Tr at 2808).° It is further uncontroverted that the corresponding U.S. model on SX-1 is an

agricultural tractor under 50 power take-off horsepower manufactured by KBT in Japan[

]10,11[ ]

8 As the Procedural History stated, Order No. 47 found a domestic industry as to U.S. Reg.
Nos. 922,330 and 1,775,620.

° The left hand column on SX-1 lists certain accused models involved in the investigation.
Complainants’ Kashihara testified that the word “equivalent” in SX-1 is not accurate because the
Japanese models and the U.S. models on SX-1 are not the same and that the word “corresponding” is
more precise; that to explain SX-1 it was necessary for complainants to identify models of authorized
U.S. Kubota tractors which were most appropriate for comparison with the accused Japanese gray
market tractor models; and that for the purpose of this investigation in SX-1 complainants took the
identified accused gray market model and identified a corresponding authorized U.S. model which is
most similar in terms of style, overall appearance and commonality of parts. (CX-599 at 18). Itis a
fact that some of the accused models listed on SX-1 have no corresponding U.S. models. (SX-1).

10 The parties participating at the hearing have entered into a stipulation (SX-1A) which
reads:

SX 1 lists in column two under the heading ‘date’ the dates that the tractors listed in column 1
were wholesaled by complainant KBT in Japan. For example, model B5000 was wholesaled
by KBT in Japan from 1969-1975.



B. Exhaustion Doctrine
The Walker respondents, relying on uncontroverted facts, supra, argued that
complainants have exhausted their trademark rights in issue because the accused KBT tractors
have been lawfully purchased in Japan and then used in Japan before being imported into the
United States, and hence there is no infringement (RB at 12-14).
Thé exhaustion doctrine is defined as follows:
Trademark rights are ‘exhausted’ as to a given item upon the first authorized
sale of that item. As to that product purchased and resold without change, the
trademark is exhausted, or alternatively, the buyer receives an implied license

to use the mark in resales.

3 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 25.11[1][a] (3d

ed. Sept. 1996 rev.) (McCarthy on Trademarks), citing Denbicare U.S.A. Inc. v. Toys “R”
Us. Inc., 21 USPQ2d 1711 (N.D.Cal. 1991)(“The ‘first sale’ or ‘exhaustion’ doctrine is well

recognized in trademark law. . . . Once the trademark holder has sanctioned the release of

SX 1 lists in column four under the heading ‘date’ the dates that the tractors listed in column
3 were wholesaled by KTC in the United States. For example, the B5100 was wholesaled by
KTC in the United States between 1978 and 1987.

11 In this initial determination, the accused tractors are referred to as “KBT tractor(s),” while
the corresponding U.S. model tractors are referred to as “KTC tractors(s).”

9



the goods into the stream of commerce, . . . his right of control is exhausted, and the
subsequent sale of that item cannot serve as the basis for an infringement suit.”).

A gray-market good is a foreign-manufactured good, bearing a valid United States
trademark that is imported without the consent of the United States trademark holder. K-Mart
Corp. v. Car_tier, Inc. 486 U.S. 281, 285 (1988) (K-Mart).!? Such goods are also referred to
as “parallel imports.’; As the Third Circuit stated regarding the term “gray market”:

[Defendants] in the present case note that the term ‘gray-market’ unfairly
implies a nefarious undertaking by the importer, and that the more accurate
term for the goods at issue is ‘parallel import.” We agree that the term
parallel import accurately describes the goods and is, perhaps, a better term
because it is devoid of prejudicial suggestion. For that reason, we use that
term in this discussion. However, we also employ the term ‘gray-market’
goods because, for better or worse, it has become the commonly accepted and
employed reference to the goods at issue. '

Weil Ceramics & Glass. Inc. v. Dash, 878 F.2d 659, 662 n.1, 11 USPQ2d 1001, 1003 n.1

(3d Cir. 1989) (Weil); 4 McCarthy on Trademarks, § 29.18.

A gray market may arise in a situation where a foreign manufacturer (KBT) seils
goods abroad (KBT tractors) bearing a trademark, and that foreign manufacturer (KBT) also
sells goods in the U.S. market, through a U.S. subsidiary (KTC), bearing an identical U.S.
registered trademark (KTC tractors). If those foreign goods (i.e. KBT tractors) are purchased
abroad by third parties and imported into the United States without the consent of the

trademark holder (KBT), a “gray market” is created. See K-Mart 486 U.S. at 286;" Certain

12" At issue in K-Mart was whether Customs regulations permitting the importation of certain
gray-market goods were a reasonable agency interpretation of §526 of the Tariff Act of 1930, 19
U.S.C. § 1526, a statute which has not been asserted in this investigation. Se¢ K-Mart 486 U.S. at
285. That case did not deal with any specific goods, and thus did not deal with used goods.

3 The three “gray market” case scenarios identified in K-Mart were (1) where a domestic
firm purchases from an independent foreign firm the right to use the trademark to sell foreign

10



Alkaline Batteries, Inv. No. 337-TA-165, USITC Pub. 1616, 6 ITR 1849, 1851 (Nov. 1984)
(Batteries) (“after these [foreign] batteries have left the control of Duracell-Belgium and
entered the European wholesale distribution system, quantities are purchased by importers . .
. for sale in the United States.”); 4 McCarthy on Trademarks, § 29.18[1]. In this type of
gray market situation, which the administrative law judge finds is involved in this
investigation, there Wﬂl always be a first authorized sale of the trademarked goods to a
foreign purchaser. However, a “first sale” abroad has not been found to exhaust the rights
of the domestic trademark owner, if the foreign goods are materially different from the
domestic goods. See Original Appalachian Artworks, Iné. v. Granada Electronics, Inc., 816
F.2d 68, 73, 2 USPQ2d 1343, 1349 (2d Cir.,), cert denied, 484 U.S. 847 (1987) (Original

| Appalachian) (Cardamone, concurring) (“The more persuasive view, I believe, is that the
‘exhaustion’ doctrine does not apply with equal force in the international context™). Thus,
the administrative law judge finds that the exhaustion doctrine does not apply in the gray
market context of this investigation if material differences are found between the foreign |
accused KBT tractors and the domestic KTC tractors, because the foreign accused KBT

tractors have not been authorized for sale in the United States. See e.g. Osawa & Co. V.

manufactured products in the U.S., (2) where a domestic firm registers the U.S. trademark for goods
that are manufactured abroad by an affiliated manufacturer, and (3) where the domestic trademark
holder authorizes an independent foreign manufacturer to use it. See K-Mart, 486 U.S. at 286-287.

[

]

4 In this sense all gray market goods are “used” goods, because ownership of the goods has
transferred from the foreign manufacturer to a third party.
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B&H Photo, 589 F.Supp. 1165, 1173, 223 USPQ 124, 132 (S.D.N.Y. 1984)(Osawa);
Original Appalachian 2 USPQ2d at 1349.%

C. Goodwill

The Walker respondents argued that, because KBT owns the trademarks in issue,
there can be no goodwill in the United States whicﬁ is separate from the goodwill of KBT in
Japan (Tr at 2885). However, in the gray market context, a single entity can establish
independent goodwill in both the foreign and domestic market. See Ferrero U.S.A. v. Ozak
Trading Inc. 753 F.Supp. 1240, 18 USPQ2d 1052 (D.N.J.), aff’d 935 F.2d 1281 (3d Cir.

1991) (Ferrero). In Ferrero, the U.S. trademarks in issue were owned by a foreign

company, P. Ferrero & C. S.p.A., the sister company of the exclusive licensee Ferrero
U.S.A. The court held that:

[Plaintiff] Ferrero U.S.A. has spent substantial time and effort developing its
market position, based upon trademarks owned by an affiliated corporation,
Ferrero S.p.A., Ferrero U.S.A. is truly the interested party in this litigation.
To deny plaintiff standing in this matter merely because it is not the registered
trademark owner would not only be contrary to the case law permitting suits to
be maintained by exclusive licensee’s but also would deny the reality of the
actual party in interest.

Id. at 1056. The court in Ferrero also found relevant that defendant “creates customer

confusion, usurps the good will creatcd'by Ferrero U.S.A.’s maiketing efforts,” thus finding

15 If the accused KBT tractors were found to be identical to corresponding KTC tractors, the
exhaustion doctrine may apply, See Weil 11 USPQ2d at 1008, fn. 11 (“The fact that [the district
court] made no finding that the porcelain distributed by Jalyn and that distributed by Weil are
materially different is significant to our disposition of this appeal.”); NEC Electronics v. CAL Circuit
Abco, 1 USPQ2d 2056, 2058 (9th Cir. 1987) (NEC) (“The issue before us is whether a United States
subsidiary that sells certain goods in this country can sue under [Sections 32 and 42 of the Lanham
Act] if another company . . . buys the parent’s identical goods abroad and then sells them here using
the parent’s true mark. We think not.”); but c.f. Batteries, 6 ITR at 1862-1863 (“the quality of the -
foreign DURACELL batteries is irrelevant to our decision.”).
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an independent goodwill created by an exclusive licensee in a gray market case where the
U.S. trademarks were owned by a foreign company. Also, independent goodwill may be
presumed where the domestic KTC tractors are materially different from the accused KBT
tractors:
The fact that the gray market goods and the authorized imports are materially
different is evidence of the separate existence of good will identified by the
mark in the U.S. trademark owner, distinct from good will in the foreign
manufacturer. In addition, such material differences evidence the fact that
consumer expectation as to the nature of the goods identified by the trademark
is not being met. This could be characterized as a form of trademark
infringement regardless of which source, domestic or foreign, U.S. consumers
identify with the trademark.
McCarthy on Trademarks, §29.19[4], citing Restatement (Third) of Unfair Competition § 24,
comment f (May 11, 1993). The evidence of record establishes that KBT, through KTC,
has established a dealership network of] lauthorized dealers in the U.S., and provides
parts and service support for authorized KTC tractors in the U.S. through that dealership
network, thereby establishing a domestic goodwill that is distinct from the goodwill
established by KBT in Japan (FF154).1® Accordingly, the administrative law judge rejects
respondents’ contention that there is no infringement because KBT has not established any
domestic goodwill.
D. Competition
The Walker respondents argued that the accused used KBT tractors and the new KTC

tractors are not in competition and hence that there is no infringement (RBr at 12-14).17 The

16 As noted supra, it is uncontroverted that KTC has an exclusive licence under the
trademarks in issue (FF12).

7" As to whether the accused used KBT tractors are in direct competition with any
corresponding new KTC tractors, see Remedy Recommendations, Section V A. infra.
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absence_ of direct competition, .however,' does not prevent a finding of likelihood of confusion
~ and accordingly a finding of trademark infringement, See e.g. Professional Golfers
Association of America v. Bankers Life & Casualty Co., 514 F.2d 665, 669 (5th Cir. 1975)
" (“direct competition is not the sine qua nbn of trademark infringement; rather the gist of the
action lies in the likelihood of confusion to the public.”); James Burrough Itd. v. Sigg. of

Beefeater, Inc., 540 F.2d 266, 275 (7th Cir. 1976), after remand, 572 F.2d 574 (7th Cir.

1978)(lower court gave “improper consideration to factors that should not have been
considered. [such as] the absence of competition between the parties.”); McCarthy on
Trademarks, §24.04[1] (“competition is not necessary between the parties for there to be a
likelihood of confusion. Confusion, or the likelihood of confusion, not competition, is the
real test of trademark infringement.”). Accordingly, the administrative law judge finds that
the question'of competition b¢tween accused used KBT tractors and new KTC tractors is only
relevant as it may relate to a likelihood of consumer confusion and remedy issues.
II. The Goods In Issue

Complainants’ position,' at the closing arguments on October 24, was unclear as to
what goods are before the administrative law judge on the issue of violation. While the staff
would limit the accused tractors to the twenty ﬁ\;e (25) models of Japanése KBT tractors set
forth on SX-.I, complainants’ position is that they “have proven likelihood of confusion for
KBT tractors, in addition to the 25 tractors that are shown in SX 1" (Tr at 2824). At one
point complainants’ position was that the accused tractors are the “120 tractors [set forth in
Exhibit A to complainants’ posthearing statement titled ‘Kubota B & L Series Models

Designed and Manufactured for Japanese Market to Date’] plus the M tractors, plus these

14



that are in existence, and those that are likely to be imported in the next two years” (Tr at
2823, 2829, 2830). Later complainants represented that, while the twenty-five KBT tractors
shown under the heading “Japan” on SX-1 are clearly “part” of the accused tractors,
cémplainants’ proposed findings 107 through 120 is the evidence in support of KBT tractors
that complainants believe that they have proved violation. (Tr at 2826).!® During closing
arguments, complainants represented that, in terms of other tractor models that do not appear
| in SX-1 but have been imported into the United States, there is evidence including CX 553
which is respondent Gamut Trading Company’s brochure that lists models as of December 8,
1995 that it had in its inventory (Tr at 2826). Complainants con‘cludéd that “the models you
see in SX 1, the model you see in . . . CX-553 . . . and other models which may be |
appearing in invoices. . . are in violation of 337" (Tr at 2828). Complainants then
represented:

MR. RADDING: The tractors listed on CX 553, and the evidence is the fact

that all KBT tractors of whatever model are different from all KTC models of
whatever model by virtue of the fact that there is no 100 percent parts and

18 Tllustrating with complainants’ proposed findings 107 and 108 they read:

107. KBT produces three lines of agricultural tractors which are categorized by horsepower
and size. The smallest is the B series which ranges in PTO horsepower from about 10 to 20.
In the middle is the L series, ranging from about 15 to 39 PTO horsepower. The largest is the
M Series which ranges from about 42 to 104 PTO horsepower. (Kashihara, CX599C at 6-7.)

108. The tractors involved in this investigation are primarily KBT tractor models in the B and -
L series, but include all tractor models produced by KBT for the Japanese market which are
under 50 power take-off horsepower, including certain M series models as well as model
designations B1, L1, L15, GL, A, AST, GB, X, GT and Z. (CX211C at 3; Kashihara, Tr
742-43.).

It would appear from those findings that complainants put in issue “all tractor models produced by
KBT for the Japanese market which are under 50 power take-off horsepower.” Complainants
admitted that the “50 power take-off horsepower” is a limitation (Tt at 2847).
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service support for KTC [sic] KBT, and there is evidence from Mr. Kashihara
that all KTC tractors are made stronger than KBT, and that evidence is
sufficient under the case law to support violation of all those tractors. [Tr at
2829-30]. : ,

Complainants, when asked about the “M series models,” which are specifically referenced in
complainants’ proposed finding 108, supra, stated that there are “a few [accused] models that
are not inéluded on these lists.” (Tr at 2830). Thus, it is apparently cbmplainants’ position
here (Tr at 2828-2830) that they are not required to identify specifically what tractors are
accused of violating section 337. Complainants, at closing arguments, represented that their
difficulty, which is not understood by complainants and which complainants have a problem
with, is “whether you can find a violation on some of the models, but you can grant a broad
remedy on all KBT tractor models™ (Tr at 2831). 'It was represented by complainants’
counsel:

I believe that the record would establish, and there is evidence in the record to

establish that with respect to, as I mentioned, 100 percent parts and service in

the Japanese language, that all KBT tractors of whatever model designation on

these lists or others would be materially different from all KTC trailers [sic].

I feel that that might be a sufficient finding for all KBT trailers [sic]. SX 1

contains 25 models for which we have established material differences, or all
of the material differences, as a representative sample for the rest of the KBT

tractor models. I'm having a problem seeing how we can narrow ourselves
down to a violation of 25 models, and grant relief on every model.

If that’s the way it works out, that’s fine. Then we will be very happy.
because that’s the remedy we want. I’m trying to establish that if you have to

find a violation, that yes, you can find it from every material difference, from
every other model you can utilize the material differences of 100 percent parts
and service, and Japanese language, and the strength as testified to by Mr.
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Kashihara. As Mr. Stevens [the staff] recognized in his brief, as time went on,
differences grew progressively different.!”

(Tr at 2831-2832) (emphasis added). Complainants then represented (Tr at 2837):

MR. RADDING: The SX 1 models were representative models.[*®] That is
how we tried the case. The Staff was aware of this early on that this was a
representative grouping. To prove the 120-some-odd models would make this

.a more complicated case. Again, I think in your findings, you can discuss
SX 1.

I also believe that there is evidence, and I say it again, that all KBT models
differ from every KTC model in respect to 100 percent parts and service,

19 The staff represented (Tr at 2834-2835):

. . . I think Your Honor needs to know exactly what tractors he is going to adjudicate as
accused tractors, say yea or nay on the violation issue. I think the Staff needed to know at the
beginning of this investigation which ones are we going to look at, which ones are the
accused tractors? We asked that question. We got that list of 25. That’s where the evidence is.

That’s what we have recommended in our reply brief that you limit your analysis on. Because
frankly, Your Honor, there isn’t any evidence about these other models, the ones that are not
listed on the SX 1 and SX 2.

. Thereafter, the administrative law judge asked the staff whether, if the administrative law judge -
should make a finding that there is no violation as to certain accused tractors, would such tractors be
excluded from the remedy that the staff has proposed. The staff replied that “[t]hat’s an excellent
reason not to address those tractors {in the violation portion of the initial determination];” that the
answer to the question would wholly depend on what was said; that Customs would have a hard time
excluding a tractor that was not found to be infringing; and that the “best approach” is to say that the
parties have put 25 tractors in front of the administrative law judge and that only those are the ones
that should be addressed on the violation issue (Tt at 2839, 2840). ‘

20 At closing arguments complainants argued that in Certain Soft Sculpture Dolls Popularly
Known As Cabbage Patch Kids, Related Literature and Packing Therefor, Inv. No. 337-TA-231,
USITC Pub. No. 1923, reprinted in part 9 ITRD 1291 (Nov. 1986) (Cabbage), the Commission
recognized that “it can utilize representative samples in finding a violation.” (Tr at 2841). The
administrative law judge rejects that argument. In Cabbage the Commission found that “[n]one of the
imported packages identified the country of origin of the doll.” (Comm’n Op. at 7). While finding
38 of the ID read “Complainants’ Physical Exhibit 5 is a doll manufactured by Coleco. It is
representative of the subject matter of the 801 copyright,” (USITC Pub. No. 1923 at 17), the
administrative law judge can find nothing in the Cabbage record that indicated that other dolls
manufactured by Coleco did not have the identical copyright. In this record, there is ample evidence
that a KTC tractor can differ from another KTC tractor, and a KBT tractor can differ from another
KBT tractor, depending on the model number and what year they were made.
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Japanese language. I believe I'm saying yes, yes, you can limit it to SX 1 as
long as it is recognized that it is a representative sample of all of the KBT
tractors that are brought into this country. Clearly there have been others
brought into this country.?!

In answer to discovery requests by the staff, complainants in SX-2 specifically
identified differences for eighteen (18) of the twenty five KBT tractors listed in SX-1
(FF141, 153). DePue of resbondent Gamut testified that each of the remaining seveﬁ KBT
tractors in SX-1 that did not have an “equivalent” KTC tractor was different from KBT
tractors vthat did have an “eQuivalent” KTC tractor model (FF152). Complainants have
adnﬁﬁed that material differences are critical for finding a likelihood of confusion and hence
trademark infringement. |

Complainants have argued that the evidence on alleged material differences regarding
tractors, other than the twenty-five tractors listed in SX-1, includes differences in parts and
service, the lack of English language warning labels and operators manuals and differences in
strength (Tr at 2829-30).. Complainants’ Kashihara testified that “There are a total of 43
models involved in this investigation (i.e. 25 Japanese [KBT] models and 18 U.S.
corresponding [KTC] models).” (CX599 at 21), and his testimony regarding strength is
limited to those twenty five KBT and eighteen KTC tractor models “involved in this
investigation” (FF151). In fact, SX-2 indicates no difference in strength with respect to the
accused KBT 1200, 1240, 1.2000 and 12600 (FF219, 153). While Kashihara testified at the

hearing that he “mistakenly forgot,” with no explanation, to indicate the critical difference in

strength as to those tractors (FF151) which was an issue central to this investigation, the

2l The staff could not take the position that SX-1 is representative of other KBT tractors not
on SX-1 (Tr at 2838, 2839) :
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administrative law judge does not find in the present record evidence that “all” KTC tractors
are stronger than “all” KBT tractors. Moreover, as shown jnfra, at least the accused KBT
1.200 has no alleged structural differences as compared to the authorized KTC L200 (FF153).
In addition, while Kashihara testified that additional models not on SX-1 had “material
differences,” this testimony is conclusory, in that he did not indicate specifically what models
were being compared or what those allege& material differences were (FF150). Moreover,
complainants did not provide the staff with the opportunity, through discovery, to determine
if any KBT tractors, other‘than those in SX-1 have “equivalent,” structurally identical KTC
models or if the differences testified to by Kashihara méet the legal threshold of material
differences likeiy to cause consumer cdnfusion. Hence, based on the record, the
administrative law judge finds that only the twenty five KBT models listed on SX-1 are in
issue for determining a violation of Section 337.
III. U.S. Reg. No. 1,775,620 (Stylized Kubota Trademark)

Complainants arguea that the reéistration of the word “KUBOTA?” in block letters
(U.S. Reg. No. 922,330) gives KBT the exclusive right to use that word in any form on the
goods listed in Registration No. 922,330, citing Phillips Petroleum Co. v. C.J. Webb, Inc.
442 F. 2d 1376, 1378, 170 USPQ 35, 36 (C.C.P.A. 1971); that the stylized Kubota mark
(U.S. Reg. No. 1,775,620) does appear on KBT tractors; that Mr. Medeiros testiﬁed that
said stylized Kubota mark is the current corporate logo and has been since 1990 and that said
stylized mark was introduced to the public in 1990 to celebrate the 100th anniversary of
KBT; that some KBT tractors manufactured after 1990 bear said stylized Kubota mark; that

as demonstrated by the record, Mr. DePue is importing KBT tractors manufactured as late as
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1992; and that, because the Commission has determined that a domestic industry that exploits
.+ said stylized Kubota mark exists,? the administrative law judge should find a violation of
section 337 with regard to said stylized Kubota mark. (CB at 22, 23).

The staff argued at closing arguments that, while as a practical matter it won’t make a
bjt of difference in terms of what kind of tractors are excluded from the United States if a
violation is found as to one or both of the trademarks in issue,” the 25 accused tractors on
SX-1 do not bear the stylized mark because they were all made before 1990 and
complainants have so admitted. Hence, the staff argued that a determination of no violation
of section 337 is appropriate as to the Kubota stylized_mark (U.S. Reg. No. 1,775,620).

Based on the finding, supra, that only the twenty five KBT tractors in SX-1 are in
issue for finding violation, and the fact, as admitted by complainants, that none of those
accused KBT tractors bear the stylized Kubota mark (Tr at 2947), the admiﬁistrative law
judge finds no violatidn of section 337 based on infringement of said stylized Kubota mark.
IV.  Material Differences

Complainanté argued that the gravamen” of a trademark infringement case is
confusion and that, in this investigation, the accused KBT tracfors are materially different
from the authorized KTC tractors, thus causing éonfusion and hence trademark infringement

(CBR at 5-20). The staff argued that, because each of the accused model tractors set forth in

2 See Procedural History, supra.

2 The staff represented that the use of the stylized mark (U.S. Reg. No. 1,775,620) on
accused tractors would infringe the other registration in issue, Serial No. 922,330, which
complainants have agreed (Tr at 2943,2944, 2945, 2946).

2 See, however, Section V. Remedy Recommendations, infra.
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SX-1 Bears the ‘KUBOTA’ trademark U.S. Reg. No. 922,330 and is materially different
from the authorized KTC tractors sold under that mark, and because consumers purchased
said accused KBT tractors not knowing that the KBT tractors were not manufactured for sale
or use in the United States and that said accused KBT tractors differ in significant ways from
the KTC tractors KBT manufactures for sale in the United States, the importation and sale of
said accused KBT tractors constitutes infringement of complainants’ Registered ’frademark
No. 922,330 in the word ‘KUBOTA.’ (SB at 48-49). The staff argued however, that certain
of the material differences alleged by complainants were in fact not material differences
(SBR at 19). The Walker respondents admitted that, “Whexi materially different products,
manufactured abroad for individual domestic markets (e.g., Japan or the U.S.), are imported
into the United States without the markholder’s consent, a claim for infringement may be
stated.” Howevef, the Walker respondents contended that complainants have failed to prove
any material differences (RB at 12).

In cases involving gray ﬁmket goods, the question is whether differences between the
accused products and the authorized products are “material” and thus sufficient to create
confusion over the source of the product and hence to damage the markholder’s goodwill.
See Societe des Produits Nestle. S.A. v. Casa Helveitia, Inc., 982 F.2d 633, 25 USPQ2d
1256 (1st Cir. 1992) (Nestle); Original Appalachian, supra. When the same trademark
appear on gray market goods that are materiglly different from authorized good;, but
nonetheless bear strong similarities in appearance or function, the likelihood of consumer
confusion is heightened. However, where the same trademark appears on two blatantly

different goods, consumer confusion is unlikely. See Nestle 25 USPQ2d at 1262. Consumer
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confusion is more likely where differences in the composition or performance between gray
maxket goods and authorized goods will not be obvious to consumers until they actually
begin using the gray market goods. Thus, the threshold of materiality may be “quite low,;’
and courts have presumed that material differences cause confusion unless the party involved
in importatio_n or sale of any gray market goods can prove otherwise by a preponderance of
the evidence, See Nestle 25 USPQ2d at 1263, citing Coach Leatherware Co. v. Taylor
Inc., 933 F.2d 162, 170, 18 USPQ2d 1907 (2d Cir. 1991); see also Helene Curtis v.
National Wholesale Liguidators, Inc., 890 F.Supp. 152, 159 (E.D.N .Y. 1995) (Helene
Curtis) (“‘relevant’ differences separate ﬁe Canadian [gray market] products from the
comparable domestic goods . . . the resulting presumption of consumer confusion has not
been met by any countervailing evidence.”); Caterpillar, Inc. v. Nationwide Equipment, 877
F.Supp. 611, 616 (M.D.Fla. 1994).

A. Differences at Issue

While each of complainants and the staff argued that a finding of only one difference
(e.g. lack of parts and service) would be sufficient to find a viblation of section 337, the
complainants and the staff have argued that addressing the multiple alleged material
differences should be considered (Tr at 2931-2932).

At least one court explicitly required physical differences between domestic goods and
the accused gray market goods at issue. Thus, the Ninth Circuit in NEC reversed a district
court determination that was based on consumer confusion regarding servicing and
warranties, where the foreign and domestic products were physically identical:

If . . . Abco sales agents mislead their buyers about the availability of NEC-
USA servicing, then Abco may be liable in contract or tort, but not in
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trademark. If NEC-Japan chooses to sell abroad at lower prices than those it
could obtain for the identical product here, that is its business.

NEC, 1 USPQ2d at 2059. Other courts have used the terms “physical difference” in place
of the term “material difference,” see e.g. Lever Bros. Co. v. United States, 877 F.2d 101,
11 USPQ2d 1117, 1125 (DC Cir. 1989)(§42 of the Lanham Act “bars foreign goods
bearing a tradémark identical to a valid US trademark but physically different, regardless of
the trademarks; genuine c@c&r abroad or affiliation between the producing firms.”)
(emphasis added) (Lever I); Lever Bros. Co. v. United States, 981 F.2d 1330, 1338, 25
USPQ2d 1579, 1586 (D.C. Cir. 1993) (“Trademarks applied to physically different goods
are not genuine from the viewpoint of the American consumer.”) (emphasis added) (Lever

. ID); McCarthy on Trademarks, § 29.19[4] (“if the authorized and the gray market imports are
substantially physically the same, unless the designated U.S. importer can prove a likelihood
of confusion by some other method, Lanham Act confusion remedies are no bar to

. importation™) (emphasis added). The court in Nestle, however, noted that material

differences are not limited to physical differences:
We think the appropriate test should not be strictly limited to physical
differences. Other sorts of differences - differences in, say, warranty

protection or service commitments - may well render products non-identical in
the relevant Lanham Act sense.

Nestle 25 USPQ2d at 1261 fn. 7. In Fender Musical Instruments Corp. v. Unlimited Music
Center Inc., 35 USPQ2d 1053, 1056 (D.Conn. 1995) (Fender), the court found that

“consumers would likely be confused that they were buying not just Fender guitars, but also
the services and guarantees that usually accompany such a sale.” The differences in Fender

included the fact that accused gray market guitars came with a Japanese-language owner’s
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manual, had differences in the shape of the neck, the replacement parts, the available colors
(and corresponding touch-up paint), and the availability of Fender’s warranty Id. 35 USPQ at

1056, see also Osawa, 223 USPQ at 132 (finding confusion based on lack of warranty

service); Helene Curtis 890 F.Supp. at 159 (different labels on authorized and gray market
goods was a material differem_:e); _Bgtt_er_igg, 6 ITRD at 1880 (“The products are genuine, and
they are identical or v1rtually s0.” but finding likelihood of confusion on other grounds.)
(Views of Chairwoman Stern and Commissioner Rohr). Accordingly, the administrative law
judge finds that material differences on the trademark infringement issue are not limited to
physical differences. |
1. Parts and Service, Ope_,rators’ Manuals and Labels

Each of complainants and the staff argued that KTC is not s;.t up to provide 100%
parts and service support for KBT_tractors (CB at 31 to 37) and that KBT tractors lack
English-language operator’s manuals and warning labels, and hence that KBT tractors are
materially differeﬁt from KTC tractors (CB at 31-37, 51-53; SB at 32-33, 44-46). The
Walker respondents deny that English language warning labels are not available (RB at 23).
The Walker respondents also argued that parts for the accused KBT tractors are the same as,
and interchangeable with, parts for KTC Uaétors, and that service is available for the accused
used KBT tractors (RB at 22).

To determine whether parts and service are a material difference, the administrative
law judge finds that any structural differences in the KBT tractors and KTC tractors are
relevant. In SX-2, complainants provided a listing of alleged physical differences between

accused KBT tractor models and “equivalent” KTC tractor models for eighteen of the
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twenty-five accused KBT tractor models listed in SX-1 (FF141, 153). The remaining seven
accused KBT tractor models had no “equivalent” KTC model (FF141). DePue of respondent
Gamut testified that each of said seven KBT tractors in SX-1 that did not have an
“equivalent” KTC tractor were different from KBT tractors that did have an “equivalent”
KTC tractor model (FF152). Complainants’ Kashihara provided additional testimony on the
differences between four'o_f those eighteen (18) accused KBT models in SX-2, viz. the KBT
B6000, the KBT B1600, the KBT L1500 and the KBT L2002 tractors were compared to the
KTC B6000, the KTC B8200, the KTC L175, and the KTC L1275 tractors, respectively
(FF224, 230-243).

Based oﬁ the record, the administrative law judge finds that the accused KBT 1200
tractor on SX-2 has no alleged structural differences from the KTC 1200 tractor (FF151,
153). He further finds that, because complainants have not providgd evidence of any
structural differences between the KBT 1200 and the KTC L1200, any parts and service for
the KTC L1200 tractor, which are available from KTC, would be interchangeable with those
required for the KBT 1200 tractor. Moreover, English language manuals, warning labels,
and parts manuals that are available for the KTC 1.200 would likewise be applicable to the
identical KBT L200. During closing arguments, complainants’ counsel represented that:

the L 200 was the original tractor. And it’s a very old tractor. I think --1
don’t even know if it’s being imported in the United States by the Respondents

at all, and that if that is -- if there is a problem on that analysis, we will
withdraw that one tractor as an accused tractor. ‘
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(Tr at 2907). Accordingly, the administrative law judge finds no material differences
between the accused KBT 1200, and the corresponding KTC 1200, and therefore finds no
trademark infringement in the importation and sale of the accused KBT L.200.%

Of the remaining twenty four tractors in SX-1, the administrative law j‘udge finds that
the evidence of record indicates that only certain parts are in fact interchangeable, and that
service provided for said accused KBT tractors differs from service available for KTC
tractors (FF154-1§5, 221, 223). Regarding parts, the testimony of the Walker respondents’
expert, Jeffrey Maass,? indicated that not all parts were interchangeable between KBT and
KTC tractors (FF170, 171,245). Maass also testified that the differences were in “integral”
parts of the tractor, such as the front axle housing, and case axle, without which a tractor
will not operate (FF245). Norman Base, an authorized _KTC dealer testified that, based on
working on KBT tractors, parts for KBT tractors are not interchangeable with parts for KTC
tractors (FF175, 177, 179). This testimony regarding the non-interchangeability of parts
between KBT and KTC tractors, is further supported by complainanfs’ Killian, Medeiros,
and Kashihara and respondenté’ Vamnado (FF161, 162, 168, 197). Moreover, because KTC
dealers do not have parts manuals for the accused KBT tractors, they are unable to determine

what parts are the same and what parts are different (FF156, 157, 161, .168, 170, 175, 177,

¥ While certain physical differences are alleged as between the KBT 1200 and the KTC
L210, the administrative law judge finds any such comparison irrelevant. Because no physical
differences are alleged between the KBT 1.200 and the KTC L200, the authorized KTC L200 would
have the same physical differences from the authorized KTC L210 as would the accused KBT L200.

26 Mr. Maass was qualified as a parts expert in connection with certain agricultural tractors
under 50 power take-off horsepower (FF149).
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179, 191, 194). Accordingly, the administrative law judge rejects the Walker respondents’
argumeﬁt that all KTC parts are interchangeable with all KBT parts.

Regarding the availability of service, the evidence of record indicates that KTC
dealers do not have parts manuals in English, nor do they have training sufficient to identify
what KTC parts will fit in the accused KBT tractors, making it difficult to service the
accused KBT tractors (FF157, 161, 175, 191). Mr. Base, an authorized KTC dealer
testified, regarding his attempts to service KBT tractors, that his service required
“guesswork” (FF175). Moreover, Base testified that he would warranty service on a KTC
tractor, but could not give any warranty for his service of a KBT tractor (FF175).
Complainants’ Killian testified that KTC provides parts manuals, service manuals and
training to authorized KTC dealers to permit them to service KTC tfactors, but does not
provide ‘this service support for accused KBT tractors (FF154, 181-191). Accordingly, while
the Walker respondents and some KTC dealers may attempt to service KBT tractors, other
KTC dealers will not service KBT tractors (FF156, 158, 161, 177). The administrative law
judge finds that KTC dealers are unable to make service available for the accused KBT
tractors at the same level of quality as that available for KTC tractors and that service for the
accused KBT tractors' is not available from all authorized KTC dealers. In contrast,
authorized KTC dealers are required to provide parts and service for all authorized KTC
tractors (FF154).

| There is substantial evidence that consumers find the lack of parts and service support
a significant factor in their purchase decisions (FF160, 163, 172, 181). Two customers who

purchased KBT tractors testified that they were confused and angry with KTC because they
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had problems getting parts and service (FF178, 195). Moreover, complainants submitted
letters and other evidence that customers have expressed disappointment and anger regarding
their inability to obtain parts and/or service (FF194, 172, 193, 163, 205). That evidence
indicates that the lack of parts and/or service availability for KBT tractors has caused actual
.customer copfusion (FF195, 193, 192, 178, 155). A showing of actual confusion is “highly
probative on the question of whether a likelihood of confusion exists.” Imagineering Inc. v.
Van Klassens Inc., 34 USPQ2d 1526, 1529 (Fed. Cir. 1995). See also McCarthy on
Trademarks, at § 23.02[2]{a] (“Any evidence of acnial confusion is strong proof of the fact
of a likelihood of confusion.”).

Respondents argued that “[t]he decision not to supply parts rests solely with Kubota.
And that is dispositive regarding any customer confusion,” citing Sega Enterprises L.td. v.

Accolade. Inc., 977 F.2d 1510, 1528 (9th Cir. 1992) (Sega) (RB at 23). In Sega, however,

plaintiff Sega designed its video game console such that when an operable game cartridge
was inserted it would display the message “producéd by or under license from Sega
Enterprises Ltd.” Defendant Accolade manufactured game cartridges with no license from
Sega. The use of _Accolade’s products in the Sega console would result in the display of the
Sega trademark. However, critical to Sega was the finding that:
There is no evidence whatsoever that Accolade wished Sega’s trademark to be
displayed when Accolade’s games were played on Sega’s consoles. To the
contrary, Accolade included disclaimers on its packaging materials which
stated that ‘Accolade, Inc. is not associated with Sega Enterprises, Ltd.’
Sega, 977 F.2d at 1528-1529. In this investigation, the Walker respondents do not try to
disclaim any association with KTC (FF199-202). At least certain of the Walker respondents

testified that they replace the “Kubota” decal with a new “Kubota” decal if the tractor is

28



repainted (FF198, 315). Respondent Casteel used the phrase “teaming up with Kubota” in a
television commercial for accused KBT tractors (FF202), and respondent Tractor Shop has a
KBT L1500 on display on a twenty foot pole outside its facility (FF199). Evidence of record
indicates that certain gray market dealers tell customers that parts and service are available
for KBT tractors from KTC dealers (FF193, 192, 163, 155). In Original Appalachian, the
court found a materiai difference in the domestic affiliate’s “inability or unwillingness to
process [defendant’s Spanish] adoption papers or mail adoption certificates and birthday cards
to [gray market] doll owners.” Original Appalachian, 816 F.2d at 73, 2 USPQ2d at 1346
(emphasis added). Similarly, the evidence of record indicates that KTC is currently unable
and unwilling to provide parts and service for the accused KBT tractors in the United States
(FF197, 156, 158, 161, 162, 168, 170, 177). The record further supports a finding that it
wquld be an expensive proposition for KTC to provide 100% parts and service support for
KBT tractors in the United States (FF190, 191).7

The evidence of record establishes that all accused KBT tractors in SX-1 originall&
have Japanese language labels,?® while all KTC tractors in SX-1 have English language labels
(FF211, 212) . Certain of the respondents replace the Japanese language labels with English
language labels (FF216, 217, 315). However, some of the English labels applied by

respondents are not for either KBT or KTC tractors (FF216, 217, 210), and the labels that

, 21 Respondents, in effect, would impose a burden on complainants to assist respondents in
their infringement. See Osawa, 223 USPQ at 127 (rejecting argument that injury caused by plaintiff
providing warranty service to gray market cameras was “self-inflicted,” because plaintiff could
protect itself by refusing to service gray market cameras).

2 As poted supra, the fact that the KBT L200 tractor is found identical to the KTC L200
tractor would allow a gray market dealer to use English language KTC 1.200 labels on KBT L200
tractors.
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are KTC English language labels do not correspond to the direct translations of the Japanese
labels provided on accused KBT tractors (FF213-216, 276). Those differences in labels are
significant because, even where the Walker respondents replace Japanese language labels
with English language labels, the English labels may contain erroneous instructions for KBT
tractors (FF216, 276, 315). For example, labels contain information on PTO speeds, which
are different for certain KBT and KTC tractors (FF276). In addition, neither KTC or KBT
is able to ensure that the labels are placed in the correct location on the accused KBT tractors
(FF213, 214, 315).

English language operators’ manuals are not available to purchasers of KBT tractors
(FF203). Certain respondents provide KTC manuals to purchasers of KBT tractors (FF206,
208, 209). Those KTC manuals however, are intended for authorizéd KTC models and said
manuals indicate that the customer should consult the customer’s KTC dealer with any
questions regarding parts, service, and operation of the KBT tractor (FF206). As discussed
supra, KTC dealers are unable and/or unwilling to supply 100% parts, service and operation
support for accused KBT tractors.

Based on the foregoing, the administrative law judge finds that the lack of parts and
service, and the lack of English lmguage w.arning labels and opérators manuals are material
differences between the accused KBT tractors in issue and KTC tractors sufficient to create a
presumption of a likelihood of consumer confusion, and hence a violation for each ‘of twenty
four of the accﬁsed KBT tractors (which excludes the accused KBT 1L.200) on SX-1. See

Nestle 25 USPQ2d at 1261 fn. 7.
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Complainants have alleged severalv physical differences between the twenty four (24)
accused KBT tractors and the authorized KTC tractors (SX-2, CB at '29-51). The staff
argued that four of the alleged physical differences between the twenty four KBT tractors and
the KTC tractors are material differences (SBR at 19). The Walker respondents argued that
the evidence is inconclusive on any material differences (RBR at 6-7). Assuming, arguendo,
that it is necessary to find physical or structural material differences, in addition to the lack
of parts and service and the lack of English language warning labels and operators’ manuals
to create a presumption of a likelihood of confusion and hence a violation of section 337, the
administrative law judge finds a violation as to seventeen of the twenty five accused KBT
models listed oﬁ $X-1.% |

In support, he finds that only seventeen of the twenty five tractors listed on SX-1 have
in fact certain physical or structural material differences identified in SX-2 (FF153).* The
administrative law judge finds that the lack of PTO shields, differences in strength, the lack
of a hydraulic block outlet, differences in maximum speed, differences in PTO speeds, and
differences in wheelbase/treadwidth constitute physical material differences likely to cause

consumer confusion.?! Seventeen of the twenty five tractors listed in SX-1 have at least two

» The Commission’s decision in Batteries did not address the issue of alleged material
differences between gray market goods and authorized goods, and therefore did not decide if non-
structural differences could be “material differences” likely to cause consumer confusion. The
administrative law judge is not aware of any Federal Circuit decision that addresses this issue.
Accordingly, this is an issue of first impression for the Commission.

3 As discussed supra, based on the testimony of DePue, all of the tractors in SX-1, with the
exception of the KBT L200 tractor, are found to have some physical difference compared to the KTC
tractors in SX-1, however, there is no indication in the record of specifically what those differences
are or if those differences in themselves rise to the level of material differences (FF152).

31 gee Sections IV A. 2 to 7 infra.

31



of those physical material differences. See Structural Material Differences Table infra.
" Hence, assuming, arguendo, it is necessary to find physical or structural material differences
to create a presumption of a likelihood of confusion, he would find seventeen of the twenty
‘five accused KBT tractors create that presumption and accordingly, the ﬁdministrative law
judge would find a violation as to each of those seventeen accused KBT tractors.
2, PTO Shields

None of those remaining 17 accused KBT tractors in SX-2 are equipped with a PTO
(power take-off) shield (FF153, 252, 262).** With the exception of the KTC B6000
wholesaled in 1974, each of the corresponding KTC tractors were sold with a PTO shield
(FF153, 262). Complainants’ experts Leviticus and Williams testified that a PTO shield was
an important safety device (FF252, 253, 255-261). The Walker respondents argued that no
law (or regulation) requires a used tractor dealer to attach a PTO shield prior to selling a
used KBT tractor (Rebuttal to CPFF 323, RB at 5). However, the test of material
differences are differences that are likely to cause consumer confusion. The Walker
respondents have pointed to no authority for the proposition that material differences only
apply to differences created by differing legal requirements in the United States and Japan.
To the contrary, gray market cases frequenﬂy address differences that aré at the option of the
trademark owner, and not required by any law. In Helene Curtis, the court found that “the
percentage of Volatile Organic Compounds, and its concomitant effect on the environment, is

a factor that may be relevant to consumers, whether or not the consumers reside in those

32 Certain of the Walker respondents provide an after market PTO shield on some KBT
tractors. However, it is admitted that the PTO shield supplied by respondents is not the same as that
supplied on KTC tractors (FF263).
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states that require compliance with Clean Air Standards,” where gray market hair spray
would not meet New York or California Clean Air Standards, which were met by the
authorized product. Id. 890 F.Supp. at 159. See also Original Appalachian, Lever Brothers,

Osawa, Ferrero. Similarly, while complainants have not shown any legal requirement for

used tractor dealers in general to install PTO shields on used tractors,” complainants have
shown that the remaining seventeen KTC tractors in SX-2, with one exception, do have
factory installed PTO shields and all KBT tractors in SX-2 do not (FF153, 262, 263).
Moreover, Williams and Leviticus testified that the importance of PTO shields for U.S.
tractors has been recognized since 1941 (FF261). Accordingly, the administrative law judge
finds that the absence of PTO shields on the accused KBT tractors, with the exception of the
accused KBT B6000 tractor as shown in the Suuctural Material Differences Table, infra,
constitutes a matérial difference.
3. Strength

There is a difference in strength between certain accused KBT tractors and the
authorized KTC tractors. At least fourteen of the remaining seventeen authorized KTC
tractors listed in SX-2 as shown in the Structural Material Differences Table, infra, have
parts that are strongér than the corresponding KBT model, with the exception of the L260,
1255, and 1285 tractors (FF153). While Kashihara testified that be “mistakenly forgot,”
without explanation, to indicate the critical difference in strength as to the KTC L1260, L2535, -

and 1285 tractors, his personal experience would not include a strength comparison of the

3 Evidence of record indicates that authorized KTC dealers will not install a PTO shield on a
tractor that did not originally have a PTO shield (FF263A).

33



KBT 1240 with the KTC 1260, the KBT L2000 with the KTC L225, or the KBT L2600
with the KTC L1285 because all of those KTC tractors were first wholesaled prior to 1976
(FF151). Accordingly, the administrative law judge finds no difference in strength with |
respect to the accused KBT 1240, 1.2000 and L2600 tractors, and the KTC 1260, 1255, and
L285 tractors. While SX 2 does not indicate any difference in strength between the KBT
L1500 and the KTC L175, Kashihara provided detailed testimony relating to engineering
documents which demonstrated a difference in strength between the KBT 1.1500 and the
KTC L175 tractors (FF236-241, 219). |

Respondents rely on certain testimony of DePue (FF250A) that DePue had no
personal knowledge of a front-end loader breaking an accused KBT tractor due to a lack of
strength. However, a showing of inferior quality is not a prerequisite of establishing
material differences. See Caterpillar 877 F.Supp. at 615, citing Babbit Electronics v.
Dynascan Corp., 828 F.Supp. 944, 957 (S.D.Fla. 1993) (“inferiority is not a prerequisite to
a finding of a Lanham Act violation. . . . There can be a Lanham Act violation even if
[authorized] and {gray market] goods are of equal quality.”). Each of respondents’ expert
Maass, complainants’ Kashihara, complainants’ Williams and complainants’ Leviticus
testified that certain parts were, in fact, made stronger for KTC tractors as conipared to KBT
tractors, and that such increased strength would prevent the tractors from wearing
prematurely or breaking when implements such as a front end loader are used (EF224-250).
Accordingly, the administrative law judge finds said testimony of DePue insufficient to rebut
the presumption of a likelihood of consumer confusion based on a difference in strength.

The administrative law judge finds in the present record evidence of a material difference in
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strength for fourteen of the accused KBT tractors listed in SX 2 that is likely to cause
consumer confusion, which fourteen excludes the accused KBT 1240, 12000 and 12600
tractors.
4, Hydraulic Block Outlet

None of the accused KBT tractors were originally equipped with a hydraulic block
outlet, while of the authorized KTC models in SX 2, only the 1974-1975 KTC B6000, and
the KTC 1260 were not equipped with a hydraulic block outlet (FF153, 265). Testimony of
record indicates that the hydraulic block outlet is necessary to operate a front end loader, and
that front end loaders are widely used in United States ‘applications (FF264-267). While a
hydraulic block outlet can be added by respondents (FF265, 267),* complainants have no
ability to control the quality of a hydraulic block outlet that is added by respondents.
Accordingly, the administrative law judge finds that the lack of factory installed hydraulic
block outlets is a material difference between authorized KTC tractors and the accused KBT
| tractors, with the exception of the accused KBT B6000 and the KBT L24d tractors, as sﬁown
in the Structural Material Differences Table, infra.

| 5. Maximum Speed

Fifteen of the seventeen KBT tractors have a lower maximum speed, as compared to

comparable KTC tractors (FF153, 268). The exceptions are the KTC B6000, and KTC

B5100 tractors, with maximum speeds within 0.1 km/hr of t_he maximum speed on their KBT

3 DePue testified that he could tap into tractor hydraulic lines to provide the function served
by a factory installed hydraulic block outlet (FF265). While respondents may be able to simulate
certain features of the authorized KTC tractors by making modifications to the accused KBT tractors,
any such modification would likely exacerbate rather than alleviate any material difference, because
complainants’ reputation would become dependent on the quality of respondents’ modifications.
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counterparts (FF268).*° There is no evidence in the record that a difference in maximum
traveling speed is the type of difference that a consumer would not consider important (See
RRFF at 142, SRFF at 25-26). Thus, the administrative law judge finds the differences in
maximum speed to be a material difference with the exception of the KBT B6000 and KBT
B5001 tractors, as shown in the Structural Material Differences Table, infra.
6. PTO Speeds

With the exception of the KBT B6000, and the KBT 1240, all KBT tractors have
different PTO speeds compared to corresponding KTC tractors (FF153). This difference is
significant because implements designed for KTC tractors will be designed to operate at the
PTO speed for that tractor, and may operate differently, or in an unsafe manner if operated
at a different PTO speed (FFZ72, 275). Without English languagek labels, or English
language operators’ manuals, the owner of a KBT tractor would not know the actual PTO
speeds for his tractor, and may mistakenly believe that they are the same as the
corresponding KTC tractor for which a gray market dealer has provided an operators’
manual (FF275, 276). For example, if an operator of a KBT L1500 tractor was given PTO
speed information for an “equivalent” KTC L175 tractor, that customer would believe that
thé only two PTO speeds on that KBT L1500 were 540 and 1070 rﬁm, while the actual PTO
speeds for that KTB L1500 tractor are 597, 850, 1185, and 1371 rpm (FF207, 276, SX-2 at

9). Hence, the administrative law judge finds that differences in PTO speeds are a material

% Evidence of record indicates that this difference could be accounted for by different tires
types (high lug vs. low lug) (FF269). However, the difference in newer tractors could be accounted
for by increased horsepower (FF269, 270).

36



difference for certain accused KBT tractors, as shown in the Structural Material Difference
Table, infra.
7. Wheelbase/Treadwidth

Finally, with the exception of the KBT 1.240 and the KBT L2600 tractors, all KBT
tractors, as shown in the Structural Material Differences Table, infra, have different wheel
base and/or tread width di_mensions as compared to corresponding KTC tractors (FF153,
278). This dimension will impact the stability of certain of the accused tractors (FF277,
279, 280). Respondents and the staff have pointed to nothing in the record to indicate that a
difference in a tractor’s wheelbase and/or tread width is something that a consumer would
not consider in;portant (RRFF at 100, SRFF at 7). Accordingly, the administrative law
judge finds that different wheel base and/or tread width dimensions are a material difference.

The above structural material differences are summarized in the following table with

“Yes” indicating a material difference (See FF153):
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STRUCTURAL MATERIAL DIFFERENCES

Wheel base/

MAccused KBT | Strength | PTO Shield | Hydraulic | Max. Speed | PTO Speeds |
Tractor Model Block Outlet Tread Width
B5000
B6000 Yes No No No No Yes
B7000
B5001 Yes Yes Yes No Yes Yes
B6001 Yes Yes Yes Yes' Yes Yes
B7001 Yes Yes Yes Yes Yes Yes
B1200(DT) Yes Yes Yes Yes Yes Yes
B1400(DT) Yes Yes Yes Yes Yes Yes
B1500(DT)

B1600(DT) Yes Yes Yes Yes Yes Yes
L200 No No No No No No
L240 No Yes No Yes No No
L1500 Yes Yes Yes Yes Yes Yes
L2000 No Yes Yes Yes Yes Yes
L2200

L2600 No Yes Yes Yes Yes No
L1501(DT) Yes Yes Yes Yes Yes Yes
L1801(DT)

L2201(DT) Yes Yes Yes Yes Yes Yes
L2601(DT) Yes Yes Yes Yes Yes Yes
L3001(DT) Yes Yes Yes Yes Yes Yes
L1802(DT) Yes Yes Yes Yes Yes Yes
L2002(DT) Yes Yes Yes Yes Yes Yes
L2202(DT)

L2402(DT) -
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Complainénts have also alleged the following specific material differences between
KBT tractors manufactured for the Japanese market and KTC tractors manufactured for the
United States market: (1) ROPS; (2) PTO one-way clutch; (3) hand throttle; (4) warning |
lamps/tail lamps/Slow Moving Vehicle (SMV) bracket; (5) PTO restrictor; (6) hydraulic
capacity; (7) tires and rims; and (8) operator’s space. (CPFF 236, S$X2C; Complaint at 16-
22, 99 69-79). It is admitted by complainants however, that certain differences vary by
model year even among authorized KTC tractors with the same model mumber (Tr at 2913-
2914). In addition, there is testimony from complainants’ Kashihara (FF141A) that it would
be difficult or impossible for a consumer to identify the year in which a particular model
tractor was manufactured.

Certain differences that complainants argued are “material” differences between
accused KBT tracfors and authorized KTC tractors also are differences between authorized
KTC tractors made in one model year and authorized KTC tractors of the same model
number made in a different model year. For example, ROPS were not standard on any
aﬁthorized KTC tractor model listed én SX-1 until 1985 (FF153, 287). Thus, KTC sold the
B5100 model from 1978 to 1979 in the U.S. with ROPS as an option, from 1980 to 1984 -
with ROPS as a “dele;:e option,” and from 1985 to 1987 with ROPS as staﬁdard equipment
(FF153). Hence, a U.S. consumer in the market for a used KTC B5100 would find certain
authorized KTC tractors equipped with a ROPS and certain authorized KTC tractors not

equipped with a ROPS (FF287).36, Similarly, as to the alleged material difference in “hazard

% KTC has instituted 2 “ROPS program” to encourage tractor owners to have a ROPS
installed (FF287-289, 294).
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light,” and “tail light,” all of the authorized KTC tractors sold priof to 1980 did not have
either a “hazard light” or “tail light.” Thus, for example, from 1976 to 1979 KTC sold
authorized L1835 tractors in the U.S. without either a “hazard light” or “tail light,” and from
1980 to 1983, KTC sold the authorized L185 tractors in the U.S. with a “hazard light” and
“tail light” ~(FF153). A U.S. consumer in the market for a KTC L185 would find some
authorized KTC L185 tractors with a “hazard light” and “tail light” and some authorized
KTC L185 tractors without a “hazard light” and “tail light.” The same analysis holds for
hand throttle lever direction, which was changed on authori.zed'KTC models in 1980, for the
PTO one-way clutch, adopted in certain KTC models after 1978, and the PTO restrictor,
adopted in certain KTC models after 1982 (FF153). Accordingly, the administmtivg law
judge rejects complainants’ argument that differences in PTO one-way clutch, PTO restrictor,
ROPS as standard equipment,’” hand throttle direction, warning lamps, tail lamps, and SMV
bracket are “material” differences likely to cause consumer confusion because these
differences occur between KTC tractors of varying model year (FF153).

Complainants have alleged a material difference with respect to the hydraulic capacity
of KBT tractors, as compared with KTC tractors (CPFF at 85). However, as Kashihara
téstiﬁed, the accused KBT B6000, B1600, and L1500 tractors had identical hydfaulic
capacity as the authorized KTC B6000, B8200 and L175 tractors, respectively, and the
authorized KTC L8200 tractor had different hydraulic capacity for two wheel d;ive and four

wheel drive models (FF296). The only models with different hydraulic capacity was the

%7 The administrative law judge finds the non-availability of certified ROPS as a “parts and
service” difference and not a “structural” difference (FF289, 291-295).
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- KBT 12002 and the KTC L1275 tractors (FF296). Moreover, hydraulic capacity was not
identified as an alleged material difference in SX-2. The administrative law judge therefore
rejects complainants’ argument that differences in hydraulic capacity are material differences
likely to cause consumer confusion.
Complainants have alleged a material difference with respect to different tires and
rims. Complainants’ Williams however, testified that:
it was my judgment that the tires did not represent a big issue. . . . [I]t’s my
belief that the tires probably don’t represent in my judgment a significant
factor to the purchase decision or to the ultimate satisfaction of the consumer
. . .. And so the life of that tire in this country operating on hard terrain is
going to be short-lived. But, on the other hand, the repercussions or the
significance of that short product life of the tires is not tremendously
significant. I think you can buy a new tire and, if necessary, if you can find a
22-inch, it really doesn’t break the piggy bank all that much to go get a new
set of rims.

(FF284). Based on this testimony, the administrative law judge finds that complainants have

not established a material difference in tires and rims as between the accused KBT and

. corresponding KTC tractors that it is likely to cause consumer confusion (FF281-284).

The alleged material difference in operator’s space is different for only 3 of 7
authorized KTC B series models, and for only eight of twelve L series KTC tractors
(FF299). However, the operator’s space varies from KTC tractor to KTC tractor, as some
KTC models are smaller than others, and a consumer would be able to observe the operator
space available before purchasing a tractor (FF298). The administrative law judge, based on
the record, finds that complainants have not established a difference in operators space is a

“material” difference between a sufficient number of accused KBT and corresponding KTC

tractors such that it is likely to cause consumer confusion.
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V. Remedy Recommendations

A, General Exclusion Order

Complainants argued that a general exclusion order prohibiting the entry of infringing
KBT tractors is necessary. In support, it is argued that there is overwhelming evidence of “a
widespread pattern of uﬁauthqrized use” of the trademarks at issue on unauthorized -
infringing KBT tractors; that there is ample evidence that non-respondents may enter the
United States market with infringing KBT tractors; and that since sales of gray market KBT
tractors have increased significantly over the last several years and are expected to increase,
it is “inevitable” that additional dealers will begin selling infringing KBT tractqrs in the
United States. (CB 86-89). Complainants also argued that a general exclusion order, which
would permit infringing KBT tractors to enter the United States if they are labeled in a
specific manner, would be no relief at all. (CB at 89).

The staff argued that a general exclusion order will be required to provide an
adequate remedy (SB at 49-51). The staff argued, however, that while the Commission’s
general exclusion orders often provide for exclusion of the infringing tractors without
qualification, any general exclusion order in this investigation should permit an infringing
tractor to enter the United States if it is labeled in a specific manner as outlined by the staff
(SB at 52-53). The Walker respondents, assuming arguendo there is a finding of violation,
support the staff’s remedy recommendation (Tr at 2903). |

The standard for determining whether a general exclusion order should issue was set

forth by the Commission in Airless Pajnt Spray Pumps and Components Thereof, ITC Inv.
No. 337-TA-90, USITC Pub. No. 1199 (1981).
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.. it is incumbent upon the Commission to balance a complainant’s interest in
obtaining complete protection from all potential foreign infringers through a
single investigation with the inherent potential of a general exclusion order to
disrupt legitimate trade. We therefore require that a complainant seeking a
general exclusion order show both a widespread pattern of unauthorized use of
its patented invention and certain business conditions from which one might
reasonably infer that foreign manufacturers other than the respondents to the
investigation may attempt to enter the U.S. market with infringing articles.
Id., Commission Opinion at 18. The administrative law judge finds that standard to be met.
Thus, U.S. Reg. No. 922,330 in issue has been found valid and incontestible (See Order No.
40). See also FF145, 146, 327-352. Accordingly, he recommends a general exclusion order
to provide an adequate remedy. However, he further recommends that said general
exclusion order permit infringing tractors to enter the United States if the infringing tractors
have affixed thereto a permanent, non removable label, in the same location and size as the
largest “Kubota” trademark appearing on said tractor which label should contain the

following information:

(1) that the tractor was not manufactured fbr sale or use in the United States
and differs from the tractors Kubota Corporation manufactures for sale in the
United States;

(2) that Kubota Corporation has not authorized the sale of this tractor model in
the United States;

(3) that Kubota Corporation, and authorized Kubota dealers are unable to
provide parts and service support for this tractor model in the United States;

(4) that accessories for Kubota tractors authorized for sale in the United States
may not be compatible with this tractor;

(5) that important English language instructional and warning labels are not
available;®

3 Inclusion of English language KTC labels is not sufficient to meet this concern because
KTC labels contain different information than KBT labels. (FF212-217).
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(6) that English language operator’s manuals are not available for this tractor
model; and

(7) that this tractor may not comply with U.S. industry standards for safety.
7 He finds that such a lai)el would avoid harm to complainants’ reputation and goodwill
resulting from consumer confusion caused by material differences between the infringing
KBT tractors and authorized KTC tractors.*

The administrative law judge has limited h1s determination of violation to twenty four
specific KBT tractor models. See Section IV, Material Differences, supra. However, the
administrative law judge notes that different evidentiary standards apply to Commission
remedy determinations. See Seaied Air Corp. v. USITC, 645 F.2d 976, (C.C.P.A. 1981)
(upholding Commission remedy that required importers to show products did not infringe).
The Commission has previously held that exclusion orders, as opposed to violation
determinations, should not be limited to specific models, as any such limitation “merely
invites an unscrupulous respondent to change the model numbers to circumvent the order.”
Certain Cellular Radiotelephonés and Subassemblies and Component Parts Thereof, Inv. No.
337-TA-297, USITC Pub. 2361, Comm’n Op. on Remedy the Public Interest and Bonding at

5 (Aug. 29, 1989). = Accordingly, the administrative law judge recommends that any general

3 The administrative law judge found no violation of section 337 based on infringement of
the stylized Kubota mark (U.S. Reg. No. 1,775,620). However, his determination of violation of
Serial No. 922,330 in issue, would cover all tractors that bear the Kubota name whether block or
whether stylized, see 2 McCarthy on Trademarks, § 19.16 (“By registration of a work in typed, block
letter format, registrant is free to change the type style or display at any time and remain within the
protection of the registration because the registration covers the word per se, not any particular form
or type style presentation of the word.”) and In re Pollio Dairy Corp., 8 USPQ2d 2012 (TTAB
1988). Accordingly, tractors which bear said stylized Kubota mark should also be subject to the
recommended remedy. ,
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exclusion order should not be llmxtcd to specific infringing KBT tractor models (FF145,
146).

The Commission has broad discretion to fashion an appropriate remedy for any
violation of section 337. See Hyundai Electronics v. ITC 899 F. 2d 1204, 1209, 14
USPQ2d 1396, 1401 (Fed. Cir. 1990). There is ample precedent for issuing a general
exclusion order which would permit entry of the infringiﬁg products into the United States if
they are labeled in a specific manner. In Prestonettes. Inc. v. Coty 264 U.S. 359 (1924)
(_CLtv_), the Supreme Court held that the ownership of a registered trademark does not carry
.with it the right to p:ohibit a purchaser from using the trademark on the purchaser’s own
labels, provided the trademark was not printed or otherwise used to deceive the public. In
Qo_ti, plaintiff thy sought to restrain alleged unlawful uses by defendant Prestonettes of
Coty’s registered trademarks, “Coty” and “L’Origan,” upon toilet powders and perfumes.
Prestonettes had purchased the genuine powder, subjected it to pressure, added a binder to
give it coherence and sold the compact in a metal case. The district court had allowed
Prestonettes to make compacts from the genuine loose powder of Coty and to sell them with
a certain label on the‘container. Thereafter, the Court of Appeals issued an absolute
preliminary injunction against use of the mafks in issue except oﬂ original packages as
marked and sold by Coty, thinking that Prestonettes could not put upon Coty the burden of
keeping a constant watch. The Supreme Court reversed the decree of the Court of Appeals,
and left standing the decree of the district court stating:

The defendant of course by virtue of its ownership had a right to compound or
change what it brought, to divide either the original or the modified product,
and to sell it so divided. . . . Then what new rights does the trademark

confer? It does not confer a right to prohibit the use of the word or words. It
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is not a copyright. . . . a trade mark only gives the right to prohibit the use of
it so far as to protect the owner’s good will against the sale of another’s
product as his. . . . When the mark is used in a way that does not deceive the
public we see no such sanctity in the word as to prevent its being used to tell
the truth. It is not taboo. . . .

% 3k ¥k

This is not a suit for unfair competition.. It stands upon the plaintiff’s rights as
" owner of a trademark registered under the act of Congress. The question
therefore is not how far the court would go in aid of a plaintiff who showed
ground for suspecting the defendant of making a dishonest use of his
opportunities, but is whether the plaintiff has the naked right alleged to
prohibit the defendant from making even a collateral reference to the plaintiff’s
mark. [364 U.S. at 366-369]
Thus, the administrative law judge finds that, even in gray market cases, a trademark has no
independent significance apart from the good will it symbolizes. Unlike a copyright, any and
all reproductions of a trademark are not an infringement.* A trademark owner has only the
limited right to prohibit uses of the trademark which are likely to cause consumer
confusion.** As in Coty, the administrative law judge finds that the use of the trademark in
issue, in association with the label on the infringing tractors, set out by the administrative

law judge, does not deceive the public in a way likely to cause consumer confusion.

% See Weil, NEC supra. (Finding no infringement in gray market cases where plaintiff
failed to prove a likelihood of consumer confusion). :

41 Coty has been consistently accepted as the law. See “Designs-Copies by Competitors,” 1
A.L.R. 3d 760 (1965); Forstmann Woolen Co. v. Murray Sices Corp., 144 F. Supp. 283, 111 USPQ
261 (D.C.N.Y. 1956) (Allowing a garment manufacturer to use a fabric manufacturer’s trademark on
garments made from that fabric); Independent New Co. v. Williams, 293 F. 2d 510, 129 USPQ 377
(3d Cir. 1961) (Coty relied on to allow a second-hand periodical dealer to sell magazines, with the
covers torn off, under the original magazine trademarks); and William Grant & Sons, Ltc. v.
European Beverages Co., 668 F. Supp. 1421, 4 USPQ2d 1162 (C.D. Cal. 1987) (Coty was applied
when a court held that a producer of Scotch whiskey can label its bottles with the statement that its
whiskey was bottled from a cask of spirits originally distilled at plaintiff’s GLENFIDDICH distillery
so long as the label contained an appropriate disclaimer that the product was different.).
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In addition to Coty, in Champion Spark Plug Co. v. Sanders 331 U.S. 125 (1947)
(Champion) the controversy related to the refusal of the Court of Appeals to require
respondents to remove the word “Champion” from repaired or reconditioned Champion
brand spark plugs which they resold, Id. 331 U.S. at 128. Petitioner was a manufacturer of
spark plugs which it sold under the trademark “Champion.” Respondents collected the used
plugs, repaired them and retained the word “Champion” on the repaired or reconditioned
plugs. The outside box or carton in which the plugs were packed had stamped on it, inter
alia, the word “Champion.” Respondents’ company’s business name or address was not
printed on the cartons. Petitioner had charged respondents with infringement of its
trademark and unfair competition. The district court found that respondents had infringed
the trademark and enjoined them from offering or selling any of pétitioner’s plugs which had
been repaired and reconditioned unless, inter alia, the trademark was removed. The Court of
Appeals held that respondents not only had infringed petitioner’s trademark but also-were
guilty of unfair competition. However, it modified the district court decrée by inter alia,
eliminating the provision requiring the trademark to be removed from the repaired or
reconditioned plugs. I1d. 331 U.S. at 126-127.

The Supreme Court in Champidh affirmed the decision of the Court of Appeals. It
reasoned that second-hand goods are involved and that the spark plugs, though used, are |
nevertheless Champion plugs and not those of another make; and that while thé;e was
evidence to support that a used plug which has been repaired or reconditioned does not
measure up to the specifications of a new one, the same would be true of a second-hand Ford

or Chevrolet car and the Supreme Court would not suppose that one could be enjoined from
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selling a car whose valves had been reground, and whose piston rings had been replaced
unless he removed the name Ford or Chevrolet. The Court found, that while cases may be
imagined where the reconditioning or repair would be so extensive or so basic that it would
be a misnomer to call the articles by their original name, even though the words “used” or
“repaired” were added, no such practice was involved. While there was evidence in
Champion that inferiority is to be expected in most second-hand articles, it was concluded
that inferiority is immaterial so long as the article is clearly and distinctly sold as repaired or |
reconditioned rather than as new; that while the second-hand dealer gets some advantage
from the trademark, such advantage is “wholly permissible so long as the manufacturer is not
identified with ﬁe inferior qualities of the product resulting from wear and tear or the
reconditioning by the dealer” and “[f]ull disclosure gives the manufacturer all the protection
. to which he is entitled.” Id. 331 U.S. at 128-130.*> In this investigation, the accused
tractors are manufactured by Kubota and have been used in Japan. Thus, like Champion
genuine used goods are in issue. Moreover, as in ion, the administrative law judge
finds that because of the recommended label, complainants would not be identified with any
inferior qualities of the infringing tractors, other than their actual connection as

manufacturers of the infringing tractors for use in Japan, and that said label would give the

% The Supreme Court was mindful of the fact that the case involved not only trademark
infringement but also unfair competition and that where unfair competition is established any doubts
as to the adequacy of the relief are generally resolved against the transgressor. However, it found
that there was no showing of fraud or palming off and that it could not say that the conduct of
respondents or the nature of the article involved and the characteristics of the merchandising methods
used to sell it, called for more stringent controls than the Circuit Court of Appeals provided. Id. 331
U. S. 130-131. There is no allegation of unfair competition in this investigation.
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complainants all the protection to wﬁich they are entitled because the trademark would be
- used to “tell the truth.”
There is precedent for the use of a label in section 337 investigations.. Thus, in

" Certain Nut Jewelry and Parts Thereof, Inv. No. 337-TA-229, U.S.I.T.C. Pub. No. 1929
(November 1986), which invéstigation was based on the allegation that respondents imported
and sold articles with labels that were alleged to be misleading in that the fabels would cause
a purchaser to believe that the accused products were produced in Hawaii (Comm’n Op. at 1-
2), the Commission issued a general exclusion order that would permit entry of the accused
products into the United States if the products bore a permanently affixed label disclosing

certain information about the origin of the products. Moreover, in Certain

Chemiluminescent Composition and Components Thereof and Methods of Using, and
Products Incorporating the Same, Inv. No. 337-TA-285, USITC Pub. No. 2370 (March

1991) (Chemiluminescent), the Commission issued a general exclusion order directed to
articles that infringed the relevant claims of six patents at issue, and packaging and .related
literature that infringed two registered trademarks. However, this order contained a
provision by which an importer may enter articles covered by the patent claims by certifying
that the articles were made using chemicals 'extrﬁcted from complainant’s Cyalume products.
The order also took into account that “it is not trademark infringement to repackage or
rebottle goods and use the trademark of the original goods on the repackaged gpods ina
limited manner designed to truthfully inform the public of the nature and source of the
goods,” the Commission noting Coty. (“Commission Opinion on Registered Trademark

Infringement, Remedy, The Public Interest, and Bonding” at 11, 12).

49



In addition, as the staff argued (SB at 54), states have found disclosure labels to be an
appropriate way to remedy consumer confusion in gray market situations. California has a
statute that requires the retail seller of a gray market product to affix to the product a
conspicuous ticket, label or tag disclosing certain things Cal. Civ. Code §17791.81 (1995).
New York and Connecticut have similar statutes that require gray market retailers to affix a
label on gray market products (or post signs that are clearly visible at the point of sale) '
indicating that the products are not accompanied by a manufacturer’s warranty and, when
applicable, that the products are not accompanied by instructions in English. N.Y. Gen. Bus.
Law §218-22 (McKinney 1996); Conn. Gen. Stat. Ann. §42-210 (West 1995).

Complainants argued that a general exclusion order which would permit the infringing
tractors to enter the United States if they are labeled in a specific manner would be contrary

to Commission practice, citing Batteries and Cabbage. In Batteries while the Commission

stated that Coty and Champion did not establish that labeling is an adequate remedy, the
Commission’s statement was qualified by the phrase “in this factual situation.” Comm’n
Opinion at 39. Moreover, in each of Batteries and Cabbage the Commission emphasized that
the goods involved in the violation were being sold as new goods in direct competition with
the fespectiVe complainant’s goods. Thus in Batteries the Commission, after noting that
“[blecause of the low value of batteries, consumers are unlikely to invest time reading any
label disclosures,” stated:
In this case [Batteries] . . . respondents, through the retailers, are selling
Belgian-made DURACELL batteries as U.S. -made DURACELL batteries and
thereby using the mark so as to capitalize on Duracell’s goodwill. In . . .
[Champion] the “Champion” spark plugs had already been sold as new spark

plugs in the U.S. market and Champion had reaped the benefit from that sale.
The spark plugs were then reconditioned and sold as “used” spark plugs. In
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this case, however, the foreign Duracell batteries are sold as new and are
competing head-to-head with Duracell’s U.S. -made batteries. Every sale of
foreign Duracell batteries in the U.S. market deprives Duracell of the beneﬁt
of its goodwill which it is legally entitled to for sale of new domestxc
DURACELL batteries in the United States.
(Comm’n Op. at 40). In Cabbage, which was not concerned with the issue of trademark
infringement but rather involved the determination by the Commission that there was a
violation of section 304(a) of the Tariff Act of 1930 in that the unauthorized imports were
not conspicuously marked with their country of origin, the Commission stated:
As in [Batteries] . . . complainants are entitled to the profits derived from
U.S. sales of the product subject to investigation by virtue of their exclusive
right to U.S. sales.
(Comm’n Op. at 9, 23). In this investigation, the administrative law judge finds that the
infringing used tractors are not being sold in direct competition with new tractors being sold
by authorized KTC dealers. While certain of KTC’s daily call reports indicated that
authorized KTC dealers are experiencing some gray market competition (FF322 to 325)* and
respondent Tractor Company has advertized that KBT tractors are not inherently different
than KTC tractors sold new in the United States (FF326), as KTC’s senior vice president
Killian testified (FF300), KTC is really not in competition with the infringing tractors
because the customer who is looking for a new tractor and the customer who is looking for a

used tractor, i.e. a gray market tractor, have different requirements; and that, while there is

some overlap, generally there is a difference in price® and a difference in condition (FF317).

% One KTC daily call report stated that sales have been fast and furious; that the authorized
dealer has had a hard-time keeping up; and that every one has been working doubie time.

4 Respondent Lost Creek has advertized the price of an accused tractor as ranging from
$2,450 to $4,300 (FF318). Complainants have asserted that the prices for accused tractors are
approximately 65% to 90% lower than the prices for comparable KTC tractors (CPFF947).
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Complainants argued that at the hearing witnesses testified that confusion would still
- exist, regardless of any label, and that confusion may even heightened by such a label (CB at
89). The administrative law judge finds the hearing testimony to the contrary. Thus, while
KTC’s current senior vice president of sales and marketing testified that if a prospective
customer is told up front that the tractor is not sponsored by complainants there would still
be confusion, .although his testimony here, as to the “BMW,” is somewhat ambiguous, see
infra (FF304, 305, 309), he also testified about a buyer beware program which KTC has
- initiated with its authorized dealers and which he was involved in (FF301, 306). The
purpose of this program was to educate or inform the consumers, i.e the people involved in
the tractor industry (FF301, 302), thereby allowing them to make a more informed decision
with respect to purchasing a gray market tractor (FF302, 308). However, the program is not
binding on any KTC authorized dealer (FF303). KTC’s buyer beware program involved
sending several aids to authorized KTC dealers to help them in combating the gray market
* (FF301). On this non-binding program, Killian testified:
We believe that, if the consumer understands what he gets and, . . . what he’s
not getting, that we believe that the consumer, when provided with all the
facts, what he gets from the KTC tractor, the dealer network, and what he
“expects to get when he buys that tractor with the Kubota name on it, we
believe that that customer will make a decision that’s in his best interest and a
decision that he has to make.
I personally also believe that decision will include the purchase of either a
KTC tractor or at least a better understanding of a KBT tractor and understand
what he is getting is a tractor with no support and without some of the safety
features and difficulty having them installed.
. . . if the customer goes and gets these questions answered, he will be able to
make an informed decision. If the gray market dealer is successful in

overcoming those concerns on the part of the customer, the customer may
purchase a gray market tractor.
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If he’s not successful and the customer still thinks he wants a small tractor, a
small Kubota tractor that is different from the gray market tractor, then it’s
our hope that he will seek out a KTC dealer and we’re successful selling it to
them. [FF302]

Killian also in direct testimony on questioning from complainants’ counsel, referred to BMW
autos (FF304). He later testified:

Well, the BMW may have been a farfetched example . . . But consumers
know what’s going on. One of them is made for Germany and one is made
for the United States. And the consumer that gets one that’s made for
Germany is told it’s not sponsored here, may not be parts, may not be
manuals, may not be other things available. They know what they’re getting
into. They’re not confused, right? [FF305]

Killian further testified on the KTC’s buyer beware program:

. . . And this ad was targeted to make sure those consumers understood that
there were some differences and hopefully will prompt questions.

Our belief is that an informed consumer makes a better decision. It may not
be the decision that we wanted him to make, but I believe he makes a more

informed decision. Frankly our feedback from a number of customers before

we issued these things was a significant amount of confusion existed.
[FF307], [Emphasis added].

Another witness, Billy Tomlinson, who in 1991 bought a Kubota tractor which he
later learned was a gray market tractor, testified that he would not have purchased the tractor
if he had known it was a gray market tractor (FF310). While complainant’s Leviticus
testified that he thought a consumer, if he were to see a label that indicated exaqﬂy what
differences there were between a KBT tractor and a KTC tractor, still “would be sort of
confused,”l (FF312) he earlier testified on questiéning from the administrative law judge:

THE WITNESS: Okay. Well, if the label would lay out what the tractor really
was, I think then we will be fine to buy, because that is the sort of truth in

advertising, isn’t it?
%k ok ok
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JUDGE LUCKERN: If it had a label on it, a permanent label was made in
Japan and it only had 20 horsepower, et cetera . . . would you still say you
were misled, you wouldn’t bother reading the label?

THE WITNESS: No, I wouldn’t - - I wouldn’t - - I would not say I was
misled. If I still would buy it, then I take the consequences. [FF312].

Complainants’ witness Shigeru Kashihara, who is presently manager of KBT’s Tractor
Engineering Department (FF315), testified:
Well, if I were a user and if I was not told that this tractor [a KBT tractor]
was not intended for the U.S. market, I do not think I wold have been able to
distinguish between the models made for Japanese market and models made
for the U.S. market. It might be different if you wold put label stating that this
model is made for the Japanese market in English [FF316].

B. Cease and Desist Orders

Complainants argued that there is substantial evidence indicating that the domestic
respondents in this investigation maintain commercially significant inventories of KBT
tractors. Accordingly it is argued that cease and desist orders prohibiting the sale of
infringing KBT tractors be issued to respondents Wallacé, Gamut, The Tractor Shop, Bay,
Casteel, MGA and Lost Creek (CB at 92).

The staff argued that certain of the domestic respondents have significant inventory of
the infringing tractors and therefore that cease and desist orders are appropriate. However it
is argued that, similar to the general exclusion order as proposed by the staff, any cease and
desist orders should prohibit the importation and sale of the infringing tractors bearing the
“KUBOTA?” trademark unless the respondent imports or sells the tractor with a permanently

affixed label. The staff noted that when the Commission issued a general exclusion order

with a disclosure label provision in Nut Jewelry, the Commission also issued cease and desist

54



orders that required the use of disclosure labels as a condition for selling the products
involved in the violation.

The administrative law judge finds that the record supports the issuance of cease and
~ desist orders against Wallace, Gamut, The Tractor Shop, Bay, Casteel, MGA and Lost
Creek. However, he further finds that any such cease and desist orders should permit the
respective respondent to import or sell the infringing tractor with a permanently affixed label
as described, s_u_p_rg,' with respect to the issuance of a general exclusion order.

There is evidence that certain gray market dealers have informed consumers, who
purchase KBT tractors, that parts and service are available from authorized KTC dealers, and

that infringing KBT tractors are the same as certain authorized KTC tractors (FF155, 160,

163, 192, 326). Thus, any cease and desist order should also contain a provision directing

respondents to inform consumers of gray market tréctors of the information contained in the
permanently affixed label, and should prohibit any activity that would suggest either that the
information contained in said label is erroneous, or that said label should be ignored.

To further ensure compliance with the above cease and desist order, the administrative
léw judge recommends a quarterly reporting requirement. See Certain Curable Fluoroelastomer
Compositions and Precursors Thereof, Inv. N.o. 337-TA-364, USITC Pub. 2890, Comm’n Op.

at 6 (March 16, 1995) (Eluoroelastomer), Certain Plastic Encapsulated Integrated Circuits, Inv.
No. 337-TA-315, USITC Pub. 2710, Comm’n Op. at 8-10 (July 2, 1993).% Asin .

“ Other respondents have informed purchasers that parts and service are not available and
have pointed out certain differences between KBT and KTC tractors (FF206).

4 See also Commission rule 210.74.

35



Fluoroelastomer, any such reporting requirement would require respondents, subject to the cease

and desist orders, to file quarterly reports with the Commission on the number of infringing
Kubota brand tractors, by model number, imported into the United States, sold after importation,

or remaining in inventory. Id. at 6.

V1. Bonding

Complainants recommended a bond of ninety percent (90%) of the entered value of
KBT tractors (CB at 92). The staff recommended a bond of 100 percent although it noted
that, under the staff’s remedial orders, the accused tractors should be able to be imported in
without any bond provided the labels, recommended by the staff, are affixed to them (SB at
57).

Pursuant to 19 U.S.C. §1337(e) and Commission rule 210.50(a)(3), if the
Commission issués an exclusion or cease and desist order, respondents may continue to
import and sell their products during the pendency of any Presidential review under a bond
in an amount determined by the Commission to be “sufficient to protect the complainant
from injury.” There is evidence that an accused 22.5 HP, 4x4 KBT tractor sells for $6,100
as compared to an authorized KTC dealer’s selling of a comparable 21 HP, 4x4 KTC tractor
for $11,500 (FF320); Accordingly the administrative law judge finds that a bond of ninety |
percent (90%) of the entered value of KBT tractors is appropriate. However, under the
recommended remedial orders, the infringing tractors should be able to be impqrted without -

any bond provided the appropriate labels, supra, are affixed thereon.
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FINDINGS OF FACT
L Parties
A, Complainants
1. Complainant Kubota Corporation (KBT) is a Japanese corporation with an

office and place of business at 2-47 Shikitsuhgashi 1-chome, Naniwa-ku, Osaka 556, Japan.
(Complaint, §5.)

2, KBT was previously known as Kubota Limited. The name was changed to
Kubota Corporation. (Kinoshita, Tr at 148-49.) |

3. KBT is the exclusive owner of both the Japanese and United States Kubota
trademarks in issue and the Japanese Kubota trademarks. (Kinoshita, CX601 at 3;‘ CX1,
CX3; CX4; CX270; CX292; CX293; CX294; Complaint at 10, § 46; 11, § 51; 12, § 55 and
959.)

4. KBT manufactures and sells cast iron pipe and other various cast iron
products, as well as, agricultural machinery such as tractors, engines, combines, etc.,
compact éonstruction machinery, environmental equipment, housing materials and utilities,
and a broad.va.riety of other products. (Kinoshita, CX601 at 2; Complaint, § 7.)
| 5. KBT’s Tractor Division sales for 1995 were approximately{ '

] The Tractor Division’s export sales amounted to about[
] KBT has ovef[ Jaffiliated companies worldwide. In terms
of worldwide business development, these companies are doing business in[ Jcountries

around the world, including ihe United States, Canada, and the countries of Europe. Those
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companies manufacture and sell mainly tractors, engines and construction equipment.
(Kinoshita, CX601 at 2-3.)

6. In every country, including the United States, the "Kubota" brand is well
known and signifies products of the highest quality. KBT has spent much money and effort
to innovate and develop a very good reputation for quality in the United States and

- worldwide and receivéd the Deming Award for manufacturing excellence and superior quality
control in 1976. (Kinoshita, CX601 at 3.)

7. KBT manufactures different tractors for different markets. [

] (Kinoshita, Tr 196-203;

CXR45.)

1

9. KBT presently manufactures approximately([ ]different models of Kubota
brand tractors which are designed for different markets and sold throughout the world.
(Complaint, § 7.)

10.  Complainant Kubota Tractor Corporation (KTC) is a corporation organized

and existing under the laws of the State of California with an office and place of business at
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3401 Del Amo Boulevard, Torrance, California 90503. (Complaint at 2, §4.) [

11. KTC was founded in 1972 and assembles, distributes, markets, sells and
services tractors manufactured by KBT and specifically designed for the United States
market. (Kinoshita, CX601 at 3; Complaint at 3-4, 99 8, 11-14; Killian, CX600 at 3.)

12. [

|
13.  An early 1980’s videotape produced by KTC entitled "We’re Looking for

Work," bﬁeﬂy describes KBT and KTC’s B, L and M series tractors sold at that time and -
the diverse types of work the tractors are used for in the United Stétes. (CPX7.) KTC has
grown since that time, and its complete line of products is described in the 1995 KTC
product guide, CX263. (Killian, CX600 at 3.)

14. KBT is one of KTC's suppliers. KBT builds the tractors KTC sells, in
particular, tractors of several PTO horsepower ranges including under 50 PTO horsepower.
KBT also supplies some implements, repair parts, and service materials for tractors that KTC
sells in the United States. (Killian, CX600 at 1.) |

15. KTC sells a wide variety of products in the United States, which are used in
several different applications, from lawn and garden and agricultural settings to cohstruction
and turf sites. (Killian, CX263; CX281 at 2.) |

16. KTC has built a good dealer network which has made the sale of KTC tractors

very successful in the United States. (Fransson, Tr at 1027.)
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17. KTC'’s nationwide dealer r_xetwork includes over] Jauthorized Kubota
dealers. (Killian, CX600 at 1-2; Killian, Tr 844; CX281 at 2.)

18.  After KTC purchases the tractors, they are sent to one of KTC’s[ ]Jdivision
warehouses where they are assembled and checked for quality. From there, the tractors are
sold wholesale to the over| Jauthorized KTC dealers for resale to end user customers.
(Killian, CX600 at 1-2.)

19. [

1
20. While KTC can make suggestions to the dealers, the dealers are free and

independent businessmen. (Fransson, Tr at 1032; Killian, CX600 at 5.)

21. KTC supports its dealers so they, in turn, will support the customer who buys
the tractor so the customer gets the full value of their purchase. (Killian, CX600 at 9.)

2. [ 1

23.  KTC’s Training Department conducts classes for dealer sales and service
representatives and KTC sales and service representatives regarding proper procedures for
service and maintenance of KTC tractors. In addition, the KTC Training Department
provides competitive product information to dealers. (Moen, Tr at 1128-29; CX281 at 4.)

24. [



25. |
]
26. [
]
27. [
1

28.  KTC has spent over 25 years of hard work to develop KTC’s reputation for
high quality products and efficient service which are symbolized by the United States Kubota
trademarks involved in this investigation. (Killian, CX600 at 13.)

29. KTC has invested a significant amount of time, resources, and energy on
behalf of its employees, its dealers, and its suppliers in selling, supporting, and building
value for KTC products. (Killian, CX600 at 18.)

30. |

31.  In addition, KTC has invested a gfeat deal of money to pfovide the best
possible training for its service personnel who provide service support for the dealers through
seminars, videos, and a variety of other materials. (Killian, CX600 at 19.)

32.  KTC has made efforts over the past 25 years to convey to as many customers

as possible that KTC sells a high-quaﬁty product and that KTC can provide good parts and
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service support, trained technicians in dealerships, and informed salesmen at the dealerships
who understand the product. (Killian, CX600 at 21.)

33.  Complainant Kubota Manufacturing of America Corporation (KMA) is a
corporation organized and existing under the laws of the State of Georgia, with an office and
place of business at Industrial Park North, 2715 Ramsey Road, Gainesville, Georgia 30501.
(Complaint at 2, § 5.)

34. KMA was established in 1988 to produce implements for KTC tractors.
(Kinoshita, CX601 at 3.)

35.  The total sales of KTC and KMA for the 1995 fiscal year were around[

Jand they employed about| ]persons. (Kinoshita, CX601 at 3.)

36. [

37. [
]
B. Respondents
1. The Walker Respondents
38. Fujisa@a is a Japanese Corporation with an office and place of business at No.
44-7, 1-chome, Kotake-cho, Nerima-ku, Tokyo, Japan. (CX239.)
39.  Eisho World Ld. (Eisho) is a Japanese corporation with an offic¢ and place of

business at 1-9 Ashai-cho, Handa-shi, Aichi-ken, 475 Japan. (Complaint at 6, § 17.)
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40. Sanko Industries Co., Ltd. (Sanko) is a Japanese corporation with an office
and place of business at 1-10-7 Shinmachi, Nishi-Ku, Osaka, 550 Japan. (Complaint at 6,
{21)

41.  Suma Sangyo (Suma) is a Japanese corporation with an office and place of
business at Mitsuta-umadome, Shijimi-cho, Miki-shi, Hyogo-ken, 673-05 Japan. (Complaint
at 6, §23.) |

42.  Sonica is a Japanese corporation with an office and place of business at Koa
Building 3F, 3-20-4 Ueno, Taito-ku, Tokyo, 110 Japan. (Complaint at 6, § 22.)

43.  Sonica has been found in default. (Order No. 13: Notice of Commission
Determination Not To Review An Initial Determination Finding Three Respondents To Be In
Default.)

44.  Toyo is a Japanese corporation with an office and place of business at No. 10-
21 Imasukita 4-chome, Tsurumi-ku, Osaka, 538 Japan. (Complaint at 7, § 24.)

45.  Toyo has been found in default. (Order No. 13: Notice of Commission
Determination Not To Review An Initial Determination Finding Three Respondents To Be In
Default.) |

46. Bay Implement Co. is located at P.O. Box 2001, Red Ba&, Alabama 35582.
(CX224 at 7.)

47.  Darryl Harp, Sr. is the President of Bay.. (Harp, RX34 at 1; CX224 at 8.)

48.  Bay imports and sells tractors, including KBT tractors, in the United States.

(CX224 at 8, 9.)
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49.  Casteel World Group, Inc. is located at 2896 Highway 3 North, Monticello,

- Arkansas. | (CX222 at 7.) Casteel Farm Implement Co. is a corporation with an office and
place of business at 107 Highway 425 Soﬁth, Monticello, Arkansas 71655. '(Complaint at 7,
9 25.) Casteel Farm Implement Co. is a corporation with a place of business at 4110
Highway 65 South, Pine Bluff, Arkmsaé 71601. (Complaint at 7, § 26.) These are referred
to as “Casteel.” |

50.  Casteel also has another place of business at Highway 65 North, Conway,

-Arkansas. (CX222 at 7.)

51.  Gregory Casteel is the owner and Chief Executive Officer of Casteel. (CX222
at 8; CX585 at 4.)

52.  Casteel imports and sells (through Southern Tractor, another business owned
by Mr. Casteel) KBT tractors in the United States. (CX222 at 5, 10; CX299; Casteel, RX32
at 2.)

53.  Gregory Casteel owned two other businesses, Greg Casteel Farm Impiements
and its successor, Casteel Implement Company, which also purchased and sold KBT tractors.
(CX585 at 7,}10, 126, 129.)

54. Gamut Trading Co., Inc. (Gamut) is a California corpbration with an office
and .place of business at 13450 Nomwaket Road, Apple Valley, California 92308. (CX226 at
7.) Gamut Imports is a company with an office and place of business at 14354‘ Cronese
Road,‘Apple Valley, California 92307. (Complaint at 8, § 32.) These are.referred to as

"Gamut. "



55. Ronald A. DePue is the Chief Executive Officer and Chairman of the Board of
Directors of Gamut. (DePue, Tr 2410; CX302 at G000436; CX587 at 6.)

56.  Darrel J. DuPuy is the Chief Financial Officer, President, and a member of
the Board of Directors of Gamut. (CX302 at G000436; CX586 at 5.)

57. Gamut Iniports_, refurbishes, and sells in the United States tractors, including
KBT tractors, and used KBT rotary tillers. (CX226 at 7; DePue, RX33 at 2.)

58.  Ronald A. DePue is also the owner of Apple Implement Manﬁfacturing (AIM),
a division of Gamut, which has an office and place of business at 13450 Nomwaket Road,
Apple Valley, California 92308. (DePue, Tr 2357; DePue, RX33 at 2; CX587 at 42.)

59.  AIM is a manufacturer of front end loaders and snow blades for use with
agricultural tractors, both new and used, under 40 horsepower. (DePue, Tr 2357; DePue,
RX33 at 2; CX302 at G000287.)

60. Ronald A. DePue is also the owner of Homestead Tractor and Feed
(Homestead), a company with an office and place of business at 22133 Bear Valley Road,
Apple Valley, California. (DePue, Tr 2357; CX587 at 299.)

61. Homestead has been in operation since February of 1996 and is a retail seller
of tractors, including KBT tractors, in the United States and obtains its KBT tractors from
Gamut. (DePue, Tr 2357; CX587 at 299, 316.)

62.  The Tractor Shop is located at 1804 Azalea, Wiggins, Mississippj 39577. (G.

Varnado, RX36 at 1; D. Varnado, RX37 at 1.)
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63.  Gail Varnado and Darris Varnado are co-owners of The Tractor Shop. Darris
Varnado is President of the Tractor Shop, and Gail Varnado is Vice President of The Tractor
Shop. (CX225 at 8.)

64.  The Tractor Shop sells KBT tractors. (CX225 at Ex. A; G. Varnado, Tr at
2026.)

65. Approximétely two-thirds of The Tractor Shop’s business is wholesale, and
approximately one-third is retail. (G. Varnado, RX36 at 3; CX225 at 8, 77.)

66.  Respondent Wallace International Trading Co. (Wallace) is located at 1197
Bacon Way, Lafayette, California. (CX227 at 7.) In-1993, Wallace changed its name from
Wallace Impoﬁ Marketing Co. Inc. to Wallace International Trading Co. to reflect the scope
of its international business. (CX227 at 7; CX594 at 10.) These are referred to as Wallace.

67. Michael Wallace is the owner of Wallabe. (CX227 at 8.)

68.  Wallace has imported KBT tractors into the United States and acts as an agent
for KBT tractor dealers. (CX240 at 5-12; CX594 at 123.)

2. Other Respondents

69.  Lost Creek Tractor Sales (Lost Creek) is a sole proprietorship which is located
at 1050 South Nutmeg Street, Bennett, Colorado 80102. (CX234 at 2; CXR47 at 5.)

70.  Daniel Monte McCormick is the owner of Lost Creek. (CX234 at 2.)

71, Lost Creek imports and sells KBT tractors in the United States. (CX232 at 8,
10; CXR47 at 22.)

72. MGA, Inc. (MGA) is a corporation with an office and place of business at

28999 Front Street, Suite 203, Temecula, California 92590. (CX230 at 1.)
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73.  Mark E. Gorin is the President and Chief Executive Officer of MGA. (CX230
at 2.)

74. MGA has acted as an agent for owners of KBT tractors and sold such tractors
at its auctions. (CX142 at 1; CX588 at 47, 106-07.) -

75. MGA is an auction company specializing in construction and earth-moving
equipment. (CX230 at 1.)

76. MGA holds auctions 12-14 times per year (CX588 at 8, 17.)

77. MGA acts as agent for the sellers (believed to be the owners of the equipment)
who consign equipment to MGA to be sold at auction. (CX142 at 5.)

78.  MGA solicits consignors through direct contact or mail. (CX142 at 3-4;
CX145.)

79.  Once the auctioneer accepts the most favorable offer, MGA céllects the price
from the buyer, completes the title work, withholds its commission and other expenses, and
pays the net proceeds to the buyer. (CX142 at 4.) |

80.  Tractor Company is a company with an office and place of business at 8392
Meadowbrook Way S.E., Snoqualmie, Washington 98045. (Complaint at 9, § 40; CX56.)

81.  Tractor Company has been found in default. (Order No. 13: Notice of
Commission Determination Not To Review An Initial Determination Finding Three
Respondents To Be In Default.)

82.  Nitto Trading Co. Ltd. (Nitto) is a Japanese corporation with an office and
place of business at 1-9-5 Shinmoji Moji-ku Kita-Kyushu-shi, 800-01 Japan. (Complaint at

6, 919.)
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II. Trademarks In Issue

83. The “KUBOTA” trademark was registered by the U.S. Patent and Trademark
Ofﬁoe as Registration No. 922,3300 on October 19, 1971 based upon an application filed on
March 26, 1970. The trademark is registered for use in connection with, inter alia, engines,
farm tractors, garden tractors, power tillers, and other tractor implements. (CX 1). The
“KUBOTA” registration has become incontestable under 15 U.S.C. § 1065. (Order No. 40
at 4-5, Unreviewed Initial Determination Finding Trademarks Valid and Incontestable).

- 84.  The stylized version of the word “Kubota” was registered by the Patent and
Trademark Office as Registration No. 1,775,620 on June 8, 1993 based upon an application
filed on November 22, 1989. The trademark is registered for KBT’s use in connection with,
inter alia, power-operated tillers, tractors, and agricultural machines, including mowers,
combines, backhoes, and dozers. (CX 3).

85. The registrations for each of the asserted trademarks (CX 1, CX 3), indicate
that the trademarks are registered to Kubota, Ltd., a Japan Corporation. However, Kubota,
Ltd. is the same company as Kubota Corporation, and the difference in names is due to a
name change to Kubota Corporation. (Kinoshita, Tr at 148-49).

HI. Importation And Sale

86.  There aro two types of exporters of KBT tractors in Japan, brokers and
collectors. Collectors have their own facilities and collect KBT tractors primarily from
dealers and sometimes from indivitiual farmers or commercial entities such as dairies and
nurseries. Brokers serve as agents who purchase KBT tractors from the collectors and

export or sell to importers in the United States. (CX586 at 21.)
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87.  The Walker respondents import and sell in the United States KBT tractors,
originally designed and sold by KBT for the Japanése market and not for the United States
market, which bear one or more Japanese trademarks which are identical to the registered
- United States Kubota trademarks at issue in this investigation. (Order No. 44, 52 and 53.)

88. ' Many of the exporting respondents have sold KBT tractors to the
importing/selling respondents. Eisho has obtained KBT tractors from Sanko, Suma, K&S
Exporter, and Sonica. (CX223 at 9, 12.)

89.  Eisho has sold tractors to Gamut. (CX223 at 12.)

90. Fujisawa has sold KBT tractors to Bay and Casteel. (CX239.)

91.  Sanko has obtained KBT tractors from Eisho, Tomoe Jidousha, Ichikawa
Diesel, Suma, and others. (CX221 at 9, 12.)

92.  Sanko has exported the following models among others: B6001, B7000,
B7000E, B7001, L1500, L1500DT, L1501, L1501DT, L1511, L1801, L1801DT, L1802,
L1802DT, L2000, L2000DT, L2002, L.2002DT, L2201, L2201DT, L2202, 1L.2202DT,
1.2200, L2600, L2402, 1.2402DT, B1400, B1200DT, B1400DT, B1600DT, B15DT, 12402,
12602, L1802, L2601, L3001, L3202DT, 1.2200. (CX221 at9.)
| 93.  Sanko has sold KBT tractors to Bay, Gamut and Wallace. (CX221 at 12.)

94.  Suma has obtained KBT tractors from Sanko, Eisho, K&S Exporters and
Sonica. (CX220 at 9, 12.)

95.  Suma has sold KBT tractors to Gamut. (CX220 at 12.)

96.  Bay has imported KBT tractors from Sanko Industries Co., Ltd., Howa

Corporation, Fujisawa Trading Agency, Hikari Corporation, Chugai Tradewide Boeki
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Shokay, Nitto Trading Corp. (CX589 at 74-77; CX149; CX150; CX151; CX152; CX153;
CX154; CX224 at 11.) |

97.  Casteel has purchased approximately 225 KBT tractors from Fujisawa Trading
Agency and 60 KBT tractors from Maruman Trading Agency. (CX132; CX133; CX134;
CX222 at 9; CX299; CX585 at 28, 45, 47.)

98. .Gamut has imported KBT tractors from a number of Japanese entities, some of
whom are respondents in this investigation: OTA Trading Co., Ltd., Suma, Ichikawa Store,
Eisho, Shibahira Trading Co., Ltd., Tomoe Jidousha Limited Co., Ken Corporation, Nitto
Trading Co., and Sanko. (CXS555 at 1; CX587 at 18, 22.)

99.  On an annual basis,_ Gamut receives 200 to 300 used tractors from Ota Trading
Co. (CX586 at 17.)

| 100. On an annual basis, Gamut receives about 200 used tractors from Sanko.
(CX586 at 17.)

- 101 On an annual basis, Gamut receives about 400 used tractors from Suma.
(CX586 at 17.)

102. | Qn an annual basis, Gamut receives about 100 used tractors from Eisho.
(CX586 at 17.)

-103. On an annual basis, Gamut receives between 200 and 300 used tractors from
Ken Corporation. (CX586 at 17.)

104. Wallace has obtained KBT tractors from Japan from Victory Enterprise Co.,

Narumi Trading Co., Ltd., Sanko, Suma Sangyo, Eisho, K. S. Enterprises Ltd., Toyo,
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Sansho Co., Ltd., J & A Trading, F. Uchiyama & Co., Ltd., Nitto Trading Co., Ltd.
(CX195; CX196; CX197; CX227 at 13; CX308; CX528; CX594 at 69;74.)

105. Respondent Bay has been importing and selling KBT tractors since
approximately 1991 or 1992. (CX589 at 22.)

106. Respondent Bay has imported and sold at least the following models of KBT
tractors: L1500, L1501, L1801, L1802, L2000, L2201, 1.2202, 1.2600, 1.2402, L2601, -
L3500, L3001, B6000, B1400, 1185, 1.240, L140, L1511, B700E, B7001. (Harp, RX34 at
7; CX149; CX228 at 9; CX243.)

107. Bay sells approximately 92-93% of the KBT tractors it imports to wholesalers.
(Harp, Tr at 2081-82; Harp, RX34 at 4.)

108. Casteel has been selling KBT tractors since 1995. (Casteel, Tr at 2159.)

109. Casteel purchases its tractors at individual sales and from sources in Japan.
(Casteel, Tr 2128.)

110. Casteel may have bought one load of KBT tractors (12-14 tractors) from
Gamut. (Casteel, Tr 2128-29.)

111. Casteel imported and sold at least the following models of KBT tractors: L—
2200; L-200; L-280; B-7000; B-5000, B-6000, B-7100, L-1500, L-1501, L-2000, L-2201, L-
2202, L-2500, and L-3500. (CX135; CX136; CX222 at 9, 10; CX242 at 7, 11-12; CX299;
CX585 at 11.) |

112. Mr. Casteel owned two other businesses, Greg Casteel Farm Implements and
its successor, Casteel Implement Company, which also purchased and sold KBT tractors.

(CX585 at 7, 10, 126, 129.)
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113.  Gamut has been importing and selling KBT tractors in the United States since
1993. (CX587 at 221.)

114. In 1995, Gamut had total used tractor sales of $3.25 million. ' (DePue, Tr
2508; CX266 at 14.)

115. Respondent Gamut has imported and sold at least the following models of KBT
tractors: L1140, L1500, L_1501, L1511, L1801, L200, L2000, L2200, L2201, L2002,
L2600, L2601, L3001, L1802, 1.2202, L2402, 12602, L350, L3202, L4202, B5001, B600O,
B6001, B7000, B7001, B1200, B1400, B1402, B1500, B1502, B1600, B1702, B1502,
B5000, XB-1, and L1-R26. (DePue, Tr 2418; Response to Requests to Admit at 7-8, Q. 17;
CX302 at GOOOOBS, G000151; CX553 at G000289.)

116. Gamut sells tractors at the wholesale level (DePue, Tr 2358; CPX6A at 383-
84; CX587 at 307) and has five sales representatives which are based in Kansas, Ohio,
Arkansas, Pennsylvania, and Washington. (CX587 at 287.)

117. Gamut has approximately 90 active dealers who regularly purchase KBT
tractors, as well as other dealers which purchase tractors less frequently (once or twice a
year). (DePue, Tr 2412.)

118. Gamut’s dealers are located in every state except for Florida, North and South
Dakota, and Maine. (DéPue, Tr 2412.)

119. Respondents Casteel, The Tractor Shop, and Tractor Company have been
dealers for Gamut. (CX555 at 2.)

120. Gamut has sold KBT tractors at auctions through Respondent MGA. (DePue,

Tr 2440-41; CX586 at 46, 49.)
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121. Since 1992, The Tractor Shop has sold 26 different models of KBT tractors.
" (G. Varnado, Tr 2026-27; CX593 at 56; CX225 at Ex. A.)

122. The Tractor Shop has imported and sold at least the following models of KBT
“tractors: L1500, L1501, L1511, L1801, L200, L2000, L2200, L2201, 12002, L.240, L2600,
L2601, 1.280, L3001, L350, L1802, 12202, L2402, B6000, B7000. (CX593 at 56; CX225

at Ex. A; CX245 at 5-11; D. Varnado, RX37 at 2.)

123. Wholesalers to whom the Tractor Shop has seld gray market KBT tractors
include: Lowery Manufacturing, Buddy Manning, Jeff Watts, Gordon Maynard, Rick
Terrell, Lonnie Walding, Russell Stevens, Jerry Devine, Bowen Davis and Tommy Riley.
(CX593 at 76-77.)

124. Wallace has imported tractors from Japan for several years. (CX308; CX594
at 36.) |

125. Wallace acts as an agent for wholesale purchasers of gray market tractors for
at least the following models: B-5000, B-5001, B-6000, B-7000, B—7001,. B-1200, B-1400,
B-1402, B-1500, B-1502, B-1600, B-1702, B-1902, L-140, L-200, L-350, L-1500, L-1501,
L-1502, L-1801, L-1802, L-2000, L-2001, L-2002, L-2400, L2402, L-2600, L-2601, L-
3000, L-3001, L-3500, L-3202, 1-3602, L-'4202‘, L35, and XB-1. (CX174; CX175; CX176
at K009647-48; CX-178; CX227 at 8, 9; CX240 at 16-17; CX594 at 32-33, 54.)

126. Some of the tractor dealers that have been in Wallace’s dealer ne;twork at one
time or another include: Chippewa Valley, Permian Machinery, North Florida Equip.,

Beverage Tractor, Mancuso Equip. Co., 27 Equipment, Liftline Machinery, Wraith, Coastal
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Ford, Western Material Handling, James Murphy Company, Holcomb Machinery, Liberty
Equipment, Speedy Forklift. (CX53; CX174; CX594 at 134, 216-17.)

127. One of Wallace’s suppliers which was not named as a respondent in this
investigation, K & S, gave Mr. Wallace $2500.00 to help pay his legal bill in the present
ITC investigation. (CX177 at 1; CX184; CX594 at 230, 231-32.)

128. At least the following Japanese exporters have offered Wallace lists of
inventories: Eisho, Nitto Trading Corporation, Nitto Trading Co. Ltd., Sanko, Suma, and
Toyo. (CX227 at 12-13.)

129. Under the Wallace Letter of Subscription, Lost Creek has imported used KBT
tractors from J & A Trading and K.S. Enterprise, Ltd. (CX232 at 9; CX234 at 4, 6;
CXRA47 at 136, 153-54.)

130. Lost Creek has been in operation since 1994 and has been selling KBT tractors
since June of 1995. (CX232 at 10, 15; CXR47 at 13, 48-49.)

131. Lost Creek has imported and sold at least the following models of KBT
tractors: L1500, L1500, L1501, L1801, 12201, and B7000. (CX232 at 9-10; CX234 at 2-
3; CX248 at 4.)

132. Lost Créek has imported‘ KBT tractors under a Letter of Subscription with and
the assistance of Wallace. (CX232 at 8; CX234 at 2.) Under the Letter of Subscription,
Lost Creek was assigned a territory which includes the northern half of Colorado. (CXR47

at 123.)
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133. Lost Creek purchases KBT tractors wholesale from importers such as Jaamco
of Checotah, Oklahoma (CXR47 at 41-43, 168-69, 173) and Liberty Tractor, Liberty,
Mississippi. (CXR47 at 44, 171, 173-74.)

134. Lost Creek bas sold a total of 32-36 used tractors - about 1/3 of which have
been KBT tractors. (CXR47 at 50.) |

135. Lost Creek sells KBT tractors at the retail level (CX232 at 8) on an "as is"
basis. (CX232 at 16; CX234 at 8.) |

136. Gamut has consigned KBT tractors to MGA. (CX230 at 3; CX588 at 55-6,
58.) Gamut’s owners explained their business to Mr. Gorin by stating that Gamut does
business with companies in Japan. (CX588 at 55, 58, 59.)

137. Since January 1, 1994, respondent MGA has auctioned on behalf of a
consignor in the United States one or more of the following KBT tractors: L1140, L1500,
L1501, L1511, L1801, L200, L2000, 1.2001, L2002, L240, 1.2600, L2601, 1270, L.280,
L3001, L350, L3500, L1802, L2202, 1.2402, L2602, 12802, 13202, 1.3602, 14202, L3002,
B5000, B5001, B6000, B6001, B7000, B7001, B1200, B1400, B1402, B1500, B1502,
B1600, B1902, or XB-1. (CX142 at 1, Exh. A; CX304; CXR36 at 12-14.)

| 138. Nitto exports and sells to the United States KBT tractors, originally designed
and sold by KBT for the Japanese market and not for the United States market, which bear"
one or more Japanese trademarks whiéh are identical to the registered United States

trademarks at issue in this investigation. (Order No. 51.)
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Iv. | Goods In Issue

139.  KBT produces three lines of agricultufal tractors which are categorized by
horsepower and size. The smallest line is the B series which ranges in PTO horsepower
from about 10 to 20. In the middle is the L series, ranging from about 15 to 39 PTO
horsepower. The largest is the M Series which ranges from about 42 to 104 PTO
horsepower. (Kashihéra, CX599C at 6-7).

140. The tractor models produced by KBT and sold in the Japanese market, which
are under 50 power take-off horsepower, are primarily KBT tractor models in the B and L
series, but also include certain M series models as well as model dcsignaﬁons B1, L1, L15,
GL, A, AST, GB, X, GT and Z. (CX211 at 3; Kashihara, Tr 742-43).

141. Complainant, in response to the staff’s Interrogatory No. 27 (CX211), and
duplicated in SX-1, identified twenty-five “known gray market models of Kubota tractors.”
In addition, complainant identified 19 “equivalent” U.S. model tractors, and the dates of

' production for each of the tractors, as follows:

JAPAN DATE U.S.A. DATE J
B5000 1975-1976 |
B6000 1971-1975 B6000 '1974-1979 h
B7000 1974-1975 |
B5001 1977-1985 B5100 1978-1987
B6001 1976-1978 B6100 1978-1988
B7001 | 1976-1978 B7100 1977-1987
B1200(DT) 1979-1984 B6200 | 1983-1994
B1400(DT) 1979-1982 B7200(DT) 1983-1992
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T 1apaN |  DATE |  USA. DATE

B1500(DT) 1981-1982

B1600(DT) 1979-1985 B8200(DT) 1981-1992
1200 1968-1971 1200, 1210 1969-1972, 1971-1974
1240 1969-1975 1260 1971-1976
11500 19721975 L175 1972-1977
1.2000 1972-1975 1255 1973-1977
12200 1973-1974

12600 1974-1975 1285 1975-1979
L1501(DT) 1976-1979 L185(DT) 1976-1983
L1801(DT) 1976-1977

12201(DT) 1975-1979 1245(DT) 1 1976-1986
12601(DT) 1976-1978 1205(DT) 1978-1983
13001(DT) 1977-1979 1345DT) 1978-1988
11802(DT) 1978-1982 12350DT) 1981-1988
12002(DT) 1978-1982 1275DT) 1981-1988
12202(DT) 1978-1982

12402(DT) 1978-1982

(SX 1; CX 211; SX-1A). The parties participating at the hearing have entered into the
following stipulation regarding SX-1:
SX 1 lists in column two under the heading ‘date’ the dates that the tractors
listed in column 1 were wholesaled by complainant KBT in Japan. For
example, model B5000 was wholesaled by KBT in Japan from 1969-1975.

SX 1 lists in column four under the heading ‘date’ the dates that the tractors
listed in column 3 were wholesaled by KTC in the United States. For
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example, the B5100 was wholesaled by KTC in the United States between
1978 and 1987. '

(SX1A).

141A. Kashihara testified that a customer could not tell the model year of a KBT or

KTC tractor:

A.

Now, did the model sold for the United States bear any indication as to
the year the product was manufactured?

If you can make judgment, but I think it is rather difficult for regular
people, laymen, because at Kubota we put serial numbers, so you can
tell which year it was made.

That is Kubota could tell but a consumer couldn’t?

That is correct.

How about with respect to the products made in Japan, same answer?
Made for the Japanesc market.

The same thing goes.

So a consumer looking at a B-5100 sold to the U.S. market didn’t
know if it’s a *78 or 86, right?

As far as the consumers are concerned, no, they could not tell. They
cannot tell which year it was made.

(Kashihara, Tr at 723-724).

142. As of December 8, 1995, respondent Gamut Trading Co. was listing the

following “Example of Models [sic]” of tractors, each identified as “used:”

f

MAKE MODEL _U.S.HP. YEAR |
KUBOTA B1200DT 4 W/D |15.5 1985/92
KUBOTA B1400DT 4 W/D |17 1985/92
KUBOTA |B1402DT 4W/D |17 1990/-
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MAKE MODEL U.S. H.P. YEAR
KUBOTA  |BISOODT 4 W/D |18 1958-92
KUBOTA B1502DT 4 W/D |18 1990/-

{xuBOTA B1600DT 4 W/D |20 1987-92
KUBOTA B1702DT 4 W/D |22.5 1990/-
KUBOTA B1902DT 4 W/D |24 1990/-
KUBOTA B5000DT 4 W/D |14 1976/87
KUBOTA B600ODT 4 W/D | 14.5 1978/87
KUBOTA B600IDT 4 W/D |15 1984/89
KUBOTA B7000DT 4 W/D |17 1979/88
KUBOTA B7001DT 4 W/D |17 1984/88
KUBOTA XB-1IDT 4W/D |17 1992/-
KUBOTA L1500 17 1978/88
KUBOTA L1500DT 4 WD |17 1978/89
KUBOTA L1501 17 1982/89
KUBOTA L1501DT 4 W/D |17 1982/89
KUBOTA L1511 17 1982/89

‘IKkuBOTA L1511DT 4 W/D |17 1982/89
KUBOTA 11801 21 1980/86
KUBOTA L180IDT 4 W/D - |21 1980/86
KUBOTA L1802DT 4 W/D |23 1991/93
KUBOTA 1.2000 23 1980/86
KUBOTA 12000DT 4 W/D |23 1980/86.

IKUBOTA 1.2002 23 1990/94
KUBOTA 12200 25 1982/88
KUBOTA |122000T 4W/D |25
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MAKE — MODEL |  US. HP. YEAR
KUBOTA 12201 23 1986/92
KUBOTA 12201DT 4 WD |23 1986/92
KUBOTA 12202 25 1989/-
KUBOTA 12202DT 4 WD |25 1989/-
KUBOTA 12402 27 1989/-
IKUBOTA 12402DT 4 W/D |27 1989/-
KUBOTA 12600 28 1982/89
KUBOTA 1.2601 30 1989/92
KUBOTA 12601DT 4 W/D |30 1989/92
KUBOTA |L2602DT 4Ww/D |32 1991/-
KUBOTA L3001 34 1984/90
KUBOTA L3001DT 4 W/D |34 1988/92
KUBOTA 13202 35 1991/-
KUBOTA L3202DT 4 W/D |35 1991/-
KUBOTA | L4202 45 1992/-

(DePue, Tr 2411-18; CX 553 at G000298). DePue, of respondent Gamut, testified that,

based on SX-1, some dates in CX-553 at G0O00289 were not accurate (DePue, Tr at

2415-17).

143.

The KBT tractors imported and sold by respondents range in age from 20

years to as new as 3 years. (Kashihara, Tr 765-66; DePue, Tr 2415-28; CX553 at

G000289.)

144. Based on respondents’ activities to date, complainants’ Kashihara believes that

a number of newer KBT models (i.e., models produced from the mid-1980s to the present)
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are likely to be imported and sold in the United States by respondents and other parties in the
near future. (Kashihara, Tr 409-12; 444-49). |

145. A nuinber of KBT tractors which were listed in a 1995 price list of respondent
Gamut were 1992 models, and DePue indicated he intended to import tractors of “récent
vintage.” -Thus, DePue testified regarding SX-1 and CX553:

Q. . . . . there are some models listed here that don’t appear in SX 1; is
that correct?

Yes.

There are several models that don’t appear --

Yes, sir.

And in fact there’s model XB, hyphen, 1 DT, you see that?
XB-1 DT.

Do you have any idea when that was sold in Japan?

My understanding was from our suppliers, looks like in 1992. |
That’s a fairly recent model?

Yes.

And you’re importing those fairly recent used models as well?
I have brought two of those tractors.

And L-1’s; you also bring those?

So far I have brought one L-1, L-1 R 26.

And it seems here you also get 1.4202?

Yes.

B N B A - S < D S S A S S

Those were fairly recent as well?
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A. Yes.
And I believe your witness statement indicated that you’ve been -- you
bring in tractors anywhere from three I think that are 15 to 20 years
old? '

A. Yes.

Q. You do bring in tractors of more recent vintage?

A. Oh, if T possibly can.
(DePue, Tr 2417-18; CX553‘ at G000289)(emphasis added).
146. The 25 models of Japanese KBT tractors in SX-1, and the closest
corresponding United States KTC, identified by complainant, were selected because they
were imported and sold in the greatest quantities. Thus, complainants’ Kashihara testified,
with respect to SX-1:
. . . . as far as this list is concerned, this is a list with which we confirm the
models that have come in as used models. And these that are listed here are
those models that have come in which are over a certain quantity. And, of
course, there are other models, used models which are not included in this list
which are fewer in quantity, but we have not included these.

(Kashihara, Tr 445; CX211C at 3; Kashihara, CX599 at 17-18; S§X1.)

147. .Dr. Louis I. Leviticus is a full professor at the University of Nebraska and is
head of the Tractor Testing Program at the Nebraska Power Laboratdry. He received a B.S.
in agricultural engineering in 1960 from Technion Institute of Technology in Israel and a
Masters Degree in agricultural engineering from Technion in 1963. Dr. Levitigus received a
Ph.D. in agricultural engineering frd_m Purdue University in 1969. After obtaining a Ph.D.

at Purdue University in 1964, Leviticus worked at the Transportation Research Group of the

Davidson Laboratory of Stevens Institute of Technology in Hoboken, New Jersey. After a
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year, he became a Senior Research Engineer at the Lab. Leviticus’ activities included
research in the area of tire usage of heavy trucks‘ (on road) and testing of wheels for the
Lunar Rover under a NASA contract. From the end of 1971 until 1975, Leviticus was
jointly employed by Technion in Israel and the Israeli Defense Forces. His 'involvement
included teaching courses in Agricultural Machinery, including tractors, and training in the
area of off-road locomotion. Since 1975, Leviticus has been the head of the Tractor Testing
Program at the University of Nebraska. This is the only non-industry laboratory of its kind
in the United States, and is the only certified third party authority for testing under the
OECD rules. In addition to performance testing which is conducted in accordance with
United States and international industry standards, Leviticus performed a great deal of
research work under field conditions in cooperation with or for othér researchers.

(Leviticus, CX602 at 1-2; CX297). Leviticus was qualified as an expert for complainants in
the area of industry standards, tractor performance and safety issues relating to agricultural
tractors. (Leviticus, Tr 1469—70.)

148. Everett C. Williams is a design engineer who was employed with Ford Motor
Company from 1965 to 1987 where he held a variety of design, product planning and testing
positions for the tractor division. While at ‘Ford, Williams worked closely with a Japanese
company named Shibaura, a competitor of KBT. Shibaura manufactured a line of tractors
under 50 PTO horsepower for Ford in the United States and also sells a simila; liné of
tractors under its own Shibaura name in Japan. Williams had extensive personal contact with
Shibaura in Japan, having traveled there numerous times over the course of a five-year

period, and hence is familiar with the Japanese market. (Williams, Tr 1828-32; CX296).
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Williams was qualified as an expert in (1) the engineering and design of agricultural tractors,
(2) industry standards, and (3) safety issues and requirements for agricultural tractors.
(Williams, Tr 1657-58.)

149. Jeffrey C. Maass was employed by complainant KTC for approximately eight
(8) years in various positions, including Parts Order Desk and Assistant Manager, Parts
Customer Service. As pzir; of his responsibilities as Assistant Manager, Parts Customer
Service, he worked with other departments within KTC including the engineering and service
departments. (Maass, RX35 at 1-2.) Over the course of his eight years of employment,
Maass developed a good understanding of the parts that are used in Kubota brand tractors.
As part of his eﬁploment, he regularly used parts lists and shop manuals. (Maass, Tr
2201.) Maass was qualified as an expert witness for the Walker respondents in the area of
parts for agricultural tractors under 50 power take-off horsepower. (Ma_ass, Tr 2204-06.)

150. Complainants’ Kashihara gave the following testimony regarding a comparison

of “newer model” KBT and KTC tractors:

Your Honor, you had explained the possibility of comparing the newer
models, and this idea is a fine one as well. However, as far as we are
concerned, we felt that the new models had very major differences, had
significant material differences between them even more so than the older
models.

And even in the older models, we have significant - excuse me, correction,
we have material differences. So they thought that we should use these older
models to demonstrate those differences, so therefore we had chosen these
models for that purpose.

(Kashihara, Tr 411-12). Kashihara further testified:
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BY MR. SAUNDERS:

Q.

Mr. Kashihara, is their any reason why we are oot discussing presently
in this investigation brand-new tractors that you manufactured and sold
in Japan, versus brand-new tractors that are manufactured in Japan for
the U.S. market, which are being sold today?

% o %k

Regarding those tractors that are currentyly being manufactured in
Japan to be sold in the Japanese market and regarding those that are
being manufactured currently in Japan for the U.S. market, it is quite
easy to point out the material differences between those tractors.

%* ok %k

This is quite an easy thing to do. By looking at the parts list, a person
can tell relatively easily the differences between the parts. That is,
anyone can do so.

(Kashihara, Tr 442-44; Kashihara, CX599C at 17-18). Kashihara did not reference any

specific parts lists that would allow such a comparison. Thereafter, Kashihara testified

regarding series of models that are not on SX-1:

Q.

Mr. Kashihara, Kubota has manufactured models for both the Japanese
market and the U.S. market between the period, the latest periods
indicated at the bottom of the chart [SX-1] and the present day. Is that
true?

Yes. That is true.

This is not intended to be a memory test. Can you briefly state, if not
specific models, series of models that have been produced in the
Japanese market and the U.S. market from these dates, 1992 to 1988,
1985 to 1982, to the present?

% %k %

THE WITNESS: Let me start with the B series which are not listed
here. Let me cite them in chronological order. After the B series we
had B-02 series. Then AST series, A-S-T. AST-E? AST-E series.
And now we have Grand B series, or we call it GB series. Then we go
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A.

on to the L series. After those we have L-1 series, and L-15 series.
Then Grand L series, or GL series, and we have just had a motor
change from Grand L series to Grand L plus 1 series.

In between B series and L series, we have somehow intermediate
series, and that is called cross series. We write it as a letter X and we
call it cross series. Then we have GT series for this cross series.

And if I just limit the series only to the L and below the L series, those
are it. But above L series, we have M series too.

¥ %k %k

For those models, are there Japanese models and U.S. corresponding
models? Does that exist?

All the series I had listed were all for the Japanese market, but many of
the series I just listed have corresponding models for the U.S. market.

As between the Japanese models series that you just listed, and the
corresponding U.S. models, are there material differences between
those models, as you have discussed with the models on SX-1?

Yes. Actually, it’s more than the difference we have talked about in
SX-1.

(Kashihara, Tr 740-748). The administrative law judge finds this testimony ambiguous.

There is no specific reference to which tractor model numbers are “manufactured currently

in Japan for the U.S. market,” nor is there any identification of the parts lists referenced by

Kashihara. The testimony regarding “material differences” is conclusory, and does not

identify what constitutes the alleged material differences between these models not on SX-1.

151. With respect to accused KBT tractors and corresponding KTC tractors

produced prior to 1976, Kashibara testified that his personal knowledge was limited:

Q.

Okay. If you look at SX-2, Pages 7 to 12, you will see with respect
to the following models you’re not alleging a material difference, and
that is the L-200, 260, 175, 225, 285.
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I think there are many points of material difference, but I am just
talking about the strength.

The strength.

When we focus on strength of the material difference, there is some
difference in strength for model 175 and 225, but as far as you see, the
comparison chart included in exhibit CX-211C, it is not stated very
well in this chart, and that is our fault. It was a mistake.

At least as far as the chart’s concerned, there is no allegation of
material difference with respect to the strength characteristics, with
respect to _the L-200, 210, 260.

THE INTERPRETER: L-200?

BY MR. STEVENS:

1210, 200, 260, 175, 225, 285.

When we prepared this comparison chart for CX-211c, for the

comparison of the strength, we mistakenly forgot to put it here. So it’s
not shown here, but paturally there is a material difference.

* % %

At least as far as the chart’s concerned, tractors introduced after 76
are shown as being materially different with respect to the strength
characteristic, and that’s the yellow?

Yes. As far as this chart is concerned, you can say that. But as
stated before, when we prepared this chart was a long time ago. We
forgot to put some in it.

And you began doing engineering work on the L series of tractors in -
1976, right?

That’s correct.

You didn’t do any, you and your export group didn’t do any
engineering on the L series tractors before 1976. Right?

As far as the development was concerned, we did not do any work, but
as far as the tractors that are in the market, we always had many areas
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on the tractor and some of them concerned the engineering --
engineering area, so we did hear from the public, or we did hear from
the market in that time.

Q. But before *76 you were working in this other group, you weren’t
- working at the design of tractors, right?

A. That’s correct.

(Kashihara Tr .at 704-706). He testified earlier:

Well, as far as these U.S. directed tractors that are written here in this
document [SX-1] are concerned, I myself have been involved with a number of
these tractors’ development, and that would be from tractor model number
L185 onwards, and various tests were conducted as well in which I was
involved with during development stage. And I know firsthand that during
this test, for example, whatever that test might be, this broke, and during this
other test this other thing broke, and I know that firsthand.

I cannot talk about details today, because there are time constraints. However,
I do know very well that there are strength differences, and I can say that with
confidence, because that was the work I was involved with.

(Kashihara Tr at 468).
152. DePue of respondent Gamut, testified that each of the KBT tractors in $X-1
that did not have an “equivalent” KTC tractor, viz. the BS000, B7000, B1500(DT), 1.2200,
1.1801(DT), 1L2202(DT), and 1L.2402(DT), were different from KBT tractors- that did have an
“equivalent” KTC tractor model. Thus he testified:
Q. What do you know about the BSOOO.in comparison to, say, for
example, the B6000? And I mean, how would you compare the B5000
Japanese model with the B6000 Japanese model? Is there any kind of
equivalency in your mind? '
A. Well, yeah, they’re somewhat similar. They do have some similar parts
to them. The B5000 is structurally slightly smaller than the B6000.
The function of the tractor is the same except the B6000 has a, what

we call in this country, reverse PTO that goes counterclockwise. The
B5000 has a standard PTO which goes clockwise.
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Okay. Now, the B5000, 6000, 7000 Japanese models, are those part of
some sort of series?

* Kk K

But is there some relationship to them, that they’re the same tractor,
different horsepower? Is there any other generalization you could
make?

They’re very, very similar tractors with different horsepower. There
are a lot of parts, a number of parts, I won’t say a lot of parts, but a
pumber of parts that are somewhat interchangeable on them. But they
are separate tractor, separate tractor models.

Is the BS000 of a smaller horsepower?

Smaller horsepower?

Than a B6000.

Yes.

And a B7000 has a greater horsepower than the other two?
That’s correct.

Same question with respect to the B7000. I see it doesn’t have a
counterpart in the USA column.

Yes.

What’s the story on the B7000? Is it similar to any of these other
tractors? '

The B7000 has -- many of the parts on the B7000 is very -- well, are
the same as some of the parts on the B7001. It’s an intermediate
between the 6000 and the 7001, as far as size, stature. It’s just another
in a series of size of tractors. '

% %k %k

I see the B1500 doesn’t have a corresponding USA tractor. Is there
some similarities - is there some similarity to the B1400DT, the
B1500DT and the B1600DT?
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Yes, it’s a horsepower, progression of horsepower.

Okay. So the 1500 has more horses than the 14007

Yes.

Also the 1.2200, see how that doesn’t have a U.S. counterpart?
Yes.

Is fh¢ 12200 in any fashion similar to the L2000 or the 1.2600?

It’s probably closer to the 1.2000. They’re both three cylinder.
Physically they’re pretty much -- they’re basically the same tractor as
far as size and operation. Yes, there are differences. There is
differences in each model. But I would say it’s closer - it’s a later
version of the L2000 and an earlier version of the 1.2201.

Does the 1.2200 have more horsepower than the 1.2000?

Yes. I believe it does. I would have to actually check the engine,
what engine was in that tractor. '

How about the L1801DT? 1 see that that doesn’t have a comparative
model either. How does that compare to any of the other Japanese
tractors?

Well, it’s the next progressive step from the 1501. The next model in
line going up in horsepower is an 1801.

The same question with respect to the L2202DT and the 1.2402DT.
They’re both Japanese models and they don’t appear to have a
counterpart, at least on this chart.

Yes.

How would you compare those to the other Japanese models listed
here? '

There again, it’s a progression. When you put a 2 on the end of it,
you have a different structure as far as sheet metal is concerned, the
body style has changed as far as the configuration of the fenders, the
seating, the dashboard or instrument control panel, the shape of the
hood. The 2 represents that it’s later in the series. '
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So the 1.2002 is a later version of the 1.2000?
One.
It’s a later version than the L.2001?

Well, 2201.

©c » o0 » PO

I see. How about the 1.2202? Do you have an understanding that
that’s a later version of some other tractor?

Yeah, that’s what I just meant. Maybe I was looking at the wrong one.
Okay. The 1.2202 is a later version of the 1.2201?
Yes. And the L2002 is a later version of the 1.2000.

Okay. And how about the 1.2402?

> o o P

The 1.2402 is a horsepower and a larger physical tractor than the
12202. The 12402 is a larger tractor.

Q. Do you know if there was larger tractors made of the 1.2757 What I'm
getting at here is, there seems to be a progression of these tractors over
time, that is, the Japanese model tractors. And when we’re lookmg at
the USA tractors, the chart stops at the L275.

A. Yes.

Q. And my question is, do you have an understanding whether that -- we
could fill in the blanks there with some later-in-time KTC tractors that
were larger, newer, or what have you, and would correspond to the
12202 and the 1.2402?

A.  Idon’t know if a tractor that had been brought in by KTC, a tractor
model for those two tractors or anyplace that you have a blank, I don’t
know if there is an equivalent tractor that KTC has brought inasa
KTC tractor.

(DePue, Tr at 2477-2483).
153. The following table presents the differences between “known gray market

models of Kubota tractors” and their “equivalent” U.S. model tractors identified by
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complainant in SX-1. A “Yes” indicates a difference between the KBT model made for the
Japanese market, or accused grey market tractor, and the identified U.S. KTC model. A
“No” indicates that the accused KBT model is identical to the “equivalent” KTC model with
respect to that feature. Seven of the KBT tractors in SX-1 do not have an “equivalent” KTC

model, and alleged differences for those seven are not included in SX 2.
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154. KTC has established in the United States a dealership network comprised of
more than[ ]authorizéd dealers. (Killian, CX 600 at 2). Authorized KTC dealers are
supplied by KTC With parts and service support for authorized U.S. model tractors, and are
required to “maintain facilities, trained service personnel, tools, equipment, current service
and technical manuals and an inventory of repair and replacement parts for [KTC tractors]
sufficient to enable it to render prompt and efficient service” for KTC tractors. (Killian, CX
600 at 2, 9; CX 273 at 6). The evidence shows that KTC, through its dealership network,
has developed substantial goodwill. (Killian, CX 600 at 17, 18).

155. Mr. Fransson owns an authorized KTC dealer, Sound Tractor Company. He
has frequently feceived calls from individuals asking for service for KBT gray market
tractors. (Fransson, CX 597 at 1-3). |

156. Some KTC dealers, such as Sound Tractor Company and Moen Machinery,
will not do routine maintenance work on KBT gray market tractors because they "cannot be
sure that parts and quality for KTC tractors will correspond and properly function in Kubota
gray market tractors,” and also will not assist the owner of a Japanese model KBT tractor in
the procurement of parts or service. (Fransson, CX 597 at 3-5; Moen, CX 604 at 3-4).

157. KTC dealers do not have service manuals for gray market .tractors. (Fransson
CX 597 at 3-4).

158. KTC recommends that its dealer choose not to service gray mark_et tractors
because neither KTC nor the dealers have all the parts that were designed to go into the KBT
Japanese model tractors. (Killian, CX 600 at 14, 24-25). However, some authorized KTC

dealers have chosen to provide parts for gray market tractors. (Killian, CX 600 at 15).
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159. KTC has a three year warranty on its tractors. KTC does not warrant its
tractors beyond that three year period. (Killian, Tr at 566).

160. Purchasers and prospective purchasers of used agricultural tractors are
concerned about the availability of parts and service. (Moen, CX 604 at 4). Purchasers of
used accused KBT tractors have relied on the presence of the Kubota dealership network,
believing that they could secure parts and service from KTC dealers when the need should
arise. (Killian, CX 600 at 18-20). The Kubota dealership network was established by KTC
to provide parts and service for Kubota tra'ctors manufactured for sale in the United States.
The dealership network was not established to provide support for KBT tractors that were
designed for sale in the Japanese market. (Killian, CX 600 at 14).

161. As a practical matter, the Kubota dealers in the United States may be able to
assist purchasers of the abcused tractors with the purchase of many parts an& with the
provision of service on routine matters. (Killian, CX 600 at 15). However, not all of the
parts that may be necessary for the repair of an accused tractor are availai)le for sale by
Kubota dealers, and KTC prow)'ides no support to its dealers for the service of the Japanese
model tractors. (Killian, CX 600 at 21-22).

162. KTC does not supply its dealers With a certiﬁed ROPS device to sell for use
on any of the gray market tractors. In contrast, a purchaser of a KTC tractor, no matter
how old the tractor, can procure a certified ROPS for the tractor at any KTC df:aler.

(Kashihara, CX 599 at 27).
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163. Some consumers have purchased accused tractors bearing the "KUBOTA"
trademark and assumed, wrongly, that they could get parts and service for their tractor from
a Kubota dealer. (Killian, CX 600 at 18-20).

164. FEugene Alexander Medeiros is the National Parts Manager at KTC in
Torrance, California. He has been employed with KTC for the past 10 years and has
worked at various positions, all related to parts. (Medeiros, CXR35 at 1).

165. Medeiros’ main responsibility as National Parts Manager is to oversee the
forecasting and replenishment of service parts for United States model KTC tractors, engines
and implements sold by KTC in the United States. He has many other responsibilities
concerning parts and part-s distribution, including conducting annual physical inventories of

parts at KTC’s four parts distribution centers. (Medeiros, CXR35 at 1.)

166. [
]
167. [
]
168. |
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169. |

1
. 170. Maass is familiar with KTC’s parts database. (Maass, Tr 2312-13; Maass,
RX35 at 1.) Maass admitted that it is not common practice for KTC to enter parts numbers
for parts which are found only on KBT tractors onto KTC’s computerized parts database.
(Maass, Tr 2313, 2329-2330.).

171. Maass testified that the tractors with the highest incidence of identical parts,
viz. the KTC L185 and the KBT L1501, and the KTC B7100 and the KBT B7001, had only
90 to 95 percent identical parts, and that other tractors would have fewer identical parts.
Thus, Maass testified:

Q. .. . If we were to undertake that exercise of spreading the parts out

~all over the floor for the comparable models and we were to try to

estimate the percentage of identity between the sets of parts, if we were
to only include parts that had the same part number and were identical
in all respects, my question is do you have an estimate as to what
percentage of similarity there would be?

A. Again, it would depend on two compared tractors.
What two tractors would have the highest incidence of identical parts?
Again I would say the two we mentioned before, the 1185, L1501,

B7100, B7001. And those are two that I’ve done the most extensive
studies.
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Q. If you would have in your mind the two that would have the highest
coincidence of just identical parts and we were limiting ourselves to
parts that were, in fact, identical and they had the same part numbers,
what would be the percentage of similarity, if you know? If you don’t
know, that’s fine, to0o.

A. It would be a guess. I would think 90, 95 percent, something like that.

Q. But then, if we were to look at other tractors that aren’t so similar, that
number would drop considerably?

.A. Yes.
(Maass, Tr at 2228 - 2229).

172. When a purchaser of a gray market KBT tractor learns that he cannot get parts
and service, he may be disappointed and often blames KTC and its dealers. (Killian, CX600
at 20; Moen, CX604 at 9; Fransson, CX597 at 6; Base, CXR34 at 3-5; Whitener, CX608 at
8.)

173. Norman L. Base is the owner and manager of Equipment Unlimited, an
. “authorized Kubota dealer in Union Gap, Washington. Equipment Unlimited was established
in 1981 and incorporated in 1985. Mr. Base has been an authorized KTC dealer since 1986.
(Base, CXR34 at 2.)

174. ' As a dealer, Mr. Base sells a full line of KTC prdducts, including tractors,
parts, implements and accessories. In addition, Mr. Base provides service for KTC tractors.
Equiprﬁent Unlimited’s service department has received training from KTC and provides
service and repair for KTC tractors. In additioﬁ, Equipment Unlimited also services other
brands of tractors. Mr. Base and his two mechanics have 68 years experience amoﬁg them.

(Base, CXR34 at 2.)
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175. Equipment Unlimited attempted to offer service and parts for gray market

KBT tractors for some time. (Base, CXR34 at 3.) Specifically, Base described how he tried

to service a KBT tractor owned by a Mr. Whitener as well as other KBT tractors. Base was

unable to provide the same parts and service support on accused KBT tractors that he was

able to provide for authorized KTC tractors. Thus Base testified:

Q.

Now, you were asked some questions about parts replaceability on gray
market tractors and the percentage of parts that are replaceable and
what your experiences have been in response to question number 29,
and you were asked some questions about that. You say that there’s,
some parts are different, some of the engine clearances are different,
and the drive train is completely different. Can you explain what you
meant by that?

I think we read into the part where some of the parts were different, we
ran into the pistons didn’t look the same, and as far as engine
clearances there is no specs that we could find on an L-2000, and we
basically used our judgment of [sic] our experience to fit these pistons
into that engine, as far as honing the cylinders to proper clearance.

Why is it important to know what the clearances are?

There’s a certain clearance that you need to know; otherwise, the piston
wouldn’t deliver the proper compression or if it’s too tight, it will
seize the engine.

How do you know what clearances are on a KTC tractor that you
repaired?

We bave manuals to repair that; it tells us what the Clearances are.

Now, you say that the drive train is completely different there in
answer to 29. Are there more than one parts, more than one part in
the drive train or is it just one part?

I think maybe to clarify that drive train parts, when I state they’re
different, basically I'm talking about like the four-wheel drives, for
example, they have an exposed drive shaft which is hazardous to the
customer, and that type of thing. More of a safety item than maybe
necessarily trying to distinguish one part from another.
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There were some questions about what happened -- from Mr. Walker
about what happened when Mr. Whitener brought his tractor in and
asked you to do the repairs. Did you guarantee your work ahead of
time? Did you tell him, I guarantee I can get this thing done?

No.

What did you tell him?

I told him we could do our best, and do our best, try and see what the
end result would be.

Now, if someone brings in a KTC tractor for an overhaul, you
guarantee that work?

Yes, I do.

Why is it that you can guarantee the work for a KTC tractor and you
couldn’t for Mr. Whitener’s tractor?

We have enough technical information and support from Kubota to
make that guarantee.

And by technical information and support, what do you mean?

Technical service manuals that gave clearances and ratings and quirks,
and all the technical data you need to properly do an engine.

Who actually did the work on Mr. Whitener’s tractor?
My service manager, Dan Mathias.

Okay. Has he ever told you anything about difficulty in servicing or
providing parts to those tractors? The gray market tractors?

The gray market tractor, yeah. His difficulty was always guesswork
with our parts department, which parts to order.

And again, why didn’t he know which parts to order?

Because of the model of the tractor. We don’t have books on that
model.
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Q. But I thought you testified earlier that Mr. McGavin told you that you
could use an equivalent model parts book?

A. That’s where we winded up going, is asking Bob to come over and tell
us what parts we need to order for that tractor.

Q. So, and was Bob the one that told you to use the 1-245 parts book?

(Base, Tr at 2264 - 2267; Base, CXR34 at 5-6.)

176. Base first learned about gray market KTC tractors through the salesman at
Seco Equipment in Yakima, Bob McGavin. Over the years, Base had several customers that
have brought tractors in for repairs or to buy parts at Equipment Unlimited, which tractors
were purchased from Seco Equipment. (Base, CXR34 at 3).

177. Over time, Equipment Unlimited decided not to provide parts or service for
gray market KBT tractors because it could not obtain the proper parts or service manuals for
those tractors from KTC. Thus, Base testified: |

Q. Could you explain why you decided to stop selling parts to the gray
market customers?

A. Basically it became a headache, because if a customer came in and had
advice from whoever he brought the tractor from that it was equivalent
to such a model as a U.S. model, and we order the part, and get it in
for them and didn’t fight, they would bring it back. And we charge a
restocking charge, as Kubota does to us, they will get upset, say we
should know what we are doing. And we responded to that that we,
you know, we know what we are doing with U.S. models but in a gray
market tractor we have no idea. We can only rely on what the people
tell us that are involved with the gray market tractor.

(Base, CXR34 at 3, 4.)
178. Whitner purchased a gray market KBT tractor at Seco Equipment, and was not
informed that he was purchasing a gray market tractor. At that time he believed “a Kubota

was a Kubota.” When Equipment Unlimited informed Whitner, that he has purchased a gray

103



market KBT tractor, and that parts and service may not be available, he felt cheated and

frustrated. This was due, in part, to the fact that he could not find out the actual horsepower

of the KBT tractor, and in part because of potential future problems getting parts and service

support. Thus he testified:

Q.

A.

=

e > o

You mentioned in your answer to question 57 that you felt frustrated
and cheated. Why don’t you review that for just a moment.

Yes. That was a stressful time right there. I bought a used tractor that
was supposed to be a 20-horsepower tractor that was supposed to drive

my speed sprayer. It didn’t.

Talking to the Kubota dealer, maybe we’re going to have problems
getting parts. It’s not putting out the horsepower. I tried to contact
Kubota USA and basically was told there’s nothing we can do to help
you.

And I felt like I was caught in between and I wasn’t getting a lot of
help.

% ¥k ¥k

And you felt that Secco or the place you purchased it from cheated you
because they said it was a 20-horsepower tractor?

Yes.

In fact, it wasn’t, at least for your purposes?

As far as I know, it was not.

That had nothing to do the fact that it was a gray market tractor; that
had something to do with the fact that it was tired or a lemon?

Up to that point, yes, but then when the dealer told me he may have
problems in getting the parts to try to overhaul it and so forth, that’s
where I was really getting frustrated from the standpoint as I didn’t
know there was a gray market. I didn’t know what that meant until the
dealer explained it to me. It’s just like, to me, a Chevrolet is a
Chevrolet. I thought a Kubota was a Kubota. '
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Q. But with the third situation, the issue of whether you’d be able to get
parts in the future, now that’s really something, you felt cheated with
respect to the Kubota organization, right?

A. Definitely.

(Whitener, Tr at 1194-1197).

179. As an example of difficulty in obtaining replacement parts for gray market
KBT tractors, Base described his experience with obtaining parts for the B7000 gray market
KBT model. In particular, Base testified that often parts for the B7100, which is the closest
United States model according to Base, would not fit properly and would need to be modified
or would not fit at all, making it necessary for Base to actually make the parts himself.
Thus, Base testified:

Q. I take it that pilot bearing is not the same in the B-7000 and B-7100?

A. We found it not to be in the ones we opened up.

Q. Even though they weren’t the same, could you use a particular pilot
bearing from the U.S. model on the gray market model and have it
work?

A, - We were not able to do that.

(Base, Tr at 2254; Base, CXR34 at 4).

180. In another example of problems with gray market KBT tractors, Base testified
about a customer with an 1.2000 gray market KBT tractor which had a dual loa_der fitted on
it, wherein the mounts for the loader were not manufactured by KBT. As a result, the bolts

around the engine to which the loader was attached were constantly breaking. (Base, Tr at

22517.)
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181. KTC’s reputation is based, in part, on 100% parts and service support, and
anything less than 100% parts support is unacceptable to KTC. (Killian, Tr 965-67, 970-71.)
Killian believes that consumers expect 100% parts and service support from KTC, and that
providing anything less than 100% parts and service support for a tractor would not meet
consumer expectations, and would consequently result in harm to KTC’s reputation.

(Killian, Tr 965-66, 970—7 1; CX600 at 20.)

182. KTC’s Service Department is résponsible for providing service support for
KTC’s over[  ]dealerships throughout the country, including periodic service seminars,
videos, and a variety of other materials. (Killian, Tr at 970-71; Killian, CX600 at 19.)

183. Training from KTC’s Service Department includes classes for service training
at all levels, from novice up through advanced mechanic, on the complete KTC product line.
Moen, an authorized KTC dealer, explained that the classes are not all offered at the same
time, and that they are designated by the series of tractor, such as B, L or M series. (Moen,
© Tr 1128-29.)

184. KTC employs Division Service Managers, Service Representatives, Service
Engineers all 'of whom provide service support to authorized Kubota dealers. (Killian;
‘CX281.)

-185. KTC conducts classes for Division Service Managers, Service Representatives
and Service Engineers regarding proper procedures for the service and maintengnce of KTC
Kubota tractors. (Killian, Tr 970-71; Killian, CX281.)

186. KTC training of serviéé personnel is constantly updated and refined with the

introduction of new KTC products. (Killian, Tr 970-71; Killian, CX281.) The
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“centerpiece” of KTC'’s service training effort for KTC tractors is the over 700 page
Training Handbook (CX 342.) (Killian, CX600 at 19.)

187. KTC provides each of its over| Jwith workshop manuals for KTC
tractors, free of charge. (CX590 at 68.)

188. KTC has set up a National Dealer Advisory Board, which provides a forum
for dealers to discuss with KTC concerns about, afnong other things, service training.
(Moen, CX 604 at 7.)

189. KTC is constantly answering questions of KTC dealers about service for KTC
tractors. (Killian, Tr 970-71.)

190. KTC has spent 25 years training its dealers in parts and service of KTC
tractors, and has invested “millions” in training over a period of 25 years. In the opinion of
Killian, it would cost “millions” for KTC to provide equivalent parts and service support for
KBT tractors. Thus, Killian testified:

Q. Would you explain what you mean by the customer cannot get the parts
and service?

A. As I explained earlier, KTC has invested a significant amount of time,
resources, energy on our behalf, on behalf of our dealers, their
employees and their suppliers in selling, supporting and building value
for KTC products. Included in that investment is literally millions of
dollars in a system for supplying parts and service for the KTC
tractors. To implement a parts and service system for gray market
KTB tractors would be an enormous task. It would involve creating
hundreds of parts, service and operators manuals, retraining service
technicians, re-educating dealers and that would cost millions of
dollars. ‘

KTC has invested literally millions of dollars to implement its parts
distribution system, which includes warehouses scattered throughout the
country and a computerized system for distributing parts from the
various warehouses to the dealers quickly and efficiently. To change
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this system to provide parts for gray market tractors would be an
enormous task, involving literally hundreds of people and a great deal
of expense. Similarly, KTC has invested a great deal of money in
providing the best possible training for its service personnel who
provide service support for dealers including periodic service seminars,

- videos and a variety of other materials. Offering service for the gray
market tractors would involve retraining these people who would then
need to retrain the dealers. And it would be necessary to redesign and
reprint all of the service materials, such as our over 700 page Training
Handbook Exhibit CX 342. Again, this would all be extremely
expensive. I haven’t mentioned that we’d need to generate English
language operator’s manuals for all these gray market tractors, which to
my knowledge don’t presently exist, and we’d need to reprint and
redistribute all of the parts manuals which are provided to dealers and
customers. To do all of this would literally cost KTC millions and
millions of dollars.

(Killian, CX600 at 18-19; Killian, Tr at 969-71).

191. To service KBT tractors in the same manner as KTC tractors, authorized
dealers would require parts manuals, microfiche, service manuals, and service training.
(Moen, Tr 1128.). This information would be required» to préperly supply customers with
safety information, operating information, and parts and service (Fransson, Tr at 1021). For
example, each tractor has a specific surface torque. Shop manuals inform a mechanic how
tight to make the nuts and bolts on each tractor according to the specifications for that
particular model. Because they lack the proper shop manuals, KTC dealers do not have any
means for determining the correct surface torque for KBT tractors. (Fransson, CX597 at 4.)

192. Sellers of gray market KBT tractors have told consumers that parts and service
are available from KTC dealers. (Fransson, Tr 1058.)

193. Consumers are a.néered when they are led to believe they are buying a KTC
tractor for which parts and service will readily be available from an authorized KTC dealer.

(Fransson, Tr 1077-78.) Consumers of gray market Kubota tractors are often not informed
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by the seller of what they are purchasing. The consumers are disappointed to learn that

authorized KTC dealers will not service a tractor having the Kubota name on it. (Fransson,

CX 597 at 6).

194. Fransson testified that Sound Tractor, an authorized KTC dealer, unknowingly

placed an order for parts for a gray market KBT tractor, and when those parts did not fit the

customer became angry. Thus, Fransson testified:

Q.

A.

(Fransson, Tr 1072.)

Has Sound Tractor ever tried to order parts for a Kubota brand gray
market tractor?

Yes. _

Okay. And did Sound Tractor -- strike that. Do you know if those
tractors were put into the KBT or Kubota brand gray market tractor?

No. Consequently they were not.
And why not?

The customer brought us the part numbers given to him by the gray
market dealer. We had no idea at the present time, at that present time,
that we were dealing with a gray market tractor. Many of our
customers will bring in part numbers to us. We ordered the parts in
good faith. We gave him the parts -- we sold him the parts, 1 should
say. He brought back the parts the next day, very upset at us, because
we had ordered the wrong parts.

It’s not always unusual to get the wrong parts, so we ordered them
again. We got the identical parts again. He took them home again,
tried to install them in his tractor, brought them back again, now very,
very angry. We assured him that he had received the right parts that he
had ordered. But again, he -- those are parts numbers that were given
to him by the gray market dealer. '
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195. Tomlinson was shocked, confused and mad when he was unable to get parts

and service support for a gray market KBT tractor which he purchased from an individual

without knowing it was a gray market tractor. Thus, he testified:

Q.

o

A.

o> L P

. You mentioned you were shocked confused and mad in your
witness statement, but then you explained why you were mad, and you
said you were mad because you had a Kubota tractor and they wouldn’t
provide with you parts and service?

Yes.

I'd like to ask you, is your answer the same for why you were shocked
and confused because you had a Kubota tractor and they wouldn’t
provide you parts and service?

Yes, sir.

I see from your response to question 67 that you didn’t know it was a
gray market tractor when you purchased it?

No, sir.
That’s correct, right?
Right.

And you didn’t buy it from a garage. You just bought it from the
owner of the tractor?

An individual, yes, sir.

(Tomlinson, Tr at 1161-62).

196. The agricultural tractors involved in this investigation are consumer goods

which require periodic parts and service. (Killian, CX600 at 18-19; Fransson, CX597 at 1;

Moen, CX604 at 1; Base, CXR34 at 2-3.)

197. The owner of The Tractor Shop testified that some parts for KBT tractors are

not available from KTC dealers. For the parts that are unique to KBT tractors, and not
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.available at KTC dealers, the Tractor Shop procures the parts from sources in Japan. (D.
Varnado, Tr at 1946-48).

198. If the Tractor Shop repaints a KBT tractor, or if the decal is bad, the Tractor
Shop removes the model number designations from the hood of the KBT tractors it
reconditions. and replaces those designations with a “Diesel Kubota Diesel” decal which does
not indicate the model number. (D. Varnado, Tr 1940-41; G. Varnado, Tr) Thus, the
Tractor Shop makes near copies of Kubota decals without the authorization of KBT or KTC
and installs its copied decals on reconditioned KBT tractors pﬁor to sale. (G. Varnado, Tr
2011-18).

199. The tractor shop has a KBT L1500 tractor spinning around on top of a 20 foot
pole at its Wiggins, Mississippi location (D. Varnado, Tr at 1934).

200. Respondent Casteel has advertised extensively tp promote the sale of Kubota
brand tractors, including print and television advertisements intended to promote the sale of
KBT tractors. (Casteel, Tr 2137, 2141-42; CX140; CXR17 at K012012; CX585 at 103-04;
CPX1).

201. Om: of the print advertisements states in large letters at the top "Kubota Diesel
Tractors," and identifies "Casteel Implement Company.” (CX140; CXR17 at K012012.)
This advertisement does not indicate that the tractors offered for sale by Casteel were
Japanese KBT tractors intended for use in Japan. (Casteel, Tr 2137; CX140; CX585 at 103-
04; CXR17 at K012012.) Another print advertisement run by Casteel to promote the sale of
gray market KBT tractors prominently displays the Kubota name and "Casteel Implement

Company." (CX139.) This advertisement does not include any indication that the tractors
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were Japanese KBT tractors intended for use in Japan. (CX139; CX585 at 100-01.) Yet
another example of a priht advertisement run by Casteel to promote the sale of gray market
KBT tractors prominently displays the Kubota name and "Casteel Farm Implement Co."
(CX141.) This advertisement does not include any indication that the tractors were Japanese
KBT tractors intended for use in Japan. (CX141; CX585 at 105.)

202. An exaﬁple of a television advertisement which was run by Casteel was shown
at the Hearing. (CPX1.) The advertisement runs 30 seconds, and opens with a close up of a
large sign with bold block letters which say “Casteel Farm Implement Co.” followed by a
view of a Kubota brand tractor in the Casteel sales lot, Which zooms in on the label
"Kubota" on the hood of the tractor. This is followed by a view of the Kubota brand tractor
set against a large sign with block letters “Casteel Farm Implement Co.” These views are
accompanied By an announcer stating “Casteel and Kubota, teaming up to give you the most
tractor for your dollar.” The next scene is a view of the Casteel sales lot, showing a long
 line of Kubota brand tractors, accompanied by an announcer stating ‘“Casteel Implement
Company in Monticello has just received a shipload of pre owned Kubota diesel tractors and
is making them available at unbelievable prices.” (Casteel, Tr 2141-42; CPX1; CX130.)

Casteel gave the folldwing testimony regarding the advertisement in CPX1:

JUDGE LUCKERN: When you say you’re teaming up with Kubota,
how are you using this word Kubota?

THE WITNESS: . . . But to answer your question, it'was never - it
was just Kubota, the tractor itself, and Casteel
teaming up.

JUDGE LUCKERN:  The tractor itself?
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THE WITNESS: Yes, it wasn’t Kubota U.S.A., wherever their
headquarters is at, it was nothing like that.

(Casteel, Tr 2143-44.)

203. Operator’s manuals for the accused KBT tractors are printed m Japanese while
operators manuals for the authorized KTC tractors are in English. Neither KBT or KTC
print English language mahuals for the KBT Japanese quel tractors. (Kashihara, CX 599 at
35). |

204, KTC does not have operator or part manuals for KBT tractors. (Killian, CX
600 at 14).

205. When used Kubota tractors are sold without an operator’s manual, some
consumers have an expectation that they can purchase a manual from a Kubota dealer if they
want one. (CX 54; CX 103). However, Kubota dealers do not have operator’s manuals for
the accused tractors. (Kashihara, CX 599 at 35).

206. When selling gray market KBT tractors to retail customers, respondent The
Tractor Shop provides operator’s manuals for what it considers to be corresponding United
States model KTC tractors. (G. Varnado, Tr 2002-03; CX593 at 62.) Ms. Varnado of The
Tractor Shop admiﬁed that an operator’s manual for a tractor is an important item which |
contains important information regarding proper operation of a tractor. (G. Varnado, Tr
2077.) The operators manual for the KTC L185 - L185DT, which Varnado would provide
to the purchaser of a KBT L1501 (G. Varnado, Tr at 2004) states “After reading this manual |

thoroughly, you will find that you can do many of the regular service jobs quickly and

easily. However, when in need of parts or ma]"or service, be sure to see your KUBOTA
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dealer.” (CX413 at K100233) (emphasis added). The Tractor Shop attempts to point out
differences in KBT and KTC tractors that they know of (G. Varnado Tr at 1996-2000).

207. Opefators Manuals indicate the number of PTO speeds, and what speed the'
PTO will rotate at for a given engine speed (CX411 at K100061; CX413 at K100234). The
PTO speed; indicated in the Operators manual for the KTC L175 are different than the actual
PTO speeds for the KBT L1500, and the PTO speeds listed in the manual for the KTC L185
are different than the actual PTO speeds for the KBT L1501 (CX411 at K100061; CX413 at
- K100234; SX2 at 6, 9).

208. The KBT tractors that Gamut sells are sold without an operator’s manual.
(DePue, Tr 2380-81; CX226C at 18.)

209. The KBT tractors that Homestead sells are sold without an operator’s manual.
(DePue, Tr 2380-81; CX587 at 316.

210. After repainting KBT tractors, Gamut applies Kubota name and model number
decals that are not made by KBT or KTC (CPX6A). Gamut places on its KBT tractors
English language warning labels which state "Read and Understand the Operator’s Manual
Before Operation." (CPXRI at 1, Ref. No. 9; CPXR3 at 1; CPX6A at 451-52.)
| 211.  All KBT and KTC tractors contain both instructional labels and warning
labels, affixed in various places on the tractor, to instruct the user on proper usage or to -
warn the user of potential hazards. (Kashihara, CX599 at 33.)

212. Labels for Japanese model KBT tractors are printed in Japanese. Warning
labels for United States model KTC tractors are printed in English. (Kashihara, CX599 at

33; CPXR1; CPXR2; CPXR3; CPXR4.) Examples of KBT warning labels are presented in
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CPXR2 and CPXR4. Examples of KTC warning labels are presented in CPXR1 and
CPXR3.

213. Warning labels are specifically designed for the particular features and
applications of the tractor. Therefore, since the 'features and applications between Japanese
model KBT tractors and United States model KTC tractors vary, the content and number of
the labels also varies.. (Kashihara, CX599 at 33; CPXR1; CPXR2; CPXR3; CPXR4.)

214. Engineers at KBT decide which warning labels are appropriate for a given
KTC or KBT tractor, based on the speciﬁéations and applications of the tractor and analysis
of hazardous conditions which may exist given the uses‘ of the tractor. (Kashjhara, CX599 at
33.)

215. Complainants Williams testified that, because a high percentage of the users of
these tractofs are non-professional weekend farmers, the absence of proper instructional
labels in English is a great concern. For example, the tractors Mr. Williams inspected at

' respondent Gamut’s lot did not include any instructional labels such as those to instruct the
operator on the direction of the engine speed hand throttle, the function of the transmission,
the four-whee} drive, PTO, hydraulic power lift and other controls on the tractor. Asa
result, the function of these controls would have to be determined by experimentation.
(Williams, CX609 at 14.)

216. With regard to warning labels or safety decals, Williams testified that KBT
tractors imported from Japan with safety decalé in Japanese are obviously not understood by
United States users. Williams also noted that some respondents who refurbish Japanese

model KBT tractors, such as Gamut, placed English language safety decals on those tractors.
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However, the decals were misleading in several ways. For example, the decals recommend
operation of the tractors only with ROPS and seatbelt and also advised the user to keep the
PTO shield in place at all times: "Kubota recommends the use of a Roll-over Protective
Structures (ROPS) and seatbelt in almost all applications" and "Keep PTO shield in place at
all times." However, the Japanese model KBT tractors sold by Gamut did not have ROPS,
seatbelts or PTO shields. These labels further advised the operator to read and understand
the operator’s manual. But, operator’s manuals m English were not provided by Gamut with
these tractors and are not available from KBT or KTC. Mr. Williams concluded, therefore,
that the warning labels affixed by Gamut are misleading since the operator is unable to
comply with the “warnings” in these labels. (Williams, CX609 at 14; CPXR1; CPXR3.)

217. During reconditioning, the Tractor Shop replaces oﬁginal Japanese language
warning labels with English language warning labels without knowing the content of the
original Japanese language warning labels. (G. Varnado, Tr 1998-2000.) The English
language warning labels put on reconditioned gray market tractors by The Tractor Shop are
intended for use on a 1974 Ford 3000 tractor. (G. Varnado, Tr 2000-02). The Tractor Shop
puts the same English language warning labels on each of the gray market KBT tractors .it
refurbishes, regardless of model number. (G. deo, Tr 2000-02.).

218. All of the KTC B series tractors listed in SX-2 are stronger than‘ the
comparable accused B series tractors. These differences relate to the strength of the front
axle, the front axle bracket, the rear axle, the chassis, and the power train. (SX 2 at 13-19).

219. Many of the KTC L series tractors are stronger than the accused counterpart

tractor. (SX 2 at 1-12). However, there is no strength difference indicated in SX-2 between
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the accused KBT 12600 and the KTC L1285, the accused KBT L2000 and the KTC L225, the

_ accused KBT L1500 and the KTC L175, the accused KBT 1.240 and the KTC 1.260, the
accused KBT L200 and the KTC L210, or the accused KBT L200 and the KTC L200. (SX
2 at 7-12). Kashihara testified specifically about some of the strength differences between
the KBT L1500 and the KTC L1175, referencing certain parts engineering drawings.
(Kashihara, Tr 397-409.) |

220. Kashihara testified that differences in tractor strength cannot be appreciated by
consumers merely by a visual inspection of a KBT tractor. (Kashihara, Tr at 337).

221. For at least the KTC B6000 model, Kubota engineers in Japan determined
which parts wefe to be made stronger and those parts were then designed and manufactured
for the KTC B6000 model. (Kashihara, CX599 at 20; CX531).

222. Kashihara testified at the hearing that there are various ways in which KBT
makes parts stronger. One way is to use stronger parts material and a second way is to make
the part larger or thicker. (Kashihara, Tr 340.)

223. Parts which are strengthened in certain KTC tractors include front and rear
axles, chassis, axle housings, axle cases and parts contained in the transmission, such as
gears. (Kashihara, CX599 at 20; CX328; CX328A; CX352; CX352A; CX531.)

224. XKashihara illustrated differences in strength between KTC tractors and
corresponding KBT tractors by referring to parts éng'meering drawings for the KTC B6000
and KBT B6000, KTC L175 and KBT L1500, KTC B8200 and KBT B1600, and KTC L275
and KBT 1.2002. (Kashihara, Tr 337-38; Kashihara, CX599 at 37-40; CX328; CX328A;

CX352; CX352A.)
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225. The transmission gears in the KTC B6000 model have wider teeth and larger

" modules than the KBT B6000. These differences in tooth width and module size are

significant with respect to strength. (Kashihara, Tr 371-77; Kashibara, CX599 at 37-39;
- CX328 at K013397, K013398; K013401, K013402; CX-611 at K013397, K013398;
K013401, K013402.)

226. Leviticus reviewed engineering parts drawings of gears for KBT tractors and
the corresponding United States KTC models. Leviticus testified that the radial width of the
root of the gear tooth sprocket determines the strength of the tooth, and that there are two
things which can happen to a gear tooth during use. First, there is bending due to the forces
of one gear against the other. Second, there is surface stress due to the local pressure on the
contact points. Increasing the thickness of the sprocket increases the contact area bearing
capacity and bending strength, thereby reducing stress and wear. (Leviticué, CX602 at 18-
19.)

227. The width of the tooth is larger and some sprockets are thicker in “séveral”
KTC models as compared with corresponding KBT models. Hence, the gears in those KTC
models are stronger. (Leviticus, CX602 at 19.)

228. The PTO or power take-off is a dﬁve shaft attached to the transmission of a
tractor which is used to supply power to an implement with moving parts, such as a rotary
tiller or rotary cutter. All agricultural tractors have a PTO. (Kashihara, CX59_9C at 5, 23.)

229. The spline is a groove cut into the PTO shaft so that the coupling between the
PTO drive shaft and the implement will not slip, enabling power to be transmitted efficiently

to the implement. (Kashihara, 'Ir 382.)
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230. The spline module of the PTO shaft on the KTC model B600O is larger than
the spline module on the KBT model B6000. (Kashihara, Tr 381; Kashihara, CX599 at 38;
CX328 at K013403, K013404.)

231. The spline length of the PTO shaft on the United States KTC model B6000 is
15 millimeters longer than the spline length of the PTO shaft on the Japanese KBT model
B6000. (Kashihara, Tr 380-81; Kashihara, CX599C at 39; CX328C at K013403, K013404.)

232. Differences in spline module size and spline length of the PTO shaft make
certain KTC models more durable because these strengthened parts will not wear out as
quickly as a PTO shaft with a smaller spline module and a shorter spline length. (Kashihara,
Tr 381, 382-83.)

233. ' The steering assembly for the KTC BGOOO has a stronger steering mechanism
than the KBT B6000. The KBT B6000 has a worm gear mechanism, whereas the KTC
B6000 has a rack and pinion with ball screw. The rack and pinion with ball screw is a
stronger system. (Kashihara, Tr 388-89; 394-95; Kashihara, CX599 at 36-37; CX328 at
K013410, K013411.)

234, A rack and pinion with ball screw system improves efficiency in the steering -
mechanism; that is, wﬁen the same amount of force is applied to the steering wheel, there is
greater output in the steering mechanism of the KTC B6000. (Kaéhihara, Tr at 395.)

235. The rack and pinion ball screw ~mecha11ism of the KTC B6000 is more durable
and more accurate than the worm gear mechanism in the Japanese KBT model B6000.

(Kashihara, Tr 395.)
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236. The front axle. support of the KTC L175 is made of thicker steel than on the
KBT L1500. (Kashihara, CX599 at 39.)

237. The front axle bracket on a tractor supports the front axle and is, therefore, an
important part. If a front loader is used, ml.lch force is applied to the bracket (Kashihara,
Tr 398.)

238. As between the KTC L175 and the KBT L1500, which are corresponding
models, the front axle bracket for the KTC L175 is stronger because it is made of ductile
cast iron number 55, which is a stronger raw material that norrhal cast iron number 25, used
for the front aﬂe bracket on the KBT L1500. The front axle bracket on the KTC L175 is
more than twice as strong as the front axle bracket on the corresponding KBT L1500.
(Kashihara, Tr 397-99, 401; Kashihara, CX-599 at 40; CX352 at K013361, K013362.)

239. The KTC L175 has a stronger rear axle case than the corresponding KBT
L1500. The wall thickness of the rear axle case on the KTC L175 is two millimeters thicker
than on the KBT L1500, making this part on the KTC model stronger than on the KBT
model. (Kashihara, Tr at 402-03; Kashihara, CX-599 at 40; CX352C at K013379,
K013380.) |

240. The KTC L175 has a stronger PTO shaft than the corresponding KBT L1500.
The PTO shaft on the KTC L1735 is made of a stronger raw material than the PTO shaft
made on the KBT L1500. The difference in strength is due to the length of thc; shaft which
is subjected to heat treatment. Heat treatment makes the steel firmer and stronger than the
same steel to which heat treatment has not been applied. On the KTC L175, a section of the

- PTO shaft of 370 millimeters in length is subjected to heat treatment as compared ‘with only
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42 millimeters on the PTO shaft of the L1500. (Kashihara, Tr 403-05; Kashihara, CX-599
at 40; CX352 at K013372, K013373.)

241. The reason for the difference in heat treatment and corresponding increase in
strength as between the PTO shafts of the L175 and the L1500 is to accommodate the heavy
load placed on the PTO shaft by heavy implements used in the United States, such as the
rear cutter, for. exampie. Kashihara testified that technical calculations indicate the strength
of the PTO shaft in the KTC L175 is approximately twice the strength of the PTO shaft in
the corresponding KBT L.1500. (Kashihara, Tr 405, 407-08; Kashihara, CX-599 at 40.)

| 242. The KTC B8200 has a stronger front axle- and rear axle case than its
counterpart, the KBT B1600. The KTC B8200 also has a reinforced chassis including the
| frame clutch housing, a reinforced power train including gears ahd bearings, a stronger three
point linkagé system, and a stronger break system than the KBT B1600. (Kashihara, CX-599
at 38; SX-2 at 13)

243. The KTC L275 has a stronger