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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the matter of:

CERTAIN CHEMILUMINESCENT
COMPOSITIONS AND COMPONENTS
THEREOF AND METHODS OF USING,
AND PRODUCTS INCORPORATING,
THE SAME

Investigation No. 337-TA-2835

AR RN S W

NOTICE OF MODIFICATION OF GENERAL EXCLUSION ORDER
AGENCY: U.S. International Trade Commission
ACTION: Notice

SUMMARY: Notice is given that, pursuant to Commission interim rule
210.61 (53 Fed. Reg. 33073, Aug. 29, 1988), the Commission has
modified paragraph 4 of the general exclusion order issued on
August 17, 1989, in the above-captioned investigation.

ADDRESSES: Copies of the Commission's order modifying the general
exclusion order are available for inspection during official
business hours (8:45 am to 5:15 pm) in the Office of the Secretary,
U.S. International Trade Commission, 500 E Street, S.W.,
Washington, D.C., 20436, telephone (202)-252-1000. Hearing-
impaired individuals are advised that information on this matter
may be obtained by contacting the Commission's TDD terminal on
(202)-252-1810,

FOR FURTHER INFORMATION CONTACT: William T. Kane, Esq., Office of
the General Counsel, U.S. International Trade Commission, 500 E
Street, S.W., Washington, D.C. 20436, telephone (202)-252-1116.

SUPPLEMENTARY INFORMATION: The general exclusion order issued in
this investigation provides that articles that infringe certain
specified patent claims, and/or packaging and related literature
that infringe two registered trademarks, are excluded from entry.
(See 54 Fed. Reg. 35087-8, August 23, 1989.) On August 31, 1989,
complainant American Cyanamid Company filed a petition for
reconsideration requesting that the Commission modify paragraph 4
of the general exclusion order. Paragraph 4 provides an exception
to the exclusion of products bearing complainant's trademark for
"Cyalume," Registration Nos. 925,341, or 1,141,455, '



The authority“fbr this action is cohferred by section 337 of
the Tariff Act of 1930, as amended (19 U.S.C. § 1337), and by
Commission interim rule 210.61 (53 Fed. Reg.’}3073, Aug. 29, 1988),

By order of the Commission. 4£?:§i:;_g,//i:z?/’/
Kenneth R. Mason

Secretary
Issued: October 11, 1989.



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of:

CERTAIN CHEMILUMINESCENT
COMPOSITIONS AND COMPONENTS
THEREOF AND METHODS OF USING,
AND PRODUCTS INCORPORATING,
THE SAME

Investigation No. 337-TA-285

N N N N N e e s

MODIFICATION OF EXCLUSION ORDER
Upon consideration of a petition for reconsideration filed by
complainant American Cyanamid Company in the above-captioned investigation,
the Commission has determined pursuant to interim rule 210.61 (53 Fed. Reg.
33073, Aug. 29, 1988) to modify the general exclusion order issued on

August 17, 1989. Paragraph 4 is modified to provide as follows:

4, Packaging or literature that would otherwise be excluded under
paragraph 2 of this Order shall be allowed entry only if:

(a) the packaging or literature accompanies articles for which a
certification has been provided in accordance with paragraph 3 of
this Order; and

(b) the word "CYALUME" is only used in the following phrase:
" has produced this product using chemicals
obtained from CYALUME(TM) products of American Cyanamid
Company. American Cyanamid Company is wholly separate from
and is not responsible for this product."

with the word "CYALUME" not emphasized by being in a larger type,
of a different color, or the like; and



(c) if the chemiluminescent chemicals in the product are a
mixture of (i) chemicals extracted from CYALUME(TM) products; and
(ii) other chemicals, the following phrase is added immediately
following the phrase in (b):

" % chemicals extracted from CYALUME(TM) products (by
volume); _____% other chemicals."

By order of the Commissioen.

Kenneth R. Mason
Secretary

Issued: October 11, 1989



CERTAIN CHEMILUMINESCENT COMPOSITIONS INVESTIGATION NO. 337-TA-285
AND COMPONENTS THEREOF AND METHODS
OF USING, AND PRODUCTS, INCORPORATING,
THE SAME.

CERTIFICATE OF SERVICE

I, Kenneth R, Mason, hereby certify that the attached NOTICE OF
MODIFICATION OF GENERAL EXCLERUSION ORDER ,was sered upon Jefferyv R.

Wwhieldon, Esq., and upon the following parties via first class mail,
and air mail where necessary, in October 11, 1989.

, .
’ /é[>77 ~ - -
enneth R. Mason, Secretary ’/’7:2%{L/
U.S. lnternationl Trade Commission
500 "E" Street, S.W.

Washington, D.C. 20436

FOR COMPLAINANT: AMERICAN CYANAMID COMPANY

Berj A. Terzian, Esq.

Rory J. Radding, Esq.
PENNIE AND EDMONDS

1155 Avenue of the Americas
New York, New York 10036

Michael J. Kelley
AMERICAN CYANAMID COMPANY
1937 West Main Street
P.0. Box 60

Stamford, CT 06904-0060

Stanley J. Silverberg, Esq.
AMERICAN CYNAMID COMPANY
One Cyanamid Plaza

Wayne, dNev Jersey 07470

RESPONDENTS :

Societe Prolufad
26 Rue Emile Duclaux
92150 Suresnes, Francs

Luc Noel
22865 Bravo Place

Toro Park Estates - --
Salinas, CA 93908



Government Agencies:

Mr. Charles S. Stark

Antitrust Div./U.S. Dept. of Justice
Room 3264, Main Justice

Pennsylvania Avenue & Tenth Street, N.W.
Washington, D.C. 20530

Edward F. Glynn, Jr., Esq.
Asst. Director (International)
Bureau of Competition

Federal Trade Commission

Room 2636

601 Pennsylvania Avenue, N.W.
Washington, D.C. 20580

Darrel J. Grinstead, Esq.

Dept of Health and Human Services
Room 5362, North Building

330 Independence Avenue, S.W.
Washington, D.C. 20201

Michael T. Schmitz

Chief Counsel

U.S. Customs Service

1301 Constitution Avenue, N.W.
Washington, D.C. 20229
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NOTICE OF ISSUANCE OF GENERAL EXCLUSION ORDER
AGENCY: United States International Trade Commission
ACTION: Notice

SUMMARY: Notice is given that the Commission has issued a general
exclusion order in the above-captioned investigation. The order
prohibits the unlicensed importation from any country of certain
chemiluminescent compositions, components thereof, products
incorporating the same, and certain packaging and literature
pertaining to such articles.

FOR FURTHER INFORMATION CONTACT: William T. Kane, Esq., Office of
the General Counsel, U.S. International Trade Commission, 500 E
Street, S.W., Washington, D.C. 20436, telephone (202)-252-1116.
Copies of the Commission's order, the nonconfidential version of
the opinion issued therewith, and all other nonconfidential
documents filed in connection with this investigation are or will
be available for inspection during official business hours (8:45 am
to 5:15 pm) in the Office of the Secretary, U.S. International
Trade Commission, 500 E Street, S.W., Washington, D.C., 20436,
telephone (202)-252-1000. Hearing-impaired individuals are advised
that information on this matter may be obtained by contacting the
Commission's TDD terminal on (202)-252-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this
investigation upon the filing of a complaint on July 21, 1988, by
American Cyanamid Company (Cyanamid), of Wayne, N.J. The complaint
alleged violation of section 337 of the Tariff Act of 1930, as
amended (19 U.S.C. § 1337), in the importation and sale of certain
chemiluminescent compositions and components thereof by reason of
infringement of three registered trademarks and various claims of
seven U.S. patents. Respondents named in the notice of
investigation were Societe Prolufab of Seresnes, France (Prolufab)
and Mr. Luc Noel of Los Angeles, CA (53 Fed. Reg. 32476-77, August
25, 1988).
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The notice of investigation was amended to conform to the
August 1988 amendments to section 337 (53 Fed. Reg. 43276, October
26, 1988), and was also amended to include within the scope of the
investigation products incorporating chemiluminescent compositions
(54 Fed. Reg. 11822, March 22, 1989).

On January 6, 1989, the presiding administrative law judge
(ALJ) issued an initial determination (ID) finding respondent
Prolufab to be in default. The Commission determined not to review
the ID, thereby allowing it to become the determination of the
Commission (54 Fed. Reg. 6181, February 8, 1989). The ID provided
that Prolufab had waived its right to appear in the investigation,
to contest the allegations at issue, and to be served with
documents. On March 14, 1989, the Commission determined not to
review an ID terminating the investigation as to one of the two
respondents--Luc Noel--on the basis of a consent order (54 Fed.
Reg. 11822, March 22, 1989).

On March 22, 1989, the ALJ issued an ID granting complainant's
motion for summary determination regarding violation of section
337. The ID found that respondent Prolufab had violated section
337 with regard to infringement of the following:

claims 1-5 and 7-10 of U.S. Letters Patent 3,749,679;
claims 1, 2, 4, 6, and 8 of U.S. Letters Patent 3,775,336;
claims 1-5 of U.S. Letters Patent 3,888,786;

claims 1, 4, and 5 of U.S. Letters Patent 4,313,843;
claims 1, 2, 4, 6, and 7 of U.S. Letters Patent 3,729,426;
claims 1 and 3 of U.S. Letters Patent 4,076,645;
Registered Trademark Number 925,341; and

Registered Trademark Number 1,141,455,

The Commission decided to review only that portion of the ID
relating to contributory infringement of the two registered
trademarks listed above, thereby allowing the ALJ's findings with
regard to all other issues in the ID, including patent
infringement, to become the determination of the Commission (54
Fed. Reg. 19250, May 4, 1989). The Commission invited submissions
from the parties, government agencies, and the public on the issues
of remedy, public interest, and bonding during the period of
Presidential review. The Commission received comments from
complainant, from the Commission investigative attorney, and from
former respondent Luc Noel. No agency comments were received.
Having considered these submissions, the Commission made its
determination regarding the issue under review, remedy, public
interest, and bonding.



The authority for this action is conferred by section 337 of
the Tariff Act of 1930, as amended (19 U,S.C. § 1337), and by
Commission interim rules 210.56 and 210.58 (53 Fed. Reg. 33071-72,

Aug. 29, 1988).

By order of the Commission. / /
~ ~—————
“Kenneth R. Mason
Secretary

Issued: August 17, 1989






UNTTED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the matter of:

CERTAIN CHEMILUMINESCENT
COMPOSITIONS AND COMPONENTS
THEREOF AND METHODS OF USING,
AND PRODUCTS INCORPORATING,
THE SAME

Investigation No. 337-TA-285

ORDER
The Commission, having reviewed a portion of the initial

determination issued herein on March 22, 1989, and having
considered the issues of remedy, the public interest, and bonding,

It is DETERMINED:

(1) The finding of the administrative law judge, that respondent
Prclufab has contributorily infringed Registered Trademark
Nos. 925,341 and 1,141,455, is affirmed. However, certain
additional and different findings, as set forth in a separate
opinion, are necessary.

(2) The public interest factors enumerated in section 337(d) of
the Tariff Act of 1930, as amended, do not preclude the
issuance of the remedy ordered in this investigation.

It is ORDERED:

1. Chemiluminescent compesitions, components thereof, and
products incorporating the same that--

(a) infringe-- ‘
claims 1, 2, 4, or 6 of U.S. Letters Patent 3,775,336;
claims 1, 2, 3, 4, 5, 7, 8, 9, or 10 of U.S. Letters
Patent 3,749,675
claims 1, 2, 3, 4, 5, or 6 of U.S. Letters Patent
3,888,786; or
claims 1, 4, or 5 of U.S. Letters Patent 4,313,843; or



(b) contributorily infringe or induce infringement of--
claim 8 of U.S. Letters Patent 3,775,336;
claims 1 or 3 of U.S. Letters Patent 4,076,645; or
claims 1, 2, 4, 6, or 7 of U.S. Letters Patent 3,729,426

are excluded from entry into the United States for the
remaining terms of the respective patents, except as provided
in paragraphs 3 or 5 of this Order or if importation is
licensed by the patent owner;

Packaging (whether or not such packaging contains
chemiluminescent compositions, components thereof, or products
incorporating the same) and literature relating to
chemiluminescent compositions, components thereof, or products
incorporating the same, that bear U.S. Trademark Registration
Nos. 925,341 or 1,141,455 for "CYALUME" or colorable
imitations thereof, are excluded from entry into the United
States, except as provided in paragraphs 4 or 5 of this Order
or if licensed by the trademark owner;

Chemiluminescent compositions, components thereof, or products
incorporating the same that would otherwise be excluded from
entry under paragraph 1 of this Order shall be permitted entry
if the importer provides a certification to accompany the
commercial invoice stating:

' certifies that the chemiluminescent
comp051tlcns or components thereof that accompany this
invoice and that are described in paragraph 1 of Order of
the U.S. International Trade Commission issued on August
17, 1989, have been extracted from CYALUME(TM) products of
American Cyanamid Company."

Packaging or literature that would otherwise be excluded under
paragrapn 2 of this Order shall be allowed entry only if:

(a) the packaging or literature accompanies articles for
which a certification has been provided in accordance with
paragraph 3 of this Order; and

(b) the word "CYALUME" or the colorable imitation thereof
is only used in the following phrase:

" ~ has produced this product using
chemicals obtained from CYALUME(TM) products of
American Cyanamid Company. American Cyanamid
Company is wholly separate from
and is not responsible for this product.”

with the word "CYALUME" not emphasized by being in a larger
type, of a different color, or the like; and

._2-



(c) if the CYALUME(TM) chemicals in the product are not in
pure, undiluted form, the following phrase is added
immediately following the phrase in (b):

" % CYALUME(TM) chemicals (by volume); %
other chemicals."

5. The articles ordered to be excluded from entry into the United
States according to this Order shall be entitled to entry
under bond in the amount of 69 percent of the entered value of
the imported articles, for the period starting on the day
after this Order is received by the President pursuant to
subsection (j) of section 337 of the Tariff Act of 1930, as
amended (19 U.S.C. § 1337(j)), until such time as the
President notifies the Commission that he approves or
disapproves this Action, but in any event, not later than 60
days after receipt of this Order by the President;

5. The Secretary shall serve copies of this Order upon each party
of record in this investigation and upon the Department of
Health and Human Services, the Department of Justice, the
Federal Trade Commission, and the U.S. Customs Service.

7. Notice of this Order shall be published in the Federal
Register.

By order of the Commission.

Kenneth R. Mason
Secretary

Issued: August 17, 1989,






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 2Q436

In the matter of:'

CERTAIN CHEMILUMINESCENT
COMPOSITIONS AND COMPONENTS .
THEREOF AND METHODS OF USING,
AND PRODUCTS INCORPORATING,
THE SAME

Investigation No. 337-TA-285
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COMMISSION OPINION ON REGISTERED TRADEMARK INFRINGEMENT,
REMEDY, THE PUBLIC INTEREST, AND BONDING

I. Procedural background.

The Commission instituted this investigation upon the filing
of a complaint on July 21, 1988, by American Cyanamid Company
(Cyanamid), of Wayne, N.J. The complaint alleged the violation of
section 337 of the Tariff Act of 1930, as amended (19 U.S.C. §
1337), in the impor;ation and sale of certain chemiluminescent
compositions and components thereof by reason of infringement of
three registered trademarks and varicus claims of seven U.S.
patents owned by Cyanamid. Respondents named in the notice of
investigation were Societe Proiﬁfabldf.Séresﬁeéf Fr;nce (Prolufab)
and Mr. Luc Noel of Los Angeies,:CA (53 Fed. Reg,.§2475-77, August
25, 1988). ' “

The notice of investigation was later ameﬁded (Sleed..Reg.
43276, October 26,r1988) to confbrm to tﬁe August 1988vamendments

to section 337 contained in the Omnibus Trade and Competitivenesé

Act of 1988 (Public Law 100-418) and to include within the scope of



the investigation products incorporating chemiluminescent
compositions (54 Fed. Reg. 11822, March 22, 1989).

On January 6, 1989, the presiding administrative law judge
(ALJ) issued an initial determination (ID) finding respondent
Prolufab to be in default. The Commission determined not to review
the ID, thereby allowing it to become the determination of the |
Commission (54 Fed. Reg. 6181, February 8, 1989). The ID provided
that Prolufab had waived its right to appear in the investigation,
to contest the allegations at issue, and to 5e served with
documents. On March 14, 1989, the Commission determined not to
review an ID terminating the investigation as to the other
respondent--Luc Noel--on the basis of a consent order (54 Fed. Reg.
11822, March 22, 1989).

On March 22, 1989, the ALJ issued an ID (Order No. 25)
granting complainant's motion for summary determination regarding
violation of section 337. The ID found that respondent Prolufad
had violated section 337 with regard to infringement of the
following:

claims 1-5 and 7-10 éf U.S. Letters Patent 3,749,679;

claims 1, 2, 4, 6, and 8 of U.S. Letters Patent 3,775,336;

claims 1-6 of U.S. Letters Patent 3,888,786;

claims 1, 4, and 5 of U.S. Letters Patent 4,313,843;

claims 1, 2, 4, 6, and 7 of U.S. Letters Patent 3,729,426;

claims 1 and 3 of U.S. Letters Patent 4,076,645;

Registered Trademark Number 925,341 (the '341 mark); and

Registered Trademark Number 1,141,455 (the '455 mark),

The Commission decided to review only that portion of the ID
relating to contributory infringément of the two registered
trademarks listed above, thereby allowing the ALJ's findings with

regard to all other issues in the ID, including patent
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infringement, to become the determinaticn of the Commission (54
Fed. Reg. 19250, May 4, 1989). The Commission invited submissions
from the parties, government agencies, and the public on the issues
of remedy, public interest, and bonding during the period of
Presidential review. The Commission received comments from
complainant, from the Commission investigative attorney, and from

former respondent Luc Noel. No agency comments were received.

II. Contributory trademark infringement.
The Commission's Federa}l Register notice provided that the
Commission would review:
whether respondent Societe Prolufab has
contributorily infringi9 Registered Trademark Nos.
925,341 or 1,141,455,
A manufacturer or distributor contributorily infringes a
trademark by intentionally inducing another to directly infringe
the trademark or by continuing to supply a product to one whom it

knows or should know is directly infringing the trademark. 2/

Here, Prolufab (falsely) told its importer and distributor that its

1/ The 1971 registration for the '341 mark depicts the word
"CYALUME" in plain block letters, for use with "chemiluminescent
materials for lighting purposes, such as lightsticks, light wands,
light panels, etc." The 1980 registration for the '455 mark
depicts the word "Cyalume" in stylized, curved letters. The "L" in
"Cyalume" is taller than the other letters, and a teardrop is
placed between the vertical bars of the "U". The registration
states that the '455 mark is for use with a "chemical lightstick
which, when activated, produces light."

2/ Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S.
844 (1982); William R. Warner & Company v. Eli Lilly & Company, 265
U.S. 526 (1924); McCarthy, Trademarks and Unfair Competition, 24
Ed. (1984) § 25:2.



products contained genuine Cyalume chemicals manufactured by
complainant C&énamid. From this, one can infer that Prolufab
intended tha£ its distributor advertise or represent to the public
that the chemicals in tﬁe products it was selling were from Cyalume
products. At a miniﬁum, Prolufab should have known that its U.S.
distributor Nite Lité Nerlty, Inc., Qas engaged in such
advertising. 3/ |

Although Prolufab's contributory role in any infringement
seems clear, it still remains to determine whether Nite Lite's
actions constitufe direct trademark infringement, because
contributory trademark infringement depends upon a finding of
direct infringement. The touchstone of direct trademark

infringement is the notion of "likelihood of confusion." 4/ More

3/ Among Nite Lite's uses of "Cyalume" were the following:

(1) an advertisement for Prolufab products in an amusement
periodical stating:

Made with CYALUME(R). A product of American Cyanamid
Company. *
*This Product should not be confused with the Lite Rope(R) a
product of Amerlcan Cyanamld Company.

(ID at 88).

(2) a flyer in a package of Prolufab necklaces sold by Nite Lite
containing the following:

Although our product is not to be confused with Lite Rope(R),
please note that all of our glow products are made with the
glow juice CYALUME(R) which is extracted from the GLOW
STICK(R) made by American Cyanamid Company.

(ID at 87).

s/ Although ‘the ALJ determined that Nite Lite had directly
infringed the "Cyalume" trademark, he did not use the test of
likelihood of confusion. Rather, the ALJ found that Nite Lite had
directly infringed the "Cyalume" trademark through "false and

(continued...)
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specifically, the test for trademark infringement is whether the
alleged infringer's use of the mark is so similar to complainant's
mark as to create the likelihood of confusion among an appreciable
number of members of the public as to the source or sponsorship of
the product. 3/ The test is the same for common law trademarks and
for actions brought under the Lanham Act for infringement of
registered trademarks. Likelihood of confusion is a question of
fact. &/

In determining whether there is likelihood of confusion, the
Commission has traditionally examined the following factors:

(a) the degree of similarity between the designation and
the trademark or trade name in
(i) appearance; ]
(ii) pronunciation of the words used;
{iii)verbal translation of the pictures or
designs involved;
(iv) suggestion; +
(b) the intent of the actor in adopting the designation;
(¢) the relation in use and manner of marketing between
the goods and services marketed by the actcr and those
marketed by the other;
(d) the degree of care likely to be exercised by

4/(...continued)

misleading use" of the mark in its advertisement and flyer. (ID at
44) The ALJ also found that the use was a "misrepresentation of
the source of those chemicals." (Id,) The scope of the
investigation was limited to patent and trademark infringement, and
did not include claims of passing off or misrepresentation of the
source of the compositions at issue. 53 Fed. Reg. 32476-7.

3/ Certain Reclosable Plastic Bags and Tubing (Reclosable Bags),
Inv, No. 337-TA-266, USITC Pub. 2171 (March 1989), Unreviewed ID at
44; McCarthy, supra, at § 23:1, and cases cited therein.

&/ McCarthy, supra, § 23:22.

Z/ The factors in (a) have been referred to as "sight, sound, and
meaning."” Id., § 23:4.



purchasers. 8/

We believe that application of these factors leads to a
conclusion that there is'a likelihood of confusion between Nite
Lite's use of "Cyalume," and Cyanamid's use of "Cyalume" under the
'341 and '455 marks.

All of the facters either point toward a finding of likelihood
of confusion or appear to be inapplicable to this case and, hence,
neutral. With fegard to appearance, Cyanamid uses "Cyalume" with
curved letters, whereas Nite Lite's use was in plain, printed type
(see note 3, supra). However, since both uses contain the word
"Cyalume," we believe Nite Lite's use of "Cyalume" is largely
similar in appearance to Cyanamid's. The pronunciation of
"Cyalume" is of course the same for complainant's and Nite Lite's
use. Verbal translation and suggestion appear to be inapplicable
factors in this case. The intent of Nite Lite in using the mark
"Cyalume" clearly appears to have been to make purchasers believe
that the chemicals in‘its goods originated with complainant
Cyanamid, because that is precisely what Nite Lite claims in its
advertising and flyers. Mdreove:, the mark was used by Nite Lite
on the exact same kind of goods aé are sold by Cyanamid, which are
presumably sold to the same kinds of customers. The degree of care

of purchasers (both distributors and end-users) appears only

8/ Certain Coin-Operated Audio-Visual Games and Components Thereof,
Inv. No. 337-TA-87 (1981), at 9 (factors drawn from Restatement of
Torts § 729); Reclosable Bags, USITC Pub. 2058 (Jan. 1988),
Unreviewed ID at 41; Certain Heavy-Duty Staple Gun Tackers, Inv.
No. 337-TA-137, USITC Pub. 1506 (March 1984), Unreviewed ID at 52;
Vacuum Bottles and Components Thereof, Inv. No. 337-TA-108, USITC
Pub. 1305 (November 1982), Commission Opinicn at 25.

_6_



marginally relevant to likelihood of confusion here, in that
careful examination éf the mark would not allow a purchaser to
better ascertain that the chemicals do not originate with Cyanamid.
In sum, the factors strongly indicating a likelihood of confusion
are: pronunciation, intent, similarity of goods, and appearance.
Neutral factors are: translation, suggestion, and degree of care by
purchasers.

We find that Nite Lite's use of "Cyalume" has created a
likelihood of confusion as to the source of its chemiluminescent
products, and thus amounts to direct infringement of complainant's
trademark. Therefore, on the basis of respondent Prolufab's
representations to Nite Lite, we determine that Prolufab has
contributorily infringed complainant's "Cyalume" trademark. The
Commission therefore affirms the ALJ's determination with regard to

contributory trademark infringement.

III. Remedy.

Both complainant and the IA have urged the Commission to issue
a general exclusion order, 8/ 1In deciding whether to issue a
general as opposed to a limited exclusion order, the Commission has
considered a complainant's (and the Commission's) interest in
avoiding repeated section 337 complaints each time a new infringing

party is discovered. Against this interest, the Commission has

8/ Complainant's Brief on the Issues of Remedy, the Public Interest
and Bonding at 9-23; Brief of the Commission Investigative Staff on
Remedy, Bonding, and the Public Interest (IA's Brief) at 7-13,

-7 -



balanced the public interest in avoiding the disruption of
legitimate trade that a general exclusion order might cause. 10/

In balancing these concerns, the Commission has issued a
general exclusion order if the intellectual property at issue "is
of a sort which might readily be infringed by foreign manufacturers
who are not parties to the Commission's investigation." Certain
Airless Paint ay Pumps and Components reof (Spray Pumps),
Inv. No. 337-TA-90, USITC Pub. 1199 (Nov. 1981) at 17. The
Commission has required a showing of "[1] a widespread pattern of
unauthorized use of [the] patented invention and [2] certain
business conditions from which one might reasonably infer that
foreign manufacturers other than the respondents to the
investigation may attempt to enter the U.S. market with infringing
articles." Id. at 18,

Spray Pumps provided that evidence of the first element abave
might include:
(1) a Commission determinétion of unauthorized importatiaen

into the United States of infringing articles by numerous

foreign manufacturers; or
(2) the pendency of foreign infringement suits based upon

Forgign patents which correspond to the domestic patent

in issue; or

(3) other evidence which demonstrates a history of
unauthorized foreign use of the patented invention.

Spray Pumps provided that evidence of the second "business

conditions" element might include:

19/ certain Dynamic Random Access Memcries, Components Thereof and
Products Containing Same (DRAMs), Inv. No, 337-TA-242, USITC Pub.
2034 (November 1987) Commission Opinion on Violation, Remedy,
Bonding, and Public Interest at 84.

..8..



(1) an established demand for the patented preduct in the
U.S. market and conditions of the world market;

(2) the availability of marketing and distribution networks
in the United States for potential foreign manufacturers;

(3) the cost to foreign entrepreneurs of building a facility
capable of producing the patented article;

(4) the number of foreign manufacturers whose facilities
could be retocled to produce the patented article; or

(5) the cost to foreign manufacturers of retoolin§ their
facility to produce the patented articles. 1

There is some evidence adduced in this investigation with

regard to a widespread pattern of unauthorized use. Although the

11/ Id, at 18-19, Complainant alsoc argued that subsection (g)(2)
of section 337, added by section 1342 of the Omnibus Trade and
Competitiveness Act of 1988 (Public Law 100-418), provides an
additional basis for a general exclusion order, one that does not
require examination of the Spray Pumps factors. Complainant's Brief
at 7-8. The provision reads:

In addition tc the authority of the Commission to issue a
general exclusion frcm entry of articles when a
respondent appears to contest an investigation concerning
a violation of the provisions of this section, a general
exclusion from entry of articles ... may be issued if --
(A) no person appears to contest an investigation
concerning a violation of the provisions of this
secticn, and
(B) such a violation is established by substantial,
reliable, and probative evidence.

In response, the IA argued that examination of the Spray Pumps
factors is required even under subsection (g)(2), because the
provision provides that the Commission may issue a general
exclusion order following default, not that it must do so. Reply
Brief of the Commission Investigative Staff on Remedy, Bonding, and
the Public Interest at 3,

We believe that "may" indicates that the Commission retains
some discretion over issuance of a general exclusion order under
the provision. This being the case, and because the same legal and
policy considerations apply in the issuance of a general exclusion
order in both contested and default cases, we see no reason not to
apply the Spray Pumps test in a default case.

_9_



ALJ's ID considered infringement with regard to only a single
respondent, during the remedy phase complainant submitted
affidavits of additicnal instances of unauthorized foreign use and
U.S. imports. 12/ on the basis of these affidavits, it appears that
several additional products manufactured in Japan, Korea, Taiwan,
and Belgium may be covered by the patent claims at issue and yet
are not derived from chemiluminescent compositions contained in
Cyanamid's own glow sticks (i.e,, are "unauthorized"). i3/
However, we are hesitant to determine that the evidence establishes
the existence of additional unauthorized infringing use, without
the benefit of an ALJ finding (which was not made because the
evidence concerned non-respondents) and without any other
independent verification, such as a finding of infringement in
another judicial proceeding. 14/

By contrast, the second "business conditions" prong of the

Spray Pumps test militates strongly in favor of a general exclusion

12/ The Commission may make additional findings of fact during the
remedy phase, on the basis of information already in the record or
information submitted for the purpecse of the remedy phase. Certain
Erasable Programmable Read-Only Memories, Cocmponents Thereof,
Products Containing Such Memories, and Processes for Making Such
Memories, Inv. No. 337-TA-276, USITC Pub. 2196 (May 1989) at 118.

13/ Complainant's Exhibit (CX)-X at 4-5; CX-Y at 4, 7-9; CX-AB at
3-6. '

14/ The Commission is also concerned about placing emphasis on this
additional evidence because the firms to which it pertains, as non-
respondents, have had no opportunity to appear in the investigation
to challenge complainant's allegations. See Spray Pumps at 18, n.1
(Category (1) under first prong of Spray Pumps test--viz., a
Commission determination of unauthorized importation of infringing
articles by numerous foreign producers--was added in part to

encourage complainants to name as respondents all those believed to
be viclating section 337.).

_10_



order in this investigation. U.S. demand for chemiluminescent
products is substantial. 13/ Because the technology is well known
and the manufacturing process is relatively simple, costs of
starting production from scratch are minimal. 18/ Furthermore,
there is no evidence of any othef barriers to entry into the
business or into the U.S. market. Because of the‘low cost of‘
production, numerous foreign manufacturers could prcdute
chemiluminescent products. In addition, U.S. distribution channels
for such products already exist. 11/ ‘ |

Based on our consideration of the §g;gx_23mg§ f#ctors of a
widespread pattern of unauthorizea use, and business cohditions.
conducive to further importation of infringing #rticles into ;he
United States (to which we accord primary significance in this
investigation), we determine that a general exclusion order is
appropriate.

The general exclusion order provides that articles that
infringe the relevant claims of thevsix patents at issue, and
packaging and related literature that infringe the two registgtéd
trademarks, are exclﬁded from entry. The order contains a
provision by which an importer may enter articles coyered by the
patent claims‘by certif?ing'that the articles were made using

chemicals extracted from complainant's Cyalﬁme products (and thus

13/ 1p, Finding of Fact (FF) 16.
16/ cx-B at 29-30; CX-G at 23; CX-O at S4.

17/ IA's Brief at 13,

_11‘_



are non-infringingﬁ;“lﬁlﬁ‘The)order-also takes into account that it
is not trademark inftingement to repackage or rebottle goods and
use the trademark of the.btiginal goods on the repackaged goods in
a limited manner:desiéhedwte truthfully inform the public of the

nature and source of the goods. 19/

IV. Public interest.
Section 337(d) (19 U.S.C. § 1337(d)) provides that the
Commission is to exclude 1nfr1ng1ng articles --
unless, after cons;derzng the effect of such exclusion
upon the public-health and welfare, competitive
conditions in the United States economy, the production
of like or .directly competitive articles in-the United
States, and United States consumers, it findg that the
articles should not be excluded from entry..
Complainant and-the IA argued-that:the public interest is not
implicated by the sale of chemiluminescent compositions and

products. 21/ settled respondent Luc Noel argued that WL.S.

18/ The Commission has included certification provisions in several
prior exclusions orders. See,.e.g., Certain Minoxidil Powder, Salts
and Compositions for Use in Hair Treatment (Minoxidil), Inv. No.
337-TA-267 (1988), General Exclusion Order, paragraph 2; Certain
Indomethacin, Inv. No. 337-TA-183 (1986) Order, paragraphs 2,3,

19/ Prestonettes, Inc. v, Coty. 264 U.S. 359 (1924); McCarthy.

supra, § 25:8; see also, Bandag, Inc. v. Al Bolser s Tire Stores, .
750 F.2d 903, 911 (Fed. Cir. 1984).

29/ 1n only three prior investigations has the Commission found
that the public interest precluded relief. See Certain Automatic
Crankpin Grinders, Inv. No. 337-TA-60, USITC Pub. 1022 (Dec. 1979);
Certain Inclined-Field Acceleration Tubes and Components Thereof,
Inv. No. 337-TA-67, USITC Pub. 1119 (1980); Certain Fluidized
Supporting Apparatus, Inv. No. 337-TA-182/188, USITC Pub. 1667

(1984). Those investigations are easily distinguished from the
present investigation.

21/ Complainant's Brief at 29-30; IA's Brief at 15-16.

_12..



consumers and the competitive conditions in the U.S. economy would
be harmed by an exclusion order because the order would give
Cyanamid a monopoly over producticn and sale of the products in the
United States. 22/

We believe that chemiluminescent products used for novelty
purposes do not raise issues of public health and welfare. As
complainant admits, however, products manufactured under the same
patent claims have uses that could conceivably raise public
interest concerns. Articles made under these patent claims may be
used for sea rescues and appear to have other (mostly unspecified)
military, industrial, and consumer safety applications. 23/
However, the record contains sparse evidence concerning the nature
of such articles and almost no evidence concerning any importation
of articles having these additional uses. The public interest
exception in the statute provides that an order should issue unless
it is found that the public interest precludes the order. 24/ ye
do not believe that this can be said on the basis of the
information in the record of this investigatioen.

With regard to the argument of Luc Noel, the Commission has
rejected arguments for denial of relief that are based solely on

the fact that a second supplier would be shut out of the market by

22/ written Submissions by [Former] Respondent Luc Noel on the
Issues of Remedy, the Public Interest, and Bounding ([sic] at 3-4.

23/ cX-P at 14-16; CX-A at 35-37; CX-G at 13.

24/ See, Minoxjdil, Commission Opinion at 9, n.5. ("Once the
Commission has found a violation and selected a remedial order,
that order will issue unless precluded by consideration of the
public interest factors.") (emphasis in original)

..13_



an exclusion order. In'gg;;;in_A;gmig_ﬁibg;, Inv. No. 337-IA-194,
USITC Pub. 1824 (1986) at 16, the Commission stated:

[Clustomers' preference for a second source of a patented
product does not provide generally a basis for denying
relief under section 337. Although the Commission has
recognized public interest exceptions to this rule, it
has limited those exceptions to instances where the
public as a whole suffered from the lack of availability
of a patented article or complainant's product was an
insufficient substitute for the imported product.
(footnotes omitted)

Here there is no evidence that complainant cannot supply the entire
U.S. market for chemiluminescent goods. With regard to whether the
domestic article is a sufficient substitute for the imports, the
record shows, if anything, that the domestic produc; is superior to
Prolufab's imports. 23/ Thus, we determine that the public

interest factors do not preclude issuance of a remedy in this

investigation.
V. Bonding.

Secticn 337(3)(3) provides that during the 60-day Presidential
review period, infringing articles shall be entitled to entry under
bond determined by the Commission. The legislative history to the
provision states that --

In determining thé amount of the bond, the Commission

shall determine, to the extent possible, the amount which

would offset any competitive advantage resulting from the
unfair method of competition or unfair act enjoyed by

23/ fF 124; CX-0 at 39. See also, Certain High Intensity
Retroreflective Sheeting (Retroreflective Sheeting), Inv. No. 337-
TA-268, USITC Pub 2121 (September 1988), Commission Opinion cn
Remedy, Public Interest, and Bonding at 10 (Commission rejected
argument under public interest factors based on potential price
increase from an exclusion order.).

..14-.



persons benefiting from the importation of the
article.

Complainant urged a bond of between 81.5 percent and 123
percent of entered value, based in part upon an estimate of the
price Prolufab charges to its distributors. 21/ The 1A argued for
a bond in the amount of 69 percent.of entered value, 28/

Determining the amount that would truly offset the competitive
advantage accruing to Prolufab and its importers and distributors
by reason of infringement in this case would be very difficult if
not impossible. 29/ 1f price data are available, the Commission
has generally sought to impose a bond that would equalize the price
of the infringing product with the price of complainant's

product., 39/

26/ 3, Rep. 1298, 93d Cong., 2d Sess. 198 (1974).
21/ Complainant's Brief at 32-35.
28/ IA's Brief at 14-15.

28/ Offsetting the competitive advantage would require determining
how much would be charged if Prolufab and its importers and
distributors sold a product in a way that did not infringe the
patents and trademark. This could occur in at least two different
ways. First, Prolufab could acquire Cyalume light-sticks, drain
them, refill them, and resell them. Although there is evidence in
the record that this has actually been done by some persons (CX-0
at 7-17; FF 85), there is no evidence of the costs of such an
operation or the prices at which the final products are sold.
Second, Prolufab could buy Cyalume sticks and resell them to
distributors as is. The resulting price for the product under this
scenario is difficult to ascertain, although presumably the price
would be higher than that at which Cyanamid's distributors sell its
products, because the process would entail adding another
middleman.

39/ see, e.g., Reclosable Bags, USITC Pub. 2171 (March 1989),

Commission Opinion at 5; Retroreflective Sheeting at 12. 1If price
data are not available, the Commission has used other data, such as

(continued...)
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In this investigation, there is some informatign regarding the
prices charged by distributors for complainant's and respondent's
products. 31/ Because the IA's recommended bond is derived from
evidence of actual prices, whereas complainant's bonds are based
upon a price estimate, the IA's figure appears to be more
appropriate. Thus we have determined that the bond during the
Presidential review period should be set at 69 percent of the

entered value of the imported products in question.

19/(...continued)

royalty payments in settlement agreements. See DRAMs at 94-95.
Here the agreement between Luc Noel and Cyanamid does not contain
any provision for royalty payments.

31/ ¢x-0 at 38-40; CX-B, Exhibit 2. The price information is
somewhat suspect because it is not substantial, it is over one and
a half years old, and because the products are not entirely
comparable. See CX-0 at 39. However, for lack of a preferable
alternative we base the bond upon this pricing information.

_16_
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Pursuant to Commission rule 210.50 and the Notice of Investigation,
which was published in the Federal Register on August 25, 1988 (53 Fed.
Reg. No. 165 32476-77) and thereafter amended, the administrative law judge
on complainant's Motion No. 285-9 determines, as a matter of law, that
there has been a violation of 19 U.S.C. sections 337(a&)(1)(B) (i) and
) (1) (C) by respondent Societe Prolufab (Prolufab) in the sale for
importation to the United States of certain chemiluminescent glow

necklaces. In view of this summary determination further proceedings in

this investigation, including a hearing on the matter of violation is

unnecessary.
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Iﬁtroduction

On January 6, 1989, complainant American Cyanamid Company (Cyanamid)
pursuant to 19 C.F.R. sections 210.24 and 210.50, moved for a summary
determination of violation in its favor as a matter of law, contending that
the pleadings and supporting exhibits demonstrate that there is no genuine
issue as to any material fact respecting any of the issues to be
determined, and that a trial would thus be unnecessary. (Motion Docket No.
285-9). 1/

The staff on January 18, 1989 submitted a response in support of
complainant's Motion No. 285-9, in which it agreed that there is no genuine
issue of material fact respecting any of the issues to be determined in
this proceeding.

No other response to complainant's Motion No. 285-9 was received.
Hence, Motion No. 285-9 is uncontested.

Complainant's Motion No. 285-9 relies on three volumes of exhibits
containing sworn witness statements and exhibits thereto, as well as
certain designated exhibits to the complaint. The staff's supporting
response attaches the confidential version of the complaint, as an exhibit,
and a tabular appendix indicating which claims it contends are infringed by

respondent‘Societe Prolufab's product.

1/ On February 17, 1989 complainant filed "Complainant's Second Motion
~and Supporting Memorandum For A Summary Determination of Violation of §337
(19 U.s.C. §1337), As Amended" (Motion Docket No. 285-12). Order No. 24

which issued on March 22, denied Motion No. 285-12.



Brocedural History

The Commission on August 19, 1988 instituted this investigation on
whether there is a violation of section 337, naming as complainant Cyanamid .
of Wayne, New Jersey, and naming as respondents Societe Prolufab (Prolufab)
of Suresnes, France and Mr. Luc Noel (Noel) of Los Angeles, California.

The complaint, which was filed on July 21, 1988 and supplemented
thereafter, alleged violation of section 337 in the importation and sale of
certain chemiluminescent compositions and components thereof, including
glow necklaces, which allegedly directly infringe four U.S. patents, and
which allegedly contributorily infringe, and induce infringement of, two
other U.S. patents. The complaint also alleged violation of section 337
through contributory and induced infringement of the registered trademark
CYALUME, by allegedly false representations that the imported
chemiluminescent glow necklaces contain genuine CYALUME chemiluminescent
materials extracted from Cyanamid's CYALUME products. (Complaint at
paragraphs 30-40).

The Notice of Investigation published on August 25, 1988 was amended
by initial determination (Order No. 3, which issued on September 19) to
conform the scope of the investigation to the provisions of the Omnibus
Trade and Ccmpetitiveness Act of 1988. As amended, the scope of this
investigatiocn was to determine whether there is a violation of sections 337
(a) (1) (B) (1) and (a)(1)(C) in the unlawful importation into the United
States, sale for importation, or sale within the United States after
importation, of certain chemiluminescent compositions and components

mhereof. by reason of alleged direct infringement of claims 1-5 or 7-10 of



U.S. Patent No. 3,749,679 (the '679 patent), claims 1,2, 4-6 or 8 of U.S.
Patent No. 3,775,336 (the '336 patent), claims 1-6 or 10 of U.S. Patent No.
3,888,786 (the '786 patent), claims 1, 4 or 5 of U.S. Patent No. 4,313,843
(the '843 patent), and allegea contributory or induced infringement of
claims 1-2, 4, 6 or 7 of U.S. Patent No. 3,729,426 (the '426 patent),
claims 1, 3 or 4 of U.S. Patent No. 4,076,645 (the '645 patent), and U.S.
Reéistered'Trademark Nos. 925,341 (the '341 trademmark), 1,133,583 (the
'583 trademark) and 1,141,455 (the '455 trademark); and whether there
exists an industry in the United States as required by subsection (a)(2) of
section 337.

A preliminary conference was held on October 4, 1988 at which counsel
for complainant and the staff appeared. The two respondents Prolufab and
Noel did not attend the conference.

No responses to the complaint and notice of investigation, .as required
under Commission rule 210.24, was filed in this investigation.

A letter request dated October 8, 1988 from Continental
Photostructures (Continental) of Brussels, Belgium, requested its
intervention in the investigation. That request stated that one of
Continental's customers is Prolufab who fills its necklaces and other
products with liquids manufactured by Continental. The requested
intervention was denied in Order No. 7 which issued on Octcber 31, 1988,
particularly in view of Continental's statements that it had never exported
its liquids to the United States and does not intend to do so until the end

of the validity of the involved patents. 2/

2/ Ccrzlainant arguéd that, accepting Continental's statements as true,
it is clear that Continental had not committed a violation of section 337
and that there would be no jurisdiction over Continental, as a party

3



Respondent Prolufab was ordered in/Order No. 10, which issued on
December 6, 1988, to show cause by December 28 why it should not be found
o
in default under the Commission rules for its failure to respond to the
complaint and notice of investigation, pursuant to Commission rules, and
for its failure to respond properly to the discovery requests of
complainant and the staff by answer or objection. The show cause order
noted the correspondence received from Mr., Paul Noel of Prolufab and found
that that correspondence did not meet the requirements of Commission rule
210.21 for a verified response, nor did it contain the economic information
affirmatively required by said rule. Among its various difficultly phrased
and unverified contentions, Prolufab stated its intent to export to the
United States necklaces containing genuine CYALUME brand chemiluminescent
material extracted from Cyanamid's CYALUME lightsticks.

No response to the show cause order was received from Prolufab,
despite the fact that a verified response to the complaint was more than
three months overdue under Commission rules. Consequently, Prolufab was
found in default for its failure to properly participate in the
investigation under the Commission rules in Order No. 13 which issued on
January 6, 1989. Because of the finding of default the administr;tive law
judge found that Prolufab had waived its rights to contest the allegations
at issue, to appear in the investigation, and to be served with documents.
On January 31, 1989, the Commission issued a notice of its determination

not to review the initial determination finding Prolufab in default.

respendent, and that Continental is in no different position than any of
the cine: suppliers of chemiluminescent liquids to respondent Prolufab
whose businesses may be affected by an exclusion order, but lawfully so, if
their customers are found in violation of section 337.

4



Complainant and the remaining respondent Noel filed a joint motion for
entry of a consent order against, and termination of the investigation as
zo, Noel. 1In the consent order agreement signed by Noel and complainant's
representatives, Noel admitted infringement of the intellectual property in
issue by importing or selling imported chemiluminescent products.

Following medificaticn to clarify the scope cf the proposed consent crder,
the administrative law judge issued Order No. 11 on December 12, 1988
granting the motion. The Commission on January 13, 1989 issued a notice of
its determination to review and remand the initial determination granting
the joint motion. On January 30, the staff filed a petition for
reconsideration of the Conmission's determination which on February 15 was
denied by the Cormmission.

On January 6, 1989 Cyanamid filed its Motion No. 285-9 for summary
determination to which this initial determination relates,

Following Cyanamid's filing of Motion No. 285-9, Cyanamid on JanuAry
17, 1989, pursuant to 19 C.F.R. section 210.24, filed a motion to enter
into the recgrd evidence of non-respondent third party activities (Motion
Docket No. 285-10). The staff opposed Motion No. 285-10. Order No. 20,
which issued on February 8, denied Motion No. 285-10. Thereafter on
February 17, 1989 Cyanamid in its Motion No. 285-12 moved that the record
pertaining to a UFO Ball/Minilit product and a Magic Light product, which
were referenced in Motion No. 285-10, "be reviewed and determined
summarily" as establishing additional vioclations of section 337. Motion
No. 285-12 was denied on March 22 in Order No. 24.

On January 19, 1989, pursuant to 19 C.F.R. sections 210.22 and 210.24,

Cyanamid filed a motion for leave to amend the notice of investigation such



that its scope pertains not only to "certain chemiluminescent compositions
and compenents thereof'" but also to "products incorporating the same"
(Motion No. 285-8). The staff did not oppose Cyanamid's Motion No. 285-8,
but recommended that it would be more appropriate to hold in abeyance any
ruling on the motion for at least two weeks, pending a decision on the
staff's petition to the Commission for reconsideration of Order No. 11. On
February 15 an initial determination issued (Order No. 22) amending the
notice of investigation and recertifying Order No. 11 to the Commission.
On March 15 the Commission determined not to review the initial
determinations amending the notice of investigation and terminating
respondent Luc Noel from the investigation on the basis of the consent

order agreement.

Issues Presented
Pursuant to Motion No. 285-9, Cyanamid put in issue the following:
1. Whether there has been importation, sales for importation or
sale in the United States of articles, specifically in this case
self-activated, glow-in-the dark necklaces, which contain
chemiluminescent compositions and components which infringe the
claims of Cyanamid's valid and enforceable patents and registered
trademarks set forth in the Notice of Investigation;
2. Whether respondent Prolufab and others have imported, sold
for importation or sold in the United States the aforesaid
necklaces containing chemiluminescent compositions and components
which infringe:

(a) claims 1-5 or 7-10 of the '679 patent;



(b) claims 1, 2, 4-6 or 8 of the '336 patent;
(c¢) claims 1-6 or 10 of the '786 patent;
(d) claims 1, 4 or 5 of the '843 patent; -
3. Whether Prolufab and others have induced infringement or
contributed to the infringement of:
(a) <claims 1, 2, 4, 6 or 7 of the '426 patent;
(b) claims 1, 3 or &4 of the '645 patent;
4, Whether Prolufab and others have induced or contributed to
infringement of Cyanamid's registered '341, '583 or '455
trademarks;
5. Whether a domestic industry exists relating to
chemiluminescent compositions and components thereof and
processes utilizing the same protected by the aforesaid patents
and trademarks.
Complainant represented in Motion No. 285-9 that the above issues
constituted all of the issues to be determined‘in this investigation
regarding whether there has been a violation of section 337 of the Tariff
Act of 1930, as amended. However, since filing Motion No. 285-9,

complainant filed Motion No. 285-12. On March 22, 1989 Motion No. 285-12

was denied (Order No., 24),.

Background Technology

Cyanamid's CYALUME chemiluminescent or chemical light products under
investigation contain solutions of chemical compounds which upon their

mixture "luminesce", i.e. produce light without an external source of



energy, for a certain finite period of time (Barretz CX-A at 7-30;
Essenfeld CX-D at 7-8; Granzow CX-F at 8-10, 20; Ware CX-P at 5-6, 11-12).

The CYALUME products as sold contain two component chemical solutions
which are kept isolated to prevent their‘intermixture and reaction, until
light production is desired. 1In the chemical light products the first
solution is contained in an inner thin-walled sealed glass ampule and the
second solution is contained within an outer flexible translucent plastic
casing. The sealed glass ampule is placed inside the flexible plastic
casing. A bending of the plastic casing sufficient to cause breakage of
the thin walled glass ampule causes an intermixture of the two solutions
which have been otherwise kept separate, and commences the
chemiluminescence. (Id.)

The second solution contained in the outer container of all of CYALUME
light products contains a critical key energy generating compound labeled
CPPO and a fluorescer with solvent, and has been called the oxalate
solution due to the presence of the CPPO. The first solution contained in
the sealed glass ampule of all of CYALUME light products contains hydrogen
peroxide and solvents and is called the activator or peroxide solution.
(Id.)

The critical energy generating compound labeled CPPO in the oxalate

solution is an ester of oxalic acid, and is structurally represented and



chemically named as follows:

OO0

| 3
"’ @
C.H.-O-E
0 Cl

Cl

8.5¢2,¢,5-trichloro-6-carbopantoxyphenyldexalate sster
(Id.)
The fluorescer in the oxalate solution is the compound which by
excitation emits a glowing colored light. The particular color light
emitted depends on the particular fluorescer compound used. (]d.)

The chemical compound labeled



X

Tn the actual use of the CYALUME products when the first and second
soilutions are mixed, a chemical reaction of the hydrogen peroxide with the

CPPC commences. This reaction oxidizes the oxalate ester, forming: (1) a

o L
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intermediate and (2) the by-product

The intermediate thereupon transfers its energy to

-~
-

he flucrescer, so that the fluorescer is chemiexcited momentarily into an.
exci;ed state. When the excited fluorescer returns to its stable or ground
state, it gives up energy by emitting a photon of light. In the process of
the centinuing reaction of CPPO and hydrogen peroxide, the fluorescer
reverts from the stable to the excited states and back again to the stable
 state many timeé. The fluorescer oscillates into those states without the
_flugfescer compound being consumed or used up. In contrast, as the
:hémiluminescence process proceeds the CPPO is gradually consumed by the
chemical reaction. When all of the CPPO has been consumed in the chemical
light device, the chemiluminescent production of light ends. (Id.)

The oxalate component prccess schematic and combinations with

flucrescers for Cyanamid's finished chemiluminescent novelty products is

represented as follows:

11



In the abeove schematic diagram, ' : |

Patents and Trademarks In Issue

The '426 patent claims certain methods or processes for obtaining

chemiluminescent light emission the improvement of which is the use of a

'

I

arcicular type of organic fluorescer compound (FF 1). Claims 1, 2, 4, 6

-

-
na v

(1))

in issue read as follows:

. In a method for obtaining chemiluminescent light emissicn, by
reaction of a hydroperoxide with a composition having the
ingredients, a chemiluminescent compound selected from the group
consisting of anhydrides, am:ides, O-acylhydroxy amines and esters
of polycarbonyl acids, an organic fluorescent compound, and an
organic solvent for said ingredients and said hydroperoxide, all
of said ingredients and hydroperoxide being in such ratios as to
provide chemiluminescent light upon reacticn, the improvement
which comprises the use of phenylethynyl substituted aromatic
nyérocarbons as the organic fluorescent ccompound.

2. A chemiluminescent method according to claim 1 wherein said
phenylethynyl substituted hydrocarbon is an acene compound.

&, A chemiluminescent method according to claim 2, wherein said
acene-type compound is 9,10-bis(phenylethynyl)anthracene.

6. A process according to claim 1, wherein the chemiluminescent
compound is a bis-ester of oxalic acid and an alcohol
characterized Ey an acid ionization constant in water greater
than 1.3 x 10-7°



7. A process according to claim 1 in which said ester is a

bis(substituted-phenyl)oxalate, and irn which said solvent

comprises a dialkyl phthalate in which the alkyl substituents

thereof centain from one to about eight carbon atoms. [Emphasis

added]

The 9,10-bis(phenylethynyl) anthracene of claim 4 is the fluorescer BPEA
{see "Background Technology" above)

The CPPO is a
species of the corresponding chemiluminescent compound recitation in claims
1, 6 and 7.

The '336 patent claims a chemiluminescent light emission composition
having a bisaryl oxalate esﬁer, an organic fluorescent compound and an.
organic solvent for said ingredients, the improvement of which comprises
the presence cf a particular type of catalyst. It also claims a process
for producing a highly intense chemiluminescent light from a reaction of
{1) a bis aryl cxalate ester, (2) hydrogen peroxide, (3) an organic
fluorescent compound, and (4) an organic solvent for said ingredients, the
improvement of which calls for the step of adding to said reaction the
particular type of catalyst recited in claim 1 (FF 3). Claims 1, 2, 4, 5,

6 and 8 in issue read:

1. In a composition for reaction with hydrogen peroxide to
preduce a high intensity chemiluminescent light emission having
the ingredients a bisaryl oxalate ester, an organic fluorescent
coempound, and an organic solvent for said ingredients, the
improvement which comprises a catalyst which is a weakly basic
salt of an acid having a log of the pKa value in water of 1 to 6,
said catalyst being effective to provide a more uniform light
output.

2. The composition of claim 1 wherein said oxalate ester is a
substituted aryl oxalate ester.

4, The composition of claim 1 whefein said organic
compound is 9,10-bis(phenylethynyl)anthracene.

(S
W



5. The composition of claim 1 wherein said organic fluorescent
compound is 9,10-diphenyl-anthracene.

6. The composition of claim 1 wherein said weakly basic salt is
sodium salicylate,

8. In a process for producing a highly intense chemiluminescent
light from & reaction of the ingredients comprising: (1) a bis
aryl oxalate ester, (2) hydrogen peroxide, (3) an organic
flucrescent compound, and (4) and organic solvent for said
ingredients, the step of adding to said reaction of & catalyst
which is weakly basic salt of an acid having & long of the pKa
value 'in water of 1 to 6.

The $,10-bis(phenylethynyl) anthracene of claim 4 is the fluorescer BPEA
while the 9,10-diphenyl-anthracene of claim 5 is the fluorescer DPHA. CPPO
is 2 species of the corresponding oxalate ester recitation in claims 1, 2
and 8.

The '843 patent claims a compesition, useful as a compenent for a
chemical light device, said composition comprising at least a specific
concentration ¢f hydrogen peroxide in a tertiary alcohol solvent and a
particular type of catalyst (FF 5). Claims 1, 4 and 5 in issue read:

1. A composition, useful as component for a chemical light

device, said ccmposition comprising at least 0.01 M hydrogen
peroxide in a tertiary alcohol solvent and a catalyst in the
A ; rom 10-4 -2

cencentration range from 10-7 to 10-¢ M selected from the group
consisting of sodium salicylate and tetrabutylammonium
salicylate.

4, The composition defined by claim 1 wherein said tertiary
alcohol is tert-butyl aleohol.

5. The composition defined by claim 1 wherein said catalyst is
scdium salicylate.

el

The '679 patent claims a composition to be reacted with hydrogen
peroxide in the presence of an organic solvent, said composition containing
a particular compound and an organic fluorescer compound (FF 7). <Claims

i, 2, 3, 4,5,7, 8,9 and 10 in issue read:

14



1. A composition intended <o be reacted with hydrogen peroxide
in the presence of an organic solvent, said composition
c*nta-n;rg zhe ingredients, a ccmpeound ol the formula:

O 0

DN

represents electronegative substizuents;

represents a carbalkoxy group;

represents a member selected frem the group
consisting of nydrogen, alkyl, branched alkyl and
alkoxy alxkyl,

m, n and g are integers such that the combined Hammett
sigma ccnstant value of the X, Y and Z substituents on
each phenyl group is between about 1.4 and 2.7, each of
said m and n being always at least one; and

p is an integer of a least 1, and an organic
fluorescent compound, in effective amounts.

where:

[ IS s

2. A composition as in claim 1 wherein said compound is a
bis{phenyl)oxalate ester derivative wherein p is one.

3. A compositicn as in claim 1 wherein said compound is a
bis(2,4,5-trichicro-6-carboalkoxyphenyl)oxalate.

4. A compositicn as in claim 1 including, additiocnally, a basic
catalyse.

5. A ccnoos..zcn as in claim 3 wherein said compound is selected
from the group consisting of bis(2,4,5-zrichlorec-6-
carbobutoxyphenyl)oxalate and bis(2,4,5-trichloro 6-
carbopentoxyphenyl)oxalate.

7. The composition of claim 1 cecmprising, additionally, an
organic solvent.

8. A composition as in claim 7 wherein said solvent comprises a
major proportion of a solvent selected from the group consistin
of esters, arcmatic hydrocarbons and chlorinated hydrocarbtens.

9. The composition of claim 8 wherein said solvent is a
dialkylphthalate, said alkyl groups having from 1 to about 12
arbon atoms.

10. A ccmpositicn as in claim 1 wherein said flourescer is
selected frcm the group consisting of 9,10~
bis(phenylethynyl)anthracene; 1 - methoxy-9,10-
bis(phenylthynyl)anthracene; 9,10-d1 phenylanthracene.

19



Cne of the specific compounds recited in claim 5 is CPPO. The CPPO is a
species of the correspending compounds recitation in claims 1, 2 and 3.
The first and third recited compounds respectively in claim 10 are the
fluorescer BPEA and the flﬁorescer DPHA.

The '786 patent claims a chemiluminescent composition for reaction
with a hydroperoxide to obtain chemiluminescent light, said compecsition
comprising a certain ester compound, a certain anthracene substituted
£lucrescer and an organic solvent (FF §). Claims 1, 2, 3, 4, 5, 6 and

in issue read:

1. A chemiluminescent compositicn for reactien with
hydreperoxide to obtain chemiluninescent light, said coemposition
comprising (1) an ester cof the formula:

A E-(il'“ }

where A and B represented aliphatic or arcmatic ester groups, and
n is an integer at least one, (2) a flucrescer comprising a
bis{phenylethynyl)anthracene substituted by chloro, flucro cr
lower alkyl, and (3) an organic solvent, said ingredients bein
present in sufficient concentration to cbtain chemiluminescence
when reacted with hydrogen percxide.

2. A composition according to claim 1, in which said
chemiluminescent compound is a bis-ester of oxalic acid.

3. A composition according to claim 2 in which said ester
comprises an ester formed from oxalic acid and a phencl, said
phenol characterized by an ionization constant in water greater

than 1.3 x 10-10,

4, A composition according tc claim 3 in which said
bis(substituted-phenyl)oxalate comprises bis(2,4,5-trichloro-6-
carbopentoxyphenyl)oxalate.

S. A composition according to claim 2 wherein said bis-phenyl
ester is substituted with carbalkoxy groups.

€. A composition accerding to claim 2 wherein said fluorescer is

%



a monochloro or a dichloro derivative of 9,10-
bis (phenylethynyl)anthracene.

10. A composition according to claim 3 wherein said fluorescer is
2-chloro-9,10-bis (phenylethynyl)anthracene.

The CPPO is recited in claim 4 and the corresponding compound recitation in

claims 1, 2, 3 and 5 is generic to CPPO.

The '645 patent claims a process for generating chemiluminescence, the
improvement of which comprise reacting a particular oxalate with a peroxide
component in suitable diluent in the presence of anthracene, the
improvement o¢f which comprises carrying out the reaction in sufficient

diluent to provide a certain initial concentration of said oxalate (FF

11). Claims 1, 3 and 4 in issue read:

1. In a process for generating chemiluminescence comprising
reacting bis(6-carbopentoxy-2,4,5 trichlorophenyl) oxalate with a
peroxide component in a suitable diluent in the presence of a
9,10-bis(phenylethynyl) anthracene the improvement which comprises
carrying out the reaction in sufficient diluent to provide an
initial concentration of bis(6-carbopentoxy-2,4,5~
trichlorophenyl)oxalate of about 0.05 to about 0.09 mole per
liter of reaction mixture.

3. The improved process of claim 1 wherein the 9,10-
bis(phenylethynyl)anthracene is 9,10-bis(phenylethynyl)
anthracene.
4, The improved process of claim 1 wherein the 9,10-bis
(phenylethynyl)anthracene is 2-chloro-9,10bis-(-
phenylethynyl)anthracene.
The specific compound recited in claim 3 is the fluorescer BPEA while the
corresponding compound recitation in claim 1 is generic to the fluorescer
BPEA., CPPO is recited in claim 1.
The three federal trademark registrations in issue are for the

trademark CYALUME for certain specified chemiluminescent articles, with two

17



of the three registrations covering the mark in its special stylized form

(FF 12-14),

Agpropriateness of Summary Ju&gggnt

Summary judgement is as appropriate in a patent case as in any other
case when it is shown that no genuine issue of material fact remains for
decision and that the movant is entitled to judgement as a matter of law.
D.M.I., Inc. v. Deere & Co., 755 F.2d 1573, 225 USPQ 236, 238 (Fed. Cir.
198%5).

In this investigation in which the complainant is requesting a general
exclusion order 3/ and in which no respondent appeared in the
investigation, as required by Commission rule 210.24, to contest the
allegations of violation, the fact of violation is not presumed and must be
established by substantial, reliable, and probative evidence pursuant to
section 337 (g)(2). Commission rule 210.25(¢) requires prima facie

evidence of a violation to support a determination of a section 337

3/ The complaint as supplemented at 30 reads in part:

That after a full investigation, the United States
International Trade Commission make findings in
accordance with the Tariff Act of 1930, as amended, and

* % %

(b) issue a general exclusion order
permanently forbidding the entry of any

chemiluminescent composition, component or
product which infringes or contributes to the
infringement of any claim of any of
Cyanamid's aforesaid patents and its CYALUM
trademark; (Emphasis added)

18



violation. Commission rule 210.50(b) provides that summary determination
sought by a movant shall be rendered if the pleadings and any depositions,
admissions on file, and affidavits show that there is no genuine issue of
material fact and that the moving party is entitled to a summary
determination as a matter of law. Affidavits in suppert of a summary
determination must, under Commission rule 210.50(c), set forth such facts
as would be admissible in evidence and shall show affirmatively that the

affiant is competent to testify to the matters stated therein.

Validity and Enforceability of the Patents and Registered Trademarks

Complainant argued that there is a presumption of validity that
attaches to the patents in issue which duly issued to Cyanamid as assignee.
It further argues that the validity and enforceability of the patents have
not been contested and hence that the patents are valid and enforceable.
Complainant argued similarly that it is the owner of the three valid and
subsisting federal trademark registrations in issue; that it has
continuously used its CYALUME trademark since 1970, expending considerable
sums for advertising and promotion of its chemiluminescent products bearing
the CYALUME mark; and that while the validity of trademark registrations is
not presumed in the manner that issued patents are presumed vali&, two of
the three registrations were incontestable. (Memorandum at 33-35).

The staff argued that the validity and enforceability of the patents
in issue have not been disputed, and that accordingly there is no material
issue of fact respecting their validity and enforceability. The staff also
argued that the three federal trademark registrations are prima facie

evidence of the registrant's exclusive right to use the marks; and that
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since no party has challenged the validity or enforceability of the CYALUME
marks, there is no genuine issue of material fact with respect to their
validity or enforceability. (Staff Response at 12-13).

No defenses have been effectively asserted in this investigation as to
the validity and enforceability of the six patents and three federal
trademark registrations under investigation, and certificates submitted by
complainant properly attest to complainant ownership. No proper response
to the complaint and notice of investigation was filed which asserted

defenses to validity and enforceability.

In the case of Lannom Manufacturing Co. Inc. v. U.S. International
Trade Commission, 799 Fed. 2d 1572, 231 USPQ 32, 35-38 (Fed. Cir. 1986),
the Federal Circuit reversed a Commission determination of invalidity for
obviousness and indefiniteness in an investigation in which no defense of
invalidity had been raised By the parties as to the patent fhere in issue.
The Federal Circuit pointed out that section 337 expressly provides that
"all legal and equitable defenses may be presented in all cases," and
reasoned that the statutory intent behind section 337 was to entertain
legal defenses raised by the parties to the same extént as in the courts,

but with patents retaining their statutory presumption of validity before

the Commission, pursuant to 35 U.S.C. section 282. 4/

In the investigation of Certain Reclosable Plastic Bags and Tubing,

Inv. No. 337-TA-266 (unreviewed initial determination 1988), it was held

4/  The Lannom opinion noted that the staff has the rights of an
independent party in a section 337 investigation, pursuant to Commission
regulation. The Court also discussed and distinguished prior Commission
investigations in which the staff had raised defenses of invalidity. Id.,
779 F.2d at 1574, 231 USPQ at 35, 37. The staff in this investigation
supported, rather than opposed, a summary determination that the asserted
patents and trademarks are valid and enforceable.
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that the legal principle set forth in Lanncm applies not only to
unchallenged patents, but also to unchallenged fedefal trademark
registrations. Moreover, although a paﬁentbenjoys a presumption of
validity under 35 U.S.C. section 282 that can be overcome only by clear and
convincing evidence, a federal trademark registration 3/ does still enjoy a

prime facie presumption of validity and ownership. The Trademark Act of

1946, as amended (the "Lanham Act") provides that:

Any registration...of a mark registered on the principal register
provided by this Act and owned by a party to an action shall be
admissible in evidence and shall be prima facie evidence of the
validity of the registered mark and of the registration of the
mark, of the registrant's ownership of the mark, and of the
registrant's exclusive right to use the registered mark in
commerce on or in connection with the goods or services stated in
the registration..., but shall not preclude a party from proving
any legal or equitable defense or defect, including those set
forth in section (b), which might have been asserted if such mark
had not been registered. 15 U.S.C. §1115a [as amended by the
Trademark Law Revision Act of 1988, P.L. 100-667].

Thus even though a federal trademark registration provides a more easily
disproven presumption than a patent, the registration does provide a
statutory presumption of validity that is in effect in the abserice of a
challenge by "a party...proving any legal or equitable defense or defect."
Consequently, the presumption remains in force unless a party comes forward
to challenge presumption. Absent a party's challenge it ;s found that a
federal trademark registration is sufficient evidence of the ownership,

validity and enforceability of a mark without further evaluation.

5/ Federal trademark registrations on the principal register established
by the Lanham Act enjoy the presumption of validity while marks registered
on the supplemental register established by that Act enjoy no presumption

of validity. The three registrations in issue are on the principal
register.

21



Two of the three federal registrations in issue are the subject of
incontestable rights of exclusive use pursuant to sections 15 and 33b of
the Lanham Act, 15 U.S.C. sections 1065, 1115b. The statute provides a
stronger presumption of validity for the incontestably registered mark:

[Tlhe registration shall be conclusive evidence of the validity

of the registered mark and of the registration of the mark, of

the registrant's ownership of the mark, and of the registrant's

exclusive right to use the registered mark in commerce. Such

conclusive evidence shall relate to the exclusive right to use

the mark on or in connection with the goods or services specified

in the affidavit filed under the provisions of section 15, or in

the renewal application filed under the provisions of section

9....Such conclusive evidence of the right to use the registered

mark shall be subject to proof of infringement as defined in

section 32, and shall be subject to the following defenses or

defects [list of defenses omitted]. Id.,, §1115b [as amended by

Trademark Law Revision Act of 1988, P.L. 1C0-667].

In summary, as no legal or egquitable defenses to the patents and
trademarks in issue have been asserted by any party in the investigation,
the presumpticns of validity attaching to all the intellectual property
under investigation are found to remain in force. Consequently, there is
na genuine issue as to the validity and enforceability of the intellectual
property under investigation, and summary determination of validity and
enforceability of the patents and registered trademarks is appropriate for

violation under section 337(a) (i) (B)(i) and (C).

Damestic Industry

With respect to the domestic industry there are two underlying issues,
viz. the sufficiency of the domestic operations of the asserted industry,
and whether the domestic operations exploit the intellectual property in

issue.
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Sufficiency of the Domestic Operations

Complainant Cyanamid argued that there is a substantial domestic
industry in the United States consisting of that portion of Cyanamid's
business devoted to the manufécture and sale of chemiluminescent
compositions, components thereof and products incorporating the same and
made under the claims of the patents in issue. It argued that Cyanamid is
the owner of the patents in issue and that it markets a variety of consumer
products, e.g., novelty products, under its federally registered trademark
CYALUME in the United States. Complainant cited its investments in
advertising and promotion of such products, and relied on its response to
the staff's interrogatory no. 8. Complainant also cited the information of
Cyanamid's raw material sourcing, chemical production, toll manufacturing
operations, and distribution and quality control functions, including
Cyanamic's domestic manufacture of the components which are used as the
oxalatelester and fluorescent solution in its chemiluminescent products.
(Memorandum at 7,-8, 10-13, 36).

The staff argued that there is a sufficient domestic industry with
respect to the patents and trademarks in issue, principally relying on the
allegations of the complaint and the statement of Cyanamid's Ware
reaffirming those allegations. The staff argued that although the
complaint did not refer to any foreign toll manufacturers which
manufactured for the U.S. market, complainant's Motion No. 285-9 makes
clear that one of Cyanamid's three toll manufacturers is located in Japan.
Nevertheless it argued that given the new domestic industry criteria in
amended section 337 and the evidence respecting domestic investment in

plant and equipment and the employment of domestic labor and capital with
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regard to production of the patented products at issue, there éppeared to
be no material issue of fact concerning the existence of a domestic
industry under section 337(a)(3) notwithstanding said foreign toll
manufacturer. (Response at 20-23).

The administrative law judge determines that the attested Portions of
the complaint (see paragraphs 2-11), specifically reaffirmed by Cyanamid's
Ware in his sworn statement (CX-P, Tr. at 37), are uncontested probative
evidence which may be relied on to support the sufficiency of the domestic
-operations of the involved industry pursuant to Commission rule
210.50(c). & Mr. Ware testified that he is the general manager for the
Chemical Light Department of Cyanamid (complaint at 32 (Ware Affidavit))
and hence such statements of detailed information an Cyanamid'’s own
operations are within his area of competence. Z/

Accordingly, the administrative law judge determines that there is no
genuine material issue of fact and that Cyanamid's operations relating ta
its CYALUME novelty products are sufficiently domestic in character under

section 337(a)(3) (FF 16 to 32).

6/ Under analogous FRCP 56(e) a verified complaint can constitute an
evidentiary substitute for an affidavit in support of summary
determination, once competent and admissible information is shown. 28
Federal Procedure, L. Ed. section 62:606.

7/  Complainant has also relied upon its response to the staff's
interrogatory No. 8 (CX-S). However that response was verified merely
"according to information and belief." Statements made according to
information and belief are not sufficient to support a summary

determination. (Cable Electric Products, Inc. v, Genmark, Inc.,, 770 F.2d
1015, 226 USPQ 881, 888 (Fed. Cir. 1985).
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ti of the e s.'c us

Complainant cifed the statements of Drs. Bruce Baretz and Amy P.
Essenfeld in support of its contentions that Cyanamid's CYALUME novelty
chemiluminescent products correlate with the claims of the patents in
issue. Cyanamid argued that the evidence establishes beyond doubt that
there is a substantial domestic industry involved in the manufacture and
sale of novelty chemiluminescent products which contain compositions and
components that utilize the patents and which are marketed under Cyanamid's
registered CYALUME trademark. (Memorandum at 13-15).

The staff relied on Dr. Essenfeld's statement as demonstrating that
Cyanamid's CYALUME chemiluminescent compositions and components are covered
by claims of the patents in issue. The staff also argued that, while the
Essenfeld analysis discloses that not every claim of the six patents in
iissue is currently practiced by Cyanamid, a complainant need only
demonstrate that it practices one or more claims of each patent in issue
for purposes of establishing a domestic industry with respect to the
involved patent. (Response at 23)

Based on the uncontroverted testimony of Dr. Essenfeld, a Cyanamid
research chemist who works on chemiluminescent products and who has a
doctorate in organic chemistry (FF 36), the administrative law judge
determines the following with respect to the identified intellectual
property in issue.

The '426 Patent

The use of Cyanamid's CYALUME novelty products that contain

practices the method of obtaining chemiluminescent light emission of

generic method or process claims 1, 2, 6 and 7 of the '426 patent, with
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claim 4 specifically reciting CYALUME product
(FF 37-42).

The '679 Patent

All the CYALUME novelty chemiluminescent product mixtures contain CPPO
which is intended to be reacted with hydrogen peroxide, and alsc contain an
organic flucrescer and solvent, in amounts sufficient to cause
chemiluminescence, thus coming under the generic compositions of claims 1,
2, 3, 4, 7, 8 and 9 of the '679 patent (FF 43-46, 48-50). The CPPO is
specifically recited in claim 5. CYALUME products are
covered by claim 10 of the '679 patent which specifically

(FF 47-51).

The '336 Patent

All the CYALUME novelty chemiluminescent product mixtures contain a
composition for reaction with hydrogen peroxide to produce chemiluminescent
light emission with the ingredients covered by generic claims 1, 2 and 6 of
the '336 patent. Because claim 4 is limited to BPEA,
CYALUME product is covered by claim (FF 52-55). &/ A1l the CYALUME
products, in use, practice a process for producing a highly intense
chemiluminescent light from a reaction of ingredients according to the

generic process claimed by claim 8 (FF 56).
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The '786 Patent
All the CYALUME products that contain are covered by the

generic recitation for the fluorescer in claims 1 and dependent claims 2 to

6 of the '786 patent (FF 57-62).

CPPO is included in the generic recitation of the
ester in claims 1, 2, 3 and 5 as well as dependent claim 6 and is
specifically recited in claim 4 (FF 63).

The '645 Patent

All of the CYALUME products that contain are covered
by the generic recitation for the anthracene in claim 1 of the '645 patent.
Claim 3, which is limited to BPEA, CYALUME product

(FF 64-65).

The '843 Patent

Claim 1 of the '843 patent describes a composition useful as a
component for a.chemical light device comprising hydrogen peroxide in a
tertiary alcohol solvent of at least a certain minimum concentration, and a
catalyst, viz. sodium salicylate or tetrabutylammonium salicylate, in a
certain minimum concentration range. CYALUME products contain
hydrogen peroxide in excess of .01M in a teritiary alcohol solvent,
specifically tertiary butyl alchole. Thus complainant's Dr. Essenfeld, as
one skilled in the art, testified that the molar concentration of the
sodium salicylate catalyst in CYALUME products was within the stated

concentration range in claim 1 for the catalyst when taking the whole
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chemiluminescent system of activator solution and oxalate system together
(FF 67).

Claim 4 of the '843 patent depends from claim 1 and further specifies
that the solvent is tertiary butyl alcohol, which is contained in
CYALUME products (FF 68). Claim 5 of the '843 patent alsc depends from
claim 1 and specifies that the catalyst is sodium salicylate, which is
catalyst in CYALUME products (FF 67, 69).

Registration No. 925 341

Cyanamid does use CYALUME as a trademark on the packaging for its
novelty materials containing chemiluminescent compositions and compcnents,
specifically its lightstick products (FF 70).

Registration No. 1,141,455

Cyanamid does use CYALUME as a trademark on the packaging for its
novelty chemiluminescent chemical lightsticks which when activated produce
light. The uses of CYALUME submitted appear substantially identical to the
stylized lettering of the mark in the special form as depicted on Reg. No.
1,141,455, despite the minor differences that such uses de not comtain the
stylized drop or flame design element within the U of CYALUME, and do not
contain the raised L extending vertically above the remaining letters, as
shown in the registration (FF 71). Thus, the mark is used materially as
registered. See, Ex parte The Hanna Paint Co., 103 USPQ 217 (Commr. Pat.
1954) ; Trademark Manual of Examining Procedure §1603.09,

Registration No, 1,133,583

The motionbfor summary determination of violation, the memorandum
thereon, and the response thereto do not specifically point out evidence

that the mark CYALUME is in use by Cyanamid specifically with a "lantern
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like housing, sold separately, for use with a chemical lightstick," which
is the specified subject matter of Federal Reg. No. 1,133,583 and the
administrative law judge can find no- such evidence.

Crne Industry

The above exploited intellectual property overlap in terms of the
chemiluminescent novelty products in, and with, which they are used.
Consequently, they constitute one industry for purposes of analysis under
section 337. See, Certain DRAMs, Inv. No. 337-TA-242 (Comm. Opin. Nov. 5,
1987 at 62-57).

Summar

There is a domestic industry under section 337(a)(2) with respect to
Cyanamid's novelty chemiluminescent compositions and components and
products incorporating the same which are protected by the following claims
of the patents and trademarks in issue: claims 1, 2, 4, 6 and 8 of the '336
patent; claims 1, 2, 4, 6 and 7 of the '426 patent; claims 1-5 and 7-10 of
the '679 patent; claims 1-6 of the '786 patent; claims 1 and 3 of the '645
patent; claims 1, 4 and 5 of the '843 patent; and registered trademark Nos.
925, 341 and 1,141,455, Claims of the '786 patent and o¢f the '645
patent as well as trademark Federal Reg. No. 1,133,583 have not been shown

to be practiced by the domestic industry.

Igportation and Sale

Complainant argued that the evidence of record establishes that
respendent Prolufab has imported, sold for importation and sold within the
United States glow necklaces which it manufactured in France. Cyanamid

cited declarations of Poulin, Renard and Schrimmer as demonstrating that
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Renard admits having been approached by Prolufab with respect to assisting

'

rolufab in importing such necklaces; and that Renard organized Crazy Light

[
8]
(9]

(Crazy Light) and began importing the Prolufab product on November 11,
1987, thereafter selling them to Nite Lite Novelties Inc. (Nite Lite) which
was operated by Poulin for Schrimmer, for distribution in the United
States. Cyanamid argued that this pattern of importation and distribution
is confirmed by Poulin's March 10, 1988 letter from Poulin to Cyanamid,
which letter admits that the imported glow necklaces are manufactured by
®rolufeb and imported by Crazy Light; and that a Mr. purchased 100
unit quantities cf each of the four colors of the chemiluminescent
necklaces imperted from Prolufab and sent them to Cyanamid's Dr. Schmitt
Zor evaluaticn. Thus, Cyanamid concluded that uncontroverted evidence of
"Importation, sale for importation or [sic] sale" within the United States
afzer impertation has been adduced (Memorandum at 37-38).

ne staff argued that there is sufficient uncontroverted evidence of
importation, sale for impecrtation and sale withiﬂ the United States after

importation so that there is no genuine issue of material fact; that Nite

_ite was established for the sole purpose of selling Prolufab's imported

Stazes; that it is not aware of any evidence which would refute Cyanamid's
assertion that necklaces containing chemiluminescent compositicns and
compenents thereof were manufactured by respondent Prolufab and imported
intc the United States by Crazy Light, which in turn sold them to Nite Lite
botn California corperations; and that it is not aware of any evidence,
despite Prclufab's assertion in a letter dated August 11, 1988, which would

refute Cyanamid's assertion that the tubes of necklaces purchased from Nite
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Lite, and later tested by Cyanamid, originated with Prolufab. The staff
further contended that the sworn statements of Poulin, Renard and Schrimmer
disclose that after importation the necklaces were sold by Crazy Light to
Nite Lite for further distribution to customers in the United States.
{(Staff Response at 9-11).

The administrative law judge finds that the uncontroverted and
documented evidence of record establishes without any genuine factual issue
that the French manufacturer respondent Prolufab has sold its
chemiiuminescent glow necklaces for importation to the United States, that
che necklaces were sold by Prolufab to the domestic importer Crazy Light,
which thereafter resold the necklaces to another California company Nite
Lite, for the purposes of subsequent distribution to U.S. customers (FF 72-
85). The sworn statements of Nite Lite's Poulin and Schrimmer, Crazy
_ight's Renard, and Luc Noel all establish the importation and sale. Id.
Prclufab even admitted exportation of its necklaces to the United States in
its August 11, 1988 letter, page 1 to the Commission's Secretary written by
Mr. Paul Noel:.

e fact that we export chemiluminescent necklaces towards the U
A through the cited persons is of course exact. [See,
"

G|

In conclusion, summary determination is appropriate that respondent
clufab has sold chemiluminescent necklaces for importation to the United
States, and that there has been subsequent importation of such necklaces

intc, and sale of such necklaces within, the United States.
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Patent Infringement
Cemplainant Cyanamid argued that it obtained samples of Prolufab's
oink, blue, green and orange color-emitting glow necklaces, through a Mr.
.on April 26, 1988, which were subjected to analysis by various tests
cenducted by Cyanamid under the supervision of Drs. van der Pell and
Granzow. Cyanamid cites their sworn statements and written reports for the

resuits of those analyses.

Accordingly,
Cyanamid contended that direct literal infringement of the claims in issue

of the '679, '336, '786 and '843 patents has been established. (Memorandum

Additionally, Cyanamid contended that contributory infringement of
'426 and '645 process patents is established by the proofs that the
Prclufab products contain each of the components of the claims in issue of
chose patents, thus causing consumers to directly infringe such claimed
processes by carrying out the steps thereof at the time of activation to
initiate the chemiluminescent processes defined therein. Cyanamid cited
the testimony of its Dr. Baretz as verifying that the compositions in both

Cyanamid's and Prolufab's products are expensive, specialty chemicals which
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have no other use but as components of chemiluminescent compositions, and
are therefore not staple articles of commerce having substantial non-
nfringing uses under 35 U.S.C. section 271(c). Thus, Cyanamid concluded
nat Prolufab both centributed to infringement of the '426 and '645 process
patents and induced infringement of said patents (Memorandum at 24-25).
Complainant, in its supporting memorandum, also presented a refutation
5f the allegations stated in "informal letters" of Prolufab 9/ to the
Commission, stating that the evidence proved the falsity of Prolufab's

allegation that its imported necklaces contain genuine Cyanamid chemicals;

The staff argued that there is no genuine issue of material fact with
respect to the direct infringement of the '679, '336, '786, and '843
patents, nor with respect to induced or contributory infringement of the
"426 and '645 patents, by Prolufab's accused products. The staff cites its
depositicns of Drs. Granzow and Essenfeld as demonstrating the great care
taken in conducting the well-documented tests of Cyanamid on respondent

Prolufab's product. The staff argued that it is aware of no evidence which

g/ See August 11, 1989, September 9, 1989 and September 15, 1989 letters
of Prolufab which were respectively Exh. 1 to the staff's response to
Motion No. 285-4 and Exhs. A and C to Motion No. 285-4,
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refutes the conclusicns of the tests put forward by Cyanamid; that the
Testimony on the tests establishes that the Prolufab samples did not
zontain genuine CYALUME chemicals, despite Prolufab's unsubstantiated
asserzions in its informal letters to the Commission that its necklaces
merely contéained chemicals drained from genuine CYALUME lightsticks; that
zne deposition testimony of Dr. Essenfeld demonstrates that the method of
use claims of the '426 and '645 patents would be directly infringed by at
Zezst cne of Prolufab's samples when said samples are used to generate
cnemiluminescence (Staff Response at 13-18).

The administrative law judge finds that the record establishes that
Cyvanamid in April 1988 received samples cof the Prolufab made and imported
g.ow necklaces in green, blue, pink and orange colors, from Nite Lite, and
znereafter Cyanamid subjected the necklaces to extensive scientific
anz_ysis. The samples obtained were accompanied by a purchase order in the
neme of Nite Lite and a flyer for glow necklaces. (FF 86-88).

After consultation between Cyanamid's scientists over appropriate
zests Ior analysis, Cyanamid conducted the following documented tests on

<he Prolufab manufactured samples:

The supervisor Dr. Granzow as well as Drs. van der Poll and Essenfeld
anc Ms. Elliott testified as to the conduct and documented results of these
zests. Id. This uncontroverted testimony establishes, without any genuine
actual issue, the contents of the Prolufab samples.

The tested necklace samples were long and thin diameter tubes

ontaini
C bo!

ntaini ng an oxalate solution and an activator solution which were
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separated from each other by a sealed glass ampule within the tubing.

The
different necklaces were labelled as emitting one of four chemiluminescent
colors--pink, blue, green and orange--and those were labelled as samples A

tnrough D, respectively.

10/

Upon activation of the sample necklace products
by flexing and shaking the two solutions, the Prolufab necklaces exhibited
chemiluminescence (FF 88).

3ased on the results of those tests Dr. Essenfeld, a holder of a
doctorate in organic chemistry from M.I.T. and a Cyanamid research chemist
on chemical light, applied the claims of the patents in issue to the
Srolufab sample necklace in deposition testimony (FF 36, 89). No contrary
evidence was received.

The '€79 Patent

Claim 1 of the '679 patent covers the chemical compositions in all
four imported necklace samples tested, since the necklaces contain the
cempeund CPPC for reaction with hydrogen peroxide in the presence of a

solvent, as well as organic fluorescent compounds (FF 91).

(o9)
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Claim 2 of the '679 patent which depends from claim 1 further
specifies a bpis(phenyl)oxalate ester, which generically describes the CPPO
in zhe imported necklace samples tested (FF 92).

Claim 3 of the '679 patent ~hich also depends from claim 1 further
specifies that the compound is a bis(2,4,5-trichloro-6-
cartcalkoxyphenyl)oxalate which generically describes the CPPO in the
rolufab necklaces tested (FF 61).

Claim 4 of the '679 patent alsc depends from claim 1 and further
specifies that the composition includes additionally a basic catalyst,

which the sampled necklaces all contain in the form of sodium salicylate

(2% ]

T 93).
The Prolufab sample necklaces all contain CPPO specifically recited as
one of the compounds in claim 5 of the '679 patent (FF 94).

4

laim 7, depending from claim 1, alsc applies to the Prolufab necklace

(@]

samples cue to the fact that they contain organic solvents in the oxalate
sclutien (FF 95).
Claim 8, whicn depends from claim 7, applies to the Prolufab sample

necxlaces and the solvents in the samples because they contain as a solvent

f

n ester and/or aromatic hydrocarbon (FF 96).

Claim 9, which depends frem claim 8, also applies to the imported
necklaceé since the organic solvents in the sampled necklaces are solvents
described as dialkylphthalate wherein the alkyl group can have from 1 to
about 12 carbon atoms (FF 97).

Claim 10, which depends from claim 1, further describes a limitation

©f the fluorescer as one of a group of three structures which includes DPHA
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and BPEA. The pink necklace tested contains the DPHA fluorescer, 11/ and
che orange necklace sample contain the BPEA fluorescer (FF 98).

The '336 Patent

The imported necklace samples contained a chemiluminescent compositioﬁ
having the catalyst sodium salicylate which is a weakly basic salt as
described in claim 1 of the '336 patent. The samples also contain CPPO
which is a bisaryl oxalate ester recited in claim 1 and an organic
fluorescent compound also recited in claim 1. Such ingredients in the
necklace samples react with hydrogen peroxide to produce a high intensity
chemiluminescent light emission, as the preamble of claim 1 states (FF 99).

Claim 2 of the '336 patent depends from claim 1 and further requires
that the oxalate ester be a substituted aryl oxalate ester, which applies
generically to CPPO found in all the sampled necklaces (FF 1003.

Claim 4 of the '336 patent also depends from claim 1 and further
requires that the organic fluorescent compound be the BPEA fluorescer which
is in the imported necklace (FF 101).

Claim 5 of the '336 patent which alsc depends from claim 1 requires
that the organic fluorescent compound be the DPHA fluorescer which is in
the imported necklaces samples (FF 102).

Claim 6 of the '336 patent, which also depends from claim 1, requires
that the weakly basic salt catalyst be sodium salicylate, which is
contained in all the imported necklaces sampled (FF 103),

Independent claim 8 describes a process for producing chemiluminescent
light from a reaction of ingredients comprising a bis aryl oxalate ester,

hydrogen peroxide, an organic fluorescent compound and an organic solvent

s
.
~
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for said ingredients. The claim further specifies the step of adding to
the reacticn a certain weakly basic salt catalyst. Such a chemiluminescent
reaction occurs upon the activation of the sampled imported necklaces which
contain compounds that are species of the generic compounds recited in
claim 8 (FF 104). 12/

The '786 Patent

The imported necklace samples contain an oxalate
solution for reaction with hydrogen peroxide tc obtain chemiluminescent
light, and specifically the oxalate solution composition contains a

as well as CPPQ and an organic sclvent, said
ingredients being present in sufficient amounts toc obtain chemiluminescence
when reacted with hydrogenperoxide, which is called for by the generic
recitation of claim 1 of the '786 patent (EF 1095).

Claim 2 of the '786 patent depends from claim 1 and it further
requires that the chemiluminescent compesition contain a bis-ester of
oxalic acid, which is generic to the CFPO in the imported green and orange
necklaces (FF 1Q06).

12/ Since claim 8 of the '336 patent claims a process for generating
chemiluminescent light from a reaction, this claim is not directly
infringed by the importation of the chemiluminescent compositions,
components and necklace products incorperating the same. Instead,
infringement results from the method of use of the necklaces to produce
chemiluminescence by reaction. Consequently, importation and sale of the
necklaces constitute contributory and induced infringement of claim 8.
While the complaint and notice of investigation state direct infringement
as to claim 8, pursuant to Commission rule 210.22(c) they are hereby
amended by this initial determination to conform to the evidence presented.
This issue was reasonably within the scope of the pleadings and the notice,
as claim 8 was there specifically identified with the patent included as an
exhibit to the complaint, and allegations of infringement as to other
patents at issue analogously cover a method of use to produce
chemiluminescent reaction.
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Claim 3 of the '786 patent depends from claim 2, further limiting the
ester to an ester formed from oxalic acid and a phenol having more than a
cerzain minimum ionization constant. This further limitation is generic to
the CPPO in the imported greeﬁ and orange necklaces (FF 107).

Claim 4 of the '786 patent is dependent upon claim 3 and specifies
that the CPPO in the green and orange necklaces sampled (FF 108).

Claim 5 of the '786 patent depends from claim 2 and further limits the
bis-phenyl ester tc one substituted with carbalkoxy groups, which is
generic to the CPPO in the Prolufab green and orange necklaces (FF 109).

Cilaim 6 of the '786 patent depends from claim 2 and further specifies
that the fluorescer may be a monochloro or a dichloro derivative of BPEA.
This further claim limitation applies to the necklaces

samples since they contain a (FF 110).

The '843 Patent

Claim 1 of the '843 patent describes a composition useful as a
component for a chemical light device, comprising at least 0.01 M hydrogen
peroxide in a tertiary alcohol solvent, and as a catalyst, either sodium
salicylate or tetrabutylammonium salicylate, in a certain minimum
concentration range. The Prolufab necklaces sampled each contained
hydrogen peroxide in excess of .0lM in a tertiary alcohol solvent,
specifically tertiary butyl alcohol (FF 112 ).

Complainant's Dr. Essenfeld gave uncontradicted testimony that the

moler concentration of the sodium salicylate catalyst was within the
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claimed concentration range when taking the whole chemiluminescent system
of activator solution and oxalate system together, rather than the two
ccmponents separately, and as one skilled in the art has so interpreted the
claim. Id. The administrative law judge finds support for such an
interpretation in the specification at col. 25, 1. 25-50.

Claim 4 of the '843 patent depends from claim 1 and further specifies
that the solvent is tertiary butyl alcchol, which is contained in the
Prolufab necklaces sampled (FF 113).

Claim 5 of the '843 patent alsc depends from claim 1 and further
specifies that the catalyst is sodium salicylate, which is the catalyst in
the Prolufab necklaces sampled (FF 114). |

The '426 Patent

Claim 1 of the '426 patent claims a method for cbtaining
chemiluminescent light emissiom by the reaction of a hydroperoxide with a
compositicn having the following ingredients: an organic flucorescent
compound which is a phenylethynyl substituted arcmatic hydrocarben, a
chemiluminescent compound which can include esters of polycarbanyl acids,
and an organic solvent for said ingredients and said hydroperoxide. The

Prolufab made necklaces samples have CPPO which is an ester
of a polycarbonyl acid, which is a phenylethynyl substituted aromatic
hydrocarbon, hydrogen peroxide, and organic solvents therefor (FF 115).
Thus, when the necklace products are used a chemiluminescent reac¢tion
process occurs as a result of reaction of the hydroperoxide with the
organic fluorescer.

Claim 2 of the '426 patent depends from claim 1 and further specifies

that the fluorescer phenylethynyl substituted hydrocarbon is an acene
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compound, which is generic to the fluorescers . in the
imported necklace samples (FF 116).

Claim 4 depends from claim 2 and further specifies that the acene-type
fluorescer is BPEA which the imported necklace sample contains (FF
1173,

Claim 6 depends from claim 1 and further requires that the
chemiluminescent compound be a bis-ester of oxalic acid and an alcohol
characterized by at least a certain ionization constant value. This
further limitation is generic to the CPPO contained in the green and orange
samples tested (FF 118).

Claim 7 of the '426 patent, which depends from claim 1, further limits
the ester to a bis(substituted-phenyl) oxalate, and states that the solvent
comprises a dialkyl phthalate in which the alkyl substituents have from 1
to about 8 carbon atoms. The imported green and orange sampled necklaces
centain a dialkyl phthalate and also contain CPPO which is specific to the
ester recited in the claim (FF 119).

The '645 Patent

Claim 1 of the '645 patent claims a process for generating
chemiluminescence comprising reacting CPPO with a peroxide component in a
suitable diluent in the presence of "a 9-10-bis(phenylethynyl) anthracene"
which reads on and as the improvement providing a
sufficient initial concentration of CPPO of about 0.05 to about 0.09 mole
per liter of reaction mixture. The imported necklace
samples correspondingly contain hydrogen peroxide, a
diluent dibutylphthalate, and CPPO which in the green and orange necklaces

sampled is in an initial unactivated concentration of a range of about
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moles per liter concentration in the reaction mixture,

The claim 3 of the '645 patent depends from claim 1 and recites that
the fluorescer is BPEA. The imported necklace has BPEA in

accordance with the claim 3 (FF 121).

Summary

The imported blue, pink, orange and/or green Prolufab necklaces
sampled (as they were specifically identified abave with specific claims in
igsue) directly infringe claims 1-5, and 7-10 of the '679 patent, claims I,
2, &, and 6 of the '336 patent, claims 1-6 and 10 of the '786 patent, and
claims 1, & and 5 of the '843 patent and comtributarily infringe amd induce
infringement of method of use claim & of the '336 patent, claims I, 2, 4,

6, and 7 of the '426 patent; and claims 1, 3, of the '645 patent.

Complainant argued that the Prolufab glow necklace samples cobtained by
Mr. from Nite Lite included é promotional flier representing that
the glow products "are made with the glow juice CYALUME which is extracted
from the GLOW STICK made by American Cyanamid Company"; that the testimony
of Nite Lite's Schrimmer and Poulin, and the testimony of the importer

Renard, establish that Prolufab falsely assured them that the glow
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necklaces contained such genuine CYALUME chemicals; and that those false
assurances indﬁced and contributed to infringement of Cyanamid's CYALUME
trademark in this country. Complainant further argued fhat the false
representations are flagrant Vviolations of Cyanamid's rights in that they
falsely represent that Cyanamid is the source of the chemicals, falsely
imply a spensorship or approval by Cyanamid, pass off the chemicals as
oeing the same as those symbolized by the CYALUME trademark, dilute
Cyanamid's rights in the trademark, and misappropriate the goodwill and
reputation of Cyanamid in both the trademark and the high guality novelty
prcducts symbolized thereby (Memorandum at 28-30, 40-42).

Complainant also argued that not only did Prolufab's false assurances
induce and contribute to trademark infringement, but that the violations
were exacerbated by linking inferior quality necklaces to the excellent
goodwill and reputation enjoyed by Cyanamid under its CYALUME trademark.
Cyanamicd cited the sworn statement of Ms. Elliott concerning tests showing
the lower light outputs from the activated Prolufab necklaces as compared
o the CYALUME necklaces. (Memorandum at 30-31).

The staff argued that there is no genuine issue of material fact that
Prolufab's false assurances constituted contributory infringement of
Cyanamid's trademark, and that the testing done by Cyanamid's scienfiSts
demcnstrates that the imported necklace samples did not contain Cyanamid's
chemicals. The staff further argued that the only non-patent unfair acts
alleged in the complaint are direct, contributory and induced trademark
infringement and that the only recognized cause of action against one who

induces trademark infringement is "contributory infringement", unlike the
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patent statute's distinction for induced and contributory patent
infringement. (Staff Response at 18-20).

It is found that the evidence of record establishes sales of
chemiluminescent necklaces within the United States. In connection with
those sales, the domestic distributor Nite Lite, acting on the assurances
of respondent Prolufab, falsely advertised and promoted the necklaces as
containing CYALUME chemicals extracted from Cyanamid's CYALUME night
sticks, with resultant misrepresentation of the source of those chemicals
(FF 126-132). This representation of the use of genuine extracted CYALUME
chemicals by Nite Lite has been provemn false by thevchenicai analysis
evidence of record which demonstrates that the Prolufab made necklaces

contain chemicals

Accordingly, it is established that there has been direct trademari
infringement under 15 U.S.C. section 1114(1l) in the false and misleading
use of the registered trademark CYALIME in commection with the sale,
offering for sale, and advertising of related chemiluminescent necklace
articles. The administrative law judge agrees with the contentions of
complainant and the staff that the manufacturer‘of those necklaces,
Prolufab, has contributorily infringed by virtue of its false assurances
which induced and foreseeably resulted in such direct trademark
infringement in the advertisement and sale and offer for sale of the
imported product within the United States.

In support of the conclusion that there has been contributory
infringement, the U.S. Supreme Court first held in a case, known as the

"Coco-Quinine" case, that a manufacturer is liable for contributory

44



infringement of another's trademark when it aids, induces or enables its

distributors to infringe that trademark in connection with the subsequent

diszributers' resale of the manufacturer produced goods. William R. Warner
& Co. v, =1i 1illy & Ce., 265 U.S. 526 (1924); see alsc, Inwocod

Laboratories Inc. v. Ives Laboratories Inc., 456 U.S. 844 (1982).

In addition, the pertinent subsection of the statute, viz.
337(a){1)(C), as added by the Omnibus Trade and Competitiveness Act of 1988

specifically covers registered trademarks. Thus it reads:
° The importation into the United States, the sale for importation,
or the sale within the United States after importation, by the
owner, importer, or consignee of articles that infringe a valid
and enforceable United States trademark registered under the
Trademark Act of 1946,

This subsection clearly applies to Prolufab's contributory infringement by

4

its sale for importation of the necklace articles in conjunction with its
false representations about the genuine CYALUME character of the chemicals
contained within the necklace articles, and the subseguent direct
infringement and infringing sales in connection with false and directly
infringing references to genuine CYALUME chemicals, within the United
States, after importation of the necklaces.

The administrative law judge finds that the record does not establish
that the Proiufab manufactured chemiluminescent necklace articles, as they
were marked and sold by respondent Prolufab for importation to the United
States, did at the time of such sale or importation themselves directly
infringe the registered trademark CYALUME. However, such direct
infringement within the United States was induced by Prclufab's sales for

importation cf the necklace articles in conjunction with its false

representaticns concerning the contents of the necklace articles sold, and
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which subsequently were the subject of directly infringing sales within the
United States. This establishes the unlawful character of such sales for
importation of the necklace articles, and the contributory infringement

presented thereby which induced the subsequent directly infringing sales of

~he necklaces within the United States within the scope of subsection

337(a) (1) (C). &3/

-

13/ The administrative law judge notes that new subsection 337(a) (1) (c),
though it refers to "articles which infringe", is pot by its terms
onfined to a certain type of registered trademarks, such as one in the
onfiguration of an article. 1Instead, the subsection applies to marks
egistered under the Lanham Act of 1946, which by the terms of that Act
also includes marks of different subject matter—-- word, design or other
symbol marks, or combinations therecf. A narrow interpretation of the
scope of the subsection, which refers in part to articles that infringe a
registered trademark, would be inconsistent with the statute's legislative
nistory which indicates a broad intent to more effectively remedy acts of
registered trademark infringement in connection with such impcrts. See,
Omnibus Trade and Competitiveness Act of 1988 §1341; Conf. Rpt on H.R. 3,
Rpz. No. 100-576 at 633; Senate Committee on Finance Report No. 100-71 at
127-13C (June 12, 1987); Report on S. 490 (April 20, 1988); H. Rpt. No.
100-4C at 153-156 (April 6, 1987).

In addition, a narrow interpretatiocn of the subsection that focused
only on the infringing character at the moment of importation would also
ignore the fact that the Customs Service itself already has the statutory
autheority to deny entry tc goods which bear marks infringing registered
tracemerks. E.g., 15 U.S.C. 1124; 19 CFR Part 133. 1If the scope of
subsection 337(a) (1) (C) were limited only to products bearing infringing
marks at the time of importation, it would needlessly authorize the
Commission in its section 337 remedies to direct the Customs Service to do
what Customs, without any adversary proceedings, already has the authority
zo do. Such a narrow focus exclusively on the infringing character of the
arzicles at the time of importation would ignore the fact that the new §337
subsection in the alternative expressly applies not only to the moment of
importation, but also to the sales for importation, and sales after
importation within the United States; the alternative provision establishes
that the directly infringing character of the sale of the articles under
investigation may be established subsequent to their importation.

s
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Eindings of Fact

ine Intellectual Property at Issue

1. U.S. Patent No. 3,725,426 (the '426 patent) entitled
Chemiluminescent Fluorescer Substituted Crganic Compounds issued to Zweig
ané Maulding on April 24, 1973 based on an application Ser. No. 712,922
filed on April 20, 1570, which application was "divided" from an "original
application" filed on March 14, 1968. The '426 patent was assigned to

American Cyanamid Company. (Complaint, Exs. B, Bl.)

2. The asserted claims of the '426 patent at issue, all method or

process claims fer cbtaining chemiluminescent light, are claims 1-2, &4, 6-

Claim 1 is the sole independent claim., The asserted claims are all
written in Jepson form and claim as an improvement the use of a particular
type of organic fluorescer compound. The claims read as follows:

1. In a method for obtaining chemiluminescent light emission, by
reaction of a hydroperoxide with a compecsition having the
ingredients, a chemiluminescent compound selected from the group
censisting of anhydrides, amides, O-acylhydroxy amines and esters
cf polycarbonyl acids, an crganic flucrescent compound, and an
organic solvent for said ingredients and said hydroperoxide, all
of said ingredients and hydroperoxide being in such ratios as to
provide chemiluminescent light upon reaction, the improvement
whnich comprises the use of phenylethynyl substituted aromatic
hydrocarbons as the organic fluorescent compound.

2. A chemiluminescent method according to claim 1 wherein said
phenylethynly substituted hydrocarbon is an acene compound.

4. A chemiluminescent method according to claim 2, wherein said
acene-type compound is 9,10-bis(phenylethynyl)anthracene.

5. A process according to claim 1, wherein the chemiluminescent
compound is a bis-ester of oxalic acid and an alcohol
characterized by an acid ionization constant in water greater
than 1,3x10-""

7. A prccess according to claim 1 in which said ester is a
bis{substituted-phenyl)oxalate, and in which said solvent
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comprises & dialkyl phthalate in which the alkyl substituents
<hereof contain from one to about eight carbon atoms.

(VS)

U.S. Patent No. 3,775,336 (the '336 patent) entitled High
Intensity Chemiluminescent Syétem with Weakly Basic Salt-Type Catalyst
issued tc Bollyky on November 27, 1973 based on an applicaticn filed on
September 7, 1971, which was a continuation of an abandoned application
Ser. Nc. 813, 864 filed on April 7, 1969. The '336 patent was assigned to
American Cyanamid Company. (Complaint, Exs. D, D1.)

&, The claims of the '336 patent under investigation are claims 1-2,
-5 and 8, Claim 8 is an independent claim written in Jepson form to a
process for producing a highly intense chemiluminescent light from a
reacticn, with the improvement of using a particular type of catalyst. The
remaining asserted claims are each to a composition, with the sole
independent cleim 1 in Jepson format claiming an improvement using a
particular type of catalyst. The asserted claims read as follows:

1. In a compesition for reaction with hydrogen peroxide to
produce a high intensity chemiluminescent light emission having
the ingredients a bisaryl oxalate ester, an organic fluorescent
compound, and an organic solvent for said ingredients, the
imprevement which comprises a catalyst which is a weakly basic
salt of an acid having a log of the pKa value in water of 1 to 6,
said catalyst being effective to provide a more uniform light
cutput.

2. The composition of claim 1 wherein said oxalate ester is a
substituted aryl oxalate ester.

4, The composition of claim 1 wherein said organic
compound is 9,10-bis(phenylethynl)anthracene.

5. The composition of claim 1 wherein said organic fluorescent
cempound is 9,10-diphenyl-anthracene.

5. The composition of claim 1 wherein said weakly basic salt is
soedium salicylate, ,
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8. In a process for producing a highly intense chemiluminescent

light from a reaction of the ingredients comprising: (1) a bis

aryl oxalate ester, (2) hydrogen peroxide, (3) an organic

fluorescent compound, and (4) and organic solvent for said

ingredients, the step of adding to said reaction of a catalyst

which is weakly basic salt of an acid having a long of the pKa

value in water of 1 to 6.

5. U.S. Patent No. 4,313,843 (the '843 patent) entitled Superior
Oxalate Ester Chemical Lighting System issued to Bollyky and Rauhut on
February 2, 1982 based on an application Ser. No. 721,920 filed on
September 9, 1976, that application was a division of abandoned application
Ser. No. 464,285 filed on April 26, 1974, which in turn was a continuation-
in-part of abandoned application Ser. No. 205,747 filed on December 7,
1971, which in turn was a continuation-in-part of abandoned application
Ser. No. 813,973 filed on April 7, 1969. The '843 patent was assigned to
American Cyanamid Company. (Complaint, Exs. G, Gl.)

6. The claims of the '843 patent under investigation are claims 1, 4-
5 which claim a specific concentration of hydrogen peroxide in a tertiary
alcohol solvent and a particular catalyst. Claim 1 is an independent claim
to a composition, and claims 4-5 depend from claim 1. The asserted claims

read as follows:

1. A composition, useful as component for a chemical light
device, said composition comprising at least 0.01 M hydrogen
peroxide in a tertiary alcohol solvent and a catalyst in the
concentration range from 10-4 to 10-2 M selected from the group
consisting of sodium salicylate and tetrabutylammonium
salicylate.

4, The composition defined by claim 1 wherein said tertiary
alcohol is tert-butyl alcohol.

5. The composition defined by claim 1 wherein said catalyst is
sodium salicylate.
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7. U.s. Patent No. 3,749,679 (the '679 patent) entitled Carboalkoxy
Substituted Bis-Phenyl Oxalates as Superior Chemiluminescent Materials
issued to Rauhut based on an application Ser. No. 124,142 filed on March
15, 1971, which was a codfinuatign-in-part of Ser. No. 842,134 filed on
July 16, 1969. The '679 patent was assigned to American Cyanamid Company.
(Complaint Exs. C, Cl.)

.8. The claims of the '679 patent under investigation are claims 1-5
and 7-10, which each claim a composition. The sole independent claim is
claim 1 which claims a particular composition to be reacted with hydrogen
peroxide and a fluorescer. The asserted claims read as follows:

1. A composition intended to be reacted with hydrogen peroxide
in the presence of an organic solvent, said composition
containing the ingredients, a compound of the formula:

g
Xa

where: Y. .
X represents electronegative substituents;
Y represents a carbalkoxy group;
Z represents a member selected from the group
consisting of hydrogen, alkyl, branched alkyl and
alkoxy alkyl,
m, n and q are integers such that the combined Hammett
sigma constant value of the X, Y and Z substituents on
each phenyl group is between about 1.4 and 2.7, each of
said m and n being always at least one; and
P is an integer of a least 1, and an organic
fluorescent compound, in effective amounts.

X

2. A compositionm as in claim 1 wherein said compound is a
bis(phenyl)oxalate ester derivative wherein p is one.

3. A composition as in claim 1 wherein said compound is a
bis(2,4,5-trichloro-6-carboalkoxyphenyl)oxalate.

4, A composiiion as in claim 1 including, additionally, a basic
catalyst.

5. A composition as in claim 3 wherein said compound is selected
from the group consisting of bis(2,4,5-trichloro-6-
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carbobutoxyphenyl)oxalate and bis(2,4,5-trichloro 6-
carbopentoxyphenyl)oxalate.

7. The composition of claim 1 comprising, additionally, an
organic solvent,

8. A composition as in claim 7 wherein said solvent comprises a
major proportion of a solvent selected from the group consisting
of esters, aromatic hydrocarbons and chlorinated hydrocarbens.
9. The composition of claim 8 wherein said solvent is a
dialkylphthalate, said alkyl groups having from 1 to about 12
carbon atoms.

10. A composition as in claim 1 wherein said flourescer is

selected from the group consisting of 9,10-

bis(phenylethynyl)anthracene; 1 - methoxy-9,10-

bis(phenylethynyl)anthracene; 9,10-diphenylanthracene.

9. U.S. Patent No. 3,888,786 (the '786 patent) entitled Chlorinated
Bis(Phenylethynyl)Anthracenes As Fluorescers In Chemiluminescent Systems
issued to Maulding on June 10, 1975 based on an application Ser. No.
418,493 filed on November 23, 1973, which in turn was a continuation of
abandoned application Ser. No. 261,888 filed on June 12, 1972, The '786
patent was assigned to American Cyanamid Company. (Complaint Exs. E, El.)

10. The claims of the '786 patent under inQestigation are claims 1-6
and 10, which each claim a composition. Claim 1 is the sole asserted
independent claim which claims a chemiluminescent composition comprising a
certain ester compound, a certain anthrace substituted fluoréscer and an

organic solvent. The asserted claims read as follows:

A chemiluminescent composition for reaction with hydroperoxide to
obtain chemiluminescent light, said composition comprising (1) an

ester of the formula:
9_(‘.’
A-c c)‘—n

where A and B represented aliphatic or arcmatic ester groups, and
n is an integer at least one, (2) a fluorescer comprising a
bis(phenylethynyl)anthracene substituted by chlero, fluorec or
lower alkyl, and (3) an organic solvent, said ingredients being
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present in sufficient concentration to obtain chemiluminescence
when reacted with hydrogen peroxide.

2. A composition according to claim 1, in which said
chemiluminescent compound is a bis-ester of oxalic acid.

3. A composition according to claim 2 in which said ester

comprises an ester formed from oxalic acid and a phenol, said

phenol characterized by an ionization constant in water greater
than 1.3 x 10-10

4, A composition according to claim 3 in which said
bis(substituted-phenyl)oxalate comprises bis(2,4,5-trichloro-6-
carbopentoxyphenyl)oxalate.

5. A composition according to claim 2 wherein said bis-phenyl
ester is substituted with carbalkoxy groups.

6. A composition according to claim 2 wherein said fluorescer is

a monochloro or a dichloro derivative of 9,10-

bis(phenylethynyl)anthracene.

10. A composition according to claim 3 wherein said fluorescer is

2-chloro-9,10-bis(phenylethynyl)anthracene.

11. U.S. Patent No. 4,076,645 (the '645 patent) entitled Chemical
Lighting Process and Composition issued to Vega on February 28, 1978 based
on an application Ser, No. 758,253 filed on January 10, 1977. The '645
patent was assigned to American Cyanamid Company. (Complaint, Exs., F, F1l).

12. The claims to the '645 patent under investigation are claims 1
and 3-4, which each claim a process for generating chemiluminescence.

Claim 1 is written in Jepson format and claims the improvement of carrying
out a particular oxalate and peroxide reaction in sufficient diluent to
provide a certain initial concentration of such oxalate. Claim 1 is the
sole asserted independent claim from which claims 3-4 depend. The asserted

claims read as follows:

1. In a process for generating chemiluminescence comprising
reacting bis(6-carbopentoxy-2,4,5 trichlorophenyl) oxalate with a
peroxide compcnent in a suitable diluent in the presence of a
9,10-bis(phenylethynyl)anthracene the improvement which comprises
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rying out the reaction in sufficient diluent to provide an
initial ccncentration of bis(6-carbopentoxy-2,4,5-
crichlorophenyl)cxalate of about 0.05 to about 0.09 mole per

er of reaction mixture.

t

The improved process of claim 1 wherein the 9,10-
is(phenylethynyl)anthracene is 9,10-bis(phenylethynyl)

-

nthracene.

U W

>~

The improved process of claim 1 wherein the 9,10-
pisphenylethynyl)anthracene is 2-chlore-

o

S,10bis(phenylethynyl)anthracene.

3. Tecderally registered trademark No. 925,341 for the mark Cyalume
{in block lettering- no special format) was registered on December 14, 1971
as owned by American Cyanamid Company. The registration states the
speciiied goods with which the mark is used as follows: "chemiluminescent
materials for lighting purposes, such as lightsticks, light wands, light
panels, etc." The certificate of registration indicates that a combined
Section 8 and 15 affidavit has been filed and accepted for this subsisting
registration. (Complaint, Ex. I.)

i4. Federally registered trademark No. 1,133,583 for the mark CYALUME
{stylized) was registered on April 22, 1980 as owned by American Cyanamid
Company. The registration states the specified goods with which the mark
is used as follows: "lantern like housing, sold separately, for use with a
chemical lightstick which, when activated, produces light." The
certificate of registration indicates that a combined Section 8 and 15
affidavit has been filed and accepted for this subsisting registration.
(Complaint, Ex. J.)

15. Federally registered trademark No. 1,141,455 for the mark CYALUME
(stylized) was registered on November 18, 1980 as owned by American

Cyanamid Company. The registration states the specified goods with which
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the mark is used as follows: "chemical lightstick which, when activated,
produces light." The certificate of registration indicates that the

recuired Section 8 affidavit has been filed and accepted for this

subsisting registration. (Coﬁplaint, Ex. K.; CX-U.)

Domestic Industry

Domestic Operations

1€, Cyanamid's sales of chemiluminescent compositions and components

‘n cnemical light products)

Following are Cyanamid's annual
production, sales and inventory of its chemiluminescent products in total,
as well es for its novelty chemiluminescent products, based on an

allcocation of novelty sales to total chemiluminescent sales:

17. Cyanamid's profit from its chemiluminescent novelty products

.

operations and its overall profit from all chemiluminescent products are as

fellows:
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18. Cyanamid has domestic facilities for its operations relating to

chemiluminescent compositions and components at

Additionally, Cyanamid

19. Current Cyanamid expenditures for chemiluminescent research and

develcpment are in excess of Along with other

research, Cyaznamid's chemiluminescent research and development is conducted
in its Chemical Research Center in Stamford Connecticut which contains a

total of 400 thousand square feet of usable space. (Complaint at 5).

20. Cyanamid has a total of devoting

substantiaily all of their work time to the manufacture, sales, marketing,

research and development, quality control, and inventory of
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chemiluminescent compositions, components and products. Cyanamid's annual

pavroll andé fringe benefits for such employees is over

who devote substantially all of their time to
operations related to the manufacture of chemiluminescent products. Annual

payroll and fringe benefits for

21. Cyanamid's chemiluminescent preducts contain chemiluminescent
compositions and components, generally an cxalate ester, a fluorescer, an
activator and a catalyst, which when mixed together emit chemiluminescence

or "chemical light" for a finite duration. Finished chemiluminescent

product

n
O

cmprise a sealed flexible plastic envelope which contains within

it a ligquid solutien of the oxalate ester, and also contains a sealed glass

ct

ube containing a ligquid solution of other components. At the time of use,

ot

he

ct

[}

L&S

"3
oy

envelove is flexed in order to break the inner glass tube and

i

5
»
b

{ts contents with the other solution, thus initiating the reaction and
chemiluminescence. Novelty consumer products incorporating
chemiluminescent compositions and components are used for recreational and
entertainment purposes in the form of "glow in the dark” light sticks,
neckizces, bracelets, rings, earrings, bowties, eyeglass frames, footballs,
ameng others. (Complaint at 2-3.)

22.
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26.
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33.  The specific organic compounds used in Cyanamid's novelty
chemiluminescent products, and particularly those used in its oxalate
soluticn and synthesized by Cyanamid were identified by Cyanamid's Dr.
3aretz.

CPPO, namely, Bis(2,4,5-trichloro-6-carbopentozyphenyl)oxalate

ester, is the same oxalate ester compound used in all of Cyanamid's CYALUME

products.

Cyanamid

makes CYALUME chemical light products in a variety of colors. All such

cts use one of the following flucrescers to emit light of a certain

Q
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When the above flurorescers are put in clear casing
the chemical light seen by the user will be the color of the fluorescer.
However, by absorptive effects and color interference the color viewed can
oe changed by putting a certain colored fluorescer pigment into the mclded

plastic casing;

In the CYALUME light products one solution contains the oxalate ester
and a fluorescer with solvent and a second soluticn which is isolated from
zhe first contains the hydrogen peroxide, the catalyst and solvents. (Dr.
Baretz CX-A at 7-35, 58-59).

34,
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Exploitation of the Intellectual Property by the Domestic Products

36. In a sworn statement Cyanamid's Dr. Amy Essenfeld testified that
she was familiar with the chemical compounds shown on Baretz Ex. 1, CX-A,
Ex. 1, and used in Cyanamid's chemical light products,
and that she recognized the various combinations of CPPO [oxalate ester]
with the fluorescers shown in Baretz Ex. 2, CX-A, Ex. 2, as being the
chemicals used in Cyanamid's chemical light novelty products. Dr.
Essenfeld stated that she has a docterate in organic chemistry from M.I.T.,
and that she has been employed with American Cyanamid since 1985 as a
research chemist working on new improvements and new colors in the area of
chemiluminescence specifically related to the CYALUME product line. She
stated that American Cyanamid is and it has been for a considerable pericd
of time currently engaged in commercially manufacturing and selling the
novelty chemical light products diagrammed on Baretz Ex. 2, and that that
activity invelves using the claims of the patents at issue which she
applied in her testimony. (CX-E at 33; CX-E at 3-5; CX-D at 6-7, 1l1).

The '42€ Patent

37.
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Registration No, 925,341

70. Cyanamid does use CYALUME as a trademark on the packaging for its
novelty products containing chemiluminescent compositions and components,
specifically its lightstick products. (CX-X).

Registration No. 1,141 455

71. Cyanamid does use CYALUME as a trademark on the packaging for its
‘novelty products, specifically being chemiluminescent chemical lightsticks
which when activated produce light. The uses of CYALUME submitted are
substantially identical to the stylized lettering of the mark in special
form as depicted on Reg. No. 1,141,455, although such uses do not contain
the stylized drop design within the u of CYALUME, and do not contain the

raised L extending vertically above the remaining letters. (CX-X).

Jgportation and Sale

72. Mr. Michael Schrimmer, president of Chemical Light Inc. of
Illinois, testified in his deposition concerning the importation and sale
of glow necklaces manufactured by Prolufab, .Chemical Light Inc. is a
company whose prime business is to purchase and distribute to CYALUME
Novelty glow products manufactured by Cyanamid. He testified that a
salesman employed by Chemical Light and previously employed by Liquid
Light, Ed Poulin, was involved with him in setting up a company, Nite Lite
Novelty, Inc. to sell glow necklaces manufactured by Prolufab and to be
imported by a company called Crazy Light whose principal was Jerome Renard,
alsc formerly of Liquid Light, and thereafter the necklaces to be resold to

Nite Lite. (CX-M at 5-13.)
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73. The .sale of these necklaces originally began in 1987 through Mr.
Poulin in the name of Chemical Light, and after being advised by Cyanamid

~
~

[

its patent on the activation method for the glow in the dark device, in
August 1987 Mr. Schrimmer advised Cyanamid by letter that he would cease
selling the French necklaces, according to his testimony. Thereafter in
September 1987 Mr. Schrimmer participated in discussions with Mr. Poulin,
and with Mr. Renard concerning importation of the French necklace through

razy Light and sale by Nite Lite, and Mr. Schrimmer lent money for Nite

L

ite's purchase of glow necklaces for importation for subsequent sale in
the U.S. under the name of Nite Lite. According to Mr. Schrimmer's
depcsition testimony, a mutual decision was made to start Nite Lite Novelty
in order to legally import a necklace into the country. Mr. Schrimmer
received payments from the sales of such necklaces by Poulin and Poulin was
o receive & fixed price per necklace, according to Schrimmer's testimony.
(CX-M at 12-1G6.)

74. A leaflet was printed by Cyanamid to beware of imitations and Mr.
Schrimmer understcod this to be directed to the imported French necklaces.
Upén the instructions of Mr. Schrimmer, in March 1988 Mr. Poulin sent a
ietter to Cyanamid's Mr. Ware stating that there was no intent to infringe
the patents or trademarks of Cyanamid, requestinz advice on any iﬁformation
confirming infringement and representing that Prolufab was manufacturing
the French necklaces and selling them to Crazy Light who thereafter
imporzed them and resold them to Nite Lite. (CX-M at 29; Complaint Ex.
Ki.}

75. Upon Mr. Poulin's being served with process in a district court

infringement suit based on the glow necklaces, Mr. Schrimmer stated that he
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instructed Mr. Poulin to cease sales of such necklaces, and thereafter Mr.
Schrimmer fired him from Chemical Light for his failure to cease such
sales. Nite Lite imported the necklaces and another product, a bracelet
combination cocktail stirrer product from Prolufab. (CX-M at 29-35.)

76. Mr. Edward Poulin testified in a sworn declaration that he joined
Chemical Light Company as a sales representative in May-June 1987 for
selling CYALUME luminescent light sticks and similar products, after
working as a sales rep. for Liquid Light Company and its sales of
chemiluminescent light sticks and necklaces. (CX-I at 2.)

77. In October 1987 the company Nite Lite Novelties, Inc. was formed
with Mr. Schrimmer's authorization for the purpose of acting as a
distributor selling an imported French glow necklace which he had
previcusly been imported, according to Mr. Poulin's declaration. Mr.
Poulin was named president of this company although he continued to sell
CYALUME light sticks as a representative of Chemical Light. The product
was actually imported by Jerome Renard of Crazy Light Company who would
place orders on behalf of Nite Lite Novelty directly with the French
supplier and manufacturer which was Societe Prolufab of Suresnes, France.
Mr. Poulin would place orders with Crazy Light, and Mr. Renard of Crazy
Light would then wire funds to pay for the procduct which would be shipped
by air freight to Los Angeles, where the product would be kept in Mr,
Poulin's home as inventory from which customer orders were shipped by Nite
Lite. (CX-I at 2-5.)

78. At some point, Mr. Poulin stated, Cyanamid became aware of the
imported glow necklaces and made a complaint to its distributors that it

was not a genuine CYALUME product. In March 1988 Mr. Schrimmer sent Mr.
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Poulin a letter with instructions that it be retyped on Poulin's stationary
and sent <o Mr. Ware of Cyanamid, and Mr. Schrimmer did so about four weeks
later. (CX-I at 5-6).

76. From November 1987 unzil the initiation of Cyanamid's lawsuit
against him in June 1988, Mr. Poulin attested that Nite Lite Novelty Inc.
sold approximately 200-250 thousand imported necklaces. Poulin attested to
payments to himself, Messrs. Schrimmer, Renard, and to Luc Noel for his
consulting services in assistance relating to the importation of this
preduct. (CX-7-9.)

80. Mr. Jerome Renafd, a French citizen residing in Los Angeles,
zestified in & sworn declaration that he was previously employed from 1883-
84 until 1986 as an operations manager of Liquid Light Company in the
nevelty chemiluminescent business, ccordinating production of necklaces and
bracelets. In late 1984 Liquid Light became a distributor for Cyanamid
novelty chemical light products, such as necklaces, bracelets, and four-
inch light sticks. Since Prolufab was a part owner of Liquid Light, as
part of his employment he would stop and visit the French company on his
travels to France. After he left Liquid Light, Mr. Renard attested,
Prolufab approached him in 1987 about assisting in the importation of
Prolufab glow necklaces into the U.S., and he agreed to participaté and in
April or May 1987 formed a company called Crazy Light Company for this
purpose. His agreement with Prolufab was basically that he would purchase
the French necklaces from Prolufab and sell them to a U.S. distributor,
accerding to Renard's declaration. (CX-J at 1-3.)

81. Mr. Renard then approached Mr. Schrimmer, who is the largest U.S.

distributor of novelty chemical light products, and they verbally agreed on
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distribution, with Mr. Renard importing the French necklaces and selling

them to Mr. Schrimmer's company, as Mr. Renard attested. Starting in May

those necklaces on the groundé that they infringed Cyanamid's then
unexpired device patent and covered the light sticks generally, regardless
of the chemical contents., (CX-J at 3.)

82. Thereafter Nite Lite Novelty Inc. was organized for the purpose
of importing the French necklaces after November 11, 1987, the scheduled
expiration date for the device patent, as Mr. Renard declared. After
November 11, 1987 Mr. Renard began purchasing quantities of the French
necklaces from Prolufab and having them air-freighted into Los Angeles for
delivery toc Mr. Poulin who was operating Nite Lite Nowvelty Inc. The funds
Zfor the purchases were first received from Nite Lite and then Mr. Renard
would bank-wire the funds to Prolufab's account in Paris in payment for the
necklaces, as Mr. Renard declared. Mr. Renard attested to the payments
made to himself and Mr. Luc Noel, who provided consulting services in order
to assist in the fulfillment and shipments of the orders made for the
French necklaces, and who is a son of Paul Neoel. (CX-J at 3-4.)

83. Mr. Renard imported and sold to Nite Lite Novelty from November
1987 until early June of 1988 approximately 200-250 thousand necklaces, as
Mr. Renard declared. (CX-J at 4.)

84. Invoices/purchase orders expressly from Nite Lite Novelties Inc.
of record evidence sales of green, blue, pink, and orange necklaces to
domestic customers. Those invoices state:

OUR NECKLACES ARE NOT A PRODUCT OF AMERICAN CYANAMID CO. BUT ARE

MADE FROM THE "GLOW JUICE" EXTRACTED FROM THE CYANAMID GLOW
STICK.
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(CX~-B, Ex. 2; CX-L, Ex. 4).
85. Judith Walden and Harlen Dismuke of Liquid Light Inc. of

California gave sworn declarations

Mr. Luc Noel

worked at Liquid Light until February 1987. As Ms. Walden and Mr. Dismuke
testified, during this time Mr. Luc Noel repeatedly proposed that Liquid
Light import chemiluminescent products which Prolufab makes using chemicals
made by Eﬁropean chemical manufacturers, or import such chemicals from
Prolufab, but that Walden and Dismuke refused to do so because of its
relationship with Cyanamid and Cyanamid's chemical patents. Before leaving
Liquid Light Mr. Luc Noel had himself brought back from France some
finished necklaces his father had been making at Prolufab and somé jars of
chemicals to prove to Walden and Dismuke the ability to so manufacture and
import. Messrs. Renard and Poulin left Liquid Light at about the same time
that Luc Noel alsc left the company. Small diameter chemiluminescent
necklaces can economically be made from chemicals extracted from the wide
diameter CYALUME six inch light sticks, with from 10-12 necklaces made from

a single CYALUME light stick. However, European bulk chemicals are cheaper
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than such extracted chemicals, according tc Mes. Walden's testimony, and use
of bulk chemicals avoids the awkwardness anc scrap material involved in

extraction. (Dismuke CX-B at 8-13, 19-20; wWalden CX-0 at 1-6, 13-47, Ex.

2.)

Patent Infringement

86. In April 1988 Cyanamid's then director of scientific services Dr.
Schmitt received numerous samples of the Prolufab made and imported glow
necklaces in green, blue, pink and orange colors, from Nite Lite Novelty,

through Mr. The samples obtained

on April 28, 1988 marked 88419A-D were accompanied by a purchase order in
the name of Nitelite Novelties Inc. and a flyer for Glow Necklaces. Part
of scientific services at Cyanamid is the pilot plant support group, and
this group regularly analyzes all the materials

(Dr. Schmitt CX-L at 5-18,

87. Cyanamid's Dr. Schmitt discussed the analysis tests for such
sample necklaces with the group leader of scientific services for the pilot
plant, Dr. Granzow, as well as Dr. van der Poll, a research chemist with
that group. Upon consultaticn, it was decidgd to conduct the following
tests, which were stated to be accepted in the field and validated in

Cyanamid's experience, to analyze the contents of the necklace samples:

These

analytical procedures were conducted by the group under the supervision of

76



Dr. Granzow who provided a detailed statement and report as to the test

resulits,

The group does a large volume of testing and performed
samples on the competitor samples which were marked with an evidence number
8841A through D (hereafter A-D) as designating the samples pink, blue,
green and orange necklaces, respectively. Dr. van der Poll received the
samples from Dr. Schmitt and distributed them to cthers in the group for
further tests. Cyanamid's Ms. Elliott also testified as to the conduct and
decumented resulﬁs of the tests she conducted on the
chemiluminescent output and intensity of the activated sample necklaces
versus the comparable Lite Ropes of Cyanamid. Dr. Granzow attested that
the identification of the sampled chemicals is positive and certain. (Dr.
Schmitt CX-L at 11-13, 17-19, Exs. 2, 5; Dr. Granzow CX-F at 6, 8, 10-31,
Ex. 1; Dr. van der Poll CX-N at 5-41, Exs. 1-2; Ms. Elliott CX-C at 3-25,
Exs. 1-5.)

88. The attested results of these Cyanamid tests indicate that the
tested necklace samples were long and thin diameter tubes containing an
oxalate solution and an activator solution which were separated from each
other by a sealed glass ampule within the tubing. The tested necklace
samples contained an oxalate solution composed of CPPO, one or more
fluorescers, and dibutyl phthalate. The necklace activator solutions
contained hydrogen peroxide, sodium salicylate, and tertiary butanol. The
different necklaces were labelled as emitting one of four chemiluminescent

colors--pink, blue, green and orange--and these were labelled as samples A
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through D, respectively.

Upon activation of the sample necklace products by
flexing and shaking the two solutions, the Prolufab necklaces exhibit
chemiluminescence. (CX-D, Exs. 1-2; CX-N, Ex. 1; CX-C, Exs. 2-5.)

89, Cyanamid's Dr., Essenfeld testified concerning the application of

the patent claims at issue to the sample French necklaces, according to the
scientific analysis of those necklace contents established by Cyanamid test
results. The Prolufab necklace samples included samples marked A for pink
color, B for blue color, C for green color, and D for the orange color.
The samples contained an outer casing of over 19 inches long and a diameter
of 5.3mm, and an inner separating glass capillary over 18 inches long and
1.0mm in diameter. Plastic connectors for the ends of the tube were
included with the samples for their use as a necklace. The necklaces
conﬁained an activator solution and separate oxalate solutions. (CX—D,‘Ex.
1.)

90. The only known commercial use of the fluorescers

is for chemiluminescence, accdrding to
Cyanamid's Dr. Baretz. There is no practical reason for using them for
other purposes, due to their relative expense to manufacture, their
sensitivity to sunlight which prevents a usefulness as commercial pigments,
and there are available different inexpensive fluorescers for other
purposes like detergents, paint pigments, etc. Updated literature searches

are regularly performed on such chemiluminescent fluorescer compounds, and
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zthe literature indicates no commercial application for such fluorescer
compounds other than chemiluminescence. (Baretz CX-A at 65-69).

The '679 Patent

91. Dr. Essenfeld testified that the compound formula stated in claim
1 of the '679 patent is a generalized format which includes the compound
CPPO. The Hammett sigma constant referred to in the claim pertains to a
measure of the electronegativity of certain atoms as to which there is a
rating system. The p integer in the claim refers to how many carbonyls
there are adjacent to one another in the molecule. The Prolufab samples
all contain CPPO as confirmed by the results of mass spectroscopy tests.
The CPPO contains electronegative chlorine substituents, and a carblalkoxy
group which is the carbopentoxy group. (CX-D at 12-15).

92. The Prolufab sample necklaces all contain CPPO, so the p integer
for the carbonyls is 1, as Dr. Essenfeld applied claim 2 of the '679
patent. (CX-D at 13).

3. The reported analysis of the Prolufab.samples show the presence
of sodium salicylate as the catalyst, as Dr. Essenfeld testified in
applying claim 4 of the '679 patent. (CX-D at 16).

94, The Prolufab sample necklaces all contain 2,4,5-trichloro-6-
carbopentoxy substitution within the CPPO, as shown by the Cyanamid test
results, as Dr. Essenfeld stated in applying claim 5 of the '679 patent.
(CX-D at 16).

95. The Prolufab sample necklaces contain organic solvents,
principally cibutylphthalate, DBP, and in a minor amount dimethylphthalate,
DMP, according to Dr. Essenfeld's application of claim 7 of the '679

patent. (CX-D at 17-18).

79



96. The mass spectroscopy results show that the solvents found in the
Prolufab samples are an ester and an aromatic, the DBP and DMP, as Dr.
Essenfeld applied the '679 patent's claim 8. (CX-D at 17.)

87. The mass spectroscoby results also show that the solvents are
within the class of solvents described by a dialkylphthalate where the
alkyl group can be between one and 12 carbons, according to Dr. Essenfeld's
application of claim 9 of the '679 patent. (CX-D at 17-18).

98. Sample D contained

as Dr. Essenfeld testified in applying claim 10 of
the 'B79 patent. (CX-D at 18-19).

The '336 Patent

99. The necklace samples contained a chemiluminescent system having
the catalyst sodium salicylate which is a weakly basic salt and according
to the literature it has a log of the pKa value in water of 1 to 6,
according to Dr. Essenfeld's application of the '336 patent's claim 1.
Such a catalyst helps to increase the light .output. The preamble -of the
claim refers to a bisaryl oxalate ester which includes CPPO. (CX-D at
20-21).

100. The CPPO in the sample necklaces is a substituted aryl oxaiate
ester, according to Dr. Essenfeld's application of claim 2 of the '336
patent. She testified that the aryl substitution refers to the phenyl
ring, and in the CPPO the substitution here is 2,4,5-trichloro-6-
carbopentoxy substitution. (CX-D at 21.)

101.
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102.

103. The necklaces samples contain sodium salicylate as confirmed by
as Dr. Essenfeld applied claim 6 of the '336
patent. (CX-D at 22.)

104. The step of adding a weakly basic salt catalyst to the reaction
of a bis aryl oxalate ester, hydrogen peroxide, an organic fluorescer and
an organic solvent for such ingredients actually takes place upon the
mixing and combining of the two different solutions the oxalate and the
activator solutions, as Dr. Essenfeld stated in her application of the
process claim 8 of the '336 patent. (CX-D at 22-23).

The '786 Patent

105. The necklace samples contain hydroperoxide, which is hydrogen
peroxide, for reaction with an ester of the formula presented in the claim,

which in the samples is CPPO, as Dr. Essenfeld attested in applying claim 1

of the '786 patent.

Measurements and light output tests show
that the necklace samples contain ingredients in sufficient amounts to
produce chemiluminescence. (CX-D at 23-24).

106. The samples contain CPPO which is a bis ester of oxalic acide
because it contains two ester groups in the molecule, as Dr. Essenfeld

attested in applying claim 2 of the '786 patent. She testified that bis
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ester of oxalic acid generally means that such a molecule is formed by
taking o#alic acid with two carboxylic acid groups and combining this with
two alcohol or phenol molecules to form two ester bonds. (CX-D at 24).

107. The necklace samples contain CPPO in which the ester is formed
from oxalic acid and a phenol where the phenol has three electronegative
chloro substituent groups on the phenol, thus its ionization constant is
greater than 1.3 times 10 to the minus 10, considering the three
substituents and the literature ionization constant value of 1.28 times 10
to the minus 10, as Dr. Essenfeld testified in applying claim 3 of the '786
patent. (CX-D at 26.)

108. The necklaces samples contain CPPO which specifically is

ester, as Dr. Essenfeld indicated
in applying claim 4 of the '786 patent. (CX-D at 26).

109. The results confirm that the CPPO molecule in
the necklace samples have carbalkoxy groups on it in the sixth position,
being a carbopentoxy group, according to Dr. Essenfeld's application of
claim 5 of the '786 patent. (CX-D at 26).

110.

i11.
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The '843 Patent

112. The samples each contained a tertiary alcohol solvent,
specifically tertiary butyl alcohol butanol, as well as hydrogen peroxide
in the t. butanol as a solveni, with the activator molar concentration of
hydrogen peroxide being in excess of .01 M, and the system molar
concentration of the sodium salicylate catalyst being 1.3 and 1.71 times 10
to the minus 4 according to Dr. Essenfeld's calculations based on the
weight percentages found through analysis, and in her application of claim
1 of the '843 patent. (CX-D at 28-32, 46-50).

113. The necklaces samples upon analysis contained only tert-butyl
alcohol and no other tertiary alcohol, according to Dr. Essenfeld's
application of claim 4 of the '843 patent. (CX-D at 32-33).

114, The necklace samples upon analysis contained the specific
catalyst sodium salicylate, as Dr. Essenfeld testified in her application
of claim 5 of the '843 patent. (CX-D at 33).

The '426 Patent

115. The sample necklaces contain esters of polycarbonyl acids,
specifically the CPPO, according to Dr. Essenfeld's application of claim 1
of the '426 patent. She testified that of the various chemical groups
stated in the claim-- anhydrides, amides, O-acylhydroxy amines, and esters
of polycarbonyl acids-- it has been found that the esters of

are superior in light output. (CX-D at 33-34.)

116.
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117.

118. The samples contain CPPO which contains a bis-ester of oxalic
acid and an alcohol characterized by an acid ionization constant in water
greater than 1.3 times 10 to the minus 10, acéording to Dr. Essenfeld's
testimony applying claim 6 of the '426 patent. (CX-D at 24, 28-32, 35~
36,).

119, Green and orange imported necklace samples contained the solvent
DBT, dibutylphthalate, which is a dialkyl solvent in which the alkyl
substituent contains 4 carbon atoms, and they also contain CPPO which is a
ois(substituted-phenyl)oxalate, according to Dr. Essenfeld's attested
application of claim 7 of the '426 patent. (CX-D at 36.)

The '645 Patent

120.
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121.

122.

Prolufab Necklaces Sampled Do Not Contain Genuine CYALUME
123.

124.
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125.
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Contributory Trademark Infringement

126. Invoices/purchase orders evidencing sales of green, blue, pink,
and orange necklaces to domestic customers expressly from Nite Lite
Novelties Inc. are of record with the following statement:

OUR NECKLACES ARE NOT A PRODUCT OF AMERICAN CYANAMID CO. BUT ARE

MADE FROM THE "GLOW JUICE" EXTRACTED FROM THE CYANAMID GLOW
STICK.

(CX-B, Ex. 2; CX-L, Ex. 4).
127. The flyer contained with the sample necklaces purchased by
Cyanamid from Nite Lite Products Inc., is headlined GLOW NECKLACES and in

part states as follows:

Although our product is not to be confused with Lite Rope(R),
please note that all of our glow products are made with the glow
juice CYALUME(R) which is extracted from the GLOW STICK(R) made
by American Cyanamid Company.

(CX-L, Ex. 4.)

128. Upon first being involved with the French product Mr. Schrimmer
obtained assurances from the French, written assurances translated and
presented by Crazy Light, that the chemical used inside their necklace was
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pure undiluted CYALUME extracted from a CYALUME light stick, and so Mr.
Schrimmer testified he did not intend to infringe upon rights involved in
the CYALUME product. (CX-M at 43-45.)

129. After receipt of Cyanamid's beware of imitations notice
concerning its Lite Rope necklaces, and upon the instructions of Mr.
Schrimmer, in March 1988 Mr. Poulin sent a letter to Cyanamid's Mr. Ware
stating that there was no intent to infringe the patents or trademarks of
Cyanamid. The letter stated in part:

As you probably know, Nite Lite Novelties Inc. acts as a

distributor of imported glow necklaces and does not have anything

to do with their direct importation or manufacture. I have been

assured by both the manufacturer (Prolufab) and the importer

(Crazy Lights) that the necklaces do contain genuine Cyalume

product.

(Complaint, Ex. Kl; CX-M at 26-28.)

130. Nite Lite Novelty Inc. regularly advertised the sale of the
imported glow necklaces in trade magazines and newspaper such as Amusement
Business, Rollerskating Rink Association, and others, according to Mr,
Poulin's sworn statement. These ads were composed and printed in
conjunction with Mr. Schrimmer. Flyers additionally were used to promote
the sales of the imported french glow necklaces. A classified
advertisement in the May 21, 1988 edition of Amusement Business expressly
promotes GLOW NECKLACE and states that the necklace is:

Made with CYALUME(R). A product of American Cyanamid Co.*

*This Product should not be confused with the Lite Rope(R) a

product of American Cyanamid Co.

(Complaint, Ex. M; CX-I at 6.)

131. Prolufab 's principals assured Mr. Renard, according to his

testimony, that the product shipped to fill his orders did after November

11, 1987 contain genuine CYALUME chemicals of Cyanamid which had been
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extracted from its CYALUME light stick products and then refilled into the
imported glow necklaces. Mr. Renard then repeated this assurance to Mr.
Schrimmer, and both were then under the belief that the products did not
infringe other patents of Cyaﬁamid covering the chemicals used in light
sticks, as stated by Mr. Renard. (CX-J at 4.)

132, In a signed and issued consent decree against Mr. Luc Noel, he

admitted having:

"actively induced (and as a result received financial benefits

from) other defendants named herein to purchase and import such

glow necklaces from Societe Prolufab, 26 Rue Emile Declaux, 92150

Suresnes, France, and has joined with the principals of Prolufab,

namely Paul Noel and Eric Noel, in giving knowingly false

assurances to his co-defendants herein, which they relied upon,

that such necklaces contained genuine chemicals extracted from

plaintiff's (Cyanamid's] products...."
The consent order against Luc Noel was entered in the United States
District Court for the Central District of California by the Honorable
Consuelo Marshall on September 20, 1988. Similar consent judgments were
signed by Messrs. Schrimmer, Poulin and Renard and entered by that court
against themselves and Nite Lite Novelty Inc., Crazy Light and Chemical
Light Inc. in which the defendants admitted that they purchased and
imported chemiluminescent glow necklaces from Societe Prolufab, but stated
that they received formal assurances from Prolufab, which they relied upon,

that such necklaces contained genuine chemicals extracted from the

plaintiff Cyanamid's products. (CX-T).
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RMDIAL DETERMINATION AND ORDER

Based on the foregoing findings of fact, conclusions of law, the
cpinion and the record as a whole and pursuant to Commission rule 210.50,
it is the administrative law judge's determination that, as a matter of law
there has been a violation of sections 337(a) (1)(B)(i) and (a)(1)(C) by
respondent Prolufab in the sale for importation of certain glow necklaces
which were thereafter imported and sold in the United States, and which
infringe cr induce and/or contributorily infringe the following
intellectual property as to which there is a protected industry in the
United States: claims 1, 2, 4, 6 and 8 of the '336 patent, claims 1-5 and
7-10 of the '679% patent, claims 1-6 of the '786 patent, claims 1, 4 and 5
cf the '843 patent, claims 1 and 3 of the '645 patent, claims 1, 2, 4, 6

and 7 of the '426 patent and registered '341 and '455 trademarks. 16/ 11/

16/ The intellectual property as to which infringement has been found, but
which the domestic industry does not exploit or practice, cannot be the
subject of a viclation under section 337. This includes

Thus, these claims of the
patents at issue which are infringed by Prolufab necklaces are not the
subject of a violation of section 337, because they are not practiced bty
the domestic industry. While the Omnibus Trade and Competitiveness Act of
1988 liberalized the requirements for a domestic industry in "articles
protected by the patent," still the Act retained the requirement that some
demestic industry must be shown. The claims of a patent constitute
separate definitions of the scope of the patent's protection, and the
practice, infringement and validity of separate claims is determined
separately under the patent law, gee, 35 U.,S. C. sections 112, 271, 282,
The domestic industry issue focuses on whether the intellectual property
right covers the domestic activity, (Report of Senate Committee on Finance
on S$.490, Rpt. No. 100-71, 100th Congr., lst Sess., June 12, 1987 at 128-
129}, and here the coverage of

on the domestic industry has not been shown.

17/
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Motion No. 285-9 is granted.
Further, it is ORDERED that:
1. In accordance with Rule 210.44(b), all material heretofore

marked in camera because of business, financial, and marketing

data and considered confidential business information under Rule

201.6(a), is to be given in camera treatment;

2. The Secretary shall serve a copy of the public version of
this Initial Determination upon all parties of record and the
confidential version upon all counsel of record who are
signatories to the protective order issued by the administrative
law judge in this investigation; and

3. Counsel for the parties shall submit to the office of the
administrative law judge by Friday March 31, 1989 those bracketed
portions of the subject initial determination which contain
confidential business information to be deleted from the public
version of this initial determination. If portions of the
initial determination are not so designated, the party will be
deemed to have no objection to removal of a confidential
designation and protection therefor.

This INITIAL DETERMINATION is hereby CERTIFIED to the Commission.

Procedure.

The

pleadings of the parties are not certified, since they are already in the

Commission's possession in accordance with Commission Rules of Practice and

This initial determination shall become the final determination of the
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Commission pursuant to Commission rule 210.53(h) thirty (30) days after the

service thereof on the parties, unless the Commission, within thirty (30)



days after the date of such service shall have ordered its review of the
initial determination or of certain issues therein, pursuant to Commission
rules 210.54(b) or 210.55, or by order shall have changed the effective

date of the initial determination.

/; ﬂ /7
.'.a-u/ A Z{.bc/ée%v

Paul J. kern
AdministfAtive Law Judge

Issued: March 22, 1989
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