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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 20436 

In the Matter of 1 
1 

CERTAIN GLASS TEMPERING SYSTEMS ) 
Investigation No. 337-TA-171 

NOTICE OF ISSUANCE OF EXCLUSION ORDER 

AGENCY: U.S. International Trade Commission 

ACTION: Issuance of a limited exclusion order 

SUMMARY: The Commission has issued a limited exclusion order in the 
above-captioned investigation. 

FOR FURTHER INFORMATION CONTACT: Carol McCue Verratti, Esq., Office of the 
General Counsel, U.S. International Trade Commission, telephone 202-523-0079 

SUPPLEMENTARY INFORMATION. The presiding officer issued an initial 
determination (ID) on August 15, 1984, in which she determined that there has 
been a violation of section 337 of the Tariff Act of 1930 (19 U.S.C. § 1337) 
in the unauthorized importation or sale of certain glass tempering systems 
including frictionally driven oscillating roller hearth furnaces which 
infringe claim 1 of  U.S. Letters Patent 3,994,711. On September 17, 1984, the 
Commission issued a notice that it had determined not to review the ID (49 
F.R. 37858). Therefore, a violation of section 337 exists in the unauthorized 
importation or sale of certain glass tempering systems including frictionally 
driven oscillating roller hearth furnaces which infringe claim 1 of U.S. 
Letters Patent 3,994,711, the effect or tendency of which is to destroy or 
substantially injure an industry, efficiently and economically operated, in 
the United States. 

The Commission has determined that a limited exclusion order is the 
appropriate remedy in this investigation and that the public interest factors 
enumerated in section 337(d) do not preclude the issuance of such an order. 
Pursuant to section 337(9), the Commission has determined that 50 percent of 
the entered value of the articles concerned is the appropriate bond applicable 
to infringing glass tempering systems entered during the 604ay Presidential 
review period, 



2 

Copies of the Commission's Action and Order, its Opinion, the public 
version of the presiding officer's ID, and all other nonconfidential documents 
filed in connection with this investigation are available for inspection 
during official business hours ( 8 : 4 5  a.m, to 5115 p . m . >  in the Office of the 
Secretary, U.S. International frad,e Commission, 701 E Street, NW., Washington, 
D . C .  20436, telephone 202-523-0161. 

By order of the Commission. A/& - 
Kenneth R. Mason 
Secretary 

Issued: November 16, 1984 



UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington , D .C. 20436 

In the Matter of 1 
1 

CERTAIN GLASS TEMPERING SYSTEMS 
Investigation No. 337-TA-171 

COMMISSION ACTION AND ORDER 

Procedural History 

On October 11, 1983, complainant Glasstech, Inc. filed a complaint with 

the Commission alleging violation of subsection (a) of section 337 of the 

Tariff Act of 1930 (19 U.S.C. § 1337) in the unlawful importation of certain 

glass tempering systems including frictionally driven oscillating roller 
- 

bearer furnaces into the United States, or in their sale, by reason of alleged 

(1) infringement of claims 39-42 of U.S. Letters Patent 3,806,312 ('312 

patent) and (2) infringement of claim 1 of U.S. Letters Patent 3,994,711 ('711 

patent), the effect or tendency of which is to destroy or substantially injure 

an industry, efficiently and economically operated, in the United States. The 

investigation was instituted and on November 16,  1983, a notice of 

investigation was published in the Federal Register. 48 Fed. Reg. 52136. 

The complaint and notice of investigation named two respondents: 

(1) AB Kyro OY, a corporation of Finland and (1) Tamglass, Inc., a 

Pennsylvania corporation which is a wholly-owned subsidiary of AB Kyro OY. On 

June 4, 1984, the parties stipulated that issues relating to the '312 patent 
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were d i s m i s s e d  from 

t o  t h e  r e s p o n d e n t s ,  

t h i s  i n v e s t i g a t i o n  w i t h  p r e j u d i c e  a g a i n s t  c o m p l a i n a n t  a s  

b u t  w i t h o u t  p r e j u d i c e  t o  t h e  i n t r o d u c t i o n  by any  p a r t y  o f  

e v i d e n c e  r e l a t i n g  t o  t h e  '312 p a t e n t  r e l e v a n t  t o  i s s u e s  r e l a t i n g  t o  t h e  ' 7 1 1  

p a t e n t ,  

On August 1 6 ,  1984,  t h e  p r e s i d i n g  o f f i c e r  i s s u e d  an i n i t i a l  d e t e r m i n a t i o n  

( I D )  t h a t  t h e r e  i s  a v i o l a t i o n  o f  s e c t i o n  337 i n  t h e  i m p o r t a t i o n  and s a l e  o f  

t h e  g l a s s  t emper ing  sys t ems  under i n v e s t i g a t i o n .  Respondents  f i l e d  a p e t i t i o n  

f o r  r e v i e w  o f  t h e  I D .  On September 1 7 ,  1984 ,  t h e  Commission i s s u e d  a n o t i c e  

o f  i t s  d e c i s i o n  n o t  t o  r e v i e w  t h e  I D  and e s t a b l i s h i n g  a d e a d l i n e  f o r  f i l i n g  

w r i t t e n  s u b m i s s i o n s  on t h e  i s s u e s  o f  remedy, t h e  p u b l i c  i n t e r e s t ,  and 

bonding.  49 F.R. 37858. 

A c t i o n  

Having r ev iewed  t h e  s u b m i s s i o n s  r e c e i v e d  on t h e  q u e s t i o n s  o f  remedy, t h e  

p u b l i c  i n t e r e s t ,  and bond ing ,  and t h e  r e c o r d  compiled i n  t h i s  i n v e s t i g a t i o n ,  

t h e  Commission h a s  de t e rmined  t h a t  a l i m i t e d  e x c l u s i o n  o r d e r  s h o u l d  be i s s u e d  

b a r r i n g  i m p o r t a t i o n  o f  g l a s s  t emper ing  sys t ems  i n c l u d i n g  f r i c t i o n a l l y  d r i v e n  

o s c i l l a t i n g  r o l l e r  h e a r t h  f u r n a c e s  and components t h e r e o f  which a r e  

m a n u f a c t u r e d  by o r  on b e h a l f  o f  r e s p o n d e n t  AB Kyro OY or r e l a t e d  e n t i t i e s  and 

t h a t  i n f r i n g e  c l a i m  1 o f  U.S. Let te rs  P a t e n t  3 ,994 ,711 ;  t h a t  t h e  p u b l i c  

i n t e r e s t  f a c t o r s  enumerated i n  s e c t i o n  3 3 7 ( d )  d o  n o t  p r e c l u d e  i s s u a n c e  o f  t h i s  

remedy; and t h a t  a bond o f  50 p e r c e n t  o f  t h e  e n t e r e d  v a l u e  o f  t h e  a r t i c l e s  

conce rned  s h o u l d  b e  imposed d u r i n g  t h e  P r e s i d e n t i a l  r e v i e w  p e r i o d .  
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Order 

Accordingly, i t  i s  hereby ORDERED THAT-- 

1. Glass tempering systems including f r i c t i o n a l l y  driven 
o s c i l l a t i n g  r o l l e r  hearth furnaces and components thereof  which 
infr inge claim 1 o f  U.S. Let ters  Patent 3 , 9 9 4 , 7 1 1 ,  and a r e  
manufactured b y  or on behalf  o f  respondent AB Kyro OY or any o f  
i t s  a f f i l i a t e d  companies, parents,  s u b s i d i a r i e s ,  or other 
r e l a t e d  business e n t i t i e s ,  or i t s  successors or ass igns ,  a r e  
excluded from entry in to  the United S ta tes  except under l i cense  
o f  the patent owner for the remaining term o f  the patent.  

2 .  The a r t i c l e s  ordered t o  be excluded from entry i n t o  the United 
S ta tes  s h a l l  be e n t i t l e d  t o  entry under bond i n  the amount o f  
5 0  percent o f  the entered value o f  the sub jec t  a r t i c l e s  from 
the day a f t e r  t h i s  order i s  received by the President pursuant 
t o  subsection ( 8 )  o f  sec t ion  337 o f  the T a r i f f  Act o f  1930,  and 
u n t i l  such time a s  the President n o t i f i e s  the Commission that  
he approves or disapproves t h i s  ac t ion ,  b u t  i n  any event ,  not 
l a t e r  than 60 days a f t e r  the date of rece ipt  o f  t h i s  ac t ion .  

3. The Commission may amend t h i s  order i n  accordance w i t h  the 
procedure described i n  sec t ion  211 .57  o f  the Commission's Rules 
o f  Prac t i ce  and Procedure (19 C.F.R. 0 211.57). 

4 .  The Secretary s h a l l  serve copies o f  t h i s  Commission Action and 
Order and the Commission Opinion i n  support thereof  upon each 
party o f  record to  t h i s  invest igat ion and publish not i ce  o f  
t h i s  act ion i n  the Federal Register .  

By order o f  the Commission. 

1 enneth R. Mason 
Secretary 

Issued: November 16 ,  1984 





U N I T E D  STATES INTERNATIONAL TRADE COMXISSION 
Washington,  D . C .  20436 

I n  t h e  Matter o f  ) 
1 

1 
CERTAIN GLASS TEMPERING SYSTEMS 

I n v e s t i g a t i o n  No. 337-TA-171 

COMMISSION O P I N I O N  O N  REMEDY, THE P U B L I C  INTEREST, AND B O N D I N G  

I. Remedy 

A l i m i t e d  e x c l u s i o n  o r d e r  i s  t h e  a p p r o p r i a t e  remedy i n  t h i s  
. -  

i n v e s t i g a t i o n .  Such a n  o r d e r  w i l l  p r o h i b i t  t h e  e n t r y  o f  g l a s s  t emper ing  

s y s t e m s  and t h e i r  components t h a t  i n f r i n g e  c l a i m  1 o f  U.S. Le t te rs  P a t e n t  

3 , 9 9 4 , 7 1 1  and t h a t  a r e  manufac tu red  by or on b e h a l f  o f  r e s p o n d e n t  AB Kyro OY 

o f  F i n l a n d .  

Both compla inan t  and t h e  Commission i n v e s t i g a t i v e  a t t o r n e y  r e q u e s t e d  a 

l i m i t e d  e x c l u s i o n  o r d e r ,  No p a r t y  h a s  urged t h a t  a c e a s e  and d e s i s t  o r d e r  

would be a more a p p r o p r i a t e  remedy. In t h e  c a s e  o f  p a t e n t  i n f r i n g e m e n t ,  a n  

e x c l u s i o n  o r d e r  i s  u s u a l l y  t h e  l e a s t  burdensome t y p e  o f  r e m e d i a l  o r d e r  t o  

a d m i n i s t e r  and i s  more l i k e l y  t o  be  e f f e c t i v e  t h a n  a c e a s e  and d e s i s t  o r d e r .  

A v a i l a b l e  i n f o r m a t i o n  i n d i c a t e s  t h a t ,  because  g l a s s  t e m p e r i n g  s y s t e m s  a r e  

l a r g e  c a p i t a l  goods ,  t h e  U.S. Customs S e r v i c e  w i l l  have  no d i f f i c u l t y  

i d e n t i f y i n g  i n f r i n g i n g  i m p o r t s  o r i g i n a t i n g  w i t h  r e s p o n d e n t  AB Kyro Oy o f  

F i n l a n d .  - 11 

To be e f f e c t i v e ,  t h e  o r d e r  a l s o  e x c l u d e s  components o f  t h e  i n f r i n g i n g  

s y s t e m s .  The components a r e  l a r g e  and s h o u l d  be  r e a d i l y  i d e n t i f i a b l e  by t h e  

1/ Complainant  G l a s s t e c h ’ s  Submissions on Remedy, the P u b l i c  I n t e r e s t ,  and 
Boiiding a t  3. 



2 

Customs Service.  The components a r e  described i n  d e t a i l  i n  claim 1 o f  the 

patent i n  controversy. - 2/ 

11. Public  I n t e r e s t  

We determine that  the issuance o f  a l imited exclusion order i n  t h i s  

invest igat ion w i l l  have no adverse e f f e c t  on the public i n t e r e s t  fac tors  

enumerated i n  sec t ion  337(d).  Tempered glass  produced b y  the subject  g lass  

tempering systems does have sa fe ty  benef i t s  for  consumers. Tempered glass  

breaks l e s s  e a s i l y  than untempered g l a s s ,  and, when tempered g lass  does break, 

the pieces are  small and r e l a t i v e l y  s a f e  compared w i t h  those resul t ing  from 

the breakage o f  untempered g lass .  

Despite t h i s  s a f e t y  b e n e f i t ,  purchasers o f  g lass  for construction d o  not 

purchase tempered g lass  exclusively .  Untempered glass  continues t o  be used i n  

construct ion,  although tempered glass  i s  used extensively f o r  g lass  panel 

walls  and g lass  doors. - 3 /  Thus, tempered g lass  i s  not e s s e n t i a l  for  the 

public  health and welfare.  

There i s  a s u f f i c i e n t  supply o f  g lass  tempering systems i n  the U.S .  

market t o  meet the demand for  the systems and for  tempered g l a s s .  Complainant 

alone has s u f f i c i e n t  capacity t o  meet the e n t i r e  demand for such systems i n  

2/ Complainant Glasstech requested the exclusion o f  spare par ts .  However, 
there are  numerous spare p a r t s ,  many o f  which may have noninfringing uses ,  
have therefore deterinined not t o  include spare parts  w i t h i n  the scope o f  the 
order. 

We 

- 31 Respondents' Statement on Remedy, Public I n t e r e s t ,  and Bonding a t  6 .  



U N I T E D  STATES INTERNATIONAL TRADE COMNISSION 
Washington,  D . C .  20436 

I n  t h e  Matter o f  1 
1 

CERTAIN GLASS TEMPERING SYSTEMS ) 
I n v e s t i g a t i o n  No. 337-TA-171 

COMMISSION O P I N I O N  ON REMEDY, THE PUBLIC INTEREST, AND B O N D I N G  

I. Remedy 

A l i m i t e d  e x c l u s i o n  o r d e r  i s  t h e  a p p r o p r i a t e  remedy i n  t h i s  
. -  

i n v e s t i g a t i o n .  Such a n  o r d e r  w i l l  p r o h i b i t  t h e  e n t r y  o f  g l a s s  t emper ing  

s y s t e m s  and t h e i r  components t h a t  i n f r i n g e  c l a i m  1 o f  U.S. Let te rs  P a t e n t  

3 ,994 ,711  and t h a t  a r e  manufac tu red  by o r  on b e h a l f  o f  r e s p o n d e n t  AB Kyro OY 

o f  F i n  l a n d .  

Both compla inan t  and t h e  Commission i n v e s t i g a t i v e  a t t o r n e y  r e q u e s t e d  a 

l i m i t e d  e x c l u s i o n  o r d e r .  No p a r t y  h a s  urged t h a t  a c e a s e  and d e s i s t  o r d e r  

would be a more a p p r o p r i a t e  remedy. In  t h e  c a s e  o f  p a t e n t  i n f r i n g e m e n t ,  a n  

e x c l u s i o n  o r d e r  i s  u s u a l l y  t h e  l e a s t  burdensome t y p e  o f  r e m e d i a l  o r d e r  t o  

a d m i n i s t e r  and i s  more l i k e l y  t o  be e f f e c t i v e  t h a n  a c e a s e  and d e s i s t  o r d e r .  

A v a i l a b l e  i n f o r m a t i o n  i n d i c a t e s  t h a t ,  because  g l a s s  t emper ing  s y s t e m s  a r e  

l a r g e  c a p i t a l  goods ,  t h e  U.S. Customs S e r v i c e  w i l l  have  no d i f f i c u l t y  

i d e n t i f y i n g  i n f r i n g i n g  i m p o r t s  o r i g i n a t i n g  w i t h  r e s p o n d e n t  AB Kyro Oy o f  

F i n l a n d .  - 1/ 

To b e  e f f e c t i v e ,  t h e  o r d e r  a l s o  e x c l u d e s  components o f  t h e  i n f r i n g i n g  

s y s t e m s .  The components a r e  l a r g e  and s h o u l d  be r e a d i l y  i d e n t i f i a b l e  by t h e  

1/ Complainant  G l a s s t e c h ' s  Submissions on Remedy, t h e  P u b l i c  I n t e r e s t ,  and 
Bozding a t  3. 
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Customs Service.  The components a r e  described i n  d e t a i l  in claim 1 o f  the 

patent i n  controversy. - 2/ 

11. Public  I n t e r e s t  

We determine that  the issuance o f  a l imited exclusion order i n  t h i s  

invest igat ion w i l l  have no adverse e f f e c t  on the public i n t e r e s t  fac tors  

enumerated i n  sec t ion  337(d).  Tempered glass  produced by the subject  g lass  

tempering systems does have sa fe ty  benef i t s  for  consumers. Tempered glass  

breaks l e s s  e a s i l y  than untempered g l a s s ,  a n d ,  when tempered g lass  does break, 

the pieces are  small and r e l a t i v e l y  s a f e  compared w i t h  those resul t ing  from 

the breakage o f  untempered g l a s s ,  

Despite t h i s  s a f e t y  b e n e f i t ,  purchasers of glass  f o r  construction do n o t  

purchase tempered g lass  exclusively .  Untempered g lass  continues t o  be used in 

construct ion,  although tempered glass  i s  used extensively f o r  glass  panel 

walls  and g lass  doors. 21 Thus, tempered g lass  i s  not e s s e n t i a l  for  the 

public  health and welfare.  

There i s  a s u f f i c i e n t  supply of glass  tempering systems i n  the U.S. 

market t o  meet the demand for the systems and f o r  tempered g l a s s .  Complainant 

alone has s u f f i c i e n t  capacity t o  meet the e n t i r e  demand for such systems i n  

21 Complainant Glasstech requested the exclusion o f  spare parts .  However, 
there a r e  numerous spare p a r t s ,  many o f  which may have noninfringing uses ,  
have therefore deterinined not t o  include spare parts  w i t h i n  the scope o f  the 
order. 

We 

- 31 Respondents' Statement on Remedy, Public I n t e r e s t ,  and Bonding a t  6 .  
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t h e  Uni ted  S t a t e s .  41 There a r e  a l s o  s e v e r a l  f o r e i g n  and domes t i c  s u p p l i e r s  

o f  g l a s s  t emper ing  sys tems t h a t  do n o t  i n f r i n g e  c o m p l a i n a n t ' s  p a t e n t .  

111. Bonding 

The S e n a t e  F inance  Committee Report  on t h e  1974 amendments t o  s e c t i o n  337 

s t a t e s  t h a t  t h e  bond d u r i n g  t h e  P r e s i d e n t i a l  r ev iew p e r i o d  i s  t o  be  se t  a t  a 

l e v e l  s u f f i c i e n t  t o  " o f f s e t  any c o m p e t i t i v e  advan tage  r e s u l t i n g  from t h e  

u n f a i r  method o f  c o m p e t i t i o n  o r  u n f a i r  a c t  en joyed  by t h e  pe r sons  b e n e f i t t i n g  

from t h e  i m p o r t a t i o n . "  - 5 /  When p o s s i b l e ,  t h e  Commission h a s  based  t h e  bond on 

t h e  d i f f e r e n c e  between c o m p l a i n a n t ' s  U.S. s e l l i n g  p r i c e  and t h e  e n t e r e d  v a l u e  

of  t h e  impor ted  p r o d u c t .  
.- 

I n  t h i s  c a s e  t h e  d i f f e r e n c e  between t h e  p r i c e s  v a r i e s  w i t h  e a c h  

t r a n s a c t i o n  because  t h e  p r i c e s  a r e  n e g o t i a t e d .  The p r e s i d i n g  o f f i c e r  d i d  f i n d  

an a v e r a g e  p r i c e  d i f f e r e n t i a l  f o r  a s p e c i f i c  s i z e  sys tem.  k/ However, t h e r e  

i s  i n f o r m a t i o n  on t h e  r e c o r d  t h a t  r e s p o n d e n t s  e n j o y  o t h e r  a d v a n t a g e s  i n  t h e i r  

sa les  beyond t h e  p r i c e  d i f f e r e n c e .  - 7 1  To compensate  f o r  t h o s e  a d v a n t a g e s ,  we 

have de te rmined  t h a t  t h e  bond s h o u l d  be s e t  a t  50 p e r c e n t  o f  t h e  e n t e r e d  v a l u e  

o f  t h e  i n f r i n g i n g  goods d u r i n g  t h e  P r e s i d e n t i a l  r e v i e w  p e r i o d .  

4 /  B r i e f  o f  t h e  Commission I n v e s t i g a t i v e  S t a f f  on Remedy, Bonding,  and t h e  
P L b l i c  I n t e r e s t  [ a t  81. 
c a n  temper  wider  and  t h i c k e r  g l a s s  t h a n  sys t ems  from o t h e r  s o u r c e s .  The 
i n f o r m a t i o n  on t h e  r e c o r d  does  n o t  s u p p o r t  t h i s  a rgument .  
have been o f f e r e d  i n  t h e  U.S. m a r k e t ,  and t h e r e  is no proof  t h a t  r e s p o n d e n t s  
have  a c t u a l l y  s o l d  and  s u p p l i e d  t h e s e  sys t ems  i n  t h e  Un i t ed  S t a t e s .  
o f  t h e  Commission I n v e s t i g a t i v e  S t a f f  t o  Submiss ions  on Remedy, Bonding,  and 
t h e  P u b l i c  I n t e r e s t  [ a t  21. 

5/  Trade  Reform Act o f  1974:  Report  o f  t h e  Committee on F inance  . . ., S. 
R z p t .  94-1298 ( 9 4 t h  Cong., 2d s e s s . ) ,  1974,  p.  198. 
- 6/ I n i t i a l  d e t e r m i n a t i o n ,  F ind ing  o f  F a c t  300. 
7 /  I n i t i a l  d e t e r m i n a t i o n ,  F ind ings  o f  Fac t  276 ,  280 ,  281,  301;  G l a s s t e c h  Ex. 

Respondents  a rgued  t h a t  t h e y  c a n  p r o v i d e  systeros  t h a t  

E q u i v a l e n t  sys tems 

Response 

47-5 a t  35 ,  43 ,  5 2 ;  T r a n s c r i p t  o f  E v i d e n t i a r y  Hear ing  a t  1002-04, 1024-25. 
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HISTORY OF THE CASE 

On October 11, 1983, complainant Glasstech, Lnc. fil-ed a complaint 

with the U. S. International Trade Commirsion alleging ~ i , ~ % a t i o n s  of 

Section 337 of the Tariff Act of 1930, a8 amended. 19 U.S.C. 51337. 

On November 10, 1983, the Commission published a noeice of investiga- 

tion initiating an investigation to determine whether there is a violation 

of Section 337 in the unlawful importation of certain glass tempering 

systems including frictionally driven oscillating roller hearth furnaces 

into the United States, o r  in their sale, by reason of alleged (1) infringe- 

ment of claims 39-42 of U. S. Letters Patent 3,806,312; o r  (2) infringement 

of claim 1 of U. S. Letters Patent 3,994,711, the effect o r  tendency of 

which is to destroy or injure substantially an industry efficiently and 

economically operated in the United States. 

On June 4, 1984, the parties stipulated that issues relating to t h e  

'312 patent were dismissed from this investigation with prejudice against 

complainant a8 to the respondents in this investigation before this Cornis- 

sion, without prejudice to the introduction by any party of evidence 

relating to the '312 patent relevant to issues relating to the '711 patent. 

(Preheating Conference TR 5) .  

The two respondents in this investigation are  AB Kyro OY, a corpora- 

tion of Finland, and Tamglrsr, Inc., a Pennsylvania corporation which is a 

wholly owned subsidiary of A5 Kyro OY. (Stipulation). 
-_  



All part ies  participated i n  the hearing and f i l e d  post t r i a l  b r i e f s .  

The Cotmireion therefore ha6 personal j u r i s d i c t i o n  over a l l  the part ies .  

The Coarmisrion has subject  matter j u r i s d i c t i o n  over alleged unfair 

a c t s  i n  connection w i t h  the importation o f  product8 alleged t o  infringe a 

U .  S .  patent under Section 3 3 7  o f  the T a r i f f  Act o f  1930 (19 USCA $ 1 3 3 7 ) .  

Findings and Conclusions are attached hereto as Appendix A. 
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VALIDITY OF THE ' 7 1 1  PATENT 

1. Background 

C l a s s  i r  tempered by h e a t i n g  the  g l a s r  t o  i t s  r o f t e n i n g  point  

and then r a p i d l y  c o o l i n g  i t .  (TR 9 4 ) .  Tempered g l a s r  i s  tougher than 

untempered g lasr  and when it breaks, the p a r t i c l e s  are small and r e l a t i v e l y  

s a f e .  (TR 109-110) .  Tempered g l a s s  is used p r i n c i p a l l y  for doors  and 

windows i n  buildings and i n  car  windows (except the windshield). 

The g l a s s  tempering equipment i n  issue here makes wide pieces o f  

tempered g lass  (about 80 inches wide). Wide g lass  usually i s  custom-ordered 

and therefore i s  produced i n  low volume. Before the HcHaster invention, 

custom-ordered wide g l a s s  war made i n  ba tches  by a v e r t i c a l  tempering 

process. The pieces o f  g lass  were held by tongs, heated, and then cooled. 

This was c a l l e d  the v e r t i c a l  batch tempering process. A few large pieces o f  

g lass  could be tempered a t  a time, b u t  the tongs l e f t  dents i n  the g l a s s  and 

the glass  produced by t h i s  process was not always f l a t .  (TR 114-15, 1 2 5 ,  

140-42). 

Various horizontal tempering procesres were t r i e d  i n  the 1930'8,  

b u t  t h e s e  p r o c e r s e r  r e r u l t e d  i n  r o l l e r  d i s t o r t i o n  and s c r a t c h e s  i n  t h e  

g lass .  (TR 390-91, 124-25, 146, 575). 

In the ear ly  1960'8, Harold McMacter and others working f o r  Perma- 

g l a s s  developed a cont inuous gas  h e a r t h  p r o c e s s  f o r  h o r i z o n t a l  temper- 

i n g .  PPC Lndustries a l so  developed a continuous gas hearth process for  
-- 

horizontal  tempering a t  about the same time. (TR 170-71, 575-76). 
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'~ All commercial horizontal glass tempering systems in 1973 were 

continuous systems. Glass was loaded continuously, heated and quenched, 

producing large volumes of tempered glass. (TR 145, 146). 

A continuous horizontal roller hearth tempering system was devel- 

oped at Classtech in the early 1970's. 

The continuous horizontal tempering systems produced large volumes 

of glass, and were costly to operate for small orders. A batch horizontal 

tempering system was needed t o  product small orders of wide glass at a 

lower cost. 

In May, 1974, Harold McMaster, working at Glasstech, had the idea of 

using oscillation in a horizontal roller hearth tempering system so that a 

shorter furnace could be used. (TR 145). By oscillating the glass, small 

amounts of wide tempered glass could be processed an a shorter glass  tempering 

system. This meant that custom orders for wide glass could be made by a less 

expensive process than in the large continuous glass tempering systems. 

On September 15, 1975, McPiaster filed an application for a patent 

o n  his invention. T h e  application resulted in the '711 patent entitled 

"Glass Tempering System Including Oscillating Roller Furnace.'' (Classtech 

Ex .  19-11. The '711 patent sets forth HcHaster's horizontal batch temper- 

ing system. 
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2. The ' 7 1 1  Patent Invention 

In the or iginal  patent appl icat ion,  McMaster claimed a n  o s c i l l a t -  

i n g  r o l l e r  hearth furnace f o r  glass  tempering. The claims re la t ing  t o  an 

o s c i l l a t i n g  furnace were re jected b y  the Examiner who c i t e d  U. S .  Patent No. 

1,856,669 t o  Sylvester .  The Sylvester  '669 patent disclosed a g lass  heating 

(annealing) system i n  which convey)rs were moved through a furnace two steps 

forward and one step backward d u r i n g  the annealing process. (Tamglass Ex. 

4 0 ) .  

The Examiner made the following comment: 

Invent ion  appears t o  l i e  i n  the  broad h e a t i n g  
and/or tempering s tructure  i n c l u d i n g  e i t h e r  the s tructure  
o f  the r o l l  l i f t i n g  means and/or the upper roo€ l i f t i n g  
means and/or the s tructure  o f  the means t o  a l t e r n a t e l y  
connect the several sect ions  for  o s c i l l a t i o n  and forward 
feeding . 
(Glasstech Ex. 19-2, a t  9 3 ) .  

The Examiner saw a possible invention i n  the heating s t ruc ture ,  

or the tempering s t ruc ture ,  o r  both, i n c l u d i n g  e i t h e r  the s t ruc ture  o f  t h e  

r o l l  l i f t i n g  means o r  the upper roof l i f t i n g  means, o r  both, the s truc-  

ture o f  the means t o  connect and disconnect a l t e r n a t e l y  the several  sect ions  

for o s c i l l a t i o n  and forward feeding. 

After an interview w i t h  the Examiner, McHaster's attorney then 

chose  t o  l i m i t  t h e  c la ims  t o  "a g l a s s  tempering sys tem,"  g i v i n g  u p  t h e  

broader claims t o  an o s c i l l a t i n g  furnace alone. The revised appl icat ion 

-- 
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claimed A glass tempering system b u t  i t  d i d  not claim as the invention the 

s p e c i f i c  structure o f  the means t o  connect and disconnect alternately the 

several sections for  o s c i l l a t i o n  and forward feeding. (Classtech Ex. 19-2 a t  

99-115). I n  the amendment (Classtech Ex. 19-2, a t  111) applicant stated: 

A s  suggested i n  paragraph 5 o f  t h e  O f f i c e  A c t i o n ,  
i t  i s  bel ieved t h a t  t h e  manner i n  w h i c h  t h e  furnace 
conveyor and the quench u n i t  conveyor o f  the  g l a s s  
tempering system are a1 ternately con:lected d u r i n g  t h e  
index cycles for forward feeding and uncoupled d u r i n g  
o s c i l l a t i o n  w i t h i n  the furnace is  a novel feature not 
shown o r  suggested by  the references of record. 

The Examiner had talked about the "structure o f  t h e  means," b u t  t h e  

applicant talked abut the "manner" i n  which the alternating o s c i l l a t i o n  and 

index cycles worked. 

The a p p l i c a n t  revised c la im 1 (and some o t h e r  c l a i m s )  and t h e  

Examiner rewrote the patent abstract ,  b u t  the description o f  the glass temper- 

i n g  system i n  the patent specif ication remained basical ly  unchanged. The 

revised abstract  does not even mention the s p e c i f i c  structure o f  the means t o  

connect and disconnect the di f ferent  sections of the tempering system d u r i n g  

o s c i l l a t i o n  and the index cycle.  The Examiner's revised abstract  describes 

what McMarter generally claims as his  invention i n  claim 1. The revised 

claims were granted without further action. (Classtech Ex. 19-2 at 117-18). 

The '711 patent issued on November 30, 1976. (Clarrtech Ex. 19-1). 

Only elaim 1 o f  t h e  '711 pateat i s  alleged t o  have been inf r inged 

by the Tamglass respondents. 
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Claim 1 

Claim 1 o f  the ' 7 1 1  patent reads as follows: 

1. A glass  tempering system comprising: 

a furnace  i n c l u d i n g  a housing d e f i n i n g  a hor izon-  
t a l l y  elongated heating chamber; a furnace conveyor i n c l u d -  
i n g  a p l u r a l i t y  o f  e l o n g a t e d  r o l l e r s  spaced along the 
e l o n g a t e d  length  o f  t h e  chamber ex tending  t r a n s v e r s e l y  
w i t h  r e s p e c t  t h e r e t o  i n  a h o r i z o n t a l  manner s o  a s  t o  
support a sheet g lass  load w i t h i n  the chamber i n  a hori -  
z o n t a l  o r i e n t a t i o n ;  a furnace  conveyor  d r i v e  mechanism 
that  a l t e r n a t e l y  ro ta tes  the r o l l e r s  i n  one d i r e c t i o n  and 
then i n  the other for  the same extent of  ro ta t ion  so as  t o  
convey the sheet  g lass  load between the opposite ends o f  
the chamber i n  an end-for-end o s c i l l a t i n g  manner; heating 
means for  heating the sheet g lass  load t o  a quench temper- 
ature d u r i n g  the o s c i l l a t i n g  movement thereof between the 
ends o f  the chamber; said o s c i l l a t i n g  movement being a t  a 
s u f f i c i e n t  speed and engaging each portion o f  the g l a s s  
load w i t h  a p l u r a l i t y  o f  t h e  r o l l e r s  such t h a t  there  
i s  no sagging of  heated g lass  between the r o l l e r s ;  and sa id  
drive mechanism having an index c y c l e  that  r o t a t e s  a l l  o f  
the furnace r o l l e r s  t o  convey a heated g lass  sheet  g l a s s  
load out o f  the furnace o r  t o  receive  a sheet g lass  load t o  
be heated; 

a quench u n i t  including a horizontal  r o l l e r  conveyor 
having an index c y c l e  for  receiving a heated sheet g l a s s  
load from the furnace and including means for  quenching 
the heated g lass  load t o  provide tempering thereof ;  and 

contro l  means for  coupling the furnace conveyor dr ive  
mechanism during the index cyc le  thereof w i t h  the r o l l e r  
conveyor o f  the quench u n i t  during the index cycle thereof  
t o  provide coordinated sheet g lass  load conveyance from 
the furnace t o  the quench u n i t ;  said contro l  means uncoupl- 
ing the furnace conveyor drive mechanism from the quench 
u n i t  conveyor a f t e r  the coordinated index c y c l e s  thereof 
such that  the furnace conveyor dr ive  mechanism can o s c i l -  
l a t e  a sheet g lass  load t o  be heated w i t h i n  the furnace 
independently o f  a sheet  g l a s s  load being quenched i n  the 
quench u n i t .  

(Glasstech Ex. 19-11, 
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C l a i m  1 makes i t  c l e a r  t h a t  a g l a s s  tempering system, not j u s t  a 

furnace, i s  claimed. C l a i m  1 includes a furnace w i t h  an elongated horizontal 

heating chamber. The furnace conveyor includes r o l l e r s  spaced along the 

length of the chamber t o  support a sheet glass load. The furnace conveyor 

has a drive mechanism that alternately rotates the r o l l e r s  i n  one direction 

and then the other t o  convey the glass between the opposite ends o f  the 

chamber i n  an  o s c i l l a t i n g  manner. There i s  a means t o  heat the glass.  The 

osci l la t ing movement m u s t  be a t  a "suff ic ient  speed" so that the heated glass 

does not sag between the r o l l e r s .  The drive mechanism has an "index cycle" 

( o r  transfer cycle)  that rotates a l l  the furnace r o l l e r s  t o  convey the glass 

load o u t  o f  the furnace or t o  receive a new g l a s s  load. There i s  a quench 

u n i t  w i t h  a horizontal r o l l e r  conveyor having  an index cycle for receiving 

heated glass from the furnace. There i s  a means t o  quench the heated glass 

to temper i t .  F inal ly ,  there i s  a control means for coupling the furnace 

conveyor drive mechanism w i t h  the r o l l e r  conveyor of the quench u n i t  d u r i n g  

the index cycle t o  provide coordinated sheet g lass  load conveyance from the 

furnace to the quench u n i t .  The control means uncouples the furnace con- 

veyor drive mechanirm from the quench u n i t  conveyor a f t e r  the coordinated 

index cycle ,  so that the furnace conveyor drive mechanism can o s c i l l a t e  a 

sheet g lass  load t o  be heated i n  the furnace independently of  a sheet glass 

load be ing  quenched i n  the quench u n i t .  

The rubjcct  matter i n  claim 1 i s  a description of  McMaster's invention. 

Before Nckhater's invention, tempering of wide sheets of  glass i n  a contin- 

uous h o r i z o n t a l  tempering Gotem was expensive because t h e  furnace was 

required to be so long and because the horizontal tempering system i n  use a t  
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t h a t  time produced glass  continuously, whereas most wide sheets o f  glass 

were custom-ordered i n  small batches. 

Hcnaster's solut ion to  t h i s  problem vas t o  b u i l d  a tempering system w i t h  

a shorter  furnace and t o  use r o l l e r s  i n  the furnace and the quench u n i t  to  

o s c i l l a t e  the g lass  back and forth .  

In McMaster's invention,  the furnace conveyor mechanism and the quench 

u n i t  conveyor would b e  uncoupled d u r i n g  o s c i l l a t i o n  o f  the g l a s s  and then : 

coupled during the index stage or t r a n s f e r  c y c l e  when the glass  vas moved 

into  the furnace,  from the furnace t o  the quench u n i t ,  or from the quench 

u n i t  to  the unload t a b l e .  During the index c y c l e ,  a l l  the r o l l e r s  vould move 

a't t h e  same h i g h  speed .  The c l e a r  meaning o f  c l a i m  1 ,  a s  c o n s t r u e d  i n  

connection with the e n t i r e  s p e c i f i c a t i o n  and i n  the l i g h t  o f  & a t  was known 

t o  one w i t h  ordinary s k i l l  i n  the a r t  i n  1974, i s  that  the glass  would b e  

o s c i l l a t e d  a t  a d i f f e r e n t  speed o r  f o r  a d i f f e r e n t  s troke length ( o r  both) in 

the furnace as opposed t o  the quench u n i t ,  although t h i s  i s  not expressly 

s ta ted  i n  c laim 1 or the patent s p e c i f i c a t i o n .  

Column 1 o f  the patent points  out that  wide g lass  has t o  be moved i n t o  

the quench a t  a h i g h e r  speed than narrow g l a s s  t o  make sure that  the front  

end w u l d  not be cooled while the t r a i l i n g  end vas s t i l l  hot .  Before the 

McHaster invention,  the h i g h  speed and prolonged high temperature necessary 

to  temper wide g l a s s  required a long furnace. The lengrh o f  the furnace made 
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i t  q c o n o m i c a l  t o  market wide g lass  because o f  the h i g h  cos t  and r e l a t i v e l y  

slarrtl market fer t h i s  g l a s s .  This was the pr incipal  problem t o  which the 

invention war addressed. 

I n  coluloa 2, the'  patent points  out that  the furnace can be shorter  

i f  the g lass  i s  o s c i l l a t e d  from one end o f  the furnace to the o t h e r ,  instead 

o f  moving once through the e n t i r e  length o f  the furnace, o f f e r i n g  economy 

vithout s a c r i f i c i n g  the qual i ty  of  the g l a s s .  (Columna 3 and 1 1 ) .  

Columns 2 and 3 descr ibe  the index c y c l e  for  moving the g l a s s  from one 

u n i t  to another ,  Tvo motor drive mechanisms are described a8 being "e lec -  

t r i c a l l y  coupled" d u r i n g  the index c y c l e .  After  indexing, the f i r s t  dr ive  

mechanism begins to  o s c i l l a t e  the g lass  w i t h i n  the furnace. The second 

drive mechanism o s c i l l a t e s  the g l a s s  i n  the quench u n i t .  (Claim 1 does not 

require  two motor d r i v e  mechanisms, b u t  i t  does r e f e r  t o  coupling the furnace 

drive mechanism w i t h  the r o l l e r  conveyor o f  the quench u n i t  d u r i n g  indexing.)  

Column 3 descr iber  the accelerated r a t e  o f  indexing a s  opposed t o  

the reduced s p e d  d u r i n g  o s c i l l a t i o n ,  s o  that  the leading end o f  the g lass  

w i l l  not be cogled during indexing while the t r a i l i n g  end as s t i l l  hot .  

Af ter  indexing, the operator  can contro l  the extent  o f  the glasa  o s c i l l a t i o n  

w i t h i n  the furnrea and quench u n i t ,  the r a t e s  of r c c e l e r a t i o n  and decelera-  

t i o n  during the o s c i l l a t i o n ,  and commencement and termination o f  the index 

cyc le .  (Liner 47-52). 

-- 

lo 



I n  column 10 the controt  o f  the extent o f  OSCLlhtion i s  diecussed. 

Columns 1 1  and 12 descr ibe  the o s c i l l a t i o n  i n  the quench u n i t  occurring a t  

the 'same time a8 the o s c i l l a t i o n  i n  the furnace u n i t .  Again, the patent 

s t a t e s  t h a t  d u r i n g  i n d e x i n g ,  the two d r i v e  mechanisms a r e  e l e c t r i c a l l y  

coupled t o  i n s u r e  t h e  smooth flow o f  g l a s s  between the f u r n a c e  and t h e  

quench u n i t .  T h i r  implies that  the r o l l e r s  are  not o s c i l l a t i n g  a t  t h e  same 

speed and s t r o k e  length  i n  both u n i t s  w h e n  the  motors a r e  not  coupled .  

Column 10 points out t h a t  there are  switches t o  reverse the d i rec t ion  o f  

o s c i l l a t i o n  w i t h i n  the furnace and t o  a c c e l e r a t e  and dece lera te  t h e  furnace 

conveyor d u r i n g  reversa ls  o f  d i r e c t i o n  o f  movement. Column 11 points out 

that  a second e l e c t r i c  motor drive mechanism includes a r e v e r s i b l e  e l e c t r i c  

motor and a speed reducing gear u n i t ,  and that  i t  o s c i l l a t e s  a sheet g l a s s  

ldad being quenched i n  the quench u n i t .  This indica tes  that  the furnace 

and quench motors individual ly  can b e  accelerated and decelerated a t  d i f f e r -  

ent r a t e s ,  and that  the d i rec t ion  o f  ro ta t ion  o f  the r o l l e r s  can be reversed 

i n  the quench and furnace units  a t  d i f f e r e n t  times. 

I n  reading claim 1 and the r e s t  o f  the patent s p e c i f i c a t i o n ,  one w i t h  

ordinary s k i l l  i n  the a r t  o f  g l a s s  tempering i n  1974 would hove known c e r t a i n  

other  f a c t s  a s  well .  I n  1974 before the HcXaster invention,  i t  vas known t h a t  

the furnace had t o  b e  a c e r t a i n  length t o  heat g lass  adequately. (TR 575,  

634,  744). The furnace had eo be long enough t o  heat  the g l a s s  f o r  about two 

minutes, and the g l a s s  had t o  move a t  a minimum speed from the furnace t o  t h e  

quench to avoid warping (TR 1431, so that  system about 220 feet long was 

requited.  (TR 135,  5 7 5 ) .  Although such a system would be economical f o r  

narrow g lass  f o r  which there was a large  demand (TR 1431,  i t  would be too 

expensive f o r  wide g l a s s ,  €or which there  was l e s s  demand. (TR 144) .  
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McMaster's solution was to shorten the length of the furnace and to  

o s c i l f a t e  the glarr  i n  the furnace and the quench u n i t  a t  independent stroke 

lengths and speeds, while the transfer Of the glass from furnace to  quench 

took place a t  a single h i g h  speed. The specif ication made it c l e a r  that the 

o s c i l l a t i o n  may be a t  different speeds or different stroke length8 i n  t h e  

furnace and quench, and although c l a i m  1 does not s t a t e  t h i o  e x p r e s s l y ,  

there would be no other reason for  u n c o u p l i n g  the drive mechanism from the 

quench conveyor d u r i n g  o s c i l l a t i o n .  Moreover, those w i t h  ordinary s k i l l  i n  

the a r t  of glass tempering i n  1974 knew that  the quench u n i t  should be shorter 

than the furnace because a smaller quench u n i t  requires a smaller motor t o  

accomplish quenching. (TR 633-34, 744). It would have been obvious t o  such a 

person that  i f  the quench u n i t  i s  smaller than the furnace, and i f  the e n t i r e  

furnace length i s  used d u r i n g  o s c i l l a t i o n ,  the quench u n i t  would require a 

shorter stroke length than the furnace. (TR 149-51). I t  would have been 

obvious to such a person that i f  the glass stood s t i l l  i n  the furnace f o r  too 

long between reversals the glass could be damaged or sag. (Classtech Ex.  

19-1 ,  Col. 1 ,  TR 144, 149, 250, 5 7 5 ) .  It also would have been obvious t o  such 

a person that a long stroke was preferable t o  a short stroke i n  the furnace, 

and that  it would not be desirable t o  use the same short stroke length i n  the 

furnace and quench, and use only part of t h e  furnace, so that  the glass would 

f i t  i n  the r h o r t e r  quench d u r i n g  o s c i l l a t i o n .  (TR 149-51 ,  2 1 6 ,  7 5 0 ) .  

Anyone reading the '711 patent i n  1974 vho had ordinary s k i l l  i n  t h e  

a r t  of glasr  tempering therefore would have had a l l  the information necessary 

t o  give him an adequate understanding of the McMaster invention. 

12 



3 .  Sect ion 102 

S e c t i o n  102 has been c o n s t r u e d  a s  meaning t h a t  an i n v e n t i o n  

cannot be patented i f  i t  was "anticipated" i n  the p r i o r  a r t .  The Federal  

Circuit h r r  h e l d  t h a t  "ant ic ipat ion"  requiter  that  a l l  elements o f  a cla im 

be found i n  a s i n g l e  piece  o f  pr ior  a r t .  [SSIH Equipment S.A. v.  USITC, 718 

F.2d 35, 218 USPQ 678 (Fed. C i r .  19831.1 T h e  same court  i n  I n  re Donohue 632 

F.2d 123,  207 USPQ 196 a t  199 (CCPA 1980) e a r l i e r  r e f l e c t e d  the  minority view 

that  ant i c ipat ion  can be found i f  the pr ior  a r t ,  when taken i n  conjunction 

w i t h  the knowledge o f  those s k i l l e d  i n  the a r t  t o  w h i c h  it p e r t a i n s ,  i s  

capable o f  placing the invention i n  the possession o f  the p u b l i c ,  Under t h e  

Donohue c a s e ,  a n t i c i p a t i o n  under Sec t ion  102 i s  d i f f i c u l t  t o  d is t inguish  from 

a' f i n d i n g  o f  nonobviousness under Sec t ion  103. 

I t  i s  found that  the ' 7 1 1  patent invention was not ant ic ipated  

under Sec t ion  102 under the theory o f  e i t h e r  the SSIH case  o r  the  Donohue 

case .  

Respondents contend t h a t  Germhn Patent No. 704,219 (Tamglass Ex. 

5 2 )  a n t i c i p a t e s  the  HcMaster invention.  This  patent was not c i t e d  by the 

Examiner as pr ior  a r t .  There i s  there fore  no presumption t h a t  the Examiner 

was aware o f  t h i s  patent and decided t h a t  i t  d i d  not a n t i c i p a t e  t h e  McMaster 

invention.  

The German '219 patent ,  however, doer not a n t i c i p a t e  c la im l o f  

the '711 patent e i t h e r  under the SSXH standard oe under the Donohue standard. 

This  patent d i s c l o s e s  one r o l l e r  conveyor through the furnace and the quench 

-- 
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u n i t ,  and t h i r  r ingle conveyor o s c i l l a t e s  the glasr  i n  the furnace and quench 

a t  fie same speed and 8trOke length. I t  has two drives,  one causing o r c i l l a -  

tion and one causing continuous motion i n  one direction. The  '219 patent 

doer not disc lore  a l ternately  connecting the drive motor f o r  the furnace 

conveyor and the drive motor for the quench conveyor d u r i n g  the index cycle.  

I t  a lso  doer not disclose disconnecting these motors from each other d u r i n g  

osc i 1 l a  t ion. 

The German '219 patent is the only prior a r t  offered by respondents 

t o  show that the invention of  claim 1 of  t h e  '711 patent was anticipated 

under Section 102. Anticipation was not established becaurre respondent8 d i d  

not show that one ski l led i n  the a r t  i n  1974 would have known already o r  been 

taught by '219 patent that the d r i v e  motor for  the furnace could be discon- 

nected from the quench u n i t  conveyor so that g lass  could be o s c i l l a t e d  i n  one 

section a t  a dif ferent  speed o r  stroke length than i n  the other sect ion,  or 

that  such a person would have known from what was taught that  the two could 

be reconnected d u r i n g  the index cycle f o r  transferring the glass a t  a uniform 

h i g h  speed. 

The '711 patent i s  not invalid under Section 102. 

4 .  Section 103 

A patent claim w i l l  be found invalid i f  the di f ferences  between 

the prior a r t  and the subject matter o f  the claims i n  issue are such that  

the s u b j e c t  matter  as a whole would have been obvious a t  t h e  time t h e  
- 
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invection vas made to a person having  ordinary s k i l l  i n  the a r t .  3 5  U.S .C .  

$103; Graham v .  John Deere Co,, 383 U.S.  1 ,  148 U . S . P . Q .  459 (1966). Graham 

v .  Deere requires a determination of the scope and content of the prior a r t ,  

the d i f f e r e n c e s  between the p r i o r  a r t  and the claims a t  i s s u e ,  and the 

level o f  ordinary s k i l l  i n  the pertinent a r t .  The obviousness o r  nonobvious- 

ness o f  the subject matter may then be determined, 148 U.S.P.Q. a t  467. 

Ordinary S k i l l  i n  the A r t  

A person w i t h  ordinary s k i l l  i n  the a r t  o f  glass tempering i n  early 

1974 w u l d  have had an engineering education o r  experience i n  glass tempering 

o r  both. (TR 1232-34, 126s-67). One w i t h  ordinary s k i l l  i n  t h e  a r t  of t h i s  

case would not necessarily be an e l e c t r i c a l  engineer w i t h  s k i l l s  relating t o  

t h e  e l e c t r i c a l  c o n t r o l  system, because the HcHaster invention had t o  

do w i t h  the idea of  o s c i l l a t i n g  glass i n  the furnace a t  one speed o r  stroke 

length while o s c i l l a t i n g  g lass  i n  the quench u n i t  a t  another speed o r  stroke 

length. The invention d i d  not l i e  i n  the e l e c t r i c a l  control means used t o  

make t h i s  happen, and any means readily available a t  that time could have 

been used t o  practice McUster's invention. 

The scope and content o f  t h e  prior a r t  and the 
differences between the prior a r t  and claim 1 

The most relevant prior a r t  relied upon by respondents includes t h e  

German '219 patent, t h e  Sylvester '669 patent c i ted by the Examiner, and 

U. S. Patent No. 1,749,798. _ _  
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The German '219 patent (Tamglass Ex.  5 2 1 ,  discussed under Section 

102, '~disclosed o s c i l l a t i o n  o f  glass i n  a furnace and quench, b u t  i t  d i d  not 

teach that the o s c i l l a t i o n  could be a t  different stroke lengths or di f ferent  

speed6 i n  the furnace as opposed t o  the quench u n i t .  L t  vould not have been 

obvious t o  one w i t h  ordinary s k i l l  i n  the a r t  i n  early 1974 t o  o r c i l l a t e  the 

glass a t  di f ferent  stroke lengths o r  different speeds i n  the furnace and 

quench u n i t ,  

The Sylvester '669 patent (Tamglass Ex .  4 0 )  was discussed by the 

Examiner, who indicated that i t  disclosed the structure o f  a heating furnace 

w i t h  an o r c i l l a t i n g  conveyor therein as "old and well known i n  the a r t . "  

(Classtech Ex.  19-2, a t  93).  Sylverter ,  however, d i d  not teach McMaster's 

o s c i l l a t i o n  i n  the quench u n i t  and furnace a t  di f ferent  stroke lengths o r  

dif ferent  speeds. This was the heart of  Mckfaster's invention. 

The '798 patent (Tamglass Ex. 3 7 )  discloses a furnace for annealing 

g l a s s  i n  which d i f f e r e n t  conveyor s e c t i o n s  can be operated a t  d i f f e r e n t  

speeds, (TR 1106). These speed6 are  independent of one another. The patent 

teacher conveyor rollerr driven by a variable speed motor, idler  r o l l e r s ,  and 

r o l l e r s  driven by a constant speed motor. I t  does not teach the concept o f  

o s c i l l a t i n g  the glass, nor does it teach one t o  o r c i l l a t e  t h e  glass a t  one 

speed o r  stroke length i n  t h e  furnace and another i n  the quench u n i t .  This 

patent i r  not as relevant prior a r t  as t h e  German '219 patent,  nor i s  there 
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" I  

a n y t h i n g  i n  the record t o  suggest that i t  would have been obvious to one w i t h  

ordinary s k i l l  i n  the a r t  i n  1974 t o  combine the  concept o f  oscillation 

c a u g h t  by the German '219 patent w i t h  the concept of conveyor rol lers  i n  

which di f ferent  section8 moved a t  dif ferent  speedo. The c r i t i c a l  concept o f  

the HcHastcr invention, the o s c i l l a t i o n  a t  one rpeed and/or stroke length i n  

the furnace and another i n  the quench u n i t  and the transfer o f  the glass a t  

one synchronized h i g h  speed from the furnace t o  the quench ,  i s  n o t  suggested 

by e i ther  the German '219 patent or the '798 patent, nor would it have been 

obvious to  one w i t h  ordinary s k i l l  i n  the a r t  t o  have combined these two 

unrelated patents t o  create a glass tempering system l i k e  Mckster 's  that 

dould solve the problem HcHaster was t r y i n g  t o  solve. 

When NcHaster's system was produced commercially i t  had s ignif icant  

commercial success (TR 534, Classtech Exs.  37 and 62) .  A long fe l t  need f o r  

the invention a160 was established. (TR 142). Both o f  these factors are 

secondary evidence tha t  HcMaster's invention vas not obvious. 

The subject matter o f  claim 1 of the ' 7 1 1  patent was nonobvious 

under Section 103 and was patentable. 
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2 .  Section 112 

Under Section 1 1 2  (35 U.S.C. 1 1 2 1 ,  the specif ication must describe 

the invention i n  such a way as  to enable any person ski l led i n  the a r t  " t o  

c 

make and use" the invention. 

The ' 7 1 1  patent i s  valid under t h i o  part of Section 112 because the 

patent enables one w i t h  ordinary s k i l l  i n  the a r t ,  using the e l e c t r i c a l  

equipment readily available a t  the time o f  the invention, t o  make and use the 

invention. 

Although an e l e c t r i c a l  engineer i n  1974 w w l d  have needed t o  find 

out certa in  information from the person designing the glarr  tempering system 

described i n  the ' 7 1 1  patent, one w i t h  ordinary s k i l l  i n  the a r t  o f  glass  

tempering i n  1974 would have been able t o  furnish the neceerary information 

to any e l e c t r i c a l  engineer. For example, the ' 7 1 1  patent taught that heated 

glass could be o s c i l l a t e d  without sagging. One w i t h  ordinary s k i l l  i n  t h e  

a r t  would know that  the glass would sag i f  dwell between reversals d u r i n g  

o s c i l l a t i o n  were too long, and could t e l l  the e l e c t r i c a l  engineer what dwell 

times t o  t r y .  I f  t h e  d w e l l  times were too long, the engineer could make them 

shorter.  

T h e  e l e c t r i c a l  engineer i n  1974 would have had the necessary 

infonuation regarding the required speed match tolerance8 and a l l  other 

information a a c c s r a r y  t o  c o n s t r u c t  r n  operat ing c i r c u i t  t o  c o n t r o l  the 

conveyorr o f  an o s c i l l a t i n g  tempering system as described i n  the '711 patent. 

Although McMaster f i r s t  had t h e i d e a  o €  o s c i l l a t i n g  the glass  i n  a horizontal 

tempering clyrtea i n  May, 1974, the f i r s t  Classtech system under the patent 

was operating before the patent application was € i l e d  i n  September, 1975 .  
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(TR $76). Nothing i n  the record suggests that the e l e c t r i c a l  contractor had 

to solve d i f f i c u l t  o r  unusual problems before an operating system could be 

b u i l t .  Some modifications were required, b u t  t h a t  i s  to be expected when a 

new idea i s  incorporated into commercial equipment. 

The ' 7 1 1  patent also meets the "best mode" requirement of Section 

1 1 2 ,  As stated i n  Ln re Sherwood, 613  F.2d 809, 204 USPQ 5 3 7 ,  544 (CCPA 

1980 1, 

there i s  no objective standard by which to judge the 
adequacy o f  a b e s t  mode d i s c l o s u r e .  Lnstead, o a l y  
evidence o f  concealment (accidental o r  intentional) i s  t o  
b e  considered. That evidence, i n  order to result  i n  
affirmance o f  a best mode r e j e c t i o n ,  must tend t o  show 
that  the quality o f  an applicant's best mode disclosure 
i s  s o  poor a s  t o  e f f e c t i v e l y  r e s u l t  i n  concealment. 

Le i s  not n e c e s s a r i l y  f a t a l  t o  the patent 's  v a l i d i t y  t h a t  the inventor  

"had more information i n  his  possession concerning his  contemplated best mode 

than he disclosed a n  the specification." Id. 

The best mode of  practicing McCIaster's invention as set forth i n  

claim 1 was adequately disclosed i n  the '711 patent. The invention lies i n  

t h e  concept o f  o s c i l l a t i n g  the glass a t  di f ferent  speeds or stroke lengthr  i n  

the furnace and quench and reconnecting them d u r i n g  the index cycle.  The 

invention doer not l i e  i n  the particular structure of  the control meanr used 

t o  connect and disconnect the motors. (See p. 6 above). 
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The ' 7 1 1  patent dircloser how to Solve a particular problem, that 

o f  needing a Long expensive furnace and quench to  make small batches of  wide 

glass.  Harold McMaster d i d  not intentionally withhold any information about 

h i s  invention that he knew i n  1974. E l e c t r i c a l  engineers i n  1974 had the 

a b i l i t y  to  construct a control meanr for the drive mechanism t o  accomplish 

t h e  independent o r c i l l a t i o n  i n  t h e  furnace and q u e n c h  u n i t ,  followed b y  

single €orward movement d u r i n g  the index cycle.  This was not the invention 

b u t  was o n l y  a r e a d i l y  a v a i l a b l e  means t o  a l low someone t o  c o n s t r u c t  a . 

tempering system t h a t  would o p e r a t e  i n  the  manner descr ibed i n  the '711  

patent. If t h i r  e l e c t r i c a l  work had not been readily available i n  1974, it 

would not be expected that  an operating u n i t  could have been b u i l t  80 q u i c k l y  

a f t e r  the date o f  the invention. Although the or iginal  control means tried by 

Glasstech d i d  not work, the d i g i t a l  tachometers which ultimately were used t o  

achieve the required accuracy o f  motor speed were "on the market" a t  that  

time. No particular inventiveners was required t o  p u t  together the 

control means referred to  i n  the patent. 

(TR 189). 

F i n a l l y ,  the '711 patent meets the requirement that one o r  more 

claims particularly point out and d i s t i n c t l y  claim the subject matter of 

t h e  invention. 

Claim 1 particularly points out and d i s t i n c t l y  c l a i m  the subject 

matter of McPkrter'r invention. 

capable of more than one conrtruction, the patent speci f icat ion r p e l l r  out 

that  t h i r  meant that  the o p G d  o r  stroke length i n  the quench u n i t  d u r i n g  

o s c i l l a t i o n  would not be the same as o r  dependent on the speed o r  stroke 

Although the word "independently"  1 8  
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1 e n s h  i n  the quench u n i t .  The s p e c i f i c a t i o n  a l s o  i n d i c a t e s  t h a t  t h e  c o n -  

v e y o r  i n  the  f u r n a c e  would be c o n t r o l l e d  by one motor and the c o n v e y o r  i n  t h e  

quench u n i t  c o u l d  be c o n t r o l l e d  by a n o t h e r ,  and t h a t  the two motors are 

d i s c o n n e c t e d  d u r i n g  the o s c i l l a t i o n  cycle and c o n n e c t e d  d u r i n g  the i n d e x  

cycle.  

The ' 7 1 1  p a t e n t  i s  n o t  i n v a l i d  u n d e r  S e c t i o n  1 1 2 .  

C o m p l a i n a n t  i s  e n t i t l e d  u n d e r  S e c t i o n  2 8 2  o f  t h e  P a t e n t  Act t o  a 

p r e s u m p t i o n  t h a t  the ' 7 1 1  p a t e n t  i s  v a l i d .  T h e  b u r d e n  o f  o v e r c o m i n g  t h i s  

p r e s u m p t i o n  w i t h  c lear and c o n v i n c i n g  e v i d e n c e  rests upon t h e  r e r p o n d e n t s .  

A m e r i c a n  Hoist h Derrick v .  Sowa h Sons,  7 2 5  F.2d 1 3 5 0 ,  2 2 0  USPQ 7 6 3 ,  7 7 0  

(Fed. Cir. 1 9 8 4 ) .  R e s p o n d e n t s  h a v e  f a i l e d  t o  p r e s e n t  e v i d e n c e  a d e q u a t e  t o  

o v e r c o m e  t h e  p r e s u m p t i o n  o f  v a l i d i t y .  

. .  

21  



INFRINGEMENT 

( 1 )  L i teral  Infringement 
* 

In a l l  Tamglass horizontal tempering systems i n  issue, Tamglass 

uses only one s i n g l e  d r i v e  motor t o  operate the r o l l e r  conveyors i n  the  

furnace and thore i n  the quench u n i t .  The motor has a reduction gear arrange- 

ment that permits the motor to operate the quench conveyor a t  one o r  more 

reduced speeds d u r i n g  the o s c i l l a t i n g  phase and t o  operate it at  the same 

speed as the furnace conveyor d u r i n g  the index cycle.  The furnace conveyor i s  . .  

operated direct ly  by the motor, and the quench conveyor i s  operated e i ther  a t  

the same speed o r  a t  a fixed r a t i o  t o  the sFIed of  the furnace conveyor. 

Although the  Tamglass system has a " c o n t r o l  means" t o  provide 

coordinated conveyance o f  the glass from the furnace t o  the quench u n i t  as 

required b y  claim 1 ,  the control means does not accomplish this  by "coupling" 

the furnace conveyor drive mechanism w i t h  the r o l l e r  conveyor of the quench 

u n i t  d u r i n g  the index cycle.  Since Tamglass has a single motor d r i v e  control- 

l i n g  both the furnace conveyor and the quench r o l l e r  conveyors, the furnace 

conveyor drive mechanism and the r o l l e r  conveyor o f  the quench u n i t  are not 

coupled or  uncoupled d u r i n g  any part of the o s c i l l a t i n g  stage o r  the indexing 

stage. Horeover, i n  the Tamglass system, the quench u n i t  i s  dependent on the 

furnace motor for i t s  speed and the length o f  the stroke,  because these are  

determined by the gear arrangement on the furnace motor. Although claim 1 

does not requit. two independent motors, it requires that the o s c i l l a t i o n  i n  

the furnace be independent o f  the o s c i l l a t i o n  i n  the quench u n i t .  In the 

Tamglass system, the o s c i l l a t i o n  i n  the quench u n i t  can be done only a t  a 
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speed i n  a f i x e d  r a t i o  t o  t h e  speed o f  the f u r n a c e  m o t o r .  T h e  speeds i n  t h e  

q u e n c h  and the f u r n a c e  may be d i f f e r e n t  from one a n o t h e r  b u t  t h e y  a r e  n o t  
. 

i n d e p e n d e n t  o f  o n e  another. Claim 1 t h e r e f o r e  i s  n o t  l i t e r a l l y  i n f r i n g e d .  

( 2 )  I n f r i n g e m e n t  u n d e r  the d o c t r i n e  o f  e q u i v a l e n t s  

When l i t e ra l  i n f r i n g e m e n t  i s  n o t  f o u n d ,  the d o c t r i n e  o f  e q u i v -  

a l e n t s  s o m e t i m e s  c a n  be used t o  e s t a b l i s h  i n f r i n g e m e n t .  G r a v e r  Tank and Hfg. 

Co.,  I n c .  v .  L i n d t  Air P r o d u c t s  Co. ,  3 3 9  U.S.  605, 8 5  USPQ 3 2 8 ,  330 ( 1 9 5 0 ) .  

The p u r p o s e  o f  t h e  d o c t r i n e  i s  t o  "temper u n s p a r i n g  l o g i c  and p r e v e n t  a n  

i n f r i n g e r  from s t e a l i n g  t h e  b e n e f i t  o f  an i n v e n t i o n . "  Royal T y p e w r i t e r  Co. 

v .  Remington Rand,  168 F.2d 6 9 1 ,  6 9 2 ,  7 7  USPQ 5 1 7 ,  5 1 8  (2d Cir. 1948) .  The 

t h e o r y  on which the d o c t r i n e  i s  based i s  that  " i f  two d e v i c e s  do the same work 

i n  s u b s t a n t i a l l y  the same way, and accomplish S u b s t a n t i a l l y  t h e  same resul t ,  

they are t h e  same, e v e n  though t h e y  d i f f e r  i n  name, f o r m ,  o r  shape." M a c h i n e  

Co. v .  Murphy, 9 7  U.S. 1 2 0 ,  1 2 5  ( 1 8 7 7 ) .  

In the G r a v e r  T a n k  case,  the Supreme Court d i s c u s s e d  t h e  d o c t r i n e  

o f  e q u i v a l e n t s  as fo l lows ,  a t  85 USPQ 330-331: 

E q u i v a l e n c e ,  i n  t h e  p a t e n t  law, i s  n o t  t h e  p r i s o n e r  
o f  a f o r m u l a  and i s  n o t  an a b s o l u t e  to b e  c o n s i d e r e d  i n  
a vacuum. It d o t s  n o t  r e q u i r e  complete i d e n t i t y  f o r  
every p u r p o s e  and i n  e v e r y  respect. ... C o n s i d e r a t i o a  
m u s t  b e  g i v e n  t o  t h e  p u r p o s e  f o r  v h i c h  an i n g r e d i e n t  i s  
u s e d  i n  a p a t e n t ,  t h e  q u a l i t i e s  it h a s  when combined 
w i t h  o t h e r  i n g r e d i e n t s ,  and t h e  f u n e t i o n  w h i c h  it i s  
i n t e n d e d  t o  perfom. An i m p o r t a n t  factor  i r  w h e t h e r  
p e r e o n s  r e a s o n a b l y  s k i l l e d  i n  t h e  a r t  would h a v e  known 
o f  t h e  i n t e r c h a n g e  a b i l i t y  o f  an i n g r e d i e n t  n o t  c o n t a i n e d  
i n  t h e  p a t e n t  w i t h G n e  t h a t  was. . . . 
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Tarnglass has infringed claim 1 o f  the '711 patent under the 

The Tamglass horizontal clasiic definition of the doctrine of equivalents. 

oscillating glass tempering system and the Classtech syotem do the same 

work (batch tempering vide pieces of glass) in substantially the same way 

(oscillating the glass in the furnace and in the quenching unit at diffe- 

rent speeds and stroke lengths and then transferring the glass at a single 

synchronized high speed from the furnace to the quench unit to the unload 

table), and accomplishing substantially the same result (tempering small 

batches o f  wide pieces of glass by an inexpensive process). 

Although Tamglass uses only one motor and doc8 not disconnect 

two motors during oscillation and reconnect them during the index cycle, it 

does have a gear system allowing the single motor to drilre tho furnsce 

rollers at one speed and one stroke length while driving the quench roller 

conveyors at a different speed and stroke length. During the index cycle, 

the motor drives both the furnace rollers and the quench urnit rollers at 

the same high speed in a single direction. Although slightly different 

means are used, the Tamglaes system does the same work in substantially the 

same way with exactly the same result as in the Glasstech system. 

On January 8, 1980, Tamglass filed an application for a patent in 

the United Stater on an invention of Mr. Reunaamki involvieisg a horizontal 

oscillator. (Clarrtech Exr. 32 and 33). The application claimed the 

structure found in the Tamglarr horizontal orcal  lator that io sold today 

(TR 881-821, but the application was not limited to the commercial Tamglass 

oscillator alleged to infringe the '711 patent. 
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In the procerr o f  t r y i n g  to  obtain a patent, the attorneys for  

Reunamaki noted that  Reunamaki had solved the same problem as that solved by 
c- 

HcMaster i n  the ' 7 1 1  patent. (Classtech Ex. 33). That problem was described 

a s  follows: 

How could one provide two separate conveyors, one for the 
furnace s tat ion and one for the tempering s t a t i o n ,  each 
w i t h  two separate modes o f  operation, a f i r s t  mode ( d u r i n g  
the tempering portion of  the cycle)  whereby the two con- 
veyors operate w i t h  di f ferent  stroke lengths, and a second 
mode ( d u r i n g  the transfer portion o f  the cycle)  whereby 
both conveyors operate together as a single synchronized 
unit? 
(Classtech Ex.  338 a t  227). 

Subsequently, on appeal to  the Board of  Appeals, the attorney8 

made it c l e a r  that Reunamaki thought that he had a bet ter  solution: 

McMaster ... f a i l s  t o  provide a solution as simple and 
complete as the present invention. 
(Glasstech Ex. 33, a t  246-47). 

In Reunamaki'r b r i e f  on appeal t o  the Federal Circuit a f t e r  h i 8  

proposed patent  c l a i m s  had been r e j e c t e d ,  the  Reunamaki o s c i l l a t o t  was 

compared w i t h  " a s t e r ' s  o s c i l l a t o r  a8 claimed i n  the '711 patent: 

A p p l i C r n t ' 8  invent ion o f  a s stem which  permitted the 
omirrion o f  one o f  the two motor8 +- i n  t h e  preferred embodi- 
merit o f  the '711 patent] without a correrponding elimina- 
t i o a  o f  t h e  independence o f  the conveyorr t h u r  reprerentr 
t h e  omirrion o f  a p 8 r t  without a r a c r i f i c e  o f  i t 8  function 
and comprirer an unobviour invention. 
(Clarrtech Ex. 33, a t  22-23). 
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c The ,independence of the stroke length8 i n  the quench u n i t  and i n  

the furnace of  Reunamaki's claimed invention was emphasized repeatedly by  

Reunamaki's attorneys during the proceedings on Reunamaki's application for a 

0. S. patent. (Glasstech Ex. 3 3 ,  a t  1 1 ,  1 2 ,  14, 1 6 ,  19-21 ,  2 3 ,  9 1 ,  9 2 ,  176, 

179, 2 2 7 ,  246). Ln the present case,  however, rerpondents argue t h a t  t h e i r  

quench u n i t  conveyors are not independent of the furnace motor. I t  has 

been found here t h a t  the Tamglass quench u n i t  conveyor i s  not independent , 

o f  the  furnace motor, b u t  t h i s  argument made b y  Reunamaki's a t t o r n e y s  

i n  connection w i t h  h is  U. S.  patent application c lear ly  demonstrates that the 

Tamglass furnace motor w i t h  i t s  gear arrangement controlling the quench u n i t  

conveyor performs the same function as the ' 7 1 1  patent system. 

I n  i t s  opinion affirming the Board of  Appeals the Federal Circuit  

he Id : 

A p p e l l a n t ,  having continued t o  rely upon factually unsup- 
ported argument o f  counsel rather than evidence o f  superi- 
o r i t y  over the prior a r t ,  ha8 fai led to convince us o f  any 
error i n  the Board's conclusion that the glass tempering 
apparatus of  Claims 1-3 and 14 would have been obvious from 
HcEiaeter t o  one of  ordinary s k i l l  i n  the a r t .  Appellant's 
argument that H c h s t e r  "teacher away from" appellant s 
invention miarea the difference between "teaching away 
from" and teaching an a l t e r n a t i v e  t o  an i n v e n t i o n .  
Hckfarter teacher an a l ternat ive ,  not that other ayrtellu 
would be impracticable. We agree w i t h  the board that 
would have been w i t h i n  the r k i l l  o f  the a r t  t o  r u b r t i t u t e ,  
w i t h  n.ecerrary m o d i f i c a t i o n ,  t h e r e b y  required, a s ingle 
drive motor for  Mcltrrter'r two motorr. (Empharir added.)' 
(Clarrtech Ex. 33, a t  173-74).  

26 



Persons reasonably ski l led i n  the art  i n  1974 would have known 

that it  was possible to  substitute a single drive motor w i t h  a gear arrange- 

merit for HctCaster's two motors. This is one o f  the factors t o  be considered 
. 

i n  determining equivalence under Graver Tank. 

HcMaster and Reunamaki both designed a horizontal r o l l e r  hearth 

tempering system w i t h  two separate modes of  operation. Ln the f i r s t  cycle 

(when the glass i s  heated i n  the Eurnace and quenched i n  the quench u n i t )  

the two conveyors o s c i l l a t e  w i t h  d i f ferent  stroke lengths. Ln the second . 

cycle ( d u r i n g  the transfer o f  the glass)  b o t h  conveyors operate together a t  

a s ingle  synchronized h i g h  speed i n  a s ingle direction.  The two systems had 

the same purpose and the same resul ts  were achieved. (TR 763, 1191-93; 

Tquglass Ex .  2 ,  Roberts Dep., June 4 ,  a t  19). 

Reunamaki's o s c i l l a t o r  f a l l s  w i t h i n  the scope o f  the '711 patent 

under the doctrine o f  equivalents. I t  performs substantial ly the same 

function i n  substantial ly the same way, and i t  achieves the same r e s u l t s  as  

the McMaster o s c i l l a t o r .  

The HcMaster ' 7 1 1  patent a t  issue here i s  not a pioneer patent b u t  

i t  was a s ignif icant  and novel advance i n  the a r t  of  tempering wide glass i n  

small batches. Le i s  ent i t led t o  a rather broad rrn4e of equivalents unless 

t h i e  i s  r e s t r i c t e d  by the doctrine of  f i l e  wrapper estoppel. 

Under the doctrine of f i l e  wrapper estoppel or prosecution history 

estoppel as d e f i n e d  by the Court o f  Appeals f o r  the Federal Circuit i n  

Hughes Aircraft Co.  v .  United S t a t e s ,  7 1 7  F.2d 1 3 5 1 ,  219 USPQ 473 a t  481 
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( 1 9 8 3 ) ,  a patent owner i s  precluded "from obtaining a claim construction t h a t  

would resurrect  sub jec t  matter surrendered d u r i n g  prosecution O E  t h i s  patent 

appl icat ion."  The estoppel applies t o  claim amendments t o  overcome r e j e c -  

t i o n s  based on pr ior  a r t ,  as well as  t o  arguments submitted t o  obtain t h e  

patent.  The court  took the posi t ion that  a patent that  has been severely 

l imited t o  avoid the p r i o r  a r t  w i l l  only have a small range o f  equivalents 

between the l i t e r a l  wording of  the patent claims and the point a t  which a 

broader reading o f  the claims wil l  v i o l a t e  the doctr ine  o f  f i l e  wrapper 

estoppel .  219 USPQ a t  482. 

I n  the present c a s e ,  complainant i s  not t a k i n g  any positiorr i n  

t h i s  proceeding that  i s  incons is tent  w i t h  an argument made by McMaeter t o  

o6 ta in  the patent or w i t h  any amendment made t o  overcome r e j e c t i o n s ,  based 

on pr ior  a r t .  The '711 patent i s  s t i l l  e n t i t l e d  t o  a ra ther  broad range of 

equivalents w i t h  respect  t o  the i ssues  i n  t h i s  c a s e ,  and the doct r ine  o f  f i l e  

wrapper estoppel  does not l i m i t  the scope o f  the doctr ine  o f  equivalents i n  

t h i s  c a s e .  

The p r o s e c u t i o n  r e c o r d  b e f o r e  t h e  P a t e n t  and Trademark O f f i c e  

w i l l  not support a f i n d i n g  o f  f i l e  wrapper estoppel  because there was no 

prosecution of claim8 i n  the '711 patent on  "a g l a s s  tempering furnace." 

Glaastech does not now seek t o  extend the  claims l imited during:  prosecution 

t o  'la g l a s s  tempering system" t o  a "furnace." 

The o r i g i n a l  appl ica t ion  was d i rec ted  t o  "a furnace for a g l a s s  

tempering system." On September 15 ,  1975,  the Examiner rejected cla im 1 

(among other  c la ims) .  T h e  reason given was that  the s t r u c t u r e  oE a heating 
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f u r n a c e  w i t h  an o s c i l l a t i n g  c o n v e y o r  therein was "o ld  and well known i n  the 

art.:'- (Classtech Ex. 1 9 - 2 ,  a t  9 3 ) .  T h e  '669 p a t e n t  to  S y l v e s t e r  v a s  c i t e d  

as pr ior  a r t .  

On May 2 7 ,  1 9 7 6 ,  the a p p l i c a n t  f i l e d  a n  amendment, a f t e r  a n  i n t e r -  

view was h e l d  w i t h  the E x a m i n e r .  T h e  a p p l i c a n t  had r e w r i t t e n  t h e  claims 

c h a t  t h e y  d i d  d i s t i n g u i s h  o v e r  t h e  r e f e r e n c e s  of r e c o r d .  ( C l a s s t e c h  

E x .  1 9 - 2 ,  a t  9 9 ,  111) .  

Among the amendments were these: 

Each o f  the claims was c h a n g e d  t o  rtci te  a g lass  t e m p e r i n g  system 

i n c l u d i n g  a f u r n a c e  h a v i n g  a rol ler  c o n v e y o r  mechanism that  o s c i l l a t e s  as  it 

i s  heated,  a q u e n c h  u n i t  h a v i n g  a ro l ler  c o n v e y o r  and means for  q u e n c h i n g  t h e  

g l a s s ,  and c o n t r o l  means for  c o u p l i n g  t h e  f u r n a c e  c o n v e y o r  d r i v e  mechanism 

and the q u e n c h  u n i t  r o l l e r  c o n v e y o r  d u r i n g  i n d e x  cycles o f  e a c h  t o  p r o v i d e  

c o o r d i n a t e d  g l a s s  c o n v e y a n c e  from t h e  f u r n a c e  t o  t h e  q u e n c h  u n i t .  T h e  

c o n t r o l  means was described as u n c o u p l i n g  t h e  f u r n a c e  c o n v e y o r  d r i v e  mechanism 

from the q u e n c h  u n i t  a f t e r  the c o o r d i n a t e d  i n d e x  cycle so t h a t  t h e  f u r n a c e  

c o n v e y o r  d r i v e  m e c h a n i s m  c o u l d  o s c i l l a t e  t h e  g l a s s  t o  b e  h e a t e d  w i t h i n  

the f u r n a c e  i n d e p e n d e n t l y  o f  glass b e i n g  q u e n c h e d  i n  t h e  q u e n c h  u n i t .  

T h e  a p p l i c a n t  s tated:  

it i s  b e l i e v e d  t h a t  t h e  manner i n  w h i c h  t h e  f u r n a c e  
c o n v e y o r  a n d  t h e  q u e n c h  u n i t  c o n v e y o r  o f  t h e  g l a s r  
t e m p e r i n g  system are a l t e r n a t e l y  c o n n e c t e d  d u r i n g  t h e  
i n d e x  cycles f o r  forward f e e d i n g  and u n c o u p l e d  d u r i n g  t h e  
o s c i l l a t i o n  w i t h i n  t h e  f u r n a c e  i s  a n o v e l  f e a t u r e  n o t  
shown o r  s u g g e s t e d  b y  t h e  r e f e r e n c e s  o f  record. 
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The Sylvester '669 patent was distinguished as disclosing a n  o s c i l -  

lating furnace b u t  not teaching a glass tempering system having furnace and 

quench u n i t  conveyors that are coupled and uncoupled by a control means to  
c 

provide coordinated glass conveyances from the furnace t o  the quench u n i t  

during indexing cycles and independent o s c i l l a t i o n  of the glass w i t h i n  the 

furnace a f t e r  the indexing cycles.  

Claim 1 was then allowed, and the Examiner Lewrote the abstract  o f  

the disclosure as follows (Glasstech Ex. 19-2, a t  1 1 7 ) :  

The glass tempering system includes an elongated furnace 
i n  which a horizontal conveyor o s c i l l a t e s  a glass sheet 
between o p p o s i t e  ends o f  t h e  chamber i n  a manner t o  
shorten the necessary furnace length t o  heat the glass  t o  
i t s  quench temperature. A load s t a t i o n  a t  one end 
includes a horizontal conveyor driven by the same drive 
mechanism a s  t h e  furnace  conveyor during the  index 
cycle s o  that  a glass sheet i s  received while another 
g l a s s  s h e e t  i s  being indexed t o  the  quench u n i t .  A 
second motor d r i v e s  the q u e n c h  u n i t  conveyor i n  an 
o s c i l l a t i n g  manner. The two drive mechanisms are  coupled 
d u r i n g  the index cycle s o  that a tempered glass sheet i s  
conveyed f r o m  t h e  quench u n i t  t o  an unload s t a t i o n  
as a heated glass sheet i s  being conveyed t o  the quench 
u n i t .  The conveyor of the unload stat ion i s  driven by 
the quench u n i t  drive d u r i n g  the index cycle to  receive 
the tempered glass sheet. Each o f  the conveyors includes 
drive chains which f r i c t i o n a l l y  drive t h e i r  conveyor 
r o l l e r s .  The conveyor r o l l e r s  o f  the load and unload 
stat ions  are  l i f t e d  o f f  their respective drive chains t o  
stop the r o l l e r s  f o r  unloading of  the glass thereon. 

Although t h e  a b s t r a c t ,  a s  r e w r i t t e n ,  r e f e r s  t o  a second motor 

driving the quench u n i t  conveyor, claim 1 does not. Other claims i n  t h e  

patent do r e f e r  to  a quench u n i t  drive mechanism. The abstract  as  rewritten 

by the Examiner j u s t  before the patent issued described McMaster's invention 

generally as  i t  i s  described here. 
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. Glaeetech does not seek t o  extend c t a i n  1 t o  cover subject  matter 

abandoned b y  G l a s s t e c h  d u r i n g  the  proseeut ion  o f  t h e  p a t e n t ,  n o r  does 

Classtech now take' a posi t ion w i t h  respect  t o  the scope o f  claim I that  i s  

inconsis tent  w i t h  the posit ion HcMaster took i n  the prosecution o f  the 

patent .  

S ince  the Tamglass o s c i t  l a t o r  achipvss substant ia l ly  the  same 

r e s u l t  i n  s u b s t a n t i a l l y  the same way as described in claim 1 o f  the ' 7 1 1  

patent ,  infringement i s  found under the doctrine o f  equivalents.  

. r  
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THE DOMESTIC INDUSTRY 

Glasstech contends that the unfair acts  of  the respondent8 have the 

e f f e c t  or  tendency t o  destroy o r  to  injure substantial ly an industry e f f i -  

c i e n t l y  and economically operated i n  the United States .  The domestic industry 

has been defined by the Commission as that portion of the f a c i l i t i e s  o f  the 

patentee and his  l icensees devoted to  the lawful manufacture and s a l e  of  

products covered by the patents i n  issue. [See Schaper Manufacturing Co. v .  

U. S .  International Trade Commission, 7 1 7  F.2d 1368 (Fed. Cir. 19831.1 

The existence o f  a domestic industry i s  not contested b y  Tamglass, b u t  

the scope o f  the domestic industry and whether i t  i s  e f f i c i e n t l y  and economic- 

a l l y  operated are disputed. 

In September, 1983, about one month prior to the f i l i n g  o f  the com- 

plaint  i n  t h i s  matter,  substantial changes i n  the structure of the domestic 

industry were made. Before September, 1983, ownership o f  certa in  patents,  

inc luding the  ' 7 1 1  patent , was vested i n  t h e  McMaster-Nitschke-Larimer 

partnership. The partnership had been formed i n  1971 t o  own the patents 

and to  grant an exclusive l icense t o  Glasstech to b u i l d  furnaces. (TR 171).  

A t  that time, t h e  sole  shareholders o f  Classtech were the three partners,  

HcMaster, Nitschke,  and Larimer. In 1979,  two a d d i t i o n a l  persons were 

brought into the partnership and, as  shareholders, into  the Glasstech corpora- 

t i o n .  R o y a l t i e s  paid b y  purchasers o r  u s e r s  o f  G l a s s t e c h  f u r n a c e s  were 

col lected by Glasstech and transferred to  the partnership. The partnership 

acquired ownership o f  a l l  inventions i n  the research and development division 

o f  Classtech and reimbursed Classtech for certa in  research and development 
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expenditures. Classtech then acquired a license to  u t i l i z e  the patents when 

c q r c i a l  products were developed. Classtech paid royal t ies  to  the partner- 

ship for using there patents, even though they were developed i n  Classtech's 

R6D Division. 

The domestic industry before 1983 would have t o  include both t h e  partner- 

ship and the corporation, since both shared i n  t h e  exploitation o f  the patent 

i n  issue. Looking a t  the partnership and t h e  corporation as a u n i t ,  t h e  

domestic industry was e f f i c i e n t l y  operated, although t h e  partnership received .. 

many benefits  from the e f f o r t s  o f  the corporation. 

I n  defining the scope o f  the domestic i n d u s t r y  and assessing i t s  e f f i -  

c i e n c y ,  however, the time before  the  complaint was f i l e d  i s  i r r e l e v a n t .  

Whether an industry vas e f f i c i e n t l y  operated a t  some time i n  the past i s  

irrelevant to  the issue of  whether it  i s  presently e n t i t l e d  t o  Section 337  

r e l i e f .  

By the time the complaint was f i l e d ,  the partnership already had sold i t s  

patents t o  ChS8teCh a t  a price of- The partnership retained the 

t i g h t s  to  residual royal t ies  on s a l e s  contracted before J u l y  1 ,  1983. (TR 

remains t o  be paid over a w y e a r  period. (TR 260). The-is a 

payment for a l l  patents held by the partnership, not j u s t  the '711 patent. 

(TR 259). It i a  impossible t o  ascerta in  from t h e  record whether the amount 

CLasrtech agreed t o  pay was higher than an e f  f i c i e n t  l y  operated corporation 

would have been w i l l i n g  t o  pay for the ' 7 1 1  patent i n  an arms-length business 

relationship. 
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The record doer not dirclore the value of  the other patentr tranrferred to 

Clarrtech or ruggert how much of the t o t a l  purchare price was for the '711 

patant. Moreover, the tranraction took place a t  a time irrelevant to the 

irrue of  whether the industry i s  now e f f i c i e n t l y  operated. 

As of the time of  f i l i n g  the complaint, Clarstech's research and devel- 

op-nt division was completely owned by Clarrtech and all inventionr and 

improvementr result ing From the work of  t h i s  divirion would belong only t o  

Glasstech. 

The domestic industry as of  the time of  f i l i n g  the complaint conrists  o f  

that portion of Classtech devoted to the manufacture, sale and service of 

horizontal o s c i l l a t i n g  glass tempering systems under the '711 patent. The 

current horizontal batch tempering systems manufactured by Classtech pract ice  

c la im 1 o f  the  ' 711  patent.  Harold McMaster t e s t i f i e d  t h a t  t h e  system 

o s c i l l a t e s  the glass at  di f ferent  speeds and stroke lengths i n  the furnace 

and i n  the quench u n i t ,  and the indexing cycle transfers the glass  from one 

u n i t  to another a t  h i g h  synchronized speed. (TR 186 and 619). Classtech 

manufacturer a l l  o f  i t s  horizontal o s c i l l a t i n g  glass  tempering systems and 

replacement parts and r e t r o f i t  improvements a t  i t s  f a c i l i t i e s  i n  Perrysburg, 

Ohio. (TR 295-96, 321, Classtech Ex. 8 ) .  

Clarrtech'r f a c i l i t i e r  and personnel are  not d i v i d e d  according t o  

product line. Classtech e m p 1 o y s m p e o p l e .  (Classtech Ex. 6).  Approxi- 

m a t e l y e  o f  t h e e  employeer working i n  Classtech' r manufacturing department 

a n d m  o f  thememployees  working i n  t h e  drafting department a r c  involved i n  

projects  relating t o  horizonfa1 o s c i l l a t i n g  glasr  tempering furnaces. (TR 

675).  
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INJURY - 

Tamglass has sold i n  the United States horizontal o s c i l l a t i n g  systems 

which infringe the ' 7 1 1  patent. (Classtech Ex. 41 ,  46-2, 46-5, 46-6; Tamglass 

E x .  62-72; TR 976). Under the U. S. patent laws, Classtech i s  ent i t led to  

exclude a l l  others,  i n c l u d i n g  TamglArs, from Puking,  using, or  sel l ing glass 

0 

tempering systems i n  the United States  made i n  accordance w i t h  the patent 

claims. 35 USC 5 2 7 1 .  To show a violation o f  Section 337 of  the T a r i f f  A c t ,  

C l a s s t e c h  a l s o  must show a c a u s a l  r e l a t i o n s h i p  between the  infringement 

and an e f f e c t  or  tendency t o  injure the domestic industry substantial ly.  
. .  

Classtech r e l i e s  upon a number of sa les  ulade by Tamglass i n  the United 

S t a t e s  t o  show s u b s t a n t i a l  i n j u r y  t o  t h e  domestic i n d u s t r y .  The record 

shows, however, that a l l  b u t  one o f  the sales  by Tamglass probably vould - not 

have been made b y  C l a s s t e c h  i f  Tamglass had not made t h e m .  A l l  o f  t h e  

Tamglass sa les  involved furnaces w i t h  a hearth w i d t h  of  84 inches. U n t i l  

recent ly ,  Glasstech was precluded from s e l l i n g  furnaces of  that  w i d t h  to  

anyone other than the Iridal/ Tempglass group because of  a 1975 exclusivi ty  

agreement between Classtech and Tempglass. I n  that agreement, Classtech 

agreed not t o  s e l l  a furnace having a hearth w i d t h  greater than 60 inches to  

anyone b u t  Tempglass. 

Depori t ion test imony o f  some Tamglass customers i n d i c a t e s  t h a t  t h e  

84-inch width offered by Tamglarr was c r i t i c a l  to  t h e i r  decision to  purchase. 

(Tamglass 56, a t  13-14, Classtech Ex. 51-10, a t  14-15, Tarnglass Ex. 8 6 ,  a t  

11-12 and 21-23.) One customer stated that i f  he had not purchased from 

Tamglass, he would have purchased from Sack (a German company) rather than 

from Classtech. (Glasstech Ex. 51-10, a t  2 3 ) .  
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One sale  of  an 84-inch furnace by Tamg~ass probably would have gone to 

Classtech i f  the Classtech price had been lower. Three Rivers A l u m i n u m  Co. 

(TRACO) a t  one time was considering the pychase of  a 60-inch wide furnace 

from e i t h e r  C l a s s t e c h  o r  Tamglass. ( S t a f f  En. 3 2 ,  C l a s s t e c h  Ex. 4 4 - 8 ) .  

TRACO eventually purchased an 84-inch furnace from Tamglass a t  a contract 

price less  than more than the price quoted by Classtech for a 60-inch 

furnace. (Glasstech Ex. 46-14 and 44-81. 

C l a s s t e c h ' s  D i r e c t o r  o f  Marketing t e s t i f i e d  t h a t  he was t o l d  l a t e r  

by A TRACO executive that the sale  would have gone t o  Classtech i f  Classtech's .. 

price had been lower. (TR 445).  This s a l e  by Tamglass represents a l o s t  s a l e  

to  Glasstech. Classtech l o s t  about -n revenue, and t h i s  one Lost 

s a l e  must be viewed as substantial .  Considering the large prof i t  that would 

have been received by the partnership as well as the corporation i f  the s a l e  

had been made by Classtech, the loss incurred by the domestic industry was 

large. The company i s  small and each individual s a l e  i s  s i g n i f i c a n t  i n  terms 

o f  impact on the domestic industry. 

K t  i s  found that  the importation and s a l e  i n  the United S t a t e s  of  an 

i n f r i n g i n g  horizontal o s c i l l a t i n g  glass tempering system by Tamglass had the 

e f f e c t  of  substantial ly i n j u r i n g  the domestic industry. 

There i s  more support i n  t h e  record for  a finding that  t h e  continued 

importation by Tamglass o f  infringing glass tempering systems has t h e  tendency 

t o  in jure  substantial ly the domestic industry. 

Tamglass and Classtech are t h e  major competitors i n  the U .  S .  market 

for horizontal o s c i l l a t i n g  glass tempering sytems. (Classtech Ex. 38-2, a t  p .  

3). Tamglass has sold more horizontal o s c i l l a t i n g  glass  tempering systems 
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i n  t h e  United S t a t e s  s i n c e  1978 t h a n  a n y  o t h e r  company, a n d  e x p e c t s  t o  

m a n u f a c t u r e m  o f  t h e  systems t o  be i n s t a l l e d  i n  t h e  United S t a t e s  i n  

1984. (TR 1007). Tamglass can produce approxirnate1yI)systems per year a t  

i t s  p l a n t  i n  F i n l a n d ,  and e x p e c t s  t o  i n s t a l l  m s y s t e m s  i n  t h e  United 

S t a t e s  i n  1984. (TR 897-99, 919 ,  969 ,  990) .  Tamglass i s  adding an a d d i -  

h 

t i o n a l  s a l e s  person t o  i t s  U. S .  s ta fE  i n  order t o  increase i t s  U. S .  s a l e s .  

(TR 998,  1008,  1010). 

Tamglass can arrange financing through a Finnish commercial bank. (TR - 

981-83). For example, i n  1983, the major portion O E  s a l e s  t o  Labrador Glass 

and Empire G l a s s  were financed by  such a loan at- X annual interest ,  

for  f i v e  years.  (Tamglass Ex. 6 8 ,  Glasstech E x .  46-6) .  Tamglass a l s o  has 

agreed t o  make i n  some U. S .  purchasers of i t s  hor izonta l  

o s c i l l a t i n g  systems. (TR 964-65, LOO1-04, 1024-25, Classtech Ex. 45-5,  a t  p .  

3 5 ) .  

G l a s s t e c h ' s  e x c l u s i v i t y  agreement w i t h  Tempglass was t e r m i n a t e d  i n  

September, 1983. (TR 521). Classtech i s  now i n  a c t i v e  competition w i t h  

Tamglass f o r  s a l e s  o f  systems having hearth widths above 60 inches .  For 

example, both have submit ted  quotes for a 96-inch horizontal  o s c i l l a t i n g  

system to- Glasstech 's  quoted p r i c e  was -. (Glass- 

tech Ex. 44-9). Tamglass' quoted price was $- w i t h  Tamglass o f f e r i n g  

t o  inves t  back into- (Glasstech Ex. 45-5,  a t  3 5 ,  4 3 ,  

5 2 ) .  

Both companies have submitted q u o t a t i o n s  f o r  a n  8 4 - i n c h  sys tem t o  

G l a s s t e c h ' s  quoted p r i c e  was w h i l e  t h e  
- 

Tamglass p r i c e  was I. (TR 4 7 2 - 7 4 ,  5 5 7 - 5 8 ,  5 5 9 ;  C l a s s t e c h  Ex.  
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45-3 1. Neither nor -has purchased one o f  

these  g l a s s  tempering systems yet .  
L 

One g l a s s  tempering executive t e s t i f i e d  that  the  market for  horizontal  

o s c i l l a t i n g  furnaces i s  saturated and has been s i n c e  1980. ( T R  529, 532). 

Tamg 1 a s  s , hove ve r , S O  Id 84-inch horizontal  o s c i l l a t i n g  systems i n  1982 

and 1 9 8 3 ,  and C l a s s t e c h  has  s o l d  84- inch  systems s i n c e  September ,  

1983. (Classtech Exs. 4 1 ,  46-2, 46-5, 46-6; Tamglass Exs.  "2-72; S t a f f  Ex. 

6 3 ,  TR 396-97). Classtech expects  a continuing market for horizontal  o s c i l l a t -  

ing systems. (TR 398). Even i f  t h i s  market i s  shr inking,  and Class tech ' s  

p r o f i t s  would be dec l in ing  anyway, Classtech i s  e n t i t l e d  t o  exclude i n f r i n g e r s  

from sharing i n  i t .  

* E f f o r t s  t o  obtain  information on Tamglass' c o s t s  o f  production were 

large ly  unsuccessful .  I t  i s  not l i k e l y  t h a t  Tamglass had t o  s e l l  below c o s t  

i n  order t o  undersel l  C lass tech ,  i n  view o f  the large  r o y a l t i e s  received by  

the partnership p r i o r  t o  Glass tech ' s  a c q u i s i t i o n  o f  the ' 711  patent i n  1983. 

e 

(TR 666). After  Glasstech acquired the  patent ,  the royal ty  was reduced t o  

w, and G l a s s t e c h ' s  t o t a l  p r o f i t ,  i n c l u d i n g  r o y a l t i e s ,  o n  s a l e s  o f  t h e  

patented product a r e  about@ a t  t h i s  time. 

It i s  c l e a r  t h a t  Tamglass has the c a p a b i l i t y  and t h e  intent  t o  have a 

ser ious  and de le ter ious  impact on Class tech ' s  U. S .  business i n  hor izonta l  

o s c i l l a t i n g  g l a s s  tempering systems. . 
I t  is found t h a t  t h e  unauthor ized  i m p o r t a t i o n  o f  i n f r i n g i n g  g l a s s  

tempering systems has the e f f e c t  and tendency o f  s u b s t a n t i a l l y  i n j u r i n g  the 

domestic industry.  
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CONCLUSIONS . 

After consideration o f  the evidentiary record and the arguments o f  the 

p a r t i e s ,  i t  is found that  respondents AB K y r o  OY and Tamglass, Lnc. have 

engaged i n  unfair  a c t s  v io la t ing  Sect ion 331 o f  the T a r i f f  Act in connec- 

t ion  w i t h  the unlawful importation into  the United S t a t e s  o f  c e r t a i n  g l a s s  , 

tempering systems including f r i c t i o n a l l y  driven o s c i l l a t i n g  r o l l e r  hearth 

furnace by reason of  infringement o f  claim 1 o f  U. S .  Let ters  Patent 3 , 9 9 4 , 7 1 1  

and that  these unfair  a c t s  have the e f f e c t  and tendency t o  in jure  substan- 

t i a l l y  the domestic industry. 

The r e c o r d  i n  t h i s  c a s e  c o n s i s t s  o f  a l l  e x h i b i t s  i d e n t i f i e d  i n  t h e  

f o l l o w i n g  e x h i b i t s  o f  the  p a r t i e s :  Tamglass E x .  1 1 6 ,  C l a s s t e c h  Ex.  5 3 ,  

and S t a f f  Ex.  0 ,  and the t r a n s c r i p t  o f  the testimony a t  the hear ing,  a n d  

11 
a l l  papers and requests  f i l e d  i n  t h i s  proceeding.- 

Janet 3 * n 
Janet D .  Saxon 
Administrative Law Judge 

Issued: August  15 ,  1984 

- 1/ Pursuant t o  Section 210.53(h) o f  the Commission's Rules the  i n i t i a l  
determination s h a l l  become the deteminat ion  o f  the Commission unless 
a party f i l e s  a p e t i t i o n  f o r  review o f  the i n i t i a l  determination pursuant 
t o  Sect ion 210.54,  o r  the Commission pursuant t o  Sect ion 210.55 orders on 
i t s  own motion a review of  the i n i t i a l  determination o r  c e r t a i n  i s sues  
therein .  For computation o f  t ime,  see Sect ion 201.14. For computation 
o f  addit ional  time a f t e r  serv ice  b y  mai l ,  see  Sect ion 201.16(d) .  
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FINDINGS OF FACT AND CONCLUSIONS 

A. JURISDICTION 

1 .  The Commirrion ha# s u b j e c t  matter j u r i r d i c t i o n  i n  t h i s  

i n v e s t i g a t i o n  u n d e r  S e c t i o n  337 o f  t h e  T a r i f f  A c t  o f  1 9 3 0 ,  as amended, i n  

c o n n e c t i o n  wi th  an Al leged  u n f a i r  p r a c t i c e  r e l a t i n g  t o  t h e  i m p o r t a t i o n  o f  

c e r t a i n  g l a s s  tempering systems. 

2. A l l  t h e  partier appeared And participated i n  t h e  h e a r i n g ,  

and no p a r t y  c o n t e s t s  t h e  C o m m i s s i o n ' #  personal  j u r i s d i c t i o n  o v e r  t h e  

p a t t i e s .  

8 .  HISTORY OF THE CASE 

3. Complainant G l a s s t e c h ,  I n c .  i s  a closely h e l d  corpora-  

t i o n  o r g a n i z e d  under t h e  laws o f  t h e  S t a t e  o f  Ohio i n  1 9 7 1 ,  having  p r i n c i p a l  

o f f i c e r  a t  9 9 5  Fourth  S t r e e t ,  Ampoint I n d u s t r i a l  P a r k ,  P e r r y e b u r g ,  Ohio. 

( S t i p u l a t i o n ) .  

4. T a a g l a s r  OY, o r i g i n a l l y  named a# a r e r p o n d e n t ,  i s  now t h e  

Tamglrrr  D i v i r c o a  o f  AB Kyro OY. After t h i s  i n v t r t i g a t i o a  war i n i t i a t e d ,  

T6mglarr  OY war a c q u i r e d  by AB Kyro OY, a c o r p o t a t i o o  o f  F i n l a n d ,  and a 

s t i p u l a t i o n  war f i l e d  r u b r t i t u t i n g  AB Kyro OY for  Tamglarr  OY. ( S t i p u l a -  
- 

t i o n ) .  
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3. Respondent Trmglass, Inc. was organized i n  1982 under . 
the laws o f  the Commonwealth of  Pennsylvania. (St ipulation),  

6 .  Tamglrss, Lnc. was originally wholly owned by. Tamglass 

OY. Tamglarr, Inc,  i s  now a wholly owned subsidiary of AB Kyro OY. ( S t i p -  

ulation).  

7 .  On October 11, 1983, complainant Classtech, Inc . ,  f i l e d  a 

complaint w i t h  the U. S. International Trade Cornassion alleging an unfair  

act  under Section 337  o f  the T a r i f f  Act of  1930, as amended (19 USC 5 1 3 3 7 1 ,  

i n  connection w i t h  the importation of  certa in  glass tempering systems. 

8. On November 10, 1983, the Commission i n i t i a t e d  an inves- 

t igation under Section 3 3 7  to  determine whether there i s  a violat ion of 

subsection (a) o f  Section 3 3 7  i n  the unlawful importation of  certa in  g l a s s  

tempering systems including f r i c t i o n a l l y  driven o s c i l l a t i n g  r o l l e r  hearth 

furnace into the United S t a t e s ,  or i n  t h e i r  s a l e ,  by reason of  alleged ( 1 )  

infringement of claims 39-42 of U. S. Letters Patent 3,806,312;  o r  ( 2 )  

infringement o f  claim 1 of  U, S.  Letters Patent 3,994,711,  the e f f e c t  or 

tendency o f  which i s  to  destroy or substantial ly injure an industry, e f f i -  

c ient ly  and economically operated, i n  the United States .  
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9. U. S. Patent No. 3,994,711 issued November 30, 1976, 

for "Class Tempering System Including Oscillating Roller Furnace" in the 

name of Harold A. Mchster as sole inventor. (Classtech Ex. 19-11. 

10 . The '711 patent was assigned to complainant Classtech 

on September 9, 1983. Since September 9, 1983, Classtech has been sole  

owner of the '711 patent. (Classtech Ex. 4 ) .  

11. Before the '711 patent was assigned to Classtech o n  

September 9, 1983, Clasrtech held an exclusive iicense under the '711 patent 

to make, use and sell oscillating horizontal roller hearth tempering equip- 

Gent in the United States using the invention o f  the '711 patent. (Class- 

tech Ex.  2). 

12. The Tamglass respondents (Tamglasr) first sold an oscil- 

lating horitqntal roller hearth tempering unit in the United States in 

1979. Tamglass has continued to sell oscillating horizontal roller hearth 

tempering equipment in the United States since 1979. (Classtech Ex. 41) .  
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C. VALIDITY OF THE ‘711 PATENT 

k 

1. Background 

13. Class i r  tempered by heating the glass to i t s  soften- 

i n g  point and rapidly cooling o r  quenching the g lars .  (TR 9 4 ;  Clamstech 

, 

Exs.  9 and 10). 

14. The tempering procerr a f f e c t s  the physics o f  the 

g lass,  creating compressive forces i n  t h e  outer skin o r  envelope and tension 

forces i n  the inner volume. (TR 110, 116; TR 541; Classtech Exs.  9 and 

10). 

1 5 .  The physics o f  tempered g l a s s  a f f e c t s  the  break 

character is t ics  of  the glass.  Tempered glarr  i s  tougher than untempered 

glass and it break8 into re lat ively  s a f e  particlea’. (TR 109-10; Glasstech 

Exs.  9 and 10, and Classtech Phys. Exs.  A and 8).  

16. Tempered glass i r  used widely today i n  both architec- 

t u r a l  and automotive a p p l i c a t i o n s .  Nearly 1.S  b i l l i o n  square f e e t  o f  

tempered glarr  i s  ured annually. (TR 126; S70). 

17. Tclnpered glarr  of rtandard s izer  i s  used i n  great 

volume8 i n  ahover enclorurer, patio doorr, and other applications. (TR 

18. Large r i z e  g1aS8,  tempered i n  low volumes, is a 

separate architectural  market-aegment. The glarr  f o r  t h i r  market segment is 

produced by the equipment i n  issue here. (TR 406; TR 530-32). 
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19.  Tempered g l a s s  a l s o  i s  widely used € o r  autodmbile 

window#, except for  windshields which i n  the United States are a l l  made w i t h  

two r h e c t r  o f  untempered g l a s s  laminated w i t h  A p l a s t i c  c o r e .  (,TR 1 0 0 ,  
. 

11 1-12 1. 

20.  I n  the v e r t i c a l  p r o c e s s ,  g l a s s  usual ly  i s  h u n g  b y  

tongs from an overhead conveyor. (TR 114-15). 

2 1 .  Glass tempered by v e r t i c a l  processes has objectionable 

d i s t o r t i o n  i n  the  area  o f  the  t o n g s ,  which press  i n t o  the s o f t  g l a s s  a t  .' 

tempering temperature, as well as other support problems adversely af fect ing 

the f l a t n e s s  o f  t h e  tempered g l a s s .  ( T R  114-15,  1 2 5 ,  140-42;  C l a s s t e c h  

Phys. Ex. E). 

22 .  Horizontal processes were f i r s t  proposed for glass 

tempering i n  the 1930's. (TR 94; Glasstech Exs. 49-50; 49-51). 

2 3 .  Early horizontal r o l l e r  hearth glass tempering furnaces 

were characterized by considerable r o l l e r  dis tort ion and scratches i n  the 

glass product, a8 well AI other problems result ing from t h e  h i g h  temperatures 

required for glass tempering. (TR 390-91, 124-25, 5 7 5 ) .  

24. Harold Hchrter, t h e  inventor named i n  the '711 patent,  

and Norman Nitrchka, w h i l e  they were r t i l l  employed by Permaglarr, developed a 

gar hearth for horizontal tempering i n  the early 1960'8. Although hOritOntA1 

r o l l e r  hearth tempering had been ured before that  time, such use war not 

widespread. (TR 97-99, 124-26). 

- 
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* 2 5 ,  P P C  I n d u s t r i e s  developed a gas hearth process  

simultaneously vi th  Permaglass, and that process was used to  make horizon- 

t a l l y  tempered architectural  and automotive glass.  (TR 97-100). 

26. Both HcMaster and Nitschke became associated w i t h  

Classtech when i t  was formed i n  1 9 7 1 .  (TR 170-71, 575-76). 

2 7 .  A l l  commercial horizontal tempering systems known i n  

1973, the r o l l e r  hearth and the gas hearth, were continuous systems, i , e . ,  

glass was loaded continuously a t  the load table and moved continuously i n  

one direction through the furnace and quench to  the unload t a b l e ,  (TR 

145-46, 262). 

28. The f i r s t  horizontal r o l l e r  hearth tempering system 

designed a t  Glasstech (shown i n  U. S. Patent No. 3,806,312,  Classtech Ex. 

13-11 was a continuous system. That u n i t ,  and related second generation 

horizontal continuous r o l l e r  hearth equipment developed by Classtech, 

gained wide acceptance and improved the glass optics  reputation o f  horizon- 

t a l  r o l l e r  hearth equipment d u r i n g  the early 1970's. (TR 390-91, 534). 

29. The gas hearth became obsolete a f t e r  the successful 

introduction o f  the Classtech horizontal r o l l e r  hearth tempering equipment 

for  the production of tempered glass because o f  t h e  improved opt ics  and 

minimal dis tort ion achieved by the Classtech equipent .  

- 

(TR 100). 
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30. Continuour horizontal roller hearth tempering systems, 

l ika  the continuous gar hearth syrtemr they dirplaced, d i d  not compete w i t h  

vert ical  equipment for tempering large s ize  glarr  for  custom orders. (TR 406, 

411-12; 144, 282-83; 531). 

3 1 ,  The vert ical  procerr var knom a s  a batch proccsr. 

The v e r t i c a l  process tempered one l a r g e  sheet  o f  g l a s s  a t  a time. ( T R  

411-12; Tanglass Phye.  Ex. BB, S m i t h  Dep., May 30,  a t  7 ) .  

2. The '711 Patent Invention 

32, I n  M A Y ,  1 9 7 4 ,  Harold A .  MCMASter f i r s t  thought o f  

d i n g  o s c i l l a t i o n  i n  the h o r i r o n t a ~  r o l l e r  hearth tempering process f o r  what 

he believed would be the f i r s t  horizontal batch tempering system. (TR 145, 

262; Classtech Ex. 1 6 ) .  

33. HcMaster believed he vas the f i r s t  person t o  conceive 

of  the idea o f  o s c i l l a t i o n  i n  A horizontal r o l l e r  hearth tempering furnace. 

(TR 20, 27, 52, 145, 262). 

34. By 1974, HcMaeter had spent nearly 35 yearr i n  the 

glarr  tempering r r t r  and he war recognized r r  an expert i n  t h i s  a r t .  (TR 

821). He had so knowledge i n  early 1974 o f  any uec of an o r c i l l a t i n g  conveyor 

i n  A horizoat81 r o l l e r  hearth process. (TR 145, 2621, 
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35. On September 15, 1975, McMaster filed an application 

for a patent on his invention. The application resulted in the issuance of 
< 

the '711 potent. The patent ir entitled "Claus Tempering System Including 

Oscillating Roller Furnace." (Classtech Ex. 19-1). 

36. As originally filed, the application for the ' 7 1 1  

patent broadly claimed an oscillating roller hearth furnace for glass temper- 

ing (Classtech Ex. 19-2, at 581, although it also disclosed as the preferred 

embodiment HcMaster's entire tempering system. 

37. The claims granted in che '711 patent as issued are 

limited to McMaster's entire "glass tempering system." The broader claims 

relating to the oscillating furnace alone were rejected. (Classtech Ex. 
. :  

19-2, at 93). 

38. The patent specification directed the Examiner to 

three U. S. patents in the name of Julius Sylvester: U. S. Patent No. 

L,856,668 (Classtech Ex. 49-29); U. S .  Patent No. 1,856,669 (Classtech Ex. 

49-30); and U. S. Patent No. 1,879,998 (Classtech Exs. 49-34). 

8 



.. 39. All oL the cited Sylverter patent8 dirclore annealing 

eyetea8 uring conveyorr AlternAtely rotated clockwire and couaterclockwire 

to effect conveyance through A fUtnACe in A two Step$ forward and one step 

backward manner during the annealing procerr . 
40. In an office action mailed on February 9, 1976, the 

Examiner rejected the broad oscillating furnace claims in Mr. NcMaster's 

application because of the earlier Sylveoter '669 patent. (G1asstech Ex. 

19-2, A t  92-95). 

41. In hi6 handwritten note8 on the recoad page of hi8 

official action, the Examiner wrote "the invention appears to lie in the 

broad ... tempering structure including ... the rtructure of the mean8 to 

alternately connect the several sectioar for oscillating o r  for forward 

feeding." (Glasstech Ex. 19-2, At 93). 

42. HcMarter's attorney then limited the broadest claims 

in the application to "a glars tempering ryrt-," giving up the claim to the 

oscillating furnace alone (GlA88teCh Ex.  19-2, at 99-115). The Examiner 

granted the revired claim without further actioa. (Glarrtech Ex.  19-2, at 

117-18). 
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43. The Examiner accepted the recitat ion o f  the elcmentr 

reqdred for “alternately connecting the several rections for  o s c i l l a t i o n  o r  

for forward feeding” without requiring any d e t a i l r  o f  the preferred embodi- 

ment  i n  the specif ication.  (Clarrtech Ex. 19-2, a t  117-18). - .  

44. There war no further o f f i c e  action a f t e r  the broad 

claimr covering an orc i l la t ing furnace were rewritten t o  cover a g lasr  

tempering system rather than the furnace per r e .  (Classtech Ex. 19-2, a t  

117-18). 

44.. Claim 1 of  the ‘711 patent readr as f o l l o w :  

1. A g l a r r  t e m p e r i n g  ryrtem comprieing: 

a furnace i n c l u d i n g  a houring d e f i n i n g  a 
horizontally elongated heating chamber; a furnace 
conveyor including a plurali ty o f  elongated r o l l e r s  
spaced along the  elongated length of  the chamber 
extending traneverrely w i t h  respect thereto i n  a 
horizontal manner so as t o  support a sheet g lass  
load w i t h i n  the chamber i n  a horizontal orienta- 
t i o n ;  a furnace conveyor d r i v e  mechanism t h a t  
alternately rotate8 the r o l l e r s  i n  one direction 
and then i n  the  o t h e r  f o r  the  same e x t e n t  o f  
r o t a t i o n  s o  as t o  convey t h e  sheet  glarrr load 
between the oppori te  e n d s  o f  the chamber i n  
an end-for-end o s c i l l a t i n g  manner; heating means 
f o r  heat ing the r h e e t  g l a r r  load t o  a quench 
temperature d u r i n g  the o s c i l l a t i n g  movemeat 
t h e r e o f  bctwtca the end8 o f  t h e  chamber; r a i d  
o r c i l l a t i n g  movement being a t  a r u f f i c i e a t  speed 
and engaging each portion o f  the glarr  load wi th  



a p l u r a l i t y  o f  t h e  r o l l e r r  ruch t h a t  t h e r e  i s  
no sagging of heated glare betveen the r o l l e r s ;  
and said d r i v e  mechanicm having an index c y c l e  
that rotates a l l  o f  the furnace r o l l e r e  t o  convey 
a heated glass  sheet g larr  load out of  the furnace 
o r  t o  r e c e i v e  a s h e e t  g l a r r  load t o  be heated;  

a quench u n i t  i n c l u d i n g  a horizontal r o l l e r  
conve)or having an index c y c l e  f o r  r e c e i v i n g  
a heated sheet  g l a s s  load from t h e  furnace and 
i n c l u d i n g  means for quenching the  heated g l a e s  
load to  provide tempering thereof;  and 

c o n t r o l  means f o r  c o u p l i n g  t h e  furnace 
conveyor drive mechanism dur ing  the index cycle 
t h e r e o f  v i t h  the r o l l e r  cmveyor o f  the quench - u n i t  d u r i n g  the  1 
coordinated sheet glare load conveyance from the 
furnace t o  t h e  quen'ch u n i t ;  s a i d  c o n t r o l  meane 
uncoupling t h e  furnace conveyor d r i v e  mechanism 
from the quench u n i t  conveyor a f t e r  the coordi- 
nated index cycles thereof such that the furnace 
conveyor d r i v e  mechanism can o s c i l l a t e  a s h e e t  
g l a s s  load to  be heated w i t h i n  the furnace indepen- 
d e n t l y  o f  a sheet glass load being quenched i n  the 
quench u n i t .  (EmphaiPio added. 

(Classtech Ex. 19-11. 

4 5 .  Before  XcMaster'o i n v e n t i o n ,  l o n g  furnaces were 

required for the horizontal tempering o f  glass.  While these furaaces were 

economical for continuous productisa o f  large volumer of  g l a s s ,  t h e y  were not 

ecoaodcal  far- tempering s m ~ l l  batches of  custom order6 for  large a i z e d  

pieces of tempered glass.  
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46.  HcHaster's solut ion to  t h i s  problem ( h i s  invention) 

was , t o  o s c i l l a t e  the g l a s s  i n  the furnace and t o  o s c i l l a t e  independently the  

g l a s s  i n  t h e  q u e n c h ,  and t o  synchronize or index the conveyor r o l l s  only when 

t h e  g l a s s  was loaded in to  the furnace,  moved from the furnace t o  the quench, 

and moved from the quench t o  the unloading c ta t ion .  The independent o s c i l l a -  

t i o n  i n  t h e  furnace and quench uni t s  permitted tempering i n  a shor ter  furnace- 

quench system. 

47. In the McMaster invention,  the furnace and the quench 

u n i t  conveyors o s c i l l a t e d  a t  d i f f e r e n t  s troke lengths and a t  d i f f e r e n t  speeds. 

(TR 186).  

t o  make t 

48.  In May, 1974,  Harold HcMaster asked Ford Motor Company 

s t  t o  determine how 1 ng g lass  could be stopped on the r o l l s  

wi thout  damage. A t  t h a t  time McMaster was thinki .ng about  d e s i g n i n g  a n  

o s c i l l a t o r .  (TR 137-1381. 

49. Before Harold HcMaster's invent ion,  the j e t s  had been 

o s c i l l a t e d  i n  the quench u n i t  while the g l a s s  stood s t i l l .  I n  the HcMaster 

invent ion,  the g l a s s  had t o  o s c i l l a t e  and the j e t s  stood s t i l l .  This  c rea ted  

new problems, (TR 185, 186). 

50 .  A t  the time o f  development o f  the o s c i l l a t i n g  r o l l e r  

hearth furnace,  Clarstech war concerned w i t h  the  possibly  damaging effect o f  

o s c i l l a t i o n s  i n  the furnace,  and wanted to  have a long s t roke  i n  the o s c i l l a t -  

- 

ing cycle. T h i s  would mean fewer r e v e r s a l s  and less r i s k  o f  damage t o  the 

g l a s s .  (TR 149, 150). 

_ -  
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51 .  I t  was known an the a r t  i n  e a r l y  1 9 7 4  t h a t  the quench 

u n i t '  s h o u l d  be rhorter t h a n  the f u r n a c e .  (TR 6 3 4 ,  7 4 4 ,  1 1 7 1 ,  Taatglarr Ex.  

4 8 ) .  

5 2 .  McHarter'r i n v e n t i o n  d i d  n o t  l i e  i n  t h e  r p e c i f i c  

c o n t r o l  means u r e d .  A d e q u a t e  c o n t r o l  means c o u l d  h a v e  b e e n  eas i ly  d e r i g n e d  i n  

1 9 7 4  by e lec t r i ca l  e n g i n e e r s  w i t h  o r d i n a r y  s k i l l  i n  e lec t r i ca l  e n g i n e e r i n g  i f  

t h e y  were g i v e n  the n e c e s s a r y  g l a s s  t e m p e r i n g  i n f o r m a t i o n  by o n e  s k i l l e d  i n  

t h e  a r t  o f  g lass  t e m p e r i n g  i n  1 9 7 4 .  

3. S e c t i o n  102 

(a)  A n t i c i p a t i o n  

53.  T h e  p r i o r  a r t  d o e r  n o t  c o n t a i n  s u f f i c i e n t  t e a c h i n g  

t o  b u i l d  t h e  h o r i z o n t a l  o s c i l l a t o r  o f  t h e  '711 p a t e n t .  (TR 1188-89). 

54. T a m g l a r s  h a 8  n o t  s h o r n  by clear  and c o n v i n c i n g  e v i d e n c e  

t h a t  the p r i o r  a r t  a n t i c i p a t e s  t h e  i n v e n t i o n  o f  claim 1 o f  the ' 7 1 1  p a t e n t  o r  

t h a t  claim 1 i s  i n v a l i d  u n d e r  S e c t i o n  102 o f  t h e  P a t e n t  Act, 35 USC c102. 

( b )  The i n v e n t o r  

- 55. T h e  i n v e n t i o n  d e f i n e d  a b o v e  war t h e  role i n v e n t i o n  

o f  Harold McWrtet. 

56. Mchrtet d i d  n o t  i n v e n t  t h e  c o n t r o l  m a n 8  for  c o u p l i n g  

the f u r n a c e  c o n v e y o r  d r i v e  mechanism d u r i n g  t h e  i n d e x  cycle w i t h  t h e  ro l ler  

c o n v e y o r  o f  t h e  q u e n c h  u n i t .  

.. 
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57. Dean Nitschke was in charge of the group that revised 

A1len-Brad1ey's drive device for use with HcMaster's horizontal oscillator. 

(TR 248). 

58. McMaster did not build o r  operate the drive systems for 

Class tech's oscillating tempering system. (TR 265). 

59. McMaster had no involvement in the design o f  the 

electrical circuits for controlling the oscillating conveyor systems. (TR 

245, 248, 267). 

60. Harold A. McMaster war the sole inventor of the subject 

d t t e r  of the '711 patent. 

61. McMaster was the person at Glasstech solely responsible 

for the concept of oscillation in a horizontal roller hearth glass tempering 

system. 

62. Norm Nitschke, Stan Joehlin, Dean Nitschke, Steve 

Nitschke, and others at Classtech, together with sales and engineering person- 

nel from Allen Brrdley, helped McXaster develop a commercial embodiment for  

hie oscillator. (TR 1229-31). 

- 
63. There is no evidence in the record that the contribu- 

tionr from thore who assirted HcXaster toea to the level of invention. 

14 
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64. Tamglass has not proved b y  c l e a r  and convincing 

evidence that Harold HcMaster i s  not correctly named i n  the ' 7 1 1  patent as 

the  r o l e  i n v e n t o r ,  or t h a t  HcMaster had a n y  Sootive t o  conceal  any j o i n t  

inventorship by ochers.  

65. Tanglaso has n o t  proved b y  c l e a r  and convincing 

evidence Chat Hal JLd Mcnaster d i d  not himsel f  invent the s u b j e c t  matter  

sought to  bo prtented under claim 1 or that claim I i s  invalid under Section 

102(f) of  the Patent Act, 35 USC 5102(f). 

4. Section 103 

66. Section 103 reads as follows: 

A patent may not be obtained though t h e  
invention i s  not ident ical ly  disclosed o r  described 
as r e t  forth i n  section 102 o f  t h i s  t i t l e ,  i f  the 
differences between the subject matter sought to  be 
patented and the p r i o r  a r t  a r e  such t h a t  t h e  
subject matter as a whole would have been obvious 
a t  t h e  time the invention was made t o  a person 
having ordinary s k i l l  i n  the  a r t  t o  w h i c h  s a i d  
subject matter pertains. Patentabil i ty shal l  n o t  
be negatived by the manner i n  which the invention 
w08 made. ... 

(a) One w i t h  ordinary s k i l l  i n  the a r t  

67. The one w i t h  ordinary s k i l l  i n  the a r t  of  the subject  

matter o f  claim 1 of the ' 7 1 1  patent would be s k i l l e d  i n  the a r t  of  glass 
- 

tempering, b u t  not necessarily i n  the a r t  o f  e l e c t r i c a l  engineering. 
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68. One vi th  ordinary s k i l l  ' i n  the g lass  tempering arg .  as 

o f  the time of Mr. HCHaStet'S invention i n  ear ly  1974 would h a w  had.. an 

e n g i n e e r i n g  educat ion  o r  e x p e r i e n c e  i n  g l a s s  tempering. .  (TR 1 2 3 2 - 3 4 ,  

1265-67). 

69. One w i t h  ordinary s k i l l  i n -  the a r t  : c , t h a t - t $ m e  would 

b e  competent to  make design improvements i n  the d e t a i l s  o f  a ,g . lass  tempering 

system. (TR 1232-34, 1265-67). \. i  

70. One w i t h  ordinary s k i l l  i n  the a r t  i n  ,ea& 

have been aware o f  the time required t o  heat g l a s s  (TR 1232-33, 1211-131), 

t h e  need t o  m i n i m i z e  quench s u r f a c e  a r e a  t o  minimize t h e  blower power 

required f o r  the quench (TR 744,  1081-82), the r e l a t i v e  s i z e s  o f  quench and 

furnace (TR 7441, the c r i t i c a l i t y  o f  opt ics  including + problems o f  r o l l e r  

d i s t o r t i o n  (TR 388, 390; 127,  149 ;  534,  536; Tamglass Shys. Ex.  Q ,  Mroczek 

Dep. ,  May 29 ,  a t  9 1 ,  and the engineering principles appl&.able  t o  tempering 

(TR 1232-34, 1266-67, 7 4 5 4 6 ) .  * -  

71 One v i t h  ordinary s k i l l  i n  the art i n  ear ly  1974 would 

have been aware that  the o s c i l l a t i o n  s troke may be s h i r t e r  i n  the quench 

u n i t  than i n  the furnace u n i t .  (TR 744) .  

I>. * 

L' 

- 
1 ,  
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( b )  The Prior A r t  

7 2 .  P r i o r  a r t  g l a s s  tempering and annealing patents  a r e  

pertinent prior a r t  i n  connection w i t h  claim 1 of  the ' 711  patent. 

7 3 .  P r i o r  a r t  h o r i z o n t a l  r o l l e r  hearth conveyor p a t e n t s  

are a lso  relevant to claim 1 as analogous a r t ,  

7 4 .  The most relevant prior a r t  patents are the following: 

( a )  T h e  German '219 patent  (Tarnglass Ex. 5 2 1 ,  

(b) U. S. Patent No. 1,256,669, the Sylvester patent 

c i ted by t h e  Examiner (Tamglass Ex. 401, and 

( c )  U. S.  Patent No. 1,749,798 (Tamglass Ex. 37) .  

The German '219 Patent 

7 5 .  Tamglass f i r s t  learned o f  t h e  German '219 patent  i n  

February, 1978, i n  an o f f i c e  action by the West German Patent Off ice  against 

an o s c i l l a t o r  application f i l e d  by Tamglass i n  West Germany. (Classtech 

Ex. 31-2, Tamglaas Ex. 52). 
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76. Tamglarr, although aware of  the Germrn '219 patent, d i d  

not c i t e  it t o  the U. S.  Patent and Trademark Office ar  pertinent to  the 

three Tamglarr patent applications Eiled i n  the United Stater  (Glaertech 

Exr. 32, 62 and 63). The ' 7 1 1  patent war c i t e d  by Tamglarr to the Patent 

Off ice  i n  connection vi th  there applications. 

7 7 .  The German '219 patent discloses o n l y  A single conveyor 

throughout furnace and quench. Oscil lat ion i r  eynchronized f o r  a l l  furnace 

and quench r o l l e r r  a t  a l l  times. (TR 1231-32; 1093-94, 1111-12, 1127-28). 

78 .  T h e  German '219  patent  d i s c l o s e s  two d r i v e s :  A f i r s t  

drive f o r  o s c i l l a t i o n ,  and a second drive for  the transfer  o r  index cycle .  

(TR 1093-94, Tamglass Ex. 5 2 ,  a t  104053). 

79. The d e s c r i p t i o n  o f  the two d r i v e r  f o r  the German '219  

patent i e  s i l e n t  as to  whether the two driver comprire two motora o r  two 

mechanical linkages to  a single motor. (Tamglass Ex.  5 2 ) .  

80. T h e  German '219 patent  d i s c l o s e r  a h o r i z o n t a l  r o l l e r  

glasr  tempering oyrtern i n  w h i c h  g lars  i r  o e c i l l a t e d  i n  the furnace and i n  

t h e  quench. (TB 1079). 

8 l *  The '219 patent dirC108e8 that  g l r e r  i s  indexed from t h e  

furnace t o  t h e  quench a t  a uniform velocity eo that  t h e  g h r r  i r  not damaged. 

(TR 1079, 1094-96). 
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82. DuFing o s c i l l a t i o n  as  described i n  the '219 patent ,  i f  

the.quench u n i t  i r  rhor ter  than the furnace, the stroke length i n  the quench 

vould not n e c e r r a r i l y  have t o  be s h o r t e r  than the s t r o k e  l e n g t h  i n  t h e  

furnace during o s c i l l a t i o n .  This would depend upon whether the g lass  could 

be o s c i l l a t e d  inr ide  t h e  quench u n i t  using the same stroke l e n g t h  as that  

used i n  the furnace. The e n t i r e  length o f  the furnace would not have t o  be 

used. (See TR 1083-97). 

83.  I n  the '219 patent ,  the r o l l e r  conveyor i s  coupled a t  w i l l  

v i t h  two di f ferent  dr ives .  One o s c i l l a t e s  the r o l l e r s  and one drives  them i n  

one d i r e c t i o n  for indexing. (TR 1093). 

The '669 Patent 

8 4 .  The '669 patent t o  Sylvester  was the pr incipal  re ference  

applied by the Examiner i n  r e j e c t i n g  the f i r s t  f i l e d  claims i n  the applica-  

t i o n  leading t o  the '711  patent.  (Glasstech Ex. 19-2, a t  92-95). 

85. The '669 patent includes three  d i f f e r e n t  conveyors: A 

primary conveyor on which che heating takes p lace ;  a t r a n s f e r  conveyor t h a t  

rece iver  the heated g lass  from the primary conveyor; and a reversing con- 

veyor that  rece iver  the heated g l a s s  from the t r a n s f e r  conveyor and provides 

movement d u r i R g  cooling i n  a "two s tepr  forward/one s tep backward" fashion.  

86. The Sy lves ter  patent d i s c l o s e s  o s c i l l a t i o n  i n  a furnace 

for a g l a s s  a n n e a l i n g  system b y  s e l e c t i v e l y  c o n t r o l l i n g  c l u t c h e s .  (TR 

1104-05; Tamglass E x .  4 0 ,  page 3 ,  lines 48-49). 
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87. The Sylvester patent dircloses A conveyor .system driven by 

A single motor i n  which movements o f ,  certa in  rections of the conveyor are 

t 

dependent upon the movement i n  the other sections. (TR 1104-05). 

88. The Sylverter pdtent s tates  that i t s  disclosed apparatus 

can be used f o r  tempering. (TR 1130-31). 

89. The use o f  two-speed driver and acceleration f r o m  furnace 

to  quench was known i n  the r o l l e r  hearth tempering systems a t  the time of 

McHaster'e concept o f  an o e c i l l a t i n g  system. (TR 145-46, 737; Tamglass Ex.  

48). 

s ,  

90. T h e  use o f  fused s i l i c a  r o l l s  i n  a tempering system vas 

known prior t o  the development o f  t h e  C1ASSteCh o s c i l l a t o r .  (TR 250, 1103). 

91 A t  the time of f i l i n g  o f  the '711 patent application i t  

vas known t h a t ,  i n  pract ical  applicationr, tempering systems are  made w i t h  

the furnace being longer than the quench. (TR 634, 744). 

92. The horizontal tempering equipment that was developed i n  

1969 by Lamino Company i n  Finland had a furnace that was longer than the 

quench section. (TB 738, 744). 

93. The glare tempering system rold by Claertech i n  1972 had a 

quench u n i t  that waa shorter than the furnace. (TB 134-5, 2 5 2 ) .  

If A quench u n i t  i r  made rubetantially shorter  than the 

furnace and the e n t i r e  furnace length i r  used d u r i n g  o e c i l l a t i o n ,  the drive 

I 

94. 
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ryotoa .ooC k u& to acc-drte different stroke lengths i n  the furnace 

and qwrch. (Tr 1248, 1 2 5 2 4 3 ) m  

9s . n o  '798 prteat ir directed to  annealing. ft also uses 

three c o ~ n o ~ r a .  ?he three conveyorr o f  the ' 7 9 8  patent include: conveyor 

rolleto dr ive l  by a variable rpeed motor; idler  r o l l e r s  t o  receive the glass 

from the convoyor rollerr; and r o l l e r r  driven by a constant speed motor t o  

tranrfar tho 8 h O O  rhooto fram the recond conveyor t o  the t h i r d  conveyor. 

96. Tho '798 pateat dircloser r glass annealing furnace having 

a conveyor ryotem in which different rsct ionr of the conveyors are operated 

i f  different oped8 by the actuation o f  clutchar.  (TR 1106). 

97.  the '798 patent  d i r c l o r e s  a conveyor system for g l a s s  

annealin8 i n  which different ractionr of the conveyor are operated independ- 

ent!y of one another. (TU 1106). 

98. the ether prcentr rel ied upon by Tamglass are l e s s  rele-  

vrnt to clrim 1 than the three prtentr discussed above. 

99 l i t to r  U .  S .  Patent  3 , 7 9 2 , 9 9 3  (Tamgloss E x h i b i t  4 8 )  

diocLooeo tomgoria$ oyotem in w h i c h  the quench u n i t  i s  s i g n i f i c a n t l y  

rhorter tLar 3he furarce. (TI 1171 1 

LOO. the R i t t o r  patent  teacher  t h a t  glass should be moved 

through 0 quench u n i t  a t  r &low epeed eo that the quench can be ehorter than 

the furnace. (tR 1171-72). 
-. 
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101. Drake 0. S.  Patent No. 

closes a furnace i n  which individual sections of  the conveyor are  controlled 

102. No other publications. para* fYsiri'edwtlpon by ?the part ies  t o  

demonstrate the scope and content o f ,  the,.ph&or: ar.ttj*T %+?' u ~ i ~ d y b , . . : m ,  P P  

\ *, ?:,S&aa!:.r 8 be7 Pt+t .+: ; r ,  : r a l : .  
103. There i s  no evidence he record o f  any commercial use 

o f  conveyor o s c i l l a t i o n  i n  a h o r i z o n t a l  g s s  tempering process  b e f o r e  

HcMaster's invention i n  Hay, 1974. 

.I\ r ijjg ,*'+";-,' $ $  *9P1.*cc I *  p7 * 
L 

. L "  I .E !*$$q, $@!Ti 

F *p 

104. As o f  the  d t i o n ,  t h e  scope and 

content of  the p r i o r  a r t  can be su 

( a )  There was no evidence o f  t h e  commercial 
use o f  o s c i l l a t i o n  +Q hofi~onF;~~IC~lBldCrih++Eth teaPCring 
processes. * .  . . '  1 ;  ?s.li.-$r? ,b ' T h L i  t.4 ;:" 49"-  Y" 

(b) The concept of l l a t i o n  i n  h o r i z o n t a l  
tempering had been published i n  t??e ,G-n G ' W t p a t ~ n t .  ,+ 

There, o s c i l l a t i o n  was carried out w i t h  a s ingle conveyor 
extending t h r o u g h  the furnace and quench. 

jl I "  , i J $ s * +  15.1 -13 W f T  ;R$ 

(c )  Required h e a t i n g  sgiwkag. &s&yaI&e $ t r - d b  + z$ v i & v  
speeds i n  the furnace, and desirable quench design would 
have been known to one v i t h  ordinary s k i l l  i n  the a r t  of  

5 

glass tempering i n  early 19.741. I :  r #  2 ; & j e  d. x 4: 

1 .  

105. Nothing i n  the prior a r t  - . * 5"* 
u % 

zont.1 r o l l e r  hearth tempering system, i n c l u d i n g  independent o s c i l l a t i o n  o f  

furnace and quench r o l l e r  conveyors a s  s e t  I fo,r,th $9 C & @ i m  1 , b: !$$a 1168-89). 



9s . The '798 potent 

d i f f e r e n t  s troke l e n g t h s  i n  the f u r n a c e  

i r  d i r e c t e d  t o  a n n e a l i n g .  It a l s o  u s e s  

three commpro. The three conveyorr o f  t h e  ' 7 9 8  p a t e n t  i n c l u d e :  c o n v e y o r  

rollero drivmr by 0 v r r i r b h  rpeed motor; i d l e r  r o l l e r s  t o  r e c e i v e  t h e  g l a s s  

fram the conveyor toller,; and tollrtr d r i v e n  b y  a c o n s t a n t  speed motor t o  

trrnrfer the 8 h O O  rheeto from the r e c o n d  c o n v e y o r  t o  t h e  t h i r d  c o n v e y o r .  

96. The '798 p8tenf d i r c l o r e s  a g lass  a n n e a l i n g  f u r n a c e  h a v i n g  

8 conveyor rystem i n  which different s e c t i o n s  of t h e  c o n v e y o r s  are operated 

i t  different rpeedr by the actuation o f  c l u t c h c r .  (TR 1106). 

97 . The '798 p a t e n t  d i r c l o r e s  a c o n v e y o r  system for glass 

annealin8 i n  which different ractionr of t h e  c o n v e y o r  are operated i n d e p e n d -  

ently of one mother. (TR 1106). 

98. the other p a t e n t s  relied upon by T a m g l a s s  are  less re le-  

vrnt t o  c l a i r  1 t h a n  tho throe p a t e n t r  d i r e u s s e d  a b o v e .  
I 

99 . R f t t e t  U. S .  P a t e n t  3 , 7 9 2 , 9 9 3  ( T a m g l a s s  E x h i b i t  4 8 )  

dioelooeo temperin$ oyoter i n  w h i c h  t h e  q u e n c h  u n i t  i s  s i g n i f i c a n t l y  

rhott r r  thon r h e  furnace. (TR 1171) .  

too . The l i t t e r  p a t e n t  t e a c h e s  t h a t  g l a s s  s h o u l d  b e  moved 

through 4 quench unit  4 t  4 &low s p e e d  so t h a t  t h e  q u e n c h  c a n  be e h o r t e r  t h a n  

t h e  furnace. (TR 1L71-72). 
- .  
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I. I '#, 

101. Drake 0. S.  Patent No. 2,247,118 

closer a furnace i n  which individual sections of  the conveyor are controlled 

independently of one another. (TR 1 1 7 2 ) .  

102. No other publicatione-are ml' 

demonstrate the scope and content of Eheqrrkar a c t ;  

103. There i s  no evidence i n  

o f  conveyor o s c i l l a t i o n  i n  a h o r i  

McMaster's invention i n  May, 1974. 
? .  *" 

104. A6 o f  the  date  

content of  the prior a r t  can be su 

(a)  There was no evidence o f  t h e  commercial 
use o f  o s c i l l a t i o n  c1 hprizmOaL ao$Ce+ h e a l t h  t e m h r i n g  
processes. 

: *._ 2 2 1 .  . 

(b )  The concept o f  o s c i l l a t i o n  i n  h o r i z o n t a l  
tempering had been published i n k  kttua, -Wan. '.Q.LWp.atmtt.' . . ' 
There, o s c i l l a t i o n  was carried out w i t h  a s ingle  conveyor 
extending t h r o u g h  the furna 

* *;! ',c 

(c) Required he.ating-rtimerrt, &kt$kFah.l4q t r&it  
speeds i n  the furnace, and desirable quench design would 
have been known to one w i t h  ordinary s k i l l  i n  t h e  a r t  o f  
glass tempering i n  early 1924, : , 5  

* .ld + < a *  
105. Nothing i n  the prior a r t  i n  1974 Marter's hori- 

zontal r o l l e r  hearth tempering system, i n c l u d i n g  independent  o s c i l l a t i o n  o f  

- E +" 

furnace and quench r o l l e r  conveyor8 a0 set. f o r t h  -in a r i m  1. .L*CTB 1168-89). 



106. The ' 7 1 1  patent described a new horizontal  process for 

batch tempering and t h i s  process made the v e r t i c a l  batch process obsolete .  

(TR 390-91; 529; 125-26; 819-20; Tamglass Phys. Ex. Q ,  Hroctek Dep., Hay 29 ,  

a t  5-6; Tamglass Phys.  Ex. M, Shav Dep., MAY 2 2 ,  a t  15; Tamglass P h y s .  Ex .  

88, S m i t h  Dep., May 30, a t  39 ;  Classtech Ex. 37). 

107. The HcMaster process described i n  the ' 7 1 1  patent was .I 

s i g n i f i c a n t  patentable invention. 

108. HcMaster's invention answered a long f e l t  need f o r  improved 

g lass  o p t i c s  and f l a t n e s s ,  a need known a t  l e a s t  as  e a r l y  as  1939,  when i t  was 

mentioned i n  t h e  German ' 2 1 9  p a t e n t .  ( T R  390-91 ;  1 1 4 - 1 5 ,  124-25 ;  5 7 5 ) .  

109. There h a d  been a long f e l t  need f o r  improvement i n  the 

v e r t i c a l  batch process f o r  tempering o f  large  s i z e ,  custom-ordered g l a s s  used 

from the 1930's u n t i l  WcMaster's invention in 1974. (TR 1 2 5 ,  140-42). 

110. Horizontal r o l l e r  hearth g lass  tempering using the inven- 

t i o n  o f  the '711. potent gained recognit ion i n  the market, and "toppled" the 

v e r t i c a l  batch  process. (Glasstech Ex.  3 7 ) .  

I l l s  C l a s r t e c h  h a 8  had s u b e t a n t i a l  commercial  s u c c e s s  w i t h  

oacillrcoro raring the ' 7 1 1  patent. (TR 534). Classtech hao made 35 u n i t  

e ~ X e s  warbdwide) i n e l u d i n g  13 units  sold i n  the U n i t e d  S t a t e s .  (Glasstech 

BX, 521* 

- 
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112.  The success of a tempering syetem depends i n  part upon the 

u n i f o r m i t y  o f  heating and quenching of  the glass.  (TR 268, 749-50). 

113. Glasstech has maintained as a trade secret  the detai ls  

relating t o  the uniformity o f  heating i n  i t s  syrtemr. (TR 2 7 3 ) .  

114. Fused s i l i c a  r o l l s  contribute to  the commercial success of 

the Glasstech system. (TR 280, 288). 

115. Tarnglass has not e s t a b l i s h e d  by c l e a r  and convincing 

evidence that claim 1 of  the ' 7 1 1  patent i o  not patentable under Section 103 

b f  the Patent Act. 

24 



5.  Section 1 1 2  

116. Section 1 1 2  of the Patent Act reads as follows: 

... The s p e c i f i c a t i o n  s h a l l  c o n t a i n  a 
written description of the invention, and of  the 
manner and process of making and using i t ,  i n  
such f u l l ,  c l e a r ,  concise,  and exact terms as  t o  
enable any person ski l led i n  the a r t  t o  which i t  
p e r t a i n s ,  or w i t h  which i t  i s  most near ly  
connected, t o  make and use the same, and s h a l l  
s e t  f o r t h  the  b e s t  mode contemplated b y  t h e  
inventor o f  carrying o u t  his  invention. 

, The specif ication s h a l l  conclude w i t h  one 
o r  more claims particularly pointing out and 
d i s t i n c t l y  claiming the subject matter which the 
applicant regards as his  invention. A claim may 
be written i n  independent o r  dependent form, and 
i f  i n  dependent form, i t  shal l  be construed t o  
include a l l  the l imitations of  the claim incorp- 
orated by reference i n t o  the dependent claim. 

An element i n  a claim for  a combination may 
be expressed a s  a means or Step for  performing a 
s p e c i f i e d  funct ion without t h e  r e c i t a l  o f  
structure,  material ,  or acts  i n  support thereof,  
and such claim shal l  be construed to  cover the 
corresponding s t r u c t u r e ,  m a t e r i a l ,  or a c t s  
described i n  the speci f icat ion and equivalents 
thereof. 

1 1 7 .  The ' 7 1 1  patent meets t h e  d i s c l o s u r e  requirements o f  

Section 112 of &he Patent Act (35 LFSC 5 1 1 2 )  by disclosing the beet mode known 

b y  aha invantot-for practicing the invention. 
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. 118. The '711 patent d isc loses  that  the t h e  market for g l a s s  

80" vide i s  small ( c o l .  1 ,  l i n e s  52-60). I t  disc loses  that  there i s  a need 

for  h i g h  speed t r a n s f e r  o f  vide g l a s s  frm furnace t o  quench (col. 1 ,  l i n e s  

52-60 1. 

119. In the embodiment d isc losed ,  the drive chains o f  the load 

and unload s t a t i o n s  carry  dogs that  actuate  adjustable  l i m i t  switches t o  s e t  

independently the stroke lengths i n  the furnace and the quench u n i t .  (Col. 3, 

l i n e s  47-52; c o l .  10, l i n e s  21-50; c o l .  12,  l i n e s  50-59; F igs .  4 ,  14 ,  and 18; 

TR 1267-72). 

120. The motor dr ive  described i n  the patent was a v a i l a b l e  i n  

e l e v a t o r  systems i n  1974 .  I t  i s  shovn i n  schemat ic  form i n  F i g u r e  18. 

(Column 1 3 ,  l ine 45 through c o l .  14 ,  l ine 2 ;  Fig.  18; TR 1229-31). 

1 2 1 .  The patent d i s c l o s e s  coupling o f  the furnace and quench 

conveyors for  indexing ( c o l ,  1 1 ,  l ine 5 3  through c o l .  12 ,  l ine  9 ) ,  tempera- 

t u r e s ,  r o l l e r  s p a c i n g ,  f u r n a c e  t r a n s p o r t  speed ( c o l .  6 ,  l i n e s  1 3 - 2 8 ) ,  a 

preferred furnace length for  the new o s c i l l a t o r  design ( c o l .  5 ,  l i n e s  60-651, 

a preferred furnace s troke length (col.  6 ,  l ines 29-46), and other  d e t a i l s .  

122. One problem that  the invention of  t h e  '711 patent t r i e d  t o  

eolve vas how t o  rhorten the length of  tempering system f o r  vide g l a s s  when 

continuous production var not required.  (TR 144,  1542;  Clarr tech  Ex. 1 9 ,  

c o l .  1 ) .  
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123. The ' 7 1 1  patent does not expressly describe the quench 

u n i t  a s  shorter than the furnace. (TR 633). 

124. There is no description i n  the ' 7 1 1  patent regarding the 

r e l a t i v e  phase or frequency of the o s c i l l a t i o n  strokes i n  the furnace and 

quench units.  (TR 650-51). 

1 2 5 .  The ' 7 1 1  patent does not d i s c l o s e  t h e  speed o r  s t r o k e  

length i n  the quench. (TR 1 5 1 ,  657, 1077-78, 1122, 1 1 7 5 ,  1183, 1215-16). 

126. In order t o  construct an opstative control c i rcui t  for  an 

o s c i l l a t i n g  tempering system o f  the type described i n  the '711 patent,  a 

d r c u i t  designer would need t o  know the t i m i n g  sequence for the operation of  

various conveyors. (TR 1142, 1 1 7 3 ,  1205-09). 

1 2 7 .  The ' 7 1 1  patent does not disc lose  a t i m i n g  sequence chart .  

(Glasstech Ex. 19-11. 

128. The t i m i n g  information i n  t h e  '711 patent was adequate t o  

enable someone w i t h  ordinary s k i l l  i n  the a r t  o f  g lass  tempering to  practice 

claim 1 of t h e  patent i f  he had available the e l e c t r i c a l  s k i l l s  provided by 

an e l e c t r i c a l  engineer w i t h  ordinary s k i l l  i n  h i s  a r t  i n  ear ly  1974. (1974) 

(TR 1211-14). - 
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129. A l l  o f  the information required t o  p r a c t i c e  the  ' 7 1 1  

patent vas w i t h i n  reach o f  those w i t h  ordinary n k i l l  i n  the glass tempering 

a r t s  i n  early 1974. (TR 1211-14). 

130. To provide a c i r c u i t  t o  c o n t r o l  the operat ion o f  t h e  

conveyors i n  the Classtech o s c i l l a t i n g  system, an e l e c t r i c a l  engineer had t o  

be provided w i t h  the glass tempering program requirements. (TR 248; Tamglaes 

Ex.  29, a t  12-13). 

131. The ' 7 1 1  patent does aot disclose the program requirements 

needed t o  convert a commercially available -tor control system into  a system 

- for  an o s c i l l a t i n g  tempering system. TO c o n s t r u c t  an o p e r a t i v e  c o n t r o l  

c i r c u i t  f o r  an o s c i l l a t i n g  tempering system o f  the t y p e  described i n  the 

'711 patent, a c i r c u i t  designer would need t o  know the acceptable dwel l  times 

between reversals.  (TR 1142, 1173, 1205-09). 

132. The '711 patent does not disc lose  what aa acceptable dwell 

time would be between reversals o f  t h e  furnace r o l l e r s  d u r i n g  o s c i l l a t i o n .  

(Classtech Ex .  19-1, TR 1102). 
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133. To conrtruct an operative control c i r c u i t  for an o s c i l l a t -  

i n g  tempering ryrtem o f  the t y p e  described i n  the ' 7 1 1  patent, a c i rcui t  

designer w u l d  need t o  know the required tolerance to  match speed8 of convey- 

ors. (TR 1142, 1173, 1205-09). 

134. The '711 patent does not dirc lose  speed m a t c h  tolerances. 

(TR 1100; Glasstech Ex. 19-11, 

135. A control c i r c u i t  designer would not be able to  design an 

operat ing c i r c u i t  t o  c o n t r o l  the  convcyorr o f  an o e c i l l a t i n g  h o r i z o n t a l  

roller hearth tempering ryrtem based upon the information contained i n  t h e  

'7.11 patent alone (TR 1140-41, 1174), b u t  he would be expected t o  convert t h e  

information received from one s k i l l e d  i n  the g l a r s  tempering a r t  t o  t h e  

information he needed t o  create  the system claimed i n  claim 1 of  the '711 

patent. 

136. One w i t h  ordinary s k i l l  i n  the a r t  o f  g l a s s  tempering 

i n  1 9 7 4  vould have been a b l e  t o  t e l l  an e l e c t r i c a l  engineer  a l l  o f  t h e  

information needed f o r  that engineer to  d e o i g n  and conrtruct an operating 

circuit to  control tha conveyorr o f  an o s c i l l a t i n g  horizontal r o l l e r  hearth 

tempering ryrtem as  r e t  forth i n  the ' 7 1 1  patent. 

- 
137.  T h e  f i r s t  C l a r r t e c h  o r c i l l a t i n g  tempering furnace war 

b u i l t  and operating befora the patent application which autured into  the '711 

patent war f i l e d .  (TR 176) .  
I 
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138. A t  the  time o f  f i l i n g  i t s  patent a p p l i c a t i o n  on  the  

o r c i l l a t i n g  tempering rystem, G l a r r t e c h  knew t h a t  simple speed c o n t r o l  

c i r c u i t 8  for DC motorr were not r u f f i c i e n t l y  a m i r a t e  to  match the speed of 

the furnace and quench r o l l e r r .  (TR 189). 

139. A t  the time o f  f i l i n g  the patent application, Classtech 

knew that  precirion tachometers had to  be used i n  the speed control c i r c u i t s  

i f  a mechanical l i n k - u p  between the furnace and quench r o l l e r s  was t o  be 

avoided. (TR 189, 190, 204). 

140. At the time of  f i l i n g  i t s  patent application, Claestech 

knew that the tolerance o f  the electronic speed control system had t o  be one 

part i n  1000 i f  a mechanical l i n k - u p  was t o  be avoided. (TR 205). 

141. The ' 7 1 1  patent does not describe the tolerance range that 

would produce acceptable matching of  the furnace and quench r o l l e r  speeds. 

(TR 1100). 

142. The f i r s t  C l a s r t e c h  o s c i l l a t i n g  system had p r e c i s i o n  

tachometers f o r  controll ing t h e  conveyor speeds. (TR 206). 

143. Tachometefr are  not disclosed i n  the '711 patent. (TR 

213, 640). 

144. T h e  f i r r t  G l a r r t e c h  o r c i l l a t i n g  ryrtem had a c o n t r o l  

circuit including three large cabinets f u l l  o f  relays t o  control the opera- 

t ion o f  the conveyors. (TR 183). 

30 



145. No relay c i r c u i t  for controlling the o s c i l l a t i o n  o €  the 

furnace and quench conveyorr i o  rhown i n  the '711 patent. (TR 215, 216). 

146. A parabolic control rignal war used i n  t h e  f i r r t  Clasrtech 

o e c i l l a t i n g  ryrtem t o  c o n t r o l  the speed o f  t h e  conveyorr r o l l c r r .  (TR 

219). 

147. A t  the time o f  f i l i n g  i t s  patent application, Classtech 

knew t h a t  a p a r a b o l i c  c o n t r o l  s i g n a l  war more s u i t a b l e  than a s i n e  wave 

signal.  (TR 218, 220) .  

148. A parabolic control eignal i r  not disclosed i n  t h e  '711 

patent. (Classtech Ex.  19-1). 

149. The d i r c l o r u r e  o f  the  c o n t r o l  system war adequate t o  

enable one w i t h  ordinary s k i l l  i n  the a r t  o f  glasr tempering to practice 

claim 1 o f  the '711 patent i f  he  went to an e l e c t r i c a l  engineer w i t h  ordinary 

s k i l l  i n  that a r t  i n  1974 f o r  arrirtance.  

150. T h e  word "independently" doer not appear in the '711  

patent except i n  the c l a b r .  The term8 "independently" and "uncoupled" were 

added t o  t h e  claimr by amendment made d u r i n g  prorecution o f  t h e  application 

that matured into the '711 patent. [ChrrteCh Ex. 19-2, a t  99-100 (appearing 
- 

i n  lower right hand corner)]. 
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1 5 1 .  T h e  e l e c t r o n i c r  f o r  t h e  ' 7 1 1  o r c i l l a t o r  were a v a i l a b l e  

o f f - t h e - s h e l f  i n  1 9 7 4 .  (TR 1 2 3 0 - 3 1 ) .  T h e  c . r i v e r  were l i s t e d  b y  A l l e n  

B r a d l e y  i n  t h e i r  1 9 7 4  B u l l e t i n  1 3 7 3 .  ( T u n g l a s s  Exr. 9 5 - 9 9 ) .  

1 5 2 .  Hcbrter d i r c l o r e d  n o t  o a l y  h i e  c o n c e p t r  and the d e t a i l r  

t h a t  h e  himself had p e r s o n a l l y  c o n t r i b u t e d ,  b u t  a l s o  d e t a i l s  b r o u g h t  t o  the 

d e v e l o p m e n t  program by t h o s e  w o r k i n g  w i t h  h i m .  (TR 2 6 5 - 6 6 ;  1 2 2 9 - 3 1 ) .  

1 5 3 .  T a m g l r r r  h a s  n o t  p r o v e d  b y  c l e a r  and c o n v i n c i n g  e v i d e n c e  

a n y  f a i l u r e  t o  dirclose t h e  b e a t  mode t o  practice t h e  i n v e n t i o n  o r  t h a t  Wr. 

NcUaster had any i n t e n t  t o  w i t h h o l d  any best mode d i s c l o s u r e .  

1 5 4 .  T a m g l a s s  h a 8  n o t  shorn b y  c lear  and c o n v i n c i n g  e v i d e n c e  

t h a t  t h e  d i s c l o s u r e  o f  t h e  ' 7 1 1  p a t e n t  f a i l r  t h e  d i s c l o s u r e  r e q u i r e m e n t s  of  

3 5  U.S.C. $ 1 1 2 ,  o r  t h a t  HcMaster had a n y  i n t e n t  t o  w i t h h o l d  a n y  d i s c l o s u r e .  

1 5 5 .  T a m g l a s s  h a s  n o t  p r o v e d  by c l e a r  and c o n v i n c i n g  e v i d e n c e  

t h a t  t h e  ' 7 1 1  p a t e n t  i s  i n v a l i d  u n d e r  3 5  U.S.C. I S  102, 103, or 1 1 1 2 .  

1 5 6 .  T h e  ' 7 1 1  p a t e n t  i r  v a l i d .  
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D. INFRINGEMENT 

1. L i t e r a l  Infringement 

157. Tamglass began development o f  i t s  f i r s t  o s c i l l a t i n g  

tempering system i n  1974.  (TR 744-461 ,  

158. The Tamglass system usee  a s i n g l e  motor t o  d r i v e  the  

furnace and quench u n i t  conveyors .  (TR 7 4 6 ;  G l a s s t e c h  Phys. Ex.  L ,  C l a s s t e c h  

Ex. 35). 

159.  In the Tamglass sys tem,  one conveyor  sys tem i s  a lways 

t o t a l l y  dependent on the o t h e r .  (TR 1 1 5 1 ) .  

1 6 0 .  C l a s s t e c h  n e v e r  b u i l t  a s i n g l e - m o t o r  o s c i l l a t i n g  

system. (TR 188-89 ,  198-99 ,  1238-40) .  

161 .  T h e  f i r s t  Tamglass system i n c l u d e d  a s i n g l e  r e d u c t i o n  

g e a r  arrangement. The quench conveyor  operated  a t  approximate ly  o n e - h a l f  t h e  

speed (and hence o n e - h a l f  t h e  s t r o k e  l e n g t h )  o f  the f u r n a c e  conveyor  d u r i n g  

o s c i l l a t i o n .  (TB 7 4 6 ,  7 4 7 ;  Tamglass Ex.  104). 

1 4 2 .  One Tamglass system o p e r a t i n g  i n  t h e  Uni ted  S t a t e s  

u t i l i z e s  only-a o i n g l e  magnet ic  c l u t c h  (with  a 5 : l  r a t i o )  d u r i n g  o s c i l l a t i o n  

with any length  r h t e t  g l a s r  load .  (TR 8 7 6 ) .  
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1 6 3 .  The s e c o n d  g e n e r a t i o n  T a a ~ g l a s r  system i n c l u d e r  f o u r  

f i x e d - r a t i o  g e a r - c l u t c h  a r r a n g e m e n t s  t o  pennit t h e  quench u n i t  c o n v e y o r  t o  

operate A& a prerelected d i f f e r e n t ,  slower speed t h a n  t h e  f u r n a c e  c o n v e y o r  

d u r i n g  o r c i l l a t i o n .  (TR 7 5 1 ) .  

1 6 4 .  Three a d d i t i o n a  1 g e a r - c l u t c h  a r r a n g e m e n t s  were added i n  

the s e c o n d  g e n e r a t i o n  Tamglass system i n  o r d e r  t o  m a i n t a i n  t h e  g lass  w i t h i n  

t h e  quench u n i t  d u r i n g  o s c i l l a t i o n .  (TR 7 5 1 ) .  

1 6 5 ,  T h e  o n l y  s i g n i f i c a n t  d i f f e r e n c e  b e t w e e n  t h e  d r i v e  

system o f  t h e  f i r s t  and s e c o n d  g e n e r a t i o n  T a m g l a r r  s y r t e m e  i o  the i n c l u e i o n  o f  

three a d d i t i o n a l  m a g n e t i c  c l u t c h e s  t o  provide t h r e e  a d d i t i o n a l  gear r a t i o s .  

(TR 7 5 3 ) .  

166. All T a m g l a s s  systems i n c l u d e  a g e a r i n g  a r r a n g e m e n t  

b e t u e e n  t h e  motor and t h e  q u e n c h  u n i t  c o n v e y o r  which p e r m i t s  t h e  q u e n c h  u n i t  

c o n v e y o r  t o  operate a t  t h e  same speed as the f u r n a c e  c o n v e y o r  d u r i n g  t r a n s f e r  

o f  the g l a s s  from one u n i t  t o  a n o t h e r .  ( G l a s s t e c h  P h y s .  Ex. L ) .  

167. The f u r n a c e  c o n v e y o r  n e v e r  i s  u n c o u p l e d  from t h e  q u e n c h  

c o n v e y o r  i n  t h e  Tunglara syrtem. (TR 7 6 8 ,  1072, 1 1 9 3 ) .  

34 



168. A t  a l l  times i n  t h e  C l a s s t e c h  system now u s e d  and i n  

the syrtem d e s c r i b e d  i n  t h e  ' 7 1 1  p a t e n t  t h e  o p e r a t i o n  o f  t h e  two c o n v e y o r s  i s  

u n d e r  the c o n t r o l  o f  t h e  operator o f  t h e  system, b u t  d u r i n g  t h e  time when the 

two motors are u n c o u p l e d ,  t h e  s t r o k e  l e n g t h s  or the speed m y  be d i f f e r e n t  i n  

the f u r n a c e  ar  opposed t o  t h e  quench u n i t .  

1 6 9 .  In t h e  T a m g l a s s  rystem, t h e  q u e n c h  u n i t  c o n v e y o r  n e v e r  

is u n c o u p l e d  from t h e  s i n g l e  d r i v e  motor for  t h e  f u r n a c e .  ( T a m g l a s s  Phys .  

Ex. A ,  Tamglass Ex.  1 2 0 ) .  T h e  stroke l e n g t h  and speed i n  t h e  T a m g l a e s  q u e n c h  

u n i t  are  c h a n g e d  by c h a n g i n g  t h e  speed r a t i o  b e t w e e n  t h e  d r i v e  motor and t h e  

quench u n i t  c o n v e y o r .  (TR 8 3 1 - 3 2 ,  838) .  

1 7 0 ,  T h e  speeds of t h e  f u r n a c e  and q u e n c h  c o n v e y o r s  i n  t h e  

f a m g l a s s  system are n o t  i n d e p e n d e n t  of  o n e  a n o t h e r .  (TR 8 1 1 ,  1 1 7 7 ,  1 2 5 3 ) .  

1 7 1 .  The stroke l e n g t h  and speed i n  t h e  q u e n c h  u n i t  i n  t h e  

Tarnglass  system may be d i f f e r e n t  f r o m ,  b u t  t h e y  are  n o t  i n d e p e n d e n t  of, the 

a t r o k e  l e n g t h  and speed i n  t h e  f u r n a c e  d u r i n g  o s c i l l a t i o n .  (TI\ 811 ,  8 3 2 ,  

1 1 7 7 ,  1 2 5 3 ) .  

1 7 2 .  T h e  q u e n c h  a a d  f u r n a c e  c o n v e y o r s  i n  t h e  T a m g l a s s  

o s c i l l a t o r  a r e  n o t  u n c o u p l e d  t o  operate i n d e p e n d e n t l y  d u r i n g  the h e a t i n g  

cycle and c o u p l e d  f o r  r y n c h r o n i z e d  o p e r a t i o n  d u r i n g  t h e  i n d e x  or t r a n s f e r  

cycle. - 

1 7 3 .  R e u n a w k i  drew a s k e t c h  of a n  o s c i l l a t o r  c o n c e p t  i n  

1 9 7 4 .  ( T a m g l a s s  Ex. 2 ) .  - - 
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174. There i s  no drive shown in that  sketch by Reunamaki, 

nor i n  any other ear ly  Tamglasa document i n  evidence. I t  i s  not c l e a r  from 

the documentr i n  the record when the Tamglarr drive solut ion was worked o u t ,  

b u t  Hr. Rcunamaki t e r t i f i e d  that  he d i d  not work on the drive.  (TR 745-46). 

. 

175 ,  On J u l y  17 ,  1974,  the Finnioh government made a grant 

t o  T a a g l a r r  i n  t h e  amount o f  4 0 0 , 0 0 0  Finmarkr f o r  t h e  development o f  a n  

o s c i l l a t o r .  (Classtech Ex.  2 7 ) .  

176. T h e r e a f t e r ,  Tamglass completed t h e  d e s i g n  of  a n  

o s c i l l a t o r ,  A patent appl ica t ion  based on o r c i l l a t i o n  i o  glasr tempering was 

f i led i n  Finland and elrewhere, including the Uni ted  S t a t e s  (Classtech E x .  

6 2 ) ,  i n  the name o f  Jouko-Vaha-antilla, who l e f t  Tamglass before  t h i s  i n v e s t i -  

gat ion was i n i t i a t e d .  

177. Mr. Reunamki returned t o  work on the Tamglass o s c i l -  

l a t o r  i n  e a r l y  1978. (TR 744-45). 

178 .  In 1 9 7 8 ,  Mr. Reunamrki had knowledge o f  t h e  ' 7 1 1  

patent.  (TR 807-08,  811) .  

179. X r .  Beunamaki eliminated the chain and sprocket dr ive  

Taaglarr had urcd previously ,  replacing it w i t h  a t o l l i n g  f r i c t i o n  dr ive  of 

t h e  general  type dcrc t ibed  i n  the  '711 patent.  (TR 810-811; Clasotech Phyr. 

Ex.  D). 
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180. Mr. Reunamaki eliminated the s t e e l  r o l l s  Tamglass had 

S i l i c a  r o l l s  are  disc losed i n  used, replacing those r o l l s  w i t h  s i l i c a  r o l l s .  

the '711 patent. (TR 809-10; Glasstech Phys. Ex. C ) .  

181. Mt. Reunamaki worked on the o s c i l l a t o r - t r a n s f e r  d r i v e ,  

making changes that  subs tant ia l ly  increased t h e  difPerence i n  s troke length 

between furnace and quench. ( T R  750-51, 873-74). 

182. After  Mr. Reunamaki's changes, Tamglass f i r s t  sold an 

o s c i l l a t o r  i n  t h e  United S t a t e s .  Thereaf ter  Tamglass enjoyed considerable 

commercial success i n  s e l l i n g  t h i s  o s c i l l a t o r  both i n  the United S t a t e s  and 

throughout the world. (TR 859 ;  Tamglass Phys. Ex .  X I  Reunamaki Dep., Feb. 

28 ,  a t  48 ;  Glasstech Ex.  4 1 ) .  

183. Classtech E x .  35, a Tamglass schematic o f  the Tamglass 

o s c i l l a t o r ,  is reproduced on page 36 o f  these f indings.  

184. T h e  Tamglass o s c i l l a t o r  include6 a furnace,  a quench, a 

furnace conveyor, and a quench conveyor, a l l  operating i n  a g lass  tempering 

s y 3 t em e 

3 7  



c- 

38 



185. Claim 1 r e q u i r e s :  

. c o n t r o l  m e a n r  f o r  c o u p l i n g  t h e  f u r n a c e  
c o n v e y o r  d r i v e  mechanirm d u r i n g  t h e  i n d e x  cycle 
t h e r e o f  v i t h  t h e  roller c o n v e y o r  o f  t h e  quench 
u n i t  d u r i n g  t h e  i n d e x  cycle t h e r e o f  t o  p r o v i d e  
c o o r d i n a t e d  s h e e t  g l a s r  load c o n v e y a n c e  from t h e  
f u r n a c e  t o  the q u e n c h  u n i t ;  r a i d  c o n t r o l  means 
u n c o u p l i n g  t h e  f u r n a c e  c o n v e y o r  dr ive  mechan ism 
from the quench u n i t  c o n v e y o r  a f t e r  the coord- 
i n a t e d  i n d e x  C y c l e r  t h e r e o f  r u c h  t h a t  t h e  
f u r n a c e  c o n v e y o r  d r i v e  mechanirm c a n  o s c i l l a t e  a 
sheet g l a s s  load t o  b e  h e a t e d  w i t h i n  t h e  f u r n a c e  
i n d e p e n d e n t l y  o f  a s h e e t  g l a s s  t o a d  b e i n g  
quenched i n  t h e  q u e n c h  u n i t .  

186. Claim 1 referr  t o  c o u p l i n g  the  " f u r n a c e  c o n v e y o r  d r i v e  

mechaniom" w i t h  t h e  r o l l e r  c o n v e y o r  i n  the q u e n c h  u n i t .  C l a i m  1 does n o t  

r e q u i r e  t h e  r o l l e r  c o n v e y o r  i n  t h e  q u e n c h  u n i t  t o  h a v e  i t 8  own d r i v e  mechanism.  

187. Col. 3 ,  l i n e r  30-32 and c o l .  4 ,  l i n e s  7 and 33 o f  t h e  '711  

p a t e n t  s p e c i f i c a t i o n  refer t o  the " f u r n a c e  c o n v e y o r  dr ive  mechanism" and the  

" r o l l e r  c o n v e y o r  o f  t h e  quench" ao tvo d r i v e  mechanioms.  The p a t e n t  a l s o  

r e f e r s  to  the respective d r i v e  mechanisms o f  t h e  f u r n a c e  r o l l e r s  and t h e  

q u e n c h  u n i t  c o n v e y o r o .  

188. T h e  Tamglass t e m p e r i n g  system h a s  A f u r n a c e  c o n v e y o r  d r i v e  

mechanism A S  r e q u i r e d  b y  claim 1.  

18% The Tamglarr o r c i l l a t o r  i n c l u d e r  A " c o n t r o l  meane," b u t  

o n l y  o n e  d r i v e  mechanirm. I t  h a 8  a0 " c o u p l i n g "  of t h e  f u r n a c e  C o n v e y o r  d r i v e  

mechanism w i t h  t h e  roller c o n v e y o r  o f  t h e  q u e n c h  u n i t  d u r i n g  t h e  i n d e x  c y c l e .  

Tamglarr ha8 A e i n g l e  m o t o r  d r i v e  c o n t r o l l i n g  b o t h  t h e  f u r n a c e  c o n v e y o r  and 

t h e  q u e n c h  rol ler  c o n v e y o r ,  
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190. Claim 1 of  the ' 711  pAtent require8 only  one drive -chart- 

i l l ,  i n  coat trr t  t o  claim 16 which referr  t o  tw drive laschanirmr. 

. 
191. The TamgLA88 OrCilhtOt doer not l i t e r a l l y  infringe claim 1 

becaure it doer not have coupling or uncoupling c i f  the furnaca conveyor drive 

mechanirm and the r o l l e r  conveyor o f  the quench u n i t .  - 

v- 

Infringement under the Doctrine of  Equivrlentr 

192. Tamglasr f i l e d  a patent application i n  F i n l a n d  and i n  t h e  

United States on the drive Mr. Reunamaki derigned i n  1978 for  t h e  Tunglarr -.  

horizontal o r c i l l a t o r .  (TR 881; Classtech Exr. 32  and 33). 

193. The patent application vhich Trnglarr f i l e d  on t h a  1978 

devel opmentr to i t 8  o r c i l l a t o r  claimed structure found i n  t h e  present c ~ m m ~ r  

c i a 1  embodiment o f  the Tamglarr horizontal o r c i l l r t o r .  (TR 881-82). 

194. That patent application i r  not limited t o  the cornactcia1 

embodiment of the TAmglAS8 o s c i l l a t o r  at  isrue i n  t h i r  invertigatioa. (TR 

881). 

195. Some o f  the argument8 made i n  the prosecut ion o f  the 

Reunamki patent application by X r .  Reunamaki' 8 attorney8 are inconrirtent w i t h  

the poritionr taken here by Tamglarr. 

194. Reun4rAki solved t h e  r a r e  problem t h a t  va8 rolved by 

Xclhter.  (Tmglarr  Ex. X, Rcunamaki Dep., Feb. 28, a t  7 ,  68-69; C h r r t e c h  

197. , That comma problem war rtated i n  the folloving wrdr i n  

the h n d m a n t  f i led on MAY 1 3 ,  1981, v i th  the Examiner: 
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I t  r h o u l d  b e  u n d e r s t o o d  t h a t  Mdfarter war i n i t i a l l y  
p r e r e n t e d  w i t h  a problem.  How c o u l d  o n e  p r o v i d e  two 
r e p a t a t e  c o n v e y o r s ,  o n e  for  t h e  f u r n a c e  e t a t i o n  and o n e  
f o r  t h e  t e m p e r i n g  s t a t i o n ,  each w i t h  two separate modes 
o f  o p e r a t i o n ,  A f i r s t  mode ( d u r i n g  t h e  t e m p e r i n g  
p o r t i o n  of t h e  cycle)  whereby t h e  two c o n v e y o r s  operate 
w i t h  d i f f i r e n t  r t r o k e  l e n g t h r ,  a n d  a s e c o n d  mode 
( d u r i n g  t h e  t r a n r f e r  por t ioa  o f  t h e  cycle) whereby b o t h  
c o n v e y o r 8  operate t o g e t h e r  as a r i n g l e  s y n c h r o n i z e d  
u n i t ?  
( C l a r r t e c h  Ex. 33, a t  2 2 7 ) .  

kr.- 

1 9 8 .  S u b r e q u e n t l y ,  o n  a p p e a l  t o  the B o a r d  o f  A p p e A l O ,  t h e  

a p p l i c a n t  mde it clear t h a t  Reunamaki waa faced w i t h  t h e  aame problem as 

H c H P a t e r ,  b u t  t h a t  Reunamki t h o u g h t  t h a t  h e  had a better e o l u t i o a :  . 

Ncbrter i s  c h a r a c t e r i z e d  by a p p l i c a n t  ( i n  t h e  
f i r s t  f u l l  p a r a g r a p h  o f  r p e c i f i c a t i o n  page 5) as p r i o r  
a r t  a d d r e s s e d  t o  the rame p r o b l e m  a s  t h e  p r e r e n t  
i n v e n t i o n ,  b u t  which f a i l s  t o  p r o v i d e  a s o l u t i o a  1 0  

e b p l e  and c o m p l e t e  a r  t h e  p r e s e n t  i n v e n t i o n .  
(Glasstech Ex. 33, a t  2 4 6 - 4 7 ) .  

199.  The Reunamaki o s c i l l a t o r  was compared w i t h  t h e  o r c i l l a t o r  

o f  the '71.1 p a t e n t  i n  term8 o f  r e e u l t r ,  i n  t h e  a p p l i c a n t ' r  b r i e f  o n  appeal t o  

the Federal C i r c u i t :  

A p p l i c a n t ' r  i n v e n t i o a  o f  A aystem which p e r m i t t e d  t h e  
umiotiiioa o f  o n e  of t h e  e w  m o t o r s  [ i n  t h e  preferred 
~~~~~~~~~~t of t h e  ' 7 1 1  paraat] w i t h o u t  a c o r r e s p o n d i n g  
e l i m i n a t i o a  of  t h e  i n d e p e n d e n c e  o f  the c o n v e y o r s  t h u s  
cepre:raneo the o m i a r i o a  ai a p a r t  w i t h o u t  a sacr i f ice  

f u n c t i o n  and c o m p r i s e o  aa u n o b v i o u s  i n v e n t i o n .  
~ ~ ~ ~ $ ~ ~ e ~ h  Ex. 33, a t  2 3 - 2 4 ) .  

200: The i m p o r t a n c e  o f  i n d e p e n d e n t  r t roke l c n g t h r  i n  t h e  q u e a c h  

u n i t  atad ia the f u r n a c e  war c a p h a r k e d  r e p e a t e d l y  d u r i n g  t h e  p r o c e e d i n g s  oa 

k i t $  a p p l i c o t i o a  for a U. S. p a t e n t .  ( C l r r r t e c h  Ex. 33, a t  11, 1 2 ,  

1 4 ,  16, 1 9 - 2 1 ,  23, 91,  9 2 ,  1 7 6 ' 1 7 9 ,  227, 2 4 6 ) .  



201. Reunamaki a r g u e d  t o  the Federal C i r c u i t  t h r t  h i s  s i n g l e  

motor- c r y r t e r  vas p a t e n t a b l y  d i f f e r e n t  frm t h e  p r e f e r r e d  embodiment o f  the 

' 7 1 1  p a t e n t :  - -  

F i n a l l y ,  C l a h  1 and 1 4  d e f i n e  A p p l i C a n t ' 8  c a n b i n a t i o n -  
o f  a l t e r n a t e l y  o p e r a b l e  f i x e d  t r r n r m i r r i o a  mcanr and 
v a r i a b l e  gear  mean8 v h i c h  e n a b l e  a l t e r n a t e l y  coIppLon and 
i n d e p e n d e n t  o p e r a t i o n  o f  t h e  f u r n a c e  and quench u n i t  
c o n v e y o r r .  
( G l a s s t e c h  E x .  33, a t  4 1 - 4 2 ) .  

202. T h e  Federal  C i r c u i t  h e l d  i t a  o p i n i o n  a f f i r m i n g  the Board o f  

Appeals: 

A p p e l l a n t ,  h a v i n g  c o n t i n u e d  t o  r e l y  u p o n  f a o c t u a l l y  
u n s u p p o r t e d  argument  o f  c o u n r e l  rather t h a n  e v i d e n c e  
o f  s u p e r i o r i t y  o v e r  t h e  p r i o r  a r t ,  h a 8  f r i l e d  t o  
c o n v i n c e  u s  o f  any e r r o r  i n  t h e  B o a r d ' r  c o n c l u r i o n  t h a t  
t h e  g l a s s  t e m p e r i n g  a p p a r a t u r  o f  C l a i m 8  1 - 3  a n d  1 4  
would h a v e  b e e n  o b v i o u s  f r o m  Mchstcr t o  o n e  o f  o r d i n a r y  
s k i l l  in the a r t .  A p p e 1 1 a n t ' r  argument  t h a t  McHarter 
"teacher away from" a p p e l l a n t ' r  i n v e n t i o n  mirrer t h e  
d i f f e r e n c e  b e t w e e n  " t e a c h i n g  away from" and t e a c h i n g  a n  
a l t e r n a t i v e  t o  a n  i n v e n t i o n .  Hckfaster teacher a n  
a l t e r n a t i v e ,  no& that  o t h e r  s y s t e m  would b e  impractic- 
a b l e .  We agree  w i t h  the b o a r d  t h a t  it would h a v e  b e e n  
w i t h i n  t h e  @ k i l l  o f  t h e  a r t  t o  r u b r t i t u t e ,  w i t h  n e c e s -  
r a r y  m o d i f i c a t i o n 8  t h e r e b y  r e q u i r e d ,  a r i n g l c  d r i v e  
motor f o r  McMarter'r two motorr .  ( E m p h a r i r  a d d e d . )  
( G l a r e t e c h  E X .  3 3 ,  a t  1 7 3 - 7 4 ) .  

203. McH.rter and Reunamaki b o t h  d e s i g n e d  a h o r i z o n t a l  ro l ler  

h e a r t h  t c q w r i n g  s y s t e m  w i t h  two reparate mode8 o f  o p e r a t i o n ,  r f i r s t  d e  

( d u r i n g  t h e  t e m p e r i n g  p o r t i o n  o f  the c y c l e )  i n  w h i c h  t h e  two c o n v e y o r 8  
- 

operate v i e h  d i f f e r e n t  s t r o k e  I e n g t h r ,  and a r e c o a d  mode ( d u r i n g  t h e  tranrfer  

p o r t i o n  o f  the cycle)  i n  v h i c h  b o t h  c o n v e y o r 8  o p e r a t e  t o g e t h e r  a8 a ringle 

s y n c h r o n i z e d  u n i t .  

- -. 
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204. The rame results were achieved. (TR 763, 1191-93; Tamglarr 

Ex. 2 ,  Roberta Dep., June 4, at 19).  
\* . 

205. h d e r  the doctrine of equivrlentr, it would have been 

within the rkill o f  the art to substitute, with necerrary modificAtion8 

thereby required, a ringle drive motor for Mclhrter'r two motorr. Reunam~ki'r 

orcillator f a l l r  vithin the scope of the '711 patent under the doctrine of 

equivalentr. It performs substantially the same function in substantially the 

same way, and it achiever the same resultr a r  the MCMArter oscillator. 

206. Although literal infringement is not found, infringement ir 

found under the doctrine of equivalents. 

207. The doctrine of file wrapper ertoppel doer not limit the 

doctrine o f  equivalents in this case. 

208. The prosecution record before the Patent and Trademark 

Office will not rupport a finding of file vrapper ertoppel becaure there was 

no prosecution of claim8 in the '711 patent on "a glass tempering furnace." 

Classtech doer not nov reek to extend the claims limited during prosecution 

to "a glass  tempering system" to a "furnace." 

209. G1ArrteCh doer not reek to extend the claim8 to cover 

rubjcct autter abandoned by Glarrtech during the prosecution o f  the patent, 

nor doer Clarrtech nov take a porition with rerpect to the rcope of claim 1 

that ir incoarirtent with the poritioa UcUrter took io the prorecution of the 

patent. 

- 

210. Since the Tamglarr oscillator achiever subrtantially the 

sa- result in substantially the eame way ar  described in claim 1 of the '711 

patent, infringement is found under the doctrine of equivalent#. 
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@P* "U WM!StIC INDUSTRY 
7.. . 

2 1 1 .  R e r p o n d e n t  T a m g l a r r ,  I n c .  i S  a whol ly  owned r u b r i d i a r y  o f  

r e r p o n d e n t  AB Kyro OY. ( S t i p u l a t e d ) .  

2 1 2 .  The T m g l a r r  d i v i r i o n  o f  r e r p o n d e n t  AB K y r o  OY and r e r p o n -  

d e n t  T a m g l r r r ,  Xnc. ( h e r e i n a f t e r  c o l l e c t i v e l y  referred t o  rr " ~ a m g ~ a r r " )  

rnarketr h o r i z o n t a l l y  o s c i l l a t i n g  g l a s s  t e m p e r i n g  e q u i p m e n t  i n  the U n i t e d  

S t a t e s ,  o r i g i n a l l y  d i r e c t l y  or t h r o u g h  i t s  a g e n t  and now d i r e c t l y  and t h r o u g h  

T a m g l a s s ,  Xnc. ( S t i p u l a t e d ) .  

2 1 3 .  T a m g l a r r  h a 8  exported @ h o r i z o n t r l  o r c i l l a t i n g  g lrrr  

t 'empering systems, m a n u f a c t u r e d  i n  F i n l a n d ,  t o  c u s t o m e r s  i n  t h e  U n i t e d  S ta ter  

s i n c e  1979. ( G l a s s t e c h  E x .  41,  TR 914) .  Components p r o d u c e d  i n  t h e  U n i t e d  

S t a t e s  c o n s t i t u t e  a p p r o x i m a t e l y  2 5  t o  3 0  p e r c e n t  o f  t h e  t o t 8 1  component  a n d  

m a t e r i a l  cost8 o f  these Tamglasr systems. (TR 906-07). 

2 1 4 .  P u r c h r r c r r  o f  h o r i z o n t a l  o s c i l l a t i n g  glarr t e m p e r i n g  r y r t e a  

s e l l  the glarr  t h e y  temper on t h e r e  r y s t e m r  p r i m a r i l y  t o  t h e  commercial 

b u i l d i n g  i n d u r t r y  w h i c h  p u r c h a r e r  f l r t  r a f e t y  81888 f o r  lrrge r i ra  w i n d o v r .  

(TR 5 3 0 - 3 2 ) .  

215. C o a t i n u o u r  and r e m i - c o a t i a u o u r  h o r i z o a t r l  f u r a r c e r ,  a8 w a l l  

88 h o t i r o a t a l  o r c i l l r t i n g  furnrcer, arm u r e d  f o r  a r c h i t e c t u r a l  g h r r  t e m p e r  

i n g .  C o n t i n u o u r  f u r n a c e s  are u r e d  p r i m r i l y  b y  c m p a n i e r  w i t h  large produc-  

t i o n  r e q u i r e m e n t r ,  s u c h  ar  fi-rid8 t h r t  p r o d u c e  pat io  doors. 
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S a i - c o a t i n u o u r  f u r n r c r r  are a180  u r e d  by firma w i t h  l a r g e  p r o d u c t i o n  r e q u i r e -  

menta. H o r i z o n t a l  M i l l a t i n g  f u r n a c e r ,  which h a v e  p r o d u c t i o n  rater  r u b s t a n -  
v 

t i a l l y  b e l o v  thore o f  c o n t i n u o u r  and r e n i - c o n t i n u o u r  f u r n a c e r ,  are p r i m a r i l y  

u r e d  by r p e c i r l t y  fimr t h r t  r p e c i r l i z e  i n  rauller  j o b r  where tempered g l r r r  

i s  u r t d .  (TR 391-94). 

2 1 6  B e c a u s e  c o n t i n u o u s  and c e m i - c o n t i n o u r  h o r i z o n t a l  glass 

t e m p e r i n g  f u r n a c e s  a r e  s u b s t a n t i a l l y  l o n g e r  t h a n  o r c i l l a t i n g  f u r n a c e s ,  . 

glass  t e m p e r i n g  f i r m s  t h a t  h a v e  r e l a t i v e l y  l i m i t e d  space i n  w h i c h  t o  locate 

their  f u r n a c e 8  may, a r  A practical  m a t t e r ,  b e  u n a b l e  t o  p u r c h a s e  A c o n t i n -  

uour  o r  e e m i - c o n t i n u o u s  f u r n a c e .  ( S h a v  Dep., Tarnglare Ex.  5 6 ,  a t  6 ,  7-8, 

54). 

2 1 7 .  Some p u r c h a e e r r  o f  glarr  t e m p e r i n g  s y s t e m s  i n o i o t  upon a n  

8 4 - i n c h  wi ,de  f u r n a c e .  ( S m i t h  D e p . ,  G l a r r t e c h  E x .  5 1 - 1 0 ,  a t  1 4 - 1 5 :  S h e w  

D e p . ,  Tamglass Ex.  5 6 ,  a t  47; H r o c z e k  Dep. ,  C l a e e t e c h  Ex. 5 1 - 4 ,  a t  3 8 - 4 0 ;  

R i l e y  Dep., Tarnagiasps Ex.  8 6 ,  a t  1 1 - 1 2 ,  21-22) .  O t h e r  p u r c h a s e r e  f i n d  t h a t  
3 

ea 6 0 - i n c h  w i d e  glrerr  t a m p e r i n g  f u r n a c e  i r  s u f f i c i e n t  f o r  t h e i r  r e q u i r e -  

ments, (Hroczek D c p . ,  C l a s a t e c h  Ex .  51-4, a t  3 8 - 4 0 ) .  

e C b r r o t e c h  project@ chat  t h a r a  w i l l  be a c o n t i n u i n g  demand 

for  horizoraeal o r c i l b r t i n g  g l r r r  teongering equipment i n  t h e  U n i t e d  S t a t e r .  

Others i o  the i n d u e t r y  b e l i e v e  t h a t  t h e  U. S. market for h o r i z o n t a l  o o c i l -  

gkrer t e m p e r i n g  furlslaceo va eurrtrd i n  1980 r a d  t h r t  t h e  U. S. 

.. 



market i r  raturated a t  the present time. (TR 529, 532). On an industry- 

wide brr i r ,  horiroatA1 o r c i l l a t i n g  g l A 8 8  tempering furnrcer vere running 
* 

w e 1 1  belov capacity -in 1983. (TR 5 3 0 ) .  C1Arrtech i t s e l f  i r  nov developing 

a nev g l a r r  tempering rystem. (TR 180, 673-74 and 685). I t  i r  found that  the  

h i g h  point i n  the market for  the horizontal  o r c i l l r t i n g  g l r r a  tempering system 

under the '711 patent ha8 passed. 

2 1 9 .  C l a s s t e c h  has  s u f f i c i e n t  c a p a c i t y  t o  meet the  e n t i r e  

demand for  such equipment i n  the United S t a t e s .  (Blumer, TR 398,  410-11, 

413-14). 

2 2 0 .  T h e  domest ic  i n d u s t r y  i r  comprired o f  t h a t  p o r t i o n  o f  

compla inant ' s  b u s i n e s s  engaged i n  t h e  manufac ture ,  s a l e  and s e r v i c e  o f  

horizontal  o s c i l l a t i n g  glarr tempering system8 i n  the United S t a t e r  t h a t  

f a l l  w i t h i n  the scope of the claims of the '711 patent. 

2 2 1 .  Complainant manufactures  h o r i z o n t a l  o s c i l l a t i n g  g l a s s  

tempering furnaces,  as  well as continuous and semi-continuour furnaces ,  a t  

i t s  plant i n  Perrysburg, Ohio. (TR 3 1 8 - 2 1 ) .  Claestech o f f e r s  horizontal  

o s c i l l a t i n g ,  continuour, and semi-continour furnace8 i n  the following widths: 

36 incheo, 48 incher, 60 incher, 84 incher and 96 incher. (TR 318-20; TR 

391-93). 

I 221. Approximately 

Perrysburg, Ohio, f a c i l i t i e r  i r  ured for  m a u f r c t u r i n g  the vAriour type8 o f  

g l a s r  tempering equipment produced by complainant. Another square 

:e@t i r  used for  research anh developmeat and an addit ional  square 

Feet i s  ueed for  administrative and engineering purporer. (TB 295, 303,  

3 2 1 ;  Clasetech E x ,  6 ) .  
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223. A8 of ?by, 1984, cmplainant employed m people i n  the 

United Stater .  There employeer Were aerigned variour duties ar  follour: 
* -  

Number o f  .e- 

Arsigned Duties Employeer 

Drafting 

Supervirion 

Administration 

Product Development 

Technical Service8 

Advanced Engineering 

Manufacturing 

(;R 294, 321; CLarstech EX. 6). Approximatelym percent of  the C h r r t e c h  

employees who work i n  the manufacturing area and approximately percent of  

the Clasrtech employees who work i n  t h e  drafting area are prerently involved 

i n  projectr  re lat ing t o  horizontal o s c i l l a t i n g  glare tempering furnacer. (TR 

675 1. 

a! 

224. Glarrtech ertimater that between J u l y  1 ,  197S, and June 

30 ,  1983, i t r  employeer spent m man-years (calculated on the bar ir  o f  aa 

average o f  m hours perm~n-year) i n  draf t ing,  engineering and ia-houre 

manufacturing activities relat ing t o  Claratech'r s a l e  o f  horizontal o r c i l l a t -  

i n g  g l a r r  tempering futnacer  i n  the U n i t e d  S t a t e r .  (TI1 1 3 1 6 ;  S t a f f  Ex .  

64-5 1 . 
225. G1arrtech 'ir not divisionalized by product' line. T h u r ,  

Clasrtech may manufacture di f ferent  typer o f  productr i n  the rame manufactur- 

i n g  space a t  di f ferent  timer and a given employee may work on eeveral t y p e 8  
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o f  furnaces. (TR 309, 321; TR 676-771. Additionally, a given rerearch and 

deve&p#nt project u y  re late  to more than one type of equipment offered f o r  

r a l e  by ClarStrCh. 1304). 

226. Clarrtcch generater i t s  financial rtrtelwntr for internal 

reporting purporer on a "percentage campletion barir .I@ (IR 299-300, 1286-87; 

S ta f f  Ex. 64-41. "Percentage campletion" raferr to the  extent o f  completion 

o f  manufacture of  a product under a p a r t i c u l a r  contrac t  d u r i n g  a given 

period. (TR 326; S ta f f  Ex. 64-41. "Percentage completion" i r  ca1culated by - - -  

d i v i d i n g  the actual material, direct  labor and overhead arrociated vith a 

particular contract dur ing  a given reporting period by the e r t h t e d  t o t 8 1  

mrterial,  h b 0 t  and overhead for t h t  contract. (IR 1 2 e ;  S taf f  Ex. 6 4 4 ) .  

227. Becaure ChirteCh i r  not divirionalized, Clarrtech a11o- 

c a t e r  general  and adminir trat ive/other  cxpcnrcr ,  i n c l u d i n g  rerearch and 

development expense$, to  i t s  horizontal orc i l la t iag  furnaces on the barir o f  

the  proportion of  the raler  o f  thir  type o f  furluce (calculated on a percent- 

age completion barir) t o  the company'r to ta l  raler o f  a l l  type,  o f  furnace. 

d u r i n g  a given reporting period. (TR 330-31, 1297-98; S t a f f  Ex. 64-41. 

Factory overhead i r  allocated t o  a given furnace by m u l t i p l y i n g  the direct  

labor  f o r  8 ;iven furaace by a furnace abrorpt ioa  f a c t o r  (determined by 

dividing t o t a l  factory overhead by t o t a l  direct labor  f o r  a l l  furaacer  

mrmufacturiau d u r i l y  the reporting period). 
- 

(Staf f  Ex. 644). 

228. Clarrtech'8 f i r c a l  year begiar on July 1 o f  the preceding 

year and endr on June 30. (TR 294, 304). 
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229. OQ a percentage completioa barir ,  Clarrtrch'r t o t a l  aalee,  

grorr profit  OQ t o t r t .  r a l e r ,  and net prof i t  a f t e r  t a x  oa t o t a l  raler for  

f i r c a l  year 1975 through f i r c a l  year 1983 were ar  followr: 

c 

Fi8Cal Year Total Sale@ Grorr Prof i t  Net P r o f i t  After Tax -- 
1975 

/ 
1976 [ 

1977 

1978 

1979 

1980 

- - 1981 

1982 

1983 

"Total sa1c1" include o r l e r  o f  f u r n a c e s ,  curtorner service and r e t r o f i t  

s a l e s ,  and eater o f  prototype automotive bending porta. Crorr p r o f i t  on 

t o t a l  sales i r  calculated by rubtractin material ,  labor and overhead ewpenrcr 

5t-w total @ales. 1287-89; S t a f f  Ex, 64-11. 



*' 
Fi8C.1 Year 

1975 

1976 

1977 

1978 

Sal- of Hotiroatrl 
Orcillatorr i n  the U.S. Crorr Profit Net Profit A f t e r  Tax 

t F--- \ 

19 79 

1980 

1981 

1982 

1983 I 

\ 

t - . , .' . : *.: I. *. , .  ..:: . * 

IC' 

(TR 1289-96; Staff Ex. 64-21, Rarerrch and developmeat expeaaer aad pateat- 

related expenoer f o r  which Clrrrteeh received rebburrement froo the Ncbster,  

I 

Nitschke 6 Larimer Prrtaerrhip (94, N & L Parenerrhip") are not reflected i n  

these profit figurer. (TB 1312). 
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231. Ikr ptoportioa o f  Ch88teCh'r t o t a l  furnace ralcr a t t r i b u t -  

able to r a l e r  o f  horizontal o r c i l l a t i n g  gtarr tempering furaacer t d t h i n  t h e  

United Stater  dutiag f i s c a l  year8 1975 through 1983, on percentage caapla- 

t ion b a r b ,  i r  o r  followr: 

F i r c a l  Year 

1975 

1976 

1977 

1978 

1979 

1980 

1981: 

1982 

1983 

Domestic O o c i l l a t o r  Sale8 A8 A % 
o f  Clarstech'r Tot81 Furnace Sale8 

(TR 1313-15; S t a f f  Ex.  64-3). 

232, Gllrreech i r  recognized ar  A leader i n  ehe glosr tempering 

i n d u s t r y  by oehare i n  the g l a r r  tempering f i e l d .  (Wscrsk Dcp., Ch88teCh Ex. 
.- 

51-4, a t  37). 

51 



* 233. In recrnt years, Clarrtech har increared the efficiency of c -  

i t s  plant and rubrtratially reduced the lead tiam required for production 

of new furnaces. (TR 666; TR 414). 

234. Clarrtech prmoter i t a  productr, i n c l u d i n g  horizontal 

orc i l la t ing glarr tempering furnacer, through AdVettirementr i n  more than A 

half dozen trade publications distributed i n  the United Stater.  (TR 401). 

Clarrtech a180 rttendr and promotes i tr  tempering e q u i p n t  a t  trade rhowr -. 

i n  the United Stater and Europe. (IR 4 0 1 4 2 ,  421). 

235. Between J u l y  1 ,  1983, and k z c h  31, 1984, Clarrtech rpcnt 

o n  research and development. (IR 298; Clarrtech Ex. 2 3 ) .  

236. Between J u l y  1, 1983, and March 31, 1984, complainant 

spent 

ment . 

into 

on equipment for manufacturing and research and develop- 

(IR 297; Clarrtech Ex. 23).  

237. ChrrteCh'r rerearch and development ef forts  are divided 

two area#, advanced engineering and p r o d u c t  development. Advanced 
, . .  

engineering attempts t o  develop nev conceptr and than carr ier  there con- 

cepts through variour rtager of experhentation and developrnent. Once it  

i r  determined that a concept can be developed into a c-rcial p r o d u c t ,  

t h e  product davelopment area attempt, t o  refine t h e  product 80 that Chrrtech 

can introduce it i n  the marketplace. (TB 316-17, 1307-08). 

- 
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236. In December, 1971, Harold McWrter, Noman Nitrchke and 

Frank Larimer formab.r partnerrhip (the "H, N 6 L Partnerrhip") which war 
t 

to  act a r  a patent h o l d i n g  group. The partnerrhip war to finance the develop- 

ment work oL Clarrtech and t o  g r a n t  cxclurive licearer t o  Clarrtech t o  aanu- 

facture glarr tempering ryrtemr covered by patentr owned by the partnerrhip. 

(TR 163; Clarrtech Ex. 1).  

239. A t  the tima of the formation o f  the M, N 6 L Partaerrhip - - _  

i n  1971, McPkrter, Nitschke and Larimer were the ovnerr of ChrOteCh. ('fa 

172). I n  approximately 1979, Steven Nitrchke and Stan Joehlin acquired an 

ownerrhip interart i n  Clarrtech and were included i n  the l4, N 6 L Partner 

oh'ip on a prorated barir. Only memberr of tha M, N 6 L P8rtmr8hip were 
c 
ownarr of Clarrtech and the percentage participation of an individual i n  

the partner rhip remained equivalent t o  h i 8  percentage owaerrhip of Clara- 

tech. ?TR 172). In J u l y ,  1983, Clarstcch reorganized to broaden i t r  owner- 
$ 

s h i p  bare eo that the number of stockholderr increared from five t - (TR 
687, 690-91) . 

240. Beginning i n  1971, t h e  M, N 6 L Partnerhip catered into 

Licenring agreementr w i t h  Chr8teCh under which C1arreech war granted t h e  

r i g h t  to mh, ure and re11 certa in  horizontal glarr tempering furnacer. 

Under there 1Genring agteerentr,  Clarrtech war permitted t o  grant rub- 

licearea t o  putcharerr of  l icearad furnacer and required t o  c o l l e c t  and 

remit t o  the l4, N 6 L Partnerrhip royalty paymeat8 from the rublicenrer. 

Under a conrolidated License -&reement between the kf, N Q L Partnerrhip' and 
- 
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~ l a r r t e c h  entered into i n  December, 1977, Clarrtech vas granted an exclur- 

i v e  -1icenre to  manufacture, ure and sell furnrcer covered by the '711 pateat. 

(Clarrtech Ex. 2 ,  3, TR 1327).  

. .  
c 

* -  

241. U n t i l  September, 1983, Clarrtech acted ar a col lect ion 

agent f o r  the X,  N & L Partnerrhip w i t h  respect t o  royaltier paid by curtomerr 

i n  connection v i t h  the purchase of  glass tempering futnacer from Clarrtech. 

In computing i t a  ra le r  and ptof i t r ,  Clrrrtech d i d  not t reat  such royalt ier  . 

ar income to  o r  an expenre o f  Clarrtech. (TR 332-333, 1311). 

2 4 2 .  I n  September, 1983,  the X ,  H & L Partaerhip rold t h e  

patent rightr owned by the partnership ( i n c l u d i n g  the rightr to  t h e  '711 

patent) to  Clarrtech. 

-of vhich har been paid to  date w i t h  the reminder to  be paid over 

Clarrtech purcharred the patent r i g h t 8  for  

the next (TR 259-60). As a rerult o f  thir  rale ,  Clrrrtech i r  

entit led to  all royalties on contractr f o r  horizontal glasr tempering futnacer 

entered into af ter  July 1 ,  1983, and Glaretech w i l l  own any additional inven- 

t ions  developed a t  Clarrtech.  (TR 172,  174) .  T h e  X ,  N & L Partnerrhip 

remior entit led t o  royaltier on contract8 executed prior t o  J u l y  1, 1983. 

(TR 258, 334). 

243. U n t i l  September, 1983, the X, N & L Partaerrhip rebburred 

Clarrtech for rerearch rad development expearer iacurred by Chrrtecb which 

related to  the  davelopaent of new techaotogy. (TU 1303; 257-2581. Clarrtech 

war not reimburred for rerearch and development expearer re lat iag t o  the  

- 
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v 
additional developuE, refinement, o r  engineering o €  exirting technology t o  

provide a more cot~mercirlly rrleable product, nor wa8 it reimbursed f o r  the 

coat o f  providing f a c i l i t i e r  for  the development of new technology. (TR 

1303; TR 258). 

244. Between J u l y  1 ,  1979, and June 30, 1983, Clarrtech rpcnt 

approximately -oa research and development, of which 

-war ultimately paid by the war ultimately paid by Clarrtech and 
. 

H, N 6 L Partnership. (TR 1300-03, S t a f f  Ex. 66). 

245. U n t i l  September, 1983, the If, N & L Partnership reiPlbureed 

C1arrtech for a11 patcnt-related expcaditurar made by Chrr t tch  i n  coaaectioa 

w i t h  patents and patent aplicationr owed by the pattnarrhip o r  the partner- 

ship's individual members. (TR 258; TR 3 3 3 ,  1327). 

2 4 6 .  W n t i l  J u l y  1 ,  1983, a l l  patents relating t o  developcntr by 

Clasoeeck personnel were owned by the partnerrhip o f  nf;ll.rter, Nitrchke 6 

Latimer. (Tr 191-2). 

247. U n t i l  Yuly 1 ,  1983, the partnership of HcMartsr, Nitrchke 6 

oIPeeteL a11 royalt ier  generated by the patent8 due to Clarrtech 

248. me Mchreer,  Nitrchke L L a r h e t  parenerrhip r t i l l  receiver 

roy~le iacr  on ~~t~~~~ now omad by Glaretech. (101 258). 
I -- 



249. Clrrrtech entered i n t o  r ten-year exclurive license w i t h  

I n d r l  f o r  the 8alr  of orci l l r t ing tempering ryrtemr greater t h a n  60 incher i n  

w i d t h .  (TR 177-9). _,_ 

-z 

( .  

250. During the ten-year exclurive liccnre w i t h  I n d r l ,  Clarrtech 

engineered and rold to other8 non-orcilhting, remi-continuour furnrcer f o r  

architectural glarr that war greater t h a n  60 incher i n  w i d t h .  (TR 179) .  

251 .  The exc,lurive license arrrngement beeween Clarrtech and 

I n d r l ,  combined w i t h  Inda.lir fai lure to expand i t s  tempering operatioar i n  the 

United Stater beyond four locationr, prevented Clarrtech from rel l iag  more 

-. 

oscil lat ing tempering system8 greater t h a n  60 incher i n  width  d u r i n g  t h e  

period 1975-1983. (TR 283-6, 286). 

252 .  I n  a d d i t i o n  to orci l lat ing furnacer covered by the '711  

patent, Clarrtech mrnufactuses and sella non-orcillating tempering equipment. 

(TR 318-9). 

253. Clarrtech'r f a c i l i t i e s  included a Research and Development 

department which war at  h a r t  partial ly engaged i n  the improvement of Clars-  

tech'r h o r i z o n t a l  ro l le r  hearth furnace. (IR 171-72). 

254. Pr ior  t o  J u l y ,  1983, C1181tcch d i d  not ova any o f  the  

frui ts  of i t a  Rerrrrch and Development department. (TR 171-72). 
c 

255.  The parenerrhip reirburred Clrr r tech  f o r  d i r e c t  c o r t r  

related to the Research and Dtvalopaeat eadarvotr and ia exchroga, ownerrhip 
-_. 

o f  the patent rights verted i n  the prrtaerrhip. (TR 257-58, 334). 
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256. In 1983, Ford Hotor Company analyzed samples of glarr 

tempered by Classtec~' Tamglass, Hordir and Hroczek for opt ice1 c larity and 

strength. Ford gave the highest rating to the samples tempered on the 

Classtech horizontal oscillating furnace at Tempglass, Lnc. (TR 534-36). 

% 

257. Batch tempering vith the oscillating horizontal roller 

hearth tempering system ended the marketing of new vertical glass tempering 

equipment, although many vertical units still are in operation today. (TR -.. 

956; TR 390-91; TR 529; TR 125-26; TR 819-20). 
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INJURY - P. 

' 
258. Tamglass has  one p l a n t ,  located i n  Tampere, F i n l a n d ,  

v h i c h  manufactures horizontal o s c i l l a t i n g  glass tempeting Systems, (TR 897; 

- 7 . .  

259. Tamg1ass ha s  e x p o r t e d m o r i r o n t a l  o s c i l l a t i n g  g l a s s  

tempering systems, manufactured i n  Finland, t o  the United States.  (Classtech 

Exs. 41 and 12; TB 914; 976). I n  November, 1983, Tamglass rigned a contract  

vith Empire Class o f  New York, New York, f o r  the sale of  another horizontal 

o s c i l l a t i n g  glass tempering system. (Classtech Ex. 46-6). 

260. The quality o f  the tempered glass produced by a system i s  

P r i c e ,  df primary importance t o  purchasers o f  g l a s s  tempering systems. 

rnaintenance/scrvice and d e l i v e r y  a r c  a d d i t i o n a l  f a c t o r s  t h a t  purchasers 

weigh i n  choosing 8 glass tempering system. (Shav Dep., Tamglass Ex. 56, a t  

9 ;  Mroctek Dep. ,  Classtech Ex. 51-4, a t  9-10), 

261. G l a s s t e c h ,  Tamglass, Sack and Mroctek, Lnc. a r e  t h e  

principal competitors i n  the United S t a t e s  for  s a l e s  of  horizontal o s c i l l a t -  

i n g  glass tempering furnaces. (IR 484; 402, Mroctek Dep. ,  Classtech Ex. 51-4 

a t  7-81 

262 * Htocrek, Knc. o f  Vancouver, Washington, ha8  sold- 

horizontal o s c i l l a t i n g  futnacer wi th  hearth widths o f  40 ,  60 and 04 incher i n  

the Uni ted  S t a t e s  since 1980. (Hrocrek Dep., Cla88t+Ch Ex.  51-4,  a t  6 ,  

30-31). A t  present, Mroczee Knc. ha# the capabi l i ty  t o  manufacture 

horizontal o r c i l l a t i a g  glarr  tempering system8 per year. (Mroctek Dep. ,  

Clasrtcch Ex. 51-4, a t  6) .  
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w i t h  hearth vidthr o f  84 incher i n  the United S t a t e r .  ( S t a f f  E x .  7 ,  a t  

264. Steve Palmer of  California ha8 s o l d m h o r i z o n t a l  orc i l -  

(S ta f f  lacing furnacer w i t h  hearth widthr of  48 incher i n  the United Stater.  

Ex. 7 ,  a t  3 ) .  

265.  Wordis Brotherr ,  Inc. o f  Hoorertown, New Jersey ,  har 

conrtructed several horizontal osc i l la t ing furnace8 w i t h  hearth widthr of 60 

or 84 incher for  i t s  own factorier  i n  the United Stater .  (Staf f  Ex. 7 ,  a t  4 ;  

Hroczek Dep., C1a88teCh Ex. 51-4, a t  33-34). Hordir ha8 offered to  sell  a 

horizontal osci l lat ing furnace to other8 i n  t h e  United Stater .  (TR 402). 

266. Berlyne-B.iley, a firp bared i n  England, 8 0 l d  a horizont.1 

osc i l la t ing furnace i n  the United Stater  to General Clara. (TR 500) .  Thir 

furnace never produced coaunercially acceptable glarr . (TR 510-511, 513; Shaw 

Dep., Tamglarr Ex. 56, a t  16; Smith Dep., Glarrtcch Ex. 51-10, a t  11). 

267. Selar Corporation of America ha8 rold horizontal osc i l la t -  

i n g  furnaces i n  the United Stater ,  b u t  i s  no longer active i n  the United 

Stater.  (TR 484; Hroczek Dep., Cla88teCh Ex. 5 1 - 6 ,  a t  32-33; S m i t h  Dcp. ,  

C h 8 t e C h  dx. slo1OI a t  14; S t 8 f f  EX. 7 a t  8 ) .  A horizontal O r C i l h t i n g  

furnace unufaqgured by Selar for Viracoa ha8 never been ruccerrfully opcr- 

ated. (TR 512-14). 

268. @of t h e I $ v e r t i c a l  and horizontal g h 8 8  tempering 

eyrtemr that have been rold bFMroctek, Inc. have been rold to  curtomerr that 

had previourly purchased a glarr tempering ryrtem from Hroczek. (Xroczck 

Dep., C1arrtech Ex. 51-4, a t  12-13) .  
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269. Between 1975 an the end of  1981, Clrrrtech made the follow- 

ing  r-aler o f  horiiontal O O C i l h t i n g  glarr tempering furnace# i n  the United 
c % 

Stater:  v - .  

Furnace Width/  
Th ickoer r Contract- 

Cu I tome r Delivery Capabilit Price Ro a l t i e r  - ---- . . -.Y _.-e - -- . .------- 

270. Ch8rtach did not enter into any contract8 for the 0.h of 

horizontal orc i l la t ing glarr tempering furancer i n  the United State8 d u r i n g  

1982 or 1983. (TR 396; S t a f f  Ex. 5 2 ) .  
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271 

Stater .  (TR 396; 

Since January 1, 1984, Clarrtech har signed contracts for 

horizontal o r c i l  rating furnaces t o  curtomerr i n  the United 
'p 

ClArrteCh 5 2 ) .  Of the contracts rigned by Classtech 

in 1984 for  the r a l e  o f  horizontal o r c i l l a t i n g  furnacer, 806 i r  f o r  o r a l e  

t o  C1arrtanp, a company owned by Clarrtech, and the others are fer saler t o  

396-99; S t a f f  EX.  

63). 

272 .  In some instances, Glasstech ha8 made price concesrioar t o  

m e t  cmpetit ioo.  (TB 492). Such concesrionr have generally bean i n  the 

range of  f ive  percent of 

concessions a r e  made more 

cornpetition from importr. 

the i n i t i a l l y  quoted price.  (TR 492-93). Such 

frequently now than i n  the e a r l y  1980'8 because o f  

(TR 5 5 0 ) .  

273.  Classtech' s price for the 84-inch horizontal o r c i l l a t i n g  

furnace w i t h  4-millimeter Capability i e  contracted t o  eel1 to on 

March 12 ,  1984, was inclusive o f  a11 royal t ier .  ( S t a f f  Ex .  

63, a t  18; TR 592) .  Clasrrssh ant ic ipates  A prof i t  of  approximtely 

percent on t h i s  sa le.  (TR 680-8i). T f  the formula that hard bean ured by 

Glaretech for pricing &%-inch k?rizora o s c i l l a t i n g  furnacar 001d to  Temp- 
* 

glare  had baea ured ia pricing the furnace the furnace wuld 

kava bean p r i c s d  a t  approximate%y b e f o r e  the i n c l u s i o n  o f  - 

tely ~ 9 8 2 ,  Glarsrtech hao adopted a policy 

o f  quoting A t o t a l  priceI which includes all royaltire, t o  i t s  cumtomera 
- 



the prereat tin, ia pricing itr horizontal orcillating furnaces, Glarrtech 

generally includrr A royalty fee equivalant to 6 pecent o f  the cost o f  

tha eqkpwat to ba rold. (TR 666). Prior to 1982, royaltier charged in 
.L- 

connection with raler of horizontal orcillating furnacer were 8ubrtAntially 

higher than m percent. (TR 666). Clarrtech believer that the present 

1 percent royalty is CeAOOnAbh both to meet competition and in view of 

the age o f  the technology. (TR 666). 

275.  Tamglarr io Classtech's foremost competitor in the United 

Stater f o r  r a l e r  o f  horizontal oscillating furnacer. (TR 491, 666-67). 

276. T~mglarr ha0 mold the following horizontal orcillating 

glarr tempering ryrtemr in the United Stater under the following termr: 
* .  

Cua tomer 

con t rac t Furnace Width/ 
Date (Year Th icknerr Tamg lrr 8 

o f  Delivery Capability - Price Financing 
- .- - 
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Curt- - 
Contract Furnace Width/  
Data (Year Th ic  kne 8 r 
o f  Delivery Capab i 1 i t y  Price 

Tapg 1 ass 
Financing - 

i 

- .- 

(Tamglarr Ex. 62-72, TR 976, Clarrtech Exr. 46-2, a t  20, 46-5, a t  8 3 ,  49-6, 

a t  119, 127-128 and 4 1 ) .  

277. Ln January, 1981, T a q l a r r  OY moved one o f  eheir employcar, 

Seppo T i i t t o ,  t o  Pittrburgh, Pcnnrylvaaia, * f o r  t h e  purpose of inctarriag 

Tamglarr' rarkot  peaatrat ion i n t o  the N o r t h  American market. (TtS 950) .  
.. 

278. La 1981, He. T i i t t o  o f  Tamglarr retaiacd InfoSourca, Lac. 

to conduce a rurvay o f  the North- b a r i c a n  market for safety g l r r s .  (TR 951; 

Clarrtech Exr. 38-1, 38-21. A t  Hr. T i i t to ' s  request, the LnfoSoutce rtudy 

63 



included a competitive profile of  o n l y  one competitor, TMglar r '  "key comprti- 

6'ion" i n  North h r i c r ,  Clar~tech.  (TR 951-53; "Clarrtach Exr. 38-1, 38-2, a t  

3 ) .  cc Lnfocutioa concerning Clarrtech war coopiled by eaployeer of LnfoSource 

who arranged interviews w i t h  C1arrtech rrprerentativer under the pretext of 

representation of a potential purcharer for Glarrtrch. (Claastech Ex. 38-6; 

TR 954-56). 

C .  

N. 

279. T~mglarr expectr to  inr ta l l  -emperin$ ryrtemr i n  the 

T h i o  estimate includer the system . United Stater during 1984. (TR 969, 990). 

that Tamglarr ha# 801d t o  Labrador and Empire. 

280. Tamglarr o f f e r r  t o  arrange f inancing from commercial 

Finnish bank for U.S.  putcharerr O f  Tamglarr tempering ryrtemr. (TP 981-83). 

A t  prerent, Tmglarr offerr  financing f o r  s e r c e n t  o f  the machinery price a t  

an interest rate between m a n d g p e r c e n t .  The loan would run for four years 

i f  the machinery price i r  lerr than mB and for f ive year8 i f '  the 

machinery i r  priced a t  m r  more. (TR 982-83). 

281. The following U. s .  putcharerr o f  Tamglarr horizontal  

osc i l la t ing furnacer have availed themrelver o f  financing arranged by Tamglarr 
1 

28& Tamglarr, Inc. placer monthly a d v e r t i r e ~ n t r  for  i t 8  g h r r  

tempering furlucer i n  U. S. glrrr trade journdr.  During 1983, reprarrntativeo 

o f  Tamglarr, Inc. attended tvo glarr  i n d u r t q  trade rhovr in the United Stater .  

(S ta f f  ex. 5 a t  11) .  
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283. In 1982, T m g l a r r ,  Xnc. rpent on advertiring 

and p r m t i o o r l  a c t i v i t i e r  i n  the United Stater  relating t o  glrrr  tempering 

furnicer and, dur ing  the f i r s t  nine wnthr of 1983, Talsglarm, Xnc. spent 
' .  --- 

-on ruch a c t i v i t i e r .  ( S t a f f  ex. 5 ,  a t  11-12). 

284. T . P g h r 0  har employeer located i n  the United Stater  who 

service Tmglarr horizontal o r c i l l a t i n g  g l a r r  tempering furaacer. (TR 924; 

Show Dep., Tamglarr Ex. 56, a t  41-42; S m i t h  D:C, Clarrtech Ex. 51-10, a t  

21-22; Riley Dep. ,  Tamglarr Ex.  86,  a t  49-51). 

285. I n  1983, v ir tual ly  a11 sales made by Tamghrr, Lac. were 

o f  horizontal o r c i l l a t i n g  glass tempering ryrtem. (TP 987). 

286. Mr. b r e i ,  director  o f  Tamglarr ' engineering divir ion,  

conriderr Tmglar8 '  horizontal o s c i l l a t i n g  glaer  tmpering burinerr i n  t h e  

United S t a t e r  t o  be p r o f i t a b l e .  (TR 912) .  Tomgl80S doer not maintain 

records vhich ohov p r o f i t a b i l i t y  i n  terrnr o f  individual systems o r  market@. 

(TR 912-13). 

287. Tamglarr CIR produke approximate1 horizontal o e c i l l a t -  

i n 8  glasr  tempering ryrtemr per year i t r  Tamper& plant depending up:a the 

6ize and specif ication6 o f  the r y r t  i n  quertioa and arrudng a11 of the 

plant'r capacity vas devoted t o  the production of ruch system. (TR 898-99, 

919). Bistorlkeally, eo ne, of the capacity of the Tampare plant 

has b r a n  devoted eo the  produceion o f  l a a i n a t i a g  equipment. (TR 899) .  

fmglrrr axpactm t o  p r d u c  baotiraweal orccillatin g h 8 S  ecrsrpering ryrtem 

during 19fM. ('fa 920). 
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288. Since 1979, there has been only  one instance on which 

T a g l a s s  has beea unable to negotiate an acceptable date for delivery of A 

horiiontal oscillating glass tempering system to a U. S. customer. (TR 
. 

" 

289. Tamglass intends to continue to sell  horizontal oscillat- 

ing glass  tempering system8 in the United States as long a8 there is a demand 

for such systems in the United States. (TR 914). 

290. Tamglass eetimates that approximately m e r c e n t  of the -.. 

horizontal oscillating glass  tempering systems installed in the United States 

in 1984 will be manufactured by Tamghsr. (TR 1007). T ~ m g h s 8  believes that 

m it has to increase its market share in the United States above its curren 

pkrcent share in 1985 if it is to maintain the level of business it experi- 

enced in 1984 because fewer systems will be installed in 1985. (TR 1007-08). 

291. Tamglass has formulated a strategy directed at increasing 

its market share of horizontal oscillating glass tempering systems. (TR 

1008). In accordance with this strategy, Tamglass is hiring a sale8 trunager 

to vork with Hr. Tiitto on U, S. furnace sales. This sales manager will 

concentrate on finding and keeping in contact with prospective furnace 

customers. (TR 1010). 

horizontal oscillating glass  tempering furnaca to be installed in tha United 

States. (Show Dcp., Tamglass Ex, 56, at 12) .  In negotiating the t e r n  of 

sa le  for this furnace, Tamglais requested that Shaw CLASS permit potential 
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Tmglarr curtomerr t o  inspect the furnace once it  vaa operational. (Shav 

Dep., Tamglarr Ex. 56, a t  21). 
5 

293. ZlS- 1981 or  1982, Hroczek, Inc. found i t  necerrary t o  o f f e r  

financing t o  i t s  curtomerr i n  order t o  compete w i t h  Tamg1arr. (Mroczek Dep. ,  

Clarrtech Ex. 51-4,  a t  10-12). A t  that  t h e ,  curtomerr advired Mroczek, I n c ,  

that Tlrmglarr war offering 60 percent financing a t  9-1/2 percent interest  

over a five-year period 

(Mroczek Dep. , Clarrtech 

financing a t  12 percent 

t o  purcharerr o f  horizontal o r c i l l a t i n g  furnacer. 

Ex. 51-4, a t  11-12). Hroczek offered 50 percent 

for eight yearr i n  rerponre t o  the financing t e r m  

offered by Tamglaar. (Mroczek Dep., Clarrtech Ex. 5 1 4 ,  a t  12).  

294. In 1981 o r  1982, Mroczek, Inc. rubdtted a proporal for  a 

hbrizontr1 o r c i l l a t i n g  glarr tempering ryrtem t o  E d v h  J. Berkowitz. Berkovitt 

re jected Mroczek'r r a l e r  proposal and purchared a horizontal o r c i l l a t i n g  ryrtem 

from Tmg l a r r .  (Mroczek Dep. ,  Clarrtech Ex. 51-4, a t  15). Mroczek a180 

eubaitted a proporal t o  Guardian Indurtrier.  Guardian ultimately purchased a 

horizontal o s c i l l a t i n g  ryrtem from Tasglarr. (Xrocztck Dcp., Clarrtech Ex. 

51-4, a t  16). 

295. G l a r r t e c h  har 1 0 8 t  one r a l e  t o  Mroctck--the $ale o f  a 

60-inch vide horizontal o s c i l l a t i n g  g l a r r  tempering ryrtem t o  California Clara  

Dirtributorr.  (Mroczek Dep., Clarrtech Ex. 51-4 ,  a t  13, 22). Chrrtech 

probably Loot thio rale becaure o f  t h e  rpacial  f iarncing tarmr offered by 
c 

Mroctek i a  rerpoara t o  financing temr offered by T a q l a r r .  (Mrocttk Dep., 

Clarrtech Ex. 51.4, a t  13) .  
.. . 
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296. The i n i t i a l  inrt inct  of Shaw war t o  go back to  Tamglarr 

wheq i t  decided t o  pugchare i t r  second horizontal o r c i l l a t i n g  furnace i n  

October, 1982. Shaw already 

was familiar w i t h  the T m g l a r r  furnace. Shaw heard about Mroczek by accident 

and eventually putchared a furnace from Hroczek rather than Tmglarr.  (Shaw 

Dep.,  Tmglarr  Ex. 56, a t  62). 

(Sh- Dep., Tamglaro Ex. 56, a t  39-60, 56, 62). 

297. A c r i t i c a l  f a c t o r  i n  Labrador'r d e c i r i o n  i n  1983 t o  

purCh88e a horizontal o r c i l l r t i n g  furnace from Tamglars rather than Sack waa . 

Tamglarr' ruperior technology. (Smith  Dep., Clarrtech Ex. 51-10, pp. 17-19). 

I h c  pricer quoted by Tlmglarr, Sack and Xroczek were very clore .  (Smith 

Dep., Clarrtech Ex. 51-10, a t  14, 20). 

298. Both Tamglarr and Sack offered t o  a r r i s t  Labrador Class 

w i t h  financing for the purchrre o f  a horizontal o s c i l l a t i n g  furnace. (Smith 

Dep., Clrsrtech Ex. 51-10, a t  20). Tamglarr provided Laborador with financ- 

i n g  f o r a p e r c e n t  o f  the purchase price a t  -percent per year for f i v e  

years .  ( C l a s r t c c h  Ex.  46-10, a t  219-40).  When Labrador purchared i t s  

furnace i n  October, 1983, the financing package offered by Tamglard was t h e  

most favorable financing packaging available to Labrador. (Smith Dep.,  

Clarrtech Ex. 51-10, a t  20). 

299. In June, 1983, Tamglass quoted a price o f  approximately 

furnace wi th  the C8p8bility t o  taper three millimeter g l a i s .  (Clrrrtech Ex. 

45-91. Clarrtech provided w i t h  a verbal quote ia  the 
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range of an 84-inch horizontal oscillating furnace capable of 

handling on.-eiehth inch g larr.  (TR 4 7 2 - 4 7 4 ,  5 5 7 - 5 8 ,  559). 
--. 

ha8 not purchased a furnace and may be c'uosing its plant. (TR 4 7 4 ) .  

300. The Tamglass price for a horizontal oscillating furnace in 

the United Stater vith an 84-inch wide hearth ir now approximately 

below the Cla88teCh price for t h e  same type and size furnace. (TR 5 4 4 ,  

4 7 2 - 4 7 4 ,  546-47 ,  550-552 ,  5 5 7 - 5 9 ) .  

301. On January 31, 1984, Classtech submitted a sales proposal 

to Carroll Class in Wellington, Kansar, for a 96-inch wide horizontal oacil- 

l a t i n g  g lass  tempering furnace at a price of (Classtech Ex. 

302. On December 2 9 ,  1983, Tamglasr submitted a sales proposal 

t o  f o r  a 96-inch v ide  horizontal oscillating glass tempering 

furnace at a price of (Clasrtech Ex. 4 5 - 5 ,  at 35, 43, 52). At 

purchaeed a horizontal oscillating glarr tempering system from Tamglass. 

(TR 964-59;  Cla~rtech Ex. 45-5, at 3 5 ) .  Hr. Sumelius, president of Kyro AB, 

authorized Tamglass to serpke this offer to invest in 

(TR Iotsl.). Temgldpmr recently received authority from Finland to make a 

capitol i.nver at of approximately i n  another prorpective purcharer 

of a horitesral  oscillating glass tempering r y r t e ~  in the United Stater. 

1OQ2-04 lB24-2Si). 

(TR 
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303. Since January 1, 1983, Tamglare has  submitted sales 

quota tione f o r  horizontal oscillating g l a r s  tempering furnaces to the 

follbing prospective customerr in the United States: 
c 

-. . 
Prospective Customer 

_. -. 
Date of Proposal Furnace Width - . -. 

I 

304. At the present time, Tamglass has a serious inquiry 

regarding the possible purchase of a horizontal oscillating furnace from a 

firm that had previously purchased a horizontal oscillator from Glasstech. 

(TR 998). 

305, Tamglass OY received a suboidy o f  Finnish marks 

f rom the Finnish government in 1974 to develop ita glare  tempering equipment. 

(Glasotech Ex.  27, 28, 29; Suorni Dep., Glasstech Ex .  51-12, at 2, 4). 

306. The direct cost to Tamglass of producing the 84-inch wide 

horizontal orcillating furnacae it imported into the United States between 

January 1, 19t9, and September 30, 1983, (converted to U. S. dollare on the 

baris sf the average value of the Finnish mark relative to the U. S. dollar 

during each of these years) was as follows: 
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Year - 
.v 

1979 
1980 

U n i t s  Direct Cost o f  
Produced Production -- 

Average 
Per U n i t  

1981 
1982 
1983 

(1st  9 00s . )  

( S t a f f  E x ,  4 ,  a t  5 -8 ,  Appendix D). Tamglass doer not a s  a matter o f  

internal accounting practice a l locate  indirect costs  t o  i t s  various opera- 

tions and products. ( S t a f f  Ex .  4 ,  a t  8 ) .  The real cost to Tamglass cannot ' -  

be detercnined based on the facts  i n  t h i s  record. 

307. I n  1 9 7 5 ,  Classtech's principal8 decided t o  accept an 

offer  from Lndal, L n c . ,  a Canadian corporation, under  which Xndal agreed t o  

purchase and b u i l d  a plant €or a Classtech horizontal o s c i l l a t i n g  glass 

tempering furnace and t o  make t h e  individual  p r i n c i p a l s  o f  C l a s r t e c h  

partners i n  the p l a n t  w i t h  a combined percent ownership interest  i n  the 

p l a n t .  (TR 176-77). Indal b u i l t  t h i s  glass tempering plant,  the Tempglass, 

Inc. plant,  i n  Perrysburg, Ohio. (TX 178). 

a 

308. The principals o f  the X, N 6 L Partnership sold t h e i  

percent interest  i n  the Tempglarr, Xnc. plant and t h e i a p e r c c n t  interest  

i n  the Taupg1rrr Weetern plant i n  Prewat, California,  t o  Xndal i n  1981. 

(TR 182 , 260, -261-62 ) . 
309. In 1975, Clarrtech and fndal entered into negotiation8 

regarding a horizontal g lars  tempering furnace f o r  the Tempglasrr, Xnc. plant 

t o  be b u i l t  by Xndal near Toledo, Ohio. Under the agreement signed by 
- -.- 
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C l a s s t e c h  and Terpglasr, Inc .  on December 1 7 ,  1975,  C l a s s t e c h  granted 

Tenpglasr, Iac. an exclusive - .  l icense t o  use i n  the United States Classtech's 

patents and technical infomation for  horizontal o s c i l l a t i n g  glass tempering 

furnaces for tempering glass i n  excess of  60 inches i n  w i d t h .  (IR 177-78, 

179; Classtech Ex. 581, 

t' 

310. Classtech's exclusivity arrangement vith Tempglass f o r  

horizontal o s c i l l a t i n g  glass tempering furnaces o n l y  related t o  furnaces for 

tempering glass more than 60 inches wide because Tempglass was targeting the 
.. 

architectural  market and that market was primarily concerned vi th  g lass  

wider than 60 inches. (TR 282). 

311. Under the agreement reached betwcen Classtech and Temp- 

glass Inc. on December 1 7 ,  1 9 7 5 ,  the tenu o f  the exclusive l icense granted 

t o  Tempglass, Lnc. t o  use Classtech's patents and technical infomation for 

h o r i z o n t a l  o s c i l l a t i n g  g l a s s  tempering furnaces f o r  tempering g l a s s  i n  

e x c e s s  o f  60 inches i n  w i d t h  v a r i e d  depending upon the  number o f  such 

06 * 

furnaces subsequently purchased by Tempglass, Inc. o r  other e n t i t i e s  i n  

which Indal held the majority of outstanding stock. (Classtech Ex. 58). 

S p e c i f i c a l l y ,  the agreement provided that  Tempglass, Knc. would receive a 

three-year exclusive l icense throughout the coatinental  United States  and a 

five-year exclurive license i n  Ohio, Xichigra, Indiana, I l l i n o i s  , Missouri, 

XOVI, Xinnerota and Wisconsin, which war subject t o  extcasioa,  as  detai led 

below, i f  Tanpglarr, Inc. o r  other eati t ies  i n  which Indal had a majority 

i n t e r e s t  purchased additional horizontal o s c i l l a t i n g  glass  tempering furnaces 

from Clasrtech w i t h i n  specified periods: 
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Number of  Additional 
Fu rnace Pu rc h a se s 

% *  < 
1 furnace uithin 3 years 

a f t e r  December"t7, 1975 

2 furnaces w i t h i n  4 years 
a f t e r  December 1 7 ,  1975 

3 furnaces w i t h i n  5 years 
a f t e r  December 17, 1975 

4 furnaces w i t h i n  6 years 
a f t e r  December 17 ,  1975 

Term and Scope o f  
Exc l u s  ivc License 

U n t i l  December 1 7 ,  1980, for U. S .  and 
December 1 7 ,  1982, for t e r r i t o r i e s  i n  
which furnaces arc located 

U n t i l  December 1 7 ,  1981, for U. S.  and 
December 1 7 ,  1983, for  t e r r i t o r i e s  i n  
which furnaces a r e  located 

U n t i l  December 1 7 ,  1983, for U. S .  and 
December 1 7 ,  1984, for  t e r r i t o r i e s  i n  
w h i c h  furnaces are located 

U n t i l  December 17 ,  1985, for U. S. and 
a l l  t e r r i t o r i e s  i n  which furnaces arc 
located 

(Glasstech Ex.  58). 

312. Pursuant t o  an agreement dated A p r i l  20, 1977, Tempglass 

Western, Inc. purchased a horizontal o s c i l l a t i n g  g lass  tempering furnace from 

Glasstech t o  temper f l a t  g l a s s  u p  t o  a maximufa vidth o f  80 inches  f o r  a 

plant i n  California.  (Classtech Ex. 60). 

3113. Pursuant t o  an agreement dated December 18, 1977, Tempglass 

Southern, Inc. purchased a horizontal o s c i l l a t i n g  glass tempering furnace from 

Classtech t o  temper f l a t  glass up t o  a maximum width  o f  80 inches for a plant 

i n  Texas, (Glasstech Ex. 59). 

314, Pursuant t o  aa agreement dated ? b y  23,  1979, Tmpglaso 

Eaitern,  Lnc. purchased a horizontal o s c i l l a t i n g  glars  tempering furnace from 

Glaostach t o  ttarper f l a t  g lass  up eo a maximum width  o f  80 inches for a plant 

in Georgia. (Clrclstech Ex. 61). 
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Wertern, Inc., and Tempglasr Southern, lnc. are fubridiarier of I n d a l ,  Lnc. 

(TR 146) .  
-e L 

316. Clarrtech's sales to Tempgla88 Wertern, I n c . ,  Tempglass 

Southern, Inc. and Tempglasr Eastern, Inc. extended the tern and scope o f  

the e x c l u r i v e  l i c e n r e  o r i g i n a l l y  granted t o  Tempglarr, I n c .  By May 23, 

- 

1979,  t h e r e  Tempglarr companies had acquired a n  e x c l u r i v c  l i c e n s e  from 

Classtech f o r  patent8 and t e c h n i c a l  information r e l a t i n g  t o  h o r i z o n t a l  

osc i l la t ing futnacer for tempering glass i n  excesr of 60 incher i n  width  (a)  
-. 

u n t i l  December 1 7 ,  1983, throughout the 48 contiguour, continental s t a t e r  of 

the United Stater  and the D i s t r i c t  o f  Columbia except Maine, New Hampshire, 

Vermont, Massachusetts, Rhode Island, Connecticut, New York, Pennsylvania, 

Delaware, Maryland and New Jersey. (Classtech Exr. 58, 61).  

317. A t  the time of  the signing o f  the original  purchases and 

licensing agreement between Tempglass, Inc. and Classtech i n  December, 1 9 7 5 ,  

the partier  to the agreement contemplated that Classtech horizontal 

o s c i l l a t i n g  furnacer would b e  b u i l t  f o r  Tempglarr p l a n t s  i n  t h e  United 

States.  (TR 524, 527) .  

318. The exclurive l icense from Classtech t o  Tempglaer relac- 

i n g  t o  horiroatal  o r c i l l a t i n g  glarr tempering furnacer war terminated by 

agreement ie &ptember, 1983. (TB 521) .  Clarrtech conceded approximately 

i n  royal t ier  i n  connection w i t h  the termination o f  the l icense.  

(TR 521,  523-24). 

3 19 Prior t o  ternination o f  the Tempglass exclusive l i c e n r e ,  

Irvin F i n t e l ,  the chief  executive o f f i c e r  of Tempglass, Inc. and divisional  

vice prerident for glarr a t  Lndal, Inc. ,  recommended against a purchase o f  a 
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f i f t h  horizontal o r c i l l r t i n g  furnace by  Tempglasr for the northeaet area. 

The Tempglarr, Xnc. plant in Perrysburg,  Ohio, vhich vas not running a t  

capacity, had been u r v i c i n g  that area,  and Hr. Fintel  vas not certa in  that a 
k-.- 

E i E t h  p l a n t  would be profitable i n  l i g h t  of  the number of horizontal furnaces 

t h a t  h a d  been and v e r a  being i n r t a l l e d  i n  ehe northeart  a r e a .  ( T R  5 2 6 ,  

527-28). Indal had not made a decirion whether or  not t o  purchare a f i f t h  

furnace or of the date it agreed t o  terminate t h e  licenee. (TR 526).  

320. Because Xndal chose t o  refrain from purchasing a f i f t h  _ _  

furnace and t o  invest i t s  capi ta l  i n  f ie lds  other than glass tempering a 

large part of the U. S. g l r s r  tempering market was l e f t  unattended by the 

Tempglass companies. (TR 283, 286). 

321. Tomglars, Sack and klroczek were given an opportunity t o  

enter the U. S .  horizontal o s c i l l a t o r  market because Tempglass d i d  not expand 

t o  meet market demand and Glasstech was unable to meet that demand due t o  i t s  

exclusive arrangement w i t h  TempglaEE. (TR 283-84, 2861, 

< 

322. Clarrtech probably lost  sales o f  horizontal o s c i l l a t i n g  

furnaces a t  In-Sol-Air Clara, Northwestern Industries and Virginia Class t o  

Sack, a furnace manufacturer based i n  the Federal Republic o f  Germany. (TR 

4 8 5 ;  S t a f f  Ex. 62). PPC i n  TeX.8 also  purchased a horizontal o s c i l l a t i n g  

furnace from Sack a f t e r  receiving a b i d  from Claortech. (TR 485: S t a f f  Ex. 

7 ,  a t  4). 
c 

323. Hroczek, Inc. i r  a d m e r t i c  manufacturer of  horizontal 

o s c i l l a t i n g  glarr  tempering furnacer. T h i r  company'r price8 a r e  approxa- 

matcly 25 t o  35 percent below thore o f  Classtech, Tamglaro and Sack. (Mroctek 

Dep., Clasrtech Ex.  51-4, a t  8-91, 
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324. Ctarrtech probably lort  sales o f  horizontal o s c i l l a t i n g  

furnacer to nrocrtk a t  California Distributors. Advanced Coatingr and Texas 

Temzqring. (IR 486; S t a f l  Ex. 62). 

325. I t  Labrador Clara had not purch8sed a furnace from Tamgtarr 

in  October, 1983, it would have purchared a furnace from Sack. (Smith Dep., 

Clarstcch Ex. 51-10, a t  2 3 ) .  

326. Prior t o  September, 1983, Classtech made the following 

proposals t o  each o f  the prospective customers l i s ted below: 

Prospect ive Date of  Type of Furnace Offered Price 
C u r t  omer Proporal by Clarrtech Quoted 
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Prospective Date o f  Type o f  Furnace Offered Price  
c u s t-qne r Proposal by Classtech Quoted 

(Classtech Exs.  44-1 ,  a t  1-3; 44-2,  a t  3, 8-9; 44-3 ,  a t  5 3 ,  56 ,  83-44; 44 -4 ,  

a t  89-90; 44-5 ,  a t  101 ,  105 ,  Ll3-14; 44-6,  a t  131-33; 44-7 ,  a t  L35; 44-8,  a t  

154 ,  159,  168) .  Each o f  these customers Later purchased an 84-inch o s c i l t a t -  

i n g  furnace from Tamglass. (Classtech E x .  41; TR 976).  

3 2 7 .  Betveen December, 1975,  and September, 1983,  Class tech  

could not s e l l  hor izonta l  o s c i l l a t i n g  g l a s s  tempring furnaces capable o f  

tempering g l a s s  i n  excess  o f  60 inches i n  w i d t h  t o  any customer i n  the  United 

S t a t e s  except Tempglass. (Classtech Exs. 58 and 6 1 ,  TR 521,  453) .  

328 .  In 1977 o r  1 9 7 8 ,  Shaw C l a s s  asked C l a s s t e c h  about  t h e  

poss ib le  purchase o f  an 84-inch w i d e  horizontal  o s c i l l a t i n g  furnace and was 

advised t h a t  Classtech could not provide the furnace t h a t  Shaw Glass required. 

(Shaw Dep., Tamglass Ex .  56,  a t  14) .  Shav Glass purchased an 84-inch wide 

hor izonta l  o s c i l l a t i n g  furnace from Tamglass i n  1978. (Tamglass Ex. 7 1 ) .  

329. Shaw Class  stopped purchasing tempered g l a s s  from Tempglass 

p r i o r  t o  Shaw's purchare o €  i t s  own g l a s s  tempering furnace because Tempglass' 

d e l i v e r y  times were too  long and Tempglass' prices were above those charged by 

o t h e r  tempered g l a s s  s u p p l i e r s .  (Shaw D e p . ,  Tamglass  E x .  5 6 ,  a t  4 5 - 4 6 ,  

5 1 ) .  

.- 
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3 3 0 .  Laborador Class S p e c i a l t i e s ,  an a r c h i t e c t u r a l  f l a t  g l a s s  

f a b d a t o r  and temperer located i n  Arizona, purchased an 84-inch vide hori -  

zontal  o s c i l l a t  i n g  g l a s s  tempering furnace from Tamglass i n  October,  1983. 

( S m i t h  Dep. ,  Classtech E x s .  51-10, a t  8-10; and 46-10).  Labrador vas i n t e r -  

ested i n  purchasing an 84-inch vide furnace and would not even consider a 

60-inch vide furnace,  ( S m i t h  Dep., Classtech Ex.  5 1 - 1 0 ,  a t  14-15). 

3 3 1 .  I n  1980,  when Labrador Class f i r s t  considered purchasing 

a horizontal  o s c i l l a t i n g  furnace,  Labrador sent a l e t t e r  t o  Classtech and 

received a Classtech brochure. ( S m i t h  Dep. ,  Classtech Exs. 51-10, a t  10-13; 

and 44-7) .  When Labrador again considered purchasing a horizontal  o s c i l l a t o r  

i n  August, 1981,  Labrador d i d  not contac t  Glasstech.  ( S m i t h  Dep. ,  Glasstech 

Ex. 51-10, a t  12-14).  

332. When San Jac in to  g l a s s  began inves t igat ing  the purchase o f  

a hor izonta l  o s c i l l a t i n g  g l a s s  tempering furnace i n  1981,  San J a c i n t o  consid-  

ered Class tech ,  Tamglass, Mroctek and S e l a s .  ( R i l e y  Dep., Tamglass Ex. 8 6 ,  a t  

16-18). San Jac into  decided aga ins t  purchasing a furnace f rom Class tech  

because o f  p r i c e ,  f inancing terms, and ease  o f  i n s t a l l a t i o n .  (R i ley  Dep. ,  

Tamglass Ex. 8 6 ,  a t  23, 30-32; Classtech Ex .  44-6, a t  134) .  

333. C1arrtech proposed and s u b m i t t e d  a quote on a 60-inch vide 

hor izonta l  0 r c i l l a Z i n g  furnace t o  S i n  J a c i n t o  i n  1981. (R i ley  Dep., Tamglass 

Ex.  8 6 ,  a t  23; C h a r t e c h  Ex. 44-46, a t  131-33). San J 8 c i n t o  decided t h a t  i t  

r e q u i r e d  an 8 4 - i n c h  w i d e  f u r n a c e .  ( R i l e y  D e p . ,  Tamglasr 8 6 ,  a t  1 1 - 1 2 ,  

21-22). 
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334. Ln 1981, San Jac in to  was c l o s e  t o  signing a contract  w i t h  

Hroczek for a 60-inch wide furnace when i t  decided t h a t  i t  needed an 84-inch 

vide furnace. (Ri ley  Dep., Tamglass E x .  86 ,  a t  2 1 - 2 2 ) .  A t  that  time Mroczek 

had not b u i l t  an 84-inch wide furnace and San Jac in to  decided t o  purchase 

from Tamglass rather  than purchase Hroczek's f i r s t  84-inch furnace. (R i ley  

Dep., Tamglass E x .  8 6 ,  a t  2 1 - 2 3 ;  Mroczek Dep., Classtech E x .  5 1 - - ,  a t  La). 

/ 

3 3 5 .  Three Rivers A l u m i n u m  Co. ( T R A C O )  considered purchasing a -- 

horizontal  o s c i l l a t i n g  system w i t h  a 60-inch wide hearth from e i t h e r  Classtech 

or Tamglass. ( S t a f f  Ex.  3 2 ,  Classtech E x .  44-83. 

336. TRACO purchased an 84-inch wide system f r o m  Tamglass, a t  a 

contract  p r i c e  o f  . (Classtech E x .  46-14) .  

3 3 7 .  C l a s s t e c h  had o f f e r e d  t o  s e l l  t o  T R A C O  a 60- inch  wide 

system for  $ 1 , 3 5 2 , 0 0 0 .  (Classtech E x .  44-61. 

338 .  I f  GLasstech had Lowered its p r i c e ,  TRACO would have 

purchased from Classtech ra ther  than Tamglass. ( T R  445) .  

339 .  Ciasetech i s  p r e s e n t l y  engaged i n  t h e  development o f  

s i g n i f i c a n t l y  improved tempering syrtmr which may render the current 

o s c i l l a t i n g  ryresP8 o f  Classtech and Timglrrr obsole te  j u r e  i 8  the v e r t i c a l  

eyoltemr were rendered obso le te .  (TR 180,  673-74 and 685). 

.- 
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I n  t he  ; l a t t e r  of 1 
) I n v e s t i g a t i o n  No. 337-TX-171 

C E R T A I N  C U S S  TE;.lPERING SYSTEIIS ) 
\ 

iJOTICE OF TILE A!ENDHENT OF AN EF3ONEOUS F I N D I N G  
O F  FACT AND DENIAL OF RESPOXDENTS' 

P E T I T I O N  FOR RECONSIDERATION 

AGENCY: U. S .  I n t e r n a t i o n a l  Trade C o m i s s i o n .  

XCIIIOii: Amendment of an  e r r o n e o u s  f i n d i n g  of  f a c t  and d e n i a l  of r e s p o n d e n t s '  
p e t i t  i o n  f o r  r e c o n s i d e r a t  ion. 

S U ~ C L U Y :  T h e  Conn i s s ion  has g r a n t e d  a mot ion  t o  amend F ind ing  of Fac t  276 
c o n t a i n e d  i n  t h e  i n i t i a l  d e t e r n i n a t i o n  (ID) on v i o l a t i o n ,  w h i c h  is now t h e  
C o n a i s s i o n ' s  d e t e r d n a t i o n  i n  t h i s  i n v e s t i g a t i o n .  This f i n d i n g  of  f ac t  w i l l  
now i n d i c a t e  t h a t  t v o  of  t h e  sa les  of  g l a s s  t emper ing  sys tems t h a t  were made 
i n  t h e  Uni ted  S t a t e s  by r e s p o n d e n t s  i n v o l v e  g l a s s  temper ing  sys tems t h a t  c a n  
produce 96-inch-wide tempered g lass  i n s t e a d  of  94-inch-wide tempered g l a s s .  

The Conn i s s ion  has d e n i e d  r e s p o n d e n t s '  p e t i t i o n  f o r  r e c o n s i d e r a t i o n  
because  t h e  C o t m i s s i o n ' s  r e l i a n c e  on t h e  e r r o n e o u s  f i n d i n g  o f  f a c t  i n  i t s  
o p i n i o n  on r enedy ,  t h e  p u b l i c  i n t e r e s t ,  and bonding was h a m l e s s  e r r o r  and 
because  the  r e s p o n d e n t s  had a n p l e  o p p o r t u n i t y  t o  c o r r e c t  the r e c o r d  b e f o r e  
t h i s  f i n d i n g  o f  f a c t  was r e l i e d  on by t h e  Conn i s s ion .  

?OR FURTHER INFORMATION CONTACT: Caro l  HcCue V e r r a t t i ,  Esq., O f f i c e  of  t h e  
Gene ra l  Counse l ,  U.S. I n t e r n a t i o n a l  Trade  Commission, t e l e p h o n e  202-523-0079. 

SUPPLEIENTXRY INFORMATION: On November 1 6 ,  1984,  the  Commission i s s u e d  a 
l i m i t e d  e x c l u s i o n  o r d e r  i n  t h i s  i n v e s t i g a t i o n  a g a i n s t  i n f r i n g i n g  g l a s s  
temper ing  sys t ems  produced by AB Kyro OY of F in l and .  Th i s  o r d e r  was based  on 
a n  unreviewed I D  by t h e  a d m i n i s t r a t i v e  law judge  t h a t  t h e r e  was a v i o l a t i o n  o f  
s e c t i o n  337 of  the  T a r i f f  Act of  1930 ( 1 9  U.S.C. 1337) .  A f t e r  c o n s i d e r i n g  
submiss ions  on remedy, the ? u b l i c  i n t e r e s t ,  and bond ing ,  t h e  C o r n f s s i o n  
d e c i d e d  t h a t  t h e r e  were no p u b l i c  i n t e r e s t  f a c t o r s  p r e c l u d i n g  i s s u a n c e  of  a 
l i n i t e d  e x c l u s i o n  o r d e r .  

Respondents  moved (Motion 171-30) f o r  amendment o f  F ind ing  o f  F a c t  2 7 6 ,  
which was r e l i e d  on by t h e  C o m i s s i o n  when i t  i n d i c a t e d  i n  a f o o t n o t e  t o  i t s  
o p i n i o n  t h a t  t h e  r e c o r d  d i d  n o t  s u p p o r t  r e s p o n d e n t s '  a l l e g a t i o n s  t h a t  t h e y  had 



2 

s o l d  in the United States glass tempering systens vith the capability O f  
producing 96-inch-wide glass  teapering systems. Respondents also petitioned 
for reconsideration of the Cornission's decision to issue its limited 
exclusion order because the Comission had relied on  an erroneous finding of 
fact. 

iopies o f  the Zomnission's Action and Order and all other nonconfidential 
docunents filed in connection with this investigation are available for 
inspection durin8 official business 'nours (8:45 a .a .  to 5:15 p.n.> in the 
Office or' the Secretary, U.S. International Trade Commission, 701 E Street 
X i / . ,  Washington, DC 20436, telephone 202-523-0161. 

3 y  order of the Conmission. 

Kenneth R. :fason 
Secretary 

Issued: February 7, 1985 



UNITED STATES INTERNATIONAL TRADE COkYISSION 
Washington, DC 20436 

1 
In the Matter of ) 

) 

1 Investigation No. 337-TA-171 
CERTAIN GLASS TENPERING SYSTEMS ) 

COPll4ISSION ACTION AND ORDER 

Procedural History 

On October 11, 1983, Complainant Glasstech, Inc., filed a complaint with 

the U. S .  International Trade Commission alleging violation of subsection (a) 

of section 337 of the Tariff Act of 1930 (19 U.S.C. $ 1337) in the unlawful 

inportation of certain glass tenpering systems including frictionally driven 

oscillating roller bearer furnaces into the United States, or in their sale, 

by reason of alleged (1) infringement of claims 39-42 of U . S .  Letters Patent 

3,805,312 ('312 patent), and ( 2 )  infringement of claim 1 of U.S.  Letters 

Patent 3,994,711 ('711 patent), the effect or tendency of which i s  to destroy 

or substantially injure an industry, efficiently and economically operated, in 

the United States. A notice of investigation was published in the Federal 

Register on November 16, 1983 (43 F.R. 52136). 

The conplaint and notice of investiaation named two respondents: (1) AB 

Kyro OY, a Finnish corporation, and ( 2 )  Tanglass, Inc., a Pennsylvania 

corporation that is a wholly owned subsidiary of AB Kyro OY. On June k, 1984, 

the parties stipulated that issues relating to the '312 patent were 
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dismissed from t h i s  investigation w i t h  prejudice against the complainant as t o  

the respondents b u t  w i t h o u t  prejudice t o  the introduction by  any party o f  

evidence relating t o  the '312 patent relevant t o  issues relating t o  the '711 

patent. 

On August 1 6 ,  1934, the administrative law judge issued an i n i t i a l  

Jetemination (ID) that there is a violation o f  section 3 3 7  i n  the iaportation 

and sale  o f  the glass  tempering systems under investigation. Respondents 

f i l e d  a petit ion for  review o f  the I D .  On September 17 ,  1984, the Commission 

issued a notice announcing i t s  decision not t o  review the I D  and establishing 

a deadline for f i l i n g  written submissions on the issues o f  remedy, the public 

i n t e r e s t ,  and bonding (49 F.R. 37858). 

After considering the submissions on remedy, the public i n t e r e s t ,  and 

b o n d i n g ,  the Conmission o n  November 1 6 ,  1984, issued a limited exclusion order 

against i n f r i n g i n g  glass tenpering systems produced by AB Kyro OY o f  Finland. 

The :ommission found that the public interest  i n  the a v a i l a b i l i t y  o f  g lass  

tenpering systems was n o t  strong enough t o  preclude issuance o f  i t s  remedy 

against the unfairly traded imports. 

On Decelnber 6 ,  1934, respondents f i l e d  a motion t o  amend F i n d i n g  o f  Fact 

2 7 6 ,  contained i n  the XD, because it is erroneous (Motion 171-30). I n  

addition, respondents f i l e d  a pet i t ion for recsnsideration o f  the issuance of  

the limited exclusion order,  pursuant t o  section 210.60 o f  the Commission's 

rules ,  because the Corjnrission had re l ied on Finding o f  Fact 2 7 6  i n  preparing 

footnote 4 o f  i t s  o p i n i o n  on remedy, the public i n t e r e s t ,  and b o n d i n g .  
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Act i o n  

Hav ine  r e v i e w e d  t h e  r e l e v a n t  r e c o r d  e v i d e n c e ,  i n c l u d i n g  Mot i o n  171-30,  

t h e  p e t i t i o n  f o r  r e c o n s i d e r a t i o n ,  a n d  t h e  r e s p o n s e s  b y  t h e  o t h e r  p a r t i e s  t o  

t h e s e  d o c u n e n t s ,  t h e ' C o n m i s s i o n  h a s  d e t e r m i n e d  t o  g r a n t  Mot ion  171-30 a n d  

amend F i n d i n g  o f  F a c t  276 t o  i n d i c a t e  t h a t  two U.S. s a l e s  o f  r e s p o n d e n t s '  

g l a s s  t e m p e r i n g  s y s t e m s  i n v o l v e d  s y s t e m s  c a p a b l e  o f  p r o d u c i n g  96-inch-wide 

t e n p e r e d  glass .  The i o m m i s s i o n  h a s  a l s o  d e t e m i n e d  t o  d e n y  t h e  r e s p o n d e n t ' s  

p e t i t i o n  f o r  r e c o n s i d e r a t i o n  b e c a u s e  r e l i a n c e  o n  F i n d i n g  of  F a c t  276 vas 

h a r m l e s s  e r r o r ,  r e s p o n d e n t s  had ample  time t o  c o r r e c t  t h e  r e c o r d  b e f o r e  t h e  

C o m i s s i o n  r e l i e d  on  t h e  f i n d i n g  o f  f a c t  i n  q u e s t i o n ,  a n d  b e c a u s e  r e a d y  

a v a i l a b i l i t y  or' 96-inch-wide t e m p e r e d  g l a s s  f rom o t h e r  e x i s t i n g  s u p p l i e r s  

p r e c l u d e s  t h e  i s s u a n c e  o f  a n  e x c l u s i o n  o r d e r  o n  t h e  b a s i s  o f  p u b l i c  i n t e r e s t  

f a c t o r s .  

O r d e r  
I 

A c c o r d i n g l y ,  i t  i s  h e r e b y  ORDERED THAT-- 

1. N o t i o n  171-30 is g r a n t e d ;  

2. R e s p o n d e n t s '  p e t i t i o n  f o r  r e c o n s i d e r a t i o n  i s  d e n i e d ;  and 

3. The S e c r e t a r y  s h a l l  s e r v e  c o p i e s  o f  t h i s  A c t i o n  a n d  O r d e r  on 
t h e  p a r t i e s  a n d  p u b l i s h  n o t i c e  t h e r e o f  i n  t h e  F e d e r a l  R e g i s t e r .  

By  o r d e r  o f  t h e  C o n n i s s i a n .  

Issued:  F e b r u a r y  7 ,  1985 

S e c r e t a r y  
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I, Kenneth R. Hason, hereby certify that the attached Notice of the 
Amendment of an Erroneous Finding of Fact and Denial of Respondents' 
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Behalf of Glasstech, Inc. 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 

Washington, D.C. 20436 

1 
In the Matter of ) 

) 
CERTAIN GLASS TEMPERING SYSTEMS ) 

Investigation No. 337-TA-171 

NOTICE OF COMMISSION DECISION NOT TO REVIEW INITIAL DETERMINATION; 
DEADLINE FOR FILING WRIlTEN SUBMISSIONS ON REMEDY, 

THE P u a m  INTEREST, AND BONDING 

AGENCY: U.S. International Trade Commission. 

ACTION: Notice is hereby given that the Commission has determined not to 
review the presiding officer's initial determination (ID) that there is a 
violation of section 337 of the Tariff Act of 1930 in the above-captioned 
investigation. The parties to the investigation and interested government 
agencies are requested to file written submissions on the issues of remedy, 
the public interest, and bonding. 

AUTHORITY: The authority for the Commission's action is contained in section 
337 of the Tariff Act of 1930 (19 U.S.C. § 1337) and in sections 210.53-56 of 
the Commission's Rules of Practice and Procedure. 19 C.F.R.S§ 210.53-56. 

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation in 
response to a complaint filed by Glasstech, Inc., on October 11, 1983, to 
determine whether there is a violation of subsection (a) of section 337 in the 
unlawful importation of certain glass tempering systems including frictionally 
driven oscillating roller hearth furnaces into the United States, or in their 
sale, by reason of alleged (1) infringement of claims 39-42 of U,S. Letters 
Patent 3,806,312 ('312 patent); or (2) infringement of claim 1 of U.S. Letters 
Patent 3,994,711 ('711 patent), the effect or tendency of which is to destroy 
or substantially injure an industry, efficiently and economically operated, ir 
the United States. 

The two respondents in the investigation are AB KYFO O Y ,  a corporation of 
Finland, and Tamglass, Inc., a Pennsylvania corporation which is a 
wholly-owned subsidiary of AB KYFO O Y .  
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On June 4, 1984, the parties stipulated that issues relating to the '312 
patent were dismissed from this investigation with prejudice against 
complainant as to the respondents, but without prejudice to the introduction 
by any party of evidence relating to the '312 patent relevant to issues 
relating to the '711 patent. 

On August 16, 1984, the presiding officer issued an I D  that there is a 
violation of section 337 in the importation and sale of the glass tempering 
systems under investigation. Specifically, the presiding officer determined 
that the '711 patent is valid, that it i s  being infringed under the doctrine 
of equivalents, and that the importation of the infringing product has the 
effect and tendency of substantially injuring an efficiently and economically 
operated domestic industry. 

Respondents filed a petition for review of the ID with respect to the 
issues of validity and infringement of the '711 patent and of substantial 
injury. Complainant filed a reply to respondents' petition for review. No 
other petitions or agency comments were received, 

WRITTEN SUBMISSIONS: Inasmuch as the Commission has found that a violation of 
section 337 has occurred, it may issue ( 1 )  an order which could result in the 
exclusion of the subject articles from entry into the United States and/or (2) 
cease and desist orders which could result in one or more respondents being 
required to cease and desist from engaging in unfair acts in the importation 
of such articles. Accordingly, the Commission is interested in receiving 
written submissions which address the form of relief, if any, which should be 
ordered. 

If the Commission contemplates some form of relief, it must consider the 
effect of that relief upon the public interest. The factors which the 
Commission will consider include the effect that an exclusion order and/or a 
cease and desist order would have upon ( 1 )  the public health and welfare, (2) 
competitive conditions in the U.S. economy, (3) the U . S .  production of 
articles which are like or directly competitive with those which are the 
subject of the investigation, and (4) U.S. consumers. The Commission is 
therefore interested in receiving written submissions concerning the effect, 
if any, that granting relief would have on the public interest. 

If the Commission orders some form of relief, the President has 60 days 
to approve or disapprove the Commission's action. During this period, the 
subject articles would be entitled to enter the United States under a bond in 
an amount determined by the Commission and prescribed by the Secretary of the 
Treasury. The Commission is therefore interested in receiving written 
submissions concerning the amount of the bond, if any, which should be imposed, 

The parties to the investigation and interested Government agencies are 
requested to file written submissions on the issues of remedy, the public 
interest, and bonding, The complainant and the Commission investigative 
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attorney are also requested to submit a proposed exclusion order and/or a 
proposed cease and desist order for the Commission's consideration. Persons 
other than the parties and Government agencies may file written submissions 
addressing the issues of remedy, the public interest, and bonding. Written 
submissions on remedy, the public interest, and bonding must be filed not 
later than the close of business on the day which is fourteen (14) days after 
publication of this notice in the Federal Register. 

COMMISSION HEARING. The Commission does not plan to hold a public hearing in 
connection with final disposition of this investigation. 

ADDITIONAL INFORMATION. Persons submitting written submissions must file the 
original document and 14 true copies thereof with the Office of the Secretary 
on or before the deadline stated above. Any person desiring to submit a 
document (or a portion thereof) to the Commission in confidence must request 
confidential treatment unless the information has already been granted such 
treatment by the presiding officer. All such requests should be directed tu 
the Secretary to the Commission and must include a full statement of the 
reasons why the Commission should grant such treatment. Documents containing 
confidential information approved by the Commission for confidential treatment 
will be treated accordingly. 

Copies of the public version of the ID and all other nonconfidential 
documents filed in connection with this investigation are available Par 
inspection during official business hours ( 8 : 4 5  a.m. to 5:15 p . m . )  in tk 
Office of the Secretary, U . S .  International Trade Commission, 701 E Street 
NW., Washington, D.C. 20436, telephone 202-523-0161. 

FOR FURTHER INFORMATION CONTACT: Hannelore V .  M. Hasl, E s q . ,  Office o f  
General Counsel, United States International Trade Commission, telephone 
202-523-0359 I 

By order of the Commission. 

enneth R .  Mason 
Secretary 

Issued: September 17, 1984 
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CERTLFTCATZ OF SERVICE 

I ,  Kenneth R. Nason, hereby cert i fy  that the attached SOTICE OF COYlISSION 
DECISIO?; SOT TO XEVIEK I:<ITLAL DETERXIK4TiOS; IjEADLISE FOR FILISG IRITTE?;  
SLG?lISSIO?;S OS REXEDY, TIiT. PCGLIC I X T R E S T ,  .LXl B O S D I S G .  , was served upon 
Lynn I .  Levine, Esq., and upon the following parties via f i r s t  c lass  mail,  
and a i r  mail where necessary, on Septenbe 

Kenneth E. Yason, Secretary - 
U.S. International Trade Commission 
701 E Stree t ,  N . N .  
Washington, D.C. 20436 

.-- 
FOE C0IBUf"r C l a r r t e c h ,  lac..: 

Ernie L. Brookr 
l a r k  A .  Cantor 
BROOKS & K U S W  
S u i t e  2 1 2 1 ,  3000 Town Ceattr 
SouthfirLd, Micttigao 10Q75 

F o r  Tamglrrr ,  fnc. r a d  
AB Kyro OP: 

Robert S .  S tncker  
F r e d e r i c k  C .  Michrud, Jr. 
Bona1d L. Crudriocki  
David D .  Reynold8 
BURNS, DQIRG, SWB-R & lUTHIS 
P. 0. Box 1404 
A l r r r a d r i r ,  V i r g i n i a  22313-1404 
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Mr. Charles S. Stark 
Antitrust Div./U.S. Dept of Justice 
Room 7115, Main Justice 
Pennsylvania Avenue C Tenth Street, N.W. 
Washington, D.C. 20530 

Edward F. Glynn, Jr., Esq. 
Asst Dir for Intl Antitrust 
Federal Trade Codssion 
Room 502-4, Logan Building 
Washington, D.C. 20580 

Darrel J. Grinstead, Esq. 
Dept of Health and Human Svcs. 
Room 5362, North Building 
330 Independence Avenue, S.W. 
Washington, D.C. 20201 

Richard Abbey, Esq. 
Chief Counsel 
U . S .  Customs Service 
1301 Constitution Avenue, N.W. 
Washington, D.C. 20229 




