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In t h e  Matter of 1 

CERTAIN MOLDED-IN SANDWICH PANEL 
I n v e s t  igat  €on Yo. 3 '37-TA-9Q 

INSERTS AND METHODS FOR THfIR 1 
INSTALLAT I O N  1 

COMMISSION ACTION AND ORDER 

I n t r o d u c t i o n  

Shur-Lak C o r p o r a t i o n  of I r v i n e ,  C a l i f o r n i a ,  f i l e d  a c o n p l a i n t  w i t h  t h e  

Commission on March 27,  1981, p u r s u a n t  t o  s e c t i o n  337 o f  t h e  T a r i f f  Act of 

1930 ( 1 9  U . S . C .  3 1337) .  The compla in t  a l l e g e d  u n f a i r  methods o f  c o m p e t i t i o n  

and u n f a i r  a c t s  i n  t h e  i m p o r t a t i o n  and sa le  of  c e r t a i n  molded-in sandwich 

p a n e l  i n s e r t s  by r e a s o n  o f  (1) t h e  a l l e g e d  in f r ingemen t  by s a i d  molded-in 

sandwich p a n e l  i n s e r t s  of  t h e  s o l e  claim of  U.S.  L e t t e r s  P a t e n t  3 ,18%,n15,  

( 2 )  t h e  a l l e g e d  i n f r i n g e m e n t  o f  claims 1-4 of  U . S .  Letters  P a t e n t  3 ,271 ,408  

and a l l  f o u r  claims o f  U.S. L e t t e r s  P a t e n t  3 ,392,225 and  t h e  inducement of  

a n d l o r  c o n t r i b u t i o n  t o  s a i d  i n f r i n g e q e n t  , and (3) t h e  a l l e g e d  a i s a p p r o p r i q t i o n  

o f  c o n p l a i n a n t ' s  t r a d e  secrets. l'tte compla in t  f u r t h e r  a l l e g e d  t h a t  t h e  e f f e c t  

o r  t endency  of  t h e  u n f a i r  methods of  con lpe t i t i on  and u n f a i r  ac t s  '- d e s t r o y  

o r  s u b s t a n t i a l l y  i n j u r e  a n  i n d u s t r y ,  e f f i c i e n t l y  and economica l ly  o p e r a t e d ,  i n  

t h e  Uni ted  S t a t e s .  

a The C o m i s s i o n  i n s t i t u t e 3  an i n v e s t i g a t i o n  I n t o  t h e s e  a l l e g a t i o n s  and 

pub l i shed  n o t i c e  t h e r e o f  i n  t h e  Fede ra l  R e g i s t e r  on A p r i l  29, 1981, 

t 
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(46 F.R. 24034). 

i n v e s t i g a t i o n .  On J u l y  31, 1951,  t h e  Commission granLe? a q o t i q n  t o  amend t h e  

c o n p l a i n t  and n o t i c e  of i n v e s t i g a t i o n  t o  i n c l u d e  two a d d i t i o n a l  respondent  s o  

N o t i c e  o f  t h e  a d d i t i o n  of  t h e  two r e s p o n d e n t s  was p u b l i s h e d  i n  t h e  x 'ederal  

R e g i s t e r  o n  August 1 2 ,  1981 ( 4 6  F.R. 40838).  

S i x  f i r m s  were named re sponden t s  i n  t h e  n o t i c e  of  

An e v i d e n t i a r y  h e a r i n g  was h e l d  b e f o r e  a Commission A d m i n i s t r a t i v e  Law 

Judge (ALJ) on  October  20, 1981. Only compla inant  Sur -Lok and t h e  Commission 

i n v e s t i g a t i v e  a t t o r n e y  p a r t i c i p a t e d  i n  t h e  h e a r i n g .  

r e p r e s e n t e d .  On November 13 ,  1981, t h e  ALJ c e r t i f i e d  t h e  r eco rd  and h e r  

recommended d e t e r m i n a t i o n  t o  t h e  CAmmiss.'Lon. Tn h e r  recommended 

Respondents  were n o t  

d e t e r m i n a t i o n ,  t h e  ALJ found a v i o l a t i o n  o f  s e c t i o n  337 a s  t o  s i x  of  t h e  e i g h t  

r e sponden t s  in t h e  importatton,  s a l e ,  and use  of molded-in sandvie5 panel 

i n s e r t s  t h a t  i n f r i n g e  Compla inant ' s  p a t e n t s .  l-1 

On January  20, 1982,  t h e  Conmission h e l d  a p u b l i c  h e a r i n g  nrl t h e  AT,J's 

recommended d e t e r m i n a t i o n  and on  r e l i e f ,  p u b l i c  i n t e r e s t ,  and bondinq i n  which 

c o u n s e l  f o r  t h e  compla inan t ,  counse l  € o r  t h e  r e sponden t s ,  and t h e  Commission 

i n v e s t i g a t i v e  a t t o r n e y  p a r t i c i p a t e d .  

On March 18, 1982,  t h e  CommLssion de termined  t h a t ,  pu r suan t  t o  s e c t i o n  

337(a)  (19 U . S . C .  § 1 3 3 7 ( a ) ) ,  t h e r e  i s  a v i o l a t i o n  o f  s e c t i o n  337 by reason of 

t h e  in f r ingemen t  of  compla inan t ' s  p a t e n t s ,  t h e  e f f e c t  o r  tendency  of which is 

t o  d e s t r o y  o r  s u b s t a n t i a l l y  i n j u r e  a n  i n d u s t r y ,  e f f i c i e n t l y  and economica l ly  

o p e r a t e d ,  i n  t h e  Uni ted  S t a t e s .  The Cornmission Fur the r  deter lnined t h a t  t h e  

a p p r o p r i a t e  remedy i s  a n  e x c l u s i o n  o r d e r  and f o u r  c e a s e  and d e s i s t  o r d e r s .  

1/ Pursuant  t o  a s t i p u l a t i o n  among t h e  p a r t i e s  e n t e r e d  a t  t h e  tlme of t h e  
evTdent ia ry  h e a r i n g  b e f o r e  t h e  ALJ,  m i s s p p r o p r i a t  Lon of comnla innr \ t ' s  t r a d e  
secrets ceased  t o  be  a n  i s s u e  i n  t h e  i n v e s t i g a t i o n .  

. F  
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Act ion  

Having reviewed t h e  r e c o r d  compiled and i n f o r m a t f o a  developed i n  t h '  s 

i n v e s t i g a t i o n ,  i n c l u d i n g  (1) t h e  subniss'ons filer! by t h e  p a r t ' e s  (7.) t"19 

- 

t r a n s c r i p t  o f  t h e  e v i d e n t i a r y  h e a r i n g  b e f o r e  t h e  A L J  and t h e  e x h i b f t s  which 

were a c c e p t e d  i n t o  e v i d e n c e ,  ( 3 )  t h e  AT,.J ' s  recommended de tenn i -qa t ton ,  and ( 4 )  

t h e  arguments and p r e s e n t a t i o n s  made by t h e  p a r t i e s  and w i t n e s s e s  a t  t h e  

Commission's p u b l i c  h e a r i n g  on Janua ry  20, 198?,  t h e  Conmission o n  March I S ,  

1982, determined tha t - -  

1 

2 .  

3. 

4 . 

There i s  a v i o l a t t o n  o f  s e c t i o n  337 w i t h  r e s p e c t  t o  t h e  
i m p o r t a t i o n ,  s a l e ,  and u s e  o f  imported molded-in sandwich pane l  
i n s e r t s  t h a t  i . n f r iqge  U.S L e t t e r s  P a t e n t s  Nos. 1,181,01q- 
3,271,498; and 7,392,225 owned by compla inan t ;  

The a p p r o p r i a t e  reme-lv f o r  such v i o l a t ' o n  i s  a general. 
e x c l u s i o n  o r d e r  i s s u e d  p u r s u a n t  t o  s e c t i o n  337(d )  (19 U.S.p. 
s 1377(d)!  snd f o u r  ce4se s i 1  d e s i s t  ord?s-s i s s u e d  pursiiant: t o  
s e c t i o n  3 3 7 ( f )  (19  U.S.C. 5 1 3 3 7 ( f ) ) ;  - 1/ 

The p u b l i c  i n t e r e s t  f a c t o r s  erlumerate.1 i n  s e c t i o n s  ?7'(-11 and 
( f )  d o  n o t  p r e c l u d e  t h e  i s s u a n c e  o f  t h e  o r d e r s  r e f e r r e d  t o  in 
parag raph  3, above and 

The bond provided f o r  i n  s e c t i o n  3 3 7 ( g ) ( 3 )  ( 1 9  1J.S p. 
5 1337(g ( 3 ) )  be i n  t h e  amount o f  1 7 3  p e r c e n t  o f  t ' le e.r tered 
v a l u e  o f  t h e  molded-in sandwich p a n e l  i n s e r t s  i n  q u e s t i o n .  

Accordingly,  i t  i s  he reby  ORDERED THAT-- 

1. ?folJed-<n sarldr~ic ' l  pane '  i r l s a r t s  t h a t  i n f r i n q e  IJ. S. Letters  
P a t e n t  3,282,015 a r e  excluded from e n t r y  i n t o  t h e  IJnited S t a t e s  
f o r  t ' le term o f  s a i 4  p a t e n t ,  e x c e p t  where such IrnnortAtion C s  
l i c e n s e d  by t h e  owner o f  s a i d  p a t e n t ;  

2. The Young TSngi.necrs, Tnc c e q s e  a n d  d e s i q t  f r o q  c o n t - i h t f n g  
t o  o r  i n d u c i n g  t h e  i n f r i n g e m e n t  o f  U.S. Letters P a t e n t s  Voo4. 
3 271,408 art*1/o. 3 , 3  )3,?-35, a s  provided i n  t h e  c p a s e  a d  d e s i s t  
o r d e r  a t t a c h e d  h e r e t o ;  

.- 

1/ Commissioner S t e r n  f i n d s  t h a t  t h e  most a p p r o n r i a t e  remedy i s  a g e n e r a l  
e x c l u s i o n  o r d e r  a n d  oqe c e a s e  i n d  d e s i s t  o r d e r  t s s~ icd  a g a ; n s t  me Younq 
E n g i n e e r s ,  I n c  . 

I 
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3! 

4. 

5. 

6. 

7 .  

8. 

H i t c o  C o r p o r a t i o n ,  Weber Aircraft  D i v i s i o n  o f  K i d d e ,  I n c .  , and 
Aerospace  D i v i s i o n  o f  UCIP, h c . ,  cease a n ?  d e s i s t  from u s i n g  
imported  molded-in  sandwich p a n e l  i n s e r t s  t o  i n f r i n g e  U . S .  
L e t t e r s  Patents-Nos.  3 , 2 7 1 , 4 9 8  a n d / o r  3,3'?,225, 2 $  p r o v i d e d  i n  
t h e  cease and d e s i s t  o r d e r s  a t t a c h e d  h e r e t o ;  

The p u b l i c  i n t e r e s t  f a c t o r s  enumerated in s e c t i o n  337(d)  and 
(f) do n o t  p r e c l u d e  i s s u a n c e  o f  t h e  o r d e r s  r e f e r r e d  t o  i n  
p a r a g r a p h s  1 ,  2 ,  and 3 a b o v e ;  

The a r t i c l e s  o r d e r e d  t o  b e  e x c l u d e d  from e n t r y  i n t o  t h e  'Tnited 
S t a t e s  p u r s u a n t  t o  paragraph 1 above  are e n t i t l e d  t o  e n t r y  
under  bond i n  t h e  amount o f  1 7 3  p e r c e n t  o f  t h e  e n t e r e d  v a l u e  o f  
s a i d  a r t i c l e s  d u r i n g  t h e  P r e s i d e n t i a l  review p e r i o d  p r o v i d e d  
f o r  i n  s e c t i o n  3 3 7 ( g ) ( 2 )  (19 U.S.C. s 1 3 3 7 ( g ) ( 2 ) ) ;  

N o t i c e  o f  t h i s  A c t i o n  and Order  b e  p u b l i s h e d  i n  t h e  F e d e r a l  
R e g i s t e r ,  a n d - t h a t  c o p i e s  o f  t h i s  A c t i o n  and Order  and t h e  
o p i n i o n s  i s s u e d  i n  c o n n e c t i o n  t h e r e w i t h  h e  s e r v e d  upon eac?i 
p a r t y  o f  r e c o r d  t o  t h i s  i n v e s t i g a t i o n  and upon t h e  Department 
o f  H e a l t h  and Human S e r v i c e s ,  t h e  Department o f  J u s t i c e ,  t h e  , 

F e d e r a l  Trade  Commission, and t h e  S e c r e t a r y  o f  t h e  T r e a s u r y :  

C o p i e s  o f  e a c h  cease and d e s i s t  o r d e r  b e  s e r v e d  upon t h e  
c o m p l a i n a n t ,  and t h a t  a copy  o f  t h e  cease and d e s i s t  order 
p e r t a i n i n g  t o  each r e s p o n d e n t  l i s ter '  i n  p a r s g r a p h s  2 and 1 
a b o v e  b e  s e r v e d  upon t h a t  r e s p o n d e n t ;  and - 

The Conmission msy amend t h i s  Order  i n  a c c o r d a n c e  v i t h  t\e 
p r o c e d u r e  d e s c r i b e d  i n  s e c t i o n  211 .57  o f  t h e  Commission's R u l e s  
o f  P r a c t i c e  and Procedure  ( 4 5  F.R. 1 7 5 1 3 ,  Mar. 1 8 ,  19Sl.: t o  b e  
c o d i f i e d  a t  19 CFR s U 1 . 5 7 ) .  

By o r d e r  o f  t h e  Commission. 

d 

Se cre t a ry 

I s s u e d :  Apri l  9 ,  1982 
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1 
I n  the Matter of 1 

1 
CERTAIN MOLDED-IN SANDWICH 
PANEL INSERTS AND YETHODS 1 
FOR THEIR INSTALLATION ) 

ORDER T9 

I n v e s t i g a t i o n  No. 337-T4-9Q 

CEAST Am DESIST 

I T  I S  HEREBY ORDERED THAT The Young Eng inee r s ,  Inc . ,  23151 Alca lde  D r i v e ,  

S u i t e  B-5, Laguna H i l l s ,  C a l i f .  92653, c e a s e  and d e s i s t  from v i o l a t i n g  

s e c t i o n  337 o f  t h e  T a r i f f  Act o f  1930 (19  1J.S.C. s 1337)  by inducing  o r  

c o n t r i b u t i n g  t o  i n f r i n g e m m t  of  U.S. Let te rs  P a t e n t s  Nos. 7 , 2 7 1 , 4 9 8  and /o r  

3,39 2,225. 

I 

( D e f i n i t i o n s )  

As used i n  t h i s  Order:  

(A) "Commission" s h a l l  mean t h e  Vni ted  S t a t e s  I n t e r n a t C o n a l  ?rade 

Commi s s i o n . 
(R) "TYE" s h a l l  mean The Young Eng inee r s ,  Tnc. ,  231.51 A41calde D r i v e ,  

S u i t e  B-5, L q p n a  H i l l s ,  C a l i f .  9?653. 

(C) "United S t a t e s "  shsll mean t h e  50  S t a t e s ,  t h e  q i s t r i c t  o f  Columbia, 

and Pue t to  Rico. 



I 

The p r o v i s i o n  of  t h i  9rd 

2 

I1 

( A p p l i c a b i l i t y )  

r s h a l l  app ly  t o  T E  nd t o  i t s  p r i n c i p a l s ,  

s t o c k h o l d e r s ,  o f f i c e r s ,  d i r e c t o r s ,  employees,  a g e n t s ,  l i c e n s e e s ,  d i s t r i b u t o r s ,  

c o n t r o l l e d  (whether  by s t o c k  ownersh ip  o r  o t h e r w i s e )  and/or  majority-owned 

b u s i n e s s  e n t i t i e s ,  s u c c e s s o r s ,  and a s s i g n e e s ,  a l l  t h o s e  p e r s o n s  a c t i n g  i n  

c o n c e r t  wi th  them, and t o  each  o f  them, and t o  a l l  o t h e r  pe r sons  who r e c e i v e  

a c t u a l  n o t i c e  of t h i s  Order by s e r v i c e  i n  acco rdance  w i t h  s e c t i o n  V I  h e r e o f .  

I11 

(Conduct P r o h i b i t e d )  

TYE s h a l l  n o t  induce  o r  c o n t r i b u t e  t o  t h e  p r a c t i c e  w-lthin t h e  Uni ted  

S t a t e s  o f  any method for t h e  i n s t a l l a t i o n  o f  impor ted  molded-in sandwich p a n e l  

i n s e r t s  i n t o  sandwich p a n e l s ,  vJhere such method i n f r i n g e s  TJ. S. Let ters  P a t e n t s  

Nos. 3,271,498 a n d / o r  3 ,392,225,  e x c e p t  a s  such  i n s t a l l a t i o n  may b e  l i c e n s e d  

by t h e  owner o r  owners o f  s a i d  p a t e n t s .  The p roh i -h i t ed  cnnduct  i n c l u d e s ,  bu t  

i s  n o t  l i m i t e d  t o ,  t h e  u s e ,  i n  c o n n e c t i o n  w i t h  t h e  s a l e  of imported i n s e r t s ,  

of b rochures ,  pamphlets ,  l e a f l e t s ,  a d v e r t i s e m e n t s ,  o r  o t h e r  s a l e s  l i t e r a t u r e  

which a d v o c a t e s ,  e x p l a i n s ,  d e s c r i b e s ,  o r  i l l u s t r a t e s  any method o f  

i n s t a l l a t i o n  covered  by t h e  c l a i m s  o f  U . S .  Let te rs  P a t e n t s  Yos. 3,271,498 

a n d / o r  3 ,392,225;  o r a l  o r  w r i t t e n  i n s t r u c t i o n s  t o  d i r e c t  o r  i n d i r e c t  vendees ,  

whether  in connec t ion  w i t h  t h e  s a l e  o f  i n s e r t s  o r  i n  t h e  coi i rse  of  a customer 

s e r v i c e  c a l l ,  which a d v i s e  s a i d  vendees  i n  t h e  practice o f  any  method covered  

by U - S -  Letters  P a t e n t s  Nos. 3 ,271 ,4Q8  and /o r  3 ,397 ,?25 ,  vhe re  t t  is a p p a r e n t  

t h a t  such method i s  o r  w i l l  b e  used i n  t h e  i n s t a l l a t i o n  o f  i n s e r t s  imported 

and s o l d  by TYE. 
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This Order i s  e f f e c t i v e  w i t h  r e s p e c t  t o  impor ted  molded-in sandwich pane l  

i n s e r t s  a c q u i r e d  by TYE subsequen t  t o  A p r i l  29, 1981, and u n t i l  September 6 ,  

1983, w i t h  r e s p e c t  t o  U.S. Letters P a t e n t  3 ,271 ,498 ,  and u n t i l  J u l y  9 ,  1955, 

- 

with  r e s p e c t  t o  U . S .  Letters  P a t e n t  3 ,392,225.  

I V  

( h p o r t i n g )  

W i t h i n  10 d a y s  a f t e r  t h e  l a s t  day  o f  each  r e p o r t i n g  p e r i o d  s T e c i f i e d  

below, TYE s h a l l  r e p o r t  t o  t h e  Commision: 

(A) I t s  i m p o r t a t i o n s ,  i f .  any ,  d u r i n g  t h e  r e p o r t i n g  p e r i d  i n  q u e s t i o n  of 

molded-in sandwich p a n e l  i n s e r t s ;  

( 3 )  I t s  sales  i n  t h e  Un i t e f l  S t a t e s  du r ing  t h e  r e p o r t i n g  p e r i o d  i n  

q u e s t i o n  of  impor ted  molded-in sandwich p a n e l  i n s e r t s  a c q u i r e d  subsequent  t o  

A p r i l  29, 1981; and 

(C) All c o n t r a c t s ,  whether  w r i t t e n  o r  o r a l ,  e n t e r e d  i n t o  d u r i r g  t h e  

r e p o r t i n g  p e r i o d  in q u e s t i o n ,  t o  s e l l  impor ted  molded-in sandwich p a n e l  

inser t s  a c q u i r e d  subsequent  t o  A p r i l  2 9 ,  1981. 

In  c o n n e c t i o n  w i t h  t h e  i m p o r t a t i o n s  and s a l e s  o f  molded-in sandwich p a n e l  

i n s e r t s  r e f e r r e d  t o  i n  pa rag raphs  A and  B above,  T n  s h a l l  p rov ide  t \ e  

Commission w i t h  two c o p i e s  o f  a l l  i n v o i c e s ,  d e l i v e r y  o r d e r s ,  bills o f  lading, 

and o t h e r  documents concern ing  t h e  i m p o r t a t i o n  o r  s a l e  in q u e s t i o n .  

c o p i e s  s h a l l  be a t t a c h e d  t o  t h e  r e p o r t s  r e q u i r e d  by pa rag raphs  A and B above. 

Such 

I n  c o n n e c t i o n  wi th  t h e  s a l e s  of  impor ted  molded-in sandwich p a n e l  i n s e r t s  

r e f e r r e d  t o  in paragraph  R above ,  TYK s h a l l  p rovide  t o  t h e  Commission two 

c o p i e s  Of each  b rochure ,  pamphlet ,  l e s f l e t ,  i n s t r u c t t o n  s h e e t ,  o r  o t h e r  Item 

I 
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1 

of  sales  o r  t e c h n i c a l  l i t e r a t u r e  d i s t r i b u t e d  t o  one  o r  more d i r e c t  o r  i n d i r e c t  

vendees where such b rochure ,  pamphlet ,  l e a f l e t  i .ns t*i ic t ion s’leet ,  o r  o t h e r  

i tem of  sales  o r  t e c h n i c a l  l i t e r a t u r e  a d v o c a t e s ,  d e s c r i b e s ,  e x p l a i n s ,  

- 

i l l u s t r a t e s ,  o r  r e f e r s  t o  any  rnet5oA f Q r  t h e  i n s t a l l a t i o n  o f  i n s o r t s  i n t o  

sandwich p a n e l s .  For e a c h  b rochure ,  pamphlet ,  l e a f l e t ,  i n s t r u c t i o n  s h e e t ,  O Y  

o t h e r  i tem of  s a l e s  o r  t e c h n i c a l  l i t e r a t u r e ,  TYPl s h a l l  i n d i c a t e  t o  wkf-ch 

v e n d e e ( s )  o r  p r o s p e c t i v e  v e n d e e ( s )  such  document was d i s t r i b u t e d .  The 

r e q u i r e d  c o p i e s  s h a l l  be attac’led t o  t h e  r e p o r t s  r e q u i r e d  by pa rag raph  R above. 

In  c o n n e c t i o n  w i t h  t h e  sales  of  imported molded-in sandwich p a n e l  i n s e r t s  

r e f e r r e d  t o  i n  pa rag raph  B above,  TYE shall p r o v i d e  t h e  S o m i s s i o n  w i t h  two 

c o p i e s  of e a c h  a d v e r t i s e m e n t  or announcement p u b l i s h e d  subsequent  t o  t h e  d a t e  

of i s s u a n c e  of t h i s  Order.  For each a d v e r t i s e m e n t  o r  announcement furn’she?,  

TYE s h a l l  i n d i c a t e  when and where ( i . e . ,  i n  which p u b l i c a t i o n )  such  

a d v e r t i s e m e n t  o r  announcement was p u b l i s h e d .  The r e q u i r e d  c o p i e s  s h a l l  b e  

a t t a c h e d  t o  t h e  r e p o r t s  r e q u i r e d  by pa rag raph  B above.  

The f i r s t  r e p o r t  r e q u i r e d  under t h i s  s e c t i o n  s h a l l  cove r  t h e  pe r iod  

commencing on A p r i l  29,  1981, and end ing  o n  June 3 0 ,  1982. The second r e p o r t  

s h a l l  c o v e r  t h e  p e r i o d  J u l y  1, 195?,  through June  30, 1983. The t h i r d  r e p o r t  

s h a l l  c o v e r  t h e  p e r i o d  J u l y  1, 1983, through June 30, 1984. The f o u r t h  ana 

l a s t  r e p o r t  s h a l l  cove r  t h e  p e r i o d  J u l y  1, 1954, through June 30, lQS5. 

F a i l u r e  t o  r e p o r t  a s  r e q u i r e d  by t h i s  s e c t i o n  s h a l l  c o n s t i t u t e  a 

v i o l a t i o n  o f  t h i s  Order.  

v 

(Compliance and I n s p e c t i o n )  

TYE s h a l l  f u r n i s h  o r  o t h e r w i s e  make a v a i l a b l e  t o  the Commission or i . t s  

a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  Commission ma i l ed  t o  

3 
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“YE’S p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s ,  a l l  books,  l e d g e r s ,  a c c o u n t s ,  

co r re spondence ,  memorandums, f i n a n c i a l  r e p o r t s ,  and o t h e r  r e c o r d s  o r  documents 

in i t s  p o s s e s s i o n  o r  c o n t r o l  f o r  t h e  pu rpose  of  v e r i f y i n g  any  m a t t e r  o r  

s t a t e m e n t  c o n t a i n e d  i n  t h e  r e p o r t s  r e q u i r e d  unde r  s e c t i o n  TV of t h i s  Order.  

* 

- 

V I  

( S e r v i c e  o f  Order)  

TYE i s  o rde red  and d i r e c t e d  t o :  

(A)  S e r v e ,  w i t h i n  30 d a y s  a f t e r  t h e  d a t e  of i s s u a n c e  of t h i s  

Order ,  a copy of  t h e  Order upon e a c h  o f  i t s  r e s p e c t i v e  o f f i c e r s ,  

d i r e c t o r s ,  managing a g e n t s ,  a g e n t s ,  and employees who have any  

r e s p o n s i b i l i t y  f o r  t h e  m a r k e t i n g ,  d i s t r i b u t i o n ,  o r  sa le  o f  imported 

sandwich pane l  i n s e r t s  t n  t \ e  U n i t e j  S t a t e s .  

(B) Serve ,  w i t h i n  30 d a y s  a f t e r  t h e  s u c c e s s i o n  o f  any  o f  t h e  

p e r s o n s  r e f e r r e d  t o  i n  pa rag raph  Ei above,  a copy of t h i s  Order urmn 

e a c h  s u c c e s s o r .  

( C )  Ma in ta in  such r e c o r d s  aS w i l l  show t h e  name, t i t l e ,  and 

a d d r e s s  of  e a c h  such  o f f i c e r ,  d i r e c t o r ,  managing a g e n t ,  a g e n t ,  an4 

employee upon whom t h e  Order has been s e r v e d ,  t o g e t h e r  w i t h  t h e  d a t e  

on which s e r v i c e  was made. 

(n) The o b l i g a t i o n s  s e t  f o r t h  i n  para:rnphs 9 an4 C ahove 

s h a l l  remain i n  e f f e c t  u n t i l  J u l y  9 ,  1985. 

V I  I 

( C o n f i d e n t i a l i t y )  

I n f o m a t i o n  o b t a i n e d  by t h e  means p r o v i j e d  i n  sec t+ .ons  TV and V of t h i s  

Order w i l l  be made a v a i l a b l e  o n l y  t o  t h e  Commission and i t s  a u t h o r i z e d  
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I 

r e p r e s e n t a t i v e s ,  w i l l  be  e n t i t l e d  t o  c o n f i d e n t i a l  t r e a t m e n t ,  and wf11 not be  

d i v u l g e d  by any a u t h o r i z e d  r e p m s e q t a t i v e  of  t h e  Conmmission t o  any  pe r son  

o t h e r  t han  a n o t h e r  d u l y  a u t h o r i z e d  r e p r e s e n t a t i v e  o f  t h e  CommCssion, e x c e p t  a s  

may be  r e q u i r e d  i n  t h e  c o u r s e  of  s e c u r i n g  compliance w i t h  t h i s  Orde r ,  o r  a s  

o t h e r w i s e  r e q u i r e d  by l a w .  

Commission w i t h o u t  10 d a y s '  p r i o r  n o t i c e  t o  TYE by s e r v i c e  of such n o t i c e  on 

TYE's p r i n c i p a l  o f f i c e  i n  the United S t a t e s .  

- 

D i s c l o s u r e  he reunde r  w i l l  n o t  b e  made by t h e  

V I 1 1  

. (Enforcement)  

V i o l a t i o n  of t h i s  Order  may r e s u l t  i n  a n  a c t i o n  f o r  c i v i l  p e n a l t i e s  i n  

acco rdance  w i t h  t h e  p r o v i s i o n s  o f  s e c t i o n  3 3 7 ( f )  o f  t h e  T a r i f f  Act of 1930 (19  

U-SeC- s 1 3 3 7 ( f ) )  and such  o t h e r  a c t i o n  a s  t h e  2onmCssl.m may deem 

a p p r o p r i a t e .  I n  d e t e r m i n i n g  whether  T I E  i s  i n  v i o l a t i o n  o f  t h i s  Order ,  t h e  

Commission may i n f e r  f a c t s  a d v e r s e  t o  TVE i f  TY9 f a i l s  t o  p r o v i d e  arlcqilate or 

t i m e l y  i n f o r m a t i o n  a s  r e q u i r e d  by t h i s  Order.  

IX 

( M o d i f i c a t i o n )  

T h i s  Order  may be  mod i f i ed  by t h e  ComntssCon on i t s  own mot ion  o r  11Don 

motion by any pe r son  p u r s u a n t  t o  s e c t i o n  211.57 o f  t h e  rommission 's  q u l e s  of  

P r a c t i c e  and Procedure.  (45 F.R. 17533,  Yar. 18, 1981; t o  h e  c o t f i f i e d  a t  

19 CFR s 111.57.)  

By oriler o f  t h e  Commission. 

2g%& nne th  R. Piason 

S e c r e t  a r y  

I s sued :  April 9,  1982 
3 



UNITED STATES INTERNA"?OMAL TRADE COV?)IIS S I O V  
Washington,  D . C .  

I n  t h e  Matter o f  1 
1 

CERTAIN MOLDED-IN SANDWICH PANEL ) 
INSERTS AND MERODS FOR T W I R  ) 
INSTALL AT ION 1 

I n  ve s t i g a t i on Vo . 3 37- " 4 4  9 

ORDER TO CEASE AND DESIST 

. I T  IS HERESY ORDERED THAT A e r o s p a c e  D i v i s i o n ,  IJOP I n c .  , Roiite  2 0 2 ,  

Bantam, a n n .  0 6 7 5 0 ,  cease and d e s i s t  from v i o l a t i n g  s e c t i o n  3 3 7  o f  t h e  T a r i f f  

A c t  o f  1 9 3 0  ( 1 9  U.S.C. 5 1 3 3 7 )  w i t h  r e g a r d  t o  t h e  p r a c t i c e  o f  methods f o r  t h e  

i n s t a l l a t i o n  o f  imported  molded-in sandwich p a n e l  i n s e r t s  i n t o  sandw€ch p a n e l s .  
- 

I 

( D e f i n i t i o n s )  

As used i n  t h i s  Order: 

(A)  "Conmission" s h a l l  mean t h e  U n i t e d  S t a t e s  I n t e r n a t i o n a l  Trade 

Commi s s i o  n . 
(B )  "UOP Aerospace"  s h a l l  mean Aerospace  l l i v i s i o n ,  TJnP Inc. Route  ? Q ? ,  

Bantam,  a n n .  0 6 7 5 0 .  

( C )  "Uni ted  S t a t e s "  shall n e a n  t h e  50 S t a t e s ,  t h e  Dis t r i c t  o f  Columbia ,  

and Puerto R i c o .  
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I1 

( A p p l i c a b i l i t y )  

I 

The p r o v i s i o n s  0: t h i s  0rdc-d- shal.'- app1.y t o  TJOP Aerospace  and t o  i t s  

p r i n c i p a l s ,  s t o c k h o l d e r s ,  o f f i c e r s ,  d i r e c t o r s ,  e m p l o y e e s ,  a g e n t s ,  1 -Ccensees ,  

d ' . s t r i b u t o r s ,  c o n t r o l l e d  (whether  by s toclc Qwners  i p  o r  o t h e r w i s e )  a.td/o-- 

m a j o r i t y - x m e d  b u s i n e s s  e n t i t i e s ,  s u c c e s s o r s  and a s s i g n e e s ,  a l l  t h o s e  p e r s o n s  

a c t i n g  In c o n c e - t  w i t h  UOP A e r o s p a c e ,  3'11 t o  e?c\ o f  thorn, an7 t o  a71. o t h e r  

p e r s o n s  who r e c e i v e  a c t u a l  n o t i c e  o f  t h i s  Order  by s e r v i c e  i n  a c c o r d a n c e  w i t h  

s e c t i o n  VI h e r e o f .  

IT1 

(Conduct P r o h i b i t e  J) 

UOP Aerospace  s h a l l  n o t  u s e  i m p o r t e d  molded-3-n sa-~drr'ch p a n e l  i m e r t s  

a c q u i r e d  s u b s e q u e n t  t o  t h e  d a t e  o f  i s s u a n c e  o f  t h i s  Order t o  p r a c t i c e  any  

method f o r  t h e  i n s t a l l a t i o n  o f  s u c h  irlserts i n t o  sandwich p a n e l s  v h e r e  s u c 4  

method i n f r i n g e s  U.S. Letters P a t e n t s  Nos. 3,271,438 o r  3 , 3 9 2 , 2 2 5 ,  e x c e p t  as 

such  i n s t a l l a t i o n  may be  l i c e n s e d  by t h e  o n e -  o r  owners o f  s a ' d  p - i t e q t s .  

T h i s  Order shal l  remain  i n  e f f e c t  u n t i l  September  6,  1 9 8 7 ,  a s  t o  U.S. L e t t e r s  

P i t c n t  3 , 2 7 1 , 4 9 8  and u n t ' l  J u l y  9 ,  LQ)S5, a s  t o  U . S  L e t t e r s  P a t e n t  1 , 3 ' 1 2 , % 2 5 .  

IV 

( Yep o r t i ng 1 

W i t h i n  10 d a y s  a f t e r  t h e  l-ast d?y o f  e a c h  r e p o r t ' n :  peri.0.l s p e c : f i e d  

be low,  UOP Aerospace  s h a l l  r e p o r t  t o  t h e  Commission: 

(A)  I t s  t o t a l  i n v e n t o r y  ( a s  o f  t h e  l a s t  d a y  o f  t h e  r e n o r t i n ?  pn.-;orl\ of  

imported molded-in sandwich p a n e l  i n s e r t s  a c q u i r e d  s u b s e q u e n t  t o  t h e  d a t e  o f  

i s s u a n c e  o f  t h i s  Order  

P 
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( B )  Its t o t a l  i n v e n t o r y  ( a s  o f  t h e  l a s t  day  of  t h e  r e p o r t i n g  p e r i o d )  o f  

d o m e s t i c a l l y  produced molded-in sandwi.ch p a n e l  i n s e r t s  a c q u i r e d  subsequen t  t o  

t he  d a t e  o f  i s s u a n c e  o f  t h i s  Order;  

( C )  I t s  purchases  of imported molded-in sandwich pane l  f - n s e r t s  dlir inq 

t h e  r e p o r t i n g  p e r i o d  i n  q u e s t i o n ;  

(D)  I t s  pu rchases  o f  d o m e s t i c a l l y  produced molded-in sandwi-ch panel 

i n s e r t s  d u r i n g  t h e  r e p o r t i n g  p e r i o d  i n  q u e s t i o n ;  and 

(E) The s o u r c e  (vendor )  o f  each pu rchase  o f  t h e  molded-in sandwich p a n e l  

i n s e r t s  r e f e r r e d  t o  i n  pa rag raphs  C and D above. 

The f i r s t  r e p o r t  r e q u i r e d  under t h i s  s e c t i o n  s h a l l  cover  t h e  p e r i o d  

commencing on t h e  d a t e  o f  i s s u a n c e  o f  t h i s  Order and end ing  o n  June 30, 1982,  

The second r e p o r t  s h a l l  cove r  t h e  p e r i o d  J u l y  1, 1QS3,  through June 3Q, 1313. 

The t h i r d  r e p o r t  s h a l l  c o v e r  t h e  p e r i o d  J u l y  1, 1983, through June 30, 198Jr. 

The f o u r t h  and l a s t  r e p o r t  s h a l l  cover  t h e  p e r i o d  J u l y  1, 1984,  through Juqe  

30, 1985. 

F a i l u r e  t o  r e p o r t  as r e q u i r e d  by t h i s  s e c t i o n  s h a l l  c o n s t i t u t e  a 

v i o l a t i o n  o f  t h i s  Order. 

V 

(Compliance and I n s p e c t i o n )  

UOP Aerospace sha l l .  f u r n i s h  or o t h e r w € s e  make a v a i l a b l e  t o  t h e  Conmission 

o r  i t s  a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  Commission, a l l  

books,  l e d g e r s ,  a c c o u n t s ,  co r re spondence ,  memorandums, f i n l n c i n l  r e p o r t s ,  sn? 

o t h e r  r e c o r d s  o r  documents i n  i t s  p o s s e s s i o n  o r  c o n t r o l  f o r  t he  purpose o f  

v e r i f y i q  any matter c o n t s i n e d  in t h e  r e p o r t s  r equ i r e t i  under s e c t i o n  TV o f  

t h i s  Order. 
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V I  

( S e r v i c e  o f  Order)  

1 

UOP Aerospace i s  o r d e r e d  and d i r e c t e d  t o  s e r v e ,  w i t h i n  30 day s  a f t e r  t h e  

d a t e  of i s s u a n c e  o f  t h i s  Order,  a copy of  t h i s  Order upon e a c h  o f  i t s  

r e s p e c t i v e  o f f i c e r s ,  d i r e c t o r s ,  managing a g e n t s ,  a g e n t s ,  and employees who 

have any  r e s p o n s i b i l i t y  f o r  t h e  pu rchase  o f  molded-in sandwich p a n e l  i n s e r t s  

and/or  t h e  s u p e r v i s i o n  o f  employees engaged i n  t h e  i n s t a l l a t i o n  of such 

i n s e r t s  i n t o  sandwich p a n e l s .  

VI1 

(Compliance and I n s p e c t i o n )  

UOP Aerospace s h a l l  f u r n i s h  or o t h e r w i s e  make a v a i l a b l e  t o  t h e  Tornmisston 

o r  i t s  a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  Commtssion 

ma i l ed  t o  UOP Aerospace 's  p r i n c i p a l  o f f i c e  i n  t h e  Un i t ed  S t a t e s ,  a l l  r e c o r d s  

and documents i n  i t s  p o s s e s s i o n  o r  c o n t r o l  which r e l a t e  t o  any matter 

c o n t a i n e d  i n  t h e  r e p o r t s  r e q u i r e d  under  s e c t i o n  IV o f  t h t s  O r d e r ,  For  t h e  

purpose of v e r i f y i n g  such  r e p o r t s .  Also, upon r e a s o n a b l e  n o t i c e  by t h e  

Commission, UOP Aerospace s h a l l  p e r m i t  a! i thorized r e p r e s e n t a t i v e s  of t h e  

Commission t o  e n t e r  i t s  manufac tu r ing  f a c i l i t i e s  and conduct  such  i n s p e c t i o n  

as  i s  necessa ry  t o  de t e rmine  w'lether i t  i s  in compliance wi th  paragraph T T T  of 

t h i s  Order. 

VI11 

( C o n f i d e n t i a l i t y )  

I n f o r m a t i o n  o b t a i n e d  by t h e  meqns provided i n  s e c t i o n s  IV and TITI  O F  t h i . s  

Order will be made a v a i l a b l e  o n l y  t o  t h e  Commission o r  i t s  a u t h o r i z e ?  

3 



r e p r e s e n t a t i v e s ,  w i l l  b e  e n t i t l e d  t o  c o n f i d e n t i a l  t r e a t m e n t ,  and w i l l  n o t  be  

d i v u l g e d  by any a u t h o r i z e d  r e p r e s e n t a t i v e  of t h e  Commission t o  any p e r s o n  
4 

o t h e r  t h a n  a n o t h e r  d u l y  a u t h o r i z e d  r e p r e s e n t a t i v e  o f  t h e  Commission, e x c e p t  a s  

may be r e q u i r e d  i n  t h e  c o u r s e  o f  s e c u r i n g  compliance wi th  this Order, o r  a s  

o t h e r w i s e  r e q u i r e d  by l a w .  D i s c l o s u r e  he reunde r  w i l l  n o t  b e  made by t h e  

Commission w i t h o u t  10 d a y s '  p r i o r  n o t i c e  t o  UOP Aerospace by s e r v i c e  o f  such 

n o t i c e  on UOP Aerospace 's  p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s .  

IY 

(Enforcement)  

. V i o l a t i o n  of  t h i s  Order may r e s u l t  i n  a n  a c t i o n  a g a i n s t  UOP A e r o m a c e  f o r  

c i v i l  p e n a l t i e s  i n  accordance w i t h  t h e  p r o v i s i o n s  o f  s e c t i o n  3 3 7 ( f )  o f  t h e  

T a r i f f  Act of  1930 (19  U . S . C .  s 13.37(f))  and such o t h e r  a c t i o n  a s  t h e  

a m m i s s i o n  may deem a p p r o p r i a t e .  

v i o l a t i o n  o f  t h i s  Order ,  t h e  Conmission may i n f e r  f a c t s  a d v e r s e  t o  UOP 

Aerospace i f  UOP Aerospace f a i l s  t o  p rov ide  a d e q u a t e  o r  t i m e l y  i n f o r m a t i o n  a s  

r e q u i r e d  by s e c t i o n s  IV and V I I .  

In d e t e r m i n i n g  whether  UOP Aerospace i s  i n  

X 

(Mod i f  i c a  t i o  n ) 

T h i s  Order may be modif ied by t h e  Commissi-on on i t s  own motion OF o n  

motion by any p e r s o n  pu r suan t  t o  s e c t i o n  211.57 of  t h e  Commission's Ru les  of 

P r a c t i c e  and Procedure.  ( 4 6  F.R. 1 7 5 3 3 ,  Mar. 18,  1981; t o  be c o d i f i e d  a t  IQ 

CFR 4 211.57.) 

By o r d e r  o f  t h e  Coimission 

Se creta  r y  
I s sued :  April 9, 1982 





UNI"ED STATES INTERNATIONAL TRADE COMMIS T I O P T  
Washington, D.C. 

) 
In  the  Matter of ) 

1 
CERTAIN MOLDED-IN SANDWICH PANEL 
INSERTS AND METH0r)S FOR THEIR 1 
INSTALLAT I O N  1 

I n v e s t i g a t i o n  770. 337-TA-QQ 

ORDER TO CEASE AND D E S I S T  

I T  I S  HEREBY ORDERED THAT Weber A i r c r a f t  D i v i s l o n ,  KiAde, I n c . ,  2 5 7 0  

O n t a r i o  S t r e e t ,  Burbank, Calif. 91504 c e a s e  and d e s i s t  from v i o l a t i n g  s e c t i o n  

337 of  t h e  T a r i f f  Act of 1930 ( 1 9  U.S.C. 5 1337) with  r ega rd  t o  t h e  p r a c t i c e  

of methods f o r  t h e  i n s t a l l a t i o n  of  imported molded-in sandwich pane l  i n s e r t s  

i n t o  sandwich pane l s .  

( D e f i n i t i o n s )  

A s  used i n  t h i s  Orde r :  

(A) "Commission" s h a l l  mean t h e  Uni ted  S t a t e s  I n t e r n a t i o n a l  

Commi s s i o  n . 
(B) "IJeber A i r c r a f t "  s h a l l  mean l?eber A i r c r a f t  D i v i s i o n ,  Yidrle, Tnc . 

2820 On ta r io  S t r e e t ,  Surbnnk, Calif. 91504. 

(C) "United S t a t e s "  sha l l .  meqn t h e  50 S t a t e s ,  t h e  D i s t r i c t  nf Col.umh'a, 

and Pue r to  Rico. 

J 
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I1 

( A p p l i c a b i l i t y )  

The p r o v i s i o n s  of  t h i s  Order  s h a l l  a p p l y  t o  Weber A i r c r a f t  and t o  i % s  

I 

p r i n c i p a l s ,  s t o c k h o l d e r s ,  o f f i c e r s ,  d i r e c t o r s ,  employees,  a g e n t s ,  l i c e n s e e s ,  

d i s t r i b u t o r s  c o n t r o l l e d  (whether by s t o c k  ownership o r  otherwi-se)  and ‘or 

majority-wned b u s i n e s s  e n t i t i e s ,  s u c c e s s o r s  and a s s i g n e e s ,  a l l  t h o s e  p e r s o n s  

a c t i n g  in c o n c e r t  v i t h  Weber A i r c r a f t ,  and t o  each o f  them, and t o  a l l  o t h e r  

p e r s o n s  who r e c e i v e  a c t u a l  n o t i c e  o f  t h i s  Order by s e r v i c e  in accordance  w i t h  

s e c t i o n  V I  h e r e o f .  . 

IIT 

(Conduct P r o h i b i t e d )  

Weber A i r c r a f t  s h a l l  n o t  u s e  imported mol l ed - in  sandwich pane l  i n s e t t s  

a c q u i r e d  subsequen t  t o  t h e  d a t e  of  i s s u a n c e  of t h i s  O r d e r  t o  p rac t ice  any 

method f o r  t h e  i n s t a l l a t i o n  of  such i n s e r t s  i .nto sandwich p a n e l s  where such 

method i n f r i n g e s  U.S. Letters P a t e n t s  Nos. 3,271,498 o r  3 ,39?,225,  e x c e p t  a s  

such i n s t a l l a t i o n  may be l i c e n s e d  by t h e  owner o r  owners o f  s a i d  p a t e n t s .  

This Order s h a l l  remain i n  e f f e c t  until September 6 ,  1983, a s  to U.S. Letters 

P a t e n t  3 ,271 ,498  and u n t i l  J u l y  9,  1985, a s  t o  U.S L e t t e r s  P a t e n t  3 , 3 q 3 , 3 3 5 .  

I V  

( Rep o r t i ng 

\ J i t ? i i n  10 days  a f t e r  t h e  l a s t  day  o f  each r epor t tnc :  nerlod spsc . i f ! ed  

below, Weber Aircraft s h a l l  r e p o r t  t o  t h e  Commission: 

(A) I t s  t o t a l  i n v e n t o r y  ( a s  o f  t h e  lnst day  o f  t h e  r s p o r t f n q  p e r i o d \  

i m p o r t e d  molded-in sandwich p a n e l  i n s e r t s  a c q u i r e d  subsequent  t o  t he  l a t e  of  

i s s u a n c e  o f  t h i s  Order;  

3 
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( B )  Its t o t a l  i n v e n t o r y  ( a s  of  t h e  l a s t  d a y  o f  t h e  r e p o r t i n g  p e r i o d )  o f  

d o m e s t i c a l l y  produced molded-tn sandwich panel. i n s e r t s  a c q u i r e d  siihsoquent t o  

the d a t e  o f  i s s u a n c e  o f  t h i s  Order ;  

(C) I t s  purchases  o f  impor ted  molded-in sandw'ch pane? i n s e r t s  .luyi.nq 

t h e  r e p o r t i n g  p e r i o d  i n  q u e s t i o n ;  

(D) I t s  purchases  of  d o m e s t i c a l l y  produced molded-in sandwSch p a n e l  

i n s e r t s  d u r i n g  t h e  r e p o r t i n g  p e r i o d  i n  q u e s t i o n ;  and 

( E )  The s o u r c e  (vendor)  o f  e a c h  purchase  of t h e  molded-in s a d w i c h  panel  

i n s e r t s  r e f e r r e d  t o  i n  pa rag raphs  C and D above.  

The f i r s t  r e p o r t  r e q u i r e d  under  thCs s e c t i o n  s h a l l  cover  t h e  p e r i o d  

commencing o n  t h e  d a t e  o f  i s s u a n c e  o f  t h i s  Order and end tng  o n  June 30, 1987.. 

The second r e p o r t  s h a l l  c o v e r  t h e  peri-od J u l y  1, 1982, through June  ?q, lqR?, 

The t h i r d  r e p o r t  shall c o v e r  t h e  p e r i o d  J u l y  1, 1983, th rough June 30, 1984. 

The f o u r t h  and l a s t  r e p o r t  sFlal1 c o v e r  t h e  p e r i o d  .July 1, 1.984, th rough .Tune 

30, 1985. 

F a i l u r e  t o  r e p o r t  a s  r e q u i r e d  bv t5f.s s e c t ' o n  s h l l  c o n s t i t r i t e  ri 

v i o l a t i o n  of  t h i s  Order.  

v 

(Compliance and I n s p e c t i o n )  

Weber A i r c r a f t  s h a l l  f u r n i s h  o r  o t h e r w i s e  make a v a i l a b l e  t o  t h e  

Commission o r  i t s  a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  

Commission a 11 books, l e d g e r s  , a c c o u n t s  , c o r r e  spondenc  e memorandums, 

f i n a n c i a l  r e p o r t s ,  and o t h e r  r e c o r d s  o r  documents i n  i t s  p o s s e s s i o n  o r  c o n t r o l  

f o r  t h e  purpose  o f  v e r i f y i n g  -iny m a t t e r  conta ine l l  i n  t h e  r e p o r t s  r e q u i r e d  

under  s e c t i o n  I V  o f  t h i s  Order. 
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VI 

( S e r v i c e  o f  Order)  

Weber A i r c r a f t  i s  o r d e r e d  and d i r e c t e d  t o  s e r v e ,  w i th?n  30 d a y s  a f t e r  t h e  

d a t e  of i s s u a n c e  o f  t h i s  Order ,  a copy of  t h i s  Order upon e a c h  o f  i t s  

r e s p e c t i v e  o f f i c e r s ,  d i r e c t o r s ,  managing a g e n t s ,  a g e n t s ,  and employees vho 

have any  r e s p o n s i b i l i t y  f o r  t h e  p u r c h a s e  of  molded-in sandwich p a n e l  i n s e r t s  

and /o r  t h e  s u p e r v i s i o n  o f  employees engaged i n  t h e  i n s t a l l a t i o n  of  such 

inser t s  i n t o  sandwich p a n e l s .  

V I 1  

(Compliance and I n s p e c t i o n )  

Weber A i r c r a f t  s h a l l  f u r n i s h  o r  o t h e r w i s e  make a v a i l a b l e  t o  t h e  

Commission o r  i t s  a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  

Commission ma i l ed  t o  Weber A i r c r a f t ' s  p r i n c i p a l  o f f i c e  i n  t h e  UnLterl S t a t e s ,  

a l l  r e c o r d s  and documents i n  i t s  p o s s e s s i o n  o r  c o n t r o l  which r e l a t e  t o  anv 

matter c o n t a i n e d  i n  t h e  r e p o r t s  r e q u i r e d  under s e c t i o n  I V  o f  t h i s  Order ,  f o r  

t h e  pu rpose  o f  v e r i f y i n g  s u c h  r e p o r t s .  Also ,  upon r e a s o n a b l e  n o t i c e  by t h e  

Commission, Weber A i r c r a f t  s h a l l  p e r m i t  a u t h o r i z e d  r e p r e s e n t a t i v e s  o f  t h e  

Commission t o  e n t e r  i t s  manufac tu r ing  f a c i l i t i e s  and conduct  such  i n s p e c t i o n  

a s  i s  necessa ry  t o  d e t e m i n e  whether  i t  is i n  compliance w i t h  paragraph T T T  of 

t h i s  Order. 

VI11 

(Conf i d e n t i a l i t  v) 

I n f o m a t i o n  o b t a i n e d  by t h e  means provf-ded i n  s e c t i o n s  T\r and VTT. t h : s  

Order  w i l l  be made a v a i l a b l e  only t o  the  Commission o r  i t s  a r i t h o r i z e ?  

P 
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r e p r e s e n t a t i v e s ,  w i l l  be  e n t i t l e d  t o  c o n f i d e n t i a l  t r e a t m e n t ,  and w i l l  n o t  b e  

" d i v u l g e d  by any a u t h o r i z e d  r e p r e s e n t a t i v e  o f  t h e  Comqission t o  any  pe r son  

o t h e r  t h a n  a n o t h e r  d u l y  a u t h o r i z e d  r e p r e s e n t a t i v e  o f  the Commission, e x c e p t  a s  

may be  r e q u i r e d  i n  t h e  c o u r s e  of securf-ng compliance w i t h  t h i s  Orde r ,  o r  9s 

o t h e r w i s e  r e q u i r e d  by law. 

Commission w i t h o u t  10  d a y s '  p r i o r  n o t i c e  t o  Weber A i r c r a f t  by s e r v i c e  o f  such 

n o t i c e  on Weber A i r c r a f t ' s  p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s .  

D i s c l o s u r e  he reunde r  w i l l  n o t  b e  made by t h e  

I X  

(Enforcement ) 

V i o l a t i o n  o f  t h i s  Order may r e s u l t  i n  a n  a c t i o n  a g a i n s t  Weher A i r c r a f t  

f o r  c i v i l  p e n a l t i e s  in accordance  w i t h  t h e  p r o v i s i o n s  o f  s e c t i o n  3 3 7 ( f )  of  t h e  

T a r i f f  A c t  o f  1930 ( 1 9  U . S . C .  9 1 3 3 7 ( f ) )  and such o t h e r  a c t i o n  as  t k e  

Commission may deem a p p r o p r i a t e .  I n  d e t e r m i n i n g  whether  Weber A i r c r a f t  i s  i n  

v i o l a t i o n  of t h i s  Order ,  t h e  Conmission may i n f e r  f a c t s  a d v e r s e  t o  Weber 

A i r c r a f t  i f  Weber Aircraft  f a i l s  t o  p rov ide  a d e q u a t e  o r  t i m e l y  i n f o r m a t i o n  a s  

r e q u i r e d  by s e c t i o n s  I V  and VT.1. 

X 

(Ffodif i c a t i o n )  

T h i s  O r d e r  may be modif ied by t h e  Commission on i t s  own moti.on o r  ori 

motion by any p e r s o n  pu r suan t  t o  s e c t i o n  211.57 o f  t h e  Commission's Rules  of  

P r a c t i c e  and Procedure.  ( 4 6  F.R. 17533, Mar. 18, 1981; t o  b e  c o - l i f i e d  a t  19 

CFR 5 211.57.) 

By o r d e r  of  t h e  Commission 

S e c r e t  a r v  

I s sued :  Apr i l  9, 1982 





U N I T E D  STATES INTERNATION4L TRADE COEMIS S I O N  
Washington, 9.C. 

- 

In t h e  Matter of 1 

CERTAIN MOLDED-IN SANDWICH PANEL 1 
INSERTS AND METIBDS FOR THTIR 1 
INSTALLAT I O N  1 

I n v e s t i g a t i o n  No. 317-T4-99 

ORDER TO CEASE AND DESIST 

I T  I S  !{EREBY ORDERED THAT H i t c o  S o r p o r a t i o n ,  18662 YacArtllur Boulevard ,  

I r v i n e ,  C a l i f .  

T a r i f f  A c t  o f  1970 ( 1 9  U.S.C. 3 1337) w€th r e g a r d  t o  t \e pz.act+.ce O F  methods 

f o r  t he  i n s t a l l a t i o n  of impor ted  molded-in sandwich p a n e l  i n s e r t s  i n t o  

92715, cease and d e s i s t  from v i o l a t i n g  s e c t i o n  337 o f  t h e  

sandwich pane l s .  

I 

( D e f i n i t i o n s )  

h used  i n  t h i s  Order:  

(A) " C o m i s s i o n "  s h a l l  mean t h e  TJnited S t a t e s  I n t e r n a t € o n a l  Trade  

Commi ss i o  n. 

(B) "111 tco" shalL mean i l i t c o  Corpora t ion ,  18662 YacArthur  Boiilevard,  

I r v i n e ,  C a l i f .  92715.  

(C) "United States"  shaLL mean t h e  50 S t ' a t e s ,  t h e  DistrCct of  Columhta, 

and Puer to  Rico. 
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I1 

- ( A p p l i c a b i l i t y )  

The p r o v i s i o n s  o f  t h i s  Order  s h a l l  a p p l y  t o  H i t c o  a n A  t o  i t s  p r i n c i p a l s ,  

s t o c k h o l d e r s ,  o f f i c e r s ,  d i r e c t o r s ,  e m p l o y e e s ,  a g e n t s ,  l i c e n s e e s ,  d i s t r i b u t o r s ,  

c o n t r o l l e d  (whether  by s t o c k  ownership  o r  o t 3 e r v i s e )  a n d / o r  major i ty-owned 

b u s i n e s s  e n t i t i e s ,  s u c c e s s o r s  and a s s i g n e e s ,  a l l  t h o s e  p e r s o n s  a c t i n g  i n  

c o n c e r t  w i t h  H i t c o ,  and t o  e a c h  o f  t h e i ,  and t o  a l l  o t h e r  p e r s o n s  who r e c e i v e  

a c t u a l  n o t i c e  o f  t h i s  Order  by s e r v i c e  i n  a c c o r d a n c e  w i t h  s e c t i o n  V I  h e r e o f .  

(Conduct P r o h i  b i t e  d )  

H i t c o  s h a l l  n o t  u s e  imported  molded-in  sanduich  p a n e l  i n s e r t s  a c q u i r e d  

s u b s e q u e n t  t o  t h e  d a t e  o f  i s s u a n c e  o f  t h i s  Order t o  pract ice  any method for 

t h e  i n s t a l l a t i o n  o f  such  i n s e r t s  i n t o  sandwich p a n e l s  where s u e 3  method 

i n f r i n g e s  U.S.  L e t t e r s  P a t e n t s  Nos. 3 , 2 7 1 , 4 9 8  o r  3 , 3 9 2 , 2 2 5 ,  except a s  s u c h  

i n s t a l l a t i o n  may b e  l i c e n s e d  by t h e  owner o r  owners  o f  s a i d  p a t e n t s .  % € s  

Order s h a l l  remain  i n  effect  u n t i l  September 6 ,  1 9 8 3 ,  a s  t o  U.S. 1,etters 

P a t e n t  3 , 2 7 1 , 4 9 3  and u n t i l  J u l y  9 ,  1 9 8 5 ,  a s  t o  U . S .  L e t t e r s  P a t e n t  3 , 3 9 2 , 2 ? 5 .  

I v 

( R e p o r t i n g )  

W i t h i n  10 d s y s  a f t e r  t h e  l o s t  day o f  each  r e p o t t i n g  p e r i o d  s p e c i f i e d  

b e l o w ,  H i t c o  s h a l l  r e p o r t  t o  t h e  Commission: 

(A) I t s  t o t a l  i n v e n t o r y  ( a s  of  t h e  l a s t  day  o f  t\e r e p o r t i n g  p e r i o d )  o f  

imported rnolded-in sandwich panel  i n s e r t s  a c q u i r e d  subsequent  t o  t h e  d a t e  of 

i s s u a n c e  o f  t h i s  O r d e r ;  

3 
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(B)  Its t o t a l  i n v e n t o r y  ( a s  of  t h e  l a s t  day  o f  t h e  r e p o r t i n g  p e r i o d )  o f  

d o m e s t i c a l l y  produced molded-in sandiJich p a n e l  i n s e r t s  a c q u i r e d  subsequen t  t o  

t h e  d a t e  o f  i s s u a n c e  o f  t h i s  Order;  

- 

( C )  I t s  purchases  of  imported molded-in sandwich p a n e l  i n s e r t s  d u r i n q  

t h e  r e p o r t i n g  p e r i o d  i n  q u e s t i o n ;  

(I))  I t s  purchases  o f  d o m e s t i c a l l y  produced molded-in sandwich p a n e l  

inser t s  d u r i n g  t h e  r e p o r t i n g  p e r i o d  i n  q u e s t i o n ;  and 

(E) The s o u r c e  (vendor )  of  each pu rchase  of  t h e  molded-in sandwich panel  

i n s e r t s  r e f e r r e d  t o  i n  pa rag raphs  C and D above. 

The f i r s t  r e p o r t  r e q u i r e d  u 7 l e r  t h i s  s e c t i o n  s h a l l  cover  t h e  p e r i o d  

commencing o n  t h e  d a t e  of  i s s u a n c e  o f  t h i s  Order and end ing  o n  .June 30, 1933'7. 

The second r e p o r t  s h a l l  cove r  t h e  p e r i o d  J u l y  I ,  1992,  rh-ouqh June  3n ,  1Q83. 

The t h i r d  r e p o r t  s h a l l  c o v e r  t h e  p e r i o d  J u l y  I ,  1987, through June 30, 1984 ,  

The f o u r t h  and l a s t  r e p o r t  s h a l l  cove r  t h e  p e r i o d  J u l y  1, 1Q%, through June 

30, 1985. 

F a i l u r e  t o  r e p o r t  a s  r e q u i r e d  by t h i s  s e c t i 3 n  s h a l l  c o n s t i t u t e  a 

v i o l a t i o n  o f  t h i s  Order.  

V 

( Comp 1 i anc e and In spec t i o n ) 

H i t c o  s h q l l  f u r n i s r i  o r  o t h e r w i s e  make a v a i l a b l e  t o  t h e  T o m i s s i o n  o r  i t s  

a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  Commission, all books,  

l e d g e r s ,  a c c o u n t s ,  co r re spondence ,  memorandums, f i n a n c i a l  r e p o r t s ,  and o t h e r  

r e c o r d s  o r  docunen t s  i n  i t s  p o s s e s s i o n  o r  c o n t r o l  f o r  t h e  purpose of verifyin:! 
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V I  

( S e r v i c e  o f  Order )  

H i t c o  i s  o r d e r e d  and d i r e c t e d  t o  s e r v e ,  w i t h i n  30 d a y s  a f t e r  t h e  d a t e  o f  

I 

- 

i s s u a n c e  o f  t h i s  Order ,  a copy  o f  t h i s  Order  upon e a c h  o f  i t s  r e s p e c t i v e  

o f f i c e r s ,  d i r e c t o r s ,  managing a g e n t s ,  q g e n t s ,  and employees  who have  any  

r e s p o n s i b i l i t y  f o r  t h e  p u r c h a s e  o f  molded-in  sandwich p a n e l  i n s e r t s  a n d / o r  t h e  

s u p e r v i s i o n  o f  employees  engaged i n  t h e  C n s t a l l a t i o n  o f  such  tnserts  i n t o  

sandwich p a n e l s .  

V I 1  

(Compliance and I n s p e c t i o n )  

H i t c o  s h a l l  f u r n i s h  o r  o t h e r w i s e  make a v a i l a b l e  t o  t h e  Commission o r  i t s  

a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  Conmission m a i l e d  t o  

H i t c o ' s  p r i n c i p a l  o f f i c e  i n  t h e  U n i t e d  S t a t e s ,  all r e c o r d s  and documents i n  

i t s  p o s s e s s i o n  o r  c o n t r o l  which re la te  t o  a n y  matter c o n t a i n e d  i n  t h e  r e p o r t s  

r e q u i r e d  under  s e c t i o n  I V  o f  t h i s  9 r d c r ,  f o r  t h e  purpose  09 v e r i - f y i n g  such  

r e p o r t s .  Also, upon r e a s o n a b l e  n o t i c e  by t h e  Commission, H i t c o  s h a l l  p e r m i t  

a u t h o r i z e d  r e p r e s e n t a t i v e s  o f  t h e  Conmiss ion  t o  e n t e r  i t s  m a n u f a c t u r i n g  

f a c i l i t i e s  and conduct  s u c h  i n s p e c t i o n  a s  i s  n e c e s s a r y  t o  d e t e r m i n e  whether  i t  

i s  i n  c o m p l i a n c e  w i t h  paragraph 111 of t h i s  Order. 

V I 1 1  

( C o n f i d e n t i a l i t y )  

In foAnnat ion  o b t a i n e d  by t h e  n e a n s  p r o v i d e d  i n  s e c t i o n s  I V  and \?I1 of t h i s  

Order w i l l  be  made a v a i l a b l e  o n l y  t o  the Commission or i t s  a u t h o r i z e d  
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r e p r e s e n t a t i v e s ,  w i l l  be  e n t i t l e d  t o  c o n f i d e n t i a l  t rea tment ,  and w i l l  n o t  b e  

e. d i v u l g e d  by any a u t h o r i z e d  r e p r e s e n t a t i v e  o f  k%e Commission t'o anv p e r s o n  

o t h e r  t han  a n o t h e r  d u l y  a u t h o r i z e d  r e p r e s e n t a t i v e  o f  t h e  Commission, e x c e p t  a s  

may b e  r e q u i r e d  i n  t h e  c o u r s e  o f  s e c u r i n g  corupliance w i t h  t h i s  Orde r ,  or as  

o t h e r w i s e  r e q u i r e d  by law. D i s c l o s u r e  he reunde r  w i l l  n o t  b e  made by t h e  

Commission w i t h o u t  10 d a y s '  p r i o r  n o t i c e  t o  H i t c o  by s e r v i c e  o f  such n o t i c e  on 

H i t c o ' s  p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s .  

IY 

(Enforcement)  

. V i o l a t i o n  of  t h i s  Order may r e s u l t  i n  a n  a c t t o n  a g a i n s t  Y i t c o  f o r  c i v i l  

p e n a l t i e s  i n  acco rdance  w i t h  t h e  p r o v i s i o n s  o f  s e c t i o n  3 3 7 ( f )  o f  t h e  T a r i f f  

A c t  o f  1930 (19  U.S.C. s 1 3 3 7 ( f ) )  and such o t h e r  a c t i o n  2 s  t h e  Commtsston may 

deem a p p r o p r i a t e .  In d e t e r m i n i n g  whe the r  G t c o  i s  i n  v i o l a t i o n  o f  t h i s  Order, 

t h e  Conmission may i n f e r  f a c t s  a d v e r s e  t o  H i t c o  i f  H i t c o  f a i l s  t o  p r o v i d e  

a d e q u a t e  o r  t i m e l y  i n f o r m a t i o n  a s  r e q u i r e d  by s e c t i o n s  IV and V I I .  

X 

( k d  i f  i c a t i o  n) 

This Order may b e  mod i f i ed  by t h e  Commission o n  i t s  own motion o r  on 

motion by any p e r s o n  p u r s u a n t  t o  s e c t i o n  211.57 o f  t h e  Commission's Rules  of 

Pract ice  and Procedure.  ( 4 6  F.R. 17.533, Mar. 18, 1981; t o  b e  c o d i f i e d  a t  19 

CFR § 211.570) 

By o r d e r  o f  t h e  Connisslon 

S e c r e t  a r y  
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U N I T E D  STATES INTERNATIONAL TRADE COMMISSION 
Washington, D . C .  20436 

I 

I n  t h e  Matter o f  ) 
I n v e s t i g a t i o n  No. 337-TA-9q 

CERTAIN MOLDED-IN SANDWLCH PANEL 
INSERTS AND METHODS FOR THEIR 
I N STALL AT I O N  1 

COMMISSION OPINION 

1. Procedura l  H i s t o r y  

On March 27 , .1981 ,  Shur-Lok C o r p o r a t i o n  f i l e d  a compla in t  w i t h  t h e  

Commission a l l e g i n g  v i o l a t i o n  o f  s e c t i o n  337.  The Commission i n s t i t u t e d  a n  

i n v e s t i g a t i o n  and p u b l i s h e d  n o t i c e  t h e r e o f  i n  t h e  F e d e r a l  R e g i s t e r  on  

A p r i l  29 ,  1981. The i n v e s t i g a t i o n  was t o  d e t e r m i n e  whether  t h e r e  i s  a 

v i o l a t i o n  o f  s e c t i o n  337 i n  t h e  u n a u t h o r i z e d  i m p o r t a t i o n  o f  c e r t a i n  molded-in 

sandwich p a n e l  i n s e r t s ,  o r  i n  t h e i r  sa le ,  by r e a s o n  of-- 

(1) t h e  a l l e g e d  i n f r i n g e m e n t  by s a i d  molded-in sandwich 
p a n e l  i n s e r t s  o f  t h e  sole c la im o f  U.S.  Letters 
Pa t e n t  3,182,015 ; 

( 2 )  t h e  a l l e g e d  i n f r i n g e m e n t  o f  c l a i m s  1-4 o f  11.S. 
Let te rs  P a t e n t  3 ,271 ,498  and  a l l  f o u r  claims of U . S .  
Letters P a t e n t  3 ,392,225 and  t h e  inducement o f  a n d l o r  
c o n t r i b u t i o n  t o  s a i d  i n f r i n g e m e n t ,  and 

( 3 )  t h e  a l l e g e d  m i s a p p r o p r i a t i o n  o f  S u r - L o k ' s  t r a d e  
secrets ,  

t h e  e f f e c t  o r  tendency o f  which i s  a l l e g e d  t o  d e s t r o y  o r  s u b s t a n t i a l l y  i n j u r e  

a n  i n d u s t r y ,  e f f i c i e n t l y  and  economica l ly  o p e r a t e d ,  i n  t h e  United S t a t e s -  - 11 

1/ The f o l l o w i n g  a b b r e v i a t i o n s  a r e  used  i n  t h i s  o p i n i o n :  CFF - c o m p l a i n a n t ' s  
f i T d i n g  of  f a c t ;  SFF - Commission i n v e s t i g a t i v e  a t t o r n e y ' s  f i n d i n g  of f a c t ;  (!x 
- compla inan t ' s  e x h i b i t ;  R D  - recommended d e t e r m i n a t i o n  o f  a d m i n i s t r a t i v e  law 
judge  (ALJ); C.Tr .  - t r a n s c r i p t  o f  J an .  20, 1982,  h e a r i n g  b e f o r e  t h e  
Commission on v i o l a t i o n ,  remedy, p u b l i c  i n t e r e s t ,  and  bonding.  

I 
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I 

The r e s p o n d e n t s  named i n  t h e  n o t i c e  o f  i n v e s t i g a t i o n  were The Young 

E n g i n e e r s ,  I n c .  ("YE), C & D P l a s t i c s ,  Hi tco  C o r p o r a t i o n ,  Composi tes  

U n l i m i t e d ,  Aerospace  D i v i s i o n  o f  U O P ,  I n c . ,  ( U O P  A e r o s p a c e ) ,  and Weber 

Aircraft D i v i s i o n  o f  K i d d e ,  I n c .  (Weber Aircra f t ) ,  a l l  l o c a t e d  i n  C a l i f o r n i a .  

- 

On J u l y  3 1 ,  1 9 8 1 ,  t h e  c o m p l a i n t  and t h e  n o t i c e  o f  i n v e s t i g a t l o n  were 

amended t o  i n c l u d e  two new r e s p o n d e n t s :  K y o e i  Trading  Corp. and Hariki Metal 

I n d u s t r i e s ,  b o t h  l o c a t e d  i n  Japan. 

On August 3 ,  1 9 8 1 ,  r e s p o n d e n t  TYE f i l e d  a m o t i o n  f o r  summary 

d e t e r m i n a t i o n  o n  a l l  p a t e n t  i s s u e s  p r e d i c a t e d  upon t h e  t h e o r y  t h a t  p r i o r  c o u r t  

l i t i g a t i o n  had r a i s e d  a res j u d i c a t a  b a r  t o  m a i n t e n a n c e  o f  t h e  i n s t a n t  

i n v e s t i g a t i o n .  ' Other  r e s p o n d e n t s  s u b s e q u e n t l y  f i l e d  s imilar  m o t i o n s .  

m o t i o n s  were opposed by  t h e  c o m p l a i n a n t  and t h e  Commission i n v e s t i g a t i v e  

a t t o r n e y .  The a d m i n i s t r a t i v e  l a w  judge '  d e n i e d  t h e  m o t i o n s .  Respondents  

t h e r e a f t e r  moved f o r  l e a v e  t o  f i l e  a n  a p p l i c a t i o n  f o r  i n t e r l o c u t o r y  r e v i e w  o f  

The 

t h e  d e n i a l  o f  summary d e t e r m i n a t i o n .  The Commission i n v e s t i g a t i v e  a t t o r n e y  

and t h e  compla inant  opposed t h e  motion.  On O c t o b e r  1 4 ,  1 9 8 1 ,  t h a t  m o t i o n  was 

d e n i e d  by  t h e  ALJ. 

On t h e  d a y  o f  t h e  p r e h e a r i n g  c o n f e r e n c e  and h e a r i n g ,  r e s p o n d e n t s  

i n d i c a t e d  t h a t  t h e y  would n o t  part ic ipate  i n  t h e  h e a r i n g  b u t  wished t o  r e s e r v e  

their  r i g h t  t o  a r g u e  t h e  q u e s t i o n s  o f  j u r i s d i c t i o n ,  t h e  a p p l i c a b i l i t y  o f  t h e  

d o c t r i n e  o f  res  j u d i c a t a ,  and t h e  a p p r o p r i a t e  remedy ( i f  a sec .  337 v i o l a t i o n  

were found) b e f o r e  t h e  Commission. 

On O c t o b e r  20, 1 9 8 1 ,  a n  e v i d e n t i a r y  h e a r i n g  was h e l d  b e f o r e  t h e  ALJ w i t h  

a p p e a r a n c e s  by t h e  c o m p l a i n a n t  and t h e  Commission i n v e s t i g a t i v e  a t t o r n e y  

Complainant Shur-Lok o f f e r e d  no e v i d e n c e  on t h e  i s s u e  o f  p a t e n t  v a l i d i t y ,  b u t  

d i d  o f f e r  u n c o n t e s t e d  e v i d e n c e  o n  t h e  i s s u e s  o f  p a t e n t  i n f r i n g e m e n t  and 



s u b s t a n t i a l  i n j u r y  t o  t h e  domes t i c  i n d u s t r y .  

o f  compla inan t ' s  t r a d e  secrets  was o f f e r e d  , and t h e  p a r t i c i p a t i n g  p a r t i - e s  

No ev idence  o f  m i s a p p r o p r i a t i o n  

s t i p u l a t e d  t h a t  t h i s  would no l o n g e r  b e  a n  i s s u e  i n  t h e  case. 

On November 13,  1981,  t h e  ALJ s u b m i t t e d  h e r  recommended d e t e r m i n a t i o n  t o  

t h e  Commission, a d o p t i n g  a s  h e r  own t h e  proposed f i n d i n g s  o f  f a c t  and 

c o n c l u s i o n s  o f  l aw  o f  t h e  compla inant  and t h e  Commission i q v e s t i g a t i v e  

a t t o r n e y .  

The Commission's h e a r i n g  o n  t h e  AL<T's recommended d e t e r m i n a t i o n  and on 

v i o l a t i o n ,  remedy, p u b l i c  i n t e r e s t  , and bonding was h e l d  o n  Janua ry  20,  1.Q83. 

Counsel  € o r  r e sponden t s  TYE, Weber A i r c r a f t ,  and H i t c o ,  counse l  f o r  t h e  

compla inan t ,  and t h e  Commission i n v e s t i g a t i v e  a t t o r n e y  were all p r e s e n t  and 

p a r t i c i p a t e d  i n  t h e  h e a r i n g .  These r e s p o n d e n t s  i n d i c a t e d  t h a t  t h e y  had waived 

t h e i r  r i g h t  t o  c h a l l e n g e  t h e  i n f r i n g e m e n t  and v a l i d i t y  o f  t h e  p a t e n t s  and t h a t  

t h i s  i n v e s t i g a t i o n  i s  uncon tes t ed  e x c e p t  f o r  t h e  i s s u e s  o f  j u r i s d i c t i o n ,  r e s  

j u d i c a t a ,  and  remedy. C . T r . ,  p .  4 4 .  

On March 18, 1982,  t h e  Commission unanimously rletermined t h a t  a v i o l a t i o n  

o f  s e c t i o n  337 e x i s t s .  The Commission a l s o  de te rmined  t h a t  t h e  a p p r o p r i a t e  

remedy f o r  t h e  v i o l a t i o n  found was a g e n e r a l  e x c l u s i o n  o r d e r  and f o u r  c e a s e  

and  d e s i s t  o r d e r s .  - 2 /  

i n t e r e s t  f a c t o r s  enumerated in s u b s e c t i o n s  ( d )  and ( f )  o f  s e c t i o n  137 d o  n o t  

F i n a l l y ,  t h e  Commission de termined  t h a t  t h e  p u b l i c  

p rec lude  t h e  i s s u a n c e  of t h e s e  r emed ia l  o r d e r s  and t h a t  t h e  a p p r o p r i a t e  bond 

d u r i n g  t h e  p e r i o d  o f  P r e s i d e n t i a l  r e v i e w  i s  1 7 3  p e r c e n t  o f  t h e  e n t e r e d  v q t u e  

o f  t h e  molded-in sandwich p a n e l  i n s e r t s  i n  q u e s t i o n .  

2 /  Commissioner S t e r n  de t e rmines  t h a t  t h e  a p p r o p r i a t e  remedy f o r  t h e  
v i o l a t i o n  found i s  a g e n e r a l  e x c l u s i o n  o r d e r  and  one  cease and d e s i s t  o r d e r .  
See p.  2 1 ,  n.  33. 
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I 11 J u r i s d i c t i o n  

Respondents H i t c o  and Weber A i r c r a f t  a r g u e  t h a t  t h e y  are  n o t  "necessa ry  
- 

and proper  p a r t  [ i e s ]  t o  t h e  [Commission's]  i n v e s t i g a t i o n "  because  t h e y  a r e  

"no t  i nvo lved  i n  t h e  ' i m p o r t a t i o n '  o f  [ p a n e l  i n s e r t ]  f a s t e n e r s  and  [ a re !  n o t  

t h e  owner,  i m p o r t e r ,  cons ignee ,  o r  a g e n t  o f  e i t h e r  and consequen t ly  [ a r e ]  n o t  

[ p e r s o n s ]  w i t h i n  t h e  j u r i s d i c t i o n  o f  t h e  Commission." 3/  

t h e i r  argument i s  somewhat u n c l e a r  b u t  a p p e a r s  t o  b e  t h a t  t h e  Commission l a c k s  

The l e g a l  b a s i s  f o r  - 

power t o  f i n d  them i n  v i o l a t i o n  because  t h e y  are  n o t  owners,  i m p o r t e r s ,  

c o n s i g n e e s ,  o r  a g e n t s  w i t h i n  t h e  meaning o f  s e c t i o n  337(a ) .  We d i s a g r e e .  

The Commission h a s  s u b j e c t  matter j u r i s d i c t i o n  over-- 

Unfa i r  methods o f  c o m p e t i t i o n  and  u n f a i r  a c t s  i n  t h e  
i m p o r t a t i o n  o f  a r t i c l e s  i n t o  t h e  Uni ted  S ta tes  or i n  t h e i r  
s a l e  by t h e  owner,  i m p o r t e r ,  c o n s i g n e e ,  o r  a g e n t  o f  
e i t h e r ,  t h e  e f f e c t  o r  tendency  o f  which i s  t o  d e s t r o y  or 
s u b s t a n t i a l l y  i n j u r e  a n  i n d u s t r y ,  e f f i c i e n t l y  and 
economica l ly  o p e r a t e d ,  i n  t h e  Un i t ed  S t a t e s  . . . 
(Emphasis added. ) 

- 

19 U.S .C .  s 1 3 3 7 ( a ) .  The u s e  o f  t h e  word "or"  i n  s e c t i o n  337(a)  i n d i c a t e s  

t h a t  t h e  j u r i s d i c t i o n  o f  t h e  Commission i s  n o t  l i m i t e d  t o  those  a c t s  which 

o c c u r  d u r i n g  t h e  a c t u a l  p h y s i c a l  p r o c e s s  o f  impor t a t ion .  - 4 /  

nexus  between t h e  u n f a i r  methods oli a c t s  and  i m p o r t a t i o n ,  t h e  Commission's 

I f  t h e r e  i s  some 

j u r i s d i c t i o n  i s  e s t a b l i s h e d .  

T h i s  i n v e s t i g a t i o n  h a s  e s t a b l i s h e d  t h a t  H i  t c o ,  Weber A i r c r a f t ,  and UOP 

Aerospace purchased imported i n s e r t s  from TYE, t h e  i m p o r t e r  o f  t hose  

a r t i c l e s .  Those f i r m s  a r e  t h u s  invo lved  i n  t h e  " s a l e "  o f  imported i n s e r t s  

31 Motion by H i t c o  t o  t e r m i n a t e  i n v e s t i g a t i o n  a s  t o  H i t c o  (99-10), Aug. 

4 /  C e r t a i n  Welded S t a i n l e s s  S t e e l  P i p e  and Tube, Inv.  No. 337-TA-29, I J S T T  
1951,  p p .  2 ,  5. 

pu$. 8 6 3 ,  p. 11 (1978).  

This  same argument was j o i n e d  by respondent  Weber A i r c r a f t . .  
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t h a t  i n f r i n g e  complainant  Shur-Lok's p a t e n t s .  As  s u c h ,  H i t c o ,  Weber A i r c r a f t ,  

*. and UOP Aerospace are  w i t h i n  t h e  Commission's j u r i s d i c t i o n  under  s e c t i o n  

337. - 5 1  

H i t c o ,  Weber A i r c r a f t ,  and UOP Aerospace a re  a l l  do ing  b u s i n e s s  h e r e  i n  

t h e  United S t a t e s ,  and are  w i t h i n  t h e  Commission's pe rSona l  j u r i s d i c t i o n .  

F u r t h e r ,  H a r i k i  and Kyoei ,  who a re  producing p a n e l  i n s e r t s  and e x p o r t i n g  them 

t o  TYE, a r e  found t o  b e  s u b j e c t  t o  t h e  Commission's - i n  personam j u r i s d i c t i o n  

s i n c e  t h e y  have t h e  r e q u i s i t e  "minimum c o n t a c t s "  and have been p r o p e r l y  

s e r v e d .  6/ I n t e r n a t i o n a l  Shoe Co. v.  Washington, 326  U . S .  310 (1945).  - 

111. V i o l a t i o n  

A. U n f a i r  method o f  c o m p e t i t i o n  o r  u n f a i r  a c t  

1. The p a t e n t s  

The p roduc t  i nvo lved  i n  t h ' i s  i n v e s t i g a t i o n  i s  c a l l e d  a sandwich p a n e l  

i n s e r t .  A sandwich p a n e l  i s  a l i g h t w e i g h t  s t r u c t u r e  formed by s e c u r i n g  a 

honeycomb c o r e  between two s k i n  s h e e t s .  This c o r e  i s  made o f  l i g h t  metal  or 

resin- impregnated p a p e r  forming a c e l l u l a r  honeycomb s t r u c t u r e .  

p a n e l s  a r e  used i n  t h e  c o n s t r u c t i o n  o f  l a v a t o r i e s ,  g a l l e y s ,  wa l l s ,  f l o o r s ,  and 

o t h e r  p a r t s  o f  a i r c r a f t .  Complaint,  p a r a .  I I A ,  p .  4 ;  C X - 1 1 1 ,  pp.  3-4; C X - 1 1 4 ,  

Sandwich 

pp. 3-6. 

5 /  Chairman Alberger  n o t e s  t h a t  H i t c o ,  Weber A i r c r a f t ,  and UOP Aerospace a r e  
The Commission determined I n  a l y o  "owners" w i t h i n  t h e  meaning o f  s e c t i o n  337. 

C e r t a i n  Welded S t a i n l e s s  S t e e l  P i p e  and Tube t h a t  t h e  terms "owner, i m p o r t e r ,  
cons ignee  o r  agen t "  a re  t o  be i n t e r p r e t e d  more e x p a n s i v e l y  i n  matters 
i n v o l v i n g  t r a d e  r e g u l a t i o n  than  i n  t h e i r  t r a d i t i o n a l  customs l a w  c o n t e x t  I n  
e n a c t i n g  s e c t i o n  337, Congress was s e e k i n g  t o  c o n t r o l  a much b roade r  r a n g e  of 
a c t i v i t y  than  t h e  e n t r y  o f  goods.  I n  o r d e r  t o  f u l f i l l  t h e  p r o t e c t i v e  purpose 
o f  t h e  s t a t u t e ,  t h e  term "owner" must i n c l u d e  t h o s e  p a r t i e s  i nvo lved  i n  moving 
imported t a i n t e d  a r t i c l e s  i n t o  t h e  stream o f  domes t i c  commerce. 

r e sponden t  i s  d o i n g  b u s i n e s s  w i t h i n  t h e  United S ta tes  and i s  t h e r e f o r e  w i t h i n  
t h e  j u r i s d i c t i o n  o f  i t s  c o u r t s .  

61 "Minimum c o n t a c t s "  i s  a term o f  a r t  which d e n o t e s  t h a t  a f o r e i g n  
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d e  sandwich p a n e l  i n s e r t s  i n  i s s u e  are i n s e r t e d  i n t o  a sandwich p a n e l  

f l u s h  w i t h  o n e  s k i n  s h e e t  and anchored  i n  p l a c e  by a " p o t t i n g "  compound. Each 

i n s e r t  h a s  a n  i n j e c t i o n  p o r t ,  a v e n t i n g  and i n s p e c t i o n  p o r t ,  and a t h r e a d e d  
- 

b o r e  t o  p r o v i d e  a means f o r  making a m e c h a n i c a l  a t t a c h m e n t  t o  t h e  e x t e r i o r  of 

t h e  sandwich p a n e l  i n  t h e  a i rcra f t .  7/ 8-1 - 
2 .  V a l i d i t y  

To b e  v a l i d  a p a t e n t  must b e  n o v e l ,  u s e f u l ,  and nonobvious ,  3 5  U . S . C .  

$5 101-103.  The c o m p l a i n a n t  d i d  n o t  o f f e r  e v i d e n c e  as  t o  t h e  v a l i d i t y  o f  i .ts 

p a t e n t s ,  b u t  r e l i e d  upon t h e  s t a t u t o r y  presumpt ion  o f  p a t e n t  v a l i d i t y .  3 5  

U.S.C. 2 8 2 ;  S o l d e r  Removal Co. v.  USITC, 582 F.2d 6 2 8  ( 1 9 7 8 ) .  As  n o  

e v i d e n c e  was o f f e r e d  by r e s p o n d e n t s  t o  r e b u t  t h i s  presumpt ion ,  we f i n d  t h a t  

a l l  t h r e e  p a t e n t s  are v a l i d  b a s e d  upon t h e  s t a t u t o r y  presumption o f  v a l i d i t y o  

3 .  I n f r i n g e m e n t  

The u n l i c e n s e d  i m p o r t a t i o n  o r  sa le  o f  a n  imported  product  which i n f r i n g e s  

a v a l i d  U.S. p a t e n t  h a s  l o n g  b e e n  c o n s i d e r e d  a n  u n f a i r  a c t  under  s e c t i o n  

Compla inant  a1 l e g e s -  - 
(1) d i r e c t  i n f r i n g e m e n t  by t h e  imported  molded-in 

sandwich p a n e l  i n s e r t s  o f  t h e  s o l e  claim o f  t h e  '015 
p r o d u c t  p a t e n t ;  

( 2 )  i n f r i n g e m e n t  o f  claims 1-4 o f  t h e  ' 4 9 8  method p a t e n t  
and a l l  f o u r  claims o f  t h e  ' 225  method p a t e n t ,  and 
t h e  inducement o f  a n d / o r  c o n t r i b u t i o n  t o  s a i d  
i n f r i n g e m e n t  . 

7 1  SFF, p .  5. - 
81 The '015  p r o d u c t  p a t e n t  i s  d i r e c t e d  t o  t h e  i n s e r t  i t s e l f ;  t h e  ' 4 9 8  method 

p a t e n t  i s  d i r e c t e d  t o  t h e  method o f  i n s t a l l a t i o n  o f  t h e  i n s e r t ;  t h e  ' 2 2 5  
method p a t e n t  is d i r e c t e d  t o  t h e  method o f  i n s t a l l a t i o n  o f  t h e  i n s e r t  us ing  a 
t a b .  
t h e  i n s e r t  a n d  h o l d s  t h e  i n s e r t  i n  p l a c e  u n t i l  t h e  molding p r o c e s s  i s  
comple ted .  C .Tr . ,  p .  8 .  

"he t a b  i s  a small p iece  o f  p a p e r  o r  metal which  adheres t o  t h e  t o p  Of 

- 9/ I n  re  Von Clem,  2 2 9  F.2d 4 4 1  (C.C.P.A. 1 9 5 5 ) .  
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mere i s  e v i d e n c e  o n  t h e  r e c o r d  t o  show t h a t  molded-in sandwich p a n e l  i n s e r t s  

were manufactured i n  Japan ,  imported i n t o  t h e  Un i t ed  S t a t e s ,  and s o l d  by TYE 

t o  o t h e r  companies i n  t h e  U k t e d  S t a t e s .  'Ihe ALJ Found tha t  t h e  u n a u t h o r i z e d  

s a l e  o f  t h e s e  i n s e r t s  i n  t h e  Un i t ed  S t a t e s  by TYE d i r e c t l y  i n f r i n g e d  t h e  'O%S 

product  p a t e n t  and t h a t  t h e  u s e  o f  t h e s e  i n s e r t s  by H i t c o ,  Weber A i r c r a f t ,  and 

UOP Aerospace i n  t h e  Un i t ed  S t a t e s  d i r e c t l y  i n f r i n g e d  t h e  '498 and ' 2 2 5  method 

p a t e n t s  (RD,  p .  7 ) .  The ALJ found t h a t  t h e r e  was i n s u f f i c i e n t  e v i d e n c e  t o  

e s t a b l i s h  i n f r i n g e m e n t  by C & D P l a s t i c s  and Composites,  I n c .  We concur  i n  

t h o s e  f i n d i n g s .  - l o /  

The AW a l s o  found TYE'to b e  c o n t r i b u t o r i l y  i n f r i n g i n g  and induc ing  

i n f r i n g e m e n t  o f  t h e  ' 225  and '498 method p a t e n t s  by s e l l i n g  i n f r i n g i n g  

impor t ed  sandwich p a n e l  i n s e r t s  t o  H i  t c o ,  Weber A i r c r a f t ,  and [TOP Aerospace 

( R D ,  p .  6 ) .  H a r i k i ,  t h e  f o r e i g n  manufac tu re r  o f  t h e  i n f r i n g i n g  i n s e r t s ,  a n d  

Kyoei ,  t h e  f o r e i g n  t r a d i n g  company which s e l l s  t h e  i n f r i n g i n g  i n s e r t s  t o  TYE, 

w e r e  found by the A L J  t o  b e  i n d u c i n g  i n f r i n g e m e n t  o f  t h e  '015 product  p a t e n t  

by s e l l i n g  i n f r i n g i n g  i n s e r t s  t o  TYE f o r  r e sa l e  i n  t h e  IJnited S ta t e s  (RR, 

The e l e m e n t s  o f  induced i n f r i n g e m e n t  under  35  U.S.C.  5 271(b) a r e  (1) 

t h a t  t h e  conduc t  b e i n g  induced c o n s t i t u t e s  d i r e c t  i n f r i n g e m e n t  and (2) t h a t  

t h e  p a r t y  i n d u c i n g  t h e  i n f r i n g e m e n t  " a c t i v e l y  and knowingly a i d e d  and a b e t t e d  

a n o t h e r ' s  d i r e c t  i n f r i n g e m e n t  o f  t h e  p a t e n t  ." C e r t a i n  Headboxes and 

Papermaking Machine Forming S e c t i o n s  f o r  t h e  Continuous ProAuction o f  P a p e r ,  

and Components The reo f ,  Inv.  No. 337-TA-82, USITC Pub. 1138 a t  pp. 18-19 

(Apri  1 1981). 

101 It was conceded a t  t h e  o r a l  argument b e f o r e  t h e  Commission t h a t  
r e T o n d e n t s  " a r e  i n  d e f a u l t  on t h e  p a t e n t  i s s u e s ,  s t r i c t l y  t h e  i s s u e s  o f  
p a t e n t  i n f r i n g e m e n t  and v a l i d i t y  ." C.Tr . ,  p .  44.  
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'The e l emen t s  o f  c o n t r i b u t o r y  i n f r i n g e m e n t  under  35 U.S.C. s 271(c )  a r e  

( 1 )  a s a l e  ( 2 )  o f  a material  component o f  a p a t e n t e d  i n v e n t i o n  (which 

component i s  n o t  a s t a p l e  a r t i c l e  o f  commerce c a p a b l e  o f  s u b s t a n t i a l  
- 

non- in f r ing ing  u s e ) ,  (3 )  w i t h  knowledge t h a t  t h e  component was e s p e c i a l l y  m d e  

f o r  u s e  i n  a n  i n f r i n g e m e n t  o f  such  i n v e n t i o n .  'Ihe f u r n i s h i n g  o f  r p p a r a t u s  

w i t h  which t o  p r a c t i c e  a method p a t e n t  can h e  c o n t r i b u t o r y  i n f r i n g e m e n t .  

C e r t a i n  Apparatus  f o r  t h e  Continuous P roduc t ion  o f  Copper Rod, Inv. No. 

337-TA-52, USITC Pub. 1017 a t  p .  17 (Nov. 1979) .  

Complainant h e r e  p o i n t s  t o  t h e  p rev ious  in f r ingemen t  s u i t  (see p .  16, 

i n f r a )  a s  proof  t h a t  TYE i-s'aware o f  t h e  '498 and '225 method p a t e n t s  i n  

c o n t r o v e r s y .  There i s  t e s t imony  o n  t h e  r e c o r d  t h a t  "YE prov ides  t r a i n i n g  .an? 

a s s i s t a n c e  t o  T Y E ' s  cus tomers  i n  t h e  u s e  o f  t h e  i n s e r t s  i n  accordance  w!th r h e  

p a t e n t e d  methods (CX-89, pp. 4 3 ,  6 8 - 7 3 ) .  W t c o  and  Weber Aircraft  have  both 

a d m i t t e d  t h a t  t h e y  have r e c e i v e d  h e l p  from TYE i n  s o l v i n g  p r o b l e m  encountered  ~ 

i n  u s i n g  TYE i n s e r t s  i n  accordance  w i t h  t h e  p a t e n t e d  methods.  (CY-75C, Vol. 

111, pp. 23- CX-74C). We b e l i e v e  both  induced  and  c o n t r i b u t o r y  infr!ngement 

by TYE have been  e s t a b l i s h e d  i n  t h i s  i n v e s t i g a t i o n .  

B. I n j u r y  

1. D e f i n i t i o n  o f  i n d u s t r y  

The Commission h a s  cons t rued  t h e  phrase  "domest ic  i n d u s t r y "  t o  mean t h a t  

p o r t i o n  o f  t h e  b u s i n e s s  o f  t h e  p a t e n t e e  and i t s  l i c e n s e e s  devoted  t o  t h e  

product ion  and s a l e  o f  a r t i c l e s  covered  by t h e  p a t e n t  i n  i s s u e ,  e .g .  f e r t a i n  

Ultra-Microtome Freez ing  At tachments ,  Inv.  No. 737-TA-10, 1TSITC Pub. 7 7 1  

( A p r i l  1976) .  

t h e  f a c i l i t i e s  of  Shur-Lok and i t s  l i censee ,  Tr j . da i r  T n d u s t r i e s  n i v i s i o n  o f  

Thus, i n  t h i s  i n v e s t i g a t i o n  t h e  r e l e v a n t  domest lc  i n d u s t r y  1 s  

Rexnord, I n c . ,  a t  Torrance ,  C a l i f .  ( m i d a i r ) ,  devoted  t o  t h e  manufac ture  and  
3 
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sa le  o f  t h e  molded-in  sandwich p a n e l  i n s e r t s  a t  i s s u e  (SFF 1 5 ,  1 7 ) .  - 111 rhe 

f a c i l i t i e s  o f  S h u r L o k  are unders tood t o  i n c l u d e  t h o s e  of i t s  s u h c o n t r a c t o r ,  

Golden S t a t e  E n g i n e e r i n g ,  Tnc. , o f  Paramount , Calif. , which  are u s e d  i n  t h e  

manufac ture  o f  l a r g e  o r d e r s  ( g e n e r a l l y  10,000 o r  more u n i t s )  O F  i n s e r t s  f o r  

Shur-Lok. (SFF 15-16)  

2 .  E f f i c i e n t  a n d  economic  o p e r a t i o n  o f  t h e  d o m e s t i c  i n r l u s t r v  

mere i s  no e v i d e n c e  i n  t h e  r e c o r d  t o  r e b u t  c o m p l a i n a n t ' s  claim t h a t  t h e  

d o m e s t i c  i n d u s t r y  i s  e f f i c i e n t l y  and e c o n o m i c a l l y  o p e r a t e d .  %ere i s ,  i n  

fact , e x t e n s i v e  e v i d e n c e  i n d i c a t i n g  t h a t  t h e  d o m e s t i c  i n d u s t r y  u s e s  f a s t  ana  

e f f i c i e n t  machinery , h i g h l y  s k i l l e d  l a b o r ,  and modern t e c h n i q u e s  o f  

p r o d u c t i o n ,  management , and m a r k e t i n g  i n  t h e  m a n u f a c t u r e  and s a l e  o f  sandwich 

p a n e l  i n s e r t s .  (CX-43CY CX-37CY CX-44CY CX-112, CX-113, and C Y - l l O p ) .  The 

Commission f i n d s  t h a t  t h e  d o m e s t i c  i n d u s t r y  i s  e f f i c i e n t l y  and e c o n o m i c a l l y  

o p e r a t e d .  

3 .  S u b s t a n t i a l  i n j u r y  t o  t h e  d o m e s t i c  i n d u s t r y  c a u s e 4  hv 
r e s p o n d e n t s '  u n f a i r  ac t s .  1 2 /  - 

Among t h e  f a c t o r s  t o  b e  c o n s i d e r e d  by  t h e  Commission i n  making a n  i n j i i r v  

d e t e r m i n a t i o n  are :  sa les  l o s t  t o  t h e  u n f a i r  i m p o r t s ;  u n d e r s e l l i n g  o f  t h e  

d o m e s t i c  i n d u s t r y ' s  p r o d u c t  by t h e  i n f r i n g i n g  i m p o r t s ;  t r e n d s  in market  

p e n e t r a t i o n  b y  t h e  s u b j e c t  i m p o r t s ;  volume o f  i m p o r t s ;  f o r e i g n  c a p a c i t y ;  and 

111 As n o t e d ,  t h e  ALJ adopted  t h e  proposed f i n d i n g s  o f  fact  and c o n c l u s i o n s  
o f y a w  o f  t h e  Commission i n v e s t i g a t i v e  a t t o r n e y  and t h e  c o m p l a i n a n t  (DD, p.  5). 

121 Commissioner S t e r n  f i n d s  t h a t  t h e  r e c o r d  s u p p o r t s  a f i n d i n g  o f  t e n d e n c y  
t o s u b s t a n t i a l l y  i n j u r e ,  b u t  d o e s  n o t  s u p p o r t  t h e  f i n d i n g  o f  p r e s e n t  i n i u r v  
d i s c u s s e d  i n  t h i s  s e c t i o n .  
t h a n  a c c o u n t e d  f o r  by a d e c l i n i n g  o v e r a l l  market, t h e r e  i s  n o  demonstra ted  
r e l a t i o n s h i p  be tween  10s t sa les  and a n y  n e g a t i v e  i m p a c t  o n  t h e  economic  
performance o f  t h e  i n d u s t r y .  I n  f a c t ,  t h e  d o m e s t i c  i n d u s t r y  i n  t h i s  
i n v e s t i g a t i o n  h a s  i n d i c a t o r s  o f  a s u p e r i o r  economic  per formance  d u r i n g  t h e  
t h r e e  y e a r  p e r i o d  u n d e r  i n v e s t i g a t i o n .  S e e  s e c t i o n  4, Tendency t o  
s u b s t a n t i a l l y  i n j u r e ,  p .  1 3 .  

E x c e p t i n g  a d e c l i n e  i n  employment, which  I s  more 
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sales  and  p r o f i t s  in t h e  domes t i c  i n d u s t r y .  C e r t a i n  Automotive Crankpin 

G r i n d e r s ,  Inv .  No. 337-TA-69 (1978) ;  C e r t a i n  Combination Locks,  Inv .  No. 
- 

33 7-TA-4 5 (197 8) . 
The A L J  found t h a t  t h e r e  i s  s u b s t a n t i a l  e v i d e n c e  on t h e  r eco rd  t o  

e s t a b l i s h  s u b s t a n t i a l  i n j u r y  t o  t h e  domes t i c  i n d u s t r y .  mere i s  d e t a i l e d  

economic d a t a  showing l o s t  sa les  and  p r o f i t s ,  and  t h e  l o s s  o f  major  cus tomers  

t o  r e sponden t  due t o  t h e  e x i s t e n c e  o f  s i g n i f i c a n t  p r i c e  d i f f e r e n t i a l s  between 

t h e  impor ted  and domes t i c  p roduc t s .  

As n o t e d  by t h e  Commission i n v e s t i g a t i v e  a t t o r n e y ,  131 i t  i s  p o s s i b l e  t o  - 
e s t a b l i s h  t h e  r e q u i s i t e  i n j a r y  i n  t h e  i n s e r t  i n d u s t r y  w i t h o u t  documenting e a c h  

l o s t  sa le  because  TYE, Shur-T,ok, and T r i d a i r  a re  and have a lways  been  t h e  o n l y  

s u c c e s s f u l  vendors  o f  molded-in sandwich p a n e l  i n s e r t s  i n  t h e  IJnited S t a t e s .  

(SFF 30) T h e r e f o r e ,  any  i n s e r t  s a l e  i n  t h e  Un i t ed  S t a t e s  by TYF i s  a lost 

sa le  t o  Shur-Lok a n d / o r  T r i d a i r .  

- 

I n  November 1980  t h e  domes t i c  companies l o s t  a l a r g e  s a l e  ( n e a r l y  100,000 

u n i t s )  a t  C & D P l a s t i c s  t o  TYE, which unde rb id  t h e  domest ic  f i r m s  by a 

s u b s t a n t i a l  amount p e r  u n i t .  

l o s t  a t  C & D Plas t i c s ,  where T Y E ' s  quoted  p r i c e  was l e s s  t h a n  h a l f  o f  

Shur-Lok's (SFF 3 2 ) .  

t o  TYE, which had unde rb id  T r i d a i r  by more t h a n  50 p e r c e n t .  

l o s t  sa les  d r a m a t i c a l l y  i l l u s t r a t e  ~ m ' s  a b i l i t y  t o  u n d e r p r i c e  t h e  domest ic  

i n s e r t  p roducers .  - 1 4 1  A lower s a l e s  p r i c e  f o r  t h e  imported a r t i c l e  h a s  heen  

found by t h e  Commission t o  be  a s i g n i f i c a n t  i n d i c a t o r  o f  t h e  l i k e l y  p re sence  

O f  l o s t  s a l e s .  

(SFF 31)  I n  January 1981 a s m a l l e r  o r d e r  was 

I n  February  1981,  T r i d a i r  l o s t  a s a l e  o f  9 ,000  i n s e r t s  

(SFF 3 3 )  These 

Chain Door Locks,  Inv.  No. 337-TA-5 (February  1976) ,  a t  40.  

3 
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This e v i d e n c e  o f  sa les  l o s t  t o  lower p r i c e d  i m p o r t s  s u p p o r t s  claims o f  

s u b s t a n t i a l  i n j u r y  t o  t h e  compla inan t .  

337-TA-44 (Feb. 1979) ,  USITC Pub. 944,  a t  10. 

See  C e r t a i n  R o l l e r  U n i t s ,  Tnv. No. -- 

Of p a r t i c u l a r  s i g n i f i c a n c e  i s  t h e  l o s s  o f  a b l a n k e t  pu rchase  o r d e r  from a 

major  i n s e r t  u s e r  such  a s  Weber A i r c r a f t ,  b o t h  i n  terms o f  documenting t h e  

e x t e n t  o f  i n j u r y  and i n  terms o f  i l l u s t r a t i n g  TYE's a p p a r e n t l y  i n c r e a s i n g  

a b i l i t y  t o  unde rb id  t h e  d o m e s t i c  f i r m  f o r  i n s e r t  o r d e r s .  

p o r t i o n  o f  Weber A i r c r a f t ' s  i n s e r t  r e q u i r e m e n t s  are  o b t a i n e d  through b l a n k e t  

pu rchase  o r d e r s  i s s u e d  y e a r l y  t o  t h e  vendor  who b i d s  t h e  l o w e s t  t o t a l  p r i c e  o n  

A s u b s t a n t i a l  

all i n s e r t  t y p e s  ( i . e . ,  Weber A i r c r a f t  p a r t  numbers) and e s t i m a t e d  q u a n t i t i e s  

f o r  which p r i c e  q u o t a t i o n s  a r e  sough t .  

q u o t a t i o n s  l e a d i n g  t o  Weber A i r c r a f t ' s  1979 b l a n k e t  pu rchase  o r d e r  (awarded t o  

TYE) c l e a r l y  shows t h a t  t h e  domes t i c  i n s e r t  f i r m s  a r e  n o t  a b l e  t o  o f f e r  t h e  

low p r i c e s  t h a t  TYE can.  From 1979 t o  1980, TYE's u n i t  p r i c e  q u o t e  dropped 

s i g n i f i c a n t l y .  (SFF 35-39) The f a c t  t h a t  "YE'S 1980 pr ice  w a s  

u n d i f f e r e n t i a t e d  w i t h  respec t  t o  t h e  t y p e s  and e s t i m a t e d  q u a n t i t i e s  i n d i c a t e s  

a h i g h  d e g r e e  o f  p r i c i n g  f l e x i b i l i t y  on t h e  p a r t  o f  TYE t h a t  p r e c l u d e s  a n y  

mean ingfu l  c o m p e t i t i o n  by t h e  domes t i c  f i rms .  I f  TYE's p r i c e s  r e f l e c t e d  a 

minimum a c c e p t a b l e  mark-up o v e r  c o s t ,  one would n o t  e x p e c t  a uniform p r i c e  

q u o t e  t h a t  f a i l e d  t o  d i f f e r e n t i a t e  o n  t h e  b a s i s  o f  i n s e r t  t y p e  o r  estimated 

q u a n t i t y .  

h a v e  e n a b l e d  i t  t o  d r o p  i t s  q u o t e  below t h e  domes t i c  f i r m s  i f  necessa ry  t o  

c a p t u r e  Weber A i r c r a f t ' s  b l a n k e t  pu rchase  o r d e r  b u s i n e s s .  

(SFF 34) A comparison o f  t h e  p r i c e  

TYE's 1980 p r o f i t  margin was c l e a r l y  a c o m f o r t a b l e  one t h a t  would 

(SFF 35-39) 

TYE's quo ted  p r i ces  i n  b i d s  f o r  i n s e r t  s a l e s  a t  l l i t c o ,  a n o t h e r  major  

i n s e r t  u s e r ,  were a l s o  s u b s t a n t i a l l y  ( o f t e n  more t h a n  S O  p e r c e n t )  below t h o s e  

q u o t e d  by Shur-Lok. (SFF 4 0 )  TYE's sa les  a t  Weber A i r c r a f t  and H i t c o  



r e p r e s e n t  a s u b s t a n t i a l  l o s s  o f  b u s i n e s s  t o  t h e  d o m e s t i c  i n d u s t r y .  

S u b s t a n t i a l  l o s s  o f  sales and s u b s e q u e n t  l o s s  o f  r e v e n u e  a s  a r e s u l t  o f  t h e  

i m p o r t a t i o n  and sa le  o f  a r t i c l e s  w h i c h  i n f r i n g e  a U.S. p a t e n t  i s  e v i d e n c e  o f  

s u b s t a n t i a l  i n j u r y .  C e r t a i n  Molded G o l f  B a l l s ,  Tnv. No. 337-TA-135 ( J u l y  

1 9 7 8 ) ,  USITC Pub. 897, a t  8. 

( W F  4 1 )  

I n  a d d i t i o n  t o  documenting spec i f i c  i n s t a n c e s  o f  l o s t  sa les  through such  

e v i d e n c e  a s  c o n t a c t  r e p o r t s  and b l a n k e t  p u r c h a s e  o r d e r s ,  c o m p l a i n a n t  h a s  

p r e s e n t e d  d a t a  showing t r e n d s  i n  u n i t  sa les  t o  s e v e n  s e l e c t e d  c u s t o m e r s  by  

Shur-Lok and by TYE. Sales t o  f o u r  s u c h  c u s t o m e r s  re f lec t  a c l e a r  

d i s p l a c e m e n t  o f  Shur-Lok b y  TYE, i . e . ,  a d e c l i n e  i n  S h u r - b k  sa les  p a r a l l e l e d  

by a n  i n c r e a s e  i n  TYE sales.  1 5 /  

TYE and Shur-Lok e x p e r i e n c e d  p a r a l l e l  i n c r e a s e s  o r  d e c l i n e s  ' i n  1 9 8 1  s a l e s ,  b u t  

TYE's sales  remained a s  much a s  t w e l v e  times h i g h e r  t h a n  S u r - C o k ' s .  (SFF 

4 2-4 9) 

As t o  t h e  o t h e r  t h r e e  s e l e c t e d  cus tomers . ,  - 

I n  a market such  as  t h e  U.S. i n s e r t  market, i n  which t h e r e  are no  

practical  s u b s t i t u t e s  f o r  t h e  p a t e n t e d  product  and demand i s  f a i r l y  i n e l a s t i c ,  

i t  i s  n o t  d i f f i c u l t  t o  t r a n s l a t e  l o s t  sa les  d i r e c t l y  i n t o  l o s t  p r o f i t s .  

Complainant h a s  o f f e r e d  a n  estimate o f  t h e  d o m e s t i c  i n d u s t r y ' s  l o s t  p r o f i t s  

f o r  1978-81,  b a s e d  o n  t h e  f o l l o w i n g  formula :  - 1 6 1  

Shur-Lo k' s "E's Shur-Lo k' s Lost 
a v e r  age X i n s e r t  X a v e r a g e  p e r c e n t a g e  = p r o f i t  by  

pr ice  sa les  gross  d o m e s t i c  
i ndus t r y  p r o f  i t  p e r  u n i t  

m i s  f o r m u l a ,  which assumes t h a t  T r i d a i r ' s  a v e r a g e  price and gross  p r o f i t  o n  

i n s e r t s  are a p p r o x i m a t e l y  t h e  same as  Shur-Lok's ,  r e v e a l s  s t e a d i l y  i n c r e a s i n g  

l o s t  p r o f i t s  by t h e  d o m e s t i c  i n s e r t  i n d u s t r y  ( e x c l u d i n g  1 9 7 9 ) .  

1 5 1  C X - ~ ~ C ,  c x - 5 5 c ,  Cx-56c. - 
1 6 1  CX-56C. - 
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'&e d o m e s t i c  i n d u s t r y  h a s  r e c e n t l y  e x p e r i e n c e d  d e c r e a s e s  i n  i t s  work fo rce  

d u e  in p a r t  t o  t h e  loss o f  i n s e r t  sa les  t o  TYE. 

employment f i g u r e s  f o r  January and  J u l y  1981 r e v e a l s  a r e d u c t i o n  i n  t h a t  

A compar i s ion  o f  Shur-1,ok's 

p o r t i o n  o f  t h e  work fo rce  engaged i n  t h e  p r o d u c t i o n  o f  i n s e r t s  and o t h e r  

a i r c r a f t  f a s t e n e r s .  

r e d u c t i o n ,  caused  i n  p a r t  by t h e  d e c r e a s e  i n  i t s  i n s e r t  b u s i n e s s .  (SFF 

58-59) 

f a c t o r  c o n s i d e r e d  a s  e v i d e n c e  o f  s u b s t a n t i a l  i n j u r y  t o  t h e  compla inan t .  

T r i d a i r ' s  work fo rce  h a s  a l s o  undergone a r e c e n t  

This d e c r e a s e  i n  employment o f  t h e  domes t i c  i n d u s t r y  i s  one more 

Meprobamate, TC Pub. 389 (1971).  

We b e l i e v e  t h a t  compla inan t  h a s  demons t r a t ed  t h a t  t h e  domes t i c  i n d u s t r y  

i s  b e i n g  s u b s t a n t i a l l y  i n j u r e d  by t h e  imported p a n e l  i n s e r t s .  

4. Tendency t o  s u b s t a n t i a l l y  i n j u r e  

S e v e r a l  f a c t o r s  i n d i c a t e  t h e  e x i s t e n c e  o f  a t endency  t o  s u b s t a n t i a l l y  

i n j u r e  a domes t i c  i n d u s t r y .  TYE h a s  been s u c c e s s f u l  i n  g e t t i n g  TYE i n s e r t s  

approved f o r  u s e  by Boeing Company, one  o f  S u r - b k ' s  l a r g e s t  cus tomers  

( C X - 1 1 3 ) .  F u r t h e r ,  i n  October  1980 TYE g a i n e d  a p p r o v a l  f o r  u s e  o f  i t s  i n s e r t s  

i n  subassembl i e s  s o l d  t o  Lockheed Corpora t ion .  (SFF 6 6 )  I f  TYE were al lowed 

t o  c o n t i n u e  t o  s e l l  t h e  i n f r i n g i n g  i m p o r t s ,  i t  cou ld  t a k e  o v e r  Shur-Mk's 

b e i n g  and  Lockheed b u s i n e s s  w i t h i n  a s h o r t  time. 

While TYE h a s  y e t  t o  g a i n  a p p r o v a l  o f  i t s  p a r t s  f o r  d i r e c t  purchase by 

Boeing, i t  h a s  a p p a r e n t l y  made s i g n i f i c a n t  p r o g r e s s  i n  t h a t  d i r e c t i o n .  

Boe ing ' s  Renton, Wash. , f a c i l i t y ,  h a s  r e p o r t e d l y  sough t  a p p r o v a l  f o r  TYE 

i n s e r t s  from t h e  department  r e s p o n s i b l e  f o r  s e t t i n g  s t a n d a r d s .  

TYE s u c c e e d s  i n  g a i n i n g  a p p r o v a l  a t  Boeing, t h e  impact  on Shur-Lok's and 

R i d a i r ' s  f u t u r e  i n s e r t  b u s i n e s s  c o u l d  b e  d e v a s t a t i n g .  

(SFF 68) If  

(SFF 6 9 )  
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TYE's market share i n  terms o f  u n i t  sa les  i n  t h e  U n i t e d  S t a t e s  r o s e  from 

9.8 p e r c e n t  i n  1 9 7 8  t o  11.7 p e r c e n t  i n  1 9 8 1 .  ( S F F  61)  1 7 /  TYE's i n c r e a s i n g  

market p e n e t r a t i o n  t r e n d ,  if a l l o w e d  t o  c o n t i n u e ,  w i l l  s i g n i f i c a n t l y  impact 

- 

t h e  d o m e s t i c  i n d u s t r y ' s  sa les ,  employment and r e t u r n  o n  i n v e s t m e n t .  

62) 'Ihe r e c o r d  i n d i c a t e s  t h a t  s u r - b k  h a s  a l r e a d y  had d e c l i n i n g  sa les  f o r  

( S F F  44, 

c e r t a i n  spec i f i c  c u s t o m e r s ,  s u c h  as Composi tes  I l n l i m i t e d  and KME, 18/ and 

l ikewise ( n o t w i t h s t a n d i n g  b r i e f  upswings  i n  1 9 7 9  and 1 9 8 0 )  i n  i t s  sa les  t o  UOP 

- 

- A e r o s p a c e  and H i t c o .  1 9 1  P r o f i t s  l o s t  o n  documented l o s t  sales by t h e  - 
d o m e s t i c  i n d u s t r y  (except i n  1 9 8 0 )  showed a s t e a d y  i n c r e a s e  from 1 9 7 8  t o  1 9 8 1 .  

( S F F  57) 

c a p a c i t y  (CX-C9.29 and 9 . 3 0 )  and s t a t e s  t h a t  i t  c o u l d  d o u b l e  i t s  c a p a c i t y  i n  

s i x  months o r  t r i p l e  i t  i n  1 y e a r .  

Shur-Lok i s  p r e s e n t l y  o p e r a t i n g  a t  a p p r o x i m a t e l y  6 0  p e r c e n t  o f  

AS n o t e d  a b o v e ,  there were f l u c t u a t i o n s  i n  sa les ,  p r o f i t s ,  and market 

s h a r e  d a t a  i n  1 9 7 9  and 1980 depending o n  t h e  t y p e  o f  d a t a  i n v o l v e d .  T h i s  

would a p p e a r  t o  re f lec t  o n e  o r  more u n u s u a l  e v e n t  o c c u r r i n g  i n  l a t e  1 9 7 9  

a n d / o r  e a r l y  1 9 8 0 ,  a l t h o u g h  t h e  r e c o r d  d o e s  n o t  c l e a r l y  s o  i n d i c a t e .  7.01 

s u c h  e v e n t  may b e  t h e  fac t  t h a t  T r i d a i r  won t h e  1 9 7 9 - 8 0  b l a n k e t  p u r c h a s e  o r d e r  

b e  - 

from Weber Aircraft, o n e  o f  T I E ' S  largest  c u s t o m e r s .  211  

e x p l a i n  n o t  o n l y  TYE's temporary d e c r e a s e  i n  sa les  i n  1 9 8 0  b u t  a l s o  a 

s u b s t a n t i a l  r i s e  i n  T r i d a i r ' s  market s h a r e  (from 26.6 p e r c e n t  i n  1 9 7 9  t o  3 2 . 7  

p e r c e n t  i n  1 9 8 0 )  (SFF 6 5 )  I n  a n y  e v e n t ,  t h e  d e v i a t i o n  from t h e  above-noted 

"his would h e l p  - 

t r e n d s  i s  temporary  and d o e s  n o t  s i g n i f i c a n t l y  n e g a t e  t h e  f a c t  t h a t  T I E ' S  

1 7 /  Commissioner S t e r n  n o t e s  t h a t  TYE's m a r k e t  s h a r e  i n  t h e  United States  by 

18/  KME is a c u s t o m e r  o f  S h u r - b k ,  b u t  i s  n o t  a r e s p o n d e n t  in t h i s  

19/ SFF 4 2 ,  4 6 ,  6 2  
201 SFF. 6 3  
- 2 1 /  D e p o s i t i o n  t e s t i m o n y  o f  Miki Young, TYE's c u r r e n t  p r e s i d e n t .  

d o n a r  v a l u e  rose f rom 2.0 p e r c e n t  i n  1 9 7 9  t o  5 . 3  p e r c e n t  i n  1981 .  

i n F s t i g a t i o n .  (SFF 4 5 ,  4 7 ,  6 2 )  
- 
- 

( S F F  64) 
5 
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market  p e n e t r a t i o n  r e p r e s e n t s  a r i s i n g  c u r v e  which s u p p o r t s  a d e t e r m i n a t i o n  o f  

a tendency t o  s u b s t a n t i a l l y  i n j u r e .  

F i n a l l y ,  w e  n o t e  t h a t  a former sa les  e n g i n e e r  of Shur-Lok h a s  become v i c e  

p r e s i d e n t  and p r i n c i p a l  s a l e sman  f o r  TYE. Obviously,  t h i s  employee 's  

knowledge o f  Shur- lok 's  major  customer a c c o u n t s ,  i t s  p r i c i n g  p o l i c i e s ,  and i t s  

manufac tu r ing  c o s t s  w i l l  b e  a great f a c t o r  i n  TYE's c o n t i n u i n g  expans ion  i n  

t h e  U.S. i n s e r t  marke t .  221 - 
A comparison o f  Shur-Lok and TYE a v e r a g e  c o s t  d a t a ,  compiled from s e v e r a l  

documents i n  t h e  r e c o r d ,  r e v e a l s  t h a t  TYE's lower  p r i c e s  r e f l e c t  s u b s t a n t i a l l y  

lower  c o s t s  i n  p r o c u r i n g  i t s  foreign-made i n s e r t s .  231 Cos t  d i f f e r e n t i a l s  a r e  - 
s o  l a r g e  t h a t  i t  i s  obv ious  t h a t  TYE's a b i l i t y  t o  unde rb id  i t s  domesti-c 

c o m p e t i t o r s  c a n  b e  e x p e c t e d  t o  c o n t i n u e  f o r  t h e  remaining l i v e s  o f  t h e  p a t e n t s  

a t  i s s u e  i f  r e l i e f  i s  n o t  g r a n t e d .  - 2 4 1  

c .  Res j u d i c a t a  d e f e n s e  

Respondents '  p r i n c i p a l ,  i f  n o t  only, d e f e n s e  i n  t h i s  i n v e s t i g a t i o n  i s  

t h a t  a f i n d i n g  o f  v i o l a t i o n  i s  b a r r e d  by t h e  d o c t r i n e  o f  res  j u d i c a t a .  

j u d i c a t a  means " t h i n g  adjudged." 

Res 

The d o c t r i n e  h o l d s  t h a t  once a c a u s e  o f  

a c t i o n  h a s  been p resen ted  f o r  a d j u d i c a t i o n  and a v a l i d  and f i n a l  judgment o n  

t h e  merits h a s  been r e n d e r e d ,  t h e n  t h e  same c a u s e  o f  a c t i o n  canno t  b e  a s s e r t e d  

i n  a subsequent  s u i t .  The r a t i o n a l e  f o r  t h e  d o c t r i n e  l i e s  i n  t h e  n o t i o n  o f  

j u d i c i a l  r epose .  L i t i g a t i o n  i s  t roublesome and e x p e n s i v e ,  and p a r t i e s  should 

n o t  b e  al lowed t o  l i t i g a t e  t h e  same matter a g a i n  and a g a i n .  There must b e  a n  

end t o  l i t i g a t i o n .  

2 2 1  This  employee worked f o r  s u r - L o k  f o r  a p e r i o d  o f  s e v e n t e e n  y e a r s .  
231 CX-42C a n d  C X - 4 3 C .  
- 
- 
2 4 1  SSF 70. 
I 
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Respondents '  res j u d i c a t a  d e f e n s e  s t e m s  from a p r i o r  p a t e n t  i n f r i n g e m e n t  

s u i t  f i l e d  by Shur-Lok a g a i n s t  TYE i n  F e d e r a l  c o u r t .  

t h a t  l i t i g a t i o n  are a s  f o l l o w s .  On February 10 ,  1969, S h u r - b k  sued  TYE i n  

The s a l i e n t  f a c t s  o f  

t h e  U.S. Dis t r ic t  Court  f o r  t h e  Central Dis t r ic t  o f  C a l i f o r n i a  a l l e g j n g  d i r e c t  

i n f r i n g e m e n t  o f  t h e  '015 product  p a t e n t  and induced i n f r i n g e m e n t  o f  t h e  '498 

and ' 2 2 5  method p a t e n t s .  

a g a i n s t  f u t u r e  i n f r i n g e m e n t  by  TYE. TYE's d e f e n s e  was t h a t  t h e  p a t e n t s  i n  

Shur-Lok sought  money damages and a n  i n j u n c t i o n  

s u i t  were i n v a l i d  and ,  t h e r e f o r e ,  n o t  i n f r i n g e d .  TYE a l s o  coun te rc l a imed  f o r  

a d e c l a r a t o r y  judgment o f  p a t e n t  i n v a l i d i t y  and non in f r ingemen t  a s  t o  a l l  

t h r e e  p a t e n t s .  

A f e w  d a y s  b e f o r e  t r i a l  was t o  commence i n  J u l y  1972, Shur-Lok moved t o  

d i s m i s s  t h e  s u i t  "with p r e j u d i c e  ," s t a t i n g  t h a t  d e c r e a s e d  TYE s a l e s ,  t h e  

p r o j e c t e d  c o s t  of  t h e  t r i a l ,  and S h u r - b k ' s  t h e n  depres sed  f i n a n c i a l  c o n d i t i o n  

made f u r t h e r  l i t i g a t i o n  u n j u s t i f i a b l e .  TYE opposed t h e  motion t o  d i s m i s s  on 

t h e  ground t h a t  t h e  d i s m i s s a l  would n o t  b e  c o n c l u s i v e  wi th  r e s p e c t  t o  t h e  

v a l i d i t y  and i n f r i n g e m e n t  o f  t h e  p a t e n t s  i n  s u i t  , t h e r e b y  l e a v i n g  S u r - T a k  

f r e e  i n  t h e  f u t u r e  t o  t h r e a t e n  TYE's cus tomers  w i t h  in f r ingemen t  s u i t s .  

After a h e a r i n g  on t h e  d i s m i s s a l  mo t ion ,  t h e  c o u r t  o n  J u l y  2 5 ,  1973,  

d i s m i s s e d  Shur-Lok's compla in t  "with p r e j u d i c e . "  TYE's coun te rc l a ims  were 

d i s m i s s e d  "without  p r e j u d i c e  ," t h e r e b y  p r e s e r v i n g  TYE's r i g h t  t o  b r i n g  a 

f u t u r e  a c t i o n  a g a i n s t  Shur-Lok f o r  a d e c l a r a t o r y  judgment o f  p a t e n t  i n v a l i d i t y  

a n d / o r  non in f r ingemen t .  f ie  c o u r t  i s s u e d  no  f i n d i n g s  o f  f a c t  o r  c o n c l u s i o n s  

o f  l a w ,  and t h e r e  were no a p p e a l s .  

I n  o r d e r  f o r  res j u d i c a t a  t o  a p p l y ,  ( 1 )  t h e r e  must have been a judgment 

on t h e  merits i n  t h e  e a r l i e r  case,  ( 2 )  t h e  p a r t i e s  t o  t h e  l a t e r  c a s e  must b e  

t h e  same a s  t h o s e  i n  t h e  e a r l i e r  case o r  i n  p r i v i t y  w i t h  t h o s e  p a r t i e s ,  and 

I 
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( 3 )  t h e  l a t e r  case must i n v o l v e  t h e  same c a u s e  o f  a c t i o n  a s  t h e  ea r l i e r  case. 

F e d e r a t e d  Department S t o r e s ,  I n c .  v. M o i t i e ,  452 U.S. 394, 398 (1981) .  I f  

t h e s e  c o n d i t i o n s  a r e  m e t ,  t h e n  the p a r t i e s  a re  precluded from r e l i t i g a t i n g  

i s s u e s  t h a t  were o r  c o u l d  have  been r a i s e d  i n  t h e  e a r l i e r  c a s e .  

Res j u d i c a t a  ( o f t e n  c a l l e d  "claim p r e c l u s i o n "  o r  "cause o f  a c t i o n  

p r e c l u s i o n " )  must be  d i s t i n g u i s h e d  from t h e  r e l a t e d  d o c t r i n e  o f  c o l l a t e r a l  

e s t o p p e l  ( c a l l e d  " i s s u e  p r e c l u s i o n " ) .  

[Ulnder  t h e  d o c t r i n e  o f  res  j u d i c a t a ,  a judgment "on t h e  
merits" in a p r i o r  s u i t  i n v o l v i n g  t h e  same p a r t i e s  o r  
t h e i r  p r i v i e s  b a r s  a second s u i t  based o n  t h e  same c a u s e  
o f  a c t i o n .  Under t h e  d o c t r i n e  o f  c o l l a t e r a l  e s t o p p e l ,  o n  
t h e  o t h e r  hand ,  such a judgment p r e c l u d e s  r e l i t i g a t i o n  o f  
i s s u e s  a c t u a l l y  l i t i g a t e d  and  de te rmined  in t h e  p r i o r  
s u i t ,  r e g a r d l e s s  o f  whether  i t  was based on t h e  same c a u s e  
of a c t i o n  a s  t h e  second s u i t .  

Lawlor v. N a t i o n a l  Sc reen  S e r v i c e  Corp. ,  349 U.S. 322, 326 (195.5). (Fmphasis 

added . )  The d i s t i n c t i o n  between res  j u d i c a t a  and c o l l a t e r a l  e s t o p p e l  f s 

i m p o r t a n t  because  r e s p o n d e n t s  have  sought  t o  b l e n d  t h e  two d o c t r i n e s  t o  t h e i r  

advan tage  i n  t h i s  i n v e s t i g a t i o n .  

There i s  no d i sag reemen t  t h a t  t h e  e a r l i e r  case invo lved  a judgment on t h e  

merits. And t h e r e  i s  a t  l eas t  a p a r t i a l  i d e n t i t y  o f  p a r t i e s  s i n c e  S u r - b k  

and TYE were p a r t i e s  t o  t h e  c o u r t  case and a r e  p a r t i e s  t o  t h i s  i n v e s t i g a t i o n .  

Respondents '  p o s i t i o n  i s  t h a t  res j u d i c a t a  a p p l i e s  because  t h e  p r i o r  c o u r t  

case and t h i s  i n v e s t i g a t i o n  i n v o l v e  t h e  same c a u s e  o f  a c t i o n .  Thus, in 

r e s p o n d e n t s '  v iew,  t h e  u n d e r l y i n g  c o n t r o v e r s y - - S u r - b k ' s  cha rge  o f  p a t e n t  

i n f r i n g e m e n t  by TYE--is i d e n t i c a l  i n  bo th  cases. 

Both t h e  1969 a c t i o n  and t h e  patent-based p o r t i o n  [ o f  
t h i s  i n v e s t i g a t i o n ]  stem from t h e  same n u c l e u s  o f  f a c t ,  
namely,  S u r - b k ' s  a l l e g e d  r i g h t s  unde r  i t s  t h r e e  p a t e n t s  
and in f r ingemen t  t h e r e o f  by TYE's two and t h r e e  p o r t  
i n s e r t s  and t h e i r  method o f  u s e  by  TYE customers .  "%e 
wrong a l l e g e d  in a p e r s p e c t i v e  manner i n  both c a s e s  stems 
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from TYE's and i t s  c u s t o m e r s '  i n f r i n g e m e n t .  S u r - b k  
asser ts  t h e  i d e n t i c a l  p a t e n t  r i g h t s  and TYF: i s  cha rged  
w i t h  t h e  same p r o s p e c t i v e  wrong, namely, f u t u r e  
i n f r i n g e m e n t .  The i d e n t i t y  is t o t a l .  I 251 

Complainant and t h e  Commission i n v e s t i g a t i v e  a t t o r n e y  a r g u e  t h a t  t h i s  

i n v e s t i g a t i o n  and t h e  e a r l i e r  c o u r t  case do  n o t  i n v o l v e  t h e  same c a u s e  o f  

a c t i o n  because  t h e  f a c t u a l  c i r c u m s t a n c e s  s u r r o u n d i n g  t h i s  i n v e s t i g a t i o n  a r e  

- 

d i f f e r e n t  f rom t h o s e  s u r r o u n d i n g  t h e  e a r l i e r  c a s e .  S p e c i f i c a l l y ,  t h e  q u a n t i t y  

o f  i n f r i n g i n g  i n s e r t s  impor t ed  and s o l d  by TYE h a s  i n c r e a s e d  g r e a t l y  s i n c e  

d i s m i s s a l  o f  t h e  e a r l i e r  case i n  1972, and TYE h a s  i n t r o d u c e d  a t  l e a s t  8 new 

imported models o f  i n f r i n g i n g  i m p o r t s  w i t h i n  t h e  l a s t  18 months and  

e s t a b l i s h e d  a b o u t  14 new customer a c c o u n t s  f o r  such i n s e r t s  i n  t h e  l a s t  2 

y e a r s .  They f u r t h e r  a r g u e  t h a t  t h i s  i n v e s t i g a t i o n  a r i s e s  under  a t r a d e  

s t a t u t e  ( s e c t i o n  337), n o t  unde r  t h e  p a t e n t  l a w s  and t o  p r e v a i l  under  s e c t i o n  

337, a complainant  must prove s u b s t a n t i a l  i n j u r y  t o ,  and t h e  e f f i c i e n t  and 

economic o p e r a t i o n  o f ,  t h e  domes t i c  i n d u s t r y  i n  a d d i t i o n  t o  p a t e n t  v a l i d i t y  

and i n f r i n g e m e n t .  F i n a l l y ,  t h e y  a r g u e  t h e  r e l i e f  sough t  by Shur-TDk i n  t h i s  

i n v e s t i g a t i o n  ( a  g e n e r a l  e x c l u s i o n  o r d e r  and c e a s e  and d e s i s t  o r d e r s )  7s 

d i f f e r e n t  from t h e  remedies  sough t  a g a i n s t  TYE i n  t h e  e a r l i e r  c a s e  (damages 

and a n  i n j u n c t i o n ) .  

The ALJ found t h a t  res  j u d i c a t a  was n o t  a b a r  t o  t h i s  i n v e s t i g a t i o n  f o r  

e s s e n t i a l l y  t h e  r e a s o n s  s t a t e d  above.  - 261 We b e l i e v e  t h a t  t h i s  proceeding i s  

n o t  b a r r e d  by t h e  d o c t r i n e  o f  res  j u d i c a t a  because  t h i s  i n v e s t i g a t i o n  d o e s  not 

i n v o l v e  t h e  same c a u s e  o f  a c t i o n  a s  t h e  e a r l i e r  c o u r t  c a s e .  

T h i s  i n v e s t i g a t i o n  d i f f e r s  from t h e  e a r l i e r  c o u r t  c a s e  i n  t h a t  t h e  u n f a i r  

a c t s  complained o f  h e r e  a l l  happened subsequent  t o  d i s m i s s a l  o f  t h e  c o u r t  

2 5 1  Brief i n  Support o f  Respondents '  Res J u d i c a t a  Defense,  p .  15 .  
261 Order No. 1 5 ,  i s s u e d  S e p t .  18 ,  1981. Vice  Chairman Calhoun and 
- 

commissioner Eckes concur  w i t h  t h e  a n a l y s i s  and c o n c l u s i o n  o f  t h e  
A d m i n i s t r a t i v e  Law Judge.  They a l s o  concur  w i t h  t h e  a n a l y s i s  i n  t h i s  op in ion .  
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case,  and  a re  a p p a r e n t l y  o c c u r r i n g  on  a l a r g e r  s c a l e  t h a n  was t h e  case a t  t h e  

t ime o f  t h e  e a r l i e r  l i t i g a t i o n .  Thus, TYE's sa l e s  o f  imported i n s e r t s  i n  1979 

were more t h a n  3 t i m e s  a s  g r e a t  a s  i t s  sa les  i n  1972 when t h e  c o u r t  case w a s  

d i s m i s s e d .  S a l e s  i n  1981 a re  expec ted  t o  approximate  t h e  1979 l e v e l s  and  "YE 

h a s  e s t a b l i s h e d  a b o u t  1 4  new U.S. i n s e r t  a c c o u n t s  i n  t h e  l a s t  2 t o  3 

y e a r s .  271 281 

i n s e r t s  w i t h i n  t h e  l a s t  18 months.  

I m p o r t a n t l y ,  TYE h a s  i n t r o d u c e d  8 new models o f  impor ted  - -  
As t h e  A L J  n o t e d ,  i t  i s  open t o  q u e s t i o n  

whether  a s e c t i o n  337 c a u s e  o f  a c t i o n  had  even  acc rued  i n  c o m p l a i n a n t ' s  f a v o r  

a t  t h e  time t h e  ea r l i e r  case was d i s m i s s e d .  291  - 
The Supreme Court  h a s  h e l d  t h a t  a c o n t i n u i n g  ser ies  o f  wrongful  ac t s  may 

g i v e  r ise  t o  m u l t i p l e  c a u s e s  o f  a c t i o n  even  when t h e y  a r i s e  under  t h e  same 

s t a t u t e ,  a s  may a s u b s t a n t i a l  change i n  t h e  s c o p e  o f  d e f e n d a n t ' s  a c t i v i t i e s .  

Lawlor v. N a t i o n a l  Sc reen  S e r v i c e  Corp . ,  s u p r a ,  a t  327-328. I n  l a w l o r ,  

p l a i n t i f f s  were i n  t h e  b u s i n e s s  o f  l e a s i n g  a d v e r t i s i n g  p o s t e r s  t o  mot ton  

p i c t u r e  e x h i b i t o r s .  I n  1942, t h e y  brought  a n  a n t i t r u s t  a c t i o n  for t r e b l e  

damages a g a i n s t  N a t i o n a l  Sc reen  and o t h e r s  a l l e g i n g  t h a t  d e f e n d a n t s  had 

c o n s p i r e d  t o  monopolize  t h e  d i s t r i b u t i o n  o f  mot ion  p i c t u r e  a d v e r t i s i n g  

p o s t e r s .  In 1943, p u r s u a n t  t o  a s e t t l e m e n t  agreement  e n t e r e d  b e f o r e  t r i a l  and 

w i t h o u t  a n y  f i n d i n g s  o f  f a c t  o r  c o n c l u s i o n s  o f  l a w  hav ing  been made, 

p l a i n t i f f s '  s u i t  was d i smis sed  "wi th  p r e j u d i c e "  and d i s t r i b u t i o n  l i c e n s e s  were 

g r a n t e d  t o  p l a i n t i f f s  by  N a t i o n a l  S c r e e n .  Seven y e a r s  l a t e r ,  p l a i n t i f f s  

brought  a s imilar  a c t i o n  a g a i n s t  t h e  same d e f e n d a n t s ,  p l u s  f i v e  a d d i t i o n a l  

o n e s ,  a l l e g i n g  t h a t  s e t t l e m e n t  o f  t h e  e a r l i e r  s u i t  w a s  mere ly  a d e v i c e  used  t o  

p e r p e t u a t e  t h e  c o n s p i r a c y  and monopoly, t h a t  t h e  f i v e  

271 Complainant ' s  Memorandum o f  P o i n t s  and A u t h o r i t i e s  i n  Oppos i t ion  t o  

28/ See  ALJ O r d e r  No. 15 ,  p.  9. 
R e c o n d e n t ' s  Brief i n  Support  o f  t h e  RES J u d i c a t a  Defense,  p .  3.  
- -  
2 9 /  I d - ,  p *  9.  - -  
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new d e f e n d a n t s  had s i n c e  j o i n e d  the  c o n s p i r a c y ,  and  t h a t  N a t i o n a l  Sc reen  had 

d e l i b e r a t e l y  made s l o w  and  e r r a t i c  d e l i v e r i e s  under  t h e  l i c e n s e  i n  a n  e f f o r t  

t o  d e s t r o y  p l a i n t i f f s '  b u s i n e s s  and  had  used  t i e - i n  s a l e s  and  o t h e r  means t o  

e x p l o i t  i t s  monopoly power. 

The i s s u e  f o r  t h e  Supreme Court  was whether  p l a i n t i f f s '  second s u i t  was 

b a r r e d  by t h e  d o c t r i n e  o f  res  j u d i c a t a .  

conc lud ing  t h a t  t h e  two s u i t s  were n o t  based  on t h e  same cause  o f  a c t i o n .  

The Court  h e l d  t h a t  i t  was n o t ,  

Tn 

i t s  o p i n i o n ,  t h e  Court  s t a t e d  a s  f o l l o w s :  

That  b o t h  s u i t s  i nvo lved  " e s s e n t i a l l y  t h e  same c o u r s e  
o f  wrongful  conduct"  [ a s  t h e  T h i r d  C i r c u i t  had found]  i s  
n o t  d e c i s i v e .  Such a c o u r s e  o f  conduct--for  example,  a n  
a b a t a b l e  nuisance--may f r e q u e n t l y  g i v e  r i se  t o  more than  a 
s i n g l e  c a u s e  o f  a c t i o n .  And s o  i t  i s  h e r e .  The conduct  
p r e s e n t l y  complained o f  was a l l  subsequent  t o  t h e  1943 
judgment.  I n  a d d i t i o n ,  t h e r e  a r e  new a n t i t r u s t  v i o l a t i o n s  
a l l e g e d  h e r e - - d e l i b e r a t e l y  s low d e l i v e r i e s  and t i e - i n  
s a l e s ,  among o thers - -not  p r e s e n t  i n  t h e  former a c t i o n .  
While t h e  1943 judgment p rec ludes  r e c o v e r y  o n  c l a i m s  
a r i s i n g  p r i o r  t o  i t s  e n t r y ,  i t  canno t  b e  g iven  t h e  e f f e c t  
o f  e x t i n g u i s h i n g  claims which d i d  n o t  even  then  e x i s t  and 
which cou ld  n o t  p o s s i b l y  have  been  sued  upon i n  t h e  
prev ious  case. In  t h e  i n t e r i m ,  moreover ,  t h e r e  was a 
s u b s t a n t i a l  change i n  t h e  scope  o f  t h e  de fendan t s '  a l l e g e d  
monopoly; f i v e  o t h e r  producers  had g ran ted  e x c l u s i v e  
l i c e n s e s  t o  N a t i o n a l  Screen ,  w i t h  t h e  r e s u l t  t h a t  t h e  
d e f e n d a n t s '  c o n t r o l  o v e r  t h e  marke t  f o r  s t a n d a r d  
a c c e s s o r i e s  had i n c r e a s e d  t o  n e a r l y  100 p e r c e n t .  Under 
t h e s e  c i r c u m s t a n c e s ,  whether  t h e  d e f e n d a n t s '  conduct  b e  
r ega rded  a s  a ser ies  o f  i n d i v i d u a l  t o r t s  o r  a s  one 
c o n t i n u i n g  t o r t ,  t h e  1943 judgment d o e s  n o t  c o n s t i t u t e  a 
b a r  t o  t h e  i n s t a n t  s u i t .  30/ - 

On t h e  b a s i s  o f  t h e  p r i n c i p l e  enunc ia t ed  i n  T,awlor, 31/ w e  f i n d  res j u d i c a t a  

i n a p p l i c a b l e  t o  t h i s  i n v e s t i g a t i o n .  

- 
I n  v iew o f  t h i s  f i n d i n g ,  w e  do  n o t  r e a c h  

t h e  q u e s t i o n  o f  whether  any  o f  t h e  o t h e r  r e sponden t s  a re  i n  p r i v i t y  w i t h  TYF 

f o r  res j u d i c a t a  purposes .  

301 Lawlor v. Nat iona l  Screen Service Corp. ,  3 4 9  U . S .  3 2 2 ,  327-328 ( 1 9 5 5 )  
( f G t n o t e s  omi t t ed )  (emphasis  added) .  

31/ For t h e  v iews  o f  Vice Chairman Calhoun and  Commissioner Eckes,  see  
f o x n o t e  26. 3 
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Remedy, P u b l i c  I n t e r e s t ,  and  Bonding - 3 2 1  

1. Remedy 

The Commission de te rmines  t h a t  t h e  f ollow-ng o r d e r s  a r e  t h e  a p p r o p r i a t e  

remedy i n  t h i s  i n v e s t i g a t i o n :  - 3 3 /  

(1) a g e n e r a l  e x c l u s i o n  o r d e r  p r o h i b i t i n g  t h e  i m p o r t a t i o n  
o f  i n f r i n g i n g  i n s e r t s  f o r  t h e  remain ing  l i f e  o f  t h e  
'015 p roduc t  p a t e n t ;  

( 2 )  a cease and d e s i s t  o r d e r  p r o h i b i t i n g  TYE from s e l l i n g  
impor ted  i n s e r t s  a c q u i r e d  subsequent  t o  i n s t f  t u t I o n  
o f  t h e  i n v e s t i g a t i o n  where such  s a l e s  would 
c o n t r i b u t e  t o  o r  i n d u c e  i n f r i n g e m e n t  o f  t h e  '275 
a n d / o r  '498 method p a t e n t s ;  and  

( 3 )  c e a s e  and d e s i s t  o r d e r s  p r o h i b i t i n g  Weber A i r c r a f t ,  
H i t co ,  and  UOP Aerospace from u s i n g  impor ted  i n s e r t s  
a c q u i r e d  subsequen t  t o  i s s u a n c e  o f  t h e  o r d e r s  t o  
i n f r i n g e  t h e  '225  a n d / o r  '498 method p a t e n t s .  

No c e a s e  and  d e s i s t  o r d e r s  w i l l  be  i s s u e d  a g a i n s t  H a r i k i  and Kyoei.  

A g e n e r a l  e x c l u s i o n  o r d e r  f o r  t h e  r ema in ing  l i f e  o f  t h e  '015 product  

p a t e n t  shou ld  p r e v e n t  i m p o r t a t i o n  o f  i n f r i n g i n g  i n s e r t s  unt i .1  November 1 ,  

321 The t h r e e  p a t e n t s  i nvo lved  i n  t h i s  c a s e  e x p i r e  i n  t h e  fo l lowing  
c h r o n o l o g i c a l  o r d e r :  '498 method pa ten t - -Sept .  6, 1983 ; '015 product  
patent--Nov. 1, 1983;  ' 225  method pa ten t - - Ju ly  9 ,  1085. 

33 /  Commission S t e r n  d e t e r m i n e s  t h a t  t h e  a p p r o p r i a t e  remedy f o r  t h e  
v i x a t i o n  found d o e s  n o t  i n c l u d e  cease and  d e s i s t  o r d e r s  d i r e c t e d  t o  Weber 
A i r c r a f t ,  H i t c o ,  and UOP Aerospace.  The e x e r c i s e  o f  t h e  Commission's 
d i s c r e t i o n  t o  r e a c h  domes t i c  commerce must  he  approached w i t h  c a u t i o n .  See 
C e r t a i n  Large Video Mat r ix  Di sp lay  Systems and  Components Thereof ,  Inv.  No. 
337-TA-75 a t  30-31 (1981) .  

p revented  by t h e  cease and des i s t  o r d e r  d i r e c t e d  t o  TYE. 
i n d i c a t i o n  i n  t h e  r eco rd  o f  new f o r e i g n  manufac tu re r s  o r  new i m p o r t e r s  even  
c o n s i d e r i n g  e n t r y  i n t o  t h i s  marke t .  
such t h a t  shou ld  t h e s e  domes t i c  u s e r s  become invo lved  w i t h  new i m p o r t e r s  o r  
new f o r e i g n  manufac tu re r s  o f  t h e  s u b j e c t  i m p o r t s  t h e  domes t i c  i n d u s t r y  would 
b e  aware o f  such  a c t i v i t y  and  c o u l d  r e q u e s t  a d d i t i o n a l  necessa rv  a c t i o n  hy t k e  
Commission. I m p o r t a n t l y ,  a f t e r  e x p i r a t i o n  o f  t h e  p roduc t  p a t e n t  I n q u e s t i o n  
t h e  s u b j e c t  impor t s  c a n  b e  Z e a l l y  impor ted  and  c a n  b e  used  i n  a manner t h a t  
d o e s  n o t  i n f r i n g e  t h e  method p a t e n t s  i n  i s s u e .  

' 

- 

I n  t h i s  i n v e s t i g a t i o n  a n y  i n j u r y  f o r e s e e a b l e  from t h e  r eco rd  w i l l  he  
There is no 

I n  a d d i t i o n  t h e  n a t u r e  o f  t h e  i n d u s t r y  i s  

- 
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1983, t h e  e x p i r a t i o n  d a t e  of  t h a t  p a t e n t .  W e  b e l i e v e  a g e n e r a l  e x c l u s i o n  

o r d e r  i s  w a r r a n t e d  f o r  t h e  f o l l o w i n g  r e a s o n s .  

i n s e r t  i n d u s t r y  a r e  low. 

The re  is a f a i r l y  s t e a d y  d o m e s t i c  demand f o r  i n s e r t s  and v i r t u a l l y  n o  

s u b s t i t u t e  p roduc t s .  The U.S. market  i s  l a r g e  enough t o  p rov ide  a n  i n c e n t i v e  

f o r  f o r e i g n  f i r m s  o t h e r  t h a n  H a r i k i  and Kyoei t o  en te r  i t  i f  o n l y  i n s e r t s  

manufactured by H a r i k i  and Kyoei a r e  exc luded .  F i n a l l y ,  p a n e l  i n s e r t  u s e r s  

t e n d  t o  be l a r g e  s o p h i s t i c a t e d  f i r m s  c a p a b l e  o f  a r r a n g i n g  on t h e i r  own f o r  

manufac tu re  ab road .  

Barriers t o  e n t r y  i n  t h e  p a n e l  

I n s e r t s  c a n  b e  made e a s i l y  o n  s i m p l e  equipment.  

The cease and d e s i s t  o r d e r  d i r e c t e d  t o  TYE w i l l  p r o h i b i t  t h a t  f i r m  from 

s e l l i n g  impor t ed  i n s e r t s  f o r  u s e  w i t h  methods t h a t  i n f r i n g e  c o m p l a i n a n t ' s  ' 2 2 5  

and  '498 method p a t e n t s  f o r  t h e  l i v e s  o f  t h o s e  p a t e n t s .  The o r d e r  i n c l u d e s  a 

p r o h i b i t i o n  on t h e  s a l e  o f  i n v e n t o r y  imported a f t e r  i n s t i t u t i o n  o f  t h e  

i n v e s t i g a t i o n .  

The cease and d e s i s t  o r d e r s  d i r e c t e d  a t  H i t c o ,  Weber A i r c r a f t ,  and UOP 

Aerospace w i l l  p r o h i b i t  t h o s e  f i r m s  from u s i n g  imported p a n e l  i n s e r t s  t o  

p r a c t i c e  e i t h e r  of  t h e  methods d e s c r i b e d  by c o m p l a i n a n t ' s  method p a t e n t s .  34/ 

The o r d e r s  w i l l  a p p l y  o n l y  t o  imported i n s e r t s  a c q u i r e d  by t h o s e  3 f f r m s  a f t e r  

i s s u a n c e  o f  t h e  cease and d e s i s t  o r d e r s ,  i . e . ,  t h e y  d o  n o t  r each  i n s e r t s  

c u r r e n t l y  i n  i n v e n t o r y .  mere a r e  two r e a s o n s  f o r  n o t  r e a c h i n g  t h e  p r e s e n t  

- 

i n v e n t o r y  o f  t h e s e  f i r m s .  F i r s t ,  H i t c o ,  Weber A i r c r a f t ,  and UOP Aerospace 

e v i d e n t l y  c a r r y  a mixed i n v e n t o r y  o f  i n s e r t s  o b t a i n e d  from complainant  and i t s  

l i c e n s e e  ( T r i d a i r )  a s  w e l l  a s  from TYE. Second, complainant  does n o t  wish t o  

r e a c h  such  i n v e n t o r y .  - 35 / me i n s e r t s  i n  i n v e n t o r y  a r e  n o t  marked o r  

341 See n. 33 ,  p .  21 .  
35/ C . T r . ,  p .  84. 
- - 
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o t h e r w i s e  i d e n t i f i a b l e  a s  t o  s o u r c e ,  and hence  a n y  cease and  d e s i s t  o r d e r  

p r o h i b i t i n g  t h e  u s e  o f  impor t ed  (TYE) i n s e r t s  would a f f e c t  a l l  i n s e r t s ,  n o t  

j u s t  t h o s e  o b t a i n e d  from TYE. 361 - 
We have d e c i d e d  n o t  t o  i s s u e  cease and d e s i s t  o r d e r s  a g a i n s t  H a r i k i  and 

Kyoei , TYE's Japanese  s u p p l i e r s .  37 / 

d i r e c t e d  t o  domes t i c  r e s p o n d e n t s  p r o v i d e  a more e f f i c i e n t  and e f f e c t i v e  remedy 

Moreover , cease and d e s i s t  o r d e r s  - 

a g a i n s t  i n f r i n g e m e n t  o f  method p a t e n t s .  

I s s u a n c e  o f  t h e  o r d e r s  d i s c u s s e d  above d o e s  n o t  c o n f l i c t  w i t h  t h e  " i n  

l i e u  o f "  l anguage  o f  s e c t i o n  3 3 7 ( f )  o r  w i t h  t h e  Commission d e c i s i o n  i n  

Doxycycl ine 381 because  t h e  v a r i o u s  o r d e r s  a r e  d i r e c t e d  a t  d i f f e r e n t  u n f a i r  - 
acts.  %he g e n e r a l  e x c l u s i o n  o r d e r  i s  aimed a t  i n f r i n g e m e n t  o f  t h e  '015 

p r o d u c t  p a t e n t .  

A i r c r a f t ,  and UOP Aerospace a r e  aimed a t  d i r e c t  i n f r i n g e m e n t  o f  t h e  two method 

p a t e n t s .  The cease and d e s i s t  o r d e r  i s s u e d  a g a i n s t  TYE i s  d i r e c t e d  a t  induced 

and c o n t r i b u t o r y  i n f r i n g e m e n t  o f  t h e  method p a t e n t s .  Thus, t h i s  c a s e  i s  

a n a l a g o u s  t o  t h e  S t o v e s  I 391 i n v e s t i g a t i o n  where t h e  Commission i s s u e d  bo th  

The cease and d e s i s t  o r d e r s  i s s u e d  a g a i n s t  H i t c o ,  Weber 

- 
a n  e x c l u s i o n  o r d e r  and cease and d e s i s t  o r d e r s ,  b u t  d i r e c t e d  a t  s e p a r a t e  and 

d i s t i n c t  u n f a i r  acts .  

3 6 /  W r i t t e n  Submission by Hi t co  Concerning Remedy and P u b l i c  I n t e r e s t ,  p. 2 ;  
Af f idav i t  o f  Miki Young, a t t a c h e d  t o  Submissiom o f  The Young Eng inee r s  
Concerning Remedy and t h e  P u b l i c  Interest ,  p .  6 .  

p e x o d  between e x p i r a t i o n  o f  t h e  '015 product  p a t e n t  (on November 1, 1983) and 
e x p i r a t i o n  o f  t h e  ' 225  method p a t e n t  ( o n  J u l y  9 ,  1985) .  It should be  no ted  
t h a t  Commissioner S t e r n  d o e s  n o t  t h i n k  t h a t  t h i s  i s  a n  a p p r o p r i a t e  r e a s o n  f o r  
n o t  i s s u i n g  a cease and d e s i s t  o r d e r .  

C o G i s s i o n e r  S t e r n  d o e s  n o t  r e a c h  t h e  i s s u e  o f  whether  t h e r e  a re  d i f f e r e n t  
u n f a i r  a c t s .  
concur ing  i n  p a r t  and d i s s e n t i n g  i n  p a r t ,  Doxycycl ine,  p .  2 2 .  

(Jan. 1981) .  

371 Such o r d e r s  would o n l y  b e  e f f e c t i v e  d u r i n g  t h e  approximate 20-month 

38 /  Inv.  No. 337-TA-3, Doxycycline,  U S I T C  Pub. 9 6 4  ( A p r i l  1979) .  

See o p i n i o n  o f  Commissioners George M .  Moore and P a u l a  S t e r n ,  

391  Inv. No. 337-TA-69, C e r t a i n  A i r t i g h t  Cast-Iron S t o v e s ,  USITC Pub. 1126  
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b. Publ ic  i n t e r e s t .  

Even where t h e  Commission f i n d s  t h e  e x i s t e n c e  o f  a n  u n f a i r  a c t ,  i t  w i l l  

n o t  g r a n t  r e l i e f  where s u c h  r e l i e f  would a d v e r s e l y  a f f e c t  t h e  p u b l i c  

i n t e r e s t .  - 40/ Among t h e  f a c t o r s  t o  be  c o n s i d e r e d  i n  a s s e s s i n g  t h e  p u b l i c  

i n t e r e s t  a r e  “the domes t i c  i n d u s t r y ’ s  a b i l i t y  t o  s u p p l y  t h e  markct  i n  t h e  

absence  o f  i m p o r t s ,  t h e  a v a i l a b i l i t y  o f  s u b s t i t u t e  p r o d u c t s ,  p r e v i o u s  

a n t i c o m p e t i t i v e  behav io r  o f  t h e  p a t e n t  h o l d e r s ,  and t h e  i n d u s t r y ’ s  l i k e l y  

p r i c i n g  b e h a v i o r  i n  t h e  a b s e n c e  o f  impor t s . ”  C e r t a i n  Surveying P e v i c e s ,  Inv.  

No. 337-TA-68,  pp. 36-37  (1980). I n  examining t h e  e f f e c t  t h e  r emed ia l  o r d e r s  

would have  o n  t h e  p u b l i c  h e a l t h  and w e l f a r e ,  t h e  Commission i n v e s t i g a t i v e  

a t t o r n e y  c a r e f u l l y  c o n s i d e r e d  t h e  p o s s i b l e  impact  o f  t h i s  c a s e  o n  a ma jo r  U o S .  

i n d u s t r y ,  a i r c r a f t .  We h a v e  examined t h e  q u e s t i o n  o f  n a t i o n a l  d e f e n s e  and a r e  

s a t i s f i e d  t h a t  t h e  domes t i c  i n d u s t r y ’ s  a b i l i t y  t o  s u p p l y  a l l  demands for these 

i n s e r t s  i s  s u f f i c i e n t .  

F i n a l l y ,  t h e s e  i n s e r t s ,  a l t h o u g h  t h e  most p r a c t i c a b l e  method f o r  

i n s e r t i n g  p a n e l s ,  a r e  n o t  t h e  k i n d  o f  i t e m  which c o u l d  a f f e c t  t h e  p u b l i c  

h e a l t h  and w e l f a r e  s i n c e  a i r c r a f t  c o u l d  b e  b u i l t  w i t h o u t  t h e i r  u s e .  

c .  Bonding. 

During t h e  P r e s i d e n t i a l  r ev iew p e r i o d ,  t h e  i n f r i n g i n g  i n s e r t s  must be 

a l lowed  t o  e n t e r  t h e  United S t a t e s  unde r  a bond p r e s c r i b e d  by t h e  Commission. 

The bond shou ld  be s e t  a t  “ t h e  amount which would o f f s e t  any c o m p e t i t i v e  

401 See C e r t a i n  I n c l i n e d  F i e l d  A c c e l e r a t i o n  Tubes and Components The reo f ,  
In? No. 337-TA-67,  USITC Pub. 1119 (1980);  C e r t a i n  Automatic Crankpin 
G r i n d e r s ,  Inv.  No. 337-TA-60, USITC Pub. 1 0 2 2 .  
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advan tage  r e s u l t i n g  from t h e  u n f a i r  a c t  en joyed  by  pe r sons  b e n e f i t t i n g  from 

t h e  i m p o r t a t i o n  o f  t h e  a r t i c l e . "  S .  Rept .  No. 93--1298, 93rd  Cong. 2d Sess. 

198 (1974) .  

*' 

The compla inant  and t h e  Commission i n v e s t i g a t i v e  a t t o r n e y  have  a rgued ,  

and  w e  a g r e e ,  t h a t  a r t i c l e s  s u b j e c t  t o  t h e  r emed ia l  o r d e r s  d i s c u s s e d  above 

shou ld  be  e n t i t l e d  t o  e n t r y  under  a bond s e t  a t  1 7 3  p e r c e n t  of  t h e  e n t e r e d  

v a l u e  o f  t h e  a r t i c l e s .  

c o s t  t o  compla inant  t o  manufac ture  i t s  SL 607 series i n s e r t s  t o  t h e  1981 

a v e r a g e  c o s t  t o  TYE f o r  e q u i v a l e n t  i n s e r t s .  

This f i g u r e  was r eached  by comparing t h e  1981 a v e r a g e  








