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U.S. International Trade Commission

Section 337 Mediation Program -

Overview

Executive Summary

The U.S. International Trade Commission (“Commission”) provides an important forum

for litigating intellectual property and unfair competition matters involving imported

goods. The Mediation Program offers an inexpensive, confidential, and quick mechanism

to evaluate whether settlement can be achieved. Even if settlement of all claims and

issues is not possible, mediation may help narrow issues and claims in the investigation.

All parties in section 337 practice are informed of the Mediation Program when new

investigations are instituted.

Background on section 337

Under section 337 of the Tariff Act of 1930 (19 U.S.C. § 1337), the Commission conducts investigations into
allegations of certain unfair practices in import trade. Most section 337 investigations involve allegations of pat-

ent or registered trademark infringement. Other forms of unfair competition, such as misappropriation of trade

secrets, trade dress infringement, passing off, false
advertising, among others, may also be asserted.

Section 337 investigations are instituted by the
Commission based on a properly filed complaint that
complies with the Commission’s Rules. A Commission
Notice announcing the institution of an investigation
is published in the Federal Register whenever the
Commission votes to institute a section 337 investiga-
tion.

When an investigation is instituted, the Chief
Administrative Law Judge at the Commission as-
signs an Administrative Law Judge (“ALJ”) to preside
over the proceedings. Section 337 investigations are
conducted in accordance with procedural rules that
are similar in many respects to the Federal Rules of
Civil Procedure. These Commission procedural rules
(found in 19 C.F.R. Part 210) are typically supple-

r
Mediation Program Benefits

e Is based on CAFC program

e Aims at settlement

e Draws on experienced professionals

e  Provides heightened confidentiality

e Narrows issues and/or claims in dispute

e Potentially shortens time for case resolution

e Cannot be used as basis for delay or extension of
time in proceedings before ALJ

e  Offers businesses more certainty about settle-
ment outcomes

e Reduces costs for businesses while allowing them
to maintain control of intellectual property
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mented by a set of Ground Rules issued by the presid-
ing ALJ. The procedural rules and ALJ’s Ground Rules
provide important instructions and details regarding
such matters as the taking of discovery and the han-
dling of motions.

A formal evidentiary hearing on the merits of a
section 337 case is conducted by the presiding ALJ
in conformity with the adjudicative provisions of the
Administrative Procedure Act (5 U.S.C. §§ 551 et seq.).
Hence, parties have the right of adequate notice,
discovery, cross-examination, presentation of evi-
dence, objection, motion, argument, and other rights
essential to a fair hearing pursuant to Commission and
ALJ rules.

Following a hearing on the merits of the case, the
presiding ALJ issues an Initial Determination (“ID”)
on whether section 337 has been violated. That ID is
certified to the Commission along with the evidentiary
record. The Commission may review and adopt the ID;
decide not to review it; or modify, reverse, or remand
it to an ALJ. If the Commission adopts or declines to
review an ID, the ID becomes the Commission’s final
determination.

In the event that the Commission determines that
section 337 has been violated, the Commission may
issue an exclusion order barring the products at issue
from entry into the United States and/or “cease and
desist” orders directing the violating parties to cease
certain actions. The Commission’s exclusion orders
are enforced by U.S. Customs and Border Protection.
Commission orders become final within 60 days of
issuance, unless disapproved by the President for
policy reasons. Appeals of Commission determinations
entered in section 337 investigations are heard by the
U.S. Court of Appeals for the Federal Circuit.

By statute, section 337 investigations must be
completed “at the earliest practicable time.” Accord-
ingly, the Commission places great emphasis on the
expeditious adjudication of section 337 investigations.

The Commission Rules provide that a party may
move to terminate an investigation with respect to one
or more of the respondents on the basis of a licensing
or other settlement agreement. See Rules 210.21(a)(2)
and (b), 19- C.F.R. §§ 210.21(a)(2) and (b). The Com-
mission Rules also provide that an investigation may be
terminated as to one or more respondents on the basis
of a Consent Order. See Commission Rule 210.21(c).

claims and defenses?
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Does mediation deprive the parties of an adjudication (i.e., “win” or “loss”) on their

If the parties settle their case in mediation, then they will not proceed to an evidentiary hearing that would deter-
mine which party “wins” or “loses” on their claims and defenses. Eliminating the winner/loser dynamic is a very
important benefit of mediation because it creates a conciliatory environment for settling a case. Also, it helps to pre-
serve the business relationship of the parties, which can be of critical long-term benefit to them. Even if the dispute
doesn’t settle from the mediation, the issues may be streamlined for adjudication. The parties maintain control of the
process and outcome and may also obtain a clearer understanding of the strengths/weaknesses of the claims. Clients
generally report high satisfaction with court mediation processes.
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Consent Orders are typically entered upon the joint re-
quest of the complainant and a respondent in the form
of a motion which contains the parties’ joint proposed

Consent Order, but such proposed orders can be prof-

fered by a respondent alone.

Advantages of Section 337

There are several advantages for litigants who
choose to use section 337 to litigate intellectual
property (IP) disputes. It is a “rocket docket” that is
usually faster than federal district courts, where IP
cases can take several years to complete. The USITC
has experienced judges who work almost exclusively
on IP cases. The possible remedies of exclusion orders
and cease and desist orders provide a powerful tool
with real commercial value to complainants. The
companies involved are often large corporations, but
small businesses can, and do, assert their rights and
succeed in this venue. Respondents may assert all legal
and equitable defenses. Investigations can be relatively
small, involving two companies and one or two patent
claims. They can also be complex, involving 20 or more
companies and dozens of patent claims.

Program Background

On October 28, 2008, the Commission established
a pilot mediation program for section 337 investiga-
tions. On August 30, 2010, the Commission issued a
revised User Manual that converted the pilot program
into a permanent agency program. This program is
aimed at facilitating the settlement of disputes and
enhancing the efficiency of section 337 by reducing the
number of issues, patent claims, and/or respondents;
and otherwise assisting the Commission to manage its
caseload.

All section 337 investigations are eligible for the
program. An ALJ may refer a particular 337 investiga-

tion for the program, or the litigating parties may
individually or jointly request to participate. The
Secretary to the Commission manages the program,
providing administrative support to the mediators and
parties. The basic documentation consists of a Users’
Manual and a Federal Register notice. Further informa-
tion about the program appears on the Commission’s
website at http://www.usitc.gov/intellectual_property/

mediation.htm.

r
If the parties pursue mediation, will it
slow down the Section 337 investigation?

A section 337 investigation is designed to provide
swift resolution, and mediation doesn’t disrupt the
timeline for completion of the investigation. The
preparation for mediation is minor in comparison
with the preparation for the evidentiary hearing, so
there is no wasted effort. Once the preliminaries are
out of the way, mediation will often take a single day.

Advantages of Mediation Program

The mediation program offers parties a confiden-
tial opportunity to resolve their disputes expeditiously,
at a lower cost and in a way that can provide more
business certainty. The program is flexible, so the
parties remain in control of the proceeding. It is not
a cause for extensions of time, so parties cannot use
it to delay the litigation. The program is based on the
successful mediation program of the Court of Appeals
for the Federal Circuit. The roster is composed of
experienced IP mediators, several of whom are for-
mer judges. Strict conflict-of-interest standards apply.
Mediation is intended to last one day, and is normally
conducted at no expense to the litigants. If additional
mediation sessions are needed, it is expected the
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parties will compensate the mediator as a professional
service provider.

Under the program, the mediator is likely to
require a person with actual settlement authority to
attend the mediation. “Actual settlement authority”
does not simply mean that a party sends a representa-
tive allowed to accept or offer a minimum or maximum
dollar amount. Rather, the representative should be a
person who can make independent decisions and has
the knowledge necessary to generate and consider
creative solutions, e.g., a business principal. When
decision makers participate, parties are far more likely
to obtain a written agreement at the conclusion of
mediation that spells out the terms of settlement. At a
minimum, the mediation session should provide both
sides with a realistic assessment of their claims and
some idea whether there is room for settlement.

Page 6
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Section 337 Mediation Program -
User Manual

Introduction

The Commission has approved the creation of a program for the mediation of disputes
arising in investigations under section 337 of the Tariff Act of 1930, as amended (“section
337”), in accordance with the Administrative Procedure Act, as amended. See 5 U.S.C. §§
556(c) (6)-(8), 572-74, 583.

The administrative management of the mediation program is coordinated by the Sec-
retary to the Commission. The program is supervised by the Office of the Chairman in

conjunction with the other members of the Commission.

The purpose of the mediation program is to facilitate settlement of disputes. The media-

tion program provides a confidential opportunity for parties to resolve their dispute.

Important Aspects of the Program

Pro-Bono, Single-Day Session

Program mediators have agreed to offer a single-day session free of charge to the litigants. Nevertheless,
with the prior consent of the parties, a mediator may charge the parties for time incurred in set-up and prepara-
tion for the first session. No mediator is expected to serve in a pro-bono capacity beyond the required single-day
mediation session, as defined above. The parties are free to engage the mediator on terms agreeable to all and
consistent with the protections discussed in this manual if they wish to extend the mediation beyond the original
single-day session.

Confidentiality

Mediation communications are confidential as provided by law, by nondisclosure agreement, by the Stand-
ing Commission Protective Order for Mediation, by the protective order of the Administrative Law Judge (ALJ),
and by program design. Neither the ALJ nor any member of the Commission nor any member of the Office of the
General Counsel conduct, participate in, or have knowledge of the mediation proceedings, other than the fact
that an investigation is in mediation, as explained more fully in this document. However, Commission investiga-
tive attorneys from the Office of Unfair Import Investigations may participate in the mediation session if the

parties request it.

Each mediator must sign a nondisclosure agreement which is then returned for countersignature by the
Secretary. A nondisclosure agreement must be signed by each participant in the mediation, including each rep-
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resentative of any party, and all in-house and outside
counsel. The executed nondisclosure agreements of
the participants should be returned to the Secretary.
The nondisclosure agreements place the participants
under the Standing Commission Protective Order for
Mediation, which supplements any protective order
issued by the presiding ALJ in an investigation. The
nondisclosure agreements also supplement the exist-
ing legal protections for confidentiality provided, inter
alia, by 5 U.S.C. § 574, as set forth therein.

Any confidential written submissions for the
mediator are for the eyes of the mediator only. They
are not part of the record of the investigation and will
not be shared with other parties, any ALJ, or the
Commission in any way. The mediator communicates
about mediation only with the Secretary to the Com-
mission. The Secretary does not communicate with the
ALJs, the Office of the General Counsel, or the Commis-
sioners about the substance of mediation proceedings,
or any settlement that may result from mediation. Any
settlement agreement that may result from mediation
will be reviewed for consistency with the public interest
by the Commission investigative attorney, the presiding
ALJ, and the Commission under the normal procedures
of Commission Rule 210.21.

The substance of the mediation is confidential
and may not be disclosed by the mediator or any
participants, except in the course of litigation con-
cerning enforceability of any agreements reached
through mediation, or as permitted by the terms of the
nondisclosure agreements and statute. All mediators
must protect the confidentiality of the substance of all
proceedings, as set forth in the nondisclosure agree-
ment for mediators.

The Secretary may discuss with the Commission
any statistical information needed to assess the media-
tion program itself. During the program, the Commis-
sion may from time to time have discussions with the
Secretary and mediators with a view to revising the
overall program while it is ongoing, as appropriate.

r
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Is Confidentiality adequately protected in mediation?

Under the Commission’s mediation program, the parties, their representatives, and the mediator are required to sign
confidentiality agreements. Those agreements assure that the mediation process is completely separate from the
investigative process before the ALJs and the Commission. Furthermore, the mediator holds in confidence all of the
information disclosed during the mediation process under the terms of a special protective order, so there is no risk
in communicating with the mediator or with opposing counsel/parties. Neither the ALJ assigned to the investigation
nor the Commissioners have access to anything that is disclosed or exchanged in the mediation process. If a settle-
ment results, then the only information known to the ALJ and the Commissioners will be the confidential settlement
agreement that is filed with the ALJ, when termination of the investigation is requested.
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No Delay to Litigation

The Commission does not expect mediation to
be used to justify any extensions of the time allotted
for proceedings before the presiding ALJ. The goal of
mediation is to help the parties promptly resolve their
disputes, not to cause delay.

Non-Compliance Sanctions

The program is subject to the standards of confi-
dentiality provided in the nondisclosure agreements

and the Administrative Dispute Resolution Act (5 U.S.C.

§ 574); the normal rules of protection of confidential
business information; and all other applicable rules of
conduct which govern other proceedings before the
Commission. Motions for sanctions may be made to
the Chief ALJ, who may assign the motion to an ALJ
other than the one presiding. The mediator or the
Secretary may communicate with the judge ruling on
the motion only to the extent necessary to explain any
recommendation for sanction.

The Mediation Process

Certification of Receipt of Program Materi-
als and Discussion

Upon institution of an investigation based on a
properly filed complaint, each named complainant
and respondent will receive materials explaining the
Commission mediation program, including a copy of
this Users’ Manual. The materials will include a certi-
fication confirming the receipt and understanding of
these materials; this certification which must be filled
out and returned. The certification requirement may
be satisfied in one of two ways: If a party has retained
counsel, the lead counsel for the party may sign a
certification that the party he or she represents has
received the materials and that counsel has discussed
them with the party. If the party is not represented by

If an ALJ suggests mediation, is it a sign
that your case is weak?

The ALJ has the authority to encourage or even order
the parties to attend at least an initial consultation on
mediation. In fact, negotiated settlements are favored
by the Commission and the courts as a matter of
policy. An ALJ encouraging negotiations or mediation
can be seen as a recognition that sometimes business
solutions exist that have little to do with the merits
of a dispute. Therefore, parties and their attorneys
should not equate exploration of settlement through
mediation as a negative reflection on the merits of
their case.

counsel, a representative of the party (i.e., a business

principal), may sign and return the certification attest-
ing that he or she has read the materials. The required
certification must be returned to the Secretary:

Secretary to the Commission

U.S. International Trade Commission
500 E Street SW, Room 112
Washington, DC 20436

Initiating Mediation
All section 337 investigations are eligible for par-
ticipation in the mediation program.

Private parties may request participation by
submitting a Confidential Request to Enter Mediation
form. This request form is available on the USITC web-
site at http://www.usitc.gov/intellectual_property/me-
diation.htm and should be submitted to the Secretary
to the Commission. The parties do not file the request
on EDIS. They may submit the request to the Secretary
via email at 337Mediation@usitc.gov.
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Can mediation be successful if the
parties could not reach settlement in
their own negotiations?

Mediation is often used successfully to resolve
disputes after the parties have unsuccessfully
negotiated on their own. Unlike party-to-party
negotiations, mediation uses an experienced
mediator to facilitate communications between
the parties and to avoid or overcome issues
that can create an impasse to settlement. Fur-
thermore, although mediation is a form of ne-
gotiation, it is a unique process that can be tai-
lored to meet the parties’ particular needs and
circumstances. Likewise, while complaints are
often filed following failed negotiations with
individual respondents, mediation provides the
opportunity for facilitated settlement negotia-
tions between the complainant and all of the
respondents contemporaneously. Convening
at the same time parties who have a mutual
interest in the use of the intellectual property
at issue permits an expanded discussion that
can be collaborative and resolve the dispute
between the complainant and respondents in
a single settlement. A mediator can assist the
parties in identifying complementary interests
and addressing concerns to reveal previously
unexplored areas of common interest/benefit.

Under 5 U.S.C. §§ 556(c)(6) and (8), the presiding
ALJ may require attendance at a mediation session not
to extend beyond one day. While it is expected that all
or nearly all participation will be initiated by the
counsel for the parties or the presiding ALJ, the
Secretary may also suggest mediation to the presiding
ALJ. The presiding ALJ may also refer investigations to
the Secretary, who may discuss the possibility of
mediation with the parties.
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Selecting a Mediator

The Commission maintains a roster of pre-
screened mediators who have agreed to provide a
single pro-bono session for Commission investiga-
tions.! The mediators are outside experts and consul-
tants experienced in both patent litigation and media-
tion. Many of these mediators have served in a similar
capacity for the U.S. Court of Appeals for the Federal
Circuit, as well as other Federal and state court media-
tor panels. Mediators and applicants to be mediators
must not be in active practice. For purposes of these
guidelines “not be in active practice” means that the
applicant or mediator is not appearing, and will not ap-
pear while a member of the Commission’s mediation
roster as a counsel for a party or amicus in any matter
before the Commission or from the Commission.

The Secretary will help the parties choose a
mediator for each investigation. Parties may select a
mediator from the roster of program mediators. They
may also select a private mediator that they have
found on their own. If parties select a private mediator,
the mediation is not considered to be under the 337
Mediation Program. Accordingly, parties would pay the
mediator by private contract between the parties and
the mediator.

Before approving a mediator, the Secretary will
inquire into conflicts of interest. If a mediator is af-
filiated with a law firm and that law firm represents
or has represented a party to the investigation in

L Program mediators have agreed to offer a single-day session
free of charge to the litigants. Nevertheless, a mediator may charge
the parties for time incurred in set-up and preparation for the first
session with the prior consent of the parties. (Please see the section
of this guide titled “Pro Bono, Single-Day Session”).

Anyone wishing to serve as a mediator may submit an application to
the Commission. The application is available on the USITC website
at http://www.usitc.gov/intellectual_property/mediation.htm.
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the last five years, the mediator will recuse him or
herself. The mediator must not represent either party
or any amicus for any purpose; must disclose all past
relationships that he or she has had with counsel,
counsel’s firms, and the parties; and must disclose any
potential “issues” conflicts. Mediators are required to
decline from participating in any investigation in which
(1) there is a conflict of interest, (2) they perceive a
conflict of interest, or (3) a reasonable person would
perceive a conflict of interest. Mediators must err in
favor of recusal when in doubt.

Participating in Mediation

Mediation is a flexible process intended to help the
parties achieve settlement where possible.

The mediator is not bound by a defined formula
or approach to mediating a case and may conduct
the mediation as he or she deems appropriate. After
assignment, the mediator may ask the representatives
whether their party thinks the investigation is ame-
nable to settlement, and why or why not; which issues
are negotiable; and whether there are any jurisdic-
tional issues. The mediator may review pleadings and
documents available on EDIS in any case arising out of
the same dispute. The mediator may also ask for brief
confidential written submissions to help evaluate areas

of negotiation. (See the section of this guide titled
“Confidentiality”).

Mediation ceases at any time the mediator con-
cludes that further efforts will not be fruitful. The
purpose of mediation is a settlement of the case. This
may include a global settlement or the settlement or
narrowing of some issues in dispute.

When available at the Commission and desired by
the parties, space will be provided for the mediation to
take place.

Who Should Attend the Session(s)

Mediation may be initiated because the parties
wish it, the Secretary suggests it, or the ALJ orders it.
In any of these cases, a person with actual settlement
authority must be present at the mediation session not
simply a person allowed to accept or offer a minimum
or maximum dollar amount. Rather, the party rep-
resentative should be a person who can make inde-
pendent decisions and has the knowledge necessary
to generate and consider creative solutions, that is, a
business principal. These requirements may be modi-
fied or waived by the mediator if the circumstances
dictate and both parties agree.

Can a mediation succeed if the parties could not reach settlement in their own

negotiations?

Mediation is often used successfully to resolve disputes after the parties have unsuccessfully negotiated on their

own. Unlike party-to-party negotiations, mediation uses an experienced mediator to facilitate communications be-

tween the parties and to avoid or overcome issues that can create an impasse to settlement. Furthermore, although

mediation is a form of negotiation, it is a unique process that can be tailored to meet the parties’ particular needs

and circumstances. Likewise, while complaints are often filed following failed negotiations with individual respon-

dents, mediation provides the opportunity for facilitated settlement negotiations between the complainant and all

of the respondents contemporaneously. Convening at the same time parties who have a mutual interest in the use

of the intellectual property at issue permits an expanded discussion that can be collaborative and resolve the dispute

between the complainant and respondents in a single settlement. A mediator can assist the parties in identifying

complementary interests and addressing concerns to reveal previously unexplored areas of common interest/benefit.
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Concluding Mediation

The purpose of the mediation program is to help
the parties achieve settlement. The mediation pro-
gram provides a confidential opportunity for parties
to resolve their dispute. Unlike arbitration, where an
abitrator’s decision may be binding, mediation will
result in a settlement only if all parties agree on that
resolution. If settlement is reached during mediation,
the agreement is reduced to a written document,
which is signed by and binding on all parties. If the par-
ties have settled their dispute, the parties must jointly
file a motion for termination of the investigation based
upon a settlement agreement or seek a consent order
for termination.

Any confidential written submissions for the me-
diator are for the eyes of the mediator only, and they
are not part of the record of the investigation and will
not be shared with other parties, any ALJ, or the Com-
mission in any way. The mediator communicates about
mediation only with the Secretary to the Commission.
The Secretary does not communicate with the ALJs,
the Office of Unfair Import Investigations, the Office of
the General Counsel, or the Commissioners about the
substance of mediation proceedings.

r

Can a case settle through mediation even in the early stages when little or no discovery
has occurred?

There are many reasons parties choose to settle a case regardless of how much information they have obtained from
the other parties. To mediate, the parties only need enough information to reasonably assess risks and analyze their
options. Parties do not have to produce anything at the mediation that they do not wish to disclose.
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Federal Register Notice

Issuance of Revised Users’ Manual for Commission
Mediation Program Under Section 337 of the Tariff
Act of 1930

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the Commission has issued a revised
Users’ Manual for its program for the mediation of investigations under section
337 of the Tariff Act of 1930.

FOR FURTHER INFORMATION CONTACT: James Worth, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington,
D.C. 20436, telephone (202) 205-3065. General information concerning the
Commission may also be obtained by accessing its Internet server at http://
www.usitc.gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on (202)
205-1810.

SUPPLEMENTARY INFORMATION: On November 8, 2008, the Commission
published notice that it had approved the initiation of a voluntary pilot media-
tion program for investigations under section 337 of the Tariff Act of 1930, as
amended, 19 U.S.C. § 1337 (“section 337”). 73 Fed. Reg. 65615 (Nov. 8, 2008).
The Commission has determined to issue a revised Users’ Manual for its pro-
gram for the mediation of investigations under section 337 of the Tariff Act of
1930. The revised Users’ Manual reaffirms the authority of administrative law
judges and the Commission under the Administrative Procedure Act to require
attendance at a settlement conference, including the use of alternative dispute
resolution; reaffirms the confidential nature of mediation proceedings; provides
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that parties will receive materials regarding the program upon the filing of a
complaint and certify receipt and reading/discussion thereof; and provides that
the Commission will maintain an open list of private mediators in addition to the
roster of pre-screened pro-bono mediators.

The authority for the Commission’s determination is contained in the Adminis-
trative Procedure Act, as amended, see 5 U.S.C. § 556(c)(6)-(8), 572-74, 583, and
in sections 335 and 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §§ 1335,
1337.

By order of the Commission.
/s/

Marilyn R. Abbott
Secretary to the Commission

Issued: August 30, 2010
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Standing Protective Order for the
Section 337 Mediation Program

UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

COMMISSION ORDER
On October 29, 2008, the Commission issued notice of the initiation of a pilot program
for the mediation of disputes in investigations conducted under section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337) (“section 337”). 73 Fed. Reg. 65615 (November 4, 2008).
The Commission also approved a Users’ Manual for the Commission Pilot Mediation Program
(“Users’ Manual”). Id.
In accordance with Commission rules 201.6, 210.5, 210.34, and 210.39 (19 C.F.R. §§

201.6, 210.5, 210.34, and 210.39), the Commission hereby ORDERS THAT --

1. The parties to an investigation that has been submitted for mediation are permitted
to disclose confidential business information covered by a protective order in the
investigation to a Mediator, appointed by the Commission pursuant to th