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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of .
S

CERTAIN INTEGRATED REPEATERS,

SWITCHES, TRANSCEIVERS AND Inv. No. 337-TA-438

PRODUCTS CONTAINING SAME N
-
W

LIMITED EXCLUSION ORDER

The Commission has determined that there is a violation of section 337 of
the Tariff Act of 1930 (19 U.S.C. § 1337) in the unlawful importation and sale by
respondent Altima Communications Inc. of (1) integrated repeaters that are
covered by claims 1-7, or 9 of U.S. Letters Patent 5,742,603, and (2) integrated
repeaters and switches in plastic ball grid array packages that are covered by
claims 23, 24, 27, or 29.of U.S. Letters Patent 5,894,410, -

Having reviewed the record in this investigation, including the written
submissions of the parties, the Commission has made its determination on the
issues of remedy, the public interest, and bonding. The Commission has
determined that the appropriate form of relief is a limited exclusion order. The
Commission has also determined that the public interest factors enumerated in 19
U.S.C. § 1337 (d) do not preclude issuance of the limited exclusion order, and that
the bond during the Presidential review period shall be in the amount of 100

percent of the entered value of the products in question.
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Accordingly, the Commission hereby ORDERS that:

1. Integrated repeaters, and circuit boards and carriers containing such
devices, covered by claims 1-7, or 9 of U.S. Letters Patent 5,742‘,603, that are
manufactured abroad and/or imported by or on behalf of Altima Communications
Inc. or any of its affiliated companies, parents, subsidiaries, or other related
business entities, or their successors or assigns, are exclucied from entry for
consumption into the United States, entry for consumption from a foreign trade
zone, or withdrawal from a warehouse for consumption, for the remaining term pf
the patent, /. e., until April 21; 2015, except under license of the patent owner or as
provided by law.

2. Integrated repeaters, switches, and other products in plastic ball grid
array packages, and circuit boards and carriers containing such devices, covered
by claims 23, 24, 27, or 29 of U.S. Letters Patent 5,894,410, that are
manufactured abroad and/or imported by or on behalf of Altima Communications
Inc. or any of its affiliated companies, parents, subsidiaries, or other related '
business entities, or their successors or assigns, are excluded from entry for
consumption into the United States, entry for consumption from a foreign trade
zone, or withdrawal from a warehouse for consumption, for the remaining term of
the patent, i.e., until April 13, 2016, except under license of the patent owner or as

provided by law.



3. The products listed in paragraphs 1 and 2 of this Order are entitled to
entry for consumption into the United States, entry for consumption from a foreign
trade zone, or withdrawal from a warehouse for consumption, under bond in the
amount of 100 percent of entered value pursuant to subsection (j) of section 337
of the Tariff Act of 1930, as amended 19 U.S.C. § 1337(j), from the day after this
Order is received by the President until such time as the President notifies the
Commission that he approves or disapproves this action but, in any event, not later
than sixty (60) days after the date of receipt of this action.

4. Pursuant to procedures to be specified by U.S. Customs Service, as the
Customs Service deems necessary, persons seeking to import the products listed
on paragraphs 1 and 2 of this Order shall certify that they are familiar with the
terms of this Order, that they have made appropriate inquiry, and thereupon state
that, to the best of their knowledge and belief, the products being imported are not
excluded from entry under paragraphs 1 or 2 of this Order. At its discretion, the
Customs Service may require persons who have provided the ceftiﬁcation
described in this paragraph to furnish such records or analyses as are necessary to
substantiate the certification.

5. Within fourteen (14) days of the issuance of this Order, Altima
Communicatiohs, Inc. shall provide the U.S. Customs Service with a list of
affiliated companies, parents, subsidiaries, and other related business entities, that

manufacture, import, or sell the products that are subject to this Order.



6. The Commission may modify this Order in accordance with the
procedures described in section 210.76 of the Commission’s Rules of Practice and
Procedure, 19 CF.R. § 210.76.

7. The Secretary shall serve copies of this Order upon each party of record
in this investigation and upon the Department of Health and Human Services, the
Department of Justice, the Federal Trade Commission, and the U.S. Customs
Service.

8. Notice of this Order shall be published in the Federal Register.

Lo v d b

Donna R. Koehnke
Secretary

By Order of the Commission.

Issued: October 24, 2001
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NOTICE OF DECISION NOT TO REVIEW A FINAL INITIAL DETERMINATION,
AND SCHEDULE FOR FILING OF WRITTEN SUBMISSIONS ON THE ISSUES OF
REMEDY, THE PUBLIC INTEREST, AND BONDING

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined not to review the final initial determination (“Final ID"") issued by the presiding
administrative law judge (“ALJ”) on July 19, 2001, finding a violation of section 337 of the
Tariff Act of 1930, 19 U.S.C. §1337, in the above-captioned investigation. The Commission
also determined to deny the petition of respondent Altima Communications Inc. to supplement
the evidentiary record in the investigation, and to grant the motion of complainants Intel
Corporation and Level Communications, Inc. to strike portions of Altima Communications,
Inc.’s petition for review.

FOR FURTHER INFORMATION CONTACT: Michael Liberman, Esq., Office of the
General Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C.
20436, telephone (202) 205-3115. Copies of the public versions of the ﬁnal ID and all other
nonconfidential documents filed in connection with this mvcstlgatxon are or will be available for
inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the Office of the Secretary,
U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436, telephone
(202) 205-2000. Hearing-impaired persons are advised that information on this matter can be
obtained by contacting the Commission’s TDD terminal on (202) 205-1810. General
information concerning the Commission may also be obtained by accessing its Internet server
(http://www.usitc.gov). The public record for this investigation may be viewed on the
Commission’s electronic docket (EDIS -ON-LINE) at http://dockets.usitc.gov/eol/public.

SUPPLEMENTARY INFORMATION: This patent-based section 337 investigation was
instituted on August 23, 2000, based upon a complaint filed on July 20, 2000, by Intel
Corporation ("Intel") and Level One Communications, Inc. (“Level One”). 65 Fed. Reg. 51327
(Aug. 23, 2000). The respondent is Altima Communications, Inc. (“Altima™). A second patent-
based section 337 investigation naming Altima as a respondent was instituted on April 24, 2000,
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based upon a complaint filed by Level One on March 23, 2000, and supplemented on April 13,
2000. 65 Fed. Reg. 21789 (Apr. 24, 2000). On August 24, 2000, the ALJ issued an order
consolidating the two investigations. From April 16, 2001, through April 30, 2001, the ALJ held
an evidentiary hearing. On July 19, 2001, the ALJ issued a final ID finding that respondent
Altima violated section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), by
infringing certain claims of two of the complainants’ asserted patents. The ALJ found that: (1)
there has been importation and sale of the accused products; (2) complainants practice the patents
in controversy and satisfy the domestic industry requirements of section 337; (3) certain of the
claims in issue are valid; (4) the accused imported products directly infringe certain of the claims
in issue; and (5) respondent has induced infringement of certain of the claims in issue. Based on
these findings, the ALJ concluded there was a violation of section 337. The ALJ recommended
issuance of a limited exclusion order.

Complainants Intel and Level One and respondent Altima filed petitions for review of
various portions of the Final ID, and opposed each others’ petitions for review. The Commission
investigative attorney (IA) did not petition for review of the Final ID, but he opposed the other
parties’ petitions for review.

On August 1, 2001, Altima petitioned the Commission for leave to supplement the
evidentiary record of the investigation. On August 8, 2001, Intel and Level One filed their
opposition to Altima’s petition to supplement, and moved to strike portions of respondent’s
petition for review related to materials that have not been admitted into evidence and are not part
of the evidentiary record created in connection with the instant investigation. On August 13,
2001, the IA filed his opposition to Altima’s petition to supplement.

Having examined the record in this investigation, including the Final ID, the petitions for
review, and the responses thereto, the Commission determined not to review the Final ID; thus,
the Commission has found a violation of section 337, Having also examined Altima’s petition to
supplement the evidentiary record, Intel and Level One’s opposition to Altima’s petition to
supplement and Intel and Level One’s motion to strike, the Commission has determined to deny
Altima’s petition to supplement and to grant Intel and Level One’s motion to strike.

In connection with the final disposition of this investigation, the Commission may issue
(1) an order that could result in the exclusion of the subject articles from entry into the United
States, and/or (2) cease and desist orders that could result in respondent being required to cease
and desist from engaging in unfair acts in the importation and sale of such articles. Accordingly,
the Commission is interested in receiving written submissions that address the form of the
remedy, if any, that should be ordered. If a party seeks exclusion of an article from entry into the
United States for purposes other than entry for consumption, the party should so indicate and
provide information establishing that activities involving other types of entry either are adversely
affecting it or likely to do so. For background see the Commission Opinion, In the Matter of
Certain Devices for Connecting Computers via Telephone Lines, Inv. No. 337-TA-360, USITC
Pub. No. 2843 (December, 1994).



If the Commission contemplates some form of remedy, it must consider the effects of that
remedy upon the public interest. The factors the Commission will consider include the effect that
an exclusion order and/or cease and desist orders would'have on (1) the public health and
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers.
The Commission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.

If the Commission orders some form of remedy, the President has 60 days to approve or
disapprove the Commission’s action. During this period, the subject articles would be entitled to
enter the United States under a bond, in an amount determined by the Commission and
prescribed by the Secretary of Treasury. The Commission is therefore interested in receiving
submissions concerning the amount of the bond that should be imposed.

WRITTEN SUBMISSIONS: The parties to the investigation, interested government agencies,
and any other interested parties are encouraged to file written submissions on the issues of
remedy, the public interest, and bonding. Such submissions should address the July 19, 2001,
recommended determination by the ALJ on remedy and bonding. Complainants and the
Commission investigative attorney are also requested to submit proposed remedial orders for the
Commission’s consideration. The written submissions and proposed remedial orders must be
filed no later than the close of business on September 19} 2001. Reply submissions must be filed
no later than the close of business on September 26, 2001. No further submissions on these
issues will be permitted unless otherwise ordered by the Commission. The target date for
completion of the investigation is October 23, 2001.

Persons filing written submissions must file with the Office of the Secretary the original
document and 14 true copies thereof on or before the deadlines stated above. Any person desiring
to submit a document (or portion thereof) to the Commission in confidence must request
confidential treatment unless the information has already!been granted such treatment during the
proceedings. All such requests should be directed to the Secretary of the Commission and must
include a full statement of the reasons why the Commission should grant such treatment. See 19
C.F.R. 201.6. Documents for which confidential treatment by the Commission is requested will
be treated accordingly. All nonconfidential written submissions will be available for public
inspection at the Office of the Secretary.




This action is taken under the authority of section 337 of the Tariff Act of 1930 (19
U.S.C. § 1337) and Subpart G of the Commission’s Rules of Practice and Procedure (19 C.F.R.
Subpart G).

By order of the Commission.

Donna R. Koehnke
Secretary

Issued: September 5, 2001
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COMMISSION OPINION ON REMEDY, THE PUBLIC INTEREST, AND BONDING
PROCEDURAL BACKGROUND

The Commission instituted this investigation on August 23, 2000, based on a complaint

Quundn

filed by Intel Corporation (“Intel”) and Level One Communications, Inc. (“Level One”) against
Altima Communications, Inc. (“Altima™). The complaint alleged violations of section 337 of the
Tariff Act of 1930 (19 U.S.C. § 1337) in the importation into the United States, sale for
importation, and/or sale within the United Statés after importation of certain integrated repeaters,
switches, and transceivers by reason of infringement of certain claims of complainants’ U.S. .
Letters Patents Nos. 5,742,603 (the “*603 patent”), 5,894,410 (the “‘410 patent™), and 5,608,341
(the “*341 patent”).

The presiding administrative law judge (“ALJ”) held an evidentiary hearing from April
16, 2001, through April 30, 2001, and issued his final initial determination (“ID”) on July 19,
2001, in which he concluded that there was a violation of section 337.

On the same day, July 19, 2001, the ALJ issued his recommended determination (“RD”)
on remedy and bonding in the eveht the Commission decides there is a violation of section 337.
The ALJ recommended issuance of a limited exclusion order. He also recommended that a bond
of 100 percent of entered value be required during Presidential review.

On August 1, 2001, complainants and respondent filed petitions for review of the ID.
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The Commission investigative attorney (“IA”) did not petition for review of the ID. On August
8, 2001, all the parties to the present investigation filed their responses to petitions for Teview.

On September 5, 2001, the Commission determined not to review the final ID, thereby
finding a violation of section 337, and requested briefs on remedy, the public interest, and
bonding. The Commission received main briefs and reply briefs from all the parties to the
investigation.

Additionally, on September 27, 2001, noh-party Broadcom Corporation (the parent of
respondent Altima) filed a motion to intervene to request clarification of the proposed exclusion
order. On October 2, 2001, the 1A filed a submission in which he sought leave to provide his
comments on a proposed limited exclusion order submitted by complainants. No submissions
were filed in opposition to the Broadcom motion or the IA’s submission.

On October 10, 2001, the Commission determined to issue a limited exclusion order
covering, inter alia, the accused respondent’s integrated repeaters and plastic ball grid array
(PBGA) packages, but determined not to issue a cease and desist order. The Commission also
determined that the statutory public interest factors do not preclude the issuance of such relief
and that respondent’s bond during the Presidential review period should be set in the amount of
100 percent of entered value. This opinion explains the basis for our determinations.

DISCUSSION

When the Commission finds a violation of section 337, as it has in this case, it must
consider the issues of remedy, the public interest, and bonding. 19 U.S.C. §§ 1337 (d) and (f).
A. Remedy |

1. The RD

The ALJ recommended that the Commission issue a limited exclusion order directed to

respondent Altima which would include its principals, stockholders, officers, directors,
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employees, agents, licensees, distributors, controlled and/or maj oi'ity owned business entities and
their employees, and agents, successors and assigns, and that the order prohibit the importation
and sale of infringing products in the United States. The ALJ recommended that “the exclusion
order be directed to (1) integrated repeaters, including respondent’s AC105R and AC108R series
of integrated repeaters, that infringe any of claims 1-7, 9, and 10 of the ‘603 patent, and (2)
PBGA packages, including respondent’s AC105RM, AC105RN, AC105RU, AC108RM,
AC108Rn [sic], AC108RU, AC108RKPB, and AC1085U series of packages that infringe any of
claims 23, 24, 27, and 29 of the ‘410 patent.” ID at 206.

With regard to the named parties covered by the exclusion order, the ALJ observed that
complainants a}gue that since respondent Altima was recently acquired by Broadcom, the ALJ
should recommend an exclusion order barring importation, not only by respondent Altima but
also by any of its affiliated companies, parents, subsidiaries, contractors or other related business
entities or their successors or assigns. ID at 200. On the other hand, the ALJ noted that
respondent argued that any exclusion order should not be extended to other entities or to other
products. Id.

Having considered the arguments of both parties, the ALJ recommended an order
covering, inter alia, respondent’s stockholders, (as well as respondent"s officers. directors,
employees, agents, licensees, distributors, controlled and/or majority owned business enﬁties and
their employees, and agents,.successors and assigns). ID at 206. Broadcom is the only
stockholder of respondent Altima.

With regard to the choice of the remedy, the ALJ noted that the Commission has broad

! We note that the ALJ held (and the Commission affirmed) that only claims 1-7 and 9 of the ‘603 patent were
infringed. ID at 264. See, also, id. at 131, n. 53 (“Complainants originally asserted claims 1-10 of the ‘603 patent,
but have withdrawn their assertions concerning claim 10 . ..”) Accordingly, our discussion is based on the ALJ’s
holding, rather than on his recommendation. We further note that the model identified by the ALJ as “AC108Rn”
should be identified as “ACI08RN.” See ID at 133.
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discretion in selecting the form, scope, and extent of a particular remedy. Viscofan. S.A. v. U.S.
Int’l Trade Comm'n, 787 F.2d 544, 548 (Fed. Cir. 1986). He further observed that in
determining whether to exclude downstream products, the following factors are considered: (1)
the value of the infringing articles compared to the value of the downstream products in which
they are incorporated; (2) the identity of the manufactﬁrer of the downstream products, i.e.,
whether it can be determined that the downstream products are manufactured b); the respondent
or by a third party; (3) the incremental value to the complainant of the exclusion of downstream
products; (4) the incremental detriment to respondents of exclusion of such products; (5) the
burdens imposed on third parties resulting from exclusion of downstream products; (6) the
availability of alternative downstream products that do not contain the infringing articles; (7) the
likelihood that the downstream products actually contain the infringing articles and are thereby
subject to exclusion; (8) the opportunity for evasion of an exclusion order that does not include
downstream products; (9) the enforceability of an order by Customs; and any other factors the
Commission determines to be relevant. Certain Erasable Programmable Read-Only Memories,
USITC Inv. No. 337-TA-276, Comm’n Opinion (May 1989), (EPROM:s) aff’d sub. nom.
Hyundai v. U.S. Int’l Trade Comm’n, 899 F.2d 1204, 548 (Fed. Cir. 1990).

The ALJ considered whether there is an evidentiary basis under any of the nine factors set
forth by the Commission and affirmed by the Federal Circuit in Hyundai to support issuance of
an exclusion order covering downstream products. He found that, aside from the fact that certain
infringing products are found in downstream products, there is little evidence in the record
relating to the factors specifically $et out in EPROMs. *

He specifically found, based on the testimony of Mr. Steven Kubes, [[

21D at 204.
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11° In addition, the ALJ concluded that the record is lacking
evidence as to factors (3), (4), (5), (6), (7). and (8) of EPROM:.

The ALJ further found that, based on the evidence in this investigation, the record is “too
spotty” to recommend that the limited exclusion order cover carriers * containing accused
products.” However, he recommended that any exclusion order cover circuit boards that contain
the accused products since the private parties are in agreement that [[

6 1T

With regard to a cease and desist order, the ALJ observed that such an order directs a
party to stop its unfair acts, aﬂd is generally directed to domestic respondents that maintain
substantial inventories of infringing products in the United States. Certain Flash Memory
Circuits And Products Containing Same, Inv. No. 337-TA-382, Comm’n Opinion (June 1997) at
26. The ALJ further observed that there should be evidence that “significant inventories of
infringing articles” are maintained in the United States before a cease and desist order is issued.

Hyundai 899.F.2d at 1210.

ld

* Carriers are “[h]olders for electronic parts and devices which facilitate handling during processing,
production, imprinting, or testing operations and protects such parts during transport.” Graf, Modern Dictionary of
Electronics, at 136 (6™ Ed. 1992).

> ID at 205.

¢ The ALJ noted that while the private parties are in agreement that devices that infringe the ‘603 patent can be
found in circuit boards, they differ as to whether those devices are confined to a single circuit board or whether they
can extend to more than one circuit board. ID at 205.

7 The ALIJ noted that the ‘410 patent discloses that one type of integrated circuit board is a BGA package
which is soldered to a printed circuit board. There is no evidence bearing on whether the packages are or are not
easily removable from the circuit boards. Moreover, the record is lacking as to specific downstream products for
the BGA packages found to infringe certain claims of the ‘410 patent. ID at 205.
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The ALJ considered whether there is any evidence in the récord that establishes a
“commercially significant inventory.” He found that complainahts failed to produce any
evidence regarding [[

]1 As aresult, the ALJ did not recommend issuance
of a cease and desist order.

2. Respondent’s Position

Respondent Altima argues that no relief should be granted to complainants because they
have misappropriated respondent’s trade secrets in order to prepare the complaints in the instant
investigation. Respondent’s Remedy Submission at 31. Respondent further argues that if a
remedial order éoveﬂng the ‘410 patent is in fact issued, its effective date should be stayed until
the decision of the district court is rendered in a jury trial in U.S. District Court for the District of
Delaware scheduled for October 29, 2001. Respondent explains that, absent a stay, any
Commission remedial order that is inconsistent with the validity determination of the district
court would have to be withdrawn in a modification proceeding or by order of another court. Id.
at 33. Accordingly, respondent requests that the Commission extend its target date for
completion of the investigation and stay issuance of its final determination and any remedial
orde;'s “until the Delaware judge and jury make the binding determination of the validity of the
‘410 patent.” Id.

Respondent Altima’s other arguments are as follows.

(a) Excluded Products
Respondent maintains that the limited exclusion order should encompass only its repeater

products (as those products were defined in the complaints), particularly the AC105 and AC108

*ID at 207.
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series, accused of infringing the 603 patent and ‘410 patent, but not its switch products or
transceiver products because none of those transceiver or switch products was found to be in
violation of section 337. Respondent’s Remedy Submission at 6.

Moreover, respondent argues that the limited exclusion order should include only
integrated repeaters according to the definition of such products adopted by the Commission
wherein, respondent argues, the Commission distinguished over prior art conventional repeaters
by the additional functionality of data monitoring, management, and collection, and data and
control interfaces to enable communications with other parts of a repeater management device.
Thus, respondent maintains, conventional repeaters and unmanaged repeaters are, by
complainants’ election, outside the scope of the investigation. Respondent’s Remedy
Submission at 16. Therefore, respondent contends, any limited exclusion order should be
restricted to its managed AC105RM and AC108RM products, or products with the same design.

Respondent further contends that, while it sells three versions of its AC105 and AC108
repeaters (according to respondent, the unmanaged, unstackable RN line; the unmanaged but
stackable RU line; and the managed and stackable RM line),” only the RM version of its series of
devices is sold as a managed repeater. Respondent’s Remedy Submission at 17.

Respondent Altima maintains that [[

® Respondent cites RX-27; Kubes, Tr. 2525.

10 [[

76), ID at 146.

11 (Kubes Dep. at 473-

I Respondent cites Kubes, Tr. 2532-33; ID at 134 n.54.

7



PUBLIC VERSION

]] those devices could not have been found to infringe the '603 patent as interpreted by

the Commission. Furthermore, respondent maintains, [[

]] were not found to
infringe and should not be covered by any remedial order.
(b) Named Parties
Respondent Altima maintains that the limited exclusion order should not cover Broadcom
products but, instead, should be limited fo respondent Altima’s products. Respondent submits
that, although complainants filed their complaints and the now consolidated investigations were
instituted well before respondent Altima was acquired by Broadcom, neither Intel nor Level One

sought to add Broadcom as a respondent even after Broadcom acquired Altima. [[

11"? Respondent further notes that Broadcom’s

products were not accused or considered during this investigation, '* and thus Altima was

12 Respondent submits that its [[

1l

"* In support, citing Hearing Tr. at 3904, respondent submits that when the ALJ asked Intel and Level One if
they sought any remedy against Broadcom, they waived any such request. Altima’s Remedy Submission at 4.

8
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relieved of any obligation to submit evidence or argument in oppdsition to aremedy covering
Broadcom’s products'*.

Respondent Altima vigorously argues that [[

1l
Respondent’s Reply at 7 (emphasis added). It states that “prohibiting Broadcom from importing
Altima products is OK, prohibiting Broadcom from importing its own products is not.” Id. at 11.
Respondent submits that complainants waived any remedy against Broadcom at trial. Id. at 5.
It also emphasizes that neither complainants nor the IA argued that Bro_adcom sells the integrated
repeaters or switches that were found to violate section 337. Id. Respondent notes that the ALJ
did not include “parents” in his proposed exclusion order and offers its explanation for the fact
that the ALJ recommended including “stockholders” among the parties named in the exclusion
order, characterizing that inclusion as “inadvertent” on the ALJ’s part. Id. at 5.
(c) Downstream Products

Respondent maintains that the Commission should not include any downstream products
in its exclusion order. It argues that complainants failed to meet the burden of proof set by the
Commission for obtaining relief against downstream products. In particular, it argues that

complainants failed to establish a record that would support issuance of any remedy against

' Respondents cited James L.*‘McCoy, Administrator v. Massachusetts Institute of Technology, 950 F.2d 13, 25
(1st Cir. 1991).

' In support, respondent cites the following portion of the transcript:

JUDGE LUCKERN: What is Complainants’ position? Do — is it Complainants’ intent to get these quote,
unrelated Broadcom products, close quote, into a potential exclusion order against Altima? Do you intend
to so argue in your posthearing submissions, especially with respect to the remedy that you want in this

investigation?

MR. CORDELL: Not at this time, Your Honor.

(Hearing Tr. at 3904.)
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downstream products, [[

1] In sum, respondent argues that complainants
failed to establish substantial evidence of any entitlement to relief against downstream products,
whereas it has established that legitimate trade would be disrupted by such a provision.

Respondent disagrees with the ALJ ’s finding that its devices are [[
]] (ID at 205-06.) It maintains that complainants offered no evidence that its [{
1] and that
there is no evidence that Altima has [[

1] Respondent asserts that it is [[

]] Therefore, respondent
maintains, circuit boards should not be included in any exclusion order.
With regard to the unmanaged versions of its repeaters, respondent submits that while at

trial, both [[

1] Respondent’s Remedy Submission at 24. Respondent further maintains that there is no

finding or evidence that [[

10



PUBLIC VERSION

]] These
devices are then [|
1] 1d. Therefore, respondent contends, downstream
products that [[
11 and
thus no remedy should issue against unmanaged downstream products.
(d) Cease and Desist Order

With regard to cease and desist order, respondent argues that no such order should be
issued where the ALJ found that complainants failed to meet their burden to provide sufficient
evidence of commercially significant inventory in the United States.

3. Complainants’ Position

Complainants Intel and Level One agree with the ALJ that a limited exclusion order
precluding respondent Altima’s infringing products from entry into the United States for
consumption should be issued. Complainants reject respondent’s claim of trade secret
misappropriation as lacking any evidentiary support. They argue that respondent failed to show
that any confidential or trade secret information was exchanged, or to raise the equitable defense
now asserted by respondent for the first time in any of its pleadings. Complainants Reply at 18.

Complainants also oppoée delaying any remedy on the ‘410 patent until after completion
of the jury trial in Delaware. They characterize respondent’s position as an attempt to
circumvent the Commission’s denial of respondent’s motion to re-open the record on the ‘410
patent. Complainants specifically point out that respondent stayed the Northern District of

California action in which it filed for a declaratory judgment of non-infringement and invalidity

11
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of the ‘410 patent,'® and submit that after staying that action respondc?nt cannot now request that
the target date be extende'd until a different district court, naming Broadcom and not respondent,
renders judgment. Complainants also argue that delaying Commission relief until the conclusion
of a district court proceeding also would be against Commission policies favoring speedy
resolution of section 337 investigations.!” Id. at 19.

(a) Excluded Products

Complainants recommend using the term “integrated repeaters and switches” in the
exclusion order with regard to the ‘410 patent, maintaining that this description will assist U.S.
Customs in identifying excluded products. They assert that respondent Altima refers to its
products by fuhction, i.e., integrated repeaters or switches, and not by their package, i.e., BGA
packages. They submit that the language proposed in no way changes the scope of the ALJ’s
recommendation because the ALJ found that respondent Altima’s integrated repeaters (including
the 105R and 108R series) and switches (including the 108SU), as included in the caption of the
investigation, infringe the ‘410 patent.

Complainants further argue that, by identifying specific part names, Customs can easily
identify infringing parts. They contend that using more general product descriptions (“integrated
repeaters” and “switches™) will make it more difficult for respondent Altima to circumvent an
exclusion order by simply re-labeling identical products with different names. '

In their reply submission on remedy, complainants emphasize that the ALJ held that not

only respondent’s repeaters but also its 108SU switch infringed the ‘410 patent. Complainants’

' Complainants cite the Altima Complaint and the Altima Motion to Stay attached to Complainants’ Reply as
Exh.H and Exh.I ‘

' In support, complainants cite 19 U.S.C. § 1337(b)(1); S. Rep. 412, 103d Cong., 2d Sess. at 119 (1994).

18 In support, complainants cite Inv. No. 337-TA-383, Certain Hardware Logic Emulation Sys. And
Components Thereof, Comm’n Op. at 9 (March 1998).
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| Reply at 2 (citing ID at 151, 155, 206, CFF 42, 1254, 1255). Cpn;nplai;pants further argue that,
contrary to respondent’s contention, the Commission has determined that all of respondent’s
integrated repeaters, including its 105R series (including the 105RU, 105RN, and 105RM) and
108R series (including the 108RU, 108RN, 108RM, and 108RKPB) infringe the ‘603 and ‘410
patents, and that respondent’s switches, including its 108SU switch, infringe the ‘410 patent. Id.
Complainants assert that there is no factual basis for respondent’s argument that some portion of

its integrated repeaters should not be excluded. Citing the ID at 133-35, complainants state that

I

1l

Complainants further argue that, contrary to respondent’s position, the scope of this
investigation is not limited to the products mentioned in the title of the notice of investigation.'

Complainants assert that the complaint makes clear that they alleged that “integrated
circuits made by Respondent Altima,” not just integrated repeaters, switches or transceivers,
infringed the ‘410 patent, and that they accused respondent of infringing the ‘410 patent, a BGA
packaging patent. They also argue that the investigation focused on the BGA packages of
respondent’s products, not on the type of product packaged in the BGA, and that the
investigation covers every type of product made by respondent. Accordingly, complainants
maintain, the ALJ’s recommendation to exclude BGA packages should be adopted by the

Commission.

" In support, complainants cite Inv. No. 337-TA-152, Certain Plastic Food Storage Containers (July 3, 1984)
(rejecting an argument that a product is within the scope of the investigation just because it is named in the title).
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(b) Named Parties

Complainants agree with the ALJ with regard to the named parties. They point out that
because Altima is a wholly-owned subsidiary of Broadcom, the ALJ’s recommended exclusion
order would bind Broadcom as a “shareholder.” Complainants further maintain that since
respondent Altima’s products are marketed and sold by sales representatives and distributors all
over the world, and products sold through these entities are routinely imported into the United
States,” the exclusion order should cover importation facilitated by respondent’s agents.

In their reply, complainants request that respondent’s products, i.e., products designed by
or for respondent Altima, not by Broadcom -- be excluded from importation. [{

1]
complainants propose modifying the exclusion order to read, in the pertinent parts, “integrated
repeaters designed by or for Altima, . . . and printed circuit boards containing same, |
manufactured abroad and/or imported by or on behalf of Altima Communications, Inc., or its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
and /or majority owned business entities and their employees, and agents, successors and assigns
...” (with regard to the ‘603 patent), and “integrated repeaters, switches and other products,
designed by or for Altima, . . . and printed circuit boards containing same, manufactured abroad
and/or imported by or on behalf of Altima Communications, Inc., or its principals, stockholders,
officers, directors, employees, agents, licensees, distributors, controlled and /or majority owned
business entities and their employees, and agents, successors and assigns . . .” (with regard to the

‘410 patent), respectively. Complainants’ Reply at 5 (emphasis in the original). ? Complainants

® In support, complainants cite CFF 2318-2320, 2322, 2326.

*! The first two paragraphs of the limited exclusion order proposed by complainants read as follows (emphasis
in the original): '
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maintain that adding the “designed by or for Altima” language [{

]] while maintaining the integrity of the order.

Complainants agree with the ALJ and the IA who recommend that “Altima, its principals,
stockholders, officers, directors, employees, agents, licensees, distributors, controlled and /or
majority owned business entities and their employees, and agents, successors and assigns [be
prohibited] from importing [Altima’s infringing products] into the United States.” ID at 206; the
IA’s Proposed Order at 99 1, 2. Complainants note that the ALJ expressly recommended that the
limited exclusion order apply to respondent’s shareholders, and since respondent is a wholly-
owned subsidiary.of Broadcom, the ALJ understood that Broadcom owns all of respondent
Altima’s stock. Complainants note thalt holding stock in a corporation is ownership of the
corporation, and thus the ALJ expressly applied the exclusion order to Broadcom for certain

activities relating to Altima’s products, but not to Broadcom products. Complainants argue that

1. Integrated repeaters designed by or for Altima, including Altima’s 105R series of products (105RU,
105RN, 105RM) and 108R series of products (108RU, 108RN, 108RM and 108RKPB), covered by claims
1,2,3,4,5,6,7,and 9 of U.S. Letters Patent 5,742,603, and printed circuit boards containing same,
manufactured abroad and/or imported by or on behalf of Altima Communications, Inc., or its principals,
stockholders, officers, directors, employees, agents, licensees, distributors, controlled and /or majority
owned business entities and their employees, and agents, successors and assigns, whether assembled or
unassembled, are excluded from entry for consumption into the United States for the remaining terms of
U.S. Letters Patent 5,742,603, i.e., until September 14, 2015, except under license of the patent owner or as
provided by law.

2. Integrated repeaters, switches and other products, designed by or for Altima, packaged in Ball
Grid Array (“BGA”) packages, including Altima’s 105RU, 105RN, 105RM, 108RU, 108RN, 108RM,
108RKPB and 108SU covered by claims 23, 24, 27, and 29 of U.S. Letters Patent 5,894,410, and printed
circuit boards containing same, manufactured abroad and/or imported by or on behalf of Altima
Communications, Inc., or its priricipals, stockholders, officers, directors, employees, agents, licensees,
distributors, controlled and /or majority owned business entities and their employees, and agents,
successors and assigns, whether assembled or unassembled, are excluded from entry for consumption into
the United States for the remaining terms of U.S. Letters Patent 5,894,410, i.e., until March 28, 2016,
except under license of the patent owner or as provided by law.
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their proposed language will preclude Altima from circumventing an_\exclusion order by, inter
alia, licensing infringing technology that it designed to some third party (such as Broadcom), or
having some other arrangement whereby a third party manufactures and imports this infringing
technology, as well as from renaming Altima’s infringing products and importing them through

some third party.

(c) Downstream Products
Complainants expressly state that they do not seek an exclusion order extending to
downstream products, such as consumer products, for which the nine EPROMs factors must be
considered. Complainants Reply at 9, n. 5. However, they argue that the exclusion order should
cover printed circuit boards and carriers containing respondent Altima’s infringing products.
Under Flash Mernory, complainants argue, the Commission excludes printed circuit boards and
carriers even where a complainant has not met the nine-factor EPROM test. Certain Flash
Memory Circuits And Prods. Containing Same, Inv. No. 337-TA-382, Comm’n Op. (1997).
Complainants argue that, rather than importing‘ separate infringing chips, respondént nould mount
those chips on printed circuit boards or carriers to circumvent the order. They note that
respondent admits that it imports such boards and, thus, the Commission should exclude printed
circuit boards and carriers from importation.
(d) Cease and Desist Order
Complainants request that the Commission issue a cease and desist ordes-to respondent
Altima to preclude it from circumventing an exclusion order by, inter alia, selling and marketing
significant volumes of infringing product inventoried in the United States -- [[
1l
Complainants argue that althougn the Commission has required “commercially significant”

domestic inventories to issue a cease and desist, the Commission often infers a commercially
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significant domestic inventory where respondent fails “to provide evidénce to the contrary.” =
Citing Hardware Logic Emulation, USITC Pub. 3089, Comm’n Op. at 14, complainants further
point out that the Commission has in the past defined “commercially significant” as one
infringing product.

Complainants argue that the Commission should find that a c;)mmercially significant
domestic inventory of infringing products exists or, alternatively, require that respondent certify
the number of infringing products inventoried in the United States on a product-by-product basis
for each month from March 2001 through September 2001. If Altima’s certification shows
commercially significant inventory, then the Commission should issue the cease and desist order.

4. The IA’s Position

The IA asserts that, contrary to respondent’s position regarding a stay, immediate relief
relating to the ‘410 patent is appropriate. He characterizes respondent’s request that the
Commission extend the target date of this consolidated investigation pending a decision in a suit
involving Intel and Broadcom related to the ‘410 patent, which is scheduled to go to trial before a
jury on October 29, 2001, as “unprecedented” énd urges the Commission to reject it. He
specifically points out that the Commission’s rules provide for modification of an exclusion
order if that should become necessary.

(a) Excluded Products

The 1A agrees with the ALJ’s recommendations regarding the scope of the limited
exclusion order except that the IA believes that (1) the exclusion order need notist specific
model numbers, and (2) under Commission precédent, it 1s appropriate to include “carriers” as
well as circuit boards.

The IA submits, however, that in order to facilitate Customs’ enforcement of the limited
exclusion order, the Commission should either include in its opinion the specific model numbers

found by the ALJ to be infringing (in case the Commission issues the limited exclusion order that

* In support, complainants cite Certain Crystalline Cefadroxil Monohydrate, Inv. No. 337-TA-293, Comm’n

Op. at 41-42 (March 1990); Certain Erasable Programmable Read Only Memories, Inv. No. 337-TA-276, Pub. No.
2196 (March 1989).

17



PUBLIC VERSION

does not list specific model numbers) or, alternatively. should use the:language “including, but
not limited to,” before listing the specific model numbers in the limited exclusion order. The
IA’s Remedy Submission at 4.

In his reply brief, the A asserts that, contrary to respondent Altima’s remedy submission,
the ALJ expressly stated in his ID that complainants presented evidence relating to integrated
repeaters and switches.® The IA’s Reply at 3. The IA further asserts that the ALJ determined
that respondent’s AC105R and AC108R repeaters infringe the ‘603 patent, and that each of the
foregoing repeaters as well as respondent’s AC108SU switches infringe the ‘410 patent. See,
e.g., ID at 136, 145, 151, n.58,155-56, 206. Therefore, the IA contends, contrary to respondent’s
argument, that the scope of any order relating to the ‘410 patent should encompass both repeaters
and switches, rather than being limited to repeaters.

The IA aléo disagrees with respondent’s contention that plastic ball grid array (PBGA)
packages are not within the scope of this consolidated investigation. He states that PBGA
packages are products used as packaging for the repeaters and switches that are identified in the
notice of investigation. In particular, the IA cohtends, PBGA packages are clearly encompassed
within the scope of the language “products containing same,” i.e., packages containing repeaters
and switches. |

The 1A also disagrees with respondent’s argument that the scope of any order should be
limited to “managed” integrated repeaters. He asserts that [[ ]] respondent’s repeater
products were found to infringe the ‘603 patent, and those repeater products ané~respondent’s AC
108SU switches were also determined to infringe the ‘410 patent. First, the IA argues, the ALJ

determined that [[

% In support, the [A cites the ID at 151, n.58 (“Although complainants in their complaint, as supplemented,
alleged that respondent's AC105, ACIO8 and [[ 1] series of products infringed the asserted claims of the ‘410
patent, (435 Complaint at §8.3), in their post hearing brief complainants argued only that respondent's AC 105RM,
AC 105RN, AC 105RU, AC 108RM, AC 108RN, AC 108RU, ACIO8RKPB and AC]08SU [[ 1] series of
products infringed the asserted claims of the 410 patent and made no mention of the [[ 1] series of products.
(CBr at 135).” (Original emphasis omitted and emphasis added in the IA’s remedy reply submission)).
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]] 24

Therefore, if respondent Altima’s recommendation were to be adopted, Altima would be free to
import and sell infringing [[
1l
Second, the IA continues, [[
NI ]] Altima’s repeater products were found to infringe both the

‘603 patent and the ‘410 patent.” Thus, all of Altima’s AC105R and AC108R repeaters would
be subject to exclusion because the packaging containing said repeaters infringes the ‘410 patent.

The IA concludes by stating that, in view of the foregoing, respondent’s attempt to
[

]] should be rejected. Furthermore, the IA contends, any exclusion order directed
to the ‘410 patent. should cover both integrated repeaters and switches in PBGA packages.
However, in the IA’s view, inclusion of the phrase “other products” in any remedial order would
be inappropriate because complainants only presented evidence relating to respondent’s
integrated repeaters and switches, and the ALJ ’-s infringement determination only ’relates to those
products.

(b) Named Parties
In the IA’s opinion, it is not clear from the RD whether the ALJ recommended a limited
exclusion order that would cover Broadcom, respondent’s parent. He contends that the
Commission should include “its standard language in this regard, which encompasses
‘parent(s).”” Id.
The IA disagrees with respondent’s argument to eliminate “parents,” “affiliated
companies,” and “related companies” from the named parties covered by the exclusion order. He

argues for the inclusion of the language “affiliated companies, parents, subsidiaries, or other

* In support, the IA cites the ID at 134-35 [[
1l

¥ In support, the IA cites the ID at 155-56, 206.
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related business entities, or their successors or assigns” in any exclusibn order that is issued. *
(c) Downstream Products

With respect to the coverage of downstream products, the IA agrees with the ALJ that the
record contains little evidence of the type identified by the Commission in EPROMs, Inv. No.
337-TA-276 (May 1989), aff"d sub. nom., Hyundai v. U.S. Int’l Trade Commission, 899 F.2d
1264 (Fed. Cir. 1990), necessary to support issuance of an order extending to downstream
products.

However, the IA notes that in Certain Flash Memory Circuits and Products Containing
Same, Inv. No. 337-TA-382, Com. Op. (June 1997) (“Flash Memories™) at 24, the Commission
determined to include circuit boards and carriers even though the record did not contain any
evidence that infringing products had been or were imported in that fashion.?’ He therefore
- asserts that both circuit boards and carriers containing Altima’s devices should be included
within the scope of any exclusion order.

In his reply brief, the IA agrees with respondent to the extent that it contends the limited
exclusion order should not cover downstream products of third parties. However, as the
Commission stated in Flash Memories, the IA believes that any order that issues should include

respondent’s downstream products, such as carriers and circuit boards. Specifically, the IA notes

% On October 2, 2001, the IA sought leave to provide additional comments supporting the “designed by”
language proposed by complainants in their reply submission on remedy submission (see footnote 25 supra). The
Commission determined to accept the IA’s submission. In his submission, the A opines that inclusion of the

“designed by” language would be appropriate because section 337 relief is for the benefit of complainants and their
wishes should be heeded.

*7 In support, the IA quotes the Commission’s opinion in Flash Memories which stated as follows:

Samsung could circumvent an exclusion order covering only flash memory chips simply by installing the
chips on easy to dis-assemble carriers and circuit boards. We therefore have extended the exclusion order
to cover any carriers or circuit boards manufactured by Samsung that contain its infringing chips. We
believe this measure is required in order to ensure that the remedy is effective, notwithstanding that
Samsung may not currently manufacture or import such intermediate products. We believe that Customs
would not find it as difficult to inspect carriers and circuit boards to determine whether they contain the
infringing circuits because such intermediate products are not enclosed in the same kind of protective
packaging as are final products. '

20



PUBLIC VERSION

that respondent’s arguments relating to the [|
]] (Respondent’s Remedy Submission at 22-24) do not apply to “carriers,” pointing out
that carriers are devices that, inter alia, are specifically designed and manufactured for the
express purpose of “transporting” chips in bulk. The IA Reply at 6.
(d) Cease and Desist Order

The IA observes that the Commission has stated that cease and desist orders are
appropriate where a respondent has accumulated “commercially significant” inventories of the
infringing products in the United States. Certain Condensers, Parts Thereof and Products
Containing Same, Including Air Conditioners for Automobiles, Inv. No. 337-TA-334,
Commission Opinion at 26-28 (August 27, 1997); see also Certain Crystalline Cefadroxil
Monohydrate, Inv. No. 337-TA-293, USITC Pub. 2391 at 37-39 (June 1991). He notes that in
Condensers, the Commission referenced its “long standing practice of issuing cease and desist
orders only against domestic respondents for the purpose of reaching inventories of infringing
goods already in the U.S. that are not subject to exclusion.” Condensers at 26-28.

The IA states that because the record is devoid of any evidence demonstrating the
existence of inventories in the United States, much less the quantity of any such inventories, he
concurs with the ALJ's recommendation against issuance of a cease and desist order.

In his reply brief, the IA [[

]1 He distinguishes the investigations cited by
complainants on the facts. In contrast with the cited cases, respondent in this investigation has
not refused to provide information regarding its actual inventories — [[

]] Furthermore, although a cease and
desist order was appropriate in Hardware Logic Emulators where only a single unit existed in
inventory, the devices at issue in that case were very expensive. The products at issue in the
instant investigation are relatively inexpensive. Therefore, the IA submits that the rationale
relied on by complainants is not applicable here.

5. Views of the Commission

We agree with the ALJ’s recommendation that issuance of a limited exclusion order is
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appropriate in this investigation, and we are of the view that the remedy relating to the ‘410
patent should not be delayed until after completion of the jury trial in the U.S. district court in
Delaware. We agree with the IA that the Commission’s rules provide adequate means for
modification of an exclusion order if and when that should become necessary. We are also of the
opinion that respondent Altima failed to raise in timely fashion any equitable defense based on
the claimed trade secret misappropriation by complainants and to present any timely evidence of
such misappropriation. As a result, we see no merit in respondent’s argument in this regard
(which was raised for the first time in its remedy submission).
(a) Excluded Products

With regard to the ‘603 patent, we agree in general with the IA’s proposed draft exclusion
order and thus have issued a limited exclusion order that covers integrated repeaters, including
but not limited to'respondent Altima’s 105R series of products (the AC105RU, AC105RN, and
AC105RM models) and its 108R series of products (AC108RU, AC108RN, AC108 RM, and
AC108RKPB models) covered by claims 1-7 of 9 of the ‘603 patent. Respondent’s argument that
the order should be limited to 105RM and 108RM products is without merit because the ALJ

specifically found that “all of the accused respondent’s [[

1]
ID at 136.

With regard to the ‘410 patent, we conclude that the ALJ’s finding thatrespondent is in
violation of section 337, based on its importation into the United States, sale for importation, and
sale within the United States after importation of, inter alia, PBGA packages and products
containing same, ID at 264, warrants a broader scope for the exclusion order than the one
proposed by the IA. For that reason, our limited exclusion order covers integrated repeaters,
switches, and other products in PBGA packages, including but not limited to respondent
Altima’s AC105RU, AC105RN, AC105RM, AC108RU, AC108RN, AC108RM, AC108RKPB,
and AC108SU products covered by claims 23, 24, 27, or 29 of the ‘410 patent. We reject

respondent’s contention that only integrated repeaters were found to infringe the ‘410 patent,
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because the ALJ held that, among other devices, respondent’s ACIOSSU switch infringed the
asserted claims of the ‘410 patent. ID at 151, n. 58; 155; 206. Furthermore, we note that the
term of the ‘410 patent extends until April 13, 2016, i.e., for more than 14 years. We have taken
into consideration the possibility that new infringing devices, other than integrated repeaters and
switches, will in the future be packaged in PBGA packages and imported into the United States
before the expiration of the ‘410 patent.

The above lists of the models of the devices covered by the limited exclusion order are
not intended to be exhaustive and are not included in the order itself. The lists do not purport to
limit the scope of the order, but merely enumerate particular devices already found to infringe the
asserted claims of the two patents. Any other devices, including those that are not specifically
mentioned in the Commission’s opinion but which nevertheless fall within the scope of the
limited exclusion' order, would also be excluded from entry into the United States.

(b) Named Parties

We agree with the IA that, with regard to the named parties, the scope of the exclusion
order should include “affiliated companies, parénts, subsidiaries, or other related business
entities, or their successors or assigns.” We interpret the RD to cover Broadcom as a
“stockholder” that owns stock of respondent Altima. ID at 206. Therefore, the exclusion order
proposed by the IA is consistent with the ALJ’s recommendation in this respect.

Complainants and the IA take position that the inclusion of “parents” in an exclusion
order will preclude respondent from circumventing the order by having an arrangement whereby
a third-party (potentially including Broadcom) manufactures and imports the infringing products
or by renaming its infringing:products and importing them through some third party.

[l

]] Both sides argue that if a modification of the order becomes necessary in the future,
the other side can resort to the appropriate procedure under the Commission’s rules. Compare

the JA’s Reply at 11 (“In any event, the Commission’s rules provide for modification of an
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exclusion order if that becomes necessary”) with Respondent’s Remeéy Submission at 5
(respondent argues that prevention of circumventing the order by re-labeling its products as
Broadcom products is “a far-fetched hypothetical that—if and when it occurred—could be
handled by modification of the exclusion order under 19 C.F.R. § 210.76.”).

With regard to the draft of the order proposed by complainants, we note that their
“designed by” language narrows the scope of the exclusion as it relates to the named parties.
Where practicable the Commission takes the desire of a section 337 complainant into account
and tries to accommodate it because section 337 relief is for the benefit of the patentholder.
However, we decline to adopt the language proposed by complainants because, in our view, it
will make the exclusion order unadministrable by Customs. Customs will have no way to know
whether a particular imported product was “designed by or for Altima.” Even if the persons
seeking to import" the products in question comply with the certification requirement, Customs
will have to exclusively rely on such representation and would have great difficulty to verify
whether such products are in fact “designed by or for Altima.” Thus, adoption by the
Commission of the proposed “designed by or for Altima” language would place a heavy burden
on Customs to determine whether to allow importation of a given product, and could
unnecessarily disrupt legitimate trade in articles not intended to be covered by the exclusion
order.

Having considered the respective arguments of the parties, we determine to include
“parents” in the exclusion order for the following reasons. First, rule 210.76(a)allows any party
to petition for modification of exclusion orders, irrespective of whether such party has or has not
been found in violation of section 337. However, rule 210.76(b) specifically makes a distinction
between the parties (and their respective burdens) with regard to petitioning for modification of
exclusion orders depending on whgther a particular party has or has not been found in violation
of section 337. In particular, “[i]f the petitioner previously has been found by the Commission
to be in violation of section 337 of the Tariff Act of 1930 and if its petition requests . . .
modification . . . of an order issued pursuant to section 337 (d), (e), (f), (g), or (i) of the Tariff

Act of 1930, the burden of proof in any procéeding initiated in response to the petition pursuant
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to paragraph (b) of this section shall be on the petitioner.” 19 C.F.R. § 210.76(b). Consistent
with Commission rule 210.76(b), while at the present moment there is no certainty as to if or
when a need for modification of the exclusion order may arise, if such need does arise in the
future, the burden to petition the Commission for modification and to prove that it is warranted

should be placed on respondent because it is the one that has been found in violation of section

337.
Second, Altima vigorously argues that [[
]] Respondent’s Reply at 7. See, also, id. at 8 ([[
]1); Respondent’s Remedy Submission at 4
al

J] Therefore, based on the record, there is no current danger of
disrupting Broadcom business by inclusion of “parents” in the exclusion order because the order
simply will not affect Broadcom.?® In other words, the issue that Altima is attempting to raise is
premature.

Moreover, based on the statements of respondent, it appears that this issue is unlikely to
arise in the foreseeable future. In its petition for review of the final ID, respondent stated as
follows: [[

1]

Respondent’s Petition at 1 (emphasis added). Therefore, while a danger of circumventing the

% See, also, the ID’s Reply at 7:

[

11 [sic]. Thus, OUII is perplexed by Altima’s
professed concern. [[ .
]] that are covered by either the <603
or ‘410 patents.
In view of the foregoing, the Commission should include the language
“affiliated companies, parents, subsidiaries, or other related business entities, or
their successors or assigns™ in any exclusion order that is issued.
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exclusion order if “parents” are not included as named parties in the exclusion order is

immediately foreseeable, because only a short time would be needed to effectuate such

circumvention, a danger of unwarranted disruption of Broadcom business is more remote.”
(c) Downstream Products

We conclude that, under the nine factors outlined in the Hyundai decision, our exclusion
order should not encompass downstream products. The ALJ was well equipped to assess
whether any evidence was presented to satisfy the nine-factor Hyundai test, and we agree with his
recommendation that there was insufficient evidel_lce to support an exclusion order covering the
downstream products.

However, we agree with the IA’s position that both circuit boards and carriers containing
respondent’s devices should be included within the scope of the exclusion order even where the
nine-prong Hyunriai inquiry is not satisfied. Under Certain Flash Memory Circuits And
Products Containing Same, Inv. No. 337-TA-382 Comm’n Opinion (June 1997), at 24, circuit
boards and carriers are not regarded as true downstream products. We disagree with

respondent’s argument that circuit boards should not be covered by the exclusion order [][

j] In this regard, we rely on the testimony of complainants’ witness Mr. Stephen
McConnell who testified that whether it is difficult to remove the devices depends on “whether
you want to preserve the part or the [circuit] board. It is difficult to preserve borh.” (McConnell
Dep. Tr. At 207) (emphasis added). Thus, infringing devices could be removed-om circuit
boards if an importer were willing to sacrifice the boards. Moreover, Mr. McConnell testified
that while “it is difficult,” “it.can be done.” Id. Therefore, if the goal is to remove the devices
without damaging them, it can be done, and if sirrlultaneously preserving the printed board is not

important, then the former task will not necessarily be difficult, much less impossible. Finally,

% At least with regard to integrated repeaters at issue, respondent appears to share a view that ([

J1 Respondent’s Submission on Remedy at 29. Therefore consistent with
the respondent’s apparent position, a situation where [[

Il
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Mr. McConnell opined that removing a BGA part without damaging it can be accomplished by
an outside contractor.
(d) Cease and Desist Order

Under section 337(f)(1), the Commission has discretion to issue cease and desist orders in
addition to, or instead of, an exclusion order. The Commission issues cease and desist orders
where “commercially significant” inventories of infringing products are present in the United
State, and complainants bear the burden of proving that respondent has such an inventory.
Because complainants failed to sustain their burden, we have determined not to issue a cease and
desist order. See ID at 207 (“There was no evidence before the administrative law judge which
showed whether [[

1)

B. The Public Iﬁterest

1. Complainants’ Position

Complainants argue that the public interest favors entry of full relief in this case. Théy
contend that to allow respondent to continue to 'infringe their patents would contradict the
incentive to innovate that Congress sought to promote by granting patent protection.*

Complainants note that pursuant to section 337(d), an exclusion order will issue to those
violating the statute, absent four overriding public interest factors: (1) the public health and
welfare; (2) competitive conditions in the United States economy; (3) the production of like or
directly competitive articles in the United States; and (4) United States consumess.-19 U.S.C.
§ 337(d).

Complainants further.state that no public interest factors exist in the instant case that
would override the public’s interest in precluding respondent from infringing their two valid and

enforceable U.S. patents. Thus, complainants contend, excluding respondent’s integrated

* In support, complainants cite H.R. Rep. No. 40, 100th Cong., 1st Sess., pt. 1 at 156 (1987); S. Rep. No. 71,
100th Cong., Ist Sess. at 128-29 (1987) (“Any sale in the United States of an infringing product is a sale that
rightfully belongs only to the holder or licensee of that property. The importation of any infringing merchandise
derogates from the statutory right, diminishes the value of the intellectual property, and thus indirectly harms the
public interest.”).
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repeaters and switches will not harm public health or welfare because (1) the products that
incorporate these chips, networking hubs, do not directly affect the public health or welfare: (2)
“competitive conditions” favor protection of intellectual property rights, not inexpensive copies;
(3) exclusion of respondent’s products would not harm competition of like or directly
competitive products because complainants, and others, can supply similar products; and (4) U.S.
consumers would not be harmed by an exclusion order since other manufactures, including
complainants, can supply the products at issue. Complainants Remedy Submission at 9.

2. Respondent’s Position

Respondent argues that complainants’ arguments related to public interest turn the facts
upside down, because Altima did not copy Intel’s products but rather built a different and better
product. Respondent also argues that complainants used documents misappropriated from
respondent to fofmulate the complaint that gave rise to the instant investigation, and that the
public has a strong interest in ensuring that the proceedings of its governmental agencies are not
premised on improperly obtained information.

3. The 1A’s Position

The IA submits that entry of relief in the form of a limited exclusion order would not
raise any public interest concerns under section 337(d). In this regard, the IA notes that there is
no evidence that the U.S. demand for such products cannot be met by entities other than
respondent that also manufacture integrated repeaters and switches. The IA states that he is not
aware of any other public interest concerns that would militate against entry of-a-limited
exclusion order against Respondent.

4. Views of the Commission

Under section 337(d), the Commission must consider the effect of any remedy on the
public interest before issuing an ¢xc1usion order. We are aware of no public interest concerns
presented in the instant investigation that should prevent the issuance of a limited exclusion
order. We disagree with respondent’s claim of trade secret misappropriation because we find no
support for such claim in the record.

C. Bonding
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1. The RD

At the outset, the ALJ observed that section 337(j) provides for the entry of infringing
articles and sales of such articles from inventory upon the payment of a bond during the 60-day
Presidential review period, and that the bond should be set at a level sufficient to “protect
complainant from any injury” during the Presidential review period. 19 U.S.C. §1337(j). See
also, Commission rule 210.50(a)(3).

The ALJ stated that where the evidence shows [][

1l

Certain Neodymium-Iron-Boron Magnets, Inv. No. 337-TA-372, Comm’n Opinion on Remedy,
the Public Interest and Bonding at 15, USITC Pub. No. 2964 (1996). 3!

The ALJ considered the evidence regarding [[

33

]] the ALJ recommended a bond during the Presidential review period of
100 percent of the entered value of the products covered by the limited exclusion order. *
2. Complainants’ Position
Complainants agree with the ALJ that the Commission should impose a 100 percent bond
for any importation of infringing products during the 60-day Presidential review-period because

a wide range of products was found to be infringing and [[

]]35

'ID at 208.

2D at 209.

¥ Id. We interpret this statement to refer to a royalty for the use of patents infringed by the excluded products.
*1d.

* In support, complainants cite Certain Neodymium-Iron-Boron Magnets, Inv. No. 337-TA-372, Comm’n Op.
at 15, Pub. No. 2964 (1996); In re Reclosable Plastic Bags and Tubing, ITC Inv. No. 337-TA-266 (1987); In re
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3. Respondent’s Position
Respondent Altima disagrees with the complainants’ suggestion that a 100 percent bond
is necessary in the absence of other relevant evidence. It submits that the Commission should set

bonds equal to a reasonable royalty for the products at issue.*® [[

1”7 According to respondent, [[

]]38

Respondent asserts that because pricing in the semiconductor market is [[

1l

Respondent also asserts that the ALJ inferred the need for a bond from the August 22,
2000, declaration of Intel’s witness McConnell that integrated repeaters are “in a declining
overall market” that “will likely diminish o§er the next few years” and that the “economic life
cycle of repeaters is nearing its end.” * Respondent argues that [[
| ]] and, as a result,
Level One should be required to report to the Commission its quarterly unit volume and dollar
value of sales of the LXT980 family of products that were found to constitute the domestic

industry in order to assure the Commission and public of the continued existence of a domestic

Flash Memory Circuits, Inv. No. 337-TA-382, Comm’n Op. at 26-27.

3 In support, respondent cites Certain Dynamic Random Access Memories, Inv. No. 337-TA-242, Comm’n
Action and Order at 39 (1987); Certain Acid-Washed Denim Garments, Inv. No. 337-TA-324, Comm’n Op. at 51
(1992); Certain Plastic Encapsulated Integrated Circuits, Inv. No. 337-TA-315, Comm’n Op. at 44 (1992); Certain
Digital Satellite System (DSS) Receivers, Inv. No. 337-TA-392, Comm’n Op. at 245 (1997).

57 In support, respondent cites Standard Mfg. Co., Inc. v. United States, 42 Fed. Cl. 748, 766 (1999); W.L.

Gore & Assocs., Inc. v. Int’l. Med. Prosthetics Research Assocs., Inc., 1990 WL 180490, at *23 (D. Ariz. July 9,
1990). .

3% Respondent reasons that while the [[

)

3 Respondent cites ID at 209.
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industry that requires protection.*

In its reply submission, respondent argues against the 100 percent bond. It contends that
while such bond may be a useful approach for investigations involving cheap “knock-off”
imports sold at a much lower price than the domestic products, the reality of the present

investigation is far different. Respondent further argues that [[

1
4, The IA’s Position

The IA noted that if the Commission enters an exclusion or cease and desist order, the
respondent may éontinue to import and sell its products during the pendency of Presidential
review under a bond in an amount determined by the Commission to be “sufficient to protect the
complainant from any injury.” 19 U.S.C. § 1337(j)(3); 19 C.F.R. § 210.50. He agrees with the
ALJ who recommended a bond of 100 percent of entered value based upon the ALJ’s finding that
the market for managed repeaters'is diminshing, [[

]] The IA’s Remedy Submission at 8.

In his reply brief, the IA disagrees with respondent’s recommendations regarding bond
because, unlike the cases relied on by respondent, the record in the instant investigation does not
contain evidence of royalties charged by respondent. He notes that the ALJ rejeeted respondent’s
“royalty argument” below.*' He further observes that, as respondent admits, the [[

1] (Respondent’s Remedy Submission at
27-28). The IA also contends that [[
]], Under these circumstances, the IA submits, the ALJ was

correct in determining that [[ ' ]] and that a bond of

“ In support, respondent cites Certain Variablé Speed Wind Turbines, Inv. No. 337-TA-376, Order at para. 4.

' In support, the IA cites ID at 208.
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100 percent should be imposed. *

5. Views of the Commission

We agree with the ALJ’s recommendation and have determined to set the bond equal to
100 percent of entered value during the Presidential review period. The record in the instant
investigation indicates that the infringing products have [[ 11¥ Based on the
evidence of record, the ALJ made a finding that the market for the integrated repeaters will likely
diminish over the next few years. Moreover, he concluded that this diminishing market is likely
to [[ 1]

Under such circumstances, we determine that the record does not contain reliable price
evidence, [[ : ]] and set a
100 percent bond, as we have done in some past investigations. See, e.g., Certain Neodymium-
Iron-Boron Magﬁets, Inv. No. 337-TA-372, Comm’n Opinion on Remedy, the Public Interest

and Bonding at 15, USITC Pub. No. 2964 (1996). *

%2 In support, the 1A cites Certain Flash Memory Circuits and Products Containing Same, Inv. No. 337-TA-
382, Com. Op. at 26-27 (1997); Certain Microsphere Adhesives, Process For Making Same, and Products
Containing Same, Including Self-Stick Repositionable Notes, Inv. No. 337-TA-366, Com. Op. at 25 (1995).

“ 1D at 208.
“ 1D at 208.
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

)
In the Matter of )
)
CERTAIN INTEGRATED REPEATERS, SWITCHES, ) Inv. No. 337-TA-435
TRANSCEIVERS, AND PRODUCTS CONTAINING )
SAME ) s
) =1
NOTICE OF ISSUANCE OF LIMITED EXCLUSION ORDER 5
N
™

AGENCY: U.S. International Trade Commission.

£ i

ACTION: Notice.

'SUMMARY: Notice is hereby given that the U.S. International Trade Commission has issued a

limited exclusion order in the above-captioned investigation. g-":"

C.>
FOR FURTHER INFORMATION CONTACT: Michael Liberman, Esq., Office of the <
General Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 2_,

20436, telephone (202) 205-3115. Copies of the public versions of the Commission’s opinion
and all other nonconfidential documents in the record of this investigation are or will be available
for inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the Office of the
Secretary, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 205-2000. Hearing-impaired persons are advised that information on this matter
can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810. General
information concerning the Commission may also be obtained by accessing its Internet server
(http:/fwww.usitc.gov). The public record for this investigation may be viewed on the
Commission’s electronic docket (EDIS -ON-LINE) at http://dockets.usitc.gov/eol/public.

SUPPLEMENTARY INFORMATION: This patent-based section 337 investigation was
instituted on August 23, 2000, based upon a complaint filed on July 20, 2000, by Intel
Corporation ("Intel") and Level One Communications, Inc. (“Level One”). 65 Fed. Reg. 51327
(Aug. 23, 2000). The respondent is Altima Communications, Inc. (“Altima™). A second patent-
based section 337 investigation naming Altima as a respondent was instituted on April 24, 2000,
based upon a complaint filed by Level One on March 23, 2000, and supplemented on April 13,
2000. 65 Fed. Reg. 21789 (Apr. 24, 2000). On August 24, 2000, the presiding administrative
law judge (ALJ) issued an order consolidating the two investigations. From April 16, 2001,
through April 30, 2001, the ALJ held an evidentiary hearing. On July 19, 2001, the ALJ issued a
final initial determination (ID) finding that respondent Altima has violated section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337), by infringing certain claims of two of
complainants’ asserted patents. Specifically, the ALJ found that: (1) there has been importation
and sale of the accused products; (2) complainants practice the patents in controversy and satisfy


http:/livww.usitc.gov
http://dockets.usitc.gov/eol/public

the domestic industry requirements of section 337; (3) certain of the claims in issue are valid; (4)
the accused imported products directly infringe certain of the claims in issue; and (5) respondent
has induced infringement of certain of the claims in issue. Based on these findings, the ALJ
concluded there was a violation of section 337. The ALJ recommended issuance of a limited
exclusion order.

Complainants Intel and Level One and respondent Altima filed petitions for review of
various portions of the ALJ’s final ID, and opposed each others’ petitions for review. The
Commission investigative attorney (IA) did not petition for review of the final ID, but opposed
the other parties’ petitions for review. On September 5, 2001, the Commission determined not to
review the ALJ’s final ID and issued a potice to that effect. 66 Fed. Reg. 47037 (Sep. 10, 2001).

Having determined that a violation of section 337 has occurred in the importation, sale
for importation, or sale in the United States of the accused integrated repeaters, as well as
integrated repeaters and switches in plastic ball grid array (PBGA) packages, the Commission
considered the issues of the appropriate form of relief, whether the public interest precludes
issuance of such relief, and the bond during the 60-day Presidential review period.

The Commission determined that a limited exclusion order prohibiting the importation of
the accused integrated repeaters, and circuit boards and carriers containing such devices, as well
as integrated repeaters, switches and other products in PBGA packages, and circuit boards and
carriers containing such devices, and directed to respondent Altima is the appropriate form of
relief. The Commission further determined that the statutory public interest factors do not
preclude the issuance of such relief, and that respondent’s bond under the limited exclusion order
shall be in the amount of 100 percent of the entered value of the imported articles.

"This action is taken under the authority of section 337 of the Tariff Act of 1930 (19
U.S.C. § 1337) and section 210.50 of the Commission’s Rules of Practice and Procedure (19
C.F.R. § 210.50).

By order of the Commission.

Do 7. At

Donna R. Koehnke
Secretary

Issued: October 24, 2001
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Wa:hington, D.C.

In the Matter of

CERTAIN INTEGRATED Investigation No. 337-1 A-435 = &
REPEATERS, SWITCHES, ; No=
TRANSCEIVERS, AND M g
PRODUCTS CONTAINING SAME _ } "T W 1
- -
id e
G REN
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Final Initial and Recommended Deteriinations
This is the administrative law judge s final initial determination, ﬁnder Commission rule
210.42, in Inv. Nos. 337-TA-430 and 337-TA-435.! The administrative aw judge, after a
review of the record developed, finds that a violation by respondent of se:tion 337 of the Tariff

Act of 1930, as amended (19 U.S.C. § 13¥7), has occurred.

This is also the administrative law judge’s recommendex! determing-ion on remedy and
bonding, pursuant to Commission rule 210.42(a)(1)(ii). The administrati ve law judge
recommends that the Commission issue a ‘imited exclusion order and further recommends a

bond of 100% of entered value during Presidential review.

! As the Procedural History (Section :, infra) states, Inv. Nos. 337-1 A-430 and 337-TA-
435 were consolidated. The caption for Inv. No. 337-TA-430 is "Certain [ntegrated Repeaters

And Products Containing Same. "
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OPINION
L. Procedural History

By notice, which issued on April * 8, 2000, the Commission instiruted an investigation
(337-TA-430), pursuant to subsection (b) of section 337 of the Tariff Aci of 1930, as amended,
and based on a complaint, as supplemented, filed by Level One Commumcations} Inc. (Level
One), to determine whether there is a violation by respondent Altima Co:nmunications, Inc.
(Altima) of subsection (a)(1)(B) of sectior 337 in the importation into the United States, the
sale for importation, or the sale within the: United States after importation: of certain integrated
repeaters and products containing same by reason of infringement of clains 1, 2, 3, 4,5, 6, 7,
8, 9, or 10 of U.S. Letters Patent 5,742,603 (‘603 patent) and whether t ere exists an industry
in the United States as required by subsec:ion (a)(2) of section 337.

By notice, which issued on Augusi 17, 2000, the Commission ins ituted an investigation
(337-TA-435), pursuant to subsection (b) of section 337 of the Tariff Aci of 1930, as amended,
and based on a complaint filed by Level ('ne and Inte] Corporation (Intel), to determine
whether there is a violation by respondent of subsection (a)(1)(B) of section 337 in the
importation into the United States, the sal for importation, or the sale w thin the United States
after importation of certain integrated repi:aters, switches, transceivers, or products containing
same by reason of infringement of claims 1, 3, 7-8, 13-19, or 23-29 of U.S. Letters Patent
5,894,410 (‘410 patent), claims 1, 3, 10-13, 15-16, or 19 of U.5. Letters Patent 5,608,341
(‘341 patent), or claims 1, 3, 5, 10, or 11 of U.S. Lefters Patcin: 5,726,830 (‘860 patent) and
whether there exists an industry in the United States as required by subse :tion (a)(2) of section
337.

Order No. 3, which issued on August 24, 2000, granted responde 1t’s Motion Nos. 430-



6 and 435-1 to consolidate Inv. Nos. 337-TA-430 and 337-TA-435. On september 7, Order
No. 4 set a target date, of October 23, 201, for the consolidated investi;:ation.

On December 28, 2000, an initial letermination (Order No. 8) granted Intel’s Motion
No. 435-6 to terminate partially the consclidated investigation through Intel’s withdrawal of all
allegations relating to the ‘860 patent. On February 14, 2001, the Comm ssion issued a notice
not to review Order No. 8. Order No. 24, which issued on March 8, denied respondent’s
Motion No. 435-33 to extend the target dite, but reset certain dates of th:: procedural schedule.

Order No. 28, which issued on Maurch 15, 2001, was an initial de ermination which
granted complainants’ Motion No. 435-2§ finding that complainants satis fied the economic
prong of the domestic industry requirement regarding the ‘410 patent. Order No. 29, which
issued on March 16, granted complainants’ Motion No. 435-30 finding tliat complainants
satisfied the economic prong of the domestic industry requirement as for :he ‘603 and ‘341
patents. On April 2, the Commission deti:rmined not to review Order No. 29.

Order No. 39, which issued on April 12, 2001, granted :n part respondent’s Motion
No. 435-15 for sanctions. Order No. 40. which also issued on April 12. denied respondent’s
Motion No. 435-25 for sanctions. Responlent, on March 29, filed a Mot-on No. 435-49 in

limine to preclude complainants from switching their domestic industry alegations to assert

different devices for the ‘341 and ‘603 paients. Order No. 45, which issued on July 19, denied
said motion. Respondent, on April 19, filed Motion No. 435-100 for sarctions pursuant to
Commission rule 210.4. Order No. 46, which issued on July 19, denied said motion.

On April 16, 2001, the hearing was commenced and continued or April 17, 18, 19, 20,
21, 23, 24, 25, 26, 27, 28 and 30. Post bearing submissions have been rade. In addition,

2
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closing arguments were heard on May 25 The matter is now ready for Jecision.

The final initial and recommended determinations are based on th: record compiled at
the hearing and the exhibits admitted into evidence. The administrative law judge has also
taken into account his observation of the witnesses who appeared before 4im during the
hearing. Proposed findings submitted by the parties not herein adopted, n the form submitted
or in substance, are rejected as either not supported by the evidence or a: involving immateriai
matter and/or as irrelevant. The findings of fact included hercin have reierences to supporting
evidence in the record. Such references are intended to serve a: guides 1o the testimony and
exhibits supporting the findings of fact. They do not necessarilv represént complete summaries
of the evidence supporting said findings.

IL. Parties

See FF 1-18
III.  Importation

Respondent has admitted that the accused products are imported into the United States.
(RPre at 112),

IV.  Claim Construction

Claim construction is a question of law. Markman v. Westview Ir'struments, Inc., 52
F.3d 967, 978, 34 U.S.P.Q.2d 1321, 1323 (Fed. Cir. 1988). (Markmap ' The construction of
the language of a claim should be made i'\dependently of what :s being alleged to infringe the
claim. See Donald S. Chisum, Patents § 18.03 (Chisum).

Proper claim construction requires that

the intrinsic evidence of record [] be considered first, j.e., the pat:nt iself,

3



including the claims, the specification and if in evidence the prosccution history.

Such intrinsic evidence is the most significant source of the legall:' operative

meaning of disputed claim language.

Vitronics Corp. v. Conceptronic Inc., 90 F.3d 1576, 1582, 39 U.S.P.Q.2d 1573, 1576 (Fed.
Cir. 1996) (Vitronics). The specification contains a written description ¢f the invention that
must enable one of ordinary skill in the arl to make and use the :nventior:. For claim
construction purposes, the written descrip-ion may act as a sort of dictionary, which explains
the invention and may define terms used i\ the claims. Words in a claim are generally given
their ordinary and customary meaning. A patentee however is free to be his own
lexicographer, although any special definition given to a word must be cl:arly defined in the
specification. Markman, 52 F.3d at 978, 979, 34 U.S.P.Q.2d at 1328, 1329; Vitronics. 90
F.3d at 1580.

The administrative law judge may, in his discretion, receive extrinsic evidence to aid
him in coming to a correct conclusion as to the true meaning of language employed in a patent.
Markman, 52 F.3d at 981, 34 U.S.P.Q.2«¢ at 1331. Extrinsic evidence ¢onsists of all evidence
external to the patent and prosecution history, including expert «#nd inver:or testimony,
dictionaries and learned treatises. The ev dence may be helpful to explai i scientific principles
and the meaning of technical terms, and ti'rms of art that appear in the patent and prosecution
history. It may also demonstrate the state of the prior art at the time of the invention.
Extrinsic evidence, however, is not for th:: purpose of clarifying ambiguiiies in claim
terminology. Markman, 52 F.3d at 81, 34 U.S.P.Q.2d at 1331 Moreover, neither the
patentee nor the alleged infringer may alter the scope of the claims:

where the public record unambigﬁnusly describes the scope of thc patented
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invention, reliance on any extrinsit: evidence is improper. The cl:ims.

specification, and file history, rath>r extrinsic evidence, constitutc the public

record of the patentee’s claim, a record on which the public is ent-tled to rely.
Vitronics, 90 F.3d at 1538, 39 U.S.P.Q.2d at 1577. The testimony of a: inventor on the
proper construction of claims, based on the text of the patent, is entitled to no deference
because it amounts to no more than legal opinion which is the process of construction that the
administrative law judge must undertake. No inquiry as to the subjective intent of the inventor
or of the Patent Office is appropriate or even possible in the context of a patent infringement
action. In fact, commonly the claims are irafted by the inventor’s patent solicitor and they
may even be drafted by the patent examiner in an examiner’s amendment subject to the
approval of the inventor’s solicitor. Markman, 52 F.3d at 985, 34 U.S.¥.Q.2d at 1334, 1335.

Only the disputed claim elements reed to be interpreted by the ad:ninistrative law

judge. See In the Matter Certain Hardwai¢ Logic Emulation Systems and Components

Thereof, Inv. No. 337-TA-383, (July 31, 1997) (Hardware Log:c); and 11 the Matter of

Certain Ion Trap Mass Spectrometers and Components Thereof, Inv. 337 TA-393 at p. 24-25

(February 25, 1998).
A. The ‘603 Patent

The ‘603 patent, entitled "Method And Apparatus For Integrating Repeater

t This course of action has been sanctioned by the Court of Appeals for the Federal
Circuit, which referring to Hardware Logc, stated that "by agreement, the appeal turns on the
proper construction of certain disputed terms in the three assested claims. The operation and
structure of the accused device are neither uncertain nor disputed. In sum: we adopt the claim
construction of the Commission which was correct and derived according to our case law on

appropriate methodology." Mentor Graptics Co. v. Q ited States Interp.tional Trade
Commission, 124 F.3d 226 (Fed. Cir. 1997).
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Management, Media Access Control, An¢ Bridging Function” issued on April 21, 1998 (CX-
2). The named inventors, Hain Shafir arvi Mark T. Feuerstraeter, assigred the patent to Level
One (CX-2). Said patent is based on application Ser. No. 528,205 field >eptember 14, 1995
(CX-2). The ‘603 patent contains ten clains.

In issue are independent claim 1 and dependent claims 2-9.> The read (CX-2):

1. A repeater management device for communication
networks, and repeater manageme:it device controlling rzpeaters «nd routing
data packets between a receiving port and a destination port, comorising:
repeater management means for controlling and monitor-
ing repeater functions rejated to the retransmission of
the data packets and for providing status of and control
over repeater functions v:a an external repeater man-
agement interface;
bridging support means, ccupled to the repeater manage-
ment means, for receivinz the data packets on the
receiving port and for for warding the received data
packets to the destination port in accordance with a
destination address; and .
media access controller, coupled to the repeater rianage-
ment means, for providing signal framing of the data
packets and for controllir g access to a repeater date.
interface.

2. The repeater management device of claim 1 wherein
the repeater management means further comprises an access
port for providing access to attribi tes relating to repeate-
functions.

3. The repeater managemerit device of claim 1 waerein
the bridging support means are controlled by the repeater
management means.

4. The repeater management device of claim 1 wierein

* While the notice of investigation put all claims of the ‘603 patent i:1 issue, complainants
have limited the claims in issue to independent claim 1 and dependent clzims 2-9. (CBr at 26).



the management means further coriprises a plurality of
counters for traffic control.

5. The repeater management device of claim 1 wherein
the media access controller further comprises means for
generating preambles and error correcting codes, means for handiing
deferrals and collisions, means for controlling and handling
backoff conditions, and means for retrying data transmission.

6. The repeater management device of claim 1 wherein
the repeater management means further comprises registers
for storing the attributes relating t¢ repeater functions.

7. The repeater management device of claim 1 further

comprising a media access control port for providing data

packets received by the media access controller via the

repeater data interface to memory.

8. The repeater managemernt device of claim wherein the

media access controller determines whether a data packe: is

to be sent to the bridge for forwariling to a destination

address connected to the bridge port or whether a data pucket

is to be transmitted via the repeate- data interface.’

9. The repeater managemer:t device of claim 1 wherein

the repeater data interface compris:s an inter-repeater back

plane.

In issue are the location of the repeaters with respect to the claimk d repeater
management device and also whether the i:laimed subject matter is limited to "out-of-band"
IEEE compliant repeater management. Rispondent has also challenged the expertise of
complainants’ proffered expert Colin Micl.. Also, in closing argument r¢spondent represented

that while it is not advancing 35 U.S.C. § 112 defenses with respect to the claimed "repeater

management means” found in independent claim 1, there is the issue of whether "IEEE

> At the hearing all parties agreed tha: the first line of claim 8 should be interpreted as
follows: "The repeater management devic: of claim 1 wherein the . . . .*
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standards" provides adequate structural support for said means.
1. Colin Mick

Complainants proffered Colin Mick as an expert in Ethernet network® technology. (Tr.
at 655). Respondent argued that Mick is 10t qualified to offer expert op. aion regarding the
subject matter of the ‘603 patent. (ROCFF-394). It was also argued by -espondent, in closing
argument, that Mick was only a "facilitator,” relying on the following téstimony of Mick:

Q As you interpreted your roie in the 802.3 committees of the
IEEE, was as a facilitator; isn’t that correct?

A Probably more of a probleri solver, problem solver and
facilitator, together.

Q Facilitator was your testimony, right?
A Again, you would have to - - you would have to give me cetail.
[ can’t recall precise words used on the testimony given sometime
past. [Tr. at 2103}
Respondent defined "facilitator” as a person retained by various compani::s to get the ball
rolling and to act as a technical writer. (Tr. at 4343). The word "facilit..tor,” however, is a
broad term. Thus, Random House College Dictionary (1980) at 473 has the following
definition:
fa-cil-i-tate (...), v.z., -tat.ed, -tat-ing. 1. to make easier or
less difficult; help forward (an action, a process, etc.). 2 to
assist the progress of (a parson). - fa-cil/i-taftion. n. - fz-

cil/i-ta/tive, adj. - fa-cil/i-ta/tor, n.

At the hearing the administrative law judge reserved a ruling on how, if «t all, Mick should be

4 The word "network" is defined as t» "[l]ink (computers) together to allow the sharing of
data and efficient utilization of resources.” The New Shorter Oxford En:lish Dictionary at
1909 (1993).



qualified to offer expert opinion. However, he did permit comnplainants io rely on Mick’s
testimony in their post hearing submissiors, subject to striking tie testirnony.

A trial court is a gatekeeper, in thut the court will allow in testimony based on technical
and other specialized knowledge that the ¢ ourt' finds both reliable and rel::vant in reaching a
conclusion. Daubert v. Merrell Dow Pharmaceuticals, Inc,, 509 U.S. 579 (1993) (Daubert).
The law grants the court the same broad lititude when it decides how to determine reliability as
it enjoys with respect to its ultimate reliability determination, Kumho Tir: Company, Ltd. v,
Carmichael 526 U.S. 137, 142 (1999) (Kumho).® The record establishes that Mick has many
years of hands-on experience in the Ethernet networking industry, includ:ng:

building networks, both commercii and leading edge demonstrations;
defining IEEE Ethernet standards that are key to understanding th: ‘603 patent;

specifying product at the system level;
designing leading edge system desagn tools; and

creating network simulation tools (another aspect of system level «lesign), .for which

s Effective December 1, 2000, Fed.R.Lvid. 702 was amended to reflect the Daubert inquiry
and now reads:

If scientific, technical, or other sptcialized knowledge will assist the trier of fact
to understand the evidence or to determine a fact in issue, a witness qualified as
an expert by knowledge, skill, expzrience, training, or education, may testify
thereto in the form of an opinion or otherwise, if (1) the testimony is based upon
sufficient facts or data, (2) the test:mony is the product of reliable principles and
methods, and (3) the witness has applied the principles and methe:{s reliably to
the facts of the case.

The language, added by the amendment, tollows the gatekeeping functios established by
Dauber and Kumho. The Advisory Committee Notes explain that no spe:ific factors were
articulated in the new rule because the fac:ors mentioned in Daubert are reither exclusive, nor
dispositive, and do not apply to all types ¢.f expert testimony.
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Mick received a patent himself. (Mick, Tr. at 2105-21 13, FF 19 i0 26).

Moreover, this administrative law judge had ample opportunity tc observe the
demeanor of Mick during his testimony ai the hearing. Based o1 Mick’s background,
testimony of Mick at the hearing and the sndministrative law judge’s obse: vations of Mick, the
administrative law judge rejects respondent’s argument that Mick is a mere "facilitator" as that
word was defined by respondent. To the contrary, Mick "contr:buted tec hnical content” to the
IEEE standards, and his IEEE work required "going out and ob:aining . . technology
proposals, developing criteria for evaluating them, developing s:andards :ust for evaluating the
proposals, selecting the technical solution to be used, and then raodifying it so that it was
acceptable to all members of the group.” (Tr. at 2111). Accordingly, the administrative law
judge accepts Mick as an expert in Etherpet network technology and furtaer finds, in view of
Mick’s expertise, that the testimony of Mck relied on in this firal initia] determination has
sufficient reliability as evidence.

2. Background

The invention of the ‘603 patent relates in general to a repeater management device,
and in particular, to a method and appararus for integrating repeater management, media access
control (MAC), and bridging support functions into a sipgle device. (C>.-2, col. Ins. 6-12). It
is undisputed, as the ‘603 patent acknowli:dges, that attaching repeater management, bridging
and MACs to an Ethernet network was kicown at the time the applicatior: for the ‘603 patent
was filed on Sept. 14, 1995. (RReCFF ar 180). Hence the claimed subj:ct matter in issue
does not merely involve attaching repeate- management, bridgirg and M ACs to an Ethernet

network.



According to the ‘603 patent (col. [, Ins. 26-31):
["t]he standard for Local and Metropolitan Area Network
technologies is governed by IEEE Std. 802. IEEE Std, 8(2
describes the relationship amnong the family of 302 standar-ls and
their relationship to the ISC) Open System Interconnection Basic
Reference Model and is_in¢orporated by referencs: into the ‘603
patent. [Emphasis added] [} '
Generally, IEEE Std. 802 7 prescribes the functional, electrical ind mechanical protocols, and
the physical and data link layers for Local and Metropolitan Area Netwo ks (LAN/MAN).

The specification of the ‘603 patent augme:nts network principles, confor ming to the

International Standards Organization (ISO) seven-layer model fcr open systems interconnection

s Complainants argued that the ‘603 patent incorporates the entire IF EE 802 specification
by reference, citing CX-2 at col., Ins. 27-31. (CFF 488). Respondent, «iting the identical
portion of the ‘603 patent, argued that the ‘603 patent does not :ncorporate all portions of the
entire IEEE 802 specification by referenc: but rather incorporatss portions of the IEEE Std.
802 that "describes the relationship amony: the family of 802 standards arid their relationship to
the ISO Open System Interconnection Basic Reference Model." (RR CF'-488-A). The
administrative law judge finds that the plain language of col. | Ins. 26-3! shows that the entire
IEEE Std. 802 is incorporated by referente into the ‘603 patent.

7 IEEE stands for the Institute of Electrical and Electronics Enginee:ing which is an
international professional association. The associatioh has a very broad :tandards program that
produces standards in a wide variety of technologies, much brouder than networking. The
IEEE 802 project, which is called the LAN/MAN standards committee, levelops standards for
the low level local area network and metr:politan arep network devices, particularly for the
lower two layers of the International Stan{ards Organization (ISO) mode’. Within the IEEE
802 project, there are a number of workii:g groups, each of which prepa:es standards on a very
specific local area networking technology Those stahdards are living dccuments that expand
as new technologies grow. The term "clauses" is used in IEEE 802.3 to refer to chapters.
Each clause represents a specific chunk ov information that is added. For example, a 10BASE-
T repeater technology would be defined in a single clause. There are approximately 40 or so
clauses that represent the IEEE 802.3 document. (Mick, Tr. at:2111-12;.
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(0SI),® commonly referred to as "Etherne-".” In the hierarchy of the sev:n-layer model, the
lowest layers, the so-called physical and data link layers, compr:se functi »nal modules that
specify the physical transmission media and the way network nodes inter*ace to it, the
mechanics of transmitting information over the media in an erro--free mgnner, and the format
the information must take in order to be ttansmitted. (CX-2, col. 1, Ins. 27-44),

A repeater is defined in numerous different clauses of thc IEEE $)2.3 standard.” In
layman’s terms, a repeater receives data from one source and transmits it to all attached
sources. It does not look at destinations. (Feuerstraeter, Tr. at 308-309:. A repeater is a very

simple device. It has a number of "ports," which are the actual physical connections that

8 CDX-34 is a representation of the [SO's seven-Jayer mode:l. The J.ayers are referred to
by numbers, with number one being the lowest, the physical layer, and thie number seven the
application layer. The various layers are well-defined within the commu aications system, and
their functionalities are also defined. Move importantly, communication with adjacent layers is
defined by the protocol stack. On Exhibsn CDX-34, layer one is depictec at the bottom and
layer seven is depicted at the top. An example of an application might b:: something like a web
browser, which would be both layers seven and six. Physical layer products are devices that
connect to the transmission medium in a communication channe!. (McC::nnell, Tr. at 108,
110). :

* Ethernet is a communications system of local atea networking communications system
that is defined by the IEEE project 802. ¢McConnell, Tr. at 116). The :lrawing marked as
CDX-150 is a typical configuration of an Ethernet system where multiplk computers can
exchange data with each other. They are interconnected through a repea:er. To pass
information back and forth between variois elements, the information w:s sent from one
computer to the repeater which, in turn, forwarded it to its ultimate destiaation. (McConnell,
Tr. at 117-118). On the drawing, marke¢ as CDX-150, the lines drawn 1t the bottom of the
box are connection ports to other computi:rs or other peripherals such as printers and shared
resources. (McConnell, Tr. at 118-119).

18 CX-1066 is the IEEE standard 802.3 dated 1993 and CX-1067 is the IEEE standard,

802.3u, dated 1995 and those standards were the then-current standard fi:r repeaters in
September of 1995. (Feuerstrater, Tr. at 309-310).
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connect to the other devices in the networic. A repeater allows one devic:: to send data into it
and electronically amplifies and reconditicns the signdl and simply retran mits it to all the
other ports. (McConnell, Tr. at 118). A repeater petforms several functions and has evolved
over the history of IEEE. One of the earliest functions of repea:ers was 10 reamplify signals to
span greater distances, and this developed into acting as a facilitator of communications
between different nodes on a network or different personal computers (P(s) on a network.
Thus, a repeater handles functions like collision detection and notificatios . If two PCs ina
network attempted to communicate at the :;:ame time, the repeater would notify all of the
appropriate ports on that repeater that a ccllision had occurred and that they should stop
transmitting.

Repeater management is defined by the I[EEE standards. Specificaily the IEEE standard
(CX-1067 at 297) states that "there are two distinct aspects of repeater m.inagement. The
second aspect provides the means to moni:or traffic from attached segmeits.” In general,
repeater management refers to the collection of statistics from and contro' over the repeater.
(Feuerstraeter, Tr. at 312).

A media access controller, or MA(, is defined by the IEEE 802.* standard." Its

purpose is to add some of the framing ont.» the actual data of the packet. One of the things that

' The ‘603 patent, under the subheading "Background Of The Inven-ion," states (col. 1,
Ins. 56-62): '

A Media Access Control (MA(') function éonverts digita} information,
typically stored in memory in the from of a packet, into :in actual Ethernet
frame which can be transmitted on an Ethernet connection, or a frame received
from the network connection which is stored in memory as a pack :t.
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the MAC will do typically is add the preasable of a packet. This is also "vhere the destination
and sourcé addresses are, depending on the direction that the packet is tr: veling, added or
checked, as well as where an error code it added to the end of the packet to make sure it is
sent and received properly. (Feuerstraeter, Tr. at 313-314). Typically a MAC is associated
with a bridge. Within the context of an [I:EE 802.1d bridge, a MAC ha: to do only a few
things, viz, it needs to look and check the cyclic redundancy check (CRC) and see if it is
actually a good packet. The CRC is an error code that is added to make :ure something did
not get corrupted along the way. Hence cne of the first functiors is to st if the packet coming
into the bridge is valid. That would be dc¢ne as part of the MAC functiaz. If the packet is

- good, the MAC must next decide whether it needs to send the packet to #n outgoing port of the
bridge, by looking at the destination addre¢ss. If the packet is gcod comiig in, the MAC does
not need to modify that packet, because the packet is completely and vali-ily formed already.
(Feuerstraeter, Tr. at 314-315).

The term "inter-repeater backplane” (backplane) is a term that is zenerally used for
something that connects and allows what is connected to share their functions so that a series of
chips can act as a single repeater and not be limited to the number of por:s on a single chip.
Basically, the backplane shares information about the functions of the rejcaters across it to act
as one repeater. (Feuerstraeter, Tr. at 33.'-333). Stacking refers to the ability to have a single
repeater, once again with large number of ports, through an inter-repeate - back plane.
(Feuerstraeter, Tr. at 410-411).

An Ethernet bridge is a device with two or more physica! ports th.t is capable of

forwarding a packet received on any port :o any other single port based on the destination
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address of the packet. A packet that is no: forwarded to a port is considered filtered. (CX-2,
col. 1, Ins. 51-54).

An Ethernet network is sometimes likened to conversaiions in a ciowded room. It is
defined in the standard as CSMA/CD protocol, and that is the coommunication protocol which
is used in the Ethernet system. The CSMA/CD stands for "carrier sense multiple access
collision detect," and it is very much like 1 conversation in a room wherc there is a group of
people who, as human courtesy, listen before other people speak. If two or more people begin
to talk simultaneously, there is a collision Everybody remains silent for a few moments, and
then after a random time one person will i ttempt to communicat: again, :.nd the
communication will go through. (McConuell, Tr. at 119).

One of the weaknesses in the CSMA/CD protacol is if one has a jarge number of
people in a room, then there will be many people trying to attcm:pt to cornmunicate
simultaneously, and consequently there will be a large number of collisicas, and not very much
data will get through. One way to addres: that problem is to separate pe:iple into separate
rooms, but still allow the groups to communicate with each other. (McCnnell, Tr. at 120;
121). As the number of computer users increase, it becomes very desirable to segment users
into multiple groups. But to insure that any group cab communicate with any other, a box
called a "bridge" needs to be installed in the middle. (McConnell, Tr. at 121). In the bottom
half of the CDX-150 there is a mechanisit: to segment groups of users int. smaller groups to
keep the number of collisions down, and &t the same time still permit flow of communication.
For example, if computer A wanted to coimmunicate with computer B, that communication

would flow normally. The bridge in the rmiddle provides that functionaliry by listening to all
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the traffic on this particular side. If the bridge sees the ultimate destination of the traffic is on
the other side, it will forward the traffic through. If the bridge does not ee the destination on
the other side, it does not forward it. Therefore, it keeps traffic separate1 for the two parts of
the network. (McConnell, Tr. at 122).

On CDX-150 there are two lines representing network A and netv-ork B, which are two
completely independent networks, but the, are joined in the middle by th: bridge. The bridge,
like a bridge in a city divided by a river, illows communication to go to -ither side, but only if
the communication needs to be on the other side. If the communication ¢oes not need to be on
the other side, the bridge keeps it local. (McConnell, Tr. at 124).

The ‘603 patent referred to a need for greater network etficiency »y combining the
function of network repeater management Ethernet MAC, and network !'ridging support
function into a single device. (CX-2, col. 2, Ins. 22-25).

3. 35 USC §112

Respondent, in its post hearing bri=f and with respect to the claimed "repeater
management means" did not raise any section 112 defenses,'? and also in.:luded a subsection at
page 179 of its post hearing brief titled "The Repeater Management Meais Corresponds to

Structures That Comply With Clause 30 cf [EEE Standard 802.3"."*- ** [n addition, in

2 The first paragraph of section 112 of Title 35 requires that the spe vification shall contain
a written description of the invention, and of the manner and process of inaking and using it, in
such full, clear, concise, and exact terms s to enable any persoa skilled in the art to which it
pertains, or with which it is most nearly connected, to make anc use the :ame.

13 A sentence in that subsection at 18) reads "[c]lause 30 manageme:it requires compliance
with a defined set of mandatory functions that must be perforined to satisfy the IEEE definition

r "

of ‘repeater management’." The sentence referenced footnote 9 which read:
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respondent’s "Proposed Conclusions Of Law," the oply conclusion, with respect to invalidity
of the asserted claims of the ‘603 patent, is that the asserted claims are invalid as anticipated
under 35 U.S.C. §102." Complainants understandably, in their reply brief, stated that
respondent had abandoned its 112 defenses, including the written descrip:ion, enablement, and
best mode requirements, with respect to the claimed repeater menagemer: means, and that
respondent admitted that the IEEE standards provide adequate structural -upport for said
means. (CRBr at 41).

Respondent, in closing argument on May 25, 2001, afier submiss:on of its post hearing
brief on May 9, and with respect to the cliimed "repeater management mcans,” agreed that it

is "not" advancing 35 U.S.C. §112 defenses in the investigation. (Tr. a: 4329, 4230).

In the alternative, if the structure ¢isclosed in the specification is not found in
clause 30 of the IEEE 802.3 stand:ird, then claims 1-10 &re invalisl under 35
U.S.C. §112, second paragraph, fur failing to provide ar adequat:: disclosure
showing what is meant by the mea:s-plus-function language in this clause of
claim 1. See In re Donaldson, Co, 16 F.3d 1189, 1194 95 (Fed. Cir. 1994)
(en_banc).

The administrative law judge finds that fa»tnote 99 did not raise a 35 U.S.C. §112 defense
relating to the claimed “"repeater management means” in responcent’s post hearing brief. If
respondent intended to maintain such a 3§ U.S.C. §112 defense it should have so stated in its
post hearing brief and further explained why any structure disclosed in the specification of the
‘603 patent is not found in clause 30, assuming arguendo that is a fact.

4 Respondent, in their proposed find:ngs, did in¢lude a subsection E related to the ‘603
patent and titled "Invalidity due to Indefiniteness” (RFF 2088 to RFF 21:3). However those
findings do not cure the failure of responcent to raise any 35 U.S.C. §112 defense relating to
the claimed "repeater management means” in its post hearing brief. Mor:over there is no
reference of RFF 2088 to RFF 2113 in re:pondent’s post hearing brief. -

15 1t is assumed that respondent inadvertently omitted a conclusion oi law as to invalidity
with respect to other aspects of the ‘603 patent, e.g., "bridging support means” which were
raised in respondent’s post hearing brief. See infra.
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However it argued that it did not admit that IEEE standards provide adeguate structural
support for the claimed "repeater managernent means”. (Tr. at 4329). It then argued that "it’s
an open issue of law of whether one can rely upon a strictly functional description in a
specification or incorporation by reference in order to satisfy the requirements of 112,
paragraph 6" (Tr. at 4333); that "Altima ¢ontends that there is no structu-e disclosed in the
IEEE specification" (Tr. at 4336-37); that the

"proper interpretation of thiat heading [the subheading at pige

179, supra, of respondent’s post hearing brief] is that it would

correspond to a structure that complied with Clause 30. There is

no disclosure of any such structure in Clause 30 and there's no

disclosure of any such structure in the ‘603 specification;1"
and that the subheadings on page 181 of respondent’s post hearing submission' reflect the
"issue that the structures that are corresponding to the [repeater managerr ent] means are not
identified in sufficient detail in the specifi:ation for one skilled in the art (o produce, [i.e.,

practice the invention]" (Tr. at 4342)."

The administrative law judge finds respondent’s argument on Ma: 25 that it has not

s Those subheadings read "(1) Structure Corresponding to the Mears For Controlling and
Monitoring Repeater Functions Related to the Retransmission of Data Packets” and (2)
“Structure Corresponding to the Function of Providing Status arnd Contrc! Over Repeater
Functions Via an External Repeater Management Interface."” The admini:trative law judge, in
the text that follows those subheadings, dues not find any basis for the ar zument that any
structures that are corresponding to said means are not identified in suffi. ient detail in the
specification.

7 Respondent, in its post hearing brief, in contrast to the position it iook with respect to
the claimed "repeater management means." did argue that the "bridging «upport means” of
claim 1 must be interpreted pursuant to 3% U.S.C. §112, § 6 (1994); tha! the bridging support
means lacks structure; and that the structure for bridging support in the ‘603 patent
corresponds to a half bridge, rather than ¢ complete IEEE 802.1d bridge (RBr at 188-191).
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admitted that IEEE standards provide adenuate structural support for the :laimed "repeater
management means” is inconsistent with i's abandonment in its post hear:ng brief of an
invalidity defense under 35 U.S.C. §112 is to said means. In view of the position respondent
took in its post hearing brief, the administrative law judge further finds that the specification of
the ‘603 patent, which incorporates by refcrence IEEE standards, is adeguate under 35 U.S.C.
§112 to permit one skilled in the art to prictice the claimed subjz=ct matte - with respect to the
claimed "repeater management means."

Referring to the "claimed bridging support means," respondent hes not objected to the
facts that a bridge is defined by the IEEE 802.1 standard; that a: an exan:ple, a bridge is
something that connects multiple repeater domains; that by look:ng at the destination address it
determines whether a packet that is coming into it should be forwarded (}‘euerstraeter, Tr. at
312); and that the IEEE 802.1d standard (CX-1276) is the bridg: standar{. (Feuerstraeter, Tr.
at 313). See RReCFF at 127, 128). The ‘603 patent incorporatzs all of *EEE 802. See
Section IVA.2 supra. Respondent’s expert Molle has admitted to the exi: tence of an IEEE
802.1 bridge (Tr. at 3496). In addition Mick testified (Tr. at 2177-79):

Q Now, looking back at CX-z, the patent in claim 1, dc you have

an opinion as to the meaning of the next element, the bridging
element?

A Yes, I do.

And what is that?

A The next slide, I think, but certainly we're talking_heye about a
simple bridge, an IEEE 80%.3, 802.1d bridge. Arnd I’m soity. as
I mentioned earlier my defjaition of a bridge we’re talking about

the operation of selective tfansfer of frames between two
repeaters based, collision domains, based on the use of MAC and
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A

destination addresses.

Does 1276 contain the 802. 1d standard to which vou refef -ed?
Yes. it contains it.
Now. do you have an opinion as to whether the phrase "bridging

support” had an ordinary technical meaning in the context of
Ethernet repeaters in Septeraber 19957

Yes. I do.

And what’s that?

That it would have been, a: 1've described previously, the
selective transfer of frames between two repeater-based ceilision

domains, which is a commuon practice fo control handwidt!: and
utilization.

And what kind of component would be used for such transfer?

Typically, you would have one or more repeaters represer.ting
one collision domain. And in the act of partitioning, you v-ould
take some of those repeaters or users, and split them off irto a
separate collision domain and then you' would use a bridge to
move Ethernet frames between the two.

And do you have an opinign as to whether the term "bridg=" had
an ordinary technical mean:ng in the context of Ethernet ir
September of 19957

Yes. and that would have been an IEEE 802.3.1.d bridge.
[Emphasis added]

In addition Molle testified (Tr. at 3477):

Q

A

So you would agree that as of September 1995, [I:EE 802.3u,
clause 30, specified repeater management?

Yes.
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Q Now, and would you also zgree that as of September 1995 . IEEE
802.1d specified bridging”?

A Yes.

Q And in fact, it is your belief that 802.1d defines everythins one
needed to know to build 3 bridge?

A At the functional level. To point out that I lookcd at the ‘63
patent this morning, at the .-locument cited, and it cities a riuch
earlier issue of the IEEE 8(12.3 standard and it doesn’t citc
802.1d at all, if I recall correctly.

So page 2 of the ‘603, they have other publications, they list the
1990 version of the 802.3 standard. They list a 1990 suppizment

to the standard that describi:s 10BASE-T. They describe a
September ‘89 - - that’s not a standards document.

Q But would you agree that by the time the 802.1d standard had been published,
everything one needed to know to build a bridge ‘was avail ible?

A Yes. And I've also testified that the design in the ‘603 doesn’t
meet those standards. It’s incompatible. [Emphasis added:

While Molle testified, supra, that the design in the ‘603 patent docs not meet IEEE
standards, he also testified that the the ‘6C3 patent is an "architectectural natent” which
discloses combinations of functions and further relates to the “definition of the boundary and
the interfaces" that cross that boundary as opposed to the particular way those functions inside
the boundary are implemented. (Molle, Tr. at 3341-42, 3473). Moreovir, while the field of
invention that is at issue in the ‘603 patem is Ethernet hardware the leve of abstraction used
in the patent to describe the Ethernet hardware is a functional description similar to the kind of
specifications that are in the relevant IEEL standards. (Molle, 7. at 32(5). A number of
elements can be used in an Ethernet netwtark system which includes repe:ters. MACs and

bridges and the subject of the ‘603 patent s to create a system that includes functions that are

~
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related to an Ethernet bridge, a MAC, an¢ the management of the repeatcr and bridge
functions. (Molle, Tr. at 3205-6). A terp: of art for choosing to include some functions within
one device and other functions in related levices would be "architecture " (Id.)
Molle also testified (Tr. at 3473):
Q "Question: And based upon the information currently available to

you, you believe it incorpor ates structures that you were eaxrlier

identified in your testimony as the structures of claim 1 of the

‘603 patent?”

"Objection, no foundation, calls for a legal conclusion.”

"Answer: Honestly, I don’t know how to answer that. I’'m having

difficulty seeing structures :n the ‘603 patent. The_exjstencz of a

board that does the functiops which 1 see described in ‘607

implies a structure. Beyomnl that, I don’t see a specific striicture

in ‘603."

Did you give that testimony?

A That sounds about right. I :hink that’s consistent with whet I was

saying earlier today about the structure of ‘603 defining a

boundary with an interface as opposed to the particular way that

those functions inside the boundary are implemen:ed. [Emphasis

added.]
In addition, according to Molle, the state »f the art in the time frame of the ‘603 invention
included the kinds of equipment discussed in the ‘603 patent, including ripeaters, management,
bridges, MACs, and similar components and all of these were commercizlly available at the
time, even combinations of certain compo«ents. (Tr. at 3214). Moreovcr, Molle testified that
all of the high-level functions described in the ‘603 patent, repezaters, ma:agement, bridging,

MAC are all well known, available in praducts, available in combination:. in products, and are

standard building blocks like Legos or bricks that one uses to build a building (Tr. at 3251-
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3253), Molle further admitted that the IEE E standards talk abou: interfac :s between functions,
and sometimes they talk about interfaces v/hich are logical in nature and “ielp the implementer
to provide structure. (Tr. at 3271).

There are two kinds of informatior in IEEE 802.3 clause 30 relat: d to controlling and
monitoring repeater functions. The first coe defines what is called a mar.aged object, which in
terms of the ‘603 patent, would be either i regiéter or' a counter. A regisier is a memory
location that holds specific information. /. counter is.increment:d based on events. The 802.3
clause 30 defines what those managed obji:cts are: naming them. saying what they are to
contain, and supplying some of the implerientation information -oncernis g the issues that an
implementer should be aware of in creating a particular object. (Mick, Tr. at 2180-81). One
can take the information contained in the 1EEE specifications and write a base Verilog
description which would form the starting point for the rendering process that would move
from base Verilog code down through the net list to synthesis. There is sufficient detail in the
IEEE specifications so that an implementer can create an instantiation of “he particular
component. (Mick, Tr. at 2324-2326).

The IEEE standard 802.3 focuses vn functionality. (Mick, Tr. at 2101). However, it
also provides structure, giving information about tolerances, timing budg:ts, state machines,
and information about transitions between states. (Id.) For examnple, the "short events"
counter defined by IEEE 802.3u sub-clause 30.4.3.1.9, which i¢ just one example of the many
counters defined by IEEE 802.3u (CX-1017), specifies the following details: counter
increment limitations ("a maximum increment rate of 75,000 counts per sccond at 10 megabits

per second"); "tolerances," defined in terris of "bit times," based on the 'propagation speed of

3
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how quickly we can move a signal across ‘he network;" and a "bit budge:." which defines the
total capacity of the network, i.e., the allowed size. (CX-1067 at 319; Mick, Tr. at 2150-
2171).

Based on the foregoing, the administrative law judge finds that a person of ordinary
skill in the art would consider the claimed "bridging support means” stru::tural and, taken with
the incorporated IEEE standards, be able 10 build an embodiment of the (laimed invention with
that means.'® He further finds, assuming ;jrguendo respondent had not waived the U.S.C.
§112 defenses as to the "claimed repeater inanagement means,” that the - pecification of the
‘603 patent, combined with the incorporat:d IEEE standards anc the leve  of skill in the art as
of the date the application for the ‘603 pat:nt was filed (September 1995) would have enabled

one of ordinary skill in the art to understand the claims in issue and to build an embodiment of

®  In Budde v Harley-Davidson, Inc. :'50 F.3d 1369, 1376, 1377 (Fe:. Cir. 2001), the
Court observed:

For a court to hold that a claim containing a means-plus-function ‘imitation lacks
a disclosure of structure in the pat¢at specification that performs the claimed
function, necessarily means that the: court finds the claim in quest:on indefinite,
and thus invalid. Because the claimrs of a patent are afforded a staiutory
presumption of validity, overcomir.g the presumption of validity r-:quires that
any facts supporting a holding of invalidity must be proved by clear and
convincing evidence. Ultra-Tex Surfaces, Inc, v. Hill Bros. Chen. Co., 204
F.3d 1360, 1367, 53 U.S.P.Q.2d 1892, 1898 (Fed. Cir. 2000); Pundyit Corp.
v. Dennison Mfg. Co., 810 F.2d 1561, 1570, 1 U.S.P.GQ.2d 1593, 1595 (Fed.
Cir. 1987) (stating that the presumption mandated by § 282 is app!icable to all
of the many bases for challenging u patent’s validity). Thus, a chgllenge to a
claim containing a means-plus-fun¢ tion limitation as lacking stru¢tural support
requires a finding, by clear and convincing evidence. that the specification lacks
disclosure of structure sufficient to be understood by one skilled in the art as
being adequate to perform the recited function. [Emphasis added.:
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the claimed invention with said means witiout undue experimentation. '
The claimed media access control s MAC) element of claim 1 read::

media access controller, caupled to the repeater management

means, for providing signal framing of the data packets and for

controlling access to a repe.ter date interface [('X-2]
This language, as to the media access comroller, does not use tbe word " neans."” While the
clause does use the functional word "for.* the clause would be understoc:d as an IEEE 802.3
defined MAC used for bridging. (Mick, "r. at 2179-80; CDX-181). To support bridging, the
MAC would look at received frames or pickets and make sure that they zre valid by checking
the CRC, and then it would get the destiniition address from ins:de the frume. (Id). If it
received the frame from a bridging element, it would restore the timing and present that frame
to the target network, and so essentially what it is doing is controlling thc movement of the
frames between the repeater and the bridg:. (Id).

The phrase "media access control” had an ordinary technical mea::ing in the context of
Ethernet bridging in September of 1995, yiz., it would refer to « standar:' IEEE 802.3 MAC,
and which are Ethernet MAC operations r:lative to support of bridging that are further
discussed in IEEE 802.1d. (Mick, Tr. at 2185-86). The ‘603 patent spe.ifically states that
"[t]he definitions of an Ethernet MAC (M:dia Access Control) function are contained in the

IEEE 802.3 specification, which is incorpnrated by reference.” (CX-2, col. 1, Ins. 45-51).

*To invoke section 112, para. 6 of Ti:le 35, patent claim drafters have used the words:
"means for" followed by a recitation of th:: function performed. However merely because a
named element of a patent claim is follows:d by the word "means,” does rot automatically
make this element a "means-plus-function” element under said provision »f section 112. Cole
v. Kimberly-Clark Corp. 102 F.3d 524, 531 (Fed. Cir. 1996).
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The IEEE 802.3 standard defines attributes which can be used by a manzgement function
within an IEEE 802.3 Ethernet repeater to monitor network behavior (Id ) Molle admitted that
IEEE 802.3 specifies an Ethernet MAC. (Tr. at 3482). He also admitte:} that the IEEE 802.3
standard provides a sufficiently detailed d:scription that a MAC could b built. (Tr. at 3310).
The ‘603 patent states further that the MAC "allows transmitting; of data rackets from the
MAC port on bridging support functions fo the repeater data poit and allows receiving of
packets from the receiver data port to the MAC port." (CX-2, col. 2, In:. 46-50). The ‘603
patent (col. 3, Ins. 48-55) under the subheading "Detailed Description Ot The Preferred
Embodiment," further states:

The MAC provides preamtle and cyclic redundancy check (CRC)

generation and detection, deferral and collision handling, tack-off

algorithm and automatic retry. The MAC normaliy detects and

rejects runts, oversized packets, and packets with CRC or

alignment errors, but also ¢ ffers alternate modes which all»w

capturing of errored packet;.

Based on the foregoing the adminiutrative law judge finds that resjondent has not
established, by clear and convincing evidence, that the specifica:ion of th: ‘603 patent is
inadequate. |
4, The Claimed Subject Matter And Out-Of-Band IEEE Compliant Repeater Management.

The two ways to manage a network: are through "in-band manage:nent” or "out-of-band
management."” The parties agree that "our-of-band management”’ means that none of the data
packets or the data channel bandwidth are used for management (Feuerstraeter, Tr. at 445),

and that "out-of-band management" is the gathering of statistics and the transmission of that

information without using any of the bandwidth allocated for transferring network packets.
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(Holland, Tr. at 610) (RReCFF at 131). With "in-band management," minagement data and
instructions are sent to device being mana;red through the same channel that is being used to
send the data, whereas with "out-of-band :nanagement” the manigement information is sent in
a separate channel. The phrase "in-band management” also means that n:anagement messages
are sent using the same channel that is uséd to move data througn the net-vork.” The phrase
"out-of-band management” also means that all of the management signals between the manager
and the managed object are sent using a separate channel. (Mici:, Tr. at *175-76). The phrase
"in-band management” is used to refer to -leriving statistics from or controlling of a module
through the use of an Ethernet packet or Ethernet frame. (Harvey, Tr. az 2948-49). The use
of control and monitoring packets that flow through the same da:a path as Ethernet data packets
constitutes "in-band management" (Harvey, Tr. at 2949-50), while the pk.rase "out-of-band
management" refers to status and control inanagement information that is transmitted outside of
the data path. (RX-732, Cabletron Spring 1993 Product Catalog at CS0045; Harvey, Tr. at
2950-51).

With "in-band management," a greater sophistication in implemer:ation is required, as
the managed device must distinguish betw::en data and management infor nation that is being
sent to it through the same channel. Thus. the difference between "in-ba:d management" and
"out-of-band management" is critical. The "in-band managemert" requir s special hardware

and/or software inside the physical device:; to generate and insert manage ment packets into the

» In "in-band management", the manigement messages actually comoete with the data for
bandwidth and access to the network resotrces. (Mick, Tr. at 2175-76).
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data stream and identify and remove them from the data stream before it is provided to the
physical interfaces. (Mick, Tr. at 22703-z272). Also, "in-band managerient” is considered
more advanced than "out-of-band managerient." (Harvey, Tr. at 2923).

Respondent, in closing argument, srgued that the ‘603 patent "doesn’t emphasize in-
band or out-of-band management, it enabli:s both and it enables them ove: different ports” (Tr.
at 4463). Although the term "out-of-band" is only uséd once in the ‘603 »atent (CX-2 at col. 2
In. 15)")*, the administrative law judge finds that the ‘603 patert discloscs that the "repeater
management device" manages repeaters oply through "out-of-band" communication and does
not cover "in-band" communication for such management. Thus the ‘607 patent states, under
"Background of the Invention":

[a] secondary out-of-band port that is not part of the repeater domain is desirable

for the management of traffic beca'ise it does not utilize any band:vidth from the

repeater domain. To provide greatr network efficiency, it is alsq desirable for

the functions of network repeater management, Ethernct MAC, ai.d network

bridging to be combined into a single device.

(CX-2, col.2, Ins. 14-21). (Emphasis added) The single device in whick all of the desirable
features were to be integrated was the invi:ntion disclosed in tllle ‘603 pat:nt. See CX-2, col.
2, Ins. 22-25. The use of "out-of-band myinagement" of repeaters is also apparent from the
separation of the repeater management int:rface, wﬁich is used to "contrul repeater functions
as directed by commands received on the iccess port and to monitor repeater functions and

supply the status of those functions in response to queries directed over the access port," (CX-

2, col. 2, Ins. 38-42), from the repeater data interface, from which "the MAC function 112

2 The phrase "in-band" never occurs in the ‘603 patent. ((:X-2).
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receives data packets from the inter-repeatzr backplane (also kncwn as a repeater data
interface)” (CX-2, col. 3, Ins. 41-43). Even respondent’s expert witness Molle admitted that

the repeater management interface is separate and distinct from repeater cata interface:

Q Do vou believe that there's. a difference between the repedtzr
management interface 114 #nd the repeater data interface 116 ?

A Yes. I do.
Could you explain the diffe-ence?

A I just read a passage from I guess it wag column 2 of the
specification, that describe¢ the managément of the repeaters by
accepting commands through the access port and controllir:g the
repeater functions through the repeater management interfrice.

JUDGE LUCKERN: Can you pinf-oint where you read that column through line
so and so, or whatever you were ri-ferring to, for the record, Do¢ or?

THE WITNESS: Yes. That was cc lumn 2, line 37 through 43.

JUDGE LUCKERN: All right. Thank you. Go ahead. I..:t me se¢. Could you
explain the difference and I just reid a passage from I guess it wa= column 2,

that described the management, et zetera. So you finished your answer, is that
correct? In other words, you asked to explain the differeace and you stand by

that answer?

THE WITNESS: Yes. I could seirch for a quote that de:scribes the connection
of the MAC, but it will be on the next page, but there is the one taat part of the
introduction. Yes, so column 3, line 40 through 43, states: "A MAC function
112 receives data packets for the interrepeater backplane 116 (alsi- known as a
repeater data interface)."

So the description here is g<plaining how the MAC is coniected to a
repeater data interface from which it can send and receive Ethernct packets,
And Ethernet packets are generally not the same thing as a manag *ment

operation as described in this sectin of the patent. (Tr. 3233-34;. [Emphasis
added] :

Separate and distinct channels for data on the one hand, and for manager ent information on



the other hand, are consistent with finding that the '6Q3 patent mandates : total "out-of-band"
flow such that management information is not transmifted over the data path. (Mick, Tr. at
3865-66; CDX-175).

The finding that the repeater manayement interface is separate anc distinct from
repeater data interface is also born out by FIGS. 1 and 2 of the ‘603 pate:t. Thus Figure 1
clearly depicts the "repeater management :aterface” and the "repeater dat.: interface” as being
separate and unconnected. FIG. 2 depicts the two intérfaces” as separate and. although there
is a connection between repeater data intej face and the "management address tracking 208"
function, Molle admitted that such a conm:ction "could be for snooping.” (Molle, Tr. at 3519).
The ‘603 patent in fact states that the contection is used by the address tracking function for
snooping® in stating that a "repeater data nterface 210 is used by the maiagement and address
tracking function 208 as well as with the MAC 212, DMA controller, and FIFOs 216 for

snooping the inter-repeater bus."” (CX-2, (ol. 4 Ins 24-27).

2 The repeater management interface in FIG. 2 of the ‘603 patent i§ labeled as the
"LXT914 Serial Interface 204" and the repeater data interface is labeled s "LXT914 Inter
Repeater Bus (Data Interface) 210." The $erial Interface 204 is used for inanagement, i.e.,
"rout[ing] information pertaining to port status and control,” (CX-2 col. 4 In. 22), and is
depicted separate from the Inter Repeater Bus (Data Interface) 210. See :lso unobjected to
CFF 281 and CFF 282 which read: ‘

CFF 281: In figure 1, there is a Ripeater Management Interface, .nd in figure 2
it is called a Serial Interface. The management functions would be exerted over
those interfaces. (Mick, Tr. at 2111-2183).

'CFF 282: In figure 3, Security & !ierial Signals 312 are also sepa -ated from
Inter-Repeater Backplane 308. (CX.-2). ’

%2 The word "snooping," according t¢ respondent, refers to monitoring data traffic, not
adding management information to the da:a traffic. Sge RRCKFF-288.
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Respondent places great weight on Molle’s testimony to support it: contention that
claim 7 of the ‘603 patent allows for "in-band manageiment," viz., claim ~ requires delivery of
in-band Ethernet traffic from the repeater «lata interface to the CPU, allov-ing "in-band
management.” (Tr. at 3328-29, CX-2 col. 8 Ins. 17-21). Molle testified {Tr. at 3328-29):

Q Thank you, Dr. Molle. Could you please turn to claim 7.

A I have it.

Q Dr. Molle, do you have an inderstanding of whetaer claim 7 requires
delivery of [in- ] band Ethesnet traffic from the repeater data interface to
the CPU?

A Yes, I do.

Q What is your understanding’

A That the claim is stating ex:.ctly that fact, that this is similsr to
figure 4, which is already on the display. It is traffic originating
on the Ethernet repeater dornain and being delivered to the host

rings, element 406 in figure 4.

Q Dr. Molle, are you familiar with the terminology "in-band versus
out-of-band management"?

A Yes, I am.

Q Dr. Molle, would claim 7 r:late to those concepts of in-band or
out-of-band management?

A Yes, it would

Q How does it relate?

A It would enable in-band management. [Emphasis added]
However he also testified (Tr. at 3504-05; .

Q So just focusing on the language of claim 7, "repeater
management device of clair1 1, further comprising a
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media access control port for providing data packets
received by the media acces controller via the repeater
data interface to memory," 10w, doesn’t that just refer to
taking packets through a MAC and putting them into
memory?

The port is CPU memory, and the specifications ciscusses
the - - how this is used for Ithernet frames. There’s
discussion about the control blocks that go with dita
packets and so on.

This is clearly referring to the concept of receiving data
packets from the Ethernet a1d placing them in the CPU
memory where they could te read by the memory in a
separate location from the bridging data structure.

But the ‘603 patent never s¢ys certainly anywhere in it,
"in-band management," wold you agree with that?

I would have to go do a tex: search, but I don’t recall any
other location. However, one skilled in the art would
recognize that if I have a network devige, that has a
read/write MAC, then that would be a good thing to do
with it.

I certainly wouldn’t set up :» Web server on my repeater, 1 would
use this for management. ([r. at 3504-05) [Emphasis
added.]

The administrative law judge finds that Molle, in the above testim:ony, did not

testify, on the basis of claim 7 of the ‘603 patent, that the ‘603 patent pt wcticed "in-

band management” but only that claim 7 'enabled” such management or, with respect

to claim 7, that "in-band management” would be a good thing. Molle fu,ther admitted

that the ‘603 patent "strangely does not refer to in-band management.” (ir. at 3505).

Thus the phrase "via an external repeater management interface” should »e interpreted

as "external interface" for "repeater management" rather than "managem.:nt interface"
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for "external repeater.” (Mick, Tr. at 2176). Such an interface is extern:.l because it is
for the "out-of-band management” of the r>peaters. (Mick, Tr. ut 2177; ©DX-175).
Additionally, "out-of-band managenent" of the repeaters must be EEE
compliant. There is no dispute that the term "repeater management” as u.ed in the ‘603
patent, is defined by clause 30 of the IEEE 802.3 standard. (Set:, e,g., RRBr at 179-
80). The ‘603 patent states that
[tlhe definitions of an Ethernet Repeater and ap Ethernet MAC (Media Access
Control) function are contained in *he IEEE 802.3 specification, which is herein
incorporated by reference. This standard defines attributes which .:an be used by
a management function within an FZEE 802.3 Ethernet Repeater t» monitor
network behavior.
(col. 1, Ins. 45-50).
Therefore, "repeater management” as used in the ‘603 putent is gcverned by the IEEE
802.3 standard, and specifically by clause 30 of that standard which "prcvides the Layer
Management specification for DTEs, repeaters, and MAUs based on the “MSA/CD access
method" and “defines the facilities comprised of a set of statistics and actions needed to
provide IEEE 802.3 Management services." (IEEE 802.3u, Ci. 30.1 (1995)). [EEE 802.3
repeater management requires compliance with a defined set of mandatory functions that must
be performed to satisfy the IEEE definition of "repeater management."” (CX-1067, IEEE
Standard 802.3 at LOC029398-399). These function$ provide the means (1) to monitor and
control the functions of a repeater and (2) to "gather[] statistics on packe:s that enter a repeater
and maintain[] those statistics on a per-port basis." (CX-1067, {EEE Standard 802.3 at

LOC029396). Hence a device practicing the ‘603 patent must have a "repeater management"”

function that is fully compliant with IEEE. standard 802.3. Consistent w:th the administrative
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law judge’s earlier finding that the ‘603 patent mandates the use of "out-of-band management,"
such IEEE 802.3 compliant management ‘unctions must be imp:emented through an "out-of-
band" channel.
5. Location Of The Repeaters That Are Managed In The Ciaimed S:bject Matter In Issue
Each of complainants and the staff argued that any repeaters that ire managed by the
device of the asserted claims may be gither internal or external 1o the cla:med repeater
management device, and that the asserted claims only require that the repeater management
device exerts control over the repeaters. espondent argued that repeate-s that are managed by
said device must be external to the claimed repeater management device. It is undisputed that
the repeater management device of independent claim 1 is a single device. (CReCFF at 425).
The terms in the preamble of asserted independent claim 1, the orly independent claim
in issue and in the ‘603 patent, limit the ¢ aim. Thus the use of the plurz! term "repeaters” in
said preamble indicates that the claimed rcpeaters management device must manage more than
one repeater. However, the language of tie preamble, while it specifies “wo specific functions
for the claimed repeater management devize," vjz., "controlling and mor:itoring repeater
functions” and "providing status of and ccntrol over repeater functions via an external repeater
management interface," does not exclude «sther functions. Also looking =t the plain language
of the preamble, the language does not say one way or the other way wh:re the repeaters that
are to be managed are located relative to tie claimed repeater manageme::t device. For
example, the language does not state that ihe claimed repeater manageme 1t device is separate
from the repeaters it is controlling, or that the device is "controlling exte: nal repeaters. "
Rather all it states is that the repeater management device exerts control cver the repeaters. In
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addition, the word "comprising” in the przamble indicates that additiona! components, which
could include repeaters, can be included in the claimed repeater managesient device. Hence
the administrative law judge finds that the plain language of the preambl: of claim 1 indicates
that the repeaters could be, but do not have to be, separate froir the clairied repeater
management device.

The specification of the ‘603 patert explains the combination of known components,
viz., repeater management, bridging support and MACs, into a single device. Thus as stated
in the Summary Of The Invention "[t]o overcome the limitations in the p-ior art described
above, and to overcome other limitations “hat will become apparent upor reading and
understanding the present specification, the present invention discloses a system which
combines the functions of repeater manag:ment, Ethernet MAC. and net vork bridging support
into a single device." (CX-2, col. 2, Ins. 28-33). While the specificatiot: refers to repeaters,
there is no language in the specification that states that the referenced "repeaters” must be
external to the repeater management device. While the specification docs use the word
"external” (col. 2, In. 13, col. 3, In. 60, col. 6, In. 24, col. 6. 1. 48, co . 6, In 54) it is not in
reference to "external repeaters” or "extetnal management devices. "

FIG. 3 of the ‘603 patent is a block: diagram of a RMLD: in accord:nce with the present
invention.” (col. 3, Ins. 4-5). Significantly while FIG. 3 shows a conncction to "remote”
repeaters 310, (col. 4, Ins. 45-46), it also shows three repeaters 318 which are not said to be
"remote.” In addition there is no languag:: in the specificatior: which star s that repeaters 318
must be "external" to the device containinz the claimed management func tionality.

FIG. 1 of the ‘603 patent "is a fumtional block diagram illustratir:g the relationship
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between the management functions, the bridging support functiens and the MAC functions in
accordance with the present invention."” (col. 2, Ins. 64-67). There is no language in the
‘603's patent’s discussion of FIG. 1 which specifies that the depicted Repeater Management
Interface 114 and Repeater Data Interface 116 must be connected to repeaters that are
"external” to the claimed device. The ‘6(:3 patent only states that "[a] reneater management
function 108 uses a repeater management interface 113 to control and mc nitor repeater
functions.” (col. 3, Ins. 29-31). The locution of the repeater is not specified. Moreover, FIG.
1 does not characterize interfaces 114 and 116 as "external."”

FIG. 2 of the ‘603 patent is "a sysiem block diagram showing a repeater management
device (RMD) in accordance with the pret.ent invention." (col. 3, In. 1-3). There is no
language in the ‘603's patent’s discussion of FIG. 2 (col. 4, Ins. 19-38) that specifies that the
depicted LXT914 Serial Interface 204 and LXT914 Inter Repeater Bus (I’ata Interface) 210
must be connected to repeaters that are "external to" the claimed device. Thus the ‘603 patent
states that "RMD 200 uses a serial interface 204 connecting with the repeaters to route
information pertaining to port status and control 206.* (col. 4, ns. 20-23). There is also no
language that the repeaters must be "exterqal” repeaters. In addition, altliough"LXT914s"
were commercially available repeater chips sold by Level One a: the time the application for
the ‘603 patent was filed, nothing would sreclude an LXT914 from beinyz incorporated into
the claimed device. Thus, an LXT914 ch:p could be built onto a single circuit board that
practiced the claimed invention, or the logic of an LXT914 could even be combined into a
single chip that practiced the claimed inveation. (Mick, Tr. a: 2308-11).

Respondent, responding to compla:nants’ argument that there is nothing in the
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specification of the ‘603 patent that states that the repeaters must be extes nal with respect to
any disclosed Figures, argued that in FIG 3 "there are double-teaded arrows, for instance at
322, twisted pair ports, are clearly connected to an external device." (Tr. at 4515). However,
FIG. 2 of the ‘603 patent, which is devoted exclusively to a repeater management device, "in
accordance with the present invention" (col. 2, Ins. 19-21), shows doubk -headed arrows
connecting components that are not external from each other.

In addition, with respect to the lan:zuage of the repeater inanagement element of claim
1, respondent’s expert Molle admitted tha: the language of the rcpeater management element is
divided into the following two parts: (1) ":ontrolling and monitoring repcater functions related
to the retransmission of the data packets" .nd (2) "providing status of anc control over repeater
functions via an external repeater manageinent interfacc. " He testified that the part (1) "refers
to controlling repeaters,” while the part (2) "refers to reporting ihrough software running on a
CPU." (Tr. at 3458-59). Thus, the disputed claimed language "externa: repeater management
interface" appears in the part of the claim involving communications with the CPU rather than
the part of the claim involving communications with the repeaters. Henc::, the administrative
law judge finds that the claimed phrase "external repeater management irterface” refers to the
CPU interface, rather than Repeater Management Interface 114 shown in FIG. 1. Moreover,
the word "external" in "external repeater nanagement interface” refers tc the ‘603 patent’s use
of out-of-band communication for repeated management. See Scction IV A 4. supra.

Respondent argued that language added to original claim 1 in the orosecution of the
‘603 patent to distinguish over a citation U.S. Patent No. 5,414,694 to Crayford et al (the ‘694

patent) established that the claimed repeater management device of indepcndent claim 1 can be
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used only with external repeaters. (RFF 765-66). The addec languag: was "and for |
providing status of an control over repeatir functions via an external repcater management
interface" and the additiorll of the media ai:cess controller (MAC) elemen’ which required
signal framing of the data packets and cortrol access to a repeater data interface. (FF 35 to
49).

As originally filed, claim 1 of the 603 patent was not limited to & "repeater
management means" for "providing status of and control over repeater functions via an
external repeater management interface.” (FF 35, 36). The Examiner, in his first office
action, rejected all the original thirteen ckiims as anticipated by the ‘694 patent. In that Office
Action the Examiner stated that the ‘694 jatent discloses an address track ing function over
repeater based networks comprising a rep-:ater management means for monitoring and
controlling repeater functions related to the routing of the data packets (19 of FIG. 3); bridging
support means for receiving the data pack:ts on the receiving port and fo- routing the data
packets to the destination port (12 of FIG. 3); a media access controller for providing signal
framing of the data packets and for controlling access to the poris (FIG. t); and means for
maintaining attributes relating to the repezter functions. (FF 38).

The ‘694 patent teaches using a mi.nagement device, the HIMIB, :0 control and monitor
a separate repeater, the IMR+ which is shown in FIG. 3 of the ‘603 patcnt. The separation of

management and repeater into two devices is also discussed at column 5 of the ‘694 patent:

* As indicated, supra, independent cleim 1 does not recite a repeater and the plain
language of the claims and specification supports a finding that the repeater can be either
internal or external to the claimed device.
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Referring now to FIG. 3, the present invention comprises iwo devices in
a preferred embodiment. One is ertitled The Hardware Implemer: -ed
Management Information Base (HIMIB) Device 10 and the other 's an Integrated
Multiport Repeater (IMR) device 12. The IMR device provides the basic
repeater function, performing signal amplitude and timing restora:ion,
incorporating 8 individual 10BASE-T ports, and one Attachment *Jnit Interface
(AUI) port. The AUI port allows ¢onnection of the 10BASE-T pcrts to an
existing coaxial wired Ethernet/Cheapernet network. The IMR device also
provides an inter-module expansiaa bus, which allows multiple IMR devices to
be cascaded together, and still be treated as a single repeater. In addition, the
IMR device also has a management port, to allow configuration and monitoring
of the operational state of the repe:ter, and a simple reporting furction to
provide an external indication of which port is receiving at any tirme.

The HIMIB device is a companion device to the IMR circtit, and
provides monitoring for all network activity detected by the IMR device. The
HIMIB collects statistics based on the type of network activity, ard stores this
information internally as registers which can be accessed by an external host
device, such as a microprocessor. The host typically uses the dat.i collected and
stored by the HIMIB device to provide network manageraent information, in
order to more easily administer the operation and/or fault diagnos s of the
network.

These two devices 10 and 12 cooperate to provide the adv.ntages above
described. [RX-646, col. 5 Ins. 8-5i9; FF 47 to 49] [Emphasis adced.]

According to respondent’s expert Molle, the ‘694 patent refers to MACs. and at column 8,

starting at line 51, there is a description o a function where an Zthernet MAC takes source

addresses from different ports on the repeater and makes compa-isons of those source

addresses. The MAC and the address table are used for security purposes. In this context,

"security means that if the wrong person is found attached to the network, the system can

either disable a port or perhaps scramble the data if it is supposed to be blocked". (Molle, Tr.

at 3463-65). Thus the ‘694 patent teaches using MACs to track source a:id destination

addresses for security purposes. (RX-646, col. 3, Ins. 21 to col. 4, Ins. '0). For example

packets can be blocked based on address i, for example, an eav:sdroppe: is detected (col. 3,
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Ins. 42-54). Molle admitted that at col. %, Ins. 8-13, the ‘694 patent refi rs to the HIMIB and
the IMR as separate devices. (Tr. at 3457). Bridging is not mentioned in the ‘694 patent.
(RX-646).

In contrast to what is disclosed in the ‘694 patent, applicants, responding to the first
office action, stated in a September 16, 1997 response (FF 41):

The applicants respectfully traverse the rejection.
Crayford et al. teach an integrated multiport repeater device
having a hardware implemented management information base
device (HIMIB). The repeater/HIMIB provides monitoring for
network activities detected by the repeater. The
repeater/HIMIB stores statistics based on the network activity,
which can then be accessed by an axternal host advice that
typically provides network management information. The
repeater/HIMIB compares source address and destination address
fields to provide authentication am} security features.

However, Crayford et al. do not ti:ach a media access controller
for providing signal framing of daia packets and for

controlling access to repeater via 2 repeater data

interface. Further, Crayford et al. do not teach bridging
functions included with a repeater manager for controlling and
monitoring repeater functions related to the refransmission of
the data packets and for providing status of and control cover
repeater functions via an external yepeater management
interface and the media access controller.

In contrast to Crayford et al., the Applicant’s invention
is a repeater manager for controlling and monitoring repeaters
and for providing status of and control over repeater
functions via and external repeater management interface
bridging support means for receiving the data packets on the
receiving port and for forwarding the received data packets to
the destination port in accordance “with a destination address,
and a media access controller for providing signal framing of
the data packets and for controlling access to a repeater cata
interface. Applicants’ invention therefore provides uppe--
layer services for repeaters, including management, security,
full MAC functionality and bridgir.g. ‘
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Note that the Applicants’ i:wvention is an external
management device for a repeater via the repeater dati
interface, e.g., a inter-repeater backplane, rather than a
repeater having some additional management functionality added
thereon. Applicant’s invention als» provides additional
advantages including a processor interface for providing
direct memory access and semaph-ring capability to fac:litate
MAC and bridging functions with low CPU overhead. '

Accordingly, Applicants submit that claims 1-2, 4-6 and
14-18 recite novel features not shown by the cited reference. [Eniphasis added]

Thereafter the Examiner issued a notice c¢f allowance. (FF 42).

The administrative law judge find:, as seen from the September 16, 1997 response, that
the ‘694 patent (which shows separation ¢-f management and repeater int. two devices) was
distinguished from the claimed subject m:tter on the basis that the ‘694 ratent does not teach
either "a media access controller for providing signal framing of data pa:kets and for
controlling access to repeater via a repeat:r data interface” or "hridging iunctions included
with a repeater manager for controlling and monitoring repeater function; related to the
retransmission of the data packets and for providing status of and controi over repeater
functions via an external repeater manage nent interface and the media access controller. "
There is no reference in the remarks of Se ptember 16, 1997 to an "exterral repeater
management interface."

Respondent relies on the following language in the remarks: "ext:rnal management
device for a repeater via the repeater data interface, e.g., a iniet -repeater backplane," which is
found in the paragraph supra, that starts with "[n]ote that . . . ." Molle, however, has
admitted that a person of ordinary skill in the art, looking at the phrase ' via the repeater data

interface, e.g., a inter-repeater backplane." would conclude that the phrzse refers to the
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repeater data interface 116 of FIG. 1 or the LXT914 inter-repeater bus, :he data interface 210
of FIG. 2 or the inter-repeater backbone 308 of FIG. 3 which are not rereater management
interfaces. (Tr. at 3289-90, 3460-61).%
Respondent argued that complainarts’ represemntation in the paragraph that commences
with "[n]ote that . . . ." in the September . 6, 1997 response to the Examiner, supra, that the

invention claimed in the ‘603 patent was not "a repeater having some add tional management

»  Molle’s testimony was in response to specific questioning of this #dministrative law
judge (Tr. at 3289-90; 3460-61): '

JUDGE LUCKERN: Would z person of ordinary skill in the art, then
looking again at this language that we see on page 7 of tiis respoise, namely
"via the repeater data interface, fa- example an inter-repeater bac':plane," would
he look at this language and then lyoking at the packet, would he conclude that
that is referring to the repeater data interface 116 of figure 1 or ti:e LXT914
inter-repeater bus, the data interfae 210 of figure 2 or the inter-r-:peater
backplane 308 of figure 3?

THE WITNESS: Yes. they would.

JUDGE LUCKERN: Well, ar: those repeater management ir:terfaces? I
understand that the repeater management interface is 114 of figur¢ 1 or it’s 204
of figure 2 or 312 of serial signals 312 of figure 3. The man, pe-son would
conclude that they’re not the repeater management interface, they re not the
same as a repeater management interface, are they?

THE WITNESS: No, they’re iot.

* K K

Q Now, going back to the passag: that you were discussing with Mr. Jarvis

on page 7 of RX-102, [ believe that you agreed with the Judgc’s question
- on direct that the repeater data interface refv erred to hare is not a repeater

management interface: is that right?

A Yes. [Emphasis added.]
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functionality thereon," is evidence that the claimed device is limited to maaging only external
repeaters. (RBr at 186). The administrative law judge rejects respondent’s argument. The
administrative law judge finds that complainants’ representation is not inconsistent with the
administrative law judge’s finding that the :iubject matter of the ‘603 pateri. may be used in
conjunction with internal repeaters, since when so used, the resuitant com™ination is something
more than a "repeater with some additional management functionality.” Tiius, the ‘603 claimed
device with an internal repeater would still be capable of manaying more than one repeater and
there is nothing to indicate that a "repeater with some additional managem :nt functionality”
would be able to manage a second repeater Also, the ‘603 claimed devic: still has full IEEE
compliant repeater management capability. There is nothing to indicate that a "repeater with
some additional management functionality" would havé full IEZE complia it repeater
management capability. In addition, the ‘603 claimed device still has a MAC function. There
is nothing to indicate that a "repeater with ;;ome additional management fi nctionality” would
have MAC capability. Moreover, the ‘603 claimed device still has bridgi:ig support. There is
nothing to indicate that a "repeater with sone additional management func :ionality” would have
bridging support as specified in the ‘603 pstent.

Based on the foregoing the adminisirative law judge finds that any repeaters that are
managed by the device of the asserted clairms may be either external or intcrnal to the claimed
device.

B. The ‘410 Patent
The ‘410 patent, entitled "Perimetes Matrix Ball Grid Array Circuit Package With A

Populated Center," issued on April 13, 1999. (CX-3). The named inventor, Michael Barrow,
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assigned the patent to Intel. (CX-3). Said patent is based on application Ser. No. 08/959,546
filed October 24, 1997 which in turn is a oontinuation of Ser. No. 08/623.355 filed March 28,
1996. The ‘410 patent contains twenty-nin: claims.
The invention of the ‘410 patent relites to an integrated circuit pacizage. (CX-3, col. I,
Ins. 10-11). Integrated circuits are typically mounted to a package, which is then soldered to a
printed circuit board. One such type of int:grated circuit package: is a bal’ grid array (BGA)
package. BGA packages have a plurality of solder balls located ¢n a bottc:m external surface of
a package substrate. The solder balls are r:flowed to attach the package to the printed circuit
board. The integrated circuit is mounted t¢: a top surface of the package s:ibstrate, and
electrically coupled to the solder balls by iiternal routing within ihe packaze. (CX-3, col. 1,
Ins. 13-22).%
In issue are independent claims 1, 7. 14, 17 and 28 and dependent :laims 3, 8, 13, 15,
16, 18, 19, 23, 24, 25, 26, 27 and 29. They read (CX-3):
1. A ball grid array package, compt ising:
a substrate which has a top surface iind an exposed
external bottom surface, said extetnal bottom surface
consisting only of an outer array ¢f contact pads each
separated from each other by a fir:t distance, and a
center array of contact pads each reparated from each
other by a second distance, said ci:nter array of contact
pads being separated from said ouer array of contact pads

by a third distance which is larger than the first
and second distances; and,

% All parties agree that in a ball grid ‘irray (BGA) package, the subsirate is used to
electrically connect the integrated circuit t» the solder balls at the bottom of the package.
(RReCFF at 728). Moreover, all parties agree that the BGA package in tqe asserted claim can
be referred to as a "bull’s-eye BGA." (REeCFF at 1221).
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a plurality of solder balls attached t» said contaét pads of
said substrate.

3. The package as recited in claim 2, wherein said top
surface of said substrate has a ground bus that is connected
to said center array of contact pads vy a plurality of vias that
extend through said substrate.

7. A ball grid array integrated circuit package, comprising:
a substrate which has a top surface :ind an exposed
external bottom surface, said top surface havihg a
plurality of bond pads, said exterral bottom surface
consisting only of an outer array «f contact pads each
separated from each other by a fir:t distance, and a
center array of contact pads each separated from each
other by a second distance, said ci'nter array of contact
pads being separated from said outer array of contact pads
by a third distance which is larger than the first
and second distances;
a plurality of solder balls attached t said contact pads of
_said substrate; and,
an integrated circuit that is mounted to said substrate and
coupled to said bond pads.

8. The package as recited in claime 7, wherein said top
surface of said substrate has a ground bus that is coupled ‘o
said integrated circuit and connected to said center array of
contact pads by a plurality of vias that extend through said
substrate.

13. The package as recited in claiin 7, wherein said outer
array of contact pads is located outside as outer dimensjor.al
profile of said integrated circuit. '

14. A method for assembling a bail grid array integrated
circuit package, comprising the steps of:

a) providing a substrate which ias a top surface and in
exposed external bottom suryace, said external bottom
surface consisting only of an outer array of contact pads
each separated from each other by a first distance, and
a center array of contact pads separated from each
other by a second distance, $aid center array of contact
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pads being separated from siid outer array of contact
pads by a third distance whi:h is larger than the fi-st
and second distances:

b) mounting an integrated circuit to said top surtace of
said substrate; and,

c) attaching a plurality of sad solder balls to said contact
pads.

15. The method as recited ir: claim 14, further comprising
the step of escapsulating said inteyrated circuit.

16. The method as recited it claim 15, further comprising
the step of coupling said integrate circuit to said substeate
with a plurality of bond wires.

17. An integrated circuit pac kage for an integrated circuit
which has a dimensional profile, ¢ omprising:

a substrate which has a top surface and an exposed
external bottom surface, st¢id external bottom surface
consisting only of an outer array of contact pads located
outside the dimensional profile of the integrated circuit
and a center array of contact pads located within the
dimensional profile of the ntegrated circuit, wherein
said outer array is separated from said center array by
a distance that is greater than a distance which separates
said contact pads from each other.

18. The package as recited in claim 17, wherein said top
surface of said substrate has a plurality of bond pads.

19. The package as recited in claim 18, wherein said top
surface of said substrate has a ground bus that is connecied to
said center array of contact pads by a plurality of vias that
extend through said substrate.

23. The package as recited inn claim 1, wherein the first
distance is the same as the second distance,

24. The package as recited in claim 7, wherein the first
distance is the same as the second distance.
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25. The package as recited in claim 17, further comprising
a plurality of solder balls that are attached to said contact pads.

26. A ball grid array package, comprising:

a substrate which, has a top surface and an opposi:e
exposed external bottom surface; and,

a plurality of solder balls attached to said external bottom
surface of said substrate, said solder balls consisting
only of an outer array of solder balls each sep:rated
from each other by a first -listance, and a centcr array
of solder balls each separaied from each other by a
second distance, said cent¢r array of solder balls being
separated from said other urray of solder balls by a third
distance which is larger than the first and second distance.

27. The package as recited i1 claim 26, wherein the first
distance is equal to the second dis:ance.

28. An integrated circuit pac kage for an integrated circuit
which has a dimensional profile, « omprising:

a substrate which has a top surface and an exposed
external bottom surface;

a plurality of solder balls that are attached to said external
bottom surface, said solder balls consisting only of an
outer array of solder balls located outside the dimen-
sional profile of the integri:ted circuit and a center array
of solder balls located witkin the dimensional profile of
the integrated circuit, wheiein said outer array is sepa-
rated from said center arrav by a distance that is greater
than a distance which separates said solder balls from
each other.

29, The package as recited in claim 28, wherein the first
distance is equal to the second disance.

The asserted claims provide two chuices for relative size of the ind cated first and
second distances. Those distances can eithir be the same, as with asserted dependent claims 23,

24, 27 and 29, or they can be different whi-h asserted claims 1, %, 7-8, 13-19, 25-26 and 28
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read on. (CX-3). All of the asserted claiins require that both the first an-1 second distances be
smaller than the third distance, i.e., the distance which separates the inner and outer arrays.
With the exception of claims 23, 24, 27 and 29, the asserted claims are not limited to any
particular relationship between the first and' second distances. (CX-3).

In issue is whether a solder mask ct.n or cannot be considered part of the claimed
"substrate." Also in issue is the claimed phrase "a center array oi contact »ads" which is found
only in claims 1-3, 7, 8, 13-19 and 23-25 of the asserted claims.

1. Solder Mask

Each of complainants and the staff :.rgued that solder masks may b:: considered part of
the "substrate,"” as that term is used in the usserted claims. Respondent ar.sued that solder
masks cannot be part of said substrate.

The term "substrate” appears in eaci of the asserted independent c!aims and several
asserted dependent claims. While the ‘410 patent does not specifically detine the term
"substrate," the administrative law judge fiads that specific language in the: claims, and the
specification of the ‘410 patent as well as FIGS 3, 4, and 5 of the ‘410 paiznt,?” define certain
characteristics of the "substrate” and does ¢0 in broad terms.

Referring to the language of the asscrted claims, the "exposed exte ‘nal bottom surface"

language of the claims serves to distinguish the top of the substrate from its bottom, and to

7 While FIGS. 1 and 2 of the ‘410 parent relate to the prior art, FIG. 3 is a side cross
sectional view of a BGA package of the invention of the ‘410 patent. FI(;. 4 is a bottom view
of the FIG. 3 package and FIG. § is a botiom view of an alternaie BGA package of the
invention of the ‘410 patent. (CX-3, col. 2, Ins. 15-20). FIGS. 3, 4 and 5 show the substrate
to be of generally flat shaped. They also show equal first and second dist.nces between the
solder balls and contact pads in the inner érray and those in the outer array.

48



define where the "contact pads" of the subttrate are in relation to the rest »f the components
defined by the claims. For instance, claim 1 requires that the "substrate” nave an "external
bottom surface [with] only an outer array ¢f contact pads . . .and a center array of contact
pads." Claim 1 also requires that there be “solder balls attached to [the] contact pads of [the]
substrate."” Unasserted claim 2 further defines "substrate” by add:ng the requirement that it have
a plurality of "bond pads" as part of its "top surface”. Claim 7 r:quires " in integrated circuit .
. . mounted to [the] substrate. "

With respect to the specification, urder the subheading "Summary Of The Invention,"
the ‘410 patent specifically teaches that the invention is a ball gr:d array 11tegrated circuit
package which has an guter two-dimensional array of solder balls and a center two-dimensional
array of solder balls located on the bottom surface of a package substrate. (CX-3, col. 1, Ins.
55-59).%8 The specification discloses that the claimed "substrate" can enccmpass a wide range
of materials and can be made through a wite range of processes. Thus, u:nder the subheading
"Detailed Description Of The Invention," and referring to FIGS. 3 and 4 «.nd the integrated
circuit (package 10) "of the present invention," it is disclosed (CX{-3, col. 2, lines 26-50):

[t]he package 10 includes a substrat: 12 that has a top suriace 14 a.id an opposite

‘bottom surface 16. Mounted to the top surface 14 of the tubstrate 12 is an

integrated circuit 18. The integratesi circuit 18 is typically a microorocesor.

Although a microprocessor is described, it is to be unders:ood that the package
10 may contain any electrical device(s).

% In contrast to the claimed invention in issue, the prior art FIG. 1 siiows a solder ball
array of a BGA package where the solder »alls are arranged in a two-dim :nsional pattern
across the entire bottom surface of the package. (CX-3, col. 1, ns 23-26). In the prior art
FIG. 2 solder ball array of a BGA package the bottom surface of the package has only an outer
two dimensional array of solder balls which are located away frem the package area that is
beneath the integrated circuit. (CX-3, col. 1, Ins. 34-38).
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The top surface 15 of the substrate !2 has a plurality of bond pads 20 and a
ground bus 22. The substrate 12 miy also have a separate power bas 23

concentrically located about the integrated circuit 18 and ground pad 22. The
integrated circuit 18 is coupled to the bond pads 29 and busses 22 ind 23 by
bond wires 24. The integrated circuit 16 is typically enclosed by an encapsulant
26. Although bond wires 24 are shewn and described, the integratcd circuit 18
can be mounted and coupled to the ;ubstrate with solder talls locatzd on the
bottom surface of the circuit die in 21 package and process commor'y referred to
as "C4" or "flip chip" packaging.

The bottom surface 16 of the substrate 12 has a plurality of contict pads 28.
The contact pads 28 are coupled to the bond pads 20 and busses 22 and 23 by
vias 30 and internal routing 32 within the substrate 12. The substr.te can be

constructed with conventional printi'd circuit board, or co-fired cer amic,
packaging processes known in the art.

A plurality of solder balls 34 are attached to the contact piads 28 with known ball grid
array processes . . . . [Emphasis added.]

Thus the specification teaches, for example. that bond pads, a ground bus. a power bus, and
contact pads are part of the sﬁbstrate and not merely mounted to the substrate, and that the
solder balls are attached to the contact pads, which are part of the: substrat::, Moreover, all
parties agree that the term "substréte, " as used in the ‘410 pateat and as understood in the
packaging industry, is a broad term that en:ompasses a wide range of mat rials and processes.
(RReCFF at 728). Accordingly the administrative law' judge finds that the claimed substrate
may consist of multiple materials, including dielectrics and conductors.

As seen, supra, the ‘410 patent discloses that the "substraie can be constructed with
conventional printed circuit board, or co-fired ceramic, packaging; process::s known in the art."
All parties agree that co-fired cerémic packaging processes are distinct fro n the printed circuit
board processes used to make plastic BGA substrates and that ceramic BGA substrates do not

include solder masks. (RReCFF at 734). llowever, it was well known in the art that a BGA
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substrate made from "conventional, printed circuit board" may include a +older mask. See (FF
80, 86-87, 90-97, 99, 217, 224). For example, Ivor Barber of LSI Logic, who has been
designing BGA packages since 1991 (JX-6R at 36), has testified that{

¢ (JX-68 at 36-37).

Respondent has argued that the language of dependent claim 3 in issue requiring "a

plurality of vias that extend through said st:bstrate" serves to limit the wor1 "substrate" in the
claimed subject matter in issue to a substrare without a solder mask. Claii1 3, however, does
not require that the vias extend all the way though the substrate but rather merely requires vias
that extend "through the substrate.” Vias may extend "through" 2 substrat:: without extending
all the way through the substrate. Thus respondent’s expert Peckt testifiec (Tr. at 2455-56):

Q.  Dr. Pecht, have you ::ver heard of a term called
"blind vias’?

A. Yes. [ have.

Q. Okay. And that is a yia that goes through a

substrate but is totallv contained within the
substrate: is that righ:? ‘

A. Yes, that’s true. [Emohasis added]
FIG. 3 of the ‘410 patent, which is a side cross-sectional view of a ball gr d array package of
the invention of the ‘410 patent (CX-3, col 2, Ins. 15-16), shows vias tha: do not actually
extend all the way to the surface of the substrate and therefore arc not as long as the substrate is

thick.” In addition, while the word "through" can mean in one side and «ut of the opposite or

» The via shown on the far right of F1G. 3 of the ‘410 patent stobs when it reaches, and
does not go through, the very narrow rectingle representing a conductive layer near the top of
the substrate which would include bond pads or the very narrow rectangl representing a
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other side (American Heritage College Dictionary, 3™ Edition at 1413), it can also mean
"[a]Jmong or between," "here and therein” (American Heritage College D:ctionary, 2d Edition
at 1266) and can be "used as a function word to indicate penetration or passage within . . . an
object, substance or space” and "to indicat> movement within a specified -:nvironment," as in
the phrase "through the air." (Webster’s Third New International Dictionary, Unabridged at
2384).

Respondent argued that FIG. 3 of the ‘410 patent show: the vias tcrminating at the
contact pads, thus preventing their extensicn through any solder mask thar may be applied to the
otherwise exposed bottom surface of the substrate. However F1(. 3 shows vias coming into
contact with a very narrow rectangular aren representing a conductive lay:r near the bottom
surface of the substrate. (CX-3, FIG. 3; Prince, Tr. at 3043).*

Respondent argued that the asserted claims were narrowed during rosecution to
overcome rejections based on prior art by limiting the bottom surface to a:» "exposed external”
bottom surface and that the scope of the susstrate was further restricted by changing the term
"having" to the term "consisting only of," -hereby excluding packages in which the bottom
surface has structures other than contact pads/solder balls. (RBr at 10-15;

In the first office action, the Examiner rejected all sixte:n original :laims as anticipated
over U.S. Patent No. 5,490,324 to Newman (Newman) and rejected certa:n claims as obvious

over Newman in view of two other patents. (FF 50 to 64). The relevant portion of the original

conductive layer near the bottom of the substrate which would include the contact pads, both of
which are part of the substrate. (FIG. 3).

% See also preceeding footnote.



claims read (FF 51):

a substrate which has a top surface and an opposite botiomn surface. said bottom
surface having an outer array of caoatact pads . . . and a center array of
contact pads . . . .

In rejecting the claims over NeWman, the :ixaminer interpreted I'igure 5 of Newman,
specifically the bond pads which are denot:d as 512 and the contact pads :lenoted as 516, as
disclosing an outer array of contact pads and a center array of contact pacs that met the distance
limitations articulated in the original claim:. (FF 50 to 64). Figure 6 of Newman, which is a
side view or a cross-section of what is dep:cted in Figure 5, shows that th : bond pads denoted
as 512 are internal to the package. (Prince, Tr. at 31al).

In an attempt to overcome the rejec:ioﬁ, in a May 19, 1997 respor.;e, the relevant
portion of the claims was amended to read (FF 50 to 64):

a substrate which has a top surface 1nd an exposed external bottonr
surface, said external bottom surface having an outer array of cont ict
pads . . . and a center array of contact pads . . . .

The remarks accompanying the May 19,1997 amendment read in part (FF 50 to 64):

The applicant submits that the prior art does not disclose, tcach or
suggest an integrated circuit packi:ge which has a center array of contact pads
and an outer array of contact pads as disclosed and claimed in th. present
invention. The center and outer array of contact pads are locatec on an
exposed external bottom surface of the package. This is_to be dj:tinguished
from the Newman reference which_discloses 4 plurality of bond pads that are
internal to the package. The applicant would like to direct the Examiner’s
attention to Fig. 6 of the Newman reference which clearly shows that bond

pads 514 and 516 are located inter nal to the package. These featires are not
on the exposed external bottom surface of the package with the ¢iher solder

balls 510 of the Newman package None of the secondary refere aces cited by
the Examiner disclose, teach or seggest the present claired inver:tion. For
these reasons the applicant submit: that the claims are neither ant cipated nor
rendered obvious by the prior art. [Emphasis added.]
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Thus the administrative law judge finds thiit the purpose of the a:nendment was not to limit the
bottom surface of the substrate to contact pads/solder balls. Rather he finds that the
amendment, as is clear from its language. served as a positioral referenc:: point to specify
where the "contact pads" of the claims ar¢ located in relation tc the othe - elements of the
claims, yiz., that the "contact pads" of the claims are on the outer surface of the package and
not internal to the package, as are the "pads” in Newman.

Based on the language of the claims, the specification and prosecuiion history of the .
‘410 patent the administrative law judge finds that a solder mask may be considered part of the
claimed substrate.

Respondent argued that the words “consisting only of" in the claimred language “said
external bottom surface [of the substrate] consisting only of an outer array of contact pads . . .
and a center array of contact pads" means that the bottom of the package can only contain
contact pads/solder balls. (RRBr at 20). The administrative law judge fir:ds that argument
inconsistent with the plain language of the :laimed subject matter anc the :pecification of the
‘410 patent. Thus, as the claims are written, "consisting only of” refers t¢ and modifies "outer
array" and "center array.” Moreover, FIG. 3 of the ‘410 patent ¢xpressly discloses contact
pads and metal traces on the bottom of the nackage. (Blanchard, Tr. at 4(30-32). In addition
he finds nothing in the prosecution history (FF 50 to 64) which excludes packages in which the
bottom surface has structures in addition to contact pads/solder balls.

2. The Claimed Phrase "A Center Array Cif Contact Pads"
Respondent argued that the languag:: "a center array of coatact pad:" in claims 1-3, 7, 8,

13-19 and 23-25 means an array of metal structures, each separatzd from znother, located in the
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center of the package. (RBr at 31-32). Complainants argued tha: "contac: pads,” including a
“center array of contact pads,” as used in the claims of the ‘410 patent, is "a set of exposed
conductive pads, each designed to receive & solder ball," i.e. areas on the »ottom of a BGA
package that interface with or provide contict points to the solder balls on the bottom of the
package. (CBr at 97).

The administrative law judge finds that the language of the claims <hould not be read as
requiring that each "contact pad” be physically separated from another cortact pad as
respondent argued. As is made clear from the specification, including FICiS. 3-5, a "contact
pad," as it'is used in the claims of the ‘41Q patent, is the conductive area t» which a solder ball
is attached. Thus, FIG. 3 shows a cross-section of a plastic ball grid array (PBGA) package
and identifies the contact pads 28 of the package. (FIG. 3, col. 2, Ins. 44 45). The area
identified as a contact pad in FIG. 3 is the :irea under a solder ball. FIGS 4 and 5 (the bottom
views of the package that illustrate the outer array of contact pads 36 and rhe inner array of
contact pads 38) confirm that the area under the solder ball is a contact pad. (FIGS. 4-5, col. 2,
Ins. 55-60, col. 3, Ins. 29-37). In addition FIG. 3 shows solder balls atta-hed to contact pads
in a cross-sectional view. (Blanchard, Tr. at 4030-32). The figure also shows metal regions,
or metal traces, on the bottom of the packaze that are not part of the "contact pads."
(Blanchard, Tr. at 4030-32). Moreover, F}G. 3 shows that in certain instcnces more than one
contact pad depicted in the figure is illustrated as existing on a single piecc of metal. (See FIG.
3 depicting four solder balls on the center ¢f the package which rest on a single region of
metal). In addition in the description of tht: preferred embodiment, the soider balls in the center

array are described as being "coupled to thi: ground bus 20 and power bus 23," while "[t]he

55



vias 30 couple the busses 22 and 23 to the —ontact pads 38." (coi. 3, Ins. 7-11). Since more
than one solder ball in the center array of tie preferred embodiment is cot:pled to a single
potential (either ground or power), this supports a finding that they can re:t on different contact
pads on the same metal region as illustratec in FIG. 3.

C. The ‘341 Patent

The ‘341 patent, entitled "Electrical Circuit For Setting Internal Cl.ip Functions Without
Dedicated Configuration Pins" issued on March 4, 1997. (CX-1;. The named inventor, Ralph
E. Andersson, assigned the patent to Level One. (CX-1). Said patent is based on Ser. No.
437,621 filed May 9, 1995. (CX-1). The 341 patent contains twenty cla -ms.

The invention of the ‘341 patent rel.tes to a circuit for setting interaal chip functions,
and more particularly, to a circuit which can determine the mode of opera:ion without dedicated
configuration pins. (CX-1, col. 1, Ins. 7-11).

In issue are independent claims ! ard 13 and dependent claims 3, 10, 11, 15, 16 and 19.
They read (CX-1):

1. A device for selectively controlling internal functions

of an integrated circuit comprising tneans for sensing an

application indication by means of a potential detected at &

pin, and circuit means for internally adjusting the potential

of the pin in response to the detecte:! potential, the sensing,

means being operative following a rzset to provide a control

signal for determining an application associated with the

application indication selected by a ser.

3. A device as claimed in claim 1 wherein the sensing
means comprises means for compar-ng the potential of the

pin with a threshold voltage.

10. A device as claimed in claim  further comprising
external resistor means for adjusting the potential of the pin.
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11. A device as claimed in claim 3} further comprising, tfor
at least one pin, at least one of a pu:l up resistor for selccting a
- logic high or a pull down resistor f¢c selecting a logic low.

12. A device as claimed in claim i further comprising a
floating pin or an input to an external logic device for
selecting a logic low.

13. A device for selectively controlling internal functions
of an integrated circuit comprising:

N application sense pins on an integrated circuit for selecting «ne of
N? applications, the pins having an application scnse functicn and
a respective function unrelat:d to sensing;

circuit means, coupled to the N application sense pins, for
internally adjusting a potential of ihe pins;

logic means, coupled to the N application sense, pins, for
comparing the potential at the pint with a reference
voltage; and

application select means, couplec to the logic means, for
selecting one of the N?applications for the circuit in
response to the comparison, the application being
determined by a binary logic level at the N application
select pins.

15. A device as claimed in claim @3 further comprising,
for at least one pin, at least one of a pull up resistor for
selecting a logic high or a pull down resistor for selecting a
logic low.

16. A device, as claimed in claim 13 further comprising a
floating pin or an input to an extern:l logic device for
selecting a logic low.

19. A device as claimed in claim ;3 wherein the circuit
means further comprises external resistor means for adjusiing
the potential of the N pins.

In issue is whether the asserted claiins are limited in scope to LED or other visual
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displays®, the "circuit means” lihitations ¢f claims 1 and 13, anc the "N Application Sense
Pins" and "N*" recitations of claim 13.
1. What Independent Claims 1 and 13 Are Directed To

Each of complainants and the staff :.rgued that the claimed subject matter in issue
should relate only to a device for selecting different chip function LED or other visual display
patterns. (CBr at 77, 85; SBr at 20). Respondent argued that the: claimed subject matter should
not be limited to only LED or other visual displays. (RPost at 87).
a) Language Of The Claims

All parties are in agreement that the first portion of independent clxim 1, yjz., "means
for sensing an application indication by me.ns of a potential detected at a pin" is a "means plus
function” element, and should be construed in accordance with 35 U.S.C. §112, para. 6. As
the plain language of that portion of indep-:ndent claim 1 indicates, the m:ans plus function
element is a "means for sensing" and is not directed at a particular use to which the circuit is
put. An "application” itself is not even mentioned in said portion, only an "application

indication."* Moreover, the application indication is not part of the means plus function

# Complainants, in their complaint as filed in 337-TA-435, alleged that the asserted claims
were broad enough to cover all of respondent’s reset configurabie device: and a number of
Level One’s device. However the vast mujority of those devices did not -ontain any reset
configurable pins that could be used to sel:ct LED display patterns. (Wa:d, Tr. at 3583).
While complainants have restricted the deices of respondent that are "ncw" alleged to infringe
the asserted claims of the ‘341 patent, in comparison to what initially wa: alleged to be
infringed in the complaint as filed, claim ¢ onstruction should be independent of what is being
alleged to infringe. See Chisum, supra.

2 The phrase "application indication” appears only in claim 1. Nowere else is this
phrase found in the ‘341 patent.



element. Rather the administrative law judge finds that the "application irdication” is the thing

to which the function relates. Thus, claim | reads in part "means_for sensing an application

indication by means of a potential detected at a pin." (Emphasis added). That the "application
indication" is the thing to which the functicn relates to is further shown by subsequent
dependent claims, such that in dependent claim 2 the "means for sensing” 1s defined as "digital
means having a high switching threshold" ind in dependent claim 3 the "neans for sensing" is
defined as "means for comparing the poten:ial of the pin with a threshold -oltage."* Neither of
dependent claims 2 and 3 are dependent on the nature of the appl:cation or the presence of
LEDs. In contrast, dependent claim 6, which is dependent on denendent «laim 4, refers to
"LED applications," which indicates that tl.ose applications are not part of the "means for

sensing" element."* Thus, the administrat-ve law judge finds that the plain language of

®* The examination of other claims in a patent may provide ;zuidance and context for
interpreting a disputed means-plus-function limitation, especially if they rzcite additional

functions. Wenger Manufacturing v. Coaring Machinery Systems 239 F.3d 1225, 1233, 34

(Fed. Cir. 2001). Complainants admit at least that claim differertiation provides guidance in
claim interpretation (CBr at 88).

# Complainants have not put in issue ¢laims 2, 4 and 6 which read (( X-1):

2. A device as claimed in claim 1 where the means for sensing is cigital means
having a high switching threshold.

4. A device as claimed in claim 1 wherein the application is determined by a binary logic
level at an application select pin, and having two applications selec: pins for selecting
four applications.

6. A device as claimed in claim 4 further comprising meuns for having the four
applications being selectively one or three LED applications and a {_ED default
application.

As seen by the language of each of claim: 4 and 6, the only thing that di ferentiates claim 6
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independent claim 1 does not restrict indep>ndent claim 1 to a particular t,pe of application
ultimately chosen with the "means for sensing."” Rather, the administrative: law judge finds that
the plain language of independent claim 1 indicates that the nafure of the application is
irrelevant to the function of sensing the application indication, and that the plain language of
claim 1 indicates that the claim is directed 70 circuitry for recogn:zing a si:znal from the user as
to which application is to be involved. He. finds nothing in the plain langi:age of independent
claim 1 which limits the claimed systems t¢: those dedicated only to choos: ag LED or other
visual display or to choosing any specific anplication.

Claim 13, the only other independent claim in issue, does not have the means plus
function element recited in independent claim 1. Rather, instead of a "sersing means" found in
claim 1, independent claim 13 refers to "application sense pins " Claim 173 in its final clause
does have the language "application select rneans .., for selecting one of t.e N* applications for
the circuit in response to the comparison, the application being determined by a binary logic
level at the N application select pins." However, independent claim 13 does not contain the
word "indication" found in independent claim 1. Moreover like :ndepend.:nt claim 1, there is a

dependent claim related to claim 13 that sp-cifically refers to the applications as LED

from claim 4, on which claim 5 depends. 's the additional lim:tation that :he "four
applications" of claim 4 be "three LED applications and a LED default apiplication.”

Dependent claims 6 and 20, which latter claim is dependent on indepr-ndent claim 13 in
issue, are the only claims of the ‘341 patent that require LED applicatior:. Claim 20, which
complainants have not put in issue, reads ‘CX-1):

20. A device as claimed in claim 13 wherein the N? applications conprise one of
three LED applications and a LED tiefault application.
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applications. Thus, unasserted dependent ¢ laim 20 adds only the additionz! limitation that the
N? applications "comprise one of three LEI) applications and a LED default application.” As
with independent claim 1, the administrative law judge finds that the ordirary Janguage of claim
13 is broad and encompasses non-visual display applications.

b) Specification

The abstract of the ‘341 patent™ informs a person of ordirary skill in the art that the

‘341 patent is for a
"circuit for selecting different appiications based upon the manne - in which
external elements are attached. The selection of the appiications s controlled
based on the potential detected at :+ pin immediately following reset.. . . The
pin used to sense the application it used as a sense immediately a‘ter reset has
occurred. After this it can function as either an output cr an inpu.t. . . . The
application sense may be used to select an LED display scheme or another
application function." (CX-1) [Eriphasis added].

Significantly it informs the reader that the «.pplication sense may be used to select an LED

display scheme or another application funct:on.

The claimed phrase "application indication", which is found nowhcre in the ‘341 patent
other than in independent claim 1, according to the specification, appears 0 refer to a signal
that defines what "application’ or "configuration” is being chosen. For example, the
specification under the subheading Summary Of The Invention, s:ates:

Means is provided for sensing an application by means of a potenti.al detected

At a pin immediately following reset thereby to provide a signal for determining
which application is desired by the wser. [col. 2, Ins. 13-16] [Emplasis added.]

¥ The abstract is frequently looked to for determining the sc:ope of a claimed invention.
Hill-Rom Company, Inc. v. Kinetic Conceots Inc. 209 F.3d 1337, 1341, a. 1. 54 U.S.P.Q.2d
1437, 1440 n. 1 (Fed. Cir. 2000).
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In the Summary Of The Invention of the ‘341 patent, this "signal for detei mining which
application is desired" is a binary signal, o+ one of two voltages defined a: a logic 1 or logic 0:

When a first binary code is sensed, a first application is implement.:d. When a
second binary code is existent, a second application is implementec and so on. [col. 2,
Ins. 42-45.]

Also, the ‘341 patent affirmatively discloses that the claimed invention car be used in a wide
range of circumstances with different sorts of applications. While, in a praferred embodiment,
"the application sense pin is used to select indication patterns for driving 1 EDs." (col. 5, Ins.
48-50), other sections of the ‘341 patent inclicate that the patent covers far more general
territory. For example, the specification, i the section titled Detailed De: cription Of The
Invention discloses:

The end result of these operations is a logical determination of the -ntended
application of the device. This is piovided to the appropriate bloc} s where the
appropriate action is taken. This actjon is limitless in scone. The 1pplication
select can be used to change handshaking implementation for comirunications
with other logic, to redefine the outputs or inputs of specific pins, or to change
timing. The entire functional definition of the chip can vary to sui: the needs of
the consumer allowing him to differcntiate his product from his cainpetition or to
accomplish a specific need. The end result is that integrated circui
manufacturers are allowed to meet tae needs of a broader customer base without
having to sacrifice pins of a device jor configuration purposes. [Emphasis
added.] ‘ '

(col. 5 Ins. 30-43). Moreover, in another section of the patent titled Sumi~ary which section

follows A Preferred Embodiment Of The [nvention section, it states (col. ', Ins. 47-59):

According to the invention, an integrated circuit may logically dets rmine the
intended application of the device. The application select can be u:ed to change
handshaking implementation for communications with other logic, :0 redefine the
outputs or inputs of specific pins, o1 to change timing. The entire ‘unctional
definition of the chip can vary to su:t the needs of the consumer allowing him to
differentiate his product from his competition of to accomplish a specific need.

The end result is that we are allowed to meet the needs of a broade - customer

-
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base. [Emphasis added.]

Likewise, the specification further contradizts any effort to limit the scope of the patent to
visual display applications, stating in the Summary Of The Inveniion section that "[t]his method
of sensing an application, however, could t-e used in any number of ways sther than selecting
an LED display scheme." (col. 2, Ins. 50-§3). The specificaticn in the Drtailed Description Of
The Invention portion, specifically mentions an Ethernet device capable of being configured as
either an AUI or MAU device. (col. 3, Ins. 45-50).

Complainants, to support their argument that independent claims 1 and 13 should relate
only to a device for selecting different chip function LED or other visual cisplay patterns, in
their post hearing brief, placed great weight on the wotd "indication" founrd in claim 1, but not
found in claim 13. Thus, complainants argued that the word "indication" :tself is sufficient to
connote a visual display configuration. However, complainants ignore the fact that claim 1 uses
the general generic term "application indicstion" and not merely ihe word “indication" and
further ignores the fact that the claimed word "application" throughout the ‘341 patent describes
an LED configuration among other applica ions.

Complainants, more than four years after the ‘341 patent issued on March 4, 1997,
believes it is "enlightening” to replace only the term "indication" with the parties proposed
constructions. (CBr at 85). The inventor, however, when he filed for the ‘341 patent on May
9, 1995, could have used any claimed language he desired. It is not the rcie of attorneys, more
than four years after a patent has issued anl when that patent is in a hotly :ontested litigation, to
replace, or rewrite, the specific language o the claimed subject matter wit limiting language.

Complainants argued that patents ar: not construed accord ing}to what the specification
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states "might be related to the invention." [CRBr at 47). However, nowh:re in the
specification of the ‘341 patent has the inventor qualified his definitive statements, supra,
relating to non-visual display applications v-ith any indication tha: the claired subject matter
"might" relate to non-LED applications or hat those definitive statements are merely based on
speculation. A person of ordinary skill in the art should be able 10 accept statements made in
the specification of a patent as factual. Neither complainants nor the staff have cited cases to
the contrary.

The staff argued that the phrase "mcans for sensing an application ‘ndication by means
of a potential detected at a pin" refers to "application function to select intication patterns for
driving LEDs or LED behavior request”, citing col. 5, lines 48-61 of the ‘341 patent.”® The
staff then concluded that the phrase "sensing an application indication” in laim 1 is a word play
on the phrase "indication patterns for driving LEDs" in the specirication. (SBr at 27). It is not
clear to the administrative law judge what the staff intended in its use of th e phrase "word
play." However, it is clear that said col. 5. lines 48-61, relied on by the staff, is under the
subheading "A Preferred Embodiment Of The Invention." (col. 5, lines 45-46).

Complainants argued that the word "indication" in independent claim 1 should be
construed to mean visual displays such as [.ED configurations; that the ‘341 patent when it
refers to a preferred embodiment states tha: the application sense pin is uscd to "select

indication patterns;" and that U.S. Patent No. 5,66,129 (CX-1285) (‘129 p-atent), incorporated

* The administrative law judge is unable to find in the ‘341 patent th: exact phrase
"quoted" by the staff for col. 5, lines 48-61. (SBr at 27).
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by reference in the ‘341 patent in its referr¢| to application Ser. No. 08/271,111 filed July 6,
1994 (col. 5, lines 50-51), explicitly define:; "indications" as five LED corditions listed in the
‘129 patent. (CBr at 81-83).”” Independenr claim 1 of the ‘341 patent hov-ever does not use the
phrase "indication patterns.” Rather, it uses the combined term "applicaticn indication. "
Moreover, the specification of the ‘341 pati'nt has used variations of the word "indication,"
such as "indicate, " to illustrate the user’s :hoice of applications. not the :.pplication itself.
Thus, with reference to a preferred embodi nent, the ‘341 patent states (c¢ . 6, Ins. 48-52):

The output from the flip flop latch 412 is directed to indicate the application

along line 416. Thus, in the manner to be described more fully belw, the signal

:11(211%1 .I]ine 416 indicates an LED coi.figuration selected by the user [Emphasis

Hence the administrative law judge finds that the common usage of the En:lish language

supports his finding that the word "indicatinn" in the claimed phrase - - ap»lication indication -

¥ The ‘129 patent states that:

For example, using red and green LEDs for the twistcd pair ports 23,
each TP port LED driver provides the following indications:

. steady green wherein link inregrity pulses are received;

. blinking green when data is i ransmitted;

. steady red when reverse polerity is detected;

. blinking red when data is received; and

. alternating red and green whzn the port is auto partitioned cut.

W AW N -

(CX-1285, col. 5, Ins. 16-25). This language does not specificaily equate "indication" with
"LED condition." Rather it refers to the LED driver providing the "indication" and not that
any LED display patterns are the "indicatins” since it is the LED driver which delivers the
voltage pattern, i.e, the "indication,” to th: LEDs to cause them to display one of the available
"conditions."

* The word "indication" has been detined as "1. The art of indicatin:;. 2. Something that
serves to indicate." The American Heritaj:e College Dictionary at 691 (3:1 ed. 1997).
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- is used to mean something that indicates.

Complainants are correct that the ‘311 patent does incorporate by r:ference the ‘129
patent. However, the incorporation by reference relates only to a preferre:! embodiment of the
‘341 patent. Thus the ‘341 patent states (col. 5, lines 45-53):

A PREFERRED EMBODIMENT O} 'THE
INVENTION

In a preferred embodiment, the application sense p:n is usec to
select indication patterns for driving LEDs. FIGS. 6(a)-6(c:
illustrate a circuit, which reforences ideas detailed in applic:tion
Ser. No. 08/271,111, filed Ful. 6, 1994 [the ‘129 patent],
incorporat