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In the Matter of ) - T

) Investigation No. 337-TA-337% .
CERTAIN INTEGRATED CIRCUIT ) N
TELECOMMUNICATION CHIPS ) ~
AND PRODUCTS CONTAINING SAME ) =
INCLUDING DIALING APPARATUS ) -
) =

NOTICE OF ISSUANCE OF LIMITED EXCLUSION ORDER
AND CEASE AND DESIST ORDERS

AGENCY: U.S. International Trade Commission.
ACTION: Notice
SUMMARY: Notice is hereby given that the Commission has issued a limited
exclusion order and five cease and desist orders in the abo#e-captioned
investigation.
FOR FURTHER INFORMATION CONTACT: Judith M. Czako, Esq., or Matthew T. Bailey,
Esq., Office of the General Counsel, U.S. Intermational Trade Commission, 500
E Street, S.W., Washington, D.C. 20436, telephone 202-205ﬁ3093 and 202-205-
3108, resﬁectively. |
SUPPLEMENTARY INFORMATION: The authority for the Commission's determination
is contained in section 337 of the Tariff Act of 1930, as amended (19 U.S.C. §
1337), and in section 210.58 of the Commission’s Interim Rules of Practice and
Procedure (19 C.F.R. § 210.58).

The Commission instituted this investigation on April 8, 1992, based on
a complaint filed on March 5, 1992, by SGS-Thomson Microelectronics
Corporation (ST). 57 Fed. Reg. 11966 (April 8,'1992). ST's complaint alleged
a violation of section 337 of the Tariff Act of 1930, as amended, by reason of

the importation into the United States, sale for importation, or sale in the

United States after importation, of certain integrated circuit



telecommunication chips, and products containing such chips, that infringed
various claims of U.S. Letters Patent Nos. 4,061,886, 4,315,108, and 4,446,436
owned by ST. The complaint, and the Commission’s original notice of
investigation, named twelve respondents allegedly engaged in the manufacture,
importation, and sale of allegedly infringing integrated circuit
telecommunication chips or products containing such chips. Two additional
respondents were subsequently added to the investigation. 57 Fed. Reg. 33520
(July 29, 1992); 57 Fed. Reg. 38855 (August 27, 1992).

On March 9, 1993, the presiding administrative law judge (ALJ) issued
his final ID finding that there was a violation of section 337 in the
manufacture, sale for importation, and importation of certain integrated
circuit telecommunication chips. On April 27, 1993, the Commission ordered
review of certain portions of the final ID, and requested written submissions
addressing certain specific questions raised by the issues under review.
Specifically, the Commission ordered review of (1) whether the '108 patent is
valid under the enablement and best mode provisions of 35 U.S.C. § 112, first
paragraph; (2) whether the ALJ properly construed the claims at issue of the
'886 patent; -(3) whether claims 1 and/or 6 of the ‘436 patent are invalid as
obvious under 35 U.S.C. § 103 and, if not, does a violation pf section 337
exist as to those claims. The Commission determined not to review the
remainder of the ID, which thereby became the determination of the Commission.
The Commission also requested written submissions concerning the issues of
remedy, the fublic interest, and bonding. 58 Fed. Reg. 26004 (April 29,
1993).

Having reviewed the record in this investigation, including the written

submissions of the parties addressing the specific questions raised by the
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portions of the ID under review, the Commission made its determinations
disposing of the issues on review, and the issﬁes of remedy, the public
interest, and bonding.

The Commission determined to (1) revise the AlLJ's deterﬁination of the
level of orxdinary skill in the art for the ‘108 patent to the extent that the
determination fails to include all relevant fields of technology; (2) vacate
the ALJ’'s utility analysis of independent claims 6 and 13 of the ‘886 patent
and one sentence in ALJ Finding of Fact number 329; and (3) reverse the ALJ's
determination of invalidity with regard to claim 1 of the ‘436 patent and
affirm his determination of invalidity with regard to claim 6 of the 436
patent. Thus, the Commission determined that there is a violation of section
337 of the Tariff Act of 1930 in the unauthorized importation and sale of
certain integrated circuit telecommunication chips which infringe claims 1, 2,
3, or 4 of U.S. letters Patent 4,446,436,

The Commission also determined that the appropriate form of relief is a
limited exclusioa order prohibiting the importation of infringing integrated
circuit telecommunication chip#, and prohibiting the importation of certain
telephones and telephone sets containing such chips. The Commission further
determined to issue cease and desist orders directed to each domestic
respondent. Finally, the Commission determined that the public interest
factors enumerated in 19 U.S.C. § 1337(d) and (f) do not preclude the issuance
of the aforementioned relief, and that the bond during the Presidential review
period shall be in the amount of $0.08 per integrated circuit
telecommunication chip or telephone or telephone set containing such chip(s).

Copies of the Commission’s orders, the Commission’s opinion in support

thereof, and all other nonconfidential documents filed in connection with this
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investigation are or will be available for public inspection duringuofficial
business hours (8:45 a.m. to 5:15 p.m.) in the-Office of the Secretary, U.S.
International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone 202-205-2000. Hearing-impaired persons are advised that information
on this matter can be obtained by contacting the Commission’s TDD terminal on
202-205-1810.

By order of the Commission.

42410 g

Paul R. Bardos
Acting Secretary
Issued: June 22, 1993
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ORDER

The Commission instituted this investigation on April 8, 1992, based on
a complaint filed on March 5, 1992, by SGS-Thomson Microelectronics
Corporation (ST). 57 Fed. Reg. 11966 (April 8, 1992). ST's éomplaint alleged
a violation of section 337 of the Tariff Act of 1930, as amended, by reason of
the importation into the United States, sale for importation, or sale in the
United States after importation, of certain telecommunication chips that
infringed various claims of U.S. Letters Patent Nos. 4,061,886, 4,315,108, and
4,446,436 owned by ST. The complaint, and the Commission’s original notice of
investigation, named eleven respondents allegedly engaged in the manufacture,
importation, or sale of allegedly infringing telecommunication chips or
products containing such chips. Two additional respondents were subsequently
added to the investigation. 57 Fed. Reg. 33520 (July 29, 1992); 57 Fed. Reg.
38855 (August 27, 1992).

On March 9, 1993, the presiding ALJ issued his final ID finding that
there was a violation of section 337 in the manufacture, sale for importation,
and importation of certain telecommunication chips. On April 27, 1993, the
Commission ordered review of certain portions of the final ID. Specifically,
the Commission ordered review of (1) whether the ‘108 patent is wvalid under

the enablement and best mode provisions of 35 U.S.C. § 112, first paragraph;



(2) whether the ALJ properly construed the claims at issue of the '886
patent; (3) whether claims 1 and/or 6 of the }436 patent are invalid as
obvious under 35 U.S.C. § 103 and, if not, does a violation of section 337
exist as to those claims. The Commission requested written submissions
addressing certain specific questions raised by the portions of the ID under
review. The Commission determined not to review the remainder of the ID,
which thereby became the determination of the Commission. The Commission also
requested written submissions concerning the questions of remedy, the public
interest, and bonding. 58 Fed. Reg. 26004 (April 29, 1993).

Having reviewed the record in this investigation, including the written
submissions of the parties concerning the issues under review, the Commission
has determined to (1) revise the ALJ's determination of the level of ordinary
skill in the art for the ’'108 patent to the extent that the determination
fails to inciude all relevant fields of technology and affirm the remainder of
his determination regarding the validity of the ‘108 patent; (2) vacate the
ALJ's utility analysis of independent claims 6 and 13 of the ’'886 patent and
one sentence in ALJ Finding of Fact number 329 and affirm the remainder of his
determination of non-infringement of the *886 patent; and (3) reverse the
ALJ's determination of invalidity with regard to claim 1 of the ‘436 patent
and affirm his determination of invalidity with regard to claim 6 of the ‘436
patent. Thus, the Commission has determined that there is a violation of
section 337 of the Tariff Act of 1930 in the unauthorized imporgation and sale
of certain integrated circuit telecommunication chips which infringe claims 1,
2, 3, or 4 of U.S. Letters Patent 4,446,436,

Having determined that there is a violation of section 337, the

Commission considered the questions of the appropriate remedy, whether the
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public interest precludes the issuance of a remedy, and bonding during the
Presidential review period. The Commission conéidered the submissions of the
parties and the entire record in this investigation. There were no comments
from members of the public concerning these issues.

The Commission has determined to issue a limited exclusion order
prohibiting the unlicensed importation into the United States of infringing
integrated circuit telecommunication chips manufactured by Hualon
Microelectronics Corporation of Taiwan, and prohibiting the unlicensed
importation into the United States of certain telephones and telephone sets
containing such chips. In addition, the Commission has issued cease and
desist orders directed to five domestic respondents -- Spectfa_Merchandising
Inc., Lonestar Technologies, Ltd., Conair Corp., Columbia Telecommunications
Group, Inc., and North American Foreign Trading Corporation -- ordering them
to cease and desist from the following activities in the United States: the
unlicensed assembly, testing, marketing, distributing, offering for sale,
selling, or otherwise transferring (except for exportation) of imported
integrated circuit telecommunication chips covered by claims 1, 2, 3, or 4 of
U.S. Letters Patent 4,446,436, and low end telephones or telephone sets
containing such chips. The orders apply to any of the affiliated companies,
parents, subsidiaries, licensees, contractors, or other related business
entities, or their successors or assigns, of the above-named companies.

The Commission has also determined that the public interest factors
enumerated in 19 U.S.C. §§ 1337(d) and (f) do not preclude the issuance of the
limited exclusion and cease and desist orders, and that the bond during the

Presidential review period shall be in the amount of $0.08 per integrated



circuit telecommunication chip or telephone or telephone set containing such
chip(s).
Accordingly, the Commission hereby ORDERS THAT --

1. Integrated circuit telecommunication chips covered by claims 1, 2,
3, or 4 of U.S. Letters Patent 4,446,436, and manufactured by or on
behalf of Hualon Microelectronics Corp. or any of its affiliated
companies, parents, subsidiaries, licensees, or other related business
entities, or their successors or assigns, are excluded from entry into
the United States for the remaining term of the patent, except under
license of the patent owner or as provided by law.

2. Telephones and telephone sets, currently entered under HTSUS numbers
8517.10.00.20, 8517.10.00.40, or 8517.10.00.70, containing integrated
circuit telecommunication chips excluded under paragraph 1 of this
Order, are excluded from entry into the United States for the remaining
term of the patent, except under license of the patent owner or as
provided by law, unless accompanied by a certification satisfactory to
the U.S. Customs Service stating that they contain one or more of the
following features: autodial, call transfer, conferencing, call
waiting, or visual display (such as LCD display).

3. Pursuant to procedures to be specified by the U.S. Customs Service,
as the Customs Service deems necessary, telephones and telephone sets
identified in paragraph 2 of this Order may be permitted entry into the
United States if the importer provides a certification to accompany the
invoice (whether filed electronically or otherwise) stating that the
manufacturer of the telephone or telephone set certifies that, upon
appropriate inquiry and to the best of its knowledge and belief, the
telephones or telephone sets sought to be imported do not contain
integrated circuit telecommunication chips excluded under paragraph 1 of
this Order. )

4. The products excluded under paragraphs 1 and 2 of this Order are
entitled to entry into the United States under bond in the amount of
$0.08 per article, from the day after this Order is received by the
President, pursuant to subsection (j) of section 337 of the Tariff Act
of 1930, as amended, until such time as the President notifies the
Commission that he approves or disapproves this action, but no later
than 60 days after the date of receipt of this Order by the President.

5. In accordance with 19 U.S.C. § 1337(1), the provisions of this Order
shall not apply to integrated circuit telecommunication chips or
telephones or telephone sets containing such chips imported by and for
the use of the United States, or imported for, and to be used for, the
United States with the authorization or comsent of the Government.

6. The provisions of this Order do not apply to products licensed by
SGS-Thomson Microelectronics, Inc. of Carrollton, Texas.
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7. The Commission may amend this Order in accordance with the procedure
described in section 211.57 of the Commission’s Interim Rules of
Practice and Procedure (19 C.F.R. § 211.57).

8. The motion filed by respondents Spectra Merchandising, Inc.,
Lonestar Technologies, Ltd., and Conair Corp., domestic importer
respondents, requesting the Commission to strike portions of the Reply
Brief of the Office of Unfair Import Investigations to the Briefs of
Complainant and Respondents on Remedy, the Public Interest, and Bonding,
is hereby denied.

9. The motion filed by respondents United Microelectronics Corporation
and Hualon Microelectronics Corporation requesting oral argument and a
hearing before the Commission, and seeking to extend the deadline for
completion of this investigation, is hereby denied.

10. The submission filed by complainant SGS-Thomson Microelectronics,
Inc., dated May 21, 1993, and the letter filed by the Office of Unfair
Import Investigations on May 27, 1993, are hereby accepted as part of
the record in this investigation.

11. The Secretary shall serve copies of this Order uéon each party of
record in this investigation and upon the Department of Health and Human
Services, the Department of Justice, the Federal Trade Commission, and
the U.S. Customs Service.

12. Notice of this Order shall be published in the Federal Register.

By order of the Commission.

Paul R. Bardos
Acting Secretary

Issued: June 22; 1993.
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ERRATA TO CEASE AND DESIST ORDERS

On June 22, 1993, the Commission issued cease and desist orders in the
aone-captioned investigation to each of domestic respondents: Spectra
Merchandising Inc., Lonestar Technologies, Ltd., Conair Corp., Columbia
Telecommunications Group, Inc., and North American Foreigﬂ Trading
Corporation. It has come to the Commission’s attention that the cease and
desist orders contain typographical errors concerning the date of issuance of
the Commission’'s limited exclusion order and cease and desist orders.
Therefore, the Commission is issuing this errata.

The cease and desist orders issued to each of the abéve-named parties is
corrected to replace the date "Jume 9, 1993" with the date "June 22, 1993" in
line 2 of Paragraph V (Reporting) and lines 6, 8, and 18 of Paragraph XI
(Bonding). |

By order of the Commission.

4&( 1ot

Paul R. Bardos
Acting Secretary
Issued: June 25, 1993
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ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED IHAI Spectra Merchandising, Inc, 3425 North
Kimball, Chicago, Illinois, 60618-5505, cease and desist in. the United States
from any unlicensed assembling, testing, marketing, distributing, offering for
sale, selling, or otherwise transferring (except for exportation) of imported
integrated circuit telecommunication chips covered by claims 1, 2, 3, or 4 of
U.S. Letters Patent 4,446,436, and low end telephones or telephone sets
containing such chips, in violation of section 337 of the Tariff Act of 1930,
as amended, 19 U.S.C. § 1337.
I.
(Definitions)

As used in this Order:

(A) "Commission" shall mean the United States International Trade
Commission.

(B) "Complainant" shall mean SGS-Thomson Microelectronics, Inc. (ST),
1310 Electronics Drive, Carrollton, Texas, 75006.

(C) "Respondents" shall mean the party set forth in the first paragraph

of this Order.



(D) "Person" shall mean an individual, or any non-governmental
partnership, firm, association, corporation, of other legal or business entity
other than the above Respondent or its majority owned and/or controlled
subsidiaries, their successors, or assigns.

(E) "United States" shall mean the fifty States, the District of
Columbia, and Puerto Rico;

(F) "Covered product" shall mean (a) integrated circuit
telecoﬁmunication chips covered by claims 1, 2, 3, or 4 of U.S. Letters Patent
4,446,436 manufactured by or on behalf of Hualon Microelectronies Corp., No. 1
R & D Road, Sec. 4, Science-Based Industrial Park, Hsin Chu City, Taiwan, and
(b) any imported low end telephone or telephone set which contains an
integrated circuit telecommunication chip or chips covered by claims 1, 2, 3,
or 4 of U.S. Letters Patent 4,446,436 manufactured by or on behalf of Hualon
Microelectronics Corp., No. 1 R&D Road, Sec. 4, Science-Based Industrial Park,
Hsin Chu City, Taiwan.

(G) "Low end telephone or telephone set"™ shall mean dny telephone or
telephone set currently entered into the United States under HTSUS numbers
8517.10.00.20, 8517.10.00.40, or 8517.10.00.70. "Low end telephone or
telephone set" shall not mean any telephone or telephone set containing one or
more of the following features: autodial, call transfer, conferencing, call
waiting, or visual display (such as LCD display).

II |
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent

and to its principals, stockholders, officers, directors, employees, agents,

licensees, distributors, controlled (whether by stock ownership or otherwise)
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and/or majority owned business entities, successors and assigns, and to each
of them, in accordance with Section VII hereéf.
II1
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited
by this Order: Respondent shall not assemble, test, market, distribute, offer
for sale, sell, or otherwise transfer (except for exportation) covered
products, for the remaining term of U.S. Letters Patent 4,446,436. U.S.
Letters Patent 4,446,436 is scheduled to expire on May 1, 2001, subject to
applicable law.

v
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct
otherwise prohibited by the terms of this Order shall be permitted if, in a
writ;en instrument, Complainant licenses or authorizes such specific conduct,
or such specific conduct is related to the importation or sale of covered
products by or for the United States.

v
(Reporting)

Respondent shall each submit quarterly reports during the period
commencing on June 9, 1993, and extending through the remaining term of U.S.
Letters Patent 4,446,436. The first report of Reséondent shall be submitted
within 60 days of the issuance of this Order. Thereafter, reports shall be
submitted within 21 days of the close of each quarter. This reporting
requirement shall continue in force until the expiration of U.S. Letters

Patent 4,446,436 on May 1, 2001, unless, pursuant to subsection (j) of section
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337 of the Tariff Act of 1930, the President notifies the Commission within 60
days after the date he receives this Order, th;t he disapproves this Order.

Respondent shall report to the Commission its importation and sales in
the United States, measured in units and in U.S. dollars, of covered products,
if any, during the reporting period in question.

Any failure to report shall constitute a violation of this Order.

VI. '
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent
shall retain any and all records relating to the sale, offer for sale,
marketing, or distribution in the United States of covered hroducts, made and
received in. the usual and ordinary course of business, whether in detail or in
summary form, for a period of two years from the close of the fiscal year to
which they pertain.

(B) For the purposes of determining or securing compliance with this
Order and for no other purpose, and subject to any privilege recognized by the
Federal Courts of the United States, duly authorized representatives of the
Commission shall, upon reasonable written notice by the Commission or its
staff, be permitted access and the right to inspect and copy in the principal
offices of Respondent during office hogrs, and in the presence of counsel or
other representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, financial reports, and other records and documents,
both in detail and in summary form, for the purpose of verifying any matter or
statement contained in the reports required to be retained under subparagraph

VI(A) of this Order.
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VII
(Service of Cease and besist Oxder)

Respondent is ordered and directed to:

(A) Serve, within thirty (30) days after the effective date of this
Order, a copy of this Order upon each of its officers, directors, managing
agents, agents, and employees who have any responsibility for the marketing,
distribution, or sale of covered products in the United States;

(B) Serve, within thirty (30) days after the succession of any persons
referred to in subparagraph VII(A) of this Order, a copy of the Order upon
each successor; and

(C) Maintain such records as will show the name, title, and address of
each person upon whom the Order has been served, as described in subparagraphs
VII(A) and VII(B) of this Order, together with the date on which service was
made.

The obliggtions set forth in subparagraphs VII(B) and VII(C) shall
remain in effect until the date of expiration of U.S. Letters Patent
4,446,436,

VIII
(Confidentiality)

Information obtained by means provided for in Sections V and VI of this
Order will be made available only to the Commission and its authorized
representatives, will be entitled to confidential treatment, and will not be
divulged by any authorized representative of the Commission to any person
other than duly authorized representatives of the Commission, except as may be

required in the course of securing compliance with this Order, or as otherwise



required by law. Disclosure hereunder will not be made by the Commission
without ten (10) days prior notice in writing éo Respondent.
IX
(Enforcement)

Violation of this Order may result in any of the actions specified in
section 211.56 of the Commission’s Interim Rules of Practice and Procedure, 19
C.F.R. § 211.56, including an action for.civil penalties in accordance with
section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and any other
action as the Commission may deem appropriate. In determining whether
Respondent is in violation of this Order, the Commission may infer facts
adverse to Réspondent if Respondent fails to provide adequaﬁe-or timely
information.

X
(Modification)

The-commission may amend this Order on its own motion or in accordance
with the procedure described in section 211.57 of the Commission’'s Interim
Rules of Practice and Procedure, 19 C.F.R. § 211.57.

XI
(Bonding)

The conduct prohibited by Section III of this Order may be continued
during the period in which’this Order is under review by the President
pursuant to section 337(j) of the Tariff Act of 1930 (19 U.S.C. § 1337(j)),
subject to the posting of a bond in the amount of $0.08 per covered product.
This bond prévision does not apply to conduct that is otherwise permitted by
Section IV of this Order. Infringing products imported on or after June 9,

1993, are subject to the entry bond as set forth in the limited exclusion



order issued by the Commission on June 9, 1993, and are not subject to this
bond provision. »

The bond is to be posted in accordance with the procedures established
by the Commission for the posting of bonds by complainants in comnection with
the issuance of temporary exclusion orders. See Commission Interim Rule
210.58, 19 C.F.R. § 210.58. The bond and any accompanying documentation is to
be provided to and approved by the Commission prior to the commencement of
conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or
does not disapprove within the Presidential review period, the Commission’'s
Orders of June 9, 1993, or any subsequent final order issued after the
completion of Investigation 337-TA-337, unless the U.S. Court of Appeals for
the Federal Circuit, in a final judgment, reverses any Commission final
determination and order on appeal, or unless the products subject to this bond
are exported or destroyed, and certification to that effect satisfactory to
the Commission is provided.

The bond is to be released in the event the President disapproves this
Order and no subsequent order is issued by the Commission and approved, or not
disapproved, by the President, upon service on Respondent of an Order issued

by the Commission based upon application therefor made to the Commission.

By order of the Commission.

(ol Bk
Paul R. Bardos
Acting Secretary

Issued:: June 22, 1993
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ORDER TO CEASE ARD DESIST

IT IS HEREBY ORDERED THAT Lonestar Technologies, Ltd., (AKA
Planned Technologies, Inc.), 920 South Oyster Bay Road, Hiéksville, New York,
11801-3516, cease and desist in the United States from any unlicensed
assembling, testing, marketing, distributing, offering for sale, selling, or
otherwise transferring (except for exportation) of imported integrated circuit
telecommunication chips covered by claims 1, 2, 3, or 4 of U.S. Letters Patent
4,446,436, and low end telephones or telephone sets containing such chips, in
violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §
1337.
I.
(Definitions)

As used in this Order:

(A) "Commission®™ shall mean the United States International Trade
Commission.

(B) "Complainant" shall mean SGS-Thomson Microelectronics, Inc. (ST),
1310 Electronics Drive, Carrollton, Texas, 75006.

(C) "Respondents" shall méan the party set forth in the first paragraph

of this Order.



(D) "Person" shall mean an individual, or any non-governmental
partnership, firm, association, corporation, or'other.legal or business entity
other than the above Respondent or its majority owned and/or controlled
subsidiaries, their successors, or assignms.

(E) "United States" shall mean the fifty States, the District of
Columbia, and Puerto Rico;

(F) "Covered product" shall mean (a) integrated circuit
telecommunication chips covered by claims 1, 2, 3, or 4 of U.S. Letters Patent
4,446,436 manufactured by or on behalf of Hualon Microelectronics Corp., No. 1
R & D Road, Sec. 4, Science-Based Industrial Park, Hsin Chu City, Taiwan, and
(b) any imported low end teleéhone or telephone set which contains an
integrated circuit telecommunication chip or chips covered by claims 1, 2, 3,
or 4 of U.S. Letters Patent 4,446,436 manufactured by or on behalf of Hualon
Microelectronics Corp., No. 1 R& Road, Sec. 4, Science-Based Industrial Park,
Hsin Chu City, Taiwan. |

(G) "Low end telephone or telephone set” shall mean any telephone or
telephone set currently entered into the United States under HTSUS numbers
8517.10.00.20, 8517.10.00.40, or 8517.10.00.70. "Low end telephone or
telephone set" shall not mean any telephone or telephone set containing one or
more of the following features: autodial, call transfer, conferencing, call
waiting, or §1sua1 display (such as LCD display).

I1
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent

and to its principals, stockholders, officers, directors, employees, agents,

licensees, distributors, controlled (whether by stock ownership or otherwise)
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and/or majority 6wned business entities, successors and assigns, and to each
of them, in accordance with Section VII hereéf.
II1
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited
by this Order: Respondent shall not assemble, test, market, distribute, offer
for sale, sell, or otherwise transfer (except for exportation) covered
products, for the remaining term of U.S. letters Patent 4,446,436. U.S.
Letters Patent 4,446,436 is scheduled to expire on May 1, 2001, subject to
applicable law.

Iv
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct
otherwise prohibited by the terms of this Order shall be permitted if, in a
written instrument, Complainant licenses or authorizes such specific conduct,
or such specific conduct is related to the importation or sale of covered
products by or for the United States.

v
(Reporting)

Respondent shall each submit qugrterly reports during the period
commencing on June 9, 1993, and extending through the remainihg term of U.S.
Letters Patent 4,446,436, The first report of Respondent shail be submitted
within 60 days of the issuance of this Order. Thereafter, reports shall be
submitted within 21 days of the close of each quarter. This reporting
requirement shall continue in force until the expiration of U.S. letters

Patent 4,446,436 on May 1, 2001, unless, pursuant to subsection (j) of section

-3-



337 of the Tariff Act of 1930, the President notifies the Commission within 60
days after the date he receives this Order, th;t he disapproves this Order.

Respondent shall report to the Commission its importation and sales in
the United States, measured in units and in U.S. dollars, of covered products,
if any, during the reporting period in question.

Any failure to report shall constitute a violation of this Order.

VI.
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent
shall retain any and all records relating to the sale, offer for sale,
marketing, or distribution in the United States of covered-products, made and
received in the usual and ordinary course of business, whether .in detail or in
summary form, for a period of two years from the close of the fiscal year to
which they pertain.

(B) For the.purposes of determining or securing compliance with this
Order and for no other purpose, and subject to any privilege recognized by the
Federal Courts of the United States, duly authorized representatives of the
Commission shall, upon reasonable written notice by the Commission or its
staff, be permitted access and the right to inspect and copy in the principal
offices of Respondent during office hours, and in the presence of counsel or
other representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, financial reports, and other records and documents,
both in detail and in summary form, for the purpose of verifying any matter or
statement contained in the reports required to be retained under subparagraph

VIi(A) of this Order.

4-



VII
(Service of Cease and D;sist Order)

Respondent is ordered and directed to:

(A) Serve, within thirty (30) days after the effective date of this
Order, a copy of this Order upon each of its officers, directors, managing
agents, agents, and employees who have any responsibility for the marketing,
distribution, or sale of covered products in the United States;

(B) Serve, within thirty (30) days after the succession of any persons
referred to in subparagraph VII(A) of this Order, a copy of the Order upon
each successor; and

(C) Maintain such records as will show the name, title, and address of
each person upon whom the Order has been served, as described in subparagraphs
VII(A) and VII(B) of this Order, together with the date on which service was
made;

The ﬁbligations set forth in subparagraphs VII(B) and VII(C) shall
remain in effect until the date of expiration of U.S. Letters Patent
4,446,436,

VII1
(Confidentiality)

Information obtained by means provided for in Sections V and VI of this
Order will be made available only to the Commission and its authorized
representatives, will be entitled to confidential treatment, and will not be
divulged by any authorized representative of the Commission to any person
other than duly authorized representatives of the Commission, except as may be

required in the course of securing compliance with this Order, or as otherwise
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required by law. Disclosure hereunder will not be made by the Commission
without ten (10) days prior notice in writing to Respondent.
IX
(Enforcement)

Violation of this Order may result in any of the actions specified in
section 211.56 of the Commission’s Interim Rules of Practice and Procedure, 19
C.F.R. § 211.56, including an action for.civil penalties in accordance with
section 337(£f) of the Tariff Act of 1930, 19 U.S.C. & 1337(f), and any other
action as the Commission may deem appropriate. In determining whether
Respondent is in violation of this Order, the Commission may infer facts
adverse to Respondent if Respondent fails to provide adequaie or timely
information. -

X
(Modification)

The Commission may amend this Order on its own motion or in accordance
with the procedure described in section 211.57 of the Commission’s Interim
Rules of Practice and Procedure, 19 C.F.R. § 211.57.

X1
(Bonding)

The conducf prohibited by Section III of this Order may be continued
during the period in which this Order is under review by the President
pursuant to section 337(j) of the Tariff Act of 1930 (19 U.S.C. § 1337(j)),
éubject to the posting of a bond in the amount of $0.08 per covered product.
This bond provision does not apply to conduct that is otherwise permitted by
Section IV of this Order. Infringing products imported on or after June 9,

1993, are subject to the entry bond as set forth in the limited exclusion
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order issued by the Commission on June 9, 1993, and are not subject to this
bond provision. »

The bond is to be posted in accordance with the procedures established
by the Commission for the posting of bonds by complainants in connection with
the issuance of temporary exclusion orders. See Commission Interim Rule
210.58, 19 C.F.R. § 210.58. The bond and any accompanying documentation is to
be provided to and approved by the Commission prior to the commencement of
conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the Presiéent approves, or
does not disapprove within the Presidential review period, the Commission’s
Orders of June 9, 1993, or any subsequent final order issued after the
completion.of Investigation 337-TA-337, unless the U.S. Court of Appeals for
the Federal Circuit, in a final judgment, reverées any Commission final
determination and order on appeal, or unless the products subject to this bond
are exported or destroyed, and certification to that effect satisfaétory to
the Commission is provided.

The bond is to be released in the event the President disapproves this
Order and no subsequent order is issued by the Commission and approved, or not
disapproved,.by the President, upon service on Respondent of an Order issued

by the Commission based upon application therefor made to the Commission.

By order of the Commission.

Kw(/ 05, 2
Paul R. Bardos
Acting Sgcretary

Issued: June 22, 1993






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of
Investigation No. 337-TA-337
CERTAIN INTEGRATED CIRCUIT
TELECOMMURICATION CHIPS

AND PRODUCTS CONTAINING SAME
INCLUDING DIALING APPARATUS

N ot N S ot N NS S

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT Conair Corporation, 150 Milford Road,
East Windsor, New Jersey, 08250, cease and desist in the United States from
any unlicensed assembling, testing, marketing, distributing, offering for
sale, selling, or otherwise transferring (except for exportation) of imported
integrated circuit telecommunication chips covered by claims 1, 2, 3, or &4 of
U.S. Letters‘Patent 4,446,436, and low end telephqnes or ;elephone sets
containing such chips, in violation of section 337 of the Tariff Act of 1930,
as amended, 19 U.S.C. § 1337.
I.
(Definitions)

As used in this Order:

(A) "Commission” shall mean the United States International Trade
Commission.

(B) 'Cqmplainant“ shall mean SGS-Thomson Microelectronics, Inc. (ST),
1310 Electronics Drive, Carrollton, Texas, 75006.

(C) "Respondents” shall mean the party set forth in the first paragraph

of this Order.



(D) "Person" shall mean an individual, or any non-governmental
partnership, firm, association, corporation,-o£ other legal or business entity
other than the above Respondent or its majority owned and/or controlled
subsidiaries; their successors, or assigns.

(E) "United States" shall mean the fifty States, the District of
Columbia, and Puerto Rico;

(F) "Covered product" shall mean (a)‘integrated circuit
telecommunication chips covered by claims 1, 2, 3, or 4 of U.S. Letters Patent
4,446,436 manufactured by or on behalf of Hualon Microelectronics Corp., No. 1
R & D Road, Sec. 4, Science-Based Industrial Park, Hsin Chu City, Taiwan, and
(b) any imported low end telephone or telephone set which contains an
integrated circuit telecommunication chip or chips covered by claims 1, 2, 3,
or 4 of U.S. Letters Patent 4,446,436 manufactured by or on behalf of Hualon
.Microelectronics Corp., No. 1 R&D Road, Sec. 4, Science-Based Industrial Park,
Hsin Chu City, Taiwan.

(G) "Low end telephone or telephone set" shall mean any telephone or
telephone set currently entered into the United States under HISUS numbers
8517.10.00.20, 8517.10.00.40, or 8517.10.00.70. "Low end telephone or
telephone set" shall not mean any telephone or telephone set containing one or
more of the following features: auto#ial, call transfer, conferencing, call
waiting, or visual display (such as LCD display).

I1
(Applicability)

The prévisions of this Cease and Desist Order shall apply to Respondent

and to its principals, stockholders, officers, directors, employees, agents,

licensees, distributors, controlled (whether by stock ownership or otherwise)

-2. -



and/or majority owned business entities, successors and assigns, and to each
of them, in accordance with Section VII hereéf.
I11
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited
by this Order: Respondent shall not assemble, test, market, distribute, offef
for sale, sell, or otherwise transfer (except for exportation) covered
products, for the remaining term of U.S. Letters Patent 4,446,436. U.S.
Letters Patent 4,446,436 is scheduled to expire on May 1, 2001, subject to
applicable law.

v
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct
otherwise prohibited by the terms of this Order shall be permitted if, in a
written instfument, Complainant licenses or authorizes such speéific conduct,
or such specific conduct is related to the importation or sale of covered
products by or for the United States.

v
(Reporting)

Respondent shall each submit quarterly reports during the period
commencing on June 9, 1993, and extending through the remaining term of U.S.
Letters Patent 4,446,436. The first report of Respondent shall be submitted
within 60 days of the issuance of this Order. Thereafter, reports shall be
submitted within 21 days of the close of each quarter. This reporting
requirement shall continue in force until the expiration of U.S. Letters

Patent 4,446,436 on May 1, 2001, unless, pursuant to subsection (j) of section
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337 of the Tariff Act of 1930, the President notifies the Commission within 60
days after the date he receives this Order, th;t he disapproves this Order.

Respondent shall report to the Commission its importation and sales in
the United States, measured in units and in U.S. dollars, of covered products,
if any, during the reporting period in question.

Any failure to report shall constitute a violation of this Order.

VI.
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent
shall retain aﬁy and all records relating to the sale, offer for sale,
marketing, or distribution in the United States of covered-products,-made and
received in the usual and ordinary course of business, whether in detail or in
summary form, for a period of two years from the close of the fiscal year to
which they pertain.

(B)-For the purposes of determining or securing compliance with this
Order and for no other purpose, and subject to any privilege recognized by the
Federal Courts of the United States, duly authorized representatives of the
Commission shall, upon reasonable written notice by the Commission or its
staff, be permitted access and the right to inspect and copy in the principal
offices of Respondent during office hours, and in the presence of counsel or
other representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, financial reports, and other records and documents,
both in detail and in summary form, for the purpose of verifying any matter or
statement contained in the reports required to be retained under subparagraph

VI(A) of this Order.



ViI
(Service of Cease and D;sist Order)

Respondent is ordered and directed to:

(A) Serve, within thirty (30) days after the effective date of this
Order, a copy of this Order upon each of its officers, directors, managing
agents, agents, and employees who have any responsibility for the marketing,
distribution, or sale of covered products in the United States;

(B) Serve, within thirty (30) days after the succession of any persons
referred to in subparagraph VII(A) of this Order, a copy of the Order upon
each successor; and

(C) Maintain such records as will show the name, tiﬁle, and address of
each person upon whom the Order has been served, as described in.subparagfaphs
VII(A) and VII(B) of this Order, together with the date on which service was
made.

The obligations set forth in subparagraphs VII(B) and VII(C) shall
remain in effect until the date of expiration of U.S. Letters Patent
4,446,436,

VIII
(Confidentiality)

Information obtained by means provided for in Sections V and VI of this
Order will be made available only to the Commission and its authorized
representatives, will be entitled to confidential treatment, and will not be
divulged by any authorized representative of the Commission to any person
other than dﬁly authorized representatives of the Commission, except as may be

required in the course of securing compliance with this Order, or as otherwise



required by law. Disclosure hereunder will not be made by the Commission
without ten (10) days prior notice in writing t; Respondent.
X
(Enforcement)

Violation of this Order may result in any of the actions specified in
section 211.56 of the Commission’s Interim Rules of Practice and Procedure, 19
C.F.R. § 211.56, including an action for.civil penalties in accordance with
section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and any other
action as the Commission may deem appropriate. In determining whether
Respondent is in violation of this Order, the Commission may infer facts
adverse to Respondent if Respondent fails to provide adequaﬁe-or timely
information.

X
(Modification)

The Commission may amend this Order on its own motion or in accordance
with the procedure described in section 211.57 of the Commission’s Interim
Rules of Practice and Procedure, 19 C.F.R. § 211.57. |

X1
(Bonding)

The coﬁduct prohibited by Section 11l of this Order may be continued
during the period in which this Order is under review by the President
pursuant to section 337(j) of the Tariff Act of 1930 (19 U.S.C. § 1337(j)),
subject to the posting of a bond in the amount of $0.08 per covered product.
This bond provision does not apply to conduct that is otherwise permitted by
Section IV of this Order. Infringing products imported on or after June 9,

1993, are subject to the entry bond as set forth in the limited exclusion
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order issued by the Commission on June 9, 1993, and are not subject to this
bond provision. »

The bond is to be posted in accordance with the procedures established
by the Commission for the posting of bonds by complainants in connection with
the issuance of temporary exclusion orders. See Commission Interim Rule
210.58, 19 C.F.R. § 210.58. The bond and any accompanying documentation is to
be provided to and approved by the Commission prior to the commencement of
conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or
does not disapprove within the Presidential review period, the Commission's
Orders of June 9, 1993, or any subsequent final order issued after the
completion of Investigation 337-TA-337, unless the U.S. Court of Appeals for
the Federal Circuit, in a final judgment, reverses any Commission final
determination and order on appeal, or unless the products subject to this bond
are exported or destroyed, and certification to that effect satisfactory to
the Commission is provided.

The bénd is to be released in the event the President disapproves this
Order and no subsequent order is issued by the Commission and approved, or not
disapproved, by the President, upon service on Respondent of an Order issued

by the Commission based upon application therefor made to the Commission.

By order of the Commission.

/
KMG 2 [Bnri2
Paul R. Bardos
Acting Secretary

Issued: June 22, 1993






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of
Investigation No. 337-TA-337
CERTAIN INTEGRATED CIRCUIT
TELECOMMUNICATION CHIPS

AND PRODUCTS CONTAINING SAME
INCLUDING DIALING APPARATUS

LA SEA AT AT AW LW A WY

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT Columbia Telecommunications Group, Inc.,
395 Atlantic Avenue, East Rockaway, New York, 11518, cease_and desist in the
United States from any unlicensed assembling, testing, marketing,
distributing, offering for sale, selling, or otherwise transferring (except
for exportation) of imported integrated circuit telecommumication chips
covered by claims 1, 2, 3, or 4 of U.S. Letters Patent 4,446,436, and low end
telephones or telephone sets containing such chips, in violation of section
337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.
I.
(Definitions)

As used in this Order:

(A) "Commission™ shall mean the United States International Trade
Commission.

(B) "Complainant" shall mean SGS-Thomson Microelectronics, Inc. (ST),
1310 Electroﬁics Drive, Carrollton, Texas, 75006.

(C) "Respondents" shall mean the party set forth in the first paragraph

of this Order.



(D) "Person" shall mean an individual, or any non-govermmental
partnership, firm, association, corporationm, or-other legal or business entity
other than the above Respondent or its majority owned and/or controlled
subsidiaries, their successors, or assigns.

(E) "United States" shall mean the fifty States, the District of
Columbia, and Puerto Rico;

(F) "Covered product"” shall mean (a) integrated circuit
telecommunication chips covered by claims 1, 2, 3, or 4 of U.S. Letters Patent
4,446,436 manufactured by or on behalf of Hualon Microelectronics Corp., No. 1
R & D Road, Sec. 4, Science-Based Industrial Park, Hsin Chu City, Taiwan, and
(b) any imported low end telephone or telephone set which céntains an
integrated circuit telecommunication chip or chips covered by claims 1, 2, 3,
or 4 of U.S. Letters Patent 4,446,436 manufactured by or on behalf of Hualon
Microelectronies Corp., No. 1 R&D Road, Sec. 4, Science-Based Industrial Park,
Hsin Chu City, Taiwan.

(G) "Low end telephone or telephone set" shall mean ahy telephone or
telephone set currently entered into the United States under HTSUS numbers
8517.10.00.20, 8517.10.00.40, or 8517.10.00.70. "Low end telephone or
telephone set" shall not mean any telephone or telephone set containing one or
more of the following features: autodial, call transfer, conferencing, call
waiting, or visual display (such as LCD display).

I1
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent

and to its principals, stockholders, officers, directors, employees, agents,

licensees, distributors, controlled (whether by stock ownership or otherwise)
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and/or majority owned business entities, successors and assigns, and to each
of them, in accordance with Section VII hereof.
III
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited
by this Order: Respondent shall not assemble, test, market, distribute, offer
for sale, sell, or otherwise transfer (except for exportation) covered
products, for the remaining term of U.S. Letters Patent 4,446,436. U.S.
Letters Patent 4,446,436 is scheduled to expire on May 1, 2001, subject to
applicable law.

Iv
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct
otherwise prohibited by the terms of this Order shall be permitted if, in a
written iﬁstrument, Complainant licenses or authorizes such specific conduct,
or such specific conduct is related to the importation or sale of covered
products by or for the United States.

v
(Reporting)

Respondent shall each submit quarterly reports during the period
commencing on June 9, 1993, and extending through the remaining term of U.S.
Letters ?ateht 4,446,436, The first report of Respondent shall be submitted
within 60 days of the issuance of this Order. Thereafter, reports shall be
submitted within 21 days of the close of each quarter. This reporting
requirement shall continue in force until the expiration of U.S. Letters

Patent 4,446,436 on May 1, 2001, unless, pursuant to subsection (j) of section
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337 of the Tariff Act of 1930, the President notifies the Commission within 60
days after the date he receives this Order, th;t he disapproves this Order.

Respondent shall report to the Commission its importation and sales in
the United States, measured in units and in U.S. dollars, of covered products,
if any, during the reporting period in question.

Any failure to report shall constitute a violation of this Order.

VI.
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent
shall retain any and all records relating to the sale, offer for sale,
marketing, or distribution in the United States of covered froducts, made and
received in the usual and ordinary course of business, whether in detail or in
summary form, for a period of two years from the close of the fiscal year to
which they pertain.

(B) For the purposes of determining or securing compliance with this
Order and for no other purpose, and subject to any privilegé recognized by the
Federal Courts of the United States, duly authorized representatives of the
Commission shall, upon reasonable written notice by the Commission or its
staff, be permitted access and the right to inspect and copy in the principal
offices of Respondent during office hours, and in the presence of counsel or
other representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, financial reports, and other records and documents,
both in detail and in summary form, for the purpose of verifying any matter or
statement contained in the reports required to be retained under subparagraph

VI(A) of this Order.



Vil
(Service of Cease and Désist Order)

Respondent is ordered and directed to:

(A) Serve, within thirty (30) days after the effective date of this
Order, a copy of this Order upon each of its officers, directors, managing
agents, agents, and employees who have any responsibility for the marketing,
distribution, or sale of covered products in the United States;

(B) Serve, within thirty (30) days after the succession of any persoms
referred to in subparagraph VII(A) of this Order, a copy of the Order upon
each successor; and

(C) Maintain such records as will show the name, title. and address of
each person upon whom_the Order has been served, as described in subparagraphs
VII(A) and VII(B) of this Order, together with the date on which service was
made.

The obligations set forth in subparagraphs VII(B) and VII(C) shall
remain in effect until the date of expiration of U.S. Letters Patent
4,446,436,

VIII
(Confidentiality)

Information obtained by means provided for in Sections V and VI of this
Order will be made available only to the Commission and its authorized
representatives, will be entitled to confidential treatment, and will not be
divulged by ﬁny authorized representative of the Commission to any person
other than duly authorized representatives of the Commission, except as may be

required in the course of securing compliance with this Order, or as otherwise



required by law. Disclosure hereunder will not be made by the Commission
without ten (10) days prior notice in writing éo Respondent.
IX
(Enforcement)

Violation of this Order may result in any of the actions specified in
section 211.56 of the Commission’s Interim Rules of Practice and Procedure, 19
C.F.R. § 211.56, including an action for.civil penalties in accordance with
section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(£f), and any other
action as the Commission may deem appropriate. In determining whether
Respondent is in violation of this Order, the Commission may infer facts
adverse to Respondent if Respondent fails to provide adequaﬁe-or timely
information.

X
(Modification)

The Commission may amend this Order on its own motion or in accordance
with the procedure described in section 211.57 of the Commission’s Interim
Rules of Practice and Procedure, 19 C.F.R. § 211.57.

X1
(Bonding)

The conduct prohibited by Section III of this Order may be continued
during the period in which this Order is under review by the President
pursuant to section 337(j) of the Tariff Act of 1930 (19 U.S.C. § 1337(j)),
subject to the posting of a bond in the amount of $0.08 per covered product.
This bond provision does not apply to conduct that is otherwise permitted by
Section IV of this Order. Infringing products imported on or after Jume 9,

1993, are subject to the entry bond as set forth in the limited exclusion
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order issued by the Commission on June 9, 1993, and are not subjecﬁ to this
bond provision. .

The bond is to be posted in accordance with the procedures established
by the Commission for the posting of bonds by complainants in connection with
the issuance of temporary exclusion orders. See Commission Interim Rule
210.58, 19 C.F.R. § 210.58. The bond and any accompanying documentation is to
be provided to and approved by the Commission prior to the commencement of
conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or
does not disapprove within the Presidential review period, the Commission’'s
Orders of June 9, 1993, or any subsequent final order issued after the
completion of Investigation 337-TA-337, unless the U.S. Court of Appeals for
the Federal Circuit, in a final judgment, reverses any Commission final
determination and order on appeal, or unless the products subject to this bond
are exported or destroyed, and certification to that effect satisfactory to
the Commission is provided.

The bond is to be released in the event the President disapproves this
Order and no subsequent order is issued by the Commission and approved, or not
disapproved, by the President, upon service on Respondent of an Order issued

by the Commission based upon application therefor made to the Commission.

By order of the Commission.

N
Paul R. Bardos
Acting Secretary

Issued: June 22, 1993






UNITED STATES INTERNATIONAL ‘TRADE COMMISSION
Washington, DC 20436

In the Matter of
Investigation No. 337-TA-337
CERTAIN INTEGRATED CIRCUIT
TELECOMMUNICATION CHIPS

AND PRODUCTS CONTAINING SAME
INCLUDING DIALING APPARATUS

L T A ST AT AW

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT North American Foreign Trading
Corporation (NAFIC), 1115 Broadway, New York, New York, 10610, cease and
desist in the United States from anyvunlicensed assembling, testing,
marketing, distributing, offering for sale, selling, or otherwise transferring
(except for exportation) of imported integrated circuit telecommunication
chips covered by claims 1, 2, 3, or 4 of U.S. Letters Patgnt 4,446,436, and
low end telephones or telephone sets containing such chips, in violation of
section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.
I.
(Definitions)

As used in this Order:

(A) "Commission"™ shall mean the United States Intermational Trade
Commission.

(B) "Complainant" shall mean SGS-Thomson Microelectronics, Inc. (ST),
1310 Electronics Drive, Carrollton, Texas, 75006. |

) "Réspondents" shall mean the party set forth in the first paragraph

of this Order.



(D) "Person" shall mean an individual, or any non-governmental
partnership, firm, a;sociatién, corporation, o? othef legal or business entity
other than the above Respondent or its majority owned and/or controlled
subsidiaries, their successors, or assigns.

(E) "United States" shall mean the fifty States, the Di;trict of
Columbia, and Puerto Rico;

(F) "Covered product"” shall mean (a) integrated circuit
telecommunication chips covered by claims 1, 2, 3, or 4 of U.S. Letters Patent
4,446,436 manufactured by or on behalf of Hualon Microelectronics Corp., No. 1
R & D Road, Sec. 4, Science-Based Industrial Park, Hsin Chu City, Taiwan, and
(b) any imported low end telephone or telephone set which éontains an
integrated circuit telecommunication chip or chips covered by claims 1, 2, 3,
or 4 of U.S., Letters Patent 4,446,436 manufactured by or on behalf of Hualon
Microelectronics Corp., No. 1 R&D Road, Sec. 4, Science-Based Industrial Park,
Hsin Chu dity, Taiwan.

(G) "Low end telephone or telephone set" shall mean ény telephone or
telephone set currently entered into the United States under HTSUS numbers
8517.10.00.20, 8517.10.00.40, or 8517.10.00.70. "Low end telephone or
telephone set" shall not mean any telephone or telephone set containing one or
more of the following features: autodial, call transfer, conferencing, call
waiting, or visual display (such as LCD display).

11
(Applicability)

The provisions of this Cease and Desist Order shall apply to Respondent

and to its principals, stockholders, officers, directors, employees, agents,

licensees, distributors, controlled (whether by stock ownership or otherwise)
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and/or majority owned business entities, successors and assigns, and to each
of them, in accordance with Section VII hereAf.
II1
(Conduct Prohibited)

The following conduct of Respondent in the United States is prohibited
by this Order: Respondent shall not assemble, test, market, distribute, offer
for sale, sell, or otherwise transfer (except for exportation) covered
products, for the remaining term of U.S. Letters Patent &4,446,436. U.S.
Letters Patent 4,446,436 is scheduled to expire on May 1, 2001, subject to
applicable law.

v
(Conduct Permitted)

Notwithstanding any other provision of this Order, specific conduct
otherwise prohibited by the terms of this Order shall be permitted if, in a
written instrument, Complainant licenses or authorizes such specific conduct,
or such specific conduct is related to the importation or sale of covered
products by or for the United States.

| v
(Reporting)

Respondent shall each submit quarterly reports during the period
commencing on June 9, 1993, and extending through the remaining term of U.S.
Letters Patent 4,446,436, The first report of Respondent shall be submitted
within 60 days of the issuance of this Order. Thereafter, reports shall be
submitted within 21 days of the close of each quarter. This reporting
requirement shall continue in force until the expiration of U.S. Letters

Patent 4,446,436 on May 1, 2001, unless, pursuant to subsection (j) of section
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337 of the Tariff Act of 1930, the President notifies the Commission within 60
days after the date he receives this Order, tha£ he disapproves this Order.

Respondent shall report tb the Commission its importation and sales in
the United States, measured in units and in U.S. dollars, of covered products,
if any, during the reporting period in question. |

Any failure to report shall constitute a violation of this Order.

VI.
(Recordkeeping and Inspection)

(A) For the purpose of securing compliance with this Order, Respondent
shall retain any and all records relating to the sale, offer for sale,
marketing, or distribution in the United States of covered froducts, made and
received in -the usual and ordinary course of business, whether in detail or in
summary form, for a period of two years from the close of the fiscal year to
which they pertain.

(B) For the purposes of determining or securing compliance with this
Order and for no other purpose, and subject to any privilege recognized by the
Federal Courts of the United States, duly authorized representatives of the
Commission shall, upon reasonable written notice by the Commission or its
staff, be permitted access and the right to inspect and copy in the principal
offices of Respondent during office hours, and in the presence of counsel or
other representatives if Respondent so chooses, all books, ledgers, accounts,
correspondence, memoranda, financial reports, and other records and documents,
both in detail and in summary form, for the purpose of verifying any matter or
statement contained in the reports required to be retained under subparagraph

VI(A) of this Order.

-4-



Vil
(Service of Cease and D;sist Order)

Respondent is ordered and directed to:

(A) Serve, within thirty (30) days after the effective date of this
Order, a copy of this Order upon each of its officers, directors, managing
agents, agents, and employees who have any responsibility for the marketing,
distribution, or sale of covered products in the United States;

(B) Serve, within thirty (30) days after the succession of any persons
referred to in subparagraph VII(A) of this Order, a copy of the Order upon
each successor; and

(C) Maintain such records as will show the name, title, and address of
each person upon whom the Order has been served, as described in subparagraphs
VII(A) and VII(B) of this Order, together with the date on which service was
made.

The obligations set forth in subparagraphs VII(B) and VII{C) shall
remain in effect until the date of expiration of U.S. Letters Patent
4,446,436,

VIII
(Confidentiality)

Information obtained by means provided for in Sections V and VI of this
Order will be made available only to the Commission and its authorized
representatives, will be entitled to confidential treatment, and will not be
divulged by any authorized representative of the Commission to any person
other than duly authorized representatives of the Commission, except as may be

required in the course of securing compliance with this Order, or as otherwise



required by law. Disclosure hereunder will not be made by the Commission
without ten (10) days prior notice in writing t; Respondent.
IX
(Enforcement)

Violation of this Order may result in any of the actions specified in
section 211.56 of the Commission’s Interim Rules of Practice and Procedure, 19
C.F.R. § 211.56, including an action for.civil penalties in accordance with
section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and any other
action as the Commission may deem appropriate. In determining whether
Respondent is in violation of this Order, the Commission may infer facts
adverse to Respondent if Respondent fails to provide adequaﬁe.or timely
information.

X
(Modification)

The Commission may amend this Order on its own motion or in accordance
with the procedure described in section 211.57 of the Commission’s Interim
Rules of Practice and Procedure, 19 C.F.R. § 211.57.

X1
(Bonding)

The conduct prohibited by Section III of this Order may be continued
during the period in which this Order is under review by the President
pursuant to section 337(j) of the Tariff Act of 1930 (19 U.S.C. § 1337(j)),
subject to the posting of a bond in the amount of $0.08 per covered product.
This bond provision does not apply to conduct that is otherwise permitted by
Section IV of this Order. Infringing products imported on or after June 9,

1993, are subject to the entry bond as set forth in the limited exclusion

-6-



order issued by the Commission on June 9, 1993, and are not subject to this
bond provision. -

The bond is to be posted in accordance with the procedures established
by the Commission for the posting of bonds by complainants in comnection with
the issuance of temporary exclusion orders. See Commission Interim Rule
210.58, 19 C.F.R. § 210.58. The bond and any accompanying documentation is to
be provided to and approved by the Commission prior to the commencement of
conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the President approves, or
does not disapprove within the Presidential review period, the Commission's
Orders of June 9, 1993, or any subsequent final order issued after the
completion of Investigation 337-TA-337, unless the U.S. Court of Appeals for
the Federal Circuit, in a final judgment, reverses any Commission final
determination and order on appeal, or unless the products subject to this bond
are exported or destroyed, and certification to that effect satisfactory to
the Commission is provided.

The bond is to be released in the event the President disapproves this
Order and no subsequent order is issued by the Commission and approved, or not
disapproved, by the President, upon service on Respondent of an Order issued

by the Commission based upon application therefor made to the Commission.

By order of the Commission.

ff.«/ﬂ/%%

Paul R. Bardos
Acting Secretary

Issued: June 22, 1993
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of
Investigation No. 337-TA-337
CERTAIN INTEGRATED CIRCUIT TELECOMMUNICATION
CHIPS AND PRODUCTS CONTAINING SAME,
INCLUDING DIALING APPARATUS

N Nt e Nt Nt

COMMISSION OPINION ON THE ISSUES UNDER REVIEW AND
ON REMEDY, THE PUBLIC INTEREST, AND BONDING
I. INTRODUCTION

This inéestigation is before us for final disposition of certain issues
contained in an initial determination (ID) that we determined to review on
April 27, 1993. After review of those issues, we determine that a violation
of Section 337 exists and that the appropriate remedy is a limited exclusion
order and cease and desist orders, that the public interest does not preclude
the issuance of that remedy, and that the amount of the bond during the 60-
day Presidential review period shall be $0.08 per unit.

II. PROCEDURAL HISTORY

On March 5, 1992, SGS-Thomson, Inc. (ST) filed a complaint under section
337 of the Tariff Act of 1930, 19 U.S.C. § 1337, alleging unfair acts in the
importation and sale of certain integrated circuit telecommunication chips and
products containing such chips. The complaint alleged infringement of three
U.S. patents: U.S. Letters Patent Nos. 4,061,886 (’/886 patent), 4,315,108
(108 patent), and 4,446,436 (’436 patent), and the existence of an industry

in the United States as required by subsection (a) (2) of section 337. We



PUBLIC VERSION
instituted an investigation of ST’'s complaint by Aotice publisghed in the
Federal Register on April 8, 1992. 57 Fed. Reg. 11966-67 (1932).

The ’'886 patent, the ’108 patent, and the ‘436 patent generally relate
to integrated circuit chips used to generate the dual tone multifrequency
(DTMF) signals used in most touch tone telephones.

The notice of investigation named the following 12 companies as
respondents: Winbond Electronics Corp.; Winbond North America Corp.; United
Microelectronics Corp.; Hualon Microelectronics Corp. (Taiwan and U.S.);
Kingtel Telecommunication Corp.; North American Foreign Trade; A&A Int'l,
Inc.; Conair Corp.; Lonestar Technologies, Ltd.; Spectra Merchandising Int’l;
and Columbia Telecommunication Group, Inc.. SMC Microtronic Co. Ltd. and
Tranbon were added as respondents after institutién. 57 Fed. Reg. 33520-21
and 38855-56 (1992).

Respoﬁdents United Microelectronics Corp. (OMC), Hualon Microelectronics
Corps. (HMC), and Winbond Electronics Corp. were alleged to manufacture
infringing chips abroad; respondents Kingtel, SMC Microtronic, and Tranbon
were alleged to incorporate these chips into telephones; and the remaining
respondents were alleged to import such telephones into the United States and
sell them here.!

In the ID, the presiding administrative law judge (ALJ) found a

violation of section 337 based on his finding that respondents have infringed

1. During the course of the investigation, respondents A&A International
Inc., 57 Fed. Reg. 57077 (1992), and Winbond Electronics Corporation and
Winbond Electronics North America Corporation were terminated, 58 Fed. Reg.
19467 (1993); Hualon Microelectronics Corp. of California, 58 Fed. Reg. 11244
(1993) was dismissed; and respondent Kingtel was found to be in default, 58
Fed. Reg. 4181 (1993).
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dependent claims 2, 3, and 4 of the 436 patent: However, the ALJ found no
violation with respect to any claim in controversy of either the ‘108 patent
or the '886 patent, or with respect to independent claims 1 and 6 of the ‘436
patent.

On April 27, 1993, we issued a notice of review of certain limited
portions of the ID with regard to three patent issues. 58 Fed. Reg. 26004-06
(1993). In that notice of review, we set forth the patent issues for review
as follows: (1) whether the ‘108 patent is valid under the enablement and best
mode provisions of 35 U.S.C. § 112, first paragraph; (2) whether the ALJ
properly construed the claims at issue of the ’886 patent; and (3) whether
claims 1 and/or 6 of the ‘436 patent are invalid as obvious under 35 U.S.C.

§ 103 and, if not, whether a violation of section 337 exists as to those
claimg. By reviewing only certain limited portions of the ID, we adopted the
majority of ﬁhe ALJ’'s findings.z We received briefs from the parties on those
issues, and on the issues of remedy, the public interest, and bonding.

After consideration of the arguments and evidence on the issues under
review, we affirm in part and modify in part the ALJ’s findings on enablement
and best mode with respect to the ‘108 patent; we modify in part the ALJ’s
findings on claim construction and affirm his findings of non-infringement
with respect to the ’886 patent; and we affirm the ALJ’'s invalidity finding of

claim 6 of the '436 patent and reverse the ALJ’s invalidity finding of claim 1

2. The Commission adopted the ALJ’'s thorough and well reasoned findings with
regard to: (1) non-infringement, enforceability, validity over the prior art,
and domestic industry for the ‘108 patent; (2) validity, enforceability, and
domestic industry for the ’886 patent; and (3) infringement, enforceability,
and domestic industry with regard to all asserted claims, and validity with
regard to claims 2, 3, and 4 for the ‘436 patent.

3
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of the ’'436 patent. We also find a violation of section 337 with regpect to
claim 1.3

III. THE VIOLATION ISSUES UNDER REVIEW

A. The ‘108 Patent

1. Introduction

With regard to the ’108 patent, the ALJ found that the asserted claims
were not invalid (i.e., vélid) undexr 35 U.S.C. §§ 102 and 103 in view of the
prior art, but were invalid under 35 U.S.C. § 112 for failure to comply with
the enablement and best mode requirements. He also found that there was no
infringement of those claims. The ALJ made several alternate findings on
enablement and best mode, and it is those findings that we have reviewed.

Claim 1 of the ‘108 patent is the only asserted independent claim and
reads as follows:

1. A telephone communication system adapted to be powered

solely by telephone line inputs and including a multiple frequency

signal generator on a complementary symmetry, metal oxide,

semiconductor integrated circuitry chip for digitally synthesizing

a dual-tone sinusocidal representative signal of a selected key on

a keyboard comprising:

a keyboard decode means on the chip responsive to the keyboard for

generating a keyboard signal representative of the selected key;

means on the chip responsive to the keyboard signal for generating a
control signal in response to the selected key being enabled; and

3. Commissioner Brunsdale notes that the issues reviewed by the Commission
had no practical effect for the parties involved: not ocne chip more or less
would have been affected had the Commission’s decision on those issues been
decided differently. However, she recognizes at least the possibility that
the extension of the order to cover chips infringing claim 1 of the ’436
patent may at least theoretically have an effect in the future. Therefore,
she joins this opinion, but questions the pursuit of flawless determinations
on review, and suggests that the better course might be to adopt the findings
and conclusions of the ALJ that support the ultimate finding on violation, on
the basis of the petitions for review, rather than compel the parties to spend
enormous sums on lawyers for the sake of arguing what is literally dicta.

4
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common switching means on the chip responsive to the contrel signal for
performing the common switching functions of the telephone
communication system during generation of the sinusoidal
representative signal including means for enabling oscillatory
circuitry in said multiple frequency generator, means for
disabling an audio transmitter and means for attenuating the
output of a receiver.
Complainant’s Bxhibit-4 (CX-4) at col 26, lines 28-64.
The important claim element for purposes of our review is the "common
switching means," which includes "enabling means," "means for disabling," and
"means for attenuating." As recited in claim 1, the common switching means
must be "on the chip." The ALJ interpreted the common switching means such
that "the claimed telephone communication system comprises a common switching
means or elements that must be on the chip and must effectuate the functions
of enabling the oscillator, disabling the transmitter and attenuating the
receiver." 1ID at 11 (emphasis in original). We agree with and adopt the
ALJ’g interpretation of claim 1.

After construing claim 1, the ALJ then found that the ‘108 patent was
invalid under the enablement provision of 35 U.S.C. § 112, first para., for
failure to disclose how to make such a chip.‘ ID at S6.

The ALJ also found that the ‘108 patent was invalid under the best mode
requirement of 35 U.S.C. § 112 since the specification failed to disclose how
to make a chip having the means for enabling, the means for disabling, and the
means for attenuating "on the chip." 1ID at 56.

We agree with the ALJ’'s findings and analysis with regard to those

grounds for invalidity of the ‘108 patent and adopt them as our own.

4. The inability of the fabrication technology existing at the time of the
invention to incorporate both NPN and PNP transistors on the same chip is the
technical problem underlying this finding. See ID at 52-56.

5
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The ALJ also concluded that the ’108 patent'was invalid for lack of
enablement because of the combined effect of four specific deficiencies he
found in the specification. ID at 62. The four deficiencies are: (1) errors
in the specification; (2) failure to disclose an "arbitration" circuit; (3)
lack of detail with regard to a certain embodiment; and (4) failure to
disclose the relative amplitudes of the high group and low group tone signals
(i.e., the preemphasis requirement). Id.; see ID at 56-62 for a more detailed
explanation of the four deficiencies. The ALJ also found that the ’'108 patent
was invalid under the best mode requirement in view of the same four
deficiencies in the specification. 1ID at 62. We agree with the ALJ's
findings and analysis on enablement and best mode with respect to the first
three of the four deficiencies, but disagree with respect to the preemphasis
requirement, as discussed below.

2. The Preemphasgis Reguirement

In a dual tone multifrequency (DTMF) scheme, each button on the
telephone keypad has associated with it a unique pair of tones that are
generated when that button is depressed. Each unigue pair of tones consists
of a high frequency tone and a low frequency tone, and is used by the
telephone system to identify which button a user has depressed. The high
frequency tone is attenuated (i.e., reduced in amplitude) during transmission
by the telephone system. Therefore, to assure proper transmission by the
telephone system, the high frequency tone must be amplified or "preemphasized"
prior to transmission. See, e.g., Hearing Transcript'pp. 475-82 (Callahan),
pp. 1066-74 (Bodine); CX-26; CRX-75. There was evidence that the preemphasis

requirement was known in the telephony art due to its disclosure in a prior
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art telephony patent to Meacham® published in 1962, about 13 years before the
invention of the ’108 patent.

Whether a patent specification satisfies the enablement and best mode
requirements is evaluated through the eyes of one of ordinary sgkill in the
art. See, e.g.., Fromson v Advance Offget Plate, Inc., 720 F.2d 1565, 1574
(Fed. Cir. 1983). Well known principles and facts preferably should not be
disclosed in a patent. Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802
F.2d 1367, 1384 (Fed. Cir.), cert. denied 480 U.S. 831 (19%0). A patent is
not intended to be a production specification. DeGeorge v. Bernier, 768 F.2d4
1318, 1323 (Fed. Cir. 1985).

Turning now to the ID, the ALJ defined the level of ordinary skill as:

{/olne of ordinary skill in the art at the time of the purported

inventions disclosed in the ’108 patent would be an engineer with

a B.S. in electrical engineering and would have several years

experience in logic design of circuits of the kind described in

the ’108 patent.

ID Finding of Fact (FF) 21. In particular, with regard to the preemphasis
requirement, the ALJ found that --

[a] person of ordinary skill in the art in the relevant time

period would pot necesgsarily have to be skilled in the telephony

art but would have experience in logic and circuit designs. Such

a person would not have the knowledge that the amplitude of the

high group frequency signals has to be different from the

amplitude of the low group tone signals.
1D FF 22 (emphasis added). See ID FF 25. As can be seen, the ALJ’s

invalidity findings on nonenablement and best mode were based, in part, on his

conclusion that one of ordinary skill would not have known of the preemphasis

requirement.

5. U.S. Letters Patent 3,064,084 to Meacham; CX-14. Meacham was cited by the
patent examiner during the prosecution of the ’'108 patent.

7
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However, in In_re Naguin, 393 F.2d 863 (C.C:P.A. 1968), the U.S. Court
of Customs and Patent Appeals stated that:

{wlhen an invention, in its different aspects, involves digtinct

arts, that specification is adequate which enables the adepts of

each art, those who have the begt chance of being enabled, to

carry out the aspect proper to their specialty.
Id. at 866 (emphasis added). Since the asserted claims are clearly directed
to "a telephone communication system," and in view of Naguin, we disagree with
the ALJ’s findings of fact to the extent that those findings suggest that one
of ordinary skill would not be knowledgeable about well known principles of
telephony. One of ordinary skill would have been knowledgeable about
telephony, and would have been aware of pertinent telephony priﬁr art. Custom
Accessories, Inc. v. Jeffrey-Allan Indus.  Inc., 807 F.2d 955, 962 (Fed. Cir.
1986) ("The person of ordinary skill is a hypothetical person who is presumed
to be aware of all pertinent prior art."). Therefore, such a person would
have been aware of the prior art Meacham patent which disclosed the
preemphasis requirement.6 See Fig. 3 of U.S. Letters Patent 3,064,084 to
Meacham; CX-14. We disagree with the ALJ’s conclusion that one of ordinary
skill would not have known "that the amplitude of the high group frequency
signals has to be different from the amplitude of the low groﬁp tone signals,”
ID FF 21, i.e., would not have known about the preemphasis requirement.

Accordingly, we modify the ALJ's definition of the level of ordinary
skill and find that such a person would have been knowledgeable about

telephony and would have known of the preemphasis requirement. We adopt the

ALJ’'s definition of the level of ordinary skill in all other respects.

6. As noted gupra n.5, the patent examiner apparently considered Meacham to
be pertinent to the claims since he cited Meacham during prosecution.

8
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We also modify the ALJ’s independent find;ngs of invalidity on
enablement and best mode based upon the four deficiencies in the ‘108
specification to remove any reliance upon the last deficiency, i.e., the one
pertaining to the failure to disclose the preemphasis requirement. We adopt
the ALJ’s findings and analysis with regard to the first three specification
deficiencies and conclude that the ‘108 patent is invalid under tﬁé enablement
and best mode provisions based upon the combination of the remaining three
deficiencies in the specification of the ‘108 patent.

Finally, we disagree with the ALJ’s findings of fact to the extent they
suggest that the low frequency signal must be amplified ovef.the high
frequency signal. See ID FF 487 and 517-527. The ALJ clearly erred on this
point. Staff’s Physical Exhibit-7 at 30, lines 6-7 (Deposition transcript of
Woodworth stating that the high-frequency tone must be larger in amplitude
than the low-frequency tone). We vacate the ALJ’s findings of fact to the
extent necessary to clarify this point, and find that the pfeemphasis
requirement requires that the high frequency signal be amplified over the low
frequency signal.

B. The ’ Patent

1. Introduction

The ALJ found the ‘886 patent valid and enforceable. Howgver,'he found
no violation of section 337 because ST had not proven direct infringement, ID
at 31, and because it had not proven the additional elements necessary to

support findings of either contributory infringement, ID at 34, or induced

infringement, ID at 39-40.
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The ’'886 patent shares a common specificatisn with the 108 patent.
Independent claims 6 and 13 are directed to a signal generator for providing
an output signal representative of a keyboard selection. The signal generator
generally includes a keyboard means which generates pulses representative of
an actuated key and various electronic elements which cooperate to generate a
sine wave having a frequency representative of the selected key.

Independent claims 6 and 13 read as follows:

6. A signal generator for providing an output signal

representative of a keyboard selection, comprising:

keyboard means having actuable keys on said keyboard for generating
pulses representative of an actuated key of said keys;

reference means for generating a reference frequency signal;

means for dividing said reference frequency signal in response to said
pulses to generate a digital signal having a frequency
representative of said actuated key;

programmed logic array means having a memory matrix for generating
a plurality of digitally coded signals in response to said digital
signal, said digitally coded signals being representative of a
sinusoidal waveform having the frequency of said digital signal;
and

conversion means connected to the output of said programmed logic array
means for converting said digitally coded signals to an analog
sine wave having a frequency representative of said selected key.

13. A signal generator for providing an ocutput signal
representative of a keyboard selection, comprising:
keyboard means having actuable keys on said keyboard for generating
pulses representative of an actuated key of said keys;
reference means for generating a reference frequency signal;
means for dividing said reference frequency signal in response to said
pulses to generate a digital signal having a fregquency
representative of said actuated key; and
memory means having a plurality of stored codes representative
of a preselected waveform and actuable by said digital signal to
generate a large number of digitally coded signals closely TG
approximately (sic) said waveform having a frequency .
representative of said actuated key.

CX-3 at col 27, line 56 through col. 28, line 8 and at col 28, line 51-67. As

can be seen, the first three elements of both claims 6 and 13 identically

10
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recite the elements of "keyboard means, " "referéﬁce means, " and "means for
dividing." Claims 6 and 13 differ in their recitation of their last elements.

Fig. 1 of the ’'886 patent discloses a block diagram of a signal
generator circuit. The elements shown generally in the upper half of Fig. 1
generate a signal representative of the row of the depressed key, and the
elements shown generally in the lower half generate a signal representative of
the column of the depressed key. The reference oscillator 12 and the keyboard
circuit 14 provide signals to the elements in both the upper and lower half of
Fig. 1. See CX-3 at col. 3, line 62 through col. 4, line 38.

2. Claim Construction

We determined to review the AlLJ’s construction of the claims of the ’'886
patent, and now modify that construction as explained beléw. Respondents UMC
and HMC and the Commission investigative attorney (IA) argued that the
language of the claims requires that the output signal represents a gingle
kev, and complainant ST argued that the output signal represents the row or
column of a key. See ID at 22-26. ST further argued that the asserted claims
were a "subcombination" or, in other words, that the elements of the asserted
claims correspond to several, but not all, of the components shown in Fig. 1
of the ’'886 patent. ID at 23-24. 1In particular, ST argued that the asserted
claims generally covered either the upper or ldwer portion of the disclosed
circuit that generates the row tone or the column tone, respectively. ST’s
Petition For Review Of Initial Determination at 67-75.

The ALJ looked to the specification of the ’886 patent, its prosecution

history, and non-asserted claims 1 and 15 of the ’'886 patent to interpret the

11
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asserted claims. ID at 26-27. He agreed with tﬂe interpretation argued by
respondents and the IA and found that claims 6 and 13:

are construed as directed to a single signal frequency generator

which ultimately produces a single frequency output signal in

response to the pressing of a key which generator is an ’aspect of

the present invention’ (FF 50) in the ’'886 patent and which is

distinct from the dual tone multiple frequency (DTMF) tone

generator that is ‘another aspect of the present invention.
ID at 30-31. We agree with and adopt this construction.

The ALJ also undertook an analysis of ST’'s assertion that claims 6 and
13 are directed to a "subcombination" and analyzed several cases that
discussed whether subcombination claims had utility. ID at 27-30. After this
analysis, he made a contingent finding that the asserted claims "do not claim
subject matter which has utility, in the absence of components of the dual
tone multiple frequency generator." ID at 30. That finding was con£ingent
upon the acceptance of ST's asserte@ claim construction, which the ALJ did not
adopt. We do not believe that that contingent finding is necessary or
appropriate, and accordingly modify the ALJ’s claim construction as explained
below.

35 U.S.C. § 101 sets forth the basic requirements for the subject matter
that qualifies for patent protection and requires that all ciaims have

utility, or, in other words, define useful subject matter. When a properly

claimed invention meets at least one stated objective, utility under § 101 is

clearly shown. Raytheon Co. v. Roper Corp., 724 F.2d 951, 958 (Fed. Cir.
1983) gert. denied, 469 U.S. 835 (1984). The fact that an invention only has

limited ability and is operable in certain applications is not grounds for
finding lack of utility. Envirotech Corp. v. Al George, Inc., 730 F.2d 753,
762 (Fed. Cir. 1984).

12
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Prior to the issuance of the ID, neither éﬁmplainant ST nor respondents
UMC and HMC had presented arguments concerning whether the asserted claims
would have utility under ST’s claim construction. ST’s Response To The
Commission’s Request For Briefing On Certain Issues Relating To The Patents-
In-Suit at 12; UMC and HMC’s Written Submission In Response To Notice Of
Commission Decision To Review Certain Limited Portions Of An Initial
Determination at 10-11.

In view of the lack of development of the utility issue, and because we
view the ALJ’s contingent finding and analysis unnecessary to proper claim
construction, we vacate the contingent finding and the suppdrting analysis.7

As noted above, we adopt the ALJ’s claim interpretation, but not his
contingent finding that claims € and 13 would not have utility in the absence
of certain components. Furthermore, after consideration of the arguments and
review of thé evidence, we find that ST’s argument concerning the construction
of claims 6 and 13 is inconsistent with the language of the claims, the
specification, the prosecution history, and the non-asserted claims, and

therefore decline to adopt ic.8

7. We note that In re Simon, 302 F.2d 737, 133 U.S.P.Q. 524 (C.C.P.A. 1962),
the only case supporting the ALJ’s finding of non-utility, ID at 29-30, is
distinguishable from the present situation because the fields of technology
differ. Simon involved the utility of a chemical compound, and the ALJ’'Ss
contingent finding involves the utility of an electrical circuit which
generates a signal in response to the actuation of a key. See, e.9., Chisum,
Patents, § 4.01, at 4-2 ("[tlhis [utility] requirement is easily met with most
mechanical devices and processes but is a frequent problem with chemical
compounds and processes."); Simon, 302 F.2d at 740 ("there is little, if any,
resemblance between five reacting chemical compounds which form a new compound
and the mechanical elements of a machine."). In view of this distinction, we
would require further development and evidence before deciding this issue.

8. We vacate the second sentence of ID FF 329 since that sentence can only be
interpreted to support ST’s incorrect claim construction.

13
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c. The 436 Patent

1. Introduction

The ALJ found that independent claims 1 and 6 of the ‘436 patent were
invalid as obvious under 35 U.S.C § 103 in view of a combination of two prioxr
art patents -- U.S. Letters Patent 3,657,657 to Jefferson (RX-331) and U.S.
Letters Patent 4,281,319 to Roberts, Jr. (RX-330). The ALJ found that
dependent claims 2, 3, and 4 were valid, enforceable, and infringed. He also
found that a domestic industry exists with respect to those claims, and
therefore, found a violation of section 337.

We determined to review the ALJ’'s determination that cléims 1 and 6 were
invalid in view of the combination of Jefferson and Roberts. Claim 1 is
directed to a circuit for producing an analog signal. Claim 6 is directed to

a method for generating an analog signal.

2. Claim 1 of the '436 patent

Claim 1 is reproduced below:

1. A circuit for producing an analog signal, comprising:

first and second power terminals;

a multi-tap resistor connected between said first and second power
terminals;

a plurality of first switches formed into plural groups connected
respectively to the taps of said resistor; ‘

means responsive to a digital input signal for generating a plurality of
first control signals each controlling a separate group of said
first switches;

a plurality of second switches each connected to a plurality of said
first switches wherein each second switch is connected to no more
than one of said first switches within each of said groups of
firgt switches, and each first switch is connected to no more than
one of said second switches;

means responsive to said digital input signal for generating a plurality
of second control signals each controlling a separate group of
said second switches;

a plurality of third switches each connected to a plurality of said
second switches and to an output terminal wherein each third
switch is connected to no more than one of said second switches

14



PUBLIC VERSION

within each of said groups of second switches and each second
switch is connected to no more than one of said third switches;
and

means responsive to said digital input signal for generating a plurality

of third control signals for controlling said third switches
wherein the operation of said third switches connects said taps
one at a time to said output terminal to produce said analog
signal of said output terminal.
CX-5 at col. 5, line 6 through col. 6, line 11. Thus, independent claim 1
recites a multi-tap resistor, a first, second, and third set of switches, and
three means elements for generating first, second, and third control signals.
The three "means" elements of claim 1 are the focus of our review.

A patent is presumed valid. 35 U.S.C. § 282. The burden of proving
invalidity is on the party asserting it, and the burden must be carried by
clear and convincing evidence. Hybrite Inc. v. Monoclonal Antibodies
Inc., 802 F.2d 1367, 1375 (Fed. Cir. 1986).

In determining whether a claim is invalid over prior art, the
decisionmaker must, as a preliminarily matter, construe the claim to determine
its meaning. Kalman v. Kimberlvy-Clark Corp., 713 F.2d 760, 771 (Fed. Cir.
1983) cert. denied, 104 S.Ct. 1284 (1984). After the claim has been
construed, it may then be compared to the prior art. See id,

35 U.8.C. § 112, para. 6, specifically authorizes the use of "means-
plus-function" elements in a claim and provides that:

such claim shall be construed to cover the corresponding

structure, material, or acts described in the specification and

equivalents thereof.

When means-plus-function claims are being considered, the patent
specification must first be looked at to determine what disclosed structure
exactly corresponds to the recited function. Radio Steel & Mfg. v. MID

Products, Ing., 731 F.2d 840, 848 (FPed. Cir.) gert. denied, 469 U.S. 831
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(1984) . With regard toc the three "means" elements of claim 1, the ALJ
identified the exact structure disclosed in the specification that corresponds
to the recited functions. 1In particular, he found that:

[wlith reference to Fig. 1 of the ’436 patent the claimed means

responsive to a digital input signal for generating a plurality of

first control signals comprises elements 22, 24, 34, 36, 38, 46,

48, 50, and 52. Each of the first control signals controls a

separate group of the first switches. The control signals appear

on lines 66, 68, 70, and 72,

ID FF 764;

[fligure 1 of the ‘436 patent illustrates a means responsive to

the digital input signal for generating a plurality of second

contrcl signals as elements 26, 40, 58, and 60 with the second

control signals being on lines 74 and 76. The digital input

signal is present on lines 16 and 18,

ID FF 766; and

[fligure 1 of the ’'436 patent shows the means for generating a

plurality of third control signals as elements 20, 62, 64, and 66.

The third control signals occur on lines 78 and 80.

ID FF 771. We agree with and adopt the ALJ’s identification of the structure
disclosed in the ’436 patent specification that exactly corresponds to each of
the three "means" elements in claim 1.

35 U.S.C. § 112 requires that means-plus-function elements be construed
to cover the disclosed structure, identified above, and "equivalents" of that
structure. 35 U.S.C. § 112, para. €. The FederalyCircuit recently addressed
the scope of an equivalent under § 112, para. 6 in Valmont Indus Inc. v.
Reinke Mfg. Co., 983 F.2d 1039, 1043 (Fed. Cir. 1993), wherein it stated that

"[iln the context of section 112, however, an equivalent results from an

insubstantial change which adds nothing of significance to the structure. "’

9. We note that Valmont discusses § 112, para. 6 claim interpretation in an
' (continued...)
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Therefore, to fall within the scope of the eachsof the "means" elements in
claim 1, a structure must be identical to that disclosed in the ‘436
specification for the element or an equivalent which results from an
insubstantial change which adds nothing of significance to the structure.

We now turn to the question of whether claim 1 is rendered obvious in
view of the combination of Jefferson and Roberts. The criterion of
obviousness is set forth in 35 U.S.C. § 103. The leading decision on
obviousness is that of the Supreme Court in Graham v. John Deere Co., 383 U.S.
1 (1966), which sets out four factors which must be considered: (1) the scope
and content of the prior art; (2) the differences betwgen the prior art and
the claimed invention; (3) the level of ordinary skill in the pertinent art;
and (4) objective evidence of non-obviousness (the so-called "seccndary
considerations") .

The relevant prior art for purposes of our review of the ALJ’'s decision
is Jefferson and Roberts. Jefferson discloses a digital sine wave generator
which includes a block diagram representation of an up-down counter 23
connected to a sine wave decoder 25. An up-down control 24 senses the output
of up-down counter 23 and provides an output 34 to control the direction of
counting for the up-down counter. See Fig. 5 of Jefferson and col. 3, lines

1-11. 1In particular, the sine wave decoder 25 shown in Fig. 5 of Jefferson

includes eight AND gates (35, 40, 45, 50, 60, 65, 70, and 75) and two OR gates

9.(...continued)

infringement context whereas we interpret § 112, para. 6 for the purposes of
validity. We believe this distinction is unimportant since claims must be
interpreted in the same way for purposes of infringement as for validity.

E.g., W.L. Gore & Asgoc., v. Garlock, Inc., 842 F.2d 1275, 1279 (Fed. Cir.
1988).
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(55 and 80). That logic of Jefferson receives a éour-bit (including
complements) signal from the up-down counter 23 and outputs a four-bit signal
which is a stepwise approximation of a sine wave. See Jefferson at col 1,
line 55 through col. 2, line 43.

Roberts discloses a digital-to-analog converter which receives control
signals to control voltage selection off of a resistor tree. The teachings of
Roberts correspond to the non-means-plus-function elements in claim 1, and
therefore we have not discussed them in detail.

In order to combine two or more prior art references, there must be some
suggestion or motivation in the prior art to make that combinétion. Northern
Telecom Ingc. v. Datapoint Corp., 908 F.2d 931, 934 (Fed. Cir. 1990). The ALJ
provided a well reasonea analysis with appropriate findings to support his
conclusion that one of ordinary skill in the art would readily recognize the
suggestion to combine Roberts with Jefferson. 1ID at 83-85. We agree with and
. adopt that analysis.

We now look at the differences between the claimed invention and the
prior art, as required by Graham. Each of the three means elements of claim 1
generates a plurality of control signals.. Nothing in the Jefferson and
Roberts combination suggests generating three pluralities of control signals.
The sine wave decoder 25 of Jefferson simply receives a four-bit binary signal
with complements and outputs a binary representation of a stepwise
approximation of a sine wave.

Moreover, the sine wave decoder 25 shown in Fig. 5 of Jefferson involves
very different logic than that used by the each of the three means elements of

claim 1. Compare Fig. 5 of Jefferson (RX-331) with Fig. 1 of the ’436 Patent
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(CX-5). Since the logical function of the Jeff;rson circuitry differs
significantly from that of the relevant structure of the ’436 patent, we do
not believe that it is possible to meaningfully compare particular elements of
Jefferson with the structure corresponding to the individual means elements of
claim 1.

In view of the above described differences between claim 1 and the logic
of the Jefferson and Roberts combination, we conclude that the prior art
teachings of Jefferson clearly fall outside the scope of equivalents to be
afforded each of the three means elements of claim 1. We believe that such
differences do not amount to insubstantial changes which add nothing of
significance to the structure. Valmont, 983 F.2d at 1043. Therefore, we find
that the prior art fails to teach or suggest the three means elements of
claim 1.

In view of this analysis, we reverse the ID and find that the
differences between the invention of claim 1 and the combination of Jefferson
and Roberts would not have been cbvious to one of ordinary skill in the art.
Therefore, claim 1 has not been proven invalid."® we also find a violation of

section 337 with respect to that claim.M

3. Claim 6 of the ‘436 Patent

Claim 6 of the ’436 patent is a method claim and reads as follows:

10. With regard to the so-called "secondary considerations" of non-
obviousness, we find the evidence of record to be inconclusive.

11. The ALJ made findings that HMC’s chips contain all of the elements of
that claim, ID FF 728-763, that ST’'s chips practice that claim, ID FF 721-
727, and that those chips are imported, ID FF 1026-1089. We adopt those
findings.
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6. A method for generating an analog signal in response to a

digital input signal, comprising the steps of:

generating a plurality of discrete voltage signals;

generating a plurality of first command signals in response to said
digital input signal;

selectively routing a group of said discrete voltage signals through
a set of first switches in response to said first command signals
which operate said first switches;

generating a plurality of second command signals in response to said
digital input signal;

selectively routing a subgroup of said discrete voltage signals,
where said subgroup at discrete voltage signals is derived from
said group of discrete voltage signals, through a set of second
switches in response to said second command signals which operate
said second switches;

generating a plurality of third control signals in response to said
digital input signal;

selectively routing a one of said discrete voltage signals where
said one of said discrete voltage signals is derived from said
subgroup of discrete voltage signals, through a set of third
switches to an output terminal in response to said third control
signals which operate said third switches; and .

repeating the above steps to produce an analog output signal which
comprises a series of said discrete voltage signals.

CX-5 at col. 8, lines 15-43.

Initially, we note that claim 6 is not a "step for function" claim
within the meaning of 35 U.S.C. § 112, §1 6. See ID at 79. Therefore, normal
rules of claim construction apply, and those rules require that "words in a
claim will be given their ordinary and accustomed meaning, unless it appears
that the inventor used them differently." Envirotech Corp. Q, Al George,
Inc., 730 F.2d 753, 759 (Ped. Cir. 1984).

ST's only argument supporting the validity of claim 6 is that since the
claim recites a "method for generating an analog signal in response to a
digital input gignal," and since the only disclosed embodiment receives a

"single"12 digital input signal as a clock signal,13 the claimed "digital input

12. We note that ST argued that the "single" signal in the disclosed
(continued...)
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signal" should be construed to cover only a sinéle digital input signal. ST's
Response To The Commission’s Request For Briefing On Certain Issues Relating
To The Patents-In-Suit at 21-23.

We are not persuaded that ST’s proffered claim construction, that a
"single" digital input signal is received by the circuit, is required by the
langﬁage of claim 6. Upon review of the evidence and consideration of the
arguments, we believe the ALJ correctly construed claim 6 and determined that
that claim was invalid as obvious under 35 U.S.C. § 103 in view of the
combination of Jefferson and Roberts, adopt his reasoning on that issue, and
affirm his finding. See ID at 83-87. Therefore, we affirm the ALJ’s finding
of no violation of section 337 with respect to claim 6 of the ’436 patent.

IV. REMEDY
The Commission has broad discretion in selecting the form, scope, and

extent of the remedy in a section 337 proceeding." In addition, the

12.(...continued)
embodiment is in fact the CLOCK signal and its complement, CLOCKbar. See ID
FF 774.

13. See ID FF 782.

14. Vigcofan, S.A. v. United States International Trade Commigsion, 787 F.2d

544, 548 (Fed. Cir. 1986) (affirming Commission remedy determination in
Certain Px sges for the Manufactur f Skinles ausage ings
Regulting Products, Inv. Nos. 337-TA-148/169, USITC Pub. 1624 (December
1984)); Hyundai Electronics Industries Col, Itd. v. U.S. International Trade
Commiggion, 899 F.2d 1204 (Fed. Cir. 1990) (affirming Commission remedy
determination in Certain Erasable Progr le Read-Only Memori
Thereof, Products Containing Such Memories, and Procegses for Making Such
Memorieg, Inv. No. 337-TA-276, USITC Pub. 2196 (May 1989)). The Federal
Circuit has upheld a Commission remedy which effectively shifted the burden of
proof on infringement issues to require a company seeking to import goods to
prove that its product does not infringe, despite the fact that, in general,
the burden of proof is on the patentee to prove, by a preponderance of the
evidence, that a given article does infringe the patent in questicn. Sealed
{(continued...)
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Commission has the power to make factual determin;tions in the remedy phase of
a section 337 investigation, to the extent necessary, in order to reach its
determination. These factual determination may be made on the basis of the
evidence of record in the violation phase of the investigation, or on the
basis of information submitted by the parties in the remedy phase of the
investigation.15

Complainant ST requested that the Commission enter a limited exclusion
order excluding infringing integrated circuit telecommunication chips
(hereinafter referred to as "tone dialer chips") manufactured by respondents
UMC and HMC, and excluding certain "low end telephones® containing infringing
tone dialer chips. ST alsc requested that the Commission enter cease and
desist orders against the five domestic respondents, who are importers of
6

telephones, including telephones containing infringing tone dialer chips.1

The IA also proposed that the Commission enter a limited exclusion order

14. (.. .continued)

Air Corporation v. United States International Trade Commigsgion, 645 F.2d 976
(C.C.P.A. 1981).

15. Respondents HMC and UMC filed a motion asking the Commission for oral
argument and a hearing on the issues of remedy, public interest, and bonding.
The motion was supported by respondent North American Foreign Trading
Corporation (NAFTC), and opposed by both complainant ST and the IA.

We deny the motion. Nothing in respondents’ motion distinguishes this
case from any other section 337 case in which the Commission must make
decisions concerning the appropriate scope of any remedy, bonding, and public
interest issues. The parties have thoroughly briefed these issues, and while
the evidence they present is conflicting on some issues, there is no
indication that the Commission would be in a better position to decide the
issues following a hearing. Accordingly, we see no reason to extend further
the deadline for completion of the investigation, as would be necessary, in
order to schedule a hearing which would not, in our view, be of any particular
benefit to the Commission’s decision-making process.

16. Brief of Complainant SGS-Thomson Microelectronics, Inc.’s [sic] on
Remedy, Public Interest, and Bonding (hereinafter ST Brief) at Exhibit 1.
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excluding from importation infringing tone dialér chips manufactured by HMC,
and excluding low end telephones containing such chips,17 and cease and desist
orders against the domestic importer respondents.18 Respondents HMC and UMC
cpposed issuance of any remedy.19 Several domestic importer respondents also

filed submissions on the issue of remedy, arguing that issuance of cease and

17. Brief of the Office of Unfair Import Investigations on Remedy, the Public
Interest, and Bonding (hereinafter IA Brief) at 3.

18. Reply Brief of the Office of Unfair Import Investigations to the Briefs
of Complainant and Respondents on Remedy, the Public Interest, and Bonding
(hereinafter IA Reply Brief) at 7-9.

The IA originally did not propose cease and desist orders, but noted
that he would comment on any such request in his response submission, and did
so. IA Brief at 5. Spectra Merchandising, Inc., Lonestar Technologies, Ltd.,
and Conair Corp., domestic importer respondents, filed a motion to strike
those portions of the IA’s reply brief proposing the issuance of cease and
desist orders, asserting that the IA’s proposal is out of time, and improperly
places the IA in the internal decision-making apparatus in this investigation.
The IA opposed the motion, noting that the remedy phase of section 337
investigations is not subject to the Administrative Procedure Act, and that he
was not foreclosed from responding to new information concerning respondents’
inventories contained in their initial briefs on remedy. The IA also noted
that he appears on behalf of the public interest, asserting that it would not
be in the public interest to require him to adhere to the position set forth
in his original remedy brief, when new information becomes available which
supports a different position.

We deny the motion to strike. The IA has, as is appropriate, responded
to complainant ST’s request that the Commission issue cease and desist orders.
Merely because the IA has concluded that he supports the issuance of such
orders, and has provided the Commission with a draft cease and desist order,
_does not improperly inject him into the Commisgsion’s decision-making process.

19. Written Submission of Respondents Hualon Microelectronics Coxporation
(HMC) and United Microelectronics Corporation (UMC on the Issues of Remedy,
Public Interest, and Bonding (hereinafter Respondents’ Brief) at 1.
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desist orders against them would be inappropriateh.20 One foreign manufacturer
of telephones imported into the United States filed a submission arguing that
any remedy should be structured so as not to exclude telephones which do not
contain infringing tone dialer chips.21

We determine that the issuance of a limited exclusion order, prohibiting
the importation of infringing tone dialer chips manufactured by HMC, is
appropriate in this case. Exclusion of the specific articles found to
infringe the patents at issue in the investigation is obviously appropriate.
However, we limit the order to infringing tone dialer chips manufactured by
HMC, and do not issue any remedy with respect to infringing chips manufactured
by UMC. It appears from the record that there is no evidence of importation
of the single UMC tone dialer chip, the UM 91265, found to be infringing.
Indeed, although ST continued to argue in its reply that a remedy should issue
against UMC, it cited no evidence of importation of the infringing UMC chip.
ST merely asserted that a finding of importation is implicitvin the ALJ's
determination of jurisdiction and violation.

Importation (or at least a sale for importation) of the infringing
articles is an essential element of a violation of section 337. 1In the

absence of evidence of importation or sale for importation of the infringing

20. Submission on Remedy, the Public Interest and Bonding filed by Domestic
Respondents Spectra Merchandising, Inc., Lonestar Technologies, Ltd., and
Conair Corp. (hereinafter Spectra respondents’s Brief) at 1-2; Submission of
Columbia Telecommunications Group, Inc. on the Issues of Remedy, Bonding and
Public Interest (hereinafter CTG Brief) at 2; Respondent North American
Foreign Trading Corporation’s Comments in Response to Notice of Commission to
Review (hereinafter NAFTC Brief) at 2.

21. Submission of SMC Microtronic Co., Ltd. Regarding Remedy and Bonding
(hereinafter SMC Brief) at 1.
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UMC chip, we conclude that complainant has failea to prove a violation of
section 337 against UMC. We decline to assume importation, or conclude that a
finding of importation is implicit in the ALJ’s determination of violation.

It is clear that the ALJ found that the UM 91265 tone dialer chip
infringes valid and enforceable claims of the ‘436 patent. See ID FF 758-763.
Therefore, we would consider modifying the limited exclusion order to exclude
infringing UMC tone dialer chips upon a regquest filed by ST supported by
evidence of importation of the infringing UMC chip. At this juncture,
however, we do not believe there is any basis for ordering a remedy against
ome. 2

Complainant has not requested a general exclusion order, and no
information or evidence has been provided to us which would suggest that a
general exclusion order is appropriate. The IA addressed the possibility of a
general exclusion order, and concluded that the conditions the Commission has

required in order to warrant issuance of a general exclusion order do not

22. The IA suggested that the Commission require UMC to submit a semi-annual
sworn statement to the Commission stating whether it has produced or sold the
UM 91265 chip or a chip containing the same circuitry, so that the Commission
could for itself determine in the future whether an infringing UMC chip is
being imported into the United States, either alone or in a telephone.

We decline to impose such a requirement. Although the Commission has
personal jurisdiction over UMC, and thus may issue such an order, we determine
that it is more appropriate to place the burden on complainant ST to
demonstrate importation of infringing articles, since ST has not proven a
violation of section 337 against UMC. This is in contrast to the
certification provisions in exclusion orders, where the shifting of the burden
from complainant to importers and/or respondents is justified in part because
a violation of section 337, and a conseguent entitlement to relief, has been
demonstrated. See Hyundai, 899 F.2d at 1210; Sealed Air Corporation, 645 F.2d
at 988-89.
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exist here.® The more difficult questions in this investigation concern the
appropriate scope of any limited exclusion order with respect to downstream
products, specifically certain telephones and telephone sets containing
infringing tone dialer chips.

Respondents HMC and UMC suggest that the exclusion of downstréam
products manufactured by persons gother than named respondents is effectively a
general exclusion order with respect to those products.z‘ We disagree. A
general exclusion order prohibits importation of infringing articles
regardless of source or manufacturer. The limited exclusion order we issue in
this case prohibits only importation of infringing tone dialei chips
manufactured by HMC, and extends that exclusion to certain downstream products
containing such chips. That the source or manufacturer of those downstream
products is not specified or limited is a factor we considered in determining
whether the exclusion of those products is warranted, but does not turn the
order into a general exclusion order.

Regpondents HMC and UMC also argue that there is no evidence of business
conditions that would support the conclusion that foreign entrepreneurs could
or would commence manufacturing infringing tone dialer chips, so as to warrant

extending the remedy to non-respondent third palrties.zs They cite the

23. See Certain Airl Pain o an nents Thereof, Inv. No.
337-TA-90, USITC Pub. 1199 at 17-20, for a discussion of the factors the
Commission has examined in order to determine whether a general exclusion
order is warranted.

24. Respondents’ Reply Brief at 2-4.

25, Id. at 4.
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Commission’s determination in Certain g;xstalliﬁg Cefadroxil Monohxdrgge,26 in
Vsupport of their position that the Commission should not issue any relief that
may affect non-respondenté.

The circumstances of this case are significantly different from those in
Cefadroxil, and the Commission’s determination there does not preclude
exclusion of downstream products in this case. In Cefadroxil, complainant
requested a general exclusion order. The Commission determined that a general
exclusion order was not warranted under the criteria established in Spray
Pumps. The Commission then considered whether, in the interest of granting
"complete relief" to complainant, it should issue an order éxcluding all
infringing cefadroxil, notwithstanding complainant’s failure to satisfy the
Spray Pumps criteria. Such an order would have affected imports from a single
manufacturer, imported by a single importer. The Commission concluded that
complainant could have named those companies in its complaint, and that
extension of a remedy against those companies would subvert the policy of
encouraging complainants to include all foreign manufacturers believed to be
in, or about to enter, the domestic market, with infringing goods.

In this case the non-respondents who would be affected by the exclusion
of telephones containing infringing tone dialer chips do not themselves
manufacture or import the infringing chips. Instead, they manufgcture and
sell telephones containing such chips, which are ultimately imported into the
United States by other companies. Complainant named three such manufacturers
of telephones in its complaint in order to establish the chain of commerce and

importation of the infringing tone dialer chips, not specifically to establish

26. Inv. No. 337-TA-293, USITC Pub. 2391 (June 1991).
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that the telephone manufacturers themselves were.in violation of section 337.
There appear to be numerous telephone manufacturers, most of whom are not
respondents in this investigation, who have the capacity to manufacture and
sell telephones containing infringing tone dialer chips.27 In the
circumstances of this case, given that virtually all tone dialer chips are
imported into the United States already installed in telephones, it would be
inequitable to deprive ST of relief merely because it did not name all
possible telephone manufacturers as respondents.

The Commission’s authority to fashion an effective remedy that does not
overly intrude on legitimate trade allows it to limit the exciusion of
downstream products which contain the excluded infringing products. This was
the approach taken by the Commission in EPROMs, and approved by the Federal
Circuit on review.?® Therefore, we may reasonably circumscribe the scope of a
limited exclusion order with respect to downstream products.

In its remedy determination in Certain Erasable Prggramﬁable Read-Only
Memories, Components Thereof, Products Containing Such Memories, and Processes

for Making Such Memorigg,29 the Coomigsion established a test for determining

27. HMC’s customer list names at least 30 customers for its tone dialer
chips. It is unclear, however, how many of those customers purchase
infringing tone dialer chips, and how many of them manufacture and sell
telephones that are imported into the United States.

28. Hyundai, 899 F.2d at 1209 ("Commission fashioned the remedy with
sensitivity and objectivity" in declining to exclude Hyundai automobiles
containing infringing EPROMs because exclusion of those downstream products
would not significantly increase the relief afforded the complainant.)

29. Inv. No. 337-TA-276, USITC Pub. 2196 (May 1989) (hereinafter EPROMg);
aff’'d Hyundai Electronics Industries Co., Ltd. v. U.S. International Trade
Commigsion, 899 F.2d 1204, 1209 (Fed. Cir. 1990) (specifically approving
balancing of various factors in Commission remedy determination involving
exclusion of downstream products and certification requirement).
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whether the exclusion of downstream products was Qarranted. The test is
intended to balance the complainant’s interest in obtaining complete
protection from all infringing imports by means of exclusion of downstream
products against the inherent potential of even a limited exclusion order,
when extended to downstream pfoducts, to disrupt legitimate trade in products
which were not themselves the subject of a finding of violation of section

337. That test was approved by the Federal Circuit on review of the

Commission’s determination.3®

In performing this balancing, the Commission may consider such
matters as the value of the infringing articles compared to the
value of the downstream products in which they are incorporated,
the identity of the manufacturer of the downstream products (i.e.,
are the downstream products manufactured by the party found to
have committed the unfair act, or by third parties), the
incremental value to complainant of the exclusion of downstream
products, the incremental detriment to respondents of such
exclusion, the burdens imposed on third parties resulting from
exclusion of downstream products, the availability of alternative
downstream products which do not contain the infringing articles,
the likelihood that the downstream products actually contain the
infringing articles and are thereby subject to exclusion, the
opportunity for evasion of an exclusion order which does not
include downstream products, the enforceability of an order by
Customs, etc.

The Commission noted that this list is not exclusive, and that it could
identify and take into account any other factors which it believes may bear on
the question.

On the facts of this investigation, there is justificatioﬁ for exclusion
of some downstream products. Exclusion of low end telephones containing

infringing tone dialer chips is warranted in order to ensure that the

30. Hyundai, 899 F.2d at 1209.
31. EPROMs at 125.
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exclusion order is reasonably effective.3 There is no domestic production of
low end telephones incorporating such chips. 1In addition, there are virtually
no imports of tone dialer chips into the United States. An order excluding
solely infringing tone dialer chips would effectively grant complainant no
relief at all. Thus, the incremental value to complainant of exclusion of low
end telephones ig, in this case, very substantial.

The evidence of record indicates that each low end telephone contains a
single tone dialer chip. That chip is wvital to the coperation of the
telephone, which could not be manufactured and sold inexpensively using
alternatives to a tone dialer chip. The parties presented differing estimates
as to the value of the tone dialer chips in low end telephones.33 Respondents
do not, however, dispute the fact that the tone dialer chip is vital to the
cperation of such telephones.

We agree with complainant ST that tone dialer chips are vital to the
operation of the telephones, and particularly vital to the abiiity of
manufacturers to produce low end telephones. Moreover, ST has not sought

exclusion of all downstream products which contain infringing tone dialer

32. Unlike the situation in EPROMg, there is no qguestion in this case that
downstream products containing infringing tome dialer chips have been imported
into the United States.

33. ST asserts that the price of tone dialer chips is [ ] of the total
material cost of a low end telephone. ST Brief at 7. Respondents HMC and UMC
assert that the tone dialer chips are of minimal value compared to the overall
value of the low end telephones, allegedly no more than [ ] of the overall
cost of the telephone. Respondents’ Reply Brief at 9. Respondent SMC asserts
that the chip represents approximately [ ] of the cost of a telephone. SMC
Brief at 2. Respondent CTG asserts that its telephones have retail values
from $19.95 to $150, indicating that the value of the telephones may far
exceed the value of the tone dialer chip. CTG Brief at 2-3.
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chips, only those, low end telephones, which it aéserts account for the bulk
of imports of infringing tone dialer chips.

In addition, the burden which would be imposed on non-respondent
manufacturers and importers of low end telephones by the exclusion of low end
telephones is essentially that of complying with the certification
requirements of the limited exclusion order. In Hyundai, the Federal Circuit
noted that Hyundai’s challenge to the Commission’s remedial order was
specifically directed at the certification requirement in the limited
exclusion order. The Court concluded that the inclusion of a certification
requirement was "both reasonable and well within [the Commission’s]
authority"s‘ and further noted that it could not conclude that the Commission
had "abused its discretion by concluding that Hyundai rather than
[cﬁmplainant] Intel should bear whatever additional burden the certification
provision entails."®

There are numerous sources of non-infringing tone dialer chips,
including complainant ST and its licensees. According to complainant ST,
approximately 25 percent of the low end telephones imported into the United

States in 1992 contained tone dialer chips manufactured by HMC or UMC. Since

34. Hyundai, 899 F.2d at 1210.

35. Id. One element underlying the Court’s approval of the Commission’s
decision in that case was that Hyundai had itself been determined to have
violated section 337. That element is lacking with respect to the
manufacturers of low end telephones who would be affected by the certification
provision of the proposed limited exclusion order in this case. Nonetheless,
given the Commission’s broad discretion to fashion an effective remedy, the
relatively low burden imposed by a certification requirement, and the
availability of non-infringing tone dialer chips from numerous sources, we
believe that exclusion of low end telephones containing infringing tone dialer
chips manufactured by HMC is appropriate in this case.
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the exclusion order does not apply to tone dialerrchips manufactured by UMC,
and not all HMC chips were found to be infringing, it is apparent that there
are numerous sources of low end telephones containing non-infringing tone
dialer chips.

We are mindful that exclusion of downstream products of non:respondent
manufacturers has been the basis of Presidential disapproval of an exclusion
order .36 Nonetheless, on the basis of the record in this investigation, we
believe that including certain products manufactured by non-respondents
containing infringing tone dialer chips manufactured by HMC within the scope
of the order is necessary to provide justified and effective rélief.37

We agree with the IA that the definition of "low end telephone" proposed
by complainant ST is likely to cause problems in enforcement. Not only is
that definition subject to dispute and interpretation, but an exclusion order
incorporating that definition would require Customs to examine all entries of
telephones in order to determine whether they are low end, and therefore must
either be certified as containing non-infringing tone dialer chips or
excluded. Therefore, we believe it is appropriate to limit the exclusion to

telephones in the HTSUS categories identified as those most commonly used in

entering low end telephones.38
36. Certain i Access Memori nentg Thereof Pr
Containing Same, Inv. No. 337-TA-242, USITC Pub. 2034 (November 1987).

37. The broader considerations the President may bring to bear on a decision
whether to disapprove a Commission remedial order are not determinative of our
statutory mandate, namely, to order relief that is appropriate and necessary
based on the facts of a particular investigation.

38. There were several submissions filed with the Commission concerming the
question of whether exclusion of telephones in specific HTSUS categories was
(continued...)
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Complainant ST stated that it is not opposéd to the concept of relying
on HTSUS numbers in the exclusion order,39 but expressed concern that the
HTSUS categories originally proposed by the IA would encompass few, if any, of
the low end telephones proposed by ST for exclusion.®? Based on our
evaluation of the proposed HTSUS categories, we agree with ST. However, as ST
recognized, HTSUS number 8517.10.00.70 is broader than the definition of "low
end telephone" ST proposed for exclusion. We agree with the IA that ST’s
proposed definition of "low end telephones" would reguire the Customs Service
to inspect all telephones and telephone sets unaccompanied by a certification
stating that they do not contain infringing tone dialer chipé manufactured by
HMC. The burden of administering such an order would be significant.
Therefore, we have included in the limited exclusion order a certification
provision exempting from the scope of the order telephones and telephone sets
entered under the specified HTSUS categories if the importer certifies that
the articles sought to be entered contain one or more of the following
features: autodial, call transfer, conferencing, call waiting, or a visual
display (such as an LCD display). This certification is in addition to the
provision allowing importation of telephones and telephone sets certified not

to contain an infringing tone dialer chip, and will, we believe, make it

38. (...continued)

appropriate, and if so, which HTSUS categories were relevant. While these
submissions were filed after the deadline established in our notice ordering
review, we have accepted them into the record in this case.

39. S8T’s Comments at 3.

40. Id.
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41 page of administration by

easier for Customs to administer the order.
Customs is only one factor to be considered in determining whether downstream
products, in this case low end telephones, should be excluded. However, where
there are two possible alternatives to effectuate exclusion, we believe it is
appropriate to chose the one likely to be least burdensome on Customs.

The order also specifies that low end telephones of the type defined in
the order would be excluded even if the applicable HTSUS numbers change.
Because the HTSUS statistical breakouts we have used to identify telephones
and telephone sets subject to exclusion are subject to change by
administrative action, we believe it is necessary to make it ciear that a
change in the HTSUS number applicable to entries of telephones and telephone
sets does not affect the articles subject to exclusion.. Moreover, Custocms may
bé able to request a separate statistical breakout for telephones which
coincides with the definition in the order, and thus ease further the burden
of administering the order.

We also find it appropriate to include in the limited exclusion order a
certification provision, allowing importation of low end telephcnes in the
specified HTSUS categories if accompanied by a certification from either the
manufacturer of the telephone or the importer that tone dialer chips contained
in the telephcnes sought to be imported are not covered by the exclusion
order. We recognize that in previous cases, certification has generally been
required of the importer. 1In this case, since the importers do not

manufacture the telephones, it would be difficult for them to make such

41. The 1A consulted with Customs, and Customs indicated that a certification
provision would be far less burdensome than inspection of import entries.
IA’s letter at 3.
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certification. Therefore, we believe it is apprapriate to provide that the
importers may obtain the necessary certification from the manufacturer of the
telephones in gquestion. The manufacturers are in the best position to have
knowledge of the tone dialer chips in the telephones they manufacture, and can
ensure that the tone dialer chips they purchase are not infringing. We do not
believe it would be appropriate or useful to require HMC to certify that the
chips it sells are non-infringing. Infringing chips may be used in telephones
not destined for the United States, and it would be difficult if not
impossible for HMC to ascertain the eventual destination of the chips it
manufactures. Similarly, telephone manufacturers would not hecessarily know
the destination of the ;elephones they manufacture. Therefore, we believe the
certification could be obtained by the importer frdm the manufacturer.

Section 337(g) (1), added to section 337 by the Omnibus Trade and
Competitivenéss Act of 1988, mandates that the Commission issue limited
exclusion orders and/or cease and desist orders against defaulting respondents
in certain circumstances. It provides that if a respondent is found in
default, and a remedy is requested against that respondent --

the Commission shall presume the facts alleged in the complaint to

be true and shall, upon request, issue an exclusion from entry or

a cease and desist order, or both, limited to that person unless,

after considering the effect of such exclusion or order upon the

public health and welfare, competitive conditions in the United

States economy, the production of like or directly competitive

articles in the United States, and United States consumers, the

Commission finds that such exclusion or order should not be
issued.

42. 19 U.S.C. § 1337(g) (1). The Commission’s interim section 337 rules track
the statutory language. See 19 C.F.R. § 210.25(c).
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The legislative history of section 337(9)(1{ confirms that its effect is
to require igsuance of limited relief against defaulting respondents when
certain conditions are met:

[Wlhen a respondent fails to appear, the ITC shall presume the
facts alleged in the complaint to be true and shall, upon r ,
issue appropriate relief sclely against that person.

Complainant ST has not requested relief specifically directed against
defaulting respondent Kingtel. If Kingtel seeks to import low end telephones
containing tone dialer chips, it would be subject to the downstream products
exclusion and certification provisions of the proposed order. However, we
agree with the IA that no specific remedy should be issued against Kingtel.
Kingtel is a Taiwanese manufacturer of telephones containing a UMC tone dialer
chip which was alleged to infringe the ‘108 patent. The Commission has not
found a violation of section 337 with respect to the 108 patent. 1In
addition, as discussed above, there is no evidence that any infringing UMC
tone dialer chips have been imported into the United States. We believe that
the public interest precludes issuing a remedy specific to Kingtel in the
circumstances of this case.

Finally, we do not believe it is appropriate to deny relief based on
HMC’'s assertion that its redesigned tone dialer chips do not infringe the
claims of the ‘436 patent at issue. We agree with ST that the remedy phase is
not the appropriate time to raise such an argument. The proposed exclusion
order can be modified upon request. HMC is free to seek a modification of the
order, or an advisory opinion, as to whether its redesigned chips are non-

infringing. At that time, the Commission could institute the appropriate

43. H.R. Rep. No. 576, 100th Cong., 2d Sess. 636 (1988) (emphasis added).
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investigation, allowing for discovery and presenéation of evidence, as
necessary, in order to provide it with an adequate record on which to base a
decision.

We also determine that it is appropriate to enter cease and desist
orders against each of the five domestic importer respondents. Section 337
gives the Commission the authority to enter both an exclusion order and cease
and desist orders to remedy the same unfair act in violation of section 337.%
Issuance of cease and desist orders would afford complainant ST more effective
relief, because as the record indicates, and several of the domestic importer
respondents have acknowledged, there are significant inventories of imported
low end telephones which may contain infringing tone dialer c:hips.‘5

Domestic importer respondents assert that there is no evidence of
stockpiling of inventories, and therefore that no cease and desist orders are
warranted. However, as the Commission found in Cefadroxil, cease and desist
orders are justified if evidence exists of significant inventories, and not
only if there is evidence that inventories exceed some historical level,
indicating stockpiling.“ In this case, the domestic importer respondents
have themselves acknowledged that they currently have 120 days worth of
inventories, and in some cases more. We conclude that these inventory levels

are significant. Complainant would not be afforded complete relief if

44, 19 U.S.C. § 1337(f) (1).

45. See Submission of Remedy, the Public Interest, and Bonding filed by
Domestic Respondents Spectra Merchandising, Inc., Lonestar Technologies, Ltd.,
and Conair Corp. at 3-4.

46. USITC pPub. 2391 at 38.
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domestic importer respondents were allowed to dispgse of those inventories in
the United States in the normal course of business.

Respondents argue that there is no simple, inexpensive method of
determining whether telephones in inventory contain infringing tone dialer
chips, and therefore a cease and desist order would be costly to them, and
would punish them for actions which were legal when made. At least some of
this difficulty may be alleviated by the provision in the cease and desist
orders allowing sales under bond of previously imported telephones during the
period of Presidential review. Moreover, we determined that a violation of
section 337 existed on April 27, 1993, when we determined not io-review the
bulk of the AlLJ’s final ID. Thus, domestic importer respondents have had
since at least that date to dispose of current invehtories, and to ensure that
new imports do not contain infringing tone dialer chips. We do not believe

47 ang competitive disadvantage to these respondents

that the possible expense
of a cease and desist order justifies denying complainant ST the relief to
which it is entitled.
V. THE PUBLIC INTEREST
ST asserts that its proposed remedy will not adversely affect the public
interest.®® The IA agrees that the statutory public interest factors do not

preclude the issuance of a remedy in this investigation.‘9 Respondents HMC

and UMC argue that an exclusion order will not promote the public interest,

47. Respondents submitted no evidence concerning the asserted expense of
compliance with cease and desist orders in this case.

48. ST Brief at 16-17.
49, IA Brief at 8-9.
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and that denial of relief in a "marginal" case su&h as this one is especially
appropriate in view of the GATT Panel decision finding that section 337 is
inconsistent with the United States’ obligations under the GATT.?® The
Spectra respondents argue that it would not be in the public interest to
penalize them, as "innocent third party purchasers of telephones," for HMC and
UMC’s unfair act of infringement.51

Section 337(d) provides that the Commission shall issue an order
excluding the goods in question unless, after considering the effect of such
remedy upon (1) the public health and welfare, (2) competitive conditions in
the U.S. economy, (3) the U.S. production of articles that are .like or
directly competitive with those which are the subject of the investigation,
and (4) U.S. consumers, it finds that a remedy should not be issued.’® This
provision was added by the Trade Act of 1974. The legislative history makes
clear that these statutory public interest factors are to be the overriding
consideration in the administration of the statute.>>

The Commission has invoked the public interest as a basis for denying
relief to a prevailing complainant on only three occasions. In Certain
Automatic Crankpin Grindersg, Inv. No. 337-TA-60, USITC Pub. 1022 (Dec. 1979),
the Commission denied relief because of an overriding national policy in

maintaining and increasing the supply of fuel efficient automobiles, coupled

50. Respondents’ Brief at 11.

51. Spectra respondents’ Brief at 5-6.

52. Section 237(f) (1) contains an identical provision regarding the
Commission’s issuance of cease and desist orders after considering the effects
of such orders on the same public interest factors.

53. S. Rep. No. 1298, 93d Cong., 24 Sess. 193 (1974).
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with the domestic industry’s inability to supply AOmestic demand. In Certain
Inclined Field Acceleration Tubes, Inv. No. 337-TA-67, USITC Pub. 1119 (1980),
the Commission denied relief because there was an overriding public interest
in continuing basic atomic research using the imported acceleration tubes,
which were of a higher quality than the domestic product. In Certain
Fluidized Supporting Apparatus, Inv. No. 337-TA-182/188, USITC Pub. No. 1667
(1984), the Commission denied relief because the domestic producer could not
supply demand for hospital beds for burn patients within a commercially
reasonable time, and no therapeutically comparable substitute for care of burn
patients was available.

We do not believe that the public interest considerations in this
investigation preclude the issuance of the recommended limited exclusion and
cease and desist orders. Neither tone dialer chips nor low end telephones
containing such chips are products which have geheral implications for the
public health and welfare of the type implicated in the previoﬁs cases in
which the Commission denied relief based upon the public interest. It is
clear that ST and its licensees have adequate capacity to supply tone dialer
chips sufficient to supply low end telephones to the U.S. market. Moreover,
there are alternative products, i.e., other telephones, available which do not
incorporate the tone dialer chips found to be infringing in this case, and are
not subject to the orders. We do not believe that.the concerns expressed by
‘the Spectra respondents raise public interest issues sufficient to warrant
denying complainant ST of relief. The public interest in protecting
intellectual property rights of complainants under section 337 in our view

outweighs domestic importers’ interest in avoiding the expense or harm to
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their competitive position which may occur if thef are prevented by cease and
desist orders from disposing of inventories of telephones containing
infringing tone dialer chips. Similarly, the question of the United States’
compliance with its GATT obligations in light of the Panel decision is a
policy matter for President and Congress to decide in the first instance in
amending section 337. We do not believe it is a matter of public interest
which the Commission should consider in determining whether to issue a remedy
ip a section 337 investigation.
VI. BONDING

Complainant ST proposes that the Commission impose a bond of 60 percent
of the entered value of each chip during the Presidential review period.s‘
The IA agfees that the bond should be imposed on a per chip basis, but
prﬁposes that it be based on a "reasonable royalty" rate, citing the
Commission’s determination in Inv. No. 337-TA-315, Certain Plastic
Encapsulated Integrated girggigg.ss The IA proposes a bond of $0.08 per
infringing chip or telephone containing such a chip. Respondents HMC and UMC
argue that any bond should be set at a reasonable royalty rate for the one
patent found to have been infringed.56 They suggest that the bond should
therefore be set at something less than $0.08 per chip or telephone. The
Spectra respondents propose that the Commission establish a bond ;eflecting
the difference in cost between the infringing tone dialer chips and

alternative tone dialer chips, calculated as a percentage of the cost of the

54. ST Brief at 17-18.
55. IA Brief at 7-8.
56. Respondents’ Brief at 12-13.
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- accused tone dialer chips,57 and assert that a boné of $0.03 to $0.04 per chip
would be appropriate.

Section 337(g) (3) provides for the entry of infringing articles upon the
payment of a bond during the 60-day Presidential review period. In reviewing
the original cease and desist orders issued in the EPROMs investigation, the
Federal Circuit held that the statute requires the inclusion of provisions in
cease and desist orders allowing respondents to sell imported products under
bond during the Presidential review period.sa The bond is to be set at a
level sufficient to "offse; any competitive advantage resulting from the
unfair method of competition or unfair act enjoyed by persons 5enefitting from
the importation." The bond should not be set so high as to effectively
prevent importation during the Presidential review period. However, the
period of the Presidential reviev is relatively short, and therefore the
consequences of any bond will be short-lived.

Unfortunately, competitive advantage in this investigatién cannot be
calculated precisely. The lack of precise, recent price information
concerning the tone dialer chips actually determined to be infringing, in our
view precludes using direct price comparisons as a basis of the bond amount.
The price information submitted by ST is based on the average selling price of
all HMC and UMC tone dialer chips, and is not limited to infringing tone

dialer chips.

57. Spectra respondentsg’ Brief at 4-5.

58. In re Atmel Corp., No. 89-1382 (Fed. Cir. April 27, 1989) (on petition
for writ of mandamus).
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We determine that a bond of $0.08 per infringing chip and $0.08 per low
end telephone containing such a chip is appropriate. We agree with the IA

that this represents a reasonable royalty rate, and therefore an appropriate

bond during the Presidential review period.
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Pursuant to the Notice of Investigation (57 Fed. Reg. 11966-67 e,

1992)), this is the administrative law judge's initial determination, under

Commission interim rule 210.53 (19 C.F.R. § 210.53). The administrative law

judge hereby determines, after a review of the record devéloped, that there is
a violation of subsection (a)(1){B) (i) of the Tariff Act of 1930, as amended
(19 U.S.C. § 1337), in the importation into the United States, the sale for
importation, or the sale within the United States after importation, of

certain integrated circuit telecommunications chips and products containing

same, including dialing apparatus.






APPEARANCES

= 9] c CTRONICS, INC

James P. Bradley, Esq.
RICHARDS, MEDLOCK & ANDREWS
4500 Renaissance Tower

1201 Elm Street

Dallas, TX 75270-2197

David T. Pritikin, Esgq. *
Thomas D. Rein, Esq.
Brandon D. Lawniczak, Esq.
SIDLEY & AUSTIN
One First National Plaza
. Chicago, IL 60603

Richard E. Young, Esq.
SIDLEY & AUSTIN

1722 Eye Street, N.W.
Washington, D.C. 20006

Raphael V. Lupo, Esgq.

Sandra A. Sellers, Esq.

Mark G. Davis, Esq.

Donna M. Tanguay, Esq.

WILLIAN, BRINKS, OLDS, HOFER,
GILSON & LIONE

2000 K Street, N.W., Suite 200

Washington, D.C. 20006 ’

David V. Carlson, Esq.
SEED AND BERRY

6300 Columbia Center

701 Fifth Avenue
Seattle, WA 98104-7092

FOR_COMPLAINANT SGS~THOMSON MICROELECTRONICS, INC

Bruce S. Sostek, Esq.
Peter J. Thoma, Esq.
THOMPSON & KNIGHT

3300 First City Center
1700 Pacific Avenue
Dallas, TX 75201



OR _RESPONDENT NOR ICAN FOREIGN NG 0 ON

Charles H. Helein, Esq. )
GALLAND, KHARASCH, MORSE & GARFINKLE, P.C.
1054 Thirty-First Street, NW

Suite 200

Washington, DC 20006 o

FOR RESPONDENTS HUALON MICROELECTRONICS CORPORATION (TAIWAN) &
—AND UNITED MICROELECTRONICS CORPORATION

Michael A. Duncheon, Esq.

Michelle G. Breit, Esq.

HANSON, BRIDGETT, MARCUS, VLAHOS & RUDY
333 Market Street, Suite 2300

San Francisco, CA 94105

Mark Davis, Esq.

Peter Lichtenbaum, Esq.

John M. Shoreman, Esq.
STEPTOE & JOHNSON

1330 Connecticut Avenue, N.W.
Washington, D.C. 20036

Alan H. MacPherson, Esg.

Joseph A. Greco, Esq.

Edward C. Kwok, Esq.

SKJERVEN, MORRILL, MacPHERSON, FRANKLIN & FRIEL
25 Metro Drive, Suite 700

San Jose, CA 95110

OR_RESPO I c 0

Peter J. Courture, Esq.

WILSON, SONSINI, GOODRICH & ROSATI
Professional Corporation

Two Palo Alto Square

Palo Alto, California 94306

FOR_SMC MICROTRONIC C TD

Simon Luk, Esq.

John H. Korns, Esq.
PETTIT & MARTIN

Suite 600

601 13th Street, N.W.
Washington, D.C. 20005

ii



THE STAFF
Jeffrey Whieldon, Esq.

Juan Cockburn, Esgq.
Sarah C. Middleton, Esq.

iii



TABLE OF CONTENTS

PAGE

PROCEDURAL HISTORY. ¢« v o & + o o o o o o o o o o o o o o o o o o o o o o 1
JURISDICTION. ¢ v v o ¢ o o o « o o o o s o o o o o s o o o o o s o o o s 3
OPINION ON VIOLATION., . . & v ¢« ¢« v v o ¢ o o o o o o o s s o o o s o o« 4
I. PARTIES . & v ¢« & 4 v o v v o o o o o o o o o o o o o o o s o s 4

II. IMPORTATION AND SALE. . . . ¢« v ¢ ¢ ¢ ¢ ¢ ¢ o o o o o o o o« o« & 4

IIT. THE '108 PATENT . . . & +v ¢« ¢ o o o« o o o o o o o o o o o o o o 4

A. Alleged Infringement of Asserted Claims 1, 4, 10, 11, 14,
15 and 16 by HMC and UMC. . . . . . . « « ¢« « ¢ ¢« « o o . & 4

1. Claim ConstruCtion. . o« o o o ¢ o o & o o o o o o o o o 5

2. The Accused Products. .« . ¢« ¢ v ¢ ¢ ¢ o o o o ¢ « o o« o 11

B. Validity of Asserted Claims Under 35 U.S.C. §103. . . . . . 12

IV. THE '886 PATENT . . . & & v o o « o o o o s o o o o o o o o oo 21

A. Alleged Infringement of Asserted Claims 6, 7, 8, 9, 13 and
14 by UMC . v v v v v v v v v e e e e e e e e e e e e e 21

1. Claim Construction. . « ¢ « ¢ ¢ &+ « « o o o o o o o o = 22

2. The UM 95087 Tone Dialer Chip of UMC and Direct
Infringement. . . . « 4 « ¢« ¢ ¢ 4 e e e e e e e e e s 31

3. Contributory Infringement . . . . . . . . ¢« « + + « 31

4., Induced Infringement. . . . . ¢« ¢ « « ¢ ¢+ o 0 . . o 36

B. Validity of Asserted Claims . . . . . . . . « . ¢« « ¢« . . . 41

1. 35 U.Ss.C. §102. . . . . . . .-, .‘. e e e e e e e e 4]

2. 35 U.S.C. 8103, & v v v v 4 4 s 4 et e e e e e e e .. 43

V. VALIDITY OF THE '108 AND '886 PATENTS UNDER 35 U.S.C. §112. . . 45
A. The "on the chip" Limitation of the Asserted Claims of the

' 1 08 Patent L] - L] . . L4 L] . . . . . . . * . L] . . . L] L . - 5 1

iv



VI‘

VII.

VIII.

B. Alleged Deficiencies in the '108 and '886 Patent
Specifications. . e e
ENFORCEABILITY OF THE '108 AND '886 PATENTS . . . . . . . .
THE '436 PATENT . . & & v ¢ v 4 ¢ o v o o s o o o o o o o o s
A. Validity of Asserted Claims 1, 2, 3, 4 and 6 Under
35 U.s.C. §§102 and 103 . . . e e e e e e e e
1. Claim Construction. . . .
2. 35 U.S.C. 8102. . v v ¢« v v 4 v v 4 .
3, 35U.8.C 8103 . . & v ¢ v v v e v e e e e e e e
(a) Jefferson/Roberts Combination and Independent
Claims 1and 6. . . . . . « . . . . .
(b) Dependent Claims 2, 3 and 4. . . . . . . . .
B. Validity of the Asserted Claims Under 35 USC 5112 and
Enforceability of the '436 Patent . . . + + « v v v v « &
C. Alleged Infringement of the Asserted Claims by HMC and
UMC - . - L] L] . - L] . L] . . . L] - . » . . . L] . . .
D. Alleged Infringement of the Asserted Claims by the Other

Respondents . o & ¢ v ¢ 4 ¢ o 4 o ¢ o 0 o s a4 w40 e e s .

DOMESTIC INDUSTRY . . o « ¢ ¢ & ¢ o o ¢ o o o o o o o o o o &

A.

B.

C'

Economic Prong with Respect to the '436 Patent. . . . . . .

Practice of the Asserted Claims of the '436 Patent by
Complainant . . . . . « &« ¢ « ¢ « « & e e e

Practice of the Asserted Claims of the '108 and '886
Patents by Complainant and TI . . . . . . . . ¢« « « + « + &

FINDINGS OF FACT. . ¢ ¢ &« ¢« ¢ ¢ o o o o o o o o o o o s o o o s s o o

IC

II.

PARTIES . & & & v ¢ o ¢ ¢ 4 o o o o o o o o o o o o o o o
A, Complainant . . . + v v v o ¢ ¢ ¢ v o o o« o o o e a8 e s
B. Respondents . . . + ¢ ¢« o« o o o ¢ o ¢ ¢ o s e 4400

EXPERTS ¢ & ¢ v ¢ o o o o o o o o o o o o o o o s o o o o o s

56

63

66

66

68

80

83

83

87

88

90

91
91

93

99

99

101

101

101

101

105



III.

Iv.

PERSON HAVING ORDINARY SKILL IN THE ART TO WHICH THE SUBJECT
MATTER PERTAINS . . . . ¢ v v v v o v o 0 « e e e

THE '108 AND THE '886 PATENT. . . . . « v v v v « o «

A. Interrelationship of the '108 Patent and the '886 Patent.

B. Claims of the '886 Patent . . + « « v ¢ « « « o + =

C. Claims of the "108 Patent « + v v. 4o « & « « « o o o o o

o

D. The Abstract of the '108 and '886 Patents . . . . .
E. The Specification of the '108 and '886 Patents. . .
F. Prosecution of Serial No. 617,955 . . . . . . . .

G. Prosecution of Serial No. 831,736 (Involves Only '108
Patent) . . . v v v v e e e e e e e e e e e e e e

H. Prosecution of Serial No. 2,424 (Involves Only '108
Patent) . . . . . . i i i e e e e e e e e e e e e

I. TerminologY .« v v v ¢ v ¢« 4 o ¢ o ¢« o o o o o o »

J. Facts Relating to and Subsequent to the F111ng of Serial

No. 617,955 . . . . . « « ¢« v« v « «
K. GTE (DTMF Telephones) . . + « v ¢ v ¢ ¢« v v o o « &
L . The ' 886 Patent L . . . . . . . . ) . . . . e e . . . .

M. The '"l108 Patent . . « . « « ¢ ¢« v v ¢ & o « « &

N. Prior Art on Mechanical Switching . . . . . . « « « . .
0. Infringement of the '108 Patent Involving HMC gnd uMe .
P. Enablement and Best Mode Re '108 and '886 Patents . . .

Q. Prior Art - '108 Patent . . . . « v v e v . ..

R. Prior Art - "886 Patent . . « v « « + « o« o o « o o .
ICGuide. « ¢ v ¢ vt v i e e e e e e e e e e e e e e
S. Inequitable Conduct . . . . . « + ¢ .0 v v v ¢ o o

T. Infringement of the '886 Patent Involving UMC . .

U. Practice of the Asserted Claims of the '886 and '108
Patents . . o v v v i i e e e e e e e e e e e e e e

vi

106
107
107
108
111
118
119

126

133

138

141

155
169
185
192
204
207
209
232
239
243
252

256

257



1. The '108 Patent . . . . . . . . .
2. The '886 Patent . . . . . . . . .
V. THE '436 PATENT . . & ¢« ¢ ¢ ¢« o o o o o o s« o o
A. The '436 Patent and the Claims at Issue . . . .

B. Practice of the Asserted Claims of the '436 Patent.

C. Infringement of the '436 Patent Involving HMC and UMC .

1., HMC . . . o v ¢ v v o o v e e e
2. UMC . . . v v v v v o v v e e e e e e e e

D. The Disclosure of the '436 Patent . . . . . . . « « .

E. Best Mode Re "436 Ptent. . « « o v v v o v v 0 v o v

Fo Prior Art - |436 Patent e 6 o s 8 s & o e o s o o e

VI. INFRINGEMENT OF THE '436 PATENT INVOLVING RESPONDENTS, OTHER

THAN HMC AND UMC. . +. v v v ¢ ¢ ¢ ¢« o o o o o o o o o o &
A, SMC and LonmesStar. . « « « ¢ o « o o « o o o o o o« o
B. Tranbon and Columbig. . + « v v v ¢ 4 v v v v 0 v ..
C. COMAIT. & v v v v v v v o e o o o o s o o o e s e

D. NAFTC . . ¢ v v v v v v v v v v o o v e o v v

E. Spectra . . v v v v v 4 o o o o o o 4 o 4 s e e e 4 e

VII. IMPORTATION AND SALE. . . &« ¢ ¢ ¢ 4 o v o o o o o o o o
VIII. DOMESTIC INDUSTRY - ECONOMIC PRONG ('436 PATENT). . . . .
CONCLUSIONS OF LAW. & & ¢ ¢ & ¢ v o o ¢ ¢ ¢ o o o o o o o o o o o o

INITIAL DETERMINATION AND ORDER . . . « v ¢ ¢ o 4 o ¢ o o o o o o

vii

257
258
258
258
266
268
268
273
275
288

288

336
336
337
338
338
338
339
353
389

391



CBl1
CBR1
CB2
CBR2
CPHB
CPX
CRX
cX
FF
RB1
RBR1
RB2
RBR2
RPHB

RPX

SBl1
SBR1
SB2
SBR2
SPX
SX

Tr

ABBREVIATIONS

Complainant's Brief Re '436 Patent
Conmplainant's Reply Brief Re '436 Patent
Complainant's Brief Re '108 and '886 Patent
Complainant's Reply Brief Re '108 and '886 Patent
Complainant's Prehearing Brief

Complainant's Physical'Exhibit

Complainant's Rebuttal Exhibit

Complainant's Documentary Exhibit

Findings of Fact

Respondents' Brief Re '436 Patent
Réspondent‘s Reply Brief Re '436 Pateﬁt
Respondents' Brief Re '108 and '886 Patents
Respondents' Reply Brief Re '108 and '886 Patent
Respondents' Prehearing Brief

Respondents' Physical Exhibit

Respondents' Documentary Exhibit

Staff's Brief Re '436 Patent

Staff's Reply Brief Re '436 Patent

Staff's Brief Re '108 and 'B86 Patents
Staff's Reply Brief Re '108 and '886 Patents
Staff's Physical Exhibit

Staff's Documentary Exhibit

Transcript of Hearing

viii



PROCEDURAL HISTORY
By notice dated April 1, 1992, the Commission instituted an

investigation, pursuant to subsection (b) of section 337 of the Tariff Act of
1930, as amended, to determine whether there isqa violation of subsection (a)
(1) (B) (1) of section 337 in the importation into the United States, the sale
for importation, or the sale within the United States after importation of
certain integrated circuit telecommunication chips and products containing
same, including dialing apparatus, which allegedly infringe

1. claims 1, 4, 10, 11 or 14-16 of U.S. Letters
Patent 4,315,108 (the '108 patent);

2. claims 6-9 or 13-14 of U.S. Letters Patent
4,061,886 (the '886 patent); or

3. claims 1-4 or 6 of U.S. Letters Patent
4, 446,436, (the '436 patent);

and whether there exists an industry in the United States as required by
subsection (a)(2) of section 337,

The notice was published in the Federal Register on April 8, 1992, (57
Fed. Reg. at 11966-67). By notice dated November 9, 1992, the Commission
determined not to review an initial determination (Order No. 86) extending by
thirty days the deadline for filing the administrative law judge's final
initial determination, i.e., no later than March 10, 1993, and extending the
administrative deadline for completion of the investigation by 30 days, i.e.,
from May 10, 1993 to June 9, 1993,

The matter is now ready for decision.

This initial determination is based on the entire record compiled at the
hearing, the exhibits admitted into evidence and four exhibits of the
administrative law judge. The administrative 1§w judge has also taken into
account his observation of the witnesses who appeared before him during the

hearing. Proposed findings submitted by the parties participating in the



hearing not herein adopted, in the form submitted or in substance, are
rejected either as not supported by the evidence or as involving immaterial
matters. The findings of fact of this initial determination include
references to supporting evidentiary items in the record. Such references are
intended to serve as guides to the testimony and exhibits supporting the
findings of fact of the administrative law judge. They do not necessarily

represent complete summaries of the evidence supporting said finding.'

! On November 6, 1992, in oral argument of Cypress Semiconductor Corp. v,
U.S. International Trade Commission, Appeal No. 92-1282 before the U.S. Court
of Appeals for the Federal Circuit (Federal Circuit), which involved an appeal
from the Commission's decision under 19 U.S.C. § 1337 in Certain Plastic

Encapsulated Integrated Circuits, Chief Judge Nies on the public record
stated: o

Before you get started, because I won't be with you again
after your argument--is there anything we can do to
persuade the ITC to write opinions that one can deal with?
I mean, this is summer reading. You know, I could spend
the whole summer on the opinion. For the benefit of those
in the back, that is the opinion [holding up bound
appendix containing the Initial Determination, the ALJ's
Findings .of Fact and Conclusions of Law, the Commission's
Opinion on Issues Under Review and On Remedy, the Public
Interest and Bonding, the limited exclusion order, and the
cease and desists orders]. That's all it is and that's
impossible . . . . This is in every case from the ITC.
You get numbered paragraphs up into the hundreds and
hundreds, and what is this, 400 pages of an opinion,
single spaced, with footnotes and a separate index. And
it's not possible to deal with it. Now district court
cases are equally comparable in complexity and we get
opinions that have weeded out the chaff. This is
everything and that is very unhelpful to the court. Can
you at least tell the people over there that this is not
helpful?

On February 8, 1993, at closing argument in this investigation at which
some fifteen lawyers representing the four active parties attended, the
administrative law judge brought to the attention of the parties the foregoing
statement of Chief Judge Nies. (Tr. 4329 to 4339). He further pointed out
that in this investigation the height of only the post hearing submissions
amounted to some nine inches, 4,120 pages of hearing transcript were
generated, over 1000 exhibits were admitted into evidence, and a great many

‘ (continued...)



T(...continued)

issues were generated. He then asked for suggestions from the parties with
respect to how he could structure his initial determination in view of Chief
Judge Nies' statement. ' :

Complainant's counsel stated that "while we sympathize with the plight
that [the administrative law judgel... has, especially in view of Chief Judge
Nies' comments, we would certainly wish that all the major issues were decided
with accompanying findings" (Tr. at 4336). He also referenced Beloit Corp. v.
Valmet OY, 742 F.2d 1421, 223 USPQ 193, 194 (Fed. Cir. 1984) (Tr. at 4337).

In that case the Federal Circuit stated that the Commission is at perfect
liberty to reach a "no violation" determination on a single dispositive issue
and that the Commission should not be precluded from taking that "risk" where
the conclusion reached on one dispositive issue appears to the Commission
"inevitable and unassailable." Complainant's counsel also referenced Colico
Industries, Inc, v, U,S. Intern. Trade Com'n, 573 F.2d 1247, 147 USPQ 472, 476
(CCPA 1978) (Tr. at 4345)., In that case a Court, which is a predecessor to
the Federal Circuit, stated that "it would be advisable for the Commission to
render a decision on all appealable issues presented to it (Emphasis added),

citing Sinclair & Carroll Co. v, Internatiopal Corp., 325 U.S. 327, 65 USPQ

297 (1945).

At closing argument on February 8 the staff referenced Certain Circuit
Board Testers, Inv. 337-TA-342, "Notice of Commission Determination to
Designate Temporary Relief Proceedings More Complicated; Setting of
Administrative Deadline" (February 1, 1993) (Tr. at 4335). In that notice the
Commission extended the statutory deadline because the presiding
administrative law judge's initial determination contained "insufficient
factual findings" to support a denial of relief. The staff also stated that
to the extent that it would obviously ease the burden of the administrative
law judge to complete and have "a clear record on all of these issues, to the
extent that one more month does not enable you to do that -- obviously, you
have it within your discretion to extend that time to some degree if that were
necessary, and we certainly could understand that in this case" (Tr. at 4335).

In the opinion section of this initial determination, this administrative
law judge has taken into consideration the statement of Chief Judge Nies.
However, in light of the comments made by complainant's counsel and by the
staff at closing argument, the Commission notice of February 1, 1993, the
duties of an administrative law judge as set forth in the Administrative
Procedure Act (see in particular 5 U.S.C. § 554(d) and § 557(b)), and
Commission interim rule 210.53(d), he has included extensive findings to
support his ultimate legal conclusions. While his initial determination may
be lengthy because of those findings, it should be recognized that, depending
on what issues a party may take exception to (which the administrative law
judge has no way to determine), many of said findings could be irrelevant on
any appeal.



JURISDICTION
The Commission has in rem and subject.matter jurisdiction.
OPINION ON VIOLATION
As the caption of this investigation shows, the products in issue relate
to certain integrated circuit telecommunication chips and products containing
same, including dialing apparatus.
I. PARTIES
Incorporated by reference are FF 2 to 14 which identify the parties and
indicates their respective status. The only re§pondents who participated at
the hearing and filed any prehearing and posthearing submissions were Hualon
Microelectronics Corporation [Taiwan] (HMC) and United Microelectronics
Corporation (UMC).
II. IMPORTATION AND SALE
Incorporated by reference are FF 1026 to 1089 which relate to the
importation and sale of the accused products.
III. THE '108 PATENT
A. Alleged Infringement of Asserted Claims 1, 4, -10, 11, 14
15 and 16 by HMC and UMC

Complainant has the burden of proving infringement of the claims in issue

by a preponderance of the evidence. Under Sea Industries v, Dacor
Corp,, 833 F.2d 1551, 4 USPQ2d 1772, 1776 (Fed. Cir. 1987); Hughes Aircraft v.
United States, 717 F.2d 1351, 1361, 219 USPQ 473, 480 (Fed. Cir. 1983) (Hughes
Aircraft). Moreover, "[t]lo establish infringement of a patent, every
limitation set forth in a claim must be found in an accused product exactly or

by a substantial equivalent." Corning Glass Works v. Sumitomo Elec., U.S.A,,
Inc., 868 F.2d 1251, 1259, 9 USPQ2d 1962, 1967 (Fed. Cir. 1989); Pennwalt

Corp. v, Durand-Wayland, Inc., 833 F.2d 931, 4 USPQ2d 1737 (Fed. Cir. 1987)
(en banc), cert. denied, 485 U.S 961 (1988).




Any analysis of infringement involves two inquiries: a proper
construction of the claims to determine their scope and a determination of
whether the properly construed claims encompass the accused products. Palumbo
v, Don-Joy Co., 762 F.2d 969, 974, 226 USPQ 5 (Fed. Cir. 1985). Construction
of a claim is necessary to define the metes and bound of the protection

afforded it. McGill Inc, v, John Zink Co,, 736 F.2d 666, 674, 221 USPQ 944,
cert, denied, 469 U.S. 1037 (1984).

1. Claim Construction
In issue are independent claim 1, claims 4, 10 and 16 (each dependent on
claim 1), claims 11 and 14 (each dependent on claim 10) and claim 15
(dependent on claim 14) (FF 31). The last clause of independent claim 1 reads

in pertinent part:

common switching means on the chip responsive to the control signal
for performing the common switching functions ... including means
for enabling oscillatory circuitry ... means for disabling an audio
transmitter and means for attenuating the output of a receiver.
[Emphasis added]? [FF 31]

HMC and UMC, as well as the staff, argued that the phrase "“common

switching means on the chip" in the above clause must be construed to include

2 A transmitter may be called a microphone or mouthpiece. A receiver can
be referred to as an earpiece. The receiver operates very similar to a
speaker in a stereo (FF 161). The "common switching functions" include
enabling the oscillator, disabling the microphone and attenuating or muting
the earpiece (FF 37). It is necessary to disable the transmitter during tone
dialing operation because extraneous noise, such as a voice, could go into the
transmitter and cause the phone to misdial (FF 355, 358, 383). It is also
necessary to attenuate the receiver, when a tone is .being generated, to keep
from having too loud a signal in the ear of the telephone user (FF 356, 359,
383). The oscillator must be shut off when a person using the telephone is
trying to talk, and it must be turned on when the person using the telephone
is trying to dial or create tones (FF 357, 383). (See also FF 337)



certain transistors® "on the chip" that act as the "switches"® which actually
perform the claimed common switching functions, viz., the "means for enabling
oscillatory circuitry -++, means for disabling an audio transmitter and means
for attenuating the output of a receiver." (RB2 at 4, SB2 at 21, 22).
Complainant argued that the "common switching means need only perform the
common switching functions in such a way as to enable the use of the simple,
calculator type keyboard." (CBR2 at 7). Inventor Callahan,’ who testified as
a fact and expert witness at the hearing,® interpreted the claimed phrase
"common switching means on the chip" as the "VKﬁ signal ... that's on the chip
and that can be used to drive all chip components” (FF 34, 35). Complainant's
Fair interpreted the claimed "common switching means on the chip” as & "means
whereby a voltage is created in an output pin or a current is enabled to flow
from that output pin to control the common switching functions, the common key
functions" (FF 349). Each of Callshan (FF 350) and Fair (FF 349), and also

complainant at closing argument (Tr. 4409, 4410), admitted that the "common

5 A transistor is a single device which can conduct current. From an
economic standpoint, it is preferred to put as many transistors as possible
onto an integrated circuit chip (FF 117).

4 A switch is used to cause current to flow, or not flow, on a selected
path and it may also transmit voltage (FF 365). Inventor Hoffman testified
that a control signal is used to drive a switch but is not a switch (FF 351,
363). Moreover it is an undisputed fact that a control signal is not a switch
(FF 363).

5 The named inventors of the '108 and '886 patents are Michael J. Callahan,
Jr. and Gordon B. Hoffman (FF 27).

6 HMC and UMC rely on expert testimony of Magleby and Kooi to support their
construction of the claimed language in dispute. See eg., RX-1 and RX-3.
Complainant relies on expert testimony of Fair and Callahan to support its
construction. See eg., CX~503, CRX-112. The record reflects that Magleby,
Fair and Callahan were compensated for their time, with Callahan compensated
not only in his role as an expert witness but also in his role as a fact
witness (FF 15 to 19).



switching means" as construed by them would not effectuate the functions of
disabling the transmitter and muting the receiver.” &
Referring to the claimed language in dispute, the language is not couched

° Thus the language does not merely

merely in means-plus—-function language.
state a common switching means for performing the common switching functions
including means for disabling an audio transmitter and means for attenuating

the output of a receiver. Rather, the plain language in dispute contains the

following express limitation not subject to means-plus-function language, viz.

7 While complainant takes the position that independent claim 1 in issue
does not require that there be on_the chip elements which would effectuate the
functions of disabling the transmitter and muting the receiver, complainant
argued that in addition to the "preferred embodiment" the specification of the
'108 patent includes an embodiment in which the entire system is included on a
single chip using solely MOS integrated circuitry with only crystal, keypad
and the telephone handset, including the microphone (transmitter) and speaker
(receiver) not on the chip. (CB2 at 16, 17). Although an "Invention
Disclosure” form does not form a portion of a patent specification,
complainant also argued that “the inventors 'Invention Disclosure' form,
prepared prior to the patent application" refers to an alternative embodiment
using "a combination of 'CMOS and/or bipolar transistors'". (CB2 at 17, 18).

8 It is undisputed that the "common switching means" disclosed in the '108
patent for disabling the microphone and muting the receiver are means which
are provided electronically as part of the chip of integrated circuitry (FF
348) .

? Pursuant to the last paragraph of 35 U.S.C. § 112:

An element in a claim for a combination may be expressed
as a means or step for performing a specified function
without the recital of structure, material, or acts in
support thereof, and such claim shall be construed to
cover the corresponding structure, material or acts
described in the specification and equivalents thereof.
(Emphasis added)

As seen from the above, the statute states that an glement may be expressed as
a "means". In this investigation complainant contends that the "element" or
"means" of 35 U.S.C. §112, supra is merely a VKB signal that is on the chip,
but which does not effectuate the functions of disabling the transmitter and
muting the receiver.



common switching means "on the chip responsive to the control signal."
(Emphasis added). Accordingly the term "on the chip"'® should be given its
ordinary and plain meaning to one having ordinary skill in the art to which
the subject matter pertains, unless it appears from the '108 patent
specification and the file history of the '108 ;atent that the term was used
differently by the inventors. Envirotech Corp, v. Al George Inc,, 730 F.2d
753, 759, 221 USPQ 473, 477 (Fed. Cir. 1984) (Envirotech);'' Semmed Inc. v.
Richard-Allen Medical Industries, Inc., 888 F.2d 813, 12 USPQ2d 1508, 1511-13
(Fed. Cir. 1989) (Senmed);'? Jonsson v, The Stanley Works 903 F.2d 812, 820,
14 USPQ2d 1863, 1871 (Fed. Cir. 1990).

At the outset, while complainant has argued that the 1anguage in
independent claim 1, viz. "common switching means on the chip," can refer to
merely a "VKB signal... that's on the chip," independent claim 1 refers to
" "common switching means on the chip responsive to the control signal",
(Emphasis added). Also complainant at closing argument (Tr. at 4162) and its
expert Fair have admitted that the claimed term can include means "on the
chip" which effectuate all the common switching functions (FF 554).

Referring to the specification of the '108 patent under the subheading

10 See FF 117, 118, 119 for the ordinary meaning of the word "chip".

1 In Envirotech the Federal Circuit held that if an inventor chooses to be
his own lexicographer and to give terms uncommon meanings, the inventor must
set out the uncommon definition in some manner within the patent
specification, citing Lear Sjegler, Inc, v. Aerogrip Corp., 733 F.2d 881, 889,
221 USPQ 1025, 1031 (Fed. Cir. 1984); Intellicall Inc. v. Phonometrics Inc.
952 F.2d 1384, 21 USPQ2d 1383, 1386-87 (Fed. Cir. 1992).

12 In Senmed, the Federal Circuit noted that nothing of record indicated
that an inventor used "on" differently from how it was used in the
specification and during prosecution until he was in Court, and that an
inventor may not be heard to proffer an interpretation that would alter the
undisputed public record (claim, specification, prosecution history).



"Summary of the Invention," the 'l108 patent states that the common key
functions such as powering up the circuitry, switching out the transmitter and
connecting muting resistance into the receiver circuit are provided
electronically as part of the chip of integrated circuitry (FF 50). Later, in
discussing the preferred embodiment the specification states that with the
exception of the crystal of reference oscillator, the signal generator is
fabricated as a single integrated circuit (FF 56). Such language in the
specification is found to be consistent with thg claim requiring that the
common switching means or the elements (which effectuate the functions of
disabling the transmitter and mutting the receiver) be on the chip. The
administrative law judge finds nothing in the '108 specification that suggests
that the tgrm "on the chip" in independent claim 1 refers merély to a "VKB
signal”.

Referring to the file history of the '108 patent (FF 67 to 116), initial
claim 45 of the earliest of the three applications, which resulted in the '108
patent, contained'the language

"common switching means on said chip for enabling said oscillator,

disabling on off-chip audio transmitter and attenuating an off-chip

receiver during generation of said dual-tone output signal”

[Emphasis added)

(FF 67). Also, in prosecution of that application the inventors' attorney
argued that another major difference in the present system and those of the
references is with respect to the common switching functions which are
included on the same integrated circuitry chip in the present invention and
which help to represent a major change in system desigﬁ'that leads to a much
simpler, less expensive and more compact system than those of the prior art
(FF 83).

In continuation divisional application Ser. No. 831,736, proposed claim

9



49 had the language
"common switching means on said chip fesponsive to said
control signal for performing the common switching
functions ..." [Emphasis added]

(FF 92). In response to a rejection of the Patent Office, claim 49 was

amended on August 7, 1978 to read in part:

A telephone communication system including a multiple
frequency signal generator on a complementary symmetry,

metal-oxide, semiconductor circuitry chip .... [Emphasis

added]
(FF 96). Amended claim 49 also referred to "common switching means... on said
chip responsive to said control signal for performing the common switching
functions" (Emphasis added) (FF 96). Comparable language i; found in
rewritten independent claims 51 and 53 (FE 99). In the remarks section of the
August 7, 1978, amendment the inventors' attorn;y argued that the common key
functions such as powering up the circuitry, switching out the transmitter and
connecting muting resistance into the receiver circuit are provided
electronically as part of the chip of the integrated circuitry (FF 97). It
was also argued, in the same amendment, that by including tﬁé common key
functions on the chip, the size and maintenance requirements of the system are
further reduced (FF 97). 1In the third application, viz. continuation Ser. No.
2,424, the inventors' attorney amended claim 49 such that it read "common
switching means on_the chip responsive to the control signal for performing
the common switching functions" (Emphasis added) (FF 107) which language is
also found in twice-amended claim 49 (FF 110). The administrative law judge
finds no disclosure in the '108 file history that the language "as part of the
chip of integrated circuitry" in the '108 patent specification, or "common
switching means" with the express limitation on the chip in independent claim
1, should be construed as merely an "element" or a "means" (as that term is

10



used in 35 U.S.C. §112) which is a "VKB signal ... that's on the chip and that
can be used to drive all chip components,"” but which "element" or "means"
would not effectuate the functions of disabling the transmitter and muting the
receiver,13 1
Based on the express language of independent claim 1, the '108 patent

specification and the file history of the '108 patent, the language "common
switching means" in independent claim 1 is construed such that the claimed
"telephone communication system" comprises a common switching means or
elements that must be on the chip and must effectuate the functions of
enabling the oscillator, disabling the transmitter and attenuating the

receiver.

2. The Accused Products

13 A contemporaneous publication of complainant's predecessor Mostek
commenting on the invention of the asserted claims and dated July 1974, stated
in part that "the single C-MOS chip contains all the switching functions
handled by the dual-contact, sliding matrix keyboard now used ..." (FF 558,
566 to 568) (Emphasis added). As inventor Hoffman testified, a control signal
is not a switch (FF 351). Moreover, as inventor Callahan testified, a
transistor can be used for a switch (FF 352). Nothing in the July 1974
publication suggests that the quoted language refers to merely a "VKB signal
... that's on the chip" and which will not effectuate gll the switching
functions or key functions (the terms "common key functions" and "common
switching functions" are used interchangeably (FF 345)).

14 At the time inventors Hoffman and Callahan filed their application on
September 29, 1975, for the '108 patent, the common switching functions of a
telephone included applying power to the oscillator, disconnecting the audio
transmitter, and attenuating the receiver (FF 385, 387) and the common switch
directly carried out the functions of enabling the oscillator, disabling the
transmitter and attenuating the output of the ear piece (FF 237, 389). When
Callahan started work on the DTMF dialer chip invention he took apart many of
the phones used during that time period to determine what kinds of prior art
telephones generated DIMF signals (FF 171). 1In replacing the mechanical
switch inventor Hoffman testified that it was desirable to put the common
switch on the chip for reasons of cost and because the entire thrust of
integrated circuits is to get as much of the system value onto the chip as
possible (FF 390).

11



The administrative law judge finds that the chips of UMC and HMC have
their means for disabling an audio transmitter and for attenuating the output
of a receiver off the chip (FF 396 to 402). Accordingly, he finds that
complainant has not established by a preponderance of .evidence that the
accused chips of HMC and UMC infringe independent claim 1 and dependent claims
4, 10, 11, 14, 15 and 16.%

B. Validit sserted Claims Under 35 U.S, C, §103

35 U.S.C. § 282 creates a presumption that a United States patent is
valid. A patent challenger must establish invalidity by clear and convincing
evidence. Jones v, Hardy, 727 F.2d4 1524, 1528, 220 USPQ 1021, 1024 (Fed. Cir.
1984). When no prior art other than tﬁat which was considered by the Patent
and Tradema;k office (PTO) is relied on by an alleged infringer, there is the
added burden of overcoming the deference that is due to a qualified government
agency presumed to have done its job. i oist & i v, Sowa &
Sons, Inc., 725 F.2d 1350, 1359, 220 USPQ 763, 770 (Fed. Cir.) cert. denied,
469 U.S. 821 (1984). See also Fromson v. Advance Offset Plate, Inc,, 755 F.2d
1549, 225 USPQ 26, 31 (Fed. Cir. 1985). However the fact that the basis for
holding a claim invalid does not include different or additional references
than the references cited by the PTO is not dispositive of the issue of
validity. Rather the issue is whether substantial evidence in the record

supports a factual determination undeflying any legal conclusion that a patent

is not valid. See Iyler Refrigeration v, Kyson Industrial Corp,, 777 F.2d
687, 690, 227 USPQ2d 845 (Fed. Cir. 1985); e _Technolo v
15 If the accused chips do not include each limitation present in

independent claim 1 of the '108 patent, they cannot infringe dependent claims
4, 10, 11, 14, 15 and 16 in issue. W v v i
Inc,, 870 F.2d 1546, 1552 n.9, 10 USPQ2d 1201, 1207 n. 9 (Fed. Cir. 1989).
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Intern, Trade Com'n, 801 F.2d 1336, 1340, 231 USPQ2d 192 (Fed. Cir. 1986).

HMC and UMC, at closing argument, admitted that they do not challenge the
validity of the asserted claims under 35 U.S.C. §102 (Tr. at 4393, 4304), HMC
and UMC, as well as the staff, however contend that the asserted claims of the
'108 patent are not valid under 35 U.S.C. §103.

Under 35 U.S.C. §103, a patent may be held not valid if the invention
claimed does not satisfy the requirement for nonobviousness as set forth in 35
U.s.C. §103:

A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section
102 of this title, if the differences between the subject
matter sought to be patented and the prior art are such
that the subject matter as a whole would have been obvious
at the time the invention was made to a person having
ordinary skill in the art to which said subject matter
pertains,

Graham v. John Deere Co., 383 U.S. 1, 17-18, 148 USPQ 459, 467 (1966)

articulated the test for determining obviousness under 35 U.S.C. §103:

[Tlhe scope and content of the prior art are to be
determined; differences between the prior art and the
claims at issue are to be ascertained; and the level of
ordinary skill in the art resolved. Against this
background, the obviousness of the subject matter is
determined. Such secondary considerations as commercial
success, long feld but unsolved needs, failure of others,
etc., might be utilized to give light to the circumstances
surrounding the origin of the subject matter sought to be
patented. As indicie of obviousness or nonobviousness,
these inquires may have relevancy.

Obviousness is a question of law based on factual inquires. Akzo NV, v, U,S,
Intern, Trade Com'n, 808 F.2d 1471, 1480, 1 USPQ2d 1241, 1246 (Fed. Cir.
1986), cert. denied, 469 U.S. 851 (1989) (Akzo); Ashland Qil, Inc, v, Delta

Resins & Refractories, Inc,, 776 F.2d 281, 227 USPQ 657, 667 (Fed. Cir. 1985).

A reference for use under 35 U.S.C. §103 need not be enabling as complainant
stated in closing argument (Tr. at 4403) A patent challenger, however, under

13



35 U.s.C. §103, "cannot pick and choose among the individual elements of
assorted prior art references to recreate the claimed invention." Smithkline
Diagnostics, Inc. v. Helena Laboratories Corp., 859 F.2d 878, 887, 8 USPQ2d
1468 (Fed. Cir. 1988) (Smithkline). Indeed, as the Federal Circuit has held:
[iJt is insufficient that the prior art disclosed the components of
the patented device, either separately or used in other

combinations; there must be some teaching, suggestion, or incentive
to make the combination made by the inventor.

Northern Telecom, Inc, V. Datapoint Corp., 908 F.2d 931, 934, 15 USPQ2d 1321
(Fed. Cir.), cert. denied, Datapoint Corp. v. Northern Telecom. Inc., 111
S.Ct. 296 (1990) (Northern Telecom).'® In making such an analysis, the claim

must be viewed as a whole. It is improper to treat a claim as a mere catalog

of separate parts, in disregard of the part-to-part relationships set forth in

the claim aﬁd which give the claim its meaning. . Li chi abrik
GmbH v, American Hoist and Derrick Co., 730 F.2d 1452, 1459, 221 USPQ2d 481

(Fed. Cir. 1984). A "hindsight reconstruction" cannot be used to render an

' In Int v, U.S, Intern. Trade Com'n, 946 F.2d 821, 20 USPQ 2d
1161, 1172-73 (Fed. Cir. 1991) (Intel Corp,), under the subheading "Validity
of the '050 Patent," the Federal Circuit noted that a claim 1 in issue, which
related to a metal oxide semiconductor (MOS) electronically programmable read
only-memory (EPROM), was allowed when it was narrowed to include the extension
of a shield's side walls down to the substrate, blocking horizontally-
traveling radiation. As the Federal Circuit stated, the administrative law
judge had considered the prior art which taught that the use of shielding side
walls would reduce the amount of light reaching the cells, but had found that
the prior art did not teach that the side walls should extend all the way to
the substrate (as was claimed) and that the prior art did not describe a
method of shielding a circuit thoroughly enough to last for the normal life of
an EPROM. (The claim 1 there in issue concluded "whereby said EPROM cell can
be permanently programmed so that said redundant elements are always used in
place of said defective elements") The Federal Circuit, in affirming the
conclusions of the Commission and the administrative law judge that
respondents had failed to prove by clear and convincing evidence that claim 1
was invalid for obviousness under 35 U.S.C. §103, concluded that the evidence
showed that the results of extending the sidewails in the manner claimed in
the '050 patent were surprising.
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asserted claim obvious. Interconnect Planning Corp. v, Feil, 774 F.2d 1132,
1143, 227 USPQ2d 543 (Fed. Cir. 1985). (Interconnect).

HMC and UMC argued that independent claim 1 is obvious and hence invalid
in view of the combined teachings of an Electronics publication (Electronics)
and a Meacham '084 or a Hoff '709 or a Proebsting '254 patent;17 that a Thomas
'028 patent when considered in combination with Electronics or with a Borison
'090 patent would render claim 1 obvious; that dependent claim 4 is obvious in
view of the combined teachings of the Meacham '0O84 patent and Electronics in
the manner described with respect to claim 1 in view of the teaching of a
Jackson '819 patent or in view of the Thomas '028 patent, the Borison '090
patent and a Jackson '819 patent; that dependent claim 10 is obvious in view
of the combined teachings of the Thomas '028 patent, the Meachém*'OSé patent
and Electronics as applied in the manner described with respect to claim 1,
that dependent claim 11 is obvious for the same reasons that claim 10 is
obvious; that dependent claim 14 is obvious in view of the Thomas '028 patent
when considered in conjunction with the prior art which renders claim 1 of the
'108 patent obvious; that dependent claim 15 is obvious in view of teachings
in the Meacham '084 patent or the Jackson '819 patent; and that dependent
claim 16 is obvious in view of the combined teachings of Electronics and the

Hoff '709 patent or an article of Cowpland et. al. entitled "Microcircuits For

7 Under the subheading "Claim 1 of the '108 patent is invalid in view of a
the prior art," HMC and UMC argued that on page 139 of Mostek August 1974
Integrated Circuit Guide (IC Guide) there is shown, as a product to be
announced, the MK5085 (RX164) and that a block diagram in the IC Guide shows
this telephone tone generator to be essentially identical to Figure 1 of the
'108 patent. (RB2 at 53, 54). HMC and UMC, however, have not alleged that
any claim of the '108 patent is anticipated by any prior art (Tr. at 4393,
4394), Moreover in the proposed findings of UMC and HMC it is not alleged
that the claims in issue of the '108 patent are obvious over the IC Guide or
any combination comprising the IC Guide.
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An All Electric Telephone", International Electrical Electronics Conference
and Exposition Digest, October 1973 at 134-35. (RB2 at 53-64).

The staff argued that the "108 patent is obvious" based upon the
combination of the "concepts contained in the Meacham, Jackson, Thomas and
Electronics article prior art references." (SB2 at 52).

Complainant argued that no pricr art reference in the record even
approaches the claims in issue of the '108 patent; that HMC and UMC "rely upon
a patchwork of seven unrelated references, carefully picking only bits and
pieces to recreate the '108 patent claims," which assembly is "contrary to
long-standing precedent and not supported by the evidence." (CB2 at 46).

Electronics, the Meacham '084 patent, the®Jackson '819 Qatent, the
Thomas '028 patent'and/or the Proebsting '254 patent, relied on by HMC and UMC
and the staff, are prior art under 35 U.S.C. §102(b) in view of their

respective publication dates (FF 557, 558, 560 to 563)." Moreover, a

18 HMC and UMC objected to complainant's proposed finding 832 which states
that the tone dialer chip invention was conceived on December 28, 1973, and
which relies on patent invention disclosure form CX-30 and the live testimony
of inventor Callahan at Tr. 566-67. It was argued by HMC and UMC that the
date of conception of an invention cannot be established by the uncorroborated
testimony of an inventor "under applicable law" and hence complainant provides
"insufficient corroborating evidence" to support the alleged date of
conception.

In Refac Electronics Corp, v. R.H, Mary & Co,, 9 USPQ2d 1497, 1502
(D.N.J. 1988), f'd in unpublished opinion, 871 F.2d 1097 (Fed. Cir. 1989)

(Refac) the district court held that the patentee's assertion of a pre-filing
date of invention "is not supported by any documentation or contemporaneous
written materials which describe (the invention]." However in Sun Studs, Inc,
v. ATA Equipment leasing, Inc. 872 F.2d 978, 983, 10 USPQ2d 1338 (Fed. Cir.
1989) (Sun Studs), where the patentees had adduced evidence to show conception
of the invention of the patents in issue before the filing date of a cited '
reference, the Federal Circuit concluded that the "district court allowed the
jury to consider this evidence, although the court erroneously instructed the
jury that corroboration was required and adopted other criteria derived from
interference practice ... which errors placed a greater burden on the ...
[patentees] than the law requires." As the Federal Circuit stated, the
(continued...)
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reference relied on in challenging a patent under 35 U.S.C. §103 need not be
enabling, as complaiﬁant stated -(Tr. at 4403). An analysis for patent
validity, like an analysis for patent infringement, requires interpretation of
the claim in issue. However, a claim must be given the same meaning for the
purpose of analyzing both validity and infringement issues. White v. Dunbar,
119 U.S. 47, 51 (1886); Senmed, 888 F.2d at, 818 n.7, 12 USPQ2d at 1511; W.L.

Gore & Associates, Inc, v. Garlock, Inc,, 721 F.2d 1540, 220 USPQ 303, (Fed.

Cir. 1983), cert, denied, 469 U.S. 851 (1984). The administrative law judge
in his infringement analysis has construed the language of the asserted claims

as comprising a common switching means or elements that must be on the chip

18(...continued)

patentees told the district court, and its expert testified, that prior art
was removed as a reference against the claimed inventions on a procedure
regulated by 37 C.F.R. §1.131 (the filing of a 131 affidavit or declaration)
during prosecution before the PTO. Id. at 983. PTO rule 131 states in
pertinent part that original exhibits of drawings or records or photocopies
thereof "must accompany and form part of the affidavit or declaration of their
absence satisfactorily explained.” 37 C.F.R. §1.131(b).

At the hearing in this investigation there was sworn testimony of the
inventor Callahan and he was subjected to unlimited live cross examination.
Moreover, even in Lockheed Aircraft Corp, v, United States, 593 F.2d 69, 193
USPQ 449 454 (Ct. Cl, 1977) (Lockheed) relied on by HMC and UMC, the Court
found that "the oral testimony of the inventor" and the patent attorney
coupled with contemporaneous documentary evidence of record was sufficient to
establish that the inventor conceived the invention before the effective date
of a reference and exercised reasonable diligence from that date until he
filed a patent application. Accordingly, the administrative law judge rejects
the argument that the oral testimony of inventor Callahan must be rejected
outright because it was not corroborated.

Based on the evidence (FF 165 to 224, 409 to 556) the administrative law
judge finds that the tone dialer chip inventions, as claimed in the '108 and
'886 patents, were conceived on December 28, 1973 followed by diligence and
the filing of Ser. No. 617,955 on September 29, 1975 (FF 178). Accordingly,
he finds that the Hoff '709 patent and the Borison '090 patent are not prior
art under 35 U.S.C. §102(b) in view of the March 7, 1974, filing date of the
Hoff '709 patent (FF 559) and the February 13, 1975 filing date of the Borison
'090 patent (FF 564).
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and effectuate the functions of enabling the oscillator, disabling the
transmitter and attenuating the receiver. The administrative law judge finds
nothing in any of the cited references which shows how a "telephone
communication system" can be made in which the common switching means or
elements on the chip in the system effectuate the functions of enabling the
oscillator, disabling the transmitter and attenuating the receiver.
Accordingly, the administrative law judge finds that HMC, UMC and the staff
have not established that the asserted claims in issue are not valid under 35
U.s.C. §103.

Assuming arguendo, independent claim 1 can be construed such that the
claimed telephone communication system involves a chip and the system has a
switching means which "need only perform the common switching functions in
such a way as to enable the use of the simple, calculator type keyboard" (CB2
at 7), then the administrative law judge finds that HMC, UMC and the staff
have established by clear and convincing evidence that independent claim 1 and
dependent claims 4, 10, 11, 14, 15 and 16 are obvious under 35 U.S.C. §103 in
view of Electronics, when taken with the Thomas '028, Meacham '084, Jackson
'819 and Proebsting '254 patents, and hence that they would not be valid under
35 U.s.C. §103. q

| As inventor Callahan testified it was inventor Hoffman's idea in the
early seventies when he was working for Mostek to initiate a project which

9

would build a chip that would dial a phone using DTMF dialing.' 1Incorporated

b4 In dual tone multiple frequency (DTMF) dialing as developed, there are
always two tones created together in any particular button depression. Row
frequency tones are 697 Hz, 770 Hz, 852 Hz and 941 Hz Column frequency tones
are 1209 Hz, 1336 Hz, and 1477 Hz. If a number, such as "5", is pressed on
the keypad, and referring to CX-26, the two tones generated would have a row
frequency of 770 Hz and a column frequency of 1336 Hz. Those two tones are
(continued...)
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with that idea was to include, as a frequency standard, a 3.58 megahertz
(MHz)?® color burst crystal which was commonly used in color television sets,
as well as to utilize an inexpensive calculator type keyboard as opposed to
the common telephone keyboard (FF 172). The statutory bar reference
Electronics expresses that idea. Thus Electronics discloses that Mostek, the
named assignee of the '108 patent (FF 27), was developing a telephone tone-
keying module that Mostek estimated could shave about half the cost from its
electromechanical counterpart. It further discloses that in the Mostek
approach, instead of two coils with four windings each then in use in
telephones, an inexpensive, off-chip 3.58 megahertz crystal is used "for
reference, and divides down to obtain the audio frequencies" standardized by
the telephone industry; that "[oln the chip, an op amp perform$~current-to-
voltage conversion, as well as summing the two sine waves to get the time
pairs used"; that besides the tone generator the single C-MOS chip contains
switching functions then handled by the dual-contact sliding matrix, which
allows touch pads of the calculator one-contact-per-key type; and that despite
the high frequency, "the chip will operate at voltages down to 3V."
Electronics also discloses that the Mostek approach "boasts a low-impedance
buffer capable of driving telephone lines" (FF 566). As inventor Callahan
testified, Electronics has subject matter of the invention of the '108 patent
(FF 567, 568). Moreover, as confirme& by Magleby, Electronics discloses that

a CMOS chip teaches the use of touch pads of the calculator one-contact-per-

9(...continued)

mixed to produce the dual tone signal which is sent.out to the central office,
where it is detected and recognized as key number 5 (FF 62, 146, 149, 150,
151, 233). DTMF dialing technology was introduced in the mid 1960's (FF 229).

0 "Hertz" is an abbreviation for cycles per second (FF 147).
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key type to generate on chip a tone-pair (FF 569). While there is no detail
in Electronics of how the single CMOS chip will be designed and built to allow
the single CMOS chip to contain switching functions and to allow use of touch
pads of the calculator one contact per key type, the administrative law judge
finds that there is a "teaching, suggestion, or incentive"?! to effectively
abandon the sliding matrix keyboard and allow use of the touch pads of the
calculator one contact per key type (FF 575, 576).

Although Electronics does not tell one how frequency dividing is done,
frequency dividing was well known in the art (FF 575). Moreover, the Thomas
'028 patent discloses a crystal oscillator generating a signal having a
frequency of a 3.57 megahertz in combination with dividing circuitry and logic
gates (FF 579).% The Thomas '028 patent also discloses a digital tone signal
generator for use in a telephone application and the use of a multiple
frequency signal generator on a complementary symmetix, metal oxide,
semiconductor integrated circuit chip for digitally synthesizing a dual-tone
sinusoided representative signal of a selected key in a keyboard (FF 587).
While the telephone company specification requires integrated circuits of this
type to be powered by the telephone line power, Meacham shows that a telephone
communication system can be powered solely by telephone lines (FF 572). The
Proebsting '254 patent shows the generation of a common control signal
responsive to the pushing of a button (FF 573).

With respect to dependent claim 4 of the '108 patent, which relates to

specific transistors and a bleeding resistor (FF 31), the Jackson '819 patent

2 See Northern Telecom, supra, at 1314,

22 See FF 314 and 316 for a discussion of the dividing down functions in
Fig. 1 of the '108 patent.
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shows bipolar transistors for disabling the receiver and driving the
transmitter and the use of a bleeding resistor is shown in Meacham '084 patent
(FF 577, 578). Referring to dependent claim 10 and its reference to
oscillator circuitry (FF 31), the Meacham '084 patent teaches enabling an
oscillator circuit (FF 579). The use of a field effect transistor for
enabling the oscillator as a switch between a positive line voltage and a
terminal of the oscillator circuit recited in claim 11 is found obvious in
view of the Jackson '813 and Meacham '084 patenis (FF 580, 581). Claim 14,
which depends on dependent claim 10 and which recites that the common
switéhing means connects the signal generator to a power supply in response to
the control signal (FF 31), is found obvious in view of the Meacham '084 or
Thomas '028. patents (FF 582, 583). |

Referring to claim 15 and its reference to felephone input lines (FF 31)
the Meacham '084 patent or the Thomas '028 patent shows a bipolar transistor
coupled between conductors from the central office which bipolar transistor is
driven at its base by the signal generator comprising coils and related RLC
circuits (FF 584, 585). With respect to claim 16, Electrogiés discloses the
use of a plurality of single-pole single-throw switches for the keyboard (FF
586).
Iv. THﬁ '886 PATENT

A. Alleged Infringement of Asserted Claims 6, 7. 8, 9, 13 and 14 by UMC
Complainant has not alleged that HMC or UMC directly infringe the '886

patent nor that HMC contributorily infringes or infringes by inducement the
'886 patent. It has alleged that UMC contributorily infringes and infringes
by inducement claims 6 to 9, and 13 14 of the '886 patent (ALJ Ex.1). As

indicated in Section III of this opinion, which dealt with the 'l08 patent,
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any analysis of infringement first requires a construction of the claims in
issue to determine their scope and then a determination as to whether the
properly interpreted claims encompass the accused products.

1. Claim Construction

In issue are independent claims 6 and 13, claims 7, 8 (each dependent on
claim 6), claim 9 (dependent on claim 8) and claim 14 (dependent on claim 13)
(FF 28).

UMC has argued that each of independent claims 6 and 13 describes a
single tone generator rather than a dual tone generator. (RB2 at 82). The
staff argued that claims 6 and 13, by their express language, are limited to a
tone generator that produces a single sine wave representative of a selected
key. (SB2 at 15). ‘

Complainant argued that UMC has the "mistaken assumption" that
independent claims 6 and 13 are directed solely to signal generators that
produce an output signal that is uniquely representative of a single key which
means that each key on the keyboard has a signal that uniquely represents it;
that UMC and the staff ignore the fact that asserted claims 6 and 13 are
written in means-plus-function language, and that one of the indispensable
elements in both claims is "keyboard means"; that by the very nature of how a
matrix-type (i.e., telephone) keypad works, the signals produced when a key is
pressed are common to each row of keys and each gcolumn of keys; and that
because the part-to-part relationships of a claim cannot be ignored, the
signals produced in accordance with independent claims 6 and 13 must be
representative of a row or column of keys from a telephone type keyboard.
(CBR2 at 19). It is argued that independent claims 6 and 13 are directed to

one-half of the type of signal produced by the dual tone generators of claims
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1 and 15 which are not in issue, viz. that the asserted claims are directed to
the production of a signal representative of a row of keys, or a signal
representative of a column of keys. (CBR2 at 20).% 2 Complainant argued
that its concept is easily explained with reference to Figure 1 of the '886
patent; and that while Figure 1 is indisputedly directed to a dual-tone signal
generator with the top half of Figure 1 generating "the row tone and the
bottom half the column tone," independent claims 6 and 13 are directed to a

subcombination of Figure 1, i.e., they read on the circuitry that produces

2 In support, complainant referenced its proposed finding of fact 1022
which reads:

The signal generator described in Claim 6 of the '886
patent is accurately represented by the figures and the
text of the '886 patent. In looking at Figure 1 of the
'886 patent with respect to claim 6, the sine wave
generated will be outputted at block 28. "Keyboard means,
having actuable keys on said keyboard for generating
pulses representative of an actuated key," are represented
in the '886 patent, Figure 1, by blocks 14, 16, and 18.
The "reference means for generating a reference frequency
signal" is shown in block 12 of Figure 1. The "means for
dividing the reference frequency in response to pulses to
generate a digital signal having a frequency
representative of an actuated key," corresponds to the
circuitry in block 20 or block 22 of Figure 1 of the '886
patent. These are the programmable dividers. The
frequency coming out of block 20 is representative of the
key which has been selected. The "programmed logic array
means, having a memory matrix for generating a plurality
of digitally coded signals in response to said digital
signal, and digitally coded signals being representative
of a sinusoidal waveform having the frequency of said
digital signal," is the circuitry shown in block 24 of
Figure 1. The "conversion means connected to the output
of the programmed logic array means for converting said
digitally cored signals to an analog sine wave"
corresponds to block 28 in Figure 1, which is the
converter. (Callahan, Tr. 655-58; CX-3)

2 See also testimony of inventor Callahan (FF 329).
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either the row tone or the column tone. (CBR2 at 20, 21).2%%

All the parties are in agreement that indepéndent claim 6 describes a
signal generator for producing a single signal which represents a depression
of a key on a keyboard.26 Where the parties differ is in the construction of
the term "output" in the preamble of claim 6 as well as in the preamble of

claim 13 (FF 28). Complainant argued, with reference to claim 6, that the

2 The preamble of independent claim 6 states:

"A signal generator for providing an output signal
representative of a keyboard selection, comprising ..."
[Emphasis added]

(FF 28). At closing argument on February 8, 1993, complainant represented
that the "output signal” of the preamble for claim 6, with reference to Figure
1 of the '886 patent would be the output of one of the two conversion means,
i.e., either of box 28 or box 30, and that it would not be a DTMF output
signal. (Tr. at 4435, 4436) Complainant represented that the "output signal"
recited in the preamble of claim 13, which is identical to the preamble of
claim 6, is not an analog signal and that with reference to Figure 1 the
output would be from sine wave PLA box 26 or box 24, (Tr. at 4436)

%  For example, see complainant's proposed finding 1021 and the following
testimony of UMC's Magleby:

THE WITNESS: I think Claim 6 describes a signal generator to
produce an output signal which represents a depression of a key on a
keyboard. And it does this by starting with a frequency reference
and divides that frequency by the appropriate number to get the
frequency representing the desired key, and then converting that
frequency to a series of digitally coded signals and then converting
those digitally converted signals to an analog waveform to produce
the desired output signal.

And so in lay terms, I think that's what this claim calls for.
BY MR. LUPO:

Q It is a single signal general {sic] ? 1It's not a DTMF
generator; is that correct?

A That's correct.

(Tr. at 2678, 2679).
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term "output signal” covers only an intermediate single tone which is
representative, for example, of a row in the dual tone multiple frequency
generator.27

UMC and the staff argued that the "output signal' of the preambles of the
claims 6 and 13 should not be construed as covering intermediate signals that
are produced in a dual tone multiple frequency generator but rather should be
limited to the ultimate generation of a single sine wave that is
representative of the selected key of a single frequency tone generator. 1In
support UMC argued that its expert Magleby demonstrated that there are devices
in the prior art, such as shown in U.S. Patent No. 3,851,015 (RX 321), which
teach the use of a single key to select a single frequency which is
representative of the key being depressed (citing Magleby, RXlﬁ at 118Q), and
that Magleby pointed out prior art that uses MOS/LSI technology in electronic
organs to create tone genérators vhich generate a single frequency in response
to the depression of a single key. (citing Magleby, RX1C at 120Q-124Q). (RB2
at 42).

UMC and the staff also argued that when all the claims of the '886
patent, including claims 1 and 15 which are not in issue, are considered it is
clear that claims 6 and 13 are intended to cover a structure which ultimately
produces a single frequency sinusoided output signal in response to pressing

of a key and are not intended to relate to a system which produces a DIMF

a7 It is undisputed that when the dual tone multiple frequency generator is
in operation said intermediate signal tone is subsequently summed with a
second intermediate single tone that is representative of a column to produce
the desired dual tone. Both complainant and UMC agree that in a dual tone
multi-frequency generator, a single frequency signal is not uniguely
representative of an actuated key but rather would represent either a row or
column (see UMC's proposed finding 581, which was not disputed by
complainant).
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output signal in responses to the memory of a key. (RB2 at 43, 44; SB2 at 13,
14).

The specification of the '886 patent for the most part relates to a
touch-tone telephone as shown by the lengthy de;cription which respect to
Figure 2 of the '886 patent (FF 64). However, under the subheading "Summary
of the Invention," in addition to the touch-tone telephone embodiment (FF 51),
the patent teaches that in accordance with another aspect of the present
invention, a signal generator provides an output signal representative of a
keyboard selection. In describing the final step of that aspect the '886
patent states that "[clonversion means generate a_sinusoided output signal in
response to the digital signal (emphasis added) (FF 50). No reference is made
here to the touch-tone telephone embodiment (FF 50).2% The "Summary of the
Invention" also teaches that the features of the invention are broad enough to
be included in burglar alarms, electronic combination locks, low-speed modems
for data transfer and remote control/signalling systems (FF 54). In addition

the prosecution history for claims 6 and 13 do not relate, or restrict,29

s Under the subheading "Summary of the Invention" it is stated that "[i]n
accordance with a further important aspect of the present invention, a signal
generator provides an output signal in response to an input signal from one of
a plurality of monitored sources" (FF 52).

& In Polaroid Co v, Eastman Kodak Co,, 789 F.2d 1556, 229 USPQ2d 561,
572 (Fed. Cir.), cert. denied, 479 U.S. 850 (1986), the Federal Circuit

rejected appellant's argument that the district court improperly limited the
"first film-advancing means" in claim 1 to a preferred embodiment in the '392
specification (i.e., a "rear pick, which is shaped like a hook"), and that the
district court improperly permitted that "narrow" construction to dominate its
analysis of the prior art contrary to § 112, which appellant argued required
that a means-plus-function claim be construed to encompass "egquivalents". 1In
rejecting appellant's arguments the Federal Circuit stated that said arguments
were based on a truncation of the claim language on which it rests which
claimed language the Court stated was limited to film advancing means "adapted
to extend into said opening for engaging said foremost film unit at said

second edge thereof and moving said foremost film unit, subsequent to
(continued...)
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those claims to any touch-tone telephone embodiment (FF 82, 84),

All the parties have agreed that independent claims 1 and 15, which are
not in issue, are directed to signal generators that produce two tones--one
representative of a row and one representative of a column of keys--that are
summed to produce the dual-tone signals that are used in tone dialing. (CBR2
at 20). Complainant, however, argued in support of its interpretation of
claims 6 and 13 that the Federal Circuit has explicitly approved
subcombination claims, citing Stiftung v. Renishaw PLC, 945 F.2d4 1173, 1181,

20 USPQ2d 1094 (Fed. Cir. 1991) (Stiftung); Bendix v, U.S, 600 F.2d 1364,

1369, 204 USPQ 617, 620 (Ct. Cl. 1979). In Bendix the subcombination claims
in issue had a "utility [speed-responsive aspect] in a fuel control separate
and apart from altitude compensation" to which other claims were directed and
the Court found that it was clear both from the original application and the
issued patent that altitude compensation is but one feature of the control.
Id. In Stiftung the Court found that the record was clear that the
subcombination claim claimed subject matter which had its own utility Id.

Stiftung, 945 F.2d at 1181, 20 USPQ2d at 1090.

29(...continued)

exposure, through said exit" (Emphasis added); and that the "first film-
advancing means" read, as it must, in the context of the entire claim, limited
the "means" to that disclosed in the patent and equivalents which engage the
"second edge". It further pointed out that as an initial matter, the
district court properly construed the "first film advancing means" in light of
the structure described in the specification; that the district court went on
to note appellee's statement to the PTO during prosecution that the claims
were limited to "a rear pick that engaged the film unit ... only at the
trailing 'edge'"; that appellant had not shown error in the district court's
finding that, in view of the prosecution history, the district court was
compelled to read the claims as limited to a rear pick; and that the Federal
Circuit would not "undertake the speculative inquiry" into why the limitation
was entered, or whether it was directed to one purpose as appellant alleged
but not to others.
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Consistent with the interpretation by the administrative law judge of
Bendix and Stiftung, is Special Equipment Co. v. Coe, 324 U.S. 370, 372-74
(1945) (Egquipment). In issue in Equipment was whether a patent should issue
upon a renewed application for a subcombination of certain elements of an
apparatus. The plaintiff in the district court had made an original
application for a patent on a "fruit-treating apparatus" claiming the
combination of the elements embodied in the apparatus. The apparatus in the
original application was for automatically performing the successive
operations of bobbing (cutting off the stems) of pears, splitting the pears
with 2 fixed vertically positioned knife straddled by overhead traveling
clamps, paring the pears, and coring the pears,-in preparation_for canning or
other processing of the pears. Certain claims to the combination in the
original application were allowed. The renewed application claimed the
apparatus of the original application but without the splitting knife. In the
operation of the apparatus in the renewed application the pears were pre-
split by hand, the split sections were placed face to face in a receiving and
clamping means upon & first turntable, after which the operation, except the
splitting by the splitting knife, proceeded in exactly the same way and
accomplished the same result as when the splitting knife was present. JId. at
371-73. The district court sustained the rejection of the PTO, inter alia,
for the reason that the subcombination claims did not "combine to produce any
useful result." The Court of Appeals affirmed. Significantly the Court of
Appeals, after observing the operation of the subcombination without the
cutting knife, concluded that the subcombination was far more useful in its
operation as shown by moving pictures than the old method of preparing fruit

by hand. In reversing the lower courts, the Supreme Court stated:
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Petitioner's intended use of the patent to prevent others from
appropriating it and by that means from appropriating an essential
part of his complete machine is in no way inconsistent with
petitioner's making other permissible uses of the subcombination
patent. In fact, he does use the subcombination as a part of his
completed machine and proposes to continue to use it. Execution
of his declared purpose to prevent appropriation of either of
his inventions, whether used separately or together, would not
prevent his licensing others to make, use and vend the
subcombination, on terms which would adequately protect the
value of the monopoly of both his inventions to which he is
entitled by the patent laws. d we cannot s