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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN SEMICONDUCTOR CHIPS Investigation No. 337-TA-605
WITH MINIMIZED CHIP PACKAGE
SIZE AND PRODUCTS CONTAINING
SAME

ORDER: GRANT OF JOINT PETITION TO RESCIND CEASE AND DESIST ORDER
DIRECTED TO MOTOROLA, INC.

The Commission instituted this investigation on May 21, 2007, based on a complaint
filed by Tessera, Inc. of San Jose, California (*Tessera”) against Spansion, Inc. and Spansion,
LLC, both of Sunnyvale, California (collectively “Spansion”); QUALCOMM, Inc. of San Diego,
California (“Qualcomm”); ATI Technologies of Thornhill, Ontario, Canada (“ATI”);
STMicroelectronics N.V. of Geneva, Switzerland (“ST-NV”); Freescale Semiconductor, Inc. of
Austin, Texas (“Freescale”) (collectively “Respondents”); and Motorola, Inc. of Schaumburg,
Hlinois (“Motorola™). 72 Fed. Reg. 28522 (May 21, 2007). The complaint alleges violations of
Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, in the importation into the
United States, the sale for importation, and the sale within the United States after importation of
certain semiconductor chips with minimized chip package size or products containing same by
reason of infringement of one or more claims of U.S. Patent Nos. 5,852,326 (“the ‘326 patent”)
and 6,433,419 (“the ‘419 patent”).

On May 20, 2009, the Commission terminated this investigation with a finding of



violation of Section 337 as to both asserted patents. The Commission determined that the
appropriate form of relief is (1) a limited exclusion order under 19 U.S.C. § 1337(d)(1)
prohibiting the unlicensed entry of semiconductor chips with minimized chip package size and
products incorporating these chips that infringe one or more claims of the ‘326 patent and the
‘419 patent, and are manufactured abroad by or on behalf of, or imported by or on behalf of,
Spansion, Qualcomm, ATI, Motorola, ST-NV, and Freescale; and (2) cease and desist orders
directed to Motorola, Qualcomm, Freescale, and Spansion.' The Commission also issued the
confidential version of its opinion on May 20, 2009.

On July 31, 2009, Tessera and Motorola filed a joint petition pursuant to 19 U.S.C. §
1337(k) and 19 C.F.R. § 210.76 to rescind in whole the cease and desist order directed to
Motorola based upon a license agreement entered into between the two parties. On August 12,
2009, the Commission investigative attorney filed a response supporting the joint petition.

Upon consideration of this matter, the Commission hereby ORDERS that:

Tessera’s and Motorola’s joint petition to rescind the cease and desist order

directed to Motorola is GRANTED.

By order of the Commission.

Secretary to the Commission

Issued: August 18, 2009
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN SEMICONDUCTOR CHIPS Investigation No. 337-TA-605
WITH MINIMIZED CHIP PACKAGE
SIZE AND PRODUCTS CONTAINING
SAME

NOTICE OF COMMISSION FINAL DETERMINATION OF VIOLATION QF
SECTION 337; TERMINATION OF INVESTIGATION; ISSUANCE OF LIMITED
EXCLUSION ORDER AND CEASE AND DESIST ORDERS

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined that there is a violation of 19 U.S.C. § 1337 by Spansion, Inc. and Spansion, LLC,
both of Sunnyvale, California (collectively “Spansion”); QUALCOMM, Inc. of San Diego,
California (“Qualcomm”); ATI Technologies of Thornhill, Ontario, Canada (“ATI””); Motorola,
Inc. of Schaumburg, Illinois (“Motorola”); STMicroelectronics N.V. of Geneva, Switzerland
(“ST-NV?); and Freescale Semiconductor, Inc. of Austin, Texas (“Freescale”) (collectively,
“Respondents™) in the above-captioned investigation. The investigation is terminated.

FOR FURTHER INFORMATION CONTACT: Megan M. Valentine, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 708-2301. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at http./www.usitc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket
(EDIS) at http.//edis. usitc.gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION:

The Commission instituted this investigation on May 21, 2007, based on a complaint
filed by Tessera against Spansion, Qualcomm, ATI, Motorola, ST-NV, and Freescale. 72 Fed.
Reg. 28522 (May 21, 2007). The complaint alleges violations of Section 337 of the Tariff Act of
1930, as amended, 19 U.S.C. § 1337, in the importation into the United States, the sale for
importation, and the sale within the United States after importation of certain semiconductor



chips with minimized chip package size or products containing same by reason of infringement
of one or more claims of U.S. Patent Nos. 5,852,326, and 6,433,419.

On December 1, 2008, the presiding administrative law judge (“ALJ”) issued his final
ID finding no violation of Section 337 by Respondents. The ID included the ALJ’s
recommended determination (“RD”) on remedy and bonding. In his ID, the ALJ found that
Respondents’ accused products do not infringe the asserted claims the ‘326 patent or the asserted
claims of the ‘419 patent. The ALJ additionally found that the asserted claims of the ‘326 and
‘419 patents are not invalid for failing to satisfy the enablement requirement or the written
description requirement of 35 U.S.C. § 112 § 1. The ALIJ further found that the asserted claims
of the ‘326 and ‘419 patents are not invalid as indefinite of 35 U.S.C. § 112 §2. The ALJ also
found that the asserted claims of the ‘326 and ‘419 patents are not invalid under 35 U.S.C. § 102
for anticipation or under 35 U.S.C. § 103 for obviousness. Finally, the ALJ found that an
industry in the United States exists with respect to the ‘326 and ‘419 patents as required by 19
U.S.C. § 1337(a)(2) and (3). In his RD, the ALJ recommended that, should the Commission
determine that a violation exists, a limited exclusion order (“LEO”) would be properly directed to
Respondents’ accused chip packages and to the downstream products of Motorola, a named
respondent.

On December 15, 2008, Tessera and the Commission investigative attorney (“IA”) filed
separate petitions seeking review of the ALJ’s determination concerning non-infringement of the
asserted claims of the ‘326 and ‘419 patents. Also on December 15, 2008, Respondents filed
various contingent petitions seeking review of certain aspects of the ALJ’s findings as concern
both the 326 and ‘419 patents in the event that the Commission determined to review the ID’s
findings concerning non-infringement. On December 23, 2008, Respondents filed an opposition
to Tessera’s and the IA’s petitions for review, and Tessera and the 1A filed separate responses to
Respondents’ various contingent petitions for review.

On January 30, 2009, the Commission determined to review the final ID in part and
requested briefing on the issues it determined to review, remedy, the public interest, and bonding.
74 Fed. Reg. 6175-6 (Feb. 5,2009). The Commission determined to review: 1) the ALJ’s finding
that Respondents’ accused devices do not infringe the asserted claims the ‘326 and ‘419 patents;
2) the ALJ’s finding that Tessera has waived any argument that the accused products indirectly
infringe the ‘419 patent; 3) the ALJ’s finding that Motorola’s invention of the 1989 68HC11
OMPAC chip (“OMPAC”) does not anticipate the asserted patents under 35 U.S.C. § 102(b); and
4) the ALJ’s finding that the Motorola’s OMPAC invention does not anticipate the asserted
patents under 35 U.S.C. § 102(g). Id. The Commission determined not to review the remaining
issues decided in the ID. On February 6, 2009, Respondents filed a motion to extend the briefing
schedule. On February 10, 2009, the Commission issued a Notice extending the deadline for
receiving initial submissions and reply submissions in light of the fact that the ALJ did not issue
the public version of the final ID until February 9, 2009. The Commission also extended the
target date to April 14, 2009. The Commission issued a corrected version of the Notice on
February 18, 2009, clarifying the deadline for reply submissions of issues relating to violation of
Section 337.



On February 23, 2009, the parties filed initial written submissions regarding the issues
on review, remedy, the public interest, and bonding. On March 5, 2009, the parties filed
response submissions. Several respondents (“the 649 Respondents) in co-pending investigation
Certain Semiconductor Chips with Minimized Chip Package Size and Products Containing
Same, Inv. No. 337-TA-649 (“the 649 Investigation™), also filed reply briefs on remedy, the
public interest, and bonding. In its initial submission on remedy, Tessera requested that the
Commission issue a “tailored” general exclusion order (“GEQO”) should the Commission
determine that there is a violation of Section 337. Tessera also requested that, should the
Commission determine that the current record is not adequate to support issuance of a GEO, the
Commission should issue the LEO recommended by the ALJ immediately, and then conduct
further proceedings regarding the availability of a tailored GEO. The IA concurred.
Respondents in this investigation and the 649 Respondents opposed Tessera’s request for a
“tailored” GEO. On March 9, 2009, Siliconware Precision Industries Co., Ltd. and Siliconware
U.S.A., Inc. (collectively “SPIL Respondents™), who are respondents in the 649 Investigation,
filed a motion to extend the date for filing reply submissions to the Commission’s Notice of
Review of the final ID and to compel the production of Tessera’s initial confidential briefing in
response to the Commission’s Notice.

In support its February 23, 2009, brief on Remedy, the Public Interest and Bonding,
Tessera submitted an affidavit from Dr. Stephen Prowse and a statement from Mr. Bernard
Cassidy. On March 5, 2009, Respondents filed a motion to strike Dr. Prowse’s affidavit and Mr.
Cassidy’s statement. On March 16, 2009, the IA filed a response in support of Respondents’
Motion to Strike.

On March 11, 2009, Spansion filed a Notice of Commencement of Bankruptcy
Proceedings and of Automatic Stay, requesting a stay of the investigation because it and certain
of its subsidiaries had filed for relief under Chapter 11 of the United States Bankruptcy Code, 11
U.S.C. § 101 ef seq. Tessera filed an opposition to Spansion’s request on March 18, 2009, and
the IA filed an opposition on March 23, 2009.

On March 26, 2009, the Commission issued a Notice requesting additional briefing on
remedy and extending the target date. 74 Fed Reg. 14820-1 (April 1, 2009). In the Notice, the
Commission asked the parties and any interested non-parties to address whether Tessera is
entitled to a GEO under 19 U.S.C. § 1337(d)(2), whether the Commission has the authority to
issue a “tailored” GEO, which would ostensibly reach only specified downstream products, and
whether the Commission has the authority to issue an LEO immediately and then issue a GEO at
a later date when the Commission concludes the investigation. On April 10, 2009, Tessera, the
IA, Respondents, and several interested non-parties filed initial written submissions in response
to the Commission’s request for additional briefing on remedy. Respondent Spansion did not
submit any briefing in response to the Commission’s request. On April 20, 2009, Tessera, the
IA, Respondents, and the SPIL Respondents filed reply submissions in response to the
Commission’s request for additional briefing on remedy. On April 20, 2009, the Commission
issued a Notice in response to a motion from Broadcom extending the due date for reply
submissions from interested non-parties to April 29, 2009, since the public versions of the
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parties’ initial submissions were not due to be filed until April 22, 2009. Notice of Commission
Determination to Extend the Deadline for Receiving Reply Submission from Interested Parties in
Response to the Commission’s Request for Additional Briefing on Remedy (April 20, 2009) On
April 29, 2009, the interested non-parties submitted their reply briefs.

On April 24, 2009, respondent Qualcomm filed a motion for leave to file a petition for
reconsideration pursuant to 19 C.F.R. § 210.47 of the Commission’s determination not to review
the ID’s finding that the asserted claims of the patents-in-suit are not indefinite. Qualcomm
argued that the United States Patent and Trademark Office rejected as “indefinite” under 35
U.S.C. § 112, 42, new claims submitted by Tessera in connection with the reexamination of U.S.
Patent No. 6,133,627, one of the parent patents of the ‘419 patent. Tessera filed an opposition to
Qualcomm’s motion on April 30, 2009. The IA filed an opposition on May 4, 2009. Qualcomm
filed a reply to Tessera’s and the IA’s oppositions on May 5, 2009.

Having examined the record of this investigation, including the ALJ’s final ID, the
Commission has determined to reverse the ID’s determination of no violation of the ‘326 patent
and ‘419 patent. Specifically, the Commission reverses the ID’s finding that Respondents’
accused devices do not infringe asserted claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of the 326
patent and asserted claims 1-11, 14, 15, 19, and 22-24 of the ‘419 patent. The Commission
further reverses the ID’s conclusion regarding waiver with respect to any claims that the accused
chip packages indirectly infringe the asserted claims of the ‘419 patent. Moreover, the
Commission finds that Respondents have contributorily infringed the asserted claims of the ‘419
patent. The Commission also modifies the ID’s analysis concerning its finding that the ‘326 and
‘419 patents are not invalid under 35 U.S.C. § 102(b) to clarify that the statute requires
comparing the on-sale date of alleged prior art against the priority date of the asserted patents, not
against the conception date of the asserted patents.

The Commission has determined that the appropriate form of relief is (1) a limited
exclusion order under 19 U.S.C. § 1337(d)(1) prohibiting the unlicensed entry of semiconductor
chips with minimized chip package size and products incorporating these chips that infringe one
or more of claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of the ‘326 patent and claims 1-11, 14, 15,
19, and 22-24 of the ‘419 patent, and are manufactured abroad by or on behalf of, or imported by
or on behalf of, Spansion, Qualcomm, ATI, Motorola, ST-NV, and Freescale; and (2) cease and
desist orders directed to Motorola, Qualcomm, Freescale, and Spansion.

The Commission has further determined that the public interest factors enumerated in
Section 337(d) and (f) (19 U.S.C. § 1337(d), (f)) do not preclude issuance of the limited
exclusion order and the cease and desist orders. The Commission has determined that the bond
for temporary importation during the period of Presidential review (19 U.S.C. § 1337(j)) shall be
in the amount of 3.5% of the value of the imported articles that are subject to the order. The
Commission’s order was delivered to the President and the United States Trade Representative
on the day of its issuance.

Additionally, the Commission denies the motion by the SPIL Respondents to extend the
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date for reply submissions to the Commission’s Notice of Review of the final ID and to compel
the production of Tessera’s initial confidential briefing in response to the Commission’s Notice
of Review. The Commission further denies Spansion’s motion for a stay of the investigation in
light of the commencement of bankruptcy proceedings involving it. The Commission also denies
respondent Qualcomm’s motion for leave to file a petition for reconsideration of the
Commission’s determination not to review the ID’s finding that the asserted claims of the
patents-in-suit are not indefinite. Finally, the Commission denies Respondents’ motion to strike
the Prowse Affidavit and the Cassidy Statement.

The authority for the Commission’s determination is contained in Section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in sections 210.42-50 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. §§ 210.42-50).

By order of the Commission. % ; , ;

Marilyn R. Abbott
Secretary to the Commission

Issued: May 20, 2009



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN SEMICONDUCTOR CHIPS Inv. No. 337-TA-605
WITH MINIMIZED CHIP PACKAGE SIZE
AND PRODUCTS CONTAINING SAME

LIMITED EXCLUSION ORDER

The Commission has determined that there is a violation of section 337 of the Tariff Act
of 1930 (19 U.S.C. § 1337) in the unlawful importation, sale for importation and sale after
importation by respondents Spansion Inc., Spansion, LLC (collectively “Spansion™),
QUALCOMM, Inc., ATI Technologies ULC, Motorola, Inc., STMicroelectronics N.V., and
Freescale Semiconductor, Inc. (hereinafter“Respondents™) of certain semiconductor chips with
- minimized chip package size and products containing same that infringe claims 1, 2, 6, 12, 16-
19, 21, 24-26, and 29 of U.S. Patent No. 5,852,326 (“the ‘326 patent”) and claims 1-11, 14, 15,
19, and 22-24 of U.S. Patent No. 6,433,419 (“the ‘419 patent™).

Having reviewed the record in this investigation, including the written submissions of the
parties, the Commission has made its determination on the issues of remedy, the public interest,
and bonding. The Commission has determined that the appropriate form of relief is a limited
exclusion order prohibiting the unlicensed entry of semiconductor chips with minimized chip
package size and products containing same that infringe the ‘326 and ‘419 patents and are
manufactured by or on behalf of Respondents, or their affiliated companies, parents, subsidiaries,
licensees, contractors, or other related business entities, or successors or assigns. The

Commission has also determined that the appropriate form of relief includes cease and desist



orders against four of the named Respondents: Spansion, Qualcomm, Inc., Motorola, Inc., and
Freescale Semiconductor, Inc.

The Commission has further determined that the public interest factors enumerated in 19
U.S.C. § 1337(d) do not preclude issuance of the limited exclusion order or cease and desist
orders, and that the bond shall be in the amount of 3.5% of the entered value of semiconductor
chips with minimized chip package size and products containing same that are subject to this
Order during the Presidential review period.

Accordingly, the Commission hereby ORDERS that:

1. Semiconductor chips with minimized chip package size and products containing same
covered by one or more of claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of U.S. Patent No.
5,852,326 or one or more of claims 1-11, 14, 15, 19, and 22-24 of U.S. Patent No. 6,433,419 that
are manufactured by or on behalf of, or imported by or on behalf of Respondents, or any of their
affiliated companies, parents, subsidiaries, or other related business entities, or their successors
or assigns, are excluded from entry for consumption into the United States, entry for
consumption from a foreign-trade zone, or withdrawal from a warehouse for consumption, for
the remaining term of the patents, except under license of the patent owner or as provided by law.

2. Products that are excluded by paragraph 1 of this Order are entitled to entry for
consumption into the United States, entry for consumption from a foreign-trade zone, or
withdrawal from a warehouse for consumption, under bond in the amount of 3.5% of the entered
value pursuant to subsection (j) of the section 337 of the Tariff Act of 1930, as amended, 19 U.S.

C. § 1337(j), and the Presidential Memorandum for the United States Trade Representative of
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July 21, 2005 (70 Fed. Reg. 43251) from the day after this Order is received by the United States
Trade Representative, until such time as the United States Trade Representative notifies the
Commission that this action is approved or disapproved but, in any event, not later than sixty
(60) days after the date of receipt of this action.

3. At the discretion of U.S. Customs and Border Protection (“CPB”) and pursuant to
procedures it establishes, persons seeking to import semiconductor chips with minimized chip
package size and products containing same that are potentially subject to this Order may be
required to certify that they are familiar with the terms of this Order, that they have made
appropriate inquiry, and thereupon state that, to the best of their knowledge and belief, the
products being imported are not excluded from entry under paragraph 1 of this Order. At its
discretion, CBP may require persons who have provided the certification described in this
paragraph to furnish such records or analyses as are hecessary to substantiate the certification.

4. In accordance with 19 U.S.C. § 1337(1), the provisions of this Order shall not appme to
semiconductor chips with minimized chip package size and products containing same that are
imported by and for the use of the United States, or imported for, and to be used for, the United
States with the authorization or consent of the Government.

5. The Commission may modify this Order in accordance with the procedures described

in Rule 210.76 of the Commission Rules of Practice. 19 C.F.R. § 210.76.



6. The Secretary shall serve copies of this Order upoﬁ each party of record in this
investigation and upon the Department of Health and Human Services, the Department of
Justice, the Federal Trade Commission, and CBP.

7. Notice of this Order shall be published in the Federal Register.

By Order of the Commission. >

Marilyn R. Abbott

Secretary to the Commission

Issued: May 20, 2009



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN SEMICONDUCTOR CHIPS
WITH MINIMIZED CHIP PACKAGE SIZE
AND PRODUCTS CONTAINING SAME

Inv. No. 337-TA-605

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT Freescale Semiconductor, Inc., 6501 William Cannon
Drive West, Austin, Texas 78736 cease and desist from conducting any of the following
activities in the United States: importing, selling, marketing, advertising, distributing, offering
for sale, transferring (except for exportation), and soliciting U.S. agents or distributors for,
semiconductor chips with minimized chip package size and products containing same that are
covered by one or more of claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of U.S. Patent No.
5,852,326 (“the ‘326 patent”) and claims 1-11, 14, 15, 19, and 22-24 of U.S. Patent No.
6,433,419 (“the ‘419 patent”), in violation of section 337 of the Tariff Act of 1930, as amended,
19 U.S.C. § 1337.

L
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Complainant” shall mean Tessera, Inc. of 3099 Orchard Drive, San Jose, California,
95134.

(C) “Respondent” means Freescale Semiconductor, Inc., 6501 William Cannon Drive

West, Austin, Texas 78736 .



(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or its majority
owned or controlled subsidiaries, successors, or assigns.

(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F) The terms “import” and “importation” refer to importation for entry for consumption
under the Customs laws of the United States.

(G) The term “covered products™ shall mean semiconductor chips with minimized chip
package size and products containing same that are covered by one or more of claims 1, 2, 6, 12,
16-19, 21, 24-26, and 29 of the ‘326 patent and claims 1-11, 14, 15, 19, and 22-24 of the ‘419
patent.

IL.
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section III,
infra, for, with, or otherwise on behalf of Respondent.

II1.
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by the Order. For

the remaining term of the respective patents, Respondent shall not:



(A) import or sell for importation into the United States covered products;

(B) market, distribute, offer for sale, sell, or otherwise transfer (except for exportation), in
the United States imported covered products;

(C) advertise imported covered products in the United States;

(D) solicit U.S. agents or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered products.

Iv.
Conduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
Nos. 5,852,326 and 6,433,419 licenses or authorizes such specific conduct, or such specific
conduct is related to the importation or sale of covered products by or for the United States.

V.
Reporting

For purposes of this reporting requirement, the reporting periods shall commence on July
1 of each year and shall end on the subsequent June 30. However, the first report required under
this section shall cover the period from the date of issuance of this Order through June 30, 2009.
This reporting requirement shall continue in force until such time as Respondent will have
truthfully reported, in two consecutive timely filed reports, that it has no inventory of covered
products in the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to



the Commission the quantity in units and the value in dollars of covered products that
Respondent has imported or sold in the United States after importation during the reporting
period and the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
VL.
Record-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, marketing, or distribution in the United States
of covered products, made and received in the usual and ordinary course of business, whether in
detail or in summary form, for a period of three (3) years from the close of the fiscal year to
which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent’s principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so choose, all books, ledgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.



VIIL.
Service of Cease and Desist Order
Respondent is ordered and directed to:
(A)  Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, aéents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered products in the United States;
(B)  Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII (A) of this Order, a copy of the Order upon each successor; and
(C)  Maintain such records as will show the name, title, and address of each person
upon whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this
Order, together with the date on which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until
the date of expiration of U.S. Patent Nos. 5,852,326 and 6,433,419, whichever is later.
VIIIL.
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of this Order should be in accordance with Commission Rule
201.6, 19 C.F.R. § 201.6. For all reports for which confidential treatment is sought, Respondent

must provide a public version of such report with confidential information redacted.



IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if
Respondent fails to provide adequate or timely information.
X.
Modificatioh
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. § 210.76.
XI.
Bonding
The conduct prohibited by Section III of this Order may be continued during the sixty
(60) day period in which this Order is under review by the United States Trade Representative as
delegated by the President, 70 Fed Reg 43251 (July 21, 2005), subject to Respondent posting a
bond of in the amount of 3.5% of the per unit entered value of the covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order.
Covered products imported on or after the date of issuance of this order are subject to the entry

bond as set forth in the limited exclusion order issued by the Commission, and are not subject to



this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See Commission Rule 210.68, 19 C.F.R. § 210.68. The bond and
any accompanying documentation is to be provided to and approved by the Commission prior to
the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative
approves, or does not disapprove within the review period, this Order, unless the U.S. Court of
Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an

order issued by the Commission based upon application therefore made by Respondent to the

Marilyn R. Abbott
Secretary to the Commission

Commission.

By Order of the Commission.

Issued: May 20, 2009



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN SEMICONDUCTOR CHIPS
WITH MINIMIZED CHIP PACKAGE SIZE
AND PRODUCTS CONTAINING SAME

Inv. No. 337-TA-605

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT Motorola, Inc., 1303 E. Algonquin Road,
Schaumburg, Illinois 60196 cease and desist from conducting any of the following activities in
the United States: importing, selling, marketing, advertising, distributing, offering for sale,
transferring (except for exportation), and soliciting U.S. agents or distributors for, semiconductor
chips with minimized chip package size and products containing same that are covered by one or
more of claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of U.S. Patent No. 5,852,326 (“the ‘326
patent”) and claims 1-11, 14, 15, 19, and 22-24 of U.S. Patent No. 6,433,419 (“the ‘419 patent™),
in violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.

L
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Complainant” shall mean Tessera, Inc. of 3099 Orchard Drive, San Jose, California,
95134.

(C) “Respondent” means Motorola, Inc., 1303 E. Algonquin Road, Schaumburg, Illinois

60196.



(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or its majority
owned or controlled subsidiaries, successors, or assigns.

(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F) The terms “import” and “importation” refer to importation for entry for consumption
under the Customs laws of the United States.

(G) The term “covered products” shall mean semiconductor chips with minimized chip
package size and products containing same that are covered by one or more of claims 1, 2, 6, 12,
16-19, 21, 24-26, and 29 of the ‘326 patent and claims 1-11, 14, 15, 19, and 22-24 of the ‘419
patent.

I1.
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section III,
infra, for, with, or otherwise on behalf of Respondent.

II1.
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by the Order. For

the remaining term of the respective patents, Respondent shall not:



(A) import or sell for importation into the United States covered products;

(B) market, distribute, offer for sale, sell, or otherwise transfer (except for exportation), in
the United States imported covered products;

(C) advertise imported covered products in the United States;

(D) solicit U.S. agents or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered products.

IV.
Conduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
Nos. 5,852,326 and 6,433,419 licenses or authorizes such specific conduct, or such specific
conduct is related to the importation or sale of covered products by or for the United States.

V.
Reporting

For purposes of this reporting requirement, the reporting periods shall commence on July
1 of each year and shall end on the subsequent June 30. However, the first report required under
this section shall cover the period from the date of issuance of this Order through June 30, 20009.
This reporting requirement shall continue in force until such time as Respondent will have
truthfully reported, in two consecutive timely filed reports, that it has no inventory of covered
products in the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to



the Commission the quantity in units and the value in dollars of covered products that
Respondent has imported or sold in the United States after importation during the reporting
period and the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
VI.
Record-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, marketing, or distribution in the United States
of covered products, made and received in the usual and ordinary course of business, whether in
detail or in summary form, for a period of three (3) years from the close of the fiscal year to
which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent’s principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so choose, all books, ledgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.



VIL
Service of Cease and Desist Order
Respondent is ordered and directed to:
(A)  Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered products in the United States;
(B)  Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII (A) of this Order, a copy of the Order upon each successor; and
(C)  Maintain such records as will show the name, title, and address of each person
upon whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this
Order, together with the date on which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until
the date of expiration of U.S. Patent Nos. 5,852,326 and 6,433,419, whichever is later.
VIIIL.
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of this Order should be in accordance with Commission Rule
201.6, 19 C.F.R. § 201.6. For all reports for which confidential treatment is sought, Respondent

must provide a public version of such report with confidential information redacted.



IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if
Respondent fails to provide adequate or timely information.
X.
Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. § 210.76.
XI.
Bonding
The conduct prohibited by Section III of this Order may be continued during the sixty
(60) day period in which this Order is under review by the United States Trade Representative as
delegated by the President, 70 Fed Reg 43251 (July 21, 2005), subject to Respondent posting a
bond of in the amount of 3.5% of the per unit entered value of the covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order.
Covered products imported on or after the date of issuance of this order are subject to the entry

bond as set forth in the limited exclusion order issued by the Commission, and are not subject to



this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See Commission Rule 210.68, 19 C.F.R. § 210.68. The bond and
any accompanying documentation is to be provided to and approved by the Commission prior to
the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative
approves, or does not disapprove within the feview period, this Order, unless the U.S. Court of
Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an
order issued by the Commission based upon application therefore made by Respondent to the
Commission.

By Order of the Commission.

Marilyn R. Abbott
Secretary to the Commission

Issued: May 20, 2009



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

CERTAIN SEMICONDUCTOR CHIPS
WITH MINIMIZED CHIP PACKAGE SIZE
AND PRODUCTS CONTAINING SAME

Inv. No. 337-TA-605

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT QUALCOMM Incorporated, 5775 Morehouse Drive,
San Diego, California 92121 cease and desist from conducting any of the following activities in
the United States: importing, selling, marketing, advertising, distributing, offering for sale,
transferring (except for exportation), and soliciting U.S. agents or distributors for, semiconductor
chips with minimized chip package size and products containing same that are covered by one or
more of claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of U.S. Patent No. 5,852,326 (“the ‘326
patent”) and claims 1-11, 14, 15, 19, and 22-24 of U.S. Patent No. 6,433,419 (“the ‘419 patent”),
in violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.

L
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Complainant” shall mean Tessera, Inc. of 3099 Orchard Drive, San Jose, California,
95134.

(C) “Respondent” means QUALCOMM Incorporated, 5775 Morehouse Drive, San

Diego, California 92121.



(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entify other than Respondent or its majority
owned or controlled subsidiaries, successors, or assigns.

(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F) The terms “import” and “importation™ refer to importation for entry for consumption
under the Customs laws of the United States.

(G) The term “covered products™ shall mean semiconductor chips with minimized chip
package size and products containing same that are covered by one or more of claims 1, 2, 6, 12,
16-19, 21, 24-26, and 29 of the ‘326 patent and claims 1-11, 14, 15, 19, and 22-24 of the ‘419
patent,

1L
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section III,
infra, for, with, or otherwise on behalf of Respondent.

1.
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by the Order. For

the remaining term of the respective patents, Respondent shall not:



(A) import or sell for importation into the United States covered products;

(B) market, distribute, offer for sale, sell, or otherwise transfer (except for exportation), in
the United States imported covered products;

(C) advertise imported covered products in the United States;

(D) solicit U.S. agents or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered products.

IVv.
Conduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
Nos. 5,852,326 and 6,433,419 licenses or authorizes such specific conduct, or such specific
conduct is related to the importation or sale of covered products by or for the United States.

V.
Reporting

For purposes of this reporting requirement, the reporting periods shall commence on July
1 of each year and shall end on the subsequent June 30. However, the first report required under
this section shall cover the period from the date of issuance of this Order through June 30, 2009.
This reporting requirement shall continue in force until such time as Respondent will have
truthfully reported, in two consecutive timely filed reports, that it has no inventory of covered
products in the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to



’the Commission the quantity in units and the value in dollars of covered products that
Respondent has imported or sold in the United States after importation during the reporting
period and the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
VL.
Record-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, marketing, or distribution in the United States
of covered products, made and received in the usual and ordinary course of business, whether in
detail or in summary form, for a period of three (3) years from the close of the fiscal year to
which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent’s principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so choose, all books, ledgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.



VIL
Service of Cease and Desist Order
Respondent is ordered and directed to:
(A)  Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered products in the United States;
(B) = Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII (A) of this Order, a copy of the Order upon each successor; and
(C)  Maintain such records as will show the name, title, and address of each person
upon whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this
Order, together with the date on which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until
the date of expiration of U.S. Patent Nos. 5,852,326 and 6,433,419, whichever is later.
VIIL
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of this Order should be in accordance with Commission Rule
201.6, 19 C.F.R. § 201.6. For all reports for which confidential treatment is sought, Respondent

must provide a public version of such report with confidential information redacted.



IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if
Respondent fails to provide adequate or timely information.
X.
Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. § 210.76.
XI.
Bonding
The conduct prohibited by Section III of this Order may be continued during the sixty
(60) day period in which this Order is under review by the United States Trade Representative as
delegated by the President, 70 Fed Reg 43251 (July 21, 2005), subject to Respondent posting a
bond of in the amount of 3.5% of the per unit entered value of the covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order.
Covered products imported on or after the date of issuance of this order are subject to the entry

bond as set forth in the limited exclusion order issued by the Commission, and are not subject to



this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the poéting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See Commission Rule 210.68, 19 C.F.R. § 210.68. The bond and
any accompanying documentation is to be provided to and approved by the Commission prior to
the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative
approves, or does not disapprove within the review period, this Order, unless the U.S. Court of
Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an
ordér issued by the Commission based upon application therefore made by Respondent to the
Commission.

By Order of the Commission.

Marilyn R. Abbott
Secretary to the Commission

Issued: May 20, 2009



UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

* In the Matter of

CERTAIN SEMICONDUCTOR CHIPS
WITH MINIMIZED CHIP PACKAGE SIZE
AND PRODUCTS CONTAINING SAME

Inv. No. 337-TA-605

ORDER TO CEASE AND DESIST

IT IS HEREBY ORDERED THAT Spansion Inc. and Spansion LLC, 915 DeGuigne
Drive, P.O. Box 3453, Sunnyvale, California 94088, cease and desist from conducting any of the
following activities in the United States: importing, selling, marketing, advertising, distributing,
offering for sale, transferring (except for exportation), and soliciting U.S. agents or distributors
for, semiconductor chips with minimized chip package size and products containing same that
are covered by one or more pf claims 1,2, 6,12, 16-19, 21, 24-26, and 29 of U.S. Patent No.
5,852,326 (“the ‘326 patent”) and claims 1-11, 14, 15, 19, and 22-24 of U.S. Patent No.
6,433,419 (“the ‘419 patent™), in violation of section 337 of the Tariff Act of 1930, as amended,
19 U.S.C. § 1337.

I.
Definitions

As used in this Order:

(A) “Commission” shall mean the United States International Trade Commission.

(B) “Complainant” shall mean Tessera, Inc. of 3099 Orchard Drive, San Jose, California,
95134.

(C) “Respondent” means Spansion Inc. and Spansion LLC, 915 DeGuigne Drive, P.O.

Box 3453, Sunnyvale, California 94088.



(D) “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or its majority
owned or controlled subsidiaries, successors, or assigns.

(E) “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.

(F) The terms “import” and “importation” refer to importation for entry for consumption
under the Customs laws of the United States.

(G) The term “covered products” shall mean semiconductor chips with minimized chip
package size and products containing same that are covered by one or more of claims 1, 2, 6, 12,
16-19, 21, 24-26, and 29 of the ‘326 patent and claims 1-11, 14, 15, 19, and 22-24 of the ‘419
patent.

IL.
Applicability

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section III,
infra, for, with, or otherwise on behalf of Respondent.

II1.
Conduct Prohibited
The following conduct of Respondent in the United States is prohibited by the Order. For

the remaining term of the respective patents, Respondent shall not:



(A) import or sell for importation into the United States covered products;

(B) market, distribute, offer for sale, sell, or otherwise transfer (except for exportation), in
the United States imported covered products;

(C) advertise imported covered products in the United States;

(D) solicit U.S. agents or distributors for imported covered products; or

(E) aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered products.

IV.
Conduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this Order shall be permitted if, in a written instrument, the owner of U.S. Patent
Nos. 5,852,326 and 6,433,419 licenses or authorizes such specific conduct, or such specific
conduct is related to the importation or sale of covered products by or for the United States.

V.
Reporting

For purposes of this reporting requirement, the reporting periods shall commence on July
1 of each year and shall end on the subsequent June 30. However, the first report required under
this section shall cover the period from the date of issuance of this Order through June 30, 2009.
This reporting requirement shall continue in force until such time as Respondent will have
truthfully reported, in two consecutive timely filed reports, that it has no inventory of covered
products in the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to



the Commission the quantity in units and the value in dollars of covered products that
Respondent has imported or sold in the United States after importation during the reporting
period and the quantity in units and value in dollars of reported covered products that remain in
inventory in the United States at the end of the reporting period.
VL
Record-keeping and Inspection

(A) For the purpose of securing compliance with this Order, Respondent shall retain any
and all records relating to the sale, offer for sale, marketing, or distribution in the United States
of covered products, made and received in the usual and ordinary course of business, whether in
detail or in summary form, for a period of three (3) years from the close of the fiscal year to
which they pertain.

(B) For the purpose of determining or securing compliance with this Order and for no
other purpose, and subject to any privilege recognized by the federal courts of the United States,
duly authorized representatives of the Commission, upon reasonable written notice by the
Commission or its staff, shall be permitted access and the right to inspect and copy in
Respondent’s principal offices during office hours, and in the presence of counsel or other
representatives if Respondent so choose, all bo‘oks, ledgers, accounts, correspondence,
memoranda, and other records and documents, both in detail and in summary form as are
required to be retained by subparagraph VI(A) of this Order.

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.



VIL
Service of Cease and Desist Order
Respondent is ordered and directed to:
(A)  Serve, within fifteen (15) days after the effective date of this Order, a copy of this
Order upon each of its respective officers, directors, managing agents, agents, and employees
who have any responsibility for the importation, marketing, distribution, or sale of imported
covered products in the United States;
(B)  Serve, within fifteen (15) days after the succession of any persons referred to in
subparagraph VII (A) of this Order, a copy of the Order upon each successor; and
(C)  Maintain such records as will show the name, title, and address of each person
upon whom the Order has been served, as described in subparagraphs VII(A) and VII(B) of this
Order, together with the date on which service was made.
The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until
the date of expiration of U.S. Patent Nos. 5,852,326 and 6,433,419, whichever is later.
VIIL
Confidentiality
Any request for confidential treatment of information obtained by the Commission
pursuant to Sections V and VI of this Order should be in accordance with Commission Rule
201.6, 19 C.F.R. § 201.6. For all reports for which confidential treatment is sought, Respondent

must provide a public version of such report with confidential information redacted.



IX.
Enforcement
Violation of this Order may result in any of the actions specified in section 210.75 of the
Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil
penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and
any other action as the Commission may deem appropriate. In determining whether Respondent
is in violation of this Order, the Commission may infer facts adverse to Respondent if
Respondent fails to provide adequate or timely information.
X.
Modification
The Commission may amend this Order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19
C.F.R. §210.76.
XI.
Bonding
The conduct prohibited by Section III of this Order may be continued during the sixty
(60) day period in which this Order is under review by the United States Trade Representative as
delegated by the President, 70 Fed Reg 43251 (July 21, 2005), subject to Respondent posting a
bond of in the amount of 3.5% of the per unit entered value of the covered products. This bond
provision does not apply to conduct that is otherwise permitted by Section IV of this Order.
Covered products imported on or after the date of issuance of this order are subject to the entry

bond as set forth in the limited exclusion order issued by the Commission, and are not subject to




this bond provision.

The bond is to be posted in accordance with the procedures established by the
Commission for the posting of bonds by complainants in connection with the issuance of
temporary exclusion orders. See Commission Rule 210.68, 19 C.F.R. § 210.68. The bond and
any accompanying documentation is to be provided to and approved by the Commission prior to
the commencement of conduct which is otherwise prohibited by Section III of this Order.

The bond is to be forfeited in the event that the United States Trade Representative
approves, or does not disapprove within the review period, this Order, unless the U.S. Court of
Appeals for the Federal Circuit, in a final judgment, reverses any Commission final
determination and order as to Respondent on appeal, or unless Respondent exports the products
subject to this bond or destroys them and provides certification to that effect satisfactory to the
Commission.

The bond is to be released in the event the United States Trade Representative
disapproves this Order and no subsequent order is issued by the Commission and approved, or
not disapproved, by the United States Trade Representative, upon service on Respondent of an

order issued by the Commission based upon application therefore made by Respondent to the

Marilyn R. Abbott
Secretary to the Commission

Commission.

By Order of the Commission.

Issued: May 20, 2009
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN SEMICONDUCTOR CHIPS Investigation No. 337-TA-605
WITH MINIMIZED CHIP PACKAGE
SIZE AND PRODUCTS CONTAINING
SAME

OPINION
I BACKGROUND

The Commission instituted this investigation on May 21, 2007, based on a complamt
filed by Tessera, Inc. of San Jose, California (“Tessera”) against Spansion, Inc. and Spansion,
LLC, both of Sunnyvale, California (collectively “Spansion”); QUALCOMM, Inc. of San Diego,
California (“Qualcomm™); ATI Technologies of Thornhill, Ontario, Canada (“ATI”); Motorola,
Inc. of Schaumburg, Illinois (“Motorola”); STMicroelectronics N.V. of Geneva, Switzerland
(“ST-NV?); and Freescale Semiconductor, Inc. of Austin, Texas (“Freescale™). 72 Fed. Reg.
28522 (May 21, 2007). The complaint alleges violations of Section 337 of the Tariff Act of
1930, as amended, 19 U.S.C. § 1337 (“Section 337”), in the importation into the United States,
the sale for importation, and the sale within the United States after importation of certain
semiconductor chips with minimized chip package size or products containing same by reason of
infringement of one or more claims of U.S. Patent Nos. 5,852,326 (“the ‘326 patent”) and

6,433,419 (“the ‘419 patent”).
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On December 1, 2008, the presiding administrative law judge (“ALJ”) issued his final ID
finding no violation of Section 337 by Respondents. On January 30, 2009, the Commission
determined to review the final ID in part and requested briefing on the issues it determined to
review, remedy, the public interest, and bonding. 74 Fed. Reg. 6175-6 (Feb. 5, 2009).

On May 20, 2009, the Commission determined to reverse the ID’s determination of no
violation of the ‘326 patent and ‘419 patent. 74 Fed. Reg. 25579-81 (May 28, 2009).
Specifically, the Commission reversed the ID’s finding that Respondents’ accused devices do not
infringe asserted claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of the ‘326 patent and asserted
claims 1-11, 14, 15, 19, and 22-24 of the ‘419 patent. The Commission determined that the
appropriate form of relief is (1) a limited exclusion order under 19 U.S.C. § 1337(d)(1)
prohibiting the unlicensed entry of semiconductor chips with minimized chip package size and
products incorporating these chips that infringe one or more of claims 1, 2, 6, 12, 16-19, 21, 24-
26, and 29 of the ‘326 patent and claims 1-11, 14, 15, 19, and 22-24 of the ‘419 patent, and are
manufactured abroad by or on behalf of, or imported by or on behalf of, Spansion, Qualcomm,
ATI, Motorola, ST-NV, and Freescale; and (2) cease and desist orders directed to Motorola,l
Qualcomm, Freescale, and Spansion.

On June 2, 2009, respondents ATI, Freescale, Qualcomm, Spansion, and ST-NV
(collectively “Respondents™) filed a joint motion with the Commission to stay the limited
exclusion and cease and desist orders pending the outcome of an appeal of the Commission’s
determination to the U.S. Court of Appeals for the Federal Circuit. Tessera and the Commission

investigative attorney (“IA”) filed responses opposing the motion on June 12, 2009. On June 18,

! Motorola has since been licensed under the 326 and ‘419 patents, and its products are no
longer covered by the limited exclusion order or the cease and desist order.

2
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2009, Respondents filed a motion for leave to file a joint reply in support of their motion to stay.
Tessera filed an opposition to this motion on June 26, 2009.
IL DISCUSSION

The Commission has previously held that section 705 of the Administrative Procedure
Act (“APA”) (5 U.S.C. § 705) provides the requisite authority to stay the effective date of its
orders. Certain Agricultural Tractors Under 50 Power Take-Off Horsepower (“Agricultural
Tractors™), Inv. 337-TA-380, Commission Opinion (Public Version) (April 24, 1997). In
determining whether to grant a motion for a stay under section 705 of the APA, the Commission
has applied the four-prong test used by courts to determine whether to grant a preliminary
injunction. Id.; Certain EPROM, EEPROM, Flash Memory, and Flash Microcontroller
Semiconductor Devices and Products Containing Same (“EPROMSs”), Inv. No. 337-TA-395,
Comm’n Opinion at §8-90, USITC Pub. No. 3392 (February 2001); see Cuomo v. U.S. Nuclear
Regulatory Comm'n, 772 ¥.2d 972 (D.C. Cir. 1985); Washington Metro. Area Transit Comm’n v.
Holiday Tours, Inc., 559 F¥.2d 841 (D.C. Cir. 1977).

The four-prong test, as applied by the Federal Circuit in considering whether to issue a
stay pending appeal, requires that the movant demonstrate: (1) a likelihood of success on the
merits of the appeal; (2) irreparable harm to the movant absent a stay; (3) that the issuance of a
stay would not substantially harm other parties; and (4) that the public interest favors a stay. See
Standard Havens Prods. Inc. v. Gencor Indus. Inc., 897 F.2d 511, 512 (Fed. Cir. 1990); Holiday
Tours, 559 F.2d at 843. The Commission, however, has held that it need not conclude that its

own determination is likely to be overturned on appeal, but may find the first prong satisfied if
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the Commission has ruled on “an admittedly difficult question.” Agricultural Tractors at 10
(citing Holiday Tours, Inc., 559 F.2d at 844-45).

With respect to the first factor, Respondents argue that the issues of validity of the patents
and infringement present “admittedly difficult legal questions.” Respondents’ Joint Motion and
Memorandum to Stay Enforcement of limited Exclusion Order and Cease and Desist Order
(Public Version) (June 12, 2009) (“Respondents’ Motion”) at 1. The 326 patent is the subject of
an ex parte reexamination proceeding before the U.S. Patent and Trademark Office’s (“USPTO”).
The ‘419 patent is the subject of an inter partes reexamination proceedings before the USPTO.
During the course of the reexamination proceedings, the USPTO rejected all of the claims in
both asserted patents. In responding to the USPTO’s rejections, Tessera amended the
specification of both asserted patents, but did not amend any of the claims in either patent. After
the Commission issued its final determination finding a violation of Section 337 in this
investigation, the USPTO issued final actions in both reexamination proceedings, maintaining its
rejection of all claims in both asserted patents. Specifically, the USPTO issued an Advisory
Action in the ‘326 reexamination proceeding on June 22, 2009, and a Right of Appeal Notice in
the 419 reexamination proceeding on June 19, 2009. These actions close the reexamination
proceedings before the USPTO’s Central Reexamination Unit and terminate the reexamination
proceedings unless Tessera files an appeal in each proceeding to the USPTO’s Board of Patent
Appeals and Interferences (“BPAI”). Tessera has until July 22, 2009, to file an appeal in the

‘326 proceeding and until July 19, 2009, to file an appeal in the ‘419 proceeding.

? See Right of Appeal Notice in Reexamination Control No. 95/000,227 (‘419 patent), mailed
June 19, 2009; see Ex Parte Reexamination Advisory Action in Reexamination Control No.
90/008,483 (°326 patent), mailed June 22, 2009.
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Respondents contend that, because the Commission’s determination that the asserted
claims of the patents-at-issue are not invalid is in conflict with the USPTO’s final rejections of
all the claims of the patents-at-issue, this case presents a difficult legal question regarding
validity. Respondents’ Motion at 15. We disagree. Although final rejections were issued
against éll of the claims of both of the patents-at-issue, none of the claims of either patent have
been cancelled. Only if the rejections remain after all appeals from the reexamination
proceedings have been exhausted, including any appeals to the BPAI and to the Fed@ral Circuit,
will the USPTO issue a certificate canceling the claims of the patents. 35 U.S.C. § 307. Until
that occurs, the patents are presumed valid and enforceable. See In re Bingo Card Minder Corp.,
152 F.3d 941 (Fed. Cir. 1998). In this case, both of the asserted patents will expire in September
2010. Because of the short time remaining in the life of the ‘326 and ‘419 patents, the full
reexamination process, including appeals, will take at least the remaining terms of the patents.

Neither are the USPTO’s final rejections and the Commission’s decision necessarily
inconsistent. The USPTO applies a different standard than does a tribunal such as the
Commission, or a district court, when determining the validity of claims. While the USPTO
applies a “preponderance of the evidence” standard when determining the validity of claims
during reexamination proceedings, the Commission must apply the more rigorous “clear and
convincing evidence” standard. See In re Zietz, 893 F.2d 319, 322 (Fed. Cir. 1989). In applying
the appropriate higher standard, both the ALJ and the Commission concluded that Respondents
had not presented sufficient evidence to show that the asserted patents were invalid.

Respondents further argue that the Commission’s validity rulings are erroneous. Their

main assertions with respect to validity rest on their argument that Motorola’s 1989 68HC11
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OMPAC chip (“OMPAC?”) anticipated the ‘326 and ‘419 patents and that the
“moveable”/“movement” limitation, which is found in each of the asserted claims of the ‘326
and ‘419 patents, is indefinite. The Commission affirmed the ALJ’s finding that, under the
appropriate “clear and convincing evidence” standard, Respondents had not presented sufficient
evidence that the data used to model the allegedly anticipatory OMPAC was correct. See
Certain Semiconductor Chips With Minimized Chip Package Size and Products Containing
Same, Inv. No. 337-TA-605 (“Semiconductor Chips”), Commission Opinion (Public Version)
(June 3, 2009) (“Comm’n Opinion™) at 59. Moreover, the Commission did not review the ALJ’s
finding that because the “moveable”/”movement” limitation could be construed, those terms
were not indefinite. See Semiconductor Chips, Initial Determination (Public Version) (February
9,2009) at 104-106. As such, we do not believe that we have ruled on “an admittedly difficult
legal question” in reaching our validity determination.

With respect to the Commission’s infringement determination, Respondents argue that
the Commission’s finding of infringement lacks evidentiary support and improperly shifts the
burden of proof to Respondents. Respondents’ Motion at 19. Although the Commission
reversed the ALJ’s finding of non—infringemént, the Commission ultimately did reject one of
Tessera’s expert’s methods for demonstrating infringement. Comm’n Opinion at 33. But this
fact alone is not sufficient to raise the issue of infringement to “an admittedly difficult legal
question.” It is the Commission, not the ALJ, that is tasked with making any final decisions
regarding whether or not there is a violation of Section 337 in a given investigation. 19 U.S.C. §
1337(c). It is not an unusual practice for the Commission, after reviewing an ALJ’s ID, to

determine that some or all of the ALJ’s conclusions are incorrect and should be reversed or
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otherwise modified. Such a practice cannot, in and of itself, lead to a conclusion that there is “an
admittedly difficult legal question.”

Respondents also argue that the Commission reached beyond the record to support its
finding of infringement and that Tessera presented a new theory of infringement to the
Commission that it did not present to the ALJ. Respondents’ Motion at 17-18. We reject both of
these contentions. The Commission reviewed the same evidentiary record that was before the
ALJ when it determined to review the ALJ’s ID and when it made its final determination. The
Commission carefully considered all of the parties’ arguments concerning the issues of
infringement and validity, and found no inconsistency with the way in which these issues were
presented during the two phases of the investigation. As such, Respondents’ argument is without
merit.

With respect to the second factor, Respondents argue that they will be irreparably harmed
in the absence of a stay due to the depressed economic climate of the semiconductor industry in
general and because they may lose business. Id. at 19-20. We acknowledge that some harm will
accrue to Respondents because of the exclusion order. We do not believe, however, that this
harm rises to the level of irreparable harm. As the record reflects, the vast majority of
Respondents’ infringing semiconductor chips are imported into the U.S. inside downstream
products, which are manufactured overseas. CX-2609C (Marcucci W.S.) at QQ.27-28, pp. 7-8
(“The large majority of [the] Respondents|‘s] chip packages are sold overseas and imported by
product manufacturers into the United States in downstream products.”). The limited exclusion
order issued by the Commission, however, restricts importation of only Respondents’ infringing

chips themselves and does not cover their downstream products. In this respect, the bulk of
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Respondents’ business will be unaffected by the limited exclusion order. Furthermore, any harm
that Respondents would suffer due to the limited exclusion order and cease and desist orders
could be avoided if Respondents take a license from Tessera, as respondent Motorola has already
done. Furthermore, the news articles Respondents submitted along with their joint motion
highlight that the semiconductor industry’s economic difficulties are due primarily to larger
economic and market forces that have been at work for a number of years, and which began long
before the Commission issued its limited exclusion order and cease and desist orders. See
Respondents’ Motion at Exhs. A and B.

With respect to the third factor, we believe that Tessera will be seriously harmed if a stay
is granted pending appeal of the Commission’s final determination. The ‘326 and ‘419 patents
expire on September 24, 2010. The earliest Respondents can appeal the Commission’s
determination is July 20, 2009, the day after the period of Presidential review ends. Given the
typical schedule of appeals to the Federal Circuit, it is unlikely that an appeal would be
completed before mid-2010, giving Tessera only a few months of relief if the Commission’s
determination is upheld. Accordingly, if we were to grant a stay, Tessera would essentially be
denied the relief to which it is entitled under Section 337 during pendency of the appeal.
Respondents argue that Tessera can be made whole by money damages. Respondents’ Motion at
20. The statute provides, however, that the remedies available for violation of Section 337 are
“in addition to any other provision of law....” 19 U.S.C. § 1337(a)(1). Therefore, we reject
Respondents’ contention that money damages will make up for the loss of Section 337 relief.

With respect to the fourth factor, we believe that a stay would not favor the public

interest. Respondents argue that the public will be harmed by the lack of competition during the
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period that the accused products are excluded and that their businesses may fail in the interim.
Respondents’ Motion at 21. The Commission determined, however, when considering the public
interest before determining to issue relief to Tessera, that there are many licensed sources for the
packaged semiconductor chips of the type at issue and that there is no evidence that Tessera’s
licensees would be unable to adequately supply the U.S. market once Respondents’ products are
excluded. Semiconductor Chips, Commn’ Op at 73-74. As to their second argument,
Respondents have not demonstrated that being permitted to import the semiconductor packages
at issue will affect their economic fate. Respondent Spansion entered bankruptcy before the
Final Determination issued and, thus, the limited exclusion order and cease and desist order
could not have contributed to the bankruptcy.’

Respondents also argue that the public interest is harmed by having conflicting agency
determinations on the validity of the same patent claims. Respondents’ Motion at 21. There is,
in fact, no harm caused by conflicting rulings between the USPTO and the Commission
because the Commission does not make final binding rulings on any action relating to patents,
including determining their validity. That task is exclusively relegated to federal district courts
(28 U.S.C. § 1338) and the USPTO. Rather, the Commission makes validity findings when
considering defenses to a complainant’s allegations that there has been a violation of Section
337. These validity rulings have no collateral estoppel effect outside of the Commission’s own
investigations. See Texas Instruments Inc. v. Cypress Semiconductor Corp., 90 F.3d 1558, 1569

(Fed. Cir. 1996); see also Corning Glass Works v. United States Int'l Trade Comm'n, 799 F.2d

3 See Notice of Commencement of Bankruptcy Proceedings and of Automatic Stay (March 11,
2009). The Commission denied Spansion’s request to stay the investigation. Semiconductor
Chips, Comm’n Opinion at 75.
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1559, 1570 n. 12, (Fed. Cir. 1986) (stating that the legislative history of the Trade Reform Act of
1974 supports the position that ITC decisions have no preclusive effect regarding the validity or
enforceability of patents in district courts).

Upon consideration of the four stay factors, the Commission denies Respondents” motion
for stay of the Commission’s remedial orders pending the outcome of any appeal of the
Commission’s final determination.

Respondents also filed a motion for leave to file a joint reply in support of their motion to
stay. Respondents’ Motion for Leave to File Joint Reply in Support of Motion to Stay
Enforcement of Limited Exclusion Order and Cease and Desist Order (June 18, 2009).
Respondents have not supplied a sufficient basis for filing a reply. Respondents’ motion for

leave is, therefore, denied.

By order of the Commission.
Marilyn R. Abbott, Secretary to the Commission

Acting Secretary to the Commission

Issued: July 29, 2009
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L BACKGROUND

A, Procedural History

The Commission instituted Inv. No. 337-TA-605 on May 21, 2007, based on a complaint
filed by Tessera, Inc. of San Jose, California (“Tessera”) on April 17, 2007. 72 Fed. Reg. 28521-2
(May 21, 2007). The complaint, as amended, alleged violations of Section 337 of the Tariff Act
0f 1930, 19 U.S.C. § 1337 (“Section 337”) in the importation into the United States, the sale for
importation, and the sale within the United States after importation of semiconductor chips with
minimized chip package size or products containing same by reason of infringement of certain
claims of U.S. Patent Nos. 5,852,326 (“the ‘326 patent”) and 6,433,419 (“the ‘419 patent”).
Tessera named as respondents Spansion, Inc. and Spansion, LLC, both of Sunnyvale, California
(collectively “Spansion”); QUALCOMM, Inc. of San Diego, California (“Qualcomm”); ATI
Technologies of Thornhill, Ontario, Canada (“ATI”); Motorola, Inc. of Schaumburg, Illinois
(“Motorola); STMicroelectronics N.V. of Geneva, Switzerland (“ST-NV”); and Freescale
Semiconductor, Inc. of Austin, Texas (“Freescale™) (collectively “Respondents™).

On December 1, 2008, the presiding administrative law judge (“ALJ”) issued his final
initial determination (“ID”), finding no violation of Section 337, as well as his recommended
determination (“RD”) on remedy and bonding during the period of Presidential review.
Specifically, the ID finds that the accused products do not infringe the asserted claims of either the
‘326 patent or the ‘419 patent. The ALJ also determined that the asserted claims of the ‘326 and

‘419 patents are not invalid for failing to satisfy the enablement requirement of 35 U.S.C. § 112 q
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1, are not invalid for failing to satisfy the written description requirement of 35 U.S.C. § 1129 1,
are not invalid as indefinite under 35 U.S.C. § 112 § 2, are not invalid under 35 U.S.C. § 102 for
anticipation, and are not invalid under 35 U.S.C. § 103 for obviousness. The ID further finds that
a domestic industry in the United States exists with respect to Tessera’s Licensing Program, which
has a nexus to the ‘326 and ‘419 patents as required by 19 U.S.C. § 1337(a)(2) and (3).

In his RD, the ALJ recommended that, should the Commission determine that a violation
exists, a limited exclusion order would be properly directed to the accused chip packages that are
manufactured by or on behalf of, or imported by or on behalf of, Respondents. Additionally, as
Motorola is a named respondent, the ALJ recommended that any limited exclusion order should
reach Motorola’s downstream products that incorporate Respondents’ infringing chip assemblies.

The ALJ further recommended that, should the Commission determine that there has been a
violation, a cease and desist order should issue against Respondents Motorola, Qualcomm,
Freescale, and Spansion. Finally, the ALJ recommended that, should the Commission determine
that there has been a violation, a bond be set in the amount of 3.5% the value of the imported
accused products during the period of Presidential review.

On December 15, 2008, Tessera and the Commission investigative attorney (“IA”) each
filed a petition requesting review of the ID’s finding that the accused products do not infringe the
asserted patents. Also on December 15, 2008, Respondents filed various contingent petitions for
review of the ID’s findings should the Commission determine to review the subject ID. The
contingent petitions requested review of the ID’s findings concerning claim construction, direct

infringement of the accused standalone products, and validity of the asserted claims.
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On January 30, 2009, the Commission determined to review the final ID in part and
requested briefing on several issues it determined to review, and on remedy, the public interest, and
bonding. 74 Fed. Reg. 6175-6 (Feb. 5, 2009) (“Notice of Review”). The Commission determined
to review: 1) the ALJ’s finding that Respondents’ accused devices do not infringe asserted claims
1,2,6,12,16-19, 21, 24-26, and 29 of the ‘326 patent and asserted claims 1-11, 14, 15, 19, and
22-24 of the ‘419 patent; 2) the ALJ’s finding that Tessera has waived any argument that the
accused products indirectly infringe the ‘419 patent; 3) the ALJ's finding that Motorola’s invention
of the 1989 68HC 1.1 OMPAC chip (“OMPAC”) does not anticipate the asserted patents under 35
U.S.C. § 102(b); and 4) the ALJ’s finding that the Motorola’s OMPAC invention does not
anticipate the asserted patents under 35 U.S.C. § 102(g). Id. The Commission determined not to
review the remaining issues decided in the ID. In its Notice of Review, the Commission asked the
parties to address the following questions:

1. How the absence of the compliant layer affects the effective CTE of the baseline packages
in the sense of the material properties of the structures remaining in the baseline.
Specifically, to what extent does the CTE of the compliant layer materials affect the
effective CTE of the accused packages as compared to their corresponding baseline
packages? Also, how specifically do the substituted materials in the baseline packages
affect the effective CTE of the baseline packages.

2. Whether Dr. Qu’s plastic work analysis can be isolated to the validated range of the finite
element analysis (“FEA”) models, and if so, whether the validated results are sufficient to
satisfy the preponderance of the evidence standard for infringement.

3. Whether Tessera may prove infringement by relying on multiple tests rather than one test.
In his first test, Dr. Qu demonstrated the existence of terminal-to-chip displacement and its
effect on improved reliability in the accused chips by comparing the on-board behavior of
FEA models of the accused packages to the on-board behavior of FEA models of their
corresponding baseline packages. In his second test, Dr. Qu showed that the accused chips
exhibit improved reliability under external loads by directly applying simulated external
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loads to the accused packages and their corresponding baseline packages. Was it sufficient
that Dr. Qu showed the required features of the claimed “movement”— terminal-to-chip
displacement and improved reliability under application of external loads — without
directly showing terminal-to-chip displacement due to external loads?

4, Whether Motorola exercised reasonable diligence in reducing the OMPAC invention to
practice by filing the applications leading to U.S. Patent Nos. 5,241,133 and 5,216,278, and -

whether the confidentiality agreement between Motorola and Citizen Watch amounted to
“suppression” and/or “concealment” of the OMPAC invention.

On February 23, 2009, the parties filed written submissions regarding the issues on review,
remedy, the public interest, and bonding. On March 5, 2009, the parties filed response submissions
on the issues on review, remedy, the public interest, and bonding. On the same day, various
interested parties filed response submissions concerning remedy, the public interest, and bonding.
On March 26, 2009, the Commission requested additional briefing concerning Tessera’s request
for a “tailored” general exclusion order (“GEO”) and invited briefing on the following questions:

1. Whether Tessera is entitled to a GEO under 19 U.S.C. § 1337(d)(2).
2. Whether the Commission has the authority under the statute to issue a “tailored
GEO,” which would ostensibly reach only specified downstream products and

manufacturers while subjecting a complainant to the additional requirements of 19
U.S.C. § 1337(d)(2).

3. Whether the Commission has the authority to issue two different exclusion orders
at two different times, specifically whether the Commission can issue a limited
exclusion order (“LEO”) immediately and then issue a GEO at a later date.

Id.

On April 10, 2009, Tessera, the 1A, Respondents, and several interested parties filed initial
written submissions in response to the Commission’s request for additional briefing on remedy.
On April 20, 2009, Tessera, the IA, Respondents, and one of the interested parties filed replies to

these submissions. On April 29, 2009, after the Commission extended the deadline for filing
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replies, the remaining interested parties submitted their reply briefs.

For the reasons discussed below, the Commission reverses the ID’s determination of no
violation of Section 337. Specifically, we reverse the ID’s finding that Respondents’ accused
devices do not directly infringe asserted claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of the ‘326
patent and asserted claims 1-11, 14, 15, 19, and 22-24 of the ‘419 patent. We also reverse the ID’s
finding that the issue of whether the accused chip packages indirectly infringe the asserted claims
of the ‘419 patent has been waived. Moreover, we find that Respondents’ have contributorily
infringed the asserted claims of the ‘419 patent. The Commission also modifies the ID’s analysis
concerning its finding that the ‘326 and ‘419 patents are not invalid under 35 U.S.C. § 102(b) to
clarify that the statute requires comparing the an-sale date of alleged prior art against the priority
date of the asserted patents, not against the conception date of the asserted patents.

With respect to remedy, the Commission has determined to issue a limited exclusion order
barring the entry into the United States of the accused chip assémblies of the named respondent
chip manufacturers, as well as the downstream products of the named downstream manufacturer,
Motorola, Inc., that incorporates the accused chip assemblies. The Commission denies Tessera’s
request for a “tailored” general exclusion order. The Commission has also determined to issue
cease and desist orders against Motorola, Qualcomm, Freescale, and Spansion, and set a bond of
3.5% of the value of the imported accused products during the period of Presidential review.

Additionally, the Commission denies the motion by Siliconware Precision Industries Co.,
Ltd. and Siliconware U.S.A., Inc. to extend the date for reply submission’s to the Commission’s

Notice of Review of the final initial determination and to compel the production of Complainant
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Tessera, Inc.’s initial briefing in response to the Commission’s Notice. We further deny
respondenfs’ Spansion, Inc. and Spansion, LLC’s motion for a stay of the investigation in light of
the commencement of bankruptcy proceedings involving them. The Commission also denies
respondent Qualcomm’s motion for leave to file a petition for reconsideration of the Commission’s
determination not to review the ID’s finding that the asserted claims of the patents-in-suit are not
indefinite. Finally, the Commission denies Respondents’ motion to strike the Prowse Affidavit
and the Cassidy Statement.
B. Patents at Issue

This investigation pertains to semiconductor chip assembly configurations, and specifically
to semiconductor chips having ball grid array (“BGA”) assemblies using solder balls to connect the
semiconductor chip to a printed circuit board (“PCB”) or printed wiring board (“PWB”) where:

) the semiconductor chip is “face up,” using wire bonds to connect the electrical
contacts of the chip to the terminals on the package substrate;

(i)  the semiconductor chip substrate is made of a “laminate” material such as
glass-reinforced BT or FR4; and

(iii)  the “pitch” of the solder balls is relatively fine, permitting it to be a “small
format” semiconductor chip.

An example of a “face up” small format BGA chip package is illustrated below.

The figure above is a schematic of the cross-section of a BGA package. The rectangular shape in

7
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the middle labeled “chip” is the semiconductor chip. The chip is connected to the bond wire —
labeled “leads™ — at the chip contact, labeled as “contact.” The bond wire and the lead portion on
the package substrate (a.k.a. “backing element”) — labeled “package substrate — form the leads that
connect the chip to the package substrate electrically. The package is connected to the PCB —
labeled “PCB” — through the solder balls, shown as round-shaped masses in the figure and labeled
as “solder balls.” The solder balls connect terminals on thé package substrate to the contact pads
— labeled “contact pads” — on the PCB. The figure also shows a protective layer of encapsulant,
which is labeled “encapsulant” and the die attach, which is labeled “die attach.” The die attach is
the layer located between the chip and the package substrate.

In particular, the asserted patents address certain problems due to stress caused by
mismatches in coefficients of thermal expansion (“CTE”) between the various materials, e.g., the
semiconductor chip, the package substrate, and/or the PCB, used in a semiconductor assembly.
Semiconductor devices generate heat during operation and subsequently cool when operation
ceases. Because the different materials have different CTEs, they expand and contract at different
rates in response to temperature changes, leading to differential thermal expansion (“DTE”)
between the materials. Moreover, joining together multiple materials with different CTEs causes
the CTE of the combination to be different from any single material. The repeated cycles of
heating and cooling can place stress and strain on the electrical interconnections in a
semiconductor assembly, particularly the solder balls, leading ultimately to breakage and electrical

failure in the package.
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Heat Expension

The asserted patents disclose a new way to avoid the problem of stress and strain associated
with DTE. By using structures that transfer at least some of the strain from the solder balls, or
solder joints, into the semiconductor package itself, the asserted patents move strain from the
outside of the package to the inside of the package, thereby improving reliability of the external
connections. As an example, this can be accomplished by introducing a compliant layer between
the chip and the backing element to allow the pac}kage terminals to move relative to the chip when
the package is heated and cooled. By permitting this movement to occur, the inventive structures
appreciably relieve the stresses that would otherwise be present in the solder balls as a result of
DTE between the chip and the PCB. Thus, the asserted patents teach transferring the strain from
second-level electrical interconnections outside of the package (e.g., solder balls), into the package
using particular structures that allow relative movement between the chip and the terminals.

The 326 patent is entitled “Face-Up Semiconductor Chip Assembly” and is directed to a
semiconductor assembly having contacts on a peripheral region of the top surface of a chip and a
backing element overlying the bottom surface of the chip, the backing element having terminals
such that at least some of the terminals overlie the bottom surface of the chip. Leads, including
bonding wires, extend alongside the edges of the chip and connect the contacts and the terminals.

The terminals of the assembly are moveable with respect to the chip, thus providing relief from
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stress and strain at the solder joints. The ‘326 patent has 29 claims, of which claims 1, 2, 6, 12,
16-19, 21, 24-26, and 29 are asserted against Respondents.

The ‘419 patent is entitled “Face-Up Semiconductor Chip Assembly” and explicitly
incorporates the relationship between the assembly and a substrate such as a PCB. The ‘419 patent
is directed to a semiconductor chip, which is mounted in a face-up disposition, with a
contact-bearing front surface facing away from the substrate and with a rear face facing toward the
substrate. A backing element having terminals is disposed between the rear face of the chip and the
substrate, and the terminals of the backing element are connected to contact pads on the substrate.

The terminals of the backing element are movable with respect to the chip to compensate for DTE
of the chip and the substrate. The ‘419 patent has 29 claims, of which claims 1-11, 14, 15, 19, and
22-24 are asserted against Respondents.

C. Products at Issue

Tessera asserts that the accused products are at least the over 1,000 packages identified
collectively by Respondents in response to Tessera’s Interrogatory Requests No. 1 and No. 6,
which asked Reépondents to identify chip packages and products containing what Tessera termed
a “Small Format Laminate BGA Package.” See CPFF qf 130-31, 132-43. Tessera defined “Small
Format Laminate BGA Package” to rﬁean “a ball grid array chip package (a) wherein at least one
semiconductor chip is in a face-up orientation, (b) having a laminate package substrate, (c) having
a solder ball pitch of less than 1.27 millimeters, and (d) where at least one terminal or solder ball
is beneath (e.g., within the periphery of) a semiconductor chip in the package.” Tessera’s expert,

Dr. Qu, testified, however, that his infringement analysis applied only to a subset of the packages
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identified by Respondents. Specifically, Dr. Qu testified that the accused products must have at
least 36 solder balls, a die attach modulus of 3.5 Giga Pascals (“GPa”) or less, and not be flip-chip,
package-in-package, or tape-based products. Dr. Qu, however, failed to provide an actual list of
those packages that he opined infringe the asserted claims of the ‘326 and ‘419 patents.’

Tessera also accuses downstream products that incorporate the accused products. These
accused downstream products include the following: 1) graphics processors made by or on behalf
of ATI and incorporated into cellular phones; 2) baseband processors, multimedia application
chips, and wireless network products made by or on behalf of Freescale and incorporated into
cellular phones, wireless LAN devices, cable set-top boxes, portable data terminals, VOP
telephone kits, and routers and switches; 3) baseband processors, Bluetooth transceivers, video
receiver products, graphics processors, wireless network products, power management products,
and radio frequency products made by or on behalf of Qualcomm and incorporated into cellular
telephone handsets, Bluetooth headsets, wireless gateway devices and moderh cards; 4) memory
chips made by or on behalf of Spansion and incorporated into cellular telephones, digital cameras,
handheld computers, video cameras, PDAs, video games, set-top boxes, and personal computers;
5) flash memory chips, level translators, RF ASICS, mixed signal ASICs and power management
chips, data conversion chips, imaging signal processors, and digital and other ASIC products made

by or on behalf of ST-NV and incorporated into cellular telephone handsets, other wireless

! Respondents argue that Tessera included two package-in-package and flip chip packages —
Qualcomm’s MSM7200 and MSM7200A packages — in its list of accused products. Respondents
Joint Contingent Pet. at 22. Since Tessera explicitly excludes these types of products from the
universe of accused products, to the extent that these products are flip-chip or package-in-package,

11
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handsets, handheld computers, data terminals, and hand-held or stationary data-scanning devices,
satellite receivers, hard disk drives, routers/switches and set-top boxes; and 6) cellular teléphone
handsets, set-top boxes, handheld data scanners, and mobile computers imported by or on behalf
of Motorola that incorporate unlicensed infringing products.

IL INFRINGEMENT
A. Direct Infringement

A determination of infringement is a two-step analysis. “First, the court determines the
scope and meaning of the patent claims asserted.” Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448,
1454 (Fed. Cir. 1998) (en banc) (citations omitted). “[Second,] the properly construed claims are
compared to the allegedly infringing device.” Id. “To prove direct infringement, the plaintiff must
establish by a preponderance of the evidence that one or more claims of the patent read on the
accused device literally or under the doctrine of equivalents.” Cross Medical Products, Inc. v.
Medtronic Sofamor Danek, Inc., 424 F.3d 1293, 1310 (Fed. Cir. 2005).

The Commission determined to review the ID’s finding that Respondents’ accused devices
do not infringe asserted claims 1, 2, 6, 12, 16-19, 21, 24-26, and 29 of the ‘326 patent and asserted
claims 1-11, 14, 15, 19, and 22-24 of the ‘419 patent. Specifically, the Commission determined to
review the ALJ’s assessment of the testing methodology of Tessera’s expert, Dr. Qu, as well as his
conclusions concerning direct infringement. Claim 1 of the ‘326 patent and claim 1 of the ‘419
patent are representative of the asserted claims and are set forth below with an emphasis on the

limitation at issue:

we exclude the Qualcomm MSM7200 and MSM7200A packages from the investigation.
12
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‘326 patent:

1.

A semiconductor assembly comprising:

a semiconductor chip having oppositely facing front and rear surfaces and edges
extending between said front and rear surfaces, said chip further having
contacts on a peripheral region of said front surface;

a backing element having electrically conductive terminals and lead portions
thereon, wherein said lead portions are connected to said terminals, said
backing element overlying said rear surface of said semiconductor chip such
that at least some of said terminals overlie said rear surface of said chip;

bonding wires connected to said contacts on said front surface of said chip, said
bonding wires extending downwardly alongside said edges of said chip and

being connected to the lead portions on the backing element;

wherein said terminals are movable with respect to said chip.

‘419 patent:

1.

A semiconductor assembly comprising:

a) asemiconductor chip having a front surface, a rear surface and contacts on said
front surface, said semiconductor chip having a coefficient of thermal
expansion;

b) a substrate adapted to physically support the chip and electrically interconnect
the chip with other elements of a circuit, said substrate having a set of contact
pads thereon, said substrate having a coefficient of thermal expansion, said
semiconductor chip overlying said substrate so that said chip overlies at least
some of said contact pads of said set and so that said rear surface of said chip
faces toward said substrate and said contact pads;

¢) a backing element having electrically conductive terminals and electrically

conductive lead portions electrically connected to said terminals and to said
contacts on said chip, said backing element having a central region aligned with
said chip and disposed between said rear surface of said chip and said substrate,
said terminals of said backing element being bonded to said contact pads on
said substrate, at least some of said terminals of said backing element being
disposed in said central region of said backing element and being movable with
respect to the chip to compensate for differential thermal expansion of the
chip and substrate.

13
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The ID finds that the most contentious aspect of Tessera’s infringement allegations
revolves around the limitation in claim 1 of the ‘326 patent and its dependent claims requiring that
“[the] terminals are movable with respect to [the] chip.”® ID at 57 (emphasis added); see ‘326
patent, 34:35-36. Likewise, the asserted claims of the ‘419 patent include limitations requiring a
“terminal being moveable with respect to the chip to compensate for [DTE] of the chip and
substrate” and “movement of said terminals to compensate for [DTE] of the chip and substrate.”
ID at 68 (emphasis added).

The ID collectively construes the limitations in both asserted patents concernihg
“terminals” that are “moveable” and “movement of said terminals” to require that “in the operation
of the assembly, the terminals are capable of being displaced relative to the chip by external loads
applied to the terminals, to the extent that the displacement appreciably relieves mechanical
stresses, such as those caused by DTE which would be present in the electrical connections absent
such displacement.” ID at 57-58. The ALJ noted that, during prosecution of the asserted patents,
Tessera disavowed solder deformation and CTE matching as the claimed movement, and thus
limited the claims to terminal movement due to external loads — force exerted by the PCB on the
solder balls when the chip package is on-board — as opposed to any terminal movement that might
be caused by internal loads, which is displacement of the terminals due solely to the CTE
expansion/shrinkage of the package. ID at 49. Therefore, the ID finds that, in order to prove that

the claimed “movement” is present in the representative accused product, Tessera must show that:

% The parties do not contend that any other limitations of the asserted patents are not met by the
accused chip packages.

14
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(1) the terminals are capable of being displaced with respect to the chip by external loads and (2)
the displacement caused by the external loads appreciably relieves mechanical stresses. ID at 58.

The ALJ found several problems with the methodology that Dr. Qu used to show that the
accused products have the claimed movement, i.e., that Dr. Qu did not use a proper hypothetical
baseline package as a comparison with the accused packages, that Dr. Qu did not appropriately
validate his finite element analysis (“FEA”) models, and that neither of his two testing
methodologies — comparison of the terminal-to-chip displacement during thermal cycling of the
on-board FEA models of the representative accused packages to their corresponding baseline
packages, and off-board/on-board comparison analysis of the representative accused packages to
estimate the terminal-to-chip displacement due to external loads — were successful in proving that
the accused packages have the claimed movement. For the reasons discussed below, the
Commission finds that Dr. Qu’s methodology in creating baseline packages was correct, that his
FEA modeling was properly validated using moiré testing, and that his off-board/on-board
comparison analysis shows that the accused products infringe the asserted claims of the ‘326 and
‘419 patents. We also find, however, that Dr. Qu’s comparison of the terminal-to-chip
displacement during thermal cycling of his on-board FEA model of the accused package of each
representative accused product with the terminal-to-chip displacement during thermal cycling of
its corresponding baseline package does not show infringement.

1. Baseline packages

The ALJ, in finding that Tessera had not successfully proved infringement, rejected the

hypothetical baseline packages that Dr. Qu compared to accused packages in analyzing whether the
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accused packages practiced the claimed “movement.” Dr. Qu testified that it was necessary to
create a baseline package for each of the accused packages modeled in order to isolate the claimed
movement, i.e., the terminal-to-chip displacement due to external loads that appreciably relieves
mechanical stress in the electrical connections, from other types of movement that may be present
in the chip assembly. ID at 59. To create his baseline packages, Dr. Qu testified that he replaced
the values for the compliant die attach material of the accused packages with values for silicon in
his FEA models. ID at 59. He also testified that he replaced the values for the solder mask material
of the accused packages with the values for package substrate core material. Id.

The ALJ noted that both silicon and the package substrate core material — BT resin — are
much stiffer than die attach or solder mask. ID at 60, fn. 18. Because the values for silicon and
package substrate replaced the die attach and solder mask used in the accused packages, the ALJ
found that the CTE of the baseline packages overall would be different than that of its
corresponding accused package. ID at 60. The ALJ also found that the compliant layers in the
accused packages (i.e., the compliant die attach material and compliant solder mask material) act
to decouple the chip from the package substrate, thereby allowing the I;ackage substrate to move
more than it would if it were bound to the chip and allowing the CTE of the package substrate to
more closely match that of the PCB, thereby improving reliability. Id. The ALJ concluded that,
by replacing the compliant layers in the accused packages with much stiffer materials in the
baseline packages, Dr. Qu made each baseline artificially stiff, thereby guaranteeing that the
baseline models would show less terminal-to-chip displacement under application of the same load

than that of its corresponding accused package. Id.
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The ALJ also concluded that, because Dr. Qu had no way to quantify how much the CTE
of a baseline package had changed compared to its corresponding accused package, Dr. Qu could
not determine to what extent any improvement in reliability in an accused package over its baseline
package was due to the claimed “movement” as opposed to the change in the physical properties
of the chip package (i.e., the CTE of the baseline). ID at 61.

The Commission finds that Dr. Qu correctly followed the uncontested claim construction
of the “movement” limitation when he used a baseline to create a situation where there would be
an “absence” of the claimed “movement.” The claim construction specifically suggests that
“absent such displacement” — such displacement being displacement of the terminal relative to the
chip by external loads applied to the terminals — there would be appreciably more mechanical
stress in the electrical connections caused by DTE. Dr. Qu specifically determined that the
compliant layer used in the baseline packages should be rigid (not compliant) so as to minimize the
relative displacement between the chip and the terminal. See RX-260 (Qu, Expert Report) [X-46,
q113.

We agree with Dr. Qu’s approach. If the observed improvement in reliability of the solder
joint is greater in the presence of a compliant layer as compared to when it is absent, then the
logical conclusion is that the presence of the compliant layer “appreciably relieves mechanical
stresses.” Furthermore, if terminal-to-chip displacement is minimized in the baseline because of
the absence of the compliant layer, then the presence of the compliant layer must facilitate
terminal-to-chip movement, which in turn, minimizes the stress in the solder balls, thus satisfying

the “moveable” limitation. The only additional analysis that is required is whether that
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terminal-to-chip displacement is due to external loads as opposed to internal loads. There is no
inherent error in creating a more rigid baseline that would necessarily lead to a decrease in
terminal-to-chip displacement and a resultant decrease in reliability in the solder joints.

The ALJ found that the overall CTE of the baseline package would be different than that
of its corresponding accused package because different materials were substituted for the
compliant layer in the baseline packages. ID at 60. We recognize that there is a potential difficulty
created by the difference in the effective CTEs of the accused packages and their corresponding
baseline packages. Specifically, if the effective CTE of an accused package is different than its
baseline package, any analysis of the differences in observed terminal-to-chip displacement
between the two packages would take on added complexity. Not only would one need to determine
how much the difference in the observed displacement was due to only external loads, but one
would also need to account for how much of the observed displacement is due to the internal loads
caused by the differences in the CTEs of the two packages. While terminal-to-chip displacement
due to external loads is the claimed invention, terminal-to-chip displacement from internal loads
was disclaimed by Tessera, and is, therefore, not part of the claimed invention. The question,
therefore, is just how significant to the analysis is the difference in the effective CTEs of the
accused and baseline packages. Because the ID did not address this issue, we asked the parties to
provide further elaboration.

The Commission finds that none of the parties adequately overcame the ALJ’s reservations
concerning the difference in the effective CTEs of the baseline packages and their corresponding

accused packages. Dr. Qu admitted that the effective CTE of the baseline packages is changed by
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substituting silicon for the die attach layer and package substrate core material for the silicon mask
layer. Hearing Tr. (Qu), 447:23 — 448:2. Dr. Qu failed, however, to quantify the significance of
that change for his infringement analysis. Tessera’s argument that, because of the complexity in
assessing the CTE effect of any specific material, the effect of the additional silicon and package
substrate material on the baseline packages cannot be known, is likewise unhelpful. Simply
because the answer is difficult to know does not mean that Tessera is excused from making the
required showing on the issue. Cross Medical, 424 F.3d at 1310 (“To prove direct infringement,
the plaintiff must establish by a preponderance of the evidence that one or more claims of the
patent read on the accused device literally or under the doctrine of equivalents.”).

Respondents are similarly vague in their responses. They all state that increasing the
amount of silicon in the baseline packages causes a significant impact on the effective CTE of the
baseline package that renders any comparison with the accused packages meaningless. The only
support cited to for this proposition, however, is a conclusory statement by Respondents’ expert,
Dr. Sitaraman, that “[i]ncreasing silicon content interferes with the CTE matching within the
package, thus generating additional internal movement of the terminal relative to the chip.”
RX-3179C (Sitaraman W.S.) Q. 297. Dr. Sitaraman fails, however, to elaborate on how significant
such interference might be.

Dr. Sitaraman’s experiment comparing Motorola’s OMPAC chip to a baseline likewise
fails to provide any evidence concerning the significance of the change in the effective CTE of the
baseline packages. In this experiment, Dr. Sitaraman created a baseline of the OMPAC chip

according to Dr. Qu’s methodology by replacing the solder mask with package substrate material
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and the die attach with silicon. Respondents claim that because the OMPAC chip demonstrated
greater terminal-to-chip displacement compared to the baseline package, Dr. Qu’s baseline
methodology showed that the OMPAC chip had the claimed “movement.” Respondents argue that,
because of the substitutions of materials, the new OMPAC baseline no longer had an effective
CTE that was sufficiently matched to the PCB, and therefore, showed greater solder ball stress than
the original OMPAC package. Respondents claim that the results of Dr. Sitaraman’s experiment
demonstrate the materiality of the effective CTE error resulting from Dr. Qu’s methodology in
creating his baseline packages.

As the ALJ found, the OMPAC uses CTE matching to relieve mechanical stress and
improve chip package reliability. ID at 84-85. No party contends that CTE matching is not
effective in providing some stress relief in the electrical connections of a chip package. At most,
Dr. Sitaraman’s experiment shows that the baseline packages restrict terminal-to-chip
displacement, including terminal-to-chip displacement due to CTE matching. The experiment
does not demonstrate, however, what significance the increase in silicon and package substrate
material has on the CTE of the baseline packages.

The record, therefore, provides no evidence concerning the significance of the thicker
silicon and package substrate layers on the effective CTE of the baseline. As such, the ALJ’s
doubts concerning the effectiveness of the baseline packages in proving that the accused packages
practice the “movement” limitation remain unassuaged. The CTE behavior of the baseline
package, however, only affects its usefulness in Dr. Qu’s comparison of the terminal-to-chip

displacement during thermal cycling of his on-board FEA model of the accused package of each
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representative accused product with the terminal-to-chip displacement during thermal cycling of
its corresponding baseline package. As discussed below, although this comparison fails to
demonstrate that the accused packages satisfy the “movement” limitation, we find that Dr. Qu’s
off-board/on-board comparison analysis succeeds in making such a showing, as this analysis does
not depend on the CTE behavior of the baseline packages.

2. FEA Modeling and Moiré Validation

Dr. Qu used FEA models to analyze the behavior of the accused packages and their
corresponding baseline packages. ID at 58-59. The ALJ noted that FEA modeling is a general and
well-accepted procedure for conducting simulations using digital computers to simulate the
behavior of structures such as electronic packages. ID at 58, fn. 16. In order to validate his FEA
models, Dr. Qu performed moiré testing on several of the representative packages. ID at 66. Moiré
testing is an experimental technique used for validating a finite element model in which a grating
with very fine lines is epoxied to an actual sample. ID at 66-67. Using laser beams, optical
measurements are then made on that sample at different temperatures to measure the
displacements at various points on the package. ID at 67.

The ALJ found that Dr. Qu did not properly validate his FEA models because (1) the moiré
testing was incapable of distinguishing claimed “movement” from movement due to internal
forces (i.e., CTE expansion) and (2) Dr. Qu performed the moiré analysis over a range of +25 to
+75 degrees Celsius, rather than over the full temperature range of -25 to +125 degrees Celsius that
he modeled using FEA. ID at 67. The ALJ did, however, indicate that “the moiré testing may have

produced similar results to that seen in Dr. Qu’s FEA models” over the temperature range of the
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moir¢ test. Id.

Although the ALJ found that Dr. Qu’s FEA models were not validated because the moiré
testing was incapable of distinguishing between the claimed “movement” and terminal-to-chip
displacement due to internal forces, it is clear from the evidence that the purpose of the moiré
testing was simply to validate the results of Dr. Qu’s FEA modeling. CX-3196C (Qu W.S.) Q. 237.

There is no evidence that Dr. Qu performed moiré testing in an independent attempt to show
infringement. Thus, the fact that all of Dr. Qu’s FEA results were not validated by the moiré
testing is not determinative of the infringement issue.

The ALJ’s second finding, concerning whether the moir¢ tests did, in fact, validate Dr.
Qu’s FEA modeling, is relevant. The ALJ did find that Dr. Qu’s “moire€ testing niay have produced
similar results to that seen in Dr. Qu’s FEA models.” ID at 67. Since the ALJ made no other
findings regarding the degree of agreement between the FEA models and the moiré results, we take
the statement to mean that the ALJ found sufficient agreement between the FEA models and the
moiré results over the temperature range in which moiré testing was conducted. In its Notice of
Review, the Commission asked whether Dr. Qu’s package reliability analysis, as determined by his
plastic work analysis’, can be isolated to the validated range of the FEA models, and if so, whether
the validated results are sufficient to satisfy the preponderance of the evidence standard for
infringement. [

] Therefore, the question remains whether Dr. Qu’s validation of his FEA

3 «Plastic work” is a product of the stress and the plastic strain on the solder ball, which is
fundamentally a measure of the amount of permanent damage done to the solder ball when it is
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modeling over the temperature range covered by his moiré testing means that his FEA modeling
was validated over the broader temperature range used in the FEA modeling.

Respondents’ expert, Dr. Sitaraman, testified that when the material properties® used as
inputs to the FEA model are correct, the FEA model is génerally correct. RX-3179C (Sitaraman
W.S.) Q. 463 (“First, it is not necessary to do moiré on every type of package that one simulates. ...
In addition, the structure and material properties for the 1989 OMPAC 68 package are very well
documented, and therefore, the model for it is accurate. So it is very reasonable to conclude that
the [FEA] modeling correctly captures the behavior of the modeled packages....”)

Dr. Qu testified that he used documentation provided by Respondents to obtain the
geometric dimensions of the Respondents’ products in order to model them. CX-3196C (Qu W.S.)
Q. 177. Dr. Qu further testified that he determined the properties of the materials within the

package from Respondents’ documents, third party documents, or open literature. Id. Q. 184. [

]

The ALIJ did not criticize Dr. Qu’s modeling data inputs, but rather the fact that his moiré

strained. See, 1A Pet. at 14.
* The material properties that are input into an FEA model include the physical dimension and

structure of the chip and the properties of the materials constituting the chip, e.g., modulus of
elasticity and CTE. CX-3196C (Qu W.S.) QQ. 152-154, 163-165.
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testing did not span the FEA temperature range. The ALJ recognized the inherent validity of FEA
modeling, though he mistook the purpose for which Dr. Qu used the tool, stating: “So even though

FEA modeling is a valid method to examine material products, it will not necessarily produce a

result that is valid in this hearing; [i]f the claimed “movement” is not isolated, or quantified, we
may be unable to reach a conclusion based on the modeling. ID at 59, fn. 16 (emphasis added).
The ALJ never addressed Dr. Sitaraman’s own statement that, where the data inputs to the FEA
model are correct, the results will be correct. RX-3179C (Sitaraman W.S.) Q. 463. The ALJ made
no finding that Dr. Qu used incorrect data in creating his FEA models. It is, therefore, inconsistent
for him to conclude, given the evidence of record, that the same data that was validated over one
range somehow becomes invalid over a broader range.

Respondents argue that certain material parameters used in constructing the FEA models,
such as CTE and glass transition’, are drastically different outside of the narrower temperature
range of Dr. Qu’s moir€ testing, and that the evidence fails to establish how well the FEA models
predicted (or failed to predict) accused package eehavior where significant changes in material
properties occurred outside of the moiré range. Tessera acknowledges that the majority of
materials that Dr. Qu modeled had properties that changed with temperature. Tessera asserts,
however, that Dr. Qu used temperature dependent parameters for his modeling inputs in order to

ensure accurate results:

> The glass transition temperature is the threshold temperature above which the modulus (rigidity)
for polymeric materials decreases dramatically, such that a material may have a relatively high
modulus at room temperature, but has a much lower modulus above the glass transition
temperature. See CX-3196C (Qu, W.S.) at § 74.
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]

Respondent Qualcomm states that “agreement between the results of the moiré half model
and the physical sampling testing only validate the general modeling approach, not necessarily the
results of the full model and the related opinions.” Neither Qualcomm nor the other Respondents
point to any support for the proposition that the “preponderance of the evidence” standard requires
direct validation of every result of the FEA modeling beyond a general validation of the modeling
method and inputs to the model. In fact, Respondents’ expert, Dr. Sitaraman, states that precisely

the opposite is the case. See RX-3179C (Sitaraman W.S.) Q. 163 (“Provided that one uses the
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same methodology in modeling a number of packages, experimental moiré testing can be done on
several test samples. If the moiré testing agrees with the moiré simulations for those test samples,
that agreement would validate the overall modeling methodology common to the other packages.”).

Respondents point to two cases to support their claim that Dr. Qu failed to properly validate
his FEA model. They cite Novartis Corp. v. Ben Venue Labs., Inc., for the proposition that “every
simulation of a physical process embodies at least some simplifying assumptions, and requires
both a solid theoretical foundation and realistic input parameters to yield meaningful results.” 271
F.3d 1043, 1054 (Fed. Cir. 2001). In Novartis Corp., the patentee’s expert created a computer
model to represent the accused process. The court rejected the model, finding that there was no
evidence in the record explaining the basis for the expert’s model. Id. at 1049. Furthermore, the
court found that the expert’s model was unrelated to any reaction at issue for the accused process.
Id. at 1054.

In this case, Dr. Qu used a modeling technique that the ALJ recognized was well accepted
and used throughout the industry. ID at 58, fn. 16. Dr. Qu did not create the FEA modeling tool
for use in this investigation. As for the burpose of the models, Dr. Qu used his FEA models to
analyze the deformation behavior in the accused products and their corresponding baseline
packages. RX-260C (Qu Expert Report) at XII-1 — XII-24. Therefore, there is no serious question
that there was a “solid theoretical foundation” for Dr. Qu’s FEA modeling, and as discussed
previously, there is no evidence that he did not use “realistic input parameters.” |

Respondents also point to Alza Corp. v. Mylan Labs., Inc., for the proposition that, as a

proponent of the model, Tessera is required to prove that it is a valid model and that the modeling
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work was properly done. 464 F.3d 1286, 1295-1297 (Fed. Cir. 2006). In Alza, the patentee used
models to provide evidence that the accused generic formulation of a drug exhibited an in vivo
release profile falling within the claimed ranges at the relevant times. 464 F.3d at 1295. The court
rejected the models, finding that “[t]he critical deficiency in the evidence presented by [the
patentee] was ... that it failed to credibly link these pieces of evidence with the relevant
pharmacokinetic parameter — the rate of in vivo dissolution in the GI tract.” Id. at 1296. The
district court had found that the patentee failed to demonstrate how the evidence that was sought
could be extracted from the data determined from the models. Id. Furthermore, the patentee’s
expert admitted that his model was not designed to reflect the in vivo processes. Id.

Such is not the case here. Dr. Qu did not produce data using his FEA modeling that had no
connection to the real world situation he was attempting to simulate. His FEA models were
designed to simulate the behavior of the accused and baseline packages using well-accepted
industry tools. The only data the models were meant to simulate were package deformation,
specifically, terminal-to-chip displacements, data which was presented directly with no need for
the ALJ to extract the data from abstract results.

Respondents also argue that Dr. Qu’s moiré results did not validate his FEA modeling
because of the discrepancy between the terminal displacement obtained from the moiré analysis
and the terminal displacement measured using the FEA models. Respondents’ expert, Dr.
Sitaraman testified, however, that “in practice, there is always some disagreement, and the person
doing the calculations must apply engineering judgment to determine whether the agreement is

sufficient given the purpose of the calculation to be validated.” RX-3179C (Sitaraman W.S.) Q.
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315. Dr. Sitaraman also stated that the discrepancy between the FEA models and the moiré results
can be expected to increase over the broader temperature range used in Dr. Qu’s FEA analysis, but
he offered no evidence to back up his opinion.

Respondents fail to appreciate the purpose for which Dr. Qu performed his FEA analysis.
As discussed previously, Dr. Qu used his FEA models to analyze the deformation behavior in the
accused products and their corresponding baseline packages. RX-260C (Qu Expert Report) at
XII-1 — X1I-24. Dr. Qu used the results of his FEA modeling of the accused and baseline packages
to determine the terminal-to-chip displacement and to calculate the plastic work for those packages.
Id. at X11-87-108. Dr. Qu testified that deformation is related to strain. Id. at 104. Therefore, any
underestimation in calculating deformation of the package would logically lead to an
underestimation of the calculated plastic work due to strain. Likewise, any underestimation of the
terminal-to-chip displacement that might relieve such strain would lead to an underestimation of
the calculation of the amount of strain actually relieved. As such, the admittedly conservative
résults of Dr. Qu’s FEA models as compared to his moiré analysis supports the conclusion that the
accused packag<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>